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NOTICE. 

The  London  CaseB  in  this  volame  were  (with  a  few  exceptions)  reported 
by  Frank  G.  Undbrhay,  and  Jambb  Roberts,  J.  F,  McArthub, 
W.  H.  Drapbr,  H.  J.  Douglas,  and  C.  H.  Cardbn  Noad,  BarriBtera-at-Law. 
The  Reporter  for  Cases  in  the  Palatine  Court  is  C.  E.  R.  Abbott,  Barrister-at-Law; 
the  Reporter  for  Scotch  Cases  is  J.  Crabb  Watt,  E.C.,  assisted  by  Oborgb 
D.  Valentine,  Advocate ;  and  the  Reporter  for  Irish  Cases  is  Henrt  Holt, 
Barrister-at-Law. 

The  Judgments  are  taken  from  the  Shorthand  Notes  of  Messrs.  Martbn, 
Meredith,  Henderson,  and  White. 


ERRATA. 


Page    2,  line  3,  strike  out  second  '^that*' 

„       6     „  32,/or"htat;'r«irf"that'' 

„     89,  last  line,  strike  out  ^'Magazine"  before  ** Dress'* 

„     42,  line  36,  before  "  anticipated  '*  insert  "  was  *' 

„     63      „    50, /or  "Parentees^rcorf" Patentees" 

„     64      „    20, /or  "21  "raid"  29" 

„     89      „   23, /or  29th  Februaiy  read  13th  February 

„      „       „   25,  a/ter"  Patent  "odd"  (No.  2950  of  1905)" 

„  130      „     5, /or  "Re  Curling  "read**  Jones  v.  Curling" 

„  156      „     9,/or  "revelant"  read  "relevant" 

„  253      „  44,  for  155  read  145. 

„  257      „    10,/or  "L.R.  (1904)"  read" 22  R.P.C.  85" 

„  341      „     7,  for  "  British  manufacturer  "  read  "  British  vendor  " 

„  481      „      6, /or  "Registration  "read  "Injunction" 

„  504      „    29,  a/5er"  costs  "add"iyee  ante  p.  79" 

„  573      „     9,  for  "  An  alleged  infringing  machine  "  read  "  A  machine  " 

„  574,  strike  out  lines  6  to  15,  inclusive,  and  substitute  the  following  : — 

7nean8^  tn>.,  by  the  use  of  an  osdllating  table  and  a  dished  knife^  instead  of 
F.  -B.'«  reciprocating  table  and  dished  knife.  It  appeared  in  the  course  of  the 
tHal  that  the  Defendants  were  also  selling  machines  with  an  oscillating  table 
and  a  flat  knife. 

Held,  that  V.  B,^s  claim  was  for  a  combination^  and  it  was  immaterial 
wliether  any  of  the  constituent  parts  were  new,  the  novelty  being  the  combina- 
tion and  its  application  to  a  useful  purpose,  and  that  the  invention  had  not 
been  anticipated,  and  that  an  injunction  should  be  granted ;  but  as  a  dished 
knife  was  essential  to  V.  B.'s  combination,  the  injunction  would  not  extend  to 
ma^chines  of  t?ie  Defendants  in  which  aflat  knife  was  used. 

Page  596,  line  19,  for  "  Krepps  "  read  "  Krebs  " 

„    607      „    31,  for  "  Oxford  &  Sons  "  read  "  Orf ord  &  Sons  " 

„    642,  lines  48  and  49,  strike  out  from  "  and  in  order  "  to  "  Specification  " 

,       „    line  52,  tn«er^  inverted  commas  before  "  Patent " 

„      „    lines  53,  54  and  55,  strike  out  inverted  commas. 

„    731,  line  15,  for  "  710  "  read  "  720  " 

„    260  1  for  "gramaphone"  read  "gramophone"  throughout  reports  of 
»,   752  [      Gramophone  and  Typewriter  Ld,  v,  UUmann* 
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*  Denotes  a  Patent  Cote. 
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•Albop's  Patent— In  thb  Matter  op 65 

•Andrews'  Patent— In  the  Matter  op        441 

•Anti- Vibration  Incandescent  Lighting  Company  Ld.  v.  Whole- 
sale Incandescent  Fittings  Company 399 

Apollinaris  Company  Ld.  v.  Duckworth  &  Co 540 

*Badische  Anilin  und  Soda  Fabrik  v.  Hickson 149,433 

• V.  ISLER        173,633 

•Bailey  v.  Airby  &  Co 277 

•Bancroft's  Application  for  a  Patent— In  the  Matter  of  ...        89 

Bayer's  Design— In  the  Matter  of 553 

Bile  Beans  Manufacturing  Company  v.  Davidson        725 

Boord  a  Son  v.  Thom  and  Cameron  Ld 509 

•British    United   Shoe   Machinery    Company    Ld.    v.    Hogh 

Claughton  Ld 321 

•Brown  and  Brown  Brothers  &  Co.  Ld.  v.  John  Hastie  &  Co.  Ld.       361 

•Brown's  Patent— In  the  Matter  op  790 

BURBERRYS  V.  RAPBR  AND  PULLEYN        170 

— — * V.  Watkinson 141 

Capsuloid  Company  Ld.— In  the  Matter  op  the  Application  op       782 

•Clay  v.  Allcock  A  Co.  Ld 381,745 
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Council 289 

•Cooper  Patent  Anchor  Rail  Joint  Company  v.  British  Electric 

Equipment  Company  Ld 606 

Cropper  Minerva  Machines  Company  Ld.  v.  Cropper,  Charlton 

AND  Company  Ld 388 

•Cross,  Bbvan  and  Beadle's  Patent— In  the  Matter  op       ...  485 

Daimler  Motor  Company  (1904)  Ld.  v.  London  Daimler  Motor 

Company  Ld 718 

•Davidson  v.  Sun  Pan  Company  Ld 493 

Depries  (J.)  &  Sons  Ld.  v.  Electric  and  Ordnance  Accessories 

Company  Ld 341 

•De  Witt  v.  Jbrrard,  Darby,  AND  Clbgg  Ld 416 

DuNLOP  Pneumatic  Tyre  Company  Ld.  v.  Dunlop  Motor  Com- 
pany Ld 761 

•Gawthorp  v.  Mason 401 

•Gramophone  and  Typewriter  Ld.  v.  Ullmann    260,752 

•Haskell  Golf  Ball  Company  v.  Hutchison         125 

• (No.  2)      301 

Hat  Manufacturers  Supply  Company  Ld.  v.  Tomlin  Bros.        ...  413 

•Hattbrslby  (George)  and  Sons  Ld.  v.  George  Hodgson  Ld..  .  192 

•Hill  v.  Thomas  &  Sons      375 

•Hodgkins'  Application  for  a  Patent— In  the  Matter  of   ...  527 
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•Hudson,   Scott  and    Sons    Ld.   v.   Baretngkr,  Wallis  and 

Mannbes  Ld , 79,502 

•Klabbr's  Patent  (No.  21,741  of  1901)— In  the  Matter  of      •..  461 

•Lbb*s  Patent— In  the  Matter  op 233 

Lucas  (Joseph)  Ld.  v.  Fabry  Automobile  Company  Ld.          ...  33 

McCaw,  Stevenson  and  Orr  Ld.  v.  Lee  Brothers         1 

•McNaught  v.  Dawson      219 

•Marsh  v.  Wolff      265 

•MoLASSiNE  Company  Ld.  v.  R.  Townsend  &  Co.  Ld 27 

Morgan  Crucible  Company  Ld.  v.  Vulcan  Crucible  Company  229 

Mosbley  &  Sons  Ld.  v,  Nathan  &  Co 345 

•Mouchel  v.  Coignbt         ..  649 

•Nadel  v.  Martin     41 

•Nbw  Inverted  Incandescent  Gas  Lamp  Company  Ld.  u.  Cope 

AND  TiMMINS  Ld.           103 

•Nbw  Inverted  Incandescent  Gas  Lamp  Company  Ld.  v.  Globe 

Light  Ld.  ..<       157 

•North-Eastbrn  Marine  Engineering  Company  Ld.  v.  Leeds 

Forgb  Company  Ld 96,529 

•Northern  Press  and  Engineering  Company  Ld.  and  Ann  and  v. 

R.  HoE&Co 417,613 

•P.'s  Application  for  a  Patent— In  the  Matter  of     644 

Palestine  Wine  and  Trading  Company  Ld.  v.  Cohen  &  Co.    ...  568 

•Patent  UNDER  Section  103  op  Patents  &c.  Act,  1883— In  the 

Matter  of  an  Application  for  a          788 

Pearson's  Registered  Designs— In  the  Matter  of       738 

Pb ARSON  V.  Morris  Wilkinson  &  Co 738 
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FOR  Registration  by '^'^^ 

•PiGGOTT  &  Co.  Lp.  V.  Corporation  op  Hanlby    639 
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Printing    Machinery  Company   Ld.— In  the  Matter  op  an 

Application  for  Registration  by         .• 38 

Rbddaway  &  Co,  Ld.  v.  Irwell  and  Eastern  Rubber  Company  Ld.  621 

Reid  v.  Thomson  &  Co ^*3 
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Rodgbrs  (Joseph)  and  Sons  Ld.  v.  Hearnshaw     


349 
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No.  23,283  of  1901  An  invention  for  improvements 
in  or  relating  lo  route  or 
destination  and  like  indica- 
tors for  tramcars,  road  and 
other  vehicles ;  applicable 
also  for  advertising  purposes      401 
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•Hattbrslby  and 
Jackson. 

•Hbnnbbtqub     ... 


•Hill 
•hocquart 


fELABER 


^Lakb 


•Lake 


No.  8000*  of  1897  Improvements  in  dobby  looms 
for  weaving 

No.  10,203  of  1897  Improvements  in  piles,  quays, 
and  retaining  walls  and 
structures       

No.  5220  of  1900  Improvements  in  gaiters  or 
coverings  for  legs     

No.  9817  of  1898  Improvements  in  or  relating  to 
cycle  driving  and  braking 
mechanism 

No.  21,741  of  1901  Improvements  in  or  relating 
to  stencil  sheets  and  the 
method  of  attaching  them  to 
duplicating  machines 

No.  20,891  of  1898  Improvements  in  and  relating 
to  driving  and  brake 
mechanism  for  cycles  and 
other  vehicles  


PAGE 

193 

649 
375 

205 
461 
205 


No.  8401  of  1903      Improvements  in  sound-magni- 
fying horns 260  &  752 


ILbb  No.  27,535  of  1892   Improvement  in  or  connected 

with  petticoats  and  like  gar- 
ments        233 

tMACLULlCH        ...     No.  11,686  of  1900    Improvements  relating  to  rims 

and  tyres  for  vehicle  wheels       132 

tMcNAUGHT        ...     No.  7133*  of  1894    Improvements  in  or  applicable 

to  machinery  for  scouring 
and  washing  wool  and  other 
fibrous  materials      219 

fMARSH No.  27,626  of  1902   An  improvement  in  hair  nets 

and  the  manufacture  thereof      265 


INadbl  and  Herz- 

BERG. 


INadel  and  Herz- 

BBRG. 


fPOULTON . 


No.  5702  of  1898  Improved  sewing  machine  with 
mechanically  actuated  mech- 
anism for  braiding  and  like 
purposes         41 

No.  7843  of  1899  Improvements  in  sewing 
machines  for  embroidering, 
braiding,  and  the  like         ...        41 

No.  18,651  of  1899  Improvements  in  and  relating 
to  the  setting  of  boilers  and 
the  like  183  &  506 
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*robinson 
•Schwartz 

tSCOTT 


PAOI 

No.  17,855  of  1898    Improyemente    in   dumb-bells 

for  physical  cnltare  exercises  6 

No.  21,224  of  1894    Improved  manafactare  of  cattle 

food    ...        •••        ...        •••        27 

No.  18,593*  of  1903  Improvements  in  the  manu- 
facture of  tin  plate  and 
articles  therefrom     ...        79  &  502 


^Yan  Bbbkbl§    ...    No.  5567*  of  1898    Improved  machine  for  slicing 

German    sausages    and    the 
like     237  &  573 

tWATBRHonSBAND    No.  28,632  of  1903    Improvements  in  metallic  con- 
Anothbr.  duits  for  electric  light  cables 

and  the  like 55  &  471 


§  The  dedflion  of  the  Lord  Ordinary  (p.  287)  has  sinoe  been  affirmed  on  appeaL 
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ALPHABETICAL  INDEX  OF  TRADE  MARKS 
(WORDS  AND  DEVICES)  AND  TRADE 
NAMES,  &c.,  OCCURRING  IN  THE  CASES 
REPORTED   IN   THIS   VOLUME. 


PAOB 

Apollinabis  Watbb 



540 

Apollinaris  Salts 



540 

BiLB  Bbans       

•  •*•       •  •  •       •  •  • 

725 

Burberry        

(••      •••       ••• 

141,170 

Burberry  Proof      

•••       •••       ••• 

141 

BURBBBBY'S  SLIP-ON 

•••       •••       ••• 

170 

Cat  and  Barrel       

•••       •••       ••• 

509 

Cbntury          

••       •••       •  •• 

38 

Cropper 



388 

Daimler 



...•       ...        718 

Diamond  dust 

153 

DUNLOP 



761 

DURESCO 



143 

Prbskel  

143 

Glacier 

••      •••       ••• 

1 

Glazinb 

•9                          ••*                          ••• 

1 

Happy  Home  Seeds 

••                          •••                          ••• 

481 

Ivy          

>•                              •••                          ••• 

413 

Laitcashirb  Belting         

l««                          ««•                          •*« 

621 

16 

PAGB 

Lakco      621 

LORNB  Lined 345 

Lucas     33 

Millennium  (WITH  Dbvicb)          J  7 

Neola     774 

Panorama  Destination  Indicators      401 

RiSCHON-LB-ZlON            568 

RODGERS  297,349 

Silver  Queen  (with  Device)       17 

Star  Cycles     337 

Stewart  Lamp           341 

Tablonbs          782 

Teacher's  Highland  Cream  Whiskey 117 

Triangle  Chop          229 

Wreath  Lined 345 
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CASES  ON  APPEAL  IN  VOLUME  XXIIL,  FROM 
CASES   REPORTED   IN   EARLIER   VOLUMES. 


Name  of  Case. 


Where  reported 
below. 


Result  of  Appeal. 


Page, 


Badisohb  Anilin  und 
Soda  Fabbio  v.  Hick- 
son. 

Bailbt  v.  Aibby 


BiLB     BBAN    MANUFAO- 

TUBiNG  Co,  V.  David- 
son. 


Bbown  v.  Hastib 


DuNLOP  Pneumatic 
Tybb  Co.  Ld.  v.  Dun- 
lop  MoTOB  Co.  Ld. 

Haskell  Oolf  Ball 
Co.  Ld.  v.  Hutchison 
(No.  2). 

Hattbrslby  &  Sons  v. 
Hodgson. 


Klabbr's  Patent 


McNaught  v.  Dawson 


Nadel  v.  Martin 


New  Invbetbd  Incan- 
dbscbnt  Oas  Lamp 
Co.  Ld.  v.  Olobb 
Light,  Ld. 

Pilkington  v.  Massby 


22  R.P.C.  63  &  575 


22  R.P.C.  461 


22  R.P.C.  560 


21  R.P.C.    445    & 
22  R,P.C.  85. 

22  R.P.C.  533 


22  R.P.C.  478 


20    R.P.C.    591    & 
21  R.P.C.  517. 


22R.P.C.  1&405. 


22  R.P.C.  395 


20  R.P.C.  129  &  723 


22  R.P.C.  431 


21  R.P.C.  421  &  696 


Appeal  dismissed  by 
House  of  Lords  ... 


Appeal  dismissed   ... 


Lord  Ordinary's 
Judgment  adhered 
to   *••        •••        ••• 


Appeal    allowed    by 
House  of  Lords  ... 

Appeal  allowed 


Appeal  dismissed 


Decision  of  Court  of 
Appeal  affirmed  by 
House  of  Lords  ... 

Appeal  dismissed  by 
House  of  Lords  ... 

Appeal  dismissed   ... 


Appeal  dismissed  by 
House  of  Lords  ... 


Appeal  dismissed 


Appeal  to  the  House 
of  Lords  settled  ... 


433 
277 

725 

361 
761 

301 

192 

461 
219 

41 
157 


631 
B 
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Name  of  Case. 


Where  reported 
below. 


Resalt  of  Appeal. 


Page. 


Reid  v.  Thomson 


SA.NDOW,  Ld.  v.   SZALAY 


SiRDAB  Rubber  Co. 
Ld.  v.  Wallington, 
Weston  &  Co. 


22  R.P.C.  376 


21  R.P.C.  33  k  333 


22  R.P.C.  257 


Amendment  of  record 
allowed.  Pursuer's 
appeal  failed 

Decision  of  Court  of 
Appeal  reversed, 
and  decision  of 
Judge  at  trial  re- 
stored 

Appeal  dismissed   ... 


153 


6 
132 
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list  of  Abbreviations  of  Names  of  the  Principal 
Reports  other  than  the  Law  Reports. 


B.  &  Gr.-^Bamewall  and  Oresewell. 
Beav. — Beavan's  Reports. 

C.  A  P. — Canington  &  Payne. 

C.  B.,  N.  S. — Common  Bench,  New  Series. 

D.  G.  M.  &  G. — De  Gex,  Macnaghten  and  Gordon. 
De  G.  J.  &  S. — ^De  Gex,  Jones  and  Smith, 

P.— Faculty  Collection  (Scotch). 

Griflan.-"Griffin's  Patent  Cases. 

H.  L.  C. — House  of  Liords  Cases. 

H.  A  N.— Hurlstone  and  Norman. 

Ha. — Hare. 

Ir.  Ch.  Rep.— Irish  Chancery  Reports. 

L.  J.  Ch. — Law  Journal  Chancery. 

L.  J.,  C.  P.— Law  Journal,  Common  Pleas. 

L.  J.,  N.  8. — Law  Journal,  New  Series. 

L.  T.— Law  Times. 

L.  T.,  N.  S.— Law  Times,  New  Series. 

M. — Macpherson  (Scotch). 

Macrory's  P.  C. — Maorory's  Patent  Cases* 

M.  P.  C—  Do. 

R.— Rettie  (Scotch). 

R,  (H.  L.). — Rettie,  House  of  Lords  (Scot<5h). 

R.  R. — Revised  Reports. 

S.  J.  or  Sol.  Jo. — Solicitors'  Journal. 

Sim. — Simon. 

T.  L.  R.— Times  Law  Reports. 

U.S.  Rep. — United  States  Reports. 

Web.  or  Webs  P.  C— Webster's  Patent  Cases. 
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CASES    EEFERRED    TO 

IN    THE    REPORTED    CASES. 


Where  the  name  of  a  case  is  printed  in  ordinary  type  it  was  only  cited  by 
Counsel  in  the  course  of  the  arguments. 

A  list  of  the  abbreviations  of  the  names  of  Reports  cited  will  be  found  on  p. 


A. 

PAGB 

Acetylene  Illuminating  Co.  v. 

United  Alkali  Co.  Ld.  (con-    19  R.P.C.  213 116 

sidered)  

Adamant  Stone  and  Paving  Co.  )  i^  i^  p  p  1 1  ooi 

V.  Corporation  of  Liverpool  J  ^*  ^'^'^'  ^^      -  ^"^^ 

Addley  Bourne's  Trade  Marks    20  R.P.C.  105 ;  L.R.  (1903)  1  Ch.  211  627 

^  ottWo^  Separator  i;.  Dairy  j  j^  ^^^  33^ ^^ 


American  Braided   Wire  Co.  i  ^  t>  Ttn  jig  256 


V.  Thomson .'  |  ^  ^•^•^• 


American  Braided  Wire  Co.  v.  {  5  B.P.C.  113  ;  )  „„.  .qx  jca  aru  aik  rri 

Thomaon       }  6  B.P.C.  518    }         224, 42o,  450, 468, 47o,  661 

American  Braided  Wire  Co.  v.  I  .  n  n  ri  i  ro  stc 

Thomson       f '  ""^•^'  ^^^      **^** 

Anglo-American     Brush) 
Electric   Light  OorporaWon  I  9  R.P.C.  313 ;  L.R.  (1892)  App.  Cas. )    ona  wa 
v.  King,  Brown  &  Co.  (con-  f  367  ;  17  R.  1266  and  19  R.  (H.L.)  20  |    '^*  ^^ 
sidered  p.  538)         ) 

ApoUinaris  Oo.'s  Trade  Marks    8  R.P.C.  137  ;  L.R.  (1891)  2  Ch.  186         560 

Armstrong's  Patent  (followed)    13  R.P.C.  501 ;  14  B.P.C.  754  ...      72, 78 

Antomatic  Weighing  Machine  J  /.  »  d  n  oqt  io 

Co.  V.  Knight ]  ^  ^'^'^'  ^^*      ^^ 

Automatic  Weighing  Machine ) 

Co.  T.  National  Exhibition  \  9  R.P,C.  41        374 

Association ) 

B. 

B.IniJfl L.R.  (1892)  1  Ch.  459 607 

Bach's  Design 6  R.P.C.  376 ;  L.R.  42  CD.  661       ...         740 
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PAGB 
Badische    Anilin    tmd    Soda] 
Fabrik  v.  Johnson  and  Wil-  [  14  R.C.P.  919 ;  L.R.  (1898)  A.  C.  JJOO   ...  438 

BOH  •••  •••  ••■  •■•j 

Badische     Anilin     und    Soda ) 
Fabrik  v.  Societe  Chimique  [  14  R.P.C.  875  ;  15  R.P.C.  359  ...  116,200 

des  usines  da  Rh6ne  ...  ) 

Bailey  v.  Roberton      {  ^f  ^^^PJ  fas.  1055   J         ^,^  253, 457 

Baillie  v.  Goodwin      L.R.  33  CD.  604  231 

Baker  v.  Gates L.R.  2  Q.B.D.  171         607 

Barraclough  v.  Brown L.R.  (1897)  A.  C.  615 101 

Barrow*s  Trade  Marks *  L.R.  5  CD.  333 520 

Batfs  Trade  Marks      15  R.P.C.  560  ;  L.R.  (1898)  2  Ch.  432  560 

Bayer  v.  5afrrf  (distinguished)  15  R.P.C.  615  ;  25  R.  1142     523 

Bayer  v.  Baird 15  R.P.C.  615  ;  25  R.  1142      767 

^SSlTd  ^^^^  Z'  ^T.   ^"""^  I  ^'^'  (1893)  2  Q.B.  97n  231 

Bett«  V.  Menzies  10  H.L.a  154 252, 430,  660, 694 

Betts  V.  Wilmot  L.R.  6  Ch.  239 180 

Birch  V.  Harrap  ...        ...    13  R.P.C.  615 116 

Birmingham  Vinegar  Brewery  j 

Co.  Ld.  V.  Liverpool  Vinegar  >  4  T.L.R.  469      343 

Co.  Ld.  ...        ...        ...  ) 

Blank  v.  Footman       5  R.P.C.  653  ;  L.R.  39  CD.  678       ...  83 

^^  ^trrs^  ^t  1 18  B.P.0. 117 ,  L.R.  (1901)  1  Ch.  671...  180 

British  Dynamite  Co.  v.  Krebs  13  R.P.C  190    251>,  596 

Blozam  v.  Elsee           1  C  &  P.  558 200 

Boord  V.  Huddart        21  R.P.C  149 520 

Brooks  v.Lamplugh 15  R.P.C  33      256 

Brooks  V.  Lamplugh 16  R.C.P.  41      12,475 

Brown  v.  Hastie  22  R.P.C  85  ;  7  F.  97 252, 257 

British  Vacaam  Cleaner  Co.  y.  )  oi  unn  «ia*j  io7 

Suction  Cleaners      |  21  R.P.C.  (503 4i/ 

Burgess  v.  Burgess  (followed)     3  D.G.M.  &  G.  896       •  770 

Burgess  v.  Burgess      3  D.G.M.  &  G.  896       392, 776 


22 
O. 

PAOB 

Caldwell.y.  Van  Ylissingen    ...    9  Ha.  415           436 

^ISr  ^'^^'''l^^'''  l\  j  1871  U.S.  Reps.  516     ... 733 

Cannington  v.  Nuttall L.R.  5  H.L.  205            224 

Carpenter  v.  Smith      1  Webs.  P.G.  530          307 

^"t^olX^^^^                                                           ^ 


12R.P.C.  232 254 


Gassel  Gold  Extracting  Go.  Ld. 
V,  Gyanide  Gold  Recovery 
Syndicate       

Gellular  Glothing  Go.  v.  Maxton  j  ^^^^'fi^^^         326     I         -      ^^^'  ^^^'  ^^^ 

Ghamberlain  and  Hookham  t^.)iQr>r»ri^^ii  19U\ 

Mayor  of  Manchester  J18R.P.G.454 /W 

GhatwoocFs  Patent  (approved)    16  R.P.G.  370 78 

Gheavin  {;•  Walker      L.R.  5  G.D.  854  733 

'^S?JI'co!i:i?°'.."'-.';}i"^^-«-«» »» 

Cftd  de  Montreal  v.  Les  Ecclesi-  \ 

astiquesdaSeminairedeLaU  \  L.R.  14  App.  Gas.  660 539 

pice  de  Montreal  (followed)  ) 

Clark  V.  Adie ...    L.R.  2  App.  Gas.  315 203, 603, 702 

Glark  v.  Adie L.R.  2  App.  Gas.  315    ...  |  '  gg^  ^25  697 

Clarke's  Design  (followed)    ...    13  R.P.G.  351 ;  L.R.  (1896)  2  Gh.  38  561 

Glarke's  Design  13  R.P.G.  351 ;  L.R.  (1896)  2  Oh.  38  740 

Cornish  v.  Keene         ..,        ...    1  Webs.  P.G.  501  307 

Consolidated  Car  Heating  Co.  \  20  R.P.G.  745 ;              1                                701 
y.Came         J  L.R.  (1903)  A.  G.  509    J         

Consolidated  Gar  Heating  Go.  )  20  R.P.G.  745 ;               1  eQi 

V.  Came  j  L.R.  (1903)  A.  G.  509    )         

''Z'^^:,:^)^!''''^.  ^^'^]^^^^'^-^^ ^''^^ 

Cowie  V.  Herbert        U  R.P.C.  436  ;  24  R.  353       519 

Crane  W.Price 1  Webs.  408       224,475 

Cropper  v.  Smith         1  R,P.C.  81        259 

Cropper  v.  Smitli         1  R.P.C.  254  ;  L.R.  28  CD.  148       ...            76 

(7Mr«av.Pto/Uooii8idered)...jJ':^j^j^^gJ|^"'    }  602 

Curtis  v.  Piatt {  35^L.J.  Ch^sJf "  '    (12,252,282,660,692,697 


23 
D. 

PAOB 
Daimler  Motor  Car  Co.  Ld.  v.  ] 

British    Motor  Traction  Co.  [  18  R.P.C.  465 719 

mmX*         ...  •••  •••  ...  J 

Daw  V.  Eley      L.R.  3  Eq.  496 306 

Deeley  v.  Perkes         13  R.P.C.  581 468 

Dellwik's  Patent         13  R.P.C.  591 ;  L.R,  (1896)  2  Ch.  705  72 

Dewar  {John)  Jk  SonSy  irf.  v. )  17  p  p  p  o^i  770 

Dewar  (toUowed) |l/K.F.u^l nv 

^bZ^^^.^!'''^  t  ^''''^..  ^'  !:  1 17  «-P-C.  341 ...  732, 767 

Dick  V.  Tulles 13  R.P.C.  149 306 

''^f??«j;fa?;t^':!'ii»=-^<'«^ «* 

Dolland*s  Case 1  Webs.  P.C.  43           306 

Dudgeon  v.  Thompson          ...    4  R.  (H.L.)  88 253 

Dunlop   Pneumatic    Tyre  Co.  I  00  i?  p  n  t^^^  vl\ 

Ld.  V.  Dunlop  Motor  Co.  Ld.  f  ^^  "•^•^-  ^"^"^ ^"^ 

''ffj.SSZTLnbrirtCatlfi^P-C-l^      35.544,766 

Dunlop   Pneumatic    Tyre  Co.  ] 

Ld.    V.    Dunlop,    TruflEault  [  12  T.L.R.  434 766 

Cycle  &Q,  Co.  Ld ) 

Dt4fdap  Pneumatic   Tyre  Co. ) 

Ld.  V.  Moaeiey   {David)   A  \  21  R.P.C.  274  ;  L.R.  (1904)  1  Ch.  621  136 
SonSy  Ld.  (followed)           ...  ) 

Dunlop   Pneumatic    Tyre  Co, ) 

Ld.  V.    Moseley  (David)  &  [  21  R.P.C.  274 ;  L.R.  (1904)  1  Ch.  621  702 
Sons,  Ld.       ...        ...        ...  j 

^  M^S.  nSTT"*'   '!^!™  ^:.  1 16  ^-P-C-  2*7  ;  L.R.  (1899)  1  Ch.  807  136 

Dunn  V.  Northey  (considered)    Annaal  Practice  (1906)  p.  895          ...  150 


Eastman  Photographic  Mate- 
rials Co.  Ld.  V.  Griffiths 
Cycle  Corporation  Ld.        ... 


E. 
15  E.P.C.  105 35,  625,  766 


''S5rCo.'*M!?^ie  m^n  \  ^'  R-P'^  *76 ;  L.R.  (1890)  A.C.  576  731 

Edison  and  Swan  United  Elec-  ] 

trie  Light  Co.  v.  Woodhouse  \  4  R,P.C.  99        200 

and  Bawflon ) 

Ediaon-Bell   Phonograph  Cor-  I  n  p  pp  ,^o  coq 

poration  v.  Smith    f  "  ^•^•^-  ^^ ^^^ 
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PAGB 
Ehrlich  v.  Ihlee  5  R.P.C.  204      427 

Electric  Construction  Co.  Ld.  v.  I  i  ?  n  r>  ri  r^^a  9«>q 

Imperial  Tramways  Co.  Ld.    |  ^7  K.P.C.  5rf9 ^D» 

Ellis  V.  Duke  of  Bedford       ...    L.R.  (18.)9)  1  Ch.  494 101 

Elias    V.  Grovesend    Tinplate  )  ^  jj  p  ^,^55      Igy 

t>o.       ...        ...        ...        ...  ) 

Elmslie  v.  Boursier    L.R.  9  Eq.  217 437 

Enov.  Dunn     7  R.P.O.  311 ;  L.R.  15  App.  Oas.  252     766,785 


P. 


88  L.T.  N.S.  549 



101 

7  R.P.C.  260   ... 



776 

20R.P.C.477  ... 



731 

13R.P.C.398  ... 



...  224,430 

20R.P.C.437;  21R.P.0.91.... 

732 

L.R.  7  Ch.  611  ... 

... 

731 

17R.P.C.266  ... 



776 

L.R.  9  CD.  178... 

•••       ••• 

4 

Faber  v.  Gosworth  U.D.C.      ... 

Farrow's  Trade  Mark 

Faalder  &  Go.  Ld.  v.  Rusliton 

Fawcett  v.  Homan       , 

Fels  V.  Hedley  &  Go.  Ld. 

Ford  V.  Foster 

Field  Ld.  v.  Wagel  Syndicate.. 
Full  wood  V.  Full  wood 


a. 

Galloway  v.  Bleaden 1  Webs.  P.O.  529          306 

Gandy  v.  Macaulay      L.R.  31  C.D.  1 306 

Geipel  v.  Mayor  of  Manchester    21  R.P.O.  41      292 

Geipel's  Patent 20  R.P.C.  545 ;  21  RP.G,  379           ...  72 

Gill  v.  Goutts     ..!        13R.P.C.  136 307 

Globe  Light  Ld 22  R.P.C.  431 110 

^' A^enc^'^   '"'...^T"'^'''!!!  }  L-R-  (1893)  2  Q.B.  96 231 

Qormully  and  JeflEery  Manu- ) 

factoring  Co.  v.  North  British  V 15  R.P.G.  245 136 

Rubber  Co ) 

Gosnell  v.  Bishop         5  R.P.C.  151      ...,        661 

Grant  v.  Anderson       L.R.  (1892)  1  Q.B.  108 231 
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DIGEST  OF  PATENT  CASES. 


AMENDMENT  OF  SPECIFICATION. 

1-  Where  an  application  is  made  to  the  Court,  whilst  prooeedini 
for  infringement  or  revocation  are  pending,  for  liberty  to  apply 
at  the  Patent  Office  for  leave  to  amend  the  Specification  of  the 
Patent  by  way  of  disclaimer,  it  is  not  necessary  in  order  to  give 
the  Court  jurisdiction  to  show  affirmatively  that  the  proposed 
amendment  is  by  wav  of  disclaimer ;  the  Court  has  a  discretion 
in  the  matter,  but  if  it  sees  clearly  that  the  proposed  amend- 
ment is  not  by  wa^  of  disclaimer  it  ought  not  to  give  liberty.— 
Petition  for  revoccUion. — Application  for  liberty  to  apply  for  leave 
to  amend  Specification, — disclaimers  correction^  or  explanation* — 
Liberty  to  apply  refused. — On  apjjeal,  liberty  to  apply  granted 
on  terms. — Costs, — Form  of  Order. — Patents^  Ac,  Actj  1883j  Sections 
18-20 ;  Patents^  Ac.  Act^  1888j  Section  5.  In  1903  Letters  Patent  were 
granted  to  A.  for  "  An  improved  process  of  treating  flour  to  purify 
"  the  same  and  increase  the  nutritive  qualities  thereof."  The  process 
described  in  the  Specification  consisted  in  subjecting  the  flour  to  the 
action  of  air  which  had  previously  been  subjected  to  the  action  of  an 
arc  or  flame  of  electricity,  and  one  of  the  Claims  was  as  follows  : — 
^'  The  process  of  treating  flour,  which  consists  in  subjecting  it  to  the 
'*  action  of  a  gaseous  medium  capable  of  bleaching  the  flour  and  of 
"  simultaneously  producing  a  decrease  in  the  quantity  of  the  car- 
"  bohydrate  contents  and  an  increase  in  the  quantity  of  the  protein 
"  contents  thereof,  substantially  as  described."  A  Petition  was 
presented  for  the  revocation  of  the  Patent  on  the  ground  of  its 
invalidity.  At  the  hearing  of  the  Petition  the  Respondents,  the  owners 
of  the  Patent,  asked  for  liberty  to  apply  to  the  Comptroller  for  the 
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AMENDMENT  OF  SPECIFICATION-^n^mtierf. 

amendment  of  the  Specification  by  way  of  disclaimer.  They  alleged 
that  they  had  discovered  that  the  statements  in  the  Specification  that 
process  produced  a  decrease  of  the  carbohydrates  and  an  increase  of 
the  proteids  were  erroneous,  and  they  soaght  to  amend,  under 
Section  19  of  the  Patents  &c.  Act  of  1883,  by  striking  out  these  state- 
ments and  the  Claims  relating  to  them,  and  also  certain  statements  as 
to  the  means  employed  for  the  production  of  the  electric  discharge. 
Heldy  by  Bleckley  J.,  that  what  was  sought  was  amendment  by  correc- 
tion or  explanation  and  not  by  way  of  disclaimer,  and  liberty  to  apply 
was  refused.  The  Respondents  appealed.  Held,  by  the  Court  of 
Appeal,  that  it  was  not  clear  that  the  proposed  amendment  was  not 
by  way  of  disclaimer,  and  liberty  to  apply  was  granted.  The  appeal 
was  allowed.  Form  of  Order  in  Ludington  Cigarette  Machine 
Company  v.  Baron  Cigarette  Machine  Company  (17  R.P.C.  214) 
followed.    In  the  Matter  op  Alsop's  Patent,  p.  65. 

2.  Form  of  Order  for  liberty  to  apply  at  Patent  Office  for  leave  to  amend. 
In  the  Matter  of  Alsop's  Patent,  p.  78. 

ANTICIPATION.    See  Novelty  and  Prior  User. 

APPEAL, 

Special  Leave  to  appeal  to  the  Privy  Council  from  the  High 
Court  of  Australia  refused,  there  being  no  question  of 
law  or  of  public  importance. — Action  in  the  Supreme  Court  of 
Victoria  for  infringement  of  a  Patent, — Judgment  for  Plaintiffs. — 
Appeal  to  High  Court  of  Australia  allowed, — Patent  held  to  be 
anticipated, — Petition  for  special  leave  to  appeal  to  the  Privy  Council 
dismissed.  An  action  for  infringement  of  Letters  Patent  was  brought 
in  the  Supreme  Court  of  Victoria.  The  Defendants  alleged  that  the 
Patent  had  been  anticipated  by  the  publication  of  a  description  of  the 
invention  in  a  journal,  copies  of  which  containing  the  description  had 
been  circulated  in  Victoria  prior  to  the  grant  of  the  Patent.  The 
Plaintiffs  contended  that  the  description  was  not  sufficient  to  constitute 
an  anticipation,  and  they  called  witnesses  who  stated  that  they  did 
not  understand  the  description.  At  the  trial  judgment  was  given  for 
the  Plaintiffs.  The  Defendants  appealed  to  the  supreme  Court  of 
Australia,  which  reversed  the  decision,  holding  that  the  description 
of  the  invention  was  a  sufficient  one,  and  that  therefore  the  Patent  had 
been  anticipated.  In  the  course  of  their  judgments  the  members  of 
the  Court  referred  to  the  law  laid  down  in  Betts  v.  Menzies  (10  H.L.C. 
117),  and  Anglo- American  Brush  Electric  Light  Corporation  v.  King, 
Brown  A  Co.  (L.R.  (1892)  A.C.  367  ;  9  R.P.C.  313),  and  held  that  the 
question  of  the  construction  of  the  alleged  anticipation  was  for  the 
Court,  and  that  the  test  of  the  sufficiency  of  an  alleged  anticipation  is 
not  the  same  as  that  of  the  sufficiency  of  a  description  of  an  invention 
in  a  Specification  requisite  to  support  the  Patent.  The  Plaintiffs 
presented  a  Petition  for  special  leave  to  appeal  to  the  Privy  Council. — 
Held,  that  the  law  laid  down  in  the  judgments  of  the  Supreme  Court 
being  in  accordance  with  the  authorities,  no  question  of  law  would 
arise  on  an  appeal,  and  that  a  case  for  granting  special  leave  to  appeal 
had  not  been  made  out.  The  Petition  was  dismissed.  Prince  v. 
Gagnon  (L.R.  8  App.  Cas.  103)  and  CitS  de  Montreal  v.  Les  Ecclesias- 
tiques  du  Seminaire  de  Sulpi'ce  de  Montreal  (L.R.  14  App.  Cas.  660) 
considered.  WiLFLBY  ORB  CoNCBNTRATOR  Syndicate  Ld.  v. 
N.  GuTHRiDGB  Ld  ,  p.  535. 
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APPENDANT  CLAIMS,     See  also  Subjbot-Mattbr,  No.  5 ;   and  Subor- 
dinate INTBQBB. 

Claims  held  to  be  appendant  to  the  principal  claim  and  not  tor  sub- 
ordinate integers.  Van  Berkbl  v.  R.  D.  Simpson  Ld.,  p.  237.  See 
Spbcipication  (Construction  op),  No.  5. 

APPLICATION.    See  Grant  op  Patent  (Application  por). 

CERTIFICATE  AS  TO  PARTICULARS  OF  OBJECTIONS. 

1.  Where  Specifications  referred  to  in  the  Particulars  of  Objections  were  put 

en  bloc  to  a  witness  for  the  Plaintiffs  in  cross-examination  and  he 
accepted  the  point  sought  to  be  made  on  them,  a  certificate  was  given 
as  to  all  but  two  of  them.  Cooper  Patent  Anchor  Rail  Joint  Ld. 
V.  London  County  Council,  p.  289. 

2.  Certificate  refused  where  the  Plaintiffs  discontinued,  although 

in  another  action  the  Patent  had  been  held  to  be  invalid  and 
the  Particulars  had  been  certified.— -4c^ion  for  infringement- 
Discontinuance. — Certificate  that  the  Particulars  of  Objections  were 
reasonable  and  proper  refused. — Appeal  dismissed. — Patents^  Ac.  Acty 
1888^  Section  29^  subsection  (6).  The  owners  of  Letters  Patent  com- 
menced an  action  for  infringement,  but  discontinued  it  after  delivery 
of  Defence  and  Particulars  of  Objections.  In  the  meantime  the 
Patent  had  been  held  to  be  invalid  in  another  action,  in  which  the 
Particulars  of  Objections  were  the  same  and  had  been  certified  to  be 
reasonable  and  proper.  The  Defendants  in  the  first-mentioned  action 
applied  for  a  similar  Certificate,  but  Joyce  J.  at  Chambers  refused  it. 
The  Defendants  appealed  to  the  Court  of  Appeal. — Heldj  that  there 
were  no  materials  before  the  Judge  enabling  him  to  judge  of  the 
reasonableness  of  the  Particulars  of  Objections,  and  that  the  applica- 
tion for  a  Certificate  was  rightly  refused.  The  Appeal  was  dismissed 
with  costs.  New  Inverted  Incandescent  Oas  Lamp  Go.  Ld.  v.  General 
Incandescent  Go.  Ld.  (22  R.P.C.  614)  approved.  CooPBR  Patent 
Anchor  Rail  Joint  Co.  Ld.  v.  British  Elbctrio  Equipment 
Co.  Ld.,  p.  606. 

CERTIFICATE  AS  TO  VALIDITY  OF  A  PATENT  HAVING  COME  INTO 
QUESTION. 

1.  Certificate  refused,  where  the  Court  had  pronounced  no  decision  upon 

validity  or  invalidity.  New  Inverted  Incandescent  Gas  Lamp 
Co.  Ld.  v.  Cope  and  Timmins  Ld.,  p.  103. 

2.  Certificate  refused  on  appeal,  the  Court  not  having  decided  any  question 

as  to  validity.     NEW  INVERTED  INCANDESCENT  GaS  LAMP  CO.  LD.  V. 

Globe  Light  Ld.,  p.  157. 

COMBINATION. 

**  A  proper  combination  for  a  Patent  is  the  union  of  two  or  more  integers, 
*'  every  one  of  whjch  elements  may  be  perfectly  old,  for  the  production 
"  of  one  object,  which  is  either  new,  or  at  any  rate  is  for  effecting  an  old 
"  object  in  a  more  convenient,  cheaper,  or  more  useful  way.  But  the 
'^  point  in  a  combination  patent  must  always  be  that  the  elements  of 
"  which  the  combination  is  composed  are  combined  together  so  as  to 
"  produce  one  result."  Per  LORD  Davby,  In  the  Matter  of 
Klaber's  Patent  (No.  21,741  of  1901),  p.  469. 

G  2 
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CONSTRUCTION.    See  Spboipioation  (Oonstruotion  of). 

CONTRACT. 

On  the  construction  of  an  Agreement  for  sale  of  Patents  the 
purchasers  held  at  liberty  to  dispute  validity.— TTarran^y  of 
validity. — Condition, — Patents  held  to  he  invalid. — Judgment  for 
Plaintiff. — Appeal,  by  Defendant  allowed. — Appeal  to  Bouse  of  Lords 
dismissed.  The  owner  of  certain  Patents  entered  into  an  agreement 
to  Bell  them  for  a  price  to  be  paid  partly  in  cash  and  partly  in  shares 
of  a  Company  to  be  formed  by  the  purchasers  before  the  date  fixed  for 
completion.  The  assurance  to  the  purchasers  was  to  contain  a 
covenant  by  the  vendor  guaranteeing  the  validity  of  the  Patents  ;  the 
purchasers  were  to  buy  some  of  the  patented  machines  from  the 
vendor.  Some  of  these  machines  were  delivered,  and  the  purchasers 
by  arrangement  gave  certain  promissory  notes  for  the  part  of  the 
purchase  moneys  for  the  Patents  payable  in  cash.  In  consolidated 
actions  by  the  vendor  for  the  price  of  the  machines  delivered  and  on 
the  promissory  notes  the  Defendants  alleged  that  the  guarantee  of 
validity  of  the  Patents  was  in  the  nature  of  a  condition,  and  that  the 
same  were  invalid  as  having  been  anticipated  and  for  want  of  subject- 
matter.  It  was  held  at  the  trial  that  the  guarantee  of  validity  was  not 
in  the  nature  of  a  condition  entitling  the  Defendants  to  repudiate  the 
contract,  but  a  mere  warranty,  and  further  that  the  Patents  were  valid 
(20  R.P.C.  129).  Judgment  for  the  PlaintiflF,  with  a  stay  of  execution 
on  certain  terms.  The  Defendant  appealed.  It  was  held  by  the 
Court  of  Appeal,  that  on  the  construction  of  the  agreement  it  was  open 
to  the  Defendant  to  set  up  the  invalidity  of  the  Patents  and  also  that 
the  Patents  were  invalid,  and  that  the  parties  should  be  restored  to 
their  original  position  (20  R.P.C.  723).  The  Plaintiff  appealed  to  the 
House  of  Lords. — Held^  that  the  basis  of  the  transaction  was  that  the 
Patents  were  valid  so  that  the  Defendant  was  entitled  to  contest  their 
validity ;  but  that  they  were  invalid ;  the  appeal  was  dismissed. 
Nadbl  v.  Martin,  p.  41.    See  also  Novelty,  No.  2. 

CONVENTION   APPLICATION.     See  Grant  OF   Patent  (Applioation 
FOR),  No.  3. 

COSTS. 

1.  Where  judgment  is  given  with  costB  for  a  Defendant  in  a  patent 
action,  certain  of  the  ParticularB  of  Objections  only  being 
certified,  but  no  special  direction  being  given  as  to  the  costs  of 
the  issue  of  infringement,  the  Defendant  is  entitled  to  the  costs 
of  the  action,  except  those  incurred  in  respect  of  Particulars  of 
Objections  not  certified,  and  the  Taxing  Master  cannot  disallow 
the  costs  of  the  issue  of  infrinfirement  on  the  ground  that  the 
Defendant  failed  on  that  issue.— ^c^/on  for  infringement.— Issues 
of  validity  and  infringement. — Judgment  for  Defendants  on  the 
ground  of  prior  user. — Order  fm*  taxation  of  Defendants^  costs. — 
Defendants'  objections  to  taxation  disallowed. — Application  to  review. — 
Right  of  Defendants  to  general  costs  of  the  action  except  those  of 
uncertified  Particulars  of  Objections. — Order  referring  back  taxation. 
—Order  LXV.,  Rule  2;  Order  XXXII. ,  Rule  4.— In  an  action  for 
infringement  of  Letters  Patent,  the  Defendants  denied  infringement 
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and  allef^ed  that  the  Patent  was  invalid  on  various  grounds,  including 
prior  user,  set  out  in  the  Particulars  of  Objections.  The  action  was 
dismissed,  it  being  held  that  the  Patent  was  anticipated  by  two 
particular  prior  users,  but  it  was  found  that,  if  the  Patent  had  been 
valid,  what  the  Defendants  had  done  would  have  been  an  infringement. 
The  Judgment  as  entered  ordered  the  Defendants'  costs  to  be  taxed, 
and  to  be  paid  by  the  Plaintiffs;  a  Certificate  was  given  under 
Section  29  of  the  Patents,  &c.  Act,  1883,  only  as  to  the  two  prior  users 
and  not  as  to  any  other  of  the  Particulars  of  Objections.  The  Defendants 
objected  to  the  taxation,  alleging,  first,  that  the  Taxing  Master  had 
allowed  the  Defendants  only  such  costs  as  would  have  been  incurred 
if  the  only  issues  had  been  those  issues  of  prior  publication  as  to  which 
a  Certificate  had  been  given ;  and,  secondly,  that  the  Taxing  Master 
had  not  allowed  the  costs  of  proving  certain  facts  as  to  which  they  had 
given  a  Notice  to  the  Plaintiffs  requiring  them  to  admit  the  same. 
The  Defendants,  on  their  Objections  to  the  taxation  being  disallowed, 
made  an  application  to  review  the  taxation. — Held^  that  the  Taxing 
Master  had  taxed  as  if  the  only  issues  were  anticipations  by  the  two 
prior  users  and  had  disallowed  the  costs  of  the  issue  of  infringement, 
although  the  Judgment  contained  no  direction  to  that  effect,  and  had 
not  taxed  on  the  right  principle  ;  that,  as  the  costs  of  proving  the  facts 
alleged  in  the  Notice  to  admit,  the  correctness  of  the  taxation  depended 
on  whether  or  not  Notice  to  admit  was  material  only  with  regard  to 
the  Particulars  of  Objections  not  certified.  The  taxation  was  referred 
back  with  directions  to  allow  the  costs  of  the  action,  except  those 
incurred  in  respect  of  the  Particulars  of  Objections  in  respect  of 
which  no  Certificate  was  given.  HASKELL  OOLF  Ball  Company  v. 
Hutchison,  p.  125. 

2.  Where  an  aiCtion  was  stayed  against  one  Defendant,  but  pro- 
ceeded to  Judgment  against  the  other  and  the  Plaintiff 
obtained  an  Order  for  the  taxation  of  his  costs  up  to  judgment, 
the  second  Defendant  was  held,  in  the  absence  of  any.  special 
direction,  not  to  be  entitled  to  have  the  taxation  limited  to 
the  costs  incurred  against  him  onlj.— Action  for  infringement 
of  certain  Patents  against  two  Defendants, — Proceedings  stayed  by 
consent  against  one  Defendant. — The  other  Defendant  at  the  trial 
ordered  to  pay  the  Plaintiffs'"  costs  up  to  judgment  with  certain 
exceptions. — Costs  incurred  against  first  Defendant  whether  to  be  in- 
eluded. — Second  Defendant's  application  to  review  taxation  dismissed. 
An  action  for  infringement  of  three  Patents  was  broaght  by  the  owners 
of  them  against  a  Company  and  an  individual.  The  action  as  against 
the  Defendant  Company  was  settled  before  trial,  and  an  Order  was 
made  staying  proceedings  against  the  Company.  At  the  trial  the 
Plaintiffs  succeeded  against  the  individual  Defendant  on  two  Patents, 
but  failed  on  the  third,  and  an  Order  was  made  directing  taxation  of 
the  Plaintiffs'  costs  except  so  ^  as  increased  by  the  claim  for  infringe- 
ment of  the  third  Patent,  and  for  taxation  of  the  individual  Defendant's 
costs  so  far  as  increased  by  that  claim,  with  a  set-off.  The  Taxing 
Master  having  taxed  the  Plaintiffs'  costs  in  pursuance  of  the  Order,  the 
individual  Defendant  objected  that  he  had  allowed  items  relating 
exclusively  to  the  Defendant  Company.  The  Taxing  Master  disallowed 
the  objection,  and  the  individual  Defendant  applied  to  review  the  taxa- 
tion,  contending  that  under  the  Order  the  Taxing  Master  ought  only  to 
have  taxed  the  Plaintiffs'  costs  incurred  against  him  and  not  those 
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CONSTRUCTION.    S&e  Speoipioation  (Oonstruotion  op). 

CONTRACT. 

On  the  construction  of  an  Agreement  for  sale  of  Patents  the 
purchasers  held  at  liberty  to  dispute  ^dlidiitj.— Warranty  of 
validity. — Condition. — Patents  held  to  he  invalid. — Judgment  for 
Plaintiff. — Appeal  by  Defendant  allowed. — Appeal  to  Bouse  of  Lords 
dismissed.  The  owner  of  certain  Patents  entered  into  an  agreement 
to  Bell  them  for  a  price  to  be  paid  partly  in  cash  and  partly  in  shares 
of  a  Company  to  be  formed  by  the  purchasers  before  the  date  fixed  for 
completion.  The  assurance  to  the  purchasers  was  to  contain  a 
covenant  by  the  vendor  guaranteeing  the  validity  of  the  Patents  ;  the 
purchasers  were  to  buy  some  of  the  patented  machines  from  the 
vendor.  Some  of  these  machines  were  delivered,  and  the  purchasers 
by  arrangement  gave  certain  promissory  notes  for  the  part  of  the 
purchase  moneys  for  the  Patents  payable  in  cash.  In  consolidated 
actions  by  the  vendor  for  the  price  of  the  machines  delivered  and  on 
the  promissory  notes  the  Defendants  alleged  that  the  guarantee  of 
validity  of  the  Patents  was  in  the  nature  of  a  condition,  and  that  the 
same  were  invalid  as  having  been  anticipated  and  for  want  of  subject- 
matter.  It  was  held  at  the  trial  that  the  guarantee  of  validity  was  not 
in  the  nature  of  a  condition  entitling  the  Defendants  to  repudiate  the 
contract,  but  a  mere  warranty,  and  further  that  the  Patents  were  valid 
(20  R.P.C.  129).  Judgment  for  the  PlaintiflF,  with  a  stay  of  execution 
on  certain  terms.  The  Defendant  appealed.  It  was  held  by  the 
Court  of  Appeal,  that  on  the  construction  of  the  agreement  it  was  open 
to  the  Defendant  to  set  up  the  invalidity  of  the  Patents  and  also  that 
the  Patents  were  invalid,  and  that  the  parties  should  be  restored  to 
their  original  position  (20  R.P.C.  723).  The  Plaintiff  appealed  to  the 
House  of  Lords. — Held^  that  the  basis  of  the  transaction  was  that  the 
Patents  were  valid  so  that  the  Defendant  was  entitled  to  contest  their 
validity ;  but  that  they  were  invalid ;  the  appeal  was  dismissed. 
Nadel  v.  Martin,  p.  41.    See  also  Novelty,  No.  2. 

CONVENTION   APPLICATION.     See  Grant  OF   Patent  (Applioation 
FOR),  No.  3. 

COSTS. 

1.  Where  judgment  is  given  with  costs  for  a  Defendant  in  a  patent 
action,  certain  of  the  Particulars  of  Objections  only  being 
certified,  but  no  special  direction  being  given  as  to  the  costs  of 
the  issue  of  infringement,  the  Defendant  is  entitled  to  the  costs 
of  the  action,  except  those  incurred  in  respect  of  Particulars  of 
Objections  not  certified,  and  the  Taxing  Master  cannot  disallow 
the  costs  of  the  issue  of  infriufirement  on  the  ground  that  the 
Defendant  failed  on  that  issue. — Action  for  infringement.-^Issues 
of  validity  and  infringement. — Judgment  for  Defendants  on  the 
ground  of  prior  user. — Order  for  taxation  of  Defendants*  costs. — 
Defendants'  objections  to  taxation  disallowed. — Application  to  review. — 
Right  of  Defendants  to  general  costs  of  the  auction  except  those  of 
uncertified  Particulars  of  OJt^ections. — Order  referring  back  taxation. 
—Order  LXV.,  Rule  2;  Order  XXXII.,  Rule  4.— In  an  action  for 
infringement  of  Letters  Patent,  the  Defendants  denied  infringement 
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and  allef^ed  that  the  Patent  was  invalid  on  various  grounds,  including 
prior  user,  set  out  in  the  Particulars  of  Objections.  The  action  was 
dismissed,  it  being  held  that  the  Patent  was  anticipated  by  two 
particular  prior  users,  but  it  was  found  that,  if  the  Patent  had  been 
valid,  what  the  Defendants  had  done  would  have  been  an  infringement. 
The  Judgment  as  entered  ordered  the  Defendants'  costs  to  be  taxed, 
and  to  be  paid  by  the  Plaintiffs;  a  Certificate  was  given  under 
Section  29  of  the  Patents,  &c.  Act,  1883,  only  as  to  the  two  prior  users 
and  not  as  to  any  other  of  the  Particulars  of  Objections.  The  Defendants 
objected  to  the  taxation,  alleging,  first,  that  the  Taxing  Master  had 
allowed  the  Defendants  only  such  costs  as  would  have  been  incurred 
if  the  only  Issues  had  been  those  issues  of  prior  publication  as  to  which 
a  Certificate  had  been  given ;  and,  secondly,  that  the  Taxing  Master 
had  not  allowed  the  costs  of  proving  certain  facts  as  to  which  they  had 
given  a  Notice  to  the  Plaintiffs  requiring  them  to  admit  the  same. 
The  Defendants,  on  their  Objections  to  the  taxation  being  disallowed, 
made  an  application  to  review  the  taxation. — Held^  that  the  Taxing 
Master  had  taxed  as  if  the  only  issues  were  anticipations  by  the  two 
prior  users  and  had  disallowed  the  costs  of  the  issue  of  infringement, 
although  the  Judgment  contained  no  direction  to  that  effect,  and  had 
not  taxed  on  the  right  principle  ;  that,  as  the  costs  of  proving  the  facts 
alleged  in  the  Notice  to  admit,  the  correctness  of  the  taxation  depended 
on  whether  or  not  Notice  to  admit  was  material  only  with  regard  to 
the  Particulars  of  Objections  not  certified.  The  taxation  was  referred 
back  with  directions  to  allow  the  costs  of  the  action,  except  those 
incurred  in  respect  of  the  Particulars  of  Objections  in  respect  of 
which  no  Certificate  was  given.  Haskbll  Golf  Ball  Company  v. 
Hutchison,  p.  125. 

2-  Where  an  action  was  stayed  against  one  Defendant,  but  pro- 
ceeded to  Judgment  against  the  other  and  the  Plaintiff 
obtained  an  Order  for  the  taxation  of  his  costs  up  to  judgment, 
the  second  Defendant  was  held,  in  the  absence  of  any.  special 
direction,  not  to  be  entitled  to  have  the  taxation  limited  to 
the  costs  incurred  against  him  only. — Action  for  infringement 
of  certain  Patents  against  two  Defendants, — Proceedings  stayed  by 
consent  against  one  Defendant. — The  other  Defendant  at  the  trial 
ordered  to  pay  the  Plaintiffs*  costs  up  to  judgment  with  certain 
exceptions, — Costs  incurred  against  first  Defendant  whether  to  be  in- 
cluaed. — Second  Defendant's  application  to  review  taxation  dismissed. 
An  action  for  infringement  of  three  Patents  was  brought  by  the  owners 
of  them  against  a  Company  and  an  individaal.  The  action  as  against 
the  Defendant  Company  was  settled  before  trial,  and  an  Order  was 
made  staying  proceedings  against  the  Company.  At  the  trial  the 
Plaintiffs  succeeded  against  the  individual  Defendant  on  two  Patents, 
but  jailed  on  the  third,  and  an  Order  was  made  directing  taxation  of 
the  Plaintiffs'  costs  except  so  far  as  increased  by  the  claim  for  infringe- 
ment of  the  third  Patent,  and  for  taxation  of  the  individaal  Defendant's 
costs  so  far  as  increased  by  that  claim,  with  a  set-off.  The  Taxing 
Master  having  taxed  the  Plaintiffs'  costs  in  pursuance  of  the  Order,  the 
individual  Defendant  objected  that  he  had  allowed  items  relating 
exclusively  to  the  Defendant  Company.  The  Taxing  Master  disallowed 
the  objection,  and  the  individual  Defendant  applied  to  review  the  taxa- 
tion,  contending  that  under  the  Order  the  Taxing  Master  onght  only  to 
have  taxed  the  Plaintiffs'  costs  incurred  against  him  and  not  those 
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GOSTS^continued. 

incnrred  against  the  Defendant  Company,  and  also  that  snoh  costs  were 
thrown  away.  Heldy  following  Kelly^s  Directories  Ld.  v.  Gavin,  and 
Lloyds  (L.R.  (1901)  2  Ch.  763),  that  in  the  absence  of  any  special 
direction  in  the  Order,  the  taxation  ought  not  to  be  limited  as  contended 
for  by  the  Defendant.  The  application  was  dismissed  with  costs. 
Badische  Anilin  ijnd  Soda  Fabbie  v.  Higkson,  p.  149. 

3.  Costs  of  three  counsel  on  appeal  allowed.    HASKELL  OOLF  Ball  Co. 

Ld.  v.  Hutchison  (No.  2),  p.  301. 

4.  Where  an  action  was  brought  for  infringement  of  a  Patent  and  for 

passing-off  the  goods  of  the  Defendants  as  and  for  those  of  the  Phuntiffii 
and  the  Plaintiffs  succeeded  as  to  the  Patent  and  failed  as  to  the 
passing-off,  the  costs  were  ordered  to  be  treated  on  the  footing  of  these 
being  two  separate  causes  of  action  and  to  follow  the  event  in  each. 
Hill  v.  Thomas  &  Son,  p.  375, 

5.  Where  in  an  action  and  counterclaim,  the  Plaintiff  failed  on  two  out  of 

three  issues  in  the  action  and  on  the  issue  raised  by  the  counterclaim 
and  succeeded  on  one  issue  in  the  action,  and  the  costs  of  the  several 
issues  were  fairly  equal,  the  Plaintiff  was  ordered  at  the  trial  to  pay 
half  the  costs  of  the  action.    Gawthorp  v.  Mason,  p.  401. 

t>.  The  Costs  of  obtaining  the  authority  of  the  Attorney-General  ouffht 
to  be  allowed  on  taxation  to  a  Petitioner  for  revocation  who  has 
been  given  the  costs  of  the  Petition.  A.  Petition  for  revocation  of 
a  Patent  having  been  presented  with  the  authority  of  the  Attorney- 
General,  the  Patent  was  revoked,  the  Respondent  being  ordered  to  pay 
the  costs  of  the  Petitioner.  On  the  taxation  the  Respondent  objected 
that  the  Petitioner  was  not  entitled  to  the  costs  of  obtaining  the 
authority  of  the  Attemey-General.  The  Taxing  Master  allowed  such 
costs.  The  Respondent  applied  to  review  the  taxation. — Held^  that  the 
costs  of  obtaining  the  authority  of  the  Attorney-General  were  properly 
allowed.  The  summons  was  dismissed  with  costs.  In  THB  Mattbb 
OP  PouLTON's  Patent,  p.  571. 

7.  Costs  whether  costs  of  Defence  or  of  Particulars  of  Objections.— 

Action  for  infringement, — Discontiniuince. — Taxation  of  costs.  An 
action  for  infringement  of  a  Patent  was  discontinued  by  the  Plaintiffs 
after  Defence  and  Particulars  of  Objection  had  been  delivered.  On  the 
taxation  of  the  Defendants'  costs  the  Plaintiffs  objected  (inter  alia) 
.that  certain  items  related  to  the  Particulars  of  Objections,  and  that, 
as  these  had  not  been  certified,  such  items  ought  not  to  be  allowed. 
Among  the  principal  items  objected  to  were  charges  for  perusing  a 
report  by  the  Defendants'  Patent  Agent,  perusing  Specifications,  and  a 
payment  to  the  Patent  Agent  and  a  fee  to  Counsel  for  perusing  papers. 
The  Taxing  Master  reduced  certain  of  these  items  and  allowed  part  of 
the  charges  for  perusing  Specifications  as  Instructions  for  Defence, 
and  in  answer  to  the  Objections  he  stated  that  he  had  allowed  such 
charges  as  were  reasonable  and  proper  to  be  allowed  to  the  Defendants 
as  Instructions  for  their  Defence  and  not  as  Particulars  of  Objections. 
The  Plaintiffs  applied  to  review  the  taxation. — Held,  that  the  Taxing 
Master  had  acted  on  a  right  principle,  anl  that  the  Summons  must  be 
dismissed  with  costs.  PiGGOTT  <&  Co.  Ld.  v.  Corporation  of 
Hanlbt,  p.  63y. 
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8.  Plaintiff!^  paxtiallj  successful  on  the  issue  of  infringement.— 

Where  certain  Defendants  were  held  to  have  infringed  one  claim  of 
a  Specification  but  not  another,  they  were  ordered  to  pay  the  Plaintiffs' 
costs,  except  so  far  as  those  related  to  the  infringement  alleged  but  not 
established,  the  costs  relating  to  that  issue  to  be  paid  by  the  Plaintiffs 
with  a  set-off.    MOUCHBL  v.  OoiGNBT,  p.  665, 

9.  Costs  on  the  higher  scale  allowed.— Consolidated  Pneumatic 

Tool  Co.  Ld.  v.  Clark,  p.  718. 

10.  Costs  of  three  Counsel  allowed.— Consolidated  Pneumatic  Tool 
Co.  Ld.  v.  Clark,  p.  718. 

11.  Costs  of  motion  for  interlocutory  injunction-— Plaintiffs  ordered 
to  pay  the  costs  of  motion,  the  Defendants  having  made  a  suf&cient 
offer  of  an  undertaking  before  motion.  Spaul  v.  Monopolb  Cycle 
AND  Carriage  Co.  Ld.,  p.  647. 

DECLARATION  OF  INVALIDITY. 

An  action  for  a  declaration  that  an  expired  Patent  was  invalid 
dismissed  on  the  ground  that  the  proper  remedy,  if  any,  was  a 
Petition  for  Revocation.— North-E astern  Marine  Engineering 
Co.  Ld.  v.  Leeds  Forge  Co.  Ld.,  pp.  96  and  529. 

DISCLAIMER.    See  Amendment  of  Specification, 

DISCONFORMITY. 

Disconformity  not  found.— In  the  Matter  op  Andrews'  Patent, 
p.  441.    See  also  Novelty,  No.  5. 

DISCONTINUANCE. 

1.  Action    for    infringemenL--Discontiniuince. — Goats.      Db    Witt    v. 

Jerrard,  Darby,  and  Clbgg  Ld.,  p.  416. 

2.  Term  imposed  that  the  Plaintiff  should  brinfi:  no  action  in  respect 

of  infringements  alleged  in  the  pleadings.— ^c^eon  for  infringe- 
ment.— Application  for  leave  to  discontinue  after  Reply. — Practice. 
— Terms  imposed  as  a  condition  of  granting  leave.  B.S.G.  Order 
XXVI.^  Rule  1.  The  Plaintiff  in  an  action  for  infringement  delivered 
a  reply  and  then  applied  for  leave  to  discontinne,  stating  as  his  reason 
that  he  wished  to  amend  his  Specification  by  way  of  correction.  The 
Defendant  asked  that  a  term  should  be  imposed  that  the  Plaintiff 
should  bring  no  action  in  respect  of  infringements  alleged  in  the 
pleadings. — Held^  that  the  particular  circumstances  justified  the 
imposition  of  the  term,  inasmuch  as  the  Plaintiff's  application  was 
in  effect  for  leave  to  apply  to  amend  the  Specification  by  way  of 
correction,  which  leave  could  not,  under  Section  19  of  the  Patents,  &c. 
Act  of  1883,  be  given  pending  the  action.^  Leave  to  discontinue  was 
given  upon  the  term  mentioned,  coupla'd  with  the  term  that  the 
Plaintiff  should  pay  the  Defendant's  costs  of  the  action,  including 
the  costs  of  the  Particulars  of  Objections  as  if  they  had  been  certified 
as  reasonable  and  proper.  The  Plaintiff  elected  to  proceed  with  thft 
action.    Robertson  v.  Pui^pby,  p.  779. 
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DRAWINGS.    See  Specification  (Construction  op),  No.  2. 

ESTOPPEL. 

Where  in  an  action  for  infringement  of  a  Patent  the  Defendants  submit 
to  judgment,  the  effect  is  that  they  cannot  afterwards  dispute  the 
validity  of  the  Patent  or  that  they  in&inged,  but  in  a  subsequent  action 
for  infringement  of  the  same  Patent  the  Court  ought  not  to  read  out 
of  the  consent  a  logical  process  which  shall  convict  the  Defendants  of 
inconsistency  in  setting-up  non-infringement  by  a  different  machine, 
not  in  fact  an  infringement.  Per  LORD  ROBERTSON  in  BROWN  v. 
Hastib  Ld.  p.  374.    See  Inprinqbmbnt,  No.  12. 

EXPERIMENTAL  USER.    See  Prior  User. 

GRANT  OF  PATENT  (APPLICATION  FOR). 

1-  Specification  ending  with  23  claims  held  not  to  contain  a  clear 
and  succinct  statement  of  the  invention.— Pa/^n^  Bxilea  I905y 
Rule  4, — Although  each  Claim  may  in  itself  be  clear  and  succinct, 
if  the  Claims  are  not  really  and  substantially  separate  the  Claims 
taken  as  a  whole  would  not  be  clear  and  succinct.  A  Specification 
may  contain  a  great  many  Claims  separate  in  their  nature  which  are 
justifiably  made  under  Rule  4  of  the  Patent  Rules  1905.  So  long  as  the 
statement  of  each  Claim  is  in  itself  clear  and  succinct,  and  so  long  as 
there  is  an  absence  of  repetition  in  the  separate  Claims,  there  is  not 
necessarily  any  infringement  of  the  Rule  merely  owing  to  the  fact  that 
there  are  a  great  many  Claims.  On  an  application  for  a  Patent  a  Com- 
plete Specification  was  left,  which  ended  with  23  Claims.  The 
Examiner  reported  that  the  Statement  of  the  invention  claimed  was 
not  clear  and  succinct  as  required  by  Rule  4  of  the  Patent  Rules 

1905.  The  Chief  Examiner,  acting  for  the  Comptroller,  decided  that 
the  statement  of  the  invention  claimed  did  not  comply  with  Rule  4, 
and  unless  a  clear  and  succinct  statement  was  substituted  the  Specifica- 
tion would  not  be  accepted.  The  Applicant  appealed.  The  Law 
Officers  upheld  the  Chief  Examiner's  decision.  In  THB  Mattbb  OF 
J.  S.  Bancroft's  Application,  p.  89. 

2.  Reference,  in  form  prescribed  by  Rule  10  of  the  Patent  Rules 

1906,  to  prior  Specification  ordered— On  an  application  for  a 
Patent  the  Chief  Examiner  acting  for  the  Comptroller  held  that  a 
reference,  in  t?ie  form  prescribed  by  Rule  10  of  the  Patent  Rules,  1905, 
to  a  prior  Specification  should  be  inserts  in  the  Applicants  Specifica- 
tion, although  the  Applicant  was  prepared  to  insert  a  specific  reference 
of  his  own  to  this  prior  Specification.  The  applicant  appealed,  but  the 
appeal  was  dismissed  by  the  Law  Officer.  In  the  Matter  of  P.'s 
Application  for  a  Patent,  p.  644. 

3.  Application  under  Section  103  of  the  Patents,  &c.  Act,  1888, 

refused  by  reason  of  the  failure  of  the  applicant  to  comply  with 
a  statutory  requirement.   Application  to  extend  time  rerased-— 

Incorrect  date  of  foreign  application  given  in  the  Convention  appHcOr- 
tion,  which  was  not  a^ccompanied  by  a  certified  copy  of  the  foreign 
Specification  as  required  by  Rule  14  of  the  Patents  Rules,'1908.  The 
Comptroller-General  decided  that  the  requirements  of  Rule  14  not 
having  been  complied  with,  and  the  Complete  Specification  not  having 
been  open  to  public  inspection  at  the  expiration  of  12  months  from  the 
date  of  the  foreign  application  as  a  result  of  the  error  in  the  date,  the 
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GRANT  OF  PATENT  (APPLICATION  FOR)— con^tVitied. 

priority  claimed  under  the  International  Convelition  could  not  be 
given.  The  Applicant  appealed.  Held  on  appeal,  by  the  Law  Officer, 
that  the  Comptroli.er-Qeneral  had  power  to  refuse  to  grant  the  applica- 
tion under  the  circumeAances  as  the  requirements  (which  should  be 
treated  as  conditions  precedent)  had  not  been  complied  with,  and  that 
the  appeal  must  be  dismissed.  In  the  Matter  of  an  Applioation 
FOB  A  Patent  under  Section  103  of  the  Patents,  Ao.  Act, 
p.  788. 

GRANT  OF  PATENT  (OPPOSITION  TO). 

DiflTerences  between  Applicant's  and  Opponents'  processes  not  sub- 
stantial.— Opposition  to  grant  on  the  ground  that  the  invention  had 
been  patented  on  an  application  of  prior  date. — Patent  refused  hy 
Comptroller. — Appeal, — Applicant's  invention  alleged  to  comprise 
certain  processes  not  comprised  in  Opponents'  Specification, — Allegations 
hy  Opponents  that  these  processes  produced  no  material  effect. — HeaHng 
of  appeal  adjourned  for  farther  evidence  as  to  the  effect  or  non-effect 
of  these  processes.  Held,  hy  the  Law  Officer^  that  the  evidence  failed 
to  estahlish  that  the  difference  created  hy  these  processes  was  a 
reasonably  substantial  and  beneficial  difference  so  as  to  justify  the 
grant  of  a  Patent.  The  decision  of  the  GomptroUer  was  affirmed. 
In  the  Matter  of  Hodgkins'  Application  for  a  Patent,  p.  527. 

INFRINGEMENT. 

1-  Where  the  Defendants'  device  is  covered  by  the  Claims  in  the 
Complete  Specification,  but  is  not  expressly  referred  to  in  the 
Complete,  although  it  was  in  the  Provisional  Specification,  an 
inference  is  not  to  be  drawn  that  the  Patentee  intended  to 
exclude  it  from  what  he  claimed.— Construction  of  Specification.— 
Comparison  tvith  Provisional  Specification.— Issue  of  infringement. — 
Injunction  granted  at  trials  but  dissolved  by  the  Court  of  Appeal. — 
Appeal  to  the  House  oj  Lords  allowed.—^.  Ld.,  who  were  the  proprietors 
of  a  Patent  granted  to  J.  R.  for  "Improvements  in  dumb-bells  for 
"  physical  culture  exercises,"  brought  an  action  for  infringement  of  the 
same  and  of  another  Patent  not  relied  on  at  the  trial.  The  invention 
consisted  in  a  dumb-bell  formed  in  two  parts,  divided  longitudinally, 
with  springs  between  them.  In  the  Provisional  Specification  the 
Patentee  expressly  mentioned  compressed  air  springs.  The  Complete 
Specification  omitted  any  mention  of  them,  but  the  second  Claim 
mentioned  resilient  means  of  expansion  generally.  The  Defendant's 
dumb-bell  had  inflated  india-rubber  balls  between  the  halves  of  the 
dumb-bell  at  each  end.  The  Defendant  attacked  the  validity  of  the 
Patent  on  various  grounds,  and  denied  infringement.  It  was  held  by 
Byrne  J.  at  the  trial  (21  R.P.C.  33)  that  the  Specification  claimed 
a  combination ;  that  it  was  not  a  claim  for  the  invention  of  mere 
details  ;  but  that  it  embodied  a  new  principle  or  idea ;  that  the 
Patent  was  valid,  and  that  the  Defendant  had  infringed,  and  judgment 
was  given  for  the  Plaintiffs  on  this  Patent,  a  certificate  of  validity 
having  come  in  question  being  granted.  On  appeal  it  was  held  by  the 
Court  of  Appeal  {Stirling^  L.J.,  doubting),  that  on  the  evidence  as  to 
the  state  of  knowledge  no  new  result  was  attained  by  the  Patentee, 
and  that  the  inference  to  be  drawn  from  the  omission  of  mention  of 
air  springs  in  the  Complete  Specification  was  that  the  Patentee  did  not 
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INFRINGEMENT— con^mutfrf. 

intend  to  claim  them,  and  that,  on  the  construction  of  the  Specification, 
they  were  not  claimed  and  that  nnder  the  circumstances  an  air  spring 
could  not  be  claimed  as  a  mechanical  equivalent  for  the  springs 
described  in  the  Complete  Specification.  The  appeal  was  allowed  with 
costs  (21  R.P.C.  333).  The  PlaintiflPs  appealed  to  the  House  of  Lords. 
— Hddy  that  the  Patentee  had  sufficiently  ascertained  and  described 
the  nature  of  his  invention,  that  the  inference  drawn  by  the  Court  of 
Appeal  from  a  comparison  of  the  Provisional  and  Complete  Specifi- 
cations was  not  a  legitimate  one,  and  that  the  Patentee  had  not 
deliberately  excluded  air  springs  from  his  complete  Specification  ;  and 
that  the  Defendant  had  infringed.  The  judgment  of  Byrne  J. 
was  restored,  and  the  appeal  allowed  with  costs.  Stoner  v.  Todd 
(L.R.  4  C.  D.  58)  distinguished.    Sandow  Ld.  v.  Szalay,  p.  6. 

2.  Infringement  proved  of  one  or  more  of  seven  Patents  owned  by 

the  Plaintiflb. — Action  for  infringevMnt  of  aeven  PcUetUs. — In- 
fringement  denied, — Judgment  for  Plaintiffs.  The  S.  Corporation 
E>ued  M.  &  Co.  for  infringement  of  seven  Patents.  The  Defence  was  a 
denial  of  infringement. — Held,  upon  the  evidence,  that  it  must  be 
assumed  that  the  article  complained  of  was  made  by  some  process 
covered  by  the  PlaintifiPs*  Patents,  and  judgment  was  given  for  the 
Plaintiffs  with  costs.  Saccharin  Corporation  Ld.  v.  Mack  &  Co., 
p.  25. 

3.  In  an  action  for  infringement  of  two  Patents  the  Defendants 

were  found  not  to  have  taken,  in  either  of  the  infringements 
complained  of,  essential  features  of  the  patented  combinations. 

— Judgment  for  the  Defendants. — Certificate  of  Validity  refused. 
Letters  Patent  were  granted  in  1900  to  B.  and  C.  for  "  Improvements 
*'  in  or  relating  to  gas  burners."  The  first  Claim  was  for  "  A  Bunsen 
^'  burner  for  incandescent  gas  lighting,  in  which  the  mantle  is  sus- 
"  pended  head  downwards,  provided  with  an  isolator  as  h  preferably 
'^  made  of  bad  heat  conducting  material,  with  a  deflecting  cone  on  said 
'^  isolator,  the  latter  terminating  in  a  burner  head  provided,  if  required, 
"  with  a  sleeve  with  perforated  sides,  projecting  into  the  interior 
'^  of  the  incandescent  mantle  for  the  purpose  of  obtaining  a  down- 
**  wardly  directed  flame,  approximately  of  the  shape  of  the  mantle, 
"  and  without  the  necessity  of  employing  special  mechanical  means 
"  for  producing  a  high  gas  pressure,  substantially  as  described."  In 
1903  Letters  Patent  were  granted  to  F.  for  "  Improvements  in  incan- 
"  descent  gas  burners,"  the  first  Claim  being  for  "  Improvements  in 
'*  downwardly  burning  incandescent  gas  burners  comprising  a  device 
"  for  keeping  cool  the  burner  tubes  thereof,  said  device  consisting  of  a 
"  protecting  tube  k  insulated  from  the  burner  tube  ^  by  a  layer  of 
"  air,  substantially  as  described."  The  owners  of  these  Patents 
brought  an  action  for  infringement,  complaining  of  two  burners ;  one 
of  these  had  a  jacketting  tube,  but  not  closed  at  the  upper  end,  as 
F.'s  Specification  described.  This  burner  was  alleged  to  infringe  both 
Patents.  It  had  not  an  inverted  conical  deflector ^  but  an  inverted  cup. 
The  other  burner  had  no  jacket,  but  had,  at  the  upper  end  of  the 
tube,  an  inverted  cone,  similar  in  form  but  not  in  position,  to  that 
described  in  the  Specification  of  the  first  Patent.  Both  the  burners 
had  ordinary  brass  tubes.  The  Defendants,  besides  denying  infringe- 
ment, alleged  that  both  Patents  were  invalid. — HM^  without  deciding 
the  issues  of  validity,  that  neither  of  the  alleged  infringements 
infringed  ;  that  in  neither  of  them  waft  there  an  isolatpr>  nor  a  deflector 
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in  the  sense  of  the  Specification  of  the  first  Patent ;  and  that  the  jacket 
of  the  first  mentioned  alleged  infringement  had  no  cooling  effect,  but 
rather  the  reverse.  Judgment  was  given  for  the  Defendants,  and  a 
certificate  was  granted  as  to  some  of  the  Particulars  of  Objections. 
An  application  was  made  on  behalf  of  the  Plaintiffs  for  a  Certificate 
that  the  validity  of  the  Patents  had  come  in  question,  but  this  was 
refused.  New  Inverted  Incandescent  Gas  Lamp  Co.  Ld.  v. 
Cope  and  Timmins  Ld.,  p.  103. 

4.  Repairs-    Qnery,  whether  what  the  Defendants  had  done  amounted  to 

fair  repairs  (as  decided  by  Swin/en  Eady  J.)  and  not  reconstruction, 
the  Court  of  Appeal  expressing  no  opinioil  on  this  point.  SiBDAB 
RuBBEB  Co.  Ld.  v.  Wallington,  Weston  &  Co.,  p.  132. 

5.  Defendants  held  not  to  have  taken  at  all  events  one  essential 

element  of  the  patented  combination.— Actton /or  infringement-^ 
Issue  of  infringement, —-Judgment  for  the  Defendants. — Appeal  by 
Plaintiff's  dismissed.  Letters  Patent  were  granted  to  B.  &  C.  for  "  Im- 
**  provements  in  or  relating  to  gas  burners."  The  first  Claim  was  for  **a 
*'  Bunsen  burner  for  incandescent  gas  lighting  in  which  the  mantle  is 
**  suspended  head  downwards  provided  with  an  isolator  as  h  preferably 
"  made  of  bad  heat-conducting  mat'^rial,  with  a  deflecting  cone  on  said 
"  isolator,  the  latter  terminating  in  a  burner  head  provided,  if  required, 
"  with  a  sleeve  with  perforated  sides,  projecting  into  the  interior  of  the 
**  incandescent  mantle  for  the  purpose  of  obtaining  a  downwardly 
"  directed  frame,  approximately  of  the  shape  of  the  mantle,  and 
"  without  the  necessity  of  employing  special  mechanical  means  for 
"  producing  a  high  gas  pressure,  substantially  as  described.*'  In  an 
action  for  infringement  of  the  Patent,  the  Defendants  relied  ultimately 
on  infringement  only,  admitting  validity,  but  contending  that  the 
Claims  ought  to  be  constrred  as  being  for  the  particular  combination. 
The  burner  complained  of  had  a  tube  of  thin  metal  which  the  Plain- 
tiffs alleged  to  act  by  reason  of  its  length  and  thinness  as  an  insolator, 
and  an  umbrella-shaped  plate  round  the  tube  with  the  apex  upwards, 
which  the  Plaintiffs  alleged  to  act' as  a  deflector,  and  they  contended 
that  the  Defendants  had  taken  the  two  essential  features  of  the  inven- 
tion. The  Defendants  on  the  other  hand  contended  that  the  plate 
acted  as  a  concentrator  and  that  they  had  neither  of  the  two  features. 
It  was  held  at  the  trial  (22  R.P.C.  431)  that  the  Defendants  had  taken 
neither  the  isolator  nor,  though  this  was  more  doubtful,  the  deflector, 
and  had  not  infringed  the  combination.  The  action  was  dismissed 
with  costs,  and  a  Certificate  as  to  certain  of  the  Particulars  of  Objections 
was  given,  although  the  Defendants  had  at  a  late  stage  in  the  case, 
ceased  to  contend  that  the  Patent  was  invalid.  The  Plaintiffs  appealed. 
—  SeW,  that  the  Defendants  had  not  infringed,  there  being  no  deflector 
within  the  meaning  of  the  Specification  on  the  Defendants'  burner. 
Query y  whether  there  was  an  isolator.  The  appeal  was  dismissed  with 
costs.  A  Certificate  that  the  validity  of  the  Patent  came  into  question 
was  refused.  Nbw  Inverted  Incandescent  Gas  Lamp  Company 
Ld.  v.  Globe  Light  Ld.,  p.  157. 

6.  Claims  for  subordinate  integfers  held  to  have  been  infring;ed.-- 

Action  for  infringement, — Construction, — Limitations  on  claiming 
clauses. — ^^Subordinate  integer,'' — Prior  publication,^ Judgment  for 
Plaintiffs,  The  Plaintiffs  were  the  owners  of  two  Patents,  one  of 
which  was  granted  to  H,  in  April  1898  for  *<  Improvements  in  or 
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"relating  to  cycle  driving  and  braking  mechanism,"  and  the  other 
to  L.  in  October  1898  for  "  Improvements  in  and  relating  to  driving 
"and  brake  mechanism  for  cycles  and  other  vehicles."  Each  Patent 
was  for  a  combination  or  particular  arrangement  of  mechanical  devices 
for  the  hub  of  "free-wheel"  cycles.  In  an  action  for  infringement 
the  Defendants  denied  infringement,  and,  in  addition  to  alleging 
anticipation  by  another  Patent,  contended  that,  on  the  proper 
construction  of  the  Plaintiffs'  Specifications,  the  Plaintiffs  possessed 
only  a  limited  monopoly  from  which  they  had  departed  in  what  they 
manufactured.  Heldy  that  the  Claims  in  question  were  for  "  subordinate 
"  integers "  of  the  entire  combination,  which  was  not  limited  as  the 
Defendants  contended ;  that  anticipation  had  not  been  established ; 
that  the  Defendants  had  infringed  by  adopting  the  substance  of  the 
combination  ;  and  that  there  must  be  judgment  for  the  Plaintiffs. 
Combination  Hubs  Ld.  v.  Sbabbook  Bros.,  p.  205. 

7.  Infringement  of  all  or  some  of  seven  Patents.— ^lo^ton  /or  in- 

fringement of  seven  Patents.^Infringement  denied  hy  Defence. — 
Defendant  not  appearing  at  trial,— Judgment  for  Plaintiffs,  Sac- 
charin Corporation  Ld.  v.  Lockwood,  p.  274. 

8.  Infringement  of  all  or  some  of  seven  Patents.— ^o^ion  for  in- 

fringement of  seven  Patents. — Denial  of  infringement. — Judgment 
for  Plaintiffs.    Saccharin  Corporation  Ld.  v.  Jonbs,  p.  275. 

9.  Infringement  of  all  or  some  of  seven  Patents.— ^c^ion  for  in- 

fringement of  seven  Patents. — Denial  of  infringement. — Judgment 
for  Plaintiffs.    Saccharin  Corporation  Ld.  v.  Scott,  p.  276. 

10.  Patent  for  special  arrangement  held  not  to  be  infringed.— Ajo^ieoZ 
by  Plaintiffs  dismissed.  A  Patent  was  granted  to  the  Plaintiffs  and 
another  in  1897  for  "  Improved  apparatus  for  nse  in  the  production  of 
**  acetylene."  The  apparatus  was  so  constructed  as  to  cause  the 
acetylene,  in  its  passage  from  the  generator  to  the  gas-holder,  to  be 
washed  by  passing  through  water  in  a  vessel  arranged  on  the  outside 
of  the  gas-holder  and  supplied  with  water  from  a  second  vesselat  a 
higher  level.  By  means  of  vahes  controlled  by  the  motion  of  the 
gas-holder  the  vessels  and  generator  could  be  put  in  communication 
so  that  the  washing  water  could  be  caused  to  pass  gradually  into  the 
generator  and  be  used  for  the  hydration  of  calcium  carbide,  a  saving 
of  the  acetylene  dissolved  in  the  water  being  alleged  to  be  thereby* 
effected.  In  the  Defendants'  apparatus,  when  fresh  water  was  poured 
into  the  washing  vessel,  the  water  that  had  been  used  for  washing  the 
acetylene  passed  from  the  part  in  which  the  washing  took  place  under 
and  0  7er  partitions  to  another  part  of  the  vessel  and  thence  to  a  lower 
vessel  and  into  the  generator,  its  passage  being  controllable  by  the 
motion  of  the  gas-holder.  It  was  held  at  the  trial  by  Farwell  J.  (22 
R.P.C.  460),  that  only  a  particular  form  of  apparatus  was  claimed  and 
that  the  Defendants  had  not  infringed.  The  Plaintiffs  appealed. — 
Heldj  ttiat  the  Patentees  had  claimed  the  special  arrangement  set  forth 
in  their  Specification,  that  the  Defendants*  machine  was  not  an  in- 
fringement ;  and  that  the  decision  of  Farwell  J.  ought  to  be  upheld. 
The  appeal  was  dismissed  with  costs.    Bailey  v.  Aibey  &  Co.,  p.  277. 
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11-  Iiyunotion  by  consent  on  texmB.— Action  for  infringement.-- 
Judgment  by  consent  for  an  injunction^  the  Plaintiffs  agreeing  to 
grant  a  licence  upon  terms  agreed  between  the  parties,  Wbbb  Lamp 
Co.  Ld.  v.  Wholesale  Inoandbsoent  Fittings  Co.  and  John 
Dbwhitrst  &  Sons,  p.  340. 

12.  Claim  held  to  be  for  a  mechanical  arran^rement  and  not  to 
have  been  infiringed. — Construction  of  Specification. — Patent  whether 
a  Pioneer  Patent — Infringement. — Interdict  granted  by  Lord  Ordinary. 
-^Appeal  to  Inner  House  dismissed.-- Appeal  to  House  of  Lords 
allowed.  Steam  is  admitted  to  steering  engines  Jt>y  a  controlling  valve, 
which  is  shat  when  the  engine  is  at  rest.  Means  had  long  been  sought 
to  prevent  leakage  through  the  controlling  valve  when  shut.  In  1897  a 
Patent  was  granted  to  B.,  the  object  of  which  he  described  as  follows: — 
"  To  prevent  or  considerably  diminish  the  leakage  ot  steam  herein- 
'*  before  referred  to.  For  this  purpose  I  fit  in  a  passage  or  casing  through 
"  which  the  steam  enters  the  controlling  valve  casing  a  double-beat 
"  valve  which  has  formed  or  fixed  on  it  oppositely  inclined  surfaces 
^^  which  are  acted  upon  by  counterpart  inclines  fitted  in  connection 
"  with  the  controlling  valve,  so  that  on  the  movement  of  the  controlling 
**  valve  it  acts  through  the  inclined  surfaces  to  open  the  double-beat 
"  valve  and  admits  steam."  The  Patentee  added  : — "  Instead  of  the 
"  equilibrium  valve  A"  (the  double-beat  valve)  "  any  equivalent  device 
"  may  be  used.  For  example,  the  inclines  may  be  on  the  stem  of  a 
^^  small  valve  which  opening  first  admits  the  steam  under  a  larger  valve 
**  opened  by  the  further  motion  of  the  small  valve."  He  claimed  : — 
^'  In  connection  with  the  valves  of  steering  and  like  engines,  fitting  in  a 
^  passage  or  casing,  through  which  the  steam  enters  the  controlling 
^^  valve  casing,  a  double-beat  or  equivalent  valve  having  opposite 
'^  inclines  acted  on  by  counterpart  inclines  moving  with  the  con- 
*^  trolling  valve,  the  parts  being  arranged  and  operating  substantially 
«<  as  and  for  the  purposes  hereinbefore  described."  The  double-beat 
valve  used  as  a  stop  valve  was  a  well-known  mechanical  device. 
It  had  been  applied  in  continuous  engines  to  work  automatically 
with  the  distributing  valve  so  as  to  cut  off  the  steam  from  the 
distributing  valve  casing  during  a  part  of  each  stroke.  It  haul  never 
been  applied  to  the  controlling  valves  of  steering  engines,  nor  had  the 
leakiness  of  these  valves  been  successfully  remedied  in  any  other  way. 
O.  patented  a  stop  valve  in  which,  instead  of  the  direct  mechanical 
action  of  the  controlling  valve,  he  used  a  steam  relay.  He  claimed  that 
his  invention  had  advantages  over  that  of  B.,  but  he  did  not  patent  it  as 
being  an  improvement  on  such  invention.  He  claimed  : — ''  A  control- 
'^  ling  valve  for  steering  engines  to  which  the  steam  supply  is  through  a 
'^  cut-off  valve  which  is  operated  by  exhaust  of  the  steam  which  normally 
'^  closes  it,  and  wherein  the  said  exhaust  is  controlled  as  described  by 
**  a  slide  or  equivalent  valve  operated  from  or  by  the  spindle  or  lever 
**  which  actuates  the  controlling  valve."  The  owners  of  B.'s  Patent 
brought  an  action  against  H.  &,  Co.  alleging  that  the  valves  made  under 
tiie  Patent  of  G.  were  infringements  of  B.'s  Patent.  The  Defenders 
had  in  previous  proceedings  on  B.'s  Patent,  in  which  other  infringe- 
ments were  alleged,  consented  to  a  decree,  and  were  thereby  precluded 
from  attacking  the  validity  of  B.'s  Patent,  but  they  denied  infringe- 
ment. It  was  held  by  the  Lord  Ordinary  (21  R.P.C.  445),  and  on  appeal 
by  the  Inner  House  (22  R.P.C.  85),  that  in  construing  the  Specification 
it  must  be  considered  what,  having  regard  to  the  state  of  prior  know- 
ledge, was  the  field  open  to  the  inventor ;  that  in  the  circumstances 
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B.*s  Patent  was  a  pioneer  or  master  Patent :  that  it  was  not  to  be  con- 
strued as  claiming  only  the  double-beat  valve  actuated  by  inclined 
planes  sliding  on  counterpart  inclines,  but  as  claiming  the  application 
to  steering  and  the  like  engines  for  the  purpose  of  preventing  leakage 
of  steam  while  the  engine  is  not  working,  of  a  separate  stop- valve  work- 
ing in  unison  with  the  controlling  valve.  Interdict  was  granted  by  the 
Lord  Ordinary  and  upheld  by  the  Inner  House.  The  Defenders 
appealed  to  the  House  of  Lords. — Heldy  that  the  claim  was  for  a 
mechanical  arrangement,  and  that  the  words  ^^  having  opposite  inclines 
"  acted  on  by  counterpart  inclines  "  were  the  material  parts  of  the 
Claim,  and  that  the  mechanical  arrangement  of  the  Defenders  was 
different  and  was  not  an  infringement  of  B.'s  Patent.  The  appeal  was 
allowed  with  costs.    Brown  v.  Hastib  &  Co.  Ld.,  p,  361, 

13.  Patent  held  to  have  been  infringed— ^Ic^ton  for  infringement.— 
Issue  of  infringement. — Judgment  for  Plaintiffs.  The  Plaintiffs 
broaght  an  action  for  infringement  of  Letters  Patent,  the  validity  of 
which  had  been  certified.  The  Defendants  denied  infringement. — 
Held^  that  the  Plaintiffs  had  proved  infringement.  Judgment  was 
given  for  them  with  ordinary  costs,  the  Plaintiffs  not  pressing  for 
solicitor  and  client  costs.  Anti- Vibration  Incandescent  Lighting 
Co.  Ld.  v.  Wholesale  Incandescent  Fittings  Co.,  p.  399. 

14-  A  contraet  for  sale,  made  in  this  country  of  an  article  situate 
abroad,  followed  by  appropriation  and  delivery  abroad,  does  not 
constitute  a  vending  of  tne  invention. — Action  for  infringement 
of  three  Patents. — As  to  one  Patent  judgment  for  the  Defendant  on  the 
ground  of  non-infringement. — Appeal  by  Plaintiffs  against  this  part 
of  the  Judgment.— Contract  for  sale  made  in  this  country  for  delivery 
abroad  of  patented  article  m^de  abroad  followed  by  appropHation  and 
delivery   a/icordingly. — Appeal   dismissed. — Appeal   to  the   House  of 
Lords  dismissed.    The  owners  of  three  Patents  having  brought  an  action 
for  infringement  of  the  same,  one  of  the  Defendants  denied  infringe- 
ment of  one  of  the  Patents,  and  at  the  trial  (22  R.P.C.  65)  the  Plaintiffs 
failed  on  this  Patent  on  the  ground  that  the  case  was  covered  by 
Saccharin  Corporation  Ld.  v.  Reitmeyer  A  Co,  (17  R.P.C.  606),  in 
which  it  was  held  that  a  contract  for  sale  made  in  this  country  for 
delivery  abroad  of    a  patented    article    made  abroad    and  delivery 
accordingly   did    not    constitute    infringement.      The  facts  were  as 
follows  : — The  Defendant  entered  into  a  contract  with  another  person 
in  this  country  to  sell  to  such  person  a  certain  quantity  of  the  patented 
article,  delivery  to  be  made  at  Basle.    He  procured  the  goods  abroad, 
and  had  them  delivered  to  Basle,  where  they  were  at  his  disposal  ; 
he  then  by  order  to  his  agents  transferred  them  so  as  to  be  at  the 
purchaser's  disposal,  and  the  purchaser  assented  to  the  appropriation, 
and  subsequently  brought  them  to  England.    The  Plaintiffs  appealed 
from  the  judgment,  so  far  as  it  dismissed  the  action  on  this  Patent; 
and  contended  that  the  decision  above  referred  to  was  wrong.     It  was 
held  by  the  Court  of  Appeal  (22  R.P.C.  575)  that  the  case  was  covered 
by  Saccharin  Corporation  Ld,  v.  Reitmeyer  &  Co.^  and  that  that  case 
was  rightly  decided.    The  appeal  was  dismissed  with  costs.     The 
Plaintiffs  appealed  to  the   House  of  Lords.     It  was  argued  for  the 
Appellants  that  a  contract  for  sale  made  in  this  country  followed  by 
an  appropriation  which  passed  the  property  in  the  goods  constituted 
a  vending  within  the  meaning  of  Letters  Patent. — Heldy  that  there  had 
not  been  a  *'  vending  "  of  the  invention  within  the  meaning  of  Letters 
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Pfttenty  and  that  the  Defendant  had  not  infringed  the  Patent.  The 
appeal  was  dismissed  with  costs.  Per  Lord  Davey. — "  Vending  the 
invention  "  in  the  common  form  of  a  Patent  is  confined  to  selling 
goods  made  in  or  brought  into  this  country.  Badisohb  Anilin  UND 
Soda  Fabrik  v.  Hickson,  p.  433. 

15.  Blades  of  depth  of  one-sixth  of  the  diameter  of  a  fan  held  to 
infringe  a  Patent  of  which  the  Specification  described  blades  of 
not  greater  than  about  one-eighth  of  the  diameter,  the  results 
being  practically  identical. — Action  for  infringement. — Motion  to 
commit  and  sequestrate  for  breach  of  injunction. — Declaration  of 
infringement  made. — Account  not  ordered^  but  liberty  to  apply  given. 
A  Patent  was  granted  in  1898  for  ^^  Improvements  in  centrif agal  fans 
"and  pumps."  The  alleged  improvements  consisted,  in  part,  in 
employing  blades  of  a  depth  not  greater  than  about  one-eighth  of  the 
diameter  of  the  fan  or  pump.  In  an  action  for  infringement  against  a 
Company  and  an  individual,  the  Defendants,  having  submitted  to  an 
injunction  in  respect  of  a  fan  in  which  the  depth  of  the  blades  was 
about  one-twelfth,  made  a  modification  in  which  the  depth  was  about 
one-sixth.  The  Plaintiff  alleged  that  this  was  an  infringement.  On  a 
motion  to  commit  the  individual  Defendant  and  to  sequestrate  the 
property  of  the  Defendant  Company  it  was  showi^  that  the  alteration 
from  one-eighth  to  one-sixth  did  not  make  a  substantial  difference  of 
efficiency. — Held,  that  the  Defendants*  fan  was  an  infringement,  and 
the  Defendants  were  ordered  to  pay  the  costs  of  the  Motion.  The 
Defendants  undertook  to  file  an  affidavit  setting  out  their  dealings  with 
the  infringing  articles.  Payment  to  be  made  as  if  an  inquiry  as  to 
damages  had  been  ordered,  and  liberty  to  apply  was  given.  Davidson 
V.  Sun  Fa.n  Co.  Ld.,  p.  493. 

16.  Patent  held  to  be  infringed.  Van  Bbrkbl  v.  BOOTH  BROS.,  p.  573. 
See  Novelty,  No.  7. 

17.  Appeal  by  Plaintiflb  to  the  HooBe  of  Lords  settled.— ^^^ton  for 
infringement.^Issue  of  infringement.^Judgment  for  Plaintiffs. — 
Appeal  by  Defendants  allowed. — Appeal  to  House  of  Lords.  The 
Specification  of  Letters  Patent  for  "  Improvements  in  atmospheric  or 
^*  power  hammers  *'  ended  with  five  claims,  the  first  of  which  was  as 
follows  : — *'  In  an  atmospheric  hammer,  arranging  the  closed  ends  of 
^'  the  hammer  and  air  pnmp  cylinders  in  proximity  to  each  other,  and 
^  directly  connecting  them  through  short  passages  of  small  capacity 
*'  controlled  by  one  or  more  valves,  the  arrangement  being  sach  that 
"  air  can  be  drawn  direct  from  the  hammer-head  into  the  air  pump 
^'  cylinder,  at  each  suction  stroke  of  the  pump,  to  cause  the  hammer- 
"  head  to  rise,  and  air  can  be  forced  direct  from  the  said  pump  into  the 
^  hammer  cylinder  at  each  compression  stroke  of  the  pump,  to  cause 
*'  the  hammer-head  to  descend,  so  that  the  hammer-head  will  work  in 
^^  unison  with  and  will  promptly  respond  to  the  movements  of  the 
''  pump  piston  substantially  as  herein  described.*'  Claims  2,  3,  and  4 
commenced  with  the  words  *'an  atmospheric  hammer  of  the  kind 
*'  specified  in  Claim  1 " ;  Claim  5  was  for  the  particular  hammer 
described  and  shown.  The  hammer  described  in  the  Specification  had 
the  capacity  of  regulating  the  force  of  the  blow,  and  of  the  hammer- 
head being  held  up  or  down  whilst  the  air  pump  continued  to  work. 
The  owners  of  the  Patent,  having  commenced  an  action  for  infringe- 
ment, the  Defendants  relied   mainly  on  non-infringement,  although 
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they  also  contended  that  the  hanmier  deaoribed  and  shown*  jvould  not 
work  practically.     The  Defendants*  hanuner  had  both  ends  of  the 
cylinders  closed,  and  a  by-pass  between  the  ends  of  the  air  cylinder 
and  the  upper  passage  was  free,  and  they  contended  that  the  Claims  in 
the  Specification  only  extended  to  hammers  in  which  the  pressure  of 
the  atmosphere  was  employed  in  raising  them ;  also  that  Claim  1  did 
not  include  the  holding  np  and  down  actions,  and  the  parts  relating 
thereto,  or,  if  it  did.  It  was  for  the  specific  hammer  described,  and  that 
they  had  not  got  the  patented  devices  ;  and  that  Claims  2  and  4  were 
appendant  claims,  so  that  unless  the  alleged  infringement  was  covered 
by  Claim  1,  there  was  no  infringement.    It  was  held  at  the  trial,  that 
the  objection  to  validity  failed ;  that  the  claims  were  not  limited  to 
hammers  in  which  atmospheric  pressure  were   used ;   that  Claim  1 
included  the  parts  for  holding  up  and  holding  down,  and  was  for  a 
specific  hammer ;  that  Claims  2,  3  and  4  were  appendant  claims ;  that 
the  Defendants'  by-pass  was  a  convenient  way  of  making  the  invention 
workable  where  both  ends  of  the  cylinders  were  closed  ;  and  that  the 
Defendants  had  infringed.      Judgment  was  given  for  the  Plaintiffs, 
with  costs  (21  R.P.C.  421).    The  Defendants  appealed.    It  was  held  by 
the  Court  of  Appeal,  that  atmospheric  hammers  with  both  ends  of  the 
cylinders  closed,  as  well  as  those  with  one  end  only  of  each  cylinder 
closed,  were  known  at  the  date  of  the  Patent ;  that  the  Patentee  was 
dealing  only  with  those  that  had  not  both  ends  closed ;  that  the  problem 
in  hammers  with  closed  ends  was  different  from  that  in  hammers  with 
open  ends,  and  that  the  Patentee  had  limited  his  claims  to  the  latter 
class  in  which  there  is  a  single  action,  and  that  the  Defendants*  hammer 
had  not  a  mere  duplication  of  that  action ;   and  that  they  had  not 
infringed.    The  appeal  was  allowed  with  costs,  but  not  including  the 
costs  of  the  Particulars  of  Objections  to  the  validity  of  the  Patent 
(21   R.P.C.   696).      The   Plaintiffs  appealed  to  the  House  of  Lords. 
Before  the  argument  for  the  Respondents  was  concluded,  the  parties 
arrived  at  a  settlement.    PETER  PiLKlNGTON  Ld.  v.  B.  AND  S.  Massey, 
p.  631. 

18.  One  of  ^  the  Patents  sued   on  held  not  to  have  been  infringed,  the 

Defendants  not  having  taken  in  substance  the  combination.  CON- 
SOLIDATED Pneumatic  Tool  Co.  Ld.  v.  Clark,  p.  666.  See 
Novelty,  No.  8. 

19.  Certain  of  the  Defendants  sued  held  to  have  infringed  one  claim  of  the 
Specification,  but  not  another.  MouCHEL  v.  CoiGNET,  p.  649.  See 
Subjbot-Mattbr,  No.  11. 

INSUFFICIENCY.    See  SPECIFICATION  (SUPPICIBNCY  OP). 

INTERLOCUTORY  INJUNCTION. 

Sufficient  offer  of  undertaking  before  motion,  motion  not  justified.— 

Action  for  infringemetiL — Motion  for  interlocutory  injunction. — 
Plaintiff  ordered  to  pay  costs  of  Motion. — Motion  treated  as  trial  by 
consent.  The  Plaintiff  having  complained  to  the  Defendants  of 
their  having  infringed  his  Patent,  the  Defendants  offered  nncon- 
ditionally  an  undertaking  daring  the  existence  of  the  Patent.  The 
Plaintiff  commenced  an  action  for  infringement,  and  moved  for  an 
interlocutory  injunction. — Heldy  that  the  Motion  was  not  justified,  and 
that  the  Plaintiff  ought  to  pay  the  costs  of  it.    By  consent  the  Motion 
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was  treated  as  the  trial  of  the  action,  and  an  inquiry  as  to  damages  was 
directed,  and  the  Defendants  gave  an  undertaking  not  to  infringe 
extending  during  the  life  of  the  Patent.  The  costs  of  the  inquiry  were 
reserved,  the  costs  of  the  Motion  being  ordered  to  be  set  ofE  against  the 
costs  of  the  action.  SPAUL  v.  MoNOPOLE  Cycle  and  Carriage  Co. 
Ld.,  p.  647. 

INTERNATIONAL  CONVENTION.    See  GRANT  OP  PATENT  (APPLICATION 
FOR),  No,  3. 

INVENTION.    See  Subject-Matter. 

LICENCE. 

Terms  of  restricted  licence  held  not  to  have  been  broken. 
Position  of  a  purchaser  of  a  patented  article  from  a  licensee 
considered. — Action  for  infringement, — Licence. — Restrictive  con- 
ditions,— Estoppel, — Action  dismissed. — Appeal  by  Plaintiffs  dismissed. 
The  Defendant  in  an  action  for  an  infringement  of  a  Patent  was  sued 
in  respect  of  a  certain  dye  which  he  obtained  from  the  agent  in 
England  of  a  Swiss  Society  (who  were  licensees  of  the  Plaintiffs)  and 
resold.  The  dye  was  contained  in  packages,  on  each  of  which  was  a 
label  containing  a  statement,  headed  '^  Important  Notice/*  to  the  effect 
that  the  purchaser  of  the  dye  was  not  licensed  to  resell  it  except  in  the 
unopened  original  package  in  nnchanged  condition  with  the  label 
intact,  nor  were  persons  other  than  purchasers  of  such  package  licensed 
to  use  the  dye  therein  contained.  It  was  contended  for  the  Plaintiffs 
at  the  trial  that  there  were  other  restrictions  on  the  licence  of  which 
the  Defendant  had  knowledge,  or  by  reasonable  inquiry  could  have 
ascertained,  and  that  the  Defendant  had  infringed. — Held  at  the  trial, 
that  the  licence  to  the  Society  was  an  implied  licence  to  sell  subject  to 
the  restrictions  on  the  label  and  subject  to  no  other  restrictions  or 
conditions,  but  whatever  were  the  terms  between  the  Plaintiffs  and 
the  Society  the  Plaintiffs  could  not  set  up  against  the  Defendant  that 
the  licence  was  other  than  a  licence  to  sell  subject  only  to  restrictions 
on  the  label,  and  that  the  Defendant  did  not  know  of  the  licence  and 
was  under  no  obligation  to  inquire,  when  the  sale  was  offered  to  be 
made  to  him  under  a  label  which  plainly  implied  that  there  was  a 
right  to  resell  the  unopened  package.  The  action  was  dismissed  with 
costs.  The  Plaintiffs  appealed.  The  appeal  was  dismissed  with  costs, 
it  being  held  that  the  only  restrictions  proved  upon  the  rights  of  the 
Swiss  Society  in  the  sale  of  the  packages  were  those  contained  in  the 
labels  upon  them.  Badisohe  Anilin  und  Soda  Fabrik  v.  Islbr, 
pp.  175  and  633. 

NOVELTY.    See  also  Subjbct-mattbr. 

1.  Patent  held  not  to  be  anticipated  by  a  previous  Specification. 
Statement  in  Specification  substantially  true,  although  not 
chemically  correct. — Action  for  infringement — StUfject-mcUter. — 
Prior  publication. —  Utility.  —  Patent  held  valid.  —  Judgment  for 
Plaintiffs.  A  Patent  was  granted  in  1894  for  an  '*  Improved  manu- 
facture of  cattle  food."  The  alleged  improvement  consisted  in  mixing 
peat  with  molasses  or  similar  saccharine  liquids.  It  was  stated  in 
the  Specification  that  the  detrimental  action  on  the  animal  organism 
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of  the  potassium  salts  in  the  molasses  was  thereby  avoided,  and  the 
digestion  of  the  molasses  facilitated.  In  an  action  for  infringement 
brought  by  the  owners  of  the  Patent,  it  was  alleged  that  the  invention 
was  not  good  subject-matter,  that  it  had  been  anticipated  by  the 
Specification  of  A.,  published  in  1857,  and  that  it  was  not  useful. 
At  the  trial  the  Defendants  admitted,  after  evidence  as  to  the 
beneficial  character  of  the  food  had  been  given,  that  they  could 
not  further  contest  the  validity  of  the  Patent. — Held^  that  there 
was  sufiicient  subject-matter,  and  that  the  Specification  of  A,  was 
not  such  as  to  constitute  an  anticipation.  An  injunction  with  costs 
and  Certificates  that  the  Particulars  of  Breaches  had  been  proved 
and  that  the  validity  of  the  Patent  came  in  question  were  granted. 
The  Plaintiffs  waived  their  claim  for  damages  on  the  ground  that 
the  damages  were  trivial.  Hills  v.  Evans  (31  L.J.  Ch.  457)  followed. 
MOLASSINE  Co.  LD.  V.  R.  TOWNSBND  &  CO.  LD.,  p.  27. 

2.  Patents  held  to  be  invalid  for  want  of  novelty  and  want  of 
subject-matter.  —  Agreement  for  sale. — Warranty  of  validity. -^ 
Patents  alleged  to  be  invalid.— Judgment  for  Plaintiff. — Appeal  by 
Defendants  allowed. — Patents  held  to  be  invalid. — Appeal  to  the  Eoiise 
of  Lords  dismissed.  The  owner  of  two  Patents  entered  into  an 
Agreement  to  sell  them  for  a  price  to  be  paid  partly  in  cash  and  partly 
in  shares  of  a  Company  to  be  formed  by  the  purchasers  before  the  date 
fixed  for  completion.  The  assurance  to  the  purchasers  was  to  contain 
a  covenant  by  the  vendor  guaranteeing  the  validity  of  the  Patents; 
the  purchasers  were  to  buy  some  of  the  patented  machines  from  the 
vendor.  Some  of  these  machines  were  delivered,  and  the  purchasers 
by  arrangement  gave  certain  promissory  notes  for  the  part  of  the 
purchase  moneys  for  the  Patents  payable  in  cash.  In  consolidated 
actions  by  the  vendor  for  the  price  of  the  machines  delivered  and  on 
the  promissory  notes  the  Defendants  alleged  that  the  guarantee  of 
validity  of  the  Patents  was  in  the  nature  of  a  condition,  and  that  the 
Patents  were  invalid  as  having  been  anticipated  and  for  want  of 
subject-matter.  The  two  Patents  both  related  to  improvements  in 
sewing  machines,  and  in  the  earlier  of  them  the  Patentee  claimed  : — 
"  (1)  The  improved  sewing  machine  with  mechanical  actuation  of  the 
"  crank  mechanism  characterised  by  the  arrangement  that  the  said 
*'  mechanism  is  connected  by  means  of  intermediate  parts  with  a 
"  cylinder  or  an  eccentric  in  such  manner  that  the  said  drum  or 
"  eccentric,  constructed  to  correspond  with  the  design  to  be  worked, 
**  will  correspondingly  actuate  the  crank  mechanism  to  produce  the 
"  required  pattern.  (2)  In  a  sewing  machine  for  braiding  and  the  like, 
"  the  combination  of  parts  forming  the  improved  mechanical  crank 
"  mechanism,  substantially  as  described  and  illustrated  in  the 
"  accompanying  drawing."  As  described  and  shown,  the  surface 
of  the  drum  or  eccentric  was  provided  with  a  suitable  curved 
groove  corresponding  to  the  pattern.  It  was  contended  for  the 
Plaintiff  that  the  Patent  for  the  first  time  gave  a  device 
for  obtaining  mechanically  complete  rotary  movement  as  opposed 
to  reciprocating  movement  for  such  purposes.  It  was  admitted  that  in 
the  arrangement  shown  in  one  of  the  Figures  rotary  motion  was  not 
obtainable,  bat  it  was  contended  that  the  Specification  clearly  con- 
templated it,  and  that  the  error  in  the  Figure  could  be  corrected  by  an 
ordinary  skilled  workman.  It  was  also  contended  that,  even  if  rotary 
motion  was  not  obtained,  a  Specification  of  S.  which  disclosed  recipro- 
eating  motion  did  not  anticipate  the  Patent,  which  was  for  a  different 
machine,  and  that  there  was  subject-matter.    The  Specification  of  the 


PATENT  CASES.  51 

NOVELTY— conWnt^^ 

second  Patent  described  a  method  of  getting  over  the  dead  point  by 
means  of  a  second  crank  set  at  an  angle  to  the  first  with  a  second 
groove  on  the  drum  or  cylinder  actuating  a  second  crank,  and  claimed 
such  parts  in  combination  with  the  pans  covered  by  the  first  Patent. 
No  manner  of  getting  a  proper  second  groove  was  given,  but  the 
evidence  was  that  a  skilled  mechanical  person  could  obtain  it  from  the 
first  groove.  In  the  Specification  of  H.,  relating  to  the  driving 
mechanism  of  bicycles,  double  cam  grooves  on  a  cylinder  were 
described  and  shown.  At  the  trial  it  was  held,  that  the  guarantee  of 
validity  was  not  in  the  nature  of  a  condition  entitling  the  Defendants 
to  repudiate  the  contract,  but  a  mere  warranty,  and,  further,  that  the 
Patents  were  valid.  Judgment  was  given  for  the  Plaintiff  (20  R.P.C. 
129).  The  Defendants  appealed.  It  was  held,  by  the  Court  of  Appeal, 
that  on  the  construction  of  the  Agreement  it  was  open  to  the  Defendants 
to  set  up  the  invalidity  of  the  Patents  ;  that  the  Specification  of  the 
first  Patent  did  not  disclose  or  contemplate  rotary  motion,  and  that  the 
Patent  was  anticipated  by  the  Specification  of  S. ;  and  that,  having 
regard  to  H.'s  Specification,  there  was  no  invention  to  support  the 
second  Patent ;  and  that  the  parties  should  be  restored  to  their  original 
position.  The  appeal  was  allowed,  and  an  Order  was  made  accordingly 
(20  R.P.O.  723).  Per  Oollins  M.R.,  that,  even  if  the  rotary  motion  was 
xjomprised  in  the  first  Patent,  there  was  no  claim  for  the  rotary  as 
distinguished  from  the  alternating  motion,  and  that  the  Patent  was 
invalid  for  this  reason.  Per  Cozena-Hardy  L.J.,  that,  if  the  rotary 
motion  was  covered  by  the  first  Patent,  yet  that  the  Patent  was  bad,  as 
the  second  claim  included  S.  The  Plaintiff  appealed  to  the  House  of 
Lords.— fllrfd,  that  the  basis  of  the  transaction  was  that  the  Patents  were 
valid  ;  as  to  the  first  Patent,  that  S.  in  his  Specification  claimed 
practically  the  same  thing  by  practically  the  same  means ;  that  the 
Specification  of  the  first  Patent  did  not  distinguish  what  was  claimed 
from  what  S.  had  done  ;  and  that  the  second  Patent  was  anticipated  by 
H.'s  Specification.  The  judgment  of  the  Court  of  Appeal  was  approved 
and  the  appeal  dismissed.    Nadel  v.  Martin,  p.  41. 

3.  Patent  held  to  be  invalid  on  the  gpronnd  of  prior  nser  of  the 
invention  and  of  want  of  suhject-msitter.— Action  for  infringe^ 
ment. — GonstrucHon. — Sufficiency  of  Specification. — Prior  user. — 
Patent  held  invalid, — Action  dismissed. — Appeal  dismissed.  In  1898 
a  Patent  was  granted  for  "  Improvements  in  balls  for  use  in  golf  and 
"  other  games."  The  alleged  improvements  consisted  in  forming  the 
balls  with  a  core  of  rubber  thread,  wound  under  high  tension  into 
spherical  form,  or  of  analogous  material,  with  or  without  a  central  core- 
section  or  kernel  of  relatively  non-elastic  material,  and  with  a  closely- 
fitting  cover  or  shell  of  gutta  percha  or  other  material  hard  and  inelastic 
relatively  to  the  core.  In  an  action  for  infringement  brought  by  the 
owners  of  the  Patent  it  was  proved  that  the  balls  so  made  were  a  great 
commercial  success.  The  Defendants  manufactured  and  sold  golf  balls 
having  a  kernel,  a  core  of  wound  rubber  thread,  and  a  cover  made  of  a 
material  called  "  Springvale  material."  The  Defendants  alleged  that 
the  Plaintiffs'  Specification  was  insuflBcient ;  that  the  use  of  a  cover  of 
"  Springvale  material  "  was  not  within  the  Patent,  and  that  accordingly 
the  Defendants  had  not  infringed.  Evidence  was  given  to  show  that 
F.,  in  1893,  had  made  and  sold  (though  not  on  a  large  scale)  golf-  balls 
with  a  kernel  of  cork,  covered  with  strips  of  rubber  wound  under 
tension  and  tied  with  thread,  the  whole  being  covered  with  gutta-percha; 
also  that  S.,  from  about  1871  to  1879,  had  made  golf  balls  of  wound 
«.    rubber  thread  with  a  cover  of  gutta-percha,  and  had  disclosed,  to  a 
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limited  extent,  the  method  of  constraction.  It  was  held  at  the  trial  (22 
R.P.C.  478),  that  the  Patent  was  for  a  principle  of  constmction  and  a  mode 
of  carrying  it  into  effect,  and  that  the  Specification  was  not  insufficient 
as  alleged ;  that  if  the  Patent  were  valid  the  balls  made  by  the  Defendants 
would  be  infringements ;  that  the  commercial  success  of  the  balls  made 
under  the  Patent  went  far  to  show  subject-matter,  utility,  and  novelty ; 
but  that  the  balls  made  by  F.  and  S.  were  constructed  in  accordance  with 
the  patented  invention  ;  that  the  commercial  failure  of  the  balls  made 
by  F.  arose  merely  from  imperfection  of  manufacture  ;  that  the  action 
of  S.  had  proceeded  beyond  mere  incomplete  experitnental  user ;  and 
that  on  these  grounds  the  Patent  was  invalid.  The  action  was  dis- 
missed, with  costs  on  the  higher  scale,  and  the  costs  of  three  Counsel 
were  allowed.  A  Certificate  in  respect  of  the  Particulars  of  Objections 
relating  to  the  users  of  F.  and  S.  was  granted.  The  Plaintiffs 
appealed. — Heldf  by  the  Court  of  Appeal,  that  the  Patent  had  been 
anticipated,  and  (by  Gollins  M.R.  and  Oozens-Hay^dy  L.J.)  that  it  was 
invalid  also  on  the  ground  of  want  of  subject-matter.  The  appeal  was 
dismissed  with  costs.  HASKELL  GOLP  Ball  Co.  Ld.  v.  HUTCHISON 
(No.  2),  p.  301. 

4.  Specification  held  to  have  added  nothing  to  common  knowledge. 

— Action  for  infringement. —  Validity. —  Want  of  novelty, — Patent 
held  invalid. — Passing-off. — Breach  of  contract. — Apportionment  of 
costs.  Letters  Patent  were  granted  to  the  Plaintiff  in  1901  for  "An 
"  invention  for  improvements  in  or  relating  to  route  or  destination 
**  and  like  indicators  for  tramcars,  road  and  other  vehicles ;  applicable 
"  also  for  advertising  purposes."  The  Plaintiff  while  retaining  his 
right  to  be  the  sole  manufacturer  of  these  indicators,  which  were  to 
be  known  as  the  "Panorama  Destination  Indicators,"  appointed 
Defendant  his  sole  agent  in  respect  of  their  sale.  The  Plaintiff  in  the 
action  alleged  that  the  Defendant  had  broken  the  agency  Agreement 
by  devising,  causing  to  be  manufactured,  and  selling  another  destina- 
tion indicator,  and  also  by  selling  other  indicators  as  "Panorama 
"  Destination  Indicators  ".  and  passing  them  off  as  being  the  Plaintiff's 
indicators  and  that  the  Defendant  had  infringed  the  Patent.  The 
Defendant  denied  the  infringement,  and  alleged  that  the  Patent  was 
invalid  on  the  grounds  of  want  of  novelty,  subject-matter,  and  utility. 
He  denied  the  passing-off,  but  admitted  selling  indicators  not  of 
Plaintiff's  manufacture,  pleading  in  justification  that  Plaintiff  had 
previously  broken  the  agency  Agreement  by  appointing  other  persons 
to  be  agents  for  the  manufacture  and  sale  of  the  said  patented  indi- 
cators. He  counterclaimed  for  damages  for  such  breach. — Held^  that 
the  Patent  was  invalid  for  want  of  novelty  ;  that  the  question  of 
infringement  need  not  therefore  be  considered ;  that  there  had  been 
no  passing-off,  but  that  there  had  been  a  breach  of  the  Agreement  by 
Defendant,  as  to  which  an  inquiry  as  to  damages  was  ordered.  Held 
also,  that  Defendant  succeeded  on  his  Counterclaim,  and  was  entitled 
to  an  inquiry  as  to  damages ;  as  to  costs,  that  the  Defendant  was 
entitled  to  have  three  fourths,  the  Plaintiff  to  have  one  fourth  with 
a  set-off  ;  the  Plaintiff*  therefore,  was  ordered  to  pay  half  the  costs  of 
the  action.    Gawthorp  v.  Mason,  p.  401. 

&  Patent  held  to  be  invalid  by  reason  of  prior  publication.— 

Petition  for  revocation. — Construction  of  Specification. — Sufficiency 
of  SpecificcUion. — Disconformity  not  found. — Prior  publication  foxind. 
— Patent  ordered  to  be  revoked. — Lodging  of  Order  stayed  if  notice  of 
appeal  was  given  within  fourteen  days.    A  Patent  was  granted  in  1901 
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for  *'  Improvements  in  conditioning  or  improving  the  quality  of 
"  recently  ground  flour,  semolina,  or  the  like."  A  Petition  was  pre- 
sented fdr  the  rev(5cation  of  the  Patent  on  the  grounds  of  disconformity, 
want  of  novelty,  want  of  subject-matter,  inutility,  and  insuflSciency 
of  directions.  One  of  the  Claims  was  as  follows: — "  In  the  process  of 
*'  conditioning  flour  and  the  like,  passing  the  same  with  full  exposure 
"  through  an  atmosphere  containing  a  gaseous  oxide  of  nitrogen 
''  or  chlorine  or  bromine  oxidizing  agent  in  the  gaseous  or  vapourised 
*'  state."  In  the  Provisional  Specification  it  was  stated  that  "  the 
'^  invention  consists  essentially  in  exposing  the  flour  to  the  action  of 
'  nascent  oxygen  or  a  gaseous  oxidizing  agent  whereby  nascent  oxygen 
"  is  produced  in  the  flour."  The  objection  of  disconformity  was  that 
the  process  claimed  did  not  accord  with  the  statement  of  the  invention.  A 
Specification  of  F.  was  relied  on  as  an  anticipation.  This  Spepification  de- 
scribed aprocess  of  bleaching  grain  or  flour  by  subjecting  it  '^  to  the  action 
"  of  nascent  oxygen  or  ozone  in  the  various  forms  of  oxygenated  water, 
"  ozonised  water,  ozonated  oxygen,  or  ozonated  air."  It  was  also  alleged 
that,  except  as  to  nitrogen  peroxide,  the  alleged  invention  was  not  useful 
and  the  directions  given  in  the  Specification  were  insufficient.  In  the 
Complete  Specification  it  was  stated  that  the  agent  used  was  preferably 
"  nitric  acid  "  or  nitrogen  peroxide.  The  Respondents  contended  that 
"  nitric  acid  "  meant  "  fuming  nitric  acid  "  of  specific  gravity  1'52  ;  the 
Petitioners  contended  that  the  expression  meant  the  acid  of  specific 
gravity  1'42,  and  that  that  acid  would  not  have  the  desired  eflEect. 
Evidence  was  given  on  behalf  of  the  Petitioners  to  show  that  the 
bleaching  effect  of  nitrogen  peroxide  and  of  chlorine  was  not  produced 
by  oxidation. — Heldy  that  thereiwas  no  disconformity  ;  that "  nitric  acid  " 
in  the  Specification  had  the  meaning  which  the  Petitioners  contended 
that  it  had,  but  that  the  objection  to  validity  based  on  this  failed  ;  that, 
whether  or  not  the  bleaching  effect  was  due  to  oxidation,  it  was 
attained  by  the  means  that  the  Patentees  described  ;  but  that  the  Patent 
was  invalid  by  reason  of  the  prior  Specification  of  F.  An  order  for 
revocation  was  made,  but  was  directed  not  to  be  lodged  in  the  Patent 
Office  if  notice  of  appeal  was  given  within  fourteen  days.  The 
Petitioners  were  given  the  general  costs  of  the  Petition.  IN  THE 
Matter  of  Andrews'  Patent,  p.  441. 

6.  Use  of  the  invention,  prior  to  the  date  of  the  Patent,  by  the 
Patentee  held  to  be  established,  and  not  to  have  been  experi- 
mental.—P^^t^tc^rz  for  revocation.— Alleged  prior  wer  and  prior 
publication. — Order  for  revocation  made  subject  to  a  stay  in  the  event 
of  an  Appeal. — Appeal  dismissed.  A  Petition  was  presented  for  the 
revocation  of  Letters  Patent  granted  to  P.  in  1899  for  "  Improvements 
"  in  and  relating  to  the  setting  of  boilers  and  the  like.]'  The  principal 
feature  of  the  invention  was  the  construction  and  setting  of  blocks  for 
boilers  so  that  they  moved  in  correspondence  with  the  expansion  and 
contraction  of  the  boilers.  At  the  hearing  of  the  Petition  the  principal 
ground  for  revocation  of  the  Patent  relied  on  by  the  Petitioner  was 
prior  user  by  the  Patentee  himself  by  putting  blocks  of  downtake  flues 
in  accordance  with  the  invention  in  the  execution  of  certain  works  to 
boilers.  The  Respondents  alleged  that  those  blocks  were  not  set  to  act 
in  accordance  with  the  invention,  and  alleged  that,  even  if  they  were, 
the  user  was  experimental.  It  was  held,  that  the  prior  user  was 
established,  that  it  was  not  experimental,  and  that  the  Patent  was 
invalid.  An  Order  for  revocation  was  made  subject  to  a  stay  on  the 
usual  terms.  The  Respondent  appealed.  The  appeal  was  dismissed 
with  costs.    In  the  Matter  of  Poumon's  Patent,  pp.  183  and  506. 
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7.  Invention  held  to  be  novel,  nsefdl,  and  to  be  proper  snbject- 
matter  for  a  Patent. — Combination. — Mechanical  equivalents. — 
Anticipation. — No  one  part  of  the  patented  machine  in  itself  novels 
the  novelty  consisting  in  the  combination. — Pa/tent  held  valid^  a^  a 
combination  of  tveU-known  elements  prodiunng  a  new  and  useful 
result. — A  machine^  which  produced  the  same  result  by  different 
ineanSy  held  not  an  infringement. — Injunction  granted  against  using 
the  patented  combination.  The  first  Claim  in  V.  B.'s  Specification  was 
for  '*a  machine  for  slicing  German  sausages,  polonies,  and  the  like 
"  meat  goods,  characterised  by  the  arrangement  of  a  revoluble  circular 
"  knife  of  spherical  or  dished  form,  and  a  table  having  a  to-and-fro 
*'  movement  adapted  to  carry  the  polony  or  the  like  with  it  against 
*'  said  knife  in  the  direction  of  cut,  whilst,  during  the  return  of  the 
"  table  (which  is  executed  quickly  relative  to  the  forward  movement), 
"  the  polony  is  moved  forward  on  the  table  to  the  width  of  a  slice 
"  substantially  as  hereinbefore  described."  In  Claims  2  to  7  V.  B. 
claimed  various  parts  of  the  machine,  but  in  every  case  prefixed  his 
Claim  with  the  words  *'  In  a  machine  for  slicing  German  sausages  or 
"  the  like,"  or,  "  In  a  machine  of  the  kind  described,"  and  concluding 
each  Claim  with  the  words,  "  substantially  as  hereinbefore  described," 
or,  *'  substantially  as  and  for  the  purposes  hereinbefore  set  forth."  In 
his  8th  and  last  Claim  he  claimed  ^'  The  general  construction  and  com- 
'^  bination  of  parts  taken  as  a  whole,  forming  the  improved  machine 
"  for  slicing  German  sausages  and  the  like,  substantially  as  hereinbefore 
"  described  and  illustrated."  No  one  constituent  part  of  the  machine 
was  novel,  the  novelty  consisting  in  the  combination,  which  had  never 
before  been  used  for  slicing  meat  goods,  and  the  result  was  eminently 
useful,  a  machine  of  comparatively  small  size  slicing  meat  with 
extreme  precision  and  perfect  cleanliness,  and  swiftly,  easily,  and 
with  little  or  no  waste  and  a  minimum  of  labour.  An  action  was 
commenced  by  V.  B.  and  others  for  infringement  of  the  Patent.  The 
Defendants  had  sold  machines  for  slicing  meat,  some  of  which  were 
admittedly  infringements  if  the  PlaintiflE's  Patent  was  valid,  but  they 
contended  that  it  was  invalid  for  want  of  subject-matter,  and  on  the 
g)*ound  of  anticipation,  and  that  the  Claim  was  not  for  a  combination  ; 
and  as  to  certain  other  machines  which  they  had  sold,  they  denied 
infringement  on  the  ground  that  these  latter  machines  accomplished 
the  same  result  by  a  different  means,  viz.,  by  the  use  of  an  oscillating 
table  and  a  dished  knife,  instead  of  Y.  B.*s  reciprocating  table  and 
dished  knife,  which  he  had  claimed  as  an  essential  part  of  his  combi- 
nation. It  appeared  in  the  course  of  the  trial  that  the  Defendants 
were  also  selling  machines  with  an  oscillating  table  and  a  fiat  knife. — 
Heldf  that  V.  B.'s  claim  was  for  a  combination,  and  it  was  immaterial 
^whether  any  of  the  constituent  parts  were  new,  the  novelty  "being  the 
combination  and  its  application  to  a  useful  purpose,  and  that  the 
invention  had  not  been  anticipated,  and  that  an  injunction  should  be 
granted ;  but  as  a  dished  knife  was  essential  to  Y.  B.'s  combination, 
the  injunction  would  not  extend  to  machines  of  the  Defendants  in 
which  a  flat  knife  was  used.  Van  Berkel  v.  Simpson  (23  R.P.C.  237) 
approved.    Van  Bbekbl  v.  BOOTH  BROTHERS,  p.  573. 

8*  One  Patent  sued  on  held  to  be  invalid  for  want  of  novelty  and  of 
subject-matter  as  to  certain  Claims.— ^Ic^ions /or  infringement  of 
two  Patents.-^Construction. — Novelty. Subject-maUer.— One  Patent 
held  invalid ;  the  other  Patent  held  not  infringed. — Actions  dismissed. 
— Costs  on  higher  scale  and  of  three  Counsel.  In  1895  a  Patent  was 
granted  to  B.  for  ^*  Improvements  in  pneumatic  and  similar  hand  tools." 
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ClaiinB  42  and  43,  which  were  alleged  to  have  been  infringed ,  related 
to  the  handle  of  the  hammer  and  means  for  controlling  the  admission 
of  pressure  to  the  tool  through  the  handle.  Claim  15  related  partly  to 
a  constantly  open  port  or  passage  forming  a  communication  between  the 
valve  chamber  and  the  rear  end  of  the  piston  chamber.  In  1896  another 
Patent  was  granted  to  B.  for  ^*  Improvements  in  pneumatic  hammers 
"  and  valve  mechanism  therefor."  The  alleged  improvements  consisted 
partly  in  employing  a  cylindrical  shell  valve,  with  differential  areas, 
placed[near  the  rear  end  of  the  piston  chamber  so  that  the  piston  passed 
through  the  valve.  Claims  13  and  14  were  alleged  to  have  been 
infringed.  Claim  13  related  partly  to  a  live  air  passage  leading 
directly  from  the  source  of  supply  to  the  piston  chamber  through  the 
wall  of  the  latter  and  independently  of  the  piston,  and  Claim  14  related 
partly  to  the  provision  in  the  piston  of  a  circumferential  groove,  by  means 
of  which  the  live  air  passage  was  placed  in  communication  with  a  passage 
leading  from  the  piston  chamber  to  the  larger  area  of  the  valve. 
Claim  7  related  partly  to  an  auxiliary  passage  opened  by  the  movement 
of  the  valve  to  admit  an  additional  supply  of  motive  fluid  to  the  larger 
area  of  the  valve.  Three  actions  were  brought  for  infringement — in 
the  first  two  actions,  of  both  Patents,  and,  in  the  third  action,  of  the 
second  Patent  only.  The  hammers  alleged  in  the  first  two  actions  to 
infringe  the  1895  Patent  were  substantially  the  same.  The  allega- 
tion of  infringement  of  the  1896  Patent  was  abandoned  during 
the  trial. — Heldf  as  to  the  1896  Patent,  that  it  was  not  limited  to  a  hand 
pneumatic  hammer,  but  extended  to  any  pneumatic  hammer  to  which 
the  combination  therein  described  was  applicable  ;  that  the  Claims 
were  for  subordinate  integers ;  that  Claims  13  and  14  failed  for  want 
of  subject-matter  and  because  they  had  been  anticipated  ;  and  that 
Claim  7  also  had  been  anticipated  ;  and,  as  to  the  1895  Patent,  that 
Claims  42  and  43  had  not  been  infringed  and  were  bad  by  reason  of 
anticipation  and  want  of  subject-matter ;  and  that  it  was  doubtful  if 
Claim  15  had  been  anticipated.  All  the  actions  were  dismissed,  with 
costs  on  the  higher  scale,  and  the  costs  of  three  Counsel  were  allowed. 
Consolidated  Pneumatic  Tool  Co.  Ld.  v.  Clabk;  Samb  v. 
Sir  W.  G.  Armstrong,  Whitworth  &  Co.  Ld.  ;  Same  v.  Ingbrsoll 
Sergeant  Drill  Co.,  p.  666. 

9*  Limit  attempted  to  be  put  on  the  claim  not  found  in  the  Specifi- 
cation.— Action  for  infringement. -^Patent  found  invalid, — Appeal  by 
Plaintiff  dismissed,  A  Patent  was  granted  to  C.  for  improvements  in 
fishing  tackle.  The  object  of  the  invention  was  stated  to  be  to  provide 
a  trace  or  paternoster  for  angling  purposes  which  would  give  greater 
advantages  than  those  at  present  in  use  by  affording  a  straight  pull  on 
a  fish,  when  hooked,  by  the  formation  and  arrangement  of  the  booms 
or  arms.  The  Claim  was  for  "  A  trace  or  paternoster  consisting  of  one 
"  or  more  arms  or  booms  connected  by  lengths  of  gut,  metal,  wire,  or 
"  other  material  substantially  as  described  and  for  the  purpose 
"  specified."  In  an  action  for  infringement  of  this  Patent  the 
Defendants  put  in  issue  the  validity  of  the  Patent  on  the  ground 
(inter  alia)  of  want  of  novelty  and  prior  publication  by  a  number 
of  Specifications  and  other  documents,  including  a  Specification  of  K., 
and  also  by  certain  cases  of  manufacture,  use,  and  ssle^-^Held  at  the 
trial  that  there  was  no  novelty  in  the  alleged  invention,  and  the  action 
was  dismissed  with  costs,  and  a  Certificate  given  as  to  certain  of  the 
Particulars  of  Objections.  The  Plaintiff  appealed.— flcW,  on  Appeal, 
that  it  being  admitted  that  the  Patent  could  not  be  supported  if  the 
Claim  included  forms  of  loop  on  a  paternoster  which  did  not  bring  a 
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jerk  when  a  fish  is  hooked,  the  fact  that  it  brought  a  jerk  was  a 
necessary  part  of  the  delimitation  of  the  invention,  and  that  necessary 
part  was  not  to  be  found  in  the  Specification  ;  therefore  the  Specifica- 
tion was  defective.  The  appeal  was  dismissed  with  costs.  Per 
Fletcher  Moulton  L.J.— "  Counsel  for  the  Plaintiff  urge  the  well- 
'^  known  principle  in  Patent  law  that  a  man  need  not  state  the  effect 
^^  or  the  advantage  of  his  invention,  if  he  describes  his  invention  so  as 
^'  to  produce  it.  But  that  is  not  true  where  he  has  to  rely  on  the 
^'  presence  or  absence  of  such  effect  or  advantage  as  a  part  of  the 
"  necessary  delimitation.  The  fact  that  it  is  a  mere  consequence 
''  cannot  be  pleaded  by  him  as  an  excuse  for  not  putting  it  in,  if  the 
"  leaving  it  out  leaves  his  invention  inadequately  defined."  CLAY  v. 
Alloock  &  Co.  Ld.,  pp.  381  and  745. 

OPPOSITION.    See  Grant  of  Patent  (Opposition  to). 

PARTICULARS  OF  OBJECTIONS.    See  also  Cbrtipicatb  as  to  Particu- 
lars OP  Objections  ;  and  Costs,  No.  7. 

Application  for  farther  and  better  Particulars  as  to  alleged  prior 
user  reflised,  being  as  to  matters  not  necessary  for  identification 
of  articles,  but  of  description. — Petition  for  revocation. — Applicor- 
turn  for  further  and  better  Particulars, — Order  made, — Appeal  from 
Order  allowed. — Patents^  Ac,  Act,  1888,  Section  26  (5).  In  a  Petition 
for  revocation  of  a  Patent  relating  to  improvements  in  telegraphic 
apparatus,  the  Petitioners  alleged  prior  user  by  the  manufacture  and 
sale  or  use  by  their  predecessors  in  business  and  others  of  certain 
electrical  shunts,  coils,  and  recorders.  On  a  Summons  by  the  Respon- 
dents for  further  Particulars  as  to  these  alleged  prior  users  the  Judge 
ordered  Particulars  to  be  given  which  included  Particulars  of  the 
weight,  size,  resistance  and  induction  of  the  articles.  The  Petitioners 
appealed,  but  offered  to  give  Particulars  not  covering  these  matters. — 
Heldy  that  the  Petitioners  ought  not  to  be  ordered  to  give  Particulars 
objected  to,  as  they  were  matters  of  description  and  not  merely  of 
identification,  and  the  Order  was  discharged  with  costs.  The  Peti- 
tioners undertook  to  give  the  Particulars  they  had  offered.  In  THB 
Matter  op  Brown's  Patent,  p.  791. 

PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 
Section  19— 

In  the  Matter  op  Alsop's  Patent,  p.  65. 
Section  26— 

North-Eastbrn  Marine  Enqinebring  Co.  Ld.  v.  Leeds  Forge 
Co.  Ld.,  pp.  96  and  529. 

Section  26  (5)— 

In  the  Matter  op  Waterhouse's  Patent,  p.  64. 
In  the  Matter  op  Brown's  Patent,  p.  791. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  ISSZ-^continued. 

Section  29  (6). 

Cooper   Patent   Anchor    Rail   Joint   Co.   Ld.    v.   British 
Electric  Equipment  Co.,  p.  606. 

Section  103— 

In  the  Matter  of  an  Application  for  a  Patent,  p.  788. 

PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1888. 
Section  5 — 

In  the  Matter  op  Alsop's  Patent,  p.  65. 

PATENT  RULES,  1903. 
Rule  14— 

In  the  Matter  op  an  Application  for  a  Patent,  p.  788. 

PATENT  RULES,  1905. 
Rule  4—     • 

In  the  Matter  op  Bancroft's  Application,  p.  89. 
Rule  10— 

In  the  Matter  of  P.'s  Application,  p.  644. 

PETIT  (ON.    See  Revocation  ;  and  Prolongation. 

PIONEER  PATENT.    See  Specification  (Construction  of).  No.  5 ;  and 
Infringement,  No.  12. 

PRACTICE.    See  also  Costs  ;   Discontinuance  ;   and   Particulars  of 
Objections. 

1.  Patent  revoked  on  affidavit  evidence,  the  Respondent  having  declared 

his  intention  not  to  contest  the  matter,  and  not  appearing.     IN  THE 
Matter  of  Lee's  Patent,  p.  233. 

2.  Injunction    suspended    as   regards    particular    works    which    were   in 

progress  and  in  which  the  patented  article  was  being  used.    MOUCHEL 
V.  COIGNET,  p.  665. 

PRIOR  PUBLICATION.    See  Novelty. 

PRIOR  USER. 

1.  User  of  golf  balls  by  members  of  the  public  held  to  constitute  prior  user 
of  an  invention  relating  to  their  mode  of  manufacture,  although  the 
persons  using  them  may  not  have  known,  or  did  not  know,  the 
contents  of  the  balls  or  how  they  were  made.  Haskell  Qolf  Ball 
Co.  Ld.  v.  Hutchison  (No.  2),  p.  301.    See  Novelty,  No.  3. 
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2.  Use  of  articles,  made  under  the  Patent,  as  samples ^Where 

prior  to  application  for  a  Patent,  the  travellers  of  the  Patentee  had 
taken  to  customers  as  samples,  though  rough  and  incomplete,  articles  made 
according  to  the  patented  method  of  manufacture,  and  had  taken 
orders  for  the  articles.— fleW,  by  Kekewich  J.,  that  there  had  been 
a  prior  user  of  the  invention.  HUDSON,  SOOTT  &  Sons  Ld.  v. 
Barrikgbr,  Wallis  and  Manners  Ld.,  p.  79*. 

3.  User  held  to  be  actual  user  and  not  experimental  user.     In 

the  Matter  op  Poulton's  Patent,  pp.  183  and  506. 

4.  The  usfl  before  the  date  of  a  Patent  of  samples  made  according  to  the 


invention  held  to  be  prior  user.     HUDSON,  ScoTT   &  Sons   Ld. 
Barringbr,  Wallis  and  Matjnbrs  Ld.,  p.  79. 


V, 


5.  Particulars — Particulars  as  to  prior  user  are  for  the  purposes  of 
identification  of  the  articles  alleged  to  have  been  used  and  not  for  the 
purpose  of  description.    In  the  matter  OF  Brown's  Patent,  p.  791. 

PROLONGATION  (PETITION  FOR). 

1*  Merit  insufficient  for  prolongation.— P^/t^/on  dismissed.  A  patent 
was  granted  in  1892  for  "  Improvements  in  mechanism  for  automatic 
guns.*'  The  Specification  originally  contained  ten  Claims,  but,  after 
having  been  twice  amended,  it  contained  only  one  Claim,  which  was  as 
follows  : — "  The  addition  of  a  suitable  projection  at  the  lower  part  of 
'^  the  crank-handle  or  cam  which  serves  to  rotate  the  crank  and  open 
"  the  breech  mechanism.  It  is  this  projection,  that  in  its  rotary  motion 
"  will  cause  all  the  recoil  parts  to  be  carried  forward  before  the  afore- 
**  said  breech  mechanism  begins  to  close."  The  Patentee  presented  a 
Petition  for  prolongation,  alleging  that,  through  want  of  means, 
he  had  not  been  able  to  obtain  protection  for  his  invention  in  any 
foreign  country ;  that  he  believed  the  invention  had  been  used  with 
great  practical  success  by  certain  others  in  infringement  of  his  rights ; 
that  he  had  been  unable  to  bring  his  invention  into  use  owing  to  ill- 
health  and  want  of  means,  and  to  the  fact  that  the  invention  was  one 
capable  of  being  utilised  by  only  a  limited  class  of  manufacturers  and 
in  connection  with  inventions  protected,  for  a  large  portion  af  the  term 
of  the  grant  to  him,  by  Patents  belonging  to  others  ;  and  that  he  had 
received  no  appreciable  remuneration. — Held  by  the  Judicial  Committee 
that  the  invention  was  not  of  sufficient  merit  to  justify  an  extension  of 
the  Patent.  The  Petition  was  dismissed.  No  Order  was  made  as  to 
costs.    In  the  Matter  of  Rioci's  Patent,  p.  269. 

Prolongation  refused  on  the  ground  of  improbability  of  the 
invention  being  taken  up  by  the  trade.— Pe^^n^  for  treating  or 
ageing  spirit. — Failure  to  get  the  patented  invention  lakefi  up  by  tJie 
tf^ade. — Petition  dismissed.  A  Patent  was  granted  to  S.  for  a  process 
of  "  treating  or  ageing  "  spirit,  which  was  chiefly  applicable  to  spirits 
distilled  from  grain.  The  Patentee  applied  for  a  prolongation.  He 
had  failed  to  get  the  process  taken  up  by  the  trade,  but  it  was  alleged 
that  an  incentive  to  its  use  would  probably  arise  in  the  future. — Held^ 

*  An  appeal  in  this  case  was  diamiaaed,  but  on  another  ground,  p.  502  ;  ttee  Subjeot-Mattsb, 
No.  9. 
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that  as  the  invention  had  not  been  taken  up  in  the  past,  and  as  there 
was  not  likely  to  be  any  different  experience  in  the  future,  prolong- 
ation should  be  refused.  In  THE  MATTER  OF  ScoTT's  Patent 
(No.  11,638  of  1892),  p.  479. 

3.,  Patent  prolonged  for  five  jeaXB.—Sufficimcy  of  accounts.  A  Petition 
was  presented  foi  prolongation  of  Letters  Patent  for  *^  Improvements 
"  in  dissolving  cellulose  and  allied  compounds."  The  invention 
consisted  of  a  new  reaction  producing  a  new  material,  and  for  the 
Petitioners  it  was  alleged  that  the  uses  to  which  the  new  material 
could  be  put  had  to  be  ascertained  and  the  trades  in  them  created,  and 
that  therefore,  although  the  merits  of  the  invention  were  very  great 
and  the  Patentees  had  shown  great  industry  in  endeavouring  to  get  the 
invention  taken  up,  they  had  not  received  adequate  remuneration. 
The  Accounts  included  matters  relating  to  subsequent  Patents  taken 
out  by  the  Patentees  and  included  accounts  relating  to  the  sale  of 
foreign  Patents  and  the  accounts  of  certain  licensed  companies  in 
which  the  Patentees  held  a  considerable  interest.  The  Patentees 
alleged  that  there  had  been  a  loss  on  English  business  taken  alone. 
For  the  Crown,  it  was  objected  that  the  Accounts  were  not  sufficiently 
clear  and  in  particular  did  not  distinguish  between  expenditure  in 
respect  of  the  Patent,  and  that  in  respect  of  subsidiary  Patents 
subsequently  taken  out  by  the  Patentees ;  and  that  it  was  not  shown 
that  there  was  a  loss  on  the  English  business  taken  alone,  and  that  the 
Patentees  had  not  fulfilled  their  duty  to  present  clear  Accounts. — Held^ 
that  though  the  Accounts  were  at  first  sight  rather  confusing,  the 
Board  were  satisfied  after  explanations  and  after  consideration,  that 
the  Accounts  were  sufficient,  and,  the  invention  being  of  great  merit, 
the  Patent  was  prolonged  for  five  years.  In  THE  MATTER  OF  GROSS, 
Bbvak,  and  Beadle's  Patent,  p.  485. 

PURCHASER. 

The  position  of  a  purchaser  of  a  patented  article  from  a  licensee  considered. 
Badisohe  Anilin  and  Soda  Fabrik  v.  Isler,  pp.  173  and  633. 

REVOCATION  (PETITION  FOR).    See  also  Costs,  No.  6. 

1.  Patent  revoked,  subject  to  a  stay,  on  the  ground  of  anticipation 

by  prior  publication.— In  the  Matter  of  Andrews'  Patent, 
p.  441.    See  Novelty,  No.  5. 

2.  Appeal  to  the  House  of  Lords  against  an  Order  revoking  a  Patent 

on  the  ground  of  want  of  subject-matter  dismissed.— In  the 
Matter  op  Klabbr's  Patent  (No.  21,741  of  1901),  p.  461.    See 

SUBJBOT-MATTBR,  No.  7. 

3.  Appeal  from  an  Order  revoking  a  Patent  on  the  ground  of  want 

of  subject-matter  dismissed,  subject  to  a  stay.— In  the  Matter 
OF  Waterhouse's  Patent,  p.  470.    See  Subject-matter,  No.  8. 

4.  Patent  revoked,  subject  to  a  stay  on  the  ground  of  prior  user.— 

In  the  Matter  op  Poulton's  Patent,  pp.  183  and  506.  See 
Novelty,  No.  6. 
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^'  Patent  revoked  on  affidavit  evidence,  the  Respondent  having 
declared  his  intention  not  to  contest  the  matter,  and  not 
appearing — A  Petition  was  presented  for  revocation  of  Letters 
Patent  granted  for  "  Improvements  in  or  connected  with  petticoats 
"  and  like  garments."  The  Petition  came  on  for  hearing  on  a  Petition 
day,  when  the  Respondent  did  not  appear.  The  Petition  was  ordere<l 
to  stand  over  until  the  next  Petition  day,  unless  the  Respondent  desired 
that  it  should  go  into  the  witness  list.  He  did  not  so  desire,  and  stated 
his  intention  not  to  contest  the  matter.  The  Petition  was  heard  on 
affidavit  evidence,  and  the  Patent  was  revoked  on  the  grounds  of  want 
of  novelty  by  reason  of  prior  user,  want  of  subject-matter,  and  that  the 
Patentee  was  not  the  first  and  true  inventor.— In  THE  MATTER  OF 
Lbb's  Patent,  p.  233. 

6.  The  mere  fact  that  the  term  of  a  Patent  has  expired  does  not 

!)revent  the  Attorney-General  from  gfiving  his  fiat  for  a  Petition 
or  Revocation.  The  Court  will  not  entertain  an  action  for  a 
declaration  that  a  Patent  was  invalid — Action  after  the  expiration 
of  Letters  Patent  for  a  declaration  that  the  sa^ne  were  invalid. — 
Question  whether  such  an  action  could  be  brought  set  down  to  be  argued 
as  a  point  of  law, — Action  dismissed. — Appeal  dismissed, — Patents^  Ac, 
Act,  1883,  Section  26.  An  action  for  infringement  of  a  Patent  was 
commenced  against  the  N.  M.  E  Company,  but  discontinued.  The 
owners  of  the  Patent  had  previously  obtained  a  judgment  against  the 
D.  Company  for  damages  for  infringement,  which  judgment  had  been 
upheld  by  the  House  of  Lords.  The  D.  Company  were  the  manu- 
facturers of  the  goods  in  respect  of  which  the  complaints  against  the 
N.  M.  E.  Company  were  made.  Other  actions  had  also  been  brought 
against  other  firms  and  discontinued.  On  the  owners  of  the  Patent 
declining  to  give  a  certain  undertaking  for  which  the  N.  M.  E.  Company 
asked,  thieit  Company  commenced  an  action  against  the  owners  of  the 
Patent,  which  had  then  expired,  claiming  a  declaration  that  the  Patent 
was  throughout  the  term  of  the  same  in^id  and  a  declaration  that  the 
Plaintiffs  had  not  infringed  any  legal  rights  of  the  Defendants  ; 
damages  were  also  claimed  in  respect  of  threats,  but  this  claim  was 
abandoned  at  the  hearing  of  the  argument  on  the  point  of  law  hereafter 
mentioned.  After  the  Defendants  had  delivered  their  Defence,  which 
raised  as  a  matter  of  law  that  the  Statement  of  Claim  disclosed  no  cause 
of  action,  an  Order  was  made  that  the  point  of  law — namely,  whether 
the  Plaintiffs  were  entitled  to  relief —should  be  set  down  for  argument. 
For  the  purpose  only  of  that  argument  it  was  admitted  that  the 
Patent  was  invalid.  The  Defendants  contended  that  no  action  could 
be  brought  for  a  declaration  that  a  Patent  was  invalid,  and  that 
Order  XXV.,  Rule  5,  only  applied  where  a  declaration  was  ancillary  to 
a  present  or  future  right  to  relief,  and  that  at  all  events  the  making 
of  a  declaration  only  was  discretionary.  It  was  held  at  the  hearing, 
that  the  action  was  practically  for  a  declaration  that  the  Plaintiffs 
would  have  a  good  defence  to  any  future  action  for  infringement  of 
the  Patent,  and  that  it  must  be  dismissed  on  the  ground  that  the 
Statement  of  Claim  disclosed  no  reasonable  cause  of  action :  that  if 
there  was  a  discretion  under  Order  XXV,,  Rule  5,  to  entertain  an 
action  only  for  such  a  declaration  as  that  asked  for,  it  ought  not  to  be 
exercised  in  favour  of  the  Plaintiffs  in  the  present  case.  The  Plaintiffs 
appealed.  Before  the  hearing  of  the  appeal  the  Plaintiffs  had  applied 
for  the  authority  of  the  Attorney-General  to  present  a  Petition  for 
revocation  of  the  Patent,  but  the  Attorney-General  refused  his  fiat. 
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The  appeal  was  dismissed  with  costs,  but  the  Court,  without  in  any 
way  expressing  an  opinion  whether  or  not  the  case  was  a  proper  one 
for  the  fiat  of  the  Attorney-General,  intimated  that  in  its  view  the 
mere  fact  that  the  Patent  had  expired  did  not  preclude  the  Attorney- 
General  from  giving  his  fiat.  North-Eastbrn  MARINE  ENGINEER- 
ING Company  Ld.  v.  Leeds  Forge  Company  Ld.,  pp.  96  and  529. 

SPECIFICATION  (AMENDMENT  OF).    See  Amendment  op  Specification. 

SPECIFICATION  (CONSTRUCTION  OF). 

1.  Coini>ari8on  of  Proyisional  and  Complete  Specifications. 
Omission  from  Complete  Specification  of  specific  mention 
of  an  alternative  mentioned  in  the  Provisional  Specification. 

(a)  "  I  must  protest  "  against  the  proposition  which  was  in  effect 
*'  laid  down  by  the  learned  Lords  Justices  that  you  are  to  compare 
^'  the  Complete  Specification  with  the  Provisional  Specificatioi),  and 
**  if  you  find  something  dropped  out  you  are  to  come  to  the 
"  conclusion  that  it  has  been  deliberately  abandoned.  I  think  that 
^^  it  is  not  paying  due  attention  xo  what  the  office  and  purpose  of  the 
"  Provisional  Specification  is.  The  purpose  of  the  Provisional 
'^  Specification  is  to  ascertain  and  describe  the  nature  of  the  invention. 
"  But  the  Complete  Specification  must  ascertain  and  particularly 
"  describe  the  nature  of  the  invention  and  also  in  what  manner  it  is 
"  to  be  carried  into  execution."  Per  LORD  Maonaghtbn  in  Sandow 
"  Ld.  v.  Szalat,  p.  14. 

(&)  "  I  agree  with  all  your  Lordships  that  it  is  not  legitimate  in  dealing 
"  now,  under  the  Act  of  1883,  with  a  Complete  Specification,  to  trip 
"  up  the  Complete  Specification  by  a  comparison  with  the  Provisional 
"  Specification.  The  Complete  Specification  is  the  authoritative,  as  in 
'^  this  case  it  is  the  best,  most  logical,  and  clearest  exposition  of  the 
"  invention,  and  it  is  not  legitimate  to  say  that,  merely  because  in  a 
"  cruder  or  more  empirical  form  the  Provisional  Specification  has 
"  dencended  to  minute  particulars,  you  are  to  infer  that  therefore  those 
"  minute  particulars  are  abandoned  and  handed  over  to  the  public, 
**  although  they  legitimately  fall  within  the  sufficiently  specific  though 
"  general  words  of  the  description  in  the  Complete  Specification." 
Per  Lord  Robertson  in  same  case,  p.  15. 

(c)  "  But  then,  it  is  said,  if  you  look  out  of  the  Complete  Specification 
'*  to  the  Provisional  Specification  you  will  find  certain  things,  and 
^  amongst  them  air-springs,  mentioned  in  the  Provisional  Specification 
"  which  you  do  not  find  mentioned  in  the  Complete  Specification. 
"  That  is  true.  What  is  the  inference  ?  The  Court  of  Appeal  have 
"  inferred  from  that,  that  Mr.  Robinson^  the  Patentee,  who  has  not 
*'  been  called,  had  found  out  that  an  air-spring  would  not  do,  and  so 
"  he  intentionally  dropped  it  out  of  his  Complete  Specification.  With 
"  great  deference  to  the  learned  Lords  Justices,  I  see  no  justification 
**  at  all  for  any  such  inference.  The  inference  which  I  draw,  knowing 
'*  nothing  of  the  facts  except  so  far  as  they  are  disclosed  in  the  evidence, 
**  is  this — ^that  the  Complete  Specification  was  prepared  by  a  skilled 
'^  draughtsman,  who  used  more  general  terms,  not  to  exclude  air-springs, 
"  but  to  include  them,  and  to  include  any  other  spring  which  had  not 
'*  been  thought  of.  And  the  mere  fact  that  you  find  in  the  Complete 
"  Specification  a  similar  omission  of  the  word  *  steel,'  and  I  think 
"  also  of  the  word  *  rubber,'  and  another  word, — seems  to  me  to  point 
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"  to  that  being  the  true  conclusion.  But  I  confess  I  differ  entirely 
"  from  the  conclusion  arrived  at  by  the  Court  of  Appeal,  that  there 
"  was  anything  approaching  to  a  disclaimer  or  any  evidence  that 
"  warrants  us  in  holding  that  there  was."  Per  Lord  Ltndlby  in 
same  case,  p.  16. 

2.  An  Arrangement  shown  in  the  Drawings,  but  not  described  in 

the  letterpress  of  the  Specification,  held  to  be  an  integral 
part  of  the  combination  claimed*  and  the  Specification  held  to  be 
sufficient. — Action  for  infringement — Gonstmction  of  Specification 
— Sufficiency  of  description. — Essential  feature  slMwn  in  DratvingSy 
hut  not  in  letterpress, — Parts  of  Specification  struck  out  on  amendment, 
— Utility. — Anticipation. — Action  dismissed. — Appeal  by  Plaintiff^s 
allowed. — Patent  held  to  he  valid. — Judgment  of  Court  of  Appeal 
affirmed  hy  House  of  Lords.  The  Plaintiff  Company,  the  owners  of  a 
Patent  for  "Improvements  in  dobby  looms  for  weaving,"  sued  the 
Defendant  Company  for  infringement.  It  appeared  on  the  evidence 
that  in  order  to  carry  out  the  invention,  it  was  necessary  to  incline  the 
knife  guides  in  a  dobby  (which  before  the  date  of  the  invention  were 
always  placed  parallel  to  one  another)  at  an  angle  to  one  another,  and 
also  to  alter  from  their  usual  positions  the  centres  of  certain  levers 
in  the  dobby  known  as  the  balk  and  jack  levers.  The  Specification 
was  amended  some  time  prior  to  the  action,  when  one  of  the  claims 
together  with  the  whole  of  the  letterpress  relating  to  the  position 
of  the  centres  of  the  above  levers,  was  struck  out.  The  Drawings 
attached  to  the  Specification,  however,  were  not  altered,  and  show^ 
the  centres  of  the  levers  in  the  required  position  for  carrying 
out  the  invention.  It  was  held  at  the  trial,  that  the  Plaintiffs* 
invention  was  useless  unless  the  centres  of  the  levers  were  placed  in 
certain  particular  positions;  that,  since  in  the  letterpress  of  the  amended 
Specification  there  was  no  reference  to  the  position  of  these  centres,  the 
Specification  did  not  sufficiently  describe  the  invention,  which  as 
described  was  useless,  and  that  the  Letters  Patent  were  consequently 
invalid.  The  action  was  dismissed  with  costs  (20  R.P.C.  591).  The 
Plaintiffs  appealed.  On  the  appeal  the  Respondents  contended  that, 
even  if  they  were  wrong  on  the  question  of  construction,  the  Patent 
was  anticipated  ;  and,  further,  that  one  claim  was  meaningless  and  bad 
for  want  of  utility.  It  was  held,  by  the  Court  of  Appeal,  that  on  the 
true  construction  of  the  Specification  the  invention  claimed  was  a 
dobby  with  the  knife  guides  inclined  to  one  another  and  having  the 
system  of  centreing  shown  in  the  Drawings,  and  that  the  claim  for  this 
combination  was  good  ;  that  the  Patent  had  not  been  anticipated  and 
was  valid.  The  appeal  was  allowed  with  costs  of  the  appeal  and  below, 
and  an  injunction  was  granted  with  delivery  up  and  an  inquiry  as  to 
damages,  but  a  stay  as  to  delivery  up  and  as  to  the  inquiry  was 
arranged  in  case  of  an  appeal  to  the  House  of  Lords.  A  Certificate  of 
the  validity  of  the  Patent  having  come  into  question  was  granted 
(21  R.P.C.  517).  The  Defendants  appealed  to  the  House  of  Lords. 
The  decision  of  the  Court  of  Appeal  was  affirmed  and  the  appeal  was 
dismissed  with  costs.  Hattbrslby  &  Sons  Ld.  v.  Hodgson  Ld., 
p.  193. 

3.  In  an  action  for  infringement  of  a  Patent,  the  Specification  of  which  had 

been  amended,  the  unamended  Specification  was  taken  into  considera- 
tion by  Lord  LiNDLBY  in  the  House  of  Lords.  Hattkhslby  &  SONa 
Ld.  v.  Hodgson  Ld.,  p.  204.    See  No.  2,  supra. 
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4.  In  an  action  for  infringement  of  a  Patent,  the  Specification  of  which  had 

been  amended,  the  amendments  were  disregarded  in  construing  the 
Specification.  BRITISH  United  Shoe  Machinery  Co.  Ld.  v. 
Claughton  Ld.,  p.  335. 

5.  Patent  held  to  be  a  pioneer  Patent,  a  new  and  important  result 

being  attained,  and  not  to  be  anticipated.  Some  tilaims  held  to 
be  appendant  and  not  for  subordinate  integers — GomUnation  of 
known  elements  to  produce  new  and  important  purpose, — Patent  held 
to  be  infringed. — Mechanical  equivalents. — Interdict  granted.  V.  B. 
was  grantee  of  a  Patent  (No.  5567*  of  1898).  The  first  Claim  in  the 
Specification  was  for  "  a  machine  for  slicing  German  sausages  or 
*'  polonies  and  other  the  like  meat  goods  characterized  by  the  arrange- 
"  ment  of  a  re  voluble  circular  knife  of  spherical  or  dished  form  and  a 
"  table  having  a  to  and  fro  movement  adapted  to  carry  the  polony  or 
'^  the  like  with  it  against  the  said  knife  in  the  direction  of  the  cut 
"  whilst  during  the  return  of  the  table  (which  is  executed  quickly 
"  relative  to  the  forward  movement)  the  polony  is  moved  forward  on 
"  the  table  to  the  width  of  a  slice."  The  second  Claim  was  : — "  In  a 
^^  machine  for  slicing  German  sausages  or  polonies  and  the  like  meat 
*'  goods,  a  cutter  consisting  of  a  revoluble  circular  knife  having  a 
"  spherical  or  dished  form  whereby  only  the  cutting  edge  of  the 
"  circular  knife  comes  in  contact  with  the  polony  or  piece  of  meat 
"  during  the  slicing,  substantially  as  and  for  the  purposes  hereinbefore 
"  set  forth."  The  third  Claim  was  : —  *  In  a  slicing  machine  of  the 
"  kind  described  "  for  the  means  of  reciprocating  the  table  :  and  the 
fourth  and  fifth  Claims  were  for  the  means  of  moving  forward  the 
polony  the  breadth  of  a  slice.  It  was  proved  that  a  slicing  machine  for 
sausages  and  the  like  was  a  desideratum,  but  that  none  had  been 
invented  that  would  work  satisfactorily  before  that  of  V.  B., 
and  that  the  latter  worked  well  and  was  a  commercial  success. 
Dished  knives  were  old,  but  had  never  been  employed  before  V.  B.'s 
invention  in  a  slicing  machine  or  in  any  similar  manner.  The 
reciprocating  mechanism  was  old  but  had  never  before  been  applied 
to  a  slicing  machine,  though  reciprocating  tables  of  different  design 
had  been  used.  The  method  of  moving  forward  the  polony  was  old, 
and  closely  resembled  that  used  in  former  machines.  KolMs  Speci- 
fication (No.  579,486,  of  1897,  U.S.A.)  which  had  been  published  in 
this  country,  and  was  alleged  as  an  antibipation,  was  for  a  '^  device  for 
"  cutting  bread,"  which  consisted  of  a  flat  knife  of  irregular  edge,  a 
reciprocating  table,  and  mechanism  similar  to  V.  B.'s  for  "  moving 
"  forward  the  bread  the  breadth  of  a  slice."  S.,  also  contended  that 
Y.  B.'s  Patent  was  invalid,  since  in  claims  2, 3,  4,  and  5,  he  had  claimed 
the  dished  knife  the  reciprocating  mechanism  and  the  mechanism  for 
moving  forward  the  sausage  as  substantial  inventions;  ^that  as  such 
they  were  plainly  void  for  want  of  novelty  and  that  the  Patent  was 
therefore  bad.  S.,  the  Respondent,  manufactured  slicing  machines 
having  a'  dished  knife,  a  reciprocating  table,  and  a  device  for  moving 
forward  the  sausage,  the  first  and  last  of  which  were  clearly  mechanical 
.  equivalents  of  those  used  by  V.  B.,  while  the  second  differed  from 
V.  B.'8  in  that  the  backward  and  forward  motion  took  place  in  approxi- 
mately the  same  time,  so  that  the  slow  forward  and  quick  backward 
motion — a  characteristic  of  V.  B.'s  machine — ^was  not  obtained.  Held^ 
first,  that  y.  B.*s  Patent  was  for  a  new  combination  for  producing  an 
entirely  new  and  important  result,  and  was  not  anticipated  by  Kolbe^  and 
that  it  was  a  pioneer  Patent ;  secondly,  that  Claims  2  to  5  were  not  for 
subordinate  integers,  but  only  appendant  to  the  principal  Claim,  and 
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that  as  such  they  were  valid ;  and,  thirdly,  that  the  differentation  in 
the  backward  and  forward  motion  in  S/s  machine  had  no  practical 
advantage  or  utility,  and  that  S.'s  mechanism  was  a  mechanical 
equivalent  for  that  of  V.  B.  Interdict  was  granted.  Van  Bbrkel  v. 
R.  D.  Simpson,  Ld.»  p.  237. 

6.  Claims  for  parts  of  a  machine  held  to  be  separate  Claims  and  not  to  be 

restricted  to  use  in  a  particular  machine  described.  Rritish  United 
Shoe  Machinery  Co.  Ld.  v.  Hugh  Claughton  Ld.,  p.  321.  See 
Subjbct-Matter,  No.  5. 

7.  Observations  on  construing  Specifications.     Kekbwich,  J",  in  In  THE 

Matter  op  Andrews'  Patent,  p.  441. 

8.  Observations  on  construing  Specifications.    Warrington,  J.  in  Con- 

solidated Pneumatic  Tool  Co.  Ld.  v.  Clark,  p.  702. 

SPECIFICATION  (SUFFICIENCY   OF). 

1.  Specification  held  not  to  particularly  describe  and  ascertain  the 
nature  of  the  invention  and  the  manner  in  which  it  was  to  be 
performed. — Action  for  infringement, — Construction  of  Specification. 
—^^  Approximately.'^ — No  sufficient  description  of  nature  of  invention 
and  manner  of  performance, — Judgment  for  Defendants, — Appeal  by 
Plaintiffs  dismiss^.  In  1900  a  Patent  was  granted  to  M.  for  "  Im- 
"  provements  relating  to  rims  and  tyres  for  vehicle  wheels."  M.  and  a 
Company,  for  whom  he  was  trustee  of  the  Patent,  brought  an  action 
for  infringement  against  W.  W.  &  Co.  The  alleged  invention,  as 
described  in  the  Specification,  consisted  substantially  of  a  new  rim  with 
a  rabber  tyre  made  to  '*  approximately  "  fit  it ;  but  the  evidence  showed 
that,  the  base  of  the  rim  being  flat,  it  was  necessary  that  the  tyre  should 
have  a  convex  base  and  should  be  one-eighth  larger  than  the  corre- 
sponding area  of  the  rim,  and  that  then  it  would  require  machinery  to 
force  it  into  the  rim.  The  Defendants  denied  infringement  and  put  in 
issue  the  validity  of  the  Patent,  alleging  (among  other  things)  that  the 
alleged  invention  and  manner  of  performing  the  same  were  not  suffi- 
ciently described  in  the  Specification.  The  alleged  infringement 
consisted  in  the  Defendants  applying  a  rubber  tyre  to  a  wheel  sent  to 
them  to  repair  by  the  Plaintiffs,  which  wheel  had  the  rim  described  in 
the  Specification.  It  Was  held  at  the  trial  (22  R.P.C.  132)— (1)  that  the 
Specification  did  not  particularly  describe  and  ascertain  the  nature  of 
the  invention  and  the  manner  in  which  it  was  to  be  performed; 
(2)  that  there  was  no  subject-matter;  (3)  that  there  was  want  of 
novelty  ;  (4)  that,  even  if  valid,  the  Patent  had  not  been  infringed,  as 
what  the  Defendants  had  done  was  a  fair  repair  and  not  a  reconstruc- 
tion ;  (5)  that  M.  was  the  true  and  first  inventor.  The  action  was  dismissed 
with  costs,  except  that  the  Plaintiffs  were  given  the  costs  of  the  issue 
of  true  and  first  inventor.  The  Plaintiffs  appealed. — Held  (affirming 
the  decision  of  Swinfen-Eady^  J.),  that  the  Specification  did  not 
particularly  describe  and  ascertain  the  nature  of  the  invention  and  the 
manner  in  which  it  was  to  be  performed,  and  the  appeal  was  dismissed 
with  costs.  On  the  question  whether  what  the  Defendants  had  done 
infringed  the  Patent,  if  valid,  the  Court  of  Appeal  stated  that  they 
expressed  no  opinion.  SiRDAR  RUBBER  Company  Ld.  and  Mac- 
LULICH  V.  Wallington,  W|:ston  &  Co.,  p.  132. 

*  The  decision  of  the  Lord  Ordinary  has  einoe  beei)  i^ffirmed  on  appeal. 
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2.  Where  a  Patentee  has  to  rely  on  an  advantagpe  or  eflfect  as 
part  of  the  necessary  delimitation  of  his  invention,  it  mnst 
be  stated. — "  Counsel  for  the  Plaintiff  urge  the  well-known  principle 
**  in  Patent  law  that  a  man  need  not  state  the  effect  or  the  advantage 
"  of  his  invention  if  he  describes  his  invention  so  as  to  produce  it. 
"  But  that  is  not  true  where  he  has  to  rely  on  the  presence  or  absence 
"  of  such  effect  or  advantage  as  a  part  of  the  necessary  delimitation. 
"  The  fact  that  it  is  a  mere  consequence  cannot  be  pleaded  by  him  as 
"  an  excuse  for  not  putting  it  in,  if  the  leaving  it  out  leaves  his 
**  invention  inadequately  defined."  Per  FLETCHER  MOULTON,  L.J. 
in  Clay  v.  Allcock  &  Co.  Ld.,  p.  745. 

SUBJECT-MATTER.    See  also  Novelty. 

1-  Patent  held  to  be  invalid  on  the  grounds  of  want  of  subject- 
.  matter  and  of  prior  VLSex,— Action  for  infringement, — Prior  loser. — 
Subject-matter, — Parent  held  to  be  invalid. — Judgment  for  Defendant. 
— Appeal  dismiss&i.  The  owner  of  a  Patent  for  improvements  in 
machinery  for  scouring  and  washing  wool  commenced  an  action  for 
infringement,  in  which  the  Defendant  alleged  the  invalidity  of  the 
Patent  on  the  grounds  of  want  of  subject-matter  and  prior  user.  The 
Plaintiff  alleged  that  his  patented  combination  was  a  washing  tank, 
that  such  tanks  formerly  had  an  upper  trough  with  a  false  bottom  of 
perforated  plates  through  which  the  dirt  fell  to  the  bottom  of  the  tank, 
and  that  the  plates  had  to  be  removed  for  the  purpose  of  cleaning  out 
the  tank,  and  that  the  novel  features  of  his  combination  were  a  clear 
space  at  the  side  of  the  tank  through  which  brushes  could  be  inserted 
without  removing  the  plates,  and  that  the  bottom  of  the  tank  sloped 
laterally  or  was  curved  for  the  purpose  of  allowing  the  dirt  to  accumu- 
late at  one  part  of  the  bottom  of  the  tank  where  it  could  be  most  easily 
reached.  In  one  of  the  alleged  prior  users  the  washing  trough  was, 
for  a  purpose  other  than  cleaning,  made  to  taper  and  thus  a  tapering 
space  was  formed  at  one  side,  and  the  Defendant  alleged  that  the  tank 
was  cleaned  out  by  putting  brooms  down  through  this  clear  space. 
The  Plaintiff  contended  that  it  was  not  possible  so  to  clean  out  the 
tank  in  question.  The  tank  had  a  curved  bottom.  It  was  held  by 
Mr.  Justice  Buckley  at  the  trial  that  there  was  no  patentable  invention, 
and  therefore  no  subject-matter,  and  further  that,  even  if  there  was 
subject-matter,  the  invention  had  been  anticipated  by  the  prior  user 
above  referred  to,  and  the  action  was  dismissed  with  costs  (22  R.P.C. 
389).  The  Plaintiff  appealed. — Held,  by  the  Court  of  Appeal,  that  the 
decision  of  Mr.  Justice  Buckley  was  right  on  both  grounds,  and  the 
appeal  was  dismissed  with  costs.    MoNaught  v.  Dawson,  p.  219. 

2.  Patent  held  to  be  invalid  for  want  of  subject-matter  and  want  of 

utilitj.— Action  for  infringement.— Want  of  subject-matter.— Want 
of  utility. — Judgment  for  Defendant.  The  Patentee  of  "  An  improve- 
•'  ment  in  hair  nets  and  the  manufacture  thereof "  claimed  by  his 
Specification — "  I,  The  improvement  in  the  manufacture  of  hair  nets 
*'  produced  from  a  continuous  length  of  material  whereby  the  knotting 
'*  of  the  ends  of  the  lengths  forming  the  nets  to  prevent  unravelling,  is 
**  avoided,  substantially  as  herein  described.  2.  A  net  for  the  hair 
'*  having  meshes  of  varying  size  substantially  as  and  for  the  purpose 
"  stated."  In  an  action  for  infringement  the  Defendant  put  in  issue 
the  validity  of  this  Patent,  alleging  want  of  subject-matter,  want  of 


66  PATENT   CASES. 

SUBJEGTMATTER— continued. 

utility,  and  denied  that  he  had  infrii^god. — Held^  that  the  Patent  was 
invalid  for  want  of  subject-matter  and  utility,  and  that,  if  the  Patent 
had  been  good,  the  Defendant  had  not  infringed.  Marsh  v,  Wolfp, 
p.  265. 

3.  !the  only  novelty  being  in  the  idea  of  applying  an  old  device  to  a 

new  purpose,  and  not  in  the  mode  of  applying  it,  there  was  held 
to  Be  no  subject-matter. — Action  for  infringement. — Want  of 
novelty. — Patent  found  invalid. — Certificate  as  to  Particulars  of 
Objections. — Specifications  put  to  a  witness  en  bloc.  An  action  for 
infringement  was  brought  by  the  owners  of  a  Patent  granted  to  C. 
for  **  An  improved  joint  for  the  rails  of  railways,  tramways,  and  the 
"  like  "  against  the  L.C.C.  The  Defendants  set  up  the  invalidity  of  the 
Patent  on  various  grounds,  including  want  of  subject-matter  and  prior 
publication  by  a  number  of  Speoifications  and  other  documents 
including  the  Specification  of  L.  and  also  prior  user. — Beld^  that  the 
Patentee's  improved  joint  was  described  in  L.'e  Specification;  that 
if  the  invention  was  for  adapting  L.'s  joint  to  tramways  there  was  no 
such  novelty  as  to  constitute  subject-matter ;  and  that  the  Specification 
was  insufficient.  The  action  was  dismissed  with  costs,  and  a  Certificate 
given  as  to  certain  of  the  Particulais  of  Objections.  (/OOPBR  Patent 
ANCHOR  Rail  Joint  Co.  Ld.  v.  London  County  Council,  p.  289. 

4.  Cores  of  balls  made  of  rubber  wound  under  tension  being  known,  and 

gutta-percha  coverings  for  balls  being  also  known,  held  that  there  was 
no  subiect-matter  in  making  a  ball  for  golf  purposes  of  such  a  core 
covered  with  gutta-percha.  COLLINS  M.R.  and  CozenS-Hardy  L.J.  in 
Haskell  Golf  Ball  Co.  Ld.  v.  Hutchison,  p.  301.  See  Novelty, 
No.  3. 

5.  tilaime  for  parts  of  a  machine  held  to  be  separate  Claims  and 

not  to  1)6  restricted  to  use  in  a  particular  machine  described 
in  the  Specification,  and  to  be  invalid  on  the  ground  of  want 
of  subject-matter,  or  as  having  been  anticipated.~^c/ion  fo?^ 
infringement.  —  Anticipation.  —  Invention.  —  Infringement.  —  Patent 
held  invalid. — Judgment  for  Defendants.  The  owners  of  a  Patent 
for  "  Improvements  in  boot-nailing  machines  "  brought  aA  action  for 
infringement.  The  Specification  described  improvements  in  details, 
each  of  which  was  made  the  snbject  of  a  separate  Claim.  The 
t^laintiffs  contended  that  the  whole  new  machine  was  designed  to 
accomplish  certain  specified  objects  which  were  new,  and  that  each 
improvement  claimed  tended  to  the  furtherance  of  those  objects  as  a 
whole,  and  that  therefore  the  Claims  should  be  limited  in  construction 
and  be  held  valid.  They  alleged  infringement  in  respect  of  the  eighth 
Claim  only. — Heldy  that  the  Claims  must  be  construed  separately,  and 
that  each  must  stand  on  its  merits ;  that  certain  of  the  Claims  involved 
no  invention  and  that  others  were  anticipated ;  also  that  on  a  wide 
construction  the  eighth  Claim  would  be  invalid,  while  on  a  narrow 
eohstruction  there  was  no  infringement.  J  udgment  "was  given  for  the 
Defendants.  British  United  Shoe  Machinery  Co.  Ld.  v.  Hugh 
Claughton  Ld.,  p.  321. 

6.  i'ateiit  lield  to  possess  subject-matter  d.nd  not  to  have  been 

anticipated. — Patent. — Action  for  infringement  of  Patent  and  for 
pa^sir^  off". — Patent  upheld. — If  ^'unction. — Inquiry  as  to  damages. — 
GertiJiccUe  of  validity. — Action  for  passing-off  dismissed.    In  1900 
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Letters  Patent  were  granted  for  "  Improvements  in  gaiters  or  coverings 
"  for  the  legs."  The  Patentee  claimed  a  new  method  of  lacing 
leggings.  The  Defendants  had  bought  leggings  made  under  the 
Patent  from  the  Plaintiff  until  he  put  up  the  price  in  1904,  after  which 
they  made  the  leggings  themselves,  and  in  two  instances  and 
subsequently  to  orders  given  sent  the  Patentee's  Circular  with  their 
own  leggings.  They  had  also  supplied  their  own  leggings  to  customers 
who  had  in  previous  orders  specified  and  had  been  supplied  with  the 
Plaintiff's  leggings.  In  action  for  infringement  of  the  Patent  and  for 
passing-off,  the  Defendants  alleged  anticipation  and  want  of  subject- 
matter  against  the  validity  of  the  Patent. — Heldy  that  the  Patent  was 
valid  and  that  the  Defendants  had  infringed.  An  injunction  and 
inquiry  as  to  damages  were  granted. — Held^  also,  that  the  Defendants 
had  not  represented  their  leggings  as  being  those  of  the  Plaintiff, 
and  the  action  so  far  as  passing-off  was  dismissed.  The  costs  were 
ordered  to  be  treated  on  the  footing  of  there  being  two  separate 
causes  of  action  and  to  follow  the  event  in  each.  HiLL  v.  THOMAS 
&  Sons,  p.  375. 

7.  Patent  held  to  be  invalid  for  want  of  subject-matter,  it  being 

impossible  to  ascertain  from  the  Specification  what  the  Paten- 
tee intended  to  claim  as  his  invention.    Observations  on  the 
proper  nature  of  a  combination  VdABut.— Petition  for  revocation.— 
Combination, — Want  of  subject-matter. — Patent  held  invalid. — Appeal 
aismissed.    In  1901  Letters  Patent  (No.  21,741)  were  granted  to  K. 
for  *'  Improvements  in  or  relating  to  stencil  sheets  and  the  method  of 
''  attaching  them  to  duplicating  machines/^    A  Petition  was  presented 
in  November  1902  for  the  revocation  of  the  Patent,  and  it  was  alleged 
in  the  Particulars  of  Objections  that  the  invention  was  not  new,  nor 
useful,  and  that  there  was  no  subject-matter.     In  May  1903  application 
was  made  by  the  Respondent  K.  for  leave  ^o  apply  at  the  Patent  Office 
for  leave  to  amend  the  Specification  by  way  of  disclaimer.    On  the 
28th  of  October  leave  was  granted  on  certain  conditions,  and  the 
Specification  was  amended  in  due  course.    The  Petition  was  subse- 
quently proceeded  with.    At  the  trial  it  was  held  that  there  was  no 
subject-matter,  and,  even  if  there  were,  old  things  were  claimed,  and 
in  addition  Claims  2  and  3  were  bad  for  want  of  utility.    The  Patent 
was  revoked,  but  a  stay  of  revocation,  on  terms,  was  granted  on  the 
application  of  the  Respondent  (22  R.P.C.  1).    The  Respondent  appealed 
to  the  Court  of  Appeal,  who  dismissed  the  appeal,  holding  that  the 
Claims  were  too  general  and  wide  to  be  valid,  and  that  nothing  was 
claimed  that  was  subject-matter  for  a  Patent  (22  R.P.C.  405).    The 
Respondent  appealed  to  the  House  of  Lords. — Held,  that  no  grounds 
were  shown  for  disturbing  the  Order  of  the  Court  of  Appeal ;  and  that 
it  was  impossible  to  ascertain  from  the  Specification  and  Claims  what 
the   Patentee  intended  to  claim  as  his  invention.    The  appeal  was 
dismissed  with  costs.    Per  Lord  Davby. — The  point  of  a  combination 
Patent  must  always  be  that  the  elements  of  which  the  combination  is 
composed  are  combined  together  so  as  to  produce  one  result.     In  the 
Matter  op  Klabbr's  Patent  (No.  21,741  of  1901),  p.  461. 

8.  Patent  held  to  Be  invalid  for  want  of  BVLbiect-mtLtter.— Petition  for 

revocation. — Prior  publication. — Patent  ordered  to  be  revoked. — 
Appeal  dismissed.  A  Patent  was  granted  in  1903  for  "  Improvements 
"  in  metallic  conduits  for  electric   light  cables  and  the  like."    The 
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alleged  improvements  consiBted  in  means  for  connecting  the  parts  of 
the  conduit*),  in  which  the  electric  cables  were  laid,  and  the  fittings  so 
that  there  should  be  a  complete  electric  metallic  circuit  throughout 
without  necessarily  using  screwed  conduits.  This  was  effected  by 
using  a  differential  split  bushing  which  was  so  constructed  as  to  have 
an  overhung  grip  on  the  conduit.  At  the  hearing  of  a  Petition  for 
revocation  it  appeared  that  a  bushing  described  in  the  prior  Specifica- 
tion of  L.  gave  both  an  overhung  and  a  direct  grip,  and  that  the  device 
described  in  the  Specification  of  B.  effected  the  Patentees'  object, 
though  in  none  of  the  alleged  anticipations  was  there  an  overhung  grip 
alone.  It  was  alleged  that  alternative  forms  of  bushing  shown  and 
claimed  were  of  no  utility.  It  also  appeared  that  the  Respondents,  the 
Patentees,  had  not  sold  any  of  their  patented  bushings,  but  had  sold 
bushings  of  another  form.— Reld^  by  Bt^ckley  J^  that  it  was  a  defect  to 
use  an  overhung  grip  alone  ;  that,  by  reason  of  the  prior  publication  of 
the  methods  of  L.  and  B.,  the  Patent  was  invalid ;  and  that  it  was 
therefore  unnecessary  to  consider  the  alleged  inutility  of  the  alternative 
forms  of  bushing.  An  Order  for  Revocation  was  made.  The  Re- 
spondents appealed. — Heldy  that  there  was  no  such  invention  as  could 
form  good  subject-matter  for  the  Patent ;  and  that  to  uphold  the  Patent 
would  be  to  take  away  from  the  public  the  full  use  to  which  they 
were  entitled  of  the  then  public  knowledge,  and  in  particular  of  that 
given  by  L.'s  Specification.  The  appeal  was  dismissed  with  costs,  but 
the  lodging  at  the  Patent  Office  of  the  Order  for  Revocation  was  stayed 
if  a  Petition  of  appeal  to  the  House  of  Lords  was  presented  within  one 
month.    In  the  Matter  op  Watbrhouse's  Patent,  pp.  55  and  471. 

9.  There  is  no  invention  in  taking  a  well-known  article  and 
applying  to  it  ordinary  processes  and  producing  a  new  result. 

— Action  for  infringement. — Construction. — Novelty.  ^Subject-matter. 
— Prior  user, — Patent  held  invalid, — Appeal  dismissed.  A  Patent  was 
granted  in  1903  for  "  Improvements  in  the  manufacture  of  tin  plate 
'*and  articles  therefrom."  The  alleged  improvements  consisted  in 
omitting  the  usual  cold  rolling  process,  then  tinning  the  plate,  and 
afterwards  forming,  ornamenting,  rand  finishing  it  upon  the  rough 
grain-like  surface,  and  then  manufacturing  from  the  tin  plate  bo 
obtained  ornamental  boxes  and  other  articdes  with  an  antique  or 
oxidized  silver  effect.  One  of  the  Claims  in  the  Specification  was 
for  the  improved  tin  plate  articles  and  the  method  of  producing  the 
same.  An  action  for  infringement  was  brought  by  the  owners  of  the 
Patent  and  the  Patentee,  claiming  the  usual  relief. — Held,  by  Kekeunch 
J.,  that  the  production  of  the  grained  tin  by  the  omission  of  the  cold 
rolling  process  was  well  known  at  the  date  of  the  Extent,  and  that  if 
the  Patentee  had  claimed  the  manufacture  of  tin  plate  in  that  way 
the  Patent  would  have  been  invalid  for  want  of  novelty,  but  that 
what  he  had  claimed  was  the  manufacture  of  ornamental  articles  by 
the  use  of  the  particular  tin  plate  described  ;  that  there  was  no 
invention  in  taking  a  well-known  article  and  applying  to  it  ordinary 
processes  and  producing  a  new  result ;  and'  that  the  Patent  was 
invalid  for  want  of  subject-matter ;  also  that  there  had  been  a  user 
of  the  invention  by  the  Patentees  prior  to  the  date  of  the  Patent 
which  invalidated  the  Patent.  The  action  was  dismissed  with  costs. 
The  Plaintiffs  appealed.  The  appeal  was  dismissed  with  costs*  the 
Patent  being  held  to  be  invalid  on  the  ground  of  want  of  subject- 
matter.  Hudson,  Scott  &  Sons  Ld.  v.  BARiaNOBR,  Wallis  and 
Mankbbs  Ld.,  pp.  79  and  502. 
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10.  Patent  for  a  combination  which  only  consisted  in  the  collocation 
of  known  machines  each  doing  its  own  work,  held  to  be 
invalid. — Action  for  infringement  of  two  Patents. — Stcbject-matter. — 
Patent  held  invalid. — Action  dismissed. — Appeal  dismissed.  A  Patent 
was  granted  in  1893  for  '^  Improvements  in  web  printing,  folding, 
*•  catting  and  delivering  machines."  The  alleged  improvements 
consisted  in  placing  two  printing  mechanisms  end  to  end  with  a 
longitudinal  folder  between  them,  and  with  paths  of  tapes  for  con- 
ducting the  printed  web  from  the  printing  mechanism  to  the  folder. 
A  second  Patent  was  granted  in  1897  for  "  Improvements  in  and 
*•  relating  to  web  printing,  folding,  and  cutting  machinerj."  The 
alleged  improvements  consisted  partly  in  duplicating  the  printing 
mechanisms,  the  subject  of  the  first  Patent,  so  as  to  enable  a  larger 
numoer  of  sheets  to  be  associated,  folded,  and  cut,  and  also  to  enable 
the  parts  of  which  the  machine  was  composed  to  be  worked  separately. 
In  an  action  for  infringement  of  these  Patents  the  Plaintiffs  contended 
that  the  alleged  inventions  resulted  in  an  increase  of  speed  and  certainty 
of  operation,  with  greater  readiness  of  access  to  the  working  parts,  and 
greater  utility  from  the  divisibility  of  the  machine.  The  Defendants 
contended  that  the  Plaintiffs'  machines  were  a  mere  collocation,  not 
involving  ingenuity,  of  well-known  mechanisms,  without  the  advantages 
alleged,  and  that  there  was  no  subject-matter,  or  that,  if  there  was 
subject-matter  in  the  specific  arrani^ements,  the  Defendants  had  not 
infringed. —Heldy  by  Joyce  J.,  that  the  Patent  of  1893  was  invalid  for 
want  of  subject-matter,  and,  as  to  the  Patent  of  1897,  that  if  the 
first  Claim  was  to  be  construed  widely  the  Patent  was  invalid  for  want 
of  subject-matter,  but  if  it  was  to  be  construed  very  narrowly  the 
Defendants  had  not  infringed  it.  The  action  was  dismissed  with 
costs.  The  Plaintiffs  appealed.  The  appeal  was  dismissed  with  costs. 
NoBTHBBN  Press  and  Engineering  Co.  Ld.  and  Annand  v. 
Hob  &  Co.,  pp.  il7  and  613. 

11.  Patent  for  a  pile  constructed  of  concrete  strengthened  by  iron, 
and  capable  of  being  driven,  held  to  be  valid,  although  concrete 

strengthened  by  iron  was  old Action  for  infringement.^^Subfect" 

matter.'-NoveUy.-'Patent  held  valid.— Action  dismissed  as  against 
two  of  three  Defendants.— Infringement  of  one  Claim  (but  not  of 
another)  found  against  third  Defendant.— Judgment  for  Plaintiffs  as 
against  third  Defendant  on  one  Claim. — Costs  on  tJie  two  Claims  set  off. 
—Injunction  suspended  as  to  specified  works.  In  1897  a  Patent  was 
granted  for  '*  Improvements  in  piles,  quays,  and  retaining  walls  or 
•'structures."  The  first  Claim  was  for. piles  formed  of  bars  of  iron 
embedded  in  b6ton  and  cross  tied  by  cramps  ;  the  third  claim  was  for 
a  form  of  cap  for  use  in  ramming  the  piles.  In  an  action  for  infringe- 
ment of  the  Patent  against  three  Defendants  C.  and  W.  and  a  firm 
(W.  &  S.)  it  was  proved  that  the  firm  was  licensed  by  C.  to  work  certain 
Patents  of  C,  that  W.  was  C.'s  agent,  and  that  neither  C.  nor  W.  had 
taken  any  part  in  the  acts  of  which  complaint  were  made.  It  was 
proved  that  the  PlaintiflEs'  piles  were  being  extensively  used.  Evidence 
was  given  by  the  Defendants  showing  that  in  1897  strengthened 
concrete  (also  called  ferro-concrete),  such  as  was  used  by  the  Plaintiffs, 
was  a  well-known  material  and  had  been  used  for  various  purposes, 
but  not  for  piles,  though  the  Specification  of  B.  described  the  con- 
struction of  piles  with  trussed  framing  and  wirework  enclosing  and 
incorporated  with  concrete,  and  a  note  of  a  foreign  Patent  of  the 
Defendant  C.  mentioned  the  construction  of  piles  in  cement  with 
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metallic  framework. — Held^  that  the  Patent  was  valid,  and  that  W.  &  8., 
but  not  C.  or  W.,  had  infringed  Claim  1,  but  not  Claim  3.  The  action 
as  against  C.  &  W.  was  dismissed  with  costs.  An  injunction  was 
granted  against  W.  &  S.  on  Claim  1  with  costs,  with  a  set-off  of  the 
costs  on  Claim  3.  The  injunction  was  suspended  as  to  specified  works 
if  notice  of  appeal  was  given  within  one  week.  Certificiates  as  to  the 
Particulars  of  Breaches  and  of  validity  were  granted.  On  a  subsequent 
motion  it  was  directed  that  the  Order  for  delivery  up  should  not  apply 
to  the  specified  works,  the  Defendants  undertaking  to  keep  an  account 
of  all  piles  used  there.     MOUOHBL  v.  CoiGNBT,  p.  649. 

12.  Arrangement  for  oyercoming  a  known  difficulty  held  to  be  new 
and  to  be  good  subject-matter  for  a  Patent.— ^c^ton  for  in- 

fringetnent, — Alleged  want  of  subject-matter.— Pate?it  held  valid. — 
Judgment  for  Plaintiffs, — Appeal  dismissed.  On  the  19th  of  July 
1905  the  Plaintiffs,  the  owners  of  a  Patent  for  "  Improvements  in 
*'  sound-magnifying  horns  for  phonographs  and  the  like,"  brought  an 
action  for  infringement  of  the  same.  The  Defendants  alleged  that  the 
Patent  was  invalid  on  the  ground  of  want  of  subject-matter. — Heldy  at 
the  trial,  that  the  Defendants  had  infringed,  and  that  there  was  subject- 
matter  for  Letters  Patent  in  the  invention.  The  Defendants  appealed. 
— Held^  on  appeal,  that  there  was  subject-matter  for  a  Patent,  that  the 
invention  had  not  been  anticipated  and  that  the  Defendants  had 
infringed.  The  appeal  was  dismissed  with  costs.  GRAMOPHONE  AND 
Typewriter  Ld.  v.  Ullmann,  pp.  260  and  752. 

SUBORDINATE  INTEGER. 

1.  Claims  held  to  be  appendant,  and  not  for  subordinate  integers.     Van 

Berkbl  v.  R.  D.  Simpson  Ld.,  p.  237. 

2.  Claims  held  to  be  for  subordinate  integers.     COMBINATION  HUBS  Ld. 

v.  Sbabrook  Bros.,  p.  205. 

3.  Claims  held  to  be  for  subordinate  integers.     CONSOLIDATED  PNEUMATIC 

Tool  Co.  liO.  v.  Clark,  p.  666. 

UTILITY. 

Patent  held  invalid  for  want  of  utility.    Marsh  v.  Wolpp,  p.  265. 

VARIANCE.    See  DiSOONPORMlTY. 

•*  VEND." 

1.  "  Vending  "  the  invention  in  the  common  form  of  a  Patent  is  confined 

to  selling  goods  made  in  or  brought  into  this  country.  Per  LORD 
Davey  in  Badischb  Anilin  und  Soda  Fabrik  v.  Hickson,  p.  433. 
See  Infringement,  No.  14. 

2.  A  contract  for  sale  made  in  this  country  of  an  article  situate  abroad 

followed  by  appropriation  and  delivery  abroad  does  not  constitute  a 
"  vending  "  of  the  invention.  Badische  Anilin  UND  80DA  Fabrik 
V.  Hickson,  p.  433.    See  Infringement,  No.  14. 
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AUTHOR. 

Where  an  employer  gave  a  rough  sketch  and  verbal  instractions  to  a 
workman,  who  therefrom  produced  the  Design  which  the  employer 
intended,  the  employer  was  held  to  be  the  author  of  the   Desiffn 
In  the  Matter  op  Pearson's  Design,  p,  738. 

COSTS.    See  In  the  Matter  op  Pearson's  Design,  p.  738  (Novelty  No.  2). 

DESIGN  RULES,  1890. 
Rule  9— 

In  the  Matter  op  Bayer's  Design,  p.  553. 

DUPLICATE  REGISTRATION.    See  Novelty,  No.  2. 

EVIDENCE. 

Further  evidence  allowed  ta  be  adduced  on  appeal.    In  THE  MATTER  OF 
Bayer's  Design,  p.  567.    See  Praotiob,  No.  3. 

INFRINGEMENT,    i^ee  also  Novelty,  No.  2. 

I^efendant  held  not  to  have  committed  a  breach  of  w^  injunction 
against  infiringement,  where  he  had  not  taken  the  only  novel 
feature  of  the  Plaintiff's  Desi^.— Order  for    interlocutory   in- 
junction,— Alleged    breach    of    injunction. — Injunction    held    to    be 
broken. — Appeal  by  Defendant  allowed  on  the  ground  of  no  breach  of 
the  injunction  havitig  been  committed,    S.  registered  a  Design  consisting 
of  a  conical  tower  in  the  form  of  a  lighthouse  with  a  spiral  slide  ronnd 
it,  the  Design  being  intended  to  be  applied  to  a  means  of  popular 
amusement  called  by  S.  a  *'  Helter-Skelter."     S.  brought  an  action 
against  W.  for  infringement  of  this  Design  and  obtained  an  interlo- 
cutory Order  for  an  injunction.    W.  afterwards  made  alterations  in  his 
tower,  and,  as  altered,  it  had  a  machiolated  tower  instead  of  a  light- 
house.   A  conical  tower  with  a  slide  round  it  was  old  for  the  purpose. 
The  Plaintiff  contended  that  the  Defendant's  tower,  as  altered,  was 
still  an  infringement  of  his  registered  Design  and  applied  to  commit 
the  Defendant,  and  obtained  an  Order  for  committal,  but  the  Order 
was  suspended  on  certain  conditions,    "the  Defendant  appealed. — Held^ 
by  the  Court  of  Appeal,  that  the  Defendant's  tower,  as  altered,  had  not 
the  only  novel  feature  of  the  Plaintiff's  Design,  namely,  the  lighthouse, 
and  did  not  infringe  the  Plaintiff's  Design.    The  appeal  was  allowed. 
Staples  v.  Warwick,  p.  609. 
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NSPECTION.    See  Practice,  No.  1. 

NOVELTY. 

1-  Construction  of  statement  843  to  novelty  contained  in  the  Appli- 
cation for  registration.  Desisfn  or  system  of  manufactore. 
Alleged  misrepresentation  in  advertisements.  Leave  to  adduce 
fresh  evidence  on  Appeal.— ifo^ia/i  for  rectification  of  Register. — 
Order  made  for  inspection  of  registered  Design. — Application  for 
Particulars  of  answers  to  grounds  of  objection. — Allied  want  of 
subject-matter  and  novelty. — Design  or  system  of  manufacture. — Effect 
of  note  on  Register. — Marking  of  articles. — Patents^  Ac.  Acty  Sections 
47  and  90. — Rule  9  of  Design  Rules  1890. — Motion  refused. — Appeal. — 
Leave  to  adduce  fresh  evidence  on  appeal  given.  In  1905  a  Design 
(No.  454,848)  was  registered  applicable  to  women's  stays.  The  appli- 
cation for  registration  included  the  following  passage  : — "  Statement 
"  of  nature  of  design,  shape,  or  configuration  of  corset.  The  novelty 
"  consists  in  a  corset  having  the  gores  or  gussets  cut  horizontally  and 
"  from  the  front  of  the  busk  towards  the  back  of  the  corset,  as  shown 
'*  in  the  representations."  The  registered  sketch  showed  a  straight- 
fronted  corset,  in  which  the  seams  were  not  exactly  horizontal,  but  the 
gussets  tapered  towards  the  front.  An  application  was  made  for 
rectification  of  the  Register  by  removal  of  the  Design  on  the  grounds 
(1)  that  it  was  not  subject-matter  for  registration,  being  a  mode  of 
manufacture  ;  (2)  that  it  was  not  novel ;  and  (3)  that  the  owner  had  in 
advertisements  misrepresented  his  Design,  and  had  sold  articles 
differing  substantially  from  the  registered  Design  but  marked  with  the 
registered  number.  The  applicants  for  rectification  applied  for  an 
Order  for  Particulars  of  the  points  on  which  the  Respondent  relied  in 
support  of  the  registration.  An  Order  for  such  Particulars  was  refused. 
On  the  hearing  of  the  Motion  for  rectification,  Heid^  that  the 
Design  as  registered  was  for  a  particular  form  of  straight-fronted 
corsets  made  with  horizontal  gussets ;  that  the  fact  that  the  Design 
incidentally  described  a  mode  of  manufacture  did  not  make  it  any 
the  less  a  Design  ;  that  there  was  subject-matter  and  that  the  Design 
was  novel,  and  that  it  was  not  shown  that  the  pictures  of  the  Design 
in  the  advertisements  were  not  covered  by  the'  Design  ;  and  that  a 
statement  made  after  registration  by  the  owner  of  the  Design  as  to  the 
extent  of  his  protection  ought  not  to  affect  the  construction  of  the 
application  or  the  validity  of  the  registration.  The  motion  was 
dismissed  with  costs.  Moody  v.  Tree  (9  R.P.C.  333)  and  Cooper  v. 
Symington  (10  R.P.C.  264)  distinguished.  The  Applicants  appealed 
and  applied  to  the  Court  of  Appeal  for  leave  to  adduce  fresh  evidence 
on  the  hearing  of  the  appeal  on  certain  points  referred  to  in  the  Notice 
of  Motion.  The  Court  gave  leave  to  adduce  such  evidence  by  affidavit, 
the  answer  of  the  Respondent  to  be  by  affidavit.  Liberty  was  given 
to  apply  to  the  Court  for  cross-examination,  and  the  costs  of  the 
application  were  reserved.  In  the  Matter  of  Bayer's  Design,* 
p.  553. 

2.  Desigfns  held  to  be  noyel.  Duplicate  desifi^is  for  pattern  and 
shape  held  to  be  both  valid. — Motion  to  exxmnge. — Action  for 
infringeme7it. — Sliape  similar. — Pattern  different. — Details  different. — 
Judgfnent  by  eye. — SiCbstantial  novelty. — Autlwr  of  Design. — Costs 
of  unsuccessful  issue.    This  was  a  Motion  to  expunge  three  registered 


*  The  registratioQ  of  the  Dedifcn  had  sabaequeatly,  on  the  hearing  of  the  appeal,  been  held  to 
be  invalid. 
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Designs  for  the  bodies  of  perambulators,  which  came  on  for  hearing 
together  with  the  trial  of  an  action  for  the  infringement  thereof.  The 
Designs  were  protected,  and  the  action  was  brought  both  on  account  of 
shape  and  pattern.  It  was  established  that  the  pattern  was  old  and  had 
not  been  infringed,  but  that  the  shape  of  the  sides  and  toe  of  the  body 
was  new  for  perambulators. — Held^  on  the  Motion,  that  the  Designs 
were  novel  and  that  the  registrations  were  good,  the  fact  of  two  being 
duplicates,  registered  for  shape  and  pattern  respectively,  making  no 
difference,  even  though  the  pattern  was  old  ;  and  that  the  person  who 
drew  the  original  rough  sketch  of  the  shape  desired — ^which  coupled 
with  verbal  instructions  proved  sufficient  for  the  workman  to  work  by 
— was  the  author  of  the  design.  The  Motion  was  refused  with  costs. — 
Heldj  in  the  action,  that  a  perambulator,  having  an  end  and  sides  shaped 
substantially  like  those  in  the  Designs  registered,  was  an  infringement, 
although  different  in  ornament  and  detail  of  shape,  and  an  injunction 
was  awarded  against  infringement,  but  as  the  Plaintiffs  &iled  to  prove 
infringement  in  regard  to  pattern  as  alleged,  no  costs  were  given  to 
them  in  the  action.  iN  THE  Matter  op  Pearson's  Registered 
Designs  ;  Pearson  v.  Morris  Wileiinson  &  Co.,  p.  738. 

PARTICULARS.    See  Practice,  No.  2. 

PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 
Section  47— 

In  the  Matter  of  Bayer's  Design,  p.  553. 

PRACTICE. 

1.  Inspection.    Liberty  to  inspect  a  registered  Design  given,  the  proprietor 

not  objecting.    IN  THE  Matter  op  Bayer's  Design,  p.  556. 

2.  PaxticulaXB.    On    a    motion    to    expunge  a  registered  Design    the 

Respondent  was  not  ordered  to  give  particulars  of  the  grounds  on 
which  he  proposed  to  support  the  registration.  In  THE  MATTER  OP 
Bayer's  Design,  p.  556. 

3.  Appeal,  Further  Evidence.    On  an  appeal  from  an  order  dismissing  a 

motion  to  expunge  a  registered  Design,  leave  was  given  to  the 
Appellants  to  adduce  fresh  evidence  by  af&davit,  the  Respondent  having 
liberty  to  file  affidavits  in  reply,  and  either  party  to  be  at  liberty  to 
apply  to  the  Court  of  Appeal  for  cross-examination.  In  the  Matter 
OP  Bayer's  Design,  p.  567. 
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DIGEST  OF  TEADE  MARK,  TBADE  NAME,  AND 

OTHER  CASES. 


^CQPIESCENC?;.    iSee  Delay. 

ADVERTISEMENT. 

1.  Whether    calculated    to   deceive.      See    BuRBBRRYS    v,    Raper    and 

PULLBYN,  p.  170. 

2.  Adoption  by  Defendants  of  Plaintiff's  method  of  advertising  held  not  to 

be  passing  off.  Werthbimer  v.  Stewart,  Cooper  &  Co.,  p.  481. 
See  Passing-off,  No.  11. 

APPLICATION  FOR  REGISTRATION.    See  Registration. 

CALCULATED  TO  DECEIVE. 

1.  Where  a  word  is  alleged  to  be  calculated  to  deceive   by  reason  of 

similarity  to  another  word,  the  nature  of  the  goods  for  which  it  is  used 
and  the  class  of  customers  who  purchase  such  goods  must  be  taken  into 
consideration.  See  the  judgment  of  Parker,  J.  in  In  the  Matter 
OF  AN  Application  by  the  Pianotist  Co.  Ld.,  p.  777. 

2.  On  an  application   for  registration  the   onus  is  on  the  Applicant  to 

prove  that  the  mark  is  not  calculated  to  deceive.  See  the  judgment  of 
SwiNFEN  Eady,  J,  in  In  the  Matter  op  the  Application  op  the 
Capsuloid  Co.  Ld.,  p.  782. 

CONCURRENT  USE.    See  Infringement,  No.  2. 

CONDUCT.    SeeYRAVD. 


COSTS. 


A  Plaintiff,  who  obtained  by  agreement  an  injunction  against  infringe- 
ment of  Trade  Mark  and  unsuccessfully  attempted  to  prosecute  the 
action  on  passing-oif,  given  his  costs  to  the  dates  of  the  injunction 
being  offered  and  ordered  to  pay  to  the  Defendant  his  subsequent 
costs.    Vernon  &  Sons  v.  Buchanan's  Flour  Mills,  Ld.,  p.  17. 

No  order  made  as  to  costs  or  otherwise  in  a  passing-off  action  in  which 
one  isolated  case  of  passing-off  by  mistake  was  proved.  BuRBBRRYS 
V.  Watkinson,  p.  141. 
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COSTS— continued. 

3.  Where  in  an  action  and  eonnter-claim  there  were  three  issues  in  the 

action  and  one  in  the  counter-claim,  and  the  Plaintiffs  failed  on  three 
issues,  two  of  these  beinj?  in  the  action,  and  succeeded  on  one  only,  and 
the  costs  of  the  different  issues  were  fairly  equal,  the  Plaintiff  was 
ordered  at  the  trial  to  pay  one-half  of  the  costs  of  the  action.  Qaw- 
THORP  V.  Mason,  p.  401. 

4.  Where  an  action  was  brought  for  infringement  of  Patent  and  passing-off 

and  the  Plaintiff  succeeded  as  to  the  Patent  and  failed  as  to  passing-off, 
the  costs  were  ordered  to  be  treated  on  the  footing  of  there  being 
separate  causes  of  action,  and  to  follow  the  event  in  each.  HiLL  v. 
Thomas,  p.  375. 

5.  Offer  by  Defendant  before  action  as  to  infiringement  of  trade- 

mark, but  not  as  to  passing-off,  held  not  to  be  sufficient.— 
Trails  Mark  and  passing-off. — Interlocutory  motion  treated  as  trial. — 
Cost. — Offer  by  Defendants  be/ore  action  to  give  an  undertaking  as  to 
infringement  of  Trade  Marky  but  without  any  offer  of  an  undertaking 
as  to  passing-off. — Defendants  ordered  to  pay  costs.  Hat  Manu- 
PACTURBRS  Supply  Co.  Ld.  v.  Tomlin  Bbos.,  p.  413. 

DAMAGES. 

Semble.  The  mere  fact  of  wronfifful  registration  by  a  person  of 
a  Trade  Mark  is  not  a  legal  wrong  for  which  damages  can 
be  recovered  under  Section  90  of  the  Patents,  &c.  Act,  1883.— 

Action  for  declaration  that  the  entry  ojt  a  word  as  a  Trade  Mark  on 
the  Register  was  invalid  and  illegal^  and  ought  to  be  expunged^  and 
that  the  Defenders  had  no  right  to  the  word  as  a  Trade  Mark,  and 
also  for  damages. — Abandonment  by  the  Defenders  of  their  claim  to 
the  Trade  Mark. — Pursvsr  held  disentitled  to  Dama>ges. — Summary 
Procedure  [^Scotland)  Act^  1864y  Section  SS.-^Gosts.  T.  &  Co.  in 
September  1903  regist-ered  **  Diamonddust "  as  a  Trade  Mark  for  flour, 
and  in  January  1904  prosecuted  R.  under  the  Merchandise  Marks  Act, 
1887,  for  selling  flour  as  "  Diamonddust."  R.  was  assoilz.ied  on  the 
ground  of  his  having  acted  innocently.  In  this  prosecution  it 
transpired  that ''  Diamonddust^*  was  and  had  been  for  many  years  used 
as  applicable  to  various  brands  of  dour,  but  T.  &  Co.  still  maintained 
their  exclusive  right  to  it  and  to  prevent  R.  from  selling  flour  under  it. 
R.  then  raised  an  action  of  declarator  that  the  entry  by  T.  &  Co.  in  the 
Register  was  invalid  and  ought  to  be  expunged,  and  for  Damages  for 
wrongful  registration  and  for  the  loss  sustained  by  him  through  this 
wrongful  registration  and  the  prevention  of  the  sale  of  flour  under  the 
mark.  T.  &  Co.,  a  few  days  before  the  trial,  cancelled  the  registration 
and  renounced  their  alleged  right  to  the  mark.  The  case  went  to. 
proof  on  Damages.  It  was  held  by  the  Lord  Ordinary  in  the  Outer 
House  that,  as  T.  &  Co.  had  registered  the  Mark  in  pursuance  of  a 
right  conferred  upon  them  by  Statute,  the  loss  suffered  by  R.  could 
not  be  recovered  either  at  common  law  or  under  the  Statute  of  1883, 
which  Statute  did  not,  by  Section  90,  enlarge  the  common  law  as  to 
damages  (22  R.P.C.  376).  The  Pursuer  reclaimed,  and  after  the  case  had 
been  fully  argued  and  at  avizandum,  the  Court  exproprio  motu  directed 
the  parties'  attention  to  Section  35  of  t]ie  Summary  Procedure  (Scotland) 
Act,  1-864,  which  provides  that,  in  certain  cases,  actions  of  damages 
instituted  in  respect  of  prosecutions  shall  be  commenced  within  two 
months  after  the  cause  of  action  shall  have  arisen.    Tbe  Defenders 
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applied  to  amend  by  pleading  this  Statute.  The  Pursuer  admitted 
that  this  Statute  excluded  the  action  so  far  as  it  was  founded  on  the 
prosecution.  The  Court,  after  stating  that  they  were  not  to  be  taken 
as  affirming  or  negativing  the  Lord  Ordinary's  judgment,  allowed  the 
amendment  applied  for  by  the  Defenders  on  payment  of  half  of  the 
Pursuer's  expenses  subsequent  to  the  15th  of  February  1905,  down  to 
which  date  he  had  already  obtained  expenses  from  the  Lord  Ordinary. 
Rbid  v.  Thomson  &  Co.,  p.  153. 

DECEPTION.    See  Calculated  to  Deceive. 

DELAY. 

Delay  for  four  years  coupled  with  no  proof  of  actual  deception.— 

Where  the  Plaintiffs  had  known  that  the  acts  complained  of  had  been 
done  during  four  years  before  the  commencement  of  proceedings  and 
there  was  no  proof  of  actual  deception,  they  were  held  not  to  be 
entitled  to  relief,  both  on  the  merits  and  on  the  ground  of  delay. 
McCaw,  Stevenson  &  Orr  Ld.  v.  Lee  Bros.,  p.  1.  See  Infringe- 
ment, No.  1. 


DIRECTORS. 

In  an  action  for  an  injunction  against  a  limited  company  the  directors 
ought  not  to  be  added  as  Defendants  unless  specific  allegations  are 
made  against  them.  Cropper  Minerva  Machines  Co.  Ld.  v.  Crop- 
per, Charlton  &  Co.  Ld.,  p.  388. 


FRAUD. 


Plaintiffs  disentitled  to  protection  by  reason  of  fraudulent  trade.  BiLB 
Bean  Manufacturing  Co.  v.  Davidson,  p.  725.  See  Pabsing-opp, 
No.  14. 

Plaintiflh  caxrying  oo  a  fraudulent  trade — ''  I  agree  with  the  Lord 
"  Ordinary  in  holding  that  the  Complainers  being  engaged  in  perpetrating 
^*  a  deliberate  fraud  on  the  public,  in  describing  and  selling  an  article  as 
**  being  what  it  is  not,  cannot  be  listened  to  when  they  apply  to  a 
**  Court  of  Justice  for  protection."  Per  the  LORD  JUSTICE  CLERK  in 
Bile  Bean  Manufacturing  Co.  v.  Davidson,  p.  734.  See 
Passing-off,  No.  14. 


INFRINGEMENT. 


The  word ''  Glazine ''  held  not  to  be  an  infringement  of  the  word 

"  Glacier."— ^rocfe  Mark  and  pas^ng-off.—Word  used  by  t?ie 
Dejendant  whether  calculated  to  deceive. — Acquiescence. — Judgment  for 
Defendants.  In  the  year  1897  the  Plaintiffs  registered  the  word 
"  Glacier  "  as  a  Trade  Mark  in  Class  39  in  respect  of  transparent  paper 
as  a  substitute  for  stained  glass,  and  that  woni  had  become  identified 
with  such  goods  as  sold  by  the  Plaintiffs.  In  February  1900  the 
Defendants  commenced  to  sell  similar  goods  under  the  name  '^  Glazine.** 
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In  March  1905  the  Plaintiffs  commenced  an  action  to  restrain  infringe- 
ment of  their  Trade  Mark  and  passing-off.  They  alleged  that  their 
goods  were  sometimes  ordered  as  "Glazier"  or  "Glacine."  The 
Defendants  alleged  that  their  use  of  "  Glazine  "  was  not  calculated  to 
deceive,  and  set  np  acquiescence  on  the  part  of  the  Plaintiffs.  A 
director  of  the  Plaintiff  Company,  who  was  called  as  a  witness, 
admitted  that  he  had  known  of  "  Glazine  "  for  four  years — he  would 
not  say  it  was  not  five  years. — Heldy  that  under  these  circumstances  the 
Plaintiffs  had  failed  to  establish  that  *^  Glazine  "  was  an  infringement 
of  the  Trade  Mark  "  Glacier  "  or  was  calculated  to  deceive ;  and  that 
the  Plaintiffs  failed  on  the  merits  and  by  reason  of  their  delay  in 
bringing  the  action.  The  action  was  dismissed  with  costs.  MoCaw, 
Stevenson  &  Orr  Ld.  v.  Lee  Bros.,  p.  1. 

2.  HoneBt  concurrent  use  bv  the  Defendants  of  a  Trade  Mark  similar 
in  subject  to  the  Plaintiffs'  refi^stered  Trade  Mark — ''Old 
"  Tom  "  gin. — "  Cat  and  Barrel "  mark  or  brand. — Action  of  declarator 
and  interdict  against  infringement. — Counter-action  of  declarator  and 
reduction  of  Trade  Mark. — Honest  concurrent  icser. — Device  common 
to  the  trade. — Passing-off, — Interdict  refused. — Reduction  of  registra- 
tion not  insisted  on.  Before  1850  "  Old  Tom  "  was  a  name  of  unknown 
origin  used  by  the  public  for  gin.  About  1849  B,  &  8.,  home  and 
export  dealers,  adopted  a  cat  and  barrel  device  for  their  gin,  and  from 
that  time  onward  did  as  before  a  large  trade  in  England  and  abroad. 
They  registered  their  mark  in  1879  for  fermented  liquors,  epirits  and 
liqueurs,  and  in  1904  they  registered  similar  marks  for  dry  gin,  cordial. 
Old  Tom,  bottled  cordials  (alcoholic),  Old  Tom,  Ac.  For  gin  they  had 
used  the  device  registered  in  1879  since  about  1850,  and  from  time  to 
time  they  procured  other  traders  to  desist  from  using  the  cat  and  barrel 
device  in  the  various  markets  where  (especially  in  the  native  markets 
abroad)  there  was  evidence  to  show  that  through  the  mark  B.  and  S.*s 
gin  had  become  known  as  "Cat  and  Barrel"  brand.  From  1848 
T.  and  C.  or  their  predecessors  carried  on  a  similar  business  at  home 
and  abroad,  and  they  had  used  from  1853  onwards  a  cat  and  barrel  mark, 
and  from  1869  the  mark  figured  below.  Many  other  firms  in  Glasgow, 
Dublin,  and  elsewhere  had  from  1853,  and  specially  before  1879  used  a 
similar  device,  varied  to  some  extent  in  the  position  of  the  cat,  the 
barrel,  and  the  lettering,  either  as  their  own  marks  or  from  a  stock  mark 
sold  to  the  trade.  The  turnover  of  these  traders  was  not  nearly  eo 
large  as  that  of  B.  and  S.,and  their  trade  was  substantially  in  Scotland, 
where  the  whole  trade  in  gin  is  small.  In  these  circumstances,  held 
by  the  Lord  Ordinary  in  an  action  for  infringement  at  the  instance  of 

B.  and  S.  and  a  counter-action  for  declarator  at  the  instance  of  T.  and 

C,  that  the  device  of  cat  and  barrel  was  common  in  the  trade  long  prior 
to  registration  by  B.  and  S.,  and  that  T.  and  G.  were  entitled  to  use  it. 
— Held  further,  that  even  where  through  the  mark  a  trader's  gin  has 
become  known  in  the  native  markets  of  the  Colonies  as  "  Cat  and 
"  Barrel "  brand,  and  a  similar  device  might  there  deceive,  yet,  in  the 
absence  of  any  proof  of  deceit,  the  Court  will  not  infer  that  such 
similar  device  is  calculated  to  deceive,  and,  at  all  events,  that  the  trader 
is  not  entitled  to  exclusive  use  of  the  mark  in  the  home  market  where 
the  cat  and  barrel  have  been  in  common  use. — Held  also,  that  where  a 
trader  has  secured  registration  of  a  mark,  and  founds  upon  the  registra- 
tion in  actions  for  infringement  and  interdict,  the  onus  lies  on  those 
setting  up  concurrent  users  to  prove  that  it  was  registered  without 
sufficient  cause.  Boord  A  Son  v.  Huddart  (21  R.P  C.  l49)  distinguished, 
on  the  ground  that  in  that  case  it  was  nei^er  pleaded  nor  proved  that 
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the  device  was  in  common  use  prior  to  the  registration,  was  common 
to  the  trade,  and  was  not  disclaimed  ;  and  that,  whatever  injury  might 
be  done  to  B.  and  S.'s  trade  by  the  common  use  of  the  cat  and  barrel 
devices,  this  was  not  relevant  where  common  use  and  common  right 
were  established.  BOORD  &  Son  v.  Thom  &  CAMERON  Ld.  ;  Thom 
&  Cameron  Ld.  v.  Boord  &  Son,  p.  509. 

3.  Breach  of  Injunction.  Sale  by  Defendante  under  a  jiarticalar 
name  of  goods  not  imported  or  sold  by  the  Plaintifb.  Terms  in 
order  construed  according  to  their  commetcisil  ibeaning.— 

Action  for  infringement. — Order  for  injunction  by  consent. — Motion 
for  attachment  of  Defendant  for  breach  of  the  injunction. — Undertak- 
ing by  Defendant — Defendant  ordered  to  pay  costs  of  Motion.  In  an 
action  for  infringement  of  a  Trade  Mark  an  Order  was  made  by  consent 
for  a  perpetual  injunction  restraining  the  Defendant  from  (among  other 
things)  selling  or  offering  for  sale  wines  or  spirits,  not  imported  or  sold 
by  the  Plaintiffs,  as  "  Rischon-le-Zion "  wines  or  spirits.  The 
Defendant  subsequently  brought  a  hogshead  of  brandy  in  Rotterdam 
which  the  seller  had  bought  from  the  Plaintiffs.  The  Defendant  then 
diluted  this  brandy  so  as  to  reduce  its  strength  from  above  proof  to 
about  16  degrees  below  proof,  and  sold  it  in  England  as  "  Rischon-le- 
"  Zion  "  Cognac.  The  Plaintiffs  moved  to  attach  the  Defendant  for 
breach  of  the  Order. — Held^  that  "wines  and  spirits  '*  in  the  Order  must 
be  read  in  their  ordinary  commercial  sense  ;  that  the  spirits  which  the 
Defendant  was  selling  were  not  spirits  imported  or  sold  by  the 
Plaintiffs,  and  that  the  Defendant  had  broken  the  injunction.  The 
Plaintiffs  not  pressing  for  attachment,  and  the  Defendant  having  given 
an  undertaking,  the  only  Order  made  was  for  payment  of  costs  by  the 
Defendant.  Palestine  Wine  and  Trading  Company  Ld.  v. 
J.  Cohen  &  Co.,  p.  568. 

INJUNCTION  (FORM  OF). 

In  a  passing-off  action  where  the  Defendant  had  made  an  unfair  use  of  his 
own  name.  JOSEPH  RoDGERs  &  Sons  Ld.  v.  Joseph  Rodgbrs 
Simpson,  p.  348. 

INTERLOCUTORY  INJUNCTION.    See  also  Passing-off,  No.  11. 

1-  Probability  of  deception  not  establidhed,  charge  of  fraud  failing. 

— Action  to  restrain  passing-off  and  infrifigem^ent  of  Trade  Mark. — 
^*Star  Cycles.'"'' — Motion  for  interlocutory  injunction. — Failure  of 
charge  of  actual  fraud. — Use  by  the  Defendant  in  trade  catalogues 
of  name  "  Midland  Star.'^^ — No  Order  on  motion  except  as  to  costs. 
Star  Cycle  Company  Ld.  v.  Prankenburgs,*  p.  337. 

S-  Motion  for  interlocutory  injunction  refused.  Allegations  of 
passing  off  not  established. — Advertisement  of  prices  leaving  no 
profit. — Mistake. — Conflict  of  evidence. — Injunction  refused  on  motion. 
The  PlaintiffB  were  manafacturers  of  tobacco  pouches — "  Lome  lined  " 
of  superior  quality,  "  Wreath  lined  "  of  inferior  quality.  The  Defend- 
ants advertised   '^Lorne  lined"   pouches  at  a  price  admitting  of  no 

*  The  action  waa  diamiased  at  the  triaL 
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profit,  the  Defendants'  explanation  in  the  proceedings  being  that  they 
were  clearing  stock.  Tne  Defendants  having  been  supplied,  sub- 
sequently to  their  advertisement,  with  some  "Wreath"  linings, 
supplied  some  of  these  in  response  to  a  written  order  for  the  "  Lome  lined 
"  pouch  as  advertised,"  but  the  purchaser  knew  what  he  was  taking. 
In  another  instance  there  was  a  conflict  of  evidence.  In  an  action  for 
an  injunction  to  restrain  the  Defendants  from  advertising,  selling,  or 
offering  for  sale,  buckskin  or  other  pouches  not  fitted  with  the  Plaintiffs' 
"  Lome  "  pouch  as  '*  Lome  lined  pouches  "  the  Plaintiffs  moved  for  an 
interlocutory  injunction,  the  motion  was  refused,  and  the  Defendants' 
costs  of  the  motion  were  made  their  costs  in  the  action.  MosBLBY  & 
Sons  Ld.  v.  Nathan  &  Co.,  p.  345. 

MISREPRESENTATION. 

"  Old  and  Original  Firm." — "  It  is  really  misleading  to  the  public  at 
"  large  for  a  man,  who  has  bought  from  a  Liquidator  in  this  way,  to 
"  say  more  than  that  he  is  the  successor  of,  or  has  acquired  the  right 
"  to  use  the  name  of  the  Limited  Company.  He  is  not  the  original 
"  Company  and  he  has  no  business  to  say  so.  In  this  particular  case 
"  the  Plaintiffs  put  in  the  forefront  of  their  advertisements  that  they 
"  are  the  old  and  original  firm,  in  the  face  of  the  warning  of  the  Lord 
*'  Justice.  That  appears  to  me  to  be  a  material  misrepresentation, 
"  which,  I  should  have  thought,  was,  by  itself,  sufficient  to  disentitle 
*'  them  to  any  injunction  which  they  were  otherwise  entitled  to." 
Per  Parwkll  J.  in  CROPPER  MiNBRVA  Machines  Co.  Ld.  v, 
CkopPBR,  Charlton  &  Co.  Ld.,  p.  394. 

NAME.    See  also  Trade  Name  and  Passing-off. 

1.  Name  of  article  manufactured  abroad  to  the  special  order  of  a  British 

vendor,  held  to  indicate  the  British  vendor  and  not  the  foreign 
manufacturer.  Dkfribs  &  Sons  Lp.  v.  ELECTRIC  AND  Ordnance 
Accessories  Co.  Ld.,  p.  341.    See  Passing-off,  No.  8. 

2.  fionest  use  by  tradet  bf  his  6^  nime.— Sfee  Dunlop  t'NEUMATic 

Tyre  Co.  Ld.  v.  Dunlop  Motor  Co.  Ld.,  p.  761. 


OFFER  BEFORE  ACTION-    See  Costs,  1  and  5. 
OPPOSITION.    See  REGISTRATION. 


PASSINQ-Ot'P.    See  also  iNPRiNGfekENT,  Trade  NAMfc,  and  Interlocutory 
Injunction. 

1.  The  word  "Glazine"  held  under  the  circumstances  6^  tihe  case  not 
lijihle  to  deceive  by  reason  ot  its  resemblance  to  the  word  "  Glacier." 
HcCaWj  Stevenson  &  Orr  Ld.  v.  Lee  ^ros.,  p.  1.  See  Inprinqb- 
MBNT,  No.  1. 
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2.  A  Plaintiff  who  by  agreement  obtains  an  injunction  against 

the  use  of  a  label  (of  which  alone  he  complains)  and  against 
otherwise  infiringing  his  registered  trade-mark,  is  not  entitled 
to  more,  and  a  supplemental  complaint  of  the  same  label  as 
being  a  '^  passing-off "  does  not  constitute  a  separate  cause 
of  action. — Actio7i  for  infringement  of  a  Patent  and  to  restrain  the 
use  of  a  labely  alleged  to  infringe  a  registered  Trade  Mark  and  also 
to  constitute  ^^  passing-off?^ — Defendants  submitting  before  trial  to 
injunction  restraining  the  further  u^  of  the  labels  complained  of  or 
otherunse  infringing  the  Plaintiffs'  Trade  Mark. — Offer  accepted. — 
Plaintiffs  subsequently  discontinuing  as  to  the  Patent  but  seeking  to 
proceed  as  to  ^^  passing-off,''^ — Separate  cause  of  action.  The  Plaintiffs 
in  an  action  for  infringement  of  Patent  and  of  Trade  Mark  and  also 
for  "  passing-off  "  complained  of  a  particular  label,  which  they  alleged 
to  be  an  infringement  of  their  label  registered  as  a  Trade  Mark,  and 
also  to  constitute  "  passing-off  *^  because  of  its  similarity  to  their 
registered  label.  The  Defendants  offered  to  submit  to  an  injunction 
restraining  them  from  further  using  the  label  complained  of  or  otherwise 
infringing  the  Plaintiffs'  Trade  Mark,  and  also  offered  consequential 
relief.  The  Plaintiffs  accepted  the  offer.  The  Plaintiffs  then  proposed 
to  go  on  with  the  action  so  far  as  it  related  to  alleged  infringement  of 
Patent  (they  afterwards  discontinued  the  action  as  to  this)  and  also  as 
to  "  passing-off."  Consequently  the  question  was  whether  the  offer 
and  acceptance  covered  the  "  passing-off.'' — Held^  that  the  only  matter 
complained  of  being  the  use  of  the  labels,  which  were  alleged  to 
infringe  the  Trade  Mark  and  also  to  constitute  a  *'  passing-off,"  the 
offer  to  submit  covered  the  only  act  complained  of,  whichever  way  it 
was  described,  and  was  accepted.  Vernon  &  Sons  v.  Buchanan's 
Flour  Mills  Ld.,  p.  17. 

3.  Defendants  held  to  have  passed  off  as  whisxy  of  a  special  quality 

sold  bythe  Plaintiffs  whisky  of  the  Plaintiffs  not  of  that  quality.— 

Judgment  for  the  Plaintiffs. — Injunction  granted.  The  PlaintiflFs,  who 
were  distillers  of  Scotch  whisky,  and  sold  a  whisky  of  a  special  quality 
known  as  "  Teacliers'  Highland  Cream  Whisky,"  brought  an  action 
against  the  Defendants,  who  owned  or  had  the  control  of  a  largo 
number  of  public  houses,  and  alleged  that  the  Defendants  had  sold 
inferior  whisky,  either  of  the  Plaintiffs'  manufacture  or  of  other 
persons,  as  ^^  Teachers^  Highland  Cream  Whisky,"  and  claimed  an 
injunction  and  other  relief. — Held^  that,  on  the  evidence,  although  it 
was  not  established  that  the  Defendants  had  sold  as  Teachers'"  whisky, 
whisky  not  emanating  from  Teachers\  yet  it  was  proved  that  the 
Defendants  had  sold  inferior  whisky  as  Teachers'  better  class  whisky, 
and  an  injunction  and  an  inquiry  as  to  damages  were  granted. 
Teacher  v.  Levy,  p.  117. 

4.  No  injunction  granted  where  only  an  isolated  instance  of  passing- 

off  by  mistake  was  proved. — Ooods  wrongfully  passed  off  by  mistake. 
— Mistake  shared  by  both  retailer  selling  goods  and  manufacturer  who 
supplied  him. — Action  against  retailer.— -IsoUUed  sale. — No  injunction. 
—Costs.  The  Plaintiffs  had.  for  many  years  made  waterproof  coats 
sold  under  the  names  "  Burberry "  and  "  Burberry  Proof,"  The 
Defendant,  a  retailer,  in  response  to  a  request  for  a  coat  that  was 
"  Burberry  Proof,"  sold  a  coat  not  of  the  Plaintiffs'  manufacture  which 
he  had  bought  from  the  manufacturers,  who  had  assured  him  that  they 
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were  made  from  "  Burberry  Proof  '*  cloth  as  supplied  to  them,  with 
appropriate  labels,  by  the  PlaintiflFs.  The  Plaintiffs,  although  they  did 
not  take  proceedings  for  a  fortnight,  gave  the  Defendant  no  opportunity 
of  explaining  the  mistake  as  to  the  manufacture  of  the  coat,  which  in 
fact  was  also  a  mistake  of  the  third  party  manufacturer. — Held^  that  it 
was  an  isolated  instance  of  mistake  for  which  no  injunction  could  be 
granted,  but  no  Order  was  made  as  to  costs.  BuRBBRRYS  v.  Watkin- 
80N,  p.  141. 

^'  Alleged  substitution  by  contractor  of  an  article  not  made  or  sold 
by  the  Plaintiffs  for  an  article  specified  in  architects'  specifica- 
tions and  made  and  sold  by  the  Plaintiffs.  Change  of  article 
alleged  to  have  been  by  the  express  permission  of  the  employer. 

— No  passing  off  intended  or  in  fact. — Action  dismissed.  The  manu- 
facturers and  sellers  of  a  decorative  paint  known  under  the  name 
"  Duresco,"  which  name  formed  a  part  of  their  Trade  Mark,  brought 
an  action  against  a  decorator  alleging  that,  in  executing  work  for  which 
he  had  tendered  under  two  specifications  providing  that  "Duresco" 
paint  should  be  used,  he  had  supplied  another  paint  not  made  or  sold 
by  the  Plaintiffs,  known  as  "  Freskel  "  paint ;  and  had  thereby  passed 
off  "  Freskel "  paint  as  and  for  the  Plaintiffs*  paint.  The  Defendant 
alleged  that  the  substitution  was  authorised  by  his  employer.— flisW, 
that,  whether  or  not  there  had  been  any  breach  of  contract  as  between 
the  employer  and  contractor,  there  had  been  no  misrepresention,  or 
attempt  to  pass  off  the  paint  used  as  that  specified  for ;  but  that  the 
Defendant  was,  or  believed  that  he  was,  duly  authorised  by  the 
employer  to  use  "  Freskel "  paint.  The  action  was  dismissed  with 
costs.    Silicate  Paint  Co.,  J.  R.  Orb  &  Co.  Ld.  v.  Smith,  p.  143, 

6*  Name  held  not  to  indicate  fifoods  of  a  particular  description,  but 
to  indicate  the  goods  of  the  Plaintiffs.— ^S^con^ar^^  meaning  of  a 
trade  description  of  goods. — Newspaper  adx^ertisement  by  rival  trader. 
— Plaintiff^  trade  description  used  by  Defendants  in  conjunction  with 
the  phrase  "  identical  with.^' — Injunction  granted.  The  Plaintiflte  had 
acquired  a  reputation  for  their  waterproof  garments  under  the  names 
"Burberry,"  "Slip-on,"  and  "Burberry  Slip-on."  The  Defendants 
advertised  in  the  newspapers  "  Burberry's  Slip-on  Coats,"  stating  that 
they  had  "added  this  manufacture  to  their  macintosh  department," 
and  that  the  coats  they  sold  were  "  identical  with  Burberry's."  The 
coats  which  they  sold  under  this  advertisement  were  not  of  the 
Plaintiffs'  manufacture. — Held^  that  the  names  were  not  descriptive  of 
a  coat  made  by  any  manufacturer  of  a  particular  kind,  and  that  the 
Plaintiffs  were  entitled  to  an  injunction  to  restrain  the  Defendants 
from  selling,  advertising  for  sale,  or  otherwise  dealing  with  overcoats 
not  the  Plaintiffs'  under  the  descriptions  of  "Burberry,"  "Burberry 
"  Slip-on  "  or  "  Slip-on,"  and  from  otherwise  passing  off  goods,  not  the 
Plaintiffs',  as  and  for  the  Plaintiffs'.  BUBBBRRYS  v.  Rapbr  AND 
PULLBYN,  p.  170. 

7.  Unfair  nse  by  Defendant  of  his  own  nsime.—lnterlocutory  injunction 
granted. — Perpetiuil  injunction  granted  on  default  in  Defence.  The 
Plaintiffs  Joseph  Rodgers  A  Sons  Ld.y  manufacturers  of  cutlery,  brought 
an  action  against  Joseph  Rodgers  Simpson  to  restrain  the  Defendant 
from  passing  off  cutlery  not  being  their  goods  as  and  for  such  goods,  and 
from  trading  under  the  name  Joseph  Rodgers  Simpson  A  Son^  or  any 
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other  name  comprisiag  the  name  "  Eodgers,'^  so  as  to  be  calculated  to 
deceive.    They  alleged  that  the  Defendant  was  using  the  said  firm 
name  so  as  to  suggest  that  the  first  name  in  it  was  Joseph  Rodgers, 
The  Defendant  was  on  his  knives  using  the  device  of  a  crown  which 
was  placed  over  the  name  Rodgers,  in  which  position  the  PlaintiflEs  had 
a  crown  on  their  knives,  they  having  also  the  words  "  Cutlers  to  Her 
"  Majesty."    The  Defendant  alleged  that  his  son,  who  was  31  years  of 
age,  assisted  him  in  his  business,  but  the  Defendant  also  alleged  that 
he  had  used  the  said  firm  name  on  knives  20  years  previously.    The 
Defendant  was  carrying  on  a  grocer's  business,  but  he  was  also,  as  the 
Plaintiffs  alleged  that  they  had  recently  ascertained,  selling  knives 
marked  as  above  mentioned.     The  Defendant  claimed  that  he  had  the 
right  to  use  the  name  Joseph  Rodgers  Simpson  &  Son,,  and  contended 
that  his  use  of  it  was  fair. — Held,  that  the  Defendant  had  made  use  of 
the  fact  that  the  middle  word  in  his  name  was  Rodgers  in  order  to 
use  it  in  a  way  calculated  to  deceive  the  public  into  believing  that 
the  cutlery  which  he  was  selling  was  the   Plaintiffs'  cutlery.    An 
interlocutory  injunction  was  granted,  the  form  of  injunction,  as  regards 
the  name,  following  that  granted  in  J.  and  J.  Gash  Ld.  v.  Oas?^ 
(19  R.P.C.  181).    A  perpetual  injunction  was  subsequently  granted 
on  default  in  Defence.    JOSEPH  RODGBRS  &  SONS  LD.  v.  JOSEPH 
Rodgers  Simpson,  pp.  29,  74,  348, 

8.  Name  of  goods  manufactured  abroad  to  the  special  order  of 
British  vendors  held  to  indicate  the  British  vendors  and  not 
the  foreign  manufacturers.— "  Stewart  Arc  Lamps,''— Action  dis- 
missed.— Injunction  granted  on  counterclaim.  The  Plaintiffs  were  the 
American  manufacturers  of,  and  their  English  agents  for,  the  sale  of 
electrical  lamps  and  other  accessories.  In  1896  an  English  Syndicate 
called  the  "  Stewart  Electrical  Syndicate  Ld.''  began  to  sell  in  England 
lamps  made  to  their  order  by  the  American  Company,  and  sold  by 
them  under  the  name  *'  Stewart  Arc  Lamps."  In  1903  the  Syndicate 
was  wound  up,  and  in  1904  the  Receiver  sold  its  goodwill  and  its  rights 
to  the  use  of  the  word  ^* Stewart"  in  connection  with  the  goods  by 
auction  to  the  Defendants,  who  continued  the  sale  of  the  goods  under  that 
name.  The  Plaintiffs,  having  commenced  to  sell  similar  goods  under 
the  name  "  Stewart,"  sought  an  injunction  to  restrain  the  Defendants 
from  selling  them  under  that  name  ;  the  Defendants  thereupon  counter- 
claimed  for  similar  relief.— ^eW,  that  the  word  "  Stewart "  as  associated 
with  the  goods  in  question  was  the  sole  property  of  the  Syndicate  and 
its  successors  the  Defendants,  and  the  Plaintiffs'  action  was  accordingly 
dismissed,  and  an  injunction  granted  to  restrain  the  Plaintiffs  on  the 
Defendants'  counterclaim.  Semhle — Where  A.  in  Great  Britain  orders 
a  certain  article  to  be  made  for  him  abroad  by  B.,  and  it  is  so  made  to 
his  special  order  and  imported  by  him  into  Great  Britain,  where  he 
sells  it  under  a  name  which  comes  to  be  associated  with  it,  B.  cannot 
stop  A.  from  getting  the  very  same  article  made  in  Great  Britain  or 
elsewhere  and  selling  it  under  that  name. — J.  Dbpribs  &  SONS  Ld. 
v.  Elbotrio  and  Ordnance  Aocbssoribs  Co.  Ld.,  p.  341. 

9.  Sending  the  Plaintiff's  circulax  with  the  Defendant's  goods  after 
they  had  been  ordered  held  under  the  particular  circumstances 
not  to  be  a  passing-off  of  the  goods  as  and  for  the  Plaintiff's.— 

Action  for  passirig-off  and  for  infringement  of  PaterU.-^Action  for 
2iassing»off  dismissea.^'Patent  upheld  and  Injunction  against  infringe- 
ment granted.  In  1900  Letters  Patent  were  granted  for  "  Improve- 
"  mentfl  in  gaiters  or  coverings  for  the  legs."    The  Patentee  claimed 
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a  new  method  of  lacing  leggings.  The  Defendants  had  bought  leggings 
made  nnder  the  Patent  from  the  Plaintiff  until  he  put  up  the  price 
in  1904,  after  which  they  made  the  leggings  themselves,  and  in  two 
instances,  and  subsequently  to  orders  given,  sent  the  Patentee's  circular 
with  their  own  legginsrs.  They  had  also  supplied  their  own  leggings 
to  customers  who  had  in  previous  orders  specified  and  had  been 
supplied  with  the  PJaintiff*s  leggings.  In  an  action  for  infringement 
of  the  Patent  and  for  passing-off,  the  Defendants  alleged  anticipation 
and  want  of  subject-matter  against  the  validity  of  the  Patent. — 
Heldf  that  the  Defendants  had  not  represented  their  leggings  as  boing 
those  of  the  Plaintiff,  and  the  action  so  far  as  passing-off  was  dismissed. 
— Held  alsOy  that  the  Patent  was  valid  and  that  the  Defendant  had 
infringed.  An  injunction  and  inquiry  as  to  damages  were  granted. 
The  costs  were  ordered  to  be  treated  on  the  footing  of  there  being  two 
separate  causes  of  action  and  to  follow  the  event  in  each.  HiLL 
V.  Thomas  &  Sons,  p.  375. 

10.  The  Defendant  in  a  passing-off  action  held  not  to  have  passed  off  his 
goods  as  those  of  the  Plaintiff's  by  merely  using  for  his  goods  a  name 
fixed  upon  as  a  name  for  the  Plaintiff's  goods  in  an  agency  agreement 
between  the  Plaintiff  and  the  Defendant,  the  Plaintiff  not  having 
established  a  reputation  under  the  name.  Gawthorp  v.  Mason, 
p.  401. 

11.  Adoption  by  Defendant  of  the  Plaintiff's  method  of  advertising. 
Interlocutory  Injunction  refused,— -Mbrfe  of  adveHisi7ig.— Premium 
nystem  of  sale. — Similarity/  of  newspaper  aduerlisements. — Trade 
rivalry. — No  injury  to  projmrty, — Injunction  refused.  The  Plaintiff 
had  devised  a  novel  but  unregistered  scheme  of  advertising  the  sale  of 
his  packets  of  garden  seeds  by  inserting  in  numerous  newspapers  a 
"stereotyped"  combination  of  lengthy  letterpress  surrounded  by 
pictures  of  objects,  any  one  of  which  he  offered  as  a  premium  to 
purchasers.  The  Defendant  issued  advertisements  in  precisely  similar 
form,  including  the  pictures  and  the  arrangement,  excepting  that  he 
substituted  a  new  name  for  the  seeds  and  a  slightly  different  condition 
for  earning  the  premium,  and  put  his  trading  name  at  the  foot  of  the 
advertisements.  On  an  application  for  an  interlocutory  injunction. — 
Held^  that  the  Defendant  had  done  nothing  misleading  which  could 
injure  any  property  in  the  Plaintiff,  so  that  no  injunction  could  be 
granted.    Wbrtheimbr  v.  Stewart,  Cooper  &  Co.,  p.  481. 

12.  Salts  sold  as  the  constituent  salts  of  the  water  from  the  Plain- 
tiffs' Spring.  No  misrepresentation  by  the  use  of  the  name  of 
the  Spring.—"  ApolUnaris  Water:'—''  Apollinaris  Salts:'— Prob^ 
ability  of  deception,— Judgment  for  Defendants  with  costs^  except  the 
costs  of  an  issue  ivitMrawn  by  them,  which  they  were  ordered  to  pay. 
— Appeal  dismissed.  The  Apollinaris  Co.  Ld.y  the  sole  consignees  for 
the  United  Kingdom  of  "  Apollinaris  Water,"  and  a  German  Company, 
the  owners  of  the  Apollinaris  Spring,  commenced  an  action  complain- 
ing of  the  sale  by  a  firm  of  wholesale  chemists  and  druggists  of 
"  Apollinaris  Salts,  and  seeking  to  restrain  the  sale  by  them  of  salts 
not  obtained  from  the  Plaintiffs'  "  Apollinaris  Water  "  as  or  for  salts 
obtained  from  such  water  and  to  restrain  the  Defendants  from  passing 
off  or  causing  or  enabliDg  to  be  passed  off  any  water  made  up  with 
salts  not  obtained  from  the  Plaintiffs*  **  Apollinaris  Water,"  or  any 
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such  salts,  as   or  for   the    Plaintiffs'   "Apollinaris  Water"   or  salts 
obtained  therefrom.    The  Plaintiffs  chiefly  complained  of  the  use  by 
the  Defendants  of  a  Catalogue  containing  "  Salts  for  the  production  of 
"  natural  mineral  waters  prepared  according    to    the  most  reliable 
"  analyses    of    the     respective     waters,"    the     list    of     such  ^  salts 
comprising  Apollinaris,  and  of  the  sale  of  "  Apollinaris  Salts  "  with 
instructions  for  making  "  Apollinaris  Water."     They  contended  that 
persons  ordering  such  salts  would  expect  to  get  salts  prepared  from . 
the   Plaintiffs'  "Apollinaris  Water,"  and  they  alleged  one  case  of 
actual  deception.    The  Defendants  contended  that  it  was  clear  from 
the  Catalogue  that  the  salts  were  artificially  prepared.    The  Plaintiffs 
had  made  "Apollinaris  Salts,"  but  not  since  1887,  and  never  on  a 
commercial  scale.— jETeW,  by  Warrington  J.,  that  no  actual  deception 
had  been  proved ;  that  the  Catalogue  contained  no  representation  that 
the   Defendants'   "Apollinaris  Salts"  were    obtained  from  or  were 
capable  of  producing  the  real  "  Apollinaris  Water,"  and  that  the  words 
"Apollinaris    Salts"    only    represented    that    the    salts    sold    under 
that  name  were  the  constituent  salts  of  Apollinaris  water,  and  that 
there  was  no  passing  off  of  such  salts  as  or  for  the  goods  of  the 
Plaintiffs  or  as  obtained  from  the  ApolliDaris  water ;  that,  although  the 
sale  of  "  Apollinaris  Water,"  without  distinguishing  it  from  the  natural 
water,  would  be  an  infringement  of  the  Plaintiffs'  rights,  the  sale  of 
the  salts  by  the  Defendants  was  for  the  purpose  of  such  salts  being 
used  in  a  manner  which  was  not  in  itself  an  infringement  of  the 
Plaintiffs'  rights,  and  that  the  Defendants  had  not  caused  or  enabled 
any  person  to  do  that  which  he  was  not  lawfully  entitled  to  do.    The 
action  was  dismissed  with   costs,  except  that  the  Defendants  were 
ordered  to  pay   the  costs  of  an  issue    raised  by  the  Defence  and 
withdrawn  at  the  trial  to  the  effect  that  the  Plaintiffs  were  selling  as 
natural  mineral  water  what  was  really  artificial  water.    Innes  v.  Short 
(15  R.P.C.  449)  distinguished.    The  Plaintiffs  appealed.    The  appeal 
was  dismissed  with  costs.    Apollinaris  Co.  Ld.  v.  Duckworth  & 
Co.,  p.  540. 

13.  ''  Lanco  "  held  not  to  be  liable  to  be  confused  with  "  Lancashire," 
the  goods  being  of  the  same  class  but  of  diflterent  varieties.— 

Motion  to  expunge  Defendants'  Trade  Marks.— Allegation  of  fraud 

abandoned  at  trial.— No  prohahility  of  deception  found.— Action  and 

motion  dismissed.    Prior  to  the  year  1870  and  subsequently  a  Company 

and  their  predecessors  manufactured  and  sold  hair  belting  for  machine 

driving  under  the  name  of  "Lancashire  Belting"  or  "Lancashire 

"  Patent  Belting,"  and  used  in  connection  with  the  sale  a  Trade  Mark 

consisting  of  the  words  "  The  Lancashire  "  registered  in  1885  as  an  old 

mark.     The  Company  also  sold,  but  did  not  manufacture,   Balata 

belting.    In  1904  the  Plaintiffs  acquired  the  business  of  the  Company. 

The   Plaintiffs   sold   hair  belting  under  the  name  of    "I^ncashire 

Belting,"  but  did  not  use  that  name  in  connection  with  their  sale  of 

Balata  belting.    In  1905  the  Defendants  began  to  manufacture  Balata 

belting,  which  they  sold  under  the  name  of  "  Lanco  Belting,"  and  m 

the  same  year  they  registered  two  Trade  Marks,  one  consisting  of  the 

word  "  Lanco "  and  the  other  of  the  words  "  Lanco  Balata  Beltinjgr 

with  a  device.    The  Plaintiffs  commenced  an  action  to  restrain  passing 

off,  and  moved    to   expunge  the  Defendants'  Trade  Marks.    They 

alleged  that  their  belting  was  known  by  various  abbreviations  of  the 

word  "  Lancashire  "  resembling  the  name  "  Lanco,"  and  that  the  use 

of  that  name  was  calculated  and  intended  to  deceive.    The  Defendants 

denied  that  their   "Lanco  Balata  Belting"  could    be  mistaken  by 
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purchaBers  for  the  Plaintiffs'  "  Lancashire  "  hair  belting.  At  the  trial, 
no  actnal  deception  v^as  proved,  the  allegation  of  f  rand  was  withdrawn, 
and  the  Defendants  put  in  evidence  a  correspondence  with  the 
Registrar  of  Trade  Marks  on  their  application  to  register  their  Trade 
Marks,  from  which  correspondence  it  appeared  that  the  Defendants 
had  originally  applied  to  register  the  word  "Lancomie"  (stated  to  be 
an  abbreviation  of  "  Lancashire  Cotton  made  in  England  ")  and  their 
adoption  of  *'  Lanco  "  instead  of  "  Lancomie  "  was  in  consequence  of 
the  correspondence  with  the  Registrar. — Held,  that  the  use  of  the 
name  •'  Lanco  "  was  not  calculated  to  deceive.  The  action  and  motion 
were  dismissed  with  costs.  Rbddaway  &  Co.  Ld.  v.  Irwbll  and 
Eastern  Rubber  Co.  Ld.,  p.  621. 

14^  Plaintiffs  disentitled  to  protection  by  reason  of  their  trade  being 
a  fraudulent  one. — Trade  name  of  goods. — ^*Bile  Beans'^ — Apjdi- 
cation  for  Interdict  against  Respondent  using  same  trade  name. — 
Complainers^  advertisements  containvig  false  statements. — Trade 
name  used  in  fraudulent  trade. — Secondary  m£aning. — "  Bile  Beans  " 
found  not  to  have  acquired  a  secondary  meaning, — Sufficient  distinc- 
tion between  Respondent's  goods  and  Complainer'^s  goods.^-Interdict 
refused. — Appeal  dismissed.  In  1899  the  B.  B.  Co.  started  to  sell  in 
the  United  Kingdom  liver  pills  which  they  called  '*  Charles  Forde's 
"  Bile  Beans  for  Biliousness."  They  spent  large  sums  in  advertising  and 
at  once  acquired  an  extensive  business.  The  word  "  Bean  "  had  not 
previously  been  used  in  the  United  Kingdom  for  a  pill  except  by  one 
Smith  who,  in  1887,  registered  the  words  "  Bile  Beans  "  as  his  Trade 
Mark,  and  whose  rights  the  B.  B.  Co.  acquired.  In  America  the  word 
**  Bean  "  is  occasionally  used  for  a  pill.  The  advertisements  of  the 
6.  B.  Co.  stated  that  the  basis  of  their  Bile  Beans  was  an  Australian 
herb  discovered  by  Charles  Forde,  an  eminent  scientist,  after  long 
research.  These  statements  and  others  in  the  advertisements  were 
false.  They  did  not  appear  on  the  Complainers'  pill-boxes.  In  1904 
D.  began  to  sell  liver  pills  under  the  name  of  "  Davidson's  Bile  Beans." 
The  B.  B.  Co.  raised  an  action  of  Interdict  against  him.  It  was  held 
by  Lord  Ardwall  L.O. — (1)  that  the  Complainers'  trade  was  a 
fraudulent  trade,  and  that  no  action  ought  to  be  entertained  by  the 
Courts  of  Scotland  to  protect  it  or  the  name  used  in  connection  with 
it ;  (2)  that  the  Complainers  had  not  and  never  had  any  right  to  the 
exclusive  use  of  the  words  "  Bile  Beans,"  and  that  such  words  did  not 
denote  their  manufacture  alone  so  as  to  exclude  the  use  of  them  by 
other  traders  ;  (3)  that  in  any  case  D.  had  by  the  get-up  of  his  boxes 
sufficiently  distinguished  his  Bile  Beans  from  those  of  the  Complainers. 
Interdict  was  refused  (22  R.P.C.  553).  The  Complainers  reclaimed. 
The  Second  Division  adhered  to  the  Lord  Ordinary's  judgment,  with 
expenses,  upon  the  same  grounds.  Bilb  Bbak  MANUFACTURING  Co. 
V.  Davidson,  p.  725. 

15.  Form  of  injunction  in  a  passing-ofiE  action  where  the  Defendant  had 
made  unfair  use  of  his  own  name.  JOSEPH  RODGERS  &  SONS  Ld.  v. 
Joseph  Rodobrs  Simpson,  p.  348. 

PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 

Section  64 — 

In    the   Matter   of    the   Application    of   the   Printing 
Machinery  Co.  Ld.,  p.  38. 
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Section  72— 

In  the  Matter  of  the  Application  op  the  Pianotist  Co.  Ld., 

p.  774. 

IN^HB  Matter  op  the  Application  op  the  Capsuloid  Co.  Ld., 
p.  782. 

Section  90— 

Rbid  v.  Thomson  &  Co.,  p.  153. 

PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1888. 

Section  10 — 

In   the   Matter    op   the   Application    op   the    Printing 
Machinery  Co.  Ld.,  p.  38. 

PRACTICE.    See  also  Costs. 

1*  Motion  to  set  aside  writ  by  person  not  served  or  purported  to  be 
served  dismissed. — Action  to  restrain  infHngement, — Motion  to  set 
aside  service. — Practice  B.S.G.y  Order  XLVIIIa.  Rules  1^3^  and  11. 
A  writ  was  served  by  the  Plaintiffs  in  an  action  upon  C.  as  a  person 
having  the  control  or  management  of  the  V.  C.  Company.  K.  moved 
to  set  aside  the  service  of  the  writ  on  the  ground  that  the  business  was 
that  of  K.  (an  individusd  trading  as  a  firm  in  Germany)  and  that  K.  did 
not  carry  on  business  in  this  country,  C.  being  only  an  agent  to  collect 
orders. — Held^  that  though  C.  and  his  firm  of  D.  0.  &  Co.  might"  have 
no  right  to  assume  the  name  and  hold  themselves  out  as  the  V.  C. 
Company,  yet  they  had  in  fact  done  so  by  their  conduct  in  connection 
with  the  business,  and  that  they  could  be  and  had  been  served  as  the 
y.  C.  Company,  and  that  K.  had  not  been  served  and  ought  not  to  have 
moved  as  he  did,  he  not  being  a  party  to  the  proceedings ;  that  the 
motion  was  misconceived  and  must  be  refused  with  costs.  MORGAN 
Crucible  Co.  Ld.  v.  Vulcan  Crucible  Co.,  p.  229. 

2.  As  to  joining  directors  of  limited  Company  as  Defendants.  See 
Directors. 

RECTIFICATION.    See  also  Infringement,  No.  2. 

^  Lanco  '*  held  not  liable  to  be  conftised  with  ''  Lancashire/'  the 
goods  being  of  the  same  class  but  of  different  Yaiities.— Motion 
to  expunge  the  registration  of  "  Lanco  "  dismissed.  Reddaway  &  Co. 
Ld.  v.  Irwell  and  Eastern  Rubber  Co.  Ld.,  p.  621. 

REGISTRATION. 

1.  The  Comptroller's  refusal  to  rerister  "  Century  "  not  overruledi 
the  word  having  been  often  remsed  on  previous  Applications.— 

Application  to  register  the  word  "  Century  "  as  a  Trade  Mark. — 
Word  having  reference  to  tJie  character  or  qualily  of  the  goods. — Appli- 
cation  refused. — Appeal  to  the  Court  dismissed.— Patents^  &c.  Act^  1888^ 
Section  64. — Patents,  Ac.  Act,  1888,  Section  10.    An  application  was 
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made  to  register  the  word  "  CentuiTr "  as  a  Trade  Mark  for  all  goods  in 
Glass  7 — ^that  is  to  say,  machinery  of  all  kinds  and  parts  of  machinery, 
except  agricultural  and  horticultural  machines  and  their  parts,  included 
in  Class  7.  The  Comptroller  refused  the  application,  on  the  ground 
that  the  word  had  reference  to  the  character  or  quality  of  the  goods. 
The  Applicants  appealed,  and  the  appeal  was  referred  to  the  Court. 
The  Registrar  of  Trade  Marks  in  an  affidavit  referred  to  the  use  of  the 
word  in  a  commendatory  sense,  and  especially  in  certain  registered 
Trade  Marks,  the  right  to  the  exclusive  use  of  it  in  those  applied  for 
since  1888  having  been  disclaimed  ;  he  also  stated  that  registration  of 
the  word  had  been  frequently  refused. — Held^  having  regard  especially 
to  the  fact  that  the  word  had  often  been  refused,  the  discretion  of  the 
Comptroller  ought  not  to  be  overruled.  The  appeal  was  dismissed 
with  costs.  In  the  Matter  op  the  Application  op  the 
Printing  Machinery  Co.  Ld.,  p.  38. 

2.  The  word  '^  Neola "    held    not    liable    to    be    confused  with 

"Pianola."-^-^i^^^Ao^  ^^^  decision  of  the  Gomptroller  dismissed. — 
Patents,  Ac.  Act^  1883,  Section  72.  An  application  was  made  for  the 
registration  as  a  Trade  Mark- of  the  word  "  Neola  "  for  "  a  piano  player, 
•*  being  a  musical  instrument  included  in  Class  9."  The  registered  pro- 
prietors of  a  Trade  Mark  "  Pianola  "  registered  for  all  goods  in  Class  9 
opposed  the  registration.  The  Comptroller  decided  against  the 
Opponents  and  ordered  the  registration  to  proceed.  The  Opponents 
appealed.  The  appeal  was  referred  to  the  Court. — Held,  that  having 
regard  to  the  kind  of  customers  for  such  goods  and  a  difference  in  the 
articles  actually  sold  under  the  names,  there  was  not  likely  to  be  any 
confusion.  The  appeal  was  dismissed  with  costs.  In  the  Matter 
OF  THE  Application  op  the  Pianotist  Co.  Ld.,  p.  774.' 

3.  *'  Tablones  "  refdsed  by  reason  of  resemblance  to  the  registered 

Trade  Mark  '^Ti\AoitBr— Appeal  referred  to  the  Court  and 
dismissed. — Patents,  Ac.  Act,  1883,  Section  12.  In  1905  the  Gapsuloid 
Co.  Ld.  applied  for  registration  of  the  words  "  Tablones,  they  remove 
"  the  cause  "  as  a  Trade  Mark  in  Class  3  in  respect  of  "  a  medicated 
"  preparation  for  human  use,"  the  right  to  the  exclusive  use  of  the 
words  other  than  "Tablones"  being  disclaimed.  Since  1903  the 
Applicants  had  sold  a  proprietary  medicine — namely,  a  cure  for 
indigestion — under  the  name  "  Tablones."  The  Comptroller  refused 
to  register  the  mark  on  account  of  its  resemblance  to  the  registered 
Trade  Marks  of  Burroughs,  Wellcome  &  Co.  consisting  of  or  containing 
the  word  "  Tabloid  "  or  "  Tabloids,"  registered  in  respect  of  all  goods 
in  Class  3.  The  Applicants  appealed,  and  the  appeal  was  referred  to 
the  Court,  Burrouglis,  Wellcome  A  Co.  being  served  with  notice  of  the 
appeal.  The  Appellants  relied  on  the  distinction  between  the  goods, 
alleging  that  when  buying  "  Tabloids  "  the  name  of  the  drug  required 
was  necessarily  added,  and  that  the  Appellants  appealed  direct  to  the 
public,  whereas  the  Respondents  appealed  to  doctors  and  nurses  and 
their  goods  were  ordered  through  chemists.  On  the  other  hand,  the 
Respondents  called  chemists  who  gave  evidence  that  the  public  some- 
times asked  for  "  Tabloids  "  for  indigestion  or  headache  or  other 
complaints. — Held,  that  it  was  proved  that  the  word  "  Tablones  "  was 
calculated  to  deceive  within  the  meaning  of  Section  72,  subsection  (2) 
of  the  Patents,  Ac.  Acts,  1883  to  1888.  The  appeal  was  dismissed  with 
costs.  In  the  Matter  of  the  Application  of  the  Capsuloid 
Co.  Ld.,  p.  782, 
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TRADE  NAME.    See  also  Passing-off. 

1-  Proper  use  bv  the  Defendants  of  the  name  of  the  manufacturer 
of  the  eoods  sold  by  them ;  Plaintiflfs  having  no  reputation  in 
particular  class  of  goods  sold  by  the  Defendants.— Pa39tn^-ojf.^ 

Use  of  foreign  manufacturers^  own  name  in  connection  tuith  the  sale 
of  the  Defendants^  goods, — Plaintiffs  not  selling  the  particular  kind  of 
goods  sold  by  the  Defendants. — No  probability  of  deception  or  of 
confusion  between  businesses. — Judgment  for  tlie  Defendants.  The 
Plaintiffs,  Joseph  Lucas  Ld.^  were  manufacturers  and  sellers  of  cycle 
and  motor  accessories,  and  {inter  alia)  sold,  but  did  not  manufacture, 
repair  bands  and  patches  for  motor  tyres ;  they  did  not  sell  tyres. 
The  Plaintiffs  commenced  an  action  against  another  Company,  alleging 
that  the  name  '^  Lucas'^  had  become  identified  with  the  Plaintiffs'  goods, 
and  complaining  of  the  advertisement  and  sale  by  the  Defendants  of 
"  Lucas  Pneumatic  Non-slipping  and  Unpuncturable  Tyres."  The 
tyres  sold  by  the  Defendants  were  made  by  Louis  Lu>cas  of  Dinan,  and 
were  well  known  on  the  Continent  under  the  name  of  "  Lucas." — Held^ 
that  the  Plaintiffs  had  no  reputation  in  connection  with  tyres ;  that 
there  was  no  intention  on  the  part  of  the  Defendants  to  pass  off  their 
goods  as  the  Plaintiffs',  or  connect  their  business  with  that  of  the 
Plaintiffs ;  and  that  the  advertisements  complained  of  were  not  nor 
was  the  name  "  Lucas  "  as  used  by  the  Defendants  calculated  to  deceive. 
The  action  was  dismissei  with  costs.  JOSBPH  LUOAS  Ld.  v.  FABRY 
Automobile  Company  Ld.,  p.  33. 

2.  The  use,  by  purchasers  of  a  business  in  edged  tools,  of  the  name 
of  the  vendors  in  connection  with  cutlery  held  to  be  intended 
to  deceive  by  its  liability  to  be  conftised  with  the  Plaintiff' 
name. — Goods  made  and  sold  so  as  to  be  calculated  to  deceive^  and  to 
enable  retailers  to  commit  fraud. — No  actual  deception  proved. — 
Jtidgment  for  Plaintiffs. — Inquiry  as  to  dama^ges  ordered.  In  March 
1904  Joseph  Rodgers  Js  Sons  Ld.  of  ShefiBeld  brought  an  action  against 
F.  M.  Heamshaiv  and  W.  F.  Hearnshaw  to  restrain  them  from  passing 
oflE  their  goods  as  and  for  the  goods  of  the  Plaintiffs.  The  Plaintiffs 
were  a  Company  whose  predecessors  in  business  had  carried  on  the 
same  business  as  manufacturers  of  cutlery  for  over  200  years,  and  their 
cutlery  was  well  known  by  the  style  of  ''^Rodgers'  Cutlery"  throughout 
the  world.  In  February  1889  the  Defendants  bought  the  business  of 
Rodgers  Bros,  (established  in  1883),  which  was  that  of  edged  tool 
manufacturers,  from  the  survivor  of  two  brothers  named  Rodgers.  In 
July  1902  the  Defendants  commenced  to  manufacture  cutlery,  and  in 
1903  for  the  first  time  opened  separate  works  for  cutlery  and  described 
themselves  as  "  Cutlery  Manufacturers."  As  manufacturers  and  whole- 
sale dealers  they  traded  as  "  Hearnshaw  Bros.^^  or  "  Henry  Brown  & 
"  Sons  A  GoV  They  sold  their  goods  labelled  with  the  words  ^'Rodgers 
"  Bros.f  Sheffield,  manufacturers  of  celebrated  cutlery,  tools,  Ac,"  and 
marked  them  with  a  Trade  Mark  "John  Bull "  and  the  name  ^^ Rodgers 
"  Bros.y^  which  they  had  acquired  with  the  business  purchased  from 
Rodgers  Bros.  No  case  of  actual  deception  was  proved. — Held^  that 
the  name  of  ^^ Rodgers^*  was  known  universally  as  referring  to  the 
Plaintiffs'  goods,  and  that  the  manufacture  and  sale  of  goods  as  carried 
on  by  the  Defendants  was  calculated  and  intended  to  deceive,  and  that 
the  name  Rodgers  Bros,  was  used  for  the  purpose  of  enabling  retailers 
to  commit  fraud.  Judgment  was  given  for  the  Plaintiffs,  an  injunction 
being  granted  and,  by  consent,  an  inquiry  as  to  damages,  JosBPH 
Rodgers  &  Sons  Lp.  v.  Hearnshaw,  p.  349. 
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3.  Defendants  held  not  to  be  improperly  using  a  name  which  they 

were  entitled  to  use. — ^^  Cropper,^' — Advertisements. — Successors  in 
business, — Alleged  fraudulent  passing  off. — Action  dismissed.  The 
Plaintiffs  in  a  passing-off  action,  who  were  the  successors  in  business 
of  H.  S.  Cropper  <k  Go.  and  H.  S.  Cropper  Jk  Co.  Ld.  their  successors, 
and  who  claimed  to  be  entitled  to  the  trade  name  "Cropper,'*  alleged 
that  the  Defendants  were  using  "Cropper"  in  such  a  way  as  to  deceive 
the  trade  and  the  public  and  to  represent  themselves  as  the  successors 
in  business  of  H.  S.  Cropper  &  Co.  and  H.  S.  Cropper  &  Co.  Ld.^  and 
were  passing  off  their  goods  as  the  Plaintiffs'.  The  Plaintiffs  claimed 
an  injunction  and  other  relief. — Hetd^  that  the  documentary  and  oral 
evidence  on  behalf  of  the  Plaintiffs  was  of  the  flimsiest  character  and 
did  not  miake  out  the  charge  of  fraudulently  attempting  to  pass  off 
their  goods  as  the  Plaintiffs'  against  the  Defendants.  The  action  was 
dismissed  with  costs.; — HeJd^  also,  that  in  an  action  against  a  Limited 
Company,  it  is  wrong  to  add  as  co-defendants  Directors  against  whom 
no  specific  allegations  are  made  other  than  that  they  are  Directors. 
Croppbb  Minerva  Machines  Co.  Ld.  v.  Cropper,  Charlton  and 
Co.  Ld.,  p.  388. 

4.  Alleged  secondary  meaning  of  name  not  established— TVo^ 

Name  and  Passing  Off. — Meaning  of  **  Daimler.''* — Action  dismissed. 
The  Daimler  Motor  Co.  (1904)  Ld.  commenced  an  action  to  restrain  a 
Company  which  had  been  recently  registered  under  the  name  of  the 
London  Daimler  Motor  Co.  Ld.  from  using  the  word  "  Daimler  "  either 
in  its  name  or  in  connection  with  motor  cars.  In  an  action  in  1901 
brought  by  the  predecessors  of  the  Plaintiff  Company  it  was  held  that 
the  word  <'  DainUer  "  indicated  a  system,  and  that  a  ^^  Daimler  "  motor 
indicated  a  certain  form  of  motor  ;  but  the  Plaintiffs  alleged  that  that 
word  had  since  acquired  a  secondary  meaning  indicating  the  Plaintiff 
Company  and  its  cars.  It  did  not  appear  what  name  the  Defendants 
were  going  to  give  to  their  cars,  but  in  a  letter  they  said  that  their  cars 
would  be  known  as  the  "London  Daimler,"  whereas  the  Plaintiffs' 
were  of  Coventry. — Held^  that  the  alleged  secondary  meaning  of  the 
word  "Daimler"  was  not  established,  even  only  in  connection  with 
English  cars ;  that  the  evidence  showed  that  the  name  of  the  Defendant 
Company  could  be  honestly  used  without  suggesting  connection  with 
the  Plaintiff  Company  ;  and  that  as  to  the  cars  there  was  no  evidence 
as  to  the  name  which  the  Defendants  intended  to  give  to  them.  The 
action  was  dismissed  with  costs.  Daimler  Motor  Co.  (1904)  Ld.  v* 
London  Daimler  Motor  Co.  Ld.,  p.  718. 

«*>.  Iigonction  refused  on  appeal,  the  Plaintiflfs  not  dealing  in  the 
principal  goods  sold  by  the  Defendants,  although  in  others  so 
sold. — Action  to  restrain  the  use  of  the  name  "Dunlop." — Name  of 
members  of  Respondent  Company  "  Dunlop." — Right  to  use  own  name. 
— Misleading^  deception^  or  confusion  arising  from  the  use  of  the  name 
"  Dunlop." — Interdict  granted  by  the  Lord  Ordinary  but  refined  by 
Second  Division.  From  1888  the  Complainers,  the  D.  P.  T.  Co.  Ld.  and 
their  predecessors  in  title  used  the  name  "  Dunlop  "  in  connection  with 
their  goods — tyres  for  cycles,  and  other  accessories  for  cycles  and  motors, 
such  as  pumps,  inflators,  &c.  The  name  ^^  Dunlop '^  had  become 
identified  in  the  trade  and  amongst  the  public  with  the  Complainers* 
tyres.  From  1898  R.  D.  and  J,  F.  D.  carried  cm  a  retail  business  under 
the  style  of  R.  and  F.  J.  Dunlop.  They  sold  and  repaired  cycles  and 
motors,  but  no  plant  for  making  motors.    In  1904  the  Dunlop  Motor 
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Co,  was  incorporated.;  R,  D.  and  J,  F.  D,  being  the  directors.  It  was 
incorporated  to  purchtse  and  did  purchase  for  a  small  sum  the  motor 
branch  of  the  business  of  the  firm.  The  business  carried  on  by  the 
Company  ,  was,  as  found  by  the  Lord  Ordinary^  scarcely  if  at  all 
different  from  that  carried  on  by  the  firm,  and  the  Company  was  not  in 
a  position  to  manufacture  and  had  not  attempted  to  mannfacture  one 
motor  car,  but  they  did  deal  in  certain  classes  of  goods  and  carry  on 
certain  lines  of  business  in  common  with  the  Complainers.  It  was 
held,  by  the  Lord  Ordinary^  in  ah  action  of  suspension  and  interdict, 
that  the  name  "Z)i*nZo/;"  haviiig  acquired  a  secondary  meaning 
as  descriptive  of  the  Complainerd'  goods,  and  the  Respondents' 
business,  such  as  it  was,  being  of  the  same  or  of  a  similar  nature, 
the  resemblance  of  the  trade  names  was  too  close  not  to  lead  to 
confusion  and  possible  decoption  ;  that  while  neither  mala  fides  nor 
actual  deception  was  proved,  yet  the  purchase  of  H,  D.  and 
J,  D.^s  business  and  the  floating  of  it  as  the  D.  M.  Go.  Ld.  suggested 
other  objects  than  those  stated  in  their  Memorandum  of  Association  ; 
and  that  in  any  case  good  faith,  the  absence  of  proof  of  deception,  and 
the  use  by  the  Respondents  of  their  own  name  formed  no  answer  to 
the .  Complainers'  case  based  on  probable  or  possible  confusion, 
misleading  or  deception.  Interdict  was  granted  substantially  as  craved, 
with  expenses  (22  R.P.C.  533).  The  Respondents  reclaimed. — Ueld^ 
by  the  Second  Division  of  the  Inner  House,  that  there  was  no  proof  of 
probable  confusion  or  deception  of  persons  acting  with  reasonable  care 
and  observation;  that  the  term  ^^Dunlop  tyres"  was  the  proper  and 
usual  name  of  certain  (formerly  patented)  articles  which  might  be  sold 
by  all  under  such  name  ;  and  that  as  regards  articles  other  than  tyres, 
the  Complainers  had  acquired  no  exclusive  right  to  the  name 
"  Dxmlop  " ;  also  that  there  was  no  proof  of  mala  fides.  Observed  that, 
in  the  absence  of  some  overt  act  or  course  of  conduct  plainly  indicative 
of  a  dishonest  effort  to  pass  off  his  goods  as  the  goods  of  another,  a 
merchant  or  manufacturer  could  not  be  debarred  from  selling  his  own 
goods  under  his  own  name.  Valentine  Meat  Juice  Go.  v.  Valentine 
Extract  Go.  (17  R.P.C.  673)  if  affirming  or  implying  any  broader 
proposition  doubted.  The  Lord  Ordinary's  interlocutor  was  recalled 
aiid  interdict  was  refused,  with  expenses.  DUNLOP  PNEUMATIC  Tyre 
Co.  Ld.  v.  Dunlop  Motor  Co.  Ld.,  p.  76.1. 

WORD  HAYING  NO  REFERENCE  TO  THE  CHARACTER  OR  QUALITY 
OF  THE  GOODS. 

"Century"  held  not  to  be  such  a  word.  In  THE  MATTER  OP  THE 
Application  op  the  Printing  Machinery  Co.  Ld.,  p.  38.  See 
Registration,  No.  1. 
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In  the  High  Cocrt  op  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Swinpbn  Eady. 

November  27th,  1905. 

McOaw,  Stevenson,  and  Orr  Ld.  v.  Lee  Bros. 

5      Trade  Mark  and  passing  off. — Word  t^sed  by  Oie  Defendant  wliether  calculated 
to  deceive. — Acquiescence. — Judgment  for  Defendants. 

In  the  year  1897  the  Plaintiffs  registered  the  word  **Olacier'^  as  a  Trade 
Mark  in  Class  89  in  respect  of  transparent  paper  as  a  substitute  for  stained 
glassy  and  that  word  had  become  identifi^  with  such  goods  as  sold  by  t1^, 

10  Plaintiffs.  In  February  1900  the  Defendants  commenced  to  sell  similar  goods 
under  the  name  "  Qlazine'^  In  March  1905  the  Plaintiffs  cwnmenced  an  actioti 
to  restrain  infringement  qf  tJieir  Trade  Mark  and  passing  off\  TJiey  alleged 
that  their  goods  were  sometimes  ordered  a«  '*  Glazier "  or  "  Olacine^  The 
Defendants  alleged  that  their  uee  of  ^^  Olaaine  "  uhxs  not  calculated  to  deceive^ 

15  and  set  up  acquiescence  on  the  part  of  the  Plaintiffs.  A  director  of  the  Plaintiff 
Company  J  who  was  catted  as  a  untness^  admitted  that  he  had  known  of  ^^  Qlazine  *' 
for  four  years^^he  would  not  say  it  was  not  five  years, 
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McCaWy  Stevenson^  and  Orr  Ld.  v.  Lee  Bros. 

Held,  t?iat  under  these  circumstances  the  Plaintiffs  had  failed  to  establish 
that  "  Olazine''  was  an  infringement' 0/  the  Tradfi  Mark  ''Glacier''  or  was 
calculated,  to  deceive ;  and  that  that  tlie  Plaintiffs  failed  on  the  merits  and  by 
reason  of  their  delay  in  bringing  the  action.  The  action  was  dismissed  with 
costs,  5 

On  the  13th  of  March  1905  McCaw,  Stevenson,  and  Orr  Ld.  commenced  an 
action  against  Lee  Bros,  for  infringement  of  T;rade.Mark  No.  ,164,241  consiati^g 
of  the  worii'"  Glacier,**'  registered  on  the  14th  of  April  1892  in  ClasB  89  in  respoct 
of  transparent  paper,  stained,  tinted,  or  printed,  as  a  substitnte  for  stained  glass, 
and  also  for  passing  off.  The  relief  claimed  was  as  follows  : — (1)  An  injunction  to  10 
restrain  the  Defendants  and  each  of  them,  their  and  each  of  their  servants  and 
agents,  from  passing  off  or  enabling  or  assisting  others  to  pass  off  any  transparent 
paper  intended  to  be  need  as  a  substitute  for  stained  glass,  and  not  being  of  the 
Plaintiff^'  nwoiufacture  or  merchandiBe,  as  or  for  "Glacier"  transparent  paper 
or  transparent  paper  of  the  Plaintiffs'  manufacture  or  merchandise  ;  (2)  from  15 
selling,  or  offering  or  exposing  or  advertising  for  sale  or  procuring  lo  be  sold 
any  such  transparent  paper  as  aforesaid  under  the  name  "  Glazine,"  or  under 
any  other  name  which  by  reason  of  colourable  resemblance  to  the  name 
of  "Glacier"  or  otherwise  was  calculated  to  represent  or  lead  to  the  belief 
that  such  paper  was  "Glacier"  transparent  paper  or  transparent  paper  of  20 
the  Plaintiffs'  manufacture  or  merchandise ;  and  (3)  from  in  any  manner 
infringing  the  Plaintiffs'  registered  Trade  Mark  No.  164,241,  and  other 
consequential  relief. 

The  Plaintiffs  carried  on  an  old-established  and  extensive  business  as  printers, 
publishers,  and  manufacturing  stationers  in  Belfast  and  London.    The  Defen-  25 
dants  were  fine  art  publishers  in  London.    The  Statement  of  Claim  contained 
the  following  allegations,  those  in  paragraphs  2,  3,  and  4  being  admitted  by  the 
Defence  : — (2)  That  the  Plaintiffs  and  their  predecessors  in  business  had  for 
many  years  past  been  in  the  habit  of  manufacturing  and  selling  on  a  large 
scale  (among  other  articles)  transparent  paper,   stained,  tinted,  printed,  or  30 
otherwise  decorated,  and  intended  to  be  applied  to  windows  as  a  substitute  for 
stained  glass,  and  the  Plaintiffs  and  their  said  predecessors  had  for  many  years 
past  been  in  the  habit  of  distinguishing  such  transparent  paper  of  their  manu- 
facture   by  the  distinctive  name  and  Trade    Mark  "Glacier";    (3)   that  on 
the  J4th  of  April  1892  the  Plaintiffs  applied  for  and  in  due  couriee   they  35 
obtained  registration  of  their  said  Trade  Mark,  and  such  registration  was  then 
standing^  in  the  Plaintiffs'  name  ;  (4)  that  the  Plaintiffs  had  expended  large 
sums  of  money  in  advertising  and  pushing  the  sale  of  the  said  "Glacier" 
transparent  paper  for  window  decoration,  and  by  reason  of  such  expenditure 
and  of  the  merits  of  the  article  itself  and  of  the  distinctiveness  of  the  said  name  40 
and  Trade  Mark  the  Plaintiffs'  said  material  had  obtained  a  large  and  ready 
sale  under  the  name  and  Trade  Mark  i^oresaid,  and  the  said  name  and  Trade 
Mark  "  Glacier  "  had  become  and  was  thoroughly  well  known  as  exclusively 
indicating  that  the  material  to  which  it  was  applied  was  of  the  Plaintiffs' 
mietnufacture  ;  (.1)  that  the  Defendants  were  selling  transparent  paper  intended  45 
for  the  same  purpose  as  the  Plaintiffs'  material  but  very  inferior  thereto  in 
quality  and  cheaper  in  price  under  the  name  "  Glazine  "  ;  that  the  said  name 
"Glacier"  was  frequently  in  practice  spelt  "  Glacine  "  and  " Glazier,"  and  the 
adoption  and  use  by  the  Defendants  of  the  said  word  "  Glazine  "  waia  calculated 
to  deceive  and  must  have  deceived  persons  into  the  belief  that  the  Defendants'  50 
said  material  was  the  Plaintiffs'  material.    The  Statement  of  Claim  also  alleged 
the  intention  of  the  Defendants  to  continue  the  use  of  the  name  "  Glazine,"  and 
of  damage  to  the  Plaintiffs. 

The  Defence  contained  the  admissions  above  referred   to,  and  contained 
paragraphs  stating  as  follows :— (3)  The  Defendants  admitted  that  they  were  55 
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aelling  transparent  paper  intended  for  the  same  purposes  as  the  Plaintiffs* 
material  under  the  name  ^^  Qlazine,"  which  name  had  been  continuously  used 
by  the  Defendants  to  describe  their  transparent  paper  for  the  last  five  years, 
and  which  name  they  were  legally  entitled  to  use  and  in  respect  of  which  name 

5  no  confusion  had  ever  arisen  with  the  Plaintiffs'  goods;  (4)  that,  save  as  in 
the  preceding  paragraph  admitted,  they  denied  each  and  every  of  the  matters 
dleged  in  paragraphs  5^  6,  and  7  of  the  Statement  of  Claim;  (5)  that  the 
Plaintiffs  had  for  the  past  five  years  known  that  the  Defendants  had  been 
selling  their  transparent  paper  under  the  name  ^'  Glazine,*'  and  the  Plaintiffs 

10  had  stood  by  and  acquiesced  in  such  use,  and  if  the  Plaintiffs  ever  had  any 
right  to  restrain  the  Defendants  from  their  use  of  the  said  word,  which  was 
wholly  denied,  the  Plaintiffs  had  lost  such  right  by  reason  of  their  laches  as 
aforesaid  ;  and  (6)  that  the  Defendants  had  not  infringed  the  Plaintiffs*  Trade 
Mark  as  alleged  or  at  all. 

15  Particulars  of  paragraph  5  of  the  Defence  delivered  in  pursuance  of  an  Order 
in  that  behalf  stated  that  the  acquiescence  referred  to  in  paragraph  5  of  the 
Defence  was  implied  from  the  fact  that  the  Plaintiffs  took  no  steps  for  five 
years  to  interfere  with  the  acts  of  the  Defendants  referred  to  in  paragraph  5  ; 
no  overt  act  of  acquiescence  was  intended  to  be  given  in  evidence  by  the 

20  Defendants. 

The  acUon  came  on  for  trial  on  the  27th  of  November  1905. 
IhM  K.C.  and  L.  B.  Sebastian  rinstructed  by  (7.  U.  Fisher)  appeared  for  the 
Plaintiffs  ;  A.  J.  Walter  and  J,  H.  Gray  (instructed  by  R.  W.  Barber  d;  Son) 
appeared  for  the  Defendants. 

2S  Bve  K.C.  opened  the  Plaintiffs*  case,  and,  after  referring  to  the  Pleadings, 
continued  :— The  validity  of  the  registration  of  the  Trade  Mark  is  not  in  dispute,' 
nor  that  the  Plaintiffs  have  acquired  a  reputation  under  the  word  **  Glacier.'* 
In  1893  another  firm  introduced  a  material  of  a  similar  nature  under  the  name 
•' Crystograph."    There  was  subsequently  a  separation  of  the  partners,  and  one 

30  of  them,  Mr.  Lee^  started  selling  something  very  like  Crystograph  as  ^'  Glazine  " 
in  1902,  but  the  Plaintiffs  did  not  know  this  until  1903.  Several  customers  have 
called  the  Plaintiffs*  material  ''Glazier*'  in  verbal  and  written  orders.  The 
issue  transparencies  to  shopkeepers,  for  use  in  their  windows,  with  the  word" 
'^ Glacier"  on  them,  and  the  Plaintiffs  heard  that  one  of  these  shopkeepers' 

35  was  selling  '^  Glazine  *^ ;  but  they  complained  to  him  and  received  an  apology; 
In  1904  Plaintiffs  found  that  certain  other  persons  were  using  the  word 
**  Glacier,"  and  obtained  *skn  undertaking.  A  Scotch  firm  was  using  the 
word  '^Glaeine,"  and  the  Plaintiffs  took  proceedings  to  prevent  the  use  oF 
"Glacine,"    but  failed  on   special  grounds.     The    Plaintiffs    have   received. 

40  inqnirieB  for  "Glazine."  The  Plaintiffs  also  found  that  shopkeepers  were 
selling  *' Glazine"  whilst  advertising  ^^ Glacier"  by  transparencies,  and  they 
found  there  was  some  confusion  in  the  retail  trade  itself.  The  present 
D^ndants  set  up  acquiescence,  but  the  evidence  will  show  that  the  Plaintiffs 
have  taken  steps  in  sevend  cases  where  their  rights  in  the  word  '^  Glacier "  have 

45  been  infringed.    The  Defendants  have  adopted  some  of  the  Plaintiffs'  patterns. 
The  witnesses  called   on  behalf  of   the  Plaintiffs  were  :-^Me^rs.  James 
BoUnson^  one  of  the  directors  of  the    Plaintiff  Company ;    Bradford^   an' 
in0pecu>r  of  agencies  for  the  Plaintiff  Company ;  Milne ;  and  M.  Syer,  a 
merchant  of  wall  papers,  &c.,  at  Peckham. 

50  Bobinmn  in  cross-examination  admitted  that  he  possibly  knew  of  *'  Glazine  '* 
four  years  ago,  he  would  not  say  that  it  was  not  five  years,  and  knev/  that  the 
sellers  were  the  Defendants  shortly  after  hearing  of  it ;  the  Plaintiffs  did  not 
take  proceedings  against  Defendants  before  because  they  did  not  feel  inclined 
to  eall  out  bef dre  tidey  were  hurt. 

55  The  witnesses  called  on  the  part  of  the  Defendants  were  : — Messrs.  Oharles  Lee 
(who  traded  alone  under  the  name  of  Lee  Bros.)  ;  John  Bennett ^  a  wholesale  dealer 
ia  and  manufacturer  of  fie^ney  articles  in  London ;  and  <hH.  Emerson^  a  dealer' 

A  % 
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in  fancy  goods  and  stationery  in  London.  Lee  gave  evidence  of  the  sale  of 
"  Olazine  "  continuously  since  the  Ist  of  February  1900,  and  of  advertisements 
of  it  during  that  period,  in  some  cases  in  the  same  trade  journals  or  magazines 
as  those  in  which  the  advertisement  of  "Glacier"  appeared.  The  other 
witnesses  gave  evidence  of  having  sold  "Olazine"  continuously  from  the  5 
year  1900. 

Walter  summed  up  Ihe  Defendants'  case.— jBrorf/oni  says  he  saw  a  "  Glacier  " 
transparency  in  a  shop  window,  and  was  served  with  "  Glazine,"  but  that  has 
nothing  to  do  with  the  Defendants.  This,  except  one  or  two  cases  of  mis- 
spelling, is  the  whole  evidence  of  confusion.  There  is  no  proof  at  all  of  10 
confusion  or  passing  oflf.  The  Plaintiffs  have  for  four  years  known  of  what 
the  Defendants  have  done  and  are  doing,  and  Mr.  Robinson  said  that  he  did 
not  object  to  the  word  "  Glazine  "  when  he  first  saw  it ;  the  Plaintiffs  only  sue 
when  butdness  competition  affects  them.  There  is  no  evidence  of  deception, 
or  that  "  Glazine  "  is  calculated  to  deceive.  15 

Eve  K.C.  in  reply. — There  are  two  questions — ^first,  whether  the  acts  of  the 
Defendants  are  calculated  to  injure  the  Plaintiffs  by  unfair  competition ; 
secondly,  whether  the  Plaintiffs  have  by  their  conduct  precluded  themselves 
from  succeeding.  The  Defendants  chose  their  name  '*  Glazine  "  well  knowing 
of  the  Plaintiffs*  name  "  Glacier  " ;  and  they  took  a  large  portion  of  that  name.  20 
There  is  some  similarity  also  in  the  patterns  of  their  goods.  The  Defendants 
wanted  to  come  as  near  to  the  Plaintiffs*  name  as  possible.  After  the  Plaintiffs 
knew  of  "  Glazine  "  they  waited  to  see  whether  it  survived  ;  not  until  1903 
had  it  become  worth  considering.  Then  they  sued  any  dishonest  retailer. 
[SwiNPBN  Eady  J.— It  you  had  then  a  right  to  stop  "Glazine,"  why  did  you  25 
not  do  so  ?]  The  evidence  was  not  then  thought  sufficient,  but  in  the  last 
18  months  there  is  another  state  of  things.  [The  evidence  was  referred  to.] 
The  Plaintiffs*  goods  are  sometimes  ordered  as  "  Glazier  '* ;  also  they  have 
received  orders  for  "Glazine,"  or  "Glacine.**  In  order  that  the  Plaintiffs 
should  have  lost  the  right  to  relief  by  acquiescence  something  more  than  delay  30 
is  necessary ;  they  must  have  encouraged  the  Defendants  to  do  something  in 
the  belief  that  the  Plaintiffs  were  not  going  to  complain  of  it.  In  fact  the 
Plaintiffs  took  proceedings  when  opportunities  arose.  Subject  to  not  actually 
encouraging  the  Defendants  and  to  the  period  of  statutory  limitation,  the 
Plaintiffs  are  entitled  to  relief.  [Fullwood  v.  Fulltvood  (L.R.  9  Ch.  D.  178)  35 
was  mentioned.] 

SwiNFBN  Eady  J. — In  this  case  the  Plaintiffs  claim  an  injunction — ^first,  to 
restrain  the  infringement  of  their  Trade  Mark,  which  is  the  word  "Glacier  ** ; 
secondly,  to  restrain  the  Defendants  from  passing  off  their  goods  as  and  for  the 
Plaintiffs*.  In  each  case  what  is  complained  of  is  the  sale  by  the  Defendants  40 
of  a  material  under  the  name  of  "  Glazine.*'  It  is  a  substance  used  for  window 
decoration,  or  by  way  of  advertisement^-a  transparent  substance  pasted  on  or 
against  glass.  It  appears  that  the  Defendants  have  been  selling  this  substance  since 
the  1st  of  February  1900  continuously  and  in  increasing  quantities.  The  first 
invoice  of  it  is  on  the  3lBt  of  January  1900.  The  writ  was  issued  in  March  1905,  45 
so  that  for  five  years  and  upwards  before  the  commencement  of  the  action  the 
Defendants  had  been  selling  the  substance,  and  under  the  name  of  "  Glazine." 
The  Plaintiffs  knew  of  it,  according  to  Mr.  Robinson,  possibly  some  four  years 
ago— he  woald  not  say  that  it  was  not  five  years  ago— or  shortly  after  the  Defen- 
dant started  to  sell  it.  The  Defendants  have  largely  advertised  it  by  many  50 
thousands  or  hundreds  of  thousands  of  printed  circulars,  and  by  advertisements 
in  various  periodicals.  One  of  the  earliest  advertisements  referred  to  is  in 
Morris's  Trade  Journal  under  date  May  the  1st  ISOl,  some  four  years  before  the 
commencement  of  the  action.  In  that  journal  there  appear  on  different  pages 
the  Plaintiffs*  own  advertisements  of  various  goods,  then  an  advertisement  of  55 
Zenith  Window  Decorations,  a  material  of  the  same  nature  as  that  sold  by  the 
Plaintiffs  and  the  Defendants.    Then  there  is  an  advertisement  of  Orystographs, 
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a  material  said  to  be  identical,  or  almost  identical — ^'  Grystographs  to  represent 
'^  stained  glass  windows  ^^ — and  then  on  another  page  of  the  same  advertising 
medinm  appears  the  advertisement  of  Olazine,  **  The  best  and  cheapest  self- 
'*  adhesive  transimrent  window  decoration.  Coloured  Illnstrated  Catalogue  free 
5  *'  on  application.  Sole  Proprietors,  Lee  Bros.^  63  Great  Eastern  Street,  London  " ; 
and  it  has  also  been  advertised  in  various  other  papers.  Mr.  Robinson  said  he 
knew  of  the  sale,  and  he  also  said  that  shortly  after  he  heard  of  this  material. 
^^Olazine,'"  coming  on  the  market  he  also  knew  that  it  was  the  Defendants, 
Lee  Bros.j  who  were  selling  it ;  and  their  names  appear  prominently  in  the 

10  advertisements.  But  no  complaint  was  made  to  the  Defendants  of  this. 
True  it  is  that  in  one  or  two  cases  where  persons  sold  the  Plaintiffs* 
**  Glacier  *'  decoration,  and  also  sold  **  Glazine,*'  some  proceedings  were  taken, 
but  so  far  as  between  the  Plaintiffs  and  the  Defendants  there  was  no 
complaint   whatever  to  the  Defendants  until  shortly  before  the  commence- 

15  ment  of  this  action.  Therefore  the  Defendants  have  been  openly  selling  this 
material,  and  building  up  a  trade — apparently  from  the  evidence  an  increasing 
trade — and  now  after  the  expiration  of  upwards  of  five  years  the  Plaintiffs 
seek  to  restrain  the  Defendants  from  selling.  Why  ?  It  is  said  that  '^  Glazine  '* 
is  likely  to  be  mistaken  for  ''Glacier,*'  and  that -is  an  infringement  of  the 

20  Plaintiffs'  Trade  Mark.  No  single '  case  of  deception  has  in  my  judgment 
been  proved,  although  this  large  and  increasing  sale  has  been  going  on  all  this 
time.  A  letter  was  produced  from  one  W.  G.  Archer .  "  Can  you  supply 
'' '  Glazine  *  window  decoration  ?  If  so,  kindly  state  what  discount  you  can 
^  allow  us,  and  oblige.*'    That  is  sent  from  Mr.  Archer  to  the  Plaintiffs,  but 

25  Mr.  Archer  was  not  buying,  and  the  answer,  obviously  to  a  question  :  ''  Can 
"  you  supply  Glazine  "  ?  would  be  :  "  No,  we  do  not  supply  Glazine,  bqt  we 
''can  supply  Glacier."  I  do  not  see  in  that  application  any  confusion  or  any 
taking  of  one  for  the  other.  Then,  again,  there  was  a  postcard  from  Whiteway 
to  the  Plaintiffs :  "  Please  call  witib  pattern  of  Glazine."    But  it  did  not  appear 

30  that  he  was  deceived ;  he  was  not  called,  and  the  person  who  sent  the  card 
on  to  Mr.  Urquhart  Fisher  was  not  called,  and  I  had  no  evidence  that,  when 
he  said  "Please  call  with  pattern  of  Glakzine"  he  meant  Glacier.  I  have 
had  various  postcards  and  commercial  memoranda  in  which  the  Plaintiffs 
are  referred  to  as  the  Patent  Glazier  Company,  or  the  Glazier  Company — 

35  Glazier  instead  of  Glacier — and  there  are  one  or  two  instances  in  which  the 
word  Glacier  has  been  spelt  with  a  "  z  "  as  if  it  was  Glazier,  but  there  is  no 
evidence  from  which  I  can  gather  that  any  confusion  between  Glazine  and 
Glacier  has  actually  arisen  down  to  the  present  day,  or  that  the  Defendants' 
goods  are  being  passed  off,  or  that  tiie  use  of  the  word  "  Glazine  "  is  calculated 

40  to  allow  them  to  be  passed  off  as  and  for  the  goods  of  the  Plaintiffs.  In  fact, 
it  was  said  that  most  people,  members  of  the  public,  who  come  into  shops  and 
ask  for  material  of  this  kind  ask  for  some  window  decoration,  without  using 
the  names  of  either  the  Plaintiffs'  or  the  Defendants'  goods.  In  these  circum- 
stances I  am  of  opinion  that  the  Plaintiffs  have  failed  to  establish  that  the 

45  word  "Glazine  "  by  itself  is  any  infringement  of  the  Plaintiffs'  registered  Trade 
Mark  "  Glacier  "  ;  or,  secondly,  that  the  use  of  the  woird  "  Glazine  "  is  calcu- 
lated to  enable  other  persons  to  pass  off  the  Defendants'  goods  as  and  for  the 
Plaintiffs'. 
There  was  one  case,  that  of  Davison^  of  29  Cambridge  Place  Paddington, 

50  where  this  occurred.  That  person  had  in  the  shop  window  a  ticket  written  by 
a  sign  writer  of  "  Glacier  Window  Decoration  " — ^that  is  the  Plaintiffs'  prepara- 
tion. An  employe  of  the  Plaintiffs'  entered  the  shop  and  bought  three  sheets, 
for  which  he  paid  \s.  bd.  He  asked  for  three  sheets  of  the  "  Glacier  Window 
"  Decoration,"  and  they  gave  him  something  which  was  not  the  Plaintiffs.'    It 

55  was  said  it  was  probably  the  Defendants',  and  it  may  have  been  the  Def en- 
duits*.  According  to  the  invoice  it  is  "  Two  Sheets  Glaiser,"  but  so  far  as  I 
can  gather  from  the  evidence  that  was  given  the  word  "  Glazine  "  was  not  used 
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in  the  shop,  nor  any  other  word  than  ^^  Qlacier  "  ;  the  Plaintifb*  employe  went 
in  and  aaked  for  Glacier,  and  apparently  something  elae  was  given  to  him, 
whether  this  waB  Crystograph,  or  Ariel,  or  someihing  else.  There  is  not 
'^  Gla^ine  ^^  stamped  on  the  material,  and  from  the  nature  of  the  transaction 
the  goods  actually  sold  might  have  been  Crystograph,  or  Ariel,  or  Zenith,  or  5 
anything  else. .  In  my  opinion  it  was  not  by  reason  of  these  goods  being  called 
^^Glasiine*'  that  the  fraud,  if  fraud  it  was,  was  committed,  and  it  might  have 
been  any  of  the  other  goods  of  a  similar  kind  to  those  of  the  Plaintifite'  that  were 
sold. 

I  think,  therefore,  on  the  evidence,  on  the  merits,  and  by  reason  of  the  delay   10 
in  bringing  their  action  that  the  Plaintiffs  fail,  and  the  action  most  be  dismissed 
with  costs. 


In  the  House  of  Lords. 

Present:  Lord  Macnaghtbn,  Lord  Robertson,  and  Lord  Lindlby. 

November  30th,  1905.  15 

Sandow   Ld.   v.   Szalat. 

Patent, — Action  for  infringemenL — Oonstruction  of  Specification. — Com- 
imrison  with  Provisional  Specijicatiofi. — Issue  of  infringement, — Injunction 
granted  at  trials  but  dissolved  hy  the  Court  of  AppeaL-^Appeal  to  the  HotMe  of 
Lords  allowed,  20 

S.  Ld.^  who  were  the  proprietors  of  a  Patent  granted  to  J.  R.  for  "  Improve- 
"  ments  in  dumb-bells  for  physical  culture  exercises^^^  brought  an  action  for 
infringement  of  t7ie  same  and  of  anotJier  Patent  not  relied  on  ai  Vie  trial.    The 
invefition  consisted  in  a  dumb-bell  f/rmed  in  two  partSy  divided  longitudinally y 
with  springs  between  them.     In  the  Provisional  Specification  the  Patentee  25 
expressly  mentioned  compressed  air  springs.    The  Complete  Specification  omitted 
any  mention  of  them^  but  the  second  Claim  mentioned  resilient  means  of 
expansion  generally.     The  Defendant's  dumb-bell  had  inflated  india-rubber 
balls  between  the  halves  of  the  dumb-bell  at  each  end.     The  Defendant  attacked 
the  validity  of  tlie  Patent  on  various  grounds^  atid  denied  infringement.    It  30 
M?as   held  by  Mr,  Justice  Byrne  at  the  trial  that  the  Sjyecificatian  claimed  a 
combination  ,•  htat  it  was  not  a  claim  for  the  invention  of  mere  details ;  but  thai  it 
embodieda  new  principle  or  idea ;  that  the  Patent  was  valid^  and  that  the  Defendant 
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had  infringed^  and  Judgment  was  piven/or  tJie  Plaintiffs  on  this  Patrnt^a  certifi- 
cafe  of  validity  having  come  in  question  being  granted.  On  appeal  it  was  held 
by  tfie  Court  of  Appeal  (Stirling  LJ,  doubting),  that  on  the  evidence  as  to 
the  state  of  knowledge  no  new  result  ivas  attained  by  the  Patentee,  and  that  the 
5  inference  to  be  drawn  from  i?ie  omission  of  mention  of  air  springs  in  the 
Complete  SpecificcUion  was  that  the  Patentee  did  not  intend  to  claim  tketn,  afid 
that,  on  the  construction  of  the  Specification^  they  were  not  claimed  and  that 
under  the  circumstances  an  air  spring  could  not  be  claimed  as  a  mechanical 
equivalent  for  the  springs  described  in  tJie  Complete  S^iecificaiion.  The  appeai 
10  was  allotved,  with  costs. 

The  Plaintiffs  ajfj^eaied  to  tJie  House  of  Lords. 

Held,  that  the  Patentee  Jiad  sufficiently  ascertained  and  described  the  fiatur& 
of  his  invention,  that  tfie  inference  draum  by  tlie  Court  of  Appeal  from  rt* 
comparison  of  the  Provisional  and  Complete  Speciftaitions  was  not  a  legitimate 
15  one,  and  that  tlie  Patentee  had  not  deliberately  excluded  air  springs  from  his- 
Complete  Specification ;  and  that  the  Defendant  had  infHnged.  The  judgment 
of  Mr.  Justice  Byrne  was  restored,  and  the  appeal  allowed  with  costs. 

SUmer  V.  Todd  {L.R.  i  C.  D.  58)  distinguished. 

This  was  an  action  by  Eugen  Sandow,  Sandow  Ld.,  and  two   licensees, 

20  oommeneed  on  the  29th  of  June  1903,  against  Joseph  Szalay,  to  restrain  the' 
infringement  of  Letters  Patent  (No.  17,855  of  1898)  granted  to  Joseph  Robinson,' 

f    for  "Improvements   in  dumb-bells  for  physical  culture   exercises,"  and  of 
another  Patent  not  relied  upon  at  the  trial. 
The  Provisional  Specification  of  Joseph  Robinson  was  as  follows : — "  My' 

25  "  invention  relates  to  improvements  in  the  construction  of  dumb-bells  and 
"  consists  in  the  application  of  one  or  more  springs  attached  to  the  dumb-belli* 
^  thus  causing  the  dumb-bell  to  require  a  firm  grip  when  held  in  the  hand.  The 
^  firm  grip  of  the  dumb-bell  is  intended  to,  and  does  cause  a  continuous  tension 
"  of  the  muscles  of  the  arms  when  used  for  physical  culture  exercises. 

30      "  My  invention  consists  of  one  or  more  fiat  steel  springs,  steel  spiral  springs, 
", rubber  springs,  or  compressed  air  spi^ings,  or  a  combination  of  these  several' 
"  springs,  attached  to  the  interior,  or  in  the  handle  portion  of  the  dumb-bell  in 
"  such  a  position  and  manner  as  to  cause  the  dumb-bell  to  be  firmly  grasped 
^  when  in  use. 

35      **  My  invention  consists  of  a  dumb-bell  constructed  of  wood,  compressed 
^  pulp,  metal  or  other  suitable  material.    The  usual  method  of  construction  I 
"  adopt  is  to  f orifL  the  dumb-bell  in  two  longitudinal  sections  and  insert  the ' 
'*  steel  or  other  springs  between  the  two  sections  of  the  dumb-bells. 
**  My  invention  may  be  constructed  by  fixing  the  steel  or  other  springs,  by 

40  ^'  screws  or  other  suitable  means  $  a  joint  or  hinge  is  fixed  at  one  end  of  the ' 
^*  inside  of  section,  to  allow  the  dumb-bells  to  open  at  one  end,  the  springs 
^  being  arranged  so  as  to  keep  the  two  sections  apart^  when  not  being  held  in 
"  the  hand.    Two  pieces  of  leather  or  rubber  are  attached  to  the  open  end  of  ' 
"  the  sections  to  prevent  the  springs  extending  the  sections  too  far  apart. 

45      "  The  special  advantage  is  that  by  the  application  of  a  combination  of  springs,  ' 
"  it  causes  a  continuous  tension  of  the  muscles,  thereby  enabling  a  person  using 
.  ^  these  dumb-bells  to  gain  strength  and  health  in  a  much  more  efficient  manner, 
<^and  with  less  exertion,  causing  the  person  to  feel   refreshed  after  such" 
"exercise.'' 
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The  Complete  Specification  was  as  follows: — ^**My  invention  relates  to 
"  improvements  in  dumb-bells,  and  consists  in  the  application  of  one  or  more 
'^  springs  to  the  dumb-bell  so  as  to  cause  the  same  to  require  a  firm  grip  when 
"  held  in  the  hand.  This  firm  grip  of  the  dumb-bell  is  intended  to,  and  does, 
*'  cause  a  continuous  tension  of  the  muscles  of  the  arms,  wrists,  hands,  and  5 
*'  fingers  when  used  for  physical  culture  exercises. 

"  The  invention  consists  principally  in  the  application  of  flat,  curved,  or  spiral 
''  springs,  or  a  combination  of  several  springs,  to  the  interior  or  to  the  handle 
^'  portion  of  the  dumb-bell  in  such  a  position  and  manner,  that  when  in  use  the 
^*  grasp  on  the  handle  will  cause  the  spring  or  springs,  to  be  compressed.  10 

"  The  dumb-bells  may  be  constructed  of  wood,  compressed  pulp,  metal  or 
^  other  suitable  material. 

*^The  manner  in  which  my  invention  is  to  be  performed  or  carried  into 
"  practical  eflEect  will  be  readily  understood  on  reference  to  the  sheet  of 
*'  drawings  hereunto  annexed  and  the  following  explanation  thereof.  15 

"  It  will  be  obvious  that  various  ways  of  giving  this  expansive  action  to  the 
•*  bar  or  handle  may  be  adopted  without  departing  from  the  distinctive  features 
*^  of  my  invention,  but  for  the  sake  of  illustration  I  have  shown  on  the  drawings 
**  various  different  forms  which  the  invention  may  take. 

*<  In  the  modification  shown  at  Fig.  1  the  bar  a  and  the  two  <  bells  '  2r  are  20 
"  divided  into  two  parts  longitudinally,  being  hinged  together  at  c  at  one  end 
*^  and  a  bow  spring  a  fixed  between  the  two  to  keep  the  two  sections  apart  when 
'^  not  being  held  In  the  hand,  the  open  hands  being  prevented  from  being 
*'  extended  too  far  apart  by  a  band  e  of  leather  or  other  suitable  material. 

*'  In  the  modification  shown  partly  in  section  at  Fig.  2,  the  two  sections  are  25 
**  held  together  by  screws /and  are  distended  by  coil  springs  g. 

^'  In  Fig.  3  the  two  sections  are  separated  by  a  bow  spring  d  (as  in  Fig.  1) 
*'  and  are  kept  in  place  by  steady  pins  h  and  are  prevented  from  expanding  too 
<<  much  by  india  rubber  rings  e. 

^'  In  the  modification  shown  in  longitudinal  section  at  Fig.  4  and  transverse  30 
'^  section  at  Fig.  5  the  '  bells '  b  are  hollow  and  are  divided  transversely  instead 
*^  of  longitudinally  they  are  held  together  by  a  screw  /.    The  handle  consists  of 
''  a  series  of  spring  bars  a  bowed  out  in  the  centre,  which  must  be  compressed 
<<  when  the  handle  is  grasped. 

"  The  modification  shown  at  Figs  6  and  7  is  somewhat  similar,  with  the  35 
*'  addition  of  a  spiral  spring  t  inside,  the  tension  of  which  can  be  increased  or 
*♦  diminished  by  turning  the  screw/. 

^^  Figs  8  and  9  resemble  Fig.  2  with  the  exception  that  two  coiled  springs  g 
*'  are  used  at  each  end  instead  of  one  and  the  sections  are  kept  from  expanding 
*'  too  much  by  india  rubber  bands  e,  40 

<<  In-  the  modification  shown  partially  in  section  at  Fig.  10  the  ^  bells  ^  b  are 
^^  made  hollow  with  conical  centres  j  inside,  the  handle  is  made  of  a  series  of 
'<  bars  a  bowed  in  the  centre,  and  with  their  ends  a^  bevelled  to  fit  against  the 
''  cones  inside  the  *  bells.'  The  latter  are  held  together  by  the  screwed  rod  / 
**  and  the  cones  are  forced  inwards  so  as  to  expand  the  handle  by  coiled  45 
'*  springs  g. 

''In   the    modifications    shown    in    partial    sectional   elevation   at  Fig.  11 
'<  and  transverse  section  at  Fig.  12  the  interior  of  each  *  bell  *  b  is  made 
**  in  a  box  form,  and  the  ends  of  the  curved  bars  a  which  form  the  handle 
''  fit  inside  the  same  being  expanded  by  split  circular  springs  k  inside  the  50 
«'  cranked  ends." 

The  Patentee  claimed  : — "  1.  The  improvements  in  dumb-bells  for  physical 
''  culture  exercises  which  consist  in  making  the  handle  or  bar  (which  unites 
''  the  two  bells)  compressible  and  at  the  same  time  resilient  by  means  of  springs, 
<«  so  that  when  in  use  the  grasp  of  the  hands  compresses  tlie  springs,  thus  55 
''  causing  a  continuous  tension  and  play  of  the  muscles  of  the  arms,  wrists  and 
**  hands,  thereby  enabling  a  person  using  these  dumb-bells  to  gain  strength  and 
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"  health  in  a  much  more  efficient  manner,  and  with  lees  exertion  than  with  the 
"  ordinary  dnmb-belle,  in  the  manner  substantially  as  hereinbefore  described. 
"  2.  A  dumb-bell  having  a  handle  consisting  of  two  or  more  parte,  and  resilient 
''means  for  expanding  said  parte,  adapted  to  be  compressed  by  the  hand, 
**  substantially  as  and  for  the  purpose  hereinbefore  described." 


The  Pleadings  so  &r  as  they  related  to  Robinson's  Patent  and  are  material  to  this 
report  were  as  follows — by  their  Statement  of  Claim  the  Plaintiffs  steted 
that  (1)  the  Plaintiffs,  Sandow  Ld.y  were  the  owners  of  the  Patent,  and  that 
Joseph  Robinson^  the  grantee,  was  the  first  and  true  inventor  of  the  invention 

10  described  in  that  Patent;  (2)  that  the  Plaintiffs  Brookes  and  Waldenstrom 
were  licensees  from  Sandow  Ld, ;  (3)  that  the  Defendant  had  infringed  the 
Patent;  (4)  and  that  he  threatened  and  intended  to  continue  such 
infringements.  They  claimed  an  injunction  and  the  usual  consequential 
relief. 

15  By  their  Particulars  of  Breaches  the  Plaintiffs  stated  (1)  the  Defendant  had 
at  various  times  previously  to  the  commencement  of  the  action,  and  subse- 
quently thereto,  infringed  the  Patent  by  making,  selling,  and  making  profitable 
use  of  certain  dumb-bells  and  other  appliances  being  the  same,  or  essentially 
the  same,  as  the  dumb-bells  or  appliances  described  in  and  covered  by  the  above 

20  Specification  and  claimed  by  Claims  1  and  2.  (2)  They  complained  of  the  sale 
by  the  Defendant  of  two  pairs  of  dumb-bells  only  colourably  differing  from 
dumb-bells  described  in  and  covered  by  the  Specification  ;  (3)  of  the  sale  by 
the  Defendant  of  large  numbers  of  such  dumb-bells  to  divers  persons 
whose  names  were  not  known  on  dates  not  fully  known  to  the  Plaintiffs ; 
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(*)  of  the  manufacture  for  sale  and  the  use  of  a  certain  dumb-bell,  which  was 
produced  in  Court  by  the  Defendant.  ^ 

By  his  Defence  the  Defendant,  in  paragraphs  1,  2,  3,  and  4,  traversed  para- 
graj^s  1,  3,  and  4  of  the  Statement  of  CJaim,  and  stated  (5)  that  the  Patent'    . 
wa3  not  Aaw  nor  valid,  f 6r  the  reasons  given  in.  the  Particulars  of  Objections.      '  5* 

By  his  Particulars  of  Objections  the  Defendant  alleged — (1)  The  Defendant 
had  not  infringed  the  Patent ;  (2)  the  alleged  invention  comprised  therein  was 
not  proper  subject-matter  in  that  it  did  not  involve  the  exercise  of  any 
invention  or  ingenuity,  and  did  not  point  out  any  sufficient  improvement ; 
(3)  the  second  claim  was  too  wide  and  too  genenU,  and  comprised  more  than  10 
he  had  (if  anything)  invented  ;  (4)  the  Complete  Specification  was  ambiguous, 
and  did  not  sufficiently  describe  the  materials  or  things  directed  to  be 
used ;  (5)  the  alleged  invention  was  not  new  at  the  date  of  the  Patent  by 
reason  of  prior  publication  and  prior  user.  [Instances  of  prior  user,  manu- 
facture and  publication  were  then  given,  including  ^^ Spencer's  Grip"  and  15 
Salter's  Dynamometer  "  for  which  see  21  R.P.C.  86]  ;  (9)  for  many  years  prior  to 
Robinson's  Patent  it  was  common  knowledge  amongst  athletes  and  in  schools 
of  physical  culture  in  England,  that  tension  and  play  of  the  muscles  of  the 
arms,  wrists  and  hands,  were  produced  by  gripping  steel  springs,  and  such 
method  was  constantly  practised.  Robinson's  alleged  invention  was  only  an  20 
example  of  this  method,  and  did  not  possess  subject-matter  for  valid  Letters 
Patent. 

The  Defendant's  dumb-bell  differed  from  those  shown  in  the  Drawings  to  the 
Complete  Specification  in  having  inflated  rubber  balls  between  the  halves  of  the 
dumb-bell  at  each  end.  25 

The  action  was  tried  by  Mr,  .Justice  Byrnes  who  held  that  the  Patent  embodied 
a  new  principle  or  idea  and  was  valid,  and  had  been  infringed.  Judgment  was 
given  for  the  Plaintiffs  on  Robinson's  Patent,  with  a  certificate  of  validity.* 
The  Defendant  appealed.  The  appeal  was  heard  on  the  22nd,  23rd  and  24th  of 
March  1904,  and  judgments  were  delivered  reversing  the  decision  of  Mr.  30 
Justice  Byrne.  It  was  held  that  the  true  inference  to  be  drawn  from  the  fact 
that  the  Patentee,  after  having  specifically  mentioned  in  his  Provisional  Specifi- 
cation ^^  rubber  springs,  or  compressed  air  springs,"  as  part  of  his  invention,  had 
omitted  to  mention  them  in  his  Complete  Specification,  was  that  the  Patentee 
had  between  the  dates  of  the  Provisional  and  Complete  Specifications  arrived  at  35 
the  conclusion  that  compressed  air  springs  were  not  workiable  in  his  invention 
or  that  he,  at  least,  could  not  so  make  use  of  them,  and  that  he  had  deliberately 
excluded  "  air-springa  "  from  and  did  not  claim  them  in  his  Complete  Specifica- 
tion, and  that  the  Defendant  had  not  infringed;  and  also,  by  Lords  Justices 
Vatig?ian  Williams  and  Cozens-Hardy^  that  having  regard  to  certain  of  the  40 
evidence  as  to  the  state  of  knowledge  at  the  date  of  the  Patent  the  Patentee  had 
not  achieved  a  new  and  unknown  result.  Lord  Justice  Stirling  expressed  some 
dbubt  as  to  that, being  the  true  view  of  the  evidence.  The  appeal  was  allowed 
afad  the  action  dismissed  with  costs.!  The  Plaintiffs  appealed  to  the  House  of 
Lords.  45 

T.  TerreU  K.C.,  A.  J.  Walter  and  (7.  Terrell  (instructed  by  (7.  B.  Lewis) 
appeared  for  the  Appellants ;  P.  H,  Vale  Nicolas  (instructed  by  Weldon  and 
Jadtvards^  appeared  for  the  Respondent. 

Tetreli  K.C.,  and  W'alter^  for  the  Appellants. — The  question  here  is  one  of 
construction  of  the  Specification.  The  Court  of  Appeal  held  that  because  the  50 
Patentee  had  specifically  mentioned  "  rubber  and  compressed  air  springs  "  in  his 
Provisional  Specification  and  had  omitted  to  mention  them  in  the  Complete  Speci- 
fication, he  had  therefore  abandoned  them.  We  submit  that  the  Provisional 
Specification  cannot  be  read  in  construing  the  Complete  Specification.  Here, 
the  Provisional  Specification  was  drawn  by  the  Patentee  himself ;  the  Patent  55 

♦  21  tt.P.O.  88.  t  21  E.P.O.  888. 


Vbl.  Xlltl;,  No.  1.]  -  AND  TRMfSL  If  ARK  OASES.' '  Tt 

Sandow  Ld,  v.  Szalay, 


Agent  v?ho  drew  up  the  Complete  Specification  has  not  narrowed,  bnt  expanded, 
the  intention  of  the  Provisional.  There  is  no  case  in  which  it  is  laid  down  that, 
if  all  the  means  for  carrying  ont  an  invention  are  not  described,  those  that  are 
not  so  described  have  been  abandoned.  Lord  Justice  Oozens-Hardy  entirely 
5  misunderstood  the  nature  of  this  invention.  He  assumed  that  the  essence  of  it 
lay,  not  in  the  combination  of  springs  with  a  dumb-bell,  but  in  the  description 
of  the  material  of  which  those  springs  should  be  made.  The  question  is, — what 
is  the  real  nature  of  the  invention  ?  Does  it  depend  on  the  material  of  which . 
the  springs  are  made,  or  does  it  consist  in  dividing  a  dumb-bell  into  two  parts 

10  and  separating  them  by  resilient  means  ?    [LORD  Robertson. — I  suppose,  the 
invention  lies  in  the  first  lines  of  the  Specification.    That  does  not  seem 
to  have  been  commented  On  by  any  of  the  learned  Judges.]     It  was  not.  * 
None  of  the  Lords  Justices  dealt  with  the  passage  at  the  commencement 
of  the  Specification,  or  with  the  second  Claim.    We  submit  that  had  they 

15  given  proper  weight  to  those  passages  and  to  the  words  in  the  Complete  Speci- 
fication— "  It  win  be  obvious  that  various  ways  of  giving  this  expansive  action 
^  to  the  bar  or  handle  may  be  adopted  without  departing  from  the  distinctive 
**  features  of  my  invention," — ^they  would  have  come  to  a  different  conclusion. 
[Lord  Lindlby. — Have  you  the  case  of  Stoner  v.  Toddy*  which  was  referred 

20  to  by  L.J.  Vaugftan  WtUiams7]  Yes;  the  head-note  is: — "A  Provisional 
•*  Specification  is  not,  in  general,  intended  to  give  a  complete  description 
•*  of  an  invention  to  the  public,  but  only  to  protect  the  inventor  until  the 
**  description  is  perfected  in  the  final  Specification.  Where  a  provisional  Speci- 
^  fioaition  contained  an  incomplete  description,  part  of  which  was  omitted  in  the  , 

25  "  final  Specification : — Heldj  that  there  was  no  prior  publication  of  the  part 
*^  omitted,  so  as  to  vitiate  a  subsequent  Patent  of  a  similar  invention  on  the 
"  ground  of  want  of  novelty."  That  case  was  under  the  Act  of  1854,  and  the 
consideration  is  entirely  different.  The  argument  there  was  that  if  part  of  an 
inventioti  is  found  to  be  described  in  the  Provisional  Specification,  and  omitted 

30  in  the  Complete,  that  part  of  the  invention  has  been  dropped  out.  Jessel^  M.R., 
said  : — **  When  we  find  in  the  final  Specification  that,  in  the  description  of  one 
^  of  the  subordinate  matters  of  the  invention,  one  of  the  details  has  been 
^*  abandoned,  that  is  a  notification  to  the  public  that  the  inventor  could  not 
'*  work  it,  or  thought  it  useless,  and  has  consequently  omitted  it  altogether." 

35  l%at  is  the  passage  upon  which  the  Respondent  relies.  With  regard  to  that, 
we  submit  that  since  1883  the  Provisional  Specification  ought  only  to  be  read 
n  cases  of  disconformity.  The  same  invention  must  be  found  in  both  Speci- 
fications. In  this  case  the  language  is  not  language  of  disclaimer ;  the  Patentee 
it  is  true,  has  left  out  the  words  "  air  "  and  "  rubber,"  but  he  has  also  left  out  the 

40  word  >*  steel."  As  to  the  evidence  of  Mr.  Freeman^  given  in  the  Court  of  first 
instance  and  commented  on  in  the  Court  below,  L.J.  Stirling  was  of  opinion 
that  if  that  evidence  showed  that  there  was  in  use  at  the  date  of  the  Patent,  an 
instrument  known  as  Spencer* s  Oripy  which  was  in  fact  used  at  once  for  the 
purpose  of  a  dumb-bell,  and  also  for  the  purpose  of  giving  strength  to  the  muscles 

45  of  the  fore-arm,  and  of  the  wrist,  hands  and  fingers,  there  would  be  a  very  ' 
niaterial  difference  in  the  principle  which  ought  to  be  applied  to  the  construction 
of  the  Specification.    The  learned  Lord  Justice  did  not  think  that  that  was  the 
true  view  of  tho  evidence,  but  said  that  it  would  be  unbecoming  of '  him  to 
differ  from  his  brethren.    Apart  from  that  question  he  agreed  wiSi  the  judg- 

50  ment  of  Mr.  Justice  Byi*ne.  We  submit  that  the  judgment  of  Ix)rd  Justice 
SUrling  is  a  judgment  in  our  favour.  [LORD  Maonaghten  : — You  say  that 
on  the  evidence,  Spencer'* 8  Ghrip  was  not  used  as  a  dumb-bell?]  Yes;  but 
sorely  that  is  a  point  upon  which  the  Court  should  form  its  own  judgment ; 
evidence  is   not    necessary.      Even   assuming  that    the   witness   Freeman^s 


♦  L.R.  4  0.  D.  68. 
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evidence  was  in  effect  that  which  Lords  Justices  VattglMti  WUliaDis  and  Cozens 
Hardy  took  it  to  be— which  is  by  no  means  admitted — ^it  does  not  affect  the 
question  of  infringement  or  of  the  construction  of  the  Specification.  There  is 
no  question  here  of  the  validity  of  the  Patent;  no  suggestion  of  anticipation. 
The  Appellants*  Claim  is  for  a  particular  apparatus  and  nothing  more.  We  5 
submit  that  all  the  Patentee  had  to  do  was  to  describe  the  nature  of  his  invention 
and  not  the  details  of  every  method  by  which  it  could  be  carried  out. 

Nicolas  for  the  Respondent : — It  must  be  ascertained  what  is  the  invention. 
Throughout  the  Specification  the  word  ^'  springs  **  is  used,  and  it  is  submitted  that 
the  word  there  means  metal  springs  or  springs  of  a  solid  nature ;  the  context  implies  10 
so.  All  the  springs  shown  in  the  Drawings  attached  to  the  Specification  are  of  such 
a  kind  and  the  evidence  of  the  Appellants  own  witness  supports  this  view.    The 
Provisional  Specification  included  the  words  "  rubber  springs  or  compressed  air 
springs "  as  part  of  the  Patentee's  invention,  but  those  words  were  omitted  in 
the  Complete  Specification,  and  it  is  submitted  that  such  omission  constituted  15 
a  notification  to  the  public  that  the  Patentee  had  abandoned  that  part  of  his 
invention,  and  did  not  intend  to  claim  it.    (Stoner  v.  Todd  L.R.  4  C.  D.  58 ; 
Penn  v.  Bibby,  L.R.  2  Ch.  127).    With  regard  to  Claim  2  of  the  Specification, 
unless  the  words  *'  resilient  means  *'  include  all  kinds  of  resilient  means^  they 
do  not  cover  the  pneumatic  cushions  used  by  the  Respondent  in  the  manu-  20 
facture  of  his  dumb-bell.    If  Claim  2  does  in  fact  claim  every  kind  of  resilient 
means,  then   it  is  a  claim  to  a  principle,  and  as  such  is  bad  (AtUonuUic 
Weighing  Machine  Go.  v.  Knight  6  R.P.C.  297).      In  that  case,  at  page  308, 
OotUm  L.J.  said  :  '*  A  Patent  for  a  principle,  in  one  sense  of  the  word,  cannot 
"  of  course  be  taken  out."    And  in  the  case  of  NeiUon  v.  Harford  (1  Webster,  25 
295)  Baron  Alderaon  at  page  355,  said  :  "  If  you  claim  every  diape,  you  claim 
^  a  principle.    There  is  no  difference  between  a  principle  ta  be  carried  into 
"  effect  in  any  way  you  will,  and  claiming  the  principle  itself."    Regard  must 
also  be  had  to  the  existing  state  of  knowledge  as  to  physical  culture  appliances 
at  the  date  of  the  Patent.    Dumb-bells  of  all  shapes  and  sizes  had  been  known  30 
for  hundreds  of  years,  and,  since  1848  at  least,  as  proved  in  evidence,  the 
controlling  of  the  force  of  a  spring  or  springs  had  been  known  as  a  means  of 
developing   and    exercising   the   muscles.       Various    appliances    have    been 
mentioned,  including  Salter's   Dynamometer  and   Spencer's  Grip,  and  it  is 
contended  that  the  Patentee's  invention  simply  embodies  the  same  principle  as  35 
is  exemplified  ii^  Spencer's  Grip,  and  achieves  no  new  or  unknown  result. 
Fig.  1  of  the  Drawings  to  Rohinson^s  Specification  is  substantially  the  same 
thing  as  Spencer's  Grip.      [Lord  Ltndlbt  :   The  logical  conclusion  of  your 
argument  is,  that  Robinson's  Patent  is  bad.]    No,  I  only  say  that  the  Patentee's 
invention  being  a  combination  of  two  devices,  both  of  them  known  before,  and  40 
not    achieving    any    new    result,    his    Specification    is    not    entitled    to    a 
wide  but  a  narrow  construction.    [LORD  Magnaghtbn  :  You  have  not  dealt 
with  Claim  2.]     If  it  is  a  claim  to  every  kind  of  resilient  means,  it  is  a  claim  to 
a  principle.    With  regard  to  the  alleged  infringement,  the  question  is  whether 
the  Defendant  has  merely  substituted  a  mechanical  equivsJent  for  tUe  metal  45 
springs  used  by  the  Appellants  in  their    dumb-bell.      But  the  doctrine  of 
mechanical  equivalents  does  not  apply  to  an  invention  producing  no  new  result 
{Ticket  Punch   Register  Co.    Ld.    v.    CoUey's   Patents  Ld.  12  R.P.O.    171; 
Brooks  V.  Lamplugh  16  R.P.C.   41 ;   TweedcUe  v.   Ashworth  9  R.P.C.  121). 
[Counsel  also  referred  to  Proctor  v.  Bennis  4  R.P.C.  333,  and  Curtis  v.  Piatt  L.R.  50 
3  Ch.  D.  135n.]    Moreover,  a  mechanical  equivalent  to  constitute  an  infringement 
must  have  been  known  as  such  at  the  date  of  the  Patent  {Nobel's  Explosives 
Co.  Ld.  V.  Anderson  12  R.P.C.  164 ;     Ununn  v.  Heath  2  Webst.  236).     A 
Patentee  is  bound  to  disclose  the  best  and  cheapest  way  he  knows  for  carrying 
out  his  invention.    It  has  been  proved  in  evidence  that  the  Respondent's  dumb-  55 
bell  is  cheaper,  more  easily  repaired,  and  has  a  better  resilience  than  that  of  the 
Appellants.    If,  therefore,  the  Patentee  knew  of  the  Respondent's  method  of 
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making  this  apparatUB  at  the  time  he  made  his  claim,  the  question  arises— has 
he  •*  particnlarly  described  and  ascertained  the  nature  of  his  invention/*  in 
accordance  with  Section  5  of  the  Patents  Act,  1883  ?  If  he  did  not  know  of  it, 
then  he  has  claimed  something  which  he  did  not  invent  (Tetley  v.  Boston 
5  Macrory  76  ;  Wood  v.  Zimmer  1  Webst.  82n).  It  is  submitted  that  the  Court 
of  Appeal  was  right  in  holding  that  the  Respondent's  dumb-bell,  which  is 
alleged  to  be  an  infringement  of  Bobinson^s  Patent,  is  an  invention  which  is  not 
only  not  described  and  not  claimed  in  the  Specification,  but  has  been 
deliberately  excluded  and  abandoiied  by  the  Patentee  himself. 

10      Counsel  for  the  Appellants  were  not  called  upon  to  reply. 

Lord  Maonaghte^. — My  Lords,  this    case  has   been  argued  very  fully 
and  very  ably  by  Mr.  Nicolas^  but  I  do  not  think  any  of  your  Lordships 
entertain  any  doubt  about  it. 
The  question  comes  to  a  very  short  point.    The  validity  of  Mr.  Robinson's 

15  Patent  is  not  disputed — it  io  admitted  that  it  has  not  been  anticipated.    What 

•  Mr.  Robinson  tells  a  workman  to  do  is  this  :  "You  are  to  take  a  dumb-bell  and 

^  split  it  into  two  and  insert  between  the  two  halves  some  spring  or  some 

"  sabstance  in  the  nature  of  a  spring  which  is  capable  of  being  compressed 

*'  by  the  grasp  of  the  hand  and  then  is  capable  of  resuming  its  original  position 

20  ^  or  shape  after  the  grasp  of  the  hand  is  relaxed."  That  is  substantially  what 
Lord  Justice  Stirling  said.  He  said  :  "  Speaking  broadly,  the  improvement 
^'  which  is  claimed  by  the  Patent  is  a  combination  of  a  dumb-bell  with  a 
"  spring,  the  dumb-bell  being  an  ordinary  dumb-bell  divided  into  halves, 
"  with  a  spring  placed  between  the  halves  in  such  a  way  as  to  cause,  as  the 

25  "  Patentee  states  in  his  Specification,  a  continuous  tension  of  the  muscles  of  the 
*'  arms,  wrists,  and  hands." 

What  the  Respondent  has  done  is  this — he  has  inserted,  in  the  place  of 
metal  springs,  two  India  rubber  balls  between  the  two  split  bells ;  and  the . 
question  is  merely — Is  that  an  infringement  of  the  Appellants*  Patent  ?    Now 

30  tiie  Patentee  says :  "  My  invention  relates  to  improvements  in  dumb-bells, 
"  and  consists  in  the  application  of  one  or  more  springs  to  the  dumb-bell,  so  as  to 
"  cause  the  same  to  require  a  firm  grip  when  held  in  the  hand.  This  firm  grip 
"  of  the  dumb- bell  is  intended  to,  and  does,  cause  a  continuous  tension  of  the 
"  muscles  of  the  arms,  wrists,  hands,  and  fingers  when  used  for  physical  culture 

35  **  exercises.  The  invention  consists  principally  in  the  application  of  flat,  curved, 
^  or  spiral  springs,  or  a  combination  of  several  springs,  to  the  interior  or  to  the 
^  handle  portion  of  the  dumb-bell  in  such  a  position  and  manner  that  when  in  use 
^  the  grasp  on  the  handle  will  cause  the  spring  or  springs  to  be  compressed.  The 
"^  dumb-bells  may  be  constructed  of  wood,  compressed  pulp,  metal  or  other 

40  "  ffaitable  material.  The  manner  in  which  my  invention  is^to  be  performed  or 
**  carried  into  practical  effect  will  be  readily  understood  on  reference  to  the  sheet 
^  of  drawings  hereunto  annexed  and  the  following  explanation  thereof.*'  Then 
he  goes  on  to  say  :  "  It  will  be  obvious  that  various  ways  of  giving  this  expan- 
^  sive  action  to  the  bar  or  handle  may  be  adopted  without  departing  from  the 

45  ^^  distinctive  features  of  my  invention,  but  for  the  sake  of  illustration  I  have 
^  shown  on  the  drawings  various  different  forms  which  the  invention  may 
"take." 

Then  his  claim  is  divided  into  two  :  ^'  (1)  The  improvements  in  dumb-bells 
^  for  physical  culture  exercises  which  consist  in  making  the  handle  or  hsLT 
50  "  (which  unites  the  two  bells)  compressible  and  at  the  same  time  resilient  by 
**  means  of  springs,  so  that  when  in  use  the  grasp  of  the  hand  compresses  the 
"  springs,  thus  causing  a  continuous  tension  and  play  of  the  muscles  of  the 
"  arms,  wrists,  and  hands,  thereby  enabling  a  person  using  these  dumb-bells  to 
"  gain  strength  and  health  in  a  much  more  efBcient  manner  and  with  less 
55  "  exertion  than  with  the  ordinary  dumb-bells  in  the  manner  substantially  as 
**  hereinbefore  described."  And  *'  (2)  A  dumb-bell  having  a  handle  consisting 
of  two  or  more  parts  and  resilieQt  means  for  expanding  said  parts  adapted 
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"  to  be  compressed  by  the  hand,  sabstantially  as  and  for  the  poirpose  herein* 
"  before  described." 

My  Lords,  when  the  case  came  before  Mr.  Justice  Byrne  he  took  time  to 
consider  it,  and  he  delivered  a  judgment  in  which  I  venture  to  say  I  think  your 
lordships  will  all  agree.    He  dealt  with  the  Specification  and  with  the  second  b 
Claim ;  and  in  the  result  he  came  to  this  conclusion :  ^^  In  my  judgment  the 
'^  Defendant  has  taken  the  essence  and  substance  of  the  I^laintiff^s  invention, 

and,  as  used  in  practice,  apart  from  some  immaterial  differences,  has  only 

substituted  one  kind  of  spring  for  another.*^ 

My  Lords,  the  learned  Lords  Justices— at  least  two  of  them,  Lord  Justice  10 
Vaughan  Williams  and  Lord  Justice  Cozens  flaniy— took  a  very  different 
view  of  the  case.  They  rested  their  Judgment,  reversing  that  of  Mr.  Justice 
ByrnCy  principally  upon  two  grounds.  First,  that  the  Patentee  had  deliberately 
excluded  air-springs ;  and,  secondly  (I  do  not  quite  follow  this  part  of  their 
Judgment),  they  drew  a  conclusion,  from  the  evidence  of  one  of  the  witnesses,  15 
Mr.  Freeman^  with  regard  to  what  was  called  '*  8pencer*s  Grip,"  that  the  same 
thing  had  really  been  done  before.  In  regard  to  the  latter  point  I  entirely  agree 
with  Mr.  Justice  Byrne  that  it  is  absurd  to  call  "  Spencer's  Grip  "  a  dumb-bell. 
It  is  not  like  a  dumb-bell  and  it  was  not  used  for  the  purposes  of  a  dumb-bell. 
With  regard  to  the  other  question,  as  to  whether  the  Patentee  had  deliberately  2Q 
excluded  air-cushior.s  or  air-springs,  the  learned  Lords  Justices  pointed  out  that 
in  the  Complete  Specification  the  words  "  rubber  springs  "  or  "  compressed  #ir 
''  springs "  rlid  not  appear ;  but  they  left  out  of  consideration  altogether  the 
second  Claim  with  which  Mr.  Justice  Byrne  dealt ;  they  took  no  notice  of  that 
whatever.  Mr.  Justice  Byrne  put  it  in  this  way — he  said,  "I  do  not  tliink  25 
*^  that  the  second  Claim  is  too  wide  or  general,  nor  do  I  think  it  comprises  more- 
^^  than  the  inventor  has  invented.  It  defines  a  combination  with  one  handle 
^\  consisting  of  two  or  more  parts  with  resilient  means  for  expanding  the  parts 
^'  adapted  to  he  compressed  by  the  hand  substantially  as  and  for  the  purpose 
'*  hereinbefore  described."  Then  he  said  :  ^'  I  find  no  ambiguity  in  the  Speci-.  30: 
''  fication  beyond  the  point  as  to  material  which  I  have  dealt  with,  nor  do  I 
*^  think  that  it  does  not  sufficiently  describe  materials  or  things  therein  directed 
'*  to  be  used."  Then  he  went  on  to  say  :  '^  So  long  as  expansive  action  is  given 
^\  to  the  bar  or  handle  by  means  of  springs  which  will  give  such  action,  the 
"  material  or  shape  of  the  springs  is  unimportant."  35. 

,  My  Lords,  I  venture  to  think  that  that  is  perfectly  correct  and  I  must  protest 
against  the  proposition  which  was  in  effect  laid  down  by  the  learned  Lords 
Justices  that  you  are  to  compare  the  Complete  Specification  with  the  Provisional 
Specification,  and  if  3'ou  find  something  dropped  out  you  are  to  oome  to  the 
conclusion  that  it  has  been  deliberately  abandoned.    I  think  that  is  not  paying  40 
due  attention  to  what  the  office  and  purpose  of  the  Provisional  Specification  is. 
The  purpose  of  the  Provisional  Specification  is  to  ascertain  and  describe  the 
nature  of  the  invention.    But  the  Complete  Specification  must  ascertain  and 
particularly  describe  the  nature  of  the  invention  and  also  in  what  manner  it  is  - 
to  be  carried  into  execution.     My  Lords,  I  think  that  in  this  case  in  the  Complete  45 
Specification   the  Patentee  has  ascertained  and  described  the  nature  of  the 
invention  and  sufficiently  pointed  out  how  it  is  to  be  carried  into  execution, 
and  I  think  that  the  Defendant,  the  Respondent  in  this  case,  has  infringed  the 
Patent. 

Therefore,  my  Lo;rds,  I  move  that  the  appeal  be  allowed  and  the  Judgment  50 
of  Mr.  Justice  Byrne  restored. 

Lord  Robertson. — My  Lords,  I  am  entirely  of  the  same  opinion.    As  we  • 
a^e  reversing  the  Judgment  of  the  Court  of  Appeal,  I  shall  slate  the  view  which 
I  ts^ke  of  the  Specification,  although  it  is  entirely  in  accordance  with  that 
expressed  by  my  noble  and  learned  friend  on  the  Woolsack.  55 

'It  appears  to  me  that  the  scheme  of  the  Complete  Specification  is  different 
fi^m  t][ie  schema  of  the  Provisional  Specifipation  chiefly  in  this  sense;  it  is 
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mora  ambiiious  and  logical,  it  goes  more  on  the  lines  of  first  laying  down  th^ 
principle  and.  the  main  substance  of  the  Specification  ;  then  branching  out  intp 
the  subordinate  lines  of  the  description  which  relate  to  eflfectuating  the  invention ; 
and  then  finally  the  Claims,  the  second  of  which  requires  special  attention, 
i  relate  hack  to  the  varioua  means  indicated,  but  also  to  the  general  and 
initial  statement  of.  the  invention.  The  words  which  I  refer  to  a^ 
the  initial  statement  are  those  of  the  first  paragraph  of  the  Complete 
Specification.  The  Specification  proceeds  in  the  three  following  paragraphs  to 
describe  certain  various  kinds  of  springs ;  but  your  Lordships  will  observe  that 

10  in  the  initial  statement  it  is  the  application  of  ''springs"  to  the  dumb-bell 
which  is  said  to  be  the  invention  which  is  claimed.  Now,  the  writer  of  the 
Complete  Specification,  I  think  very  justly,  after  he  has  mentioned  his  .flat, 
curved,  and  spiral  springs,  says  :  "  It  will  be  obvious  that  various  ways  of  giving 
*'  this  expansive  action  to  the  bar  or  handle  may  be  adopted  without  departing 

15  "  from  the  distinctive  features  of  my  intention."  And  it,  is  very  remarkable 
that  in  truth  and  in  fact  there  was  extant  at  this  time,  in  the  mind  of  this 
same  inventor,  this  plan  which  is  now  in  question  that  is— compressible  air 
springs— so  that  it  is  difficult  to  see,  except  for  the  purpose  of  a  very  ingenious 
argument,  how  it  can  be  pretended  that  this  is  a  case  where  a  man  who  had 

20  put  forward  what  aftei*  all  is  a  very  small  afifeir— for  we  are  dealing  here  with  a 
very  small  affair— that  is  the  substitution  of  india-rubber  or  compressed  air 
springs  for  metal  springs,  and  who  actually  had  that  in  his  mind,  discards  it  on 
the  ground  that  there  was  som^  mysterious  reason  that  no  one  can  suggest 
which  rendered  that  very  obvious  proceeding  impracticable. 

25  My  Lords,  I  agree  with  all  your  Lordships  that  it  is  not  legitimate  in  dealing, 
now,  under  the  Act  of  1883,  with  a  Complete  Specification,  to  trip  up  the 
Complete  Specification  by  a  comparison  ^ith  the  Provisional  Specification^ 
The  Complete  Specification  is  the  authoritative,  as  in  this  case  it  is  the  best,  most 
logical,  and  clearest  exposition  of  the  invention,  and  it  is  not  legitimate  to  say  that, 

30  merely  because  in  a  cruder  or  more  empirical  form  the  Provisional  Specification 
has  descended  to  minute  particulars,  you  are  to  infer  that  therefore  those 
minute  particulars  are  abandoned  and  handed  over  to  the  public,  although 
they  legitimately  fall  within  the  sufficiently  specific  though  general  words  of 
the  description  in  the  Complete  Specification. 

35  My  Lords,  I  mention  all  that  because  it  is  a  very  remarkable  fact  that  these 
passages  of  the  Complete  Specification  which  I  refer  to— the  initial  paragraph 
and  the  second  Claim — are  not  mentioned  or  discussed  in  the  Judgments 
which  we  have  under  review.  It  seems  to  me  that  that  consideration  greatly 
diminishes  the  weight  of  the  Judgments  under  review; 

4Q  My  Lords,!  will  only  add  this:  I  cannot  help  thinking  that  much  of  the 
very  ingenious  and  careful  argument  of  Mr.  Nicolas  has  been  directed  to  an 
issue  which  is  not  before  us.  He  is  perfectly  ri^ht  in  saying  that  in  reading 
a  Specification  you  are  to  take  into  account  the  existing  state  of  knowledge  on 
that  branch  of  the  invention  ;  but  at  the  same  time,  if  his  argument' is  good  for 

45  anything,  it  seems  to  me  that  it  strikes  at  the  validity  of  this  Patent.  That 
question,  fortunately,  is  not  before  the  House,  and  indeed,  the  allegation 
of  invalidity  has  been  formally  abandoned.  We  are  now  dealing  with  a 
question  purely  of  infringement,  and  upon  that  issue  I  think  the  reasoning 
of  Mr.  Justice  Byrne  is  preferable  to  that  of  the  Court  of  Appeal. 

50      LOBD  LiNDLBY. — My  Lords,  I  am  entirely  of  the  same  opinion. 

If  you  look  at  the  C<Hn}dete  Specification  to  see  what  the  nature  of  the 
invention  is  and  the  mode  of  carrying  it  out,  and  you  look  no  further,  the  case 
appears  to  me  to  be  absolutely  unarguable,  unless  you  are  ,to  assume  such 
intense  ignorance  on  the  part  of  all  the  Judges  and  the  Lords  of  Appeal  as  not 

55  to  know  that  there  is  such  a  thing  as  an  air-spring  which  does  not  happen  to 
be  mentioned  in  the  Complete  Specification.  To  what  extent  common  know- 
ledge is  to  be  attributed  to  us  I  do  not  know,  but  I  rather  protest  against  the 
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view  that  we  never  heard  of  air-springB,  and  that  we  want  an  expert  to  tell  na 
that  an  air-epring  is  something  that  can  work  more  or  less  like  other  springs. 
Therefore,  if  you  look  at  it  so,  you  have  got,  to  my  mind,  a  plain  case  for  the 
Plaintiffs. 

But  then,  my  Lords,  it  is  said,  and  this  is  really  all  that  can  be  said  on  behalf  5 
of  the  Respondent — ^if  you  look  out  of   tiie  Complete  Specification  to  the 
Provisional  Specification  you  will  find  certain  things,  and  amongst  them  air- 
springs,  mentioned  in  the  Provisional  Specification  which  you  do  not  find 
mentioned  in  the  Complete  Specification.    That  is  true.  What  is  the  inference  ? 
The  Court  of  Appeal  have  inferred  from  that,  that  Mr.  Bobinson,  the  Patentee,  10 
who  has  not  been  called,  had  found  out  that  an  air-mring  would  not  do,  and 
so  he  intentionally  dropped  it  out  of  his  Complete  fi^fiecification.    With  great 
deference  to  the  learned  Lords  Justices,  I  see  no  justification  at  all  for  any  such 
inference.    The  inference  which  I  draw,  knowing  nothing  of  the  facts  except  so 
far  as  they  are  disclosed  in  the  evidence,  is  this — that  the  Complete  Specification  15 
was  prepared  by  a  skilled  draftsman,  who  used  more  general  terms,  not  to 
exclude  air-springs,  but  to  include  them,  and  to  include  any  other  spring  which 
had  not  been  thought  of.    And  the  mere  fact  that  you  find  in  the  Complete 
Specification  a  similar  omission  of  the  word  **  steel,"  and  I  think  also  of  the  word 
*'  rubber,*'  and  another  word, — seems  to  me  to  point  to  that  being  the  true  20 
conclusion.    But  I  confess  I  differ  entirely  from  the  conclusion  arrived  at  by 
the  Court  of  Appeal,  that  there  was  anything  approaching  to  a  disclaimer  or 
any  evidence  that  warrants  us  in  holding  that  there  was. 

With  reference  to  the  case,  referred  to  by  Lord  Justice  Vaughan  Williams^ 
of  Stoner  v.  Todd  (in  the  4th  Chancery  Division)  which  occurred  to  me  for  a  85 
moment  as  having  some  bearing  upon  this  matter,  I  think  the  right  answer  was 
given  by  Mr.  Waltef"  that  it  turned  not  upon  the  details,  not  upon  the  method 
of  carrying  out  the  invention,  but  upon  a  limitation  of  the  invention  itself. 
That  is  quite  another  matter.  I  quite  follow  the  decision  in  Stoner  v.  Toddj 
but  it  appears  to  me  that  the  passage  which  was  relied  upon  in  the  Judgment  30 
there,  of  the  late  Master  of  the  Rolls,  Sir  George  Jessel,  when  understood, 
does  not  create  any  difficulty. 

The  conclusion  at  which  therefore  I  have  arrived  is  this,  that  Mr.  Justice 
Byrne  took  the  true  view,  and  I  think  Lord  Justice  Stirling  obviously  took  the 
true  view,  but  he  shrunk  from  differing  from  the  other  two  Lords  Justices  upon  35 
the  effect  of  Freeman^s  evidence.  FreemarCe  evidence,  to  my  mind,  comes  to 
nothing  at  all  except  this,  that  he  admits  under  pressure  that  '*  Spencer^s  Orip  *' 
and  other  forms  of  grips  were  not  dumb-bells,  and  I  attach  no  importance  to  it 
whatever. 

My  Lords,  I  am  very  clearly  of  opinion  that  this  appeal  ought  to  be  allowed   40 
and  Mr.  Justice  Byr^ie*s  Judgment  restored. 

The  Order  appealed  from  was  reversed  and  the  Order  of  Mr.  Justice  Byrne 
was  restored  with  costs  both  in  the  House  of  l^ords  and  below. 
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In  the  High  Court  op  Justice.— :Ohancbry  Division. 

Before  Mr.  Justice  Farwell. 

June  30fch,  1905. 

Vernon  k  Sons  v.  Buchanan's  Flour  Mills  Ld. 

5  "  Passing-offy — Action  for  infringement  of  a  Patent  and  to  restrain  the  use 
of  a  kthelj  alleged  to  infringe  a  registered  Trade  Mark  and  also  to  constitute 
^passing-off.''^ — Defendants'  submitting  before  trial  to  iiyunctidh  restraining 
the  further  use  of  the  labels  complained  of  or  otherwise  infringing  the  Plaintiffs' 
Trade  Mark. — Offer  accepted.— Plaintiffs  subsequently  discontinuing  as  to  the 
10  Patent  but  seeking  to  proceed  as  to  ^^passing-off." — Separate  cause  of  action. 

The  Plaintiffs  in  an  a^ition  for  infringement  of  Patent  and  of  Trade  Mark 
and  also  for  ^^passing-off"  complained  of  a  particular  label  which  they 
alleged  to  be  an  infringement^qf  their  label  registered  as  a  Trade  Mark^  and 
also  constituted  ^passing-off"  because  of  its  similarity  to  their  registered  label. 

15  The  Defendants  offered  to  submit  to  an  injunction  restraining  them  from 
further  using  the  laMs  complained  of  or  otherunse  infringing  the  Plaintiffs' 
Trade  Marky  and  also  offered  consequential  relief  The  Plaintiffs  accepted  the 
offer.  The  Plaintiffs  tJien  proposed  to  go  on  with  the  action  so  far  as  it  related  to 
alleged  infringement  of  Patent  (they  afterwards  discontinued  the  action  as  to 

20  this)  and  also  as  to  ^^passing-off."  Consequently  the  question  was  whether  the 
offer  and  acceptance  covered  the  ^*  passing-off." 

Heldf  tJicU  the  only  matters  complained  of  being  the  use  of  the  Uibels,  which 
were  alleged  to  infringe  the  Trade  Mark  and  also  to  constitute  a  ^^ passing-off^^'' 
the  offer  to  submit  covered  the  only  act  complained  of  whichever  way  it  wa$ 
25  describedj  and  was  accepted. 

A  plaintiff  who  secures  the  discontiniumce  of  a  Ictbel,  the  use  of  which  is  all 
that  he  complains  of  and  also  secures  an  abstaining  from  future. infiringement^ 
is  not  entitled  to  more^  and  a  supplemental  complaint  of  the  same  label  as  being 
a  **  passing-off "  does  not  constitute  a  separate  cause  of  action. 
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The  Plaintiffs  in  the  action,  W,  Vernon  A  Sons,  were  com-millers,  who  for 
many  years  had  carried  on  business  at  Liverpool  and  elsewhere  as  manufacturers 
of  flour  and  of  bread  and  other  foods  made  from  their  flour.  They  were  the 
proprietors  of  a  registered  Trade  Mark  (No.  193,056)  registered  for  flour  in 
Class  42  on  the  12th  of  January  1896.  This  mark,  which  is  shown  below,  was 
used  by  the  Plaintiffs  as  an  adhesive  label  for  their  goods  (which  adhesive  label 
was  about  the  same  size  as  the  Defendants'  adhesive  label  subsequently  mentioned) 
with  these  alterations,  *'  14  "  did  not  appear  on  the  label,  but  the  words  •'  Trade 
"  Mark  Registered  "  were  placed  round  the  triangular  device,  and  "  Patent  Label" 
at  the  bottom  of  the  label.  The  ground  of  the  oblong  on  which  *'  Millennium  ** 
appeared  was  coloured  scarlet ;  and  "  Millennium  "  was  printed  in  white. 


10 


The  Defendants,  Bxwhanan^s  Flour  Mills  Ld,,  of  Liverpool,  were  cornmillers^ 
who  in  the  summer  of  1903  began  to  use  an  adhesive  label  for  their  goods, 
which  is  reproduced  on  p.  19.  The  ground  on  which  "  Silver  Queen"  appears 
was  coloured  scarlet  and  so  was  the  circular  device  at  the  bottom  of  the  label.  15 
The  words  "  Silver  Queen  "  were  the  Defendants'  registered  Trade  Mark,  and 
had  been  in  use  by  them  for  many  years,  but  not  on  labels  of  the  type  in 
question. 

The  Defendants'  label  came  to  the  knowledge  of  the  Plaintiffs,*and  on  the 
4th  of  November  1903  their  solicitors  wrote  a  letter  of  complaint,  by  which  they  20 
alleged  that  the  labels  used  by  the  Defendants  were  an  infringement  of  a  Patent 
(No.  4530  of  1902)  owned  by  the  Plaintiffs  for  an  "  Improved  self-adhesive 
"label  for  bread,"  and  were  also  an  infringement  of  their  registered  Trade 
Mark  No.  193,056,  and  also  formed  a  ground  for  a  passing-off  action.  The 
Plaintiffs  made  various  demands,  including  one  for  an  apology  with  right  of  25 
publication.  The  Defendants  replied  on  the  7th  of  November  that  they  would 
withdraw  the  labels  complained  of,  but  they  did  not  comply  with  the  Plaintiffs* 
other  demands  and  the  writ  in  the  action  was  issued  on  the  9th  of  November. 

On  the  following  21st  December  the  Plaintiffs  delivered  their  Statement 
of  Claim.    This  alleged  infringement  of  the  Patent,  and  then  continued  aB  30 
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follows  : — "  (7)  The  Plaintiffs,  W.  Vernon  A  Sonsj  are  also  the  proprietors  of  a 
**  Trade  Mark  which  was  advertised  in  No.  937  of  the  *  Trade  Mark  Journal '  of 
•*  the  11th  of  March  1896,  and  was  duly  registered  for  flour  in  Class  42  as  from 
•*  the  12th  day  of  January  1896.  (8)  The  Plaintiffs,  W.  Vernon  &  Sons,  make 
**  extensive  use  of  the  said  Trade  Mark,  and  have  spent  considerable  sums  of 
"money in  advertising  the  same.  The  said  Trade  Mark  has  become  well 
"  known  in  the  market,  as  a  means  of  <listinguishing  the  Plaintiffs'  goods,  and 
**  inter  alia  the  Plaintiffs  made  use  of  the  said  mark  by  printing  it  upon  their 
**  patented  self-adhesive,  non-permeable  labels,  which  they  supply  in  quantities 
**  to  their  agents  and  customers  who  purchase,  distribute,  and  use  the  Plaintiffs' 
**  Uoar.  Bakers,  confectioners,  and  other  producers  of  goods  made  from  the 
**  Plaintiffs'  flour  are  empowered  and  authorised  by  the  Plaintiffs  or  their 
"  agents  to  afi&x  the  said  labels,  so  supplied  and  bearing  the  Plaintiffs'  mark,  to 
*^  loaves  and  other  goods  made  from  the  Plaintiffs'  flour  and  no  other,  and  such 
••  loaves  and  goods  made  firom  the  Plaintiffs'  flour  and  bearing  the  Plaintiffs' 
"  distinguishing  Trade  Mark  or  label   have  acquired  a  high  reputation  and 
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OUEEN 


"  command  a  wide  and  ready  sale  owing  to  the  excellence  of  the  Plaintiffs 
"  manufacture.  (9)  The  Plaintiffs,  W.  Vernon  A  Sons,  have  recently  discovered 
"  that  the  Defendants  have  infringed  and  are  infringing  the  Plaintiffs'  said 

20  •*  registered  Trade  Mark  by  selling  and  offering  for  sale,  under  a  mark  the 
"same  as  or  only  colourably  differing  from  the  Plaintiffs'  said  registered 
"  Trade  Mark,  flour  not  of  the  Plaintiffs'  manufacture,  and  by  printing  or 
**  causing  to  be  printed  labels  bearing  a  device  or  mark  the  same  as  or  a  merely 
**  colourable  imitation  of  the  Plaintiffs'  said  Trade  Mark,  the  said  infringing 

25  **  labels  of  the  Defendants  being  intended  for  application  to  loaves  of  bread  and 
"  goods  made  from  the  Defendants'  flour  and  not  made  from  flour  of  the 
"  Plaintiffs'  manufacture.  The  said  infringing  labels  have  been  and  are 
**  distributed  by  the  Defendants  among  their  agents  and  trade  customers 
"generally,  with  instructions  express  or  implied  to  apply  or  to  direct  the 

30  "  application  of  the  same  to  loaves  of  bread  and  other  goods  made  from  flour 
"  which  is  not  of  the  Plaintiffs'  manu&u^ture,  and  in  conformity  with  such 
"  instructions  the  said  agents  and  customers  and  others  into  whose  hands  the 
"  said  infringing  labels  of  the  Defendants  come  do  in  fact  so  apply  or  direct  or 
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**  cause  to  be  applied  the  said  infrinj^i^  labels  whereby  the  Plaintiffs  have 
*'  suffered  and  are  suffering  considerable  loss  and  damage.  (10)  The  Plaintiffs, 
**  W.  Vernon  Js  SonSy  also  complsun  that  the  Defendants  by  their  wrongful 
^*  use  of  a  mark  the  same  as  or  a  merely  colourable  imitation  of  the  Plaintiffs' 
*^  well-known  Trade  Mark  upon  or  in  connection  with  flour  of  the  Defendants'  5 
^'  own  manufacture  have  contributed  to  the  passing-off,  and  to  the  enabling  of 
**  others  to  pass  off,  flour  not  of  the  Plaintiffs'  manufacture  as  and  for  such 
^'  flour.  And  the  Plaintiffs  further  complain  that  the  Defendants  by  their 
^'  wrongful  printing,  use,  and  distribution  of  labels  intended  for  application  to 
^'  loaves  of  bread  and  other  goods  made  from  flour  of  the  Defendants'  own  10 
"  manufacture  have  unlawfully  and  deceptively  imitated  or  procured,  or 
^'  incited  others  to  imitate  the  well-known  appearance,  marking,  and  get-up  of 
*^  the  loaves  and  goods  made  from  the  Plaintiffs'  flour  in  a  manner  calculated 
^'  and  intended  to  deceive,  and  to  procure  and  cause  the  selling  and  passing-off 
^'  of  loaves  and  goods  not  made  from  the  Plaintiffs'  flour  as  and  for  such  loaves  15 
^*  and  goods.  The  said  deceptive  and  imitative  labels  bear  a  colourable  imita*' 
*'  tion  of  the  Plaintiffs'  well-known  mark,  and  are  of  the  same  size,  material, 
*^  shape,  composition,  and  appearance  as  the  Plaintiffs'  well-known  patented 
'^  labels,  and  are  applied  or  directed  by  the  Defendants  to  be  applied  in  the 
^*  same  position  i$on  the  loaves  and  goods  as  that  occupied  by  the  Plaintiffs'  20 
'•  labels." 

The  Claim  was  for  certain  relief  in  respect  of  the  alleged  infringement  of 
Patent,  and  afterwards  as  follows  : — ^*  (5)  An  injunction  to  restrain  the  Defen- 
"  dants,  their  servants  and  agents,  from  infringing  the  Plaintiffs',  W.  Vernon  Js 
*'  SonB\  registered  Trade  Mark  No.  193,056.  (6)  An  injunction  to  restrain  the  25 
^'  Defendants,  their  servants  and  agents,  from  imitating  the  mark  of  the  Plaintiffs, 
**  W.  Vernon  A  SonSj  and  from  passing-off,  or  assisting  or  procuring  others  to 
'^  pass  off,  flour  not  manufactured  by  the  said  Plaintiffs  as  and  for  such  flour  ; 
**  and  from  imitating  or  inciting  or  procuring  others  to  imitate  the  appearance, 
'*  marking,  and  get-up  of  loaves  and  goods  made  from  flour  not  of  the  Plaintiffs'  30 
^  manufacture,  and  ^om  passing-off,  or  inciting  or  procuring  others  to  pass  off, 
'*  loaves  and  goods  made  from  flour  not  of  the  Plaintiffs'  manufacture  as  and 
'*  for  such  loaves  and  goods."    The  Plaintiffs  also  claimed  further  relief. 

On  the  2nd  of  February  1904  the  Defendants'  solicitors  wrote  to  the  Plaintiffs' 
solicitors  a  letter  in  the  following  terms  : — ''  We  find  that  your  Statement  of  35 
^^  Claim  in  this  action  contains  various  complaints  with  reference  to  the  use  by 
*'  our  clients  of  the  design  of  the  particular  label  which  they  formerly  used  in 
*'  their  business.    As  you  were  informed  long  ago  this  label  was  adopted  and 
^^  used  for  a  short  time  without  the  slightest  intention  of  imitating  your  clients' 
*^  label,  and  without  any  anticipation  that  it  could  be  regarded  as  likely  to  40 
"  deceive,  but  solely  for  the  purpose  of  exhibiting  the  name  of  their  flour 
**  which  has  long  been  so  popular,  viz.,  *  Silver  Queen,'  in  a  conspicuous  manner 
**  on  our  clients'  goods.    This  label  was,  as  you  have  also  long  been  aware, 
*^  promptly  discontinued  and  withdrawn  in  deference  to  your  clients'  suggestion 
<^  that  it  was  an  infringement  of  their  rights,  and  the  use  thereof  has  not  been  45 
'*  and  will  not  be  resumed.    Our  clienta  do    not    admit  that  your  clients'* 
**  complaints  were  in  any  respect  well  founded,  but  they  are  desirous  of 
*^  showing  their  bona  fides  in  the  clearest  way  and  are  unwilling  that  the 
^^  important  question  relating  to  your  cliejits'  Patent  should  be  complicated  or 
"  obscured  by  any  question  relating  to  the  particular  label,  which  is  a  matter  of  50 
**  no  importance  to  any  one,  and  they  therefore  instruct  us  to  inform  you  that, 
'*  so  far  as  the  particular  labels  are  concerned,  they  are  prepared  to  submit  at 
**■  the  trial  of  the  action  to  the  following  Order : — (1)  An  injunction  to  restrain 
^^  the   Defendants,  their  servants  and  agents,  from  further  using  the  labels 
*^  referred  to  in  the  Statement  of  Claim  or  otherwise  infringing  the  Plaintiffs^  55 
**  registered  mark  No.  193,056.    (2)  An  Order  for  delivery  op  or  destraoti<Mi^f 
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'^  all  of  the  said  labels  which  are  in  the  possession  or  under  the  control  of  the 
^<  Defendants.  (The  design  complained  of  has  not  been  used  in  any  other  way.) 
"  (8)  Forty  shillings  damages,  or,  if  your  clients  prefer  it,  an  inquiry  as  to 
"  damages,  the  costs  of  such  inquiry  to  be  reserved.  (4)  The  Defendants  to 
5  *<  pay  to  the  Plaintiffs  the  costs  of  the  action  as  far  as  the  same  have  been 
'<  occasioned  by  the  use  by  the  Defendants  of  the  particular  labels  in  question. 
**  If  after  this  intimation,  which  in  our  ojMnion  gives  your  clients  all  that  they 
"  can  possibly  be  entitled  to  on  this  branch  of  the  case,  any  further  expenses 
^'  are  incurred  in  connection  therewith,  we  shall  ask  at  the  trial  that  your  clients 
10  "  may  be  ordered  to  pay  them.  An  early  reply  to  this  communication  will 
"  much  oblige." 

To  this  the  Plaintiffs'  solicitors  replied  on  the  10th  of  February  as  follows  : — 

**  With  reference  to  your  letter  of  the  2nd  inst.  containing  your  clients'  proposal 

''  to  submit  to  judgment  on  the  issue  in  this  action  of  their  infringement  of 

15  "Messrs.  Vernon's  registered  Trade  Mark  No.  193,056,  we  beg  to  say  that, 

*♦  having  communicated  with  our  clients,  they  are   prepared  to  accept  this 

^-partial  submission  subject  to  the  terms  indicated  in  the  proposed  Order. 

**  You  may  therefore  confine  your  Defence  to  the  remainder  of  the  action,  so 

**  that  no  more  costs  (over  and  above  those  already  incurred  in  the  action  and 

20  -"  in  considering  and  obtaining  advice  on  your  offer)  may  be  incurred  in  respect 

"  of  the  issues  raised  on  the  registered  mark.    Kindly  understand  that  we 

**  cannot  consent  to  any  extension  of  the  time  for  delivery  of  the  Defence  in 

« this  matter." 

The  Defendants  delivered  their  Defence  on  the  18th  of  February  1904,  and 

25  thereby,    after  dealing  with  the  Patent,  alleged    as  follows :— "  (5)  As   to 

"  paragraphs  1,  7,  8,  9,  and  10  of  the  Statement  of  Claim,  the  Defendants 

"  admit  that  the  Plaintiffs,  W,  Vernon  A  SonSj  are  a  firm  of  corn-millers  of 

"  which  the  Plaintiff,  William  Allen  Vernon^  is  a  member,  and  that  they  carry 

"  on  business  at  Liverpool  and  other  places  mentioned  in  the  Statement  of 

30  "  Claim,  and  that  the  said  Plaintiffs,  W.   Vernon  A  Sons^  are  registered  pro- 

"  prietors  of  the  Trade  Mark  No.  193,056,  which  was  registered  as  from  the 

"  12th  day  of  January  1896,  and  that  the  said  Plaintiffs  have  used  a  label  on 

"  which  the  said  Trade  Mark  appears,  and  that  they,  the  Defendants,  did  for  a 

"  short  time  use  a  label,  being  the  label  complained  of  by  the  Statement  of 

35  '*  Claim,  by  distributing  the  same  for  use  on  loaves  of  bread  made  from  flour 

"  not  of  the  manufacture  of  the  Plwntiffs,  and  that  such  labels  have  been  so 

•*  applied.    The  use  of  such  labels  as  aforesaid  was  without  any  intention  to 

"  deceive,  and  the  Defendants  deny  that  the  use  thereof  could  deceive  or  was 

"  an  infringement  of  any  right  of  the  Plaintiflb.    Save  as  aforesaid  the  Defen- 

40  **  dants  deny  each  and  all  of  the  statements  contained  in  paragraphs  1,  7,  8,  9, 

"  and  10  of  the  Statement  of  Claim.    (6)  Immediately  upon  the  Plaintiffs 

^  making  complaint  to  the  Defendants  of  the  use  of  the  labels  aforesaid  the 

•*  Defendants  in  deference  to  their  wishes,  but  without  any  admission  as  to  the 

**  justice  of  their  complaints,  discontinued  the  use  of  such  labels  and  called  in 

45  **  and  destroyed  all  of  them  which  could  be  recovered,  and  they  are  not  intending 

"  to  use  the  same  again.    The  Plaintiffs  were  aware  of  the  foregoing  facts  as 

"  long  ago  as  November  1903.    (7)  By  the    Defendants'  instructions    their 

•*  solicitors,  Messrs.  Bagshaw  and  Clayton,  on  the  2nd  day  of  February  1904 

**  wrote  and  sent  to  the  Plaintiffs'  solicitors  "  the  letter  above  set  out.    "  The 

50  "  offer  contained  in  the  said  letter  was  accepted  by  a  letter  dated  the  10th  day 

"  of  February  1904,  and  written  and  sent  by  the  Plaintiffs'  solicitors  to  the 

**  Defendants'  solicitors." 

Particulars  of  Objections  to  the  Plaintiffs'  Patent  were  delivered  at  the  same 
time. 
55      Subsequently  on  ihe  7th  of  April  1904  the  Plaintiffs'  solicitors  wrote  as 
follows  :— **  Having  regard  to  paragraph  7  of  the  Defence  in  this  action,  and  in 
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**  view  of  certain  letters,  copies  of  which  have  been  supplied  to  us,  and  which 
"  show  that  your  clients*  infringement  of  the  Plaintiffs'  rights  was  not  accidental 
"  or  unintentional,  we  desire  to  know  if  your  clients  will  consent,  on  the  case 
"  being  mentioned  to  the  Court  by  Counsel,  to  a  modification  of  the  terms  of 
"  the  injunction  to  which  they  propose  to  submit,  viz.,  that  the  terms  of  the  5 
"  injunction  should  include  a  specific  submission  in  terms  of  the  Writ  and 
"  Statement  of  Claim  to  an  injunction  against  passing-off.  We  must  point  out 
"that  when  we  wrote  our  letter  of  the  10th  of  February  we  were  not  in 
"  possession  of  copies  of  the  letters  referred  to  above,  which  in  our  opinion 
"  seriously  impugn  your  clients*  good  faith  in  this  matter.  As  the  matter  now  10 
"  stands  our  clients  must  insist  upon  the  Order  including  an  injunction,  not 
'*  only  as  regards  the  Trade  Mark,  but  also  as  regards  the  *•  passing-off '  alleged 
"  in  paragraph  10  of  the  Statement  of  Claim.  If  the  Defendants  are  prepared 
"  to  consent  to  this  we  will  prepare  a  draft  of  Order  to  meet  the  case,  otherwise 
'*  the  action  must  go  on.  Please  take  notice  that  the  Plaintiffs  hereby  discontinue  15 
"  as  far  as  the  Patent  is  concerned." 

To  this  the  Defendants*  solicitors  replied  on  the  21st  of  April  as  follows  :-^ 
"  In  reply  to  your  letter  of  the  7th  inst.,  our  clients  much  resent  the  imputation 
"  of  bad  faith  which  you  make  against  them,  and  which  is  quite  unjustifiable. 
*^  But,  apart  from  this,  the  Order  which  has  already  been  agreed  to  will  effectively  20 
"  prevent  the  recurrence  of  the  only  thing  of  which  the  Plaintiffs  still  complain, 
*'  namely,  the  use  of  the  particular  label,  which,  as  the  Plaintiffs  are  well  aware, 
'*  was  discontinued  long  ago.  It  is  consequently  apparent  that  your  clients  can 
^'  only  be  seeking  to  reopen  the  matter  now  for  illegitimate  purposes,  and  the 
"  Defendants  will  accordingly  resist  any  such  attempt  if  made,  and,  further,  25 
"  will  ask  that  your  clients  may  pay  the  costs  of  it.  As  we  have  previously 
"  informed  you,  the  question  of  the  validity  of  your  clients'  Patent  is  of  much 
^*  more  importance  to  our  clients  than  any  other  question  raised  in  this 
"  action,  and  they  are  now  considering  whether  they  can  be  satisfied  with 
'^  the  admission  of  invalidity  which  is  implied  in  the  discontinuance  by  30 
'<  your  clients  of  the  action  so  far  as  the  claim  for  infringement  of  the 
"  Patent  is  concerned,  or  whether  they  must  not  now  apply  by  petition  for 
"  formal  revocation,** 

The  action  was  then  set  down  for  trial  and  came  on  before  Mr.  Justice 
Fi^BWBLL  on  the  30th  of  June  1905.  35 

r.  Terrell  K.C.,  Jenkins  K.C.,  and  D.  Fvlton  (instructed  by  Cunliffes  and 
Davenport^  agents  for  Ooulty  and  Ooodfellow  of  Manchester)  appeared  for  the 
Plaintiffs  ;  Neville  K.C.,  Upjohn  K.C.,  and  Sehastian  (instructed  by  Rowdiffe^ 
RawU  (k  Co.j  agents  for  Bagshaw  and  Clayton  of  Liverpool)  for  the  Defendants* 

Terrell  K.C.  for   the  Plaintiffs.— The  Patent  has  been  given  up  by  the  40 
Plaintiffs  and  the  Trade  Mark  has  been  given  up  by  the  Defendants,  so  that  all 
that  remains  is  the  claim  for  relief  in  respect  of  ^^  passing-off.*' 

Neville  K.C.  for  the  Defendants. — ^There  is  noUiing  remaining  to  be  tried. 
The  offer  made  by  the  Defendants'  letter  of  February  the  2nd,  and  accepted  by 
the  Plaintiffs'  letter  of  February  the  10th,  effectually  stopped  the  only  thing  45 
complained  of  and  gave  the  Plaintiffs  the  whole  of  the  relief  to  which  they 
were  entitled.    The  only  one  thing  of  which  the  Plaintiffs  complained  was  the 
Defendants*  label,  and  the  Plaintiffs  are  not  entitled  to  treat  the  use  of  this  as 
giving  them  two  distinct  causes  of  action,  so  that  they  can  go  on  upon  the  one 
after  having  already  obtained  complete  satisfaction  upon  the  other.    They  50 
wanted  to  have  the  label  stopped,  and  that  has  been  done,  and  there  is  no 
justification  for  their  going  on  with  this  action  after  they  had  gained  their 
object.    1  ask  that  judgment  may  be  given  in  the  terms  offered  by  the  Defendants 
and  accepted  by  the  Plaintiffs,  and  that  we  may  have  the  costs  from  the  date  of 
our  offer,  which  was  amply  sufficient.     As  to  the  costs  occasioned  by  setting  55 
up  the  Patent,  they  should  of  coiarse  be  given  to  us. 
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2Tjrr(?ff  K.C.  and  Jenkins  K.G,  for  the  Plaintiffs.— The  letters  disclosed  by 
me  Defendants  show  that,  apart  from  the  merely  technical  offence  of  infringing 
the  Trade  Mark,  the  Defendants'  label  was  deliberately  copied  from  the  Plain- 
tiffs,  and  the  Plaintiffs  are  entitled  to  further  protection  on  the  basis  of  the 
5  allegations  contained  in  paragraph  10  of  the  Statement  of  Claim.  [Farwell  J. 
— ^Do  you  say  that  the  Defendants  have  done  anything  beyond  using  the  label  of 
which  you  complain  ?]  No,  but  we  say  that  the  right  to  an  injunction  to 
restrain  an  infringement  of  Trade  Mark,  which  has  been  conceded,  does  not 
affect  our  right  to  a  different  injunction  to  restrain  the  invasion  of  our  common 

10  law  rights.  [Farwbll  /.—Do  you  wish  to  withdraw  from  the  agreement 
entered  into  by  the  letters  of  February  the  2nd  and  February  the  10th,  and,  if 
so,  onwhat  grounds  ?]  We  do  not  wish  to  withdraw  from  it  as  disposing  of 
the  Trade  Mark  part  of  the  case,  but  we  contend  that  it  has  no  bearing  upon 
the  passing-off  claim.    It  was  entered  into  without  knowledge  of  any  evidence 

15  of  actual  copying  and  was  not  directed  to  that  point  at  all.  We  submit  that  the 
passing^ff  part  of  tha  action  should  be  allowed  to  proceed. 

Farwbll  J. — In  my  opinion  this  preliminary  objection  must  prevail.  The 
.Plaintiffs  sued  for  the  infringement  of  a  Patent,  and  for  the  infringement  of  a 
Trade  Mark  ;  and  there  are  also  certain  allegations  in  paragraph  10  to  which  I 

20  will  refer  in  a  moment.  The  Defendants'  solicitors  wrote  ii^  the  Plaintiffs' 
solicitors,  on  the  2nd  of  February  1904,  offering  an  injunction  restraining  them 
**from  further  using  the  labels  referred  to  in  the  Statement  of  Claim  or  other- 
"  wise  infringing  the  Plaintiffs'  registered  Trade  Mark,"  and  for  delivery  up, 
and  damages,  and  costs.    The  Plaintiffs  thereupon  accept  that.    They  propose 

25  to  go  on  with  the  action  as  regards  the  Patent,  and  then  afterwards  the 
Plaintiffs  discontinue  the  Patent  part  of  the  action.  Now  they  bring  on  the 
action  notwithstanding  their  agreement,  and  1  do  not  understand  them  to  try 
to  get  out  of  the  agreement ;  but  they  say  it  does  not  extend  to  paragraph  10, 
on  construction.    It  is  quite  clear,  to  my  mind,  that  the  issue  raised  by  the 

30  pleadings  was  an  issue  of  Trade  Mark,  and  the  only  passing-off  was  as  incidental 
to  the  use  of  the  Trade  Mark.  Paragraph  9  of  the  Statement  of  Claim  alleges 
an  infringement  of  a  registered  Trade  Mark,  and  paragraph  10  goes  on  to 
state—"  That  the  Defendants  by  their  wrongful  use  of  a  mark,  the  same  as  or  a 
"  merely  colourable  imitation  of  the  Plaintiffs'  well-known  Trade  Mark  upon 

35  **  or  in  connection  with  flour  of  the  Defendants'  own  manufacture,  have  con- 
**  tribute  to  the  passing-off,  and  to  the  enabling  of  others  to  pass  off,  flour  not 
"  of  the  Plaintiffs'  manufacture  as  and  for  such  flour."  That  is  the  result  of 
the  wrongful  user  alleged  in  paragraph  9.  The  allegation  is  that  the  Trade 
Mark  has  been  wrongfully  used,  and  this  is  one  of  the  results  of  it.    Then  they 

40  goon  to  say— "And  the  Plaintiffs  further  complain  that  the  Defendants  by 
**  their  wrongful  printing,  use,  and  distribution  of  labels  intended  for  applica- 
"  tion  to  loaves  ot  bread  and  other  goods  made  from  flour  of  the  Defendants' 
II  own  manufacture,  have  unlawfully  and  deceptively  imitated,  or  procured,  or 
**  incited  others  to  imitate  the  well-known  appearance,  marking,  and  get-up  of 

45  « the  loaves  and  goods  made  from  the  Plaintiffs'  flour."  Then  they  further 
say—**  The  said  deceptive  and  imitative  labels  bear  a  colourable  imitation  of 
"the  Plaintiffs'  well-known  mark."  I  have  no  doubt  whatever  that  the 
pl^der  there  intended  to  allege  that  this  passing-off  was  by  using  a  colourable 
imitation  of  the  Trade  Mark.    These  are  merely  pleas  representing  the  result  of 

50  the  wrongful  use  of  the  Trade  Mark.  To  say  that  there  was  any  infringement 
as  regards  passing-off  by  a  general  use  of  labels  at  large  is  impossible.  But 
for  the  words  •*  the  said  deceptive  and  imitative  labels "  I  cannot  imagine 
that  any  defendant  would  have  allowed  this  action  to  come  on  for  trial 
without  applying  for  particulars   as  to  the   labels   intended.    To  say  that 

55  the  application  of  the  label  is  passing-off  seems  to  me  to  be  an  extravagant 
suggestion  for  anyone  to  put  forwc^rd.    It  is  obvious  what  th^  meaning  was 
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which  the  parties  attached  to  the  pleadings  when  they  wrote  these  letters, 
becanse  afterwards  when  the  Plaintiffs  wanted  to  withdraw  from  their  agree- 
ment, which,  in  my  opinion,  is  a  concladed  agreement,  they  wrote  and  said 
that,  in  conseqaence  of  something  they  had  discovered,  they  wished  to  add 
something  aboat  passing-off.  It  is  quite  clear  that  their  idea  was  that  passing-  5 
off  was  something  new,  and  was  not  inclnded  in  what  was  already  stated.  I  do 
not  think  they  were  right  in  that,  if  they  alleged  passing-off  at  all.  In  my 
opinion,  the  only  allegation  they  have  of  passing-off  is  by  means  of  using  the 
registered  Trade  Mark,  the  result  of  which  is  what  is  pleaded.  That,  to  my 
mind,  is  clearly  covered  by  the  injunction  which  was  offered,  and  accepted,  10 
restraining  the  Defendants  from  further  using  the  labels  referred  to.  I  confess 
I  cannot  follow  Mr.  Jenkins^  argument  that  they  would  not  be  liable  if  they 
do  such  acts  as  he  suggested.  I  think  they  clearly  would.  I  have  a  clear 
agreement  to  accept  the  injunction  in  those  terms;  and,  moreover,  I  have  a 
pleading  that  does  not. enable  me  to  admit  evidence,  without  amendment,  of  15 
any  such  use  as  is  shadowed  forth,  and  which  the  Plaintiffs  desire  now  to  set  up. 
1  thibk  they  have  no  ground  for  setting  aside  the  agreement,  or  for  saying  that 
they  are  not  bound  by  the  agreement.  I  do  not  understand  Counsel  to  say  they 
desire  to  withdraw  from  it ;  and,  on  the  true  construction  of  the  agreement,  the 
Defendants  are,  in  my  opinion,  right.  The  result  is  that,  down  to  the  date  of  20 
the  injunction  being  offered,  the  Plaintiffs  will  have  the  costs,  and  from  that 
date  the  Plaintiffs,  who  have  brought  on  the  action  unnecessarily,  must  pay 
them,  and  there  will  be  a  set-off. 

Ujyjohn  E.C. — ^With  regard  to  the  costs  of  so  much  of  the  action  as 
relates  to  the  Patent,  the  Plaintiffs  will  pay  those,  and  they  had  better  be  25 
provided  for  by  the  Order  to-day,  because  the  discontinuance  was  not  strictly  a 
discontinuance  under  Order  XXVI.  2  (1)  under  which  notice  of  discontinuance 
has  to  be  given  before  taking  any  other  proceedings  in  the  action  except  an 
interlocutory  application,  and  here  there  was  an  automatic  reply  by  the 
expiration  of  time.  30 

Fabwbll  «7.— Had  I  not  better  make  it  clear  now  ?    The  costs  down  to 
the  date  of  the  notice  of  discontinuance  will  have  to  be  paid  by  the  Plaintiffs. 
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In  thb  Chancbby  of  the  County  Palatine  op  Lancaster. 

Manchester  District. 

Be/ore  Vicb-Chancellor  Leigh  Clare. 

November  21st  and  22nd,  1905. 

Saccharin  Corporation  Ld.  v.  Mack  &  Co. 


Patent. — Action  for  infringement  qf  seven  Patents. — Infringement  dented. — 
Judgment  for  Plaintiffs. 

The  S.  Corporation  stied  M.  &  Oo.  for  infringement  of  seven  Patents.    The 
Defence  wets  a  denial  of  infringement. 
10     Held,  iipon  the  evidence^  that  it  must  be  assumed  that  the  article  complained 
of  uHis  made  by  some  process  covered  by  the  Plaintiffs^  Patents^  and  judgment 
UHU  given  for  the  Plaintiff^  with  costs. 

On  the  2nd  of  Noyember  1904  the  Saccharin  Corporation  Ld.  commenced  an 
action  against  J.  Mack  A  Oo.  for  infringement  of  the  following  Letters  Patent, 

15  namely  :— No.  25;373  of  1894 ;  No.  5135  of  1895 ;  No.  1164  of  1897  ;  No.  5680 
of  1898 ;  No.  9962  of  1899 ;  No.  19,269  of  1899 ;  and  No.  4525  of  1900. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged — (1)  that  they  were  the 
registered  legal  holders  of  the  said  Letters  Patent ;  (2)  that  the  Defendants  had 
infringed  the  said  Letters  Patent  in  the  manner  in  the  Particnlurs  of  Breaches 

20  therewith  deliyered  appearing ;  (3)  that  a  certificate  of  yalidity  was  granted  in 
respect  of  the  Letters  Patent  No.  25,273  of  1894  by  North  J.  in  an  action  of  the 
Saccharin  Corporation  Ld.  y.  Chemicals  and  Drugs  Company  Ld.*  The 
Plaintiffs  claimed  an  injunction  restraining  the  Defendants  from  infringing  the 
Bud  Letters  Patent  or  any  of  them  and  the  nsnal  other  relief  with  costs,  and 

25  as  regards  the  Letters  Patent  No.  25,273  of  1894  costs  as  between  solicitor 
and  client. 

The  Particulars  of  Breaches  alleged  as  follows : — (1)  That  prior  to  the  issue 
of  the  Writ  in  the  action  and  subsequent  to  the  dates  of  the  seyeral  Patents  in 
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the  Statement  of  Claim  referred  to,  the  Defendants  had  infringed  the  said 
Patents  by  purchasing  or  importing  into  this  realm  and  by  using  or  vending  or 
offering  for  use  or  sale  within  the  realm  saccharin  or  sweetening  compound  not 
of  the  manufacture  or  merchandise  of  the  Plaintiffs  ;  that  the  said  saccharin  or 
sweetening  compound  was  manufactured  in  accordance  with  the  invention  5 
described  in  the  Specifications  of  the  Patents  in  the  Statement  of  Claim  set  oat 
and  as  claimed  in  all  the  claiming  clauses  thereof ;  (2)  that  in  particular  the 
Plaintiffs  complained  of  the  sale  by  the  Defendants  to  Messrs.  Morris  Js  Son^ 
mineral  water  manufacturers  of  Swinton,  in  the  County  of  Lancaster,  on  the 
following  respective  dates  of  the  following  respective  quantities  of  saccharin  or  10 
sweetening  compound,  namely  :— On  April  the  25th  189^,  14  lbs. ;  on  June  the 
16th  1904,  28  lbs. ;  on  August  the  8th  J  904, 14  lbs. ;  and  on  August  the  19th 
1904,  28  lbs. ;  the  said  saccharin  or  sweetening  compound  being  manufactured  in 
infringement  of  the  Plaintiffs'  rights. 

The    Defendants  by  the  Defence  denied   infringement  of  the  Plaintiffs*  15 
Patents. 

The  action  came  on  for  trial  on  the  21st  of  November  1905. 

Walter  and  Orant  (instructed  by  Lynde  and  Branthwaite  of  Manchester) 
appeared  for  the  Plaintiffs.    The  Defendant  Joseph  McNicol^  who  carried  on 
business  in  the  name  of  J.  Mack  A  Co.  at  Hansons  Court,  Manchester,  appeared  20 
in  person. 

Dr.  Passmore  gave  evidence  in  support  of  the  Plaintiffs'  case  to  the  effect 
that  it  was  not  possible  to  manufacture  saccharin  commercially  to  550  strength 
except  under  one  or  more  of  the  seven  Patents  sued  upon,  and  that  certainly  it 
could  not  be  manufactured  to  sell  at  the  price  of  34s.  per  lb.  except  under  such  25 
Patents.  He  also  proved  an  analysis  of  one  of  the  tins  sold  by  the  Defendant, 
which  showed  that  the  saccharin  contained  in  it  was  of  550  strength.  Edgar 
William  Morris^  a  partner  in  the  firm  of  Morris  A  Sons^  proved  the  purchase 
from  the  Defendant  of  the  tin  analysed  at  the  price  of  34^.  per  lb. 

For  the  Defendant  Thomas  James  Hutchinson^  a  chemical  expert,  was  called,  30 
who  proved  that  certain  saccharin  handed  to  him  by  the  Defendant  for  analysis 
was  slightly  different  in  colour  from  the  Plaintiffs'  saccharin,  and  that  it  was 
different  in  the  extent  of  granulation. 

Lbigh  Clare  V.C. — In  this  case  the  Saccharin  Corporation  Ld.  sue  Mr. 
McNicoly  who  is  trading  as  J.  Mack  A  Co.^  and  they  sue  him  for  infringement.  35 
The  case  made  is  that  he  has  infringed  some  or  one  or  all  of  some  seven  Patents 
which  are  stated  in  the  first  paragraph  of  the  Statement  of  Claim.  The  Defendant 
has  put  in  a  Defence  and  he  has  raised  no  question  as  to  the  validity  of  the  Patents ; 
the  only  question  that  he  has  raised  is  that  he  alleges  he  has  not  infringed. 
The  question  whether  he  has  infringed   or  not  depends  upon  whether  the  40 
material  which  was  sold  to  Mr.  Morris  in  1904  was  or  was  not  made  according 
to  one  or  other  or  the  whole  of  those  seven  Patents.    The  evidence  which  has 
been  given  on  behalf  of  the  Plaintiffs  satisfies  me,  in  the  absence  of  evidence  to 
the  contrary  by  the  Defendant,  that  the  article  sold  by  the  Defendant  was  made 
by  one  or  other  of  those  processes,  and  could  not  have  been  made  except  by  one  45 
or  other  of  these  processes.    The  Defendant  has  called  one  witness  only,  namely, 
Mr.  Hutchinson^  who  says  that  he  analysed  a  tin  of  what  purported  to  be  the 
Saccharin  Corporation's  material  and  a  tin  of  what  purported  to  be  the  material 
sold  by  the  Defendant,  and  he  states  that  the  material  sold  by  the  Defendant  differs 
not  in  quantity  of  materials,  not  in  the  quantity  of  the  composition,  but  differs  to  50 
some  extent  from  the  Saccharin  Corporation's  material.    It  is  quite  possible 
that  the  Saccharin  Corporation's  material  may  be  made  not  under  the  same 
Patents  as  the  Defendant's  material,  but  both  of  them  may  be  made  under  some 
one  or  other  of  the  seven  Patents  which  are  set  out  in  the  Statement  of  Claim, 
and  that  may  possibly  account  for  the  difference.    Dr.  Passmore^  who  was  55 
called  for  the  Plaintiffs,  stated  that,  the  material  made  by  the  Defendant  could 
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not  be  made  commercially — ^that  is  to  say,  could  not  be  made  so  as  to  be  sold  in 
this  country — under  something  like  or  more  than  25^.  per  pound,  that  is  to  say, 
his  evidence  was  that  it  would  cost  21 «.  to  make,  quite  apart  from  being  refined. 
It  would  cost  21s.  to  make,  and  then  there  was  209.  a  pound  excise  duty  as  well, 

5  so  it  could  not  be  sold  in  this  country  under  something  like  41«.    What  the 
Defendant  has  been  doing  has  been  to  sell  something,  which  the  chemist 
says  is  practically  identical,  for  34^.    In  that  state  of  the  evidence  I  am  bound* 
to  come  to  the  conclusion  that  the  Defendant's  material  has  been  manufactured 
by  some  process  which  is  covered  by  one  or  other  of  the  Plaintiffs*  Patents. 

10  Under  these  circumstances  I  grant  an  injunction  against  the  Defendant 
restraining  infringement  during  the  continuance  of  the  respective  Letters 
Patent  mentioned  in  the  Statement  of  Claim  of  such  Letters  Patent  or  any  of 
them,  and  an  inquiry  as  to  damages.  The  Plaintiffs  must  also  have  the  costs  of 
the  action,  and,  so  fsur  as  it  is  based  upon  the  Letters  Patent  of  1904,  the  costs  as 

15  between  solicitor  and  client,  and  I  will  give  a  Certificate  that  the  Particulars  of 
Breaches  have  been  proved. 


In  the  High  Court  of  Justicb.— Chancery  Division. 

Before  Mr.  Justice  Warrington. 

December  4th  and  5th,  1905. 

20  MOLASSINE  Company  Ld.  v.  R.  Townsend  &  Co.  Ld. 

Patent. — Action  for  infringement — Subject-matter.^Prior  publication. — 
Utility. ---Patent  held  valid.— Judgment  for  Plaintiffs. 

A  Patent  was  granted  in  2894  for  an  "  Improved  manufacture  of  cattle  food.^^ 
The  alleged  improvement  consisted  in  mixing  peat  with  molasses  or  similar 

25  saccharine  liquids.  It  was  stated  in  the  Specification  that  the  detrimental 
action  on  the  animal  organism  of  the  potassium  salts  in  the  molasses  was 
thereby  avoided^  and  the  digestion  of  the  molasses  facilitated.  In  an  action  for 
infringement  brougM  by  the  owners  of  the  Patent^  it  was  alleged  thai  the 
invention  was  not  good  subject-matter^  that  it  had  been  anticipated  by  the 

30  Specification  of  A.^  published  in  1857^  and  that  it  was  not  useful.    At  the  trial 
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the  Defendants  admitted^  after  evidence  as  to  the  beneficial  character  of  the 
food  had  been  given^  thai  they  could  not  farther  contest  the  validity  of  the 
Patent. 

Held,  that  there  was  sufficient  subject-malterj  and  that  the  Specification  of  k. 
was  not  such  as  to  constitute  an  anticipation.    An  injunction  with  costs  and  5 
Certificates  that  the  Particulars  of  BreacJies  had  been  proved  and  tJiat  the 
validity  of  the  Patent  came  in  question  were  granted.    The  Plaintiffs  waived 
their  daimfor  damages  on  the  ground  that  the  damages  were  trivial. 

Hills  V.  Eyans  {SI  L.J.  Ch.  467)  followed. 

On  the  5th  of  NoYomber  1894  Letters  Patent  (No.  21,224  of  1894)  was  granted  10 
to  Wilhelm  Schwartz  for  an  •*  Improved  mannfactore  of  cattle  food." 

The  Complete  Specification  was  as  follows : — **  It  has  been  frequently  pro- 
^*  posed  to  utilise  the  nutritious  constituents  of  molasses  and  other  saccharine 
^^  liquids  for  the  purposes  of  cattle  food. 

*'  For  this  purpose  the  molasses  have  been  mixed  with  suitable  binding  15 
*'  materials  such  as  the  -s^aste  products  of  beet  sugar  manufacture,  such  as  the 
*'  dried  cut  roots  after  pressing  or  liziviation. 

*^  With  food  prepared  in  this  manner  however  the  disadvantage  arises  that 
^'  the  very  considerable  percentage  of  potash  salts  contained  in  the  molasses  act 
^*  detrimentally  in  the  animal  organism.  20 

*<  The  present  invention  has  for  its  object  the  manufacture  of  a  cattle  food  in 
''  which  the  said  detriment  is  avoided,  and  which  at  the  same  time  can  be 
'*  brought  into  a  form  which  will  enable  it  either  to  be  used  at  once  or  stored 
'*  for  a  long  time.  For  this  purpose  I  have  found  peat  particularly  suitable  for 
''  such  a  manufacture.  The  organic  acids  contained  in  peat,  in  particular  humic  25 
''  acid,  have  a  neutralising  reaction  upon  the  potash  salts  in  molasses,  and  convert 
^*  these  into  a  compound  that  has  no  detrimental  action  on  the  animal  organism. 

*'  Peat  itself  contains  a  considerable  quantity  of  nutritious  constituents,  while 
'*  on  the  other  hand  it  has  few  inorganic  constituents  and  none  that  are  hurtful 
*'  to  animals.  Owing  to  the  large  percentage  in  peat  of  raw  fibre  the  necessary  30 
'*  diluent  is  furnished  thereby  to  the  nutritious  constituents  contained  in  too 
"  condensed  a  form  in  the  molasses  so  as  to  Asicililate  the  digestion  thereof. 
<*  In  consequence  of  the  large  power  of  absorption  of  the  peat,  a  food  can  be 
^'  prepared  therefrom  both  in  a  perfectly  dry  form,  suitable  for  storing,  and  in 
''  a  moist  form,  pressed  into  cakes,  suitable  for  immediate  consumption.  Peat  35 
**  affords  therefore  in  combination  with  molasses  or  equivalent  saccharine  juices 
*<  an  article  of  food  which  is  in  every  way  suitable  and  wholesome,  and  at  the 
«  same  time  cheap. 

*'  For  preparing  the  food,  comminuted  peat  may  be  mixed  with  molasses  or 
'^  other  saccharine  liquid  until  a  moist  mass  is  produced  of  such  a  consistency  40 
"  that  it  can  be  pressed  in  any  desired  form  for  consumption. 

"  When  a  greater  quantity  of  peat  is  used  a  food  is  obtained  that  is  well  suited 
''for  packing  and  storage.  If  it  is  desired  to  prepare  a  food  suitable  for  long 
''  storage,  it  is  advisable  to  heat  the  molasses  when  mixing  with  the  peat,  or  to 
''  impregnate  the  solid  peat  with  molasses."*  45 

The  Patentee  claimed  : — "  1.  A  manufacture  of  cattle  food  composed  of  peat 
''  and  molasses  or  similar  saccharine  liquids,  substantially  as  described.  2.  The 
''  production  of  cattle  food  composed  of  peat  and  molasses  or  similar  saccharine 
''  liquid  by  reducing  the  peat  to  small  fragments  and  then  mixing  the  same  with 
''  molasses  or  other  saccharine  juices  in  any  desired  proportions,  the  molasses  50 
''  being  advantageously  first  heated,  or  the  peat  being  impregnated  with  ih# 
**'  molasses  and  the  product  pressed  in  suitable  moulds  or  packed  in  Backs  or 
''  cases  substantially  as  described/' 
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On  the  18th  of  April  1905  the  Molasrine  Company  Ld.  commenced  an  action 
for  infringement  of  the  Patent  against  B,  Toumund  Jk  Co.  Ld.^  claiming  the 
usual  relief. 
The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  they  were  the  registered 
5  legal  owners  of  the  Patent ;  that  the  same  was  yalid  and  subsisting  and  that 
the  Defendants  had  infringed.  By  their  Particulars  of  Breaches  the  Plaintiffs 
alleged  that  the  Defendants  had,  on  or  about  the  6th  of  January  1905,  sold 
to  Famham  Budgett  of  64  East  Street,  Bedminster,  in  the  County  of  Somerset- 
8hire«  five  bags  of  ^'  Molass  Feed "  made  in  accordance  with  the  invention 

10  described  in  the  Specification  or  in  manner  only  colourably  differing  herefrom 
and  claimed  in  the  claiming  clauses  thereof. 

The  Defendants  by  their  Defence  denied  infringement,  and  alleged  that  the 
Patent  was  invalid  by  reason  of  the  matters  appearing  in  the  Particulars  of 
Objections,  which  alleged  as  follows : — (1)  Wilhelm  Schwartz  was  not  the 

ti  first  and  true  inventor  of  the  alleged  invention.  (2)  The  alleged  invention  was 
not  new,  in  that  (A)  it  had  been  published  in  this  realm  in  the  Specification  of 
Adams  (No.  1172  of  1857),  the  whole  of  which  was  relied  on,  and  (B)  it  was 
matter  of  conmion  general  knowledge.  (3)  The  alleged  invention  was  not 
proper  subject-matter  for  Letters  Patent ;  the  Defendants  relied  under  this 

20  Pftrticnlar  on  the  matter  in  the  preceding  paragraph,  and  also  on  the  common 

general  knowledge  and  use  of  molasses  and  treacle  and  saccharine  matter  for 

cattle  food  and  of  the  mixture  therewith  of  all  classes  of  vegetable  matter. 

(4)  The  alleged  invention  was  not  useful. 

The  Defendants  admitted  that  they  manufactured  cattle  food  and  sold  it 

25  under  the  name  ^^  Molass  Feed,"  and  that  they  had  sold  7^  cwt.  of  it  as  alleged 
in  paragraph  2  of  the  Particulars  of  Breaches. 
The  action  came  on  for  trial  before  Mr.  Justice  WARRINGTON. 
Moulton  K.O.,  Cave  K.C.,  and  Cole/ax  (instructed  by  HollamSj  Sons^  Coward^ 
and  Hawksley)  appeared  for  the  Plaintiffs ;  A.  J.  Walter^  and  J.  H.  Cray 

30  (instructed  by  Whites  A  Co.^  agents  for  James  Inship  A  Co.  of  Bristol)  appeared 
for  the  Defendants. 

MatUton  E.O.  opened  the  Plaintiffs*  case. — Sugar  is  now  recognised  as  a 
valuable  food,  and  it  is  a  great  advantage  to  be  able  to  utilise  the  sugar  in 
molasses,  which  would  otherwise  be  a  waste  product  in  the  refining  of  sugar. 

35  The  potassium  salts  in  molasses  have  a  laxative  effect  that  limits  the  amount  of 
molasses  capable  of  being  assimilated  by  animals.  The  humic  acid  in  the  peat 
appears  to  act  on  the  potassium  salts  forming  compounds  insoluble  in  the 
digestive  liquids,  and  ^us  enabling  an  increased  amount  of  molasses  to  be 
utilised  as  food.    As  to  the  defences,  the  Defendants  do  not  say  who  was  the 

iO  true  and  first  inventor  ;  no  prior  user  is  suggested  ;  the  real  defence  is  Adamses 
Specification.  That  is  a  most  absurd  document.  It  blundered  on  statements 
that^  if  followed  up,  might  have  led  to  the  Plaintiffs*  invention  ;  but  as  it  stands 
it  could  teach  the  public  nothing.  To  mention  a  large  number  of  things  that 
might  be  useful,  without  particularising,  is  not  helpful  (Incandescent  Oas  Light 

45  Company  v.  De  Mare^  13  R.P.O.  301,  at  page  323).  More  than  is  given  by 
Adams's  Specification  is  required  to  constitute  an  anticipation  {Hills  v.  Evans^ 
31  L.J.  Ch.  457,  at  page  463,  per  Lord  Westbury  L.C.).  This  Specification  was 
published  in  1857,  and  no  good  has  come  of  it.  There  is  no  question  as  to 
infringement. 

50  Evidence  was  given  in  support  of  the  Plaintiffs*  case.  F.  Livingstone^ 
managing  director  of  the  Plaintiff  Company,  said  that  they  sold  the  patented 
food  in  large  and  increasing  quantities  under  the  name  '*  Molassine  Meal."  Dr. 
Otto  Hehner  said  that  the  analysis  he  had  made  of  the  food  sold  by  the  Defen- 
dants under  the  name  of ''  Molass  Feed  *'  showed  that  it  consisted  only  of  peat 

55  and  molasses.  There  was  in  molasses  a  large  proportion  of  potassium  salts, 
whieh  had  a  detrimental  effect  on  the  animal  organism.    Peat  was  not  acid  in* 
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its  reaction  with  litmus,  but  it  acted  like  an  acid,  and  it  had  the  effect  of 
rendering  insoluble  some  of  the  otherwise  soluble  salts  in  molasses.    Adamses 
Specification  did  not  contain  any  suggestion  of  the  use  of  peat  in  oYercoming 
the  particular  defect  of  molasses  ;  tl^t  was  quite  new.    The  action  of  peat  on 
molasses  was  chemical,  not  merely  mechanical.    The  potassium  salts  in  molasses  5 
were  chiefly  the  acetate,  propionate,  and  butyrate.    The  expression  '^  neutralising 
^'reaction"  in  the  Plaintiffs*  Specification  was  not  used  in  a  strict  chemical 
sense.    There  were  actions  of  the  peat  independently  of  the  humus ;  it  would 
act  as  a  diluent ;  it  did  destroy  the  alkalinity  of  the  molasses.    The  potassium 
salts  acted  as  an  aperient  and  affected  the  heart ;  the  peat  had,  the  witness  10 
thought,  an  astringent  action.    Coal  mixed  with  the  molasses  would  not  have 
the  same  effect  as  peat,  nor  would  charcoal.    The  humic  acid  in  the  peat  would 
render  about  10  per  cent,  of  the  potassium  salts  insoluble  in  the  digestive  juices. 
It  might  be  that  the  effect  of  the  peat  was  not  strictly  chemical,  bat  a  surface 
effect.    Humic  acid  occurred  in  many  substances  other  than  peat    The  use  of  15 
ooal  in  cattle  food  suggested  in  Adamses  Specification  might  be  beneficial 
mechanically.    E.  Tate^  of  Henry  Tate  &  Sons  Ld.j  said  the  process  of  sugar 
refining  had  in  recent  years  undergone  great  alteration  and  the  quantity  of  the 
salts  in  the  molasses  had  increased.    The  Plaintiffs'  invention  had  created  a 
new  use  for  molasses ;  prior  to  that  there  was  a  difficulty  in  getting  rid  of  20 
molasses  in  the  sugar  refinery ;  since  then  it  had  been  easily  marketable  and 
his  firm  sold  a  very  large  quantity  of  it — the  bulk  of  what  they  produced — to  be 
made  into  molassine.    Dr.  A,  Liebmann  said  that  the  acids  that  existed  in  peat 
were  present  in  considerable  quantities  and  had  peculiar  properties.    If  peat 
and  molasses  were  mixed  and  warmed,  acetic  and  butyric  acids  were  evolved  ;  25 
and  peat  had  a  substantial  action  on  the  potassium  salts  of  organic  acids — 
tf.^.,  potassium  acetate  or  tartrate.    '*  Humic  acid  "  consisted  of  a  number  of 
substances  that  occurred  when  vegetable  matter  underwent  oxidation.    Peat 
from  which  the  humic  acid  had  been  removed  had  no  action  on  potassium 
acetate.    Adams*8  Specification  contained  no  suggestion  that  molasses  should  30 
be  used  as  a  food,  or  that  peat  had  the  peculiar  properties  the  Patentee  described 
— ^the  sugar  mentioned  by  Adams  meant  sugar  as  an  ingredient  of  corn,  Ac. 
<* Neutralising "  in  the  Plaintiffs'  Specification  meant  ''counteracting"  the 
effect  of  the  substance  occurring  in  molasses.    There  was  suf&cient  indication 
in  the  Specification  of  the  proportions  in  which  the  peat  and  molasses  were  to  35 
be  mixed.    Any  peat  would  answer  the  purpose.    The  Specification  was  framed 
on  the  basis  of  a  chemical  action,  and  there  was  some  action.    **  Compound  " 
was  used  in  the  Specification  not  in  a  strictly  chemical  sense.    The  reaction  of 
molasses  was  ordinarily  alkaline,  but  sometimes  neutral  or  slightly  acid  ;  the 
alkalinity  was  due  to  potassium  carbonate.     Peat  contained  a  considerable  40 
proportion  of  nutritive  constituents  ;  it  was  not  used  as  a  mere  diluent.    The 
food  manufactured  by  the  Defendants  contained  more  than  *65  per  cent,  of 
humic  acid — ^it  contained  a  substantial  quantity.    T.  R»  Spencer,  a  veterinary 
surgeon,  said  that  the  great  drawback  to  the  use  of  molasses  was  the  laxative 
effect ;  molassine  had  not  that  fault.    He  had  used  it  largely  with  good  results.  45 
The  mixture  had  an  effect  that  neither  of  its  constituents  had  separately.    It 
was  a  digestive  fattening  material  having  mild  laxative  properties.    A.  Jacobs^ 
a  veterinary  surgeon,  and  J.  C.  Young^  Lecturer  on  Veterinary  Science  at 
Aberdeen  University,  gave  similar  evidence  as  to  the  beneficial  results  of  the 
use  of  the  patented  food.  50 

Walter  said  the  Defendants  could  not  now  contest  the  validity  of  the  Patent. 

MouUon  E.C.  said  that  he  would  not  ask  for  damages  as  they  were  trivial. 

Warrington  «/. — This  is  an  action  for  the  infringement  of  a  Patent.    The 
Patent  is  one  for  the  improved  manufacture  of  cattle  food.    The  object  which, 
from  the  Specification,  it  is  apparent  was  before  the  Patentee,  was  that  of  55. 
utilising  the  nutritious  constituents  of  molasses  in  such  a  way  as  not  to  be 


roL  XSLIII^  No.  2.]     AND  TRADS  MARK  OASSS.  81 

Molas9ine  Company  Ld.  ▼.  R.  Toumsend  <k  Co.  Ld. 

deleterioas  to  the  animal  fed  with  it.  Before  the  date  of  this  Patent  it  was  well 
known  that  molasses,  namely,  that  which  remains  in  the  process  of  sugar 
refining  after  so  much  of  the  sagar  as  can  be  crystallized  has  been  crystallized, 
contains  a  considerable  number  of  potash  salts,  and  that  in  consequence  of  their 
5  presence  the  molasses  could  not  be  used  in  sufficient  quantities  to  be  really  a 
food  for  animals  without  evil  effects.  The  Patentee  has  succeeded,  or,  for  the 
moment  I  will  say,  says  he  has  succeeded,  in  getting  over  that  dif&culty  by 
using  peat  in  combination  with  molasses.  The  way  in  which  he  says  he  has 
got  oyer  the  difficulty  is  this,  that  there  is  a  chemical  action  of  the  peat  upon 

10  the  molasses  whereby  the  salts  are  wholly  or  partially  (I  think  one  ought  to  say 
partially)  either  got  rid  of  or  converted  into  some  other  non-deleterious  substance. 
That  is  what  the  Patentee  considers  he  has  done  by  his  invention.  He 
has  expressed  it  in  the  Specification  thus.  On  page  2*  he  eays  : — ^  The 
^  present   invention    has   for   its   object   the  manufacture  of  a  cattle  food 

15  '^  in  which  the  said  detriment  is  avoided,  and  which  at  the  same  time  can 
**  be  brought  into  a  form  which  will  enable  it  either  to  be  used  at  once  or  stored 
^  for  a  long  time.  For  this  purpose  I  have  found  peat  particularly  suitable  for 
^  such  a  manu&cture.  The  organic  acids  contained  in  peat,  in  particular 
**  humic  acid,  have  a  neutralising  reaction  upon  the  potash  salts  in  molasses, 

20  **  and  convert  these  into  a  compound  that  has  no  detrimental  action  on  the 
^  animal  organism."  Having  heard  the  chemical  evidence  for  the  Plaintiflls 
and  the  cross-examination  upon  it,  I  am  satisfied  that  this  statement,  though 
not  in  its  terms  chemically  true,  is  in  substance  true-— that  the  peat  has  not 
merely  a  diluent  action  upon  the  molasses,  but  has  a  chemical  effect  upon  the 

25  molasses  which  prevents  it  from  being  detrimental  to  the  animal  organism  as 
it  was  before.  It  seems  to  me,  having  come  to  that  conclusion  I  have  gone  a 
long  way  in  the  Plaintiffs'  favour ;  it  certainly  disposes  of  one  of  the  Particulars 
of  Objections — ^namely,  subject-matter.  It  seems  to  me  that  the  Patentee  has 
in  this  Specification  shown  that  he  has  made  an  invention  which  is  a  good 

30  subject-matter  of  a  Patent. 

lliere  are  two  other  defences  which  it  is  necessary  to  deal  with.  First,  it  is 
said  that  the  Patent  has  been  anticipated.  In  order  to  ascertain  that,  it  is 
necessary  to  see  what  the  Patent  is  for.  As  I  have  already  pointed  out,  I 
think  the  Patent  is  for  a  food  made  of  a  compound  of  peat  and  molasses,  a 

35  compound  the  results  of  which  are  such  that  the  molasses  can  be  used  as  a 
food  in  a  way  in  which  it  could  not  be  used  before.  The  only  anticipation 
relied  upon  is  a  Specification  of  Adams  (No.  1172  of  1857).  Really  very  little 
need  be  said  about  Adama^s  Specification.  As  to  what  is  an  anticipation,  I  may 
read  a  short  passage  from  the  judgment  of  the  Lord  Chancellor  in  the  case 

40  ^ills  V.  Evans  cited  to  me  yesterday  by  Mr.  Moulton.  The  Lord  Chancellor 
said  this : — ^*^  If,  therefore,  in  disproving  the  allegation  which  is  involved  in 
•*  every  Patent — ^that  the  invention  was  not  previously  known — ^appeal  be  made 
^  to  an  antecedently-published  book  or  Specification,  the  question  is  :  What  is 
**  the  nature  and  extent  of  the  information  thus  acquired  which  is  necessary  to 

45  "  disprove  the  novelty  of  the  subsequent  Patent  ?  There  is  not,  I  think,  any 
^  other  general  answer  that  can  be  given  to  this  question  than  this :  that  the 
"  information  as  to  the  alleged  invention  given  by  the  prior  publication  must, 
**  for  the  purposes  of  practical  utility,  be  equal  to  that  given  by  the  subsequent 
**  Patent.    The  invention  must  be  shown  to  have  been  before  made  known. 

50  ^  Whatever,  tlieref ore,  is  essential  to  the  invention  must  be  read  out  of  the 
^  prior  publication.  If  specific  details  are  necessary  for  the  practical  working 
^  and  real  utility  of  the  alleged  invention,  they  must  be  found  substantially  in 
**  the  prior  publication.    Apparent  generality  or  a  proposition  not  true  to  its 

*  Ante^  page  28,  line  21. 
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'^  fall  extent  will  not  prejudice  a  sabBequent  statement  whicli  is  limited,  accurate, 
''  and  gives  a  specific  rule  of  practical  application."  That  is  the  principle  with 
which  I  think  one  ought  to  approach  Adams* 8  Specification.  Now  what  really 
is  Adams's  Specification  when  you  come  to  consider  it  ?  It  seems  to  me  that 
it  is  nothing  more  than  this  :  he  conceived  that  there  were  certain  substances,  5 
in  particular,  coal — I  will  treat  that  as  one  of  them — ^which  he  thought  had 
nutritious  qualities,  and  his  Specification  does  nothing  more  than  suggest  the 
mixing  of  those  substances,  including  coal,  with  the  natural  food  of  animals  in 
such  a  way  that  it  might  be  digested,  much  the  same  as  you  give  GHregory^s 
Powder  in  jam  when  you  want  to  give  it  to  a  child.  It  seems  to  me  that  that  10 
is  all  Adamses  Specification  suggests.  As  to  his  su^^esting  that  which  I  find  in 
this  Patent,  namely,  a  way  of  using  the  molasses  which  previously  had  been 
only  used  as  medicine  or  in  small  quantities,  as  really  nutritious  food,  there  is 
nothing  whatever  to  be  seen  of  it.  It  seems  to  me,  therefore,  that  Adam^'^s 
Specification  does  not  come  anywhere  near  anticipating  the  present  Patent.  15 
Then  the  last  defence  with  which  I  need  deal  is  the  objection  that  the  Patent 
is  not  useful.  That  has  been  abundantly  disproved  by  the  veterinary  evidence 
I  heard  this  morning.  The  result  of  that  evidence  is  that,  previous  to  1900, 
when  this  Patent  came  into  extensive  use,  experience  had  shown  that  not  more 
than  a  pound  a  day  at  the  outside  could  be  given  to  horses — I  will  take  a  horse  20 
as  the  e:y ample  that  was  given  to  me — but  that,  since  this  Patent,  it  is  possible 
and  advantageous  to  give  to  a  horse  as  much  of  the  molassine  meal  as  would 
cause  him  to  eat  three  pounds  of  molasses  a  day,  and,  therefore,  that  the 
nutritious  properties  of  molasses  may  be  made  use  of  to  an  extent  three  times 
as  much  as  that  in  which  they  could  be  used  before.  Then  I  have  the  further  25 
evidence  of  Mr.  Young^  who  has  made  experiments,  not  for  the  purposes  of 
this  trial,  with  various  animals  in  Scotland,  and  the  result  of  those  experiments 
is  that  the  food,  so  composed  of  molasses  and  peat,  is  very  valuable  as  a 
nutritious  food. 

That  being  so,  I  cannot  hesitate  to  find  that  the  invention  is  useful,  and  the  result  30 
is  there  must  be  an  injunction  as  asked  for.  As  the  statement  of  what  has  been 
sold  appears  to  be  very  small,  the  Plaintiffs  do  not  think  it  is  worth  while  to 
ask  for  damages.  There  will  be  an  injunction  with  costs,  and  Certificates  that 
the  Particulars  of  Breaches  were  proved  and  that  the  validity  of  the  Patent 
came  into  question.  85 
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In  tab  High  Court  op  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Warrington. 

November  15th  and  16th,  1905. 

Joseph  Lucas  Ld.  v.   Fabry  Automobile  Company  Ld. 

5  Trctde  nafne.—Passing'Offi-^Use  of  foreign  manufacturers'  own  fiame  in 
connection  with  the  sale  of  the  Defendants'  goods, — Plaintiffs  not  selling  tlie 
particular  hind  of  goods  sold  hy  the  Defendants. — No  jjrobability  of  deception 
or  of  confusion  between  btisinesses, — Judgment  for  the  Defendants. 

The  Plaintiffs^  Joseph  Lucas  Ld.,  were  manufacturers  and  sellers  of  cycle  and 
^0  motor  accessories^  and  (inter  alia)  soldj  btU  did  not  manufacture^  repair  bands 
and  pcUches  for  motor  tyres ;  they  did  not  sell  tyres.  The  Plaintiffs  commenced 
an  action  against  another  Companyj  alleging  tliat  the  name  ^} Lucas''  had 
become  identified  with  the  Plaintiffs'  goods^  and  complaining  of  the  advertise- 
ment and  saJe  by  the  Defendants  of  ^^  Lucas  Pneumatic  Non-slipping  and 
15  "  Unpuncturable  Tyres."  TJie  tyres  sold  by  the  Defendants  were  made  by 
Louis  Lucas  ofDinan^  and  were  well  known  on  the  Continent  under  the  name 
of  Lucas." 

Held,  that  the  Plaintiffs  had  no  reputation  in  connection  with  tyres ;  tliat 

there  was  no  intention  on  the  part  of  the  Defendants  to  pass  off  tlieir  goods  as 

20  the  Plaintiffs',  or  connect  their  business  with  thai  of  the  Plaintiffs ;  and  that  the 

advertisements  complained  of  were  not  nor  was  the  name  "  Liu^as  "  as  used  by 

the  Defendants  calculated  to  deceive.    The  action  was  dismissed  with  costs. 

On  the  31st  of  January  1905  Joseph  Lucas  Ld.  commenced  an  action  against 
the  Fabry  Automobile  Company  Ld.  claiming  an  injunction  to  restrain  the 

^  Defendants,  their  servants  and  agents,  from  advertising,  offering  for  sale,  or 
polling  tyres  or  any  other  similar  goods  as  the  Liuxis  tyres,  or  under  any  other 
similar  name,  so  as  to  lead  persons  purchasing  such  tyres  to  believe  that  they 
were  the  goods  of  the  Plaintiffs  or  manufactured  by  the  Plaintiffs,  and  for 
damages. 

20  The  Plaintiffs  by  their  Statement  of  Claim  alleged  (inter  alia)—(l)  that  the 
Plaintiffs  and  their  predecessors  in  business  had  for  upwards  of  30  years  carried 
on  business  in  Birmingham  as  manufacturers  of  accessories  and[component  parts 
of  cycles  and  motor  cars  and  vehicles,  and  had  acquired  a  great  reputation  as 

0 
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such  manufactnrerd  with  the  public,  and  particularly  with  the  trade  connected 
with  and  with  the  users  of  such  cycles,  motor  cars,  and  vehicles ;  that  all  the 
accessories  and  component  parts  manufactured  by  the  Plaintiffs  as  aforesaid 
were  generally  known  in  the  trade  and  to  the  public  as  Luca^  or  Luc/Mi^Sy  and 
the  name  of  Lu^can  had  become  identified  with  the  goods  manufactured  by  the  5 
Plaintiffs  as  aforesaid :  (2)  that  the  Defendants  were  manufacturers  of  and 
dealers  in  motor  cars  and  yehicles  and  component  parts  and  accessories  of 
motor  cars  and  vehicles;  (3)  that  the  Defendants  had  for  the  purpose  of 
passing  off  certain  of  their  goods — to  wit,  tyres  for  motor  cars  and  vehicles— as 
and  for  the  goods  of  the  Plaintiffs,  and  for  the  purpose  of  taking  advantage  of  10 
the  reputation  which  the  goods  manufactured  and  sold  by  the  Plaintiffii  as 
aforesaid  had  acquired,  and  for  the  purpo3e  of  associating  their  said  tyres  with 
the  Plaintiffs^  had  advertised,  offered  for  sale  and  sold  their  said  tyres  for 
motor  cars  and  vehicles  as  the  ^*  Lucas  Pneumatic  Non-slipping  and  Unpunctur- 
*^  able  Tyres  "  in  such  a  way  as  to  deceive  the  public  and  purchasers  of  such  15 
tyres  and  to  lead  them  to  believe  that  such  tyres  were  and  had  been  manu- 
factured by  the  Plaintiffs.  Particulars  of  the  Defendants'  advertisements  were 
given,  which  included  advertisements  in  the  "  Autocar  "  of  October  22nd  1901, 
January  14th  and  2l8t  1905,  and  the  Defendants'  Catalogue.  The  advertise- 
ment of  October  22nd  1904  will  be  found  referred  to  in  the  Judgment.  The  20 
advertisement  of  January  14th  1905  in  the  "  Autocar  "  was  as  follows  : — 

*^  Better  have  the  best  and  fit  the  famous 
"  LUCAS 
."  Pneumatic  Non -slipping  and  Unpuncturable  Tyre. 
"  The  leather  band  is  sewn  on  to  specially  made  Continental  Casings.  25 

"  Highest  Award  in  studded  Tyre  Class  at  French  International  Trials  at 
**  Versailles  last  February. 
"  Sold  at  Paris  Prices  by  the  sole  Concessionaires  for  tlie  United  Kingdom^ 
"  The  Fabry  Automobile  Co,  Ld.^  71  New  Cavendish  Street,  Portland  Place, 
**  London,  W.  30 

**  Telephone,  "  Telegrams, 

"  2818  Paddington.  "  Fabrymoto,  Londcn.'* 

Previous  to  the  issue  of  this  advertisement  there  had,  in  October  1904,  been 
some  correspondence  between  the  Plaintiffs'  solicitors  and  the  Defendants,  which 
will  be  found  further  referred  to  in  the  Judgment.  The  Defendants  in  this  35 
correspondence  claimed  that  M.  Louis  Lucas  of  Dinan,  the  maker  of  the  Lucas 
tyre  sold  by  the  Defendants,  had  a  legal  right  to  call  his  manufacture  by  his 
name  ;  without  admitting  they  were  in  the  wrong  they  said  that  they  would 
be  prepared  to  call  it  "  Louis  Lucas,'^^  and  the  advertisement  was  changed  for  a 
time.  40 

In  pursuance  of  an  Order  the  Plaintiffs  gave  Particulars  of  what  acces- 
sories and  component  parts  of  cycles  and  motor  cars  and  vehicles  they  were 
manufacturers  as  alleged  in  paragraph  1  of  the  Statement  of  Olaim.  .  These 
included  a  large  number  of  articles,  many  of  them  metal  goods,  but  some  rubber 
or  other  goods,  including  motor  patches,  tyre  repair  patches,  tyre  repair  bands,  45 
tyre  repair  canvas,  and  tyre  patching  rubber.  It  appeared,  however,  in  the 
evidence  given  at  the  trial  that  the  Plaintiffs  did  not  themselves  manufacture 
the  motor  repair  bands  or  patches  or  other  rubber  goods  which  they  sold  ;  the 
repair  band  was  sold  as  the  Lucas  tyre  repair  band. 

The  Defendants  by  their  Defence— (1)  denied  that  the  Plaintiffs  were  manu*  50 
facturers  of  component  parts  of  cycles  or  motor  cars  or  vehicles ;  save  as  afore- 
said the  Defendants  had  no  knowledge  of  and  did  not  admit  any  of  the  matters 
alleged  in  paragraph  1  of  the  Statement  of  Claim  ;  (2)  the  Defendants  admitted 
that  they  were  dealers  in  motor  cars  and  tyres  for  motor  cars  ;  save  as  afore- 
said the  Defendants  denied  each  and  Qvery  allegatioii  {n  the  second  paragraph  5$ 
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of  the  Statement  of  Claim  ;  (3)  the  Defendants  denied  that  they  had,  for  the 
porpose  of  passing  off  any  tyres  for  motor  cars  or  vehicles  as  or  for  the  goods 
of  the  Plaintiffs,  or  for  the  purpose  of  taking  advantage  of  any  reputation  which 
any  goods  manufactured  or  sold  by  the  Plaintiffs  might  have  acquired  or  for 
5  the  purpose  of  associating  any  tyres  with  the  Plaintiffs,  advertised  or  offered 
for  sale  or  sold  any  tyres  for  motor  cars  or  vehicles  in  any  manner  calculated 
to  deceive  the  public  or  any  member  thereof  or  any  purchaser  of  such  tyres,  or 
that  the  public  or  any  member  thereof  or  any  such  purchaser  to  believe  or  that 
the  public  or  any  member  thereof  or  any  such  purchaser  did  in  fact  believe  that 

10  any  tyre  advertised  or  offered  for  sale  or  sold  by  the  Defendants  was  or  had 
been  manufactured  by  the  Plaintiffs  ;  (1)  that  the  Defendants  have  acted  for 
some  time  past  as  the  English  agents  in  the  United  Kingdom  for  M.  Lucoa  of 
Dinan  for  the  sale  of  certain  tyres  for  motor  cars  invented  and  manufactured 
by  him  and  had  sold  the  same  under  the  name  and  description  of  ''  Lucas 

15  " Pneumatic  Non-slipping  and  TJnpuncturable  Tyres'*;  the  said  M.  LtK^od  had 
sold  the  said  tyres  in  France  and  elsewhere  for  some  years  past  under  the  name 
or  description  of  **  Lucas  Tyres,"  by  which  name  they  were  well  known  in  the 
trade ;  (5)  that  the  said  "  Lucas  Tyres  "  had  been  and  still  were  the  only  tyres 
of  that  name  or  description  upon  the  market  and  were  the  only  tyres  sold  by 

20  the  Defendants  as  "  Lucas  Non  slipping  and  Unpuncturable  Tyres  "  ;  (6)  that 
the  Plaint*  ffs  never  had  nor  did  they  manufacture  or  sell  tyres  for  motor  cars 
or  cycles  or  vehicles. 

Rowden  K.C.  and  W.  J.  Distumal  (instructed  by  Needham^  Tyrer^  and 
Barrow^  agents  for  Dale  A  Co.,  Birmingham)  appeared  for  the  Plaintiffs; 

25  H.  Terrell  K.C.  and  A,  Houston  (instructed  by  H.  P.  Becher)  appeared  for  the 
Defendants. 

Rowden  K.C.  opened  the  Plaintiffs'  case. — ^This  is  an  action  for  passing-off. 
The  Plaintiffs  have  carried  on  business  for  30  years  as  manufacturers  of  acces* 
sories  for  bicycles  and  motor  cars,  but  have  not  yet  sold  any  motor  tyres.    There 

30  is  a  M.  Louis  Lucas  in  France  (not  connected  with  Defendant  Company)  who 
makes  motor  tyres,  and  he  has  put  on  the  market  through  the  Defendants  in 
England  **  Lucas  Pneumatic  Non-slipping  and  Unpuncturable  Tyres."  This  is 
an  improper  use  of  the  name  Lucas,  This  is  not  the  case  of  a  person  adopting 
a  name,  but  it  is  an  improper  use,  and  is  calculated  to  deceive.  The  Defendants 

35  have  gone  back  from  their  promise.  The  Plaintiffs  assented  to  "  Louis  Lucas  " 
being  used.  [Wabbinqton,  J, — Could  you  stop  a  person  not  Lucas  selling  a 
Lucas  motor  tyre  ?]  The  question  is  whether  motor  tyres  are  fairly  within 
the  Plaintiffs'  reputeition.  [The  advertisements  of  the  Defendants'  tyre  were 
referred  to.]    There  is  here  a  wrongful  user  of  the  name,  which  takes  the  case  out 

40  of  Turton  v.  Turton  (L  R.  42  Ch.  Div.  128).  One  question  is  the  extent  of  the 
right  acquired  by  user.  It  is  a  question  of  the  ambit  of  the  reputation  acquired 
by  the  Plaintiffs,  (Durdop  Pneumatic  Tyre  v.  Dunlop  Motor  Company  Ld. 
22  R.P.C.  533 ;  Dunlop  Piieumatic  Tyre  Company  Ld.  v.  Dunlop  Lubricant 
Company  16    R.P.C.  12 ;    and    Eastman  Photographic  Materials  Company 

45  Ld.  V.  Griffiths  Cycle  Corporation  Ld.  15  R.P.C.  105).  Turton  v.  Turton 
only  decides  that  there  must  be  something  more  than  the  mere  use  by  a 
defendant  of  his  own  name  for  a  plaintiff  to  succeed.  We  shall  prove  that 
the  name  Lucas  is  identified,  as  to  cycle  accessories,  with  those  made  by  the 
Plaintifib. 

50  The  witnesses  called  for  the  Plaintiffs  were  : — Johnson^  their  London  repre- 
sentative ;  W.  A.  Vincenty  manager  of  the  motor  department  of  Carnages  Ld. ; 
W.  C.  Bumeyy  who  dealt  in  motor  cars  and  motor  and  cycle  accessories ;  and 
B.  F.  Johnson^  manager  of  the  cycle  department  of  Hum  bers.  The  Memorandum 
and  Articles  of  Association  of  the  Plaintiff  Company  were  put  in. 

55  The  depomtions  of  M.  Fabry ^  managing  director  of  the  Defendant  Company, 
and  of  JET.  R.  P&pe^  one  of  their  directors,  were  read.    It  appeared  that  the  tyres 
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sold  by  the  Defendants  had  on  them  the  ^ords  ^'  Fabriqae  en  France — L.  Lucas, 
''  Dinan." 

Rowden  K.C.  (called  on  for  the  Plaintiffs).— The  evidence  brings  this  case 
within  the  case  of  the  Dunlop  Pneumatic  Tyre  Company  Ld..  v.  Dunlqp 
Lubricant  Company y  and  within  the  dictum  of  Romer  J.  in  the  "  Kodak "  5 
case  {Eastman  Photographic  Materials  Company  v.  Grriffith  Cyde  Corporation 
Ld.).  Mr.  Bumey  said  that  when  he  saw  the  word  '^  Lncas  "  ased  in  connection 
with  tyres  he  thought  that  the  Plaintiffs  had  entered  into  the  tyre  business.  Mr. 
K  F.  Johnson  said  that  if  he  saw  the  advertisement  with  "  Lucas  "  in  it  in 
connection  with  tyres,  he  too  would  think  that  the  Plaintiffs  had  started  in  the  10 
manufacture  of  tyres,  and  that  the  goods  advertised  were  those  of  the  Plaintiffs. 
The  evidence  establishes  that  confusion  may  arise  from  the  use  by  the  Defen- 
dants of  the  word  "  Lucas,^^  and  the  onus  is  on  them  to  distinguish  their  goods 
from  the  Plaintiffs'. 

Warrington  J. — I  cannot  but  admire  the  courage  of  the  Plaintiff  Company  15 
in  starting  and  fighting  this  action,  but  it  seems  to  me  that  it  is  perfectly 
hopeless. 

The  Plaintiffs  are  a  Company  carrying  on  business  in  the  manufacture  and 
sale  of  cycle  accessories  and  motor  accessories.  They  are  metal  workers  in 
Birmingham,  and  the  accessories  which  they  manufacture  are  wholly  metal.  20 
In  connection  with  their  metal  accessories  there  are  certain  parts  made  of 
rubber.  These  rubber  parts  they  also  sell,  but  in  connection  with  what  I  may 
call  their  proper  metal  trade.  They  also,  in  connection  with  their  metal  trade, 
sell  such  things  as  bands  for  placing  round  a  puncture  of  the  outer  cover 
of  a  motor  tyre,  and  they  sell  the  well  known  patches  in  connection  with  outfits  25 
for  placing  on  a  puncture  in  the  inner  tube  of  the  tyre.    That  is  their  business. 

There  has  been  fairly  well  known  in  the  cycle  world,  especially  in  France,  a 
tyre,  non-skidding  and  unpuncturable,  manufactured  by  Louis  Lucas  at  Dinan. 
Towards  the  end  of  last  year  an  arrangement  was  made  between  the  Defendants, 
the  FaAry  Autmnobile  Company  Ld.^  and  Louis  Lucas,  by  which  the  Defendants  30 
were  to  become  the  sole  agents  for  Louis  Lucas  for  the  sale  of  these  tyres.  I  ought 
to  have  mentioned  that  it  is  in  evidence  that  the  tyre  trade  is  a  distinct  branch  of 
the  industry  connected  with  motors.  Having  obtained  that  agency  the  Defendants 
proceeded  to  insert  advertisements  in  the  papers  ;  and  in  the  "  Autocar  "  of  the 
22nd  of  October  1904  there  is  an  example  of  the  advertisement  they  first  inserted.  35 
It  is  headed  with  a  reference  to  the  Defendants'  telephone  number,  a  reference 
to  their  telegraphic  name   "Fabiymoto  London,"  and  then  comes    "Lucas 
"Pneumatic  Non-slipping  and  Unpuncturable  Tyre,  patented  in  France  in 
"  December  1900,  being  the  original  Patent  for  tyres  of  this  type."    Then 
there  are  certain  paragraphs  which  refer  to  a  medal  which  has  been  obtained  40 
for  the  tyre,  and  to  certain  specialities  connected  with  its  manufacture,  and  then 
at  the  bottom  in  conspicuous  type,  "  Sole  Agents  for  the  United  Kingdom  the 
"  Fabry  Automobile  Company  Ld.,  71  New  Cavendish  Street,  London."    For 
some  reason,  which  I  confess  I  do  not  appreciate,  the  Plaintiffs,  Joseph  Lucas 
Ld.,  took  umbrage  at  this  advertisement.    They  wrote  a  letter  of  the  29th  of  45 
October  in  which  they  said,  "  The  name  *  Lucas '  when  used  in  connection  with 
"  anything  relating  to  cycles  and  motors  is  so  well  known  as  referring  to  our 
"  clients'  manufactures  that  the  advertisement  and  sale  of  motor  tyres  under 
"  that  name  will  certainly  mislead  purchasers  into  the  belief  that  such  tyres 
*^  are  made  by  our  clients.    Our  clients  are  not  actuated  by  any  unfriendly   50 
"  spirit ;  their  present  instructions  to  us  being  to  lay  the  matter  before  you  in 
"  the  hope  that  you  will  see  the  reasonableness  of  the  view  they  take,  and  will 
"  decide  upon  adopting  some  word  or  name  not  open  to  objection  by  them." 
The  result  of  the  letter  was  that  the  Defendants,  not  wishing  to  quarrel  with 
the  Plaintiffs,  and  wanting  to  meet  them  if  they  could,  changed  the  form  of   55 
their  advertisement,  and  in  the  "  Autocar  "  of  the  5th  ol  November  1904,  which 
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I  have  before  me,  the  adyertiBement  took  a  different  form.  It  was  not  headed 
with  the  name  "  Lucas  Pneumatic  Non-slipping  Tyre,"  but  it  began  with  a 
description  of  the  advantage  of  the  tyre.  It  then  said,  *'  Manufacturer  Louis 
*'  LucaSy  Dinan,  France.    Sole  Concessionaires  for  Great  Britain  and  Ireland, 

5  "  the  Fabry  Automobile  Company  Ld^^  As  Mr.  Pope^  the  managing  director, 
told  us,  that  form  of  advertisement  was  adopted  because  they  did  not  want  to 
quarrel  with  the  Plaintiffs.  However,  as  I  gather  from  a  letter  of  the  26th  of 
January,  which  they  wrote,  they  had  considered  their  position,  and  come  to  the 
conclusion  that  there  was  no  legal  objection  to  their  using  the  word  "  Lucas " 

10  in  connection  with  the  tyre,  and,  I  suppose,  thought  that  as  the  "  Lucas  Tyre  " 
was  known  in  France  it  would  be  more  to  their  advantage  to  use  the  name  in 
England,  and  accordingly  they  inserted  in  the  '^Autocar**  of  the  14th  of 
January  1905  an  advertisement  in  a  different  shape.  That  was,  *'  Better  have 
''  the  best,  and  fit  the  famous  'Lucas  Pneumatic  Non-slipping  and  tjnpunctui^able 

15  Tyre,'"  the  word  "Lucas"  being  in  large  type.  Then  it  concluded,  "  Sold  at 
"  Paris  Prices  by  the  sole  Concessionaires  for  the  United  Kingdom,  the  Fabry 
"  Automobile  Company  Ld.  71  New  Cavendish  Street,  Portland  Place, 
"  London,  W."  That  is  all  that  the  Defendants  have  done.  They  issued  that 
advertisement,  saying  that  they,  under  their  own  name,  were  selling  ''the 

20  •*  famous  Lucas  Pneumatic  Non-slipping  and  tJnpuncturable  Tyre." 

The  Plaintiffs  have  never  manu&ctured  a  tyre,  they  have  never  sold  a  tyre, 
and  it  is  quite  impossible  that  anybody  looking  at  that  advertisement,  and 
reading  it  with  ordinary  care,  and  knowing  anything  about  the  business,  could 
suppose  that  that  tyre  was  one  manufactured  by  the  Plaintiffs.    However,  this 

25  action  was  begun. 

It  is  material  to  look  at  the  Statement  of  Claim,  and  see  what  it  is  that  the 
Plaintiffs  allege — first,  as  to  their  own  case,  and,  secondly,  as  to  what  it  is 
the  Defendants  are  doing.  The  Plaintiffs  allege  this  in  paragraph  1  : — "  The 
"  Plaintiffs,  and  their  predecessors  in  business,  have  for  upwards  of  thirty 

30  ''  years  carried  on  business  in  Birmingham  as  manufacturers  of  accessories,  and 
''  component  parts,  of  cycles,  and  motor  cars,  and  vehicles,  and  have  acquired  a 
''  great  reputation  as  such  manufacturers  with  the  public,  and  particularly  with 
'*  the  trade  connected  with,  and  with  the  users  of,  such  cycles,  motor  cars,  and 
''  vehicles.    All  the  accessories  and  component  parts  manufactured  by  the 

35  **  Plaintifb  as  aforesaid  are  generally  known  to  the  trade  and  to  the  public  as 
"  *  Lucas,'  or  *  Lucas's,'  and  the  name  of  '  Lucas '  has  become  identified  with 
^  the  goods  manufactured  by  the  Plaintiffs  as  aforesaid."  As  I  have  already 
said,  that  may  be  true.  The  word  "  Lucas "  has  become  identified  with  the 
goods  manu&ctured  by  the  Plaintiffs,  but  the  goods  manufactared  by  the 

40  Plaintiffs  are  not  tyres,  and  do  not  include  tyres.  The  name,  of  course,  is 
identified  with  the  goods  manufactured  by  the  Plaintiffs  because  they  put  the 
name  on  every  article  of  metal  work  that  goes  out  of  their  works.  Of  course 
the  name  is  identified  with  the  things  which  they  manufacture,  but  they  do 
not  manufacture  tyres. 

45  Now  let  me  see  what  it  is  that  they  allege  against  the  Defendants,  and  what  it  is 
they  must  prove  in  order  to  succeed  in  the  action.  "  The  Defendants  have,  for 
•*  the  purpose  of  passing  off  certain  of  their  goods,  to  wit,  tyres  for  motor  cars 
**  and  vehicles,  as  and  for  the  goods  of  the  Plaintiffs,  and  foi*  the  purpose  of 
^  taking  advantage  of  the  reputation  which  the  goods  manufactured  and  sold  by 

50  ^  the  Plaintiffs  aforesaid  have  acquired,  and  for  the  purpose  of  associating  their 
"  said  tyres  with  the  Plaintiffs',  have  advertised,  offered  for  sale,  and  sold  their 
**  said  tyres  for  motor  cars  and  vehicles  as  the  '  Lucas  Pneumatic  Non-slipping 
"  *  and  Unpuncturable  Tyres '  in  such  a  way  as  to  deceive  the  public  and 
^  purchasers  of  such  tyres,  and  to  lead  them  to  believe  that  such  tyres  are  and 

55  •*  have  been  manufactured  by  the  Plaintiffs*"  Not  one- word  of  that  paragraph 
has  in  my  opinion  been  proved.    The  Defendants  have  put  these  tyres  on  the 
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market,  not  for  the  porpoee  of  passing  them  off  as  the  croods  of  the  Plaintifib, 
bat  using  the  name  by  which  the  tyres  are  known  in  France,  and  for  the 
purpose  of  informing  the  pablic  that  the  tyres  which  they  are  selling  are  the 
tyres  which  are  known  in  France  as  the  "  Lucas  Tyres."  They  have  not 
attempted  to  acquire  any  reputation  which  the  Plaintiffs  have  got  for  their  5 
accessories,  inasmuch  as  the  Plaintiffs  have  no  reputation  whatever  in  connec- 
tion with  tyres.  They  have  not  attempted  to  connect  their  business  with  the 
business  of  the  Plaintiffs,  inasmuch  as  they  express  quite  plainly  upon  all  the 
advertisements  which  they  issue  that  they  are  the  sole  agents  for  these  tyres, 
and,  in  some  cases,  the  sole  concessionaires.  10 

I  need  not  refer  to  the  cases  which  Mr.  Rowden  cited  to  me — ^the  Dunlop  case 
and  the  Kodak  case.  In  each  of  those  cases  the  Judge  found  that  the  name  in 
question  was  adopted  by  the  defendant  for  the  fraudulent  purpose  of  obtaining 
an  unfair  advantage  at  the  expense  of  the  plaintiff.  In  the  present  case,  as  I 
have  said,  the  allegation  in  the  Statement  of  Claim  is,  in  my  opinion,  not  only  U 
not  proved,  but  is  disproved.  The  allegation  in  the  first  paragraph  of  the 
Statement  of  Claim  seems  to  me  to  be  disproved  by  the  Plaintifb'  own 
witnesses  ;  the  allegation  in  the  third  paragraph  is  disproved  by  the  Defen- 
dants' witnesses.  In  my  opinion  the  action  &ils,  and  there  must  be  judgment 
for  the  Defendants  with  costs.  30 


In  the  High  Court  of  Justiob.— Chancbry  Division. 

Be/ore  Miu  Justiob  Farwbll. 

November  4th,  1905. 

In  thb  Matter  of  an  Application  to  Register  a  Trade  Mark  bt 

THE  Printing  Machinery  Company  Ld.  25 

Trade  Mark.— Application  to  register  the  word  ^'Century''  as  a  Trade 
Mark.— Word  having  reference  to  the  character  or  quality  of  the  goods.-^ 
Application  refused.— Appeal  to  the  Court  dismissed.— Patents,  Ac.  Act,  1883, 
section  64.— Patents,  Ac.  Act,  1888,  section  10. 

An  application  was  made  to  register  tlie  word  "  Century ''  as  a  Trade  Mark  30 
for  all  goods  in  Class  7— that  is  to  say,  machinery  of  aU  kinds  and  parts  vf 
machinery,  except  agricultural  and  horticultural  machines  and  their  parts, 
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included  in  Class  7.  The  Comptroller  refused  the  application^  on  the  ground 
thcU  the  word  had  reference  to  the  character  or  quality  of  the  goods.  The 
Applicants  appealed^  and  the  appeal  was  referred  to  the  Court  The  Registrar 
of  Trade  Marks  in  an  affidavit  referred  to  the  use  of  the  word  in  a  commen- 

5  datory  sense,  and  especially  in  certain  registered  Trade  Marks,  the  right  to  the 
exclusive  use  of  it  in  those  applied  for  since  1888  Jiaving  been  disclaimed ;  lie 
also  stated  that  registratvm.  of  the  word  had  been  frequently  refused. 

Held,  having  regard  especially  to  the  fact  tlmt  the  word  had  often  been 
refused,  the  discretion  of  the  Comptroller  ought  not  to  be  overruled.    The  appeal 

10  was  dismissed  with  costs. 

On  the  6th  of  January  1905  the  Printing  Machinery  Company  made  an 
application  (No.  269,122)  to  register  a  Trade  Mark  in  Class  6  in  respect  of 
machinery  of  all  kinds,  and  parts  of  machinery,  except  agricnltural  and  horti- 
cnltnral  machines  and  their  parts,  inclnded  in  Class  7,    The  proposed  Trade 

15  Mark  consisted  of  the  word  **  Century." 

On  the  28th  of  January  1905  the  Comptroller-General  in  exercise  of  the 
discretionary  power  given  by  the  Patents,  &c.  Actb,  1883  to  1888,  refused  the 
application. 
The  Applicants  appealed  to  the  Board  of  Trade,  who  referred  the  appeal  to 

20  the  Court,  and  the  Applicants  gave  notice  of  motion  accordingly.  The  Appli- 
cants* Statement  of  the  grounds  of  appeal  alleged  (inter  alia)  that  the  word 
"  Century  *'  was  a  word  having  no  reference  to  the  character  or  quality  of  the 
goods  and  was  within  section  64,  subsection  1  (e)  of  the  Patents,  &c.  Act,  1883, 
as  amended  by  the  Patents,  &c.  Act,  1888.    An  affidavit  by  C.  S.  Woodroffe, 

25  Patent  Agent,  filed  in  support  of  the  motion  stated  {inter  alia)  that  he  had 

examined  dictionaries  and  other  works  of  reference  and  could  not  find  that  the 

word  "  Century  "  had  any  reference  to  the  character  or  quality  of  the  goods  in 

respect  of  which  the  registration  was  sought. 

An  affidavit  by  the  Registrar  of  Trade  Marks  stated  (inter  alia)  as  follows : — 

30  *^  (2)  The  Applicants  .desire  by  this  Application  to  secure  the  exclusive  right 
**  to  the  use  in  trade,  in  the  goods  for  which  they  apply,  of  the  word  *  Century.' 
**  This  word  is  very  largely  used  in  trade  as  a  word  of  advertisement.  There 
*'  is  a  ^  Century '  Dictionary,  and  there  is  a  '  Century  *  Magazine,  and  I  think 
^  that  to  the  ordinary  public  those  words  convey  the  idea  that  the  dictionary 

35  **  includes  all  improvements  that  have  been  discovered  up  to  its  date,  and  the 
^  magazine  expresses  the  latest  form  of  opinion  on  matters  with  which  it  deals. 
**  In  connection  with  the  words  '  Nineteenth '  and  ^  Twentieth  *  in  the  phrases 
•*  *  Nineteenth  Century  *  and  *  Twentieth  Century '  the  word  is  in  common  use, 
*^  and  these  phrases  are  frequently  used  in  advertisements  in  the  same  way  as 

40  "  the  French  phrase  *  Fin  de  Si^cle.'  (3)  The  word  has  been  frequently  refused 
^  registration  in  various  classes.  One  applicant  appealed  to  the  Board  of  Trade, 
^  who  decided  that  the  application  ought  not  to  be  allowed  to  proceed.  The 
"  word  has  frequently  been  disclaimed  in  connection  with  marks  registered  at 
*^  tlus  office.    (4)  On  exhibit  R.Q.  1  are  prints  from  the  blocks  used  for  adver- 

45  *^  tising  some  registered  marks*.  They  are  seven  in  number,  and  are  arranged 
"  in  numerical  order.  They  illustrate  the  advertising  use  of  the  word  "  Century,'* 
^*  and  show  that  it  is  frequently  used  in  commendatory  phrases  upon  Trade 

*  One  of  these  is  referred  to  in  the  judgment  of  Fabwxll  J,  In  another  the  word  ^  Gentnry  *' 
oooarred  ontside  eaoh  aide  of  a  trUngalar  devioe.  In  a  third  were  the  words  '*  The  Gentnry 
Maf^atine  Ink,'*    In  a  fourth  *<  The  Century  Magazine  Drem  Fabrics/*— J.O, 
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^  Marks.  In  all  the  Trade  Marks  shown  it  is  added  matter,  and  on  those 
*'  applied  for  since  1H88  its  exclusive  use  has  been  disclaimed.  (5)  It  appeared 
"  to  me  when  considering  this  case  that,  besides  the  doubt  whether  the  word 
"  '  Century '  was  a  word  having  no  reference  to  the  character  or  quality  of  the 
"  goods,  it  was  a  matter  for  consideration  whether  its  registration  would  not  5 
"  interfere  with^  if  not  actually  prevent,  its  use  in  such  commendatory  phrases 
'^  on  Trade  Marks.  It  appeared  to  me  that  the  word  was  one  that  was  reasonably 
*'  required  for  use  by  all  traders,  and  that  as  a  matter  of  discretion  it  would  not 
"  be  wise  to  assign  its  use  to  any  one  of  them  to  the  exclusion  of  all  others,  or 
"  to  give  any  colour  to  a  claim  to  prevent  its  free  use  in  the  advertising  phrases  W 
"  to  which  I  have  adverted.  I  refer  to  the  'Timber  News  and  Sawmill  Engineer' 
"  of  the  27th  May  1905,  now  produced  and  shown  to  me  marked  R.G.  2.  On 
*'  page  26  will  be  found  an  advertisement  illustrating  the  use  of  the  word* 
"•Twentieth  Century'  as  an  advertising  term  in  connection  with  goods  in 
"  Class  6."  15 

Moulton  K.C,  and  A.  J.  Walter  (instructed  by  Hay 8^  Schynettau  and  Dunn) 
appeared  for  the  Appellants  ;  R.  J.  Parker  (instructed  by  the  Solicitor  to  the 
Board  of  Trade)  appeared  for  the  Comptroller-General. 

Farwbll  J. — This  case  is  very  near  the  line ;  but  I  do  not  think  I  ought  to 
overrule  the  discretion  the  Comptroller  has  exercised.  The  question  is  whether  *0 
the  word  "  Century  "  has  reference  to  the  quality  or  character  of  the  goods.  The 
Comptroller  says  it  has,  and  he  has  referred  toa  number  of  advertisements  of  Trade 
Marks.  Amongst  others  the  one  that  strikes  me  most  is  called  *'  Kelmana," 
which  is  described  as — **  The  discovery  of  the  age  "  and  "  the  marvel  of  the 
"  Century."  There  is  no  doubt  that  the  word  **  Century  "  is  used  very  often  as  a  25 
commendatory  phrase.  I  suggested  to  Mr.  Walter  that  "  The  mowing  machine  of 
*'  the  Century  "  might  be  a  commendatory  phrase,  importing  that  it  is  the  best 
that  has  been  made  in  the  Century.  I  find  there  is  actually  an  advertisement  in 
the  "Timber  News"  of  "The  Cutters  of  the  Twentieth  Century,"  which  I 
suppose  imports  that  they  are  up  to  date — ^the  newest  invention,  and  the  very  30 
best  that  can  be  got.  Having  regard  to  the  fact  that  it  appears  that  this  word 
has  been  refused  many  times  before  I  do  not  think  I  ought  to  interfere  with  the 
discretion  which  has  been  exercised.  I  must  dismiss  the  Appeal,  and  I  suppose 
with  costs. 
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In  thb  Housb  of  Lords. 

Present:  The  Earl  ofHalsbury,  Lord  Ashbourne,  and  Lord  Maonaghtbn. 

July  11th,  12th,  17th,  and  December  19th,  1905. 

Nadbl  v.  Martin. 


5  Patent — Agreement  for  sale. — Warranty  of  validity. — Condition. — PcUenta 
alleged  to  be  invalid. — Judgment  for  Plaintiff. — Appeal  by  Defendants  allowed. 
—Patents  held  to  be  invalid. — Appeal  to  the  House  of  Lords  dismissed. 

The  owner  of  two  Patents  entered  into  an  Agreement  to  sell  them  for  a  price 
to  be  paid  partly  in  cash  and  partly  in  shares  of  a  Company  to  be  formed  by 

IQ  the  purchasers  before  the  date  fixed  for  completion.  The  assurance  to  the 
ptirchasers  was  to  contain  a  covenant  by  the  vendor  guaranteeing  the  validity 
of  the  Patents ;  the  purc?uisers  were  to  buy  some  of  the  patented  machines  from 
the  vendor.  Some  of  these  machines  were  delivered^  and  the  purchasers  by 
arrangement  gave  certain  promissory  notes  for  the  part  of  the  purchase  moneys 

15  Jor  the  Patents  payable  in  cash.  In  consolidated  actions  by  the  vendor  for  the 
price  of  the  machines  delivered  and  on  the  promissory  notes  the  Defendants 
alleged  that  the  guarantee  of  validity  of  the  Patents  was  in  the  nature  of  a 
cofidition,  and  thai  the  Patents  were  invalid  as  having  been  anticipated  and 
for  tenant  of  subject-matter.    The  two  Patents  both  related  to  improvements 

20  in  sewing  machines^  and  in  the  earlier  of  them  the  Patentee  claimed: — 
"  (i)  T?ie  impi^oved  sewing  machine  with  mechanical  actuation  of  the  crank 
^  mechanism  characterised  by  the  arrangement  that  the  said  mechanism 
"  is  connected  by  means  of  intermediate  parts  with  a  cylinder  or  an 
^  eccentric  in  such  manner  that  the  said  drum  or  eccentric^  constructed  to 

25  "  correspond  unth  the  design  to  be  worked^  will  correspondingly  actuate  the  crank 
**  mechanism  to  produce  the  required  pattern.  (2)  In  a  sewing  machine  for 
"  braiding  and  the  like^  the  combination  of  parts  forming  the  improved  mechanical 
^  crank  mechanism^  substantially  as  described  and  illustrated  in  the  accom- 
"  panying  drawing.^'     As  described  and  shown^  the  surface  of  the  drum  or 

30  eccentric  was  provided  with  a  suitable  curved  groove  corresponding  to  the 
pattern.  It  was  contended  for  the  Plaintiff  that  the  Patent  for  the  first  time 
gave  a  device  for  obtaining  meclMnically  complete  rotary  movement  as  opposed 
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to  reciprocating  movement  for  such  purpose.  It  was  admitted  that  in  tha 
arrangement  shotvn  in  one  of  the  Figures  rotary  motion  was  not  obtainable^ 
but  it  was  contended  that  the  Specification  clearly  contemplated  it^  and  that  (he 
error  in  the  Figure  could  be  corrected  by  an  ordinary  skilled  workman.  It 
was  also  contended  thaty  even  if  rotary  motion  was  not  obtained^  a  Specification  5 
ofS.  which  disclosed  reciprocating  motion  did  not  anticipate  the  Patent^  which 
was  for  a  different  machine^  and  that  there  was  subject-matter.  The  Specifim- 
tion  of  the  second  Patent  described  a  method  of  getting  over  the  dead  point  by 
means  of  a  second  crank  set  at  an  angle  to  the  first  with  a  second  groove  on  the 
drum  or  cylinder  actuating  a  second  cranky  and  claimed  such  parts  in  combu  10 
noMon  with  the  parts  covered  by  the  first  Patent.  No  manner  of  getting  a 
proper  second  groove  was  given^  but  the  evidence  was  that  a  skilled  mechanical 
person  could  obtain  it  from  the  first  groove.  In  the  Specification  ofH.^  relating 
to  the  driving  mechanism  of  bicycles^  double  cam  grooves  on  a  cylinder  were 
described  and  shown.  At  the  trial  it  was  held,  that  the  guarantee  of  validity  15 
wa^  not  in  the  nature  of  a  condition  entitling  the  Defendants  to  repudiate  the 
contract^  but  a  mere  warranty^  and^  further^  that  the  Patents  were  valid. 
Judgment  was  given  for  the  Plaintiff.  The  Defendants  appealed.  It  was 
held,  by  the  Court  of  Appeal^  that  on  the  construction  of  the  Agreement  it 
was  open  to  the  Defendants  to  set  up  the  invalidity  of  the  Patents;  that  the  20 
Specification  of  the  first  Patent  did  not  disclose  or  contemplate  rotai^  motion^ 
and  that  the  Patent  was  anticipated  by  the  Specification  of  S. ;  and  that^  having 
regard  to  H.^s  Specification^  there  was  no  invention  to  support  the  second  Patent ; 
and  that  the  parties  should  be  restored  to  their  original  position.  The  appeal 
was  allowed^  and  an  Order  was  made  accordingly.  Per  COLLINS  M.B.^  that^  25 
even  if  the  rotary  motion  was  comprised  in  the  first  Patent^  there  was  no 
claim  for  the  rotary  as  distinguished  from  the  alternating  motiofi^  and  that  the 
Patent  was  invalid  for  this  reason.  Per  Cozbns-Hardy  LJ.^  tliat^  if  the 
rotary  mx>tion  was  covered  by  the  first  Patent^  yet  that  the  Patent  was  bad^  as 
the  second  claim  included  S.  30 

The  Plaintiff  appealed  to  the  House  of  Lords. 

Held,  thai  the  basis  of  the  transaction  was  thai  the  Patents  were  valid; 
as  to  the  first  Patent^  that  S.  in  his  Specification  claimed  practically  the  same 
thing  by  practically  the  same  means;  that  the  Specification  of  the  first  Patent 
did  not  distinguish  what  was  claimed  from  what  S.  had  done;  and  that  the  35 
second  Patent  anticipated  by  H.'s  Specification.  The  judgment  of  the  Court 
of  Appeal  was  approved  and  the  appeal  dismissed. 

On  the  8t.h  of  March  1898  Letters  Patent  (No.  5702  of  1898)  were  granted  to 
David  Nadel  and  Heinrich  Herzberg  for  an  invention  of  "  Improved  sewing 
"  machine  with  mechanically  actuated  crank  mechanism  for  braiding  and  the  40 
"  like  purposes." 

The  Complete  Specification  was  as  follows  : — *'  Our  invention  relates  to  a 
"  sewing  machine  with  crank  mechanism  for  braiding  and  the  like,  having  a 
♦<  mechanical  actuation  of  the  crank.    In  all  constructions  of  sewing  machines 
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**  "with  crank  mechanism  for  this  purpose  hitherto  known,  a  serious  drawback 
<*  consists  in  that  the  crank  mechanism  is  actuated  by  hand,  and  consequently 
'*  the  correctness  of  the  pattern  obtained  depends  always  on  the  skill  of  the 
**  worker.  As,  however,  even  the  most  skill^  workman  in  spite  of  having  the 
5  **  pattern  before  him  is  liable  to  be  disturbed  by  other  influences  whilst  guiding 
**  the  crank  by  hand,  as  for  instance,  if  he  looks  up  from  the  work,  consequently 
'^  this  method  of  actuating  the  crank  mechanism  by  hand  has  a  distinct  draw- 
**  back  in  the  manufacture  of  certain  goods.  Our  invention  is  designed  to 
*'  obviate  this  drawback,  and  we  attain  the  object  by  causing  the  motion  of  the 

10  ^  crank  by  mechanical  means,  so  that  the  same  is  completely  dependent  upon 
^  the  pattern  to  be  produced.  The  motion  must  of  course  be  a  different  one 
^  for  each  different  pattern. 

^  This  method  of  actuating  the  crank  mechanism  is  attained  by  connecting 
'*  the  said  crank  by  means  of  suitable  intermediate  parts   (guide  rods  and  a 

15  "  double  lever)  with  a  cylinder  or  an  eccentric,  the  surface  whereof  is  provided 
"  with  curves,  so  arranged  that  when  the  said  cylinder  or  eccentric  is  revolved, 
^'  a  point  in  connection  with  the  said  double  lever  engages  therein,  and  causes 
^  the  corresponding  motion  of  the  crank  which  is  required  by  the  pattern  in 
^  question.    Moreover,  in  hand  work  the  crank  mechanism  must  be  sometimes 

20  •«  more  quickly,  sometimes  more  slowly  actuated,  or  it  must  be  caused  to  move 
"  forwards  or  backwards  or  even  at  certain  moments  be  held  stationary 
^  according  as  a  looped,  or  zig-zag,  or  wavy,  or  straight  pattern  is  to  be 
^  produced.  It  is  obvious,  therefore,  that  in  the  mechanical  actuation  of  the 
"  crank  mechanism,  the  revolution  of  the  cylinder  must  take  place,  sometimes 

25  "  slower,  sometimes  quicker,  sometimes  forwards,  and  sometimes  backwards. 
'^  These  variations  are  rendered  possible  by  the  arrangement  of  the  cylinder 
**  or  eccentric  provided  with  the  aforesaid  curved  grooves*  in  that  during  the 
**  revolution  the  double  lever  is  always  caused  to  move  more  quickly  when 
^  the  point  actuating  it  passes  over  a  very  much  inclined  portion  of  the 

30  "  groove,  whilst  on  the  other  hand  it  will  move  more  slowly,  and  conse- 
*•  quently  cause  the  crank  to  turn  slower  when  the  curve  on  the  cylinder  is 
*'  less  oblique. 

'*  In  the  accompanying  Drawing  our  invention  is  illustrated  in  the  form 
^  specially  designed  for  use  as  a  crank  actuated  sewing  machine  for  the  sewing; 

35  '^  on  of  braids  and  the  like.  In  this  Drawing  Figure  1  shows  the  arrangement 
^  in  plan.  Figure  2  an  elevation  together  wiSi  a  portion  of  the  machine,  whilst 
^  Figure  3  shows  a  side  view  of  the  invention  itself. 

^  To  the  crank  a  which  effects  the  revolution  of  the  shaft  6,  whereby  the 
^  thrust-ring  of  the  machine  surrounding  the  needle  is  actuated  in  the  usual 

40  ^  manner,  t^ere  is  attached  the  rod  c  secured  at  its  other  end  to  the  double 
**  lever  d.  By  the  motion  of  the  said  double  lever  in  the  one  or  the  other 
**  direction  the  turning  of  the  crank  will  obviously  be  effected.  As  the  crank 
**  as  alraady  stated  is  required  to  turn  sometimes  slower,  sometimes  quicker, 
*'  and  in  certain  cases  must  even  remain  stationary,  or  go  backwards  it  is 

45  **  obviously  necessary  that  the  motion  of  the  double  lever  when  the  machine 
•*  is  at  work  must  be  correspondingly  affected.  This  object  is  attained  by  pro- 
•*  viding  the  same  at  its  shorter  end  d^  with  a  point  or  sliding  piece  eP  engaging 
"  in  a  groove  e  of  the  cylinder  g.  This  groove  e  is  formed  more  or  less 
•*  curved  according  as  the  crank  is  required  to  move  quicker  or  slower,  and 

50  *^  it  must  in  order  to  procure  a  recurring  pattern  of  course  be  joined  together 
^  at  its  ends  upon  the  circumference  of  the  drum.  This  condition  can  be 
'*  easily  attained  by  choice  of  a  suitable  diameter  for  the  drum.  If  the  crank 
•*  is  required  to  stand  still  the  curve  becomes  a  straight  line,  whereas  a  turning 
^  of  the  crank  is  caused  as  soon  as  the  said  line  again  takes  an  inclined  position 

55  ^  to  the  perpendicular  plane  of  the  drum.  ^ 

^  Our  invention  is  described  by  way  of  example  with  the  application  to  the 
^  braiding- industry,  for  which  this  invention  is  of  especial  advantage,  because 
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by  it  the  opportunity  is  afforded  of  having  all  like  patterns  executed  exactly 

alike,  and  independently  of  the  skill  of  the  workman." 

The  Patentees  claimed  :— "  1.  The  improved  sewing  machine  with  mechanical 

actuation  of  the  crank  mechanism  characterized  by  the  arrangement  that  the 

said  mechanism  is  connected  by  means  of  intermediate  parts  with  a  cylinder 

or  an  eccentric  in  sach  manner  that  the  said  drum  or  eccentric  constructed 

to  correspond  with  the  design  to  be  worked  will  correspondingly  actuate  the 

crank  mechanism  to  produce  the  required  pattern. 

**  2.  In  a  sewing  machine  for  braiding  and  the  like,  the  combination  of  parts 

forming  the  improved  mechanical  crai^  mechanism  substantially  as  described 

and  illustrated  in  the  accompanying  Drawing." 


10 


On  the  14th  of  AprU  1899,  Letters  Patent  (No.  7843  of  1899)  were  granted  to 
the  same  Patentees  for  an  invention  of  **  Improvements  in  sewing  machines 
**  for  embroidering,  braiding  and  the  like." 

The  Complete  Specification  was  as  follows  : — *^  The  present  invention  relates  15 
^^  to  improvements  in  sewing  machines  such  as  described  in  Patent  Specification 
"  No.  5702  of  1898.  A  braiding  and  embroidering  device  is  there  described  in 
**  which  the  crank  on  the  shaft  operating  the  thrust  ring  is  moved  mechanically 
^*'  by  a  cam,  such  as  a  cylinder.  It  is  the  object  of  the  present  invention  to 
^'  provide  a  means  whereby  the  dead  points  of  the  cam  groove  or  surface,  which  20 
^^  through  the  agency  of  intermediate  mechanism  operates  the  crank  shaft,  are 
"  overcome. 

**  On  the  accompanying  Drawing  Fig.  1  is  a  side  elevation  of  the  new  device 
'^  and  parts  of  the  sewing  machine  to  which  it  is  attached.  Fig.  2  is  an  under- 
*^  side  view  of  the  same.  25 

<«  The  general  construction  is  in  essentials  substantially  the  same  as  that 
*'  shown  in  the  Patent  Specification  already  referred  to  ;  but  instead  of  there 
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10 


**  being  only  one  crank  a  on  the  shank  h  operating  the  thrnst  ring,  two  cranks 
"  are  provided.  The  second  crank  a^  is  arranged  at  an  angle  of  abont  45*^  to 
"  the  crank  a,  and  is  provided  with  a  connecting  rod  c^  having  at  its  end  a  pin 
**  or  sliding  block  e^,  running  in  a  cam  groove  f^  on  the  periphery  of  the 
"  cylinder  or  drum  g.  This  end  of  the  rod  6^  is  farther  shown  pivoted  to  a 
"  lever  arm  rf^,  the  other  end  of  which  is  pivoted  to  the  framework  of  the 
''  sewing  machine.  The  said  parts  all  operate  similarly  to  the  rod  Cy  pin  6, 
"  lever  d  and  groove  /  actuating  the  leading  crank  a.  The  groove  /*  in  the 
'*  cylinder  g  is  of  snch  form  that  the  crank  a}  is  actuated  by  it  when  the  crank  a 
**  (that  is  the  groove/)  stands  in  its  most  unfavourable  position,  viz.^  when  the 
"  pin  e  is  in  the  neighbourhood  of  the  right  or  left  culminating  point  of  the 
"  groove/.    The  advantage  of  such  an  arrangement  is  that  the  machine  can  be 


nc.i 


15 


20 


"  started  in  any  position,  without  any  dead  point  having  to  be  overcome. 
'*  Moreover,  there  is  a  great  saving  of  power  effected,  for  opposite  to  each  steep 
**  portion  of  the  one  curved  groove,  is  a  less  steep  portion  of  the  other  curved 
'*  groove.  Thus  the  pressure  which  has  to  be  exerted  on  the  crank  a  or  a^  is 
"  correspondingly  distributed  between  the  sliding  pins  or  blocks  e  and  fi\'* 

The  Patentees  claimed  :— "1.  In  a  sewing  machine  for  embroidering,'braiding 
^  and  the  like  in  which  the  crank  on  the  shaft  operating  the  thrust  ring  or 
''  fabric  feeder  is  connected  by  a  system  comprising  a  rod  and  lever  or  the 
"  like  with  a  cam  cylinder  or  its  equivalent,  the  surface  of  which  is  so  formed 
^  as  to  actuate  the  said  crank  mechanism  in  such  manner  as  to  produce  the 
**  pattern  required,  the  combination  with  the  said  parts  of  a  second  crank  set  at 
^  «n  Angle  to  the  said  first  crank  on  the  said  shaft,  and  by  a  system  comprising 
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"  a  rod  and  lever  or  the  like  connected  with  the  said  cam  cylinder  or  its 
**  equivalent,  in  such  manner  that  another  cam  surface  or  groove  on  the  latter 
"  actuates  the  second  crank  mechanism  when  the  first  crank  mechanism  is  at  or 
"  near  its  dead  point,  all  substantially  as  and  for  the  purposes  hereinbefore  set 
"  forth.  2.  In  a  sewing  machine  for  embroidering,  braiding  and  the  like  as  5 
"  described  in  Claim  1,  the  general  arrangement  and  combination  of  parts  for 
"  operating  the  crank  shaft  by  means  of  two  cranks  placed  at  an  angle  to  each 
"  other,  all  substantially  as  described  and  illustrated  on  the  drawing." 

By  an  agreement  dated  the  1st  of  April  1901,  and  made  between  D,  Nadd 
(hereinafter  called  the    Patentee)  of   the    one    part,  and    Charles   Martin^  10 
William  Letvin^  John  Daws  Clark^  and  William  Carsley  of  the  other  part, 
after  reciting  that  D.  Nadel  was  the  owner  of  the  Patents,  he  agreed  to  sell 
them  to  the  parties  of  the  second  part,  and  by  clause  2  it  was  provided  that 
the  purchase  money  should  be  the  sum  of  10,000t,  to  be  payable  as  to  5000^.  in 
cash  of  which  200^.  should  be  paid  on  the  signing  thereof,  and  the  balance  15 
on  completion,  and  as  to  5000^  by  the  allotment  or  transfer  to  the  vendor  of 
5000  fully-paid  ordinary  shares  of  11.  each  in  the  Company  to  be  formed  by  the 
purchasers  as  therein  mentioned  ;  by  clause  3  that  the  purchasers  should  form 
the  Company  within  four  months  from  the  date  thereof ;  by  clause  4  that  the 
purchase  should  be  fully  completed  within  four  months  from  the  date  thereof.  20 
Clause  5  was  as  follows  : — "  Upon  payment  of  the  said  cash  and  the  allotment 
"  or  transfer  of  the  said  shares  as  aforesaid  the  vendor  shall  execute  and  do  all 
"  necessary  acts,  deeds,  and  things  for  vesting  in  the  purchasers  or  their 
^*  nominees  the  said  inventions,  and  the  said  Letters  Patent  and  the  assurance 
"  to  the  purchasers  or  their  nominees  shall  contain  a  covenant  by  the  vendor  25 
^'  guaranteeing  the  validity  of  the  said  Patents  and  also  covenants  that  he,  the 
"  vendor,  will  communicate  to  the  purchasers  all  improvements  upon  the  said 
*^  inventions,    and    will    supply  them   with  all    drawings    and    information 
*^  necessary  for  enabling  the  purchasers  to  obtain  Letters  Patent  for  such 
^^  improvements,  and  shall  also  contain  in  addition  the  usual  covenants  for  title  30 
"  by  the  vendor."    Clause  6  provided  that  out  of  the  cash  payment  of  50002. 
the  sum  of  10002.  should  be  deposited  as  therein  mentioned,  and  that  the  said 
sum  should  be  kept  deposited  for  five  years  from  the  date  thereof,  and  during 
such  five  years  the  same  should  only  be  used  for  the  purpose  of  taking  and 
prosecuting  proceedings  against  any  person  or  persons  infringing  the  Patents  or  35 
any  future  Patents  for  improvements  or  for  defending  and  maintaining  the 
validity  of  the  Patents  against  any  person  or  persons  disputing  the  same. 
Subject  thereto  the  said  1000/.  was  to  be  handed  to  the  vendor.    By  clause  7  it 
was  provided  that    the  purchasers  should  purchase  from  the  vendor  fifty 
machines  at  the  price  of  202.  each,  such  machines  to  be  paid  for  within  one  40 
month  after  delivery. 

On  the  29th  of  October  1901  the  Patentee  commenced  an  action  against 
Charles  Martin^  William  Lewin^  John  Daws  Clarke  and  William  Carsley 
for  4182.  hs.  for  goods  sold  and  delivered,  being  principally  machines 
delivered  to  the  Defendants  under  the  terms  of  the  agreement,  and  on  the  45 
9th  of  December  1901  the  Patentee  commenced  another  action  against  the 
same  Defendants  on  certain  promissory  notes  given  by  the  Defendants  to 
the  Plaintiffs  in  accordance  with  a  verbal  agreement  made  on  the  22nd  of 
August  1901  in  payment  of  the  said  purchase  moneys  under  the  said  agreement*  | 

These  two  actions  were  consolidated.  50  ' 

The  Defendants  by  their  Defence  denied  that  they  were  indebted  to  the 
Plaintiffs  the  sums  claimed,  and  as  to  the  claim  in  the  first  action  sJleged 
{inter  alia)  (4)  that  by  clause  5  of  the  said  agreement  the  Plaintiff  agreed  to 
assign  the  Patents  to  the  Defendants  or  their  nominees,  and  that  the  assurance 
should  contain  a  covenant  by  the  Plaintiff  guaranteeing  the  validity  of  the  55 
Patents ;  (6)  that  it  was  an  implied  term  and  condition  of  the  said  agreement, 
and  the  Plaintifl^s  repre8e^ted  to  the  Defendants  before  the  said  agreement  was 
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signed  that  the  Patents  were  valid,  and  as  to  both  claims  they  alleged 
(inter  alia)  (14)  that  the  Defendants  entered  into  the  said  agreements  of 
the  1  St  of  April  1901  and  the  22nd  of  August  1901,  and  accepted  delivery 
of  ten  machines  and  paid  the  moneys  and  gave  the  promissory  notes  therein 
5  referred  to  solely  on  the  faith  of  the  Plaintiffs  representation  that  the  Patents 
were  valid,  and  on  the  PlaintiflE  agreeing  to  guarantee  the  validity  thereof, 
and  (15)  thisit  the  Patents  were  invalid  for  the  reasons  set  out  in  the  Particulars 
delivered  therewith,  and  that  the  consideration  for  the  said  agreement  had 
therefore  wholly  failed,  wherefore  the  Defendants,  as  they  were  entitled  to  do, 

10  refused  to  complete  the    said  agreement  of  the    1st  of  April    1901.     The 

Defendants  counterclaimed  for  the  return  of  the  moneys  paid  by  them  under 

the  said  agreement,  the  return  of  the  j)romissory  notes,  rescission  of  the  said 

agreement,  and  damages  for  misrepresentation  as  to  the  validity  of  the  Patents. 

By  their  Particulars  of  Objection  they  alleged  (1)  as  to  both  Patents  that  the 

15  said  alleged  inventions  were  not  nor  was  either  of  them  new  at  the  respective 
datet)  of  the  said  Letters  Patent ;  the  said  alleged  inventions  had  been  published 
in  tbis  realm  prior  to  the  date  of  the  earlier  of  the  said  Letters  Patent  in  the 
Specifications  of  the  following  Letters  Patent : — Eight  Specifications  were 
then  mentioned  including  (e)  Shillito  (No.  2862  of  1897)  ;  and  (h)  Hann  and 

20  others  (No.  6910  of  1896)  ;•  that  the  Defendants  would  rely  on  the  whole  of 
each  of  the  above  Specifications  as  against  all  the  claims  in  Specifications 
Nos.  5702  of  1898  and  7843  of  1899  ;  (2)  that  the  said  alleged  inventions  were 
not  nor  was  either  of  them  proper  subject-matter  of  Letters  Patent;  the 
Defendants  would  refer  to  the  Specifications  set  out  in  paragraph  1  thereof  and 

25  to  the  common  general  knowledge  of  the  engineering  trade,  and  would  allege 
that,  by  reason  of  the  same,  no  invention  was  required  to  substitute  for  hand 
actuation  the  mechanical  actuation  of  a  crank  mechanism  by  means  of  inter- 
mediate parts  and  one  or  more  cylinders  or  eccentrics  for  the  purpose  of 
constructing  designs  or  for  any  other  purpose. 

30  The  Plaintiff  by  his  Reply  and  Defence  to  counterclaim  (inter  alia)  admitted 
that  he  made  the  agreement  of  the  1st  of  April  1901,  but  not  that  it  was 
correctly  stated  in  the  Defence,  and  did  not  admit  paragraph  6  of  the  Defence, 
and  said  that  the  Defendants  did  not  enter  into  the  said  agreements  of  the 
1st  of  April  and  22nd  of  August  1901  or  either  of  the  said  agreements,  nor  did 

35  they  accept  delivery  of  any  machines,  nor  did  they  pay  any  moneys  or  give  any 
promissory  notes  on  the  faith  of  the  alleged  or  any  misrepresentation  or 
agreement  of  the  Plaintiff,  and  denied  that  the  Patents  were  or  either  of 
them  was  invalid,  or  that  there  was  a  total  or  any  failure  of  consideration 
of  the  said  agreement  of  the  1st  of  April  1901. 

40  The  portions  of  Shillitd^s  and  Hann^s  Specifications  material  for  the  purpose  of 
this  report  are  set  out  below.  Shillito's  Specification  stated  as  follows  : — "  This 
^  invention  relates  to  the  crank  action  of  ornamental  stitch  and  festoon  stitch 
**  sewing  machines.  The  movement  of  the  fabric  holder  thereby  produced  is  in 
"  known  machines  transmitted  to  the  needles  by  means  of  a  hand  crack  whilst  in 

45  "  this  invention  there  is  an  automatic  as  well  as  a  hand  action,  which  presents 
^  the  advantage  that  in  ornamental  sewing  greater  deviations  or  changes  may  be 
^'  made  without  renouncing  the  absolutely  regular  festoon  of  the  automatic 
"  action.  If  for  instance  a  festoon  is  to  made  between  any  other  ornamental 
^  sewing  the  operation  is  performed  partly  by  the  automatic  action  and  partly 

50  ^  by  means  of  the  hand  crank,  the  one  method  being  at  any  time  exchangeable 
"  for  the  other."  After  describing  known  parts  of  the  machine,  it  continued  : — 
^  Up  to  this  point  the  machine  parts  are  known  and  are  only  cited  to  make  the 
^*  invention  clear.  The  improvements  of  this  invention  are  shown  applied  to  such 
^  a  festoon  sewing  machine.    They  comprise  an  arrangement  by  which  the  rod 

*  For  the  other  six  Specifications  see  20  I^.P.O.  p.  134. 
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"  33,  which  hitherto  it  has  been  the  custom  to  operate  only  by  means  of  a  crank 
"  58  and  toothed  wheel  59  in  order  to  form  the  festoon,  may  also  be  operated 
"  automatically.  In  this  arrangement  a  double  lerer  37  is  mounted  to  oscillate 
"  on  the  machine  frame  (Figs.  1,  4)  and  is  connected  to  the  rod  38  by  means  of 
'*  a  slot  and  screw,  and  a  ratchet  wheel  39  is  attached  to  the  cam  40  against 
*•  which  latter  bears  the  roller  tt  of  a  lever  42  mounted  to  oscillate  on  the 


frame  41.    The  ratchet  wheel  is  set  in  rotation  by  pawl  44  and  lever  45  which 
is  drawn  by  the  spiral  spring  46  against  the  end  of  the  cam  roller  47  which  is  there 
furnished  with  raised  parts  47^    In  this,  the  lever  42  is  moved  backwai'ds  by  the 
curved  paths  of  the  cam  40  and  therewith  also  the  rod  38  whilst  the  spiral   10 
spring  48  on  rack  rod  33  (Fig.  1)  resists  this  movement  from  which  the  rod  38 
is  communicated  to  the  lever  37  and  this  latter  by  a  fork  49  at  its  upper  end 
reciprocates  the  rod  33.    The  rod  37  is  divided  and  can  be  disconnected  by 
removing  the  retaining  screw  57  which  engages  in  and  fixes  the  slotted  end 
of  one  rod  part  to  the  screw  tapped  end  of  the  other  part,  so  that  when  desired   15 
the  rod  33  may  be  operated  from  the  hand  crank  58. .  60  is  a  bracket  fixed  to 
the  machine  i^me  and  having  a  slot  through  which  a  stud  fixed  in  the  rack 
rod  33  projects  and  is  engaged  in  the  fork  49  of  the  divided  lever  37,  and  so 
long  as  this  latter  forms  a  rigid  whole  the  travel  of  the  fabric  takes  place 
automatically,  but  when  divided  or  disconnected  the  hand  crank  can  be  used   20 
for  this  purpose." 

The  Claims  were  as  follows  : — "  1.  In  ornamental  stitch  or  festoon  stitch 
sewing  machines  or  machines  for  ornamental  sewing,  an  arrangement  for 
automatically  operating  the  fabric  holder  carriage  in  which  arrangement  a 
cam  disc  reciprocates  through  a  lever  and  connecting  rod  or  equivalent  25 
mechanism  and  lever  loosely  connected  with  the  rack  rod  33  which  connecte 
with  the  fabric  holder  carriage  and  operates  the  same,  substantially  as 
described  and  shewn.  2.  In  a  sewing  machine  of  the  kind  referred  to  in 
Claim  1,  the  construction  of  the  lever  which  connects  with  the  rack  rod  33,  in 
two  parts  adapted  to  be  connected  to,  and  disconnected  from,  one  another  30 
for  the  purpose  of  being  able  to  operate  the  fabric  holder  carriage  by  hand  as 
well  as  automatically,  substantially  as  described  and  shewn." 
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HanrCs  Specification  stated  as  follows  :— "  This  invention  for  improvements 
"  in,  or  connected  with,  driving  mechanism  for  velocipedes  and  other  vehicles, 
"  especially  refers  to  the  application  of  a  cylindrical  cam,  or  cams,  and  connec- 
"  tions  therefrom,  to  the  road  wheel  or  other  wheels  to  be  driven. 

5      **  According  to  our  invention  we  form,  say,  a  groove,  around  the  circular 

"  surface  of  a  cylinder,  the  groove  being  such,  that  upon  the  revolution  of  the 

**  cylinder,  it  will  rock  a  pivotted  lever,  or  arm,  a  number  of  times  during  one 

"  revolution,  according  to  the  form  given  to  the  cam  groove."     .... 

**  The  cylinder  may  be  formed  with  double  cam  grooves,  and  be  adapted  to 

10  **  operate  a  lever  for  each  connecting  rod,  or  one  cam  groove  may  be  caused  to 
•*  operate  two  levers  suitably  bent  and  arranged.  At  Fig.  2  is  shewn  an  example 
"  of  a  cylinder  A  having  double  cam  grooves  B  B^ ;  each  groove  B  B*  operates 
**  by  a  bowl  thereon  a  lever  arm  C,  fulcrumed  at  C\  and  each  in  connection  or 
**  formed  with,  an  arm  D,  and  having  a  connecting  rod  E,  to  the  crank  F  to  be 

15  "  driven.  In  this  arrangement  the  cam  grooves  can  be  readily  formed  in  proper 
••  relative  position,  to  en&ble  the  cranks  F  to  be  set  at  any  required  angles,  those 
**  shewn  being  arranged  with  one  90®  in  advance  of  the  other." 


^JL 


Ft  G.2. 


—      t 


The  action  was  tried  by  Bigham  J.,  who  held  that  the  guarantee  of  validity 
was  not  in  the  nature  of  a  condition  entitling  the  Defendants  to  repudiate  the 
20  contract,  but  a  mere  warranty ;  and,  further,  that  the  Patents  were  valid. 
Judgment  was  given  for  the  Plaintiff.*    The  Defendants  appealed. 

The  appeal  was  allowed,  the  Court  of  Appeal  holding  that,  on  the  construction 

of  the  Agreement,  it  was  open  to  the  Defendants  to  set  up  the  invalidity  of  the 

Patents  ;  that  the  Specification  of  the  first  Patent  did  not  disclose  or  contemplate 

25  rotary  motion,  and  that  the  Patent  wfis  anticipated  by  the  Specification  of 

ShiUiio ;  and  that  the  second  Patent  was  also  invalid,  it  being  only  what  had  been 

done  before  by  the  same  means  for  the  same  end.    Also,  per  COLLINS  M.R,^ 

that  if  rotary  motion  was  comprised  in  the  first  Patent,  that  there  was  no  claim 

for  the  rotary  motion  as  distinguished  from  the  alternating  motion,  and  that  the 

30  Patent  was  invalid  for  this  reason.    Per  Cozbns-Hardy  LJ.y  that,  if  the  rotary 

motion  was  covered  by  the  first  Patent,  that  Patent  was  bad,  as  the  second  Claim 

included  ShiUito  (20  R.P.C.  723). 

The  Plaintiff  appealed  to  the  House  of  Lords. 

MouUon  K.C.,  T,  Terrell  K.C.,  and  Clavell  Salter  (instructed  by  Peacock  and 

35  Ooddardj  agents  for  Acton  and  Marriott  of  Nottingham)  appeared  for  the 

Appellant ;  Grippe  K.C.,  Bouefield  K.C.,  and   J.  H,    Gray    (instructed    by 

Barnett  and  Shirer^  agents  for  Facon  and  Greassey  of  Nottingham)  appeared 

for  the  Respondents. 

MouUon  K.O.  for  the  Appellant. — The  Agreement  makes  validity  not  a 

10  condition,  but  a  matter  of  warranty.    The  Agreement  was  for  the  sale  of  the 


20  B  J^.C,  W, 
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Patents,  and  also  of  certain  machines  made  in  accordance  with  the  Patents, 
some  of  which  had  already  been  inspected.     [The  Pleadings  were  then  read.] 
We  are  prepared  to  contend  that  both  Patents  are  valid  ;  but,  first  of  all,  we  say 
that  that  is  not  the  question  in  the  action.     [The  Agreement  was  read.]    The 
Appellant^s  machine  was  the  first  one  which,  in  embroidery,  would  by  mechanical  5 
means  do  every  pattern.    The  guarantee  was  to  be  in  the  Assignment,  and  the 
Plaintiff  has  always  been  willing  to  give  it.    No  condition  was  ever  intended. 
[Earl  of  Halsbury. — That  is  only  a  question  of  the  form  of  the  action.  Is  it  not  ?] 
The  question  of  damages  is  not  the  same.    The  machine  may  be  very  successful 
and  the  damage  very  great,  or  the  reverse  and  the  damage  very  small.    [Earl  10 
of  Halsbury. — Woul  d  you  not  have  to  give  back  as  damages  the  purchase 
money  of  the  machines?]    They  may  be  very  useful  machines.    [Earl  of 
Halsbury. — The  questions  of  the  validity  of  the  Patents  and  the  construc- 
tion of  the  Agreement  are  quite  separate.    You  are  entitled  to  argue  that 
the  Defendants  are  bound  to  pay  the  purchase-money  notwithstanding  inva-  ^^ 
lidity,  but  that  is  on  the  Agreement.]    The  Agreement  provides  for  a  covenant 
as  to  validity  and  for  the  deposit  of  a  sum  of  lOOOZ.    We  submit  that,  although 
the  Patents  were  invalid,  the  Defendants  were  bound  to  pay  the  promissory 
notes.    The  notes  became  payable    before  they  ever  thought  of    disputing 
validity.    The  Agreement  provides  for  a  warranty,  the  breach  of  which  only  20 
entitles  to  damages.     Bigham  J.  held  that  there  was  no  condition,  but  a 
warranty.    The  consequences  are  entirely  different.    If  the  machine  has  a 
powerful  competitor,  the  damages  would  be  less  than  if  the  patented  machine 
had  no  competing  machine.    If  there  is  a  condition,  then  the  whole  matter  can 
be  repudiated,  but  if  there  is  only  a  warranty  there  is  a  question  of  damages,  25 
which  may  be  greater  or  less  according  to  circumstances.    Here  the  purchasers 
only  stipulated  for  a  warranty.  There  are  other  things  included  in  the  Agreement 
besides  the  Patents.    Secondly,  as  to  the  validity  of  the  Patents.    [The  machine 
embodying  both  the  improvements  was  shown  and  explained.]    Before  the 
date  of  the  Patents  the  operation  of  making  the  pattern  was  always  done  by  30 
hand.    In  old  machines,  by  altering  the  direction  of  the  feed  by  hand,  different 
patterns  could  be  obtained,  but  there  was  a  liability  to  mistake  and  one  could 
not  work  very  quickly.    Now  by  the  Nadel  device  any  pattern  can  be  done 
mechanically.    He  made  the  invention  in  two  steps.    In  the  first  Patent  he 
had  a  long  rod  connected  with  a  crank,  and  one  end  of  the  rod  moved  in  a  cam  35 
cylinder  cut  according  to  the  pattern.    There  might,  however,  be  a  difficulty  as 
to  the  dead  point,  and  the  second  step  was  to  duplicate  the  cam  groove  and  to 
have  a  second  rod,  and  that  quite  got  over  the  difficulty  ;  and  any  pattern  can 
be  done.    Shillito  was  a  paper  Specification,  and,  moreover,  would  not  do  all 
the  patterns  that  NadeVs  invention  would  do.    Shillito  had  limitations ;  it  40 
could  not  always  revolve  in  the  same  direction  as  in  Nadsl.    The  attacks  on 
the  two  Patents  are  inconsistent  with  each  other,  and  we  submit  that  both  Patents 
are  valid.     [The  Specification  of  the  first  Patent  was  read.]    It  is  clear  that 
continuous  rotation  was  intended.    The  criticism  is  that  there  is  not  complete 
revolution,  because  in  Fig.  2  it  is  not  possible.     The  mistake,  if  any,  in  Fig.  2  45 
is  a  mere  draughtsman's  error.    It  is  said  that  complete  revolution  was  not 
intended,  but  ^e  wording  of  the  Specification  shows  the  contrary.    If  the 
machine  is  as  in  Fig.  1,  then  it  is  right,  and  Shillito  is  no  anticipation.    [Earl  of 
Halsbury. — Assuming  that  there  is  not  rotary  motion,  do  you  deny  that 
Shillito  is  an  anticipation  ?]   Yes  ;  we  say  that  we  can  do  a  running  loop,  which  50 
Shillito  could  not.    The  error  in  the  Drawing  is  very  small  and  might  not  be 
noticed,  and  would  mislead  no  one.    "  The  revolution  of  the  shaft  h  "  is  referred 
to  in  the  letterpress,  and  makes  it  clear  that  complete  revolution  was  intended. 
As  to  the  second  Patent,  the  attack  on  that  depends  on  the  failure  of  the  attack 
on  the  first.    The  second  Patent  was  for  an  ingenious  method  for  getting  over  55 
the  dead  point.    But  it  is  said  that  something  like  it  had  been  done  in  a  bicycle. 
If  the  first  Patent  did  not  show  bow  to  revolve  the  crank,  then  the  second  one 
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dooBy  and  shows  how  to  get  revolution  in  a  novel  manner,  and  the  Defendants 
still  obtain  the  monopoly  for  which  they  bargained. 

TerreU  K.C.  followed. — As  to  the  first  Patent,  there  are  two  objections- 
first,  that  it  is  anticipated  by  Shillito  ;  and,  secondly,  that  complete  revelation 
5  is  not  possible.  The  second  Patent  is  attacked  on  the  ground  of  Hann  and 
of  common  general  knowledge  ;  the  question  on  it  is  rather  one  of  subject- 
matter  than  of  anticipation.  It  is  admitted  that  the  mechanism  of  Shillito  is 
different,  and,  although  one  may  make  a  loop  pattern,  it  is  somewhat  imperfect. 
The  substitution  of  the  grooved  cam  for  what  was  formerly  done  by  hand  to 

10  make  the  patterns  is  the  only  new  part  of  J^aefers  .machine.  A  cam  with 
grooves  in  it  is  new  for  this  purpose.  There  is  no  instance  of  a  cam  being  used 
for  the  purpose  of  making  a  pattern  except  Shillito,  and  that  couJd  not  make  all 
patterns.  [Earl  of  Halsbury. — Is  this  not  merely  the  application  of  an  old 
machine  to  a  new  purpose  ?]    Subject-matter  has  not  been  raised,  except  in  the 

15  form  that  Shillito  has  left  no  subject-matter.  Assuming  the  complete  rotary 
movement,  there  is  a  capacity  ilo  previous  machine  has  had,  and  that  would  be 
good  subject-matter  on  the  authorities.  The  Specification  itself  makes  it  plain 
that  generally  the  crank  was  intended  to  go  forward,  although  it  is  pointed  out 
that  occasionally  it  is  required  to  go  backward.    Figs.  1  and  2  both  represent 

20  the  same  thing,  and  in  Fig.  1  complete  revolution  is  clearly  intended.  {^Cripps 
E.O.,  in  reply  to  the  Earl  of  Halsbury  stated  that,  according  to  his  view, 
neither  Figure  was  consistent  with  complete  revolution.]  As  to  the  dead  centre, 
there  were  known  devices  to  get  over  that.  There  was,  however,  a  special 
problem  here  in  doing  so,  because  of  the  various  speeds  and  the  different  kinds 

25  of  motion.  Hann^s  double  cam  was  for  a  velocipede.  He  wanted  to  make  the 
wheel  go  round  more  than  once  for  one  revolution  of  the  pedals,  and  the  device 
shown  in  Fig.  2  was  his  device  for  getting  over  the  dead  centre.  The  grooves 
are  the  same,  but  one  pitched  behind  the  other.  Such  a  device  was  well 
known.    But  the  problem  is  totally  different  from  what  Nadel  solved.    He  had 

30  to  transmit  an  irregular  motion  from  a  thing  with  a  regular  motion  and  to  get 
over  the  dead  centre.  This  necessitated  two  quite  different  cam  grooves.  The 
invention  is  the  using  of  two  cam  groo'ves  to  get  over  the  dead  point  where 
there  is  an  irregular  movement.  The  observing  of  the  fact  that  the  different 
grooves  would  get  over  the  dead  point  is  the  pith  and  marrow  of  the  invention. 

35  The  actual  plotting  of  the  grooves  is  not  told  and  is  not  the  invention  ;  but 
there  is  no  difficulty  in  getting  the  actual  plotting  required.  [The  evidence  as 
to  this  Patent  was  then  referred  to.]  I  agree  that,  given  the  first  cam  groove, 
there  is  no  difficulty  in  getting  the  second,  but  the  invention  is  the  idea  of  the 
two  grooves,  which  must  be  different,  seeing  that  the  dead  point  could  be  so  got 

40  over  by  having  a  second  and  different  groove.  [Earl  OP  Halsbury  referred  to 
Siddell  V.  Vickers  (7  R.P.C.  292).]  It  is  a  fallacy  to  say  that  the  plotting  out  of 
the  second  groove  was  the  invention.  The  invention  was  seeing  that  the  difficulty 
could  be  overcome  by  the  second  groove.  If  the  Specification  of  the  first  Patent 
is  insufficient  for  not  showing  how  to  get  over  the  dead  point,  then  there  is 

45  invention  in  doing  it  by  the  second  Patent.  Even  if  there  is  no  rotary  motion 
in  the  first  Patent,  there  is  in  the  second  ;  and  that  includes  the  whole  inven- 
tion which  the  Respondents  bought,  and  they  in  fact  get  the  whole  monopoly 
for  which  they  bargained.  On  the  evidence  of  Professor  Swing  and  Mr.  Dugdld 
Clerk  it  required  invention  to  get  over  the  dead  point  in  this  way.    [The 

50  judgments  of  the  Court  of  Appeal  were  read.]  On  the  question  of  subject- 
matter  of  the  second  Patent,  we  refer  to  Siddell  v.  Vickers  (7  R.P.C.  292).  The 
invention  there  was  not  so  much  application  as  selection ;  the  ratchet  there 
had  been  applied  in  the  same  way  before.  Here  the  two  grooves  had  not  been 
used  for  a  variable  motion,  and  two  different  grooves  had  never  been  used 

55  ataU. 

Grippe  K.C.  for  the  Respondents. — As  to  the  first  Patent,  it  is  bad — first, 
because,  taking  the  Drawings  and  Letterpress,  it  does  not  go  beyond  Shillito — 
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there  is  no  rotary  motion ;  and,  secondly,  the  claim  includes  Shillito,  As  to 
the  second  Patent,  the  only  invention  conld  be  the  second  groove.  There  could 
be  none  in  the  idea.  There  is  nothing  in  the  Specification  as  to  getting  the 
second  curve  or  as  to  its  being  different  from  the  other.  In  the  first  Patent  the 
Drawings  and  Specification  are  in  accord.  In  Fig.  2  two  obstacles  to  rotary  5 
motion  are  shown — the  mode  of  connection  of  a  and  c  and  the  nut.  Moreover, 
one  cannot  have  rotary  motion  with  only  one  pathway,  for  one  cannot  get  over 
the  dead  point.  Getting  over  the  dead  point  is  the  whole  point  of  the  second 
Patent.  These  three  points  are  all  established  in  the  evidence  of  Mr.  Dugdld 
Clerk.  Shillito  could  do  all  that  the  first  Patent  could  do.  It  could  revolve  to  10 
the  extent  of  a  revolution  and  a  quarter.  The  first  Patent  has  never  been 
worked.  The  second  Patent  has  not  been  used  in  this  country.  In  fact  hand- 
working  is  used,  it  is  found  better ;  one  does  not  want  a  special  drum  with 
grooves  for  each  pattern.  [A  specimen  of  what  was  alleged  to  have  been  made 
by  Shillito  was  referred  to.  This  had  been  shown  in  the  Court  of  Appeal,  but  15 
was  objected  to  by  Terrell  K.C.,  who  said,  however,  that  he  admitted  that  a 
loop  could  be  made  by  ShiUito^  but  there  was  a  slight  gap  when  after  a 
revolution  the  return  took  place.  A  model  of  Shillito  was  also  shown  at 
work.]  The  word  "  loop  "  in  the  Specification  does  not  carry  the  construction 
beyond  ShiUito.  Also  as  to  the  word  **  revolution,"  that  applies  to  the  motion  in  20 
Shillito.  Everything  described  in  the  Specification  as  to  the  movement  of  the 
crank  would  apply  to  Shillito^  and  there  is  no  inconsistency  between  the  Letter- 
press of  the  Specification  and  the  Drawings.  There  is  no  mistake  in  the 
Drawings  ;  the  one  groove  on  the  cylinder  bears  this  out,  as  one  cannot  get 
over  the  dead  point.  Moreover,  Claim  1  is  a  claim  for  Shillito,  or  at  all  events  25 
covers  it,  and  the  Patent  is  therefore  bad.  The  claim  covers  reciprocating 
motion,  even  if  it  also  includes  rotary  motion.  The  second  Patent  must  be  bad 
if  the  first  is  good.  The  Specification  states  that  the  double  cam  is  invented  to 
get  over  the  dead  point.  As  to  the  second  Patent,  the  idea  of  getting  over  the 
dead  point,  even  if  new,  cannot  be  patented,  but  only  the  means  of  carrying  it  30 
out.  There  is  nothing  in  the  Specification  as  to  getting  the  second  groove,  but 
if  there  is  no  invention  in  getting  it  there  is  none  at  all.  The  curves  are 
similar  but  at  a  difiPerent  angle.  If  there  is  any  invention  in  making  the  second 
curve,  then  that  is  not  in  the  Specification  and  the  Patent  must  be  bad. 

Bousfield  K.C.  followed.— On  the  first   Patent,  it  is  agreed  that  on  the  35 
Drawings  alone,  there  is  Jio  rotary  motion,  but  it  is  said  that  the  description  is 
inconsistent  with  the  Drawings.    But  it  is  submitted  that  there  is  no  incon- 
sistency.   Moreover  the  Patent  covers  reciprocating  motion  ;  and  the  Appellants 
have  to  show  that  this  is  not  so,  otherwise  Shillito  would  be  an  infringement 
and  is  an  anticipation.    Moreover  Shillito  having,  as  regards  a  reciprocating  40 
machine,  shown  how  to  substitute  mechanical  action  for  the  hand,  there  is  no 
invention  in  doing  it  for  a  rotary  motion.    As  to  the  second  Patent,  it  is  merely 
picking  out  one  well-known  way  of  getting  over  the  dead  point.    Also  it  is  of 
small  importance,  it  gives  no  effective  monopoly.    The  first  Patent  was  the 
really  important  one  from  the  Respondents'  point  of  view.    There  is  no  difficulty  45 
in  getting  the  second  groove,  and  if  there  were  it  is  not  in  the  Specification. 
As  to  the  question  of  condition  or  warranty  the  invalidity  of  the  Patents  goes 
to  the  root  of  the  whole  matter. 

Terrdl  K.C.  replied. 

Judgment  was  reserved  and  delivered  on  the  19th  of  December  1905.  50 

The  £arl  of  Halsbuby. — My  Lords,  I  think  the  first  point  in  this  case  is 
hardly  susceptible  of  plausible  argument  when  one  considers  the  facts  out  of 
which  the  question  arises.  The  Plaintiff  had  obtained  two  Patents  and  had 
agreed  to  sell  them  upon  certain  terms  to  the  Defendants.  He  was  to  be  paid 
5000/.  and  5000Z.  in  shares  in  a  Company  which  they  undertook  to  form  in  a  55 
given  time.  The  Company  was  to  be  for  the  purpose  of  developing  land  dealing 
in  the  machines   made  in  pursuance  of  the  patented  rights  of  the  Plaintiff. 
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The  Defendants,  after  some  way  had  been  made  in  the  transaction,  dis- 
covered that  grave  doubts  existed  as  to  whether  the  Patents  were  good  ;  and 
the  lirst  contention  is  that,  whether  they  were  good  or  bad,  the  Plaintiff  was 
entitled  to  have  the  contract  performed  by  the  Defendants.  The  whole  basis 
5  of  the  transaction  between  the  parties  was  the  goodness  and  success  of  the 
Patents.  If  the  Patents  were  bad,  there  was  nothing  to  develop,  and  a  Company 
to  work  them  would  be  an  absurdity.  It  seems  to  me  that  no  possible  argument 
can  suggest  that  the  Defendants  were  to  be  held  to  their  bargain  and  compelled 
to  buy  and  pay  for  what  they  had  discovered  to  be  worthless.    It  was  assumed 

10  on  both  sides  tluit  the  Patents  were  good,  and  this  had  come  to  be  the  real 
question  between  the  parties. 

I  think  the  most  powerful  argument  in  favour  of  the  Patents  was  the  exhibition 
of  the  machine  itself  in  operation.  The  automatic  braiding  of  the  fabric  sub< 
mitted  to  the  machine  might  well  prejudice  any  tribunal  in  favour  of  such  a 

15  machine  and  inspire  it  vn^  a  desire  to  uphold  the  Patents  if  possible.  But  with 
every  desire  to  uphold  a  meritorious  invention,  one  must  be  careful  not  unduly 
to  restrict  the  use  of  well-known  machinery. 

We  have  to  start  with  the  use  of  a  sewing  machine.  No  claim  is  or  can  be 
made  for  its  use  as  peculiar  to  this  machine ;  and  what  is  claimed  here  is  a 

20  sewing  machine  with  crank  mechanism  for  braiding,  &c.,  having  a  mechanical 
actuation  of  the  crank.  The  Patentee  says :  ''  In  all  constructions  of  sewing 
««  machines  with  crank  mechanisms  for  this  purpose  hitherto  known,  a  serious 
^  drawback  consists  in  that  the  crank  mechanism  is  actuated  by  hand,  and 
^'  consequently  the  correctness  of  the  pattern  obtained  depends  always  on  the 

25  *'  skill  of  the  worker."  This  invention  claims  to  obviate  the  possible  unskil- 
fulness  of  the  worker  by  causing  the  motion  of  the  crank  by  mechanical  means 
so  that  the  operation  is  independent  of  the  skill  or  attention  of  the  particular 
workman,  and  is  susceptible  of  being  varied  in  its  operation  according  to  the 
pattern  intended  to  be  produced. 

30  Now  ShiUito's  Patent  practically  claims  the  same  thing  by  practically  the 
same  means.  But  in  April  and  May,  1899,  the  Patentee  Nadel  took  out  another 
Patent,  the  Specification  of  which,  referring  to  his  older  one  of  1898,  describes 
that  as  "  a  braiding  and  embroidering  device  in  which  the  crank  on  the  shaft 
^  operating  the  thrust  ring  is  moved  mechanically  by  a  cam,  such  as  a  cylinder." 

35  And  he  then  declares  that  the  object  of  his  invention  of  1899  is  "  to  provide  a 

**  mieans  whereby  the  dead  points  of  the  cam  groove  or  surface,  which  through 

**  the  agency  of  intermediate  mechanism  operates  the  crank  shaft,  are  overcome." 

With  reference  to  the  first  Patent,  the  only  real  thing  done  was  to  free 

the  motion  actuating  the  sewing  machine  itself  from  the  necessity  of  hand 

40  gnidance.    No  part  of  the  machinery  was  new,  and,  whether  in  ShiUito  or 

Nadelj  the  mechanical  contrivance  is  simply  the  application  of  well-known 

machinery  which  in  itself  discloses  no  invention  susceptible  of  being  patented. 

From  these  considerations  it  is  apparent  that  wMt  Nadel  was  adding  to  a 

well-known  sewing  machine  was  a  well-known  mechanical  contrivance  for 

45  making  the  machine  itself  operate,  instead  of  the  hand  device  for  braiding,  &c. 
The  object  to  be  attained  is  to  substitute  machinery  for  the  hand  and  to  make 
the  power  actuating  the  supplementary  machinery  the  source  of  power  derived 
from  the  sewing  machine  itself. 

My  Lords,  I  think  it  is  impossible  to  resist  the  reasoning  of  the  Master  of  the 

50  Bolls  in  respect  of  the  Plaintiff's  first  Patent.  It  is  not  only  that  ShiUito  had 
really  done  the  same  thing  with  the  same  object,  but  that  the  Plaintiff's  Patent 
does  not  distinguish  what  had  certainly  been  done  by  ShiUito  from  what — 
taking  the  most  favourable  view  of  his  Patent — he  claims  as  his  own  ;  and  on 
that  ground  the  Patent  is  manifestly  bad. 

55  The  second  Patent  is  in  terms  devoted  to  overcoming  the  difficulty  which 
might  arise  from  the  occasional  slow  movement  necessitated  by  the  working 
of  the  machine^  and  which  might  result  in  the  possible  stopping  of  the  machine 


54  REPORTS  OF  PATENT,  DESIGN,      [Feb.  14, 1906. 

Nadel  v.  Martin. 

altogether  at  the  dead  points.  It  may  be  put  shortly  that  his  invention  is 
supposed  to  be  arranging  two  cam  grooves  on  a  cylinder,  the  motion  being 
made  continuous  by  making  the  second  groove  so  that  the  cranks  can  be  set  at 
any  required  angle,  and  the  dead  points  can  never  be  an  obstruction  to  the 
working  of  the  machine.  5 

My  Lords,  I  do  not  think  it  is  possible  to  put  the  objections  in  a  clearer  form 
than  has  been  done  by  the  Master  of  the  Rolls  in  his  judgment.  He  says  : — 
"  If  this  is  a  Patent  for  the  shape  and  description  of  the  second  groove,  there  is 
"  no  suggestion  whatever  in  the  body  of  the  Specification  itself  how  the  form  and 
"  shape  of  that  groove  is  to  be  ascertained,  and  therefore  if  ...  .  there  is  room  W 
^'  for  invention,  and  a  great  difficulty  was  overcome  in  making  a  line  that  does 
"  not  bear  any  resembUnce  or  relation  to  the  first  line  or  groove  in  finding  out 
^'  such  a  line  as  would  admit  of  one  single  motion  being  brought  about  by  the 
"  operation  of  these  two  grooves,  was  there  ....  a  high  degree  oEinvention  and 
"  skill  necessary  in  order  to  shape  the  second  groove  in  conformity  with  the  first,  15 
*^  so  as  to  bring  about  that  result  ?  If  there  was,  no  indication  whatever  is  given 
"  of  the  way  to  do  it  on  the  face  of  the  Specification,  and  that  would  at  once  con- 
*'  demn  the  Patent  if  it  were  essential.  But  it  has  been  admitted  that  if  you  once 
"  get  the  original  groove  or  cam  which  produces  the  necessary  mechanical 
**  movement,  to  bring  about  that  circle  where  you  want  it,  the  making  of  a  *0 
"  second  groove — I  do  not  care  how  complicated  the  first  one  is — is  a  mere 
"  mechanical  or  geometrical  adaptation  which  any  skilled  mechanical  person 
"  could  himself  trace  out,  and  may  be  done  by  rule  of  thumb,  or  may  be  done 
"  on  first  principles  of  mechanics." 

It  is  impossible  to  read  HanrCs  Specification  without  seeing  that  it  is  the  *5 
identical  thing  described  by  the  Plaintiff.  At  first  there  was  some  difficulty 
in  dealing  with  the  identity  of  HanrCs  invention,  since  the  nomenclature 
adapted  by  the  two  inventors  is  not  identical,  but  when  one  understands  (by 
the  aid  of  the  drawings)  what  they  are  talking  about,  the  identity  is  apparent. 
Bann  describes  and  shows  in  his  drawing  a  double  cam-grooved  cylinder.  ^ 
His  words  are  :  '*  The  cylinder  may  be  formed  with  double  cam  grooves,  and 
"  be  adapted  to  operate  a  lever  for  each  connecting  rod,  or  one  cam  groove  may 
*'  be  caused  to  operate  two  levers  suitably  bent  and  arranged.  At  Fig.  2  is 
"  shewn  an  example  of  a  cylinder  A  having  double  cam  grooves  B  B*  ;  each 
"  groove  B  B^  operates,  by  a  bowl  thereon,  a  lever  arm  C,  f ulcrummed  at  C^,  and  «* 
^^  each  in  connection  or  formed  with  an  arm  D,  and  having  a  connecting  rod  E 
"  to  the  crank  F  to  be  driven.  In  this  arrangement  the  cam  grooves  can  be 
**  readily  formed  in  proper  relative  position,  to  enable  the  cranks  F  to  be  set  at 
"  any  required  angles,  those  shewn  being  arranged  with  one  90°  in  advance  of 
"  the  other."  «> 

Under  these  circumstances,  my  Lords,  it  appears  to  me  that  the  second  Patent 
is  bad,  as  also  is  the  first  Patent.  I  think  it  is  impossible  to  doubt  vhat  the 
judgment  of  the  Court  of  Appeal  was  right,  and  I  therefore  move  that  this  Appeal 
be  dismissed  with  costs. 

Lord  Macnaghtbn  :  I  agree  ;  and  I  am  desired  by  my  noble  and  learned   *^ 
friend  LORD  ASHBOURNE  to  express  his  concurrence. 

The  Appeal  was  dismissed  with  costs. 


Vol  XXm^  No.  3.]     AND  TBADE  MARE  OASBS.  55 

In  the  McUter  of  WaUrhause's  Patent. 


In  thb  High  Court  of  Justiok.— Chancery  Division. 

Before  Mr.  Justice  Buckley. 

Noyember  15th,  16th,  and  22nd,  1905. 

In  the  Matter  of  Watbrhousb's  Patent. 

5  Patent. — Petition  for  Revocation.— Prior  publication. — Patent  ordered  to  he 
revoked. — Order  stayed  if  notice  of  appeal  was  given  within  seven  days. — Costs 
of  Particulars  of  Objections. — Patents  Ac.  Act  1883  Sections  26  and  29. 

A  Patent  uxis  granted  in  1908  for  "  Improvements  in  metallic  conduits  for 
^electric  light  cailes  and  the  like.^^    The  alleged  improvements  consisted  in 

10  means  for  connecting  the  parts  of  the  conduits^  in  which  the  electric  cables  were 
laidf  and  the  fittings  so  that  there  should  be  a  complete  electric  metallic  circuit 
throughout  without  necessarily  using  screwed  conduits.  This  was  effected  by 
using  a  differential  split  bushing  which  was  so  constructed  as  to  have  an  overhung 
grip  on  the  conduit.    At  the  hearing  of  a  Petition  for  Revocation  it  appeared 

15  that  a  bushing  described  in  the  prior  Specification  of  L.  gave  both  an  overhung 
and  a  direct  gripy  and  that  the  device  described  in  the  Specification  of  B.  effected 
the  Patentees'  object^  though  in  none  of  the  alleged  anticipations  was  there  an 
overhung  grip  alone.  It  was  alleged  that  alternative  forms  of  bushing  shown 
and  claimed  were  of  no  utility.    It  also  appeared  that  the  Respondents^  the 

20  Patentees^  had  not  sold  any  of  their  patented  bushings^  but  had  sold  bushings  of 
another  form. 

Held,  that  it  was  a  defect  to  use  an  overhung  grip  alone ;  thaty  by  reason  of 
the  prior  publication  of  the  msthods  of  L.  and  B.,  the  Patent  was  invalid;  and 
that  it  u^as  therefore  unnecessary  to  consider  the  alleged  inutility  of  the  altema- 

25  tive  forms  of  bushing.    An  Order  for  Revocation  was  madcy  the  Respondents 

being  ordered  to  pay  the  costs  of  the  Petition^  but  a  stay^  except  as  to  taxcUion^ 

was  granted  until  after  appeal^  if  notice  of  appeal  was  given  within  seven 

days. 

Semble.— iS(0c^t(m  29^  stcbsection  6^  of  the  Patents  Ac.  Act  1888^  applies  only 

30  fo  an  action  for  infringement^  and  not  to  a  Petition  for  Revocation^  so  that  it 
is  not  necessary  for  a  Petitioner  to  obtain  a  Certificate  as  to  Particulars  of 
Objections  for  the  purpose  of  taxation  of  costs. 
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On  the  30th  of  December  1903  Letters  Patent  (No.  28,632  of  1903)  were 
grranted  to  Laurence  Maxwell  Waterhauee  and  the  Simplex  Steel  Conduit 
Company  Ld.  for  ^^  Improvements  in  metallic  conduits  for  electric  light  cables 
"  and  the  like." 

The  Complete  Specification  was  as  follows  : — '^  This  invention  relates  to  5 
*'  metallic  conduits  for  electric  light  cables  and  the  like,  and  has  reference  to 
"  that  class  of  metallic  conduit  now  well  known  as  ^  Simplex  *  conduit.  In  the 
"  *  Simplex '  system  there  are,  in  addition  to  the  tubing  itself,  a  number  of 
*^  fittings  such  as,  couplings,  bends,  inspection  bends,  tees,  elbows,  boxes, 
^^  inlets,  etc.^  and  into  the  ends  of  these  the  tubing  fits ;  both  the  tubing  and  10 
''  the  fitting  are  served  inside  and  out  with  an  insulating  enamel,  and  the  tubes 
^  fit  fairly  tightly  in  the  fittings.  In  the  ordinary  ^  Simplex '  system  the  fit  is 
*<  not  sutficiently  close  between  metal  and  metal  to  give  a  complete  electrical 
**  metallic  circuit  throughout  the  conduit,  and  heretofore,  when  such  complete 
'*  metallic  circuit  has  been  required, '  Simplex '  screwed  conduit  has  been  used,  15 
'<  but  the  somewhat  higher  initial  cost,  and  greater  cost  of  erection  renders 
*^  screwed  tubing  more  costly  than  the  ordinary  ^  Simplex '  tubing,  and  the 
"  object  of  the  present  invention  is  to  so  modify  the  ordinary  *  Simplex ' 
^^  system  as  to  obtain  the  desired  metallic  circuit  throughout  without  having 
^  of  necessity  to  use  the  screwed  tubing.  20 

*'*'  The  object  of  making  the  conduit  so  that  it  shall  have  a  complete  metallic 
*^  circuit  throughout  is  to  ensure,  in  event  of  an  accidental  contact  between  the 
^*  conductor  and  the  conduit  at  any  point,  that  there  shall  be  practically  no 
^^  difference  of  potential  between  adjacent  lengths  of  the  conduit,  or  between 
**  the  conduit  and  the  fittings.  25 

*'  According  to  our  present  invention  we  obtain  the  metallic  contact  as 
*•  follows  : — We  have  illustrated  our  invention  in  the  accompanying  drawings, 
'^  in  which  Fig.  I  is  an  elevation  in  medial  section  showing  the  bushing,  the 
^*  conduit  and  the  fitting ;  Fig.  II  an  outside  elevation  of  the  bushing ; 
"  Fig.  Ill  an  end  view  of  Fig.  II  ;  Fig.  IV  a  modification  of  the  bushing ;  30 
"  Fig.  V  an  end  view  of  Fig.  IV  ;  and  Fig.  VI  a  sectional  elevation  showing  a 
*'  specially  coned  screwed  part  and  fitting  with  coned  end. 

^  We  provide  what  we  term  a  differential  split  bushing  A,  differential  in  the 
'*  sense  that  at  one  end  a  it  is  plain  and  larger  in  diameter  than  the  conduit  B 
^^  it  is  designed  to  connect,  and  embraces  the  plain  part  of  the  latter,  externally,  35 
"  and  at  the  other  end  a^  smaller  than  the  fittings— say  C,  which  is  a  coupling — 
^^  to  which  such  conduit  is  to  be  attached,  and  into  the  interior  screwed  part  of 
^^  which  the  smaller  end  screws.  It  is  not,  however,  constructed  after  the 
**  manner  of  a  reducer,  inasmuch  as  it  is  designed  to  connect  conduit  and 
<^  fittings  of  the  same  size  throughout.  40 

**  It  is  necessary  that  the  plain  bore  of  the  bushing  shall  make  a  tight  joint 
**  with  the  plain  part  of  the  conduit  from  which  the  enamel  has  been  removed, 
"  and  with  this  object  in  view  we  split  the  bushing  either  with  one  cut  d  from 
'^  end  to  end  or  with  two  or  more  cuts  df^  extending  through  the  plain  part  but 
*'  not  through  the  screwed  part.  Where  the  external  diameter  of  the  plain  45 
'*  part  is  reduced  to  the  smaller  diameter  of  the  screwed  part,  the  configuration 
<*  is  conical  as  shown  at  as,  the  smaller  diameter  of  the  coned  part  being  near  the 
<*  screwed  part.  When  the  bushing  is  screwed  up  in  the  fitting,  this  coned 
<*  part  bears  against  the  edge  of  the  fitting,  and  the  plain  part  is,  by  the  conical 
*'  wedge  action,  forced  into  intimate  and  binding  contact  with  the  plain  part  of  5(> 
*^  the  conduit  which  it  embraces. 

"  We  find  in  some  cases  that  good  results  are  obtained  by  cutting  away  the 
*'  screw  thread  near  the  cone  part  at  e  (Fig.  IV)  so  as  to  increase  the  com- 
**  pressing  action  and  to  ensure  that  the  closure  of  the  bushing  shall,  as  far  as 
^  possible,  extend  the  whole  length  thereof  and  not  be  confined  to  the  one  end  55 
^'  and  so  give  a  taper  configuration  to  the  gripping  surface  on  the  conduit.  This 
«« taper  action,  when  the  bashing  is  not  split  through,  may  be  obviated  by 
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^  making  the  interior  of  the  plain  part  initially  slightly  conical  in  the  reverse 
**  direction. 

•*  The  screwed  interior  of  the  fittings  may  be  of  the  ordinary  construction 
*^  which  is  slightly  tapered,  or  may  be  specially  tapered  and  the  edge  of  the 
5  **  fitting  may  be  coned  as  shown  in  Fig.  VI. 

'*  In  this  way  a  plain  conduit  may  be  used  with  screwed  fittings  such  as 
'»  conplings  C»  bends,  tees,  boxes  and  the  like  of  the  same  size,  to  form  a  system 


FiC.r 


'^^^^mimiism 


cu^ 


f\0, If, 


FICM. 


cu 


¥\o.m 


cu 


dH 


Fic.zr. 


•  **  having  the  advantage  of  good  metallic  contact  and  good  jointing  secured' 
•*  throughout  without  the  necessity  of  using  either  screwed  conduit  or  conduit" 
10  •*  adapted  to  be  screwed. 

**  The  bushing  may  be  made  from  solid  drawn  tube  expanded  to  form  the ' 
"  larger  diameter  of  the  plain  part  and  screwed  on  the  smaller  diameter." 

The  Patentees  claimed : — "  1.  The  improvement  in  metallic  conduits  for^ 
*'  electric  light  cables  and  the  like  which  consists  in  uniting  plain  conduit  to 
15  ^  couplings  and  other  fittings  of  the  same  size  by  means  of  a  differential  split 
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A^  screwed  budhing  so  as  to  provide  an  electrical  metallic  circuit  throttghont ; 
"  substantially  as  described  and  illustrated.  2.  The  improved  differential  screw 
\^  ^plit  bushing  for  uniting  metallic  conduits  which  comprises  a  large  end 
^^  having  a  bore  adapted  to  encircle  the  conduit  and  a  smaller  screwed  end 
**  adapted  to  screw  into  a  fitting  of  the  same  size  as  the  conduit ;  substantially  5. 
r'  AS  describe.  3.  The  improved  bushing  for  uniting  metallic  conduits ; 
V  substantially. as  described  and  illustrated  in  Figs.  I,  II  and  III.  4.  The 
^*  improved  bushing  for  uniting  metallic  conduits ;  substantially  as  described 
"  and  illustrated  in  Figs.  IV  and  V.  5.  The  improved  bushing  for  uniting 
"  metallic  conduits ;  substantially  as  described  and  illustrated  in  Fig.  VI."  10 

On  the  16th  of  May  1905  a  Petition  was  presented  (under  the  authority  of  the 
Attorney-General)  by  the  Metallic  Seamless  Tube  Company  Ld,  for  revocation 
of  the  Patent,  and  the  Petition  was  served  on  the  Patentees. 

The  Petition  alleged  that  the  Patent  was  invalid  for  the  reasons  appearing  in 
the  Particulars  of  Objections.  15 

The  Particulars  of  Objections  alleged — (1)  that  the  alleged  invention  for 
which  the  Patent  was  granted  was  not  new  at  the  date  of  the  Patent,  but 
had  been  published  within  the  realm  by  the  publication  of  the  following 
Specifications ;  the  Petitioners  relied  on  the  whole  of  the  Specifications  except 
where  the  portions  on  which  they  relied  were  specified  : — (1)  Richardson  20 
(No.  8967  of  1884),  page  2,  lines  30  to  52,  and  the  Figures  referred  to ;  (2) 
Larem  (No.  3123  of  1889),  page  3,  lines  3-13,  and  the  Figures  referred  to ; 
(3)  Ourry  (No.  11,346  of  1890) ;  (4)  Davis  (No.  8234  of  1891)  ;  (5)  Parlour 
and  others  (No.  5875  of  1893) ;  (6)  Hill  (No.  24,804  of  1893) ;  (7)  Braham 
(No.  17,365  of  1894)  ;  (8)  Lake  (No.  17,122  of  1896)  ;  (9)  Webster  (No.  27,703  25 
of  1896) ;  (10)  Sundh  (United  States  No.  639,948),  dated  the  26th  of  December 
1899;  (11)  Granger  (No.  15,327  of  1900);  (12)  Lindsay  (United  States  No, 
692,881),  dated  the  11th  of  February  1902  ;  (13)  Bayliss  and  Brown  (No.  2239 
of  1903)  ;  (2)  that  having  regard  to  the  above  Specifications  and  to  the  state  of 
public  knowledge  no  invention  was  required  to  produce  the  method  of  uniting  30 
plain  conduits  to  couplings  and  other  fittings  by  means  of  a  split,  screwed, 
bushing  described  and  claimed  in  the  Specification,  and  that  the  PatiBnt  was 
invalid  for  want  of  subject-matter;  (3)  that  the  Patent  was  invalid  for  the 
reason  that  the  devices  shown  in  Figures  4,  5,  and  6,  and  claimed  in  Claims  1, 
2,  4,  and  5,  were  of  no  utility  and  did  not  effect  the  objects  pointed  out  in  the  35 
Specification  on  page  2  at  lines  43  to  the  bottom,*  and  page  3,  lines  16  to  26.1 

Lake's  Specification  (No.  17,122  of  1896)  for  "Improvements  in  metallic 
^'  junction  boxes  and  means  for  uniting  metal  conduit  tubes  thereto  and  to  each 
"  other  "  contained  the  following  passage  : — "  In  Figure  3  I  have  shown  the 
*^  application  of  a  modified  form  of  my  improved  locking  means  for  uniting  40 
*•  two  armoured  tubes  T  T  through  the  agency  of  a  locking  piece  G  and  split 
^  locking  rings  R  R.  P^  is  an  insulating  lining  of  the  locking  piece  G  adapted 
'<  to  complete  the  insulation  between  l^e  insulating  linings  P  P  of  the  tubes. 
^  In  this  case  the  ends  of  the  locking  piece  G  are  internally  screw  threaded  and 
"  the  split  rings  R  R  are  screw  threaded  externally  for  a  part  of  their  length.  45 
^  In  coupling  the  tubeis  T  T  the  split  rings  R  R  are  first  slipped  over  the  ends 
^^  of  the  pipes  which  are  then  pushed  into  the  locking  piece  G  until  their  ends 
"  abut  against  the  insulating  lining  P^  Each  split  ring  R  is  then  screwed 
"  tightly  into  the  piece  G  by  means  of  a  pipe  wrench,  thus  effecting  a  firm  and 
*<•  perfectly  insulated  connection.  The  insulating  ring  P^  may  be  dispensed  50 
•*;  with  if  desired  in  which  case  the  piece  G  is  made  without  the  inwardly 
"projecting  seat  for  the  lining  P^,  so  that  the  tubes  T  T.  may  abut  each  against 
".  the  other  and  so  form  a  continuous  insulated  conduit." 


*  Ante,  page  56,  lines  18  to  26. 
t  AnUf  page  56,  lines  41  to  51. 
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A  model  of  Lake*8  device  was  produced  at  the  trial  of  the  action,  and 
marked  J.S.  2. 


ric.3. 


Baylisa  and  Brown^s*  Specification  (No.  2239  of  1903)  for  "  Improvements 
**  relating  to  electric  wiring  for  lighting  and  other  purposes "  contained  th0 

5  following  : — "  In  like  manner,  for  the  connecting  or  jointing  of  the  tubes  with 
"bends,  elbows  and  other  like  fittings,  we  provide  split  and  screwed  clamping 
**  socket-like  ends  upon  the  said  parts  to  receive  the  tubes  in  their  interior  and 
^  the  clamping  nuts  on  the  exterior.  Figure  6  illustrates  such  a  bend,  with  thd 
"  tube  and  clamping  nut  at  one  end  in  position  and  the  similar  tube  and  nut  at 

10  **  the  opposite  end  detached." 


A  model  of  this  device  was  produced  at  the  trial  and  marked  J.S.  3. 

A  Drawing  given  below,  and  taken  from  the  Respondent  Company's  Pr^ce 
List  for  1905,  ^ows  the  device  actually  sold  by  them.  A  model  of  this  device 
^^  produced  at  the  trial  and  marked  J.S.  1.  i 


*  This  Patent  has  been  revoked.— J.  0. 
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The  Petition  came  on  for  hearing  on  the  15th  of  November  1905  before 
Mr.  Justice  BUOKLBY. 

Aatbury  K.C.  and  J.  C.  (Graham  (instrncted  by  Harrison  afid  Davies,  agents 
for  Hooper  and  Ryland  of  Birmingham)  appeared  for  the  Petitionera  ;  MouUon 
K.C.  and  A.  J.  Walter  (instructed  by  Glynne-Jones  A  Co.)  appeared  for  the  5 
Respondents. 

Moulton  K.C.  opened  the  Respondents'  case. 

James  Swinburne  gave  evidence  in  support  of  the  Patent.    He  stated  that  it 
was  desirable  to  have  electrical  contact  throughout  and  to  have  the  thin  tubing, 
of  which  the  conduit  was  composed,  smooth  on  its  inner  surface,  as  the  wires  10 
had  to  be  drawn  in  and  any  roughness  would  be  apt  to  skin  the  wires  or  take 
off  the  insulation.    In  dry  places  a  conduit  might  consist  of  sheet  iron  bent 
into  the  form  of  a  tube  without  being  joined,  but  in  damp  situations  it  was 
belter  to  use  a  pipe.    It  was  advantageous,  in  joining  up  the  plain  conduit  pipe 
to  fittings,  to  have  a  means  that  would  do  both  for  the  screwed  and  the  plain  15 
pipes,  BO  that  they  could  be  used  interchangeably,  and  on  the  Plaintiffs'  system 
it  was  possible  to  use  a  screwed  conduit  pipe  of  the  same  diameter  as  the  plain 
one.    The  bushing  or  ferrule  being  split  from  end  to  end,  when  it  was  screwed 
on,  was  squeezed  a  little  smaller  and  caused  to  grip  the  joint.    In  Figs.  ^  ^f  .^ 
and  6  one  might  either  make  one  split  right  through  or  more.    If  the  bushing  «0 
was  cut  through  the  plain  part  so  that  the  end  of  the  fitting  could  bear  on  the 
cone,  it  would  give  some  but  not  much  gripping.    The  Specification  said  the 
split  was  not  to  go  through  the  screwed  part :  that  did  not  mean  that  it  was  not 
to  go  into  the  screwed  part.    The  draughtsman  had  shown  it  not  entering  the 
screwed  part,  but  the  error  in  the  Drawing  would  not  mislead  and  it  would  25 
work  even  as  shown  in  Fig.  4.    It  was  ingenious,  and,  though  it  might  have 
been  superseded  by  some  other  inventions,  it  was  a  good  thing.    The  point  of 
it  was  that  it  was  a  ferrule  that  did  not  involve  more  than  two  layers  any- 
where.   It  was  neat  and  allowed  a  uniform  bore  inside,  and  allowed  a  plain 
tube  to  be  used  where,  without  the  ferrule,  a  screwed  tube  would  have  to  be  30 
employed.    In  the  exhibit  J.S.   1,  there  were  three  layers,  and  the  tube  B 
would  have  to  be  smaller  than  the  tube  that  would  otherwise  be  used.    The 
Plaintiffs'  method  was  cheaper — the  economy  was  in  the  erecting  ;  and  it  was 
easier  for  fitting.    There  was  a  shoulder  in  J.S.  1 ;  in  Lake*s  device  (J.S.  2) 
there  was  not.    The  form  shown  in  the  1905  catalogue  of  the  Simplex  Company  35 
was  that  of  J.S.  1.    Plain  conduits  would  generally  be  used,  but  in  some  cases— 
for  instance,  in  baths — attempts  were  made  to  make  the  conduits  watertight, 
and  then  screwed  tubes  would  be  used.    The  exhibit  J.S.  2  was  an  exact  model 
of  Lake's  device,  except  that  the  insulating  ring  P^  was  omitted.    Lake's  device 
was  as.  efficient  as  the  Patentees' ;  it  would  take  a  screwed  tube  ;  the  only  40 
difference  was  that  there  were  three  layers  in  Lake's.    In  Bayliss's  device 
(J.S.  3)  a  tube  could  not  be  screwed  into  the  coupling  ;  that  device  would  grip 
a  plain  tube  better  than  the  Patentees' ;  the  coning  at  the  end  for  the  purpose 
of  making  the  grip  tighter  was  a  common  feature  of  the  two  devices.    The 
Patent  was  such  that  the  ferrule  could  be  dispensed  with  when  a  screwed  tube  45 
was  being  used,  and  the  tube  could  be  screwed  directly  into  the  fitting.    That 
could  not  be  done  in  Lake  or  in  J.S.  1.    It  could  be  done  even  in  Rg.  6  hy 
tapering  the  tube.    It  was  an  accidental  advantage,  not  described  or  claimed  in 
the  Specification,  but  indicated  by  the  use  of  the  word  ^^  differential."    Fig.  4 
could  be  made  to  work,  but  the  slot  would  have  to  be  longer,  and  if  the  50 
soif^w  thread  were  cut  away  near  the  cone  tte  metal  would  be  weakened 
and  the   grip  improved.      There  was  not,  among  the  anticipations,  a  dif- 
ferential split  bushing  or  anything  that  would  peiiorm   the    functions   of 
the  patented  bushing.    There  was  a  reducer  in  J.S.  1  and  J.S.  2.    The  Claim 
was  a  narrow  one  for  a  particular  thing,  enabling  one  to  grip  a  smooth  pipe  55 
and  put  it  into  a  fitting  with  a  screw  socket  of  the  same  size  as  the  pipe  that 
was  gripped. 
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J.  E.  L.  Bamesy  Patent  Agent,  deposed  that  the  patented  bushing,  besides 
haying  the  advantages  mentioned  by  the  previous  witness,  had  a  better 
appearance,  which  was  a  matter  of  importance  to  architects  for  external  work. 
He  had  tried  several  snch  devices,  bat  had  not  found  any  so  neat  as  the 
5  Respondents'.  In  their  form  the  grip  was  always  by  leverage — ^an  overhung 
grip.  That  was  not  so  effective  as  a  direct  grip,  where  a  watertight  joint  was 
required.  Bayliss^s  device  would  give  a  damptight,  but  not  a  watertight, 
joint ;  it  would  be  more  v^tertight  than  the  Respondents*  device  or  J.S.  1. 
The  succession  of  steps  required  to  arrive  at  the  Respondents'  device  would 

10  constitute  invention,  and  would  result  in  the  production  of  an  article  which 
would  do  what  had  not  been  done  before.  He  did  not  think  that  in  the  original 
Drawings  of  Pig.  4  the  split  had  been  shown  as  going  into  the  screw ;  in  Pig.  6 
the  split  should  have  been  shown  past  the  cone  end.  An  inch  screwed  conduit 
could  be  put  into  an  inch  fitting  of  the  form  shown  in  Fig.  6.    In  J.S.  I  and 

15  J.S.  2  the  tube  passed  inside  the  screwed  part  of  the  ferrule,  and  the  grip  was 
direct  and  was  not  caused  by  the  action  of  a  rim  upon  a  coned  surface ;  the 
Respondents*  device  differed  from  J.S.  1  and  J.S.  2  in  all  those  respects.  If, 
in  Ldke^B  device,  the  collar  R  were  enlarged  so  that  the  internal  diameter  was 
equal  to  the  diameter  of  the  screw,  that  would  not  be  the  same  as  the  Respon- 

20  dents'  device,  as  there  would  not  be  the  coned  shoulder.  Lake^a  device  would 
direct  one's  mind  away  from  the  Respondents'  form,  not  towards  it,  by  suggesting 
that  the  end  of  the  conduit  must  be  put  inside  the  fitting.  Fig.  6  was  not  mis- 
leading ;  the  dotted  lines  in  the  drawing  would  be  taken  to  indicate  rather  the 
existence  of  a  cut  than  its  extent. 

25  Evidence  in  support  of  the  Petition  was  given  by  Dugald  Clerks  who  said 
that  in  the  Respondents'  device  the  maximum  external  diameter  could  be  kept 
a  little  smaller,  but  that  was  not  a  practical  advantage.  In  Fig.  1,  as  drawn,  the 
cone  would  be  ineffective  ;  to  allow  the  screw  to  operate  effectively  the  face  of 
the  fitting  C  should  have  been  turned  to  fit  the  cone.    There  were  two  cones 

30  in  Baylis8-'B,i  the  end  of  the  fitting  and  at  the  foot  of  the  socket.  The  notion 
of  attaching  plain  conduit  piping  to  screwed  fittings  was  old ;  it  was  to  be  found 
m  Lake  QXkd  Baylies,  The  direct  grip  was  more  effective' than  the  overhung 
grip.  The  arrangement  the  Respondents  sold  (J.S.  1)  was  better  than  the 
patented  device,  which  would  be  a  more  expensive  thing  to  make.    The  device 

35  as  shown  in  Fig.  4  gave  a  very  slight  grip  ;  as  shown  in  Fig.  6  the  slit  would 
have  to  be  carried  well  into  the  screwed  part,  and  the  Specification  said  that  it 
extended  through  the  plain  part  but  not  through  the  screwed  part,  which 
appeared  to  mean  that  it  went  up  to,  but  not  into,  the  screwed  part.  The 
devices  of  Lake  and  Baylies  both  did  what  the  Respondents'  device  was 

40  intended  to  do  and  did  it  more  efficiently — they  carried  the  case  the  whole 
length,  but  there  was  not  a  differential  split  bushing  in  them.  The  other 
devices  put  forward  as  anticipations  showed  the  general  knowledge— the 
elements  of  the  Respondents'  device  were  to  be  found  in  several  of  them,  but 
there  was  not  an  overhung  grip  in  any  of  them.    In  Lake's  device  the  ring  R 

45  could  be  bored  out  to  take  a  larger  tube,  but  not  of  the  size  of  the  screw,  unless 
the  ring  was  expanded  ;  there  was  no  coned  surface,  except  on  the  screw 
itself,  and  no  need  for  it ;  the  essential  part  of  the  grip  was  direct — ^the  over- 
hung grip  was  merely  incidental.  There  was  hardly  any  direct  grip  in  which 
there  was  not  some  overhang. 

50  0.  JS.  Luaard  said  that  the  overhung  grip  was  a  defect,  and  that  the 
Respondents'  device  would  not  grip  the  conduit  pipe  sufficiently  firmly. 

The  Respondents  admitted  that  they  sold  the  form  J.S.  1  and  had  not  sold 
the  patented  article. 
Qraham  summed  up  the  Petitioners'  case. 

55  MmUon  K.C.  in  reply. — It  is  not  claimed  as  an  advantage  that  the  Respon- 
dents' device  may  be  omitted :  there  is  a  great  advantage  in  being  able  to 
connect  up  a  screwed  conduit  to  a  plain  tube  and  vice  versa.    Utility  is  not 


63  RBPOBTS  OF  PATENT  DBSIGN,        [Feb.  14, 1906: 

In  the  Matter  of  Waterhouse^s  Patent, 

challenged  in  the  Petition.  \^A8fbury  K.C. — Yes,  as  to  Figs.  4,  5,  and  6 ;  as  to 
the  rest,  it  is  alleged  that  there  is  want  of  subject-matter.]  One  witness  says  that 
he  prefers  not  to  use  an  overhung  grip,  but  that  is  always  so ;  one  person  would 
prefer  to  use  the  patented  form,  another  would  prefer  the  old  forma  It  is  im- 
material  what  the  Respondents  are  selling  ;  it  may  suit  their  purpose  best  to  sell  5 
an  old  form.  The  Petitioners  would  not  petition  unless  they  wanted  to  use  the. 
patented  form,  and  the  Respondents  would  not  defend  if  they  did  not  want  to 
use  it.  The  whole  case  is  really  based  on  Lake,  Mr.  Clerh  eAja  it  requires  no  in- 
vention to  pass  from  Fig.  3  of  Lake  to  Fig.  1  of  the  Respondents,  and  tluit,  if  one 
bores  out  R,  the  tube  would  fit.  But  there  is  nothing  to  tell  one  to  make  that  10 
invention  ;  an  invention  is  often  missed  by  very  little.  It  would  be  necessary 
to. make  R  thicker  and  bore  it  out  and  make  the  external  face  conical.  The 
Respondents  limit  themselves  to  an  overhung  grip  ;  the  utility  depends  on  that 
and  the  coned  surface.  The  coupling  is  simple  and  effective  under  various 
circumstances.  As  to  subject-matter,  if  de  facto  novelty  is  found,  subject-  15 
matter  and  novelty  are  almost  the  same.  There  never  has  been  a  differential 
split  bushing  before. 

Judgment  was  reserved  and  delivered  on  the  22nd  of  November  1905. 

Buckley  J. — ^Where  electrical  cables  are  laid  in  metallic  conduits,  it  is 
desirable,  for  the  purpose  of  safety,  to  have  a  complete  electrical  metallic  circuit  20 
throughout  the  conduit.    For  this  purpose  it  is  necessary  at  every  junction  to 
ensure  a  tight  grip  or  contact  between  the  successive  parts.    At  the  date  of  the 
Patent  here  in  question  there  was  a  class  of  metallic  conduit  known  as  the 
"  Simplex  "  conduit.    The  conduit  may  be  either  screw  tubing — ^that  is  to  say, 
tubing  ending  with  a  screw  thread  on  its  external  circumference,  or  plain  25 
tubing — ^that  is  to  say,  tubing  having  no  screw  thread  worked  upon  it.    The 
object  of  the  Patentees  was,  as  they  tell  the  public  at  page  2,  line  43,*  to 
obtain  the  desired  metallic  circuit  throughout,  without  having,  of  necessity, 
to  use  screw  tubing.    This  is  to  be  found  again  at  page  3,  line  40.t    I  find, 
therefore,  their  object  to  have  been  to  show  how  to  dispense  with  screw  tubing  30 
and  to    use    plain  tubing.      The  conduits  or  tubing  are  used  in  conjunct 
tion  with   couplings,  bends,  and  the  like,  into  whose  ends  the  tubing  fits. 
The  Patentees  say  that  their  design  is  to  connect  the  conduit  and. fittings  of  the 
same  size  throughout  (see  page  3,  lines  15  and  38).^    The  conduit  and  fittings 
are  said  to  be  of  the  same  size  when  the  external  diameter  of  the  conduit  is  the    35 
same  as  the  internal  diameter  of  the  fitting.    These  being  the  conditions  of  the 
problem,  the  Patentees  provide  what  they  call  a  differential  split  bushing.    It 
is  a  connecting  piece,  which  is  differential  in  the  sense  that  the  external  and 
internal  diameters  at  the  one  end  are  greater  than  the  external  and  internal 
diameters  respectively  at  the  other  end.      It  is    differentiated  or    stepped.  40 
Supposing  that  the  conduit  is  an  inch  conduit,  the  differential  split  bushing 
will  have  an  external  diameter  of  one  inch  at  one  end  and  an  internal  diameter 
of  one  inch  at  the  other  end,  having,  of  course,  at  the  latter  a  greater  external 
diameter.    This  bushing  is  to  be  so  used  that  at  its  larger  end  it  embraces  the 
conduit,  while  at  its  smaller  end  it  is  embraced  by  the  coupling.    At  the  45 
smaller  end  of  the  bushing  connection  is  made  between  the  coupling  and 
bushing  by  a  screw  worked  upon  the  internal  circumference  of  the  coupling 
and  upon  the  external  circumference  of  the  bushing.    When  screwed  up  the 
end  of  the  coupling  bears  against  a  cone  shoulder  in  the  bushing  so  that,  say 
the  Patentees  at  page  3,  line  24,  §  by  the  conical  wedge  action  intimate  and  50 
binding  contact  results. 

At  the  date  of  this  Patent  the  idea  of  connecting  plain  conduits  with  screwed 
fittings  by  a  device  which  should  cause  the  plain  conduit  to  be  gripped  undeF 
the  action  of  a  screw  was  old.    At  the  same  date  stepped  bushings  were  old. 

♦  AntSy  page  56,  line  18.  t  ^^  page  67,  line  8. 

{  ilii.^0,  page  56,  line  40,  and  page  67, line  7  §  ulfito,  page  66,  line  49. 
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A  familiar  device,  where  the  object  was  to  connect  a  pipe  of  smaller  bore  with 
a  pipe  of  larger  bore,  was  to  use  a  stepped  or  differential  bashing  having  a 
smaller  external  diameter  at  one  end  and  a  larger  internal  diameter  at  the  other. 
At  the  same  date  the  presentation  of  the  grip  ring  of  a  conical  surface,  so 

5  as  to  increase  the  action  of  the  grip,  was  old,  but  the  Respondents,  the  Patentees, 
say  that  the  particular  way  in  which*  they  make  use  of  all  these  well-known 
devices  was  new.  Looking  at  Fig.  1  of  the  Specification,  having  regard  to  what 
I  have  said,  it  will  be  seen  that  the  device  which  the  Patentees  adopt  is  such 
that  the  conduit  B  does  not  pass  inside  the  coupling  C.    It  is  not  surrounded 

10  by  C  and  by  a  third  layer  of  metal  composed  of  the  grip  ring,  which  is  to 
compress  the  split  bushing.  It  is  true  that  in  none  of  the  anticipations  which 
have  been  brought  before  me  has  this  particular  arrangement  been  used.  The 
result  of  the  Patentees*  arrangement  is  that  their  only  grip  on  the  conduit  B  is 
by  leverage.    They  have  no  grip  by  direct  compression.    The  grip  is  what  is 

15  called  an  overhung  grip  as  distinguished  from  a  direct  grip.  The  evidence 
proves,  what  in  any  case  is  obvious,  that  an  overhung  grip  is  mechanically 
much  weaker  than  a  direct  grip.  The  overhung  grip  was  not  new ;  in  fact 
every  direct  grip  is  probably  accompanied  by  an  overhung  grip.  In  Lake^e 
device,  to  which  I  will  come  presently,  both  direct  and  overhung  grips  are 

20  used,  but  it  is  true  that  no  one  of  the  anticipations  uses  overhung  grips  alone. 

The  result  of  the  evidence  is  that  this  is  not  an  advantage,  but  a  defect.    It 

is  proved,  and  is  in  fact  obvious,  that  the  grip  is  mechanically  much  weaker,  so 

that  in  this  respect  the  Patentees  have,  as  it  seems  to  me,  taken  a  retrograde 

step,  and  not  a  step  in  advance.    Moreover,  I  see  no  invention  in  that  which 

25  they  suggest.  At  the  date  of  this  Patent  there  existed  Lake^a  system,  exhibit 
J.S,  2.  It  is  true  that  the  conduit  B  there  passes  inside  the  coupling  G,  and 
that  the  grip  ring  or  bush  lies  between  the  two,' so  that  there  are  three  Siyers  of 
metal,  and  that  the  external  diameter  of  the  tube  B  is  less  than  the  internal 
diameter  of  the  coupling  0.    From  this  difference  it  results  that  Lake  got,  not 

30  overhung  grip  alone,  but  direct  grip  also.  But  supposing  that  an  ordinary 
skilled  workman,  who  had  Lake's  arrangement  before  him,  were  presented 
with  a  conduit  whose  external  diameter  was  the  same  as  the  internal  diamet'Or 
of  Lake's  coupling  and  was  told  to  connect  them  in  Lake's  manner,  I  cannot 
see  that  it  required  any  invention  to  increase  the  size  of  the  plain  part  of  Lake's 

35  bushing,  so  that  his  bushing  should  take  the  form  of  the  well-known  stepped 
bushing,  and  be  of  a  sufBcient  size  to  allow  the  conduit  to  pass  within  it.  The 
workman  who  did  that  would,  it  seems  to  me,  have  used  Lake's  arrangement, 
sacrificing  the  strength  given  by  Lake's  direct  grip,  and  retaining  Lake's  over- 
hung grip  for  what  it  was  worth.    If  that  had  been  done,  Lake's  system  would 

M  have  sdlowed  of  of  uniting  conduits  and  couplings  of  the  same  size.  But  there 
is  another  anticipation  which  unites  conduits  and  couplings  of  the  same  size 
without  any  such  alteration.  I  refer  to  Bayliss's  device.  In  Bayliss  (exhibit 
J.S.  3)  there  are,  it  is  true,  the  three  layers,  and  there  is  direct  grip.  He  uses 
coningB,  as  the  Patentees  do,  or  suggests  that  he  does.  There  is  no  doubt  this 
45  difference,  which  the  Respondents  say  is  important,  namely,  that  the  screw 
thread  is  on  the  external,  and  not  on  the  internal  circumference  of  the  coupling. 
Upon  this  I  have  something  to  say  presently.  But  in  all  other  respects  Bayliss 
effects,  and  in  a  more  efficient  manner,  that  which  the  Patentees  have  set  out 
to  achieve.  In  my  judgment,  after  Lake's  method  and  Bayliss's  method,  there 
50  remains  no  novelty  in  the  Parentees*  method. 

But  the  Respondents,  the  Patentees,  say,  and  truly  say,  that  their  system  is 
one  by  which,  if  you  are  uBing  a  screwed  conduit,  you  can,  if  you  are  minded, 
screw  the  conduit  directly  into  the  coupling,  and  not  use  their  bushing  at  all. 
Upon  that  I  make  three  observations  :  first,  that  the  Patentees'  object  is  to  show 
55  the  public  how  to  use,  not  screwed  tubing,  but  plain  tubing ;  secondly,  that 
aasaming,  contrary,  as  I  think,  to  the  fact,  that  they  were  going  to  use  screwed 
tubing,  tiiey  nowhere  suggest  screwing  directly  into  the  coupling ;  and,  thirdly, 
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that  to  adopt  that  course  is  to  omit  the  differential  split  bushing,  which  is  the 
whole  point  of  the  alleged  invention.  The  argument  really  is  an  argument  to 
the  effect  that  one  great  advantage  of  the  Patentees*  new  differential  split 
bushing  is  that  you  need  not  use  it. 

In  my  judgment  the  Patentees  fail  for  Want  of  novelty.    I  may  add  that  they  5 
have  never  sold  the  patented  article,  but  nmke  and  sell  only  the  system  which 
is  shown  by  exhibit  J.S.  1,  in  which  are  employed  the  three-layer  system  and 
the  direct  grip,  which  they  contend  that  their  Patent  escapes. 

Being  of  the  opinion  that  there  is   want  of  .novelty,  it  is  unnecessary  to 
consider  the  further  point  which  has  been  made  on  Figs.  4,  5,  and  6,  and  which,  10 
if  successful,  would  have  resulted  in  the  Patentees  failing  to  support  the  Patent, 
unless  they  obtained  leave  to  disclaim.    In  my  judgment  the  Petitioners  are 
entitled  to  an  Order  for  revocation  of  the  Patent  and  for  costs. 

Astbury  K.C.— I  ask  for  a  Certificate  that  the  Particulars  of  Objections  are 
reasonable.  1>& 

WcUter. — The  Petitioners  cannot  get  a  Certificate.  Your  Lordship  has  uo 
power  to  give  one.  Section  29  provides  only  for  an  action.  Section  26,  as  to 
revocation,  contains  no  such  clause. 

Buckley  /.—This  is  a  Petition  for  revocation.  If  the  Section  does  not 
apply  the  ordinary  taxation  applies.  20 

Astbury  E.C. — Subsection  6  of  Section  20  is  a  depriving  Section  in  a  particular 
case,  or  else  it  is  general.  If  it  is  a  depriving  section,  then  I  shall  get  my  costs, 
because  it  does  not  apply  here  at  all  and  there  is  no  deprivation  ;  but,  if  it  is 
not,  then  your  Lordship  has  the  power  to  give  me  a  Certificate. 

BUCKLBY  J. — If  you  are  going  to  ask  me  for  a  Certificate,  you  must  show  me  25 
that  I  have  the  power  to  give  it ;  if  you  are  not  going  to  ask  for  it,  well  and 
good. 

Astbury  K.C. — Subsection  6  says  that  no  costs  shall  be  allowed  unless 
certified.    It  does  not  say  that  your  Lordship  cannot  certify  in  other  cases. 

BuCKLBY  «7. — If  that  does  not  apply,  then  when  you  go  in  and  tax  your  costs  30 
you  tax  as  in  any  other  action. 

Astbury  K.C. — That  is  what  we  thought  would  be  the  case,  but  if  anything 
happens  in  the  Taxing  OfSce,  and  the  Master  thinks  it  does  apply,  we  shall 
have  to  come  back  to  your  Lordship.  I  understand  your  Lordship  gives  us  the 
general  costs  of  the  Petition  ?  35 

BUOKLBY  Jl— Tes.  I  give  the  general  costs,  and,  for  the  purpose  of  anything 
hereafter,  I  may  say,  that  if  this  were  an  action  for  infringement  of  Patent,  I 
should  see  no  reason  for  refusing  a  Certificate. 

Walter. — I  ask  your  Lordship  for  a  stay  of  the  Order.    My  clients  desire  to 
go  further  in  this  matter ;    therefore,  if  notice  of  appeal  is  entered  within  40 
seven  days,  the  order  for  revocation  should  not  be  lodged  at  the  Patent  OfSce  till 
after  the  hearing  of  the  appeal. 

Buckley  J. — I  will  grant  a  stay  for  seven  days,  and  then  till  after  the  appeal 
is  heard,  if  the  Respondents  appeal  within  seven  days. 
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In  the  High  Court  of  Justice. — Chanobbt  Division. 

Before  Mr.  Justioe   Buckley. 

November  15th,  1905. 

In  the  Court  op  Appeal. 

5       Before  Lords  Justices  Yaughan  Williams  and  Cozens-Hardy. 

November  25th,  1905. 

Before  Lords  Justices  Yaughan  Williams,  Stirling,  and  Cozens-Hardy. 

November  29th  and  December  16th,  1905. 

In  the  Matter  op  Alsop's  Patent. 

10     Patent, — PeiiHonfor  revocation. — Application  for  liberty  to  apply  for  leave 

. .  to  amend  Specification. — Disclaimer^  correction^  or  explanation. — Liberty  to 

apply  refused. — On  appeal^  liberty  to  apply  granted  on  terms. --Costs. — Form 

of  Order.— Patents    Ac.  Act    1888,   Sections   18-20;   Patents  Ac.  Act  1888, 

Section  5. 

15  Jn  1903  Letters  Patent  were  granted  to  A.  for  ^^  An  improved  process  of 
"  treating  flour  to  purify  the  same  and  increase  the  nutritive  qucUities  thereof  ^^ 
'J^  process  described  in  the  Specification  consisted  in  subjecting  the  flour  to  the 
^Umofair  which  had  previously  been  subjected  to  the  action  of  an  arc  or 
flame  of  electricity y  and  one  of  the  Claims  was  as  foUows : — **  The  process  of 

20  "  treating  flour ^  which  consists  in  subjecting  it  to  the  action  of  a  gaseous  medium 
"  capable  of  bleaching  thefiour  and  of  simultaneously  producing  a  decrease  in 
**  the  quantity  of  the  carbohydrate  contents  and  an  increase  in  the  quantity  of 
**  ^  protein  contents  thereof  substantially  as  described.''  A  Petition  was 
P^'emtedjor  the  revocation  of  the  Patent  on  the  ground  of  its  invalidity.    At 

25  the  hearing  of  the  Petition  the  Respondents^  the  owners  of  the  Patent^  asked  for 

Kberty  to  apply  to  the  Comptroller  for  the  amendment  of  the  Specification  by 

^  of  disclaimer.    They  alleged  thai  they  had  discovered  that  the  statements 

W  the  Specification  that  the  process  produced  a  decrease  of  the  carbohydrates 
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and  an  increase  of  the  proteids  were  erroneous^  and  they  sought  to  amendy 
•  under  Section  19  of  the  Patents  Ac.  Act  of  1883^  by  striking  out  these  stcUemenis 
and  the  Claims  relating  to  ihem^  and  also  certain  statements  as  to  the  means 
employed  for  the  production  of  the  electric  discharge.  Held,  by  BUCKLBY  J., 
thai  whai  was  sought  was  amendment  by  correction  or  explanation  and  not  5 
by  way  of  disclaimer ^  and  liberty  to  apply  was  refused.  The  Respondents 
appealed. 

Held,  by  the  Court  of  Appeal^  that  it  was  not  dear  that  the  proposed  amend- 
ment was  not  by  way  of  disclaimer^  and  liberty  to  apply  was  granted.  The 
appeal  was  allowed,  10 

Form  of  Order  in  Ladington  Cigarette  Machine  Company  v.  Baron  Ac. 
Company  {17  R.P.C.  214  cUpage  215)  followed. 

On  the  23rd  of  June  1903  Letters  Patent  (No.  14,006  of  1903)  were  granted  to 
James  Nathaniel  Alsop  for  "  An  improved  process  of  treating  flour  to  purify 
'•  the  same  and  increase  the  nutritive  qualities  thereof.*'  15 

The  Complete  Specification  (as  amended  in  1904)  was  as  follows,  except  that 
the  amendments,  which  the  Respondents  to  the  Petition  hereinafter  mentioned 
wished  to  be  made  as  stated  below,  are  here  shown  in  erased  and  italic  type  : — 

'*  This  invention  relates  to  a  novel  process  of  treating  flour  to  purify  the  same 
**  [and  increase  the  nutritive  qualities  thereof]  aAd  to  this  end  resides  broadly  20 
'*  in  subjecting  flour  to  the  action  of  a  gaseous  medium  which  will  operate  to 
'*  bleach  or  purify  the  flour  [and  cause  a  reduction  of  ihe  quantity  of  the 
"  carbohydrate  contents,  and  an  increase  in  the  quantity  of  the  protein  contents 
^*  thereof.]* 

"  The  gaseous  medium  which  I  employ  is  atmospheric  air  which  has  been  25 
'•  subjected  to  the  action  of  an  arc,  or  flaming  discharge,  of  electricity.  The 
^*  rooultflDt  gao  I  have  diooovopod  firot  by-laboratory  oxporimoutation,  and  then 
^^  by  actual  praotioo  on  u  oommopoial  GUftlo  to  poooooo  tbo  [goporty  of-oauoing 
*'^  matofial  doofoaoc  in  -the  per  oontago  of  tho  ooh  and  otftroh  of  the  flour 
"  aabjoptad  to  ita  uotion.  and  a  prootieally  oorrcoponding  ineroaoc  in  the  30 
^*.  urotoido,  thus  greatly  incFoamng  tbo -nutritive,  in  oolitpa-di^    ' 


gP€ 

ftl4t 


**  Doat  givioy  qualitioo  of  tho  flour. 

'^  In  the  art  of  milling,  it  is  a  desideratum  to  manufacture  flour  which  shall 
**  be  white  in  colour,  and  flour  practically  white  in  colour  has  been  produced. 

*^  I  find  in  the  practice  of  my  process  that  flour  subjected  to  the  action  of  air  j^ 
*'  which  has  been  subjected  to  the  flamii^g  discharge  of  electricity,  will  be 
*'  bleached  or  purified  so  as  to  render  it  white  in  colour,  and  this  bleaching  or 
"  purification  of  flour  is  effected   without  destroying  any  of  the   nutritive 
"  qualities  thereof,  as  shown  by  chemical  analysis. 

^^  I  am  at  this  time  unable  to  explain  tho  roaseu  for  tho  ohangCy  wlugtH-ia  40 

**  ouoh  explanatiou,  I  will  give  tho.rooult  of  the  ohomioal  analyoio  bofopo  and 
^^  aftop  ito  tPoatmoDt  -by  my-ppooes»,  to  illuotpatc  tho  extent  and  ohapootop  of 
*^  tho  ohango  wpou;yht  in  tho  oonotituonto  of  tho  floup. 

^*  Two  oamplno  of  flouf  wore  oubmittod  fof  analyoio  to  a  prafooQOP  df  ohomiatgy  45 
^rin  Colambian  Collogo^  Waabington,  D^Gr — Qno  of  £hooo  o^iimploo  yaiQ>  tofcea 
^-^pom  the  bfttoh  of  flour  bofopo-ifes  tPoittmoDt  by  my  ppooooo,  and  the  othop 
*^  was  takaii-fpom-tho  same  batch  of  flour  after  its  troatmont  by  my  ppoeooo. 

*  On  the  l^earin^  of  the  Appeal  it  was  etated  that  the  Respondentd  to  the  Petition  proposed  to 
omit  tEe  words  here  enoloeea  In  square  braokete. 
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■*Tho  uatrotttod  flour  ohowod  tho  foUowiDg  ooDotitiionto  in  fcho  ppoportioae 

^"^  II   UI>Ur  ^  w  w  ^  »  w  UaLJ  JR 

^KtWMl-\itM.    \j\Af    ^  mm  ^m  mm  ^  ^  I  S  ■  J   X 

&  ^'  Frotoido,.oto. MrOa 

ii-Asb 0x44 

*^  Tho  floup  whioh  hao  boon  tpofttod  by  my  prooooo  ohowod  tho-uonotitiiontfl 
*'-iii  tho  following  ppoportionn  ; 

10  ^^  Wfttor WrW 

''  Staroh,  oto.  - 4StS4 

''  Ppotoidu,  eter         -        -        -        -        -      oOrA 

^^-Fftfc 0.0^ 

15  '*  It  will  thiio  bo  Doon  thftt-  tho  floar  whioh  hftd>^  boon  tpoatod  nhowod  an 
^^  inopoftfio  of  1 1.7'*3  parto  of  ppotoido,  and  a  doopoaoo  of  0.1 1-pftPto  of  aoh,  and  of 
■^  11.87  norts  of  otarob. — Tho  inopoaoo  in  tho  ppopoption  ot  ppot-oido,  polfttivo  to 
—that  of-tho  othop-oonotituonto  of  tho-flonp,  ospooially  of  otapoh-and  ash,  io  a 
*^  highly  advantagoouo  pooult,  ao  floup  -having  auoh  propoption  of  ppotoido  is, 

20  ^^  of  ooupoo,  fap  mopo  nutpitivo  than  tho  opdinapy  flour  of  oommopee? — As-a^ 
^^  inoidontal  pooult  of  treating  tho -floup  by  my-proocBa-it  io,  ao  abovo  otatod^ 
'^  highly-pnpifiod  and  whitonod. 

"  lu  order  that  the  invention  may  be  clearly  understood,  I  have  illustrated,  in 
"  the  accompanying  drawings,  apparatus  for  carrying  out  the  process.    In  said 

25  "  drawings  Figure  1  is  a  view  in  elevation  of  a  reel  having  combined  therewith 
**  an  apparatus  for  subjecting  air  to  the  disruptive  discharge  of  electricity,  parts 
**  of  which  latter  apparatus  are  in  section.  Figure  2  is  a  central  longitudinal 
**  section,  on  a  larger  scale,  of  the  reel ;  and  Figure  3  is  a  cross  section  through 
•*  the  same. 

30  "  Referring  now  to  these  drawings,  1  indicates  the  apparatus  by  means  of 
**  which  the  air  is  subjected  to  the  disruptive  discharge  of  a  current  of  electricity, 
**  and  2  indicates  the  reel  in  which  the  flour  is  treated  by  the  gaseous  medium 
^  produced  in  the  apparatus  1.  The  said  apparatus  comprises  a  frame  having 
*•  base  blockB  3,  uprights  4  and  transverse  supporting  beams  5,  which  latter 

35  "  support,  in  any  suitable  manner,  by  means  of  rods  6,  a  conduit  7  closed  at  its 
**  end  and  connected  centrally  to  a  pipe  8,  which  in  turn  is  operatively  connected 
**  to  an  air  pump  9  having  an  eduction  pipe  10.  Communicating  with  and 
"  extending  upward  from  the  conduit  7  are  shown  two  tubes  opened  at  their 
**  upper  end,  said  tubes  being  indicated,  respectively,  by  the  numerals  11  arid  12. 

40  ^  ^tending  upward  through  the  lower  end  of  each  tube  is  an  electrode,  indi- 
•♦  cated  respectively,  by  the  numerals  13  and  14,  said  electrodes  being  adjustably 
^*  supported  in  holders  15  by  means  of  set  screws  16.  Extending  downward 
^  through  the  upper  end  of  each  tube  is  a  movable  electrode,  these  electrodes 
'*  being  indicated,  respectively,  by  the  numerals  17  and  18.    The  electrodes  17 

45  ^  and  18  are  supported  in  an  automatically  adjustable  manner.  It  may  be  bece 
*^  stated  that  the  apparatus  for  subjecting  air  to  the  action  of  a  disruptive 
"  discharge  of  electricity  is  only  shown  conventionally,  or  in  its  simplest  form, 
^'  in  order  to  illustrate  the  manner  of  carrying  out  the  process.  i9  indicates 
"  movable  supports  in  the  lower  ends  of  which  electrodes  17  and  18  are  secured 

50  "  by  means  of  binding  screws  20.  Said  supports  are  slidably  moanted  in 
^  guides  21  secured  to  the  transverse  frame  members  5,  and  at  their  upper  ends 
"  are  adjustably  secured  io  plates  22  by  means  of  the  binding  screws  23,  said 
**  plates  being  of  non-conducting  material. 

•*  24  indicates  a  frame  or  cross  head  which  is  adapted  to  have  a  vertical  moye- 
55  **  ment,  said  cross  head  or  frame  24  carrying  at  opposite  sides,  cylinders  26 

P  2 


68  REPORTS  OP  PATENT,  DESIGN,        [Feb.  21, 1906. 

In  the  Matter  of  Al8op*8  Patent, 

*^  which  are  adapted  to  contain  oil.  Working  in  each  of  said  cylinders  is  a  piston 
**  27  which  IB  connected  by  a  piston  rod  to  the  plate  22.  29  indicates  pitmen, 
'*  which  are  connected  at  their  lower  ends  to  the  respective  cross  heads  24,  and 
"  at  their  upper  ends  are  connected  to  opposite  ends  of  the  walking  beam  30, 
*'  which  is  centrally  and  pivotally  mounted  on  a  support  31  rising  from  the  5 
"  frame  of  the  machine.  The  walking  beam  30  is  provided  with  a  centrally 
**  projecting  arm  32,  pivotally  secured  to  which  is  a  rod  33,  by  means  of  which 
'*  the  walking  beam  is  adapted  to  be  rocked  back  and  forth  in  the  usual  manner, 
^'  the  rod  33  being  reciprocated  by  any  suitable  mechanical  means  ;  such  as  a 
**  crank,  eccentric,  or  the  like,  which  means  need  not  be  particularly  referred  IQ 
**  to.  It  will  be  seen  that  as  the  walking  beam  is  operated  one  of  the  electrodes 
"  say  17,  will  be  moved  downward,  while  the  other  18,  will  be  moved  upward. 

"  The  current  for  producing  the  arcs  between  the  electrodes  is  supplied  by  a 
**  dynamo  34,  from  which  lead  wires  35  and  36.  Beginning  with  the  wire  36, 
"  said  wire  passes  to  the  electrode  14  and  then  over  to  the  electrode  13.  The  15 
"  other  wire  35  of  the  dynamo  leads  to  a  resistance  coil  or  electro  magnet  88, 
**  having  substantial  self-induction^  and  then  leads  from  said  electro-magnet 
*^  and  is  electrically  connected  to  the  movable  electrodes  17  and  18.  The 
''  operation  of  this  apparatus  is  as  follows  : — 

*'  Assuming  the  parts  to  be  in  the  positions  shown  in  Figure  1,  the  current  is  20 
'*  now  passing  through  the  electrodes  13  and  17.    As  the  walking  beam  30  is 
**  operated  to  raise  the  electrode  17  an  arc  is  formed  between  the  electrodes  17 
*^  and  13  and  the  air  contained  within  the  tube  surrounding  these  electrodes  will 
**  be  converted  into  a  gaseous  medium,  with  the  exact  properties  and  chemical 
^^  constituents  of  which  I  am  as  yet  unacquainted.    This  gaseous  medium  is  25 
"  withdrawn  from  the  tube  by  means  of  the  action  of  the  air  pump  9  and  is 
"  delivered  by  said  pump  through  the  eduction  pipe  10  to  the  reel  2.     As  the 
**  electrode  17  continues  to  rise,  the  electrode  18  will,  of  course,  be  corre- 
**  spondingly  lowered,  and  the  arc  between  the  electrodes  17  and  13  will  be 
"  maintained  until  the  electrode  18  comes  in  contact  with  the  electrode  14,  when  30 
"  the  current  will  be  short  circuited  through  the  latter  electrodes,  and  the  arc 
"  between  the  electrodes  17  and  13  will  be  extinguished.    The  same  operation 
^*  will  be  repeated  as  the  electrode  18  is  raised,  the  arc  being  maintained  until 
**  the  electrodes  17  and  13  come  in  contact,  or  in  the  position  in  which  they  are 
**  shown  in  the  drawing,  when  the  current  will  be  again  short  circuited  to  the  35 
**  tube  11,  and  the  arc  between  the  electrodes  18  and  14  will  be  extinguished. 

"  In  treating  air  by  this  apparatus  I  am  enabled  to  employ  a  current  of  very 
*'  low  potential.  I  have  found,  however,  that  with  the  low  potontial  ouppont 
*'  some  means  must  be  provided  for  fooding  tho  arc,  regulating  the  current^  or, 
*^  in  other  words,  to  meet  the  inoroasod  variations  of  resistance  offopod  as  the  40 
"  electrodes  touch  and  are  moved  fapthor  apart.  This  requirement  I  meet  by 
**  the  introduction  into  the  circuit  of  a  resistance  coil  or  electro-magnet  38. 
<*  It^nocd  only  bo  hopo  stated  that  tho  posiotanoo  ooil  op  olootpo  magnot  w 
^oousod  to  aot  ao  a  tpansfopmop^by  tho  ioopoaoo^in-^thc  rooiotanoo  of  tho  oipouit 
^  in  oopapating  tho-  olootpodos  and  to  epopato  to  inopoaoo  tho  potential  of-tho  45 
^  ciponit  at  tho  olootpodon,  and  thoroby  produoo  an  apo  op  flaoh  of  CToatop  op 
<^  loDS-longth  in  ppopoption  to  tho  potontial  of  tho  dynamo  opopating.* 

"  The  amount  of  the  gaseous  medium  produced  in  a  given  time  will  be  in 
"  proportion  to  the  number  of  amperes  of  electricity'  used,  the  potential  at  which 
^^  it  is  passed  through  the  apparatus,  and  the  amount  of  air  drawn  through  the  ^^ 
**  tubes  by  the  air  pump. 

"  The  eduction  pipe  10,  from  the  pump  9,  communicates  with  the  interior  of 
^  the  reel  through  the  medium  of  a  pipe  39,  which  is  joumaled  in  the  end  of  a 

*  The  KespondentB  to  the  Petition  stated  in  the  Court  of  Appeal  that  they  would  leave  lines  at 
to  86  of  pai^  3  of  the  Speoiiicaiion  (tupra  lines  88  to  47)  unamended. 
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^  conpling  40  screwed  in  the  end  of  the  pipe  10.  The  reel  2,  as  a  whole  is 
^  mounted  at  opposite  ends  in  bearings  41  supported  in  a  suitable  manner  in  a 
"  frame  42. 
"In  carrying  my  invention  into  effect  I  find  it  advantageous  to  subject  the 
5  "  flour  to  the  action  of  the  gaseous  medium  within  an  air-tight  enclosure.  For 
**  this  purpose  the  reel  2,  which,  as  shown,  is  preferably  hexagonal  in  cross 
"  section,  is  formed  of  wood  or  other  suitable  material  and  closed  on  all  sides 
**  and  at  the  ends  except  where  the  tiour  enters  and  leaves.  Within  the  reel  I 
"  provide  a  series  of  longitudinal  ribs  43  which  extend  from  end  to  end  of  the 

10  "  reel,  said  ribs  projecting  inwardly  from  the  inner  side  of  the  reel,  and  one  of 
"  said  ribs  being  provided  for  each  side  of  the  reel.  These  ribs  are  for  the 
"  purpose  of  elevating  the  flour  as  the  reel  revolves  and  then  discharging  the 
''  same  so  as  the  flour  may  be  thoroughly  brought  into  contact  with  the  gaseous 
"  medium  supplied  from  the  apparatus  1. 

15  **  At  each  end  of  the  reel  a  central  cylindrical  extension  44  is  provided  which 
"  forms  the  journals  of  the  reel,  said  extension  being  mounted  in  the  bearings 
"  41.  Journaled  within  each  extension  44  of  the  reel,  and  suitably  supported 
"  by  the  frame,  is  a  casing,  said  casing  being  denoted,  respectively  by  the 
"  numerals  45  and  46.    The  casing  45  communicates  with  the  interior  of  the 

20  "  reel  and  is  provided  on  its  upper  side  with  an  opening  47,  through  which  the 
"  flour  is  supplied  to  the  reel.  The  outer  end  of  the  casing  45  is  perforated  to 
"  receive  the  pipe  39  and  has  further  secured  to  its  end  a  bearing  48  for  said 
"  pipe.  Mounted  on  the  pipe  39  in  any  suitable  manner  is  a  worm  conveyor 
'^  50,  the  length  of  which  is  about  equal  to  that  of  the  casing  45,  that  is  to  say  it 

25  "  projects  slightly  within  the  reel  2.  The  casing  46  is  provided  on  its  under 
"  side  with  a  downward  extension  51  which  forms  a  pipe  or  chute  to  permit  of 
**  the  discharge  of  the  flour  from  the  reel.  The  pipe  39  extends  throughout  the 
^  length  of  the  reel  and  through  the  outer  end  of  the  casing  46,  which  latter  is 
"  provided  on  said  outer  end  with  a  bearing  52  for  the  pipe.    The  outer  end  of 

30  **  the  pipe  39  is  closed  by  a  cap  53.  The  casing  46  communicates  with  the 
*'  interior  of  the  reel  and  within  said  casing  is  provided  a  worm  conveyor  54 
'*  which  is  mounted  in  any  suitable  manner  upon  the  pipe  39.  Supported  on 
^*  the  inner  end  of  the  casing  46,  and,  projecting  a  considerable  distance  into  the 
*'  reel  2,  is  a  semi-circular  trough  55,  open  on  its  upper  side  and  within  which 

35  "  trough  a  portion  of  the  conveyor  54  revolves.  At  this  end  of  the  reel  I  pro- 
^  vide  extensions  56  of  the  ribs  43,  said  extensions  projecting  inwards  to  within 
"  a  short  distance  of  the  edge  of  the  worm  conveyor,  ami  the  purpose  of  these 
"  extensions  being  to  lift  the  flour  as  the  reel  revolves  and  drop  it  into  the 
**  trough  55,  whereby  the  worm  conveyor  54  will  draw  it  through  the  casing  46 

40  ^  and  discharge  it  through  the  outlet  51.  I  also  form  the  discharge  end  of  the 
^  reel  of  a  circular  shape  in  cross  section,  as  indicated  by  the  hatched  portion 
**  at  57,  whereby  a  belt  or  belts  may  be  applied  to  the  reel  for  the  purpose  of 
**  revolving  it.  At  the  opposite  end  of  the  reel  the  pipe  39  is  provided  with  a 
"  pnlley  58,  whereby  said  pipe  with  its  worm  conveyors  51*  and  54  may  be 

45  "  revolved.  The  pipe  39  is  provided  at  suitable  intervals,  in  the  portion  thereof 
"  within  the  reel,  with  apertures  59,  which  are  preferably  spirally  arranged 
"  around  the  pipe,  these  apertures  being  for  the  purpose  of  permitting  the 
*'  gaseous. medium  to  be  discharged  into  the  interior  of  the  reel. 

'*  In  operation,  flour  is  applied  to  the  reel  through  the  op^hing  47  and  is  con- 

50  "  veyed  by  the  worm  50  to  the  interior  of  the  reel,  which,  as  shown,  is  arranged 
^^  in  an  inclined  position  At  the  same  time  the  apparatus  1  is  placed  in  operation 
"  and  the  pump  9  delivers  the  gaseous  medium  through  the  pipes  10  and  39,  to 
**  the  interior  of  the  reel,  and  as  said  reel  revolves,  the  flour  is  constantly  lifted 
**  up  by  and  discharged  from  the  varipus  ribs  43,  whereby  it  is  continuously 

*  Tli£i  reference  namber  is  inoorreotly  giyen  in  tiie  Speoification ;  it  on^ht  to  be  60. 
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•*  agitated  and  brougbt  into  intimate  contact  witb  the  gaseotts  medium  dis- 
"  charged  into  the  interior  of  the  reel  through  the  apertures  59.  This  continues 
''  afl  the  fiour  passes  from  the  inlet  to  the  discharge  end  of  the  reel,  and  at  said 
"  discharge  end  of  the  reel  the  extension  ribs  56  lift  the  flour  and  discharge  it 
"  into  the  trough  55,  and  the  conveyor  54  causes  it  to  be  discharged  through  the  ^ 
**  spout  51.  While  T  have  described  the  reel  2  as  being  air-tight,  except  for  the 
**  inlet  and  discharge  openings  for  the  flour,  I  wish  it  understood  that  my  process 
"  is  not  limited  for  treating  flour  in  a  closed  or  air-tight  chamber  or  reel,  but  I 
"  may  treat  the  flour,  according  to  my  process,  in  a  reel  provided  with  the 
"  ordinary  bolting  cloths  or  screens,  that  is  to  say,  having  sides  of  foraminous  *^" 
*'  material. 

**  In  actual  practice  a  large  number  of  barrels  of  flour  per  day  may  be  treated 
"  according  to  my  process  and,  in  fact,  the  output  of  flour  treated  by  my  process 
"  is  substantially  only  limited  by  the  capacity  of  the  mill,  as  my  process  does 
*'  not,  to  any  material  extent,  delay  the  output,  the  flour  being  passed  continu-  *** 
**  ously  through  the  reel  2. 

"  In  practice  C  find  that,  with  the  quantity  of  air  drawn  through  the  apparatus  1 
"  being  constant,  I  can  increase  the  effective  working  qualities  of  the  gaseous 
"  medium  by  an  increase  in  the  amperage  of  the  current.  With  a  constant 
"  potential  of  five  hundred  volts,  I  have  used  a  current  of  from  seven  to  ten  20 
*'  amperes.  The  amperage  of  the  current  is,  of  course,  regulated  by  increasing 
"  or  decreasing  the  resistance  of  the  olootre-magnot  or  the  self-indxAction  or  by 
"  both. 

**  I  have  indicated  the  advantages  derived  from  the  use  of  my  process,  and  it 
"  only  remains  to  emphasize  the  fact  that  the  flour  treated  by  my  process  is  25 
"  improved  m  the  particulars  noted  without  having  any  of  its  qualities  as  a  food 
"  product  impaired,  [but,  on  the  contrary,  the  result  of  the  process  is  to  greatly 
"  increase  the  value  of  the  flour  as  a  food  product.]* 

"  I  have  herein  described  my  process  as  applied  to  the  treatment  of  flonr,  I 
"  wish  it  understood,  however,  that  said  process  may  be  applied  to  the  treatment  30 
**  of  the  ground  product  of  cereals  other  than  wheat,  and  the  term  *  flour  *  used 
"  in  the  claims  is  intended  to  have  such  generic  application. 

**  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
"  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that  I 
"  am  aware  that  it  has  been  proposed  to  subject  flour  to  the  action  of  a  current  35 
**  of  air  carrying  either  ozone,  chlorine,  bromine  or  oxides  of  nitrogen  producing 
"  nascent  oxygen  for  the  purpose  of  bleaching  &  I  do  not  claim  such  processes, 
"lam  also  aware  of  the  Specifications  of  Prichot  No.  21,971  of  1898  Sc  ot 
"  Andrews  &  Andrews  No.  1661  of  1901  A  I  do  not  claim  anything  claimed 
"  therein,  but  what  I  claim  is  : —  ^ 

"  1.  The  process  of  treating  flour  which  consists  in  subjecting  the  same  to  the 
"  action  of  air  which  has  previously  been  subjected  to  the  action  of  an  ai-c  or 
•*  flame  of  electricity,  substantially  as  described. 

'       I^IJIJ  Liyli  i>l>    \JI.    ^LKIlll     UiUXJ.    IIJUI  L.'dlUllJg     UllU       iitUUUlll      UCIllVUIIUU      Llll^l  CL»1       KfJ        «j««.  v j\>\^  vk&m^        ^w^ 
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"  2.  ^  The  herein  described  process  which  consists  in  subjecting  a  body  of 
"  air  to  the  action  of  the  flaming  discharge  of  electricity,  withdrawing  the 
*'  gaseous  medium  produced  and  introducing  it  into  the  presence  of  flour,  for  50 
"  the  purpose  specified. 

"<3.  4t  The  process  which  consists  in  agitating  flour  and  simultaneously 
"  subjecting  the  same  to  the  action  of  a  gaseous  medium  produced  by  the  action 

*  On  the  hearing  of  the  Appeal  it  waa  stated  that  the  Respondents  to  the  Petitioa  proposed  to 
omit  the  words  here  enclosed  in  tqUare  braokstfi. 
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**  of  the  flaming  electric  diechat^e  ol*  of  the  diflrttptive  dischafge  of  elecMttitJr 
•*  <m  aii^. 

''  fi.  Tho  proooBB of  tPoiitingflou^  which  oonointo in  oabjcotittgit  to-tbo  ti<3tion 
"  of  ft  gtttjcotto  modium  oftpablo  of^ppodiioing-a  doorcnflo  in  tHe-<ti1afatity  of  tho 
5  "  oarbohydrnto  oontontr.,  and  an  incroaoo  itl  fee  quantity  of  tho  protein  c^ontdtltr. 
^thcrnof.  onbotatitially  ao  doooribcd. 

^*"4T-nio  prooons  of  treating  flour,- whioh  ooncigts  in  flftbjeeUug»  it  ■  to  tho 
*/  ootioD  of  a  gancoug  modium  eapablo  of  bleaching  the  flour  and-of  »imul 
^*  tnnconrjly  jirodnoing  a  dcoreaoo  in  tho  quantity  of  tho  eapbohydrate  oontontn^ 

10  "  and  an  inorooflo  in  tho  quantity  of  the  protein  oontonto  thereof,  Bubptantially 
^^  fte  doocribod/' 

A  Petition  was  presented  (under  the  authority  of  the  Attomey-Qeaeral)  by 
the  FUmr  Oxidizing  Company  Ld.  for  the  revocation  of  the  Patent,  and  the 
Petition  was  served  on  the  Alsop  Flour  Process  Ld.y  the  owners  of  the  Patent, 

15  The  Petition  allied  {inter  alia)  that  the  Petitioners  were  the  owners  of  a 
Patent  (No.  1661  of  19U1)  granted  to  John  and  Sydney  Andretm  for  ''  Improve- 
'*  ments  in  conditioning  or  improving  the  quality  of  recently  grorind  flour, 
*^  semolina  or  the  like,*'  and  that  the  Patent  of  AUop  was  invalid  by  reason  of 
the  matters  all<^ged  in  the  Particulars  of  Objections. 

20  The  Particulitfs  of  Objections  alleged  that — (1)  the  Patentee  was  not  the  first 
and  true  inventor :  (2)  the  alleged  invention  was  not  new  by  reason  of  (A) 
pHor  publication.  The  alleged  invention  had  been  published  in  this  realm 
prior  to  the  date  of  the  Patent  in  (a)  the  Specification  of  McDouaall  (No.  464B 
of  1899)  ;  (b)  the  Specification  of  Andrews  and  Andrews  (No.  1661  of  1901)— 

25  the  whole  of  each  of  these  Specifications  was  relied  on  ;  (6*)  the  Specificatioil  of 
Johnson  (No.  8230  of  ]  901) ;  {d)  Proceedings  of  the  Royal  Society,  Vol.  30, 
page  88,  "  Formation  of  nitrites  in  the  arc,"  by  Professor  James  Dewar ; 
{e)  Proceedings  of  the  Koyal  Institution,  Vol.  9,  page  263,  "Formation  of 
"  nitrites  in  the  arc,"  by  Professor  James  Dewar.    (B)  Prior  user — (/)  The  use 

30  of  an  electric  arc  and  of  a  flaming  electric  discharge  to  produce  an  atmosphere 
containing  oxides  of  nitrt^en  by  Professor  James  Dewar  in  the  Royal  Institu-^ 
tion  in  the  years  1879  and  1880 ;  (g)  the  us  3  of  the  Petitioners  and  their 
licensees  of  the  process  of  conditioning  and  whitening  flour  pursuant  to  the 
invention  described  in  the  Patent  of  Alsop  continuously  during  the  years  1901, 

35  1902,  and  1903  :  (3)  the  alleged  inventions  were  hot,  in  view  of  the  mitters 
set  out  in  the  previous  paragraph,  the  subject-matter  of  valid  Letters  Patent : 
(4)  the  Patent  was  obtained  by  the  false  suggestion  of  the  Patentee  that  by  the 
use  for  treating  flour  of  a  gaseous  medium  obtained  by  subjecting  air  to  the 
action  of  an  electric  arc  or  to  the  flaming  discharge  of  electricity  a  miaterial 

40  decrease  in  the  percentage  of  the  ash  and  starch  of  the  flour  was  obtained  and 
a  corresponding  increase  of  the  proteids.  The  said  suggestions  were  wholly 
false  and  devoid  of  foundation  ;  (5)  by  reason  of  the  mattere  alleged  in  the 
preceding  paragraph  the  Specification  did  not  sufficiently  desciribe  the  nature 
of  the  invention  and  was  misleading. 

45  On  the  17th  of  October  1905  the  Respondents  wrote  to  the  Petitionerd  that, 
upon  the  hearing  of  the  Petition,  they  proposed  to  make  an  application  to  the 
Jildge  tor  liberty  to  ^pply  to  the  Comptroller  to  amend  Alsop" s  Specification. 

The  Petition  caMe  oft  for  hearing  oh  thft  15tt  of  November  1905  before 
Mr>  Justie^  Buckley. 

50    .  Jf<?trfiMn  K,C.Asthury  K.C.*  and   -4.  J,    Waiter  (indbrucled  by    WiU^on, 
BristowSy   and  Garpmael)    appeared    for  the    Petitiobers ;    J.    C,    GrdhAm 
(inktm^M  by  HoUams^  Sone^   G&wmrd   And  Hawkeley)    a]p^peated  .for    the 
Re6;pb«ld«ills. 
,^  Orah$km  ft>r  th«  Respondcnti. — The  Respondeat^  recognise  thAt  soc^e  df  tlk^ 

R  (B«i]&fl  in  the  Specification  afe  invali^t  ahd  wish  to  haVe  liberty  to  ikp^y  to  thrt) 
Oomq^Iler  f 6»  teav^  tlO.  ambnti  )lnd«^  SeetioA  10  oi  th»  ^eti  of  lt$d9b    what  iii«3f . 
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propose  to  do  is  nothing  bat  disclaimer.  The  alterations  relate  to  ehemical  actions 
that  it  has  been  found  do  not  take  place — ^the  person  who  made  the  analysis  having 
been  mistaken ;  bnt  the  main  Claims  are  left,  and  the  value  of  the  flour  is 
increased  by  a  process  that  only  lasts  a  few  minutes.  The  only  debatable  part  is 
that  relating  to  the  electrical  apparatus ;  the  Patentee  wanted  to  increase  the  5 
resistance  so  that  the  increase  of  resistance  on  separating  the  carbons  would 
not  be  relatively  so  great ;  he  thought  he  obtained  the  effect  of  an  induction 
coil,  tending  to  keep  things  as  they  were.  All  that  the  Respondents  ask  for'  is 
that  they  may  have  liberty  to  apply  to  the  Comptroller,  and,  if  he  thinks  that 
what  they  are  seeking  to  do  is  more  than  disclaimer,  he  can  disallow  it.  10 

Mmilton  K.C.  for  the  Petitioners. — The  application  cannot  be  granted  ;  the  pro- 
posed amendment  is  not  disclaimer.  The  omission  from  Section  19  of  the  words 
'*  correction  or  explanation,*'  which  are  found  in  Sections  18  and  20,  has  been 
thought  to  have  been  accidental,  but  since  Owen's  Patent  (15  R.P.C.  755  ; 
L.R.  (1899)  1  Ch.  157)  that  view  cannot  bo  maintained.  There  is  no  jurisdiction  15 
to  amend,  while  proceedings  are  pending,  except  to  diminish  the  ambit.  The 
amendment  proposed  in  this  case  is  not  a  diminution  of  the  ambit,  but  is  purely 
by  way  of  correction  or  explanation.  To  leave  out  Claim  2  is  not  to  disclaim 
anything.  The  grant  of  the  Patent  was  strongly  opposed.  The  process  is  one 
for  making  gluten  out  of  starch  by  electricity.  It  cannot  be  suggested  that  20 
striking  out  an  incorrect  statement  is  disclaimer ;  the  mere  fact  that  nothing 
new  is  introduced  by  an  amendment  does  not  make  it  disclaimer.  [BuOKLET  J. 
referred  to  Delltvtk's  Patent  (13  R.P.C.  591).]  The  whole  of  the  proposed  amend- 
ment relating  to  the  electrical  apparatus  is  correction.  It  is  most  incorrect  for 
the  application  to  come  on  with  the  Petition.  If  it  is  allowed,  the  Respondents  25 
will  be  amending  with  the  assistance  of  the  Applicants'  advisers.  It  is  not  a 
case  of  accidental  mistake,  but  of  false  suggestion,  upon  which  the  Crown  made 
the  grant. 

Asihwry  K.C.  followed. — Disclaimer  is  something  that  reduces  the  ambit ; 
striking  out  may  enlarge  the  ambit — it  would  do  so  in  this  case ;  it  is  more  30 
than  correction.  If  a  person  used  flaming  electricity  and  got  one  of  the 
results  he  would  infringe.  The  Petitioners  have  a  process  for  bleaching  and 
purifying,  but  it  does  not  alter  the  nutritive  qualities.  The  Patentee  made  a 
declaration  that  his  process  increased  the  nutritive  value  of  the  flour,  and  on 
that  the  Patent  was  granted.  Under  Section  19  it  is  for  the  Court  to  decide  35 
whether  or  not  amendment  is  disclaimer. 

Oraham  in  reply. — As  to  the  suggestion  that  the  Respondents  have  taken  an 
inconvenient  course,  ihey  gave  notice  on  the  17th  of  October  of  what  they 
proposed  to  do.  [BUCKLEY  J. — But  the  Petitioners  were  bound  to  go  on 
preparing.]  What  better  definition  of  disclaimer  is  there  than  striking  out  40 
something  one  has  claimed?  The  Respondents  seek  to  disclaim  a  process 
which,  it  is  said,  will  produce  a  result.  Claims  1  and  2  are  very  different. 
The  Order  might  be  that  the  Patent  should  be  revoked  unless  there  was 
disclaimer  within  a  given  time.  [BcrcKLBT  J.  referred  to  OeipeVe  Patent 
(20  R.P.C.  545  ;  21  R.P.C.  379).]  If  the  Court  fouod  that  Claim  1  was  good,  45 
but  Claim  2  was  bad,  the  proper  course  would  be  to  strike  out  Claim  2. 
[BUCKLRY  J. — I  should  not  do  that  if  I  thought  that  the  Patent  had  been 
obtained  by  false  suggestion.]  It  is  not  of  the  essence  of  the  matter ;  that  is 
not  proved  by  giving  notice  to  read  the  declarations.  The  Patent  wa6  obtained 
partly  on  that  suggestion.  The  Patentee '^as  sanguine  and  thought  ftbe  result  50 
was  obtained.  In  OwerCe  PaJtent  the  amendment  was  of  a  vital  bharacter, 
and  therefore  was  not  allowed. 

BUGKLBY  «7. — On  the  hearing  of  t^is  Petition  for  revoeation  of  a  Patent,  the 
Patentee  applies  •  to  the  Court  to  use  its  power  under  Section  19  of  the  Act  of 
188H  to  give  the  Patentee  liberty  to  apply  at  the  Patent  Office  for  leave  to  55 
amend  Ids  Specification  by  ws^y  of  diiolaimer.    ^  w«y  of  t^id^Um  of  Lord 
Jtistice  OMtty  in    ArmMnmg'n  PvAmt   (14   R.P.O.    754)   ted   b^   way  of 
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decision  by  Mr.  Jnstice  Stirling  in  Owen^s  Patent  (15  R.P.C.  755;  L.R. 
(1899)  1  Ch.  163)  it  has  been  determined  that  the  word  **  disclaimer,"  which  is 
the  only  word  in  Section  19,  is  there  ased  advisedly  by  way  of  contrast  to  the 
three  words  "disclaimer,  correction,  or  explanation"  which  are  fonnd  in 
5  Section  18  and  in  Section  20,  and  that  "  disclaimer  "  in  Section  19  is  to  be  read 
strictly  and  does  not  include  corrections  or  explanations,  except  such  explana- 
tions as  may  be  required  for  the  purpose  of  defining  the  disclaimer.  The 
Patentee  for  some  reason,  which  1  do  not  quite  understand,  takes  some  credit 
to  himself  for  making  this  application  at  the  hearing  of  the  Petition  and  not 

10  preyiously.  It  seems  to  me  that  this  is  quite  erroneous.  He  wrote,  it  appears, 
in  October,  saying  that  he  was  going  to  make  this  application,  but  instead 
of  doing  it  by  way  of  Summons,  as  he  could  have  done,  and  thus  saving  the 
expense  of  instructing  Counsel  at  the  hearing  of  the  Petition,  he  has  chosen  to 
do  it  at  the  hearing.     He  is  not  too  late,  no  doubt,  but  it  does  not  lie  in  his 

15  mouth  to  complain  that  costs  have  now  been  incurred  by  instructing  Oounsel 
at  the  hearing. 

Having  regard  to  the  decisions  to  which  I  have  referred,  it  seems  to  me  that 
what  I  lukve  to  do  is  to  look  and  see  whether  the  alterations  which  the  Patentee 
desires  to  make  are  by  way  of  disclaimer  only,  as  distinguished  from  disclaimer, 

80  correction,  or  explanation.  The  Patent,  as  I  find  from  looking  at  the  Specifica- 
tion, is  one  for  dealing  with  flour  in  a  particular  way,  so  as  to  arrive,  so  the 
Patentee  says,  at  two  results — one,  purification,  and  the  other  <*  increasing  the 
•*  nutritive  qualities  thereof."  When  I  look  at  Claims  1  and  2,  I  find  that 
Claim  1  is  simply  a  statement  of  a  process—''  The  process  of  treating  fiour  which 

25  '*  consists  in  subjecting  the  same  to  the  action  of  air  which  has  previously  been 
^  subjected  to  the  action  of  an  arc  or  flame  of  electricity,  substantially  as 
"  described."  There  I  have  a  process  described,  not  saying  what  its  result 
will  be.  Claim  2,  which  the  Patentee  wants  to  strike  out,  seems  to  me  to  be  a 
statement  again  of  a  process — ^the  same  process  as  that  which  you  find  in  the 

30  Sx>ecification,  but  now  condescending  upon  the  result,  or  a  result,  which  it  will 
produce.  Altering  the  sequence  of  the  language,  it  is  this — the  process  of 
subjecting  the  fiour  to  something  or  other,  with  the  result  that  it  will  reduce 
the  quantity  of  carbohydrate  contents  of  the  fiour  and  increase  the  protein 
contents  thereof.    There  you  get  the  same  process  as  Claim  1,  but  a  state- 

35  ment  that  it  will  produce  a  result.  Now  the  Patentee  says — ''  I  agree  I  was 
**  wrong ;  it  will  not  produce  that  result.  I  said  in  the  body  of  the  Specifi- 
^  cation  that  it  would,  but  it  will  not,  and  therefore  I  want  to  disclaim  by 
^  striking  out  Claim  2.'*  It  seems  to  me  that  is  not  disclaimer.  It  will  leave 
his  process  just  where  it  was.    What  he  will  have  done  will  be  simply  this, 

40  that  he  will  have  said — ^*'  My  process  will  not  produce  the  result."  In  other 
words,  he  will  not  have  reduced  the  ambit  of  his  Claim,  but  he  will  have  said — 
^  My  process,  the  whole  of  which  I  still  claim,  will,  I  agree,  not  produce  a  result 
'*  which  I  said  it  would  produce."  I  need  not  go  to  Claims  5  and  6.  The 
oabfltance  of  what  I  have  said  applies  also  to  those. 

45  Then,  looking  back  into  the  body  of  the  Specification,  I  find  that  what  he 
wants  to  take  out  is  substantially  this — ^that  he  has  said  on  page  1,  lines  11  to  17,* 
that  this  process  will  increase  the  proteids,  and  at  line  25  to  the  foot  of  the  page,t 
and  on  page  2  down  to  line  14,^  he  goes  on  to  givid  figures  to  show  how  extra- 
oirdinary  the  result  is — ^thi^  is  to  say,  the  way  in  which  the  proteids  are  increased 

iif^  — a^  having  elaborated  ^vhat  statement  of  the  great  advantages  of  his  process 
for  increasing  the  nutritive  properties  of  the  fiour,  fhe  then  says  :  *^  As  an  inci- 
^  dental  result  of  treating  the  fiour  by  my  process,  it  is,  as  above  stated,  highly 
'*  purified  and  whitened."  Now  what  he  wants  to  say  by  his  alteration,  to  use 
a  neutral  word,  is  :  ^'  All  that  which  1  deecribe  as  the  principal  benefit  of  my 

•    *  ^iito;  ]^t«»  as,  UAm  S6  to  82.  t  il7i^«,pw«66.  liM40«»v»M«7, 1]B«7. 
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^'  process  is  wrong.  The  statement  is  wholly  mistaken,  and  the  only  thing 
"  which  will  surviye  is  that  which  I  call  an  incidental  result."  It  is  very 
singular  that  in  his  proposed  disclaimer,  although  he  has  struck  all  that  out, 
on  page  1,  at  line  6  to  line  9*  he  leaves  in  a  thing  which  he  strikes  otlt 
afterwards,  and  still  maintains  that  it  will  increase  the  nutritive  qualities  5 
thereof.  Therefore  it  seems  to  me  that  what  he  is  seeking  to  do  is  not  to  reduce 
the  ambit  of  his  Patent  at  all,  but  to  strike  out  that  which  was  a  false  suggestion 
as  to  the  result  of  his  Patent.  He  wants  to  correct  it — to  say,  *'  I  Was  wrong 
^^  in  stating  that  the  process,  to  which  I  still  hold,  would  produce  a  certain 
"result."  10 

Some  observation  might  be  made  also  on  the  passage  at  page  3,  lines  S7  (o  36. t 
The  alteration  which  is  there  sought  to  be  made  is  not  one  which  has  anything 
to  do  with  disclaimer  at  all ;  it  is  a  correction  of  what  I  think  is  agreed  to  be 
an  unscientific  statement  of  the  function  or  purpose  of  a  certain  part  of  the 
apparatus  ;  it  is  a  correction ;  it  has  nothing  to  do  with  disclaimer  at  all.  It  19 
seems  to  me,  therefore,  that  that  which  the  Patentee  seeks  to  do  is  not  within 
Section  19,  and  I  therefore  cannot  give  him  the  liberty  which  he  seeks. 

Graham. — This  is  a  very  valuable  Patent,  and  we  should  like  to  appeal — I 
do  not  know  whether  we  have  your  Lordship's  permission  to  do  that — against 
your  Lordship's  Order  to-day.  90 

Buckley  J. — I  will  give  you  leave  if  you  want  leave. 

The  Respondents  appealed. 

The  appeal  came  on  for  hearing  on  the  25th  of  November  1906  bef oris  Lords 
Justices  Vaughan  Williams  and  CozBNS-HAtiDY. 

Haldane  K.O.,  BousfiM  K.C.,  and  J.  O.  Oraham  (instructed  hf  Hoilama^  25 
Sons^  Coward,  and  Hawkslsy)  appealed  for  the  Appellants  ;  the  same  CoilnBel 
as  in  the  Court  below,  instructed  as  before,  appeared  for  th^  Petitionersi  the 
Respondents  on  the  appeal. 

Haldane  K.C.  for  the  Appellants. — Mr.  Justice  BuckUy  held  that  only  one 
process  was  described,  and  that  the  proposed  amendment  was  disclaiming  a  result,  30 
and  not  a  part  of  the  process^  and  therefore  was  not  disclaimed*  but  correction 
or  explanation  ;  he  drew  a  very  abstract  distinction  between  process  and  result 
of  process.    The  Appellants  have  satisfied  themselves  that  it  is  impossible  to 
produce  proteids  by  the  process  as  described — it  is  like  abiogenesis ;  but  the 
bleaching  part  of  the  process  is  valuable.     It  is  not  kno wh  why  the  gas  produced  35 
electrically  should  bleach  ;  it  may  be  by  means  of  nitrogen  peroxide  or  oisone. 
Some  lines  in  the  first  paragraph  of  the  Specification  have  been  left  in  per 
incuriam  ;  it  is  proposed  to  strike  them  out.    The  analysis  Set  out  in  the 
Specification  was  faulty ;    the  nitrogenous  compounds    produced    were   not 
organic    compounds.    What  has   been    called    ''the  miracle" — the    supposed  40 
conversion  of  carbohydrates  into  proteids — may  have  some    effect    on    the 
whitening;    it  may  be  that  subjecting  the    fiour  for  a   short  time   would 
bleach,  and  for  a  longer  time  would  increase  the  proteids.     [^DeUwik's  PcUent 
(13  R.P.O.  591  ;  L.R.  (1896)  2  Ch.  705)  was  referred  to.]     The  Ijuestion  is 
whether  the  amendment  relates  to  a  process  or  a  result.    Claim  S  dpeaks  of  it  45 
as  a  process.     It  is  difficult  for  the  Court  to  decide  without  evidence.     It  is  sub« 
mitted  that  there  is  here  one  process  with  two  results.    It  is  an  improved  process 
of  digestion.    It  is  also  submitted  that  since  Armstrong's  FatmU  (14   R  P.O. 
754)  a  different  view  fronl  thit  previously  held  okay  be  taken.  .  ^Asihurp  K«C* 
referred  to  Geipel's  Pat^ni{2L  K.P.C.  379).]     The  Appellants  ar^  deling  a  y^ry  50 
large  bpsiness ;  it  would  be. a  hardship  to  send  them  to  tn&L.with  a. Patent  they 
do  not  wish  to  support..    In  the  Speoificatioh  les6  piH^minenbe  is  given  to  the 
bloaohing  result^  but  reAlly  it  ill  the  mor6  important. 

Bamftkd  K.O.— The  appeal  is  in  form  interlocUtdty  :  in  .reUitj  it  is.  fimd. 
The  consideration  of.such.matters.iis  this  has  been  remitted  to  a  special  tribunal  55 

*  i«^,  !)«««•%,  UiteB  20  to  S4.  f^^^'P^  ^^rUoM^?  to  47^ 
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— ^the  Comptroller ;  after  that,  the  only  appeal  is  to  the  Law  Officer.  No  harm 
.  can  be  done  by  giving  liberty  to  apply.  The  Court  may  give  liberty  to  apply 
and  the  amended  Specification  must  only  be  used  on  terms  ;  the  object  of  having 
to  come  to  the  Court  is  that  the  Court  may  impose  proper  terms.  The  Court 
5  could  not  grant  liberty  to  apply  where  what  was  asked  for  was  plainly  correction 
or  explanation. 

The  hearing  was  adjourned  and  resumed  on  the  29th  of  November  before 
Lords  Justices  Vaughan  Williams,  Stirling  and  Cozbnb-Hardy. 
Bousfisld  K.C. — The  procedure  was  first  dealt  with  in  the  Act  of  1835.     Since 

10  then  the  effect  of  disclaimer  has  been  to  cut  out  some  of  the  Claims.  The  remedy 
given  by  that  Act  was  inefficient.  The  words  "  and  otherwise  "  in  sectioti  19 
of  the  Act  of  1883  have  been  held  to  mean  efusdem  generis.  The  Court  should 
have  a  copy  of  the  proposed  disclaimer  before  it  to  show  the  propriety  of  the 
disclaimer.    The  Order  would  be  that  the  applicant  should  have  liberty  to  apply 

15  for  leave  to  amend  by  way  of  disclaimer,  so  that  if  the  proposed  amendment 
was  not  disclaimer  it  wcuhi  not  be  allowed.  As  to  Owen's  Patent  (15  R.P.C. 
755  ;  L.R.  (1899)  1  Ch.  157)  all  that  that  case  decided  was  that  a  mere  correction 
did  not  come  within  the  meaning  of  disclainler.  The  Court  ought  not  to  go 
into  a  detailed  criticism  of  the  disclaimer.     [GhcUtvoodPs  Patent  (16  R.P.C.  370^ 

20  at  page  372)  was  referred  to.]  The  Court  could  not  try  the  validity  of  the  dis- 
claimer without  evidence.  The  matter  cannot  be  better  defined  than  in  Dellwik*8 
Patent  (13  R.P.C.  591,  at  page  598);  that  shows  the  scientific  and  common- 
sense  way  of  deciding  the  question.  [Vaughan  Williams  L.J. — In  Ralston 
V.  Smith  (11  H.L.C.  223),  it  was  held  that  the  amendment  had  extended  the 

25  exclusive  right.  Ought  the  Court  now  to  decide  whether  it  extends  the  right  ?] 
In  those  days  the  validity  of  the  disclaimer  could  be  challenged  afterwards,  but 
it  was  held  in  Mo^er  v.  Marsden  (13  R.P.C.  24)  that  it  cannot  now  be  challenged. 
The  statement  that  it  is  proposed  to  strike  out  three  Claims  and  the  descrip- 
tion provides  sufficient  material  for  the  Court  to  act  upon.    One  can  speak  of 

30  the  chemical  changes  as  a  process.  Claims  5  and  6  are  wider  than  the  others  : 
to  strike  them  out  is  certainly  disclaimer.  Prima  fa^cie  what  is  asked  for  is  dis- 
claimer ;  if  it  has  to  be  argued,  we  have  not  the  necessary  evidence.  It  has  been 
said  that  the  Patentee  has  made  a  false  suggestion ;  all  disclaimers  are  the  correc- 
tion of  false  suggestions ;  any  disclaimer  is  in  the  nature  of  correction.   The  judg- 

35  ment  appealed  from  gives  a  highly  technical  meaning  to  ''  disclaimer.''  Drastic 
amendments  were  allowed  in  Liidinffton  Gompany  v.  Baron  Company  (17 
B.P.C.  214 ;  L.R.  (1900)  1  Ch.  508) ;  so  also  in  Dellwik\s  Patent  (13  R.P.C.  591 ; 
L.R.  (1896)  2  Ch.  705). 

MouUon  K.C.  for  the  Respondents  on  the  appeal. — There  is  a  decision  of  this 

40  Court  that  ^  disclaimer ''  in  Section  19  is  to  be  taken  strictly.  The  omission  of 
the  words  '*  correction  or  explanation ''  is  significant.  When  a  man  allowed  his 
Pittent  to  go  unamended  till  an  action  was  brought  against  him,  other  people's 
rights  had  come  into  existence,  and  it  was  decided  that  he  should  have  to  go  to 
the  Court  for  leave  to  amend.    That  is  settled  case  law.    There  is  also  a  settled 

45  practice,  that  the  (.'OUrt  insists  on  knowing  what  the  application  is  and  what  it 
is  asked  to  sanction.  The  Court  is  bound  to  decide  whethef  tke  proposed 
application  is  within  its  jurisdiction,  and  it  has  a  discretion  as  to  the  ternxs  that 
are  to  be  imposed.  The  Court  has  no  power  to  give  liberty  to  apply  to  amend 
iik  any  way  dther  than  by  disclaimer.    It  is  for  the  Coniptroller  to  decide  what 

50  ^mMdiditot  fihall  be  allowed.  There  is  jurisdiction  if  the  amendment'  is  dis- 
clainl^f ;  afid  then  thef*6  is  a  discretion.  This  is  not  an  application  purely  for 
disclaimer  i  it  is  for  correction.  .  It  is. enough  for  us  that  it  is  not  purely  for  dis^ 
clailner.  A  disclaimer  is  something  that  diminishes  the  ambit  of  the  Patetit ;  it 
lA^aaiA  iMsening  the  claim.  [ Vaugh AiiT  Williams  LJ.—Do  you  suggest  that  jrou 

5t  i&ftynAtfiifl^laiioa  a  result  that  you  find  is  wrong?]  One  cannot  cictim  a  result.  The 
firak  Oteim  iai-^ily  the  t6tal  a^bit  \  Claim  3  is  simply  Claim  1  with  a  stiites^ent  of 
its  reMllt    We  \xtii^  no  objeddon  to  their  fitrikiagout  Obdms  a^  &  and  6 1  whit 
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we  do  object  to  is  the  correction  of  the  text.  The  description  applies  to  Claim  1 
as  well  as  to  the  rest.  The  Applicants  want  to  correct  the  statements  that  are 
made  with  regard  to  Claim  1,  and  that  is  pure  correction  ;  they  do  not  wish  to 
reduce  the  ambit  of  the  Patent  at  all ;  they  wish  to  keep  the  ambit  as  wide  as 
ever,  but  to  get  rid  of  the  injudicious  remark  the  Patentee  has  made,  that  the  5 
purifying  and  whitening  of  the  flour  are  Incidental  results — to  excise  certain 
rash  statements  as  to  what  are  the  consequences  of  his  process.  It  is  not  even 
a  case  of  mixed  disclaimer  and  correction  ;  the  whole  of  the  process — the  inven- 
tion— is  retained.  If  this  were  disclaimer,  then  it  would  have  to  be  considered 
on  what  terms  leave  would  be  granted.  The  Patent  is  dated  August  1903,  the  10 
Petition  April  1905.  The  Patentee  says  that  he  has  discovered  by  actual  piactice 
on  a  commercial  scale  that  the  "  miraculous  "  result  is  obtained.  The  grant  of  the 
Patent  was  opposed.  The  Court  might  ask  the  Patentee  why  he  left  unchanged 
a  Specification  making  such  gross  false  statements,  in  the  case  of  Ghatwood'a 
Patent  (16  R.P.C.  370),  Byrne  J.  was  not  satisfied  that  what  was  asked  for  was  \h 
not  disclaimer ;  he  recognised  that  as  the  issue.  In  Ludington  Company  v. 
Baron  Company  (17  R.P.C.  214)  there  were  twenty-two  claims  framed  in  the 
American  way,  and  the  application  was  to  strike  out  twenty  of  them.  It 
was  a  perfect  case  of  disclaimer ;  the  only  question  was  as  to  the  terms  on  which 
the  application  should  be  granted.  DellwiVs  Patent  (13  H.P.C.  591)  was  a  20 
case  of  pure  disclaimer. 

Walter. — The  word  **  pending  "  in  Section  18,  subsection  10,  as  amended  by 
the  Act  of  1888,  was  held  in  Cropper  v.  Smith  (1  R.P.C.  254 ;  L.R.  28  CD. 
148)  to  mean  before  judgment ;  so  a  locus  penitentice  is  left  to  the  Patentee.  When 
no  action  is  pending  there  are  three  classes  of  amendment  that  may  be  made  : —  25 
there  is  disclaimer ;  if  a  Patentee  makes  incorrect  statements,  without  altering  the 
ambit,  he  may  correct ;  and  he  may  explain,  even  by  introducing  new  Drawings. 
In  Armstrong's  case  liberty  was  given  to  apply  to  amend  in  one  way.  Where 
there  is  a  Patent  of  which  it  is  desired  to  limit  the  ambit,  if  it  contains  some 
minor  combination  that  cannot  be  supported.  Section  19  allows  an  application  to  30 
be  made  to  the  Patent  Office.  The  Legislature  meant  that  where  there  were 
erroneous  statements  that  could  only  be  put  right  by  correction  or  expla- 
nation the  Court  should  have  seisin  of  the  matter.  In  the  Court  of  First 
Instance  it  is  frequently  ordered  that  the  Patent  is  to  be  revoked  unless  within 
a  given  time  application  is  made  for  leave  to  amend.  If  the  Patentee  applied  35 
on  the  first  day  of  the  trial,  it  might  be  that  the  Court  might  decline  to  exercise 
its  discretion,  and  hear  the  application  at  the  end.  It  is  for  the  Judge  to 
decide  whether  what  is  asked  for  is  disclaimer  or  not,  and  that  without  having 
heard  evidence — ^there  never  can  be  any  doubt  if  it  is  disclaimer.  The  Claims 
are  not  different  monopolies,  but  one  monopoly  in  different  words ;  there  is  no  40 
difference  of  substance  between  the  first  three  Claims ;  there  is  only  the  one 
process — all  the  Claims  merely  describe  the  process ;  to  use  the  process  described 
in  Claim  1  would  be  an  infringement  of  Claim  2.  When  one  claims  a  process 
one  also  protects  the  product  of  that  process.  If  disclJEiimer  of  a  Claim  is  allowed 
by  the  Comptroller,  disclaimer  of  other  matter  of  the  Specification  will  be  45 
allowed  only  if  it  is  shown  to  apply  exclusively  to  the  disclaimed  Claim.  There 
is  no  disclaimer  here  ;  it  is  all  correction. 

Botisjield  K.C.  in  reply. — The  Court  is  not  bound  to  decide  whether  what  it 
is  propose  to  do  is  disclaimer ;  it  is  not  n^cess^try  that  the  document  to  be  put 
to  the  Comptroller  should  be  the,  precis^  document  before  the  Court.  The  50 
Court  only  makes  the  Order  it  has  jurisdiction  to  make — ^that  the  Appellants  have 
liberty  to  apply  for  leave  to  amend  by  disclaimer.  The  Petitioners  say  that  the 
Court  has  no  jurisdiction  to  make  the  Order  unless  the  proposed  amendment  is 
disclaimer  and  nothing  but  disclaimer.  It  is  not  the  duty  of  the  Judge  to 
criticise  the  disclaimer  :  in  Armstrong's  case  (13  R.P.C.  501 ;  14  R.P.C.  747)  55 
there  was  no  form  of  disclaimer  to  criticise  ;  the  Court  had  Jieard  the  case  out. 
Thd  proper  procsedtire  is  to  make  an  Order  at  larger.    Even  where  the  Court  was 
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doubtful  whether  the  Comptroller  had  jurisdiction  it  would  be  proper  to  make  an 
Order  giving  liberty  to  apply.  An  accretion  of  decisions  tluit  have  grown  up 
^ound  the  Statute  cannot  affect  the  jurisdiction.  The  interposition  of  the  Court 
is  simply  for  the  purpose  of  seeing  that  proper  terms  are  imposed.  This 
5  practice  of  requiring  production  of  the  proposed  amendment  to  the  Court  is 
a  mere  accretion  ;  for  the  purpose  of  the  discretion  it  may  be  necessary,  but 
not  for  founding  the  jurisdiction.  Disclaimer  does  not  mean  diminishing  the 
ambit ;  it  means  cutting  out  a  claim.  If  a  new  result  is  claimed  it  can  be 
disclaimed.      [Vaughan    Williams    LJ.    referred    to    Ralston   v.    Smith 

10  (11  H.L.C.  24d)  as  to  the  meaning  of  disclaimer.]  It  was  that  case  that  led  to 
the  addition  of  the  words  "  correction  or  explanation."  The  word  "  disclaimer  " 
had  been  used  before — in  the  Act  of  1835.  What  the  Appellants  wish  to 
do  would  diminish  the  ambit.  Disclaimer  means  lopping  off  something. 
[Vaughan  Williams   L.J. — Lord  Ghelmsford  says  it   means  lopping  off  a 

15  claim  that  is  made.]    Yes,  a  claim  to  a  result.    If  the  Court  should  decide  in 
the  Appellants*  favour  it  is  submitted  the  conditions  to  be  imposed  should  be 
the  same  as  in  GhatwootTs  case  (16  R.P.C.  370). 
Judgment  was  reserved  and  delivered  on  the  16th  cf  December  1905. 
Cozbns-Hardy  L.J. — This  is  an  Appeal  from  Mr.  Justice  B'lickley  who  in 

20  a  proceeding  for  revocation  of  a  Patent  has  declined  to  give  liberty  to  the 
Patentee  to  apply  at  the  Patent  Office  for  leave  to  amend  his  Specification  by 
way  of  disclaimer.  The  application  was  made  under  Section  19  of  the  Patents 
Act  1883.  It  has  been  held  that  the  power  given  by  that  Section  is  limited  to 
amendment  by  way  of  disclaimer,  as  distinct  from  correction  or  alteration.    It 

25  is  plain  that  the  Court,  which  cannot  itself  amend  a  Specification,  has  a  dis- 
cretion in  the  matter,  and  in  order  to  guide  the  Court  in  the  exercise  of  this 
discretion  it  is  convenient,  and  indeed  necessary,  that  the  Court  should  be 
informed  generally  as  to  the  nature  of  the  amendment  desired.  If  the  Court 
sees  clearly  that  what  is  proposed  is  not  an  amendment  by  way  of  disclaimer 

30  the  Court  ought  not  to  give  leave.  If  the  application  is  made  at  a  stage  in  the 
proceedings  when  the  Court  has  heard  evidence  and  is  in  a  position  fully  to 
appreciate  the  nature  of  the  invention,  the  Court  may  reasonably  refuse  leave, 
if  satisfied  that  the  desired  amendment  by  way  of  disclaimer  can  produce  no 
good  result  to  the  Patentee.    It  was  argued  that  the  Court  has  no  jurisdiction 

35  to  grant  the  application  unless  it  is  satisfied  af&rmatively  that  what  is  desired 
will  be  amendment  by  way  of  disclaimer.  I  feel  no  doubt  of  our  jurisdiction 
to  give  leave  in  the  precise  language  of  Section  19.  In  my  opinion  it  is  not 
desirable  where  the  Court  feels  uncertain  whether  the  proposed  amendment 
is  by  way  of  disclaimer  to  refuse  to  send  it  to  the  proper  tribunal  appointed  by 

40  Statute  to  decide  that  question.  This  was  the  view  of  Mr.  Justice  Byrne  in 
Ghatwood's  Patent  (16  R.P.C.  370). 

In  the  present  case  there  are  six  Claims  in  the  Specification,  and  the  Patentee 
says  he  wishes  to  strike  out  three  of  those  Claims  and  also  to  strike  out  certain 
passages  in  the  body  of  the  Specification  relating  to  the  Claims  so  struck  out. 

45  Prima  facie  this  will  be  an  amendment  by  way  of  disclaimer.  It  is,  however, 
contended  that  the  Patent  is  really  for  one  single  process  and  that  the  disclaimer 
will  leave  the  process  just  where  it  was  before,  without  in  any  way  reducing  the 
ambit  of  the  claim,  and  that  the  Patentee  wants  only  to  say  that  one  of  the  two 
results,  which  he  asserted  that  his  process  would  produce,  cannot  in  truth  be 

50  produced.  Mr.  Justice  Buckley  has*  adopted  this  view  and  has,  in  effect,  held 
that  what  is  desired  is  amendment  by  correction  or  explanation  and  not  by  way 
of  disclaimer.  I  am  not  satisfied,  by  the  mere  reading  of  the  Specification,  that 
this  is  so.  And  I  think  that  the  Patentee  ought  to  be  allowed  to  apply  to  the 
proper  tribunal,  that  is  the  Patent  Office,  where  there  will  be  the  opportunity 

55  of  securing  such  explanations  of  the  process  and  of  the  language  used  as  may  be 
necessary  to  enable  the  tribunal  to  decide  wJ^ther  amendment  by  way  of  dis- 
claimer only  ought  to  be  allowed.    This  being  so,  I  think  it  better  not  to  indicate 
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any  view  of  my  own.  The  application  will  be  dealt  with  on  its  merits  and 
without  any  intimation  from  this  Court  as  to  the  course  the  Comptroller  ought 
to  take.  It  will  be  necessary  for  us  to  hear  arguments  upon  the  terms  as  to  costs 
and  otherwise  which  ought  to  be  imposed  upon  the  Patentee  as  a  condition  of 
this  liberty.  .*) 

Stirling  L,J. — I  entirely  agree.  Upon  an  application  to  the  Court  under 
Section  19  of  the  Patents  &c.  Act,  1883,  for  liberty  to  apply  at  the  Patent  Office 
for  leave  to  amend  a  Specification  by  way  of  disclaimer,  the  Court  has,  in  -my 
opinion,  no  concern  with  the  terms  of  the  proposed  disclaimer  except  for  the 
purpose  of  guiding  it  in  the  exercise  of  the  discretion  conferred  by  the  Section  10 
as  to  whether  liberty  shall  or  shall  not  be  given :  for  the  decision  whether  a 
disclaimer  shall  be  allowed  or  not  rests  with  the  Patent  Office  and  not  with  the 
Court.  I  understand  that  this  was  the  view  taken  by  Mr.  Justice  Kekewich  and 
the  Court  of  Appeal  in  Anmtrong's  Patent  (13  R.P.C.  501 ;  li  R.P.C.  747)  and 
Mr.  Justice  Byrne  in  GhatwoocPs  Patent  (16  R.P.C.  370),  and  I  did  not  intend  15 
to  take  any  other  view  in  the  case  of  Owen^s  Patent  (15  R.P.C.  755)  to  which  I 
still  adhere. 

I  should  like  also  to  point  out  that  disclaimer  is,  according  to  the  definition 
given  by  Lord  Ghetm^rd  in  Ralston  y.  Smith  (11  H.L.C.  223),  ''The  renunciation 
'*  of  some  previous  claim  actually  or  apparently  made  or  supposed  to  be  made."  20 
In  the  present  case  the  Patentee  proposes  to  disclaim  three  out  of  six  heads  of 
claim  contained  in  the  Specification,  and  the  proposed  disclaimer  prima  fade 
falls  within  the  definition,  but  whether  this  be  so  or  not,  and  I  am  not  expressing 
any  concluded  opinion  upon  it,  I  am  unable,  from  a  mere  perusal  of  the  Specifi- 
cation, to  satisfy  myself  that  the  proposed  amendment  is  not  one  by  way  of  25 
disclaimer  within  the  meaning  of  the  Statute  ;  and,  in  these  circumstances,  I 
think  the  Patentee  ought  to  be  allowed  to  submit  the  question  to  the  statutory 
tribunal  by  which  such  questions  are  to  be  decided. 

Vauohan  WllililAMS  LJ.—l  entirely  agree. 

Considerable  discussion  then  took  place  as  to  the  terms  on  which  the  liberty  30 
to  apply  should  be  granted,  the  Order  made  in  Ludington  Cigarette  Company 
V.  Barun  Ag.  Company  (17  R.P.C.  page  215)  being  referred  to  by  both  parties 
as  being  in  principle  applicable  to  the  present  case. 

The  Order  (as  passed  and  entered)  made  by  the  Court  of  Appeal,  after  reversing 
the  Order  of  Buckley  J.  of  the  15th  of  November  1905,  proceeded  as  follows  : —  35 
"  And  it  is  ordered  that  the  Appellants  be  at  liberty  on  or  before  the  22nd  of 
''  January  1906  to  apply  at  the  Patent  Office  for  leave  to  amend  the  Specification 
••  of  Letters  Patent  No.  14,006  of  the  year  1903  by  way  of  disclaimer.    And  in 
^'  event  of  such  leave  being  granted  it  is  ordered  that  the  Respondents  be  at 
**  liberty  to  amend  the  Petition  to  revoke  the  said  Letters  Patent  and  the  40 
♦'  Particulars  of  Objections  delivered  therewith  within  21  days  from  the  date 
^'  when  the  amendment  of  the  said  Specification  of  Letters  Patent  is  made.   And 
*^  it  is  ordered  that  the  Appellants  do  not  threaten  any  persons  with  legal  pro- 
♦*  ceedings  under  the  said  Letters  Patent  until  after  the  said  amendment  of  the 
*^  said  Specification  has  been  made.    And  it  is  ordered  that  it  be  referred  to  the   45 
''  Taxing  Master  to  tax  the  costs  of  the  Appellants  occasioned  by  the  said  appeal, 
*'  and  the  costs  of  the  Respondents  of  the  said  Petition  and  Particulars  of 
*'  Objections  and  of  and  occasioned  by  the  application  for  liberty  to  apply  to 
<'  amend  the  said  Specification  except  so  far  as  such  last  mentioned  costs  can  be 
*'  utilised  for  the  purpose  of  the  said  Petition  after  the  said  amendment  of  the  50 
''  said  Specification.    And  the  Taxing  Master  is  to  set  off  the  said  costs  of  the 
*'  Appellants  and  of  the  Respondents  and  certify  to  which  of  them  the  balance 
^*  after  such  set-off  is  due.    And  it  is  ordered  that  such  balance  be  paid  by  the 
*^  party  from  whom  to  the  ^)arty  to  whom  the  same  shall  be  certified  to  be  due. 
^^  And  the  said  Petition  is  to  stand  over  until  the  time  for  the  said  aipemlnaent  55 
**  of  the  said  Petition  and  Particulars  of  Objections  shall  have  expired*    And  the 
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^^  HaBpondents  are  to  be  at  liberty  to  apply  in  case  leave  to  amend  the  aaid 
**'  SpeciQiif^^^pi^  pi  tlie  ctf^id  Letters  Patent  is  not  proceeded  with  with  due  diligence. 
"  And  in  case  the  Respondents  elect  not  to  proceed  with  the  said  Petition  after  snch 
^'  amendment  then  it  is  ordered  that  the  AppellantB  do  pay  to  the  Respondents 
5  ^^  the  said  costs  hereinbefore  directed  to  be  excepted,  snch  last  mentioned  costs 
^  up  to  the  d^te  of  this  Order  to  be  taxed  by  the  Taxing  Master." 


In  vbm  Hioh  Coubt  of  Justiob.— Cuangbry  Division. 

Be/ore  MR.   JUSTICB   Kbkbwioh. 

November  27th  and  gSth,  1905. 

10    Hudson,  Soott  &  Sons  Ld.  v.  Barringbr,  Wallis  and  Mannbrs  Ld. 

PQtmt. — Action  for  infringement. — Construction, — Novelty, — Subject-matter. 
— Prior  user. — Patent  held  invalid. 

A  Patent  was  granted  in  190^  far  "  Imj/rovements  in  the  manufacture  of  tin 
^pkite  and  articles  therefrom'^     The  alleged  improvements  consisted  in  omitting 

15  tt^  t^sual  cold  rolling  process^  then  tinning  the  plate^  and  afterwards  forming^ 
ornankenting  cmd  finishing  it  upon  the  rou^h  grain-like  surface,  and  then 
manufacturing  from  the  tin  plcUe  so  obtained  ornamental  boxes  and  other 
(irtides  with  an  antique  or  oxidised  silver  effect.  One  of  the  Claims  in  the 
^^ep^ficaHqn  w,a^for  the  improved  tin  plate  articles  and  the  method  of  producing 

20  the  sam^.  An  action  for  infringement  was  brought  by  the  owners  of  the  Patent 
and  the  Patentee  claiming  the  iMical  relief.  It  was  proved  at  the  trial  that  the 
Pkkintiffs  hqdf  ^kortly  before  tfi^  date  of  the  Patent^  sent  out  by  their  travellers 
rattgh  samples  of  boxes  manufactured  according  to  the  aiieged  inventiony  €md 
coniractedfor  the  delivery  of  quantities  of  such  boxes  at  a  date  subsequent  to 

25  that  of  the  Patent. 

Qeldy  ^hOii  <*^  production,  of  the  grained  tin  by  the  om,ission  of  the  cold  rotting 
p90Ce$B  uag^  u!eU  Ivmwn  cU  thei  dc^  of  the  Patent^  afid  VuU  if  the  Patentee  kgtd 
claimed  the  manufacture  of  tin  plate  in  t?uif,  way  the  Patent  would  have  been 
invalid  for  woK^  of  novelty  ^  Imf  thqt  wT^at  he,  ho^d  clain\ed  was  the  manufacture 
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of  ornamental  articles  by  the  use  of  ths  particular  tin  plcUe  described;  that 
there  was  no  invention  in  taking  a  welUknown  article  and  applying  to  it 
ordinary  processes  and  prodiunng  a  new  result;  and  that  the  Patent  was 
invalid  for  want  of  subject-matter. 

Held  alsoj  that  what  the  Plaintiffs  had  done  prior  to  the  date  of  the  Patent  5 
amounted  to  user  of  the  alleged  invention  and  invalidated  the  Patent. 

The  action  was  dismissed  with  costs. 

On  the  28th  of  August  1903  Letters  Patent  (No.  18,593»  of  1903)  were  granted 
to  Benjamin  Scott  for  "  Improvements  in  the  manufacture  of  tin  plate  and 
"  articles  therefrom."  ]  q 

The  Complete  Specification  (as  amended  in  1904)  was  as  follows: — ^^^  This 
^*  invention  relates  to  the  manu&cture  of  tin  plates  for  use  in  making  oma- 
*<  mental  tin  boxes,  door  plates,  and  other  embossed,  stamped,  or  printed 
"  articles  therefrom,  with  the  object  of  producing  in  the  article  so  made  an 
"  improved  or  new  ornamental  effect.  I5 

"  In  the  manufacture  of  articles  such  as  referred  to,  tin  plate  has  hitherto 
*^  been  employed  which  has  been  polished  or  rendered  smooth  and  glossy  by  a 
*'  cold  rolling  process  prior  to  the  surface  being  tinned,  and  in  the  manufactured 
'*  article  a  silver  effect  is  obtained  by  leaving  the  tin  surface  bare  or  unprinted. 
*' The  iron  plate  has  a  grain  like  surface  before  being  subjected  to  the  cold  20 
^<  rolling  process,  and  according  to  this  invention  in  order  to  obtain  a  new 
'^  ornamental  effect,  especially  suitable  for  producing  an  antique  silver  effect, 
^*  I  tin  the  iron  plate  in  manufacture  direct  upon  the  grain-like  surface  of  the 
^*  plate  without  submitting  the  same  to  the  cold  rolling  process  ;  and  in  orna- 
'^  menting  the  article  the  said  tinned  grain-like  surface  is,  for  an  old  silver  25 
*^  effect,  printed  in  black  or  with  black  shading  and  with  or  without  embossed, 
"  imprinted,  or  partly  printed  surfaces. 

**  For  instance,  an  antique  silver  effect  may  be  obtained  by  adding  to  the 
^Hinned  grain  like  surface  a  black  printing  along  the  boundaries  of  a  raised 
*^  design  and  in  recessed  portions  thereof.    In  addition  to  the  silver  effect,  part  39 
'^  of  the  design  may  be  printed  in  colour  in  the  usual  manner. 

**  The  tinning  and  printing  operations  may  be  effected  in  any  ordinary  or 
"  convenient  way  and  by  any  suitable  apparatus. 

'^  By  the  use  of  suitably  coloured  varnishes  or  colours,  similar  metallic  and 
'^  grained  surface  effects  other  than  those  of  silver  may  be  obtained.    Such  35 
'^  coloured  varnishes  or  colours  will  be  applied  to  the  tinned  iron  plate  in  any 
*'  ordinary  or  suitable  way  after  it  has  been  tinned  as  above  described,  and  the 
*^  surface  may  have  any  desired  design  embossed  or  printed  thereon." 

The  Patentee  claimed  : — '^  1.  The  manufacture  of  articles  from  tin  plate  by 
*^  omitting  the  cold  rolling  process  in  its  manufacture,  tinning  the  plate,  and  49 
*'  afterws^s  forming^  ornamenting  and  finishing  the  same  upon  the  rough 
*<  grain-like    surface    natural  to  the    plate    before  the    cold   rolling  process, 
*^  substantially  as  set  forth.    2.  The  manufacture  of  ornamental   boxes  and 
**  other  articles  with  an  antique  or  oxidized  silver  effect  by  tinning  the  grain 
^*  surfaced  plate  without  submitting  the  same  to  the  cold  rolling  process,  and  45 
**  then  printing  the  tinned  surface  in  black  or  black  shading,  with  or  without 
"  embossed,  raised,  imprinted  or  partly  printed  surfaces.    Si   As  a  bow  artiolo 
tt  of  mannfftoturo  for  tho  manufootupo  of  varioao  omboosod,  printod  and  oma 
<*-montod  artioloo,  tin  plate  tinnod  upon  tho  grain  oorfooo  natural  to  the  plate 
<*  without  oubmitting  tho  oamo  to  tho  cold  rolling  proooss.    8  4t  The  improved  mq 
^^  tin  plate  articles  and  the  method  of  producing  the  same  with  the  new  oma- 
^*  mental  effect,  all  substantially  as  herein  set  f orth.^' 

On  the  27th  of  January  1905  Hudson^  Scott  A  Sons  Ld.  and  the  Patentee 
commenced  an  action  for  infringement  of  this  Patent,  claiming  the  usual  relief. 
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The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  the  Plaintiff  Company 
were  the  equitable  owners  and  the  Plaintiff  Benjamin  Scott  was  the  registered 
owner  of  the  Patent ;  that  the  Specification  was  duly  amended  on  the  5th  of 
August  1904 ;  that  the  original  Claims  were  framed  in  good  faith  and  with 
5  reasonable  skill  and  knowledge ;  and  that  the  Defendants  had  infringed  and 
threatened  and  intended  to  continue  to  infringe. 

By  their  Particulars  of  Breaches  the  Plaintiffs  alleged  that  the  Defendants 
had,  during  1904,  manufactured  and  sold  to  Ma^ckenzie  and  Mackenzie  Ld.^ 
biscuit  manufacturers,  biscuit  boxes  constructed  in  accordance  with  the  inven- 

10  tion  described  in  the  Specification  of  the  Patent,  and  had  so  nianufactured  and 
had  distributed  to  the  trade  an  ornamental  calendar  of  tin  plate. 

The  Defendants  by  their  Defence  did  not  admit  the  Plaintiffs'  ownership  of 
the  Patent ;  they  admitted  that  the  Specification  had  been  amended,  but  denied 
that  the  original  Claims  in  the  Specification  were  framed  in  good  faith  and 

15  with  reasonable  skill  and  knowledge  ;  they  denied  that  they  had  infringed  or 
threatened  or  intended  to  infringe  ;  and  they  alleged  that  the  Patent  was  invalid 
for  the  reasons  given  in  the  Particulars  of  Objections,  by  which  they  alleged  as 
follows : — (1)  The  alleged  invention  was  not  new,  but  had  been  published 
•within  this  realm  prior  to  the  date  of  the  Patent  by  the  following  Specifica- 

20  tions  :— Barclay  and  Fry  (No.  1168  of  1875)  ;  Barclay  (No.  3590  of  1875) ; 
Norton  (No.  2527  of  1894).  The  whole  of  each  of  the  Specifications  was  relied 
upon  as  affecting  each  and  all  of  the  Claims  of  the  Plaintiffs'  Specification. 
(2)  The  alleged  invention  was  not  new  and  did  not  constitute  proper  subject- 
matter  for  valid  Letters  Patent,  regard  being  had  to  general  and  common 

25  knowledge  and  to  the  Specifications  set  out  in  paragraph  1.  (3)  The  alleged 
invention  was  publicly  used  within  the  realm  prior  to  the  date  of  the  Patent  by 
the  manufacture  and  sale  of  divers  articles  by  the  Blus  Bell  Polish  Company 
of  Wandsworth  Bridge  Wharf  Fulham,  London,  during  the  years  1901  and 
1902.    The  non-cold  rolled  tin  plates  from  which  the  said  articles  were  made 

30  were  manufactured  during  the  years  specified  by  the  Qrovesend  TinpUUe 
Company  of  Gorseinon,  South  Wales,  for  Bradley  and  Burch  of  5  Whittington 
Avenue,  in  the  City  of  London,  and  sold  by  the  latter  firm  to  the  Bltte  Bell 
Polish  Company  at  different  times  during  1901  and  1902.  (4)  The  alleged 
invention  was  within  from  about  two  to  three  months  prior  to  the  date  of  their 

35  Patent  put  in  practice  by  the  Plaintiffs  publicly,  commercially,  and  for  profit 
at  their  works,  by  the  manufacture  of  tin  plate  articles  made  in  accordance 
with  their  Specification.  (5)  The  alleged  invention  was  made  public  by  the 
Plaintiffs,  in  or  about  July  1903,  (a)  by  the  exhibition  to,  and  by  the  soliciting 
of  orders  for  the  same  from,  BrookCj  Bond  A  Co.  Ld.^  tea  merchants  of  Man- 

40  Chester,  of  a  box  or  boxes  made  in  accordance  with  the  Specification,  and  (6) 
by  the  delivery  of  a  box  or  boxes  made  in  accordance  with  the  alleged  invention 
to  Brooke,  Bond  &  Co,  Ld.  by  the  Plaintiffs  on  or  about  the  5th  of  August  1903, 
accompanied  by  a  letter  of  the  same  date  soliciting  orders  for  such  boxes.  (6) 
In  or  about  June  or  July  1903  the  Plaintiffs  made  their  alleged  invention  public 

45  by  exhibiting  a  box  manufactured  in  accordance  with  each  and  all  of  their 
Claims  to  Robert  Roberts  A  Co,  Ld.,  tea  merchants,  of  30  Bold  Street  Liverpool, 
and  solicited  orders  therefor.  On  or  about  the  31st  of  July  1903  Robert  Roberts 
A  Co.  Ld.  gave  the  Plaintiffs  an  order  for  a  number  of  such  boxes  then  and  now 
designated  as  "  Pandora  "  tins.  About  or  shortly  after  the  oame  date,  and  prior 
50  to  the  date  of  their  Patent,  the  Plaintiffs  accepted  the  said  order,  the  first  delivery 
of  which  took  place  on  or  about  the  5th  of  October  1903.  (7)  The  Specification 
&nd  each  and  all  of  the  Claims  of  the  Patent  had  not  been  framed  in  good  faith 
and  with  reasonable  skill  and  knowledge.  The  Patentee  had  failed  to  dis- 
criminate between  what  was  old  and  what  was  or  might  be  alleged  to  be  new. 
55  The  Defendants  admitted  that  they  had  made  from  tin  iron  plates  a  biscuit 
box  and  almanac  having  an  antique  silver  effect  as  alleged  in  the  Particulars  of 
Breaches,  and  that  they  had  sold  the  same,  but  they  did  not  admit  that  the  box 

-      a 
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and  almanac  were  made  in  infringement  of  the  Patent.  They  stated  that  they 
did  not  know  whether  or  not  the  plates  had  been  cold-rolled  before  being 
tinned,  and  they  gave  the  names  of  the  firms  and  persons  from  whom,  and  the 
dates  on  which,  they  had  obtained  the  plates. 

The  action  came  on  for  trial  before  Mr.  Justice  Kbkbwich  on  the  27th  of  5 
November  1905. 

Moulton  K.C.,  Cripps  K.C.,  and  A.  J.  Walter  (instructed  by  Oeorge  Beloe 
Ellis)  appeared  for  the  Plaintiffs ;  Box(,sfieldK,G,^  Lawrence  K.C.,  and Z>.  FulUm 
(instructed  by  G.  Urquhart  Fisher)  appeared  for  the  Defendants. 

Gripps  K.C.  opened  the  Plaintiffs'  case. — The  invention  consists  in  the  10 
manufacture  from  tin  plate  of  articles  with  an  ornamental  and  artistic  effect — 
such  as  boxes  with  an  old  silver  effect.    It  has  been  called  a  tin  mezzo  effect. 
The  articles  can  be  made  very  cheaply  and  they  have  had  a  very  large  sale  ; 
there  is  no  question  as  to  utility.    The  important  part  of  the  invention  is  in 
using  the  grained  surface  of  a  new  form  of  tin  plate,  not  formerly  used  in  15 
manufactures  of  this  kind,  as  one  of  the  elements  in  the  combination  by  which 
the  new  ornamental  effect  is  produced.    Besides  the  mechanical  effect,  there  is 
the  printed  effect  produced  by  printing  colours  or  pictures  on  the  articles. 
Formerly  bronzing  was  necessary  in  order  to  get  a  roughened  surface,  and  the 
fumes  produded  were  very  deleterious  to  the  operatives;  by  the  invention  20 
that  danger  is  avoided.    [Kbkbwich  J. — The  Patentee  claims  the  manufacture 
and  the  manufactured  article.]    Yes,  he  cannot  claim  the  manufactured  article 
without  the  process  of  manufecture.    Although  it  looks  comparatively  easy,  it 
took  about  five  years  to  produce  this  invention  ;  a  large  number  of  methods 
had  to  be  tried.    This  is  undoubtedly  a  new  manufacture  and  thus  a  patentable  25 
invention,  apart  from  anticipation  or  other  matter  of  that  kind.    Infringement 
cannot  be  denied  if  the  Patent  is  valid.    As  to  the  alleged  prior  publications, 
Barclay  and  Fry^s  Specification  has  to  do  with  a  method  of  printing  which 
the  Plaintiffs  do  not  claim.    Norton  has  to'  do  with  the  manufacture  of  tin 
plates ;  the  Plaintiffs  do  not  claim  that,  and  the  manufacture  of  tin  plates  30 
referred  to  In  Norton  is  of  an  impracticable  character  because  the  plates  buckle — 
they  are  not  stiff  enough  for  the  Plaintiffs'  purpose.    A  large  demand  for  an 
article,  which  has  not  been  produced  before,  gives  rise  to  the  idea  that  there 
must  be  prima  fa^cie  invention,  and  if  one  gets  a  new  manufacture — ^non- 
obvious,  of  course— of  commercial  utility  from  a  combination  of  methods  or  35 
processes  which  in  themselves  are  well    known,    that  in  itself  constitutes 
invention  {Moseley  v.  Victoria  Rubber  Gompany^  4  R.P.C.  241,  at  page  251). 

Evidence  was  given  in  support  of  the  Plaintiffia'  case.    Dugaid  Glerkesld  that 
the  amount  of  tin  taken  up  by  the  iron  plate  was  much  greater  if  the  cold  rolling 
process  was  omitted,  because  the  plate  had  a  grained  surface.    It  was  essentisd  40 
to  the  invention  that  the  grained  surface  should  be  used  as  part  of  the  ornamental 
effect.    The  articles,  the  manufacture  of  which  the  Defendants  admitted,  had 
been  made  in  accordance  with  the  invention.    The  black  lines,  in  imitation  of 
old  or  oxidized  silver,  were  not  the  invention.    The  first  suggestion  of  the 
grained  plate  was  through  the  production  of,  what  the  tin  plate  manufacturers  45 
called,  wasters — plates  that  had  gone  through  the  cold  rollers  double,  one  side 
being  thus  left  grained  and  the  other  side  not  grained,  as  an  accidental  result. 
The  second  suggestion  was  Norton%  but  he  omitted  both  cold  rolling  and 
annealing.    Annealing  was  necessary  when  the  metal  had  to  be  distressed,  or 
bent,  as  in  stamping  the  box ;  it  was  also  necessary  in  order  to  remove  the  50 
buckling  caused  by  the  hot  rolling.    Norton*s  Patent  had  been  allowed  to  lapse, 
Teme  plates,  which  were  iron  plates  prepared  by  dipping  into  lead  mixed  with 
a  little  tin,  instead  of  into  tin  only  as  in  making  tin  plates,  were  sometimes 
made  without  cold  rolling,  but  only  when  they  were  required  to  be  specially 
sott ;  they  were  not  used  for  making  articles  such  as  were  referred  to  in  the  55 
Specification.    The  use  of  the  grain  effect  without  ornamentation  through 
which  the  grain  appeared  would  uot  be  within  the  Patent,  which  was  for  the 
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combination  of  grain  and  ornamentation.  Barclay^s  Specification  was  for  an 
improvement  in  the  machinery  of  printing ;  neither  it  nor  Barclay  and  Fry^s 
Specification  dealt  with  grained  plates  for  ornamental  pm^oses.  The  suggested 
analogy  of  rongh  and  smooth  surfaces  in  drawings  and  photographs  and  of  wood 
5  did  not  hold  ;  metal  was  especially  difficult  to  deal  with  in  this  class  of  work. 
ff.  W.  Brotvny  a  director  of  Huntley^  Bourne  A  Go.  of  Reading,  tin  box  manu- 
facturers, said  that  in  1889  he  had  tried  to  get  an  ornamental  effect  from  waster 
plates  and  had  endeavoured  to  get  the  grained  plates  in  order  to  carry  his 
experiments  further,  but  had  found  he  could  not  obtain  them.    The  produc- 

10  tion  of  a  roughened  surface  by  the  bronzing  method  was  unhealthy  and  expen- 
sive. His  firm  had  manufactured  under  Barclay  and  Fry^s  Patent,  but  the 
articles  made  under  it  could  not,  for  commercial  use,  be  compared  with  those 
made  under  the  Plaintiffs*  Patent.  The  appearance  of  tin  plate,  that  had  been 
made  dull  by  being  drawn  or  sunk,  was  different  from  that  of  the  grained  plate, 

15  the  surface  was  much  rougher.  Before  the  Plaintiffs'  Patent,  he  had  not  seen 
a  tin  plate  rough  on  both  sides  and  tinned  ;  graining  had  been  produced  by 
embossing,  but  it  was  different  from  the  graining  under  the  Patent.  J.  Maitlandy 
W.  N,  Earle^  and  A.  J.  Jones  also  gave  evidence.  O.  S.  Thompson^  one  of  the 
departmental  managers  of  the  Plaintiffs,  said  that  the  antique  silver  effect  had 

20  given  rise  to  an  exceedingly  large  business.  About  the  end  of  1897  he  had  seen 
a  box  rough  in  parts  and  smooth  in  others ;  it  had  been  made  from  a  waster 
plate.  Experiments  were  made  with  the  object  of  avoiding  the  bronzing,  and 
printing  upon  grain  tin  was  tried.  About  March  1903  the  Plaintiffs  made  the 
"  Pandora  "  box,  by  printing  on  grained  tin  in  various  colours.    They  had  had 

25  a  box  made  of  grained  tin  in  1898,  and  had  made  some  such  boxes  for  Homiman's 
Tea  in  1901,  and  some  cigarette  cases  for  the  Go-operaiive  Wholesale  Society^ 
but  the  artistic  effect  of  the  cases,  apart  from  that  of  the  grained  tin,  was  not 
satisfactory.  They  commenced  to  print  the  "Pandora"  boxes  in  July  1903, 
but  if  their  traveller  had  shown  a  sample  of  the  box  it  could  only  have  been 

30  an  incomplete  proof,  or  a  proof  copy  incomplete.  [KbkbwiCH  J.  referred  to 
Humphersan  v.  Syer  (4  R.P.C.  184,  407)  and  Blank  v.  Footman  (5  R.P.O.  653  ; 
L.R.  39  CD.  678).]  IBomfield  K.C.  submitted  that  issuing  samples  for  the 
purpose  of  taking  orders  would  be  a  commercial  use  of  the  invention.*]  The 
Plaintiffs  had  a  letter  on  the  23rd  of  July  1903  from  one  of  their  travellers 

35  saying  that  Brooke^  Bond  A  Go.  had  taken  to  the  **  Pandora  '*  box,  and  on  the 
5th  of  August  the  Plaintiffs  wrote  to  that  firm  saying  that  they  were  sending  a 
sample  of  the  box.  They  had  an  order  dated  the  31st  of  July  from  Robert 
Bolirts  A  Go.  for  10  gross  of  the  same  boxes,  and  in  reply  the  Plaintiffs 
promised  to  deliver  the  boxes  in  October.    The  tin  plate  left  the  witness's 

40  department  in  printed  flat  sheets ;  after  that  he  had  nothing  to  do  with  the 
manufacture.  He  had  been  told  that  the  box  was  being  protected,  and  he  had 
been  careful  that  no  sheets  should  go  out.  The  sheets  were  printed  in  a  private 
room  to  which  visitors  had  not  access. 

MouUon  K.C.  summed  up  the  Plaintiffs'  case. 

45  Bousfield  K.C.  having  opened  the  Defendants'  case,  evidence  in  support 
thereof  was  given  by  W.  Tyler y  manager  for  Bradley  and  Burch.  He  said  that 
in  1901  his  firm  had  had  some  grain  tin  plates  made  and  had  sold  them  to 
the  Self-Opening  Tin  Box  Gompany  and  to  the  Blue  Bell  Polisli  Gompany. 
The  plates  supplied  to  the  latter  firm  were  made,  not  for  ornament,  but 

50  merely  to  be  very  ductile,  so  that  they  could  be  drawn  without  breaking  in 
forming  the  screwed  neck  of  the  tins.  The  pattern  would  be  destroyed  in  the 
drawing.  The  grained  plates  took  up  too  much  tin,  and  the  Blue  Bell  Gompany 
gave  up  that  material  on  account  of  the  expense.    E.  H.  Griffith,  managing 

*  Ab  to  the  HBO  of  umples  bdng  infringemeiit  of  a  Patent,  iee  ChemUehs  Fabrih  wrmaU 
Satdn  T.  Badi$ehe  Anilin  wid  Soda  Fabrik  (21  B.P.O.  533).— J.O. 
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director  of  the  Self-Opening  Tin  Box  Company,  said  that  his  firm  had  made 
tins  for  the  Blue  Bell  Polish  Company  from  1898  to  1901.  They  had  had  great 
difficalty  and  had  consulted  Bradley  and  Burch,  who  sent  them  some  non-cold 
rolled  plates  in  May  1901.  Drawing  did  not  smooth,  but  it  opened  the  pores 
and  disfigured  the  surface.  J.  Swinburne  said  that  Norton's  Specification  omitted  5 
to  mention  that  annealing  often  took  place  after  the  hot  rolling ;  the  essence  of 
the  process  described  in  that  Specification  was  the  leaving  out  the  cold  rolling, 
so  as  to  render  the  metal  more  ductile.  There  was  nothing  about  annealing  in 
the  Plaintiffs'  Specification,  but  any  manufiacturer  would  know  he  must  anneal 
if  he  distressed  the  metal.  Formerly  soft  iron  was  used  for  the  purpose,  then  10 
steel.  The  witness  had  never  before  seen  decorated  plates  with  the  particular 
effect  of  the  Plaintiffs'  tins.  If  cold  rolling  was  omitted  a  ductile  plate  would 
be  obtained  even  without  annealing. 

Moulton  K.C.  in  reply. — Circumstances  showing  publication  have  not  been 
proved,  and  the  Plaintiffs  are  prepared  to  call  further  evidence.  The  only  one  15 
of  the  Specifications  in  point  is  Norton's.  [The  learned  Judge  intimated  that 
it  was  unnecessary  to  deal  with  that  Specification.]  As  to  construction,  the 
Patentee  does  not  claim  the  particular  mode  of  manufacturing  tin  plates,  nor 
the  mere  use  of  the  plain  material  without  any  ornamentation  ;  the  totality  is 
what  he  claims.  The  product  is  pleasing,  and  that  is  one  form  of  utility.  In  20 
1903  a  box  of  grained  tin  plate  was  known,  but  it  was  not  an  article  of  commerce. 
It  was  a  striking  step  in  novelty  to  take  such  a  box  and  combine  it  with  ornament 
in  such  a  way  as  to  bring  out  the  special  quality  of  the  surface.  Claim  1  means 
that  this  inventor  showed  for  the  first  time  that  the  public  could  produce  an 
effect  that  up  to  then  had  only  been  produced  by  expensive  processes.  Claims  2  25 
and  3  are  practically  the  same.  In  the  words  of  Bomer  L.J.,  it  gives  the  public 
*'  a  useful  choice."  It  is  a  hardship  if  a  man,  who  gets  an  unexpected  result 
such  as  this  very  cheaply,  is  precluded  from  having  a  Patent  for  it.  If  there 
was  ever  a  case  of  a  new  trade  or  manufacture,  which  had  not  been  used  before, 
it  is  this.  A  surface  hitherto  only  valued  for  its  utility  was  made  valuable  for  its  30 
beauty,  as  in  Mosdey  v.  Victoria  Rubber  Company  (4  R.P.C.  241).  Cold  rolling 
disfigured  the  surface  ;  the  Patentee  took  the  undisfigured  surface  and  utilised 
it.  It  ie  settled  that  the  omission  of  a  step  may  be  just  as  great  an  invention  as 
the  introduction  of  a  step.  The  only  question  is  whether  or  not  the  Patentee 
was  the  true  and  first  inventor.  If  the  Defendants  had  called  their  evidence  on  35 
this  point,  the  Plaintiffs  would  have  called  rebutting  evidence.  There  is  evidence 
that  the  early  experimental  boxes  were  shown  to  some  customers,  but  not 
generally — that  they  were  kept  apart  from  the  general  trade  of  the  Company. 
If  that  action  is  ambiguous  it  is  for  the  Defendants  to  carry  it  further  and  show 
that  it  was  publication.  If  a  new  dye  was  shown  to  a  particular  person  in  a  40 
practically  confidential  way,  with  the  intention  that  it  should  not  go  out  to  the 
public,  was  that  publication  or  not  ?  If  it  was  shown  to  a  boy  of  eight  that 
would  not  be  publication  of  a  matter  that  would  have  needed  a  man  skilled  in 
the  dyeing  trade  to  find  it  out.  It  is  the  invention  that  has  to  be  published, 
not  an  article  made  under  it.  It  is  a  publication  only  if  the  article  tells  its  own  45 
tale  (Hancock  v.  Som^ervelly  39  Newt.  Lend.  Journ.  158).  As  to  prior  user, 
the  Defendants  relied  on  an  order  given  on  the  4th  of  August ;  the  Patent  was 
on  the  28th  ;  the  delivery  was  to  be  in  October.  That  suggests  that  the  traveller 
showed  the  box  merely  to  see  if  the  articles  were  wanted.  As  to  infringement, 
there  is  no  question.  50 

Ebkbwich  <7. — This,  in  my  judgment,  is  a  perfectly  hopeless  case.  The 
first  question,  of  course  (though  often  relegated  to  a  later  stage  by  Counsel),  is 
the  construction  of  the  Specification,  and  in  this  particular  case  I  have  to 
endeavour  to  construe  a  Specification  which  is  as  confused  and  as  obscure 
as  any  to  which  I  have  ever  had  to  turn  my  attention.  After  heariug  the  55 
arguments  and  studying  the  language  for  myself,  I  have  arrived  at  a  con- 
clusion which  is  satisfactory   and   sound ;    but  it   is  extremely  difficult  to 
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arrive  at  any  conclusion  at  all.  The  title  of  the  invention  is  *^  Improvements 
'*  in  the  mannf actore  of  tin  plate  and  articles  therefrom/*  If  language  means 
mything,  if  the  copulative  ^*  and  '*  is  introduced  there  for  any  purpose  at  all, 
that  must  mean  that  the  improvements,  about  which  we  are  to  read  in  the 
5  document  below,  are  improvements  in  the  manufacture  of  two  different  things, 
tin  plate  and  articles  therefrom,  which,  1  suppose,  means  articles  which  can  be 
manufactured  from  tin  plate.  So  &r,  we  have  a  clear  claim  of  an  invention  of 
a  new  manufacture  of  tin  plate.  Then  the  Specification  begins  thus  :  '^  This 
^  invention  relates  to  the  manufacture  of  tin  plates  for  use  in  making  ornamental 

10  **  tin  boxes,  and  so  forth,  with  the  object  of  producing  in  the  articles  so  made  an 
*'  improved  or  new  ornamental  effect."  That  seems  to  me  clearly,  as  it  stands, 
regarded  alone,  apart  from  anything  else,  to  be  a  statement  that  the  Patentee  has 
invented  a  new  manufacture  of  tin  plates.  It  is  true  that  he  says  that  they  are 
tin  plates  for  use  in  a  particular  manner,  for  a  particular  purpose,  and  that  the 

15  object  is  to  make  an  improved  or  new  ornamental  effect  in  the  articles  to  be 
produced,  but  still,  on  the  ordinary  construction  of  language,  it  seems  to  me  you 
have  a  clear  statement  there  that  he  claims,  in  the  manufacture  of  new  tin  plates, 
some  new  method  of  manufacture.  Let  me  illustrate  what  I  mean,  not  only 
idem  per  idem^  but  by  a  hypothetical  claim.    A  man  says  that  he  invents  a  new 

20  gunpowder  for  use  in  fowling-pieces,  which  he  says  will  throw  shots  further 
and  more  closely  than  anything  else  yet  invented,  and,  we  will  say,  is  more 
dean  in  its  use,  a  great  advantage,  as  everyone  knows,  in  powder.  What  does 
he  claim  ?  He  is  claiming  the  manufacture  of  powder.  He  is  bound,  of  course, 
to  add  that  it  is  powder  which  is  useful  for  some  purpose  ;  that  it  answers  some 

85  end ;  that  it  answers  an  end  which  has  not  yet  been  obtained  by  any  other 
powder.  Still,  what  he  says  he  has  invented  is  the  manufacture  of  that 
particular  powder ;  and  if  he  proves  the  manufacture  of  the  particular  powder, 
then  everything  else  falls  under  the  question  of  utility.  If  he  has  manufactured 
the  particular  powder — ^but  it  cannot  be  used  in  fowling-pieces — then   his 

30  invention  fails  on  an  entirely  different  ground.  What  he  has  to  prove  is  that 
he  has  manufactured  the  particular  powder.  Then  in  the  very  next  paragraph 
the  Patentee  runs  off :  ^*  In  the  manufacture  of  articles  such  as  referreid  to, 
^  tin  plate  has  hitherto  been  employed  which  has  been  polished  or  rendered 
**  smooth  and  glossy  by  a  cold  rolling  process  prior  to  the  surface  being  tinned, 

35  ^  and  in  the  manufactured  article  a  silver  effect  is  obtained  by  leaving  the  tin 
^  surface  bare  or  unprinted.*'  There  somehow  or  other  he  has  run  off  into  the 
manufacture  of  articles,  but  still  he  again  calls  our  attention  to  the  tin  plate 
hitherto  in  use,  as  he  says,  and  he  tells  us  how  it  has  been  rendered  smooth  and 
glossy,  namely,  by  a  cold  rolling  process.    Then  he  further  tells  us  that  before 

40  that  cold  rolling  process  is  resorted  to,  the  iron  plate  has  a  grain-like  surface, 
and  according  to  this  invention,  in  order  to  obtain  a  new  ornamental  effect,  is 
specially  suitable  for  producing  an  antique  silver  effect.  That  is  not  on  the 
tin  plat«  ;  that  is  nothing  to  do  with  the  manufacture  of  tin  plate,  but  it  is  in 
the  articles  that  are  to  be  manufactured  from  the  tin  plate.    So  he  says  :  **  I  tin*' 

45  —he  not  being  a  manufacturer  of  tin  plates  at  all—**  I  tin  the  iron-plate  in 
*^  manufacture  direct  upon  the  grain-like  surface  of  the  plate  without  submitting 
^  the  same  to  the  cold  rolling  process";  so  that  eliminating  a  little  difficulty 
in  construction  arising  from  his  referring  to  the  manufacture  of  articles,  he  is 
stiU  following  up  the  same  idea  of  the  manufacture  of  the  tin  plate  by  omitting 

50  the  cold  rolling  process ;  but,  having  gone  so  far,  and  up  to  this  time  having 
said  very  little  except  about  the  manufacture  of  the  tin  plate,  he  now  starts  off 
diiBctly  into  what  I  think  is  his  main  purpose :  ^  and  in  ornamenting  the 
^  article  the  said  tinned  grain-like  surface  is,  for  an  old  silver  effect,  printed  in 
^  black  or  with  black  shading  and  with  or  without  embossed,  imprinted,  or 

55  ^  partly  printed  surfaces."  He  has  got  his  tin  plate  before  him.  He  has 
assumed  that  will  be  manufactured  as  he  intends  ;  and  then  he  goes  off  into  the 
use  of  that  tin  plate  for  ornamental  purposes,  and  he  gives  an  example  in 
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line  20,*  and  another  in  the  next  paragraph,  and  then  from  that  time  forward  he 
never  goes  back  to  the  mannfaotnre  of  tin  plates  at  all.  He  tells  us  in  line  25t  that 
tha  tinning  and  printing  operations  may  be  effected  in  any  ordinary  or  con- 
venient way  by  any  suitable  apparatus,  and  he  gives  some  further  directions  as 
to  detail  in  lines  27  to  314  There  is  nothing  more  about  the  manufacture  of  5 
tin  plates.  Then  when  I  come  to  the  Claims,  which  I  must  read  in  conjunction 
with  the  description  and  ascertainment,  the  manufacture  of  tin  plates  disappears 
altogether  ;  nothing  is  said  about  it  at  all.  The  first  Claim  is  the  manufacture 
of  articles  from  the  tin  plate ;  the  Patentee  adds  :  ^'  By  omitting  the  cold  rolling 
^'  process  in  its  manufacture'*-^a  sentence  which  is  perfectly  unintelligible  to  10 
me,  according  to  the  ordinary  rules  of  grammar — but  I  suppose  it  means 
something  ;  I  suppose  what  he  means  is,  the  manufacture  of  articles  from  tin 
plate  which  has  been  produced  by  the  omission  of  the  cold  rolling  process  ;  I 
suppose  that  is  what  he  means,  but  he  does  not  say  so.  Then  Claim  2  is  :  *'  The 
"  manufacture  of  ornamental  boxes " — again  he  introduces,  "  by  tinning  the  15 
"  grain  surfaced  plate  "—another  offence  against  grammar  or  the  ordinary 
construction  of  the  English  language.  Then  at  the  end  (Claim  3)  is  ''The 
''  improved  tin  plate  articles  and  the  method  of  producing  the  same  with 
'*  the  new  ornamental  effect " — that  is,  producing  the  articles,  not  the  tin 
plates,  but  the  articles — "all  substantially  as  herein  set  forth."  Now  I  20 
repeat  that  the  Patentee  has  made  as  obscure  and  unintelligible  a  Speci- 
fication almost  as  it  is  possible  to  produce,  and  he  has  said  a  great  deal  to  lead 
to  the  conclusion  that  he  intended  to  claim  the  manufacture  of  tin  plate  without 
subjecting  the  same  to  the  cold  rolling  process  ;  but  I  do  not  think  on  the  whole 
that  that  is  the  construction  which  ought  to  be  placed  upon  it  What  the  25 
construction  ought  to  be  is  another  matter ;  but,  reading  it  from  beginning  to 
end — I  have  read  most  of  it  now,  and  I  have  studied  it  before — I  do  not  thijxk, 
on  the  whole,  that  the  Patentee  really  ought  to  be  saddled  with  claiming  the 
manufacture  of  a  particular  kind  of  tin  plate.  He  seems  to  me  to  have  mixed 
up  two  things  together,  and  not  to  have  known  himself  what  he  was  claiming.     30 

But  now  to  deal  with  it  on  the  footing  that  he  has  claimed,  which  I  think 
he  has  not,  the  manufacture  of  tin  plates,  by  the  omission  of  the  cold  rolling 
process.  If  he  has,  the  Patent  is  bad  for  want  of  novelty.  In  August,  1903,  the 
date  of  this  Patent,  the  production  of  this  grained  tin  by  the  omission  of  the 
cold  rolling  process  was  perfectly  well  known.  Any  tin-plate  manufacturer  35 
knew  how  to  produce  it,  and  could  produce  it ;  whether  it  was  worth  his  while 
to  do  so,  is  another  thing,  but  it  was  a  perfectly  well  known  thing  and  the 
evidence  is  conclusive  on  that  point.  So  that  if  the  Patentee  had  claimed  the 
manufacture  of  tin  plate  in  that  way,  his  Claim  must  have  failed  on  that  ground. 
I  have  not  heard  Mr.  Bousfield  on  the  question  whether  the  Claim  was  antioi-  40 
pated,  and,  therefore,  my  opinion  on  that  point  is  expressed  without  the 
advantage  of  his  criticism,  but,  as  at  present  advised,  I  think  that  it  was  not 
anticipated.  I  do  not  think  that  Norton^s  Specification  quite  hits  this.  He  did 
see  the  possibility  of  producing  tin  plates  by  omitting  some  processes,  but  he 
did  not  see— at  any  rate,  he  did  not  tell  the  public — that  there  were  advantages  45 
in  producing  tin  plates  by  the  omission  of  the  cold  rolling  process  ;  and  I  think, 
therefore,  myself,  as  at  present  advised,  that  there  was  no  anticipation  by 
Norton.  The  others,  I  think,  are  clearly  not  anticipations,  but  there  is  no  need 
to  go  to  that,  because  certainly  long  before  the  date  of  this  Patent  the  manu* 
facture  of  tin  plates  of  that  particular  character  was  perfectly  well  known.  50 
What  the  Patentee  has  claimed — I  must  give  him  credit  for  claiming  something 
—is  the  manu&cture  of  the  .ornamental  boxes,  by  the  use  of  these  particular 
tin  plates.    It  is  instructive  to  see  what  he  tells  you  to  do  in  order  to  make 

*  AnU,  page  80,  line  27.  f  ^^«)  I»ge  80,  line  82. 

X  AfUet  page  80,  lines  84  to  88. 
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these  boxes.  He  says  they  may  be  embossed,  imprinted,  or  partly  printed,  and 
it  is  to  be  done  very  easily  by  the  addition  of  some  black  shading  if  you  want 
to  produce  a  silver  effect,  and  he  tells  us  that  the  tinning  and  printing  operations 
may  be  effected  in  any  ordinary  or  convenient  way,  and  by  any  suitable 
5  apparatus — ^there  is  to  be  no  new  machinery,  no  new  materials ;  he  appeals 
to  the  experience  and  knowledge  of  those  who  are  conversant  with  such 
matters ;  they  are  to  take  their  ordinary  materials,  and  with  those  they 
may  produce  the  effects  which  he  describes.  Again,  in  the  next  paragraph, 
he  says  :  "  By  the  use  of  suitably  coloured  varnishes  or  colours,"  and  so  on* 

10  That  is  to  say,  it  is  only  the  ordinary  modes  of  manufacture  which  are  to  be 
employed  in  the  manufacture  of  these  articles.  The  advantage  is  that  you  have 
got  a  material  which  lends  itself  very  much  more  easily  to  the  application  of 
those  processes,  and  so  you  produce  a  very  much  bettcir  result ;  that  is  all.  What 
the  Patentee  really  says,  as  I  read  the  Specification,  is  ^'  instead  of  taking  the  old 

15  **  tin  plate,  which  was  in  more  common  use  and  better  known  up  to  this  time — 
"  the  one  which  was  cold  rolled — take  one  which  is  not  cold  rolled,  and  yoa  will 
•*  find  it  very  much  better  ;  it  will  have  a  grain  like  surface  in  consequence  of 
'*  its  not  having  been  cold  rolled,  and  it  will  be  very  much  more  useful  for 
**  embossing,    imprinting,  and   so  forth.      Take   that,  and   then  use  that  in 

20  ^  the  way  in  which  you  have  been  accustomed  to  use  the  ordinary  tin  plate 
"  hitherto,  and  you  will  produce  a  very  much  more  effective  result,  and 
"  one  that  will  go  better  in  the  market.  Take  an  article  which  is  a  new 
^*  substitute  in  this  sense,  that  it  is  not  the  one  you  have  been  accustomed  to 
**  before,  but  it  is  still  perfectly  well  known,  and  apply  to  that  the  most  ordinary 

25  "  methods  of  manufacture,  and  you  get  a  very  good  result."  That  may  be 
ingenious,  and  it  seems  to  have  been  very  effective  for  the  purposes  of  sale,  but 
it  is  not  invention.  There  is  no  invention  in  taking  an  article  well  known 
and  applying  to  it  the  ordinary  processes,  and  so  producing  a  new  result.  It 
seems  tome  that  there  is  no  invention  claimed  on  the  face  of  this  Specification. 

30  The  ordinary  common  way  of  stating  that  conclusion  is  that  there  is  no  subject-^ 
matter,  and  what  I  hold  is  that  the  Patentee  has  claimed  nothing  which  can 
possibly  be  the  subject  of  a  Patent. 

That  being  eo  there  is  very  little  else  to  be  said  ;  but  there  is  one  point  of 
importance,  which  has  been   very  thoroughly  argued,  and,  I  think,  I  ought 

35  to  deal  with  it,  and  that  is  what  has  been  called  publication  or  prior  user.  No 
doubt  Mr.  Thompson  gave  us  a  very  clear  account  of  what  was  being  done. 
The  Patentee  foresaw,  and  foresaw  with  great  accuracy,  the  possibility  of 
making  a  market  for  articles  which  up  to  &at  time  had  not  been  produced, 
because  the  particular  material  from  which  they  were  to  be  produced  had 

40  not  been  in  general  use,  and  he  made  experiments,  and  with  Mr.  Thompson's 
assistance  he  seems  to  have  made  a  great  many  experiments.  So  far,  of 
course,  that  was  perfectly  riglit — a  man  is  entitled  to  make  experiments ; 
in  fact,  he  is  bound  to  do  so.  No  man  can  draw  up  a  Specification,  which 
will  have  the  slightest  chance  of  holding  water,  without  testing  the  results 

45  wliich  he  is  going  to  state  in  that  Specification,  and  he  is  entitled  to  make 
experiments ;  and  so  far  as  Mr.  Thompson's  experiments  are  concerned  I  see  no 
reason  for  doubting  that  secrecy  was  observed,  and  that  he  and  his  employes 
kept  the  results  of  those  experiments — ^that  is  to  say,  the  particular  plates  which 
they  printed — ^to  themselves.  So  far  there  was  no  publication.  A  man  is 
50  entitled  to  do  that ;  he  is  entitled  to  do  more  than  that ;  he  is  entitled  to  ask 
his  friends  confidentially  to  advise  him,  taking  care  that  they  are  not  so  many 
that  they  may  be  regarded  as  a  portion  of  the  public.  He  is  entitled  to  have 
the  assistance  of  experts  to  tell  him  what  things  can  be  done  and  what  things 
cannot  be  done.  But  he  is  not  entitled,  as  I  understand  the  law,  in  the  slightest 
55  d^^ree  to  put  those  things  on  the  market.  Of  course  he  is  not  entitled  to 
publish  them  and  exhibit  them  to  the  public ;  I  am  not  dealing  with  that  case. 
But  he  is  not  entitled  to  put  them  on  the  market ;  he  is  not  entitled  to  go  to 
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personB  who  are  likely  to  be  customers  and  say  :  "If  I  bring  this  out,  will  you 
^^  order  so  many  ?  Here  is  a  sample,  perhaps  not  complete — ^more  or  less  in  the 
"  rongh — but  with  regard  to  which  you,  who  know  these  things,  can  tell  exactly 
"  what  will  be  forthcoming.  Will  you  order  5,000  or  10,000  ?  Will  you  have 
"  the  monopoly  of  sale  in  certain  towns  ?  If  you  will,  then  I  will  patent  this  5 
^'  and  bring  it  out.''  He  is  not  entitled  to  insure  himself  against  failure,  and 
still  more  to  insure  success,  by  obtaining  orders  in  advance,  and  then,  having 
done  that,  to  patent  and  obtain  protection  for  what  he  has  really  used  in  that 
way.  Mr.  MouUon,  in  reply,  attempted  a  most  subtle  and  ingenious  distinction 
between  what  was  done  here  and  what  he  knew  could  not  be  done.  He  said  10 
that  all  that  the  Patentee  did  here  was  to  make  a  promise  of  a  subsequent  user, 
because  he  promised  to  deliver  after  the  date  of  the  Patent.  He  said  that  is  not 
prior  user ;  but  I  have  before  me  distinct  evidence  of  orders  given  and  secured 
before  the  date  of  the  Patent,  orders  which,  if  they  were  not  fulfilled  Vrould  be 
a  foundation  for  an  action — ^that  is  to  say,  if  the  Patentee  had  been  ready  to  1*^ 
deliver  and  his  customer  had  not  been  ready  to  accept,  there  would  hiave 
been  ground  for  an  action  for  non-fulfilment  of  contract.  That,  to  my 
mind,  is  distinct  user  ;  it  is  not  the  promise  of  a  subsequent  user.  That  is 
the  way  in  which  an  article  of  this  kind  is  used,  by  selling  it  to  customers,  by 
obtaining  orders  ;  and,  although  we  have  not  got  the  whole  story,  there  is  quite  20 
enough  before  me  to  show — I  think  it  is  proved  ;  at  any  rate,  it  ought  to  be 
inferred — that  travellers  were  entrusted  with  specimens,  which  would  be,  though 
rough  and  though  incomplete,  perfectly  understood  by  the  customers,  to  hand 
round  and  show,  and  from  those  to  obtain  orders,  with  a  view  of  insuring  a 
large  sale  whenever  the  proper  time  came  and  the  Patentee  had  patented  the  85 
invention.  As  I  understand  the  law,  that  is  not  allowed.  That  is  user.  The 
Patentee  is  not  protected  if  he  takes  the  risk  of  putting  on  the  market  what,  after 
all,  may  be  far  from  a  success.  He  is  not  entitled  to  secure  success  in  that 
way,  and  then  patent  what  he  has  already  used.  On  that  ground  also  I  am  against 
the  Plaintiffs.  30 

There  must  be  judgment  for  the  Defendants  with  costs,  and  I  will  certify 
that  the  Particulars  of  Objections  are  reasonable  and  proper. 
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Before  the  Attornbt-Gbnbbal  and  the  Solicitor-General. 


July  19th,  1905. 


In  THE  Matter  op  J.  S.  Bancroft's  Application  for  a  Patent. 


Application  for  a  Patent. — Specification  ending,  with  2S  Claima.— Statement 
5  of  invention  whether  clear  and  sucdnct.^Rule  4  of  the  Patent  Bules  1906. 

On  an  application  for  a  Patent  a  Complete  Specification  woe  left,  which  ended 
with  2S  Claims,  The  Examiner  reported  thai,  the  Statement  of  the  invention 
daitned  was  not  clear  and  succinct  as  required  by  Rule  4  of  the  Patent  Bules 
1905.  The  Chief  Examiner^  acting  for  the  Comptroller,  decided  that  the 
10  statement  of  the  invention  claimed  did  not  comply  with  Rule  4,  and  that  unless 
a  clear  and  succinct  statement  was  substituted  the  Specification  would  not  be 
accppted.  The  Applicant  appealed.  The  Law  Officers  upheld  the  Chief 
Examiner^s  decision. 

Although  each  Claim  may  in  itself  be  clear  and  succinct,  if  the  Claims  are 
15  not  really  and  substantially  separate  the  Claims  taken  as  a  whole  tvould  not  be 
dear  and  succinct. 

A  Spedficaiion  may  contain  a  great  many  Claims,  separate  in  their  nature, 
which  are  justifiably  mcuie  under  Rule  4  of  the  Patent  Rules  1905.  So  long  as 
the  statement  of  each  Claim  is  in  itself  clear  and  succinct,  and  so  long  as  there 
20  is  an  absence  of  repetition  in  the  separate  Claims,  there  is  not  necessarily  any 
infringement  of  the  Rule  merely  owing  to  the  fact  that  there  are  a  grecU  many 
Claims. 

On  the  29th  February  1905,  John  SeUar  Bancroft,  general  manager  of  the 
Laneton  Monotype  Machine  Company,  of  Pennsylvania  U.8.A.,  applied  for  a 

25  Patent  for  an  invention  of  ^*  Improvements  in  or  relating  to  adjusting  or 
^  centering  mechanisms  for  type-casting,  composing,  and  similar  machines," 
wherein  the  positioning  of  a  movable  element,  such  as  the  die-case,  its  carrier, 
the  mould-adjusting  device,  or  other  translatable  member,  was  governed  by 
perforations  in  a  record  strip  and  efEected  by  a  direct  movement  from  one 

30  poBltion  to  another,  after  the  manner  disclosed  in  the  Specifications  of  British 
Letters  Patent,  No.  8,633  of  1899,  8,979  of  1901,  and  the  U.S.  Patent,  No.  749,149. 
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The  principal  object  of  the  present  invention  was  stated  to  be  '^  to  effect  a 
**  material  reduction  in  the  dimensions  of  the  record  strip,  and,  incidentally,  to 
^'  simplify  the  construction  of  the  primary  gauging  and  control  mechanisms,  by 
"  the  employment  of  a  signal  and  control  system  wherein  the  various  positions 
'*  of  adjustment,  instead  of  being  represented  by  a  corresponding  series  of 
**  differently  located  perforations,  are  represented  by  a  limited  number  of  such 
"  perforations  employed  singly  and  in  various  combinations  to  represent 
"  successive  or  different  positions.  To  this  end  the  invention  consists  in  the 
^^  construction  and  use  of  a  composite  gauging  mechanism  including  a  plurality 
^'  of  gauging  members  of  different  capacities  arranged  and  adapted  for  separate 
"  or  conjoint  action,  each  gauge  member  being  provided  with  a  control  means 
**'  governed  by  a  perforation  in  the  record  strip,  so  that  any  one  or  more  of  said 
^'  gauge  members  may  be  actuated  and  the  gauge  thus  set  to  correspond  with  the 
"  position  represented  by  the  dimension  or  capacity  of  any  individual  member 
"  or  by  the  sum  of  the  capacities  of  any  two  or  more  members,  all  as  hereinafter 
**  fully  described,  the  novel  features  being  set  forth  in  the  appended  Claims." 

Fig.  2  was  stated  to  be  a  perspective  view  of  the  gauging  mechanism  applied 
to  the  jaws  (6,  6^)  of  the  primary  positioning  mechanism. 


10 


15 


J^^^^^ 


'*  In  the  preferred  form  of  embodiment  illustrated,  the  gauging  members  or 
"  interponents  of  the  composite  gauging  mechanism  are  represented  by  four  20 
'*  gauge  blocks,  11,  of  one,  two,  four  and  eight  units  capacity,  the  unit  in  this  case 
"  being  the  interval  between  adjacent  positions  in  the  series." 

It  was  stated  that  each  gauging  block,  with  the  exception  of  the  smallest  or 
unit  gauge  next  the  abutment,  was  carried  by  an  arm,  12,  projecting  from  a 
sleeve,  13,  capable  of  sliding  along  a  guide  rod,  14,  in  order  that  it  might  be  25 
moved  into  contact  with  the  fixed  abutment  or  an  intermediate  gauge  block. 
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It  was  also  stated  that  to  effect  and  ensnre  the  retnm  of  the  gauge  blocks  to 
their  initial  position,  the  two,  four,  and  eight  unit  gauge  blocks  were  each 
provided  with  a  shoulder,  16,  in  position  to  be  engaged  by  a  series  of  shoulders, 
17,  on  a  rod,  18,  attached  to  the  jaw,  6. 
5     The  Specification  ended  with  twenty-three  Claims,  which  were  as  follows : — 
^  1.  In  a  centering  mechanism  for  type  machines  such  as  described,  the 
"combination  with    the  primary  positioning  mechanism,  of  a  *  differential 
**  *  permutation  gauge '  controlled  from  the  record  strip  and  serving  as  the 
"  primary  gauge  therefor. 
10     ^^  2.  In  a  die-case  centering  mechanism    such  as  described,    wherein  the 
"  positioning  of  the  die -case  is  effected  by  a  two-way  movement  controlled  by 
**  independent  adjusting  systems  and  in  combination  therewith  a  plurality  of 
*'  differential  permutation  gauges,  one  for  each  system,  and  control  devices  for 
"  the  permuting  members  governed  by  selective  perforations  in  a  record  strip. 
15      "3.  In  a  positioning  or  adjusting  system  for  type  machines  such  as  described, 
"  the  combination  with  the  oppositely  movable  jaws  of  the  primary  positioning 
"  mechanism  of  a  *  differential  permutation  guage  '  for  determining  the  closed 
^  position  of  said  jaws. 
"  4.   In  a  centering  mechanism  for  type  machines  such  as  described,  pro- 
20  "  vided  with  primary  and  secondary  positioning  mechanisms  and  a  secondary 
"  gauge,  and  in  combination  therewith  a  *  differential  permutation  gauge,'  for 
*^  admeasuring  the  action  of  the  primary  positioning  mechanism. 

'*  5.  In   a  centering   mechanism   for    type    machines    provided    with    two 

**  positioning    systems    each    equipped    with    primary    and    secondary    posi- 

25  *^  tioning  mechanisms  and  a  secondary  gauge,  and  in  combination  therewith 

"  two  *  differential  permutation   gauges,'  one  for    each    primary  positioning 

^  mechauism. 

"  6.  In  a  positioning  mechanism  such  as  described,  provided  with  oppositely 

"  movable  jaws,  and  in  combination  therewith  a  fixed  abutment  and  a  plurality 

30  '*  of  gauges  of  different  dimensions  or  capacities,  arranged  for  separate  or  serial 

^'  interposition  between  the  abutment  and  one  of  the  jaws,  to  admeasure  the 

*'  advance  of  the  latter. 

"  7.  In  a  positioning  mechanism  such  as  described,  the  combination  with 

"  oppositely  movable  positioning  jaws  of  a  gauge  comprising  a  plurality  of 

35  "  interponents  or  gauging  members  of  relatively  different  capacities  or  dimen- 

•*  sions  adapted  for  interposition  separately  or  in  series  between  relatively 

"'  movable  gauging  surfaces. 

**  8.  In  a  positioning  mechanism  such  as  described,  the  combination  to  form 

"  a  '  differential  permutation  gauge '  for  admeasuring  the  advance  or  position 

40  "  of  a  movable  member  of  a  fixed  abutment,  a  plurality  of  interponents  or 

"  gauges  of  different  capacities  and  means  for  bringing  said  interponents  into 

"  action  bingly  or  in  multiple. 

**  9.  In  a  positioning  mechanism  such  as  described  the  combination  of  the 

"  following  elements,  to  wit,  a  pair  of  relatively  movable  gauging  surfaces,  a 

45  "  plurality  of  gauges  or  interponents  of  different  capacities,  adapted  to  be  in- 

*'  terposed  separately  or  serially  in  various  combinations  between  said  gauging 

"  surfaces,  and  means  for  selectively  controlling  the  interposition  of  said  gauges 

"  or  interponents. 

•*  10.  In  a  positioning  mechanism  such  as  described  the  combination  of  the 

5(f  **  following  elements,  to  wit,  opposing  relatively  movable  gauging  surfaces,  a 

"  plurality  of  separately  movable  gauges  of  different  capacities,  arranged  for 

"  interposition  between  said  gauging  surfaces  selective  control  devices  for  said 

*'  gauges  and  a  record  strip  governing  said  control  devices. 

**  11.  In  a  positioning  mechanism  such  as  described  the  combination  of  the 

55  "  following  elements,  to  wit,  opposing  gauging  surfaces,  a  plurality  of  movable 

"  gauges  or  interponents  of  different  c^pacitiep,  a  control  means  for  each  gauge, 

H  2 


92  REPORTS  OF  PATENT,  DESIGN,        [JIar.:14, 1906. 

In  tha  Matter  of  /.  8.  BancrofPs  Application  for  a  Patent, 

^^  and  a  governing  means  common  to  said  control,  means  for  selectively  oper- 
^*'  ating  ganges. 

^'  12.  In  a  positioning  mechanism  such  as  described  the  combination  of  the 
'^  following  elements,  to  wit,  a  positioning  mechanism  provided  with  oppositely 
''  movable  jaws,  a  movable  member  acted  npon  by  said  jaws,  a  fixed  abutment  5 
'*  or  ganging  surface  located  in  the  path  of  movement  of  one  jaw,  a  plurality  of 
"  gauges  of  different  dimensions  arranged  for  interposition  singly  or  in  multiple 
''  between  one  jaw  and  the  abutment,  and  a  selective  control  system  for  said 
*'  gauges. 

'^  13.  In  a  positioning  mechanism  such  as  described,  the  combination  with  the  10 
"  oppositely  movable  positioning  jaws  of  the  following  elements,  to  wit,  a 
*'  stationary  abutment  or  gauging  sur&ce  opposed  to  one  of  said  jaws,  a  plurality 
'^  of  movable  gauges  of  different  capacities  adapted  to  be  interposed  separately 
^'  or  serially  in  combination  of  two  or  more  between  the  abutment  and  jaw, 
^'  control  means  for  each  movable  gauge  and  a  selective  governing  means  15 
*'  common  to  all  of  said  gauges. 

^'  14.  In  a  positioning  mechanism  for  type  machines  such  as  described, 
^'  wherein  the  various  positions  of  adjustment  are  governed  by  perforations  in  a 
*'  record  strip  acting  through  control  devices  and  a  primary  gauge  upon  a 
**  primary  positioning  mechanism,  the  combination  with  oppositely  movable  20 
*^  jaws  of  said  primary  positioning  mechanism  of  a  ^differential  permutation 
"  '  primary  gauge '  provided  with  selective  control  means  adapted  to  be  governed 
**  by  perforations  in  the  record  strip. 

'*  15.  In  a  positioning  mechanism  such  as  described  the  combination  of  the 
•'  following  elements,  to  wit,  a  reciprocating  member  or  jaw,  a  stationary  25 
^^  abutment,  a  plurality  of  gauges  of  different  dimensions  or  capacities  serially 
^^  disposed  to  one  side  of  the  plane  of  movement  of  said  jaw  in  the  interval 
^^  between  the  latter  when  in  retracted  position,  and  the  abutment  gauge  for 
^'  selectively  controlling  the  application  of  said  gauges  singly  or  in  multiple. 

**  16.  In  a  positioning  mechanism  such  as  described  the  combination  of  the  30 
*'*'  following  elements,  to  wit,  a  reciprocating  jaw  or  member,  a  stati(mary 
^*  abutment,  a  plurality  of  gauges  serially  disposed  to  one  side  of  the  path  of  the 
'*  jaw,  and  means  for  supporting  and  guiding  said  gauges  in  a  manner  to  permit 
'^  independent  movement  thereof  in  directions  transverse  and  longitudinal  of 
"  the  path  traversed  by  said  jaw.  35 

^^  17.  In  a  positioning  mechanism  such  as  described  the  combination  of  the 
^'  following  elements,  to  wit,  a  reciprocating  jaw  or  member,  a  stationary 
"  abutment,  a  plurality  of  gauges  separately  movable  in  two  directions  to  bring 
'^  them  into  alignment  with  the  jaw  and  to  follow  the  movement  of  the  latter 
''  and  means  coupled  with  the  jaw  for  retracting  the  gauges.  40 

'*  18.  In  a  positioning  mechanism  such  as  described  the  combination  of  the 
^^  following  elements,  to  wit,  a  reciprocating  member  or  jaw,  a  stationary 
^'  abutment  in  alignment  with  said  member,  a  series  of  gauges  supported  for 
''  independent  movement  in  two  directions,  the  one  transverse  and  the  other 
'^  longitudinally  of  the  path  traversed  by  said  movable  member  and  a  retracting  45 
"  bar  carried  by  said  movable  member,  and  provided  with  a  series  of  shoulders 
<'  in  different  planes  for  engaging  the  gauges  to  retract  the  latter. 

^'  19.  In  a  positioning  mechanism  such  as  described  the  combination  of  the 
"  following  elements,  to  wit,  a  reciprocating  member,  a  stationary  abutment,  a 
*^  plurality  of  gauges  of  different  dimensions  serially  arranged  in  the  direction  50 
'^  of  movement  of  said  reciprocating  member,  but  to  one  side  of  the  path 
*'  thereof,  and  a  piston  for  each  gauge  located  opposite  the  end  nearest  the 
"  abutment. 

^^  30.  In  a  positioning  mechanism  such  as  described,  the  combination  to  form 
''  a  differential  permutation  gauge  therefor  of  the  following  elements,  to  wit,  55 
^'  a  stationary  abutment  and  a  plurality  of  gauges  of  different  dimensions 
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•*B6rially  arranged  in  proximity  to  the  abutment  and  each  provided  with  a 
'*  oontrol  device  or  piston. 

''  21.  In  a  positioning  mechanism  such  as  described  the  combination  of  the 
"  following  elements,  to  wit,  an  abutment,  a  plurality  of  gauges  of  different 
5  **  dimensions  serially  arranged  in  the  order  of  their  capacity  with  the  smallest 
"  next  the  abutment,  suitable  supporting  and  guiding  means  for  said  gauges, 
**  permitting  movement  of  each  gauge  in  a  direction  transverse  of  the  gauging 
^  surface  of  the  abutment  and  of  all  the  gauges  beyond  the  first  in  the  plane  of 
'^  said  gauging  surface,  and  a  control  piston  for  each  gauge  located  opposite  the 
10  '*  end  thereof  nearest  the  abutment. 

'*  22.  A  differential  permutation  gauge  for  application  to  the  positioning 
"  mechanism  of  a  type  machine  such  as  described,  including  the  following 
"  elements  in  combination,  to  wit,  a  frame  provided  with  guides  for  the 
'*  positioning  jaws  and  an  abutment,  a  series  of  parallel  guide  rods  attached  to 
15  *'  the  frame,  and  a  plurality  of  gauges  of  different  capacities  serially  arranged 
"  and  connected  to  said  guide  rods  by  arms  disposed  in  different  planes. 

*^  23.  The  complete  positioning  or  adjusting  mechanism  for  a  type  machine 
"  substantially  as  described  or  illustrated." 

The  Examiner  having  reported  that  the  Statement  of  the  invention  was  not 
20  clear  and  succinct  as  required  by  Rule  4  of  the  Patent  Rules    1905,*  the 
matter  came  before  the  Chief  Examiner^  sitting  for  the  GomptroUer-Oeneral, 
His  decision  was  as  follows  : — 

Thb  Chibf  Examiner. — In  this  case  the  Examiner  has  reported  that  the 
statement  of  the  invention  claimed  is  not  clear  and  succinct  (Rule  4). 
25  I  have  heard  Mr.  Oray^  Counsel  for  the  applicant.  It  is  agreed  that 
Claims  2,  4,  5  and  6,  are  not  clear,  and  amendment  of  these  claims  will  be 
proposed  after  communication  with  the  agents  abroad,  by  whom  presumably 
they  were  drawn.  Mr.  Gray  urges,  however,  that  the  statement  of  the  Claim 
is  succinct,  and  that  several  Claims,  even  if  they  are  identical  in  terms,  should 
30  be  allowed  if  the  meaning  is  clear.    I  am  unable  to  take  this  view. 

The  invention  relates  to  improvements  in  adjusting  or  centering  mechanisms 
for  type  casting  machines  of  the  kind  in  which,  by  means  of  the  various 
mechanical  devices,  separate  types  are  cast  and  set  up  in  a  column  automatically 
from  the  indication  given  by  perforations  in  a  record  roll  or  strip  of  paper. 
35  At  a  certain  part  of  the  machine  15  pins  or  stops  are  placed,  with  the  object 
of  limiting  the  movement  of  a  sliding  piece  to  a  predetermined  amount. 
According  to  the  present  invention,  four  pins  are  substituted,  which,  in 
conjunction  with  certain  gauge-pieces,  effect  all  the  purposes  of  the  15 
previously  used  and  permit  of  the  use  of  a  narrower  record  strip. 
40  Although  the  machine  as  a  whole  comprises  many  mechanisms,  the  present 
invention  is  confined  practically  to  an  improvement  of  one  of  the  mechanisms, 
and  instead  of  merely  claiming  this  mechanism  and  the  machine  including  it, 
it  is  considered  necessary  to  make  23  separate  claiming  clauses. 

I  am  of  opinion,  therefore,  that  the  statement  of  the  Claim  does  not  comply 
45  with  the  requirements  of  Rule  4,  and  unless  a  clear  and  succinct  statement  be 
substituted,  I  refuse  to  a*3cept  the  Specilication. 

The  Applicant  appealed  from  this  decision,  and  the  Appeal  was  heard  by  the 
Attobnby-Obnhral  and  the  Solioitor-Genbral. 

A,  J.  Walter  and  J,  H.  Gray  appeared  as  Counsel  for  the  Applicant ;  and 
50  the  OomptroHer-General  and  the  Ghief  Examiner  appeared  in  support  of  the 
Chief  Examiner's  decision. 

In  the  course  of  the  opening  of  the  Appeal,  the  Attomey-Oeneral  asked 
whether  the  objection  of  the   Chief  Examiner  was  that  each  Claim  was  not 
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sufficiently  succinct  in  itself,  or  was  the  objection  that  the  Claims  were 
multiplied  and  repeated  so  that  they  failed  to  conform  to  the  Rule  about  being 
succinct.  The  Chief  Examiner  stated,  that  the  objection  was  not  to  each  Claim 
in  itself,  but  to  the  Claims  multiplied  and  repeated.  The  Claims  were 
subsequently  discussed  seriatim.  5 

At  the  close  of  the  arguments,  Walter  asked  the  Law  Officers  to  say  that  the 
mere  numbelr  of  Claims  was  not  in  itself  any  ground  for  refusing  to  accept  a 
Specification,  and  that  in  the  interpretation  of  Rule  4,  the  passage  that  the 
statement  of  the  invention  claimed  **  shall  be  clear  and  succinct,"  applied  to 
each  individual  Claim  and  not  to  the  statement  as  a  whole.  He  contended,  10 
that  as  long  as  each  Claim  was  clear  and  succinct,  the  number  of  Claims  was 
no  bar. 

Sir  R.  Finlay  A.  ff.— This  case  comes  before  us  on  an  appeal  from  a 
decision  of  the  Chief  Examiner,  acting  for  the  Comptroller-Oeneraly  under  the 
4th  of  the  Patents  Rules  1905,  which  is  as  follows :— "  The  statement  of  the  15 
"  invention  claimed  with  which  a  Complete  Specification  must  end  shall  be 
"  clear  and  succinct,  as  well  as  separate  and  distinct  from  the  body  of  the 
"  Specification."    It  is  obvious  that  some  such  rule  as  this  is  necessary  for  the 
protection  of  the  public,  and  for  the  convenience  of  those  who  have  to  do  with  the 
administration  of  the  Patent  Law.    Too  copious  a  description  is  apt  to  become,  20 
in  its  effect,  obscure  ;  and  the  intention  of  this  Rule  was  to  secure  that  the 
Claims  should  not  merely  be  distinct  from  the  body  of  the  Specification,  but 
should  be,  in  themselves,  clear  and  succinct.    We  by  no  means  desire  to  lay  it 
down  that  the  mere  number  of  Claims  amounts  to  an  infringement  of  this  Rule, 
for  a  Specification  may  be  such  that  there  are  a  great  many  Claims,  separate  in  25 
their  nature,  which  are  justifiably  made  under  the   Rule.      So  long  as  the 
statement  of  each  Claim  is  in  itself  clear  and  succinct,  and  so  long  as  there  is  an 
absence  of  repetition  in  the  separate  Claims,  we  do  not  thiuk  that  there  is 
necessarily  any  infringement  of  this  Rule,  merely  owing  to  the  fact  that  there 
are  a  great  many  Claims,  so  that  the  portion  of  the  Specification  which  contains  30 
the  Claims  is  somewhat  lengthy.     But  in  the  present  case  we  think  that  the 
decision  of  the  Chief  Examiner  was  right.    We  cannot  doubt  that  there  is  a 
good  deal  of  repetition  in  these  Claims.    An  attempt  is  made  to  deal  with 
every  possible  contingency.    It  appears  to  me  that,  so  far  from  conducing  to 
clearness,  to  prepare  Claims  on  the  principle  which  seems  to  have  governed  the  35 
preparation  of  the  Claims  in  this  Specification,  is  apt,  in  its  results,  to  be 
eminently  perplexing— eminently  perplexing  to  the  public,  who  have  to  deal 
with  these  Specifications,  so  as  to  avoid  any  infringement,  to  see  how  far  the 
ground  is  covered,  and  eminently  perplexing  particularly  to  those  who,  under 
recent  legislation,  have  to  consider  the  effect  of  Claims  with  a  view  to  seeing  40 
how  far  there  may  have  been  any  anticipation  and  how  far  it  may  be  necessary  to 
refer  to  other  Specifications.      I  do  not  understand  it  to  be  contended  that  the 
Claims  in  this  case  might  not  have  been  very  much  shortened.    I  cannot  doubt 
that  without  any  prejudice  whatever  to  the  Applicant,  the  Claims  might  be  very 
much  reduced  in  number,  with  the  result  that  a  much  clearer  idea  would  be  45 
conveyed,  to  all  who  have  to  do  with  this  Specification,  of  the  ground  which 
the  Applicant  really  desires  to  cover.     I  must  say  that  I  deprecate  very  much 
the  multiplication  of  Claims  by  the  system,  which  seems  to  have  prevailed  in 
America,  of  attempting  to  deal  with  every  possible  contingency.    I  do  not  think  it 
results  in  clearness.    I  think  that  the  system  of  Claims  with  which  we  are  more  50 
familiar  in  this  country  is  really  clearer  in  the  result,  and  that  those  who  have 
American  Patents,  and   who  desire  protection  in  this  Country,  in  bringing 
forward  their  Claims  must  endeavour  to  conform  to  the  practice  which  has 
prevailed  in  this  Country. 

There  is  only  one  observation  which  I  desire  to  add,  and  it  is  this.    I  think   55 
that  the  power  of  amendment,  to  which  our  attention  has  been  more  than 
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once  called  in  the  course  of  the  argnment,  is  an  element  to  be  taken 
into  accoont.  The  fact  that  that  power  of  amendment  exists  may  be  a  reason 
for  not  preparing  Claims  in  so  meticulous  a  spirit  as  appears  to  prevail  in 
some  cases,  but  I  should  be  slow  to  admit  that  the  mere  fact  that  that  power 
5  exists  is  any  reason  for  the  Applicant  not  putting  forward  his  Specification,  with 
the  Claims  at  the  end  of  it,  in  the  most  perfect  form  that  he  thinks  desirable. 

In  the  present  case  I  cannot  doubt,  after  hearing  all  that  has  be^n  said  by 
Mr.  Walter,  and  by  the  Comptroller  and  the  Chief  Examiner,  that,  without 
prejudice  to  the  Applicant,  these  Claims  might  be  very  much  shortened,  and  I 

10  think  it  would  be  disastrous  If  any  encouragement  were  given,  particularly 
under  the  new  practice  in  this  Country,  to  the  multiplication  of  Claims  on  a 
system  the  prevalence  of  which  in  America  has  been  lamented. 

Sir  E.  Carson,  S.-O. — I  agree  with  all  that  the  Attorney-General  has  said. 
I  agree  that  the  mere  number  of  Claims  will  not  necessarily  constitute  an 

15  infringement  of  this  Rule  supposing  the  Claims  to  be  really  and  substantially 
separate,  but,  on  the  other  hand,  although  each  Claim  may  in  itself  be  clear 
and  succinct,  if  the  Claims  are  not  really  and  substantially  neparate,  I  think 
in  that  case  it  would  come  within  this  Rule,  and  that  the  Claims  taken  as  a 
whole  would  not  be  clear  and  succinct. 

20  The  Claims  were  subsequently  amended,  and  the  amended  Claims  were  as 
follows : — 

^  ].  In  a  type  machine  ct  the  kind  described,  the  combination  with  a  movable 
^  die-case  of  a  differential  permutation  gauge  for  controlling  the  movements 
**  of  the  die-case. 

23  ^  2.  In  a  type  machine  of  the  kind  described,  the  combination  with  die-case 
^*  positioning  mechanism  of  a  differential  permutation  gauge,  comprising  a  series 
**  of  separately  movable  members  of  relatively  different  capacities  or  dimensions 
'^  that  are  adapted  to  be  moved  (for  example  endwise  and  also  about  a  pivot) 
"  separately  or  in  groups,  for  the  purpose  described. 

30  ^^  3.  In  a  type  machine  of  the  kind  described  the  combination  with  a  die  case 
^*  positioning  mechanism  having  a  movable  jaw  and  a  fixed  abutment  (10)  or 
'^  with  a  die-case  of  a  differential  permutation  gauge  comprising  a  number  of 
**  separately  movable  units  or  blocks  of  different  sizes  or  capacities  (such  for 
^  example  as  11)  and  pistons  with  which  the  blocks  are  in  sliding  or  other 

35  ^  connection  to  move  one  or  more  of  the  blocks  into  a  position  of  readiness  for 
^  utilisation. 

^  4.  In  a  type  machine  of  the  kind  described  the  combination  with  a  recip- 
''  rocating  jaw  or  member  and  a  stationary  abutment  of  a  number  of  separately 
"  movable  blocks  of  different  capacities,  and  a  bar  or  its  equivalent  coupled 

40  "  with  the  jaw  and  adapted  to  engage  with  the  blocks  to  retract  them. 

'*  5.  The  complete  die-case  centering  or  adjusting  mechanism  for  a  type 
^  machine  substantially  as  described  or  illustrated  in  the  accompanying 
**  drawings." 


96  RBPOBTB  OF  PATENT,  DESIGN,      JUar.  14, 1906. 

North'E(Mst0m  Marine  Engineering  Company  Ld.  v.  Leeds  Forge 

Company  Ld. 


In  thb  Hiqh  Oourt  of  Justiob.— Ohanobrt  Division. 


Before  Mr.  JuSTlOB  JOYOB. 


December  8th,  12th,  and  18th,  1905. 


North-Eastern  Marine  Enoinbbring  Company  Ld.  v.  Lbbds  Forge 

Company  Ld.  5 


Patent. — Action  after  the  expiration  of  Letters  Patent  for  a  declaration  thai 
tfie  same  were  invalid. — Question  whether  suich  an  auction  could  be  brought  set 
down  to  be  argued  as  a  point  of  law. — Action  dismissed.^Patents  Ac.  Ady  1888^ 
Section  26.— Order  XXV.  Rules  4  and  6. 

An  action  for  infringement  of  a  Patent  was  commenced  against  the  N.  M.  E.  10 
Company y  but  discontinued.     T/ie  owners  of  the  Patent  had  previously  ^obtained 
a  judgment  against  the  D.  Company  for  damages  for  infringementj  which 
judgment  had  been  upheld  by  the  House  of  Lords.    The  D.  Company  were  the 
manufacturers  of  the  goods  in  respect  of  which  the  complaints  against  the 
N.  M.  E.  Company  were  made.    Other  actions  had  also  been  brought  against  15 
otiier  firms  and  discontinued.    On  the  oivners  of  the  Patent  declining  to  give  a 
certain  undertaking  for  which  the  N.  M.  E.  Company  asked^  that  Company 
commenced  an  action  against  tlie  owners  of  the  Patent^  which  had  then  expired^ 
claiming  a  declaration  that  tlie  Patent  was  throughout  the  term  of  the  same 
invalid  and  a  declaration  that  the  Plaintiffs  liad  not  infringed  any  legal  rights  20 
of  the  Defendants ;  damages  were  also  claimed  in  respect  of  threats^  but  this  claim 
was  abandoned  at  the  hearing  of  the  argument  on  the  point  of  law  hereafter 
mentioned.    After  tfie  Defendants  had  delivered  their  Defence^  which  raised  as  a 
matter  of  law  that  the  Statement  of  Claim  disclosed  no  cause  of  action^  an  Order 
woe  made  that  (he  point  of  law — namely^  whether  the  Plaintiff^  were  entitled  25 
to  relief-should  be  set  doum  for  argument.    For  tJie  purpose  only  of  that 
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argument  it  was  admitted  that  the  Patent  was  invalid.  The  Defendants 
contended  t?uU  no  action  could  be  brought  for  a  declaration  that  a  Patent  was 
invalid,  and  that  Order  XXV.,  Rule  5,  only  applied  where  a  declaration  was 
ancillary  to  a  present  or  future  right  to  relief  and  that  at  all  events  the 
5  making  of  a  declaration  only  was  discretionary. 

Held,  tJuit  the  action  was  practically  for  a  declaration  that  the  Plaintijffb 
would  have  a  good  defence  to  any  future  action  for  infringement  of  the  Patent^ 
and  that  it  must  be  dismissed  on  the  ground  that  the  Statement  of  Claim 
disclosed  no  reasonable  cattse  of  action ;  that  if  tliere  was  a  discretion  under 
10  Order  XXV.,  Rule  5,  to  entertain  an  action  only  for  such  a  declaration  as 
that  asked  for,  it  ought  not  to  be  exercised  in  favour  of  the  Plaintiffs  in  the 
present  case. 

Semble,  that  the  proper  remedy  of  the  Plaintiffs  was  to  present  a  Petition  for 
revocation  of  the  Patent,  and  that  such  procedure  was  available  although  the 
15  term  of  the  Patent  had  expired. 

On  the  14th  of  June  1905  the  North^Eastern  Marine  Engineering  Company 
Ld.  commenced  an  action  against  the  Leeds  Forge  Company  Ldi  claiming, 
ri)  a  declaration  that  Letters  Patent  No.  8591  of  1889  granted  to  Edunn 
Chambers  John  Devis  were  invalid  throoghont  the  whole  of  their  term ;  (2) 

20  damages  in  respect  of  certain  threats  of  legal  proceedings  and  liabilities  made 
by  the  Defendants  at  divers  dates  in  the  years  1901  to  1905  ;  (3)  costs ;  (4) 
farther  and  other  relief. 

The  Statement  of  Claim  was  as  follows  : — "  (1)  The  Plaintiffs  are  engineers 
*^  and  ship-builders  carrying  on  business  on  the  Tyne.    (2)  The  Defendants, 

25  '*  who  are  engineers  carrying  on  business  at  Leeds,  purchased,  some  years  prior 
«*  to  the  year  1900,  certain  Letters  Patent  (No.  8591  of  18;j9)  granted  to  Devis  for 
**  invention  of  "An  improved  boiler  flue."  (3)  The  Defendants  in  March 
**  1900  commenced  an  action  (1900— L — No.  566)  against  a  certain  firm  called 
**  Deighton's  Patent  Flue  and  Tube   Company  Ld.  to  restrain  them  from 

30  ^  infringing  the  said  Letters  Patent  by  making  and  selling  boiler  flues  which 
**  were  Sieged  to  be  infringements  of  the  said  Letters  Patent.  At  the  trial  of 
«<  the  said  action  Mr.  Justice  Cozens-Hardy  found  that  the  said  Patent  had  been 
**  infringed.*  The  Court  of  Appeal  reversed  this  judgment, t  and  in  May  1904 
**  the  House  of  Lords  reversed  the  judgment  of  the  Court  of  Appeal  and  restored 

85  "  the  judgment  of  Mr.  Justice  Cozens^Hardy.X  (4)  The  Plaintiffs  in  this  action 
^^  had  prior  to  the  heai«ing  of  the  appeal  in  the  House  of  Lords  purchased  a  large 
**  number  of  boiler  flues  from  the  said  Deighton  Company,  which  boiler  flues 
**  were  identical  in  form  with  those  which  were  the  subject  of  the  aforesaid 
*^  action  against  the  said  Deighton's  Patent  Flue  and  Tube  Company  Ld.    (5) 

40  ^  On  the  5th  of  April  1901  and  the  19th  of  March  1902  the  Defendants'  solicitors 
'*  wrote  to  the  Plaintiffs  threatening  them  with  legal  proceedings  in  respect  of 
**  the  use  of  the  said  boiler  flues  purchased  from  the  Deighton  Company,  and 
"  on  the  17th  of  June  1904,  shortly  after  the  hearing  of  the  appeal  in  the  House 
**  ol  Jjords,  they  again  wrote  referring  to  the  judgment  of  the  House  of  Lords 

45  ^  and  to  the  above  letters,  and  concluded  their  letter  as  follows  :*— ^  Having 
**  *  regard  to  the  circumstances  our  clients  have  decided  to  take  proceedings 
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**  *  against  you  to  recover  damages  for  your  wrongful  action  in  this  respect 
"  *  (t.fi.,  infringing),  and  we  have  to  ask  you  to  give  us  the  name  of  your  solicitor 
"  *  who  will  accept  service  of  the  proceedings  on  your  behalf.'  (6)  A  large 
'*  number  of  other  firms  of  engineers  and  shipbuilders  had  purchased  flues  the 
"  same  as  those  previously  mentioned  from  the  Deighton  Company ^  and  one  of  5 
*'  the  largest  of  them  was  Clayton^  Son  A  Co,  Ld,  The  Leeds  Forge  Company 
**  had  threatened  and  had  commenced  an  action  against  this  firm  for  infringing 
"  Dems"  Patent,  and  with  the  view  to  determining  whether  they  and  all  the 
**  other  purchasers  were  under  any  liability  to  the  Leeds  Forge  Company^ 
"  Clayton^  Son  A  Co,,  by  leave  granted  on  the  14th  of  February  1905,  amended  10 
"  their  Defence  in  that  action,  pleading  the  invalidity  of  Devis*  Patent,  and  by 
"  way  of  counterclaim  prayed  for  a  declaration  that  the  said  Letters  Patent  of 
"  Devis  were  invalid.  And  on  a  Motion  by  the  Leeds  Forge  Company  before  Mr. 
"  Justice  Buckley  on  the  31st  of  March  1905  to  strike  out  the  said  counter- 
**  claim,  and  on  the  Leeds  Forge  Company  giving  an  undertaking  in  the  words  15 
"  following—*  The  Plaintiffs  (the  Leeds  Forge  Company)  by  their  Counsel 
"  *  undertaking  not  to  sue  the  Defendants  {Clayton,  Son  A  Co,)  or  their 
"  *  purchasers  or  customers  under  the  Letters  Patent  No.  8591  of  1889  {Devis) 
"  *  in  the  Pleadings  referred  to  in  respect  of  the  use  or  sale  of  boilers  {i,e., 
"  *  flues)  constracted  in  accordance  with  the  said  Patent ' — it  was  ordered  that  20 
"  all  further  proceedings  in  the  action  should  be  stayed.*  (7)  On  the  Ist  of 
"  May  1905  the  Plaintiffs'  solicitor  wrote  to  the  Defendants'  solicitors  as 
"  follows  : — *  We  are  instructed  by  the  North-Eastern  Marine  Engineering 
"  '  Company  Ld.  with  reference  to  your  letters  to  them  of  the  3rd  of  April  1901, 
"  *  19th  of  March  1902,  and  17th  of  June  1904,  notifying  that  your  clients  the  25 
"  '  Leeds  Forge  Company  will  hold  them  responsible  as  users  of  Deighton^s 
'^ '  patent  flue,  and  that  they  had  decided  to  take  proceedings  against  them  to 
**  '  recover  damages  for  their  wrongful  action.  These  threats  were  followed  by 
** '  a  writ  issued  by  your  clients  against  ours  in  the  Chancery  Division  on  the 
"  *  29th  of  June  1904  claiming  damages  for  the  infringement  of  your  clients'  30 
'^  *  Devis'  Patent  and  costs  as  between  solicitor  and  client,  and  which  proceedings 
**  *  were  on  the  14th  of  March  last  discontinued.  The  North-Eastern  Marine 
"  *  Engineering  Company  Ld,  are  still  subject  to  be  proceeded  against  for 
"  *  damages  by  the  Leeds  Forge  in  respect  of  the  flues  which  they  purchased 
«'  *  from  the  Deighton' s  Patent  Flue  and  Tube  Company  Ld,  They  have  35 
"  '  already  suffered  loss  and  great  inconvenience  by  reason  of  the  above 
'*  *  mentioned  letters  and  discontinuance  of  the  action,  and  with  the  object  of 
*'  *  preventing  further  loss  and  inconvenience  to  them  we  have  now  to  ask  the 
"  *  Leeds  Forge  Company  to  give  them  an  undertaking  in  writing  that  they  will 
"  *  not  commence  any  further  proceedings  against  them  or  any  of  their  customers  40 
"  *  in  respect  of  the  flues  purchased  from  Messrs.  Deightons  or  against  any 
"  *  person  to  whom  they  may  have  disposed  of  them.  If  such  an  undertaking 
*'  *  be  not  at  once  given  to  our  clients  we  are  instructed  to  commence  an  action 
*'  *  against  the  Le^  Forge  Company  claiming  a  declaration  that  Devis'  Patent 
"  •  (No.  8591  of  1889)  was  invalid  at  its  commencement  and  continued  so  to  the  45 
'^ '  date  of  its  expiration,  and  for  damages  and  such  other  relief  as  they  may  be 
"  *  advised.'  And  on  the  11th  of  May  1905  the  Defendants'  solicitors  answered 
'*  as  follows  : — *  We  have  your  letter  of  yesterday's  date,  and  in  reply  beg  to  say 
'^  *'  that  the  demand  put  forward  by  your  clients  for  an  undertaking  in  the 
^  *  terms  referred  to  in  your  letter  is  quite  groundless  and  cannot  be  entertained.  50 
"  *  The  three  letters  referred  to  by  you  were  not  written  until  after  our  clients 
^<  <  had  obtained  a  judgment  of  the  Court  holding  that  the  Deighton  flue  was  an 
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^  *  infringement  of  our  clients'  Patent,  and  therefore  as  infringers  of  that  Patent 
"  *  your  clients  have  no  right  of  complaint  in  respect  of  alleged  loss  and  incon- 
**  *  venience  caused  by  our  clients'  letters.  These  proceedings,  as  you  are  aware, 
**  *  have  been  discontinued  by  our  clients  because  they  are  advised  they  are  in 
5  ^  '  a  position  to  claim  a  larger  measure  of  damages  against  the  makers  of  the 
"  *  infringing  flues.  If,  however,  your  clients  wish  to  do  so  they  may  accept 
'^  *'  this  letter  as  an  undertaking  on  behalf  of  our  clients  not  to  make  any  claim 
"  ^  against  them  unless  our  clients  should  fail  to  secure  their  damages  from  the 
*'  *  makers  of  the  flues  used  by  your  clients.'     (8)  In  addition  to  discontinuing 

10  ^  the  action  against  the  present  Plaintiffs  as  mentioned  in  paragraph  7  above, 
"  the  Leeds  Forge  Company  gave  notice  of  discontinuance  in  the  action 
^  mentioned  in  paragraph  6  hereof  against  Clayton^  Son  A  Co,  on  the  I3th  of 
"  March  1905,  and  in  a  precisely  similar  action  against  the  Wallsend  Slipway 
**  and  Engineering  Company  Ld.  on  the  14th  of  March  1905,  and  on  the  I4th 

15  ^  of  March  1905  abandoned  an  action  they  had  commenced  in  the  Scotch  Courts 
"  against  Rankin  and  Blackmore.  (9)  The  validity  of  the  said  Letters  Patent 
^' was  said  by  Mr.  Justice  Cozens  Hardy ^  and  in  the  Court  of  Appeal,  and  in 
**  the  House  of  Lords  (in  the  action  referred  to  in  paragraph  3  hereof)  to  have 
^'  been  admitted  by  the  Defendant  in  that  action,  and  the  question  of  validity 

20  **  was  not  in  fact  tried,  but  in  fact  the  said  Letters  Patent  were  invalid  during 
'*  the  whole  term  for  which  the  same  were  granted  for  the  reasons  given  in  the 
"  Particulars  of  Objections  delivered  herewith,  and  consequently  the  Plaintiffs 
"  have  not  done  any  wrongful  act  as  alleged  by  the  Defendants  in  their  above 
^  mentioned  threats.    The  said  Letters  Patent  expired  on  the  23rd  of  May  1903. 

25  "  (10)  By  reason  of  the  above  wrongful  and  continuing  threats  the  Plaintiffs 
^  have  suffered  and  continue  to  suffer  great  damage  and  inconvenience  in  the 
'*  trade."  The  Plaintiffs  claim— (1)  A  declaration  that  the  Letters  Patent 
No.  8591  of  1889  were  invalid  at  the  date  thereof  and  were  so  continuously 
down  to  the  date  when  the  term  for  which  they  were  granted  expired.    (2)  A 

30  declaration  that  the   Plaintiffs    have  not  infringed  any   legal  rights  of  the 
Defendants.    (3)  Damages.    (4)  Costs. 
Particulars  of  Objections  were  delivered  with  the  Statement  of  Claim. 
The  Defence  was  as  follows  : — "  This  action  purports  to  be  an  action  for 
**  damages  for  threats  pursuant  to  Section  32  of  the  Patents,  Designs,  and  Trade 

35  "  Marks  Act,  1883.  The  Statement  of  Claim  states,  as  was  the  fact,  that  in 
^  respect  of  boiler  flues  identical  with  those  used  by  the  Plaintiffs  the  Def en- 
"  dants  had  with  due  diligence  commenced  and  successfully  prosecuted  up  to 
*'  the  House  of  Lords  an  action  for  infringement  of  the  said  Letters  Patent  in 
**  the  Statement  of  Claim  referred  to.     By  reason  of  such  commencement  and 

40  *^  prosecution  there  was  in  law  upon  the  facts  appearing  in  the  Statement  of 
**  Claim  no  cause  of  action  in  the  Plaintiffs  under  Section  32,  and  the  Statement 
^  of  Claim  discloses  no  cause  of  action  in  the  Plaintiffs.  (2)  As  a  further  point 
^  of  law  the  Statement  of  Claim  discloses  no  cause  of  action  in  the  Plaintiffs. 
•*  There  is  no  cause  of  action  under  Section  32  of  the  Patent  Act  of  1883  for 

45  **  threats  in  respect  of  Letters  Patent  which  have  expired  prior  to  the  com- 
^  mencement  of  the  action,  and  as  appears  by  the  Statement  of  Claim  the 
•*  Letters  Patent  now  in  question  expired  on  the  23rd  of  May  1903  long  prior  to 
**  the  commencement  of  this  action.  (3)  As  a  a  further  point  of  law,  there  is 
^  no  cause  of  action  known  to  the  law  as  a  suit  for  a  declaration  as  to  invalidity 

50  '^  of  a  Patent  which  had  expired  prior  to  the  commencement  of  the  action,  and 
*^  the  Statement  of  Claim  states,  as  was  the  fact,  that  the  said  Letters  Patent  had 
*^  expired  prior  to  the  commencement  of  this  action,  and  upon  this  further 
Aground  the  Statement  of  Claim  discloses  no  cause  of  action.  (4)  The 
^  statement  of  Claim  discloses  no  cause  of  action  and  is  frivolous  and  vexatious 

55  ^  and  an  abuse  of  the  process  of  the  Court.    If  contrary  to  the  Defendants' 
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***belief  the  Statement  of  Claim  discloses  any  cause  of  action  the  Defendants 
**  say  that :  (5)  They  do  not  admit  any  of  the  matters  in  the  sixth  and  eighth 
'•  paragraphs  of  the  Statement  of  Claim.  All  the  matters  therein  set  ont  are 
"  irrelevant  to  any  issue  in  this  action.  (6)  The  said  Letters  Patent  were  during 
"  their  whole  term  valid.  (7)  They  deny  each  and  every  of  the  matters  in  the  S 
"  tenth  paragraph  of  the  Statement  of  Claim." 

The  Defendants  applied  by  notice  under  the  Summons  for  Directions  in  the 
action  for  an  Order  that  the  points  of  law  raised  by  the  Defence  might  be  set 
down  for  hearing  and  disposed  of  before  the  trial  of  the  action  pursuant  to  the 
Rules  of  the  Supreme  Court,  Order  XXV.,  Rule  2,  and  that,  until  such  points  of  10 
law  had  been  disposed  of,  all  proceedings  in  the  action,  except  for  the  determi- 
nation of  such  question,  might  be  stayed,  and  that  the  costs  of  the  application 
might  be  costs  in  the  action. 

On  the  11th  of  August  1905  an  Order  was  made  on  that  application  that  the 
following  point  of  law — ^namely,  whether  the  Plaintiffs  are  entitled  to  relief —  15 
be  set  down  to  be  argued  before  the  Court. 

This  point  of  law  came  on  for  argument  before  Mr.  Justice  JOTOB  on  the 
8th  of  December  1905. 

Astbury  K.C.,  and  /.  G.  Graham  (instructed  by  /.  H.  and  J.  F.  Johnson) 
agents  f «>r  Ramsden,  Garter ^  and  Ramsden  of  Leeds)  appeared  for  the  Plaintiffs  ;  20 
Moutton  K.C.,  Bousfield  K.C.,  A.  J.  Walter,  and  H.  A.  Golefax  (instructed  by 
Vincent  and  Vincent,  agents  for  Day  and  Yewdnll  of  Leeds)  appeared  for  the 
Defendants. 

Moulton  K.C.  and  Bousfield  K.C.,  for  the  Defendants,  read  the  Statement  of 
Claim  and  the  Summons  on  which  the  Order  setting  down  was  made  as  well  as  25 
that  Order,  and  continued  i—The  Applicants  have  admitted  for  the  purpose  of 
this  argument  the  allegations  of  fact  in  the  Statement  of  Claim.    An  action 
cannot  be  brought  after  the  expiration  of  a  Patent  for  a  declaration  that  the 
Patent  was  invalid.    There  is  no  such  thing  as  declaration  of  the  invalidity  of 
a  Extent.    The  only  means  of  getting  a  judgment  in  rem  on  invalidity  is  by  fit  30 
Petition  for  revocation.     Secondly,  the  action  as  to  threats  is  wrong.    There  is 
an  attempt  to  claim  under  Section  32  of  the  Patents  Ac.  Act,  1883.    [Astbury  K.C. 
in  the  course  of  the  argument  stated  that  the  Plaintiffs  did  not  rely  on  that 
Section  and  were  willing  to  strike  out  the  claim  for  damages.    The  argument 
on  these  points  is  therefore  omitted.]     [JOYCE  J. — Before  the  Judicature  Act  35 
no  action  could  be  brought  for  a  declaration  without  a  right  to  consequential 
relief,  that  is  not  now  necessary,  but  it  may  be  that  the  Court  will  not  entertain 
an  action  where  no  such  relief  is  sought.]     The  action  is  now  merely  for  a 
declaration.    No  act  now  done  can  be  an  infringement  of  the  Patent ;  the  only 
consequence  could  be  preventing  the  Defendants  from  bringing  an  action  for  40 
past  infringements.    The  Defendants  have  got  a  judgment  and  an  inquiry 
against  Deightons,  the  manufacturers.     But  the  Plaintiffs  in  the  letters  set 
out  said  that,  unless  the  Defendants  undertook  not  to  sue  them,  they  would 
sue  the  Defendants.    There  is  no  precedent  for  such  an  action.    If  the  Patent 
had  not  expired  the  Plaintiffs  could  have  not  brought  it,  but  must  have  45 
presented  a  Petition  for  revocation ;  for  such  a  Petition  the  assent  of  the 
Attorney-General  is  necessary  in  most  cases. 

Astbury  K.C.  and  Graham  for  the  Plaintiffs.— The  validity  of  the  Patent  was 
not  fought  by  Deightons.  For  the  purposes  of  this  argument  it  must  be  assumed 
that  the  Patent  was  invalid,  and  we  submit  that  the  Plaintiffs  are  entitled  to  be  50 
relieved  from  what  is  a  constant  oppression.  An  action  for  a  declaration  simply 
as  to  legal  rights  can  be  now  maintained.  One  might  bring  an  action  for  a 
declaration  tlmt  a  promissory  note  was  a  forgery.  This  question  has  been  before 
Buckley  J.  in  Leeds  Forge  Company  Ld.  v.  Clayton,  Son  is  Co.  Ld.  (22  RP.C. 
325).    The  counterclaim  in  that  actioti  was  substantially  the  same  as  the  claim  56 
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in  this.  The  Leeds  Forge  Company  discontinued  their  action  against  the 
present  Plaintiffs ;  otherwise  the  validity  of  the  Patent  wonld  have  been 
tried  therein.  It  may  be  more  difficult  to  prove  at  a  future  time  the 
iuTalidity  of  the  Patent.  The  Defendants  ought  not  to  be  allowed  to 
5  keep  an  action  hanging  over  the  Plaintiffs'  heads.  Young  v.  Ashley  Gardens 
Properties  Ld.  (L.R.  (1903)  2  Ch.  112)  was  as  actiou  for  a  declaration 
only,  and  it  was  made.  In  London  Association  of  Shipowners  v.  London 
and  India  Docks  (L.R.  (1892)  3  Ch.  242)  a  declaration  was  made,  although 
the  action  was  dismissed.    The  judgment  of  Lindley  M.R.  in  Ellis  v.  Duke 

10  of  Bedford  (L.R.  (1899)  1  Ch.  494  at  page  515)  is  in  our  favour.  If  the 
Plaintiffs'  document  of  title  is  bad,  why  should  not  a  declaration  be  made 
to  that  effect  ?  [JOYOifi  «7. — Cannot  a  Petition  for  revocation  be  presented  after 
the  term  of  a  Intent  has  expired  ?  Is  there  any  authority  on  that  point  ?] 
No.    The  Plaintiffs  thought  that  it  might  fail  on  that  technical  ground,  and 

15  they  therefore  thought  it  safer  to  ask  for  a  declaration.  Section  26  of  the 
Patents  Ac.  Act,  1883,  applies  to  a  Patent  which  is  in  existence.  [JOYCB  J. — 
An  action  for  infringement  of  a  Patent  can  be  brought  after  the  term  has 
expired.]  The  limitation  on  Order  XXV.,  Rule  5,  is  the  discretion  of  the 
Judge.    There  is  only  a  dictum  to  the  contrary  of  Collins  M.R.  in  Williams  v. 

20  North's  Navigation  Collieries  (L.R.  (1904)  2  K.B.  4).  The  Rule  is  in  very  wide 
terms.  If  the  matter  is  discretionary  this  is  a  demurrer  to  its  exercise.  It  is 
an  interlocutory  application  asking  the  Court  to  exercise  a  discretion  in  an 
action  which  might  be  tried  by  another  Judge.  [JoYOB  J.-^Can  you  in  this 
action  get  a  declaration  of  the  invalidity  of  a  Crown  grant  ?]    We  do  not  ask 

25  for  revocation  ;  the  Patent  wonld  remain.  The  Court  often  holds  a  Patent  to 
be  invalid  in  an  action  for  infringement. 

Bousfield  K.C.  in  reply. — There  is  no  case  in  which  a  declaration  has  been  made» 
except  where  it  is  ancillary  to  a  present  or  future  right  to  relief.  The  jurisdiction 
will  be  exercised  with  great  caution  {Faber  v.  Qosworth  U.  D.  C.  88  L.T.  N,Sv 

30  549).  In  Barradough  v.  Brown  (L.R.  (1897)  A.C.  615)  no  declaration  was 
made  because  no  jurisdiction  to  give  relief  was  in  the  Court.  Here  no  relief 
present  or  future  could  be  given.  The  London  Assonation  of  Shipowners 
case  came  within  the  class  of  cases  where  some  right  has  been  infringed.  In 
Uandudno  U.  D.  C.  v.  Woods  fL.R.  (1899)  2  Ch.  705)  a  clear  question  of  right 

35  arose.  So  also  in  Young  v.  Ashley  Gardens  Ld.  and  EUis  v.  Duke  of  Bedford. 
In  Williams  v.  NortVs  Navigation  Collieries  {ubi  supra)  Collins  M.R.  expressed 
the  opinion  that  a  declaration  would  not  be  made  unless  ancillary  to  the  putting 
in  suit  of  some  legal  right.  The  Defendants  only  admit  invalidity  for  the 
present  purpose.    Except  for  that  they  maintain  that  the  Patent  is  good,  and 

40  they  have  a  right  to  wait,  before  suing  the  Plaintiffs,  until  they  see  whether 
they  recover  the  damages  which  they  have  suffered  from  Deighton's  Patent 
Flue  and  Tube  Company  Ld. 

JOTCB  J. — ^This  case  has  been  somewhat  simplified  by  the  statement  made 
by  Counsel  for  the  Plaintiffs  that  no  reliance  is  placed  upon  Section  32  of  the 

45  Act  of  1883,  or  upon  the  claim  for  damages  in  the  Statement  of  Claim*  At  the 
same  time  I  think  the  claim  for  damages  could  not  have  been  maintained, 
because  upon  the  Pleadings  it  was  stated  that  the  threats  complained  of  were 
made  bond  fide  and  not  without  reasonable  or  probable  ground.  The  action  is 
thuB  reduced  simply  to  a  claim  for  two  declarations,  namely,  ''  That  the  Letters 

50  ''  Patent  No.  8591  of  1889  were  invalid  at  the  date  tliereof,  and  were  so 
^  continuously  down  to  the  date  when  the  term  for  which  they  were  granted 
^'  had  expired '' ;  and  a  declaration  ^^  That  the  Plaintiffs  have  not  infringed  any 
^  legal  rights  of  the  Defendants.*'  No  further  relief  is  asked— I  omit  the  last 
two  claims  by  reason  of  what  was  said  at  the  hearing—nor  could  any  relief  have 

55  been  given  before  the  Judicature  Act,  because  there  are  no  equitable  ground^ 
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alleged,  nor  any  matters  of  equity  upon  which  the  Defendants  could  have  been 
restrained  from  suing  the  Plaintiffs. 

The  old  rule  as  to  actions  for  a  declaration  was  that  such  an  action  could  not 
be  maintained  unless  the  plaintiff  would  be  entitled  to  consequential  relief 
whether  he  asked  for  it  or  not.  Order  XXV.,  Rule  5,  introduced  a  new  rule,  5 
which  is,  that  no  action  or  proceeding  shall  be  open  to  objection  on  the  ground 
simply  that  a  merely  declaratory  Judgment  or  Order  is  sought  thereby.  To 
the  operation  of  this  Rule  there  must,  however,  be  some  limitation.  It  cannot, 
I  think,  compel  the  Court  to  entertain  any  and  every  action  for  a  declaration, 
and  it  cannot  be  that  a  claim  for  any  declaration  whatsoever  is  a  good  ground  10 
of  action.  What  the  limitation  is  I  am  not  prepared  to  say,  and  I  am  not  going 
to  attempt  to  deHne  it,  which  is  a  thing  that  is  always  dangerous.  There  is 
an  obiter  dictum  of  the  present  Master  of  the  Rolls  that  the  declaration  must 
be  ancillary  to  putting  in  suit  some  legal  right.  Whether  this  be  as  plain  and 
satisfactory  a  definition  as  could  be  wished  I  venture  to  entertain  some  doubt,  15 
but  on  both  sides  it  was  put  to  me  as  a  matter  for  my  discretion,  which  certainly 
exists,  and  which,  according  to  the  cases,  must  be  exercised  with  extreme  care 
and  caution. 

Really  this  action  is  an  action  to  have  it  declared  that  the  present  Plaintiffs 
would  have  a  good  ground  of  defence  if  and  when  the  present  Defendants  sue  20 
them  for  infringement  of  the  Patent  No.  8591  of  1889,  which  they  may  or  may 
not  do,  and  in  order  to  determine  this,  if  the  action  proceeded,  there  would 
have  to  be  a  trial  with  a  large  and  possibly  extravagant  expenditure  on  both 
sides — but  in  particular  by  the  present  Defendants — ^with  Counsel  and  expert 
witnesses,  as  is  usual  in  Patent  cases.    Now  it  seems  to  me  that  the  first  objec-  25 
tion  to  this  action  is  that  the  Plaintiffs'  proper  remedy  is  that  provided  by 
Section  26  of  the  Act  of  1883,  namely,  a  Petition  for  revocation  of  the  Patent. 
I  am  aware  that  the  term  limited  by  the  Patent  has  expired,  but  no  satisfactory 
or  even  plausible  reason  has  been  suggested  to  me  why  that  procedure  is  not 
available  to  the  present  Plaintiffs  in  the  circumstances  of  the  present  case.  30 
Even  if  that  were  not  so,  and  the  matter  be  purely  one  for  the  discretion  of  the 
Court,  it  appears  to  me  that  the  present  Defendants  have  broken  no  contract* 
they  have  committed  no  tort,  it  is  not  a  case  of  conflicting  claims  to  real  and 
personal  property,  there  is  no  dispute  as  to  the  rights  or  obligations  of  the 
respective  parties  under  a  will  or  other  instrument,  the  true  construction  35 
whereof  requires  to  be  done  by  the  Court,  or  anything  of  that  kind.    Now, 
speaking  generally,  in  a  simple  case  not  within  Section  32  of  the  Act  of  1883, 
the  mere  fact  that  A  is  supposed  to  contemplate  bringing  an  action  against  B, 
or  that  A  may  have  stated  that  he  has  grounds  for  such  an  action,  does  not,  in 
my  opinion,  entitle  B  to  institute  an  action  against  A  to  have  it  declared  that  A  40 
has  not  a  good  cause  of  action  against  B.    I  think  that  is  so  whether  the  result 
depends  merely  upon  questions  of  law  or  upon  facts,  as  to  which  there  would, 
or  might  be,  a  conflict  of  evidence  with  a  protracted  trial.    No  doubt  delay  may 
in  certain  cases  furnish  a  good  ground  for  defence,  but  ordinarily  an  intending 
plaintiff  may  postpone  his  action  as  long  as  "ho  pleases,  at  the  risk  of  finding  45 
himself  barred  by  some  Statute  of  Limitations,  and  he  may  choose  his  own 
time  for  commencing  proceedings.    He  is  entitled  to  wait  until  he  has  collected 
the  necessary  evidence  or  has  made  such  inquiries  as  he  thinks  fit,  or  has 
obtained  the  requisite  funds.    Generally  notice  by  A  to  B  of  an  intended 
suit  does  not  give  B  a  cause  of  action  against  A.    To  give  such  a  notice  50 
is  ordinarily  a  right  and  proper  thing  to  do.    Indeed  in  some  cases  previous 
notice  is  required  by  Statute  as  a   condition  of   suit.     Section  32  of  the 
Act  being  out  of  the  way,  I  think  that,  at  the  risk  of  defeat  and  costs,  the 
Leeds  Forge  Company  is  legally  and  morally  entitled  if  and  when  it  pleases  to 
bring  an  action  against  the  North-Eastern  Marifie  Engineering  Company  for  55 
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alleged  infringement  of  this  Patent.  If  I  have  any  discretion  I  decline  to 
exercise  it  in  favour  of  the  present  Plaintiffs,  notwithstanding  their  ingenuity 
in  devising  this  novel  form  of  action,  which,  in  my  opinion,  is  misconceived, 
and,  pursuant  to  the  provisions  of  Order  XXV.,  Rule  4, 1  order  this  action  to  be 
5  dismissed,  and,  I  suppose,  with  costs. 

Oraham. — I  do  not  know  whether  it  is  necessary  to  ask  your  Lordship  for 
leave  to  appeal.  I  think  not ;  but,  in  case  it  should  be,  will  your  Lordship 
grant  us  leave  to  appeal  ? 

Joyce  J, — I  will  give  you  leave.     I  thought,  Mr.  Oraham^  you  might  perhaps 
10  have  asked  that  the  costs  might  be  reserved  so  that  you  could  get  the  Attorney- 
GeneraPs  leave  to  present  a  Petition. 

Graham. — ^We  do  propose  to  present  a  Petition. 

Joyce  •/.— You  have  to  get  the  Attorney-General's  consent. 

Graliam. — Of  course  we  have  to  apply  for  it. 
U     JoTOB  </. — ^You  can  consider  that.    I  will  dismiss  the  action  with  costs. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Buckley. 

November  30th  and  December  Ist,  2nd,  7th,  8th,  9th,  13th,  14th,  and  20th,  1905, 

and  January  19th,  1906. 

20       New  Inverted  Incandescent  Gas  Lamp  Company  Ld.  v.  Cope 

AND  TiMMINS  Ld. 

Patent.— Action  for  infringement  of  two  Patents.— Isaw  of  infringement.— 
Judgment  for  the  Defendants.— Certificate  of  Validity  refused. 

Letters  Patent  were  granted  in  19V0  to  B.  and  G.for  '^Improvements  in  or 
25  "^  relating  to  gas  burners:'  The  first  Claim  was  for  "^  Bunsen  burner  for 
**  incandescent  gas  lighting^  in  which  the  mantle  is  suspended  head  downwards^ 
'^provided  with  an  isolator  as  b  preferably  made  of  bad  heat  conducting 
"  material^  tvith  a  deflecting  cone  on  said  isolator,  the  latter  terminating  in  a 
"  burner  Jiead  provided,  if  required,  with  a  sleeve  with  perforated  sides,  projecting 
30  "  into  the  interior  of  the  incandescent  mantle  for  the  purpose  of  obtaining  a 
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^'  downwardly  directed  flames  approximatdy  of  the  ehape  of  the  mantle^  and 
"  without  the  necessity  of  employing  special  mechqnicaJ  means  for  producing 
"  a  high  gas  pressure^  siibstantially  as  described.'*^  In  1903  Letters  Patent  um*e 
granted  to  F.  for  "  Improvements  in  incandescent  gas  burners^''  the  first  Claim 
being  for  ^^Improvements  in  downwardly  burning  incandescent  gas  burners  6 
"  comprising  a  device  for  keeping  cool  the  burner  tubes  thereof  said  device 
"  consistifig  of  a  protecting  tui^e  k  instUated  from  the  burner  tube  g  by  a  layer 
"  of  air,  substantially  as  described^  The  owners  of  these  Patents  brought  an 
action  for  infringement,  complaining  of  two  burners;  one  of  these  had  a 
jacketting  txAbe,  but  not  closed  at  the  upper  end,  as  F.'s  Specification  described.  10 
This  burner  was  alleged  to  infringe  both  Patents.  It  had.  not  an  inverted  conical 
deflector,  but  an  inverted  cup.  The  other  burner  had  no  jacket^  but  had,  at 
the  upper  end  of  the  tuM,  an  inverted  cone,  similar  in  form  but  not  in  position, 
to  that  described  in  the  Specification  of  the  first  Patent.  Both  the  burners  had 
ordinary  brass  tubes.  The  Defendants,  besides  denying  infringement,  alleged  15 
thai  both  Patents  were  invalid. 

Held,  without  deciding  the  issues  of  validity,  that  neither  of  the  alleged 
infringements  infringed ;  that  in  neither  of  them  was  there  an  isolator,  nor  a 
deflector  in  the  sense  of  the  Specification  of  tJie  first  Patent;  and  that  the  jacket 
of  the  first  mentioned  alleged  infringement  had  no  cooling  effect,  biU  rather  the  20 
reverse.  Judgment  was  given  for  the  Defendants,  and  a  Certificate  was 
granted  as  to  some  of  the  Particulars  of  Objections.  An  application  was  made 
on  behalf  of  the  Plaintiffs  for  a  Certificate  that  the  validity  of  the  Patents  had 
come  in  question,  but  this  was  refused. 

On  the  27th  of  March  1900  Letters  Patent  (No.  5769  of  1900)  were  granted   25 
to  Josef  Berntajid  Emanuel  Cervenka  for  an  invention  of  "  ImprovementB  in 
"  or  relating  to  gas  burners."    The  Complete  Specification  was  as  follows  : — 

*'  It  is  well  known,  that  Bunsen  burners  are  employed  with  great  advantage 
"  for  the  production  of  incandescent  gaslight.    The  gas  issuing  from  the  burner 
''  head,  when  lit,  renders  the  incandescent  material  luminous.    The  light  from   30 
"  such  luminous  body  spreading  out  outwards  at  an  angle  of  45°,  it  becomes 
"  necessary  to  provide  the  burners  with  reflectors  in  order  to  deflect  the  light 
"  rays  downwards.    Up  to  the  present  it  has  been  impossible  in  many  cases  to 
''  do  without  expensive  reflectors  when  required  to  have  the  light  reflected 
<^  downwards  at  an  angle.    Attempts  have  been  made  to  suspend  the  mantle    35 
"  head  downwards.    The  Bunsen  burner  had,  consequently,  also  to  be  reversed, 
*^  and  then  it  was  found  that  the  gas  issuing  downwards  from  the  burner,  whea 
*^  lighted,  struck  back  to  the  open  nozzle  of  the  burner.    The  mantle,  therefore^ 
<'  became  incandescent  only  over  part  of  its  surface  while  the  greatest  portion  of 
'^  it  did  not  come  in  contact  with  the  burning  gas  at  all  and  consequently  gave    4Q 
''  no  light. 

'*  To  avoid  these  drawbacks,  gas  has  been  used  under  considerable  pressures, 
'*  such  as  are  not  used  in  normal  gas  supplies,  and  up  to  the  present  incandescent 
*'  devices  shedding  their  light  downwards  have  only  been  obtained  in  combina- 
'*  tion  with  a  method  of  gasifying  suitable  liquids  under  considerable  presBure.   45 
*<  In  the  case  of  such  reversed  Bunfien  burners  the  drawbacks  fkbov^  described 
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**  are  caused  owing  to  the  burner  becoming  excessively  hot,  whereby  a  current 
^  of  air  is  produced  sufficiently  strong  to  drive  the  flame  back. 

**  The  present  invention  relates  to  a  novel  construction  of  Bunsen  burner 
^  which  will  render  it  applicable  under  ordinary  gas  pressure  for  incandescence 

5  "  mantles  shedding  the  light  downward^.  In  the  accompanying  Drawing  a  gas 
"  lamp  for  incandescent  light  is  represented  with  a  reversed  Bunsen  burner  and 
^  mantle,  a  is  a  Bunsen  burner  to  which  is  attached  an  isolator  h  made  of, 
^'preferably,  bad  heat  conducting  material,  such  as  for  instance  glass.  The 
^  latter  is  provided  with  a  burner  head  c  projecting  into  the  mantle  d  and  made 

10  "  of  metal  or  some  suitable  refractory  material.    The  gas  which  meets  with  no 


15 


20 


"  impediment  whatever  in  the  conduit  part  of  the  lamp  (the  orifice  of  the 

"  burner  head  is  wholly  open)  passes  through  the  Bunsen  body  a  the  isolator  h 

**  and  the  burner  head  c  into  the  open  and  when  lit  gives  a  beautiful  flame 

"  projecting  downwards  and  is  confined  to   the  mantle  by  the  contrary  air 

^  cnrrents  produced.    Striking  back  of  the  flame  is  prevented  since  the  isolator 

**  h  protects  the  burner  against  becoming  excessively  heated,  while  a  conical 

•*  head /on  the  isolator  h  deflects  the  hot  air  away  from  the  sides  of  the  burner. 

**  With  a  view  of  increasing  the  incandescent  effect  of  the  mantle  and  its 

"  downward  radiation  of  light  the  burner  head  c  may,  with  great  advantage,  be 

**  provided  at  the  end  with  a  perforated  sleeve  e  or  a  sleeve  of  metallic  netting. 
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"  The  gas  issuing  radially  through  the  fine  meshes  is  protected  by  the  principal 
"  jet  of  the  flame  striking  downwards  against  contrary  air  currents,  is.^  against 
'*  striking  back,  and,  reaching  the  adjacent  parts  of  the  mantle,  causes  the  latter 
"  to  become  incandescent  over  a  maximum  extent  of  surface." 

The  Patentees  claimed  : —  5 

^'  1.  A  Bunsen  burner  for  incandescent  gas  lighting  in  which  the  mantle  is 
"  suspended  head  downwards  provided  with  an  insolator*  as  6,  preferably  made 
"  of  bad  heat  conducting  material,  with  a  deflecting  cone  on  said  isolator,  the 
"  latter  terminating  in  a  burner  head  jirovided,  if  required,  with  a  sleeve  with 
"  perforata]  sides,  projecting  into  the  interior  of  the  incandescent  mantle  for  10 
"  the  purpose  of  obtaining  a  downwardly  directed  flame  approximately  of  the 
^^  shape  of  the  mantle  and  ^vithout  the  necessity  of  employing  special  mechanical 
^'  means  for  producing  a  high  gas  pressure,  substantially  as  described. 

"  2.  The  complete  incandescence  gas  burner  substantially  as  described  or 
"  illustrated  in  the  accompanying  Drawings."  15 

On  the  5th  of  January  J  903  Letters  Patent  (No.  265  of  1903)  were  granted  to 
Armand  Farkas  for  an  invention  of  "  Improvements  in  incandescent  gas 
"  burners."    The  Complete  Specification  was  as  follows  : — 

"  This  invention  relates  to  an  incandescent  gas  burner  adapted  to  bum  down- 
"  wards,  in  which  the  overheating  of  the  mixing  tube  and  other  parts  of  the  20 
''  lamp  by  the  heated  gases  of  combustion  is  prevented  by  surrounding 
"  the  Bunsen  tube  with  another  tube,  so  that  a  layer  of  air,  adapted  to  insulate 
"  heat,  is  placed  between  the  Bunsen  tube  and  the  outer  tube  on  which  the 
"  gases  of  combustion  impinge.  The  said  outer  tube  can  be  provided  with  ribs 
"  or  the  like  adapted  to  conduct  heat  outwards.  25 

*'  One  form  of  this  invention  is  shown  in  the  annexed  drawing  as  an 
"  example. 

*^  The  burner  is  a  Bunsen  burner  of  the  usual  construction,  except  that  the 
"  nozzle  a  with  the  aperture  h  is  at  the  upper  part  of  the  burner  and  that  the 
"  mixing  tube  g  is  directed  downwardly.  The  air  inlet  apertures  are  at  the  sides,  30 
"  as  usual,  and  the  mixing  chamber  c  is  surrounded  in  the  known  manner  by  a 
"  ring  e  provided  with  air  apertures  d  corresponding  with  those  in  the  burner, 
"  so  that  the  supply  of  air  can  be  controlled  by  adjusting  the  said  ring  e.  The 
'^  Bunsen  flame  is  produced  at  the  aperture /of  the  btimer  and  heats  a  suitably 
"  shaped  incandescence  body  jo.  The  aperture  of  the  Bunsen  burner  can  either  35 
'*  be  situated  at  the  upper  end  of  the  incandescence  body  or  can  be  a  consider- 
'*  able  distance  within  the  latter,  as  indicated  in  the  drawing  by  dotted  lines. 
"  In  the  latter  case  the  flame  more  thoroughly  impinges  on  the  incandescence 
^'  body  and  in  the  former  case  an  incandescence  body  of  special  shape  must  be 
*'*'  used.  40 

"  The  mixing  tube  g  of  the  Bunsen  burner  is  surrounded  by  a  jacket  k  whicli 
'^  is  screwed  to  the  burner  aty,  for  instance.    By  this  means  an  annular  chamber  % 
"  is  formed  between  the  tube  g  and  the  said  jacket  k  and  the  said  chamber  only 
"  communicates  with  the  outer  air  at  its  lower  end.    In  order  to  allow  from  the 
^^  first  as  little  heat  as  possible  to  be  transmitted  from  the  gases  of  combustion   45 
**  to  the  mixing  tube  the  said  jacket  k  is  preferably  provided,  in  large  burners, 
"  with  ribs  I  of  large  surface  area.    These  ribs  can  be  of  any  suitable  shape  and 
'*  arranged  in  any  suitable  manner,  but  they  must  be  good  conductors  of  heat 
'*  and  have  suflBcient  surface  area  to  allow  of  rapid  transmission  of  heat.    Tlie 
**  drawing  represents  a  helical  metal  strip  surrounding  the  jacket  k  merely  as   50 
**  an  example.    Below  the  heating  ribs  I  the  jacket  k  is  provided  with  a  disc  q 
"  and  a  socket  m.    The  latter  is  provided  with  claws  or  the  like  n  for  holding 

This  obviously  should  be^"  isolator/'— J.  C. 


«( 
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**  the  ring  o  gnpporting  the  innandeBcence  body  p.  The  purpose  of  the  arrange- 
"*  ment  described  is  obviouB.  The  heat  generated  by  combustion  is  first  trans^ 
^  mitted  to  the  disc  q  and  the  ribs  L  Owing  to  the  large  superficial  area  of 
"^  these  parts  the  heat  which  is  not  directly  transmitted  to  the  outer  air  is 
^  stored  np  in  the  said  parts  witiioat  being  transmitted  to  the  Bnnsen  burner 
^  itself.    The  direct  transmission  of  heat  from  the  gases  of  combustion  to  the 


"  Bunsen  burner  is  also  very  effectually  prevented  by  the  air  enclosed  in  the 
^  chamber  i  ;  this  air  is,  of  course,  considerably  rarified  by  being  heated  and 
^  forms  an  excellent  heat  insulator.'* 
10  The  Patentee  claimed  :— "  1.  Improvements  in  downwardly  burning  incan- 
^  descent  gas  burners  comprising  a  device  for  keeping  cool  the  burner  tubes 
^  thereof,  said  device  consisting  of  a  protecting  tube  k  insulated    from  the 

I  2 
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*'  burner  tube  ^  by  a  layer  of  air,  flubstantially  as  described.  2.  In  the  burner 
"  described  in  Claim  1  the  provision  on  the  burner  tube  when  required  of  heat 
*'  radiating  surfaces  of  comparatively  large  area  for  the  purpose  set  forth.  3.  In 
"  the  burner  described  in  Claim  1  the  construction  of  the  burner  tube  so  as  to 
''  extend  for  a  greater  or  less  distance  into  the  incandescence  body  for  the 
'*  purpose  set  forth." 

On  the  1st  of  May  1905  the  New  Inverted  Incandescent  Qas  Lamp  Company 
Ld.j  in  whom  both  Patents  had  become  vested,  commenced  an  action  against 
Cope  and  Timmins  Ld.  for  infringement  of  both  Patents,  claiming  the  usual 
relief,  10 

The  Plaintiffs  by  their  Statement  of  Claim  (paragraphs  1  and  2),  as  to  each 
of  the  Patents,  alleged  that  they  were  assignees,  and  that  it  was  subsisting  and 
valid  ;  and  (paragraph  3)  that  the  Defendants  had  infringed  the  Patents  and 
both  of  them  by  making,  selling,  and  offering  for  sale  burners  constructed  in 
accordance  with  the  inventions  thereby  patented  and  embodying  the  Plaintiffs*  15 
patented  improvements  without  authority  from  the  Plaintiffs,  and  in  infringement 
of  the  Plaintiffs'  rights. 

By  their  Particulars  of  Breaches  they  alleged  that  the  Defendants,  on  or 
about  the  1 6th  of  December  1904,  sold  to  Lloyd  and  Jenkins  of  83  Hockley 
Hill  Birmingham,  an  inverted  incandescent  gas  burner  constructed  in  20 
accordance  with  the  two  inventions  the  snbject-matter  of  the  two  Patents 
respectively,  and  that  the  Defendants  did  also,  in  or  about  April  1905,  make 
and  sell  to  the  Corporation  of  the  City  of  Birmingham  an  inverted  incandescent 
gas  burner  constructed  in  accordance  with  the  invention  the  subject-matter  of 
the  said  Patent  No.  5769  of  1900,  and  that  they  so  sold  the  same  without  any  25 
authority  or  licence  from  the  Plaintiffs  so  to  do  and  in  violation  of  the  Plaintiffs* 
rights,  and  that  the  Defendants  had  continually  since  that  date  publicly  offered 
such  burners  of  both  kinds  for  sale  at  their  place  of  business  Icknield  Square, 
Birmingham,  and  continued  so  to  do. 

The  Defendants  by  their  Defence  did  not  admit  any  of  the  matters  set  out  in  30 
paragraphs  1  and  3  of  the  Statement  of  Claim,  and  denied  infringement  of 
either  of  the  Patents,  and  alleged  that  the  Patents  were  invalid. 

By  their  Particulars  of  Objections  they  alleged,  as  to  Letters  Patent  No.  5769 
of  1900 — (1)  that  the  alleged  invention  was  not  new  (a)  by  reason  of  a  prior 
common  general  knowledge  of  the  invention  claimed  in  both  the  claiming  35 
clauses  of  the  Complete  Specification  ;  (b)  by  reason  of  prior  publication  of  the 
said  alleged  invention.  Particulars  under  (b)  were  gi  ven  as  follows  : — Donelly 
(No.  258  of  1867) ;  MilU  (No.  1038  of  1872) ;  Grimston  (No.  900  of  1882) ; 
Lewis  (No.  1403  of  1882) ;  Imray  (No.  2035  of  1882)  ;  Orimston  and  Bower 
(No.  369  of  1883)  ;  Lake  (No.  3241  of  1883) ;  Rawson  and  Hughes  (No.  1195  of  40 
1886)  ;  SeUon  (No.  1150  of  1887)  ;  Imray  (No.  7990  of  1887)  ;  Hooker  and 
Murray  (No.  19,055  of  1888)  ;  Lewis  (No.  12,915  of  1889)  ;  Upton  (No.  15,463 
of  1890) ;  Clamond  (No.  60  of  1891) ;  Hancock,  Bell,  and  Hancock  (No.  3424  of 
1895)  ;  Sugg  (No.  6870  of  1895)  ;  Moeller^'^o,  24,839  of  1895)  ;  Schodt  (No.  8509 
of  1896) ;  Kent  (No.  3667  of  1897)  ;  Kent  (No.  20,823  of  1897) ;  Washington  45 
(U.S.A.,  No.  589,051  of  1897) ;  Heime  and  Barg  (No.  24,103  of  1898) ;  Beese 
(No.  2H,619  of  1899)  ;  the  whole  of  each  of  the  above  Specifications  was  relied 
on  as  against  both  Claims  of  the  Complete  Specification  ;  (2)  that  the  said  alleged 
invention  was  not  the  proper  subject-matter  for  valid  Letters  Patent;  the 
Defendants  would  rely  thereunder  upon  all  the  matters  referred  to  in  50 
paragraph  1  ;  (3)  that  the  said  alleged  invention  was  not  useful  ;  (4)  that 
the  Complete  Specification  of  the  Patent  did  not  sufficiently  describe  the 
nature  of  the  alleged  invention  nor  the  manner  in  which  the  same  was  to 
be  performed.  Particulars. — No  instructions  were  given  as  to  the  length  or 
internal  diameter  of  the  isolator,  nor  of  the  bore  of  the  gas  nipple  to  be  used  in  55 
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any  case,  nor  of  the  size  of  the  air  parts ;  (5)  that  the  Complete  Specification 
of  the  Patent  was  inaccurate  and  misleading.  Particulars  of  this  Objection 
were  set  out.  As  to  Letters  Patent  No.  265  of  1903 — (6)  that  the  alleged  inven- 
tion was  not  new.  The  Defendants  would  rely  thereunder  upon  all  the  matters 
5  referred  to  in  paragraph  1  and  upon  the  Specification  of  Bernt  and  Cervenka 
(No.  5769  of  1900) ;  the  whole  of  every  Specification  referred  to  was  relied  on 
as  against  all  the  claims  of  the  Complete  Specification  of  the  Patent ;  (7)  that 
the  alleged  invention  was  not  the  proper  subject-matter  of  valid  Letters 
Patent.    The  Defendants  would  rely  thereunder  upon  all  the  matters  referred 

10  to  in  paragraphs  1  and  6  ;  (8)  that  the  alleged  invention  was  not  useful ;  (9) 
that  the  Complete  Specification  of  the  Patent  did  not  sufficiently  describe  the 
nature  of  the  alleged  invention  nor  the  manner  in  which  the  same  was  to  be 
performed  ;  no  instructions  were  given  as  to  the  length  and  internal  diameter 
of  the  burner  tube,  nor  of  the  bore  tube  of  the  gas  nipple  to  be  used  in  any  case, 

15  nor  of  the  size  of  the  air  parts. 

The  alleged  infringements  were  marked,  and  are  referred  to  in  this  Report 
aa,  V.B.L.  1  and  V.B.L.  2.  Both  were  inverted  Bunsen  burners  with  brass  tubes, 
V.B.L.  1  was  furnished  with  a  jacketting  tube,  not  closed  at  the  upper  end,  but 
having  holes  at  that  end  allowing  the  entrance  or  exit  of  the  air.    It  had  not  a 

20  conical  deflector  with  its  apex  downwards,  but  an  inverted  cup  with  its  apex 
upwards.  V.B.L.  2  had  no  jacket ;  at  the  upper  part  of  the  tube  there  was  an 
inverted  cone  similar  in  form,  but  not  in  position,  to  the  conical  deflector 
described  in  the  Speciflcation  of  the  first  Patent.  Both  exhibits  will  be  found 
more  fully  described  in  the  Judgment  below. 

25      Matdton  K.C.  and  /.  W.  Oordofi  (instructed  by  Steadman,  Van  Praagh,  and 

Oaylar)  appeared  for  the  Plaintiffs  ;  A.  J.  Walter  and  J.  H.  Gray  (instructed 

by    Maekrell^    Maton,    OocUee^  and  Quincey^  agents  for   Wragge  A  Co.  of 

Birmingham)  appeared  for  the  Defendants. 

Qordon  opened  the  Plaintiffs'  case. — The  advantages  of  an  inverted  incan- 

30  descent  lamp  are  great,  and  the  whole  merit  lies  in  the  practical  nature  of  the 
invention.  The  problems  ju-e,  first,  dispensing  with  the  chimney  ;  the  inven- 
tors have  produced  a  burner  simpler  even  than  the  upright  burner.  Secondly, 
the  direction  of  the  convection  currents  is  inverted  and  it  is  difficult  to  illumi- 
nate the  whole  of  the  mantle.    In  the  inverted  form  the  fiame  tends  to  bum 

35  up  and  only  to  affect  a  small  part  of  the  mantle.  Some  previous  inventors 
tried  to  bring  the  flame  to  the  bottom  by  having  sufficient  pressure  to  carry 
the  flame  down,  but  this  was  not  a  practical  way,  because  it  involved  having 
something  to  increase  the  pressure.  Thirdly,  there  is  the  problem  of  obtaining 
a  proper  proportion  of  gas  and  air.    On  invertion  there  is  a  disturbance  of  the 

40  conditions  as  they  exist  in  the  erect  burner.  The  supply  pipe  gets  very  hot  if 
the  products  of  combustion  reach  it.  The  solution  of  these  problems  is  shown 
in  the  Speciflcation  of  the  first  Patent.  [This  was  then  read.]  The  sleeve  is 
only  an  alternative,  to  be  used  if  required.  In  any  case  the  flame  is  to  be 
carried  down,  and  with  some  mantles  the  sleeve  might  be  wanted.    **  Striking 

45  "  back  "  does  not  mean  to  the  nipple  so  as  to  destroy  the  Bunsen  action  ;  it  is 
*•  to  the  open  nozzle."  The  combination  is  the  ordinary  Bunsen  arrange- 
ment with  the  isolator  and  the  deflecting  cone.  As  to  novelty,  regenera- 
tive heating  is  a  well-known  principle  applied  in  many  ways — cg.^  in  the 
well-known  Wenham  burner.    The  principle  is  not  of  course  used  in  the 

50  ordinary  erect  form  of  incandescent  burner.  But  such  burners  become 
regenerative  when  inverted.  In  some  of  the  alleged  anticipations  chimneys 
were  used  to  aid  this  effect.  In  many  of  them  there  were  devices  lo  get  the 
regenerative  effect.  But  the  invention  here  gets  rid  of  it ;  the  inventors 
diecoveredthat  the  regenerative  principle  is  fatal  to  a  successful  inverted  lamp. 

55  The  discovery  that  one  wants  to  keep  the  gas  and  air  cool  is  of  the  essence  of 
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th^  invention.  The  object  of  the  regenerative  principle  is,  first,  economising 
gas,  because  the  same  heat  is  obtained  with  a  smaller  amount  of  gas.  One 
want,  in  heating  the  mantle^  is  to  get  the  cone  of  greatest  heat  coincident  with 
the  mantle.  The  inventors  found  the  introduction  of  the  regenerative  principle 
interfering  with  that.  There  are  numerous  alleged  anticipations,  all  using  the  ft 
regenerative  principle  ;  and  there  is  no  prior  user  of  a  successful  inverted 
burner,  regenerative  or  unregenerative.  The  patented  burner  is  anti-regenera- 
tive, [BuOKLBY  /.—In  the  sense  of  rejecting  the  increased  heat  at  the  supply, 
not  at  the  burning  point  ?]  That  is  so.  There  has  been  a  very  large  sale 
(400,000)  of  these  anti-regenerative  burners  since  the  Patent,  whereas  before  it  10 
there  was  nothing  successful.  The  burner  shown  in  the  Specification  is  crude 
in  design,  but  is  as  effective  as  any  on  the  market.  As  to  infringement,  the 
thing  complained  of  is  very  different  from  that  in  the  action  on  the  first  Patent 
against  the  Globe  Light  Ld.  (22  R.P.C.  431).  [The  jadgment  of  Joyce  J.  in 
that  case  was  road.]  It  was  there  held  that  there  was  no  infringement  because  15 
there  was  no  separate — *.«.,  separable— isolator.  Here  there  is  a  separate  isolator 
in  one  at  least  of  the  alleged  infringements.  We  shall  submit  that,  even  on 
that  judgment,  the  Plaintiffs  are  entitled  to  succeed  in  this  action.  The 
Defendants  have  an  outer  tube  in  one  alleged  infringement,  making  a  jacket 
round  an  inner ;  this  jacket  is  an  isolator.  They  have  also  a  deflector.  The  20 
second  Patent  is  again  for  an  anti-regenerative  burner ;  there  is  an  improved 
form  of  isolator,  consisting  of  an  air  jacket.  The  Defendants  have  such  a 
jacket  in  one  of  the  alleged  infringements. 

The  witnesses  called  for  the  Plaintiffs  were  : — Professor  Vivian  B.  Lewes  ; 
James  BtHdger^  general  manager  of  the  Plaintiff  Company ;  and   W.  -ff.  J.  25 
Webber^  a  gas  engineer. 

Walter  opened  the  Defendants'  case. — The  first  Patent  may  possibly  be 
supported,  if  the  isolator  is  to  be  of  bad  heat-conducting  material ;  but  not  if 
the  Patent  covers  a  mere  metal  tube,  sach  as  the  Defendants  have.  The  Patentee 
intended  the  isolator  to  prevent  conduction  and  the  deflector  to  prevent  con-  33 
vection.  There  is  nothing  about  length  in  the  Specification,  and  if  "  preferably  " 
shows  that  a  metal  tube  is  included,  the  Specification  is  hopelessly  confused. 
As  to  the  deflector,  the  object  of  it  was  to  keep  the  shaft  cool.  The  claim  is 
for  a  combination  in  a  Bansen  burner  of  an  isolator  of  any  material,  by 
preference  of  bad  heat-conducting  material,  with  a  deflecting  cone  upon  the  35 
isolator,  so  placed  as  to  shield  it  from  the  products  of  combustion.  Neither  of 
the  Defendants'  lamps  complained  of  can  be  included  in  that  claim  ;  they  are 
no  nearer  than  the  Globe  lamp  V.B.L.  4.  [The  alleged  infringement  in  the 
action  by  the  Plaintiffs  against  the  Olobe  Light  Company  (22  R.P.C,  431)  was 
referred  to  and  the  jadgment  in  that  case  read.]  ''  Isolator  "  means  insulator —  40 
that  which  insalates  for  the  purpose  of  keeping  cool.  We  also  submit  that 
this  Patent  is  hopelessly  bad.  Farkas  is  only  a  paper  Specification.  It  is  founded 
on  a  fallacy  ;  the  jacket  cannot  give  coolness,  but  is  a  sort  of  oven.  It  is  based 
on  the  same  theory  as  the  first  Patent,  namely,  to  keep  the  Bunsen  chamber 
cool.  If  the  jacket  has  holes  at  the  top,  the  inner  tube  is  actually  hotter.  45 
The  unjacketted  inner  tube  is  cooler  than  the  jacketted  one.  This  Patent  is 
quite  useless.  There  is  no  infringement;  the  Specification  says  that  the 
chamber  ^'  only  communicates  with  the  outer  air  at  its  lower  end."  As  to  the 
state  of  the  art,  at  the  date  of  the  first  Patent  inverted  Bunsen  burners  were 
old.  We  shall  prove  that  an  ordinary  Bunsen  burner  will,  if  inverted,  burn  50 
very  well  if  a  suitable  nipple  is  fitted.  The  Claim  is  for  an  improved  form 
of  Bunsen  burner.  It  is  said  that  the  important  points  are  having  the  end  of 
the  tube  open  and  putting  the  flame  down  into  the  mantle.  Althongh  the 
latter  point  is  referred  to  in  the  Claim  it  is  not  the  invention  ;  and  no  Patent 
for  getting  the  flame  into  the  mantle  could  be  supported.    Th^  statements  in  55 
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the  Spdcifioation  as  to  the  state  of  the  art  are  inaccurate.  The  Patentee  could 
not  have  known  of  Kenfa  Specification.  Substantially  it  has  what  the  Patentee 
claims.  Hei^ize  and  Barg  do  the  very  thing  which  the  Patentee  states  ;  they 
have  an  isolator,  at  all  eyents  as  good  as  in  the  first  Patent. 
5  The  witnesses  for  the  Defendants  were  J.  Swinburne  and  (?.  (7.  Marks.  At 
the  end  of  their  evidence  Professor  Lewes  was  recalled. 

CHray  summed  up  the  Defendants*  case. — No  construction  that  I  can  suggest 
would  make  the  first  Patent  valid  and  bring  the  Defendants'  burners  within 
it.    Pour  points  are  now  put  forward — first,  to  isolate  ;  secondly,  to  deflect ; 

10  thirdly,  that  there  must  be  no  obstacle  to  the  passage  of  the  gas  ;  and,  fourthly, 
that  the  burner  must  go  sufficiently  far  into  the  mantle.  To  get  good  results 
one  wants  merely  to  get  a  proper  nipple,  and  to  have  a  mantle  of  the  proper 
shape.  The  construction  sought  lo  be  put  is  that  there  must  be  some  device 
for  deflecting  the  combustion  gases  away  from  the  air  holes.    There  is  nothing 

15  of  this  in  the  Speciflcation.  There  are  only  two  things  to  which  the  Patentees 
are  looking — striking  back  and  deflecting  the  hot  air  from  the  sides  of  the 
burner.  'For  this  the  Patentees  have  two  devices,  an  isolator  and  a  deflector 
on  the  isolator — ^not  on  the  burner.  To  protect  the  shank,  the  deflector  must 
be  at  the  bottom.    Neither  V.B.L.  1  or  V.B.L.  2  infringe,  for  the  Specification 

20  must  mean,  if  anything,  that  you  must  keep  the  mixture  of  air  and  gas  as  cool 
as  possible  from  the  point  of  coming  in  up  to  the  point  of  burning.  If  an 
ordinary  tube  is  an  isolator,  there  is  no  meaning  in  a  great  part  of  the  Specifi- 
cation. It  is  impossible  that  a  hood  near  the  mixing  chamber,  to  keep  the 
products  of  combustion  from  the  air-holes  of  an  ordinary  tube,  can  be  an 

25  infringement.  In  V.B.L.  1  there  is  no  isolator  nor  deflector.  In  V.B.L.  2  there 
is  again  no  deflector,  only  a  hood.  A  burner  in  all  respects  substantially  the 
same  as  this  has  been  held  by  Joyce  J.  to  be  no  infringement.  As  to  the  second 
Specification,  there  is  evidence  that  the  outer  tube,  at  all  events  without  the 
flanges,  makes  the  inner  one  hotter.  There  is  no  utility.    Moreover,  the  evidence 

30  is  that  in  the  Defendants*  burner  with  the  outer  tube  that  tube  keeps  the 
inner  tube  hotter.    The  second  Patent  is  not  valid,  nor  is  it  infringed. 

Motdton  K.C.  in  reply. — As  to  the  first  Patent,  it  is  a  pioneer  Patent.  Incan- 
descent gas  lighting  in  inverted  lamps  is  now  very  largely  used  ;  and,  next  to 
the  invention  of  the  mantle,  the  invention  of  the  inverted  lamp  is  the  greatest 

35  step  that  has  been  made.  It  is  due  to  Bernt  and  Cervenka.  There  are  23 
anticipations  alleged,  and,  excepting  two,  all  are  regenerative  burners.  Kent 
and  Heinze  and  Barg  alone  touched  an  open  lamp.  Heinze  and  Barg  would 
after  a  few  minutes  be  useless ;  it  is  not  shown  that  it  would  work.  Kent  is 
not  an  inverted  lamp  and  is  not  a  practical  one.    There  is  no  anticipation  even 

40  on  paper.  The  Patentees  were  the  first  to  propose  an  inverted  open  Bunsen 
lamp  with  a  mantle.  They  were  first  in  the  field  with  this  propoe^,  and  had 
practical  success.  It  is  admitted  that  a  lamp  made  according  to  their  Drawing 
would  be  a  commercial  success,  although  improved  on  in  detail  in  practice.  If 
the  Patent  rests  on  the  discovery  that  a  Bunsen  burner  will  burn  upside  down, 

45  the  Patent  is  in  no  wise  the  worse.  The  Patentees  have  discovered  that  one 
could  get  a  controllable  flame  from  an  inverted  Bunsen  burner.  The  Patentees 
took  a  form  of  Bunsen  burner  not  used  for  lighting — that  is,  an  open  one 
without  gauze  or  other  similar  thing  over  the  end.  When  the  Patentees  had 
got  BO  far,  they  had  gone  a  long  way  on  their  task  of  inventing  the  first  practical 

50  inverted  Bunsen  burner.  There  was  invention  in  this  step.  The  Patentees 
got  a  new  result  and  one  which  no  one  thought  could  be  obtained,  and  the 
Patent  is  a  pioneer  one.  If  this  is  so,  the  question  of  infringement  becomes 
different.  When  a  Bunsen  burner  is  inverted,  the  conditions  are  altered  in 
several  respects.    Not  only  do  the  products  rise  against  the  flow,  but  the  action 

55  ^  the  flame  tends  to  heat  the  tube.    If  the  ratio  of  air  to  gas  is  too  Ipw,  one 
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gets  lumiiiosity.  The  Patentees  recognised  that  they  had  to  keep  the  burner 
cool.  They  also  realised  that  it  became  more  difficnlt  to  get  the  stream  of  gases 
to  flow  down  the  tube,  and  that  they  must  have  the  end  of  the  tube  open.  Also 
they  realised  that  the  burner-head  must  protrude  into  the  mantle.  In  reference 
to  keeping  the  burner  cool,  the  Patentees  realised  that  heat  was  liable  to  pass  5 
upwards  by  conduction  and  convection.  They  endeavoured  to  prevent  each  of 
these  as  much  as  possible.  The  invention  relates  to  a  novel  construction  of 
Bunsen  burner.  [BuOKLbY  J. — And  not  to  the  relative  position  of  the  burner 
and  mantle  ?]  It  is  not  a  definition  ;  that  is  the  claim  but  this  is  the  descrip- 
tion of  how  to  do  it.  A  practical  lamp  must  be  one  to  burn  at  the  pressures  10 
which  the  ordinary  householder  has  and  which  vary  as  those  do.  Substantially 
the  Patentees  by  an  isolator  meant  something  to  prevent  heat  rising  by  conduc- 
tion. The  open  end  of  the  burner  gave  an  increased  danger  of  flashing  back. 
It  is  not  fair  to  say  that  the  Patentees  did  not  realise  that  the  products  of 
combustion  should  not  reach  the  air-holes.  The  practical  directions,  however,  I5 
Involve  that.  The  deflector  shown  in  the  Drawings  effects  that,  ^s  to  the 
sleeve,  it  is  an  improvement,  but  it  is  insisted  on  as  essential.  On  the  evidence, 
the  directions  in  the  first  Claim  give  success,  and  it  was  something  novel.  The  term 
'*  isolator  *'  indicates  something  to  hamper  the  conduction  of  the  heat.  It  may 
be  of  a  material  which  is  a  poor  conductor  of  heat ;  but  it  may  be  attained  by  a  20 
tube  of  thin  section  and  considerable  length.  The  directions  are  sufficient  for 
practical  purposes.  There  are  four  points  in  this  Claim,  namely,  an  isolator  to 
restrict  conduction,  a  deflector  to  deflect  the  hot  currents,  an  open  burner  head, 
and  the  latter  projecting  into  the  mantle.  A  new  result  was  produced,  and 
there  is  not  the  less  invention  that  other  results  could  be  obtained  by  slight  25 
variations.  It  is  said  that  it  is  old  to  keep  the  products  of  combustion  away 
from  the  burner,  but  that  was  in  lamps  of  another  kind  ;  an  open  inverted 
incandescent  burner  :vas  new.  Heinze  and  Barg  is  not  closed  at  the  bottom, 
but  is  regenerative.  As  to  Kenty  it  is  of  a  different  construction.  [BuOKLBY  J. 
— It  is  not  an  inverted  Bunsen  burner  but  an  erect  one  with  an  inverted  head.]  30 
As  to  infringement,  the  Patent  is  a  pioneer  one,  accomplishing  a  new  result. 
Proctor  V.  Bennis  (4  R.P.C.  333)  is  the  leading  authority  that  where  a  Patent  is 
of  this  type,  a  larger  range  is  given  as  regards  variations  than  where  the  Patent 
is  for  a  specific  variation.  The  question  in  such  cases  is  :  Has  the  Defendant 
substantially  the  Plaintiffs'  machine  ?  Clark  v.  Adie  (L.R.  2  App.  Cas.  315)  35 
shows  that  it  is  a  question  of  fact  whether  the  invention  is  taken  in  substance ; 
it  may  be,  although  some  of  the  elements  are  altered  or  wholly  omitted.  The 
case  of  Incandescent  Oas  Light  Company  v.  De  Mare  Incandescent  Gas  Lamp 
System  (13  R.P.C.  301)  is  an  illustration  of  that.  In  V.B.L.  1  the  conical  cup 
deflects  away  the  products  of  combustion,  so  far  as  the  upper  part  is  concerned,  40 
but  not  if  you  consider  the  inside  of  the  cup.  [BUCKLBY  J. — Is  it  a  deflector 
for  the  purpose  for  which  the  Patentees  say  they  have  a  deflector?]  The 
Patentees  say  nothing  as  to  deflecting  the  products  from  the  port-holes  but  they 
say  '*  from  the  sides  of  the  burner  "  which  include  that,  and  it  is  so  shown  in 
the  Drawing.  In  V.B.L.  1  the  inside  of  the  cup  is  not  the  hottest  space  ;  the  45 
greater  part  of  the  heat  flows  outside.  In  V.B.L.  1  there  is  also  an  isolator  ; 
there  is  a  long  tube,  longer  than  necessary  for  mere  mixing  and  slow  conduc- 
tion. They  also  have  a  jacket  to  keep  the  tube  cool.  Also  the  Defendants  have 
one  open  end  of  the  burner  and  the  burner  head  projecting  into  the  mantle.  The 
only  distinction  is  that  the  cup  is  less  effective  than  the  patented  deflector.  The  50 
infringement  must  have  been  suggested  by  the  patented  invention  ;  but  the 
Defendants  have  taken  a  less  perfect  form.  As  to  V.B.L.  2  there  is  a  deflector 
of  the  same  type  as  shown  in  the  Specification,  although  not  in  the  same  place. 
It  covers  about  a  third  of  the  tube.  The  tube  is  shorter  than  in  V.B.L.,  1,  but  is 
longer  still  than  in  an  ordinary  Bunsen  burner.    It  gives  a  substantial  reduction  55 
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of  heat  by  conduction.  Also  there  is  the  open  end  and  the  burner  head  pro- 
jecting into  the  mantle.  [BuOKLET  «7. — ^part  from  the  question  of  air-holes, 
is  it  not  more  necessary  to  keep  the  lower  end  of  the  tube  cool  than  the  upper 
part  ?]  Yes  ;  but,  apart  from  that,  the  Defendants  in  V.B.L.  2  have  everything. 
5  The  evidence  is  that  the  Patentees  have  shown  the  best  method  ;  about  400,000 
of  their  lamps  have  been  sold.  [BuCKLBY  «7.  referred  to  the  evidence  of 
Professor  Lewes  as  to  whether  there  was  keeping  cool  by  an  isolator  in  V.B.L.  2.] 
At  all  events,  although  the  Defendants  have  omitted  one  precaution,  they  have 
everything  else.  As  to  the  second  Patent,  it  is,  of  course,  only  for  a  modifica- 
10  tion  of  the  type  created  by  the  first  Patent.  This  is  taken  in  substance  in 
V.B.L.  1.  There  is  really  no  current  of  air  between  the  inner  and  outer 
tubes  ;  the  Defendants  have  taken  the  patented  protecting  tube. 

Judgment  was  reserved  and  delivered  on  the  20ch  of  December  1905. 
BuCKLBY  J.— The  Plaintiffs  sue  on  two  Patents  (No.  5769  of  1900  and  No.  265 

15  of  1903).  I  will  first  say  a  few  words  on  the  two  Specifications.  In  the  Specifi- 
cation of  No.  5769  the  Patentees  commence  at  line  5  to  22  with  describing  difficul- 
ties in  the  use  of  inverted  incandescent  burners.  At  line  15*  they  say  that  when 
the  burner  is  reversed,  the  lighted  gas  issuing  downwards  strikes  back  to  the 
open    nozzle  of  the    burner  and   the  greatest   portion   of  the    mantle   does 

20  iiot  come  in  contact  with  the  burning  gas  at  all.  This  means  that  in  the 
case  of  a  reversed  or  inverted  burner  the  heated  products  of  combustion  do 
not,  as  when  the  burner  is  erect,  tend  to  rise  away  from  the  burner  head,  but 
tend  to  turn  back  upon  and  embrace  the  tube  which  ends  in  the  burner  head, 
with  the  result,  as  they  say  at  line  24,t  that  the  burner  becomes  excessively 

25  hot  To  escape  this  difficulty,  they  say,  gas  has  been  used  under  consider- 
able pressure,  but  that  they  are  going  to  show  how  to  do  it  under  normal 
pressure.  The  result  of  the  mischief  to  which  they  point  is,  so  they  say,  at 
line  25,  that  a  current  of  air  is  produced  sufficiently  strong  to  drive  the  flame 
back.     The  current  of  which  they  are  speaking  is  obviously  a  current  external 

30  to  the  burner  at  the  place  where  the  flame  is,  and  is  a  current  whose  effect  is 
mischievous  by  reason  of  the  fact  that  it  drives  the  flame  back  upon  the  burner 
tube.  Their  invention,  they  say  at  line  26,  relates  to  a  novel  constraction  of  a 
Bunsen  burner — ^not,  let  me  point  out  in  passing,  to  a  new  position  of  the 
mantie  with  reference  to  the  point  at  which  the  gas  is  ignited  as  it  issues  from 

55  the  burner.  It  is  a  novel  construction  which  san  be  used  with  ordinary  gas 
pressure  for  inverted  incandescent  barners.  The  mischief  indicated,  and  which 
the  Patentees  are  going  to  escape,  is  that  of  the  burner  becoming  excessively  hot. 
The  object  of  the  combination,  which  the  Patentees  claim,  is  to  ensure  that  the 
burner  shall  not  become  excessively  hot,  but  shall  be  kept  relatively  cool.    It 

40  is  essential  to  bear  in  mind,  as  the  dominant  idea  of  this  Specification,  that  it  is 
one  whose  object  is  to  keep  the  burner  cool.  At  this  date,  1900,  many  attempts 
had  been  made  to  achieve  success  with  inverted  incandescent  barners,  but  all 
of  them,  with  one  exception — that  of  Kent — had  been  what  are  called  regenera- 
tive burners,  that  is,  burners  in  which  the  heat  of  combustion  was  used  to 
45  increase  the  heat  of  the  apparatus  used,  and  of  the  gases  which  were  caused  to 
pass  through  it.  .The  idea  of  these  Patentees  was  to  abandon  regeneration  and 
aim  at  coolness.  To  achieve  their  result  they  described  a  particular  combina- 
tion having,  as  it  seems  to  me,  four,  or  not  more  than  four  factors  or  characteris- 
tics, namely,  first  an  isolator  made  of,  preferably,  bad  heat-conducting  material, 
50  line  31  X\  secondly,  such  a  position  of  the  burner  head  as  that  it  shall  project  into 
tiie  mantle,  line  32  ;  thirdly^  a  wholly  open  orifice  to  the  burner  head,  line  35 ; 

•  Ante,  pafire  104,  line  37.  t  ^«**i  I»«e  105,  line  1. 

X  Anibe,  page  106,  line  3. 
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and  fourthly,  a  deflector  to  keep  the  hot  air  away  from  the  sides  of  the  burner, 
line  40.  Of  these  the  first,  second,  and  fourth  are  found  referred  to  in  the  first 
Claim,  while  the  third  is  not  plainly,  if  indeed  it  is  at  all,  there  referred  to. 

No.  265  of  1903  is  another  Patent  of  which  the  dominant  feature  again  is 
coolness.  The  overheating  of  the  mixing  tube  is  to  be  prevented  by  surrounding  5 
the  Bunsen  tube  with  another  tube  ;  the  inner  and  outer  tubes  are  to  be  con- 
nected at  the  top,  and  are  to  communicate  with  the  outer  air  only  at  the  lower 
end.  The  result  is  to  be  that  the  imprisoned  air  will  be  considerably  rarified 
by  being  heated,  and  is  to  form  an  excellent  heat  insulator.  The  Claims  are 
for  a  device  for  keeping  cool  the  burner  tube  by  a  protecting  tube  insulated  10 
from  the  burner  tube  by  a  layer  of  air. 

These  being  the  two  Patents,  I  will  next  make  some  observations  upon  the 
arguments  which  have  been  addressed  to  me  with  reference  to  each  of  them. 

As  to  No.  5769,  it  is  said,  and  no  doubt  with  truth,  that  if  the  conduit  pipe, 
in  which  the  mixed  gases  and  air  are  conveyed  down  to  the  burner  head,  15 
and  which  I  will  call  the  shaft,  becomes  excessively  hot,  the  ratio  of  air  to  gas 
in  the  mixture  is  affected,  for  the  following  reasons — ^the  injector  action  of  the 
Bunsen  nozzle  is  downwards,  the  excessively  heated  mixture  in  the  shaft  tends 
to  rise  upwards,  and  the  injector  action  is  thus  met  by  a  force  in  the  contrary 
direction,  which  diminishes  its  enei^y,  and  reduces  the  amount  of  air  that  will  20 
be  drawn  in  through  the  port  holes.  Upon  this  I  have  only  to  say  that  I  do 
not  find  that  the  Patentees  refer  to  this  in  any  way  in  their  Specification.  The 
current  to  which  they  refer  is  an  external  current. 

Secondly,  it  is  said  that,  if  the  products  of  combustion  are  allowed  to  pass 
through  the  port  boles,  the  steadineps  of  the  flame  at  the  burning  head  is  25 
affected,  and  that  it  is  desirable  to  keep  the  products  of  combustion  away  from 
the  port  holes.    Upon  this,  again,  I  observe  that  the  Patentees  say  nothing 
about  it  in  their  Specification.    It  was  perfectly  well  known  that  it  was 
desirable  to  keep  the  products  of  combustion  away  from  the  port  holes.    The 
Patentees  have  an  arrangement  which  arrives  at  this  result,  but  they  make  no  30 
claim,  I  think,  in  this  respect.    The  matter  to  which  the  Patentees  point  is 
this — the  mischief  arising  from  the  burner  being  excessively  hot.    This  may 
be  either  by  conduction,  that  is,  by  the  heat  generated  at  the  burner  head 
travelling  upwards  through  the  metal  or  material  of    which    the  shaft  is 
composed,  or  by  convection — ^that  is,  by  the  heat  being  carried  up  the  sides  35 
of  the  shaft  by  reason  of  the  flame  striking  back,  as  they  call  it.    With  the  latter 
of  these  difficulties  they  certainly  intended  to  grapple  by  the  deflector,  which  is 
to  keep  the  hot  air  away  from  the  sides  of  the  burner.    With  the  former  I  have 
much  greater  difficulty  in  saying  that  they  grapple,  or,  at  any  rate,  effectually 
grapple.    I  have  the  greatest  difficulty  in  understanding  what  they  mean  by  40 
their  isolator.    If  the  directions  were  to  make  it  of  bad  heat-conducting  mateiial 
I  could  understand  it,  it  would  then  tend  to  stop  the  heat  by  conduction  ;  but 
it  is  to  be  merely  of  preferably  bad  heat-conducting  material.    If  they  mean  as 
part  of  their  combination  to  claim  as  a  patentable  thing,  under  the  head  of  an 
isolator,  a  tube  made  of  an  excellent  conducting  material,  the  word  "  isolator  *' —  45 
and  the  patentable  invention  in  this  respect— ceases  to  bear  any  meaning. 

Upon  No,  265  I  make  the  following  observations — when  the  inner  tube  of 
less  circumference  is  surrounded  by  a  jacketting  tube  of  greater  circum- 
ference, and,  therefore,  greater  metallic  surface,  any  advantage  gained  by 
keeping  the  flame  from  the  inner  tube  may  be  counterbalanced  by  the  greater  50 
metallic  surface  of  the  outei  tube,  and,  if  tlie  outer  tube  be  in  perfect  metallic 
contact  with  the  inner  tube,  the  effect  of  jacketting  the  inner  tube  is,  on  the 
evidence,  not  to  reduce  but,  if  anything,  to  increase  the  heat  of  the  inner  tube. 
If  the  intervening  stratum  of  air  becomes,  under  the  action  of  heat,  highly 
rarified,  it  may  be  that,  so  far.  as  that  stratum  ifi  concerned,  the  Patentee  is  55 
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right  in  saying  that  that  will  form  an  excellent  heat  insulator;  bat  if  the 
chamber  be  ojien  at  the  npper  end,  one  of  the  essential  conditions  of  the 
problem  is  obvioasly  removed. 
These  being  the  Patents,  I  go  on  to  consider  whether  the  Defendants  have 
5  infringed  them. 

The  first  alleged  infringement,  V.6.L.  1,  is  fnrnished  with  a  jacketting 
tube,  not  closed  at  the  npper  end,  but  containing  holes  and  allowing  the 
entrance  or  exit  of  the  air.  It  is  famished  with,  not  the  conical  deflector  with 
its  apex  downwards  such  as  No.  5769  described,  but  with  what  I  may  call  an 
10  inverted  cup  with  its  apex  upwards,  forming  an  excellent  pocket  for  receiving 
and  holding  the  heated  gases  arising  from  the  burning  head.  The  result  of 
this  construction,  upon  the  evidence,  is  that  this  arrangement  does  not  keep 
the  shaft  through  which  the  mixture  is  passing  cool.  The  result  of  the 
jacketted  tube  with  the  opening  at  the  top  is  that  the  inner  tube,  so  far  from 

15  being  kept  cooler,  is,  in  fact,  rather  hotter  than  if  the  jacket  is  removed.  The 
inverted  cup  has  some,  but  an  inappreciable,  efifect  by  protecting  from  heat  so 
much  of  the  burner  as  lies  above  the  bottom  of  the  inverted  cup.  The  whole 
being  in  metallic  contact,  even  this  small  portion  is  not  by  the  Defendants* 
arrangement  kept  cooler.    V.B.L.  1  has  not  the  jacket  described  in  No.  265, 

20  for  the  jacket  is  open  at  the  upper  end,  and  if  the  jacket  of  No.  265  has 
(although  I  think  it  has  not)  any  effect  in  keeping  the  inner  tube  cooler,  the 
Defendants'  jacket  in  Y.B.L.  1  has  not. 

As  regards  the  existence  in  Y.B.L.  1  of  an  isolator  it  is  true  that  the  words 
"isolator"  and  "conductor"  are    not    mutually  exclusive,  for  there  is  no 

25  material  which  has  not  some  power  of  resistance  to  the  conduction  of  heat  and 
which  is  not  therefore  in  some  sense  an  isolator.  But  the  result  of  the  evidence 
is  that  to  call  a  brass  tube  an  isolator  in  any  sense,  in  the  case  of  a  Patent  for 
burning  gas  and  air  in  a  Bunsen  burner,  is  absurd.  Brass  is  an  ordinary 
conductor  and  in  no  intelligible  sense  isolates  the  burner  head  from  anything 

30  at  the  further  end  of  a  brass  tube  of  so  short  a  length  as  is  here  in  question. 
If  the  word  "  isolator  "  in  No.  5769  means  a  metal  tube  made  of  the  best  or  of 
an  exceedingly  good  conductor  of  heat  the  Patent  must  be  bad.  If  it  means  a 
thing  which  isolates  and  tends  to  keep  cool,  then  the  Defendants  have  in 
V.B.L.  1  no  isolator.    In  my  judgment  the  Defendants  in  V.B.L.  1    do  not 

35  infringe ;  they  neither  keep  the  burner  cool,  nor,  if  they  in  any  sense  keep  it 
oool,  do  they  adopt  the  Plaintiffs*  means  of  keeping  it  cool. 

The  other  alleged  infringement,  V.B.L.  2,  has  no  jacket,  nor  has  it  in  the 
Patentees*  sense,  a  deflector.  The  conduit  tube,  or  shaft,  for  some  two- 
thirds   of  its  lower    end,  which    is    for    this    purpose  the  most  important 

40  party  is  left  freely  exposed  to  the  play  of  the  heated  gases.  The  alleged 
deflector,  if  it  protects  anything,  protects  only  the  upper  part.  I  am  unable  to 
appreciate  what  it  is  in  V.B.L.  2  that  can  be  looked  upon  as  an  isolator ;  the 
apparatus  is  an  ordinary  Bunsen  burner  with  a  conduit  tube  or  shaft  of  a 
moderate  ordinary  length,  made  of  a  good  conducting  material,  namely,  brass. 

45  At  its  upper  part  there  is  an  inverted  cone  similar  to  the  Plaintiffs*  deflector, 
but  placed  in  such  a  position  as  that  it  cannot  have  the  effect  for  which  the 
Plaintiffs  use  their  deflector.  It  does  not  keep  the  burner  cool.  If  anything 
turns  npon  the  length,  althongh  I  do  not  think  that  within  a  reasonable  length 
it  does,  the  tube  is  in  fact  shorter  in  this  case  than  it  was  in  the  Olobe  case,  in 

50  which  Mr.  Justice  Joyce  held  that  there  was  no  infringement. 

Another  point  on  which  I  heard  a  good  deal  of  evidence  was  as  to  the  pro- 
jection of  the  head  into  the  n[iantle,  a  matter  which  is  mentioned  in  No.  5769. 
Upon  this  I  have  only  to  say,  first,  that  it  was  perfectly  well  known  that  for 
Baccem  you  must  have  a  mantle  to  fit  the  flame ;  secondly,  that  No.  5769  indi- 

55  catee  a  mantle  which  in  point  of  fact  does  not  fit  the  flame,  but  is  in  a  form 
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which  the  Plaintiffs  have  abandoned  in  the  mantle  which  they  sell  with  their 
commercial  burner ;  and,  thirdly,  in  jnstice  to  the  Patentees  I  should  say  that 
this  position  of  the  mantle,  in  reference  to  the  burner  head,  is  not  a  matter  of 
which  the  Patentees  either  could,  or  did,  by  their  Patent  claim  a  monopoly. 

The  conclusion  at  which  I  have  arrived  is,  that  the  Defendants  do  not  5 
infringe.     Being  of  this  opinion  it  is  not  necessary  that  I  should  go  on  to  decide 
the  issue  of  validity.    But  I  will  certify  that  the  Defendants*  Particulars  of 
Objection  are  reasonable  and  proper  as  far  as  regards  the  Specifications  which 
have  been  referred  to.     I  dismiss  the  action  with  costs. 

Gordon  applied  for  a  certificate  that  the  validity  of  the  Patents  had  come  in  10 
question,  but  after  some  discussion  the  application  was  adjourned. 

On  the  19th  of  January  1906  Gordon  applied  for  a  Certificate  that  the  validity 
of  the  Patents  had  come  in  question,  and  referred  to  Section  31  of  the  Patents 
&c.  Act,  1883.  He  contended  that  the  present  case  was  similar  to  Pneumatic 
Rubber  Stamp  Company  Ld.  v,  Lindner  (15  R.P.C.  525)  and  Tweedale  v.  15 
Ashworth  (7  R.P.C  426) ;  in  the  last  case  mentioned,  however,  the  issue  of 
validity  was  not  fought  out.  He  also  cited  Haslam  v.  Hall  (5  R.P.O.  27) ; 
BadiscJie  Anilin  und  Soda  Fabrik  v.  Society  Ohimiqtie  des  Usines  du  Rhone 
(14  R.P.C.  875) ;  Acetylene  Illuminating  Company  v.  United  Alkali  Company 
Ld.  (19  R.P.C.  213)  ;  Birch  v.  Harrap  (13  R.P.C.  615) ;  and  Morris  and  20 
Bastert  v.  Young  (12  R.P.C.  455) ;  and  he  mentioned  Sunlight  Incandescent 
Gas  Lamp  Company  Ld.  v.  Incandescent  Gas  Lamp  Company  Ld.  (14  R.P.C. 
757),  and  Morrison  v.  Asplen  (21  R.P.C.  557). 

Gray  for  the  Defendants  was  not  called  on. 

BUCKLBT  J. — I  remain  of  opinion  that  the  true  meaning  of  Section  31  is  25 
that  which  I  expressed  in  the  Acetylene  Illuminating  Company  v.  United 
Alkali  Company  in  19  Reports  of  Patent  Cases  at  page  234.    Mr.  GofXlon 
has  pointed  out  that  this   case  differs  from  that  in  the  following  respect. 
In  the  Acetylene  case  I  held  the  Patent  to  be  invalid  ;  in  the  present  case 
I  have  not  decided  whether  it  is  valid  or  invalid,  but  in  my  opinion  the  30 
same  reasoning  applies.    It  appears  to  me  that  the  argument,  which  has  been 
addressed  to  me,  is  one  which  can  only  be  supported  upon  the  footing  that  the 
Plaintiffs  were  assuming  in  their  own  favour  that  if  I  had  gone  on  to  deter- 
mine the  question  of  validity  I  should  have  held  the  Patents  to  be  valid.    As  to 
that  I  have  determined  nothing.    The  Section  is  one  which  simply  empowers  35 
the  Court  to  do  something.    The  language  is — "  In  an  action  for  infringement 
^'  of  a  Patent  the  Court  or  the  Judge  may  certify  that  the  validity  of  the  Patent 
'*  came  in  question."    Of  course  that  power  is  to  be  exercised  upon  judicial 
grounds,  and  I  can  quite  understand  that  if  a  Judge,  who  finds  it  unnecessary 
to  determine  the  validity  because  he  finds  no  infringement,  has  in  point  of  40 
fact  satisfied  himself  that  the  Patent  is  valid,  he  might  be  induced  b^  that  to 
give  a  Certificate  that  the  validity  came  in  question.    It  may  be  that  if  he, 
on  the  other  hand,  had  formed  the  opinion,  although  it  was  not  necessary  to 
decide  it,  that  the  Patent  was  invalid,  he  would  refuse  it.    At  present  the 
position  of    this  case  is    that  the  Court  has  pronounced  no  decision  upon  45 
validity  or  invalidity.    Under  those  circumstances  I  thought  at  the  trial,  and 
I  still  think,  that  a  Certificate  under  Section  31  ought  to  be  refused. 

Gray. — I  ask  for  the  costs  of  this  application.     I  was  brought  here  by  my 
friend. 

BUOKLET  J.— Yes.  50 
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Before  MR.  JUSTICE  Swinfen-Eady. 

December  6th  and  llth,  1905. 

Teacher  v.  Levy. 


5  Passing  off. — Defendants  held  to  have  passed  off  inferior  whisky  as  whisky 
of  a  special  qiMlity  sold  by  the  Plaintiffs, — Jitdgment  for  the  Plaintiffs. — 
Injunction  granted. 

The  Plaintiffs^  who  were  distillers  of  Scotch  whisky^  and  sold  a  whisky  of  a 
special  quality  known  as  "  Teachers'  Highland  Cream  Whiskyy'^  draught  an 
10  action  against  the  Defendants^  who  owned  or  had  the  control  of  a  large  number 
of  public  houses^  and  alleged  that  the  Defendants  had  sold  inferior  whisky^ 
either  of  the  Plaintiffs^  manufacture  or  of  other  persons^  as  **  Teachers' 
**  Highland  Cream  Whisky ^^'^  and  claiming  an  injunction  and  other  relief. 

Held,  that,  on  the  evidencCy-cUtfuyugh  it  was  not  established  that  the  Defendants 
15  had  sold  as  Teachers'  whisky  whisky  not  emanating  from  Teachers,  yet  it  was 
proved  that  the  Defendants  had  sold  inferior  whisky  as  Teachers'  better  class 
whisky^  and  an  injunction  and  an  inquiry  as  to  damages  were  granted. 

The  Plaintiffs  in  this  action,  William  Teacher  &  SonSy  are  distillers,  blenders, 
and  exporters  of  Scotch  whiskies,  having  offices  in  London,  Glasgow,  and 

20  Manchester,  and  being  the  owners  of  Ardmore  Distillery,  Aberdeenshire. 
The  Plaintiffs'  business  is  an  extensive  one,  and  their  whiskies  have  acquired 
a  high  reputation  in  the  trade  and  with  the  public.  They  manufacture  and 
supply  a  high-class  Scotch  whisky  known  in  the  trade  and  to  the  public  as 
"  Teachers^  Highland  Cream."    It  has  acquired  a  great  reputation  for  excellence, 

25  and  is  in  great  favour  with  the  public.  The  Defendants,  E.  Levy  <t  Co.^  are  the 
owners  of  or  have  the  right  to  control  and  manage  numerous  public-houses  in 
London  and  the  suburbs,  including  the  ''Olive  Branch,"  Waterloo  Road,  the 
*♦  George,"  Lambeth  Walk,  and  the  "  Wheatsheaf ,"  South  Lambeth  Road.  Such 
public-houses  are  under  the  direct  management  of  resident  managers  appointed 

30  by  the  Defendants. 

In  addition  to  the  above  facts  (which  were  alleged  in  the  Statement  of  Claim  and 
admitted  by  the  Defendants)  the  Plaintiffs  by  the  Statement  of  Claim  also  alleged 
as  follows  : — '*  4.  The  Plaintiffs  also  manufacture  and  supply  other  classes  of 
'*  whisky,  including  a  whisky  known  as  '  II.  &  0.  A.'  and  another  known  as 

35  **•  *  No.  1  Star  Scotch.'  This  last  mentioned  whisky  is  the  lowest  class  and  cheapest 
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"  whisky  manufactured  by  the  PlaintiflPs.  5.  In  the  month  of  October  1903  the 
'*  Defendants  purchased  from  the  Plaintiffs  100  bottles  of  their '  Highland  Cream ' 
"  whisky  at  the  price  of  1^.  12s.  net  per  dozen.  The  goods  so  purchased  were 
"  by  order  of  the  Defendants  delivered  to  various  public-houses  belonging  to  or 
"  under  the  control  of  the  Defendants  and  were  paid  for  by  the  Defendants.  5 
'^  6.  In  the  same  month  of  October  1903  tlie  Defendants  purchased  from  the 
"  Maintiffs  360  gallons  of  the  *  H.  &  0.  A. '  whisky  at  the  price  of  68.  per 
'^  gallon  exclusive  of  the  duty.  In  the  month  of  December  1903  the  Defendants 
"  purchased  50  hogsheads  of  the  Plaintiffs'  *  No.  1  Star  Scotch '  whisky  at  the 
*'  price  of  25.  4d.  per  gallon  in  bond.  All  these  goods  were  paid  for  by  the  10 
^*  Defendants  and  delivered  to  or  as  directed  by  them.  7.  The  Plaintiffs  have 
^'  recently  discovered  and  it  is  the  fact  that  the  Defendants  have  for  some  time 
"  past  been  selling  or  causing  to  be  sold  as  *  Tea^chers*  Highland  Cream  Whisky* 
'*  whisky  of  a  cheaper  and  inferior  class  and  in  some  instances  not  manufactured 
"  or  supplied  by  the  Plaintiffs.  8.  The  sale  by  the  Defendants  as  *  Tmchers^  15 
**  *  Highland  Cream  Whisky '  of  whisky  not  being  *  Highland  Cream '  manu- 
*'  factured  by  the  Plaintiffs  has  caused  and  will  cause  serious  damage  to  the 
*'  Plaintiffs'  reputation  and  injury  to  their  business."  The  Plaintiffs  claimed  — 
(1)  An  injunction  to  restrain  the  Defendants,  their  servants,  managers,  travellers, 
and  agents  from  selling  or  exposing  for  sale,  or  procuring  or  permitting  to  be  20 
sold,  as  "  Teachers*  Highland  Cream  "  or  "  Teachers^  Highland  Cream  Whisky  ** 
any  whisky  not  being  *^ Highland  Cream"  whisky  manufactured  and  supplied  by 
the  Plaintiff B.  (2)  An  injunction  to  restrain  the  Defendants,  their  servants, 
managers,  and  agents  from  representing,  or  passing  off,  or  permitting  to  be 
represented  or  passed  off,  as  "  Teachers'  Highland  Cream "  or  **  Teachers^  25 
*'  Highland  Cream  Whisky  "  any  whisky  not  being  **  Highland  Cream  "  whisky 
manufactured  by  the  Plaintiffs.  (3)  Damages.  (4)  Costs.  Particulars  were 
delivered  by  the  Plaintiffs,  pursuant  to  an  Order,  of  instances  of  the  sale  as 
'^  Highland  Cream  "  whisky  (1)  of  a  cheaper  and  inferior  whisky,  and  (2)  of 
whisky  not  manufactured  or  supplied  by  the  Plaintiffs,  the  dates  given  being  30 
March  the  16th  and  28th  1905,  and  the  places  as  to  (2)  the  ''  Wheateheaf  "  and 
**  Olive  Branch,"  and  as  to  (1)  those  houses  and  the  "  George." 

The  Defendants  by  their  Defence  stated  as  follows  :  ~  **  (2)  The  Defendants 
^<  admit  that  the  Plaintiffs  manufacture  and  supply  other  classes  of  whisky 
*'  than  ^  Highland  Cream '  whisky,  but  the  Defendants  do  not  know  or  admit  35 
'*  that  such  other  classes  include  a  whisky  known  as  ^  H.  &  0.  A.,'  or  another 
^*  known  as  'No.  1  Star  Scotch,'  or  that  such  last  mentioned  whisky  is  the' 
'*  lowest  class  or  cheapest  whisky  manufactured  by  the  Plaintiffs.    (8)  The 
'*  order  for  the  100  dozen  bottles  of  '  Highland  Cream  '  whisky  in  paragraph  5 
''  of  the  Statement  of  Claim  mentioned  was  given  in  September  1903,  together  40 
*'}  with  an  order  for  360  gallons  of  the  same  whisky  at  5d.  6<2.  per  gallon  exclusive 
*<  of  duty,  and  it  was  at  about  the  same  time  agreed  that  the  said  360  gallons  of 
'<  whisky  should  be  delivered  in  hogsheads,  each  holding  a  quarter  cask,  so  that 
^<  the  Defendants  could  readily  break  the  whisky  down  and  rebottle  it.    The 
'^  Defendants  admit  that  all  the  whisky  mentioned  in  this  paragraph  was  paid  45 
<<  for  by  the  Defendants  and  delivered  to  them  or  as  directed  by  them.    (4) 
<<  The  Defendants  did  not  in  December  1903  or  at  any  other  time  purchase 
"  from  the  Plaintiffs  360  gallons  or  any  other  quantity  of  the  *  H.  A  O.  A.' 
^'  whisky  at  the  price  alleged  or  at  any  other  price.    If  (which  the  Defendants 
"  do  not  admit)  any  *  H.  &  0.  A.'  whisky  was  supplied  by  the  Plaintiffs  to  the  50 
^<  Defendants  it  was  so  supplied    in  pursuance    of  an  order  or  ciders  for 
^^  *  Highland  Cream '  whisky,  and  without  the  knowledge  of  or  any  notice  to 
<^  the  Defendants.    (5)  The  Defendants  admit  that  in  December  1903  they 
^<  purchased    from  the  Plaintiffs  50  hogsheads  of    whisky  at   the    price    of 
<<  2«.  ^d.  per  gallon  in  bond,  but  such  whisky  was  not  ordered  as  '  No.  1  Star  55 
'< '  Scotch,'  and  the  Defendants  do  not  know  or  admit  that  '  No.  1  Star  Scotch  * 
<'  whisky  was  supplied  pursuant  to  the  said  order.    The  said  50  hogsheads  of 
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**^  whisky -^ere  pttid  for  by  the  Defendants,  and  30  hogsheads  thereof  have  beexi 

"  deKvered  to  or  as  directed  by  the  Defendants,  the  other  20  hogsheads  thereof 

•*  still  remaining  in  bond.    (6)  The  Defendants  have  not  at  any  time  sold  or 

"  caused  to  be  sold  as  *  Teachers'  Highland  Cream  Whisky '  or  under  any  like 

5  **  description  any  whisky  which  was  not  the  Plaintiffs'  *  Highland  Cream* 

"  whisky  or  whisky  supplied  by  the  Plaintiffs  as  being  their    *  Highland 

**  *  Cream '  whisky,  or  any  whisky  of  a  cheaper  or  inferior  class,  or  any  whisky 

"  not  manufactured  or  supplied  by  the  Plaintiffs.    (7)  And  the  Defendants  den^ 

"  that  the  Plaintiffs  have  made  any  such  discovery  as  alleged  in  paragraph  7  of 

10  ^  the  Statement  of  Claim.    (8)  Before  the  commencement  of  this  action  and  in 

**  order  to  remove  any  possible  cause  of  complaint  the  Defendants  withdrew 

**  and  informed  the  Plaintiffs  that  they  had  withdrawn  from  sale  at  all  their 

^  houses  as  bottled  or  special  whisky  all  bottled  and  special  whisky  supplied 

«  by  the  Plaintiffs,  and  undertook  to  discontinue  such  sale  accordingly.    This 

15  ^  undertaking  has  been  strictly  kept,  and  the  Defendants  are  willing  to  continue 

"  it"    Particulars  were  also  delivered  by  the  Defendants,  pursuant  to  an  Order, 

as  to  the  order  mentioned  in  paragraph  3  of  the  Defence,  September  the  28th  or 

29th  1903  being  given  as  the  date  of  the  same. 

The  action  came  on  for  trial  before  Mr.  Justice  Swinpbn-Eady  on  the  6th  of 

20  December  1905. 

Eve  K.O.  and  R.  Homell  (instructed  by  Simpson^  Oullingford  A  Go.)  appeared 
for  the  Plaintiffs ;  MicJclem  K.C.  and  P.  S.  Stokes  (instructed  by  Pownall  A  Co,) 
appeared  for  the  Defendants. 
Swxnfbn-Eady   J — In    this    action    William    Teacher  A  Sons    are  the 
25  Plaintiffs  and  E»  Levy  A  Go,  are  the  Defendants,  and  the  object  of  the  action 
is  to  obtain  an  Injunction  to  restrain  the  Defendants  from  passing-off  as 
"  Teachers'  Highland  Cream  *'  or  "  Teachers*  Highland  Cream  Whisky "  any 
whisky  not  manufactured  and  supplied  by  the  Plaintiffs  and  for  damages. 
It  appears  that  the  Plaintiffs  are  distillers  and  blenders  of  Scotch  whisky  and 
30  carry  on  an  extensive  business,  and  the  Defendant  Levy  is  connected  with  a  large 
number  of  public-houses  in  London  or  the  immediate  neighbourhood.    Some  . 
of  these  he  manages  for  other  persons.    His  interest  has  not  been  placed  with 
,  regard  to  any  except  the  three  which  are  in  question  in  this  action.    With 
r^ard  to  Ihose  three  he  owns  th«  **  Wheatsheaf ,"  and  he  manages  the  "  Olive 
35  •*  Branch  "  and  the  "  George." 

In  September  1903  a  contract  was  entered  into  for  the  supply  by  the  Plaintiffs 
to  the  Defendants  of  some  whisky  and  the  parties  are  not  agreed — in  fact  they 
are  in  direct  conflict — ^as  to  what  that  contract  was.  Previous  to  the  22nd  of 
September  the  Plaintiffs  had  furnished  to  the  Defendants  Bamples  of  whisky. 
40  They  had  supplied  their  price  lists,  both  of  case  whisky  and  of  bulk  whisky,  and 
had  supplied  samples  and  those  samples  were  marked  so  as  to  identify  them 
and  prices  were  quoted.  On  the  22nd  of  September  there  was  a  conversation 
that  had  reference  to  a  supply  of  "  Highland  Cream"  whisky.  The  list  price  of 
Is.  6d.  was  quoted  by  Mr.  Oreig,  the  Plaintiff's  traveller.  The  Defendants 
45  objected  to  that  price — said  it  was  too  high — ^and  Mr.  Oreig  had  to  see  his 
employers  in  order  to  ascertain  whether  an  abatement  would  be  made  as  to  the 
price.  I  have  not  the  details  of  any  conversation  from  either  the  Plaintiffs  or  the 
Defendants  with  regard  to  filling  the  bottles  in  which  the  "  Highland  Cream  " 
whisky  was  supplied.  But  this  interview  having  taken  place  on  the  22nd  of 
50  September,  on  the  24th  of  September  there  was  a  letter  purporting  to  be  written 
by  the  Plaintiff's  firm  to  the  Defendants.  It  contains  a  passage  :  "  With  regard 
^  to  the  suggestion  that  you  should  use  the  '  Highland  Cream '  bottle  for  whisky 
••  other  than  *  Highland  Cream '  we  very  much  regret  that  we  cannot  see  our 
**  way  to  do  this  and  we  think  that  the  reasons  Mr.  Greig  has  put  before  you 
55  •*  in  this  matter  you  will  appreciate."  I  have  had  no  statement  from  Mr.  Greig 
as  to  what  those  reasons  were  Or  of  any  conversation  with  regard  to  that  and  I 
am  left  >n  doubt  as  to  what  exactly  did  take  place  at  the  interview  of  the  22nd 
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of  September.    But  I  think  this  much  is  clear  that  as  the  result  of  that  interview 
the  letter  of  the  24th  of  September  was  written,  was  posted  by  the  Plaintifb, 
and  was  received  by  the  Defendant.    The  Plaintiffs  proved  the  writing  and  the 
copying  of  it  in  the  ordinary  conrse,  and  the  entry  into  the  postage  book  in  the 
ordinary  course,  from  which  the  inference  would  be  that  the  letter  was  sent  in  5 
due  course.    Mr.  Levy  on  this  denied  that  he  had  received  it  and  said  this : 
"  If  I  had  received  it  I  would  not  have  bought  any  of  the  PlaintiflEs'  whisky." 
Then  he  was  pressed  with  regard  to  that  as  to  what  reason  he  would  have  for 
not  buying  any  of  the  Plaintiffs*  whisky  because  this  suggestion  in  the  letter  is 
filling  up  "  Highland  Cream  "  whisky  bottles  with  something  not  "  Highland  10 
"  Cream."    When  he  was  pressed  as  to  whether  he  would  not  have  bought  it, 
he  read  the  letter  carefully  through  and  then  said  :  **  Oh,  I  did  receive  that 
^'  letter  ;  my  statement  that  if  I  had  received  the  letter  I  would  not  have  bought 
"  the  whisky  had  reference  to  some  other  letter."    He  was  asked  to  read  the 
letter  carefully  again  to  be  quite  sure  that  he  had  received  it,  and  he  read  it  15 
through  and  said  he  had  received  it.    Then  he  was  not  further  pressed  on  the 
matter  in  cross  examination,  and  on  re-examination  he  said  he  did  not  know 
whether  he  had  received  it  or  not.    Now,  I  am  quite  sure  that  a  person  receiving 
such  a  letter  is  not  likely  to  forget  it,  and  the  conclusion  to  which  I  come  is  that 
his  answer  in  cross-examination  was  the  true  one  and  that  he  did  receive  it.  20 
Then  the  parties  met  again  on  Saturday,  the  26th  of  September,  and  there 
is  great  conflict  as  to  the  place  of  the  interview  and  what  took  place.    The 
Plaintiff  put  the  interview  on  Saturday  the  26th  of  September  at  the  '^  Bedford 
**  Hotel,"  Balham.    The  Defendants  put  the  place  at  Mr.  Levy's  house,  South 
Road,  Clapbam  Park.    At  first  the  Defendants  both  by  their  Particulars  and  25 
Interrogatories  put  the  date  as  the  28th  or  29th  of  September.     No  explana- 
tion has  been  given  as  to  why  that  date  was  given.    That  would  make  it  either 
the  Monday  or  the  Tuesday,  and  I  cannot  understand  why,  if  Mr.  Levy  and  Mr. 
Smithy  his  clerk,  had  throughout  remembered  this  interview  late  on  Saturday 
night  at  their  own  house,  they  should  have  insisted  originally  that  the  interview  30 
was  the  Monday  or  the  Tuesday.    It  is  quite  clear  it  was  the  Saturday  the  26th, 
and  the  Defendants  now  accept  the  Plaintifb*  date.    Then  as  to  what  transpired, 
the  Plaintiffs*  representative,  Mr.  Ghreig^  says  that  Mr.  Levy  the  Defendant  alone 
was  present.    Now,  Mr.  Oreig  was  pressed  in  his  cross-examination  as  to  this 
interview  on  the  26th,  and  he  was  pressed  as  to  whether  Smithy  the  clerk,  was  35 
not  present,  and  whether  Levy  did  not  tell  Smith  to  send  Oreig  a  list  of  his 
houses  with  the  quantity  of  whisky  to  be  delivered  to  each  house.    Mr.  Chreig 
denied  that  and  said  that  Smith  was  not  there  on  the  occasion.    Mr.  Levy  on 
cross-examination  with  regard  to  this  interview  after  dealing  with  the  prices  said 
Qreig  did  there  and  then  made  an  entry  in  a  book — it  was  about  a  dozen  to  each  40 
house  and  a  quarter  cask  to  break  down.    Now,  when  Oreig' s  book  is  produced  it 
appears  there  is  an  entry  in  it—- he  says  he  made  it  at  the  time— of  each  house    ^ 
and  the  quantity  of  whisky  to  be  sent  to  each.    Mr.  Levy  said,  "  My  clerk 
'^  was  present  at  the  interview  and  I  said  that  my  clerk  would  write  to  the  firm 
"  and  confirm  the  order."    There  is  a  letter  of  the  29th  of  September — it  does  not  45 
confirm  the  order — ^that  is  to  say,  it  does  not  repeat  it  and  confirm  it.    It  gives 
the  names  of  licensees  and  a  list  of  houses  as  arranged,  and  then  has  reference 
to  delivering  quarter  casks  in  hogsheads,  but  does  not  state  the  quantity  to  be 
sent  to  each  house,  and  when  it  is  carefully  compared  with  the  invoices  it 
appears  that  one  house  is  mentioned  in  the  list  that  does  not  appear  in  the  note  50 
book,  and  does  not  appear  in  the  order  put  forward  by  Oreig.    I  am  referring 
to  the  "  Pear  Tree,"  at  Lower  Marsh.    In  the  list  sent  the  next  day  the  **  Pear 
'^  Tree,"  Lower  Marsh,  appears  as  one  of  the  houses,  but  neither  in  Oreig'a  note 
book  nor  in  the  invoices — nor  does  it  appear  in  fact — ^that  any  of  the  whisky 
was  ordered  or  sent  to  this  house.    The  conclusion  to  which  I  come  on  this  part  of  55 
the  case  is  that  Oreig  was  right  throughout.    And  the  importance  of  it  is  this, 
that,  when  I  come  to  consider  what  the  whisky  ordered  was,  in  Qreig's  note 
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which  was  made  on  the  same  day — ^the  26th — the  whisky  which  Defendants 
are  buying  is  described  as  "  H.  &  0.  A."  and  throughout  his  note  it  is  described 
as  ^'  H.  &  0.  A."  So  that  he  has  a  memorandum,  made  at  the  time,  of  the  whisky 
that  is  ordered.  Now,  according  to  Grreig,  what  took  place  was  this — that  at 
5  the  interview  at  the  "  Balham  Hotel "  the  "  Highland  Cream "  whisky  was 
mentioned,  and  he  told  Mr.  Levy  that  he  ought  to  take  the  ^'H.  &  0.  A.'* 
whisky,  and  they  would  make  it  5^.  6d.  delivered  in  London  and  that  there  was 
no  truth  in  the  suggestion  which  was  put  to  him  in  cross-examination  that  the 
5«.  6d.  offered  by  the  Defendants  was  for  the  "  Highland  Cream  "  whisky.    In 

10  chief  what  he  said  was  that  at  the  meeting  Mr.  Levy  agreed  to  take  '*  H.  &  0.  A.*' 
whisky  at  58.  6d.  for  a  certain  quantity  of  "  Highland  Cream."  "  I  reported  that 
Mr.  McKeen — that  was  the  principal — would  take  75.  a  gallon."  Is,  6d.  was  the 
list  price,  but  for  a  certain  quantity,  that  is  to  say  a  large  quantity,  his  principal 
would  take  Is.  a  gallon.    Letry  would  not  pay  that.    Then  he  suggested  that  he 

15  sliould  have  *'  H.  &  0.  A."  the  list  price  of  which  was  6s.  M.,  and  bs.  6d.  was 
agreed  to.  Now,  with  regard  to  that  Letry  said  "  I  said  '  how  much  for  the  bulk 
**  *  Highland  Cream '  " — according  to  Levy  that  was  mentioned — "  Oreig  said 
"  *  our  list  price  is  7s.  6d. ; '  I  offered  55." — said  Mr.  Levy — "  He  refused  ;  said  he 
"  would  take  5s.  6d.,  and  he  then  booked  the  10  quarter  casks."    Mr.  Smith  in 

20  his  evidence  gave  a  different  account  of  the  interview.  He  did  not  refer  at  all  to 
any  7s.  6d.  being  mentioned,  or  to  any  7s.,  or  even  to  "  Highland  Cream  "  being 
mentioned.  According  to  him  Greig  said  :  **  I  have  seen  my  people  and  got 
"  the  prices.  Bulk  whisky  to  fill  up  I  can  sell  at  6s."  That  differs  altogether 
from  Mr.  Levy  and  Mr.  Qreig.    Levy  said :  "  That  will  not  suit  me.    For 

25  "  special  whiskies  we  pay  i5ls.,  for  bulk  whisky  5s.,  but  I  will  meet  you  ;  I  will 
"  offer  you  5s.  6d.,  and  Oreig  accepted  that."  That  seems  to  be  a  very  unlikely 
conversation  ;  that  is  to  say,  that  wholesale  dealers,  with  whom  their  traveller 
has  communicated  and  whose  list  price  is  7s.  6d,  should  suddenly  come  down 
to  5s.  6d.  from  7s.  M.    I  think  the  truth  here  again  lies  with  the  Plaintiffs' 

30  witnesses.  I  think  Mr.  Oreig^s  is  the  true  version,  and  that  what  happened 
was  this — that  they  had  this  conversation  ;  that  it  took  place  between  Mr.  Qreig 
and  Levy  only,  and  that  somebody  is  mistaken  in  thinking  that  Smith  was 
present ;  and  that  at  the  conversation  as  to  the  *'  Highland  Cream  "  they  did  not 
agree  with  regard  to  the  price,  and  that  Qreig  then  suggested  "  H.  &  0.  A.,"  the 

35  list  price  of  which  was  ^s.  6d.,  and  that  5s.  &d.  was  agreed  to  be  taken  ;  and, 
without  analysing  the  discrepancies  between  their  evidence,  I  accept  Mr.  Greig's 
view  of  what  took  place,  and  I  think  the  transaction  was  for  '^  H.  &  0.  A."  at 
5s.  6rf.  I  think  that  all  the  documents  confirm  this  view.  When  the  invoices 
were  first  sent  in  the  bulk  whisky  was  described  in  the  invoice  as  "  H.  &  0.  A." 

40  whisky.  Afterwards  when  invoices  were  sent  in  for  the  quantity  supplied  to 
the  respective  houses  the  description  was  altered,  and  the  Plaintiffs'  view  is 
that  the  object  was  to  conceal  that  they  were  supplying  *'  H.  &  0.  A."  or  not  to 
let  it  be  thought  that  they  were  supplying  "  H.  &  0.  A."  in  smaller  quantities 
than  a  large  parcel  at  less  than  list  prices.    But  that  explanation,  as  was  pointed 

45  out,  does  not  hold  good  with  regard  to  all  the  invoices  sent  in,  because  similar 
prices  are  given  in  some  of  the  smaller  invoices  although  it  is  not  referred  to 
as  being  part  of  the  larger  parcel,  and  the  Plaintiffs'  explanation  is  that,  if  that  be 
the  fact,  it  was  a  mistake  of  the  clerk  in  sending  them  out  in  that  way.  Their 
object  was  not  to  let  persons  who  might  see  the  invoices  think  that  ^ey  were 

50  selling  any  small  quantities  of  **  H.  &  0.  A."  at  less  than  the  list  prices.  That 
was  the  contract.  No>\',  what  has  taken  place  seems  to  be  this,  that  samples 
were  taken  both  on  the  16th  and  28th  of  March— on  the  16th  from  the  "  Olive 
'•Branch,"  the  "George,"  and  the  "  Wheatsheaf ,"  and  on  the  28th  from  the 
'*  Wheatsheaf  "  and  the  **  Olive  Branch  " — ^and  in  no  single  case  was  the  whisky 

55  supplied  "  Teacliei's'  Highland  Cream."  It  is  alleged  by  Watts  and  Dyer^ 
who  obtained  the  samples,  that  they  asked  for  "  Teachers*  Highland  Cream." 
On  the  other  hand,  the  persons  who  supplied  it  said  that  they  had  never 
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been  asked  for  "  Teacliers'  Highland  Cream,"  and  that  people  came  in 
and  asked  for  a  drop  of  Teachers'  or  Teaeheri  whisky,  but  that  the  words 
"  Highland  Cream  "  were  not  mentioned."  Now,  when  this  n[iatter  is  more 
closely  examined,  it  appears  with  regard  to  the  "Olive  Branch,"  which  I 
look  on  as  the  worst  case  of  all,  that  the  facts  were  these — the  whisky  5 
supplied  was  in  the  sample  bottles  1,  2,  and  6.  The  sample  bottle  No.  2 
was  supplied  on  the  first  occasion  and  1  and  6  on  the  second  occasion. 
No.  1  was  taken  by  Dyer^  No.  6  by  WattSy  and,  as  I  understand.  Dyer* a  sample 
No.  1  still  remains  a  sealed  sample  and  has  not  been  touched  or  tampered  with 
since  it  was  taken.  With  regard  to  Nos.  2  and  6  the  evidence  is  that  that  is  10 
very  inferior  whisky.  According  to  Mr.  Masters^  the  expert  examined  on 
behalf  of  the  Plaintiffs,  he  puts  the  sample  whiskies  2,  3,  and  6,  and  classes 
them  as  the  commonest  whisky,  worth  say  28.  a  gallon.  Mr.  Venner  was 
called  by  the  Defendants.  He  had  not  been  supplied  with  No.  2,  but  as  to 
3  and  6  he  classed  them  as  common  whisky  worth  say  28,  6d. — the  commonest  15 
class  of  whisky.  And  when  the  stock  sheets,  on  which  the  Defendants  relied, 
were  examined  it  appeared  at  this  date  at  the  "  Olive  Branch  "  there  was  no 
whisky  in  bulk  that  was  not  some  other  known  brand  that  could  not  have  been 
Teachers'.  There  were  Walker's^  Buc7ianan%  and  Teachers'  entered  in  the 
stock  sheets  as  Walker's^  Buchanan's,  and  generally  as  Scotch  whisky.  So  20^ 
that,  even  assuming  in  the  Defendants'  favour  what  is  entered  on  the  stock 
sheets  was  Teachers',  it  was  the  very  commonest  whisky.  Now,  that  had  been 
sold  as  Teachers' — as  Teachers'  Special — ^and  I  believe  the  Plaintiffs'  witnesses 
that  it  was  sold  as  "  Teachers'  Highland  Cream."  There  is  an  unfortunate 
incident  which  I  look  upon  with  the  gravest  suspicion  in  this  case  connected  25 
with  the  "Olive  Branch."  At  the  time  the  second  sample  was  taken  Watts  and 
Dyer,  after  having  obtained  their  half -pint  samples  from  the  same  bottle  and  sealed 
the  bottles,  purchased  the  remainder  of  the  whisky  in  the  bottle  from  which  the 
whisky  had  been  sold.  They  paid  W.  for  it.  Then  they  sealed  it  up  in  the  presence 
of  the  hotel  manager  and  hiainded  the  bottle  back  to  him  as  a  sealed  sample  of  30 
which  they  had  already  obtained  part,  and  had  made  a  complaint  to  him 
with  reference  to  the  whisky  which  it  contained.  That  was  on  the  28th  of 
March.  The  manager  took  that  bottle  and  notified  the  complaint  to  Levy^ 
the  Defendant,  and  he  has  not  preserved  the  bottle  nor  any  part  of  the 
sample.  It  is  suggested  that  the  whisky  was  passable,  but  the  remainder —  35 
it  was  not  a  large  quantity  that  remained  in  the  bottle — has  disappeared 
and  the  bottle  itself  has  disappeared.  We  have  it  that  the  Defendants'  own 
witness,  Mr.  Venner,  said  that  a  sample  from  the  same  bottle  No.  6  was  of 
the  commonest  kind  and  worth  say  2s.  6d,  a  gallon.  I  think  it  is  proved  to 
demonstration  that  the  Defendants'  manager  was  selling  at  the  "  Olive  Branch  "  40 
the  commonest  whisky  as  the  Plaintiffs'  •*  Highland  Cream." 

The  second  house  was  the  "  George."  The  sample  from  the  "  George  "  was 
No.  3,  and  that  again  is  classed  by  both  sides  as  the  commonest  class  of  whisky — 
it  is  not  "  Highland  Cream,"  it  is  not  the  "  H.  &  0.  A.,"  it  is  not  equal  to  the 
samples  4  and  5,  but  is  the  lowest  gr«ide.  Again,  Mr.  Venner,  called  by  the  45 
Defendants,  put  that  as  being  worth  2s.  6d.  a  gallon.  We  had  details  of  the 
way  in  which  samples  were  drawn,  but  the  gravity  of  this  case  appears  when 
one  considers  the  evidence  of  Chai^les  Maiston,  who  was  at  the  "  George  "  at 
the  date  in  question.  He  was  there  in  March  1905  and  left  in  June.  He  said 
that  when  he  went  there  Smith,  the  Defendants'  clerk,  told  him  that  he  had  a  50 
quarter  cask  of  Teachers'  Special  and  Johnny  Walker  Special  when  he  took 
possession,  and  that  at  a  later  date  Levy  came  to  see  him  and  told  him  that  he 
had  some  of  "  Teachers'  Highland  Cream"  in  the  hogshead  there— that  is  to  say, 
the  same  hogshead  as  Smith  had  pointed  out  previously  as  Teachers'  Special. 
It  was  from  that  that  the  small  cask  was  filled  and  the  bottles  were  filled  55 
from  the  small  cask,  and  that,  it  is  absolutely  clear,  was  the  commonest  whisky 
and  not  Teachers*  Special,  not  their  "  H.  &  0.  A.,"  not  their  "  Highland  Cream,** 
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but  whisky  of  the  commonest  class,  and  this  is  pointed  out  by  Levi/  personally 
to  his  manager,  who  sold  it  as  ^^  Highland  Cream.'*  I  think  that  brings  it  home 
to  the  Defendants  in  the  clearest  possible  way. 
Then  with  regard  to  the  "  Wheatsheaf,"  perhaps  the  only  observation  which 
i  it  is  necessary  to  make  as  to  that  is  that  samples  4  and  5  which  were  taken  from 
the  *'  Wheatsheaf  "  were  better  quality  than  the  other  samples,  but  they  were 
distinctly  inferior,  and,  according  to  the  Plaintiffs'  view,  very  inferior  to 
"  Highland  Cream  "  and  "  H.  &  0.  A."  The  Defendants'  witness  Mr.  Venner 
quite  accepted  the  view  that  4  and  5  were  inferior  to  the  "  H.  &  0.  A.,"  and  he 

10  was  pressed  and  ultimately  acceded  to  the  view  that  No.  4  could  not  be  honestly 
sold  as  either  "  Highland  Cream  "  or  "  H.  &  0.  A."  Obviously,  if  it  was  diflEerent 
it  could  not  be  sold  as  the  same,  and  in  fact  it  was  inferior.  It  is  curious  as 
showing  the  accuracy  of  opinion  formed  by  Mr.  Masters^  not  knowing  whence 
the  samples  were  drawn,  that  he  put  4  and  5  as  substantially  the  same,  and 

15  they  were  both  samples  taken  from  the  "  Wheatsheaf,"  although  he  knew  it  not, 
and  were  probably  the  same  whisky,  but  neither  of  them  was  ^^  Teachers^ 
"  Highland  Cream  "  nor  «  H.  &  0.  A." 

•    The  result  is  that  I  come  clearly  to  the  conclusion  that  in  every  case  the 
Plaintiffs  have  established  that  inferior  whisky  has  been  passed  off  by  the 

2<)  Defendants  as  "Highland  Cream."  Even  if  the  Defendants'  view  of  the 
contract  were  true  that  they  bought  5s.  6d.  whisky  that  they  were  entitled  to 
put  into  "  Highland  Cream  "  bottles — ^which  the  Plaintiffs  deny  and  I  do  not 
accept— even  if  that  were  true,  that  is  not  what  the  Defendants  have  been 
doing, because  they  have  been  filling  "Highland    Cream"  bottles    with  the 

25  cheapest  and  commonest  whisky.    Then  when  this  was  detected  a  complaint 
was  made  and  there  was  an  interview  on  the  29th  of  March.    Mr.  McKeen 
has  preserved  a  note  of  the  interview,  which  he  made  the  next  day,  and  I 
accept  his  view  in  preference  to   the  view  which  Mr.   Levy  has   given  as. 
to  what  took  place  at  that  interview.    Mr.  Smithy  the  Defendants'  manager, 

30  said  that  after  this  interview  on  the  29th  of  March,  and  after  they  had 
taken  some  legal  advice,  they  determined  to  pour  away  and  mix  with 
the  vat  or  common  whisky  all  the  superior  whisky — all  the  bottled  whisky 
of  Teachers^  they  had — so  that  no  more  should  be  sold  as  Teachers'  whisky 
in  their  houses,  and  he  said,  "  For  a  week  I  was  engaged  in  destroying  all 

35  "  means  of  ascertaining  the  truth  by  pouring  all  the  whisky  into  the  common 
"  vat"  Again  that  turns  out  to  be  untrue,  because  most  unfortunately  it  appears 
from  the  stock  sheets,  which  were  put  in,  that  the  way  in  v?hich  this  whisky 
was  treated  in  the  stock  sheets  was  that  the  bottled  was  carried  to  bulk,  but  it 
was  not  emptied  into  the  common  vat,  but  emptied  into  and  formed  part  of 

40  Walker's  whisky,  and  thenceforward  is  carried  forward  as  bulk  whisky,  though 
not  as  common  vat  whisky  but  as  part  of  Walker^s  whisky.  It  must  be 
remembered  that  those  stock  sheets  according  to  the  Defendants'  evidence 
were  sent  in  every  week,  so  that  this  is  done  with  the  knowledge  of  the 
principals.     Then  there  is  this  further ;    Mr.  Levy  said  that  if  he  found 

45  anything  wrong— »this  is  what  he  told  Mr.  McKeen  at  the  interview — when  a 
complaint  was  made  the  managers  should  be  dismissed.  According  to  Mr. 
McKeen  he  said  that  the  managers  should  be  dismissed  at  once  in  all  these 
houses.  Mr.  Levy  says,  "  I  did  not  find  anything  wrong  and  the  managers  were 
"  not  discharged."    Take  the  "  Olive  Branch  "  alone,  the  stock  sheet  showed  him 

50  what  was  going  on  wrong.  The  stock  sheet  showed  him  that  he  had  no  special 
bulk  whisky  of  Teachers'  at  all,  and  that  this  process  of  filling  up  *'•  Highland 
Cream "  bottles  with  special  whisky  could  not  apply  to  the  "Olive  Branch." 
There  was  no  Teachei^s'  Special  whisky  on  the  premises  at  all,  and  yet 
notwithstanding   that  —  notwithstandmg    the    complaints     made    and     the 

55  bottles  left  for  analysis — he  destroys  the  sample  and  then  says,  "On 
**  looking  into  it  I  found  nothing  wrong,"  and  he  did  not  dischai^e  a  single 
manager. 


J 
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In  my  judgment  the  case  is  conclasiyely  proved  against  the  Defendants.  One 
point  was  urged  in  their  favour.  It  was  said  that  really  if  there  was  a  fraad 
it  must  have  been  the  individnal  managers  of  the  houses  who  profited  by  the 
fraud,  because  in  the  ordinary  way  they  would  only  account  for  stock  sold 
according  to  the  stock  sheets,  and  therefore,  if  inferior  whisky  had  been  obtained  5 
and  sold  as  superior,  they  must  have  made  a  fraudulent  profit  for  themselves  ; 
and  it  was  said  that  if  it  was  a  fraud  committed  by  a  servant  for  his  own 
benefit  the  master  was  not  liable.  I  think  the  short  answer  is  that  no  attempt 
has  been  made  to  show  the  way  in  which  the  various  managers  of  the 
houses  accounted.  The  Takings'  Book  has  not  been  produced  in  any  case.  10 
The  accounts,  showing  what  they  have  accounted  for  from  week  to  week,  have 
never  been  produced,  and  I  have  not  heard  one  syllable  as  to  the  way  in  which 
the  various  managers  accounted  to  the  Defendants  for  their  takings.  Stock 
sheets  have  been  put  in  from  time  to  time  showing  the  cost  price  and  the 
selling  price  of  goods  sold  and  what  upon  the  ganger's  view  they  ought  to  have  15 
accounted  for,  but  the  way  in  which  the  accounts  were  actually  dealt  with  I 
have  not  heard,  and  it  is  quite  consistent  with  this  that  every  farthing  of  profit 
has  gone  into  the  Defendants'  pockets  or  those  for  whom  they  are  managers. 
Moreover  it  was  also  shown  that  Mr.  Levy  personally  has  been  cognisant  of  this 
fraud,  because  I  look  upon  the  case  with  regard  to  the  '^  George,"  and  Maiston^s  20 
evidence,  as  one  of  the  gravest  character. 

Under  these  circumstances  the  Plaintiffs  are  entitled  to  an  injunction  as  a 
matter  of  course — the  only  question  is  what  injunction  ?  I  do  not  consider 
that  I  can  judicially  arrive  at  the  conclusion  that  the  Defendants  have  sold 
other  whisky  than  the  Plaintiffs'  as  and  for  the  Plaintiffs'.  They  bought  a  25 
large  quantity  of  the  Plaintiffs'  commonest  whisky,  and  it  was  urged  that,  at  all 
events  as  regards  the  "  Wheatsheaf ,"  it  was  shown,  that  they  have  sold  whisky 
not  the  Plaintiffs'  for  the  Plaintiffs',  because  the  whisky  sold  at  the  "  Wheatsheaf  " 
was  not  "Highland  Cream,"  it  was  not  "H.  <&  O.  A.,"  yet  it  was  better  than 
"  No.  1  Star  Scotch."  But  that  has  not  been  followed  up,  and  it  may  be  possible  30 
that  it  was  *'  H.  &  0.  A."  altered,  diluted,  or  dealt  with  in  some  way,  and, 
although  I  have  a  strong  suspicion,  I  cannot  judicially  come  to  the  conclusion 
that  it  has  been  proved  to  my  satisfaction  that  they  have  sold  as  Teachers* 
whisky  whisky  that  did  not  emanate  from  Teac?iei*8\  although  they  obviously 
have  sold  as  Teachers'  better  class  whisky  the  very  commonest  whisky.  35 

Under  these  circumstances  I  think  the  form  of  the  injunction  will  be  limited 
to  restrain  the  Defendants  from  selling  or  exposing  for  ^e  or  from  representing 
or  passing  off  as  "  Teachers*  Highland  Cream  "  or  "  Teachers'*  Highland  Cream 
**  Whisky  "  any  whisky  not  being  "  Teachers'  Highland  Cream  "  manufactured 
or  supplied  by  the  Plaintiffs.  40 

Then  I  think  that  the  Plaintiffs,  as  they  ask  for  it,  are  entitled  to  an  inquiry 
as  to  damages.    They  must  have  suffered  damage.    The  fact  of  this  matter 
having  gone  on  for  some  time  and  the  number  of  samples  taken  show  that 
it  was  done  in  a  wholesale  manner  and  the  Plaintiffs  must  have  suffered  - 
some  damage  and  I  think  they  are  entitled  to  an  inquiry.    It  follows  that  45 
the  Defendants  must  pay  the  costs  of  the  action. 
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In  the  High  Court  op  Justice.— Ciiakobry  Divtbion. 

Be/ore  MR.  Justice  Warrington. 

February-  8th,  1906. 

Haskell  Golf  Ball  Company  v.  Hutchison. 


5  PcUmt. — Action  for  infringement, — Issues  of  validity  and  infringement. — 
Judgment  for  Defendant  on  the  ground  of  prior  user. — Order  for  taxation  of 
Defendants^  costs. — Defendants*  objections  to  taxation  disallowed. — Applicatum 
to  review. — Rig?U  of  Defendants  to  general  costs  of  the  action  except  those  of 
uncertified   Particulars    of  Objections. — Order    referring    back    taxation. — 

10  Order  LXV.y  Rule  2;  Order  XXXIL,  Rule  4. 

In  an  action  for  infringement  of  Letters  Patent^  the  Defendants  denied 
infringement  and  alleged  that  the  Patent  was  invalid  on  various  grounds^ 
including  prior  user^  set  out  in  the  Particulars  of  Objections.  The  action  was 
dismissed^  it  being  held  that  the  Patent  was  anticipated  by  two  particular  prior 

15  tM9r9,  but  it  was  found  that^  if  the  Patent  hc^d  been  validy  what  the  Defendants 
had  done  would  have  been  an  infringement.  The  Judgment  as  entered  ordered 
the  Defendants'  costs  to  be  tcucedj  and  to  be  paid  by  the  Plaintiffs ;  a  Certificate 
was  given  tinder  Section  29  of  the  Patents  Ac.  Acty  1883^  only  as  to  the  two  prior 
users  and  twt  as  to  any  other  of  the  Particulars  of  Objections.    The  Defendants 

iO  obfeeted  to  the  taxation^  alleging^  firsts  that  the  Taxing  Master  had  cMowed  the 
Defendants  only  such  costs  as  would  have  been  incurred  if  the  only  issues  had 
been  those  issues  of  prior  publication  as  to  which  a  Certificate  Ihod  been  given ; 
and,  secondly y  thai  the  Taxing  Master  had  not  allowed  the  costs  of  proving 
certain  facets  as  to,  which  they  had  given  a  Notice  to  the  Plaintiff^  requiring 

25  ihem  to  admit  the  same.  The  Defendants^  on  their  Objections  to  the  taxation 
being  disailowedy  made  an  application  to  review  the  taxation. 

Held,  that  the  Taxing  Master  had  tcuced  as  if  the  only  issues  were  anticipc^ 
tion  by  the  two  prior  were  and  had  disallowed  the  costs  of  the  issue  of  infringe- 
mentj  although  the  Judgment  contained  no  direction  to  that  efect^  and  had  not 
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taxed  on  the  right  principle ;  that^  as  to  the  coats  of  proving  the  facte  alleged  in 
the  Notice  to  admits  the  correctness  of  the  taxation  depended  on  whether  or  not 
Notice  to  admit  was  material  only  with  regard  to  the  Particulars  of  Objections 
not  certified.  The  taxation  ukis  referred  hack  with  directions  to  allow  the  costs 
of  the  action^  except  tliose  incurred  in  respect  of  the  Particulars  of  Objections  in  5 
respect  of  which  no  Certificate  was  given. 

This  was  an  action  for  infringement  of  Letters  Patent  (No.  17,554*  of  1898) 
relating  to  the  inannfactnre  of  golf  balls. 

The  Defendants  in  their  Defence  and  Particulars  of  Objections  denied 
infringement  and  alleged  the  inyalidity  of  the  Patent  on  several  grounds,  and  10 
in  particular  alleged  that  it  was  anticipated  by  prior  user.  On  the  28th  of  June 
1905,  after  a  trial  lasting  ten  days,  Buckley  J.  delivered  judgment,  holding  that 
if  the  Patent  had  been  valid  the  Defendants  would  have  infringed ;  that  the 
Specification  was  not  insufficient ;  that  the  commercial  success  of  the  golf  balls 
made  under  the  Patent  went  far  to  show  subject-matter,  utility,  and  novelty,  15 
but  that  prior  user  by  F.  and  S.  had  been  established.  The  trial  of  the 
action  is  reported  in  22  R.P.C.  478,  where  the  pleadings  will  be  found  fully 
set  out. 

The  Order  as  drawn  up,  after  dismissing  the  action  and  after  an  undertaking 
as  to  costs,  ordered  that  the  Defendants'  costs  of  the  action  on  the  higher  scale  20 
be  taxed  by  the  Taxing  Master  allowing  the  Defendants  three  Counsel,  and 
that  such  costs  when  taxed  should  be  paid  out  of  certain  funds  in  Court,  or,  if 
the  said  funds  should  be  insufficient  for  that  purpose,  that  the  balance  of  such 
costs  (the  amount  to  be  certified)  be  paid  by  the  Plaintiffs  to  the  Defendants  ; 
and  the  Order  concluded  with  a  Certificate,  pursuant  to  the  29th  Section  of  the  25 
Patents,  Designs,  and  Trade  Marks  Act,  1883,  that  the  Particulars  of  Objections 
delivered  by  the  Defendants  No.  iB  (10)  in  the  case  of  George  Femie  and 
No.  iB  (15)  in  the  case  of  Commander  Duncan  Stewart  in  the  Particulars  of 
Objections  mentioned  were  reasonable  and  proper. 

The  Taxing  Master  having  taxed  the  Defendants'  costs  under  this  Order,  the  30 
Defendants  took  the  following  Objections  to  the  taxation: — "(1)  The  Taxing 
*'  Master  has  not  taxed  the  Defendants*  costs  giving  them  as  to  their  Objections 
'*  only  those  which  were  certified  to  have  been  reasonable  and  proper,  viz., 
"  Oeorge  and  William  Fernie  and  Commander  Stewart ;  but  he  has  allowed  the 
"  Defendants  such  costs  only  as  would  have  been  incurred  in  an  action  where  35 
**  the  sole  issue  was  the  question  of  prior  publication  of  the  Plaintiffs*  invention 
"  by  George  and  William  Femie  and  Commander  Stewart.  (2)  The  Taxing 
*'  Master  has  not  allowed  the  Defendants  the  costs  of  proving  certain  focte 
"  which  they  had  given  a  Notice  to  the  Plaintiffs  to  admit." 

The  facts,  the  admission  of  which  had  been  before  trial  required,  were  as  40 
follows  : — "  1.  That  the  Specifications  and  dictionary  mentioned  in  the  Piurticu- 
*'  lars  of  Objections  paragraph  lA  bad  been  published  in  this  country  prior  to 
"  the  15th  of  August  18j}8.  2.  That  gutta-percha  had,  prior  to  the  15th  of 
*'  August  1898,  been  commonly  used  as  a  covering  for  golf  aud  other  balls  and 
'*  was  well  known  to  be  a  suitable  covering  for  such  balls.  3.  That  balls  45 
''  substantially  in  all  respects  the  same  as  that  in  box  marked  A  delivered  with 
'<  and  forming  part  of  this  Notice  had  been  publicly  made  and  sold  in  this 
"  country  prior  to  the  15th  of  August  1898." 

The  answers  of  the  Taxing  Master  were  as  follows  :— "  (1)  I  have  taxed  the 
<*  costs  on  the  footing  that  there  are  more  issues  than  the  one  of  prior  publica-  50 
^'  tion.    I  held  that  the  Defendants  are  entitled  to  the  general  costs  of  the 
**  cause,  but  I  find  the  amount  to  be  a  comparatively  small  one  having  regard 
•*  to  the  fact  that  the  Defendants  have  not  recovered  on  the  two  important 
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*'  defences  set  up  in  the  Statement  of  Defence,  which  are  as  follows  (para- 
'^  graph  3)  :  '  The  Defendants  deny  that  they  have  infringed  the  said  Letters 
''  *  Patent,  and  they  deny  that  they  have  threatened  to  infringe  the  same.' 
•*  (Paragraph  4)  :  *  The  said  Letters  Patent  are  invalid  for  the  reasons  set  out 
5  "  *  in  tie  Particulars  oi  Objections  delivered  herewith.'  I  have  read  the 
^'  Judgment,  and  I  think  it  is  clear  that  the  Judge  considered  that  the  Defen- 
**  dants  did  infringe,  but  there  was  practically  no  contest  at  all  under  this 
**  head.  It  was  urged  before  me  on  behalf  of  the  Defendants  that  the  evidence 
"  of  Professor  Boya  and  others  did  not  deal  with  matters  contained  in  the 

10  **  Particulars  of  Objections,  but  related  to  infringement.  I  do  not  think,  as 
'^  I  have  already  stated,  that  the  Defendants  succeeded  in  this  issue  of 
"infringement.  In  my  opinion  the  evidence  of  Professor  Boys  and  other 
**  witnesses  of  that  class  deal  with  the  matters  mentioned  in  the  third  head  of 
**  the  Particulars  of  Objections  and  in  respect  of  which  no  Certificate  has  been 

15  "given.  (2)  The  Notice  to  the  Plaintiffs  to  admit  facts  consists  of  three 
'^  paragraphs.  The  admission  of  facts  contained  in  paragraph  1  should  not 
"  have  been  asked  for  as  the  Plaintiffs  have  already  admitted  them.  The  facts 
''  mentioned  in  paragraphs  2  and  3  were  no  t  admitted,  but  were  proved  at  the 
"  trial  by  witnesses  whose  names  were  in  the  Particulars  of  Objections  with 

20  "  the  exception  of  the  witness  Mr.  David  Grow.  I  have  disallowed  this 
"  Objection  in  respect  of  the  witnesses  mentioned  in  the  Particulars  of 
"  Objections,  no  Certificate  having  been  given  for  them." 

The  Defendants  thereupon  took  out  a  Summons  asking  that  their  Objections 
to  the  taxation  might  be  allowed  and  that  it  might  be  referred  back  to  the 

25  Taxing  Master  to  vary  the  Certificate  accordingly. 

It  was  stated  that  the  Defendants'  Bill  of  Costs  amounted  to  4283Z.  lis.  Id.^ 
and  that  the  costs  were  taxed  at  796Z.  13s.  IQd. 

Boiisfield  K.C.  and  J.  0.  QraJiam  (instructed  by  Burton^  TeateSy  and  Hart) 
appeared  for  the  Applicants ;  Norton  K.C.  and  A.  J.  Walter  (instructed  by 

30  Wilson^  BristowSy  and  Garpmael)  appeared  for  the  Respondents. 

Bousfleld  K.C.  and  Graham  for  the  Applicants. — The  Defendants  are  entitled 
to  the  general  costs  of  the  action,  but  the  Taxing  Master  has  taxed  the  costs  as 
if  the  only  issues  had  been  those  raised  by  those  Particulars  of  Objections  as  to 
which  a  Certificate  was  given.    He  has  therefore  disallowed  the  greater  part  of 

35  the  brief  and  the  costs  relating  to  certain  days.  He  has  given  no  general  costs, 
but  has  taxed  on  the  principle  stated.  The  Taxing  Master  has  looked  at  the 
Judgment  and  has  seen  that  it  was  found  that,  if  the  Patent  had  been  valid,  it 
would  have  been  infringed.  Except  as  to  one  item  the  questions  now  raised 
are  matters  of  principle,  not  of  detail.    Has  the  Taxing  Master  power  to  read 

40  into  the  Order  that  the  Defendants  ought  to  be  deprived  of  the  costs  of 
the  issues  on  which  they  have  failed  ?  Ought  the  general  costs  with  reference 
to  the  evidence  as  to  the  general  state  of  knowledge,  and  other  matters  bearing  on 
the  construction  of  the  Specification,  to  be  allowed  ?  The  Taxing  Master  ought  not 
to  disallow  the  Defendants  the  costs  of  those  issues  on  which  the  Plaintiffs  suc- 

45  ceeded  ;  there  is  a  well-known  form  of  Order  which  provides  for  that,  but  it  was 
not  made  in  this  case.  The  defendant  in  a  patent  action  must  contest  the  case  on 
the  construction  of  the  Specification  and  generally.  The  usual  thing  is  to  give 
a  successful  party  the  general  costs  of  the  action,  even  although  he  may  have 
failed  on  a  minor  issue  (Jenkins  v.  Jackson  L.R.  (1891)  1  Ch^  89,  at  page  97). 

50  The  Taxing  Master  has  practically  decided  that  the  Defendants  ought  only  to 
have  raised  the  two  issues  on  which  they  succeeded.  It  is  necessary,  however, 
in  such  an  action  to  go  into  the  construction  of  the  Specification  and  the  state 
of  knowledge.  Expert  evidence  was  necessary  also  as  to  the  terms  of  art  and 
the  requirements  of  a  golf  ball ;  but  the  only  witnesses  whose  costs  were  allowed 

55  were  Uiose  called  as  to  the  two  particular  anticipations.  The  Taxing  Master 
ought  to  have  taxed  all  the  Defendants'  costs  as  \^  ^^  ordinary  action,  except 

L  2 
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the  costs  of  the  Particulars  of  Objections  not  certified.  As  to  the  point  on  the 
Notice  to  admit,  the  Defendants  had  to  prove  the  matters  to  which,  paragraphs 
2  and  3  of  such  Notice  related,  and  the  facts  were  found  to  be  proved.  Under 
Order  XXXII.,  Rule  4,  the  Defendants  are  entitled  to  the  costs  of  proving 
those  facts.  TWarrington  J.— Supposing  that  the  costs  relate  to  a  matter  5 
which  under  Section  29  (6)  of  the  Patents  &c.  Act,  186^,  the  Defendants  cannot 
get  ?]  It  is  usual  to  put  in  the  Particulars  of  Objections  matters  which  do  not 
amonnt  to  anticipations,  but  relate  to  the  state  of  knowledge.  A  defendant  need 
not  give  particulars  of  matters  of  general  knowledge  (HoUiday  v.  HeppenstaU 
6  R.P.C.  320 ;  L.R.  41  Ch.  D.  109).  It  is,  however,  a  convenient  practice  to  10 
refer  to  such  matters  in  the  Particulars  of  Objections,  and  the  Defendants  are 
not  to  be  deprived  of  the  costs  of  proving  such  facts  by  reason  of  their  being 
also  referred  to  in  the  Particulars  of  Objections.  The  points,  as  to  which  the 
admissions  were  asked,  were  not  in  themselves  objections  to  validity ;  they  were 
only  part  of  the  facts  on  which  an  objection  was  based.  It  is  immaterial  that  15 
such  a  &ct  is  proved  by  a  witness  who  is  also  mentioned  in  the  Particulars  of 
Objections. 

Norton  K.C.  and  A.  J.  Walter  for  the  Respondents.— There  were  four  issues 
raised  by  the  Defence,  and  of  these  only  one  was  found  in  the  Defendants* 
favour — that  of  novelty.    If  there  is  no  real  issue  of  infringement,  a  defendant  20 
ought  to  plead  that  the  Patent  is  invalid,  and  admit  that  he  would  have  infringed 
ii  if  valid  (Phillips  v.  Ivel  Gyde  Company  Ld.  7  R.P.C.  77).    [Warrington  •/• 
— In  that  case  the  Judge  made  a  special  Order.    In  the  present  case  that  has  not 
been  done.]   It  was  unnecessary  to  do  so.  Unless  the  Judge  makes  a  special  Order 
the  costs  of  the  issues  respectively  follow  the  event  (Order  LXV.  Rule  2,  and  25 
Jones  V.  Curling  L.R.  13  Q.B.D.  262).    There  were  two  issues  raised — ^validity 
and  infringement.   As  to  Jenkins  v.  Jackson^  the  passage  relied  on  only  comes  to 
this — that,  where  there  are  separate  issues  and  no  direction  as  to  apportionment, 
the  successful  party  is  to  have  the  general  costs.    The  Taxing  Master  has  allowed 
the  Defendants  the  general  costs.  The  costs  not  allowed  are  those  of  the  Particulars  30 
of  Objections  which  were  not  certified.    General  public  knowledge  was  relied 
on  under  want  of  subject-matter  and  was  raised  in  the  Particulars  of  Objections. 
The  experts  were  called  as  to  matters  so  raised.    The  Taxing  Master  was  entitled 
to  tax  as  he  has  done—he  has  given  the  Defendants  the  general  costs  ;  the  issue 
of  infringement  involved  great  expense,  and  the  Defendants  failed  on  it.    As  35 
to  the  second  point,  Order  XXXII.  Rule  4  cannot  overrule  the  express  provision 
of  Section  29  of  the  Patents  &o.  Act,  1883. 

Bousfield  K.C.  in  reply. — The  Taxing  Master  ought  not  to  have  taxed  as  if 
the  special  direction  in  Phillips  v.  Ivel  Cycle  Company  had  been  given.  As  to 
the  second  point,  the  facts  are  independent  facts  of  prior  publication.  The  40 
allegation  in  the  Particulars  of  Objections  was  that  the  combination  had  been 
made  before.  The  second  admission  asked  for  only  refers  to  one  element.  The 
Defendants  failed  on  novelty  except  as  to  the  two  Particulars  certified ;  but 
the  facts  as  to  which  admissions  were  asked  referred  to  matters  of  public 
knowledge,  and  had  a  bearing  on  the  construction  to  be  put  on  the  Claims.  45 

Warrington  J.— This  is  an  application  for  a  review  of  a  taxation  in  a  patent 
action.  What  the  Master  has  done  is  this — he  has,  under  circumstances  which 
I  shall  mention  directly,  treated  the  matter  as  if  the  only  issues  were  whether 
the  Patent  had  been  anticipated  by  the  two  particular  items  of  anticipation, 
in  respect  of  which  a  Certificate  was  given  under  Section  29  of  the  I^tent«  50 
Act,  1883.  Now  is  that  tiie  right  principle  ?  In  my  opinion  it  is  not  First,  with 
regard  to  what  was  done  in  the  action  itself.  The  action  was  an  ordinary  action 
for  infringement  of  Patent.  The  Defendants  put  in  a  Defence  by  which  they 
put  the  PlaintiflEs  to  prove  that  they  were  the  registered  owners  of  the  Patent. 
They  denied  that  the  original  Claims  in  the  Specification  were  framed  in  good  55 
faith,  and  with  reasonable  skill  and  knowledge.    They  denied  that  they  had 
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infringed,  and  they  said  that  the  Patent  was  invalid.  The  Particulars  of 
Objections  objected  that  the  Patent  was  invalid,  first,  by  reason  of  prior 
publication — by  means  of  docaments,  by  the  user  of  particular  articles,  and  by  the 
exhibition  of  particular  articles ;  secondly,  that  it  was  invalid  because  the  Specifi- 
5  cation  did  not  sufficiently  describe  and  ascertain  the  nature  of  the  invention  ;  and, 
thirdly,  they  alleged  that  thlB  Letters  Patent  "  are  invalid  for  want  of  sufficient 
**  subject-matter "  ;  and  for  that  the  Defendants  relied  upon  two  branches  of 
public  knowledge.  It  is  unnecessary  to  go  thoroughly  into  detail,  but  it  is  said 
that  it  was  well  known  that  balls  for  certain  purposes  might  be  wound  with  a 

10  core  of  india-rubber  prepared  in  a  particular  way,  covered  with  leather.  The 
Defendants  also  said  that  it  was  well  known  that  a  cover  of  gutta-percha  would 
diminish  the  springiness  or  elasticity  of  the  ball  in  certain  respects. 

The  action  came  on  for  trial  before  Mr.  Justice  Buckley ^  who  by  the  iormal 
Judgment  dismissed  the  action,  and  ordered  that  the  Plaintiffs  should  pay  the 

15  Defendants*  costs.     [  need  not  go  into  the  details — he  gave  costs  on  the  higher 

scale,  but  with  that  I  have  nothing  to  do  ;  he  ordered  the  Plaintiffs  to  pay  the 

Defendants'  costs,  and  he  gave  a  Certificate  in  reference  to  the  Particulars  of 

Objections  as  to  the  items  No.  iB,  10  and  15. 

Under  these  circumstances,  what  is  the  duty  of  the  Taxing  Master  ?  Section  29, 

20  Subsection  6,  of  the  Patents  Act  of  1883  provides  that  •*  On  taxation  of  costs 
"  regard  shall  be  had  to  the  Particulars  delivered  by  the  plaintiff  and  by  the 
**  defendant ;  and  they  respectively  shall  not  be  allowed  any  costs  in  respect  of 
**  any  Particular  delivered  by  them  unless  the  same  is  certified  by  the  Court,  or 
**  a  Judge,  to  have  been  proved,  or  to  have  been  reasonable  and  proper,  without 

25  ^  regard  to  the  general  costs  of  the  case."  What  these  last  words  mean  I  do 
not  know,  and  no  meaning  has  been  suggested.  I  do  not  think  it  matters  what 
is  the  result  of  that  enactment  where,  as  in  this  case,  the  Judge  gives  the 
Defendant  his  costs  of  the  action.  Of  course  the  only  Particulars  that  are 
material  then  are  the  Particulars  of  Objections.    It  seems  to  me  that  the 

30  Taxing  Master's  duty  is  to  tax  the  costs  just  as  he  would  tax  the  costs  of  any 
other  action,  except  that  he  must  not  allow  costs  in  respect  of  (these  are  the 
words  that  are  used)  those  Particulars  as  to  which  no  Certificate  is  given  ;  and 
it  seems  to  me  his  duty  in  respect  to  the  disallowance  of  costs  is  limited  to 
that. 

35  What  the  Taxing  Master  has  done  here  is  this — he  has  taken  not  merely  the 
formal  Judgment  which  directs  him  to  tax  the  costs,  but  he  has  taken  the 
reasons  of  the  learned  Judge;  and  although  the  learned  Judge  who  tried 
the  case  gave  no  directions  to  him  to  disallow  the  Defendants  the  costs  of 
the  question  whether,  assuming  the  Patent  to  be  valid,  they  had  infringed  it 

40  or  not,  he  has  disallowed  them  the  costs  of  that  part  of  their  case,  and  that 
seems  to  me  to  be  wrong. 

It  is  said  that  it  is  justified  by  Order  LXV.,  Rule  2.  Order  LXV.,  Rule  2,  is 
a  compound  Rule.  Part  of  it  dates  from  1883,  and  appears,  as  I  gather  from  a 
Note  in  the  Annual  Practice,  merely  to  declare  what  had  been  the  previous 

45  practice  provided  for  in  Chancery  by  the  general  Rules  of  Hilary  Term  1853. 
It  is  in  these  terms  :  '^  When  issues  in  fact  and  law  are  raised  upon  a  claim  or 
•*  counterclaim  the  costs  of  the  several  issues  respectivelj',  both  in  law  and  fact, 
"  shall,  unless  otherwise  ordered,  follow  the  event."  That  is  the  first  part  of 
this  compound  Rule.    Then  the  second  part  of  the  compound  Rule,  which 

50  was  introduced  in   1902,  provides  for  the  mode  in  which  special  Orders  as 
to  disallowing  or  allowing  costs  shall  be  worked  out,  but  it  is  on  the  first  part 
of  the  Rule  that  the  question  turns. 
It  Seems  to  me  that  the  Order  LXV.,  Rule  2,  has  nothing  to  do  with  a  case 

. .    like  this.    It  is  confined  to  issues  in  fact  and  in  law  raised  upon  a  claim  or 

55  counterclaim,  and  in  that  case  the  costs  are  to  follow  the  event.  It  seems  to 
me  that,  having  regard  to  those  last  words,  that  the  costs  are  to  follow  the 
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event,  it  means  this — where  the  plaintiff  by  his  claim  raises  distinct  causes  of 
action,  in  respect  of  which  the  event  may  be  on  one  side  or  the  other — or  the 
separate  causes  may  be  one  way  on  one  cause  and  another  way  on  another 
cause — then  the  costs  are  to  follow  the  event.  That  is  illustrated  by  the  case 
to  which  Mr.  No7ton  called  my  attention  of  Re  Curling.  That  was  an  action  5 
for  the  recovery  of  land.  The  land  consisted  of  several  separate  closes.  In 
the  recovery  of  land  with  regard  to  separate  closes  like  that  there  is  a  separate 
cause  of  action  as  to  each  close.  The  defendant  there  defended  as  to  each  close, 
and  it  was  found  the  plaintiff  was  right  as  to  some  of  those  closes  and  wrong 
as  to  others,  and  the  Court  of  Appeal  determined  that  the  case  came  within  10 
Order  LXV.  Rule  2.  Well,  it  did,  and  there  can  be  really  no  difficulty 
about  a  case  like  that.  But  what  is  suggested  here  is  that  where  a  defen- 
dant in  an  action  for  infringement  of  a  Patent  defends  it  on  two  grounds — 
namely,  first,  that  the  Patent  is  invalid,  and,  secondly,  that  he  has  not 
infringed — in  that  case  separate  issues  are  raised  upon  the  claim.  That  15 
seems  to  me  to  be  wrong.  The  claim  raises  one  issue,  and  one  issue 
only — that  is  to  say,  whether  the  defendant  has  infringed  the  plaintiff^s 
legal  right.  The  cause  of  action  is  infringement  of  his  legal  right.  That 
seems  to  me  to  be  the  only  issue  that  is  raised  upon  the  claim.  I  think, 
therefore,  that  the  Taxing  Master  was  wrong  in  taking  the  course  which  20 
he  did  in  looking,  not  only  at  the  formal  Judgment,  but  at  the  reasons  given 
by  the  learned  Judge,  and  finding?  upon  those  reasons  that  the  learned  Judge 
had  held  that  the  Defendants  had  failed  on  the  issue  of  non-infringement,  and 
then  depriving  them  of  the  costs  of  that  issue.  It  seems  to  me  in  that  respect 
the  Taxing  Master  went  beyond  his  duty,  and  the  matter  must  be  referred  back  25 
to  him. 

Then  it  is  said  that  the  Taxing  Master  has  disallowed  the  costs  of  the  whole 
of  the  professional  witnesses,  and  that  some  part,  at  all  events,  of  the  evidence 
which  they  were  proposing  to  give  might  have  been  necessary  and  proper  to 
have  been  adduced  in  an  action  such  as  this  for  the  infringement  of  a  Patent,  30 
without  regard  to  the  Particulars  of  Objections  at  all.  There  I  think  also  the 
Defendants  are  right  in  the  general  terms  in  which  they  put  their  Objection. 
I  say  that  advisedly,  because  I  think  it  is  plain  the  matter  must  go  back  to  the 
Taxing  Master.  I  think  the  Taxing  Master  ought  to  look  into  it,  and  see 
whether  the  evidence  given  by  the  professional  witnesses,  whose  evidence  he  35 
has  so  far  disallowed  altogether,  really  does  refer  only  to  the  uncertified 
Particulars  of  Objections.  If  the  evidence  refers  only  to  the  uncertified 
Particulars  of  Objections  then  I  think  he  is  right  in  disallowing  it.  If  not  I 
think  he  was  wrong  in  disallowing  it — at  any  rate  in  disallowing  so  much  of  it 
as  did  not  relate  only  to  those  Particulars  of  Objections.  40 

That  is  the  main  objection  in  principle.  The  other  is  an  objection  to  the 
disallowance  of  certain  items  arising  in  this  way — the  Defendants  gave  Notice 
to  admit  certain  facts,  but  the  Plaintiffs  did  not  admit  those  facts,  and  the 
Defendants  are  said  to  have  called  certain  witnesses  to  prove  them.  The  two 
facts  with  regard  to  which  admission  was  required  are  these — first,  that  gutta-  45 
percha  had  before  the  15th  of  August  1898,  which  i^  the  date  of  the  Patent, 
been  commonly  used  as  a  covering  for  golf  and  other  balls,  and  was  well 
known  to  be  a  suitable  cover  for  such  balls  ;  that  balls  substantially,  in  all 
respects,  the  same  as  certain  balls  which  are  mentioned  in  the  Notice  had 
been  publicly  made  and  sold  in  this  country  prior  to  the  15th  of  August  1898.  50 
Those  balls,  I  am  told,  are  not  balls  with  a  gutta-percha  covering  like  a  golf 
ball,  but  simply  with  a  core  of  twisted  india-rubber.  The  Master  has  disallowed 
the  costs  of  proving  the  facts  which  the  Plaintiffs  were  required  to  admit.  He 
says  they  were  proved  at  the  trial  by  witnesses  whose  names  were  in  the 
Particulars  of  Objections,  with  the  exception  of  certain  witnesses ;  "  I  have  55 
^*  disallowed  this  Objection   in  respect    of  the   witnesses  mentioned  in  the 
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"  Particulars  of  Objections^  no  Certificate  having  been  given  for  them."  I  do 
not  qnite  nnderstand  what  the  Master  means.  If  he  means  that  the  witnesses 
proving  the  facts  as  to  which  Notice  to  admit  was  given  were  witnesses  who 
were  called  only  with  regard  to  the  uncertified  Objections,  then  I  think  he 
5  would  be  right ;  but  if  the  Notice  to  admit  were  material  for  any  part  of  the 
case  other  than  the  uncertified  Objections,  then  I  think  the  Defendants  were 
entitled  to  prove  those  f  icts,  and  if  they  called  witnesses  to  prove  them  under 
those  circumstances  they  would  be  entitled  to  the  costs  of  those  witnesses,  the 
Plaintiffs  not  having  admitted  the  facts  in  pursuance  of  the  Notice. 
10  With  those  remarks  I  must  remit  the  matter  to  the  Taxing  Master  to  reconsider 
his  decision.  I  have  got  no  items.  I  cannot  say  he  was  wrong  in  disallowing 
any  particular  items.  I  think  I  must  simply  remit  the  matter  to  the  Taxing 
Msister  to  reconsider  it. 

Norton  K.C. — I  suggest  the  words  should  be — "  Refer  it  back  to  the  Master 
15  ''to  allow  the  costs  of  the  action  except  those  incurred  in  respect  of  the 
"  Particulars  of  Objection  in  respect  of  which  no  Certificate  has  been  given." 

Wabbington  J.— That  is  right. 

Oraham. — Does  your  Lordship  make    any  Order  as  to  the  costs  of  this 
application  ? 
20     Wabbington  J. — ^I  think  you  are  entitled  to  the  costs  of  this  application. 

Norton  K.C. — I  do  not  know  whether  it  is  necessary  to  ask  for  leave  to 
appeal  ?  Of  course  this  is  a  very  important  question  in  Patent  actions.  If 
necessary  will  your  Lordship  give  me  leave  ? 

Wabbington  J. — Yes ;  if  it  is  necessary  I  will  give  you  leave. 
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In  the  CJourt  op  Appeal. 


Before  The  Master  of  the  Rolls  and  Lords  Jut^riOBS  Rombr  and 

Cozbns-Hardy. 


January  11th,  13th,  26th,  and  29th,  1906. 


Sirdar  Rubber  Company,  Ld.  and  Maclulioh  v.  Wallington,  5 

Weston  &  Co. 


Patent. — Action  for  infringement. — Construction  of  Specification. — "  Approxi- 
"  matelyj*' — No  sufficient  description  of  nature  of  invention  and  manner  of 
perform^mce.— Judgment  for  Defendants. — Appeal  by  Plaintiffs  dismissed. 

In  1900  a  Patent  was  granted  to  M.for  ^^Improvements  relating  to  Bints  10 
"  and  Tyres  for  Vehicle  WheeW    M.  and  a  Company y  for  whom  he  wa^  trustee 
of  the  Patent^  brought  an  action  for  infringement  against  W.  W.  A  Co.    The 
alleged  invention^as  described  in  the  Specification^  consisted  substantially  of  a  new 
rim  with  a  rubber  tyre  made  to  "  approximately  ^^  fit  it ;  but  the  evidence  showed 
tliatj  the  base  of  the  rim  being  fiatj  it  was  necessary  that  the  tyre  should  have  a  15 
convex  base  and  should  be  one^ighth  larger  than  the  corresponding  area  of  the 
rim^  and  that  then  it  would  require  machinery  to  force  it  into  tlie  rim.  The  Defen- 
dants  denied  infringement  and  put  in  issue  the  validity  of  the  Patent^  alleging 
(among  other  things)  that  the  alleged  invention  and  manner  of  performing  the 
same  were  not  sufficiently  described  in  the  Specification.     The  alleged  infringe^  20 
meat  consisted  in  the  Defendants  applying  a  rubber  tyre  to  a  wheel  sent  to  them 
to  repair  by  the  Plaintiffs^  which  wheel  had  the  rim  described  in  the  Specifica- 
tion.   It  was  held  by  Swinfen-Eady  J.  at  the  trial — (2)  that  the  Specification 
did  not  particularly  describe  and  ascertain  the  nature  of  the  invention  and  the 
manner  in  which  it  was  to  be  performed;  {2)  thai  there  was  no  subject-matter  ;  25 
(S)  that  there  was  want  of  novelty  ;  (4)  thaty'even  if  valid^  the  Patent  had  not 
been  infringed^  as  what  the  Defendants  had  done  was  a  fair  repair  and  not  a 
reconstruction ;  {5)  that  M.  was  the  true  and  first  inventor.     The  action  tceis 
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dismissed  with  costSj  except  that  the  Plaintiffs  were  given  the  costs  of  the  issfus 
of  true  and  first  inventor.    The  Plaintiffs  appealed. 

Held  {affirming  the  decision  of  Swinfen-Bady,  J.\  thcU  the  Specification  did 
not  particularly  describe  and  ascertain  the  nature  of  the  invention  and  the 
5  manner  in  which  it  was  to  be  performed^  and  the  appeal  was  dismissed  with 
costs. 

On  the  question  whether  what  the  Defendants  had  done  infringed  the  Patent^ 
if  validy  the  Court  of  Appeal  stated  that  they  expressed  no  opinion. 

On  the  27th  of  June  1900  Letters  Patent  (No.  11,686  of  1900)  were  granted 

10  to  James  Mecredy  Maclulich  for  ''  Improvements  relating  to  Rims  and  Tyres 
"for  Vehicle  Wheels." 

The  Complete  Specification  was  as  follows  : — *'  This  inyention  relates  to  rims 
^  and  tyres  for  yehicle  wheels,  particnlarly  those  of  the  kind  in  which  the  tyres 
^  employed  are  of  solid  india-mbber  or  similar  snbstance ;  the  chief  objects  of 

]3  ^  my  .invention  being  to  obtain  a  tyre  that  shall  be  as  wide  as,  or  approximately 

.  M  as  wide  as,  the  base  of  the  rim  and  that  shall  be  held  in  place  in  the  rim, 

^  with  additional  security,  under  pressure.    These  objects  are  attained  by  my 

"  invention  witiiout  interfering  with  what  may  be  termed  the  '  free  access '  of 

^  the  rubber  into  the  lim  when  the  tyre  is  subjected  to  ordinary  pressure  and 

20  ^  without  depending  upon  said  tyre  being  pinched  by  the  edges  of  the  flanges 

\  ^  of  the  rim,  which  not  only  cut  the  rubber  but  prevent  all  the  rubber  within 
**  the  rim  acting  as  a  cushion  to  support  the  wearing  surface  and  which,  under 
"^  Bide  pressure,  have  a  lever-like  action  that  frequently  causes  tyres  of  the  kind 
'*  at  present  in  use  to  roll  out  of  the  rim.    I  am  also  able  to  dispense  with  wires 

25  "  or  bands  for  securing  the  tyre  to  the  rim,  thereby  avoiding  the  destruction  of 

^  the  rubber  which  frequently  occurs  when  such  wires  or  bands  are  employed. 

'«  According  to  my  invention  I  construct  the  rim  preferably  of  metal  and  of 

^  such  a  shape  that  the  width  of  the  mouth,  or  space  between  the  inner  edges  of 

^  the  flanges,  is  approximately  as  wide  as  that  of  the  base.    I  make  the  flanges 

30  ^  of  the  rim  with  interior  angles,  the  sides  of  which  are  flat  and  so  arranged  that 
^  when  an  ordinary  side  pressure  is  exerted  on  the  tyre,  the  lines  of  force  that 
**  arise  frum  the  downward  vertical  pressure  of  the  vehicle  and  the  lateral 
'^  pressure  to  which  the  tyre  is  subjected  when  in  use,  and  that  act  through  the 
^  tyre,  enter  the  mouth  of  the  rim  and  meet  the  said  flat  angular  sides  in  such  a 

35  "  manner  that  the  force  by  which  the  tyre  is  wedged  or  retained  in  the  rim  is 
'*  increased  in  proportion  to  the  vertical  and  lateral  stresses  or  pressures  acting 
^  upon  it.  If  this  is  done  in  the  manner  herein  described  I  find  that  the  tyre 
^  does  not  *  roll '  in  the  rim  as  it  would  do  in  a  rim  having  curved  interior 
"  surfaces. 

40  "^  I  construct  the  rubber  tyre  of  such  a  shape  in  cross-section  that  under  ordinary 
^  pressures  it  will  not  be  caused  to  overhang,  or  spread  laterally  beyond, 
^^the  flanges  of  the  rim  and  will  not  therefore  retard  the  aforesaid  *&ee 
»« '  access '  of  the  rubber  through  the  mouth  or  space  between  the  flanges  of 
^  the  rim  but  permit  the  rubber,  under  ordinary  pressures,  to  be  wedged  into 

45  "  the  rlmu 

^  The  aforesaid  results  are  obtained  by  making  each  of  the  flanges  of  the  rim 
^  in  such  a  manner  that  the  middle  portion  projects  outward  laterally  beyond  the 
**  bed  of  the  rim,  thereby  causing  each  of  the  said  flanges  to  resemble  in  cross 

I     ^  section  the  sides  of  an  equilateral  or  isosceles  triangle,  with  the  base  thereof 

50  !f  J^^dmoved  and  th#  apex  directed  outwardly..  Th^  portion  at  the  base  of  the 
^  tyre  is  formed  of  a  shape  substantially  corresponding  with  that  of  the  -^ntmrior 
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"  of  the  rim,  so  as  to  approximately  fit  the  latter  ;  and  the  portion  of  the  tyre 
^^  that  projects  beyond  the  rim  is  made  of  such  a  shape  that  when  sufficiently 
"  large  to  support  the  weight  of  a  carriage  under  ordinary  pressure,  it  will  not 
"  overhang  or  project  laterally  beyond  the  flanges  of  the  rinu 

"  In  order  that  my  said  invention  may  be  clearly  understood  and  readily   ^ 
"  caiTied  into  effect  I  will  proceed  to  describe  the  same  more  fully  with  reference 
"  to  the  accompanying  drawings,  which  illustrate  cross-sactions  of  my  improved 
"  rim  and  tyre  ;  A  being  the  rim,  B  the  tyre  and  C  the  felloe  of  the  wheel. 

"  As  before  stated  the  said  rim  is  by  preference  made  of  metal  and  the  width  of 
**  its  mouth,  that  is  to  say  the  distance  between  the  points  a  a,  is  approximately  10 
"  equal  to  the  width  of  the  base  between  the  points  a^  a^.  a^  a'  are  the  inclined 
'*  interior  surfaces  of  the  angular  walls  of  the  rim,  said  surfaces  meeting  together 
"  at  a  point  a*  approximately  midway  between  the  inner  surface  of  the  base  and 
"  the  outer  edge  of  the  flange  of  the  rim.  The  inner  surface  of  the  said  base  is 
"  flat  and  the  edges  a^  of  the  flanges  are  preferably  curved  so  as  not  to  present  15 
"  a  sharp  surface  to  the  tyre. 

"  The  base  of  the  tyre  or  that  portion  which  lies  within  the  rim  is  made 
**  approximately  of  the  same  shape  in  cross-section  as  that  of  the  interior  of  the 
"  said  rim,  so  that  the  base  of  the  tyre  is  supported  by  the  bottom  of  the.  rim. 
"  The  portion  of  the  tyre  which  projects  beyond  the  mouth  of  the  rim  is  so  20 
*'  shaped  that  it  docs  not  overhang  or  project  laterally  beyond  the  flanges  of  the 
"  rim  under  ordinary  pressures,  as  aforesaid." 

The  Patentee  claimed  : — "  1.  A  wheel-rim  having  angular  flanges  so  formed 
'*  that  the  lateral  stresses,  to  which  its  tyre  is  subjected  while  in  ordinary  use, 
^^  are  utilized  to  retain  the  said  tyre  in  the   rim  substantially  as  described.  25 
"  2.  A  wheel-rim  and  solid  rubber  tyre  constructed  substantially  as  described 
"  with  reference  to  the  accompanying  Drawings  for  the  purpose  specified." 


€LX 


On  the  24th  of  December  1903  the  Sirdar  Rubber  Company  Ld.  as  owners 
in  equity  of  the  Patent,  and  the  Patentee  as  the  registered  legal  owner,  com- 
menced an  action  against  Wallington^  Weston  A  Co.  (manufacturers  of  rubber  30 
tyres)  for  infringement  thereof,  and  to  restrain  them  from  selling  under  the 
term  **  Buffer  "  any  rubber  tyre  not  of  the  Plaintiffs'  manufacture  or  merchan- 
dise, and  from  passing  off  any  goods  not  of  the  Plaintiffs*  manufacture  or 
merchandise  as  and  for  the  Plaintiffs*  goods.  They  claimed  the  usual  relief. 
At  the  trial  the  Defendants  stated  that  they  did  not  claim  any  right  to  sell  35 
tyres  as  *^  Buffer  "  tyres,  and  accordingly  that  part  of  the  case  was  not  proceeded 
with  by  the  Plaintiffs. 
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By  the  Statement  of  Claim  delivered  the  24th  of  February  1904  the  Plaintiffs 

stated  (inter  alia)  in  reference  to  the  Patent  that  the  Plaintiff  Company  were  the 

owners  in  equity  and  the  Plaintiff  James  Mecredy  Maclulich  the  registered 

legal  owner  of  the  Patent,  and  that  the  Defendants  had  infringed.    The  usual 

i  relief  was  claimed. 

The  Particulars  of  Breaches  delivered  with  the  Statement  of  Claim  alleged 
that  the  Defendants  had  manufactured,  sold,  offered  for  sale,  and  used  rims 
and  tyres  for  vehicle  wheels  constructed  in  accordance  v/ith  the  invention 
described  in  the  Specification  and  claimed  in  both  the  claiming  clauses  thereof, 

10  and  that  in  particular  the  Defendants  had,  to  the  order  of  one  H.  Thompson^  of 

Guildford,  shortly  before  the  date  of  the  Writ,  applied  to  a  motor  wheel  the 

combination  of  the  metal  rim  and  rubber  tyre  constructed  as  aforesaid,  and  that 

the  Defendants  threatened  and  intended  to  continue  to  infringe. 

By  their  Defence,  delivered  on  the  25th  of  April  1904,  the  Defendants  alleged 

15  {inter  alia)  (1)  that  they  had  not  infringed  the  Letters  Patent  by  making  or 
selling  any  metal  rims  for  vehicle  wheels  constructed  in  the  manner  described 
in  the  Specification  ;  (2)  that  if  they  had  sold  or  supplied  any  rubber  tyres  for 
use  with  or  applied  to  rims  of  the  section  described  and  claimed  in  the  Specifi- 
cation of  the  alleged  invention  in  the  manner  therein  described,  which  they 

20  denied,  all  such  tyres  were  applied  to  such  rims  or  sold  or  supplied  for  use 
therewith  as  repairs  to  wheels  duly  licensed  under  the  Patent,  the  rims  and 

tyres  of  all  such  wheels  having  been  made  ^      sold  by  the  Plaintiffs  or  their 

licensees ;    (3)  that  the  Patent  was  invalid  for  the  reasons  set  forth  in  the 
Particulars  of  Objections. 

25  The  Particulars  of  Objections  were  as  follows : — (1)  The  person  to  whom  the 
Patent  was  granted  was  not  the  true  and  first  inventor  of  the  alleged  invention. 
2.  WiUiam  James  McCormacky  of  19  Abingdon  Road,  Middlesex,  was  the  true 
and  first  inventor  of  the  alleged  invention.  (3)  The  alleged  invention  was  not 
useful.    (4)  The  Complete   Specification  of    the  alleged  invention    did    not 

30  distinguish  what  parts  of  the  alleged  invention  were  new  and  what  were  old. 
(5)  Claim  1  of  the  Complete  Specification  was  too  wide,  inasmuch  as  it  was  a 
Claim  to  a  principle  of  construction.  (6)  The  alleged  invention  was  not  proper 
subject-matter  for  Letters  Patent  having  regard  to  the  state  of  knowledge  and 
to  paragraphs  7  and  8.    (7)  The  alleged  invention  claimed  in  both  the  Claims 

35  of  the  Complete  Specification  was  not  novel  at  the  date  of  the  Letters  Patent, 
having  been  previously  published  in  the  realm  in  the  manner  following  : — 
[Instances  were  given,  for  which  see  22  R.P.C.  260.]  (8)  The  alleged  inven- 
tion claimed  in  both  the  claims  of  the  Complete  Specification  was  also  published 
in  this  realm  prior  to  the  date  of  the  Patent  by  the  publication  at  the  Patent 

40  Office  of  the  following  Specifications  : —  [Eleven  Specifications  were  mentioned, 
for  which  see  22  R.P.C.  260.]  (9)  llie  Complete  Specification  of  the  invention 
did  not  particularly  describe  and  ascertain  the  nature  thereof  and  in  what 
manner  the  same  was  to  be  performed,  inasmuch  as  if  the  base  of  the  rubber 
tyre  was  of  the  same  dimensions  in  cross-section  as  the  rim  it  was  liable  to 

45  come  off,  and  no  sufficient  directions  were  given  as  to  how  to  construct  the  tyre 
so  as  to  permit  the  free  access  of  the  rubber  through  the  mouth  of  the  rim  and 
at  the  same  time  ensure  the  retention  of  the  tyre  in  the  rim. 

The  action  came  on  for  trial  on  the  23rd  of  February  1905  before  Mr.  Justice 
Swin/en-Eadyy  who  held — (1)  that  the  Specification  did  not  particularly  describe 

50  and  ascertain  the  nature  of  the  invention  and  the  manner  in  which  it  was  to  be 
performed ;  (2)  that  there  was  no  subject-matter ;  (3)  that  there  was  want  of 
novelty  ;  (4)  that,  even  if  valid,  the  Patent  had  not  been  infringed,  as  what  the 
Def endiuits  had  done  was  a  fair  repair  and  not  a  reconstruction ;  (5)  that  the 
P&tentee  was  the  true  and  first  inventor :  and  he  dismissed  the  action  with 
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costs,  except  that  he  gave  the  Plaintiffs  the  costs  of  the  issue  of  trae  and  first 
inventor.* 

From  this  decision  the  Plaintiffs  appealed. 

On  the  heaaing  of  the  appeal  A.  J,  Walter  and  H.  A.  Gole/ax  (instructed  by 
Shortly  Roscoey  Mousey  Jk  Co.)  appeared  for  the  Plaintiffs ;  Bomfield  K.C.  and  5 
W,  Neill  (instructed  by  Collyer-BriatoWy  Hilly  Curtis^  Booth  A  Co.)  appeared 
for  the  Defendants. 

Walter  and  Cole/ax  for  the  Appellants,  after  explaining  the  invention, 
continued : — The  object  oiE  the  Patent  is  to  hold  on  the  tyre  merely  by  the 
shape  of  the  rim.  The  Claim  is  for  a  rim  of  a  particular  shape  in  combination  10 
t^^ith  a  tyre  of  a  particular  shape.  It  is  not  a  Claim  at  large.  The  rim  is  no 
use  without  a  particular  tyre.  The  width  of  the  tyre  and  the  convexity  of  the 
top  receives  undue  prominence  from  being  argued  in  reference  to  tyres  of  a  large 
size  which  were  not  in  use  in  1900  when  the  Patent  was  granted.  In  a  tyre  of 
small  size  that  convexity  is  hardly  apparent.  The  Defendants  in  effect  do  not  1.5 
say  these  tyres  are  not  approximately  the  shape  of  the  rim,  only  that  they  are 
approximately  the  shape,  but  a  shade  larger.  The  result  of  the  evidence 
is  that  the  convexity  increases  as  the  size  of  the  tyre  increases.  The  con- 
vexity increases  or  decreases  according  to  the  use  to  which  the  tyre  is  put 
That  is  common  knowledge  in  the  trade,  and  it  is  not  necessary  to  say  20 
explicitly  that  the  convexity  must  be  so  increased  or  decreased.  It  is  common 
knowledge  also  that  a  tjre  must  be  compressed  so  as  to  fit  the  rim  tightly.  The 
Specification  only  points  out  that  nipping  is  to  be  avoided.  Nothing  in  the 
^Specification  suggests  dispensing  with  what  was  usual  before  that  time  in  the 
case  of  a  rubber  tyre  in  a  rim.  This  case  is  not  within  the  view  expressed  by  S5 
Cozens-Hardy  L.J.  in  Dunlop  Pneumatic  Tyre  Company  v.  David  MoseUy  A 
Sons  Ld.  (21  R.P.C.  at  pa^e  282;  L.R.  (1904)  1  Ch.  62i),  where  he  said  :  "I 
''certainly  doubt — I  do  not  say  more  than  that — whether  the  holder  of  a 
"  licensed  tyre  may  not  replace  a  worn-out  cover  without  being  guilty  of  an 
*'  infringement  of  the  Patent.'*  In  this  case  the  Defendants  did  much  more  30 
than  repair  {Dunlop  Pneumatic  Tyre  Company  v.  Neal  16  R.P.C.  247 ;  L.B. 
(1899)  1  Ch.  807).  They  fitted  an  entirely  new  tyre  to  the  Plaintiffs'  rim  as 
described  in  the  Specification  ;  therefore  they  made  the  combination  which  is 
the  subject  of  the  Patent.  They  did  not  repair  the  old  tyre  but  made  an  entirely 
iiew  one,  and  that  is  substituting  one  element  of  a  combination  ;  in  fact  they  X5 
remade  the  combination.  The  Plaintiffs  sold  the  combination ;  and  the  licence 
to  the  purchaser  was  to  use  the  combination  only,  not  to  use  the  rim  alone. 
The  rim  and  tyre  are  not  sold  separately.  [The  "  Clincher  "  case  (Qormully 
and  Jeffery  Manufacturina  Company  v.  North  British  Rubber  Company 
15  R.P.C.  245)  was  referred  to.]  40 

*  Bousfield  K.C.  for  the  Defendants. — The  Specification  does  not  particularly 
describe  and  ascertain  the  nature  of  the  invention  and  the  manner  in  which  it 
is  to  be  performed.  In  order  to  be  effective  the  tyre  must  be  convex  at  the 
base,  while  the  base  of  the  rim  is  flat,  and  it  must  be  one-eighth  lai^r  than  the 
corresponding  area  of  the  rim,  and  then  it  requires  machinery  to  force  it  into  45 
the  rim.  Therefore  it  cannot  be  said  to  "  approximately  "  fit  the  rim  as  stated  in 
the  Specification.  "Approximately"  means  rather  that  the  tyre  is  to  fit 
somewhat  loosely.    [He  was  stopped  by  the  Court.] 

Walter  replied. 

Collins  M.R. — This  case  has  covered  a  very  large  number  of  points,  several  50 
of  which — in  fact  I  think  all  of  which— the  learned  Judge  has  decided  against 
the  Apipellants,  but  one  important  point,  upon  which  he  principally  relied,  is 
one  which  I  think  is  quite  sufficient  to  dispose  of  this  case. 
;  The  Patent  in  question  in  this  case  is  one  that  deals  with  the  rim,  and,  in  the 
second  Claim,'  with  a  combination  of  rim  and  tyre  in  wheels.    In  the  Complete  55 

•See  22  B.P.C.  257. 
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Specification  the  Patentee  says  this :  '^  This  invention  relates  to  rims  and  tyres 
'*  for  vehicle  wheels,  particularly  those  of  the  kind  in  which  the  tyres  employed 
^  are  of  solid  india-rabber  or  similar  substance ;  the  chief  objects  of  my  invention 
**  being  to  obtain  a  tyre  that  shall  be  as  wide  as,  or  approximately  as  wide  as, 
5  ^  the  base  of  the  rim,  and  that  shall  be  held  in  place  in  the  rim,  with  additional 
**  security,  under  pressure."  That  is  one  very  important  point  he  makes  first— 
that  the  pressure,  to  which  the  rim  and  tyre  would  be  subjected,  and  which 
ordinarily  has  the  effect,  or  may  have  the  effect,  of  separating  the  tyre  from  the 
rim,  in  this  particular  arrangement  of  his,  instead  of  acting  in  the  direction  of 

10  separating  the  tyre  from  the  rim,  will  be  an  additional  force  acting  to  keep  it 
within  the  rim.  Then  he  says  :  "  These  objects  are  attained  by  my  invention 
**  without  interfering  with  what  may  be  termed  the  *  free  access '  of  the  rubber 
*•  into  the  rim,  when  the  tyre  is  subjected  to  ordinary  pressure,  and  without 
"  depending  upon  said  tyre  being  pinched  by  the  edges  of  the  flanges  of  the 

15  **  rim  which  not  only  cut  the  rubber,  but  prevent  all  the  rubber  within  the 
^  rim  acting  as  a  cushion  to  support  the  wearing  surface  and  which,  under  side 
^'  pressure,  have  a  lever-like  action  that  frequently  causes  tyres  at  present  in 
*^  use  to  roll  out  of  the  rim.  I  am  also  able  to  dispense  with  wires  or  bands  for 
"  securing  the  tyre  to  the  rim,  thereby  avoiding  the  destruction  of  the  rubber 

20  "  which  frequently  occurs  when  such  wires  or  bands  are  employed."  Then 
he  explains  how  he  attains  this  object :  "  Accordiog  to  my  invention  I 
^  construct  the  rim  preferably  of  metal  and  of  such  a  shape  that  the  width  of 
**  the  mouth  or  space  between  the  inner  edges  of  the  flanges  is  approximately 
**  as  wide  as  that  of  the  base  "  ;  and  in  his  Figures  he  does  show  it  approxi- 

25  mately  to  this  extent,  that  to  the  naked  eye  there  does  not  appear  to  be  any 
difference  between  them ;  "  approximately  "  in  that  part  of  the  Specification 
apparently  means  something  very  like  "exactly."  Approximately  the  same 
length  means,  in  point  of  fact,  the  same  length  when  looked  at  in  the  Figures. 
Then  we  get  a  further  description  :  "  I  make  the  flanges  of  the  rim  with  interior 

30  **  angles  the  sides  of  which  are  flat  and  so  arranged  that  when  an  ordinary  side 
"  pressure  is  exerted  on  the  tyre  the  lines  of  force,  that  arise  from  the  downward 
**  vertical  pressure  of  the  vehicle  and  the  lateral  pressures  to  which  the  tyre  is 
^  subjected  when  in  use  and  that  act  through  the  tyre,  enter  the  mouth  of  the 
^  rim  and  meet  the  said  flat  angular  sides  in  such  a  manner  that  the  force  by 

■35  ^  which  the  tyre  is  wedged  or  retained  in  the  rim  is  increased  in  proportion  to 

^  the  vertical  and  lateral  stresses  or  pressures  acting  upon  it.    If  this  is  done  in 

^  the  manner  herein  described  I  find  that  the  tyre  does  not  '  roll '  in  the  rim  as 

•*  it  would  do  in  a  rim  having  curved  interior  surfaces." 

I  need  not  read  the  construction  of  the  rubber  tyre  itself.    The  Patentee  then 

40  goes  on  :  "  The  aforesaid  results  are  obtained  by  making  each  of  the  flanges  of 
**  the  rim  in  such  manner  that  the  middle  portion  projects  outward  laterally 
^  beyond  the  bed  of  the  rim,  thereby  causing  each  of  the  said  flanges  to  resemble 
**  in  cross-section  the  sides  of  an  equilateral  or  isosceles  triangle,  with  the  base 
*♦  thereof  removed  and  the  apex  directed  outwwdly.    The  portion  at  the  base 

45  ^  of  the  tyre  is  formed  of  a  shape  substantially  corresponding  with  that  of  the 
**  interior  of  the  rim  so  as  to  approximately  " — ^the  same  word  we  have  further 
up — ^'^  approximately  fit  the  latter,  and  the  portion  of  the  tyre,  that  projects 
**  beyond  the  rim,  is  made  of  such  a  shape  that  when  sufficiently  large  to 
"  support  the  weight  of  a  carriage  under  ordinary  pressure  it  will  not  overhang 

50  *•  or  project  laterally  beyond  the  flanges  of  the  rim."  Then  a  few  lines  lower 
down :  "  The  base  of  the  tyre  or  that  portion  which  lies  within  the  rim  is  made 
^  approximately  of  the  same  shape  in  cross-section  as  that  of  the  interior  of  the 
^  said  rim,  so  that  the  base  of  the  tyre  is  supported  by  the  bottom  of  the  rioi. 
^  The  portion  of  the  tyre  which  projects  beyond  the  mouth  of  the  rim  Is  so 

55  ^  shaped  that  it  does  not  overhang  or  project  laterally  beyond  the  flanges  of 
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"  the  rim  under  ordinary  pressure  as  aforesaid."  Then  his  Claims  are : 
'^  1.  A  wheel  rim  having  angular  flanges  so  formed  that  the  lateral  stresses,  to 
"  which  its  tyre  is  subjected  while  in  ordinary  use,  are  utilised  to  retain  the  said 
'^  tyre  in  the  rim  substantially  as  described.  2.  A  wheel  rim  and  solid  rubber 
"  tyre  constructed  substantially  as  described  with  reference  to  the  accompanying  5 
"  Drawings  for  the  purpose  specified." 

It  seems  clear  that  one  cardinal  merit,  which  the  Patentee  claims  for  his 
invention,  is  that  by  avoiding  nipping — avoiding  constriction  of  the  india- 
rubber  tyre — he  gets  the  benefit  of  die  whole  area  of  the  tyre  to  operate  as  a 
cushion  and  give  the  full  benefit  of  the  resiliency  of  the  india-rubber  throughout  10 
the  whole  area  of  the  india-rubber  in  the  tyre.  He  points  out  the  disadvantages 
in  tyres  theretofore  existing,  whereby,  by  a  nipping  process,  the  lower  part  of 
the  tyre  is,  in  a  sense,  cut  off  from  the  rest  and  robbed  of  its  resiliency  through 
being  constricted,  so  that  instead  of  acting  as  a  cushion  for  the  rest  of  the 
tyre,  it  is  really  constricted  and  solidified — packed,  so  that  the  free  access  of  15 
the  rest  of  the  india-rubber  into  the  part  enclosed  at  the  bottom  of  the  rim  is 
prevented,  and  that  is  one  of  the  principal  mischiefs  which  he  proposes  to 
remove  by  his  arrangement. 

"  Approximately,"  I  should  say  ;  prima  facie  means  a  somewhat  loose  fit,  and 
I  think  in  the  connection  and  the  context  suggests  a  loose  fit— such  a  fit  as  20 
would  admit  of  the  easy  flowing  of  the  india-rubber — ^the  free  access  of  the 
india-rubber  into  every  part  of  the  rim.    But  certainly  it  seems  to  me  that 
it  cannot  suggest  more  that  what  would  be  called  a  neat,  or  a  tight  fit — a 
cloee  fit.    It  turns  out  that  a  fit,  such  as  is  brought  about  by  having  the  india- 
rubber  exceed  in  area  by  one-hundredth  part  and  then  pressed  in  with  con-  25 
siderable  force  into  the  rim,  is  not  such  a  tight  fit  as  will  make  this  Patent  work. 
It  requires  great  pressure,  brought  to  bear  by  machinery,  to  get  into  the  rim 
a  tyre  which  must  be  one-eighth  larger  in  area  than  the  rim  itself,  and  unless 
you  get  a  tyre  so  large  as  that  and  requiring  such  pressure  to  put  it  in,  the  thing 
will  not  work  at  all.    To  begin  with,  the  rim,  as  I  have  said,  is  pointed  out  in  30 
the  Drawings  and  in  the  description,  and  it  appears  not  only  to  be  flat  at  the 
bottom,  but  we  now  find.that  the  india-rubber  tyre,  that  has  to  be  put  into  it, 
will  not  work  unless  it  is  made  convex  at  the  bottom.    Then  we  find  also  that, 
in  practice,  if  it  is  made  convex  at  the  bottom  and  then  put  in,  it  requires  an 
addition  to  the  width  of  the  tyre  so  as  to  make  all  the  parts  of  the  india-rubber  35 
get  down  and  into  contact  with  the  rim,  involving  between  the  two — ^the 
convexity  and  the  extra  width — ^that  addition  of  one-eighth  of  which  I  have 
spoken. 

Under  these  circumstances  it  seems  to  me,  as  it  seemed  to  Mr.  Justice 
Swin/en-Eady^  that  the  phraseology  of  this  description,  not  only  in  the  words  40 
actually  used,  but  in  the  context,  and  interpreting  it  by  the  main  object 
which  the  Patentee  has  set  himself  to  attain — the  main  mischief  he  has  set 
himself  to  remove — it  seems  to  me  that  that  fair  reading  negatives  the 
suggestion  that  the  fit  of  the  tyre  must  be  such  as  to  be  only  capable 
of  being  brought  about  by  mechanical  pressure  brought  to  bear  upon  an  45 
area  of  rubber  so  much  larger  than  the  area  of  the  rim  into  which  it  is 
pressed.  Under  these  circumstances  it  seems  to  me  that  the  description  in  the 
Specification  of  the  thing  as  a  usefully  workable  thing  is  inadequate.  It 
is  not  workable  or  useful  if  it  is  made  in  accordance  with  the  Specifi- 
cation, as  it  would  be  understood  by  any  practical  workman  of  ordinary  50 
intelligence  trying  to  carry  the  Specification  into  action.  He  would  have 
to  go  through  a  series  of  experiments  before  he  could  arrive  at  the  object,  which 
is  suggested  as  attained,  if  he  simply  conformed  to  the  Specification.  And  it 
seems  that  in  point  of  fsict  that  series  of  experiments  has  been  gone  through^ 
because  in  the  first  instance  the  Plaintiffs  did  get  their  tyres  manufactured  so  55 
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as  to  fit  the  rims  in  the  proper  sense  of  the  term,  and  it  was  not  nntil  they  had 
used  them  a  considerable  time,  and  found  out  that  in  practice  they  were 
not  workable,  that  bit  by  bit  they  arrived  at  the  present  mode  of  user,  which 
is  one  involving  the  constriction  of  the  india-rubber  to  the  extent  I  have 
5  suggested— cramming  by  force  india-rubber  of  one-eighth  larger  width  into  the 
rim  which  is  of  less  area  to  that  extent. 

I  think  therefore,  without  going  into  any  of  the  other  matters  which  the 
learned  Judge  considered  and  decided  in  the  case,  these  reasons  alone  are 
enough  to  oblige  us  to  affirm  Mr.  Justice  Swinfen-Eady  and  to  dismiss  this 

10  appeal. 

KOMBR  L.J. — I  also  find  myself  unable  to  differ  from  Mr.  Justice  Sunn/en- 
Ectdy  on  the  point  which  has  just  been  dealt  with  by  the  Master  of  the  Rolls, 
and,  as  that  point  is  fatal  to  the  Patent,  it  is  unnecessary  for  me  to  consider 
other  points  which  have  also  been  decided  against  the  Plaintiffs  by  the  learned 

15  Judge.    It  is  clear  that  to  make  this  invention  work  properly,  it  is  essential 

that  the  part  of  the  rubber  tyre,  which  is  to  go  inside  the  rim,  must  be  larger 

than  the  corresponding  area  of  the  rim,  and  that  to  a  substantial  extent  as  to 

width — ^about,  I  gather,  one-eighth  of  the  total  width. 

Now  that  bein^  an  essential  part  of  the  invention  being  able  to  be  properly 

20  worked,  I  think  that  ought  to  have  been  shown  under  the  circumstances  of  this 
case.  But  not  only  was  it  not  shown  by  this  Specification,  but  I  think  an 
ordinarily  intelligent  workman,  reading  the  Specification  and  endeavouring  to 
carry  it  out,  would  be  led  into  the  opposite  direction.  I  not  only  say  that 
because  of  the  use  of  the  word  '^  approximately,**  which  has  been  dealt  with  by 

25  the  Master  of  the  Rolls,  but  also  for  the  other  reasons  referred  to  by  him,  and 
as  to  which  I  will  iust  say  a  very  few  words.  It  has  to  be  borne  in  mind  that 
the  whole  of  this  Patent  depends  to  a  large  extent,  or  at  any  rate  to  some 
extent — entirely,  I  believe,  in  the  view  of  the  Patentee  as  set  forth  in  the 
Specification — on  the  theory  that  he  has  expounded  therein,  namely,  that  when 

30  in  use  the  tyre  is  being  pressed  by  use  on  the  road,  the  force  by  which  the  tyre 
is  wedged  or  retained  in  the  rim  is  increased  by  the  pressure  that  he  says  goes 
through  the  mouth  of  the  rim  and  presses  upon  the  rubber  inside  the  rim. 
That  is  his  theory,  and  if  a  workman  bore  that  in  mind  he  would  be  led,  as 
I  have  said,  not  only  not  to  increase  the  width  of  the  rubber  which  has  to  be 

35  put  inside  the  rim,  but  he  would  be  led  to  the  opposite  conclusion,  for  there 
are  two  main  things  which  the  Patentee  desires  to  avoid.  One  is  that  he 
wants  to  prevent  anything  which  would  stop  a  free  access  of  a  part  of  the 
rubber  outside  the  rim  to  the  part  that  is  inside  :  it  is  essential  in  his  point 
of  view  that  there  should  be  perfectly  free  access  of  the  part  of  the  rubber 

40  outside  the  mouth  of  the  rim  through  the  mouth  into  the  interior  of  the  rim  ; 
and  I  think  a  workman,  rightly  or  wrongly,  reading  this  Specification,  would 
naturally  conclude— especially  having  regard  to  the  Patentee's  theory — that 
anything  which  would  tend  to  stop  that  free  access  would  have  to  be  avoided  : 
then  I  think  it  would  naturally  occur  to  him  on  reading  this  Specification,  that 

45  to  try  to  put  a  tyre  inside  this  rim  which  would  be  substantially  larger,  and 
which  would  be  a  very  tight  fit,  would  in  itself  prevent  the  free  access  of 
rubber  from  the  outside  to  the  inside — ^the  very  thing  he  was  told  to  avoid  ; 
the  one  thing  which  was  inconsiscent  with  the  theory  of  the  Patentee.  Another 
thing  which  would  I  think  occur  to  the  workman  would  be,  that  the  Patentee 

50  points  out  how  he  desires  to  avoid  anything  approaching  to  a  nipping  or  an 
overlapping  at  the  mouth  of  the  rim.  Now  if  you  have  a  very  full,  tight-fitting 
rubber  inside  the  rim,  the  portion  outside  when  pressed  would  naturally  tend 
to  an  overlapping  and  to  have  a  sort  of  nipping  action  set  up  by  the  mouth  of 
the  rim.     I  think  that  again  would  induce  the  workman  to  say,  whatever 

55  otherwise   he   would  prima  facie  have  thought   was  meant  by  the  word 
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"  approximately  *' — "  I  mnst  take  care  here  to  have  an  approximate  fit,  but  I 
^*  must  certainly  avoid  anything  like  a  tight  fit."  And  I  think,  as  I  have  said, 
he  would  be  led  away  from  doing  that  one  thing  which  is  absolutely  essential 
to  enable  this  invention  to  be  at  all  useful  or  workable. 

To  this,  it  is  to  my  mind  no  answer  for  the  Patentee  to  say  that  in  other  prior  5 
cases  of  solid  tyres  tight  fits  were  in  use  or  customary.    In  this  very  Specifica- 
tion the  Patentee  is  differentiating  his  invention  on  grounds  which  point  not 
only  to  tight  fits  not  being  need^  at  all,  but  as  to  their  interfering  with  the 
peculiarities  and  advantages  of  his  invention  as  set  forth  in  his  Specification  and 
according  to  his  theory.    Therefore,  naturally  a  workman  looking  at  this  would  10 
be  led  away  from  considering  what  was  the  usual  thing  or  the  ordinary  thing 
to  do  with  regard  to  other  tyres  and  other  rims  which  differed  so  essentially, 
as  the  Patentee  says,  from  the  Patentee's  rim  and  tyre.    Therefore  I  think  it  is 
no  use  for  the  Patentee  to  attempt  to  lay  hold  of  this  prior  usage  or  custom,  to 
whatever  extent  it  may  have  gone,  as  an  answer  to  the  Defendants'  objection  15 
to  the  Patent  on  the  ground  I  have  indicated.    I  therefore  agree  that  the  appeal 
must  fail. 

Gozbns-Hardy  L.J. — I  agree.  It  seems  to  me  that  the  single  objection 
is  fatal — the  objection,  namely,  that  there  is  no  adequate  or  sufficient 
description  to  be  found  in  the  Specification  of  the  invention  claimed.  I  only  26 
add  this  one  sentence.  A  question  of  general  interest  and  extreme  importance 
was  raised  at  the  trial  before  Mr.  Justice  Swin/en-Eady  and  was  decided  by 
him.  I  mean  the  question  whether,  assuming  tiie  Patent  for  a  combination  to 
be  good,  the  Defendants  had  infringed  that  Patent  by  simply  putting  a  new 
tyre,  for  which  there  was  no  Patent,  into  the  rim,  for  which  there  was  a  Patent.  25 
Mr.  Justice  Sunn/en-Eady  decided  there  was  no  infringement.  That  is  a  point 
which  must  in  future  stand  solely  on  the  authority  of  the  learned  Judge.  I 
only  wish  to  say  for  myself,  and  I  think  for  my  colleagues,  that  we  do  not 
express  any  opinion  either  for  or  against  that  proposition. 

The  appeal  was  dismissed  with  costs.  30 
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In  thb  Hioh  Court  of  Justiob.-— Chancbrt  Division. 

Be/ore  Mr.  JUSTIGB  WARRINGTON. 

January  26th,  1906. 

BURBBRRTS  V.  WaTKINSON. 

5  **  Passing  off!^ — Q(H)ds  wrongfully  passed  off  by  mistake. — Mistake  shared  by 
both  retailer  selling  goods  and  manufacturer  who  supplied  him.^Action  againei 
retailer. — Isolated  sale. — No  injunction. — Costs. 

The  Plaintiffs  had  for  many  years  made  waterproof  coats  sold  under  the 
names  "  Burberry  "  and  **  Burberry  Proofs    T?^  Defendant^  a  retailer^  in 

10  respond  to  a  request  for  a  coat  that  was  "  Burberry  Proofs  ^  sold  a  coat  not  of 
the  Plaintiffs'  manufacture  which  he  had  bought  from  the  manufacturers^  who 
had  assured  him  that  they  were  made  from  '^  Burberry  Proofs  cloth  as  supplied 
to  them^  with  appropriate  labels^  by  the  Plaintiffs.  The  Plaintiffs^  although 
they  did  not  take  proceedings  for  a  fortnight^  gave  the  Defendant  no  opportunity 

15  of  explaining  the  mistake  as  to  the  manufacture  of  the  coaty  which  in  fact  Ufos 
also  a  mistake  of  the  third-party  manufacturer. 
Held,  t?iat  it  was  an  isolated  instance  of  mistake  for  which  no  injunction 

.   could  be  grantedj  but  no  Order  was  made  as  to  costs. 

Burberrys^  who  were  the  Plaintiffs  in  the  action,  and  who  carried  on  boaineaa 

20  inOolden  Square  and  the  Haymarket,  London,  had  for  many  years  made  a 
specialty  of  weatherproof,  waterproof  and  yamproof  garments  for  sportsmen  and 
other  osers  of  such  goods,  and  their  materials  and  garments  made  therefrom 
had  long  been  widely  known  under  the  names  "  Burberry,"  **  Burberry  Proof," 
«  Burberry  Yarn  Proof,"  and  "  B.  Y.  P." 

25  On  the  23rd  of  November  1905  they  received  from  their  exclusive  Skipton 
agents  information  that  one  of  their  assistants  had  bought  from  the  Defendant, 
F.  &  Watkinson^  a  draper  and  outfitter  at  Skipton,  a  coat  which  was  not  of  thn 
Plaintiffs*  manufacture,  and  which  had  been  seen  hanging  outside  the  Defen* 
danVs  shop  with  a  large  ticket  bearing  the  words  '*  Burberrys'  Yarn  Proof 

30  ^i&s.  6<I.,"  and  was  supplied  to  the  purchaser  in  response  to  a  request  for  a 
rainproof  coat  that  was  '*  Burberry  Proof."  The  invoice  given  by  the  Defen- 
dant's assistant  was  for  '^  One  Burberry  Goat." 

Without  any  previous  communication  to  the  Defendant,  the  Plaintiffs  on  the 
lOih  of  December  1905  commenced  an  action  against  him  for  an  injunction  to 

35  restrain  him  from  ^^  passing  off "  other  goods  as  the  Plaintiffs*  goods  and  for 
ooDsequential  relief.  The  Plaintiffs  gave  notice  of  motion  for  an  interim 
injunction,  and  the  Defendant  filed  evidence  to  the  effect  that  on  the  14th  of 
November  he  had  purchased  six  coats,  including  the  one  sold  by  him  as  above, 
from  the  wholesale  firm  of  EbblewMte^  Mills  Jk  Co.^  of  I^eeds,  waterproof  and 

M 
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rain-coat  manufacturers,  who  at  the  time  of  such  pnrchaBe  deacribed  and 
represented  to  him  that  the  coats  so  purchased  were  manufactured  from 
"  Burberry  Proof  "  cloth  as  supplied  to  them  by  the  Plaintiflb  together  with 
woven  labels  to  be  attached  to  the  coats  with  the  words  "Burberry  Proof 
"  B.  Y.  P."  r  that  he  purchased  the  coats  in  reliance  upon  these  representa-  5 
tions  ;  that  the  coat  had  been  sold  in  his  absence  by  his  assistant,  who  had  no 
authority  to  describe  the  goods  otherwise  than  as  being  made  of  "  Burberry 
"  Proof  "  cloth  ;  that  he  had  only  sold  one  other  of  the  six  coats ;  and  that  on 
being  served  with  the  writ  he  had  at  once  communicated  with  Ebblewhite^ 
Mills  A  Co.y  who  on  looking  into  the  matter  admitted  that  a  mistake  had  been  IQ 
made  by  their  firm  in  sending  him  the  coat  in  question  as  being  made  of 
**  Burberry  Proof,"  it  appearing  that,  by  an  error  in  their  warehouse,  the  parcel 
sent  by  them  to  the  Defendant  had  been  wrongly  made  up. 

The  Motion  came  on  for  hearing  before  Mr.  Justice  WARRINGTON  on  the 
26th  of  January  1906,  and  the  hearing  was  by  consent  treated  as  the  trial  of  the  15 
action. 

A.  J.  Walter  and  Sinclair  (instructed  by  S.  F.  Miller^  Vardon^  and  Miller^ 
agents  for  Gharlesworth  and  Wilson  of  Leeds)  appeared  for  the  Plaintiffs ; 
Wheeler  (instructed  by  Ikin  and  GrowtJier^  agents  for  J.  E.  Newall  of 
Skipton)  appeared  for  the  Defendant;  Sebastian  Hnstructed  by  Miles  and  20 
Hairy  agents  for  Farr  and  Lomax  Walker  of  Leeds)  held  a  watching  brief  for 
Ebblewhite^  Mills  A  Co. 

A,  J.  winter  asked  for  an  injunction. 

Wheeler  tor  HiQ  Defendant. — This  is  a  case  of  a  mistake,  and  the  Plaintiffs 
are  not  entitled  to  relief.  Their  remedy,  if  any,  is  against  EbblewhitSy  Mills  A  25 
Co.,  and  the  Defendant  ought  not  to  be  put  under  an  undertaking  as  he  is 
liable  to  be  taken  in  by  a  another  wholesale  dealer.  The  Defendant  made  the 
sale  innocently  and  has  produced  the  other  coats  to  the  Plaintiffs ;  in  such 
circumstances  the  Court  will  not  grant  an  injunction  {Proctor  v.  Bat/ley^ 
6  R.P.C.  538 ;  L.R.  42  Ch,  D.  390,  398 ;  Leahy,  Kelly,  and  Leahy  v.  Glovery  30 
10  R.P.C.  141, 158).  At  any  rate  no  costs  should  be  given  against  the  Defen- 
dant, who  was  given  no  opportunity  of  explaining  before  the  issue  of  the  writ, 
which  was  delayed  a  fortnight  after  the  sale  of  the  coat. 

Sebastian,  for  Ebblewhite,  Mills  A  Go.,  was  not  allowed  to  make  a  statement. 

Warrington  J. — ^This  is  an  action  for  an  injunction  restraining  the  Defendant  35 
from  passing  off  coats  not  of  the  Plaintiffs*  manufacture  as  being  of  the  Plaintiffs* 
manufacture.    The  fact  is  that  the  Defendant  did  sell,  as  of  the  Plaintiffs' 
manufacture,  a  coat  not  of  the  Plaintiffs'  manufacture,  but  it  i^as  a  coat  which 
he  had  received  from  certain  persons,  of  whom  he  is  a  customer,  in  the  belief, 
shared  by  them  both,  that  it  was  one  of  the  Plaintiffs'  coats.    Now,  under  these  40 
circumstances,  is  it  a  case  in  which,  treating  it,  as  it  is  now,  as  the  trial 
of  the  action,  an  injunction  ought  to  be  granted  ?    It  seems  to  me  plainly 
not.    It  comes  exactly  within  the  authority  of  Leahy,  Kelly,  and  Leahy  v. 
Olover  (reported  in  10  R.P.C.  141)  being  an  isolated  case,   the  repetition 
of    which   there    is  no    reason  to  apprehend,    and,    therefore,   not   a    case  45 
in  which  the  remedy  by  injunction  should  be  resorted  to.    It  seems  to  me, 
therefore,  that  I  must  refuse  the    injunction.    There  is    no    suggestion   of 
damages,  and,  therefore,  of  course,  there  could  be  no  inquiry  as  to  damages, 
and  no  Order  as  to  damages. 

The  question  then  is  :  What  ought  I  to  do  with  the  costs  P  The  Defendant  50 
has,  unwittingly,  committed  a  wrongful  act.  Therefore  I  do  not  think  I  can 
give  him  the  costs.  On  the  other  hand,  the  Plaintiffs  knew  of  this  on  the 
24th  of  November.  Thoy  had  no  communication  with  the  Defendant ;  they  gave 
him  no  warning  ;  asked  him  for  no  undertaking  before  action,  and,  now  when  the 
action  comes  on,  there  is  no  evidence  at  all  except  of  this  one  isolated  case — a  caae  55 
which,  in  my  judgment,  does  not  justify  me  in  granting  an  injunction.  Under 
these  circumstances  I  think  I  must  pursue  the  course  which  was  taken  by  Mr, 
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Justice  Stirling  in  Proctor  v.  Bayley^  which  has  been  cited  to  me,  and  say  that 
this  is  a  case  in  which  the  Plaintiffs  ought  to  have  no  costs.  Therefore  there 
will  be  no  Order  as  to  costs  or  otherwise. 

S^fostian. — ^Now  it  is  all  over,  perhaps  your  Lordship  will  allow  me  to  say 
5  that  my  clients,  Messrs.  EbblrnvhitSy  Mills  A  Go.^  are  extremely  sorry  that  they 
have  been  the  innocent  cause  of  all  this  trouble. 

Wabrinoton  J. — I  do  not  object  to  your  saying  that. 


In  thh  High  Coitrt  op  Justice.— Chancbrt  Division. 

Be/are  Mr.  Justiob  Wa^rrington. 

10  December  12th,  1905. 

SiLiOATB  Paint  Company,  J.   R.   Orr   &   Co.   Ld.   v.   Smith. 

Pcissififf'Offi — Alleged  eubatittUian  by  contractor  of  an  article  not  made  or 

Mold  by  the  Plaintiffs  for  an  article  specified  in  architects^  specifications  and 

made  and  sold  by  the  Plaintiffs. — Change  of  article  alleged  to  have  been  by  the 

15  express  permission  of  the  employer. — No  passing-off  intended, or  in  fact. — 

Action  dismissed. 

The  manufacturers  and  sellers  of  a  decorative  paint  known  under  the  name 
^  Duresco^''^  which  name  formed  apart  of  their  Trade  Mark^  brought  an  action 
against  a  decorator  alleging  that^  in  executing  work  for  which  he  had  tendered 

20  under  two  specifications  providing  thai  "  Duresco  "  paint  should  be  used^  he  had 
supplied  another  paint  not  made  or  sold  by  the  Plaintiffs^  known  as  "  Freskel " 
paint ;  and  had  therfby  passed  off''  Freskel "  paint  as  and  for  the  Plaintiffs^ 
paint.  The  Defendant  alleged  that  the  substitution  uhis  authorised  by  his 
employer. 

25  Held,  thaty  whether  or  not  there  had  been  any  breach  of  contract  as  between 
the  employer  and  contractor^  there  had  been  no  misrepresentation^  or  attempt 
to  pass  off  the  paint  u^  as  thai  specified  for ;  but  that  the  Defendant  was,  or 
believed  that  he  waSj  duly  authorised  by  the  employer  to  use  **  Freskel  *'  paint. 
The  action  was  dismissed  with  costs. 

30  This  was  an  action  brought  by  the  Silicate  Paint  Company ^  J.  R. .  Orr  Js 
Co.  Ijd.i  against  Bobert  Smith  for  an  injunction  to  restrain  the  Defendant  from 
passing  off  any  paint  not  being  *^  Duresco ''  paint  as  and  for  *^  Duresco  **  paint, 
and  for  other  relief. 
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The  Statement  of  Claim  was  as  follows  :— "  (1)  The  Plaintiff  Company  is  a 
'*  Company 'incorporated  under  the  Companies  Act,  and  carries  on  a  basiness 
^^  which  was  established  many  years  ago,  and  has  since  then  been  continuously 
'*  carried  on  by  a  succession  of  proprietors.    The  Plaintiff  Company  and  its  said 
*'  predecessors  in  business  are  hereinafter  collectively  described  by  the  expression  5 
**  *  the  Plaintiffs.'    (2)  The  business  of  the  Plaintiffs  consists  in  the  manufacture 
*'  and  sale  of  silicate  paint  and  other  paints,  distempers,  colours  and  chemicals, 
"  including  a  special  water  paint  compounded  and  made  exclusively  by  the 
^^  Plaintiffs.    Such  special  water  paint  has  been  manufactured  and  sold  on  a 
"  large  scale  by  the  Plaintiffs  for  upwards  of  twenty  years,  and  has  always  been  10 
^*  and  is  distinguished  from  all  other  proparations  by  the  special,  distinctive, 
"  and  invented  name  'Duresco,'  which  name  forms  an  essential  part  of  the  Phiin- 
**  tiffs'  registered  Trade  Mark  No.  40,138,  registered  as  of  the  9th  day  of  October 
"  1884,  and  duly  renewed.    (3)  The  Plaintiffs  have  expended  large  sums  of 
^  money  in  devising  improvements  in  the  said  '  Duresco '  paint  and  in  advertising  X5 
'*  it  by  its  name  aforesaid,  by  which  name  it  is  distinguished  from  other  paints 
••  in  tlie  price  lists,  colour  sheete,  and  printed  matter  issued  by  the  Plaintiflfe 
^'  and  their  agents  throughout  the  Kingdom,  and  a  lai^e  business  has  been 
"  established  in  such  '  Duresco '  paint,  giving  employment  to  a  large  staff  ot 
**'  workmen  and  others,  and  involving  a  large  capital.    (4)  The  said  distinctive  20 
"  name  *  Duresco '  has  never  (so  far  as  the  Plaintiffs  are  aware)  been  used  or 
*^  applied  to  anything  whatever  except  the  said  water  paint  manufactured  and 
'*  sold  by  the  Plaintiffs,  and,  by  reason  of  the  excellence  of  the  Plaintiffs'  said 
^^  paint  and  of  the  distinctiveness  of  the  said  name  and  of  the  Plaintiffs' 
'*  expenditure  aforesaid,  the  said  name  '  Duresco '  has  for  more  than  twenty  25 
*•  years    been    distinctively    and    exclusively    identified    amongst    architects, 
^'  builders,  contractors,  painters  and  others  dealing  in  or  using  paints  with  the 
^*  said  paint  manufactured  and  sold  by  the  Plaintiffs  as  aforesaid.    A  special 
*^  feature  of  the  said  ^  Dui*esco '  paint  is  that  it  not  only  produces  a  good  effect 
^*  in  respect  of  appearance  but  that  it  is  impervious  to  damp  and  very  durable,  30 
'^  and  that  walls  coated  with  it  can  be  repeatedly  washed  without  the  destruction 
"  of  the  paint.    (5)  The  Plaintiffs'  said  *  Dnresco '  paint  has  long  since  acquired 
^  a  high  reputation  with  architects  and  others,  who,  in  preparing  specifications 
**  for  work  to  be  done  under  their  control  involving  the  use  of  paint,  habitually 
"  provide  largely  for  the  use  of  *  Duresco '  paint  in  such  work,  and  when  they  35 
^  so  specify  they  expect  and  intend  that  the  paint  identified  by  that  name  and 
^'  manufactured  solely  by  the  Plaintiffs  shall  be  supplied  and  no  other.    (6)  The 
^*  Defendant  carries  on  business  in  the  town  of  Bury  in  Lancashire  as  a  painter 
^  and  decorator,  and  has  for  many  years  past  been  familiar  with  the  facts  herein- 
''  before  stated  and  accustomed  to  buy  and  use  the  Plaintiffs'  '  Duresco '  paint  40 
^*  He  has  re(*/ently,  however,  begun  to  supply  a  different  paint  when  ^  Duresco '  is 
/^  specified  and  required.    (7)  In  or  about  the  month  of  June  1904  the  Defen- 
••  dant  tendered  for  certain  decorative  work  to  be  performed  at  the  Textile 
*^  Operatives  Hall  in  Manchester  Road,  Bury,  belonging  to  the  Textile  Operatives 
*'  Society  in  that  town.    By  the  specification  for  such  work  it  was  provided  that  45 
•< « Duresco  '  paint  should  be  used  on  the  walls,  the  fact  being  that  '  Duresco' 
**  paint  had  previously  been  used  in  the  said  hall  and  had  been  regarded  with  * 
'^approval,  so  that  the  committee  of  the  said  society  desired  and  intended  that 
*'  the  redecoration  should  be  carried  out  with  the  same  material  as  before.    The 
'^  Defendant  tendered  and  supplied  an  estimate  for  the  said  work,  whereby  he  50 
**  stated  that  the  whole  of  the  work  should  be  done   in  strict  accord  with 
*'  the  said  specification.     (8)  The   Defendant's  tender  was  accepted  and  he 
'*  proceeded  to  do  the  work  specified,  but  in  the  performance  thereof  he  did 
««  not  ude  ^Duresco '  paint  but  a  different  paint  which  was  not  washable.  When 
^^  he  ient  in  his  account  for  the  work  done  he,  however^  described  the  work  as  55 
,^  done  *fwr  specification.'    The  paint  used  by  the  Defendant  in  substitution  for 
^  *  Puresco '  was  not  a  washable  or  durable  paint,  as  speedily  appeared,  and  the 
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•*  reenlt  was  to  throw  discredit  upon  the  PlaintiflEs'  *  Duresco '  paint.  (9)  The 
*^  Defendant  is  in  the  habit  of  tendering  for  work  to  be  done  with '  Duresco  *  paint 
*^  and  then  of  substituting  other  paint,  sometimes  with  and  sometimes  without 
*'  permission.  The  paint  substituted  by  the  Defendant  is  cheaper  for  him  to  use, 
5  ''  not  only  in  respect  of  the  cost  of  the  material,  but  also  because  fewer  coats 
"  are  used  and  the  time  and  cost  of  labour  are  less,  and  by  thus  substituting  for 
^  'Duresco '  paint  a  cheaper  and  less  durable  article  the  Defendant  is  injuring 
"  the  Plaintiffs  both  by  the  loss  of  sale  and  also  by  the  injury  to  the  reputation 
"^  of  their  article.    (10)  The  Defendant  is  threatening  and  intending  to  continue 

10  '^  his  wrongful  conduct  as  aforesaid,  and  unless  he  is  restrained  by  the  Order  of 
**  the  Court  the  injury  which  has  already  been  occasioned  will  be  increased. 
"  The  Plaintiffs  therefore  claim  as  follows  :— (1)  An  injunction  to  restrain  the 
'*  Defendant,  his  servants  and  agents,  from  passing  off  or  attempting  to  pass  off 
"  any  paint  not  being  '  Duresco '  paint  as  or  for  *  Duresco '  paint.    (2)  And 

15  ^  from  in  any  manner  representing  or  acting  so  as  to  be  calculated  to  lead  to 
''the  belief  that  any  such  paint  as  aforesaid  supplied  by  the  Defendant  is 
"•Duresco*  paint.  (3)  And  from  selling  or  supplying  any  such  paint  as 
**  aforesaid  in  response  to  orders  or  specifications  for  '  Duresco '  paint,  (i')  And 
"  from  in  any  manner  infringing  the  Plaintiffs'  registered  Trade  Mark  No.  ^,138. 

20  •*  (5)  Damages  or  an  account  of  profits.    (6)  Costs." 

The  Defendant  by  his  Defence  stated  as  follows: — •*(!)  The  Defendant 
'*  admits  paragraphs  1  to  6,  both  inclusive,  of  the  Statement  of  Claim,  except 
**'  that  he  does  not  admit  that  '  Duresco  *  paint  is  impervious  to  damp  or  that 
**  walls  coated  with  it  can  be  repeatedly  washed  without  the  destruction  of  the 

25  *^  paint,  and  except  also  that  the  Defendant  denies  that  he  has  at  any  time  begun 
**  to  supply  or  supplied  a  different  paint  when  '  Duresco  *  has  been  specified  or 
"  required  without  first  obtaining  permission.  (2)  The  Defendant  does  not 
^  admit  that  the  specification  and  tender  in  paragraph  7  of  the  Statement  of 
•*  Claim  respectively  mentioned  are  suflficiently  or  correctly  stated  therein, 

30  **  and  the  Defendant  refers  to  the  said  specification  and  tender  respectively 
"when  produced  for  the  exact  terms  and  contents  thereof.  (3)  While  the 
^  work  specified  for  as  aforesaid  was  in  course  of  execution  the  Defendant  was 
"  informed  by  his  foreman  Thomas  Shephard  and  believed  (as  the  fact  was) 
^  that  permission  had  been  given  for  the  use  on  the  walls  of  the  hall  in  the 

35  '*  Statement  of  Claim  mentioned  of  a  water  paint  called  *  Freskel  *  instead  of 
**  *  Dnresco  •  paint,  and  *  Freskel '  paint  was  accordingly  used  on  the  walls 
**  instead  of  the  said  '  Duresco '  paint.  The  use  in  manner  aforesaid  of 
•*  •  Freskel '  paint  instead  of  *  Duresco '  paint  was  perfectly  open  and  without 
"  any  attempt  at  concealment  and  was  well  known  to  the  Defendant's  employers 

40  ^  and  assented  to  by  them  and  on  their  behalf.  (4)  If  (which  the  Defendant  does 
"  not  admit)  the  use  of  '  Freskel  *  paint  instead  of  '  Duresco '  paint  in  manner 
^  aforesaid  was  not  in  fact  authorised  by  or  known  to  the  Defendant's  said 
'*  employers,  or  assented  to  by  them  or  on  their  behalf,  the  Defendant  in  good 
"  faitii  believed  that  it  was  so  authorised  by  or  known  to  them  or  assented  to 

45  *•  by  them  on  their  behalf,  (5)  The  Defendant  ^admits  that  *  Freskel '  paint  is 
**  not  washable,  but  it  is  a  durable  paint  having  a  good  solid  body  and  makes  a 
"good  job.  *  Freskel'  paint  is  slightly  cheaper  weight  for  weight  than 
**  •  Duresco '  paint,  but  it  does  not  go  so  far  as  *  Duresco '  paint,  and  the  cost  of 
"  doing  a  job  with  *  Freskel '  paint  is  as  great  or  a  little  greater  than  the  cost  of 

5(i  **  doing  it  with  *  Duresco '  paint,  (6)  The  Defendant's  account  referred  to  in 
"^  paragraph  8  of  the  Statement  of  Claim  (so  far  as  material  and  omitting  formal 
"  parts)  was  in  the  following  words  and  figures  : — 

"  *To  amount  of  contract  for  decorating,  &c.,  at  the  Textile     £    s.  d. 
•*  *  Hall  as  per  specification        88  12    6 

55  ***  To  contract  for  painting  dadoes  2  12    6 

•*'£41    5    0' 
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*'  Save  as  aforesaid  the  said  account  does  not  contain  any  such  description  as 
'*  alleged.  The  said  account  was  prepared  and  sent  out  by  a  clerk  in  the 
"  Defendant's  employment  without  reference  to  or  any  knowledge  by  the 
*'  Defendant  personally,  and  if  (which  the  Defendant  denies)  it  contains  any 
'^  such  false  statement  or  representation  as  is  or  appears  to  be  suggested  in  para-  5 
'^  graph  8  of  the  Statement  of  Claim  such  statement  or  representation  was  made 
"  without  the  knowledge  or  authority  of  the  Defendant  personally.  (7)  The  Def  en- 
'^  dant  denies  that  the  paint  so  used  by  him  as  aforesaid  was  not  durable,  or 
*'  that  it  speedily  or  in  fact  appeared  that  it  was  not  durable,  or  that  the  result 
"  was  to  throw  any  discredit  upon  the  Plaintiffs'  *  Duresco '  paint  as  alleged  or  10 
"  otherwise  in  fact.  (8)  The  Defendant  has  for  upwards  of  twenty  years  past 
"  and  on  many  occasions  tendered  for  work  to  be  done  with  '  Duresco '  paint, 
''  but  he  has  not  at  any  time  been  in  the  habit  of  substituting  or  in  fact 
'^  substituted  other  paint  without  permission.  The  Defendant  denies  that  he 
'*  has  been  in  the  habit  of  effecting  or  making  substitution  even  with  permis*  15 
'^  sion,  but  he  submits  that  the  Plaintiffs  are  not  entitled  to  complain  of  or  to 
''  prevent  such  substitution  with  permission.  (9)  The  paint  substituted  by  the 
'*  Defendant  has  not  at  any  time  been  cheaper  for  him  to  use  either  in  respect 
*'  of  the  cost  of  material  or  because  fewer  coats  were  or  are  used  or  the  time  or 
*'  cost  of  labour  are  or  is  less,  and  the  Defendant  denies  that  by  substituting  for  20 
'^ '  Duresco '  paint,  as  alleged  or  otherwise  in  fact  a  cheaper  or  less  durable 
**  article,  he  has  injured  or  is  injaring  the  Plaintiffs  either  by  the  loss  of  sale  or 
"  by  the  injury  to  the  reputation  of  their  article  or  otherwise  in  fact.  (10)  The 
'^  Defendant  has  not  at  any  time  threatened  or  intended  nor  is  he  threatenimir 
*'  or  intending  to  continue  any  such  wrongful  conduct  as  alleged,  and  no  injury  25 
"  has  in  fact  been  occasioned  or  will  be  increased  as  alleged.  (11)  Immediately 
^'  upon  complaint  being  made  in  respect  of  the  work  at  the  said  Hall  the  Defen- 
''  dant  gave  the  explanation  hereinbefore  contained,  and  upon  the  hearing  of  a 
"  Motion  by  the  Plaintiffs  for  an  interlocutory  injunction  the  Defendant  gave 
'*  an  undertaking  until  judgment  or  further  Order  not  to  pass  off  or  attempt  to  30 
"  pass  off  any  paint  not  being  '  Duresco  '  paint  as  or  for  *  Duresco '  paint.  The 
'^  Defendant  has  not  in  fact  at  any  time  passed  off  or  attempted  to  pass  off 
^^  or  threatened  or  intended  to  pass  off  or  attempt  to  pass  off  any  paint  not  being 
"  '  Duresco '  paint  as  or  for  '  Duresco  '  paint." 

The  action  came  on  for  trial  before  Mr.  Justice  WARRINGTON.  35 

Bowden  E.C.,  and  L.  B.  Sebastian  (instructed  by  Maddison^  Stirling^  and 
Humm)  appeared  for  the  Plaintiffs ;  Cave  K.C.  and  P.  S.  Stokes  (instructed  by 
Chester,  Broome^  and  Griffiths^  agents  for  F.  Howarth  of  Bury)  appeared  for 
the  Defendant. 

Warrington  J.— The  Plaintiffs  are  proprietors  of  a  water  paint,  called  40 
"  Duresco,"  which,  it  is  said,  has  the  property,  when  applied  to  the  wall  of  a 
room,  of  being  water- proof  and  capable  of  being  washed  without  washing  off. 
There  is  another  water  paint,  which  is  called  "  Freskel,"  which  appears  to  have 
an  opposite  property — ^namely,  that  where  it  is  placed  on  the  wails  of  a  room, 
and  it  is  desired  to  remove  it  from  the  walls  of  a  room,  it  washes  off  very  45 
easily.    The  comparative  cost  of  painting  a  room  or  a  wall  with  "  Duresco  '*  or 
"  Freskel  "  may  be  a  matter  of  some  doubt ;  but  I  am  willing  to  take  it,  on  the 
authority  of  Mr.  Smithy  that  practically  it  makes  no  difference-— that  one  element 
which  would  render  "  Duresco "  the  more  expensive  is  compensated  for  by 
another  element  which  would  render  ^*  Freskel  "  the  more  expensive ;  so  that,  50 
taking  the  two  all  round,  there  is  not  much  difference  between  them. 

The  Plaintiffs  are  the  proprietors  of  "  Duresco,"  and  some  time  in  June  1904 
the  persons  having  the  management  of  the  Textile  Operatives  Hall,  at  Bury, 
prepared  a  specification  for  certain  painting  work  to  be  done  to  their  Hall,  in 
which  it  was  laid  down  that  the  walls  were  to  be  cleaned  and  distempered  55 
with  **  Duresco,*'  in  any  colour,  as  might  be  required.  The  Defendant,  Mr. 
Smithy  who  is  a  painter  and  decorator  of  considerable  standing  in  the  town  of 
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Bnry,  tendered  for  that  work  on  a  tender  signed  by  him,  but,  as  I  understand, 
prepared  by  his  foreman  ;  and  the  tender  expressed  that  the  work  was  to  be 
done  in  strict  accordance  with  the  specification.  Accordingly,  on  that  he 
entered  into  a  contract  with  the  persons  managing  the  Textile  Hall  that  he 
5  would,  amongst  other  things,  distemper  the  wall  with  "  Duresco  "  in  any  colour 
as  might  be  required.  As  a  matter  of  fact,  he  did  not  distemper  the  walls  with 
"Duresco,"  but  with  "Freskel." 

Here  there  is  a  conflict  of  evidence.    Mr.  Smith  personally  knew  nothing 
about  it ;  and  I  thoroughly  believe  him  when  he  says  that  it  made  no  difference 

10  to  him  whether  "  Freskel "  or  "  Duresco  "  was  used.  The  work  was  in  charge 
of  his  foreman,  Shephard  ;  and  Shephard  had  actually  prepared  the  tender  for 
the  work,  to  this  extent,  that  he  had  arrived  at  a  price  which  it  was  necessary 
to  charge  for  the  work.  Shephard  said  he  was  preparing  to  get  on  with  the 
ceilings,  which  was  the  earliest  part  of  the  work  to  be  done — making  the 

15  scaffold — ^and  that,  while  he  was  engaged  on  that,  a  representative  of  the 
Textile  Hall  people  came  to  the  room  and  said,  "  We  have  been  going  over 
'*  the  work  that  is  in  progress  at  the  Technical  School,  and  we  are  very  much 
"  pleased  with  the  colour  of  the  wall  and  the  appearance  of  the  wall  at  the 
"  Technical  School ;  what  is  the  staff  that  you  have  been  using  there  ?  "  ;  and 

20  he  said  that  what  he  was  using  there  was  ''  Freskel.*'  Thereupon  the  man  he 
spoke  to  said,  '^  Well,  we  like  that  very  much  iiideed  ;  is  there  any  difference 
"  in  the  cost  ? "  He  was  told,  "  No ;  it  will  make  no  difference ;  if  you 
**  like  to  have  *  Freskel '  put  on,  and  give  us  the  order  to  put  it  on,  we  will 
**  put  it  on."    Then  the  answer,  according  to  Shephard^  was,  "  You  can  use 

25  "  which  you  like  provided  it  looks  well  and  wears  well."  According  to 
ShepJiardy  on  that  he  used  "  Freskel,"  and  that  was  the  reason  why  he  used 
"Freskel."  It  is  true  that  in  his  afftdavit,  in  the  first  instance,  he  said  that 
the  man  with  whom  he  had  had  the  conversation  was  Mr.  Nabb,  the  president 
of  the  society ;  but  he  gave  what  to  my  mind  was  a  thoroughly  satisfactory 

30  explanation  of  that.  He  said  he  had  had  a  conversation  with  one  of  the 
officials — ^he  did  not  know  which  it  was — ^and  he  was  told  that  Nabb  was  the 
president ;  but  he  seems  to  have  concluded — I  do  not  know  why — that  the 
man  with  whom  he  had  had  the  conversation  was  Nabb,  But  he  was  then 
told  that  NaJ)b  had  on  oath  denied  having  had  any  such  conversation  ;  and  he 

35  went  to  see  him,  and  then  he  saw  that  he  was  not  the  man.  Then  he  asked  Nabb 
with  whom  he  would  have  been  likely  to  have  had  such  a  conversation, 
and  he  said,  **  Oh,  probably  Mr.  DuckworthJ*^  Then,  afterwards,  he  saw  Mr. 
Duckworth^  not  knowing  what  his  name  was,  in  the  street,  and  recognised  him  as 
the  man  with  whom  he  had  the  conversation.    Accordingly,  in  the  box,  he 

40  said  the  conversation  was  with  Duckworth^  and  not  with  Nabb,  That  seems 
to  me  to  be  a  perfectly  reasonable  explanation  of  the  only  point  on  which  his 
evidence  here  was  open  to  observation.  He  gave  his  evidence  perfectly  well,  and 
I  was  struck  with  this— that  the  actual  terms  of  the  conversation  were  not  given 
as  if  he  had  learned  them  off  by  rote.    They  varied  a  little  at  the  different 

45  times  at  which  he  spoke  about  it,  and  I  see  no  reason  whatever  to  disbelieve 
him.  Well,  Duckworth  does  not  remember  it.  But  Duckworth  was  there  on 
and  off  pretty  often,  and  he  does  remember  having  talks — ^friendly  talks,  as  he 
calls  them,  with  one  or  two  men  at  work.  It  seems  to  me  very  difficult  to 
believe  that  he  did  not  have  conversations  with  Shephardy  although  he  positively 

50  denies  that  he  had  any  conversation  with  Shephard  at  all.  I  really  can  hardly 
credit  that,  if  he  was  in  and  about  the  work  while  it  was  going  on,  and 
had  conversations  with  the  men  who  wer«  engaged  in  it.  On  the  whole, 
I  think  Duckworth  must  have  forgotten,  and  I  trust  Shephard's  evidence 
on  that  point  rather  than  that  of  Duckworth,    Now,  if  that  is  so,  and  treating 

55  Shephard  as  if  he  were  the  principal,  which  he  is  not — ^treating  Shephard^  for 
this  purpose,  as  if  he  were  Mr.  Smithy  it  is  obvious  that  there  was  no  attempt 
to  pass  off  another  man's  goods  aff  the  goods  of  the  Plaintiffs.    If  that  evidenoe 
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is  to  be  believed,  the  person  who  had.prei)ared  the  Bpecification,  and  for  whom 
the  work  was  being  done,  were  perfectly  well  aware  that  "  Freskel  ••  paint 
either  was  natnrally  being  used,  or  would  be  used,  if  npon  consideration 
Mr.  Smith  chose  to  use  it.  It  may  still  be  that,  owing  to  the  lack  of  authority 
on  the  part  of  the  person  who  had  the  conversation,  that  might  not  be  sufficient  5 
to  relieve  Mr.  Smith  from  a  charge  of  having  broken  his  contract,  if  there  were 
any  such  complaint  now  made.  But  that  is  not  the  case  with  which  I  have  to  deal. 
The  case  I  have  to  deal  with  is  one  of  a  different  nature  ;  it  has  nothing  to  do 
with  the  contract  between  the  Textile  Hall  people  and  Mr.  Smith.  I  have  to 
say — ^whether  Mr.  Smith  purposely  passed  off  the  goods  of  one  man  as  and  for  the  10 
goods  of  another.  On  the  facts  it  seems  to  me  it  is  impossible  to  come  to  any 
such  conclusion. 

Then  with  regard  to  the  Technical  School.  There  the  facts  are  somewhat 
different.  The  Technical  School  belongs  to  the  Corporation  of  Bury,  and  a 
formal  specification  was  prepared  in  the  office  of  the  Borough  Surveyor  for  1-& 
doing  the  work,  and  that  specification  again  provided  for  the  use  ou  the  walls 
of  '^  Duresco  '*  sanitary  paint.  Some  time  after  the  work  had  been  in  progress, 
when  it  had  been  viewed  daily  by  the  Borough  Inspector,  Mr.  Faraday^ 
he  found  they  were  using  the  '* Freskel •'  paint,  and  not  the  "Duresco" 
paint.  About  half  the  walls  had  then  been  done.  Mr.  Faraday ^  on  finding  that  20 
out,  did  not  stop  the  work,  but  said  that  they  might  go  on  preparing  the  walls, 
and  he  saw  his  chief,  Mr.  Bra^ey^  with  the  result  that  Mr.  Bradley ^  after 
seeing  some  work  at  the  Conservative  Club  which  had  been  done  with 
"  Freskel,"  and  being  satisfied  with  it,  told  Faraday,  as  he  says,  to  have  one 
room  done  with  "  Freskel "  and  one  with  "  Duresco,  for  comjiarison,  in  order  25 
that  he  might  decide  which  was  the  best  one  to  use.  But,  as  Faraday  under- 
stood it,  he  was  told  to  have  one  room  done  with  **  Duresco,"  not  for  the  purpose 
of  comparison,  and  seeing  which  they  would  decide  upon  having,  but  in  order 
that  when  the  work  was  measured  up,  inasmuch  as  "Duresco"  had  been 
specified  for,  he  might  see  whether  the  "  Duresco  "  cost  more  or  less  than  the  30 
"  Freskel,"  and  so  might  arrive  at  a  conclusion  whether  there  ought  to  be  a 
reduction  from  the  contract  price  if  "  Freskel "  was  used.  That  was  Faraday" t 
understanding,  and,  having  that  understanding,  Faraday  allowed  over  half  of 
the  walls  to  be  done  with  "  Freskel."  • 

Again,  how  is  it  possible  for  me  on  those  facts  to  say  that  Mr.  Smith  39 
"  passed  off  " — ^that  is  to  say,  tried  to  make  people  who  were  employing  him 
believe  that  he  was  using  the  Plaintiffs'  paint,  when,  in  fact,  he  was  using 
some  other  paint  ?  There  was  no  motive  for  it,  and  I  thoroughly  believe  Mr. 
Smith  when  he  tells  me  that  he  had  not  the  least  idea  of  substituting  the  one 
for  the  other  for  any  profit  to  himself  or  to  any  other  person.  ^ 

I  ought  to  say  that  "  Freskel "  is  not  the  Defendant's  paint.  It  does  not 
belong  to  him.  He  has  no  more  interest  in  using  that  than  he  has  in  using 
the  other.  It  seems  to  me,  if  there  is  any  complsunt  at  all,  it  is  a  pure  case 
of  breach  of  contract  as  between  Smith  and  his  employer ;  and  I  know  of 
no  case  which  decides  that,  where,  if  any  wrong-doing  is  done  at  all,  it  ^ 
is  a  mere  breach  of  contract  between  the  Defendant  and  his  employer,  that 
gives  any  right  of  action  to  the  third  person  whose  materials,  according  to  the 
contract,  ought  to  have  been  used,  but  had  not  in  fact  been  used. 

It  seems  to  me  that  passing-off  depends  entirely  upon  misrepresentation  ;  in 
this  case  there  is  nothing  of  the  sort,  and  the  result  is  that  I  must  give  judgment 
for  the  Defendant  and  with  costs. , 


50 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Warrington. 

February  14th,  1906. 

Badische  Anilin  und  Soda  Fabrik  v.  Hickson. 


5  Patent — Action  for  infringement  of  certain  Patents  against  two  Defendunis. 
-^Proceedings  stayed  by  consent  a^gainst  one  Defendant. — T?ie  other  Defendant  at 
the  trial  ordered  to  pay  the  Plaintiffs*  costs  up  tojtidgment  with  certain  exceptions. 
— Costs  incurred  against  first  Defendant  whether  to  be  indtuied. — Second 
Defendants  application  to  review  taxation  dismissed. 

10  An  action  for  infringement  of  three  Patents  was  brought  by  the  owners  of 
tliem  against  a  Company  and  an  individual.  The  action  as  against  tJie 
Defend-ant  Company  was  settled  before  trials  and  an  Order  was  made  staying 
proceedings  against  the  Company.  At  the  trial  the  Plaintiffs  succeeded  against 
the  indixndual  Defendant  on  two  Patents^  but  failed  on  the  thirds  and  an  Order 

15  was  made  directing  taxation  of  the  Plaintiffs'  costs  except  so  far  as  increased  by  the 
claim  for  infringement  of  the  third  Patent^  and  for  taxation  of  the  individual 
Defendant's  costs  so  far  as  increased  by  that  claim^  with  a  setoff.  The  Taxing 
Master  having  taxed  the  Plaintiffs]  costs  in  pursuance  of  the  Order^  the  individiuxl 
Defendant  objected  that  he  had  allowed  items  relating  exclusively  to  the  Defendant 

20  Company.    The  Taxing  Master  disallowed  the  oJrjectiony  and  the  individual ' 
Defendant  applied  to  review  the  taxation^  contending  that  under  the  Order  the 
Taxiiig  Master  ought  only  to  have  taxed  the  Plaintiffs'  costs  incurred  c^ainst 
him  and  not  those  incurred  against  the  Defendant  Company^  and  also  that 
such  costs  were  costs  thrown  away. 

25  HAi^  following  Kelly^s  Directories  Ld.  v.  Gavin  and  Lloyds  {L.R.  (1901) 
2  Ch.  763\thal  in  the  absence  of  any  special  direction  in  the  Order ^  the  taxation 
aught  not  tobe  limited  as.  contended  for  by  the  Defendant.  The  application  was 
dismissed  with  costs. 

The  Badische  Anilin  und  Soda  Fabrik  brought  an  action  for  infringement 

30  of  three   Patents    against  Ernest  Hickson  and   the  Basle  Chemical  Works. 

Before  the  trial  the  Plaintiffs  and  the   Defendant    Company    arrived    at    a 

settlement,  and  an  Order  was  made  staying  proceedings  against  the  Defendant 

Company  on  certain  terms,      The  action  as  against  Hickson  proceeded  to 

N 
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trial,  when  it  was  held  that  he  had  infringed  two  of  the  Patents,  but  not 
the  third.  The  Order  made  directed  that  the  Plaintiflfe'  costs  of  the  action 
np  to  and  inclndin^  jud'gment  should  be  taxed  except  so  far  as  the  same 
had  been  increased  by  the  claim  in  respect  of  the  alleged  infringement 
of  the  third  Patent,  and  that  the  costs  of  the  Defendant  Hickson  should  be  ^ 
taxed  so  far  as  the  same  had  been  increased  by  the  said  claim,  with  a  set-off 
(22  R.P.C.  63).*  The  Taxing  Master  having  taxed  the  costs  in  pursuance  of  the 
Order,  the  Defendant  objected  to  the  allowance  of  certain  items  on  the  following 
grounds,  namely  : — '^  Because  the  Plaintiffs  having  obtained  an  Order  staying 
"  the  proceedings  against  the  Defendant  the  Basle  Chemical  Works,  and  having  1^ 
**  succeeded  against  the  Defendant  Ernest  Hickson,  the  Plaintiffs  are  not  entitled 
"  to  recover  against  the  Defendant  Ernest  Hickson  the  costs  thrown  away  by 
"  joining  the  Basle  Chemical  Works'^  The  items  which  the  Defendant 
Hickson  alleged  to  relate  exclusively  to  the  Defendant  Company  were  set  out 
in  the  Objections.  ^^ 

The  Taxing  Master's  Answers  to  the  Objections  were  as  follows  :— "  Kelly's 
"  Directories  Ld.  v.  Gavin  and  Lloyds  (L.R.  (1901)  Chancery  Division,  Vol.  2, 
"  page  763)  bears  directly  on  this  case,  especially  the  observations  of  the  learned 
"  Judge  (Byrne  J.),  and  I  might  answer  these  Objections  in  the  same  way  that 
"  the  Taxing  Master  answered  the  Objections  in  that  case,  viz. : — '  The  Def  en-  20 
"  '  dant  is  ordered  to  pay  to  the  Plaintiffs  their  costs  of  this  action  up  to  and 
"  *  including  the  judgment  to  be  taxed.  I  have  taxed  the  Plaintiffs'  costs  of 
"  *  action.  I  am  not  directed  to  make  any  deduction  therefrom  on  account  of 
"  *  the  Defendant  (the  Basle  Chemical  Works)  having  been  joined,  and  I  have 
"  *  made  none.  Holding  this  view  I  have  overruled  the  Objection,  which  is  25 
**  *  one  of  principle  only  and  not  affecting  any  item  of  allowance,  if  my  view  of 
"  '  the  Order  is  correct.'  But  I  will  deal  with  the  question  raised  by  the 
"  Objection  on  its  merits  apart  from  the  decided  case  I  have  referred  to,  and  I 
"  think  I  can  distinguish  it  from  the  case  of  Dunn  v.  Northey  (Annual  Practice, 
"  1906,  page  895)  quoted  to  me  in  support  of  the  Objection.  The  Basle  30 
"  Chemical  Works  were  made  parties  mainly  to  obtain  discovery  necessary  for 
'<  the  success  of  the  Plaintiffs'  case  against  the  Defendant  Hickson,  and  the 
"  information  required  was  obtained  in  consequence.  That  information  having 
"  been  obtained  it  was  unnecessary  to  continue  the  action  against  the  Basle 
^'  Chemical  Works,  and  it  was  accordingly  stayed  as  against  those  Defendants.  35 
"  This  was  quite  proper.  The  information  obtained  leading  to  evidence  was 
''  available  in  the  prosecution  of  the  action  against  the  Defendant  Hickson,  and 
"  it  will  be  useful  if  not  absolutely  necessary  in  the  inquiry  hereafter  to  be 
"  made  under  the  judgment.  The  costs  of  obtaining  it  were  therefore  not 
"  thrown  away  as  alleged  in  the  Objections.  As  to  the  case  of  Dunn,  v.  40 
"  Northey,  I  have  had  the  papers  looked  up  at  the  Taxing  Office,  and  I  find 
'*  that  the  learned  Judge  who  dealt  with  the  case  {^Bucknill  J.)  decided  that  the 
'*  costs  incurred  in  reference  to  the  defendant  against  whom  the  plaintiffs  in 
"  that  case  had  discontinued  had  been  thrown  away,  and  therefore  he  ordered 
"  the  Taxing  Master  to  '  disallow  such  costs  as  were  thrown  away  through  the  45 
"  *  Defendant  Northey  being  sued.'  Here  the  costs  are  not  thrown  away,  and 
^'  therefore  the  case  quoted  is  to  be  distinguished  from  this  case  and  has  no 
'^  application.  As  to  the  items,  in  amount  they  are  quite  usual  and  proper  and 
"  I  don't  understand  they  are  objected  to,  if  my  view  as  above  stated  is  correct. 
"  Under  the  circumstances  I  overrule  these  Objections."  50 

The  Defendant  Hickson  applied  to  the  Court  to  review  the  taxation. 

A.  J.  Walter  and  Sinclair  (instructed  by  Emmet  &  Co,,  agents  for  Rawnsley 
and  Peacock  of  Bradford)  appeared  for  the  Applicant ;  H.  A,  Cole/ax  (instructed 
by  J.  H.  and  J.  Y.  Johnson)  appeared  for  the  Respondents. 

*  Th$  PUintiffB*  appeal  as  to  the  third  Patent  was  difmlBsed  ;  22  R.P.G.  573. 
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Sinelair^  for  the  Applicant,  referred  to  the  pleadings  in  the  action  and  the 
Order,  and  continued  : — As  to  Kelly^a  Directories  Ld.  v.  Gavin  and  Lloyds^ 
the  Jnd^  there  had  both  parties  before  him  at  the  trial,  and  any  Order  made  to 
pay  the  plaintiffs'  costs  must  be  taken  to  have  applied  to  the  costs  of  the  plaintiffs 
5  as  regards  both  defendants.    That  case  is  distinguishable  on  the  ground  that  in 
the  present  case  Buckley  J.  did  not  have  the  Basle  Chemical  Works  before 
him  at  the  trial.    [Warrington  J.— At  the  trial  you  could  have  asked  the  Court 
to  exclude  the  costs  against  the'  Defendant  Company.    The  answer  now  is  the 
name  as  that  given  to  the  contention  in  Kelly^s  case.]     Impliedly  the  Plaintiffs' 
JO  costs  mean  those  in  respect  of  the  Defendant  before  the  Court.    Dunn  v.  Northey 
(Annual  Practice,  1906,  page  895)  is  in  my  favour.    I  submit  that  the  Defen- 
dant Company  was  improperly  joined,  for  the  purpose  of  discovery  only. 
There  is  a  second  objection,  although  not  formally  taken,  that  the  Plaintiffs 
would  be  getting  the  costs  twice  over. 
15     Golefax  submitted  that  the  case  was  governed  by  Kelly'* s  case.    As  to  the 
second  point,  it  is  not  open  to  the  Defendant  to  take  it  now.    [Warrington  J. 
—May  it  not  be  said  that  it  is  not  a  question  of  taxation,  but  that  a  note  ought 
to  be  put  on  the  bill  ?]     [Ultimately  this  objection  was  not  pressed  on  behalf 
of  the  Applicant.] 
20     Warrington  </. — ^This  is  an  objection  to  taxation,  and  the  question  that  has 
arisen  is  this — the  action  was  an  action  for  infringement  of  a  Patent  brought 
against  two  Defendants,  Ernest    Hickson  and   the  Basle   Chemical    Works. 
The  action  was  begun  in  1902.     In  February  1904  an  Order  was  obtained  staying 
proceedings  against  the  Basle  Chemical  WorkSy  nothing  in  that  Order  being 
25  said  as  to  costs.    The  action  came  on  for  trial  against  the  Defendant  Hickson^ 
and  on  the  12th  of  December  1904  an  Order  was  made  directing  the  taxation 
of  '^  the  Plaintiffs^  costs  of  this  action  up  to  and  including  this  judgment  except 
"•  so  far  as  the  same  have  been  increased  by  their  claim  in  respect  of  the 
"•  Defendants*  infringement  of  **  particular  Letters  Patent  *'  such  costs  as  may 
30  "  relate  to "  the  other  Letters  Patent  "  to  be  taxed  as  between  solicitor  and 
"  client  and  to  tax  the  costs  of  the  Defendant  Ernest  Hickson  of  this  action  so 
"  far  as  the  same  have  been  increased  by  the  said  claim,  and  the  Taxing  Master 
^  is  to  set  off  the  said  costs  of  the  Plaintiffs  and  of  the  Defendant  Ernest 
"  Hickson  when  so  taxed  and  certify  to  which  of  them  the  balance,  after  such 
35  '*  set-off,  is  due."    The  Taxing  Master  has,  as  he  was  directed  to  do,  taxed  the 
Plaintiffs*  costs  of  this  action  up  to  and  including  this  judgment,  and  in  taxing 
the  Plaintiffs*  costs  of  this  action  he  has  included  certain  costs  which  would  not 
have  been  incurred  if  the  Company  had  not  been  made  Defendants.    The 
question  is  —-Was  he  right  in  so  doing  ? 
40      The  matter  seems  to  me  to  be  absolutely  covered  by  authority.    The  question 
came  before  Mr.  Justice  Byrne  in  Kelhfs  Directories  Ld.  v.  Oavin  and  Lloyds^ 
in  1901,  2  Chancery,  page  763.    In  that  case  the  plaintiffs,  as  here,  had  sued 
two  defendants.    As  against  one,  Oavin^  they  obtained  judgment  with  costs ; 
as  against  Lloyds  they  did  not  obtain  judgment,  and  no  Order  was  made  as  to 
45  costs  either  way.    The  Taxing  Master  in  that  case,  as  here,  had  taxed  the  costs 
of  the  plaintiffs  without  making  any  allowance  or  deduction  in  respect  of  costs 
relating  to  their  costs  against  Lloyds  alone,  and  there,  as  here,  the  objection  was 
taken  that  is  taken  now.  namely,  that  that  course  was  wrong,  and  that  the 
Taxing  Master  ought  not  to  have  included  in  the  costs  to  be  paid  by  Oavin 
50  costs  which  were  costs  of  the  action  as  against  LloydSy  but  Mr.  Justice  Byrne 
pointed  out  that  the  time  at  which  that  contention  ought  to  have  been  raised 
was  the  hearing  of  the  action.    It  is  quite  a  common  thing  for  a  Judge  of  the 
Chancery  Division,  when  dealing  with  the  costs  at  the  trial,  to  make  special 
Orders  if  he  thinks  that  any  particular  costs  ought  or  ought  not  to  be  borne,  as 
55  the  case  may  be,  by  pne  of  the  parties,  and  an  example  of  that  is  shown  in  the 
present  case.    The  learned  Judge  before  whom  the  action  came  has  here  made 
an  exception  of  the  Plaintiffs'  costs  so  far  as  they  have  been  increased  by  the 
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Plaintiffs'  claim  in  respect  of  certain  particular  Letters  Patent,  and,  if  there  was 
to  have  been  any  other  deduction  from  the  Plaintiffs'  costs,  it  ought  to  have 
been  mentioned  at  the  trial. 

In  my  opinion  Kelly^s  case  is  directly  in  point.    It  is  said  that  it  is  not  in 
point  because  that  was  a  case  in  which  the  action  against  both  Defendants  came  5 
to  trial,  but  that  in  this  case  the  action  was  stayed  against  the  Basle  Ohemtcal 
WorkSy  and  that  fact  appears  on  the  face  of  the  judgment,  the  title  of  the 
action  being,  as  is  always  the  case  where  the  action  is  stayed  against  one  of  the 
Defendants,  amended  by  adding  after  their  name,  ''  Against  whom  proceedings 
'^  have  been  stayed  by  Order  dated  "  &c.    It  seems  to  me  that  that  makes  no  10 
difference.    The  fact  that  the  action  had   been  stayed  as  against  the  Basle 
Chemical    Works  made  no  alteration   in   the  Defendant  Hicksoh^s  position 
as  regards  the  Plaintiffs  on  this  point.    He  could  have  asked  with  just  the 
same  effect  at  the  trial  to  have  so  much  of  the  Plaintiffs'  costs  disallowed 
as  represented  the  increase  occasioned  by  making  the  Basle  Chemical  Works  15 
Defendants.     It  made  no  difference  whatever  that  they  were  absent  at  the 
trial.    It  seems  to  me  therefore  that  the  reasons  given  by  Mr.  Justice  Byrne 
in  Kelly^s  case  apply  equally  in  the  present  case,  and  therefore  it  is  exactly 
in  point. 

The  Taxing  Master    refers  to   another   case — ^mentioned    in  the    Annual  20 
Practice — Dunn  v,  NortJiey.    I  do  not  know  what  the  circumstances  of  that 
case  were.    There  is  no  report  of  it.    The  Taxing  Master  says  that  he  has 
looked  at  the  papers,  and  he  finds  in  those  papers  that  the  Judge  was  of  opinion 
that  the  costs  against  the  second  defendant,  or,  at  any  rate,  some  of  them,  had 
been  thrown  away,  and  what  he  did  was  to  direct  the  Taxing  Master  to  25 
disallow  the  plaintiff*s  costs  against  the  second  defendant  which  had  been 
thrown  away.    That  seems  to  me  to  be  quite  right.    The  Order  was  to  tax 
the  plaintiff's  costs,  but  when  the  Taxing  Master  finds  that  a  plaintiff  has 
been  recklessly  and  improperly  incurring  costa,  in  the  sense  that  they  have 
been  thrown  away,  he  would,  of  course,  under  the  common  Order  to  tax,  be  30 
perfectly  justified  in  disallowing,  and  it  would  be  his  duty  to  disallow  them. 
So  really  that  is  not  an  authority  affecting  the  present  case,  where  the  Taxing 
Master  has  found  as  a  fact  that  the  costs  in  question  were  not  thrown  away. 

Then  I  may  just  make  this  remark  on  the  second  point  which  Mr.  Sinclair 
tried  to  raise.  He  said,  '^  But  it  appears  that  the  Plaintiffs  have  already  35 
^  received  from  the  Basle  Chemical  Works  payment  of  the  costs  as  against 
<^  them."  If  that  had  been  so,  if  it  really  were  the  fact  that  the  Plaintiffs  had 
received  part  of  the  costs  which  the  Defendant  was,  ordered  to  pay,  I  should 
have  found  a  way  out  of  the  technical  objection  somehow,  so  as  to  enable 
justice  to  be  done  and  to  give  the  Defendant  credit  for  the  sums  which  had  40 
been  so  paid,  but  when  I  come  to  look  into  what  the  Defendant  says  in  support 
of  his  contention  that  they  had  been  paid,  I  find  there  is  nothing  in  it.  Therefore 
I  need  not  deal  with  that. 

The  Summons  must  be  refused  with  costs. 
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Iv  THB  Court  of  Session  in   Scotland. 

Innbb  Housb. — Sboond  Division. 

Before  Lord  Justice  Clerk  (Kingsburgh),  Lords  Kyllachy, 
Stormonth  Darling,  and  Low. 

5     May  12th,  October  25th,  26th,  and  27th,  December  12th  and  22nd,  1905. 

Rbid  v.  Thomson  &  Co. 

Damages. — Action  for  declaration  tJiat  the  entry  of  a  word  as  a  Trade  Mark 
on  the  Register  was  invalid  and  illegal^  and  ought  to  he  exputiged,  and  that  tJie 
Defenders  had  no  right  to  the  word  as  a  Trade  Mark^  and  also  for  damages. — 
iO  Abandonment  by  the  Defenders  of  their  claim  to  the  Trade  Mark. — Pursuer 
hdd  disentitled  to  Damages. — Summary  Procedure  {Scotland)  Act  1864^ 
Section  36. — Costs. 

T.  &  Co.  in  September  1908  registered  ^^  Diamonddust  ^^  as  a  Trade  Mark  for 
flour^  and  in  January  1904  prosecuted  R.  under  the  Merchandise  Marks  Act 

15  1887  for  selling  flour  as  ^^  Diamunddust.'*  R.  was  assoilzied  on  the  ground  of 
his  having  acted  innocently.  In  this  prosecution  it  transpired  that  "  Diamond- 
**dust  "  was  and  had  been  for  many  years  used  as  applicable  to  various  brands 
of  floury  but  T.  k  Co.  stili  maintained  their  exclusive  right  to  it  and  to  prevent 
R.from  selling  flour  under  it.    R.  t?ien  raised  an  auction  of  declarator  that  the 

20  entry  by  T.  &  Co.  in  the  Register  was  invalid  and  ou^ght  to  be  expunged^  and 
for  Damages  for  wrongful  registration  and  for  the  loss  sustained  by  him 
through  this  wrongful  registration  and  the  prevention  of  the  sale  of  flour  under 
the  mark,  T.  &  Co.,  a  few  days  before  the  trials  cancelled  the  registration  and 
renounced  their  alleged  right  to  the  mark.    The  case  went  to  proof  on  Damages. 

25  It  was  held  by  the  Lord  Ordinary  in  the  Outer  House  ihat^  as  T.  &  Co.  had 
registered  the  Mark  in  pursuance  of  a  right  conferred  upon  them  by  Statute^  the 
loss  suffered  by  R.  could  not  be  recovered  either  at  common  law  or  under  the  Statute 
of  1888^  which  Statute  did  noty  by  Section  90^  enlarge  the  common  law  cts  to 
damages.  The  Pursuer  reclaimed^  and^  after  the  case  had  been  fully  argued  and  at 

30  avizandum^  the  Court  ex  proprio  motu  directed  the  parties^  attention  to  Section  35 
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of  the  Summary  Procedure  {Scotland)  Acty  1864^  which  provides  that,  in  certain 
caseSy  actions  of  damages  instituted  in  respect  of  prosecutions  shaU  he  com- 
menced mithin  two  months  after  the  cause  of  action  shall  have  arisen.  The 
Defenders  applied  to  amend  by  pleading  this  Statute.  The  Pursuer  admitted 
that  this  Statute  excluded  the  action  so  far  as  it  woe  founded  on  the  prosecution.  5 

The  Courts  after  stating  that  they  were  not  to  he  taken  as  affirming  or 
negativing  the  Lord  Ordinary^  s  judgment,  allowed  the  amendment  applied  for 
by  the  Defenders  on  payment  of  half  of  the  Pursuer^ s  expenses  subsequent  to  the 
15th  of  February  1905,  down  to  which  date  he  had  already  obtained  expenses 
from  the  Lord  Ordinary.  10 

This  was  an  action  by  William  Clarke  Beid,  trading  as  APConnell  &  Reid, 
flour  importers,  at  Glasgow,  as  Pursuer,  against  George  M.  Thomeon  Jt  Co., 
flour  importers,  Glasgow,  for  declarator  that  the  entry  in  the  Register  of  Trade 
Marks  of  the  Trade  Mark  No.  256,926,  and  the  registration  thereof,  dated  the  3rd 
of  September  1903,  for  flour  in  Class  42  in  name  of  the  Defenders,  and  con-  15 
sisting  of  the  word  or  words  "  Diamonddust,"  was  made  without  sufficient 
cause,  and  was  invalid  and  illegal,  and  that  the  same  ought  to  be  expunged 
therefrom  accordingly ;  and  that  the  Defenders  had  no  right  to  the  word  or 
words  "  Diamonddust "  as  a  Trade  Mark  for  flour,  and  that  the  Pursuer  was 
entitled  to  sell  under  the  name  of  "  Diamonddust "  flour  not  supplied  by  the  gO 
Defenders  ;  also  for  500Z.  damages  and  for  expenses. 

For  two  years  prior  to  June  1903  the  Defenders  were  agents  in  Scotland  for  the 
sale  of  flour  produced  by  the  Empire  Mill  in  Ohio,  but  they  sold  none  of  the 
Empire  Mill's  "Diamonddust,"  although  they  sold  some  of  their  other  flour  under 
that  name.  The  agency  of  the  Empire  Mill  was  in  June  1903  transferred  to  the  25 
Pursuer  and  he  began  to  trade  in  their  ''  Diamonddust "  flour,  and  succeeded 
in  creating  a  demand  for  it  in  the  Scotch  and  Irish  markets.  The  Defenders 
continued  to  sell  flour  as  "  Diamonddust "  flour,  and  on  the  3rd  of  September  1903 
registered  the  word  as  a  Trade  Mark  as  above  mentioned. 

On  the  8th  of  January  1904  the  Defenders  presented  a  complaint  in  the  30 
Sheriff  Court  of  Lanarkshire,  at  Glasgow,  complaining  that  the  Pursuer  had 
been  guilty  of  an  offence  against  the  Merchandise  Marks  Act  1887  by  selling,  or 
having  in  his  possession  for  sale  or  other  trade  purposes,  sacks  or  bags  of  flour, 
to  which  was  applied  the  word  "  Diamonddust,"  "  said  name  being  a  registered 
"  Trade  Mark  of  which  the  Defenders  were  proprietors,  and  which  trade  name  35 
"  or  forged  Trade  Mark  had  been  falsely  applied  to  the  said  sacks  or  bags  of 
^'  flour,  and  falsely  described  the  contents  of  the  said  sacks." 

This  complaint  was  tried  before  the  Sheriff-Substitute  who  assoilzied  the 
present  Pursuer,  holding  that  he  had  acted  innocently,  as  provided  for  in 
Section  2  (2)  (c)  of  the  Merchandise  Marks  Act,  but  did  not  grant  expenses  to  40 
either  party.  At  the  hearing  of  this  prosecution  it  transpired  that  '^  Diamond- 
"  dust "  as  applied  to  flour  was  and  had  been  for  many  year^  used  as  applicable 
to  various  brands  of  flour.  These  facts  were  then,  if  not  before  then,  known 
to  the  Defenders.  Although  applied  to  on  several  occasions  by  the  Pursuer  to 
expunge  the  entry  on  the  Register,  or,  at  all  events,  to  allow  the  Pursuer  to  45 
carry  on  his  trade  the  Defenders  declined  to  do  the  one  or  the  other,  and  in  this 
way,  until  the  8th  of  February  1905,  the  Pursuer  was  prevented  from  selling  flour 
under  said  trade  name,  and  was  compelled  to  refuse  to  execute  orders  received 
for  "  Diamonddust "  flour.  He  accordingly  alleged  that  he  had  thus  suffered 
damage  estimated  at  500^.  50 

After  some  correspondence  the  Pursuer,  on  the  27th  of  June  1904,  raised  the 
present  action. 
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On  the  19th  of  October  1904  the  Lord  Ordinary  closed  the  record  and  sent 
the  case  to  the  Procedure  Roll,  where  a  Proof  -was  allowed. 

On  the  8th  of  Febrnary  1905,  just  before  the  Proof,  the  Defenders  intimated 
that  they  would  not  any  longer  prevent  the  sale  by  the  Pursuer  of  flour  under 
5  the  name  in  question ;  and  on  the  11th  of  February  they  put  a  Minute  into 
Process,  intimating  that  they  would  not  oppose  the  declaratory  conclusions. 

Accordingly  the  registration  of  the  Trade  Mark  was  cancelled  on  an  applica- 
tion made  by  the  registered  proprietors  on  the  11th  of  February  1905,  but  the 
Comptroller  had  no  notice  of  these  proceedings.  The  action  being  thus  restricted 
10  to  one  of  Damages,  Proof  was  taken  on  the  16th  and  21st  of  February,  and 
Counsel  were  heard  on  the  24th  and  25th  of  February.  On  the  5th  of  April 
the  Lord  Ordinary  pronounced  judgment,*  finding  for  the  Pursuer  in  terms  of 
the  first  and  second  conclusions  of  the  Summons,  and  assoilzeing  the  Dof  cnders 
from  the  conclusion  for  Damages  on  the  ground  that  the  Defenders  having  been 
15  guilty  of  no  unlawful  act,  but  having  simply  exercised  their  legal  right  of 
having  their  trade  name  registered  as  a  Trade  Mark,  the  case  was  an  example 
of  damnum  aibsque  injuria^  and  that  Section  90  of  the  Patents  &c.  Act,  1883, 
dil  not  enlarge  the  common  law  as  to  Damages.  The  Pursuer  was  found 
entitled  to  expenses  up  to  the  15th  of  February.  On  the  27th  of  April  the 
20  Pursuer  boxed  a  Reclaiming  Note  against  this  judgment,  which  was  sent  to 
the  short  roll.  The  case  was  heard  in  the  Second  Division  on  the  25th,  26th, 
and  27th  October  1905. 

The  Counsel  for  the  Pursuer  and  Reclaimer  were  Grabb  Watt  K.C.  and 
MacRobert  (instructed  by  Gaddell,  Wilson^  and  Morton  W.S.).  The  Counsel  for 
25  the  Defenders  and  Respondents  were  Younger  E.C.  and  J?.  8.  Broum  (instructed, 
by  Dove^  Lockharty  and  Smart  S.S.C.). 

The  case  having  been  fully  argued,  their  Lordships  made  avizandum.    Early 

in  December  1905  the  Court  directed  the  parties*  attention  to  Section  35  of  the 

Sununary  Procedure  (Scotland)  Act  1864  (27  &  28  Vict.  c.  53),  which  is  in  these 

30  terms : — "  Every  action  or  prosecution  against  any  sheriff,  judge,  or  magistrate, 

**  or  against  any  clerk  of  Court,  procurator-fiscal,  or  other  person,  on  account  of 

*♦  anything  done  in  any  case  instituted  under  this  Act,  shall  be  commenced  within 

<*  two  months  after  the  cause  of  action  shall  have  arisen,  unless  a  shorter  period 

'*  is  fixed  by  the  special  Act,  and  not  afterwards."    This  Act  had  not  been 

35  pleaded  by  the  Defenders.    The  Court  invited  the  parties  to  state  whether  they, 

or  either  of  them,  had  anything  to  say  as  to  the  effect  of  the    Section  in 

excluding  the  Pursuer  from  any  remedy,  his  action  not  having  been  brought 

within  two  months  of  the  cause  of  action  arising.     The  Pursuer  intimated 

that,  as  the  Act  was  not  pleaded,  it  was  not  before  the  Court.    Thereafter,  on 

40  the  12th  of  December,  Counsel  for  the  Defenders  moved  to  amend  their  case 

so  as  to  plead  the  limitation  of  action  under  the  above  mentioned  Section  35. 

The  Solicitor-General  {Ure  K.C.),  Grabb  Watt  K.C.  and  MacRobert  for  the 
Pursuer  contended  that  this  amendment  altered  the  whole  aspect  of  the  case. 
If  it  were  sound  to  hold  that  the  Section  excluded  the  action,  then  it  ought  to 
45  have  been  pleaded  at  the  closing  of  the  record,  and  thus  the  entire  expenses 
would  have  been  saved.     The  Pursuer  had  admitted  that  Section  35  was  a 
good  defence  to  the  action,  so  far  as  it  was  founded  on  the  Summary  Procedure 
Act,  if  the  amendment  were  to  be  allowed.    But  it  could  only  be  allowed  on 
payment  of  the  whole  of  the  expenses  to  date. 
50       Younger  K.C.  and  8coit  Broum  for  the  Defenders  contended  that  the  amend- 
ment should  be  allowed  without  penalty  since  it  was  based  on  a  Statute  which 
the  Pursuer  ought  to  have  known. 
The  Court  again  made  avizandum. 
The  case  was  put  out  for  judgment  on  the  22nd  of  December  1905. 


•  22  R.P.a  876. 
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Beid  r.  Thomson  A  Oo. 

LOBD  KyIiLAOHY  delivered  the  leading  Opinion  as  follows  z^-In  this  ease 
it  is  not  necessary  to  decide  whether  the  Parsuer  woald  have  been  entitled 
to  Damages  if  it  had  been  open  to  him  to  found,  not  only  on  the  Defenders 
obtaining  the  registration  of  this  Trade  Mark,  bat  also  on  their  subsequent 
prosecution  of  tibie  Pursuer  under  the  Merchandise  Marks  Act — a  prosecution  5 
which  shortly  followed  upon  the  registration.  Had  that  been  the  position,  we 
should  have  had  to  consider  (in  the  first  place)  whether  the  Defenders'  pro- 
ceedings were,  as  the  Parsuer  contends,  tainted  throughout  by  bad  faith  ;  and 
(in  the  next  place)  if  so,  whether  the  Pursuer's  case  was  not  revelant  at  least  in 
this  respect  that  it  was,  or  involved  in  substance,  a  case  of  malicious  prosecution.  10 
I  may  say — in  agreement  I  believe  with  the  rest  of  your  Lordships — ^that  we 
should  have  considered  that;  to  be  at  least  a  very  serious  question,  and  that  we 
are  by  no  means  to  be  taken  as  either  affirming  or  negativing  the  judgment  of 
the  Lord  Ordinary. 

As  it  happens,  the  Pursuer's  action,  so  far  as  founded  on  the  prosecution,  15 
turns  out  to  be  excluded  by  the  35th  section  of  the  Summary  Procedure  Act, 
under  which  Act  the  prosecution  took  place.  This  is  apparently  not  doubtful, 
and  is  indeed  now  conceded  by  the  Pursuer's  Counsel.  Accordingly,  the 
Pursuer's  claim  for  Damages  comes  to  be  rested  entirely  upon  the  Defenders' 
application  for  registration,  and  the  now  admittedly  erroneous  assertion  of  20 
proprietorship  of  the  Trade  Mark  on  which  the  application  proceeded.  What 
we  have  to  decide  therefore  is  only  this  (1)  whether  the  Defenders'  regis- 
tration of  this  Trade  Mark,  per  se  and  apart  from  the  subsequent  prosecution, 
constituted  a  leg&l  wrong  ;  and  if  so  (2)  whether  it  per  se  operated  to  cause  the 
loss  and  damage  of  which  the  Pursuer  complains.  25 

We  are  perhaps  relieved  by  the  intimation  which  we  had  the  other  day  from 
the  Pursuer's  Counsel  from  deciding  even  those  questions.  But  as  I — and  I 
think  the  rest  of  your  Lordships — ^have  considered  the  matter,  and  had  indeed 
done  so  prior  to  the  recent  amendment,  it  will  be  proper  that  we  should  ex- 
plain that  Mr.  lire's  concession  is  in  entire  accordance  with  the  view  which  the  30 
Court  had  reached  on  the  subject  of  his  concession. 

As  to  expenses,  we  think  that,  in  the  circumstances,  the  amendment  should  be 
allowed  on  payment  of  half  the  Pursuer's  expenses  from  the  date  down  to  which 
he  has  already  obtained  expenses  from  the  Lord  Ordinary,  but  that  no  further 
expenses  should  be  allowed  to  or  by  either  party.  In  other  words,  the  Pursuer  35 
will  have  full  expenses,  as  allowed  by  the  Lord  Ordinary,  up  to  the  15th  of 
February  1905,  and  half  of  his  expenses  subsequent  to  that  date. 
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In  the  Court  of  Appeal. 


Before  The  Master  of  the  Rolls  and  Lords  Justices  Romer 
and  Cozbns-Hardy. 


February  6th,  7th,  8th,  9th,  and  12th,  1906. 

5        New  Inverted  Incandescent  Gas  Lamp  Company  Ld.  v.  Globe 

Light  Ld. 


Patent. — Action  for  lnfringement.-^Is»ue  of  infringement. — Jtuigrnent  for 
the  Defendants. — Appeal  by  Plaintiffs  dismissed. 

Letters  Patent  were  granted  to  B.  &  C.for  '*  Improvements  in  or  relating  to 

10  '^gas  burners.^'  The  first  Claim  was  for  "a  Bunsen  burner  for  incandescent 
*'  gas  lighting  in  which  t?ie  mantle  is  suspended  head  downwards  provided  with 
"  an  isolator  as  b  preferably  made  of  bad  heat-conducting  material^  with  a 
"  deflecting  cone  on  said  isolator^  the  latter  terminating  in  a  burner  head 
'*  provided^  if  required^  with  a  sleeve  with  perforated  »ides^  projecting  into  the 

15  "  interior  of  the  incandescent  mantle  for  the  purpose  of  obtaining  a  downwardly 
•*  directed  fiame^  approximately  of  the  shape  of  the  mantle,  and  without  the 
"  necessity  of  employing  special  mechanical  means  for  producing  a  high  gas 
**  pressure^  suhstantiaUy  as  described.''  In  an  action  for  infringement  of  the 
Patent^   the  Defendants  relied  ultimately  on  infringement  only,  admitting 

20  validity y  but  contending  that  the  Claims  ought  to  be  construed  as  being  for  the 
particular  combination.  TJie  burner  complained ofliad  a  tubeofthin  metal  which 
the  Plaintiffs  alleged  to  act  by  reason  of  its  length  and  thinness  as  an  isolator^ 
and  an  umhrella-shaped  plate  round  the  tube  with  the  apex  upwards,  which  the 
Plaintiffs  alleged  to  act  as  a  deflector,  and  they  contended  tJiat  the  Defendants 

25  had  taken  the  two  essential  features  of  the  invention.  The  Defendants  on  the 
other  hand  contended  that  the  plate  acted  as  a  concentrator  and  that  they  hcui 
neither  of  the  two  features.  It  was  held  at  the  trial,  that  the  Defendants  had 
taken  neither  the  isolator  nor^  though  this  was  more  doubtful,  the  deflector,  and 
had  not  infringed  the  combination.    The  action  was  dismissed  with  costs,  and  a 

30  Certificate  as  to  certain  of  the  Particulars  of  Objections  was  given,  although  the 
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Defendants  had,  at  a  late  stage  in  the  case,  ceased  to  contend  that  the  Patent  was 
invalid.    The  Plaintiffs  appealed. 

Held,  that  the  Defendants  had  not  infringed,  there  being  no  deflector  within 
the  meaning  of  the  Specification  on  the  Defendants'"  hur^ier.  Query,  whether 
there  was  an  isolator.  5 

The  appeal  was  dismissed  with  costs.  A  Certificate  that  the  validity  of  the 
Patent  cams  into  question  was  refused. 

On  the  27th  of  March  1900  Letters  Patent  (No.  5769  of  1900)  were  granted 
to  Josef  Bemtdsid,  Emanuel  Cervenka  tor  an  invention  of  "Improvements  in 
"  or  relating  to  gas  burners."    The  Complete  Specification  was  as  follows  : —        10 

"  It  is  well  known  that  Bunsen  burners  are  employed  with  great  advantage 
"  for  the  production  of  incandescent  gaslight.  The  gas  issuing  from  the  burner 
"  head,  when  lit,  renders  the  incandescence  material  luminous.  The  light  from 
"  such  luminous  body  spreading  out  upwards  at  an  angle  of  45^  it  becomes 
"  necessary  to  provide  the  burners  with  reflectors  in  order  to  deflect  the  light  15 
**  rays  downwards.  Up  to  the  present  it  has  been  impossible  in  many  cases  to 
"  do  without  expensive  reflectors  when  required  to  have  the  light  reflected 
"  downwards  at  an  angle.  Attempts  have  been  made  to  suspend  the  mantle 
"  head  downwards.  The  Bunsen  burner  had,  consequently,  also  to  be  reversed, 
"  and  then  it  was  found  that  the  gas  issuing  downwards  from  the  burner,  when  20 
'*  lighted,  struck  back  to  the  open  nozzle  of  the  burner.  The  mantle,  therefore, 
"  became  incandescent  only  over  part  of  its  surface  while  the  greatest  portion  of 
"  it  did  not  come  in  contact  with  the  burning  gas  at  all  and  consequently  gave 
"  no  light. 

"  To  avoid  these  drawbacks,  gas  has  been  used  under  considerable  pressures,  25 
"  such  as  are  not  used  in  normal  gas  supplies  and  up  to  the  present  incandescent 
"  devices  shedding  their  light  downwanls  have  only  been  obtained  in  combina- 
**  tion  with  a  method  of  gasifying  suitable  liquids  under  considerable  pressure. 
"  In  the  case  of  such  reversed  Bunsen  burners  the  drawbacks  above  described 
"  are  caused  owing  to  the  burner  becoming  excessively  hot,  whereby  a  current  30 
"  of  air  is  produced  sufficiently  strong  to  drive  the  flame  back. 

*'*'  The  present  invention  relates  to  a  novel  construction  of  Bunsen  burner 
"  which  will  render  it  applicable  under  ordinary  gas  pressure  for  incandescence 
"  mantles  shedding  the  light  downwards.    In  the  accompanying  Drawing  a  gas 
"  lamp  for  incandescent  light  is  represented  with  a  reversed  Bunsen  burner  and  35 
"  mantle,    a  is  a  Bunsen  burner  to  which  is  attached  an  isolator  h  made  of, 
"  preferably,  bad  heat  conducting  material,  such«  as  for  instance  glass.    The 
"  latter  is  provided  with  a  burner  head  c  projecting  into  the  mantle  d  and  made 
"  of  metal  or  some  suitable  refractory  material.    The  gas  which  meets  with  no 
"  impediment  whatever  in  the  conduit  part  of  the  lamp   (the  orifice  of  the  40 
"  burner  head  is  wholly  open)  passes  through  the  Bunsen  body  a  the  isolator  h 
*'  and  the  burner  head  c  into  the  open  and  when  lit  gives  a  beautiful  flame 
"  projecting  downwards  and  is  confined  to   the  mantle   by  the  contrary  air 
'^  currents  produced.     Striking  back  of  the  flame  is  prevented  since  the  isolator 
"  h  protects  the  burner  against  becoming  excessively  heated,  while  a  conical  45 
*'  head /on  the  isolator  h  deflects  the  hot  air  away  from  the  sides  of  the  burner. 

'^  With  a  view  of  increasing  the  incandescence  effect  of  the  mantle  and  its 
*'  downward  radiation  of  light  the  burner  head  c  may,  with  great  advantage,  be 
^^  provided  at  the  end  with  a  perforated  sleeve  «  or  a  sleeve  of  metallic  netting. 
^  The  gas  issuing  radially  through  the  fine  meshes  is  protected  by  the  principal  50 
^  jet  of  the  flame  striking  downwards  against  contrary  air  currents,  i.6.,  against 
'^  striking  back,  and,  reaching  the  adjacent  parts  of  the  mantle,  causes  the  latter 
^*  to  become  incandescent  over  a  maximum  extent  of  surface." 
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The  Patentees  claimed  : — 

"  1.  A  Bunflen  burner  for  incandescence  gas  lighting  in  which  the  mantle  is 
**  suspended  head  downwards  provided  with  an  insolator*  as  6,  preferably  made 
"  of  bad  heat  conducting  material,  with  a  deflecting  cone  on  said  isolator,  the 
••  latter  terminating  in  a  burner  head  provided,  if  required,  with  a  sleeve  with 
**  perforated  sides,  projecting  into  the  interior  of  the  incandescence  mantle  for 
'*  the  purpose  of  obtaining  a  downwardly  directed  flame  approximately  of  the 
'^  shape  of  the  mantle  and  w  ithout  the  necessity  of  employing  special  mechanical 
"  means  for  producing  a  high  gas  pressure,  substantially  as  described. 

^'  2.  The  complete  incandescence  gas  burner  substantially  as  described  or 
**  illustrated  in  the  accompanying  Drawings." 


On  the  10th  of  October  1904  the  New  Inverted  Incandescent  Gas  Lamp 
Company  Ld.  commenced  an  action  against  the  Globe  Light  Ld.  for  infringe- 
ment of  the  Patent,  claiming  the  usual  relief.    The  Statement  of  Claim  alleged 

25  that  the  Plaintiffs  were  the  registered  owners  of  the  Patent ;  that  the  same  was 
subsisting ;  and  that  the  Defendants  had  infringed.  The  Particulars  of  Breaches 
alleged  that  the  Defendants,  on  the  6th  of  October  1904,  sold  to  Harry 
Lutwychei  at  their  place  of  business  in  Regent  Street,  an  inverted  incandescent 
gas  burner,  constructed  in  accordance  with  the  invention,  the  subject-matter  of 

20  the  Patent,  without  any  authority  or  licence  from  the  Plaintiffs  so  to  do,  and  in 
yiolationof  the  Plaintiffs*  rights,  and  that  the  Defendants  had  continuously 


*  This  obyionely  shonld  be  *'  isolator.* 


C. 
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since  that  date  offered  such  barners  publicly  for  sale  at  the  same  place,  and 
continaed  so  to  do. 

The  Defendants,  by  their  Defence,  denied  infringement,  and  alleged  that 
the  Patent  was  invalid.  The  Particulars  of  Objections  alleged  (1)  that 
Josef  Bemt  sind  Emanuel  Cervenka  were  not,  nor  was  either  of  them,  the  first  5 
and  true  inventors  or  inventor  of  the  alleged  invention  ;  (2)  that  the  alleged 
invention  was  not  useful ;  (3)  that  the  alleged  invention  was  not  new  : — (A)  that 
the  alleged  invention  had  been  published  in  this  realm  prior  to  the  date  of  the 
Patent  by  the  publication  in  the  Patent  Office  Library  of  the  Specifications  of 
the  following  Letters  Patent,  upon  the  whole  of  each  of  which  the  Defendants  10 
would  rely,  as  against  Claims  1  and  2  of  the  Patent : — ^No.  2035  of  L882  (Imray)  \ 
No.  3241  of  1883  (Lake)  ;  I4o.  1150  of  1887  (Sellon)  ;  No.  7990  of  1887  (Imray)  ; 
No.  60  of  1891  iGlamond)  ;  No.  3667  of  1897  {Kmt) ;  No.  20,823  of  1897  {Kent)  ; 
No.  24,103  of  1898  {Heime  and  Barg)  ;  No.  23,619  of  1899  {Beese) ;  (^)  that 
the  alleged  invention  claimed  in  both  the  claiming  clauses  was  matter  of  15 
general  common  knowledge.  Bunsen  burners,  both  inverted  and  erect,  for 
use  with  mantles,  with  and  without  non-conducting  materials  in  such  burners 
to  prevent  the  effect  of  heat,  were  commonly  and  generally  known  long 
prior  to  the  date  of  the  Plaintiffs'  Patent ;  (4)  that  the  alleged  invention  was 
not  the  proper  subject-matter  of  valid  Letters  Patent ;  that  the  Defendants  20 
would  thereunder  refer  to  the  matters  in  paragraph  3  (A)  and  (B)  ;  (5)  that  the 
Complete  Specification  of  the  alleged  invention  did  not  sufficiently  describe  the 
nature  of  the  alleged  invention,  nor  the  manner  in  which  the  same  was  to  be 
performed,  and  that  the  Specification  was  inaccurate  and  misleading.  Particulars 
of  paragraph  (5)  referred  to  certain  parts  of  the  Specification,  and  alleged  that  25 
no  instructions  were  given  as  to  length  and  internal  diameter  of  isolator  nor 
bore  of  gas  nipple  to  be  used  in  any  case  nor  size  of  air  ports  ;  and  that  no 
working  inverted  gas  burner  could  be  made  by  following  the  instructions  in 
the  Specification. 

The  sale  of  the  burner  complained  of  in  the  Particulars  of  Objections  was  30 
admitted  by  the  Defendants,  such  burner  being  marked  and  referred  to  as 
y.L.  2.    The  Plaintiffs  contended  that  this  burner  had  an  isolator,  namely,  a 
long  thin  brass  tube,  corresponding  to  h  in  the  drawing  attached  to  the  Specifi- 
cation, and  that  an  umbrella-shaped  plate  of  metal  having  the  narrow  part 
uppermost  and  the  tube  passing  through  it  was  the  equivalent  of  the  Plaintiffs'  35 
deflector.    The  Defendants  contended  that  this  plate  had  the  effect  of  concen- 
trating and  did  not  act  as  a  deflector.    Two  other  gas  burners  were  admitted  by 
the  Defendants  as  having  been  made  by  them  and  were  referred  to  as  V.L.  12  and 
V.L.  13.    In  these  as  well  as  in  V.L.  2  the  lower  part  of  the  mixing  chamber 
was  of  globular  form,  it  being  fluted  in  Y.L.  13.    In  V.L.  12  there  was  no  plate  40 
but  a  gallery. 

The  action  was  tried  by  Mr.  Justice  Joyce  on  May  18th,  19th,  22nd,  and  23rd, 
1905,  who  held  that  the  Defendants  had  taken  neither  the  isolator  nor — though 
this  was  more  doubtful — the  deflector ;  and  had  not  infringed  the  combination. 
The  action  was  dismissed  with  costs  (22  R.P.C.  431).    The  Plaintiffs  appealed.     45 

Astbury  K.C.  and  J.  W.  Gordon  (instructed  by  Steadman,  Van  Praaghj  and 
Oaylor)  appeared  for  the  Appellants ;  A.  J.  Walter  ^xl^l  J.  H.  Gray  (instructed 
by  Rubinstein  A  Co.)  appeared  for  the  Respondents. 

Astbury  K.C.and  Cordon  for  the  Appellants. — When  incandescent  lighting  came 
in  the  mantles  were  always  placed  upwards,  above  the  light.  In  the  ordinary  gas  50 
flame  luminosity  is  due  to  unburnt  particles  of  carbon  becoming  incandescent. 
Any  blackening  from  a  gas  fiame  is  caused  by  unburnt  particles  of  carbon.  This 
would  spoil  a  mantle.  It  therefore  became  necessary  for  incandescent  lighting 
to  use  a  Bunsen  burner.  In  upright  incandescent  lighting  the  gas  rises  by 
lightness  and  by  pressure,  and  by  regulating  the  entrance  of  air  a  proper  55 
mixture  can  be  easily  obtained.  When  the  inoandeeoent  burner  is  inverted 
certain  difficulties    arise.    First,  there    is  a  difficulty  due  to  cross-currents 
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causing  a  licking  back  of  the  flame.  Secondly,  the  heat  of  the  flame  risoB 
roond  the  tube  to  the  air-holes,  and  the  products  of  combustion,  chiefly  carbonic  | 

acid  gas,  do  so  also.  These  interfere  with  the  access  of  air  and  make  the  flame 
vary  and  affect  the  proportions  of  air  and  gas  and  therefore  the  combustion.  j 

5  The  Patent  is  for  a  new  combination  of  devices,  none  of  which  had  been  used  | 

for  this  purpose.  The  Patentees  discovered  that  three  things  were  necessary — 
First,  isolating  the  burning  end  from  the  nipple,  preferably  by  bad  heat* 
conducting  material,  but  not  excluding  conducting  material ;  the  isolator  is 
to  prevent  conduction  of  heat.    Secondly,  there  is  to  be  a  deflector  to  prevent 

lU  convection  of  heat,  and  to  prevent  the  products  of  combustion  reaching  the 
air-holes.  Thirdly,  the  burner  must  project  down  into  the  mantle.  The 
Defendants  have  chosen  brass  for  their  tube,  which  is  a  bad-conducting 
metal,  and  they  get  isolation  by  the  thinnesss  of  the  metal  and  the  length 
of  the  tube.    The  heat  radiates  rapidly  from  the  tube  because  of  its  thinness. 

15  [The  alleged  infringement  was  shown  to  the  Court.]  By  radiation  the 
Defendants  get  the  effect  of  isolation.  They  have  two  things,  each  of  which 
acts  as  a  deflector.  It  is  immaterial  that  the  cone  of  the  deflector  is  not 
inverted.  The  effect  is  the  same  as  regards  diversion.  [The  Specification 
was  read.]     The  Drawing  may  be  looked  at  in  construing  the  Specification, 

20  although  it  contains  something  not  described  in  the  letterpress  {HatteraUy  v. 
Hodgson  22  R.P.C.  229).  On  the  construction  of  the  Specification,  striking 
"  back  to  the  open  nozzle  of  the  burner  "  means  that  the  flame  curls  back  towards 
the  place  from  which  it  issues.  The  isolator  prevents  conduction  from  heating 
the  burner  a  to   excess,  and  the  deflector  prevents  it  becoming  too   hot  by 

25  means  of  the  products  of  combustion.  Claim  1  accurately  describes  the  Defen- 
dants' apparatus.  The  fiUed-up  cone  is  immaterial,  since  the  lines  of  flow  are 
determined  by  the  upper  part.  The  Defendants  have  what  is  an  isolator  on  account 
of  its  length  and  thinness.  Joyce  J.  held  that  there  was  no  isolator ;  he  said  that 
nothing  can  be  an.  isolator  that  connects.    [Collins  M.R. — But  is  not  the 

30  Plaintiffs'  apparatus  continuous  ?]  Yes,  and  so  is  the  Defendants',  even  if  it  is 
made  in  two  pieces  fitting  together.  The  Defendants  have  taken  the  element 
of  distance,  and,  although  they  use  brass  for  the  tube,  yet  the  Patentees  only 
say  "preferably  made  of  bad  heat-conducting  material ";  moreover  the  Defend- 
ants get  the  isolating  effect  by  thinness  of  the  metal.    Length  is  the  principal 

35  element ;  it  gives  radiation.  The  second  Claim  is  still  more  in  the  Plaintiffs' 
favour,  as  that  is  for  what  is  shown  in  the  Drawing.  [The  Judgment 
of  Joyce  J.  was  read.]  We  only  allege  here  the  infringement  complained  of  in 
the  Particulars  of  Breaches.  As  to  the  alleged  anticipation  and  the  state  of 
knowledge,  Clamond  leads  away  from  the  Patentees'  invention.    There  is  heat 

40  and  suction.  The  first  Kent  is  the  only  alleged  anticipation  that  is  not  on  the 
regenerative  principle.  It  illustrates  the  difficulties.  The  second  Kent  is 
regenerative.  It  was  not  commercial  and  is  not  suited  for  an  ordinary  room. 
None  of  the  anticipations  were  commercial.  [Heinsie  and  Barg  and  Beeee  were 
also  referred  to.]    The  problem  which  the  Patentees  solved  was  not  present 

45  even  to  the  minds  of  the  patentees  of  the  alleged  anticipations.  They  are  all 
regenerative  except  one — ^the  first  Kent  But  he  had  neither  the  isolator  nor 
the  deflector.  [The  evidence  was  referred  to.]  Really  the  evidence  for  the 
Defendants  supports  the  Plaintiffs'  case.  There  is,  moreover,  evidence  that  the 
invention  was  a  great  success.    [The  Judgment  of  Bvckley  J.  in  the  action 

50  of  the  Plaintiffs  against  Cope  and  Timminsy  (ante  page  103)  was  read.]  Isolation 
means  having  sufficient  length  to  prevent  the  flame  striking  back.  Length  is  to 
be  taken  into  account,  although  not  especially  mentioned  in  the  letterpress  of  the 
Specification.  One  must  consider  also  what  is  shown  in  the  Drawing.  The  parts  to 
be  separated  are  that  where  the  burning  takes  place  and  that  where  the  flow  in  is. 

55  Supposing  that  one  cannot  have  a  metal  tube  and  that  one  must  have  separation, 
yet  for  infringement  one  must  see  if  the  essence  is  taken.  [ROMBB  L.J. — ^Is 
there  evidence  that  the  Defendants'  tube  acts  as  an  isols^tor  ?]    Yes.    [Professor 
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Lewes*  evidence  was  referred  to.]     If  that  is  not  proved,  we  ask  now  to  be 
allowed  to  show  experiments  to  the  Conrt.    We  asked  for  leave  to  do  that  below. 
By  isolator  is  meant  something  which  prevents  conduction  of  heat ;  the  best 
example  is  a  saucepan  handle,  which  is  made  long  and  thin,  thus  radiating  heat. 
All  the  witnesses  agree  that  it  is  desirable  to  keep  down,  as  far  as  possible,  the  5 
heat  of  the  tube.    The  proportions  of  the  mixture  of  gas  and  air  are  affected  by 
the  degree  of  heat,  and  it  does  not  matter  whether  the  heat  is  by  conduction  or 
convection.    The  theory  of  the  Patentees  is  quite  right.    The  earlier  inventors 
used  the  generative  system,  which  was  wrong.    It  was  economical  as  to  con-    . 
sumption  of  gas,  but  not  on  the  whole  ;  the  real  point  is  to  obtain  more  light,  ID 
which  the  Patentees  have  succeeded  in  doing.    It  is  important  that  the  flame 
should  fit  the  mantle.    It  is  essential  to  get  a  steady  and  well-adjusted  flame. 
This  is  what  the  Patentees  have  succeeded  in  doing.    Small  points  may  be 
necessary  to  that  success,  but  the  Patentees  completely  solved  the  problem, 
going  away  from  what  had  been  done  before.  15 

Walter  for  the  Respondents. — The  Specification  is  really  a  simple  one,  and 
framed  so  as  to  carry  out  the  Patentees'  theory.  As  to  the  state  of  knowledge, 
Bunsen  burners  were  well  known.  Their  object  is  to  ensure  complete  combustion. 
In  the  ordinary  upright  Bunsen  burner  the  lightness  of  the  mixture  assists  the 
flow.  It  was  an  essential  feature  of  every  Bunsen  burner  that  the  rate  of  flow  20 
should  be  greater  than  the  rate  of  the  propagation  of  flame  through  the  mixture, 
in  order  to  prevent  lighting  back.  The  problem  of  preventing  this  lighting 
back  had  been  solved  in  many  ways.  The  ordinary  G  burner  was  a  Bunsen 
burner  of  an  ordinary  type.  This  was  provided  with  a  deflector  to  prevent  the 
flame  getting  back.  The  patented  invention  had  nothing  to  do  with  keeping  the  23 
products  of  combustion  from  the  air-holes.  That  was  well  known  to  be  necessary. 
The  Patentees  found,  first,  that  on  inversion  the  natural  tendency  of  the  mixture 
to  rise  hindered  the  flow ;  and,  secondly,  which  was  a  more  serious  diflficulty, 
that  if  the  tube  was  bathed  in  the  flame  and  products  of  combustion  the  tendency 
of  the  mixture  to  rise  was  increased  by  the  heat  of  the  mixture.  They  devised  30 
two  things  to  obviate  this— first,  an  isolator,  to  prevent  conduction  ;  and, 
secondly,  on  that  a  deflector  to  prevent  convection.  The  upper  protuberance 
or  deflector  shown  in  the  Drawing  was  old,  and  is  in  no  way  described  or  indi- 
cated in  the  letterpress.  The  lower  deflector  is  carefully  described.  The 
Defendants  have  not  taken  either  part  of  the  combination.  The  evidence  is  35 
that  the  great  necessity  for  success  is  to  have  a  properly  shaped  mantle.  [The 
Specification  was  read.]  The  conical  deflector  is  to  be  on  the  isolator,  at  the 
bottom  of  it.  It  is  intended  to  keep  the  mixture  in  the  isolator  from  getting 
hot,  not  to  prevent  the  products  of  combustion  from  getting  to  the  air-holes.  The 
Claim  is  for  an  inverted  Bunsen  burner  composed  of  (1)  an  isolator,  (2)  a  deflect-  40 
ing  cone  such  as/,  and  (3)  a  burner-head,  which  is  described  as  projecting  into 
the  mantle.  In  order  to  make  out  that  the  Defendants  infringe,  the  PlaintifFs 
have  to  say  that  the  deflector  may  be  left  out.  What  the  Defendants  do  is 
simply  to  keep  the  products  of  combustion  away  from  the  air-holes.  The 
Defendants  deliberately  bathe  their  tube  in  the  hot  products  of  combustion  ;  45 
it  is  of  the  regenerative  type.  The  Patent  is  strictly  for  a  combination.  The 
second  Claim  does  not  go  further  than  the  first.  The  Defendants  have  no 
isolator.  The  Patentees  meant  by  an  isolator  something  to  prevent  the  tube 
getting  hot  by  conduction.  The  Defendants*  metal  tube  is  not  an  isolator. 
What  is  said  to  be  a  deflector  really  keeps  the  tube  hot ;  the  Defendants  want  50 
to  get  a  better  flame  by  heating  their  mixture.  1  do  not  attack  validity,  if  the 
Specification  is  construed  as  I  submit.  If  not,  the  ordinary  Bunsen  burner, 
which  can  be  turned  upside  down,  is  an  anticipation.  [The  following  Specifi- 
cations mentioned  in  the  Particulars  of  Objections  were  referred  to,  namely  : — 
Kent  (No.  3667  of  1897),  Heinze  and  Barg^  and  Beese.']  The  evidence  shows  55 
that  the  success  which  is  attributed  to  the  invention  is  not  due  to  anything  in 
the  Specification,  but  to  other  matt9r§>  and  especially  to  fitting  the  mantle  to 
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the  flame.   [The  Jndgn^cient  of  Bucldey  J.  in  the  action  against  Cope  and  Timmina 
wafl  again  referred  to.]     That  the  burner-head  should  project  into  the  mantle 
is  only  a  direction  for  use.    The  Claim  is  for  the  burner. 
Astbury  K.C.  in  reply. — ^Whether  the  Patentees'  theory  is  right  does  not 
5  matter ;  but  if  the  construction  contended  for  by  the  Respondents  is  right, 
then  they  infringe,  although  they  may  have  more  heat  than  the  Patentees 
get.    There  is  no  question  of  actual  coolness  ;   it  is  rather  one  of  keeping 
down  the    heat  of    the   tube.    Assuming  that  the  Patentees'  whole   inten- 
tion was  to  try  to  keep  down  the  heat  of  tlie  tube  by  the  isolator  (whatever 
10  that  may  mean),  and  to  increase  the  protection  by  shielding  it  with  a  deflector 
on  the  isolator,  still  I  submit  there  is  infringement.    If  one  gets  a  further  result 
than  what  a  patentee  directs,  the  patentee  is  entitled  to  the  benefit  of  it.    The 
protection  of  the  air-holes  is  such  a  result.    There  was  no  inverted  Bunsen 
burner  getting  the  results  which  the  Patentees  obtained.    None  of  the  Specifl- 
15  cations  referred  to  are  anticipations,  even  if  they  have  an  effect  on  subject- 
matter.    It  is  essential  for  success  to  have  such  a  difference  in  temperature 
between  the  mixing  chamber  and  the  burner-head  that  the  flow  down  shall 
not  be  interfered  with.    The  Defendants  have  a  deflector,  which  is  on  the 
upper  part  of  the  isolator.    If  the  flow  down  is  obtained,  the  coolness  of  the 
20  gas  and  air,  coming  in,  help  to  keep  the  tube  cool ;  but  the  Patentees  use  special 
devices  for .  that  purpose.     The  Defendants'  deflector  acts  precisely  as  the 
Patentees'  does ;  it  tends  to  keep  the  tube  cool.     The  Defendants  alter  the 
arrangement  somewhat  to   get   out   of  infringement ;    but  if,  as    I   submit, 
the  evidence  shows  that  the  Defendants'  arrangement  does  result  in  comparative 
25  coolness,  then  they  infringe.    They  have  both  an  isolator  and  a  defector.    One 
has  to  consider  the  effect  of  these  combined.    The  Patentees  depend  on  length 
and  the  shield.    The  latter  is  to  stop  the  flame  running  up  the  tube,  and  it  does 
not  matter  much  in  effect  which  way  the  conical  deflector  is  turned.    Either 
way  it  acts  to  keep  the  tube  cooler  above  the  deflector  than  below.    I  ask  the 
30  Court  to  see  experiments  to  show  that  the  result  is  the  same.     I  say  that  even 
under  the  Defendants'  inverted  conical  deflector  it  is  cooler  than  if  there  were 
none,  because  the  flame  does  not  run  up  the  tube.    All  the  alleged  anticipations 
keep  the  products  of  combustion  from  the  air  inlets  by  means  of  a  chimney.  The 
Patentees'  method  of  overcoming  this  diflaculty,  which  was  common  knowledge, 
35  was  not  known  before  the  Patent.   The  patented  invention,  consisting  as  it  does  of 
a  combination  of  four  elements,  is  not  to  be  found  in  any  of  the  alleged 
anticipations.    Is  the  Patent  good  independently  of  the  question  of  infringe- 
ment ?     I  submit  that  it  is.    By  using  the  combination  you  get  an  effective 
light,  and  if  others  get  this  by  only  slightly  altering  the  means  and  adding  to 
40  the  combination  they  infringe.    A  plate  corresponding  to  the  top  of  cone  acts 
in  same  way  as  the  cone  and  therefore  infringes  (Clark  v.  Adie  L.R.  2  App. 
Cas.  315).    The  inverted  cone  acts  similarly  and  infringes.    When  an  invention 
consists  of  a  combination  you  must  not  look  at  the  effect  of  one  ])art  alone  but 
at  the  total  effect  of  the  combination.    You  cannot  get  out  of  infringement  by 
45  slightly  altering  the  effect  of  one  part.    The  upper  saucer  is  simply  an  ornament, 
and  if  not  it  is  in  Claim  2.     ^Taylor  and  Scott  v.  Annand  (17  R.P.C.  at  page  136) 
was  referred  to.]     If  you  cut  out  everything  from  the  Specification  except  the 
description  and  Claims  and  take  away  all  theories,  which  may  be  right  or  wrong, 
the  Defendants  would  infringe,  and  this  is  a  good  test.    The  Plaintiffs'  deflector 
50  is  in  the  best  position,  but  the  Defendants  cannot  get  out  of  infringement  by 
using  the  deflector  in  a  somewhat  worse  way. 

CoLlilNS  M.R. — This  is  an  appeal  by  the  Plaintiffs  against  a  decision  of  Mr. 
Justice  Joyce  in  favour  of  the  Defendants.  The  Patent  in  question  relates  to 
incandescent  gas  burners,  and  has  for  its  object  a  contrivance  for  enabling  the 
55  ordinary  incandescent  light  to  be  produced  with  what  is  called  the  mantle — 
that  is,  the  luminous  incandescent  part— downwards.  The  notion  is  to  put 
the  incandescent  light  iUuniination  more  nearly  on  a  par  with  that  which  we 
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know  as  the  incandescent  electric  light,  and  to  get  rid  of  the  difficulty  which 
theretofore  existed  by  reason  of  the  fact  that  the  incandescent  gas  light  was 
produced  from  an  ordinary  lamp  underneath,  with  the  luminous  mantle  at  the 
top.  That  had  the  incidental  disadvantage  that  all  that  part  of  the  lamp  under- 
neath was  interposed  between  the  light  and  the  part  of  the  room  under  5 
the  lamp,  and  that  there  was  a  shadow  or  penumbra,  therefore,  under  the 
lamp  which  it  was  desirable  to  get  rid  of,  if  it  was  to  compete  success- 
fully or  equally  with  the  incandescent  electric  light,  which,  as  we  all 
know,  gives  its  light  from  luminous  globes  which  depend  from  some  attach- 
ment above,  and  have  nothing  underneath  them  to  interfere  vrith  the  free  10 
distribution  of  the  light.  Now,  of  course,  the  incandescent  light  at  the  time  of 
this  invention  was  thoroughly  well  understood.  All  the  difficulties  in  producing 
the  incandescent  mantle,  as  it  is  called,  which  gives  the  light,  had  been  over- 
come. But  it  is  necessary  to  refer  very  shortly  to  the  means  by  which  that 
object  was  attained.  It  was  necessary'  to  get  a  flame  so  hot  as  to  make  it  fit  to  15 
produce  a  white  heat  in  a  material  which  could  be  placed  in  the  hottest  part  of 
the  flame,  and  would  remain,  like  the  gates  of  hell  as  described  by  MUton — 
"  Impaled  with  circling  fire,  yet  unoonsumed."  Accordingly,  after  very  great 
research  and  an  immense  expenditure  of  ingenuity,  materials  were  found  in 
certain  earths  that  bear  some  curious  hybrid  names.  20 

It  is  necessary  to  understand,  broadly  at  least,  how  the  incandescent  lamp 
worked.  In  the  first  instance,  it  was  necessary  to  get  a  flame  which  would  not 
defeat  its  object  by  soiling  and  spoiling  the  substance  out  of  which  the  incan- 
descence was  to  be  procured  when  heated  to  a  white  heat  by  the  flame.  There- 
fore the  Bunsen  burner  was  adopted,  which  has  the  effect  of  producing  a  flame  of  25 
very  great  heat,  procured  by  the  fact  that  complete  combustion  is  assured,  and 
that  all  those  particles  of  unbumt  carbon  which  form  the  luminous  part  of  the 
flame  in  the  ordinary  gaslight  are  thereby  eliminated.  The  way  in  which  that 
was  done  was  by  an  ingenious  contrivance  whereby  a  mixture  of  air  and  ordinary 
gas  in  the  right  proportions  is  secured  before  it  is  conveyed  to  the  point  of  30 
ignition.  There  is  a  thing  that  has  been  called,  I  think,  an  air  chamber, 
into  which  air  is  admitted  by  what  Buckley  J.  has  called  port^holes,  and 
into  this  chamber  gas  in  well  defined  quantity  is  admitted,  and  then  the 
mixture  of  the  gas  and  air  is  carried  forward  through  a  tube  to  the 
point  of  ignition,  and,  at  the  point  of  ignition,  gives  out  a  flame  that  is  non-  35 
luminous,  but  very  hot;  and  into  the  hottest  part  of  that  flame,  which  is 
at  the  outside,  where  the  external  air  meets  the  flame,  and  as  nearly  as  possible 
coincident  with  it,  is  placed  the  mantle,  which,  by  its  incandescence,  gives  the 
light.  When  the  invention  had  come  to  that  point,  the  want  was  felt  of 
competing  on  more  even  terms  with  the  electric  incandescent  light,  and,  40 
therefore,  it  was  very  desirable  that  some  contrivance  should  be  discovered  by 
which  it  would  be  possible  to  put  the  mantle  downwards  at  the  bottom  of  the 
lamp  instead  of  at  the  top,  which  was  its  position  theretofore.  Yarioas  contri- 
vances were  adopted  for  the  purpose.  There  was,  of  course,  one  central  difficulty 
staring  the  inventors  in  the  face,  namely,  that  this  fluid,  which  burnt,  was  45 
necessarily  very  considerably  lighter  than  the  air,  inasmuch  as  it  was  a 
mixture  of  gas  and  air,  and  therefore  lighter  than  the  air  itself.  To  induce 
this  fluid  to  go  downwards,  instead  of  to  go  upwards— which,  if  I  may  use  the 
words,  would  be  its  *'  natural  instinct  *' — some  contrivances  had  to  be  adopted 
which,  either  by  way  of  suction  or  by  pressure  from  behind,  would  act  50 
upon  this  fluid,  which  was  so  light  that  it  would  otherwise  not  go  downwards. 
Therefore  there  was  a  difficulty  in  using  the  ordinary  gas  pressure  from  a  pipe 
in  a  private  house,  and  inventions  were  made  with  a  view  to  artificially  bringing 
extra  pressure  in  some  form  or  other  to  bear  upon  this  vapour  or  gaseous  fiuid  so 
compounded.  Under  these  circamstances,  to  an  ordinary  uninstmcted  person,  55 
the  first  thing  that  probably  would  occur  wonld  be  to  turn  the  Bunsen  burner, 
with  the  mantle  on  the  top  pf  it,  upsicie  4owu,    Then  you  got  your  burner  at  the 
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top  and  yoiir  incandeBcect  mantle  at  the  bottom.  Bat  it  was  f onnd  at  once  that  the 
flame  which,  for  the  pnrposes  of  the  invention  it  wasneceeaary  shonld  go  down, 
instead  of  going  down  was  disposed  to  turn  tip,  and  that  it,  as  it  is  called^ 
"struck  back,"  and,  if  it  strnck  back  far  enotigh,  it  got  access  to  the  mixing 
S  chamber  where  the  air  was  admitted  and  set  the  gas  on  fire  at  that  point,  and 
therefore  destroyed  the  whole  purpose  of  the  arrangement.  The  difficulty  that 
had  to  be  obviated  was  so  to  arrange  that  this  striking  back,  with  the  injurious 
consequence  which  I  have  described,  should  be  avoided ;  and  there  was  an 
added  difiBculty  because,  when  you  had  this  lieat  at  the  bottom,  you  had 
10  conduction  in  the  tube  leading  down  from  the  air  chamber  to  the  point  of 
ignition  ;  you  had  the  heat  making  the  intervening  space  in  this  tube,  between 
the  point  of  ignition  and  the  chamber  above,  hot ;  and  you  also  had  the  heat 
generated  by  the  hot  currents  turning  back  outside  the  tube.  The  result  was 
to  Intensify  the  difficulty  that  already  existed  and  to  make  it  more  difficult  for 
IS  the  light  gas  and  air  to  come  down  against  the  influence  ot  the  extra  heat,  which 
would  have  the  tendency  of  sending  them  up  instead  of  down.  Under  these 
circumstances,  the  Patentees  describe  their  difficulties,  and  describe  the  mode 
by  which  they  seek  to  overcome  them.  They  say  :  "  Up  to  the  present  it  has 
''  been  impossible  in  many  cases  ** — that  is,  in  the  case  of  the  existing  inean- 

20  descent  burners  at  the  top  of  the  lamp— "to  do  without  expensive  reflectors 
"  when  required  to  have  the  light  reflected  downwards  at  an  angle.  Attempts 
*'  have  been  made  to  suspend  the  mantle  head  downwards.  The  Bunsen  burner 
"  had,  consequently,  also  to  be  reversed,  and  then  it  was  found  that  the  gas 
^  issuing  downwards  from  the  burner,  when  lighted,  struck  back  to  the  (q>en 

25  **  nozzle  of  the  burner.  The  mantle,  therefore,  became  incandescent  only  over 
^  part  of  its  surface,  while  the  greatest  portion  of  it  did  not  come  in  contact 
"  with  the  burning  gas  at  all,  and  consequently  gave  no  light.  To  avoid  these 
'*  drawbacks  gas  has  been  used  under  considerable  pressures,  such  as  are  not 
^  used  in  normal  gas  supplies,  and  up  to  the  present  incandescent  devices 

30  "  shedding  their  light  downwards  have  only  been  obtained  in  combination 
^  with  a  method  of  gasefying  suitable  liquids  under  considerable  pressure.  In 
"  the  case  of  such  reversed  Bunsen  burners  the  drawbacks  above  described  are 
*'  caused  owing  to  the  burner  becoming  excessively  hot,  whereby  a  current  of 
"  air  is  produced  sufficiently  strong  to  drive  the  flame  back.    The  present 

35  **  invention  relates  to  a  novel  construction  of  Buneen  burner  which  will  render 
^  it  applicable,  under  the  ordinary  gas  pressure,  for  incandescence  mantles 
**  shedding  the  light  downwards."  Then  they  go  on  to  describe  it.  I  will 
leave  out  the  letters,  but  I  must  read  the  description.  "In  the  accompanying 
"  Drawing  a  gas  lamp  for  incandescent  light  is  represented  with  a  revei*sed 

40  ^  Bunsen  burner  and  mantle,  a  is  a  Bunsen  burner  to  which  is  attached  an 
"  isolator  made  of,  pi*eferably,  bad  heat-conducting  material,  such  as,  for 
^  instance,  glass.  The  latter  is  provided  with  a  btirner  head  projecting  into 
"  the  mantle  and  made  of  met«l  or  some  suitable  refractory  material.  The  gas, 
"  which  meets  with  no  impediment  whatever  in  the  conduit  part  of  the  lamp 

45  **  (the  orifice  of  the  burner  head  is  wholly  open),  passes  through  the  Bunsen 
^  body,  the  isolator  and  the  burner  head  into  the  open,  and  when  lit  gives  a 
^  beautiful  flame  projecting  downwards  and  is  confined  to  the  mantle  by  the 
"  contrary  air  currents  produced.  Striking  back  of  the  flame  is  prevented  since 
^  the  isolator  protects  the  burner  against  becoming  excessively  heated,  while  a 

50  **  conical  head  on  the  isolator  deflects  the  hot  air  away  from  the  sides  of  the 
•*  burner."  Then  they  formulate  their  Claims  :  **  (1)  A  Bunsen  burner  for 
^  incandescence  gas  lighting  in  which  the  mantle  is  suspended  head  down«> 
^  vnards  provided  with  an  isolator,  preferably  made  of  bad  heat-conducting 
^  material,  with  a  deflecting  cone  on  said  isolator,  the  latter  "^that  I  need  not 

55  read)  ....  "projecting  into  the  interior  of  the  incandescence  mantle  for 
^  the  purpose  of  obtaining  a  downwardly-directed  flame  approximately  of  the 
"  shape  of  :the  niantle,  and  without  the  necessity  of  employing  special  mechanical 
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"  means  for  producing  a  high  gas  pressure,  substantially  ad  described.    (2)  The 
"  complete  incandescence  gas  burner  substantially  as  described  or  illustrated  in 
V  the  accompanying  .Drawings.'*    Now  the  object  is  to  get  a  cool,  or  a  com- 
paratively cool  (for these  terms  are  only  comparative),  "  isolator^'  or  insulator. 
The  insulator  is  not  very  definitely  described  in  the  Specification.   The  Patentees  5 
use  somewhat  loose  language  ;  but  I  think  this  much  is  perfectly  clear — ^when 
we  come  to  analyse  it — that  the  insulator  is  the  part  between  what  they  call 
the  Bunsen  body  (and  the  Bunsen  body  is  that  part  which  consists  of  the  place 
shown  at  the  top  of  the  Drawing  where  the  gas  is  let  in  and  where  the  air  is 
also  admitted),  and  the  burner  head — that  is  the  point  of  ignition.  In  the  language  10 
of  the  Specification  it  is  thus  put — ^**  The  gas,  which  meets  with  no  impediment 
"  whatever  in  the  conduit  part  of  the  lamp  (the  orifice  of  the  burner  head  is 
"  wholly  open)  passes  through  the  Bunsen  body."    Now  the  Bunsen  body  is 
what  I  have  termed  the  air  chamber — the  place  where  the  gas  is  admitted — 
which  is  surrounded  by  what  Mr.  Justice  Bleckley  called  port-holes,  where  the  15 
air  is  admitted.    Then  from  that  you  have  a  tube  leading  down  to  the  point 
of  ignition  where  the  fiame  is  lit,  and  between  those  two  points  is  the  insulator. 
It  is,  therefore,  that  interval  of  tubing  interposed  between  the  Bunsen  body 
and  the  burner  head,  and  the  object  of  the  invention  is  to  keep  that  cool, 
which,  as  I  have  said,  is  only  a  comparative  term,  and  of  the  two  contrivances,  20 
by  which  the  Patentees  hope  to  keep  that  interval  cool,  one  is  the  insulator, 
which,  by  its  position,  and  to  some  extent  by  the  material  of  which  it  is 
composed,  helps  to  counteract  the  heat  derived  by  conduction  from  the  flame 
up  to  the  fabric  of  the  insulator  itself ;  and  the  other  contrivance  is  a  cone- 
shaped  excrescence  oh  the  insulator  itself  and  at  the  bottom,  the  pointed  25 
end  of  the  cone  being  the  nearest  to  the  flame — a  cone-like  erection  bulging 
gradually  out  from  the  point  of  flame  up  the  sides  of  the  insulator  not  quite 
half  way  up.    By  those  two  contrivances  they  hope  to  deal  with  the  heat,  which 
they  desire  to  mitigate  as  much  as  they  can.    In  the  first  instance,  by  the 
insulator  itself  they  deal  with  the  communication  of  heat  by  what  is  called  30 
conduction.    In  the  second,  by  the  deflector  they  deal  with  the  heat  by  con- 
vection.   They  divert  the  currents  of  hot  air,  coming  from  the  flame,  so  that 
these  currents  do  not  by  convection  come  back  and  run  along  the  sides  of  the 
insulator  and  heat  it.    They  had  already  mitigated  the  heat  by  conduction, 
by  (as  they  suggest)  the  material  out  of  which  the  insulator  is  made,  as  well  35 
as  the  length  of  the  insulator  itself,  and  the  interval  interposed  by  that  length 
between,  the  point  where  the  gas  comes  in  mixed  with  air  at  the  top  and  th^ 
point  at  the  bottom  where  it  is  ignited. 

That  being  the  invention,  the  real  point  in  this  case  is  whether  the  Defen- 
dants by  their  apparatus  have  infringed  it.    There  were  suggestions  made  in  40 
the  course  of  the  case  that  certain  flaws  might  be  discovered  in  the  Patent,  but 
those  questions  did  not  come  into  discussion  before  us  ;  they  were  not  insisted 
upon  either  in  the  Court  below  or  here,  and  the  question  in  both  CourtB  has 
resolved  itself  into  this— assuming  the  Patent  to  be  perfectly  good,  have  the 
Defendants  infringed   it  ?     It  is  said  that  the  Defendants  have  infringed  45 
it,  and  the  manner  in  which  they  are  alleged  to  have  infringed  it  is,  briefly; 
this— they  have  taken,  it  is  said,  what  is  for  all  practical  purposes  the  same 
thixig  as  the  insulator.    There  is  some  little  difSculty  in  assigning  a  precise 
scientific  meaning  to  what  the  Patentees  intend  io  convey  by  the  word  •*  insn- 
^'  later" ;  they  have  not  deflned  it  either  in  its  extent  or  in  its  operation  with  any  50 
very  great  precision  ;  but  assuming,  as  we  do  assume  in  this  investigation,  that 
the  insulator  is  well  described,  and  is  an  essential  factor  in  the  combination, 
it  is  said  that  the  Defendants  have  annexed  it,  and  that  the  tube  which  they 
use  is,  for  practical  purpoFes,  indistinguishable  from  the  insulator.    Then  it  is 
said  also  that  they  have  a  contrivance  upon  this  tube  or  insulator,,  which  is,  for  55 
all  practical  purposes,  the  same,  both  in  its  result  and  in  the  means  by  which 
the  result  is  procured,  as  the  cone  or  deflator  upon  the  patented  invention. 
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I  have  como  to  the  concIuBion  that,  wheu  one  examines  the   two  fairly, 
the  Defendants*  lamp  cannot  be  said  to  be  an  infringement  of  the  Plaintiffs'* 
What  is  relied  upon  as  the  infringement  is — that  the  Defendants,  upon  what 
I  call  their  insulator,  just  at  th6  point    of  junction    between  the   insulator 
5  and  what  I  have  called  (following  the  language  of  the  Patentees)  the  Bunsen 
body,  interpose  something  like  an  inverted  saucer ;  they  interpose  a  concave 
surface  towards  the  ascending  heat  generated   by  the  flame  at  the  bottom. 
It  has  been  variously  described  as  an  inverted  saucer  and  an  umbrella,  but 
whichever  of  those  two  most  nearly  describes  it,  its  situation  is  really  not  on 
10  the  insulator ;  it  is  at  the  top  of  the  insulator  just  at  the  point  of  junction 
between  it  and  the  Bunsen   body ;   and  being,  as  it  is  concave  towards  the 
ascending  currents,  or  like  an  umbrella  (and  I  think  the  scientific  witnesses 
on  both  sides  accept  this),  prima  facie  its  purpose  is  to  collect  and  concentrate, 
upon  the  insulator,  the  hot  currents  coming  up  from  the  flame.    There  is 
15  certainly  strong  evidence  on  the  part  of  the  Defendants  by  very  distinguished 
experts  that,  in  truth   and  in  fact,  it  does  accomplish  that  purpose — that 
this  concave  surface  does  gather  into   it  a  body  of  heated  air  or  gas,  or 
products  of  combustion,  and  brings  them  into  contact— Ksoncentrates  them  round 
the  insulator.    To  say,  therefore,  that  a  contrivance,  the  apparent  object  of  which 
20  is  to  collect — ^and  which  in  fact  accomplishes  the  object  of  collecting  and  concen- 
trating the  heated  air  upon  the  insulator — is  an  infringement  of    another 
contrivance,  which  has  for  its  object,  and  which  does  effect,  the  dispersion  of 
the  ascending  heated  air  and  its  deflection  from  the  insulator — is  almost  a 
contradiction  in  terms.    The  object  of  the  Patentees  is  to  deflect  these  currents 
25  from  the  insulator.    The  object  of  the  Defendants  is  to  collect  and  concentrate 
them  upon  the  insulator,  and  it  successfully  accomplishes  that,  according  to 
the  evidence.     To  say  that  a  contrivance  for  concentrating  them  upon  the 
insulator  is  an  infringement  of  a  contrivance  for  deflecting  them  from  the 
insulator  seems  to  me  a  contradiction  in  terms.    I  agree  that  there  was  a  good 
30  deal  of  discussion  as  to  whether,  in  the  result,  the  ascending  currents,  when 
they  reached  what  has  been  called  the  cushion  of  hot  air  collected  inside  the 
inverted  saucer,  did  not  then  go  round  skimming  along  the  surface  of  this 
cushion,  until  they  got  to  the  edge,  and  so  got  diverted  out  into  the  open  air, 
similarly  to  the  way  in  which  the  currents  are  diverted  lower  down  at  the 
35  bottom  of  the  insulator  by  the  inverted  cone.    We  get  there  into  the  region  of 
speculation,  certainly  as  to  what  the  behaviour  of  these  gases  is,  first  of  all 
ia  the  concave  saucer,  and  afterwards  in  the  case  of  those  which  get  round 
ike  cushion  and  jout  into  the  open  air. 
.  No  doubt  Mr.  Asiburt/y  in  his  very  able  address,  did  suggest  that  a  very 
40  essential  element,  and  a  very,  essential  advantage  was  secured  by  the  fact  that 
these  hot  currents  were  deflected  from  the  air  chamber  up  above,  and  that  the 
products  of  combustion  were  thereby  kept  out  of  the  air  chamber,  and  that  it 
was  a  very  desirable  thing  to  keep  them  out  of  the  air  chamber  ;  and  he  sng- 
geisted  that  this  contrivance  of  the  Defendants  did  keep  them  out  of  the  air 
•15  chamber,  and  that  in^that  way  it  did  also  effect  one  of  the  objects  which  were 
effected  by  the  inverted  cone  of  the  patented  invention.    But,  with  respect  to 
thai-  contention,  it  is  a  remarkable  thing  that  there  is  not  a  ^ngle  word  in 
the    Specification  about  the  effect  of  this  inverted  cone  upon  the  access  of 
the  products  of  .combustion  to  the  air  chamber  above.    It  is  not  alluded  to. 
50  There  is  nothing  to  indicate  it  either  in  the  letterpress  or  in  the  Drawing,  and, 
though  it  may  be  (I  do  not  know  whether  it  is  or  not)  an  accidental  or  inci- 
dental consequence  of  the  contrivance  of  the  cone,  it  does  not  appear  to  me 
to  be  i*eally  claimed  in  the  Specification,  or  to  have  been  in  the  Patentees' 
mind  at  the  time  of  their  invention.    It  is  not  in  any  degree  a  part  of  what 
55  they   have  defined  as  their  primary  object,  namely,  to  keep  the   insulator 
cooL     This,  operation  does  not  begin  at  all  till  we  get  to  the  top  of  the  insu- 
lator, and.it  is  outside  the  scope  of  the  invention,  and,  if  it  be  the  fact  tluit  it 
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has  this  effect  upon  the  air  chamber,  it  is  not  part  of  the  thing  patented ;  and, 
moreover,  the  methods  of  safegaarding  the  access  to  the  air  chamber,  if  it  was 
desired  to  safeguard  it  from  the  interposition  of  the  products  of  combustion,  or 
any  other  noxious  ingredient,  were  perfectly  well  known,  and  there  was  no 
room  for  invention  in  the  matter.  But  it  is  enough  to  say  that  the  invention  5 
being,  as  I  have  described,  a  contrivance  for  keeping  the  insulator  cool,  this 
incidental  result  has  really  nothing  to  do  with  the  discussion  in  this  case,  and 
is  not  part  of  the  matter  Avith  which  the  Specification  is  concerned. 

This  matter  has  been  heaixl  in  two  different  actions  by  two  different  Judges, 
and  these  really  are  the  grounds  on  which  those  learned  Judges  gave  their  10 
Judgment ;  and  on  tliese  gi-ounds  I  am  of  opinion  that  the  decision  of  Mr. 
Justice  Joijcey  from  which  this  appeal    is  brought,  was  correct,  and  that, 
therefore,  this  appeal  must  be  dismissed. 

ROMER  LJ. — It  appears  to  me  that,  taking  the  Specification  as  a  whole, 
and  reading  it  fairly,  the  theory  or  basis  on  which  the  invention  of  the  15 
Patentees  is  founded  is  that  the  shaft  of  their  inverted  Bunsen  burner  must  be 
kept  cool  from  the  flame  at  the  bottom,  and  that  their  meihod  of  carrying  that 
out  is  by  making  the  shaft  to  be  what  they  call  an  "  isolator,"  and  by  placing 
upon  that  isolator,  neai*  to  the  flame,  a  cone  with  its  apex  towards  the  flame 
so  as  to  turn  off  the  hot  air  from  the  sliaft.    Accordingly,  their  Claim  is  20 
limited  to  an   inverted   Bunsen  burner  with  the  cone   and  insulutor  sub- 
stantially  as  shown  in   the  body  of  the  Specification  and  Drawing.    Now, 
taking  the  Defendants'  burner,  I  cannot  say  th^i  the  inverted  umbrella-like 
covering  used  by  them,  shaped  as  it  is  and  placed  where  it  is,  can  be  taken, 
with  regard  to  either  the  theory  or  claim  of  the  Patentees,  to  be  substantially  2S 
the  same  as  their  cone.    Nor  am  I  satisfied  that  the  insulator  of  the  Patentees, 
which  they  nowhere  describe  except  by  saying  that  it  is  to  be  preferably  of  a 
bad  heat-conducting  material,  can  be  said  to  have  been  taken  by  the  Defendants, 
who  merely  employ  a  shaft  of  the  ordinary  length,  material,  and  thickness  of 
the  well-known  long-shaft  form  of  Bunsen  burner  in  common  use  before  the  30 
date  of  the  patented  invention. 

That  disposes  of  the  case,  but  I  may  observe,  with  regard  to  the  expert 
evidence  adduced  on  behalf  of  the  Plaintiffs,  that,  in  my  opinion,  it  seeks,  by  a 
process  of  scientific  reasoning,  to  unduly  enlarge  the  real  scope  and  limit  of  the 
Patent.  It  seeks  to  do  this  by  showing  that  similar  results  to  that  obtained  by  35 
the  invention  may  also  be  arrived  at  without  taking  the  cone  and  insuUtor  of  the 
i^atentees,  provided  that  any  form  or  kind  of  projection  is  used  on  any  part  of  the 
shaft  of  an  inverted  Bunsen  burner  between  the  flame  and  the  nipple  of  the 
burner ;  in  fact,  by  way  of  example,  that  the  Figure  shown  on  the  Specification  will 
produce  the  desired  results,  even  if  the  cone  is  wholly  removed,  because  of  the  40 
projection  shown  on  the  shaft  above  the  cone,  that  projection  being  nowhere 
referred  to  in  the  body  of  the  Specification.  To  my  mind,  this  method  of 
extending  the  Patent  is  not  justifiable  ;  for  assuming,  as  I  do,  that  the  Patent 
is  valid  and  useful,  as  set  out  in  the  Specification,  yet  a  subsequent  discovery 
or  ascertainpient  by  scientific  investigation,  theory,  or  experiment,  that  the  45 
Patentees  might  have  discarded  their  combination  and  might  have  obtained 
substantially  the  same  beneficial  results  by  merely  putting  a  projection,  not 
being  a  cone,  immediately  below  the  nipple,  would  not  justify  the  Plaintiffs* 
claim  to  have  that  projection  held  an  infringement  of  the  Patent.  What  I  may 
call  the  expeii;  and  scientific  method  of  trying  to  extend  the  scope  of  the  Patent  50 
is  well  exemplified  by  the  application  before  us  to  have  further  experiments 
made  on  the  Plaintiffs*  behalf,  with  the  view  of  showing  that  the  Defendants* 
umbrella-shaped  projection  only  acts  as  a  heat  retainer  to  so  limited  an 
extent  that  it  ought  to  be  treated  as  a  mei-e  pi-ojection  and  a  device  to  throw 
off  the  heat,  and  therefore  as  being  substantially  like  the  Patentees'  cone  55 
though  in  a  somewhat  different  position.  I  think  that  application  was 
rightly  rejected.    Apart  from  any  other  objection,  it  would  almost  certainly 
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have  led  to  long  croBs-examiaatiou  and  farther  scientific  evidence  on  both 
sides  of  a  conflicting  character,  with  the  result  of  farther  obscarin^  the  real 
nature  of  the  Patentees^  invention  and  the  issae  as  to  infringement.  In  my 
view  the  appeal  shoald  be  dismissed  with  costs. 
5  Cozbns-Hardy  L.J, — I  agree  that  this  appeal  fails,  and  I  have  very  little  to 
add.  The  question  of  the  validity  of  the  Plaintiffs'  Patent  does  not  directly 
arise,  and  I  assume  that  it  cannot  be  attacked  on  the  ground  of  want  of  novelty 
or  want  of  subject-matter,  if  properly  construed.  The  Defendants  deny  inf  ringe- 
ment,  and  Mr.  Justice  Joyce  has  decided  this  issue  in  favour  of  the  Defendants. 

10  The  Specification,  though  short,  is  not  easy  of  construction.  The  Master  of 
the  Rolls  has  read  it,  and  I  do  not  propose  to  read  it  again.  The  Patentees 
conceived  that,  in  order  to  make  a  reversed  or  inverted  Bunsen  burner  work 
satisfactorily  for  incandescent  gas  lighting  it  was  necessary  to  prevent,  as  far  as 
may  be,  the  heat  from  the  nozzle,  where  the  flame  is,  from  travelling  up  the 

15  Blumk  of  the  Bunsen  bm*ner  to  the  nipple  and  air  holes  ;  '*  striking  back ''  of 
the  flame  was  a  well-known  mischief.  To  diminish  heat  by  conduction,  the 
Patentees  provide  an  "isolator"  or  "insulator."  To  diminish  heat  by  con- 
vection they  provide  a  deflecting  cone  on  the  isolator,  which  the  Drawing 
shows  close  to  the  mantle.    Reason  seems  to  require  the  deflector  to  be  as 

20  low  down  as  possible  in  order  to   protect  the  whole   length  of  the   shaft 

from  the  lapping  or  licking  of  the  flame.    And  it  is  worthy  of  notice  that  the 

Patentees  make  no  claim  for  what  might  be  called  a  second  deflector  shown  in 

the  Drawing  and  placed  at  the  extreme  upper  end  of  the  insulator. 

The  Defendants  have  no  deflecting  cone,  nor  have  they  any  contrivance  on 

25  the  lower  part  of  the  shaft.  They  have  what  I  may  describe  as  an  umbrella 
which  is  just  below  the  nipple  and  air  chamber,  and  substantially  in  the  same 
position  as  what  has  been  called  the  upper  "  pot  ornament "  in  the  Drawing. 
There  is  nothing  to  prevent  the  hot  air  from  reaching  this  umbrella.  It  is  not, 
and  does  not,  act  as  a  deflector  in  the  sense  or  for  the  purpose  contemplated  by 

30  the  Patentees.  The  Defendants  sought  to  make  the  contents  of  the  tube — 
mixed  gas  and  air — ^hot,  and  proceeded  upon  the  regenerative  theory,  a  theoi-y 
directly  opposed  to  that  of  the  Plaintiffs.  In  my  opinion  the  Defendants  have 
not  infringed,  because  they  have  not  taken  the  deflector,  which  is  an  integral 
and  essential  part  of  the  Plaintiffs'  combination. 

35  I  feel  great  doubt  whether  the  Defendants  have  any  "  insulator  "  or  "  isolator." 
The  brass  tube  of  the  ordinary  Bunsen  burner  cannot  fairly  be  said  to  isolate 
the  burning  head  or  nozzle  from  the  upper  end  of  the  same  tube.  It  is  an 
unnatural  use  of  language  so  to  describe  it.  There  is  no  interposed  material. 
The  tube  itself  does  not  isolate  one  end  from  the  other,  even  though  a  thin 

40  bratis  tube  may  have  a  greater  effect  in  respect  of  coolness  than  a  thicker  tube 
of  brass,  or  than  a  thin  tube  of  some  other  metal  than  brass. 

We  were  strongly  urged  by  Counsel  for  the  Appellants  to  witness  some 
experiments  which,  it  was  said,  would  satisfy  us  that  certain  theories  advanced 
by  the  scientific  advisers  of  the  Appellants  are  correct.     But  no  such  evidence 

45  was  given  in  the  Court  below,  and  it  would  not  be  right  to  embark  upon  any 
SQch  discussioii  in  thia  Court.  To  do  so  would  involve  not  only  cross-examina- 
tion of  the  supporters  of  these  theories,  but  examination  of  equally  eminent 
scientists  who  do  not,  or  may  not,  assent  to  these  theories. 

Astbury  K.C.— May  I  ask  your  Lordships'  view  with  regard  to  granting  a 
50  Certificate  that  the  validity  of  the  Patent  came  in  question  ?  The  learned  Judge 
in  the  Court  below  refused  a  Certificate.  If  your  Lordships  would  express  an 
opinion  upon  it,  that  would  help  very  much,  not  only  in  this  but  in  other  cases. 
Tlie  old  practice  used  to  be,  where  an  attack  was  made  on  validity,  but  the 
defendant  succeeded  on  infringement,  that,  although  the  action  was  dismissed 
55  with  costs,  the  plaintiff  was  granted  a  Certificate. 

ROMBR  £»./• — We  cannot  give  it  in  this  instance.  We  have  not  had  the  case 
really  tried  as  to  validity. 
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Biirherrya  v.  Raper  mid  PvUeyn. 


In  the  High  Court  of  Justicb.— Chancery  Division. 

Before  Mr.  Justice  Warrington, 

February  2nd,  1906. 

BURBERRYS  I'.  RAPER  AND  PULLBYN. 


Action  fo  restrain  Passing  off. — Secondary  meaning  of  a  trade  description  5 
of  goods.— Newspaper  advertisement  by  ritxd  trader. — Plaintiffs'  trade  descrip- 
tion iised  by  .Defendants  in  conjunction  with  the  phrase  "  identical  tvithJ*^ — 
Injunction. 

The  IHaintiffs  had  acquired  a  reputation  for  their  waterproof  garments  under 
the  names  "  Burberry^'  '*  Shp'on^'^^  and  **  Burberry  Slip-on.'^  The  Defendants  10 
advertised  in  the  newspcqjers  "  Burberry^s  Shp-on  Coats^^'  stating  that  tliey  heal 
"  added  this  manufacture  to  their  macintosh  de^jartment^^''  and  that  the  coats 
they  sold  were  "  identical  with  Burberry's.^'  Tlie  coats  which  they  sold  under 
this  advertisement  were  not  of  the  Plaintiffs'  manufacture. 

Hi4d,  that  the  names  were  not  descriptive  of  a  coat  made  by  any  manufacturer  15 
of  a  particular  hind^  and  that  the  Plaintiffs  were  entitled  to  an  injunction 
to  restrain  the  Defendants  from  selling^  advertising  for  sale,  or  otherioise 
dealing  with  ovei^coats  not  the  Plaintiffs'  under  tJie  descriptians  of  ^^  Burberry f^' 
''  Burberry  Slip-on^'  or  ^'  Slip-on^"  and  from  otherwise  passing  off  goods,  not 
tlie  Plaintiff's^  as  and  for  tJie  Plaintiffs'.  •        .  20 

The  Plaintiffs,  Burberrys,  a  firm  trading  in  the  Haymai'ket  Loudou,  and 
elsewhere,  had  for  many  yeara  uiade  a  specialty  of  waterproof- garments,  and 
under  the  name  "  Burberry,"  the  fancy  name  of  "  Slip-on,"  which  they  attached 
to  their  garments  in  1895,  and  also  "the  term,  "Burberry  Slip-on"  they  had 
made  large  sales  of  goods  of  tlieir  manufacture.  They  alleged  that  the  2') 
names  were  of  great  value  to  them  owing  to  their  wide  circulation,  and  that 
when  used  in  connection  with  garments  they  meant  and  meant  only  weather 
and  waterproof  gaiments  of  their  manufacture  or  merchandise. 

In  December  1905  the  Defendants*  firm  Raper  a7id  Pulley fi,  carrying  on 
business  in  York  as  makers  of  and  dealers  in  waterproof  articles,  advertised  as  30 
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I  follows  in  certain  issues  of  the  "  Yorkshire  Evening  Press  "  and  the  "  Yorkshire 

"Herald":— 

BURBERRY'S   SLIP-ON  COATS. 


Rapbr  and  Pullbyn  have  now  added  this  Manufacture 
5  to  their  Macintosh  Department.    In  appearance  the  Coats  are 

identical  with  Burherry^s^  and  the  cloth  is  equal  to  theirs  in 
every  way,  being  treble  proofed.  The  Firm's  reputation  for 
Macintoshes  is  itself  a  guarantee  to  purchasers.  The  Price  is 
Two  Guineas. 

10  A  farmer  named  Arthur  Bereafordj  of  Haxby  Yorkshire,  seeing  one  of  the 
advertisements,  and  desiring  to  have  a  coat  of  the  Plaintiffs',  sent  for  a  garment 
from  the  Defendants  by  a  written  order  for  "  one  of  your  Burberry  Slip-on 
"  Coats  at  42«."  as  advertised  by  them,  and  received  in  return,  with  an  invoice 
"1  Raincoat,"  a  garment  which  was  not  a  '*  Slip-on"  nor  of  the  Plaintiffs' 

15  merchandise. 

On  the  2l8t  of  December  1905  the  Plaintiffs  commenced  an  action  against  the 
Defendants  for  an  injunction  to  restrain  Passing  off,  and  for  the  usual  conse- 
quential relief.  They  filed  evidence  by  London  merchants  and  outfitters  to 
the  effect  that  "  Burberry  "  and  "  Slip-on  "  signified  their  goods. 

20  The  Defendants  filed  evidence  by  themselves  and  by  two  clothiers  doing 
business  in  York  to  the  effect  that  the  public  had  come  to  use  the  terms 
"  Biirberry  Coat "  and  "  Slip-on  Coat "  to  denote  coats  by  any  maker  which 
were  of  the  shape  and  material  of  the  waterproof  coats  originally  introduced  by 
the  Plaintiffs  ;  one  of  the  clothiers  stating  that  when  a  customer  asked  to  see  a 

25  "Barberry^  Coat"   he   inquired,  "Do  you    particularly  want  one  made    by 

**  Burberrys  "  ? 

On  the  2nd  of  February  1906  the  Plaintiffs  moved  for  an  interim  injunction. 

A.  J.  Walter  (instructed  by  S.  F.  Millm\  Vardon^  and  Miller)  appeared  for 

the  Plaintiffs ;  E.  P.  Hewitt  (instructed  by  Iliffej  Henley  and  Sweetj  agents  for 

30  TT.  and  K.  E.  T.  Wilkinson  of  York)  appeared  for  the  Defendants. 

Walter  for  the  Plaintiffs  stated  the  facts,  and  submitted  that  the  Plaintiffs 
were  entitled  to  the  injunction  asked. 

Heitntt  for  the  Defendants. — The  evidence  as  to  the  meaning  of  the  terms 
"  Burberry  "  and  "  Slip-on  "  in  connection  with  these  goods  is  conflicting.     But 

35  assuming  that  the  Defendants  are  wrong  in  holding  the  view  that  the  terms  are 
now  merely  descriptive  of  a  kind  of  goods,  like  "  Macintosh,  or  '*  Hansom," 
there  is  no  actionable  wrong  in  using  them  unless  they  lead  purchasers  to  believe 
that  the  goods  are  in  fact  the  Plaintiffs'.  The  advertisements  of  the  Defendants, 
if  properly  read,  do  not  lead  to  that  belief,  as  the  reader  finds  a  direct  statement 

40  that  the  Defendants  are  selling  in  competition  with  the  Plaintiffs.  In  Singer 
ManufacttiH'ng  Company  v.  Loog  (L.R.  18  CD.  395 ;  8  App.  Cas.  15)  the  Court 
took  the  view  that  it  was  perfectly  clear  that  it  was  the  defendant  firm  that  was 
making  the  goods  complained  of  and  so  refused  to  grant  an  injunction.  James 
L.J.  said  that  there  was  no  monopoly  in  a  name,  provided  that  there  were  no 

45  false  representations. 

Walter  in.  reply. — Shig&r  Manufacturing  Company  v.  Loog  was  a  case  as  to  the 
inner  circle  of  that  particular  trade.  The  present  case  is  governed  by  that 
of  Singer  Manufacturing'  Company  v.  Wilsoji  (L.R.  3  App.  Cas,  376),  where 
a  wrongful  invasion  of  the  Plaintiffs'  rights  was  restrained. 

50  Warrington  J. — In  my  opinion  the  Defendants  in  this  case  have  actually 
passed  off  a  coat  not  of  the  Plaintiffs'  manufacture  as  and  for  a  coat  of  the 
Plaintiffs'  manufacture.  I  have  not,  therefore,  merely  to  consider  whether  their 
advertisement  and  trade  description  are  calculated  to  deceive ;  I  have  a  case  of 
actual  deception. 
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Tho  Plaintiffs,  MesBre.  BurherrySy  are  well-known  mannfactarers  of  waterproof 
coats  of  a  particular  description,  and  they  have  largely  advertised  their  coats, 
and  have  obtained  a  wide  reputation  for  them.    The  Defendants  are  wholesale 
and  retail  dealers  and  manirfacturers  of  clothes.    They  inserted  two  advertise- 
ments, one  in  the  "  Yorkshire  Press,"  and  one  in  another  paper  ;  and  I  have  the  5 
one  in  the  "Yorkshire  Press  "  before  me.    It  is  headed  in  large  letters,  larger 
than  any  others  in  the    advertisement,  "  Burberry's  Slip-on  Coats."    Then 
there  is  a  line,  and  then  in  smaller  type  "  Baper  and  Pulleyn^^^  and  then  in  still 
smaller  type  "  have  now  added  this  manufacture  to  their  Macintosh  Depart- 
"  ment."    If  the  advertisement  went  no  further  than  that  I  should  have  con-  10 
eluded    that   they  had  added  to  their  Macintosh  Department  coats  of  this 
manufacture — ^that  is  Burherrys;  but  the  advertisement  goes  on  to  quality  that : 
"  In  appearance  the  coats  are  identical  with  Burberry^ 8^  and  the  cloth  is  equal  to 
"  theirs  in  every  way,  being  treble  proofed."  Then  it  begins  again  in  a  way  which 
is  certainly  ambiguous,  to  say  the  least :  "  The  firm's  reputation  for  macin-  1.5 
**  t6shes  "  (that  might  very  well  be  either  Burherrys*  or  Roper  and  Pidhyn^s) 
"  is  itself  a  guarantee  to  purchasers "  ;  and  then  "  the  price  is  Two  Guineas." 
Now  if  I  had  to  say  whether  that  advertisement  was  calculated  to  deceive,  as  at 
present  advised,  seeing  the  form  in  which  it  is  put,  and  the  contrast  between  the 
types  in  varioas  parts  of  the  advertisement,  and  knowing  something  of  the  way  20 
in  which  people  look  at  advertisements  like  that,  I  should  myself  come  to  the 
conclusion  that  it  was  calculated  to  deceive.    But  I  have  not  got  to  do  that,  for 
what  happened  was  that  a  farmer  named  Beresford^  seeing  the  advertisement 
sent  an  order  for  **  one  of  your  Burberry  coats." 

It  is  important  to  bear  in  mind,  that  Roper  andPulleif/n  sold,  not  only  coat«  of  25 
their  own  manufacture,  but  the  genuine  "  Burberry  Coats  "  of  the  Burberry 
manufacture,  and  in  answer  to  that  letter  they  sent  to  the  writer  one  of  their 
own  manufacture.  He  says  in  his  affidavit  (and  I  see  no  reason  ;irhatever  to 
disbelieve  him)  that  when  he  purchased  the  coat  he  believed  it  was  a  genuine 
coat,  and  acted  on  that  belief.  I  find  from  the  aflSdavit  of  the  manager  of  the  30 
Defendants  that  a  lady  called  upon  him  subsequently,  and  said  tliat  the  coat  was 
not  what  he  wanted  ;  that  he  wanted  a  real  *'  Burberry  Coat,"  and  the  manager 
said  they  sent  him  a  real  "  Borberry  Coat "  ;  and  he  calls  it  a  real  "  Burberry 
"  Coat "  in  his  affidavit. 

The  case  does  not  stop  there,  because,  whatever  may  be  the  effect  of  this  35 
advertisement,  the  claim  put  forward  is  that  the  Defendants  are  at  liberty  to 
sell  Burberry  coats  on  the  ground  that  the  name  "  Burberry  "  does  not  indicate 
manufacture  by  the  Plaintiffs,  but  indicates  a  coat  made  by  any  manufacturer  of 
a  particular  shape,  and  of  a  particular  class  of  cloth. 

Putting  all  these  things  together  I  think  there  is  ample  ground  for  an  interlo-  40 
cutory  injunction  ;  and  1  shall  therefore  grant  an  injunction  to  restrain  the 
Defendants  from  selling,  advertising  for  sale,  or  otherwise  dealing  with  weather 
and  waterproof  overcoats  not  being  of  the  Plaintiffs'  manufacture  or  merchandise 
under  the  description  of  "  Burberry,"  ''  Burberry  Slip-on  "  or  "  Slip-on,"  or  from 
in  any  other  way  passing  off  goods  not  of  the  Plaintiffs'  manufacture  or  mer-  45 
<;handise  as  and  for  the  goods  of  the  Plaintiffs'  manufacture. 

The  parties  subsequently  agreed  to  treat  the  hearing  of  the  Motion  as  the 
trial  of  the  action,  and  the  injunction  awarded  was  made  perpetual. 
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Bculische  Anilin  und  Soda  FahHh  v.  Otto  Islei'  {trading  as 
O.  IsUr  A  Co.), 


In  the  High  Court  op  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Buckley. 

February  22nd,  23rcl,  and   24th,  1906. 


Badischb  Anilin  und  Soda  Fabrik  v.  Otto  Isler  (trading  as 
5  0.  ISLBR  &  Co.). 


Patent. — Action  for  infringement. — Implied  license. — Restrictive  conditions.: 

T?ie  Defendant  in  an  action  for  an  infringement  of  a  Patent  was  sued  in 
respect  of  a  certain  dye  which  he  obtained  from  the  Agent  in  England  of  a 
Siviss  Society  {who  were  licensees  of  the  Plaintiffs)  and  resold  it.    The  dye  was 

10  contained  in  packages^  on  each  of  which  was  a  label  containing  a  statement^ 
headed  ^^  Important  Notice,''*  to  the  effect  that  the  purchaser  of  the  dye  was 
not  licensed  to  resell  it  except  in  the  unopened  original  package  in  uncJianged 
condition  with  the  label  intact,  nor  were  persons  otTher  than  purchasers  of  euch 
package  licensed  to  use  the  dye  therein  contained.    It  was  contended  for  the 

15  Plaintiffs  that  there  were  other  restrictions  on  the  license  of  which  the 
Defendant  Juid  knowledge,  or  by  reasonable  enquiry  could  have  ascertained, 
and  that  the  Defendant  had  infringed. 

Held,  that  the  license  to  the  Society  ivas  an  implied  license  to  sell  subject  to  the 
restrictions  on  the  label  and  subject  to  no  other  restrictions  or  conditions,  but 

20  whatever  were  the  terms  between  the  Plaintiffs  and  tlis  Society  the  Plaintiffs 
could  not  set  up  against  the  Defendant  that  the  license  was  other  than  a  license 
to  sell  subject  only  to  restrictions  on  the  label,  that  the  Defendant  did  not  know 
of  the  license  and  was  under  no  obligation  to  enquire,  when  the  sate  was  offered 
to  he  made  to  him  under  a  label  which  plainly  implied  that  there  was  a  right  to 

25  resM  the  unopened  package.    The  action  was  dismissed  unth  costs. 

The  position  of  apurcliaser  of  a  patented  article  from  a  licensee  considered. 

P 
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On  the  8th  of  March  1905,  the  Badische  Anilin  und  Soda  Fabrik  commenced 
an  action  against  Otto  Islei\  trading  as  O,  Isler  A  Co.^  claiming  an  injunction  to 
restrain  the  Defendant,  his  servants,  workmen,  and  agents  from  importing  into 
England,  and  from  manufacturing,  selling,  supplying,  and  using  in  England 
dyes  manufactured  according  to  or  in  manner  described  in  the  Specification  of  5 
Letters  Patent  No.  9633*  of  1892,  or  according  to  or  in  any  manner  only 
colourably  differing  from  the  same,  and  generally  from  infringing  the  rights  of 
the  Plaintiffs  in  respect  of  such  Letters  Patent,  and  claiming  the  usual 
consequential  relief. 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  (1)  that  they  were  the  10 
registered  legal  owners  of  Letters  Patent  No.  9633»  of  1892,  granted  for  an 
invention  of  "The  manufacture  and  production  of  new  basic  dyestuffs";  (2)  that 
the  Letters  Patent  were  good  and  valid,  and  that  in  an  action  entitled  Badische 
Anilin  und  Soda  Fabrik  v.  La  SociSte  Chimique  des  Usines  du  Rhone,  1896 
B.  3637,  on  the  7th  of  August  1897*,  Mr.  Justice  Wills  certified  as  to  the  15 
validity  of  the  Letters  Patent  subject  to  a  disclaimer  which  was  made  on  the 
27th  of  March  1899 ;  (3)  that  the  Defendant  had  infringed  the  said  Letters 
Patent  in  the  manner  alleged  in  the  Particulars  of  Breaches. 

By  their  amended  Particulars  of  Breaches  delivered  the  30th  of  June  1905, 
pursuant  to  an  Order,  the  Plaintiffs  complained  that  (1)  the  Defendant  had  at  20 
divers  times  previously  to  the  commencement  of  the  action  and  subsequently 
thereto  infringed  the  Patent  by  importing  into  this  country,  and  using,  offering 
for  sale,  and  selling  therein  dyestuffs  made  in  accordance  with  the  invention 
described  and  claimed  in  the  Specification  of  Patent,  or  in  a  manner  only 
colourably  differing  therefrom  ;  (2)  in  particular  the  Plaintiffs  complained  of  25 
the  importation  into  or  purchase  in  this  country  by  the  Defendant,  and  of  the 
inbsequent  sale  therein  by  the  Defendant,  shortly  prior  to  certain  dates 
[Particulars  of  which  were  given],  to  Philip  Segner^  of  8  Dickinson  Street, 
Manchester,  of  certain  dyestuffs  known  as  Rhodamine  6  G  made  in  accordance 
with  the  invention  described  and  claimed  in  the  Plaintiffs'  Specification.  30 

By  his  re-amended  Defence  the  Defendant  (1)  denied  that  as  alleged,  or  at 
all,  he  had  infringed  the  Patent :  (2)  stated  that  if,  which  was  not  admitted,  he 
had  ever  imported  into  this  country,  or  used,  offered  for  sale,  or  sold  therein 
any  dyestuff  referred  to  in  the  amended  Particulars  of  Breaches,  the  same  was 

manufactured  ^      supplied  by  the  Society  of  Chemical  Indtistry^  of   Bade  35 

Switzerland,  who  at  all  times  material  were  fully  licensed  by  the  Plaintiffs 
under  the  Patent  to  manufacture  and  supply  the  same  for  importation  into,  and 
use,  and  sale  in  this  country  ;  (3)  that  if,  which  was  not  admitted,  the  Defen- 
dant had  ever  sold  any  dyestuff  referred  to  in  paragi*aph  2  of  the  amended 
Particulars  of  Breaches  to  Philip  Segner  therein  mentioned,  the  same  was  40 

manufactured  *^    supplied  as  aforesaid  by  the  Society  to  Kerr  and  Hoegger 

Ld.  or  T?ie  British  Cotton  and  Wool  Dyers  Association  Ld,^  users  of  such 
dyestuff,  from  whom  the  Defendant  rightfully  acquired  the  same  by  purchase, 
and  was  rightfully,  if  at  all,  sold  by  the  Defendant  to  Philip  Segner^  and  sach 
sale,  if  any,  was  no  infringement  of  any  right  of  the  Plaintiffs  by  reason  of  the  45 
license  held  by  the  Society  aforesaid.  If  the  Defendant  sold  to  the  said  Philip 
Segner  any  dyestuff  as  aforesaid  imported  by  him  into  this  country,  which  was 

denied,  the   same  was  manufactured  ^    supplied  to  the  Defendant  by  the 

Society  as  aforesaid,  and  the  sale  thereof,  if  any,  which  was  not  admitted,  was 


•  li  B.P.a  876. 
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no  infringement  of  any  right  of  the  Plaintiffs  by  reason  of  the  license  which 
the  Society  held  as  aforesaid  ;  (4)  that  by  a  circular  dated  May  1899,  issued  by 
the  Plaititiffs  to  persons  and  firms  in  this  country  interested  in  Rhodamine 
6  G,  the  dyestuff  manufactured  under  and  claimed  in  the  Patent,  the  Plaintiffs 
8  held  out  the  Society  as  fully  licensed  under  the  Patent,  and  the  Society  had,  to 
the  knowledge  of  the  Plaintiffs,  at  all  times  material,  openly  sold  in  Manchester 
and  elsewhere  in  this  country  the  said  dyestuff  in  tins  haying  attached  a  label 
in  the  following  terms  : — 

"MADE  IN  SWITZERLAND. 

10  "Manufacture  of  Aniline  Colours. 

"Society  of  Chemical  Industry  in  Basle  (Switzerland). 

"  Rhodamine. 

"  6  G  Blue  Shade. 

"No.  8083.    No.  1.1b.  5, 

15  "  Important  Notice. 

"  Purchasers  of  this  dye  are  not  licensed  to  resell  it  except  in  the  unopened 
"  original  psK^kage  in  an  unchanged  condition  and  with  the  labels  thereon 
"  intact ;  nor  are  any  persons  other  than  pui-chasers  of  such  unopened  original 
"  package  licensed  to  use  the  dye  contained  therein.  All  other  sales  or  use  are 
20  "  infringements.  Agents  and  dealers  are  not  empowered  to  vary  this  license  in 
"  any  way. 

"  Society  of  Chemical  Industry  in  Basle. 

"  Protected  by  English  Letters  Patent. 

"  The  resale  and  importation  of  our  patented  articles  to  the  United  States  of 
25  "  America  is  prohibited." 

(5)  That  Kerr  mid  Hoegg&t^  Ld,  and  The  British  Cotton  and  Wool  Dyers 
Association  Ld.,  were  entitled  to  sell  to  the  Defendant  the  dyestuff  referred  to 
in  paragraph  2  of  the  re-amended  Particulars  of  Breaches  without  involving  the 
Defendant  in  any  liability  to  the  Plaintiffs  in  respect  of  the  purchase  thereof 

30  or  in  respect  of  the  use  or  resale  thereof  by  the  Defendant,  if  any,  which  was 
not  admitted.  In  support  of  this  contention  the  Defendant  would  rely  upon 
the  matters  appearing  in  the  last  preceding  paragraph  and  upon  the  proYi- 
sions  of  the  Licenses  or  Agreements  dated  respectively  the  7th  of  July  1888 
and  the  10th  of  November  1898  disclosed  by  the  Plaintiffs,  and  also  those 

3:'f  referred  to  in  paragraph  1  of  the  said  License  or  Agreement  of  the  10th  of 
November  1898,  particulars  whereof  the  Defendant  was  unable  to  give  as  they 
had  not  been  disclosed  by  the  Plaintiffs. 

(6)  That  the  Defendant  made  no  admission  as  to  paragraph  2  of  the  Statement 
of  Clain^  and  contended  that  in  no  event  would  the  Plaintiffs  be  entitled  to 

4C  costs  as  between  solicitor  and  client. 

In  answer  to  Interrogatories  delivered  by  the  Plaintiffs  on  the  1st  of  December 
1905,  the  Defendant  stated  (1)  that  he  sold  to  Philip  Segner  the  dyestuffs 
mentioned  in  paragraph  2  of  the  amended  Particulars  of  Breaches  at  or  about 
the  dates  therein  meniioned  ;  (2)  that  the  dyestuffs  sold  to  Philip  Segner  were 

45  acquired  by  the  Defendant  by  purchase— as  to  the  transactions  down  to  and 
including  the  12th  of  June  1900  from  Kerr  and  Hoegger  Ld.,  and  as  to  the 
•ubsequent  transactions  from  the  British  Cotton  and  Wool  Dyers*  Assoctatton 
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Ld. ;  (3)  that  he  sold  certain  of  the  parcels  of  dyestuflEs  referred  to  in  a  list 
attached  to  the  Plaintiffs'  Interrogatories. 

The  Agreements  of  the  7th  of  July  1888,  and  the  10th  of  November  J  888, 
between  the  Plaintiffs  and  the  Society  of  GJiemical  IndtMtry  in  Basle,  bo  far  as 
they  related  to  the  point  in  issue,  are  set  out  below.  5 

The  Agreement  of  the  7th   of  July  1888  stated   an  Agreement  between 
the   two   parties   for    the    exploitation    of    inventions    with    reference   to 
certain  dyes — of  which  the  Plaintiffs  alleged  Rhodamine  6  G  to    be  one, 
and  granted  a  license  to  the  Society.    Paragraph  2  stated  inter  alia :  ^*  As 
"  to  the   Patents  granted    to    or  applied  for  by  the  Badische  Anilin   und  10 
"  Soda    Fabrik    in    Germany,    France,    and    England " — in   respect    to    the 
dyes  referred  to — "the  Society  of  Chemical  Industry   receives   licenses   to 
"  manufacture   and    sell."    Paragraph    4   stated   inter   alia :    "  Further   the 
"  Society  of  Chemical  Industry  binds  itself  not  to  sell  the  Rhodamine  dyes 
"  coming  into  consideration  to  persons  who  sell  the  dyes  again  but  only  to  15 
"  consumers,  and  this  shall  be  done  either  directly  from  Basle  or  by  their 
"  particular  Agents,  and  these  may  only  sell  the  dyes  in  the  original  packages 
"  with  the  original  labels  attached."     Paragraph  7  stated  inter  alia :   "  The 
"  further  working  out  of  the  group  of  Rhodamine  dyes  will  be  undertaken  by 
"  both  agreeing  parties  at  their  mutual  cost  and  the  results  thereof  shall  be  20 
^'  mutually  exchanged.      .    •    .    Patents  for  such   dyes   shall  be  taken    in 
"  Germany,  France,  and  England  in  the  name  of  the  Badische  Anilin  und  Soda 
"  Fabrik  which    shall  grant   the    Society  of  Chemical   Industry  licenses." 
Paragraph  9  provided  for  disputes  between  the  parties  being  settled  by  a 
German  Arbitration  Court.  25 

The  Agreement  of  the  10th  of  November  1898,  in  Paragraph  2,  referred  to  the 
abatement  of  a  law  suit  in  the  Arbitration  Court  between  the  parties  in  the 
matter  of  O.  IsUr  A  Co.^  and  that  with  reference  to  Paragraph  4  of  the  Agree- 
ment of  the  7th  July  1888,  "as  far  as  the  expression  'Special  Agents'  is 
"  concerned  it  is  to  receive  the  following  construction :  *•  Special  Agents '  are  30 
"  such  as  sell  articles  manufactured  and  sold  by  the  Society  of  Chemical 
**  ludustry  only  for  the  Society  of  Chemical  Industry  and  do  not  obtain  snch 
"  articles  from  third  parties  either  on  commission  or  on  their  own  account,  nor 
"  sell  such  articles  for  third  parties." 

In  a  Circular  issued  by  the  Plaintiffs  in  May  1899,  they  stated  inter  alia  :  35 
"  Only  the  Rhodamine  6  G,  manufactured  by  ourselves  and  by  our  licensees 
*'  the  Society  of  Chemical  Industry  in  Basle,  is  legitimate  Rhodamine,  and  can 
"  be  recognised  in  that  it  bears  a  special  patent  label." 

The  action  came  on  for  trial  before  Mr.  Justice  BtJOKLBY  on  the  22nd  of 
February  1906.  40 

(7.  A,  Cripps  K.C.,  and  J.  C  Graham  (instructed  by  J.  E,  and  J.  Y,  Johnson) 
appeared  for  the  Plaintiffs.  J.  M.  Astbury  K.C.,  and  H.  A.  Colefaa  (instrncted 
by  Pritchardy  Englefield  and  Co.^  agents  for  Boote^  Edgar  and  Co.^  of 
Manchester)  appeared  for  the  Defendants. 

Cripps  K.C. — ^The  action  is  one  of  infringement :  the  validity  of  the  Patent  45 
is  not  in  issue.  Two  questions  arise  : — (1)  whether  a  license  granted  by  the 
Plaintiffs  to  the  Society*  covers  the  manufacture  and  sale  of  Rhodamine  6  O ; 
(2)  whether  it  is  necessary  to  bring  home  to  an  alleged  infringer  knowledge 
of  any  special  terms  of  limitation  affecting  the  powers  of  a  licensee.  If 
Rhodamine  6  G  is  within  the  license,  then  its  manufacture  and  sale  by  the  50 
licensee  (the  Society)  are  subject  to  the  restrictive  terms  of  the  Agreement  of  1888. 
The  Society  have  sold  Rhodamine  6  G  to  the  Defendant  firm,  who  are  not 

*  The  Society  referred  to  in  the  evidenoe  and  arflraments  is  the  Society  of  Chemical  XnduHry 
in  Basle.  ^ 
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^'consamerB"  bnt  dealers,  and  are  not  entitled  to  sell  the  dye ;  and  the  Society 

have  sold  to  iE>rr  andHoegger  ("consumers")  who  have  sold  to  the  Defendants, 

who  sold  again  in  contravention  of  the  license.    It  is  submitted  that  it  is  not 

necessary  to  affect  an  infringer  with  knowledge  of  special  terms  of  limitation  in 

5  a  license,  bnt,  even  if  it  were,  the  course  of  dealing  between  the  Society  and  the 

Defendant  shows  that  the  Defendant's  firm  was  aware  of  the  existence  of  the 

license,  and  it  was  incumbent  on  them  to  inform  themselves  of  the  terms  of 

limitation.    In  •  1892,  a  Patent  for  Rhodamine  6  G  was  granted,  and  in  1897, 

the  validity  of  the  Rhodamine  Patent  was   established,  subject  only  to   a 

10  disclaimer  which  was  subsequently  made.    In  and  prior  to  1896,  the  Defendant 

firm,  in  the  first  instance,  bought  direct  from  the  Society  ;  later  they  gave  the 

names  of  their  customers  to  the  Society,  and  subsequently  they  gave  only 

the  name  of  Kerr  and  Hoegger^  but  in  each  case  they  bought  in  their  own 

names.    In  1897,  the  Plaintiffs  discovered  that  Isler  was  selling  Rhodamine  6  O, 

15  and  that  it  was  being  supplied  to  his  firm  by  the  Society.    The  Plaintiffs 

complained  to  the  Society,  and  arbitration  proceedings  were  commenced  under 

paragraph  9  of  the  Agreement  of  1888.    The  question  was  raised  whether  Isler 

was  a  particular  agent  within  the  Agreement  of  1888,  and  as  such  entitled  to  be 

sapplied  by  the  Society  under  the  Agreement.    It  was  agreed  that  h«  was  not : 

20  damages  were  paid  by  the  Society,  and  the  Agreement  of  the  LOth  of  November 

1898  was  entered  into,  which  {inter  aZta)  defines  '^  particular  agents ''  as  persons 

who,  not  being  ^'  dealers,"  sold  only  for  the  Society  and  not  in  the  ordinary  way 

of  business.    Isler  was  not  appointed  a  particular  agent.    At  the  time  complained 

of,  Elwen  was  the  agent.    In  1897,  the  Defendant  firm  forwarded  the  names 

25  of  the  larger  customers  whom  they  had  been  supplying  to  the  Society,  for  the 

Society  to  supply  direct  so  as  to  bring  the  parties  within  the  term  of  the 

license.    In  regard  to  the  smaller  customers  the  Defendant  firm  bought  through 

Kerr  and  Hoegger  and  obtained  the  dye  from  Elwen  in  their  name.    Kerr 

and  Hoegger  were  ^^  consumers "  within  the  license,  and  as  such  entitled  to 

30  purchase  from  the  Society.    But  the  license  authorised  sales  by  the  Society 

only  to  "  consumers,"  the  Plaintiff  Company  itself  selling  to  approved  dealers, 

and,  in  order  that  the  Defendants  may  succeed,  they  must  justif}*  under  the 

license  the  sale  of  Rhodamine  6  G.    Rhodamine  6  G  has  always  been  treated 

by  the  Plaintiffs  and  the  Society  as  coming  under  the  Agreement  of  1888,  and, 

35  therefore,  is  subject  to  the  terms  of  the  license.    The  Defendant  firm  received 

direct  from  the  Society  certain  commission  and  overcharges.  This  is  relied  upon 

as  evidence  of  a  course  of  dealing  showing  knowledge.    Nothing  in  the  nature 

of  a  conspiracy  is  suggested  by  the  Plaintiffs.   [The  Incandescent  Gas  Light  Co, 

V.  Cantelo  (12  RP.C.  262)  and  the  Incatidescent  Oas  Light  Co.  v.   Brogden 

40.(16  R.P.C.  179)  were  referred  to]. 

Asthury  K.C.^  for  the  Defendants  admitted  that  with  regard  to  the  Particulars 
of  Breaches  the  Defendant  firm  had  bought  Rhodamine  6  G.  from  Kerr 
and  Hoegger  or  their  successors  during  the  periods  referred  to  :  that  the  . 
Defendant  firm  were  "  dealers "  and  not  "  consumers "  t  and  that  Kerr  and 
45  Hoegger  were  consumers :  but  he  did  not  admit  that  the  Defendant  firm  had 
bought  direct  from  the  Society  during  the  periods  ref ened  to  in  the  Particulars 
of  Breaches. 

The  Plaintiflb  called  as  a  witness  Dr.  E,  F.  Erdhardt  (a  member  of  the 
Plaintiff  Company),  who  stated  that  it  had  been  assumed  that  Rhodamine  6  G 
50  came  within  the  terms  of  the  Agreement  of  1888  ;  and  that  the  Society  had,  since 
1892,  been  making  that  dye  with  the  leave  and  license  of  the  Plaintiffs.  No 
Ciit^ular  other  than  that  of  May  1899  had  been  issued  to  purchasers,  nor  had 
there  been  a  publication  of  any  document  containing  a  warning  as  to  the  terms 
of  the  Agreement  of  1888  :  the  Society  were  entitled  to  sell  only  to  '^  consumers  "  : 
55  the  PlaintiffB  could  sell  to  all  persons.  r 
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Otto  Isler  (examined  on  Commission)  by  his  evidence  stated  {inter  alia)  that 
np  to  1896  he  purchased  Rhodamine  6  G  from  the  Society  :  the  Society  then 
invoiced  to  and  delivered  direct  to  him.  He  understood  that  the  Society  were 
co-patentees  with  the  Plaintiffs  :  until  the  action  he  had  not  seenihe  license  of 
the  7th  of  July  1888  :  nor  had  he  learnt  till  then  that  the  Society  were  only  5 
licensees.  In  1896  he  was  informed  by  the  Society  that  they  could  no  longer 
supply  him  with  Rhodamine  6  G  on  account  of  an  arrangement  between  them 
and  the  Plaintiffs  :  he  was  not  told  what  the  arrangement  was.  When  told  that 
he  could  not  be  supplied  he  handed  over  to  the  Society  his  current  contracts  on 
the  understanding  that  the  Society  should  pay  him  a  commision  :  this  they  did,  ^0 
and  after  1896  any  small  quantities  of  Rhodamine  6  G  he  required  for  small 
customers  he  purchused  from  Kerr  and  Hoegger  and  subsequently  from  their 
successors  the  British  Cotton  and  Wool  Dyers  Association  Ld.  He  purchased 
this  at  the  same  price  that  they  bought  for  :  Kerr  and  Hoegger  were  cotton  yarn 
dyers  and  "  consumers."  By  purchasing  in  large  quantities  they  obtained  the  15 
dye  at  a  less  price.  He  received  a  commission  from  the  Society  on  Kerr  and 
Hoegger^ s  purchases.  On  one  occasion  he  had  received  a  rebate  from  the  Society. 
Before  1896  he  dealt  in  Rhodamine  6  G,  and  thought  he  was  entitled  to  buy 
from  the  Society.  He  knew  that  the  Plaintiffs  and  the  Society  worked  together 
on  amicable  terms  :  also  that  the  Plaintiffs^  agents  did  not  like  to  sell  to  dealers :  20 
that  was  why  be  purchased  from  the  Society  :  he  made  no  enquiries  as  to  the 
reason  :  he  told  the  Society's  agent  of  the  arrangement  with  Kerr  and  Hoegger* 
In  most  cases  he  sent  to  the  agent  for  delivery  of  the  goods  :  but  in  some  cases 
they  may  have  been  delivered  by  the  agent.  The  goods  were  invoiced  to  Kerr 
and'  Hoegger.  He  paid  Kerr  and  Hoegger  and  never  made  a  payment  direct  to  25 
the  Society.  The  overcharge  referred  to  was  repaid  to  his  book-keeper  by 
the  agent  of  the  Society. 

William  Pickford  gave  evidence  and  stated  [inter  alia) :  that  since  1903  he 
had  been  a  partner  in  Defendant  firm.  Previously  he  had  been  manager  for 
some  years.  Before  dealing  with  Kerr  atid  Hoegger  the  firm  dealt  direct  with  the  30 
Society.  They  informed  the  Society  of  the  names  of  the  persons  to  whom  they 
sold.  Up  to  1896  they  received  the  goods  direct  from  the  Society  giving  the 
Society  the  name  of  Kerr  and  Hoegger.  Kerr  and  Hoegger  were  ignorant  of  this 
fact.  After  1896  some  overcharges  were  refunded  to  the  firm  by  the  Society's 
agent  in  Manchester,  Mr.  Elwen  :  these  goods  were  bought  through  Kerr  and  35 
Hoegger.  The  goods  sold  to  Segner  were  obtained  on  Kerr  and  Hoegger*s 
account  from  Mr.  Elwen.  The  Society  paid  the  Defendant's  firm  commission 
on  sales  to  Kerr  and  Hoegger. 

Dr.  Peter  Leuthardt  (English   correspondent  of  the  Society  in  Basle  from 
1890  to    1892)  gave   evidence   and  stated   that  Isler  diiring  that   time  sent  40 
orders  to  the  Society  "  Please  supply  for  Messrs.  B[prr  and  Hoegger  "  so  much 
Rhodamine.    This  had  relation  to  Rhodamine  B. 

This  evidence  was  objected  to. — Cripps  K.C.  contended  that  it  was  relevant 
because  it  showed  the  course  of  business  ;  that  while  the  Patent  for  Rhodamine 
B  was  alive  the  dealings  were  in  the  name  of  Kerr  and  Hoegger  but  that  when  45 
the  Patent  expired  the  transactions  took  place  direct. 

BUCKLBY  J,  stated  that,  in  substance,  that  had  been  already  given  in  evidence. 

Elwen  was  called  and  asked  to  produce  a  receipt  given  to  him  for  the  payment 
of  the  overcharge  to  the  Defendant  firm.  He  said  he  did  not  hold  any  receipts 
and  could  not  produce  any.  50 

Adolph  Hoegger  (Chairman  of  the  British  Cotton  and  Wool  Dyers  Association  Ld. 
and  formerly  Chairman  of  Kerr  and  Hoegger)  gave  evidence  and  stated  (^inter  alia) 
the  Association  and  the  firm  had  been  throughout  "  consumers  "  of  Rhodamine 
6  G  ;  the  greater  the  quantites  bought  the  less  the  price  relatively.  He  had 
been  a  personal  friend  of  Islei'  for  45  years.    In  1896  Isle^'  asked  him  to  sell  him  55 
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Rhodamine  6  G.  He  said  he  would  gladly  do  bo  as  an  old  friend.  From  that 
time  he  bought  that  dye  from  the  Society  and  sold  portions  thereof  to  Isler. 
Kerr  and  Hoegger  or  the  Association  paid  for  the  amounts  so  purchased  from  the 
Society.  At  the  time  he  made  the  arrangement  with  Isler  he  knew  of  no 
S  arrangement  between  the  Plaintiffs  and  the  Society  which  prevented  his  sellin^f 
to  Isler.  He  was  well  aware  of  the  notice  on  the  labels  but  he  never  sold  any 
dye  to  Isler  except  in  the  intact  unopened  original  packages;  He  knew  of  no 
other  restriction  than  that  on  the  labels  until  four  months  ago  when  he  learned 
the  fact  from  Robertson  a  representative  of  the  Plaintiffs  ;  Robertson  had  never 
10  suggested  it  before ;  he  had  known  him  for  20  years.  He  never  knew  why  Isler 
wanted  to  buy  from  him  except  that  Isler  could  not  purchase  direct.  The 
invoices  were  made  out  to  Kerr  and  Hoegger  for  the  lots  purchased,  and  that  firm 
made  out  invoices  for  the  amounts  sold  to  Isler.  Isler  paid  Kef*r  and  Hoegger  or 
their  successors.  Insti*uctions  were  given  by  Kerr  and  Hoegger  to  the  Society  to 
15  deliver  direct  to  them  unless  Isler  wanted  something  quickly.  The  delivery 
notes  were  made  out  to  Kerr  and  Hoegger.  The  Society  never  intimated  that 
they  could  not  deliver  direct  to  Isler.  There  was  no  intimation  of  any  restric- 
tion in  any  document  coming  from  the  Society.  All  transactions  between  Ke7*r 
and  Hoegger  and  Isler  were  bond  fide.    After  the  Rhodamine  B.  Patent  expired, 

20  Kerr  and  Hoegger  did  not  sell  that  article  to  the  Defendant.  He  made 
no  enquiry  as  to  the  reason.  He  was  not  aware  that  after  the  expiry  of 
that  Patent  Isler  dealt  direct  with  the  Society  in  that  article.  Orders  from 
Kerr  and  Hoegger  were  given  in  1  ton  lots  to  Elwen  the  Society's  agent  in 
Manchester.     Delivery  notes  were  sent  by  him  to  Ke7^  and  Hoegger.     The 

25  Defendant  firm  got  delivery  from  Elwen.  They  advised  Kerr  and  Hoegger  and 
they  gave  instructions  to  Elwen  to  deliver  against  their  contract.  The  Defendants 
telephoned  to  Kerr  and  Hoegger  for  authority,  and  Elwen  was  instructed  on  the 
matter  by  telephone.  Ken^  and  Hoegger  got  no  profit.  He  was  not  aware  that 
Isler  Jk  Go.  got  a  commission,  nor  did  he  enquire  what  the  advantage  to  Isler  ic  Go. 

30  was. 

Astbury  K.C.,  and  Golefax  for  the  Defendant.— No  case  of  infringement  has 
been  established  against  the  Defendant.  An  arrangement  had  been  come  to  in 
1888  between  the  Plaintiffs  and  the  Society  under  which  the  Society  could 
manufacture  and  sell  on  certain  conditions  the  dyes  in  which  they  were  jointly 

35  interested.  Unless  the  terms  of  the  agreement  or  license  were  brought  to  the 
knowledge  of  purchasers  from  the  Society,  or  to  persons  acquiring  as  the 
Defendant  did,  they  obtained  an  article  free  from  restrictions.  The  Society 
was  licensed  by  the  Plaintiffs  and  was  entitled  as  between  itself  and  the 
Plaintiffs  to  sell  the  dyes.    The  label  adopted  both  by  the  Plaintiffs  and  the 

40  Society,  and  used  by  the  Society  with  the  consent  of  the  Plaintiffs,  estops  the 
Plaintiffs  from  asserting  that  "  consumers  "  of  dyes  purchased  from  the  Society 
are  not  entitled  to  resell  so  long  as  the  conditions  on  the  label  are  complied 
with.  The  only  conditions  on  the  label  are  that  the  dye  shall  not  be  sold  except 
in  the  original  unopened  packages  and  that  it  is  not  to  be  sold  in  America.    The 

45  terms  also  of  the  Circular  of  May  1899  constitute  a  holding  out  that  the  Society 
were  licensed  to  sell,  and  consequently  purchasers  from  them  could  sell  the  dye 
aiccording  to  the  terms  of  the  label.  It  is  admitted  that  there  is  uo  conspiracy. 
The  Defendant  has  done  what  he  was  in  fact  authorised  to  do  by  the  terms  of 
the  label.    Moreover,  apart  from  this,  the  Plaintiffs  cannot  hit  the  Defendant 

50  nnlesB  t^ey  affect  him  with  knowledge  of  the  conditions  of  the  license  and 
prove  a  breach  of  those  conditions.  Even  if  upon  the  true  construction  of  the 
Agreement  Rhodamine  6  G  is  within  the  terms  of  tiie  license  of  1888,  the  trans- 
actions between  the  Society  and  Kerr  and  Hoegger  and  between  the  latter  and 
the  Defendant  were  lawfully  carried  out  and  the  Defendant  has  not  infringed. 

55  The  sale  by  Kerr  and  Hoegger  passed  the  property  in  the  dye>  and  there  was  not 


180  RBPOBTS  OF  PATENT,  DESIGN,  [May  %  1906. 

BadiscJie  Anilin  tmd  Soda  Fabrik  v.  Otlo  Isler  {trading  as 
O.  later  A  Co.). 

brought  to  the  knowledge  of  the  Defendant  any  notice  of  conditions  precluding 
him  from  selling  the  dye.  [British  Mutoscope  and  Biograph  Co.  Ld.  y.  Homer 
(18  R.P.a  177  ;  L.R.  (1901)  1  Ch.  671)  ;  Taddy  v.  Sterious  A  Co.,  L.R.  (1904) 
1  Ch.  354);  McOruther  v.  Pitcher,  L.R.  (1904)  2  Ch.  306,  312);  BeHs  v. 
Wilmot  (L.R.,  6  Ch.,  App.  239) ;  Heap  v.  HartUy  (5  R.P.C.  603) ;  Societe  5 
Anonyms  des  Manufactures  de  Olaces  v.  Tilghman^s  Patent  Sand  Blast  Co., 
(L.R.  25  CD.  1,  9)  ;  United  Telephone  Co.  v.  Walker  A  Oliver  (4  R.P.C.  63, 67)  ; 
and  Thomas  v.  Hunt  (17  C.B.  N.S.  183)  were  referred  to.] 

Cripps,  K.C.,  in  reply. — ^Where  no  license  exists  and  a  person  innocently  sells 
a  patented  article  he  is  liable  for  infringement.  The  license  reserved  the  power  10 
in  this  case  of  vending  and  dealing.  The  license  to  Kerr  and  Hoegger  went  to 
user  only.  No  license  was  granted  to  effect  the  particular  infringement  by  the 
Defendant.  A  person  alleging  that  he  is  not  an  infringer  must  show  when 
purchasing  from  a  licensee  that  the  license  justifies  what  he  is  doing.  He  is 
otherwise  an  infringer  quite  apart  from  knowledge  of  the  terms  of  the  license.  15 
The  sale  by  the  Defendant  was  not  justified  by  the  patent  law.  There  was  no 
license  referrable  in  any  sense  to  a  person  buying  not  for  the  purpose  simply  of 
user  but  with  the  view  and  purpose  of  vending.  Upon  the  true  construction  of 
the  Agreement  of  1888  Rhodamine  6  G  comes  within  the  terms  of  the  license. 
The  Plaintiffs  and  the  Society  have  acted  throughout  upon  that  assumption.  20 
There  was  no  holding  out  by  the  Plaintiffs  that  the  Society  were  entitled  to  sell 
to  the  Defendant.  If  it  is  necessary  to  affect  the  Defendant  with  knowledge, 
the  evidence  establi^es  either  that  he  had  knowledge  or  that  by  reasonable 
enquiry  he  could  have  ascertained  what  were  the  restrictions  in  the  license. 
This  it  was  incumbent  upon  him  to  do.  25 

BUCKLBT  J, — ^The    Defendants  have    bought   and   sold    dyes   known   as 
Rhodamine  6  O  manufactured  under  a  Patent  No.  9633*  of  1892  belonging  to 
the  Plaintiffs.    The  Plaintifb  sue  for  infringement.    The  Defendants  justify 
by  saying  that  they  bought  and  dealt  with  it  under  a  licence  granted  by  the 
Plaintiffs  to  persons  whom  I  will  call  the  Society.    The  Plaintiffs  rejoin  that  30 
the  licence  did  not  authorise  the  sale.    Under  the  Statute  of  Monopolies  the 
Plaintiffs  are  entitled  to  the  sole  privilege  and  authority  by  themselves,  their 
agents,  or  licensees  and  others  to  make,  use,  exercise  and  vend  the  invention. 
If  a  Patentee  sells  the  patented  article  to  a  purchaser  and  the  purchaser  uses  it, 
he,  of  cburse,  does  not  infringe.    But  why  ?  By  reason  of  the  fact  that  the  law   35 
presumes  from  the  sale  an  implied  licence  given  by  the  Patentee  to  the  purchaser 
that  he  shall  use  chat  which  he  has  bought,  and,  in  the  absence  of  condition, 
this  implied  licence  is  a  licence  to  use  or  sell  or  deal  with  the  goods  as  the  pur- 
chaser pleases  {Thomas  v.  Hunt  17  C.B.N.S.,  183  ;  Betts  v.  Wilmot  L.R.  6  Ch. 
239).    If  a  Patentee  sells  imposing  no  restriction  or  condition  upon  his  purchaser  40 
at  the  time  of  sale,  he  cannot,  of  course,  impose  a  condition  subsequently  by 
delivery  of  the  goods  with  a  condition  endorsed  upon  them  or  upon  the  package 
in  which  they  are  contained.    Unless  the  purchaser  knows  of  the  condition  at 
the  time  of  purchase  and  buys  subject  to  the  condition  he  has  the  benefit  of  an 
implied  licence  to  use  free  from  condition.    But  suppose  the  purchaser  buya,  45 
not  from  the  Patentee,  but  from  a  licensee,  the  Patentee  may  attach  to  his  licence 
any  conditions  he  pleases,  and  if  he  does  attach  a  condition  then,  upon  principle, 
it  seems  to  me  that  nothing  can  turn  on  the  question  whether  the  purchimr 
from  the  licensee  knows  of  the  condition  or  not.    If  a  person  innocently  us^  a 
patented  invention,  not  knowing  that  there  is  a  Patent,  he  is  an  infringer  none  50 
the  less,  and  if  a  person  innocently  buys  and  uses  a  patented  invention,  deriving 
title  under  a  licence,  not  knowing  that  there  are  limits  on  the  licence,  I  conceive 
that  he  is  equally  an  infringer.     Suppose  the  Patentee  sells  to  A  with  the 
condition  that  A  shall  not  resell  or  grant  the  right  of  use  to  another,  then  if  B 
becomes  sub-purchaser  from  i^  it. cannot  .be  said.  that. he. is  lieensed .by  the  55 
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Patentee  to  nse,  for  ex  hypothesi  he  is  not.  It  may  be  that  the  Patentee  may  be~ 
estopped,  as  between  himself  and  B  from  saying  that  B  is  not  so  licensed  and  as 
regards  the  Incandescent  Company  v.  Gantelo  (12  R.P.O.  262)  this  must,  I  think, 
have  been  the  ratio  decidendi.  If  the  purchaser  knows  the  restrictions,  of 
5  coarse  he  is  bound  by  them  (Incandescent  Company  v.  Brogdan,  16  R.P.C. 
179).  In  such  a  state  of  facts  the  patentee  cannot  be  estopped,  and  to  a  patented 
article  conditions  may  be  attached  so  as  to  follow  the  goods,  because  the  goods 
have  this  special  quality  or  characteristic  that  except  with  the  licence  of  the 
patentee  they  cannot  be  used  or  sold,  thus  differing  from  goods  in  general  to 

10  which  a  condition  cannot  be  attached  so  as,  so  to  speak,  to  follow  the  goods 
{McOruther  v.  Pitcher  L.R.  (1904)  2  Oh.  p.  306).  There  is,  however,  I  think, 
some  difference  between  Cantelo's  case  and  the  present  because  that  was  a  case 
of  agent  and  not  of  licensee.  The  contract  there  was  with  the  patentee  through 
an  agent.     The  agent  did  not  disclose  the  condition  to  the  purchaser  when  the 

15  purchaser  bought,  so  that  the  case  is,  in  this,  rather  more  like  that,  which  I  first 
put»  of  a  sale  by  the  patentee,  than  a  dealing  by  a  licensee. 

The  facts  of  the  present  case  are,  that  in  July  1688  the  Plaintiffs  granted  a 
certain  licence  to  the  Society.  The  Patent  in  question  here  is  of  later  date, 
namely  1892,  and  is  not  covered  by  that  Agreement  unless,  under  Article  7, 

20  there  is  an  executory  agreement  to  grant  a  licence  of  that  Patent.  No  licence 
was  ever  granted  expressly.  The  decision  of  the  present  case,  I  think,  rests  upon 
ascertaining  what  implied  licence  was  granted.  The  Plaintiffs  say  that  the 
implied  licence  included  a  term  such  as  that  which  is  found  in  Article  4  of  the 
Agreement,  namely  that  the  Society,  the  licensee,  should  not  sell  to  dealers,  and 

25  thkt  the  Defendant  was  a  dealer.  In  my  judgment  the  implied  licence  was  not 
fettered  by  that  restriction.  This  is  a  question  of  fact.  If,  under  Article  7, 
there  was  a  right  to  a  licence,  what  licence  was  granted  ?  If  under  Article  7 
there  was  not  a  right  to  a  licence  was  there  any  and  what  licence,  gi'anted  by 
the  Plaintiffs  to  the  Society  ?   The  Plaintiffs  themselves,  and  the  Society  also, 

30  alike  sold  the  goods  with  a  label  expressed  as  follows  :  '^  Important  Notice. 
'^  Purchasers  of  this  dye  are  not  licensed  to  resell  it  except  in  the  onopened 
'*  original  package  in  an  unchanged  condition  and  with  the  label  thereon  intact, 
**  nor  are  any  persons  other  than  purchasers  of  such  unopened  original  package 
'*  licensed  to  use  the  dye   contained  therein.     All  other  sales  or  uses   are 

35  *^  infringements.  Agents  and  dealers  are  not  empowered  to  vary  this  licence 
**in  any  way.'*  Now  I  understand  that  label,  by  implication,  to  say  that 
purchasers  of  this  dye  are  licensed  to  resell  it  in  the  unopened  original  package 
and  persons  who  are  purchasers  of  the  unopened  original  pac]^age  are  licensed 
to  use  the  dye  contained  therein  and  that  such  sales  or  uses  are  not  infringements. 

40  From  the  course  of  business  of  sales  made  under  that  label,  I  hold  that  the 
implied  licence  was  a  licence  to  the  Society  to  «tell  subject  to  the  restrictions  in 
that  label,  and  subject  to  no  other  restrictions  or  conditions. 

What  is  the  evidence  to  the  contrary?  1  think  that  it  is  this.  Previous  to 
the  year  1896  the  Society  sold  direct  to  the  Defendants.    In  1896  the  Society 

45  informed  the  Defendants  that  they  could  no  longer  supply  them  with  Rhodamine 
6  6  on  account  of  an  arrangement  which  they  had  with  the  Plaintiffs.  The 
Society  refused  to  supply  the  Defendants  direct,  and  the  Society  knew  that 
the  Defendants  were  arranging  to  buy  what  they  wanted  through  Kerr  and 
Hoegger  because  the  Defendants  could  not  buy  direct.    It  does  not  follow  that 

50  the  restrictions  contained  in  the  Agreement  of  the  7th  of  July  1888  were  known 
to  the  Defendant,  or  that  he  knew  that  the  licence  under  which  the  Society 
were  purporting  to  deal  was  that  licence  as  distinguished  from  some  other 
terms.  There  was  some  arrangement  and  that  was  all  he  knew.  He  says 
expressly — and,  in  fact,  there  is  no  evidence  to  the  contrary — ^that  he  did  not 

55  know  that  the  Society  had  a  restricted  licence  till  some  time  in  the  course  of  last 
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Summer,  after  the  commencement  of  this  action.  Probably  the  origin  of  the 
alteration  in  the  practice  of  the  Society  was  due  to  this,  that  in  the  year  1896 
an  Arbitration  commenced  in  Oermany  between  the  Plaintiffs  and  the  Society, 
and  in  that  Arbitration  something  was  in  dispute  as  to  the  Defendants,  later 
and  Go.  It  is  enough  to  say  that  it  may  have  been  that  the  Society  refused  5 
to  sell  direct,  because  in  that  Arbitration  the  Plaintiffs  were  asserting,  and,  for 
aught  I  know,  the  Society  were  denying,  that  Rhodamine  6  6  was  bound  by 
the  restriction  in  the  licence.  What  happened  was,  that  in  November  1898 
the  law  suit  before  the  Arbitration  Court  in  the  matter  of  Isler  and  Co.  was 
dropped.  That  is  all  that  I  know  about  that  Arbitration.  To  my  mind  the  10 
form  of  the  label  which  was  used  by  the  Society  with  the  Plaintiffs'  knowledge, 
is  much  better  eyidence  of  what  the  implied  licence  was  than  anything  which 
is  to  be  inferred  from  the  fact  that  a  difftculty  has  been  raised  in  respect  of 
the  Defendant  buying  direct  from  the  Socity.  But,  further,  whatever  were 
the  terms  between  the  Plaintiffs  and  the  Society,  it  seems  to  me  that  upon  the  15 
doctrine  of  Gantelo's  case,  whether  upon  the  ground  upon  which  it  is  said  that 
Mr.  Justice  Wills  rested  it,  or,  as  I  should  prefer  to  put  it,  on  the  ground  of 
estoppel,  the  Plaintiffs  cannot  set  up  against  the  Defendant  that  the  licence  was 
other  than  a  licence  to  sell  subject  only  to  the  restrictions  in  the  label  which 
the  Plaintiffs  used,  and  which  the  Society  used  with  the  Plaintiffs*  knowledge.  20 
The  Defendant  did  not  know  of  the  licence.  It  is  objected  that  he  ought  to 
have  enquired  about  it.  Why  should  he  have  enquired,  when  the  sale  was 
offered  to  be  made  to  him  under  a  label  whose  plain  implication,  to  my  mind 
was,  that,  provided  the  unopened  package  was  the  thing  sold,  there  was  a  right 
to  resell  it  ?  25 

In  order  to  establish  their  case  the  onus  is  on  the  Plaintiffs  to  show  that  as 
against  the  Defendant  they  are  entitled  to  set  up  that  there  was  such  a  restricted 
licence  as  they  assert,  and  that  he  was  bound  by  it.  In  my  opinion  they  fail  to 
discharge  that  onus  ;  upon  the  facts,  I  arrive  at  the  conclusion  that  the  implied 
licence  did  not  include  the  restrictions  which  it  is  sought  to  impose.  Under  30 
these  circumstances  I  think  that  the  Defendants  are  not  infringers  and  I  dismiss 
the  action  with  costs. 

I  forgot  to  mention  the  Circular.  I  ought  to  have  said  that  the  Circular  issued 
in  1899  holds  out  the  Society  as  *^  our  licensees  "  without  any  qualification. 
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In  the  High  Court  of  Justicb.— Ohanobhy  Division. 

Before  Mr.  Justicb  Buckley. 

January  25th  and  26th,  1906. 

In  the  Matter  op  Poulton's  Patent. 


5  Patent, — Petition  for  revocation. — Alleged  prior  ueer  and  prior  publication. 
— Use  of  the  invention  prior  to  the  date  of  the  Patent  by  the  Patentee  held  to  be 
eetabfished  and  not  to  have  been  expeHmental. — Order  for  revocation  made  eubject 
to  a  stay  in  the  event  of  an  appeal 

A  Petition  was  jtreeented  for  the  revocation  of  Letters  Patent  granted  to  P. 

10  in  1899  for  ^^  Improvements  in  and  relating  to  tJie  setting  of  boilers  and  the 
'*  likeJ"'  Tike  prifidpal  feature  of  the  invention  was  the  construction  and  setting 
blocks  for  boilers  so  tfiat  they  moved  in  correspondence  tvith  the  expansion  and 
contrcu:tion  of  the  boilers.  At  the  hearing  of  the  Petition  the  principal  ground 
for  revocation  of  the  Patent  relied  on  by  the  Petitioner  was  prior  user  by  the 

15  Patentee  himself  by  putting  blocks  of  downtake  fluss  in  accordance  with  the 
invention  in  the  execution  of  certain  works  to  boilers.  The  Respondents 
alleged  that  those  blocks  were  not  set  to  act  in  accordance  tvith  the  invention^ 
and  alleged  Oiat^  even  if  they  were^  the  user  u^as  experimental. 

Held,  thai  the  prior  user  was  establislwd^  tJiat  it  was  not  experimental,  and 

20  thcU  the  Patent  was  invalid.  An  Order  for  revocation  was  made  sutgect  to  a 
stay  on  the  usual  terms. 

On  the  15th  of  September  1899  Letters  Patent  (No.  18,651  of  1899)  were 
granted  to  William  Poulton  for  **  Improvements  in  and  relating  to  the  setting 
**  of  boilers  and  the  like." 
25  The  Complete  Specification  was  as  follows  : — "  This  invention  has  reference 
*'  to  the  setting  of  boilers  and  has  for  its  object  to  obviate  the  defects  in  the 
*«  setting  due  to  expansion  of  the  boiler. 
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'^  In  the  use  of  the  ordinary  blocks  for  boiler  setting  and  the  like  (he  arched  or 
curved  blocks  that  are  mounted  at  the  top  of  the  downtake  or  other  flue  at  the 
back  end,  and,  occasionally,  in  certain  types  of  boilers,  also  at  the  front  end 
of  the  boiler,  are  occasionally  broken  by  reason  of  the  strain  induced  In  them 
as  a  consequence  of  the  expansion  of  the  boiler  in  working  ;  while  the  brick 
walls  upon  which  the  blocks  rest  are  often  also  badly  strained.  My  invention 
is  designed  to  remedy  this  defect,  and  it  consists  in  constructing  the  arched 
or  curved  blocks  of  the  boiler  setting  that  are  situated  at  the  top  of  the  before 
mentioned  flues  or  also  upon  the  sides  of  the  boiler  so  that  the  edge  or 
extremities  of  the  blocks  next  the  boiler  may  move  to  an  extent  corresponding 
to  the  expansion  and  contraction  thereby  avoiding  the  strain  that  usually  results 
in  the  formation  of  cracks  and  openings,  or  the  destruction  of  the  blocks.'* 


10 


FIC.2. 


After  referring  to  the  Drawings,  the  Specification  continued  :— *'  In  carrying 
'^  the  invention  into  effect  as  illustrated  in  Figures  1  and  2,  I  provide  a  block  a 
''  of  arched  or  curved  or  other  suitable  shape  having  prefei-ably  each  of  itd  15 
*'  edges  by  c,  rounded,  the  one  b  for  the  purpose  of  line  contact  with  the  sides 
"  and  ends  of  the  boiler  in  accordance  with  the  well-known  *  Poulton '  system 
'*^.of  boiler  setting,  while  the  other  c  is  preferably  also  rounded  for  the  purpose 
'^  of  permitting  the  block  when  mounted  in  position  to  slightly  move  or  pivot 
"  upon  its  end.    For  this  purpose  the  brickwork  surrounding  the  blocks  thus  20 
<^  provided  is  so  constr  acted  as  to  allow  of  a  cavity  within  which  this  necessary 
<'  movement  of  the  blocks  can  take  place.    For  preventing  any  dust  or  dirt 
^*  from  passing  into  this  cavity  a  T  or  other  shaped  cover  plate  d  is  mounted 
^*  between  the  extreme  outer  and  upper  edge  of  the  blocks  and  the  top  surface 
"  of  the  brickwork.    This  cover  plate  d  may  extend  along  the  end  or  ends  of  25 
^^  the  boiler  and  is  preferably  loose,  but  it  may  if  desired  be  secured  to  the 
"brickwork."        .... 

"  It  will  be  understood  that  the  invention  is  not  limited  to  the  actual  form 
^^  of  the  biocks  oth^r  than  the  formation  necessary  for  permitting  the  movement 
"  required  according  to  the  invention."  30 

The  Patentee  claimed  : — "  1.— In  blocks  for  boiler  and  the  like  setting,  con- 
"  structing  and  arranging  the  blocks  with  rounded  edges  where  such  edges 
"  make  contact  with  the  sides  or  ends  of  the  boiler  and  with  the  brickwork 
"  thereof  for  the  purpose  of  taldng  up  the  expansion  and  contraction  of  the 
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**  boiler  snbstantially  as  hereinbefore  described  and  as  illnstrated  in  the  accom- 
'*  pan jing  drawings.  2. — In  boiler  and  the  like  settings,  providing  a  space 
<^  between  the  onter  surfaces  of  the  fire  brick  blocks  or  setting  bricks,  and  the 
"  inner  wall  or  surfaces  of  the  encasing  or  surrounding  brickwork  or  covering, 
5  ^  snbstantially  as  and  for  the  purposes  hereinbefore  described.  3. — In  blocks 
^  for  boiler  and  the  like  setting  as  claimed  in  the  First  Claim,  the  provision  of 
"  means  for  preventing  dust  or  dirt  entering  the  cavity  underneath  the  blocks, 
^  substantially  as  hereinbefore  described  and  as  illustrated  in  the  accompanying 
•*  drawings." 

10  On  the  5th  of  December  1905  Horace  Smith  Marsh,  trading  as  the  Adjustable 
Cover  and  Boiler  Block  Company ^  presented  a  Petition  for  revocation  of  the 
Patent,  having  obtained  the  authority  of  the  Attorney-General  so  to  do. 

The  Petition  contained  the  following  statements  : — (3)  That  by  writ  dated 
the  19th  day  of  November  1904  the  Petitioner  was  sued  by  the  said  William 

15  Poulton  for  infringement  of  the  Patent ;  (4)  that  by  the  judgment  of  Mr. 
Justice  Warrington  after  a  trial  of  the  action  so  commenced  the  Petitioner  was 
restrained  from  infringing  the  Patent  ;*  (5)  that  the  Petitioner  had  subse- 
quently to  the  date  of  this  judgment  discovered  (as  the  fact  was)  that  prior  to 
the  date  when  the  said  William  Poulton  applied  for  the  grant  of  the  Patent 

20  he  had  in  fact  used  the  said  invention  in  the  setting  of  boilers  at  the  Reading 
Electric  Supply  Company  Ld.y  and  that  a  boiler  fitted  and  set  with  the  said 
patented  setting  and  blocks  was  under  steam  on  the  25th  of  August  1899  ; 
(6)  that  the  Petitioner  was  unable  to  plead  this  prior  user  in  the  action  as  he 
was  unaware  of  such  prior  user  until  after  judgment  had  been  given  against 

25  him,  and  that  the  Petitioner  was  advised  that  he  could  not  introduce  evidence 
of  such  prior  user  in  any  app^  presented  against  the  said  judgment ;  (7)  that 
the  Petitioner  was  restrained  by  the  Order  and  injunction  of  the  Court  from 
using  the  said  invention,  which  was  of  great  importance  to  him  in  his  business 
of  a  boiler  setter,  whereas  and  in  fact  the  Patent  ought  to  be  revoked  as  having 

30  been  granted  for  an  invention  which  to  the  knowledge  of  William  Poulton 

was  not  new  at  the  date  when  he  applied  for  the  grant  of  the  Patent ;  (8)  that 

the  Patent  was  also  invalid  by  reason  of  the  matters  in  the  Particulars  of 

Objections  therewith  delivered  appearing. 

The  Particulars  of  Objections  alleged  : — ^That  the  alleged  invention  was  not 

35  new — (a)  that  the  alleged  invention  liad  been  publicly  used  by  the  Patentee  in 
the  boilers  of  the  Reading  Electric  Supply  Cofnpany  Ld,  at  Reading  in  the 
year  1899,  the  first  of  the  boilers  fitted  with  the  said  invention  being  put  under 
steam  on  the  25th  of  August  1899 ;  that  two  other  boilers  of  the  said  Electric 
Supply  Company^s  station  were  also  fitted  with  the  said  invention  prior  to  the 

40  date  of  the  Patent ;  (6)  that  the  alleged  invention  was  also  published  by  the 
communication  of  the  same  by  one  Charles  Rennie  Stockley  to  one  Samuel 
Turton^  the  manager  of  the  said  William  Poulton^  at  or  about  Easter  1899, 
at  Reading,  the  said  alleged  invention  being  fully  described  by  the  said 
Charles  Rennie  Stockley  to  the  said  Samuel  Turton  exactly  as  described  and 

45  illustrated  in  the  Specification  of  the  Patent.  Further  Particulars  of  the 
alleged  publication  were  delivered,  but  the  same  are  not  necessary  for  the 
purpose  of  this  report. 

llie  Petition  came  on  for  heariug  with  witnesses  before  Mr.  Justice  BUCKLEY 
on  the  25th  January  1906. 

50  A.  J.  Walter  and  J.  H.  Gray  (instructed  by  Soames^  Edwards^  and  Jones) 
appeared  for  the  Petitioner ;  T.  Terrell  K.C.  and  L.  B.  Sebastian  (instructed 
by  «7.  BarUett)  appeared  for  the  Respondent. 

*  JhmUon  y,  Adfustable  Carter  and  Boiler  Bloeh  Omjfony  22  B.P.0. 593. 
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Terrell  K.C.  opened  the  Respondent's  case,  and  referred  to  the  Specification 
and  the  case  of  Poult  on  v.  Adjustable  Cover  and  Boiler  Block  Company 
(22  R.P.O.  593).  One  issue  is  that  of  true  and  first  inventor.  I  suggest  that 
the  fiat  of  the  Attorney-General  was  obtained  on  a  ground  that  qnite  Mls^  and 
that  the  Petitioner  ought  not  to  be  allowed  to  go  into  the  other  point.  On  the  5 
two  points  here  raised  the  onus  is  on  the  Petitioner. 

WaltPi^  opening  the  Petitioner's  case. — Before  1897  the  Reading  Elect^nc 
Supply  Company  had  boilers  erected  in  accordance  with  Poulton^s  Specification 
of  1893  with  blocks  fixed.  At  the  end  of  1898  and  the  beginning  of  1899  it  was 
found  that  the  end  wall  was  pushed  out  and  the  blocks  were  broken,  and  10 
Messrs.  Poulton  repaired  them,  and  on  the  3rd  of  August  1899  commenced  to 
take  down  boilers  1,  2,  and  3,  fitted  with  the  old  Poulton  blocks.  The  refitting 
of  No.  1  was  completed  on  the  25th  of  August  1899.  The  flues  of  2  and  3  were 
also  altered.  The  apparatus  was  in  accordance  with  the  Specification  of  1899 
except  that  the  blocks  were,  at  the  point  called  c  in  Fig.  2  in  the  Specification,  15 
not  completely  rounded  at  the  bottom — i.e.,  were  not  semi-circular  but 
tapered.  There  was  a  clearance  at  the  back.  In  Fig.  2,  £?  is  a  loose  plate ; 
the  brickwork  is  stepped  out  to  prevent  dust  and  dirt  getting  into  the  space. 
[A  model  of  the  fines  as  constructed  at  Reading  was  explained.]  Since  the 
change  there  has  been  no  difficulty  and  no  breaking  of  the  blocks.  The  shape  20 
of  the  blocks  at  the  bottom  leaves  a  space  underneath^  and  the  cavity  was  luted 
and  filled  up  so  that,  until  lifting  occurred,  the  surfaces  were  together.  The 
luting  was  to  prevent  cold  air  getting  through.  Nos.  2  and  3  were  also  finished 
as  regards  the  downtakes,  but  not  used  betore  the  date  of  the  Patent.  [The 
evidence  of  Arthur  TTiomas  Cooper^  the  managing  engineer  of  the  Reading  K 
Electric  Supply  Company,  taken  on  commission,  was  read.]  As  to  the  issue 
of  first  and  true  inventor,  the  communication  to  Turton  only  could  bo  proved 
at  the  trial  of  the  action.  Our  case  is  that  Stockley,  in  conversation  with  TtirUm 
shortly  before  the  21st  of  January  1899,  told  Thirton  of  this  improvement,  and 
gave  a  sketch  of  it  to  him.  80 

The  following  witnesses  were  called  for  the  Petitioner : — Q.  O.  Marks 
W,  M.  Binnie,  consulting  engineer,  J.  E.  WatkinSy  engineer,  W.  MahUy^ 
who  worked  on  the  boiler  in  August  1899,  W.  Swaffieldy  and  O.  R.  Stockley. 

The  witnesses  called  for  the  Respondent  were  :— J.  Swinburne;  S.  Turton^ 
O,  H.  Timminsy  and  S.  Horton^  fire  clay  manufacturers,  W.  E.  Evans^  engineer  35 
and  Patent  agent,  the  Patentee,  and  F.  Poulton, 

Gray  summed  up  the  Petitioner's  case.— There  are  two  issues — ^prior  user  by 
Poulton^  and  publication  by  Stockley  to  Turton.  I  snbmit  that  Stockley^s  story 
is  true.  If  Turton's  is  true,  he  was  the  inventor.  Prior  user  is  proved. 
ITerrell  K.C. — I  agree  that  it  was  intended  to  put  in  blocks  which  would  iO 
move,  but  I  say  that  in  fact  they  were  fixed.]  The  evidence  shows  that 
the  downtakes  have  worked  as  expansion  downtakes.  The  blocks  have  not 
broken  in  six  years.  The  theory  that  has  been  put  forward  is  that  the 
blocks  have  tilted  and  remained,  or  that  they  have  got,  jammed.  The 
evidence  for  the  Petitioner  is  that  the  downtakes  act  as  expansion  down-  4S 
takes.  There  is,  I  submit,  proof  of  prior  user,  and  there  is  no  evidence  that 
it  was  experimental. 

Terrell  K.C.  in  reply. — The  first  question  is  whether  Poulton  published  or 
used  the  invention  before  patenting  it ;  the  second  is,  whether  S'^'A:^  published 
it.  If  every  disputed  fact  is  found  against  the  Respondent,  he  is  entitled  to  50 
succeed.  It  is  undisputed  that  it  was  attempted  before  the  date  of  the  Patent 
to  apply  the  invention  to  the  boiler  at  Reading,  but,  first,  it  was  an  experimental 
user  ;  secondly,  although  an  attempt  was  made  to  put  in  the  expansion  down- 
takes,  it  was  unsuccessful.  The  public  had  no  access ;  only  the  engineers  and 
workmen  had  acoese. .  [Buoklbt  /, — ^What  would  be  the  position  after  the  ii 
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grant  of  a  Patent  of  a  person  in  whose  works  the  Patentee  had  before  the  date 
of  the  Patent  pnt  up  the  invention  ?  Could  the  Patentee  sue  him  for  infringe- 
ment? J  The  Patentee  might  be  estopped.  Experimental  user  Qeed  not  be 
private.  [Buckley  J. — Is  there  any  evidence  here  of  the  user  being  experi- 
5  mental  ?]  The  Patentee  in  April  1899  intended  to  patent  the  invention,  and 
thought  he  should  like  to  try  it.  In  Neivall  v.  Elliott  (27  L.J.C.P.  342)  there 
was  before  the  date  of  the  Patent  a  user,  which  was  a  complete  success  and 
profitable.  The  question  is  whether  the  Patentee  intended  to  dedicate  the 
invention  to  the  public.  Hoe  v.  Foste?'  (16  R.P.C.  39)  is  a  case  where  the 
10  Patent  was  held  invalid.  There  Newall  v.  Elliott  was  distinguished  on  the 
ground  that  the  user  in  that  case  was  for  the  purpose  of  seeing  if  the  machine 
would  work  {^Eliae  v,  Orovesend  Tinplate  Company  (7  R.P.C.  456  at  page  466) 
was  referred  to.]  If  the  system  at  Reading  was  so  designed  that  it  could  not 
work,  as  the  invention  was  intended  to  work,  there  was  no  publication  or  use 

15  of  the  invention.  On  the  second  point,  it  is  alleged  that  there  was  a  publica- 
tion by  Stockley  to  Turton ;  but  on  ihQ  facts,  even  as  alleged,  there  was  no 
publication.  \Humpher8on  v.  Syer  (4  R.P.C.  407)  ;  and  Harris  v.  RothweU 
(3  R.P.C.  383)  were  referred  to.]  The  test  of  publication  is  whether  the 
invention  is  made  available  for  the  public. 

20  Gray. — Newall  v.  Elliott  only  shows  that  an  experiment  necessarily  done  in 
public  for  the  {>urpose  of  taking  out  the  Patent  does  not  invalidate  it. 

Buckley  /.—On  the  15th  of  September  1899,  William  Poulton,  the  Respon- 
dent to  this  Petition,  applied  for  a  Patent  which  was  subsequently  issued,  and 
became  No.  18,651  of  1899.    First  upon  a  question  of  date  it  is  proved  beyond 

25  all  dispute  that  before  the  15th  of  September  1899  William  Poulton^  by  his 
firm,  did  certain  works  upon  the  premises  of  the  Reading  Electric  Supply 
Company.  Those  works  were  necessitated  by  this,  that  the  Beading  Electric 
Supply  Company  used  boilers  which  had  been  set  by  Poultons^  and  they  had 
bad  a  great  deal  of  diflSculty  with  what  are  called  the  downtakes.    They  had  been 

30  in  communication  with  Poultons  about  those  difiBculties  for  some  months — 
it  does  not  matter  exactly  how  long — and  in  1899  PouUona  were  going  to  take  the 
matter  in  hand  to  get  rid  of  the  difficulty.  The  difficulty  to  be  grappled  with 
was  that  when  the  boilers  were  put  under  steam  there  was  very  considerable 
and  substantial  expansion  of  the  metal,  and  the  result  was  that,  unless  there 

35  was  some  means  of  making  the  downtake  blocks  yield  to  the  expansion  of  the 
boiler,  an  enormous  pressure  was  generated  and  something  must  go  somewhere 
or  other,  and  it  went,  either  by  breaking  the  blocks,  or  disturbing  the  brickwork 
behind.  That  was  the  nature  of  the  difficulty.  Poultons  were  called  in  to  get 
rid  of  this  if  they  could,  and  Mr.  Potdton  has  told  me,  accepting  his  story,  that 

40  he  had  an  idea  of  a  way  of  getting  over  it  by  supplying  what  he  called  in  his 
evidence  anti-expansion  downtake  blocks.  In  the  entry,  which  I  am  going  to  read 
presently,  it  is  called,  not  an  anti-expansion,  but  an  expansion  downtake  block, 
but  both  expressions  are  intended  to  bear  exactly  the  same  meaning.  It  is  a 
downtake  block  which  will  meet  the  difficulty  arising  from  expansion.  He  says 

45  he  bad  got  an  idea  of  the  way  to  do  this  thing  ;  and,  as  a  matter  of  date,  I  find  in 
a  book,  which  is  abundantly  proved  as  being  in  daily  use  at  the  works,  called 
the  Engine  Room  Diary,  an  entry,  under  date  29th  of  April  1899, "  Shut  down  for 
•*  cleaning  and  repairs  " — that  refers  to  boiler  No.  1.  A  little  further  down  is 
**  New  expansion  downtakes  fixed  in  combustion  chamber  by  Poultons.^^  There 

50  IB  another  book  referred  to  as  the  Day  Diary,  which  says,  under  date  of  the  3rd 
of  August,  ^<  Poulton's  men  here ;  opened  out  downtakes  of  No.  1  boiler '' ; 
and  on  the  24th  of  Augost ''  Slow  fires  in  No.  1  boiler.  Poulton's  men  finished 
**  downtakes  No.  1."  Now  the  servant  of  the  Supply  Works  who  kept  these 
books  has  explained  to  me  that  the  meaning  of  the  entry  in  the  first  book 

55  to  which  I  referred,  which  occurs,  it  is  true,  under  date  April  29th|  is  that 
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on  April  29th  the  boiler  waB  shutdown,  and  that  subflequently—not  on  the  29th, 
bnt  subsequently  to  the  29th— the  work  was  done  which  you  then  find  described 
in  that  book.    In  the  second  book  you  find  the  dates  at  which  it  was  done, 
and  it  is  quite  plain  that  it  was  done  between  the  3rd  of  August  and  the 
24th.    On  the  24th  of  August  what  the  book  had  called  new  expansion  down-  » 
takes  had  been  fixed  to  the  boiler  No.  1,  and  on  the  24th  of  August  slow  hres 
were  put  to  that  boiler  in  order  to  try  it  before  bringing  it  acfajely  into  aervice. 
On  the  25th  of  August  it  was  put  on  as  a  spare  boiler ;  on  the  25tti  of  September 
as  a  working  boiler;  and  then  on  the  13th  of  October  it  feU  back  to  use  as  a 
spare  boiler.    The  man  who  was  employed  upon  this  work,  or  one  of  ttie  men  lu 
employed,  was  a  man  named  Manl^,  who  has  given  evidence.    He  said  he  aia 
this  work  to  No.  1,  and  then  he  went  on  and  did  certain  work  to  Ho.  I  Mid 
No.  3.    I  have  entries  as  to  those  at  page  69  of  the  Engine  Room  Diary  on  the 
28th  of  August— "New  downtakes  in  combustion  chamber  fixed,  and  front 
«  wall  round  blow-oif  repaired,"    That  refers  to  No.  2.    Here  they  are  not  la 
called,  it  is  true,  expansion  downtakes ;  they  are  called  new  downtakes ;  but 
they  were  just  the  same  things  as  before.    That  boiler  was  not  brought  into 
action  again  until  the  13th  of  October.    Steam  was  raised  therein  on  the  Idth  of 
October.    Boiler  No.  3  was  shut  down  on  the  25th  of  August,    ifantoy  did  these 
various  things,  and  it  is  abundantly  proved  that  on  the  31st  of  A.''?"^*  "^f '^®"'  *" 
away,  having  finished ;  he  went  to  Oxford  ;  and  that  date  is  identihed  by  the 
St.  Giles  fair  there,  and  by  his  mate  having  left  him  to  go  to  the  feur.     Upon 
all  that  there  is  really  no  room  for  question  at  all.    So  that  I  have  this— 
that  at  periods  of  time,  all  of  which  were  before  the  15th   of   September, 
certain   works    were   done    by   Potdtons  upon  the    boilers  of  the  J<«oatnff  49 
Electric  Supply  Company.    The  next  question  is— what  Avas  the  nature  of  the 
works  thus  done  ?    Now  upon  that,  to  my  mind,  the  evidence  is  equally  clear. 
Manley  tells  me,  and  Poulton  and  Turton  really  support  his  evidence,  that  h«, 
Manley,  received  instructions  from  Turton— that  is  to  say  from  Pouftoiw— to  take 
downtake  blocks  which  Poitltons  had  in  stock,  and  which  were  finished  at  the  W 
lower  end  with  a  flat  surface,  and  to  round  the  outer  edge  of  the  lower  end,  Uie 
object  of  that  being  to  facilitate  a  movement  of  the  downtake  block  round  tliat 
lower  edge  as  a  hinge.    Accordingly  Manley  took  blocks  such  as  1  Have  a 
specimen  of  in  Court,  and  rounded  them  in  the  way  which  I  see  before  me,  ana 
he  was  instructed  by  Turton— that  is  to  say  by  Poultons-^o  put  these  blocks  into  «» 
the  framework  of  the  flues  in  such  a  manner  as  to  leave  a  clearance  benma 
the  blocks,  so  that  they  might  move  when  the  expansion  of  the  boiler  under 
heat  took  place.     Turton,  whose  evidence  I  will  read  upon  this,  in  crom- 
examination  told  me  this— "I  discussed  the  Reading  broken  downtakM  with 
"  PouUon  and  Albury.    Poulton  and  I  went  together  to  the  Reading  Supply  w 
"  Works."    Then  he  said  "  I  saw  it  was  necessary  to  leave  room  for  expansion 
"either   vertical    or   diagonal  "-expressions    upon    which   ttiere   'ron  g^t 
diflficulty  in  understanding  exactly  what  he  meant ;  but  it  does  not  matter. 
He  went  on  to  say—"  I  meant  the  block  to  tilt  round  its  lower  edge  aa 
« a  hinge.    I  set  to   work   to   remedy  it    in  that  way.    No    drawing  w»8  « 
"  necessary.    I  told  Manley  so  to  set  the  blocks  as  that   they  would  talt 
"round  the  lower  edge  as  a  hinge."    Then  "As  regards  the  shaping  of  the 
"  block  itself  I  told  Manley  to  round  it  oflE  like  that,  so  that  it  might  tilt 
« the  more  readily."      So  that  upon  the  evidence  there  is  no  room,  as    it 
appears  to  me,  for  dispute  that  what  Poultona  intended  to  do  at  the  Keaamg  ao 
Supply  Works  was  to  get  over  the  diflftcnlty,  which  had  arisen  from  tne 
expansion  of  the  boilers,  by  providing  what  were  caUed    new    expansion 
downtakes,  and  that  they  were  to  be  downtakes  so  fitted  as  that  there  should 
be  a  clearance  behind  them  to  aUow  of  the  block  of  the  downtake  tilting, 
and  giving  way  to  the  expansion  of  the  boiler.    Without  now  reading  the  55 
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Specification  of  1899  what  I  have  endeavoured  thns  to  express  is  in  substance 
what  is  patented  by  the  Patent  of  1899. 

So  far  I  have  got  to  this,  first  as  regards  time,  that  that  which  was  done  was 
done  before  the  15th  of  September,  and  secondly  that  that  which  it  was  intended 
5  to  do  was  that  which  was  subsequently  the  subject  of  the  Patent  of  the  15th 
of  September  1899. 

The  next  point  is  this — did  ManUy  succeed  in  doing  that  which  he  had  been 
told  todo  ?    Did  he  build  the  flues  so  that  these  blocks  would  move  as  the 
Specification  of  1899  intended  that  they  should  move  ?    I  come  to  the  conclusion 
10  that  he  did.    Upon  that  the  Petitioner  has  adduced  evidence,  to  which  I  will 
refer  shortly.    First  there  is  Mr,  Marks.    He  says  that  the  blocks  undoubtedly 
could  move  with  the  expansion  of  the  boiler :  that  he  tested  them  with  his 
hand,  and  they  moved  by  the  pressure  of  a  man's  hand.    '*  I  went  down  and 
"  tried  the  things  and  they  do  move."    Mr.  Binnie  told  me  (I  will  read  his 
15  evidence  on  another  point,  because  I  have  it  before  me  at  the  moment)  that  the 
Mocks  rested  at  the  top  against  the  boiler ;  that  he  saw  them  in  contact,  and 
examined  them  particularly  upon  that  point,  and  he  said  "  I  moved  the  block 
^  with  my  hand,  and  it  fell  back."    Manley  told  me  that  his  instructions  from 
Turion  were  to  fix  them  as  moveable  blocks,  and  that,  as  he,  Manley ^  left  them, 
80  they  could  move.    To  that  I  have  to  add  the  evidence  of  Watkins  and  Swaffield^ 
who  succeeded  each  other  as  engineers  of  these  Reading  Supply  Works,  and 
they  have  told  me  that  from  1899  to  the  present  time  there  has  been  no  altera- 
tion made  in  the  fixing  of  those  blocks  in  the  boilers  as  left  in  1899.    They  are 
now  as  they  were  left  in  1899.     Watkins,  who  was  in  charge  from  before  1899 
25  until  1902,  and  whose  duty  it  was  to  inspect  them,  and  see  what  they  were  doing, 
and  watch  them,  told  me  that  the  blocks  did  not  retain  the  position  to  which 
they  were  driven  by  expansion.    He  said  "I  should  have  seen  it,  when  I 
"  in8}>ected  it,  if  that  had  been  the  case."  I  understand  that  it  is  of  great  import- 
ance in  these  fines  that  there  should  not  be  vents  left  through  which  the  gases 
30  can  escape,  and  a  duty  of  the  person  inspecting  the  boiler  from  time  to  time 
would  be  to  see  that  there  was  not  a  gap  thus  left,  between  the  nose  of  the  down- 
take  block  and  the  boiler  itself,  to  allow  such  gases  to  escape. 

The  result  of  all  that  evidence  to  my  mind  is  that  the  downtakes  were  so 
constructed  as  that  the  blocks  could  move,  and  that  the  blocks  did  move  ;  in 
85  other  words  that  the  arrangement  had  achieved  that  which  was  the  subject  of 
the  Patent  of  1899. 

As  against  that  the  Patentee  has  sought  by  evidence  to  induce  me  to  find 

that  these  blocks  did  not  rest  against  the  boiler  ;  that  there  is  to  be  found  an 

interstice,  it  is  said  of  three-eighths  of  an  inch,  or  perhaps  more  than  that,  between 

40  the  noses  of  the  blocks  and  the  boiler  throughout  the  length  of  the  roof  of  the 

downtake  chamber.    I  do  not  come  to  that  conclusion.    That  they  do  not  fit 

aocarately  in  places  I  have  no  doubt.    Mr.  Swinburne ^  to  whose  evidence,  of 

coarse  I  should  pay  every  attention,  when  asked  about  this,  said  that  he  found 

in  some  places  in  the  blocks  a  countersinking,  or  a  hollow,  at  the  point  where 

45  rivets  were  to  be  found  on  the  boiler,  and  that  he  pointed  that  out.    He  was 

asked  substantively  whether  he  could  say  that,  in  cases  where  the  nose  of  the 

downtake  block  was  not  resting  against  the  boiler  plate  itself,  it  was  not 

resting  against  a  rivet  in  the  boiler  plate,  and  was  thus  held  up  a  certain  distance 

from  the  boiler.    He  said  he  could  not  say  that.    He  said  **  I  cannot  say  whether 

50  **'  the  block  was  resting  against  rivets."    As  regards  some  other  of  the  witnesses 

the  facts  to  which  tliey  speak  would  seem  to  be  rather  these — that  the  nose  of 

the  downtake  block,  it  Is  true,  does  not  reach  the  boiler  in  places,  for  this  reason, 

that  there  is  lagging  between  the  nose  of  the  downtake  block  and  the  boiler, 

and  that  that  fills  up  the  interstice.    They  go  on  to  say  that  it  is  not  sufficiently 

55  strong  to  support  the  weight  of  the  block,  but  they  agree  (I  think  I  am  referring 

in  particular  to  Mr,  Evans  in  this)  tiat  there  was  laj^i^  which  would,  so  to 


192  RBPOETS  OP  PATENT,  DESIGN,  [May  2, 1906. 


In  the  Matter  of  Poulton's  Patent. 


BUOKLBY  J.—YeB. 

Terrell  K.C. — Unless  the  injunction  is  revived  it  is  gone. 

Oray. — I  accept  that. 

The  Respondents  were  ordered  to  pay  the  Petitioner's  costs. 


In  thb  Houbb  of  Lobds. 

Present :  Lord  Magnaghtbn,  Lord  Robbrtson,  and  Lord  Lindlbt. 

November  30th,  December  1st  and  5th,  1905,  and  March  19th,  1906. 

Oborqb  Hattbrslbt  &  Sons  Lo.  v.  Gborgb  Hodqson  Ld. 


Patent. — A  ction/ar  infringement. — Construction  of  Specification. — Sufficiency 
of  description. — Essential  feaiure  shown  in  Drawings^  hut  not  in  letterpress. —  10 
Parts  of  Specification  struck  out  on  ametidment. — Utility. — Anticipation. — 
Action  dismissed. — Appeal  by  Plaintiffs  cdlowed. — Patent  field  to  be  valid. — 
Judgment  of  Court  of  Appeal  affirmed  by  House  of  Lords. 

The  Plaintiff  Company y  the  owners  of  a  Patent  for  **  Improvements  in  dohhy 
" looms  for  weaving^^  sued  the  Defendant  Company  for  infringement.     It  15 
appeared  on  the  evidence  thaty  in  order  to  carry  out  the  invention^  it  tvas 
fiecessary  to  incline  the  knife  guides  in  a  dobby  {which  before  the  date  of  the 
invention  were  always  placed  parallel  to  one  another)  at  an  angle  to  one 
another^  and  also  to  alter  from  their  usual  positions  the  centres  of  certain 
levers  in  the  dobby  known  as  the  balk  and  jack  levers.    The  Specification  was  gO 
amended  some  time  prior  to  the  action^  when  one  of  the  claims^  together  tvith 
the  whole  of  the  letterpress  relating  to  the  position  of  the  centres  of  the  above 
UverSy  was  struck  out.    The  Dratvings  attached  to  the  Specificaliony  however j 
were  not  altered^  and  showed  the  centres  of  the  levers  in  the  required  position 
for  carrying  out  the  invefUion.    It  was  held  at  the  trials  that  the  Plaintiffs^  25 
invention  was  useless  unless  the  centres  of  the  levers  were  placed  in  certain 
particular  positions ;  that,  since  in  the  letterpress  of  the  amended  SpecificcUion 
th^e  was  no  reference  to  the  position  of  these  centres^  the  Specification  did  no( 
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sufficiently  describe  the  invention,  which  as  described  was  uselesSj  and  that  the 
Letters  Patent  were  conseqicently  invalid.  The  action  was  dismissed  with  costs. 
The  Plaintiffs  appealed.  On  the  appeal  the  Respondents  contended  that,  even  if 
they  were  tvrong  on  the  question  of  construction^  the  Patent  was  anticipated ; 
5  and,  further,  that  one  claim  was  meaningless  and  bad  for  want  of  utility. 

Held,  by  the  Court  of  Appeal,  that  on  the  true  construction  of  the  Specification 
the  invention  claimed  was  a  dobby  with  the  knife  guides  inclined  to  one  another 
and  having  the  system  of  centreing  shown  in  the  Drawings,  and  that  tlie  claim 
for  this  combination  was  good ;  that  the  Patent  had  not  been  antidpcUed  and 
10  was  valid.  The  appeal  was  allowed  with  costs  of  the  appeal  and  below,  and  an 
injunction  was  granted  with  delivery  up  and  an  inquiry  as  to  damages,  but  a 
stay  as  to  delivery  up  and  as  to  the  inquiry  was  arranged  in  case  of  an  appeal 
to  the  House  of  Lords.  A  Certificate  of  the  validity  of  the  Patent  having  come 
into  question  wets  granted. 

15  The  Defendants  appealed  to  the  House  of  Lords,  The  decision  of  the  Court  of 
Appeal  was  affirmed,  and  the  apj^eal  was  dismissed  unth  costs. 

On  the  29th  of  March  1897  Letters  Patent  (No.  8000*  of  1897)  were  panted 
to  Richard  Longden  Hattersley  and  Simeon  Jackson  for  an  invention  of 
**  Improvements  in  dobby  looms  for  weaving." 

20  In  accordance  with  a  decision  of  the  Comptroller-General  of  the  28th  of 
October  1901  the  Complete  Specification  was  amended  by  striking  out  Claim  2 
(of  the  original  Specification)  and  parts  of  letterpress. 

The  Complete  Specification,  as  amended,  was  as  follows : — "  This  invention 
'^  relates  to  improvements  in  that  class  of  weaving  looms  in  which  the  shedding 

25  "  of  the  warp  is  effected  by  what  is  commonly  called  a  *  dobby.' 

'*  When  the  draw  hooks  of  a  double  lift  dobby  engage  with  one  of  the  draw 
'^  knives  and  are  '  drawn  '  or  operated  the  ends  of  the  balks  to  which  the  hooks 
^  are  attached  describe  a  curve  or  move  in  a  curved  path  and  rise  and  &11  as 
''  the  case  may  be  according  as  to  whether  the  lower  or  upper  end  of  the  balk 

30  **  is  operated  and  consequently  the  hooks  do  not  remain  in  line  with  the 
"  direction  of  motion  which  causes  unnecessary. friction  and  loss  of  power.  To 
**  obviate  this  as  much  as  possible  we  incline  the  upper  and  lower  guides  in 
^  which  the  draw  knives  work  towards  each  other  sufficiently  to  raise  the  lower 
**  knives  and  lower  the  upper  ones  as  the  hooks  are  operated  and  thus  keep  the 

35  ^  hookB  practically  horizontal  or  in  line  with  the  direction  in  which  they  are 
**  moving. 

**  A  farther  advantage  in  roopoot-to  oaoo  of  working  and  to  hooping  the  draw 
»  hooko  in  lino  io  attainod  by  arpanging  tho  fulornm  of  tho  jook  Woro  or  boll 
**-crank  lovoro  in  tho  samo  plono  as  the*  oonfcpo  of  attaohmont  of  tho  hooks 

40  <*  to^thc  balk  lovoro  whon  tho  latter  aro  not  <  lifting '  and  by  arranging  the 

^^-  oontro -of  attaohmont  of  tho  balk  Iovopa  to  thejaok  lovors  in  saoh  a  pooitioa 

■■in  roltttion  to  this  piano  that  whon ■  oporatod  thoy  oooillato  botwoon  two 

^*  pointo  looatod  oquidiotant  ftom  oaoh  oido  of  tho  piano* 

^*  In  order  to  enable  the  pick  stopping  and  card  reversing  mechanism  to  be  ope- 

45  **  rated  by  the  same  operating  rod  we  introduce  levers  into  the  respective  motions 
^  arranged  in  such  a  manner  that  on  the  first  movement  of  the  operating  rod  the 
**  said  lever  in  the  pick  stopping  motion  is  in  its  most  active  position  that  is  to 
**  say  :  its  arm  communicating  the  motion  is  moving  in  a  direction  almost 
**  parellel  to  the  direction  of  motion  so  that  the  pick  stopping  mechanism  is 

50  ^  immediately  actuated.    On  the  other  hand  the  said  lever  in  the  card  reversing 
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*^  mechanism  is  at  first  in  its  most  passive  position  and  at  first  the  arm  comma- 
"  nicating  ihe  motion  moves  approximately  at  right  angles  to  the  direction  of 
*^  motion  and  only  passes  into  an  active  position  after  the  picking  motion  has 
^  been  stopped. 

^*  In  looms  in  which  the  shuttle  box  changing  cylinder  is  npon  the  same  5 
'^  shaft  as  the  dobby  cylinder  and  is  operated  at  the  same  time  the  indication 
'*  imparted  to  the  box  motion  is  required  to  be  some  degrees  later  than  the 
"  indication  imparted  to  the  healds.    To  obtain  this  we  make  use  of  compound  * 
^*  levers  for  the  box  indicating  lags  each  consisting  of  a  simple  lever  and  having 
**  an  arm  on  either  side  of  its  fulcrum  one  of  which  is  arranged  to  be  engaged  10 
"  by  the  lag  pegs  and  the  other  projects  over  one  arm  of  a  second  simple  lever, 
'*  the  other  arm  of  which  controls  the  box  indicating  mechanism.    Each  of  the 
^'  second  simple  levers  is  formed  with  a  slot  through  which  the  f  alcrum  rod  passes 
^'  and  it  is  normally  supported  with  the  bottom  of  the  slot  up  against  the  under- 
^  side  of  the  fulcrum  rod  by  means  of  a  spring  which  may  be  immediately  15 
*^  above  said  rod.    The  slots  are  sufficiently  long  to  allow  the  simple  levers  to 
*^  be  operated  by  the  lag  pegs  which  only  has  the  immediate  effect  of  depressing 
*<  the  ends  of  the  second  levers  nearer  to  them  without  operating  the  other  end 
**  as  the  said  slots  are  provided  to  allow  this.    When  this  takes  place  the  box 
*'  indicating  levers  are  prevented  from  being  lifted  by  the  ordinary  detent  or  20 
''  stop  piece  which  is  removed  at  the .  time  the  indications  are  required  to  be 
**  made  this  allows  the  said  springs  to  lift  the  ends  of  such  of  the  second  simple 
^*  levers  that  have  their  opposite  ends  depressed  by  the  first  simple  levers  and 
*^  this  movement  is  imparted  in  any  convenient  way  to  the  box  indicating  levers 
**  connected  to  the  box  motion.  25 

*'  To  fully  describe  our  invention  reference  is  made  to  the  accompanying 
''  sheets  of  drawings  forming  a  part  of  this  specification,  in  which  similar  letters 
**  of  reference  indicate  corresponding  parts  in  each  of  the  figures.  Figure  1, 
<<  represents  an  elevation  looking  towards  the  front  of  the  loom  of  such  parts  of 
*^  a  dobby  as  are  necessary  to  illustrate  the  application  of  our  improvements.  30 
**  Figure  2,  is  a  separate  view  of  one  of  the  jack  levers  together  with  its  balk 
"  lever  and  hooks.  Figure  3,  is  an  end  view  of  Figure  1  together  with  certain 
"  other  parts.    Figures  4  to  9,  are  views  of  details  hereinafter  referred  to. 

*'  The  upper  guides  A,  A  in  the  side  frames  A^  of  the  dobby  in  which  the 
"  knives  A'  work  are  inclined  down  towards  the  lower  knife  guides  A*,  A*  35 
"  consequently  as  the  hooks  B,  B  move  backward  and  forward  their  ends  B',  B' 
**  are  kept  more  in  line  with  their  centres  of  attachment  B^  to  the  balks  B^. 

i^  the  knives  the  fulorum  B^  of  the  jaok  lovoro  B^  io  voptioally  bonoath  tho 

*  l/UUUXl^U     VX     UlUUIVUXAAVi^UU      U   ^\fX    VXlXt    XIW/JLU    X^     .MIJ    UXXVJ  VI  XX       'J J       vUV^*  v^^1S^3JZ*'*XllJU   Cf  X      %f      41/ 

*  X  X2jUXV)      Mi  JLXiAU       UXXv^  ^^VXXUXU      \JV      UrvwUL'XXXXXUXXU    X7      V/A"   UXXU      UUIXlx^r^7        WJ^TOHT~J«K5tC 

^  lov^F  B^  lioo,  bofopo  tho  jack  lovor  io  moved,  onoh  a  dietftnoo  from  tho  lino  a, 

""^C/    UXIUU     ft  XIVX1"*I^VXU     XO  I  \tL      XU    XXXXXT     Ui/UXUIUV/i&     XU      UUUUUn     UU*U      LA^UXUX^XX^UUlXl'tllBUiiLrV 

^<  from  oftid  lino  but  on  tho  oppooito  oidoi 

'*  The  pick  stopping  and  card  revolving  mechanism  are  under  the  control  of  45 
^  one  rod  G  (shown  broken  away  in  Figure  1)  but  in  reality  the  end  C  reaches 
^*  approximately  to  the  other  side  of  the  loom  and  one  of  its  notches  0*,  O,  or 
*<  C^  rests  upon  the  stud  G^  fixed  at  the  other  side  of  the  loom  to  support  it. 
^'  The  other  end  of  the  rod  is  connected  to  an  arm  D  on  the  rocking  shaft  D' 
'•  mounted  in  bearings  formed  in  the  framework  A^.    This  shaft  D^  has  arms  D*  50 
««  and  D^  fixed  upon  it  in  such  a  position  that  when  the  notch  G^  is  engaging  the 
^  stud  G^  the  arm  D^  is  nearly  horizontal  and  the  arm  D^  is  nearly  vertical  in 
^  the  position  shown  in  Figure  1.    When  the  rod  G  is  moved  to  bring  the  notch 
*^  G^  on  to  the  stud  G*  the  arms  D'  and  D^  are  brought  to  the  position  shown  in 
'*  Figure  iy  and  as  when  moved  in  this  way  the  arm  D'  is  nearly  at  right  angles  55 
^  io  the  rod  E  connecting  it  to  the  pick  stopping  mechaaiBm  this  rod  has 
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**  sufficient  movement  imparted  to  it  to  throw  the  picking  motion  out  of  opera- 
"  tion.  On  the  other  hand  the  arm  D*  merely  passes  over  the  dead  centre  or 
"  moves  practically  parallel  to  the  rod  F  which  connects  it  to  the  card  reversing 
"  mechanism,  consequently  the  longitudinal  motion  imparted  to  the  rod  is 
"  so  slight  that  it  has  no  eflEect  on  the  card  reversing  mechanism.  But  when 
"  the  notch  C*  of  the  rod  is  passed  on  to  the  stud  C*  the  arm  D*  is  brought  to 
"  the  position  shown  in  Figure  5  and  the  rod  F  is  moved  sufficiently  to  move 
"  the  clutch  lever  F^  from  the'  position  shown  in  Figure  3  to  that  shown  in 
"  Figure  9. 


ncj. 


10      ^  To  permit  the  dobby  cylinder  6  to  be  operated  at  the  same  time  and  to  be 

^  mounted  on  the  same  shaft  0^  as  the  shuttle  box  changing  cylinder  H  and 

•    *^  allow  the  lag  pegs  H^  on  the  latter  to  be  brought  into  effect  slightly  later  than 

**  "the  pegs,  bowls  or  their   equivalent  on   the  dobby  cylinder  we  employ 

*^  compound  levers  for  operating  the  rods  J  connected  to  the  box  motion  levers 
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"  J*.  These  levers  each  consist  of  two  simple  levers  L  and  K.  The  levers  K 
"  are  pivoted  side  by  side  on  the  pin  or  shaft  K'  and  one  arm  K*  of  each  lever 
"  projects  over  the  shuttle  box  changing  cylinder  H  whilst  the  other  projects 
**  over  the  arm  K*  of  the  lever  L.  Figure  6,  represents  a  side  view  of  the  levers 
"  when  the  lever  K  is  not  lifted  and  Figure  7  represents  a  similar  view  with  5 
"  the  lever  lifted  by  a  peg  H^.  The  levers  L  are  mounted  upon  a  fulcrum  rod 
"  L'  by  their  slots  L*  and  when  the  levers  K  are  not  lifted  the  springs  L*  hold 


the  levers  L  with  the  bottom  of  their  slots  L*  touching  the  underside  of  the  rod 
L^  When  however  a  lever  K  is  lifted  the  lever  L  in  contact  with  it  is 
depressed  as  shown  in  Figure  7  consequently  tension  is  put  upon  the  spring  JQ 
and  when  the  ordinary  detent  lever  J^  releases  the  box  moti(m  lever  J' 
connected  to  the  particular  level  L  under  mention  by  its  rod  J  the  spring  L* 
contracts  and  lifts  the  lever  L  within  the  limits  allowed  by  the  slot  L*  and 
thereby  raises  the  rod  J  and  the  box  lever  J«  connected  to  it.  Figure  8, 
shows  the  lever  J^  engaging  the  box  motion  lever  J^."  15 

The  claims  were  :— "  1,  A  dobby  in  which  the  knife  guides  are  inclined 
towards  each  other,  substantially  as  herein  shown  and  described,    i^  A  dbobby 
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^^  whioh^  wbon  tho  jook  lovopo  aro  not  Mifting,^  hao  tho-falopuin  of  tho  bett 
^  oronk  I0VOP8  in  tho  oamo  plaDO  ao-tho  oontpoo  of  oonnootion  of  tho  hooke-to 

wkAx^    aJUlXL    Avr  I  vrjk  U^    UUU   xlX    IVlXIUIi    LllU    UUUUiU    \JL     \jiJUU\3vVl\jU    UL     Lll\7     LFIUIU.     1\J  f  VJl  tJ     W 
•»k*v  JUCIIL    A^rf »  v^l  U    m    1  LI    UIIIjII    UI    UUUIUIUU    UllUU    111    UllU    IllUTV  111UL16«3    UL    ULIU    ItVUl  VI     0111./ IX 

5  **  contpo  pftBBOS  oqiiidistoint  ou  oach  »i(io  of  oftid  plftuo,  Biibotan^ally  a&-hoPoia 
^*  ehown  and  doocpibod.  2.  ^  The  combination  of  the  rod  C  having  a  notched 
''  end  adapted  to  be  sapported  by  one  of  such  notches  and  the  rocking  shaft  D' 
'*  having  arms  D,  D^  and  D^,  substantially  as  herein  shown  and  described  and 
"for  the  purpose  specified.  3.  4n  The  combination  of  the  levers  K  and  L 
10  ''  arranged  and  operating  substantially  as  herein  shown  and  described,  and  for 
"  the  purpose  specified." 

On  the  11th  of  February  1902,  Oeorge  Hattersley  A  Sons  Ld.^  as  owners  of 
this  Patent,  commenced  an  action  for  infringement  against  Oeorge  Hodgson  Ld.^ 
claiming  the  usual  relief. 
15  The  Particulars  of  Breaches  complained  of  the  manufacture  and  sale  by  the 
Defendants  of  several  looms  with  dobbies,  similar  to  the  dobby  described  and 
claimed  in  the  Plaintiffs*  Specification,  and  also  of  the  issue  of  a  circular  by  the 
Defendants,  in  September  1901,  entitled  ^*  Hodgsoh*s  new  Patent  one-shaft  pick 
**  and  pick-at-will  drop  box  loom." 

to  The  Defendants,  by  their  Defence,  denied  the  validity  of  the  Patent  and  also 
denied  infringement,  and  contended  that  as  one  of  the  looms  complained  of  in 
the  Particulars  of  Breaches  was  delivered  by  the  Defendants  prior  to  the  date 
of  the  amendment  of  the  PlaintifEs'  Specification,  the  Plaintiffs,  pursuant  to 
Section  20  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883,  could  not  recover 

25  any  damages  in  respect  of  such  loom. 

The  Particulars  of  Objections  were  as  follows  : — "  1.  The  invention  was  not 
"  new,  but  had  been  published  (A)  by  the  publication  of  the  following  Specifi- 
cations :— (1)  Sowden  (No.  2861  of  1883)  ;  (2)  Hodgson  (No.  4687  of  1884) ; 
(3)  Day  (No.  2019  of  1885)  ;  (4)  Thompson  and  Jepson  (No.  8952  of  1886)  ; 
(5)  Nelson  (No.  8305  of  1893) ;  (6)  Grossley  (No,  17,636  of  1895) ;  (B)  by  the 
use  and  manufacture  of  looms  containing  the  devices  described  in  the  Specifi- 
**  cation  by  the  following  persons  :— (1)  Oeorge  Hodgson^  at  Bradford,  in  the 
"  year  1878  ;  (2)  David  Sowden  &  Sons,  at  Bradford,  in  the  year  1884 ; 
"  (3)  Messrs.  PeateSy  at  Guiseley,  in  the  year  1878  ;  (4)  A.  Moon  &  Sons,  at 

35  **  Ouiseley,  in  the  year  1878  ;  (5)  Oeorge  Hattersley  A  Sons,  at  Keighley,  prior 
"  to  the  year  1893  ;  (6)  Hargreave  anaMassey,  at  Leeds,  since  the  year  1893  ; 
"  (7)  Didgshaw  A  Co.,  at  Hunslet,  since  the  year  1893 ;  f  8)  Butterworth 
^  and  Dickinson,  at  Olobe  Iron  Works,  Burnley,  since  the  year  1887 ; 
•*  (9)  Butterworth  and   Dickinson,   at   Westgate  Shed,  Burnley,    since   the 

40  "  year  1887.  2.  Having  regard  to  the  state  of  public  knowledge,  the  matters 
«<  claimed  in  the  Plaintiffs*  Specification  were  not  matters  of  invention  but  of 
**  re-arrangement,  and  the  Letters  Patent  were  invalid  for  want  of  subject- 
^  matter.  3.  The  alleged  invention  was  not  useful."  The  above  Particulars  of 
Objections  were  alleged  against  all  the  claims  of  the  Plaintiffs'  Specification. 

45  Certain  Interrogatories  were  put  by  the  Plaintiffs  and  answered  by  the 
Defendants  with  respect  to  the  looms  referred  to  in  paragraph  1  (B)  of  the 
Particulars  of  Objections. 

An  application  for  leave  to  amend  the  Particulars  of  Objection  was  pending 
when  the  action  came  on  for  trial.    The  application  was  made  to  the  Judge  at 

50  the  commencement  of  the  trial,  and  was  not  opposed  by  Counsel  for  the 
Plaintiffs.  The  Particulars  of  Objections  were  therefore  treated  as  amended 
by  the  addition  of  certain  prior  Specifications,  the  only  one  of  which  referred 
to  at  the  trial  was  Lake  (No.  679  of  1890),  and  by  the  addition  of  certain  instances 
of  prior  user,  none  of  which  were  referred  to  at  the  triaU 

55  The  action  was  tried  on  the  15th  and  16th  of  July  1903  by  Kekewich  J., 
who  held  that  the  invention  was  useless  unless  the  centres  of  the  levers  were 


ao 
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placed  in  certain  particular  positions  ;  that  since  in  the  letterpress  of  the  amended 
Specification  there  was  no  reference  to  the  position  of  these  centres,  the  inven- 
tion was  not  described  in  the  Specification,  and  that  the  Patent  was  invalid. 
The  action  was  dismissed  with  costs.*  The  Plaintiffs  appealed.  The  appeal 
was  heard  on  the  10th,  11th,  and  12th  of  May  1904.  The  Court  of  Appeal  5 
allowed  the  appeal,  holding  that,  on  the  true  construction  of  the  Specification, 
the  invention  claimed  was  a  dobby  with  the  knife  guides  inclined  to  one 
another  and  having  the  system  of  centreing  shown  in  the  Drawings,  and  that 
the  claim  for  this  combination  was  good  ;  that  the  Patent  had  not  been  antici- 
pated and  was  valid  t ;  Gollms  M.R.  held  that  in  construing  the  Specification  the  10 
parts  deleted  by  amendment  could  not  be  referred  to.  The  Defendants  appealed 
to  the  House  of  Lords. 

T.  Terrell  K.C.  and  J.  C.  Graham  (instructed  by  Bell,  Brodrick,  and  Gray, 
agents  for  WeatherJiead  and  Knowles  of  Bradford)  appeared  for  the  Appellants  ; 
Bousfield  K.C.,  Astbury  K.C.,  and   W.  Neill  (instructed  by  Richard  F.  and  15 
G.  L.  Smithy  agents  for  Spencer ,  0  larks  on  A  Co.,  of  Keighley)  appeared  for  the      f 
Respondents. 

Terrell  K.C.  and  Walter  for  the  Appellants. — The  question  is  one  of  construc- 
tion.   [The  Specification  was  read.]    The  first  Claim  only  is  alleged  to  have 
been  infringed.    Originally  there  were  four  Claims.    The  Specification  was  20 
amended  by  the  deletion  of  the  second  Claim.    The  Appellants  have  taken  the      ^ 
parts  of  the  dobby  contained  in  Claim  1  and  in  the  original  Claim  2.    Kekewich 
J.  held  that  the  first  Claim  was  a  claim  for  any  dobby  with  inclined  ^  guides  " 
for  the  "  draw  knives  "  without  reference  to  the  special  position  of  the  pivots 
of  the  **draw  hooks,"  "jack  levers,"  and  "  balk  levers."    The  Court  of  Appeal  25 
held  that  the  Specification   was    limited   to  a  combination,  a  dobby   with 
inclined  **  guides  *'  in  which  the  **  draw  hooks,"  "  jack  levers,"  and'**  balk  levers  " 
were  arranged  with  reference  to  the  inclined  guides.    [Models  of  dobbies  and 
of  the  Respondents'  dobby  were  produced  and  their  action  explained.]      The 
Appellants  submit,  firstly,  that  Claim  1  is  a  claim  only  for  inclined  knife  guides  30 
in  a  dobby  ;  the  evidence  establishes  that  this  element  taken  simply  and  not  in      ; 
combination  with  the  mode  of  centreing  is  useless,  and  therefore  the  Patent 
is  invalid.    Secondly,  that  if  the  true  construction  be  as  alleged,  viz.,  a  claim 
for  a  combination  "substantially  as  herein  shown  and  described,"  then  the 
Court  of  Appeal  have  arbitrarily  limited  it  to  a  combination  of  the  inclined  35 
knife  guides  and  mode  of  centreing,  when  in  &ct  it  is  a  claim  for  every    u  . 
material  part  shown  in  Fig.  1,  which  includes  all  the  alleged  improvements 
claimed.    The  Appellants  have  not  taken  them  all  and  have  therefore  not 
infringed.    As  to  the  first  point,  Lake  (No.  697  of  1890)  had  published  the 
Respondents*  method  of  centreing ;   for  that  reason  the  second  Claim  was  40 
deleted.     The  Respondents  are  seeking  to  include  in  Claim  1  what  was      1* 
originally  in  Claim  2.    The  Law  Officer  did  not  accede  to  the  Respondents* 
application  to  amend  by  making  Claims  1  and  2  a  combination.    In  the 
original  Specification  there  was  no  reference  to  any  joint  action  of  the  parts 
enumerated  in  Claims  1  and  2;  the  four  Claims  were  intended  to  be  for  45 
separate  improvements  without  reference  to  the  method  of  centreing.    In  the 
letterpress  of  the  amended  Specification  there  is  no  reference  to  the  centreing  ; 
it  is  shown  only  in  the  Drawings.    That  is  not  sufficient.    The  Patentees  do 
not  point  out  that  the  invention  is  only  effective  with  the  levers  in  a  certain 
position.    That  a  workman  can  make  the  invention  from  the  Drawings  is  not  50 
the  question.    The  question  is — Have  the  Patentees  told  the  public  "Yon 
"  must  adopt  this  method  of  centreing  and  no  other  "  ?    They  have  not  done 
so.    The  advantage  of  the  centreing  shown  in  the  Drawings  is  not  pointed  oat. 
There  is  no  distinct  statement  of  the  invention.    A  Patent  may  be  valid 
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notwithstanding  that  the  Complete  Specification  does  not  end  with  a  distinct 
statement  of  the  invention  as  required  by  Section  5  (5)  of  the  Act  of  1883,  which 
is  directory  merely  ;  but  that  is  only  where  the  whole  invention  is  described  in 
terms  in  the  Specification  (Sidddl  v.  Vickers  7  R.P.C.  292  ;  L.R.  15  App.  Cas. 
5  496).  When  a  Patentee  condescends  to  point  out  in  his  Claims  the  essential 
features  of  novelty,  he  is  entitled  to  those  simply.  If  the  Court  puts  on  the 
Claims  a  construction  wider  than  is  warranted  by  the  natural  meaning  of  the 
language,  the  Claims  become  a  trap.  No  one,  seeing  that  the  Patentees  had 
disclaimed  the  centres  and  that  they  had  not  distinctly  claimed  the  combina- 
10  tion,  would  read  the  first  Claim  as  claiming  a  combination.  The  ascertainment 
and  description  of  the  invention  required  by  Section  5  (4)  of  the  Act  of  1883 
must  be  by  words ;  the  Drawings  are  ancillary  and  are  required  only,  where 
necessary,  for  the  elucidation  of  the  letterpress.  If  the  Claim  is  for  a  combi- 
nation in  a  dobby  of  knife  guides  and  other  named  constituents  then  it  is  for 
15  one  '*  substantially  as  herein  shown  and  described,"  which  would  include  all 
the  alleged  improved  elements,  two  of  which  the  Appellants  have  not  taken. 
Bousfield  K.C.  and  Aathury  K.C.  for  the  Respondent*. — On  the  true  con- 
straction  of  the  Specification  the  first  Claim  is  not  for  any  dobby  in  which  the 
knife  guides  are  inclined  towards  each  other,  but  for  that  feature  in  combina- 

20  tion  with  the  centreing  shown  in  the  Drawings.  The  words  ^'  substantially  as 
**  herein  shown  and  described  "  refer  to  the  dobby  and  not  to  the  inclined 
knife  guides.  The  mention  of  ''knife  guides*'  in  the  Claim  was  intended 
only  to  earmark  the  kind  of  dobby.  With  inclined  knife  guides  an  arrange- 
ment of  centreing  of  levers  is  mechanically  necessary  ;  it  took  the  Patentees 

25  from  two  to  three  years  to  evolve  that  arrangement  of  centreing  which  would 
make  the  use  of  inclined  knife  guides  successful.  The  element  of  inclined 
knife  guides  was  essential,  and  the  alteration  of  the  centres  was  necessarily 
incident,  but  not  obvious.  The  invention  consisted  in  producing  a  dobby  with 
inclined  knife  guides  With  all  the  advantages  that  Sow  from  them.    The  old 

30  gearing  produced  friction  and  mislifts.  The  improved  dobby  having  removed 
those  defects  has  displaced  the  old  dobby.  You  may  now  have  inclined  knife 
guides  instead  of  horizontal  guides ;  the  inclined  knife  guides  minimise 
friction.  There  is  no  trap  in  the  Specification.  The  Appellants  have  referred 
to  the  deleted  parts  of  the  Specification  in  order  to  saddle  the  Respondents  with 

35  a  wider  claim  than  appears  on  the  face  of  it.  But  the  deleted  parts  of  a  Specifica- 
tion may  only  be  looked  at  to  see  that  by  an  amendment  the  Patentee  is  not  extend- 
ing the  ambit  of  his  Claim.  The  question  here  is — What  does  the  language  of  the 
Specification  mean  in  its  amended  form  ?  {Moser  v.  Marsden  13  R.P.C.  24,  per 
Lord  Wat8on  at  page  31).    The  mode  of  centreing  is  shown  in  the  Drawings, 

40  and  therein  is  shown  a  clear  description  of  the  invention.  When  a  patentee 
has  made  clear  his  invention  and  has  limited  his  claim  he  owes  no  further  duty 
to  the  public  to  tell  them  the  relative  importance  of  the  different  parts  of  the 
oombination.  He  may  be  silent  as  to  the  relative  advantages  of  his  invention. 
It  is  not  a  patentee's  duty  to  show  how  to  avoid  infringement ;  nor,  if  the 

45  claim  is  for  a  combination,  is  there  any  burden  on  him  to  point  out  that  one 
part  is  more  or  less  essential  than  another  {Harrison  v.  Anderstan  Foundry 
Company  L.R.  1  App.  Cas.  574).  A  mechanic  upon  looking  at  the  Drawing 
would  see  that  he  was  at  liberty  to  make  dobbies  with  inclined  guides,  provided 
that  he  did  not  make  them  *'  substantially  as  shown  and  described.'*    Clarke  v. 

50  Adie  (L.R.  2  App.  Cas.  315)  decides  nothing  applicable  to  this  case..  No  case 
decides  that,  where  a  subordinate  combination  is  claimed,  it  is  bad  on  the 
ground  that  for  parts  not  mentioned  specifically  in  the  Claim  there  may  be 
substituted  others  which  vnll  make  the  combination  useless.  The  validity  of 
a  Patent  is  not  affected  by  showing  that  part  of  a  combination  claimed  by  a 

55  patentee  might  be  useless  in  other  combinations.  The  Patentees  here  have 
shown  how  the  knife  guides  may  be  combined  with  other  parts  of  the  Claim  ; 
thai  is  all  that  is  necessary,  and  the  evidence  given  to  show  that  unless  the 
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knife  guides  are  used  in  combination  with  the  centres  there  is  no  utility  is  not 
available.  Lakers  Patent  was  dropped  at  the  trial.  The  evidence  shows  that  a 
workman  acquainted  with  the  art  can  make  the  machine  from  the  Specification. 
It  is  argued  that  two  interpretations  are  possible,  and  it  is  urged  that  the  first,  viz. 
that  there  is  a  claim  for  any  dobby  in  which  the  knife  guides  are  inclined,  should  5 
prevail.  But  where  there  are  two  possible  interpretations,  and  the  invention  is  a 
beneficial  one,  the  principle  ut  res  mag  is  valeat  qiuim  pereat  applies.  Although 
there  is  no  distinct  claim  in  a  Specification,  that  of  itself  would  not  invalidate 
a  Patent  (Siddell  v.  VwJcers  7  R.P.C.  292).  Although  the  advantages  of  a 
combination  may  flow  from  some  particular  feature,  a  patentee  is  not  bound  10 
to  point  out  that  particular  feature  (Perry  v.  Societe  des  Lunetiers  13  R.P.C. 
665).  Even  as  originally  drawn,  the  true  construction  of  the  Specification  is 
that  both  Claim  1  and  the  original  Claim  2  claimed  a  dobby  as  ^^  shown  and 
"  described,"  one  Claim  emphasising  the  knife  guides  and  the  other  the  centreing. 
The  amendment  was  by  way  of  correction.  In  making  the  amendment  the  15 
letterpress  referring  to  the  centreing  was  by  mistake  deleted.  The  Drawing, 
however,  is  sufficient.  You  may  enlarge  the  ambit  of  a  claim  provided  that 
you  do  not  thereby  enlarge  the  invention.  The  Drawing  has  neither  been 
enlarged  nor  altered.  Insufficiency  of  Specification  was  not  pleaded,  so  that 
point  is  not  open  (Section  29  (3)  and  (4)  of  the  Patents,  &c.  Act,  1883).  The  point  is  20 
whether  the  Specification  is  such  as  to  guide  a  competent  workman  to  obtain  the 
desired  result,  and  that  is  conceded  (Octrtwright  v.  Eames,  cited  in  Harmer  v. 
Planej  14  Vesey  130 ;  Edison  and  Swan  United  Electric  Light  Company  v.  Wood- 
hotJtse  and  Rawson  4  R.P.C.  99  at  page  108,  per  Lindley  L. J.).  To  claim  in 
one  Claim  a  combination  of  two  things  formerly  claimed  in  each  of  two  Claims  25 
is  a  correction  (Kelly  v.  Heathman  7  R.P.C.  343  ;  L.R.  45  CD.  256),  and  the 
deleted  parts  of  the  Specification  may  not  be  looked  at  except  as  an  aid  in  the 
construction  of  the  language  after  amendment.  It  has  been  argued  that  there 
must  be  a  description  in  words  of  a  Figure  or  Drawing.  Drawings  alone  may  be 
sufficient,  and  Drawings  very  often  largely  exceed  in  detail  the  letterpress  (Thebes  30 
Ld.  V.  Perfecta  Seamless  Steel  Tube  Comjjany  Ld.,  20  R.P.C.  77,  per  Halsbury 
L.C. ;  Webster's  Patent  Cases,  Vol.  I.,  page  75,  note  to  Bex  v.  Arkwright ; 
Bhxam  and  Others  v.  Elsee  1  Carrington  and  Payne  558). 

Terrell  K.C.  in  reply. — No  attack  has  been  made  on  the  sufficiency  of  the 
Specification  ;  the  point  is  that  the  Claim  covers  something  which  in  some  35 
cases  is  useless,  and  that  the  Patentees  do  not  state  in  what  way  it  may  not  be 
used.    At  the  date  of  the  Specification  straight  guides  had  been  largely  used, 
and  to  some  extent  inclined  guides  ;  centres  as  shown  by  the  Patentees  were 
old.    A  patentee  has  not  only  to  describe  the  nature  of  his  invention,  but  also 
to  ascertain  its  limits,  and  put  a  boundary  to  it.     If  he  describes  and  claims  40 
things  which  will  effect  the  object  in  view  along  with  others  which  will  not, 
and  does  not  point  out  the  difference,  the  Patent  is  bad.    That  is  the  case  here 
(Simpson  v.  Holliday  L.R.  1  E.  &  I.  App.  315 ;  Badtsche  Anilin  und  Soda 
Fabrik  Ld.  v.  Societe  Ghimiqtce  les  Ustnes  du  Rhone  and  Wilson  14  R.P.C. 
875  ;  and  15  R.P.C.  359).    Claim  1  and  the  original  Claim  2  referred  to  totally   45 
different  things.    The  unamended  Specification  shows  it.    The  Respondents 
did  not  succeed  in  their  application  to  amend  by  making  the  two  Claims  a  combi- 
nation.   They  now  try  to  construe  Claim  1  as  a  combination. 

Bousfisld  K.C. — ^The  cases  last  cited  of  Simpson  v.  Holliday  and  Badische 
Anilin  und  Soda  Fabrik  Ld.  v.  Societe  Chimiqiie  des  Usines  du  Rhone  and   r»0 
Wilson  do  not  apply.    They  are  only  cases  as  to  sufficiency  of  Specification. 

Lord  Macnaghtbn. — My  Lords  the  question  in  this  case  depends  on  the 
true  construction  of  the  amended  Specification  of  a  Patent  (No.  8000*  of  1897) 
of  which  the  Respondents  Qeorge  Hattersley  A  Sons  Ld.,  of  Keighley,  in  the 
county  of  York,  who  were  Plaintiffs  in  the  action,  are  the  proprietors.  55 

At  the  time  when  the  action  was  brought  the  Plaintiffs  and  the  Defendants, 
Charge  Hodgson  Ld.  of  Bradford,  both  of  them  manufacturers  of  power  looms 
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for  weaving  and  both  in  a  large  way  of  business,  were  making  and  selling 
donble-lif  t  Hobbies  of  exactly  the  same  design.  A  dobby  is  a  piece  of  mechanism 
attached  to  a  loom  which  controls  what  are  called  the  '*  healds."  The  healds 
carry  the  warp  threads,  which  all  pass  through  little  eyes  and  are  arranged  in 
5  sets  attached  to  a  rising  and  falling  frame.  By  an  ingenious  arrangement  of 
levers  and  other  mechanical  contrivances  the  dobby  determines  which  of  these 
healds  are  to  be  raised  and  which  depressed,  so  as  to  create  the  opening,  or  "  shed," 
as  it  is  called,  through  which  the  shuttle  carrying  the  weft  thread  is  thrown, 
thus  forming  the  desired  pattern  in  the  fabric  as  it  is  being  woven. 
10  The  distinguishing  feature  of  the  machines  which  the  Defendants  as  well  as 
the  Plaintiffs  were  making  was  that  by  inclining  to  each  other  the  upper  and  the 
lower  guides,  in  which  the  draw  knives  work,  the  draw  hooks  connected  with 
the  heald  frame,  when  the  draw  knives  are  engaged  with  them  and  in  work, 
are  kept  practically  horizontal  or  in  line  with  the  direction  in  which  they  are 
B  moving.  Thus  friction  is  reduced  to  a  minimum  and  the  irregularity  of  action 
to  which  the  unimproved  dobby  appears  to  have  been  liable  is  altogether,  or  in 
a  great  measure,  avoided.  It  is  not  disputed  that  with  the  centreing  arrange- 
ment, as  it  is  called,  shown  in  the  Drawings  accompanying  the  Specification, 
this  result  is  attained.  Mere  inclination  of  the  knife  guides  without  this 
20  centreing  arrangement  does  not  mend  matters  at  all.  It  is  rather  detrimental 
than  otherwise. 

The  Plaintiffs  complained  that  the  Defendants  had  taken  bodily  the  com- 
bination of  inclined  knife  guides  with  the  centreing  arrangement  shown  in  the 
Drawings  accompanying  their  amended  Specification,  alleging  that  that  particular 
25  combination  was  their  patented  invention  and  the  subject  of  Claim  No.  1. 

The  Defendants  without  denying  that  they  had  taken  advantage  of  the  infor- 
mation conveyed  by  the  Plaintiffs'  Specification  and  Drawings,  contended  that 
they  had  not  infringed  any  patent  rights  belonging  to  the  Plaintiffs.  The 
Plaintiffs,  they  said,  were  mistaken  in  supposing  that  their  Claim  was  lor  a 
30  combination.  In  their  amended  Specification,  from  beginning  to  end,  there 
was  no  mention  of  any  centreing  arrangement.  Their  Claim  was  merely  for 
inclined  knife  guides--a  claim  by  itself  futile  and  worse  than  useless.  The 
whole  question  between  the  parties  is — what  is  the  meaning  of  Claim  No.  1, 
reading  the  amended  Specification  fairly  ?  Have  the  Plaintiffs  made  their 
35  Drawings,  which  unquestionably  show  the  centreing  arrangement,  an  integral 
part  of  their  Specification  ?  Although  the  view  of  Mr.  Justice  Kekewich  is  a 
somewhat  taking  view  at  first  sight,  I  agree  with  the  Court  of  Appeal  in  thinking 
that  the  Plaintiffs'  Claim  is  a  claim  for  a  combination  of  inclined  knife -guides 
with  a  particular  centreing  arrangemen*^^,  and  that  the  invention  claimed  is 
40  sufficiently  described  in  the  Specification.  The  Patentees  do  not  refer  to 
the  Drawings  merely  by  way  of  illustrating  the  letterpress,  but  they  state 
plainly  that  the  accompanying  sheets  of  Drawings  do  form  part  of  their 
Specification,  and  they  refer  to  the  Drawings  in  order  to  describe  their 
invention  fully. 
45  This  course  may  have  perils  for  the  Patentees,  but  I  cannot  think  there  is  any 
objection  to  it  in  point  of  law.  To  a  workman  of  ordinary  skill  a  Drawing  is 
at  the  least  as  instructive  as  any  letterpress  description  can  be.  The  reason  why 
Drawings,  other  than  those  of  the  very  simplest  description,  are  not  allowed  to 
appear  in  the  Specification  is  that  they  would  require  special  engraving.  Then 
50  having  thus  particularly  described  and  ascertained  the  nature  of  their  invention. 
and  in  what  manner  the  same  is  to  be  performed,  what  the  Patentees  claim,  is  ^*  a 
^  dobby  in  which  the  knife  guides  are  inclined  towards  each  other  substantially 
**  as  herein  shown  and  described."  I  think  the  dobby  which  they  claim  is 
shown  and  described  in  the  Specification  into  which  the  Patentees  direct  you 
55  to  read  the  accompanying  Drawings.  That,  in  my  opinion,  is,  in  the  words  of 
the  Act,  a  distinct  statement  of  the  invention  claimed,  and  therefore  I  move 
yoar  lordships  that  the  Appeal  be  dismissed  with  costs. 
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Lord  Robertson.— My  Lords,  I  have  come,  although  not  without  diflBculty, 
to  think  that  the  Judgment  of  the  Court  of  Appeal  is  right. 

Lord  Lindlby.— My  Lords,  the  Patentees  in  this  case  have  created  difficulties 
by  the  mode  in  which  they  first  framed  and  then  altered  their  Complete 
Specification  ;  and  in  order  to  understand  the  case  and  deal  with  it  properly,  5 
it  will  be  convenient  in  the  first  instance  to  take  the  Specification  and 
consider  how  the  case  would  stand  if  no  alterations  had  been  made;  and 
then  to  consider  the  effect,  if  any,  of  the  alterations  made  before  the  Specification 
assumed  its  final  form.  Adopting  this  course,  the  action  may  be  described  as 
an  ordinary  action  for  the  infringement  of  a  Patent,  defended  on  the  usual  10 
grounds  that  the  Patent  is  invalid,  and  that,  if  valid,  the  Defendants  have  not 
infringed  it. 

In  considering  the  validity  of  the  Patent,  attention  must  be  paid  to  the 
Defendants'  Pleadings  and  Particulars  of  Objections,  for  to  these  the  Defendants 
are  confined  by  Section  29,  Clauses  2,  3  and  4,  of  the  Patents,  &c.  Act,  1883  (46   15 
and  47  Victoria,  Chapter  57).    The  Defendants'  Objections  are— (1)  Want  of 
novelty  ;  (2)  want  of  invention  ;  (3)  want  of  utility.    There  was  no  objection 
on  the  ground  that  the  Specification  was  insufficient,  and  did  not,  in  the 
language  of  Section  5  (4)  of  the  Statute,  "particularly  describe  and  ascer- 
"  tain  the  nature  of  the  invention  and  in  what  manner  it  is  tD  be  performed."  20 
My  Lords,  the  omission  from  the  Paiticulars  of  all  objection  on  this  ground  is 
important ;  as  one  of  the  main  objections  to  the  validity  of  the  Patent  urged  at 
the  Bar  was,  that  the  Patentees  had  omitted  to  describe  in  the  body  of  the 
Specification  one  piece  of  mechanism  which  was  shown  in  the  Drawings 
accompanying  it,  and   which  was  necessary  for  the  useful  working  of  the  25 
Plaintiffs'  invention. 

As  regards  want  of  novelty,  want  of  invention,  and  want  of  utility,  which 
are  the  three  Objections  mentioned  in  the  Particulars,  it  was  concealed  that  if 
the  Specification  ought  to  be  construed  as  contended  by  the  Plaintiffs,  the 
invention  was  new  and  useful,  and  a  proper  invention  for  a  Patent.  Moreover,  30 
infringement  is  not  open  to  dispute  if  the  Patent  is  valid  and  construed  as  the 
Plaintiffs  contend  that  it  should  be. 

The  question  for  your  Lordships'  decision  is  thus  practically  narrowed  down 
to  the  proper  construction  of  the  Complete  Specification  as  it  stands.  The  titie 
is  "  Improvements  in  dobby  looms  for  weaving."  A  dobby  loom  is  one  in  35 
which  the  shedding  of  the  warp  is  effected  by  a  well-known  and  very  ingenious 
and  complicated  piece  of  mechanism  called  a  dobby.  A  knowledge  of  what  a 
dobby  is  and  how  it  works  with  a  double  lift  is  presupposed  by  the  Patentee  ; 
and  those  parts  of  it  which  are  necessary  to  understand  the  patented  improve- 
ments  are  shown  in  Figures  1  and  2.  Figure  1  is  explained  in  the  text.  Figure  W 
2  is  an  enlarged  view  of  part  of  Figure  1  and  is  not  separately  described.  But, 
as  is  often  the  case  with  details  of  mechanism,  the  Drawing  is  more  instructive 
than  any  verbal  description.  Figure  2  is  perfectly  intelligible  as  it  stands  to 
any  one  who  knows  how  a  dobby  works  and  understands  Figure  1. 

The  Patentees'  improvements  as  described,  and  drawn,  and  claimed  are  three.  45 
The  first  is  an  improvement  in  the  dobby  ;  the  second  and  third  are  improve- 
ments not  in  the  mechanism  of  the  dobby,  but  in  the  mechanism  of  other  parts 
of  the  loom,  viz.,  what  are  called  the  picking  mechanism  and  the  boxing 
mechanism.  The  Defendants  have  not  infringed  the  Patent,  so  far  as  it  relates 
to  these  two  last.  What  they  have  done  is  to  take  the  improvements  xjlalmed  50 
in  the  first  Claim. 

Important  parts  of  the  machinery  of  a  dobby  consist  of  the  draw  hooks  and  draw 
knives  and  the  guides  in  which  the  draw  knives  work.  In  double-lift  dobbies 
there  is  an  upper  and  lower  knife  guide  ;  and  in  the  unimproved  dobbies  these 
knife  guides  were  horizontal  and  parallel  to  each  other.  This  arrangement  had  55 
disadvantages  and  the  Patentees'  improvement  consists  in  inclining  these  knife 
guides  towards  each  other.    The  draw  knives,  which  work  to  a.nd  fro  in  th« 
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gaidesy  are  made  to  do  so  by  means  of  the  draw  hooks  which  are  attached  to  the 
ends  B*  of  a  lever  called  a  "  balk  "  and  marked  B*  in  the  Drawing.  This  balk 
ifl  itself  worked  by  a  jack  lever  marked  B^,  turning  on  a  fulcrum  marked  B*, 
and  attached  to  the  balk  at  its  centre  B«.  The  balk  is  a  very  important  part  of 
5  the  mechanism,  and  it  must  be  so  constructed  and  adjusted  with  reference  to 
the  draw  hooks  and  the  jack  lever  as  to  make  the  knives  work  to  and  fro  in  the 
guides  freely  and  as  smoothly  as  possible.  A  balk  which  is  constructed  and 
adjusted  so  as  to  work  very  well  in  a  dobby  with  horizontal  and  parallel  knife 
guides  will  not  work  properly  with  the  improved  inclined  knife  guides  ;  and 

ID  the  balks  and  jack  lever  shown  in  the  Drawings,  and  especially  in  Figure  2, 
are  carefully  drawn  so  as  to  show  how  they  should  be  made  and  adjusted  when 
applied  to  the  Patentees'  inclined  knife  guides.  Those  balks  are  not  new,  and 
are  not  part  of  the  Patentees'  invention,  and  are  not  claimed  as  such.  The 
Patentees'  first  Claim  relates  to  these  guides  and  is  for  "  a  dobby  in  which  the 

15  "  knife  guides  are  inclined  towards  each  other  substantially  as  herein  shown 
"  and  described,"  and  in  the  Specification  it  was  stated  that  the  accompanying 
sheets  of  Drawings  formed  a  part  of  it.  What  does  this  mean  ?  Your  Lordships 
are  invited  to  construe  the  Claim  as  extending  to  the  balks  and  jack  levers 
although  they  have  been  expressly  disclaimed,  and  as  applying  to  all  dobbies 

20  in  which  inclined  knife  guides  are  used,  even  if  the  balks  working  the  draw 
hooks  and  knives  are  so  made  and  adjusted  as  to  render  the  inclined  guides 
practically  worse  than  useless.  This  construction  gives  no  effect  to  the  words 
*'  substantially  as  herein  shown  and  described."  It  was  proved  at  the  trial, 
and  is  not  now  denied,  that,  if  the  description  and  Drawings  1  and  2  are 

25  attended  to,  any  competent  workman  can,  without  any  difficulty,  make  a  dobby 
which  will  work  perfectly  well  with  knife  guides  inclined  towards  each  other, 
and  it  is  only  by  disregarding  the  information  given  by  the  Drawings  that  this 
confltruction  of  the  Claim  and  this  objection  to  the  validity  of  the  Patent  can  be 
made  even  plausible. 

30  Then  it  is  contended  that,  although  the  proper  method  of  making  and 
adjusting  the  balks  is  shown  in  the  Drawings,  it  is  not  described  in  the  body  of 
the  Specification,  and  that  this  omission  is  fatal  to  the  Patent,  and  Clarke  v.  Adie 
and  some  other  cases  were  referred  to  as  authorities  on  this  point.  If  the 
Patentees  were  claiming  as  part  of  their  invention  something  to  which  attention 

35  was  not  drawn  in  the  Specification,  but  was  shown  in  a  Drawing  accompanying 
it,  then  Clarke  v.  Adie  would  be  in  point.  But  neither  that  nor  any  other  case 
goes  the  length  of  deciding  that  it  is  necessary  to  describe  in  words  as  well  as 
by  a  Drawing  how  an  improvement  in  a  well-known  piece  of  mechanism  is  to 
be  fitted  to  and  made  to  work  in  the  rest  of  the  machinery.    The  Patentee  must 

40  show  how  to  do  it,  but  if  he  does  this  by  his  Drawings  it  would  be  mere 
pedantry  to  say  that  he  fails  to  comply  with  the  requirements  of  the  Statute. 
Moreover,  this  objection  is  really  an  objection  to  the  sufficiency  of  the  Specifi- 
cation, and,  as  I  have  already  pointed  out,  it  is  not  open  to  the  Appellants,  and 
even  if  it  were  open  it  would  be  destitute  of  all  merit,  for,  as  already  stated,  it 

45  is  proved  and  not  now  denied,  that  the  Specification  with  the  Drawings  is,  in 
fact,  sufficient  for  all  practical  purposes. 

My  Lords,  it  appears  to  me  quite  immaterial  to  discuss  the  question  whether 
the  words  at  the  end  of  Claim  1,  viz,  **  substantially  as  herein  shown  and 
"  described,"  apply  to  the  dobby  only,  or  to  the  knife  guides  only,  or  to  both 

50  the  dobby  and  the  knife  guides.  So  far  as  I  can  see,  either  construction  may 
be  adopted  without  detriment  to  the  validity  of  the  Patent ;  and  it  will  be  in 
your  Lordships'  recollection  that  every  modern  Patent  contains  an  express 
direction,  "that  these  our  Letters  Patent  shall  be  construed  in  the  most 
*  beneficial  sense  for  the  advantage  of  the  Patentee."     This  does  not  mean 

55  that  his  language  is  to  be  strained  in  his  favour,  but  that  if  his  language 
can  be  fairly  construed  so  as  to  render  his  Patent  valid,  it  is  to  be  so 
construed. 
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Before  leaving  this  part  of  the  case  it  is  necessary  to  notice  the  contention 
of  the  Appellants  that  the  Patent  is  for  a  combination,  and  that  the  second  and 
third  Claims  were  also  important  part«  of  the  Patentees'  invention,  and  that 
these  parts  had  not  been  taken  by  the  Defendants,  and  that  they,  therefore, 
had  not  infringed  the  Plaintiffs'  patented  combination.  The  answer  to  this  is  5 
that  the  combination  in  Claim  1  does  not  cover  the  improvements  referred  to 
in  Claims  2  and  3,  which  are  improvements,  not  in  the  dobby,  bnt  in  oth^r  and 
quite  distinct  parts  of  the  loom. 

I  pass  now  to  consider  the  effect  of  the  alterations  made  in  the  Specification. 
In  the  Complete  Specification  as  first  published  the  Patentees  described  and  10 
claimed  as  part  of  their  invention  the  arrangement  shown  in  Figure  2  for 
working  the  draw  hooks  by  the  balk,  and  the  balk  by  the  jack  lever.  Having 
discovered  that  this  was  not  new,  the  Patentees  struck  out  the  description  and 
claim  from  the  Specification.  But  they  left  in  Figures  1  and  2  without  altera- 
tion. The  Specification  was  amended  in  pursuance  of  the  power  to  amend  15 
given  by  Section  18  of  the  Patents  &c.  Act  1883.  But  the  alteration  did  not 
infringe  Clause  5  of  that, Section,  and  did  not,  in  &ct,  make  the  invention 
different  from  or  larger  than  it  was  before,  nor  extend  the  first  Claim  so  as  to 
include  more  than  the  invention  described  in  the  Specification  in  its  original 
form.  20 

Moreover,  it  is  difBcult  to  see  upon  what  ground  such  an  amendment  can 
invalidate  the  Patent.  If  the  Specification  had  been  reprinted  so  as  not  to  show 
on  its  face  the  alterations  made,  there  would,  in  my  opinion,  be  no  room  for 
argument  on  this  point.  The  first  Claim  would  no  more  include  the  balks  and 
jack  lever  than  it  would  include  all  the  other  old  parts  of  the  dobby.  The  25 
parts  amended  were,  however,  left  in,  and  could  be  read,  being  only  partially 
obliterated,  and  it  was  contended  that  this  was  misleading,  and  rendered  the 
Specification  bad.  If  this  mode  of  amending  has  any  effect  at  all  it  assists  the 
Patentees  ;  for  it  shows  conclusively  that  the  balks  and  the  mode  of  adjustiiig 
them  are  expressly  disclaimed.  To  treat  them  after  this  as  included  in  Claim  1  30 
is  contrary  to  all  justice,  and  cannot  be  right.  As  to  misleading,  the  objection, 
even  if  well  founded,  only  goes  to  the  sufficiency  of  the  Specification,  and  is 
not  open  to  the  Appellants,  and,  if  it  were  open  to  them,  it  is  disposed  of  by 
the  fact  that  no  one  reading  the  Specification  with  a  desire  to  understand  it, 
would  find  any  difficulty  in  doing  so.  35 

My  Lords,  I  have  not  thought  it  necessary  to  refer  your  Lordships  to  the 
numerous  authorities  relied  upon  by  Counsel  in  support  of  their  respective 
arguments.  I  have,  however,  carefully  considered  them.  Clarke  v.  Adie, 
already  noticed,  and  Harrison  v.  Anderston  Foundry  Company  (L.R.  1  A.C. 
574)  are  the  most  instructive,  and  I  have  been  guided  by  them  throughout.  40 
I  agree  entirely  with  the  view  taken  of  this  case  by  the  Court  of  Appeal. 

This  Appeal  from  their  decision  should  be  dismissed  with  costs. 

The  Appeal  was  dismissed  with  costs. 
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In  thb  High  Court  of  Justiob.— Chancery  Division. 

Before  Mr.  Justicb  Jotob. 

January  15th,  16th,  17th,  18th,  and  29th,  1906. 

Combination   Hubs  Ld.  v.   Sbabrook   Bros* 


5      Patent. — Action  for  infringement. — Construction. — Limitations  on  claiming 
clauses. — **  Subordinate  integer.'^ — Prior  publication.— Judgm.ent  for  Plaintiffs. 

The  Plaintiffs  were  the  oume^'s  of  two  PatentSy  one  of  which  was  granted  to  H. 
in  April  1898  for  "  Improvements  in  or  relating  to  cycle  driving  and  braking 
^^  mechanism^'*  and  the  other  to  L,  in  October  1898  for  ^^Improvements  in  and 

10  *^  relating  to  driving  and  brake  mechanism  for  cycles  and  other  vehicles.^* 
Each  Patent  waafor  a  combination  or  particular  arrangement  of  mechanical 
devices  for  the  hub  of  ^^  free-wJiseV*  cycles.  In  an  action  for  infringement  the 
Defendants  denied  infringement^  andy  in  addition  to  alleging  anticipation  by 
another  Patent^  contended  thai^  on  the  proper  construction  of  the  Plaintiffs^ 

15  Patents^  the  Plaintiffs  possessed  only  a  limited  monopoly  from  which  they  had 
departed  in  w?iat  they  manufactured. 

Held,  that  the  Claims  in  question  were  validly  for  ^^subordinate  integers  "  of 
the  entire  combination^  which  was  not  limited  ae  the  Defendants  contended; 
that  anticipation  had  not  been  established ;  that  the  Defendants  had  infringed 

20  by  adopting  the  substance  of  the  combination ;  and  that  there  must  be  judgment 
for  the  Plaintiffs. 

On  the  28th  of  April  1898  Letters  Patent  (No.  9817  of  1898)  were  granted  to 
Edouard  Louis  Hocquart  for  an  invention  of  "  Improvements  in  or  relating  to 
"  cycle  driving  and  breaking  mechanism.'* 

25  The  Complete  Specification,  which  was  d»ted  the  26th  of  January  1899,  was 
as  follows  : — "  This  invention  relates  to  a  device  whereby  the  stopping  or  disen- 
^  gagement  of  the  pedals  and  the  application  of  the  break  by  a  slight  reverse 
^  movement  of  the  pedals  may  be  effected  whether  transmission  is  effected 
"  by  chain  or  by  pinion  gearing. 

30  **  In  the  accompanying  Drawing,  Figure  1  is  a  longitudinal  section  of  the 
•*  hub  of  a  cycle,  the  end  of  which  is  shown  as  provided  with  a  chain -pinion. 
^  Figure  2  is  a  side  elevation  and  Figure  3  a  cross  section  on  the  line  A  B  of 
^  Figure  1.    The  chain  pinion  a  is  mounted  on  the  end  of  a  cylindrical  and 
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"  hollow  part  b.  This  part  carries  two  others  c  rf,  one  inside  and  the  other  out- 
"  side,  and  both  able  to  slide  frictionally  upon  it.  They  are  connected  together 
"  by  the  two  keys  e  e,  which  are  kept  in  their  places  by  a  thin  tube  x.  A 
*'  groove  cut  in  the  tube  b  allows  a  longitudinal  movement  of  c  and  d,  by  means 
"  of  projections//,  the  heads  of  which  engage  in  helical  grooves  in  the  part  ^,  5 
"  while  the  stems  enter  a  hole  in  the  respective  keys  e  e.  This  part  g  is  con- 
"  nected  with  a  spring  in  the  interior  of  the  hub  t.  The  end  of  each  of  the 
"  parts  c  and  d  forms  one  part  a  clutch-coupling  device,  the  corresponding  parts 
"  to  which  are  carried  by^  and  k  respectively.  The  part  c  is  adapted  to  draw 
"  forward  the  party,  and  the  part  d  to  move  backwards  the  parts  k  and  Z  which  10 
"  are  connected  with  each  other,  as  well  as  with  m  which  can  slide  on  the  two 
**  former  parts  by  means  of  the  spring  n  placed  between  an  abutment  p  of  the 
"  part  k  and  an  abutment  0  on  the  part  m.  The  part  m  is  provided  on  the  out- 
"  side  with  a  pin  q  which  is  connected  with  the  brake  band  r  by  means  of  a  rod 
"  s  in  two  parts  screwing  upon  one  another  to  permit  of  adjustment  to  the  15 
*'  proper  length,  and  an  angular  lever  t  carried  on  a  part  u  connected  at  one  end 
'^  to  the  axle  of  the  hub,  and  adjustably  mounted  at  its  other  end,  on  the  hori- 
"  zontal  tube  of  the  frame^  which  it  partly  surrotrnds.  To  this  part  u  is  fixed 
**  the  other  end  v  of  the  brake  band  r.  This  arrangement  enables  the  rider  to 
"  conveniently  regulate  the  tension  of  the  driving  chain,  without  having  to  20 
"  consider  the  brake,  which  follows  the  movement  of  the  wheel. 

"  Operation  of  the  derlce  :  In  the  forward  movement  the  force  applied  on  the 
<<  teeth  of  the  pinioii  a,  fixed  on  the  tubular  part  b  rotates  the  latter,  together 
"  with  the  parts  c  and  d  in  the  forward  direction.  The  heads  of  the  projections 
''//move  onwards  in  their  helical  grooves  of  the  part  ^,  and  the  dutches  of  25 
*'  the  part  c  become  coupled  with  those  of  the  part  j  connected  to  the  hub  i, 
**  thus  rotating  the  latter.  When  the  rider  stops  pedalling,  the  heads  of  the 
"  projections  //  slide  in  the  grooves  of  the  part  g,  the  parts  c  and  d  are  moved 
'*  in  the  contrary  direction,  and  the  clutches  of  the  part  d  are  coupled  with 
''  those  of  the  ))art  K.  If  now  the  rider  back-pedals,  the  part  k  will  make  a  30 
*'  fractional  movement  backwards  and  the  spring  n  drawn  by  the  abutment  «, 
"  in  its  turn,  exercises  a  pull  on  the  other  abutment  0  of  the  part  m ;  on  the  pin 
''  q  of  which  is  fixed  the  end  of  the  rod  s  and  the  traction  produced  upon  the 
''  latter  results  in  the  application  of  the  brake,  without  shock,  oi^ng  to  the 
'*  interposition  of  the  spring  n."  35 

The  Patentee  ckimed  : — "  1.  A  cycle  hub  so  constructed  as  to  permit  stopping 
''  of  the  pedals  and  the  application  of  the  brake  by  means  of  the  pedals  substan- 
''  tially  as  described  or  illustrated  in  the  accompanying  Drawings,  2.  In  a  hub 
"  of  the  kind  described  the  arrangement  of  a  part  a,  connected  with  a  spring 
**  band,  in  the  interior  of  the  hub,  and  provided  with  helical  grooves  for  the 
''  purpose  of  effecting  a  movement  of  the  coupling  device  according  to  the 
^'  direction  of  movement  of  the  pedals^  for  driving  the  wheel,  or  applying  the 
'*  brake,  substantially  as  described.  3.  In  a  hub  of  the  kind  described  the 
*'  arrangement  of  coupling  parts,  as  c  d,  connected  by  keys  e  e,  and  made  to 
"  slide  arranged  respectively  on,  and  in  a  tubular  part  b  ;  the  coupling  parts  45 
"  being  also  provided,  at  one  end,  with  clutches,  adapted  to  engage  with 
"  corresponding  clutches  of  a  part  j\  connected  to  the  hub  ;  or  with  tnose  of  a 
''  part  k  when  a  slight  backward  rotation  of  the  pedals  is  nmde,  thereby 
"  applying  the  brake,  substantially  as  described.  4.  In  a  hub  of  the  kind 
'*  described  the  arrangement  of  a  part  fc,  movable  on  the  axle  of  the  hub,  and  50 
''  effecting,  when  back-pedalling  takes  place,  the  rotation  of  the  part  m  whereby 
"  the  brake  is  applied,  without  shock,  owing  to  the  interposition  of  the  spring 
^'  n,  substantially  as  described.  5.  In  a  hub  of  the  kind  described  the  arrange- 
"  ment  of  a  sleeve  piece  mounted  at  one  end  on  one  of  the  tubes  of  the  frame, 
"  and  at  the  other  end,  on  the  axle  of  the  hub,  and  carrying  an  angular  lev^r»  55 
*^  one  arm  of  which  is  connected  to  a  tod  lor  transmitting  motion  from  Ute 
**  clutch  mechanism  in  the  hub  to  the  btake  band,  whilst  the  other  arm  is 
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"  connected  td  one  end  of  the  brake  band,  the  other  end  of  the  latter  being  fixed 
•*  to  said  sleet^e  piece ;  so  thilt  the  action  of  the  brake  follows  the  movement  pf 
••  thfe  hub,  whatever  be  the  jnethod  of  transmission  substantially  as  described." 


FIC.I. 


On  the  4th  of  October  1898  Letters  Patent  (No.  20,891  of  1898)  w^e  granted 
5  to  Henry  Harris  Lake  for  an  invention  (communicated  from  abroad  by  an 
American  Corporation)  for  ''  Improvements  in  and  relating  to  driving  and 
^'  brake  mechanism  for  cycles  and  other  vehicles.'* 

The  Complete  Specification,  which  was  twice  subsequently  amended,  was  so 
far  as  material  to  this  report  as  follows  : — *'  This  invention  relates  to  improve- 

10  '^  mente  in  driving  and  brake  mechanism  for  cycles  and  other  vehicles.  The 
'^  embodiment  herein  illustrated  relates  to  a  device  to  be  attached  to  vehicles 
^  which  are  propelled  by  power  exerted  through  means  connected  in  one  way 
*'  or  another  py  mechanism  with  the  wheel  or  wheels  so  as  to  rotate  the  same 
^  and  thus  advance  the  vehicle. 

15  *^  For  convenience  this  invention  is  illustrated  as  applied  to  the  ordinary 
<*  *'  safety  bicycle'  which  is  now  usually  propelled  by  pedals  upon  a  pedal  shaft 
^  and  in  which  the  propelling  mechanism  is  connected  wit^  the  hub  of  the 
^^  driving  wheel  by  a  chain  running  over  sprockets  or  by  a  rod  and  bovolod 
*'  bevelled  gear  arrangement.    The  invention,  however,  is  equally  applicable  to 

20  *'  any  vehicle  propelled  by  power  of  any  kind  exerted  upon  the  vehicle  i1»elf 
*^  and  connected  with  the  driving  wheel  by  any  means.  The  operation  of  such 
'*  a  cycle  requires  a  constant  exercise  of  power  by  the  feet  and  legs,  which  is 
*^  neeesearily  greatest  when  advancing  the  machine  on  an  up  grade  or  when 
^^  speeding  upon  a  level  course.    The  nature  of  the  ground  usually  traversed  by 

25  ^  bicyclers  is  such  as  to  ordinarily  provide  plenty  of  places  where  the  exercise  of 
^  power  beoomes  unnecessary,  and  the  vehicle  might  just  as  well  be  left  to 
**  pursue  its  course  unhampered  upon  a  down  grade  or  upon  a  level  course  after 
^  a  sufficient  speed  has  been  attained.  There  are  usually  attached  to  such 
'*  bicycles  foot  rests  so  that,  upon  such  occasions  {^resenting  themselves,  the 

30  ^  rider  may  remove  his  feet  from  the  pedals  uid  rest  them  upon  the  supports 
^  provided,  and  then  the  bicycle  will  pursue  its  course  unhampered  by  the  feet 
^*  of  the  rider.  In  such  cases  the  vehicle^  of  course,  is  entirely  free  from  the 
*'  ooncrol  of  the  rider  unless  it  is  provided  with  a  brake  whi(^  can  be  operated 
^  by  hand  and  by  which  he  may  retard  the  speed  of  the  vehide.    Even  with  a 

35  '^  brake,  however,  he  cannot  be  said  to  have  control  of  his  vehicle,  beeanse  if 
^  any  ^LoreiBe  of  pow^  upcm  the  pedals  becomes  necessary  to  propel  or  control 
"■  the  vehicle,  he  cannot  exercise  such  power  until  after  he  has  caught  the  ped&ls 
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"  with  his  feet.  The  result  is  that  bicyclers  almost  nniversally  have  adopted 
"  the  habit  of  practically  never  taking  their  feet  from  the  pedals,  but  they  pedal 
"  their  machines  up  hill  and  down  and  upon  level  stretches,  and  the  practice 
"  has  obtained  to  control  the  wheel  so  far  as  braking  is  concerned  by  the  opera- 
**  tion  of  what  is  called  back  podaliDg.  pedalling.  This  continuous  motion  in  5 
'^  performing  the  operation  of  podaling  pedalling^  especially  when  power  is  not 
**  required,  becomes  very  wearisome,  it  being  the  exercise  of  motion  which  is 
'^  entirely  useless  and  produces  no  practical  results.  Even  when  coasting  the 
''  pedals  must  move  with  the  crank  axle  causing  a  certain  waste  of  power  and 
^^  requiring  the  exercise  of  energy  to  effect  the  rotation  of  the  pedals  against  the  jq 
'*  inertia  caused  by  their  weight.  Some  device,  therefore,  which  will  enable 
'.*  the  rider,  when  the  exercise  of  power  in  a  forward  direction  is  not  needed,  to 
''  maintain  his  feet  in  a  steady  position  and  thus  gain  much  needed  rest  and 
'*  economize  his  strength  for  the  future  is  very  desirable. 

'^  The  invention  herein  set  forth,  therefore,  is  designed  to  meet  this  want  ^5 
**  and  by  its  use,  the  rider,  when  not  wishing  to  propel  his  machine  in  a  forward 
**  direction,  is  enabled  to  hold  his  feet  in  a  stationary  position,  and,  by  a  slight 
"  backward  pressure,  when  retardation  of  the  wheel  is  desired,  can  apply  the 
**  brake.    The  result  is  the  provision  of  rest  for  the  rider  when  power  is  not 
*<  needed  as  well  as  economy  of  strength  and  advantage  in  speed,  because  the  20 
"  wheel  will  advance  more  rapidly  in  many  places  without  the  pedals  than 
"  with  them     The  saving  in  movement  of  the  pedals,  the  resting  the  weight  to 
<*  such  an  extent  as  is  desired  upon  the  pedals,  bringing  the  eefitep  centre  of 
**  equilibrium  low  down  upon  the  wheel  and  removing  the  strain  upon  the 
'*  bearings  and  the  saddle  caused  by  any  roughness  of  the  ground, — ^these,  and  25 
**  many  other  advantages,  result  from  the  use  of  this  invention,  which  will  be 
*'*'  apparent  to  any  one  making  use  of  its  embodiment.    The  invention  is  herein 
'*  illustrated  as  applied  to  the  rear  hub  of  a  bicycle,  the  propulsion  and  control 
"  of  the  wheel  being  exerted  through  pedals.    Mechanism,  of  course,  becomes 
^  necessary  to  transmit  power  exerted  through  the  pedals  to  the  hub  of  the  30 
"  wheel.    The  essence  of  this  invention  consists  in  the  discovery  of  means  by 
**  which  the  propelling  means  may  be  thrown  into  and  out  of  engagement  with 
*^  the  hub,  and  where  the  brake  is  employed,  may  also  be  thrown  in  and  oat  of 
^'  engagement  with  the  brake,  and  this  means  is  herein  denominated  rotative 
*'  connecting  mechanism,  and  the  engagement  and  disengagement  of  the  rotative  35 
^  connecting  mechanism  is  accomplished  in  such  a  way  as  to  require  the  exercise 
^'  of  a  certain  amount  of  power  and  thus  to  give  the  rider  the  feeling  of  having 
**  firm  pedals  under  his  feet  at  all  times  and  to  avoid  any  appreciable  free 
^  motion  of  the  pedals. 

^^  In  this  Specification  one  form  of  preferred  means  has  been  illustrated  which  40 
*'  consists  essentially  of  a  series  of  sleeves,  one  of  which  shifts  automatically 
'*  according  to  the  action  of  the  rider  through  the  pedals,  to  either  clutch  the 
'*  hub  for  forward  propulsion,  to  be  disconnected  therefrom  for  coasting,  and  to 
*'  actuate  brake  operating  mechanism  when  retardation  is  desired.  A  form  of 
«<  means,  too,  has  been  illustrated  which  has  been  demonstrated  by  trial  and  45 
'*  experiment  to  be  entirely  practical  for  use,  economical  to  manufacture,  certain 
^'  and  positive  in  action,  which  avoids  elements  of  structural  weakness,  which  is 
^'  not  complicated  and  is  therefore  easily  handled,  and  which  meets,  so  far  aa 
*^  can  be  discovered,  all  the  requirements  heretofore  suggested. 

'*  It  is  a  necessary  requirement  of  such  a  device  that  it  shall  be  of  such  a  50 
'*  character  as  to  keep  the  wheel  absolutely  under  the  control  of  the  rider,  that 
**  is  to  say,  whether  the  rider  is  advancing  or  coasting  or  breaking  his  wheel,  he 
**  must  be  able  to  change  from  one  condition  to  the  other  instinctively  without 
*'  thought  or  care  as  to  the  mode  of  operation  in  advance,  and  without  being 
*'  placed  in  peril  by  any  substantial  movement  of  the  pedals  free  from  connection  55 
**'  with  the  operative  mechanism.  These  desirable  results  are  secured  by  the 
^*  invention  herein  set  forth. 
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'*  One  form  of  embodiment  of  this  invention  has  been  illnstrated  in  the 
"Drawings  attached  hereto  in  which  similar  letters  and  figures  designate 
**  similar  parts  or  features  wherever  they  occur.  .... 
"  Figure  2  is  a  central  sectional  view  of  the  hub  of  the  wheel  with  my  inven- 
5  "  tion  applied  thereto  on  line  2 — 2  of  Figure  1.  Figure  3  is  a  detail  perspective 
"  view  of  the  sleeve  connected  with  the  driving  wheel.  Figure  4  is  a  similar 
"  view  of  the  sleeve  forming  the  shifting  connection  ....  Figure  7  is  a 
**  perspective  view  of  the  brake  operating  sleeve.    Figure  8  is  a  similar  view  of 

"  the  clutch  socket  to  be  attached  thereto Figure  14  is  a  view  of 

10  ^  the  central  part  of  the  construction  when  the  shifting  sleeve  is  in  position 

"  for  the  application  of  the  brake 

"  As  heretofore  pointed  out,  any  propelling  mechanism  may  be  employed 
**  whether  it  be  by  chain  running  over  sprockets,  by  a  belt,  by  the  bovolod 
"  bevelled  gear  construction  used  in  chainless  wheels,  or  otherwise.  The  only 
15  "  requirement  to  be  met  is  that  the  propelling  mechanism  shall  be  capable  of 
'*  being  thrown  into  and  out  of  connection  with  the  hub  and  brake  mechanism 
"  by  the  action  of  the  rider  through  the  pedals. 

'*  The  mode  of  this  engagement  of  the  propelling  mechanism  with  the  hub  or 
*'  the  brake  is  also  illustrated  tobethroagh  detachable  rotative  connecting  means 
20  **  illustrated  herein  as  capable  of  rotative  and  lateral  movement  upon  the  sleeve 
^^  connected  with  the  propelling  means,  and  a  somewhat  minute  detailed 
^  description  is  given  of  the  form  of  means  employed  as  illustrated  in  the 
"  drawings.  It  is  to  be  understood,  however,  that  this  form  of  means  may  be 
''  varied  in  a  multitude  of  details  without  departing  from  the  spirit  of  the 
25  '^  invention  attempted  to  be  herein  set  forth  and  two  such  modifications  are 

**  illustrated  herein 

**  A   is  the  hub  of  the  driving  wheel  which  is  of  ordinary  construction 

^  provided  with  some  means  for  attaching  the  spokes  as  at  a  a.     B  is  the 

**  axle,  also  of  ordinary  construction,  provided  with  a  cone  b  screwed  on  in  the 

30  **  ordinary  way.    C  is  a  sleeve  provided  in  this  illustration  with  a  right  hand 

^  spiral  key  c,  enlarged  to  form  a  cone  at  c^^  and  provided  with  screw  threads 

**  at  c*  for  the  purpose  of  screwing  on  the  sprocket  C^  and  the  outside  set  nut 

**  O*.     The  interior  of  the  enlarged  part  forms  the  ball  cup  c*  in  which  are 

^  the  ball  bearings  C  which  rotate  in  the  space  formed  by  the  cone  b  and  the 

35  *'  aforesaid  cup  c^.    It  is  to  be  understood  that  this  construction  throughout 

"  refers  to  wheels  in  which  the  power  is  applied  on  the  right  hand  side.    If 

^  the  power  is  applied  on  the  left  hand  side,  the  construction  must,  of  course, 

*'  be  reversed.    D  is  the  sleeve  forming  the  shifting  connection  provided  with 

^'  the  spiral  groove  d.    This  groove  and  the  spiral  key  c  make  a  male  and  female 

40  "  screw  of  coarse  pitch  and  form  the  connection  between  the  two  sleeves, 

**  permitting  lateral  and  relative  rotative  movement  of  the  shifting  sleeve  upon 

^  the  other.    The  ends  of  D  are  cone  shaped  or  tapering.    It  may  be  found 

**  desirable  in  practice  to  slightly  groove  these  surfaces  spirally  of  the  cone 

**  surfaces  to  provide  ducts  for  the  oil  employed  as  a  lubricant.    Centrally  it  is 

45  ">  provided  with  a  shoulder  d^  upon  which  is  applied  the  spring  M  shown  in 

"  Figures  16  and  19.    E  is  what  is  termed  a  clutch  socket  provided  anteriorly 

"  with  screw  threads  e  for  attachment  to  the  interior  circumference  of,  the  hub. 

^  The  interior  of  the  end  adjacent  to  the  driving  means  is  formed  into  the 

^  ball  cup  ^  in  which  are  the  ball  bearings  C^.    The  interior  circumference  of 

50  ^  the  inner  end  tapers  so  as  to  correspond  with  the  cone  surface  of  the  shifting 

^  sleeve  D  as  shown  in  detail  in  Figure  6,  and  thus  forms  a  female  cone  surface. 

^  The  inner  end  is  also  provided  with  a  shoulder  with  which  the  auxiliary 

'^  spring  M  liiay  engage.    This  clutch  socket  is  herein  illustrated  as  a  separate 

^  element  to  be  screwed  within  the  hub.    It  is  apparent  that  it  may  just  as  well 

55  ^  be  iliade  integral  with  the  hub  if  found  convenient  or  desirable. 

^  The  above  parts  are  required  for  operatitig  the  coasting  part  of  the  device 
**  and  to  provide  for  throwing  the  rotative  connecting  mechanism  in  and  out  6f 
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^^  eni^^agBment  with  the  hub.    The  parts  that  relate  to  the  brake  and  the  pciode 
^^  of  operating  it  will  now  be  described. 

"  A  brake  operating  sleeve  is  loose  upon  the  axle  aud  is  made  up  as  herein 
^  illnstrated  of  two  parts  for  conyenienoe  of  assembling,  shown  in  detail  in 
^'  Figtf.  7  ^d  18.  F  is  screw-threaded  for  the  reception  of  the  clntoh  socket  0  ( 
^'  formed  in  all  respects  like  the  first  described  clutch  socket  and  with  its 
^*  conical  cavity  -turned  toward  the  conical  cavity  of  the  first  dutch  socket  and 
^'  fitted  to  receive  the  male  cone  end  of  the  shifting  sleeve  D  adjacent  to  it 
'*  H  is  the  brake  drum  provided  with  screw  threads  to  enable  it  to  be  attached 
<^  firmly  to  the  hub  at  h.  Its  interior  surface  is  grooved  so  as  to  provide  in  10 
'^  connection  with  the  complementary  grooved  suri^ace  of  the  sleeve  at/  a  run 
♦<  way  for  the  ball  bearings  G*. 

^<  I  is  an  exterior  plate  screwed  upou  the  axle  and  held  rigidly  as  herein 
<*  illustrated  by  an  arm  i  attached  to  the  frame  by  the  band  J*  to  form  a 
^^  support  for  the  split  brake  ring.    It  is  apparent,  of  course,  that  any  other  15 
^^  seonre  way  of  fastening  the  plate  against    revolution    would    be    equally 
"  effective  and  useful. 

^^  K  is  a  split  expansible  brake  ring  which  is  illustrated  as  grooved  interiorly 
^^  at  h  so  that  it  may  be  held  in  position  upon  the  plate  or  support  I  by  m^ans 
^*  of  the  lug^  i\  i\  %\  as  clearly  illustrated  in  Figures  16,  10,  and  13,  It  «  20 
♦^  apparent  that  the  number  of  these  lugs  may  be  varied  or  a  continuous  flange 
H  may  be  used,  the  only  essential  requirement  being  that  the  spring  be  held  in 
♦>  position  upon  the  support. 

**  W  is  provided  with  a  recess /^  for  the  reception  of  one  end  of  the  lever  L. 
^<  I  have  illustrated  the  lugs  i?  and  ^  as  concave  on  their  opposite  faoes  to  25 
**  correspond  with  and  to  receive  a  circular  or  bulb-like  formation  of  Jj  at  I. 
*♦  This  ponstruction  serves  to  hold  the  lever  L  firmly  in  position  and  ^t  the 
ss  same  time  permit  it  to  rock  or  rotate  between  the  concave  surfaces  of  the 
s^  lugs  as  if  it  were  rotating  upon  a  pivot.    The  lug  9  should,  of  course^  be  cut 
*f  away  as  at  i^  to  permit  movement  of  the  upper  end  of  the  lever,    gfo  far  30 
*«  as  the  lever  is  concerned,  of  course,  lugs  could  be  dispen^ed  with  and  the 
^^  lever  be  maue  to  rotate  upon  a  suitable  pivot  and  any  operative  connection 
^'  by  which  the  free  end  of  the  split  ring  may  be  actuated  by  a  backward 
♦«  moyem^nt  of  the  sleeve  F  will  meet  the  requirements  of  this  invention,  but 
*^  this  construction  is  illustrated  because  it  has  been  found  convenient  to  25 
^  manufacture,  and  useful,  strong,  lasting  and  durable. 

♦*  The  lug  t?  is  provided  with  a  projection  &t  i*  against  which  butts  the  e»d  ^ 
♦*  of  the  brake  ring  K, 

^<  It  is  apps^rent  that  when  the  sleeve  F  is  rotated  in  a  backward  direction  the 
^^  irm^  end  of  the  lever  L  will  be  pressed  backward  and  the  lever,  rotating  4D 
<<  as  upon  a  pivot,  as  before  described,  its  opposite  end  will  press  against  the 
«^  end  V^  of  the  split  brake  ring.  As  the  other  end  of  the  split  br^e  ri^g  is 
ss  held  against  movement  circumferentially  by  butting  against  the  lug  at  i\  the 
>(  ring  will  be  expanded  and  come  into  frictional  contact  with  the  inner 
«*  circumferential  surface  of  the  brake  drum  H.  A5 

**  A  frictional  surface  may  be  prepared  as  fibor^  fibre^^  leather,  or   other 
^<  substance,  and  attached  to  the  inner  surface  of  this  drum  brake  is  desiroi).. 

^'  It  will  be  observed  that  the  free  end  of  the  brake  ring  is  moved,  ciroani- 
«*  f erentially  in  a  forward  direction.  That  is,  i*ef erring  to  Figure  13,  on  forward 
<(  propulsion  the  wheel  will  rotate  from  left  to  right  or  in  the  direction  of  the  50 
'^  hands  of  a  watch.  On  the  exertion  of  backward  pressure  upon  the  pecbdg,  it 
^'  would  have  been  a  simple  matter  tq  have  arranged  to  expand  the  brake  ring 
^«  in  the  same  or  backward  direction.  It  has,  however,  been-  found  that  no 
<^  effective  braking  power  can  be  gained  in  this  way  and  therefore  thip  brake 
^^  actuating  mechanism  was  discovered.  By  the  use  of  the  lever  an  expansion  «^5 
^'  of  the  brake  ring  is  secured  in  a  direction  opposite  to  that  of  thQ  f  <Nrce 
^  exerted.    This  is  pointed  out  as  an  important  feature  of  thia  inven^oi^  ^nd 
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^  by  itB  meani  the  frictional  applioation  in  made  uniform  sod  asfiisted  b;  the 

'^  rotation  of  the  aorface  of  the  drum 

**  The  operation  of  the  embodiment  of  the  invention  herein  iUuatrated  is  as 

'*  follows  t  the  propelling  means,  whether  exerted  through  a  sprocket  or  other- 

5  ''  wise,  is  attached  rigidly  to  the  sleeve  C.    The  shifting  sleeve  D,  when  the 

"*  rider  pedals  forward,  will  be  forced  by  the  operation  of  the  male  and  female 

^  SArew  thread  in  a  right  hand  direction  and  cause  the  cone  snrfaoe  to  oome 

"  into  engagement  with  the  female  part  of  the  clatch  socket  E.    The  clutch 

'*  socket  being  attached  to,  or  a  part  of,  the  hub,  it  is  apparent  that  the  sleeves 

10  '' and  socket  will  be  locked  together  and  the  hub  be  propelled  in  a  forward 

'*  direction.    The  nature  of  the  tapering  surfaces  is  such  that  they  will  be 

^*  locked  together  under  such  friction  that  some  power  is  required  to  seps^rate 

*^  them.    When  the  rider  desires  to  coast  or  rest,  ne  holds  his  feet  steady  upon 

"  the  pedals  and  as  the  hub  continues  to  rotate  from  the  inertia  of  the 

1ft  ^  movement  of  the  wheel,   the    shifting  sleeve   through   the   sprew  thread 

^'connection  will  be  forced  out  of  engagement  with  the  clutch  socket  £• 

*^  In   order  to   disconnect  the  parts,  that   is,  the  shifting   sleeve  from  the 

'^  clutch  socket,  by  reason   of    the  aforesaid   frictional  contact,  some  force 

'<  upon  the  pedals  is  required,  so  that  the  rider  is  not  made  to  feel  that 

20  **  the  pedals  are  free  upon  the  shaft.    This  force  is  exerted  by  the  rider 

<<  simply  holding  the  pedals  against  the  inertia  of  forward  rotation  of  the  hab. 

"  The  hub  wiU  therefore  rotate  free  from  any  connection  with  the  pedals. 

*'  If  the  rider  desires  to  advance  or  control  his  wheel,  by  resuming  the  operation 
''  of    pedftling  pedalling  the   connection  is  immediately  made  between  the 
35  '^  rotative  connecting  means  and  the  hub. 

'^  When  the  shifting  sleeve  is  out  of  engagement  with  the  clutch  socket  of  the 
^  hub,  the  hub  will  rotate  free  from  any  connection  with  the  propelling  means, 
"  and  the  shifting  sleeve,  or  rotative  connecting  means,  through  the  screw 
^  thread  connection  will  be  moved  rotatively  and  laterally  toward  the  brake 
30  <<  end  and  the  male  and  female  cones  will  be  brought  into  frictional  engage<» 
^  ment.  Upon  exercising  a  backward  pressure  upon  Uie  pedals  the  sleeve  con- 
^*  nected  with  the  brake  operating  means  will  tend  to  rotate  in  a  backward 
'*  direction  and  so  move  backward  the  end  of  the  lever  L  and  expand  the  brake 
«'  ring  by  pressing  against  the  end  ]fi  of  the  brake  ring  hK  Thus  the  brsJce  will 
35  *«  be  applied  and  the  machine  retarded, 

'*  The  ot^oe  of  the  auxiliary  spring  M  shown  attached  to  the  shoulder  of  the 
"^  shifting  sleeve  D  and  capable  of  engaging  with  the  shoulder  of  the  clutch 
''  sockets  on  either  side  is  to  insure  the  smooth  and  easy  shifting  of  the  parts 
^  and  to  provide  for  the  frictional  resistance  hereinafter  described.  In  changing 
4Q  <«  from  the  position  illustrated  in  Figure  19  to  that  illustrated  in  Figure  16, 
*^  that  is  to  say,  from  a  braking  or  coasting  position  to  an  advancing  position, 
^  the  rider,  who  has  been  holding  his  pedals  steady,  be^ns  to  propel  them  in  a 
*'  forward  direction.  The  result  is  to  change  the  shifting  sleeve  D  from  its 
**  position  where  the  spring  is  in  engagement  with  the  shoulder  upon  the  clutch 
a  ^  socket  connected  with  the  brake  operating  mechanism  to  the  position  illus- 
'*  trq^ed  in  Figure  16  by  reason  of  its  rotative  and  lateral  movement  relative  to 
"  the  fiwt  sleeve  0  caused  by  the  rotation  of  the  4fst  sleeve  C  and  the  screw 
^  thread  connection  between  the  sleeves.  The  sleeve  connected  with  the  brake 
*'  operating  mechanism  is  restrained  from  rotation  in  a  forward  direction  by  the 
M  ^*'  lever  L  whose  upper  end  is  held  against  backward  movement  by  the  lug  i' 
'«  when  the  shifting  sleeve  is  in  en^i^ement  with  the  clutch  socket  connected 
**  with  said  sleeve  as  illnstrated  in  Figure  19,  or  by  any  other  suitable  means. 
*^  The  spring  M  will  be  in  frictional  engagement  with  the  shoulder  on  said 
^  clutch  socket.  A  forward  direction  of  the  propelling  means  will  rotate  in  a 
^  *^  forward  direction  the  pleeve  attached  thereto  and  consequently  will  tend  to 
**  rotate  ip  the  same  direction  the  shifting  sleeve  carried  thereupon.  The 
*^  rotation  of  the  shifting  sleeve,  however,  is  restrained  by  reason  of  the  frictional 
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*^  engagement  of  the  spring  M  with  the  shoulder  of  the  clutch  socket  Q  which 
^^  is  held  against  rotation.  The  effect  will  be  to  cause  the  shifting  sleeve  to 
«<  move  laterally  so  that  the  sprinc:  will  engage  the  shoulder  of  the  clutch  socket 
^'  of  the  hub,  and  thus,  m  the  cone  surface  upon  that  side  comes  into  engage- 
*'  ment  with  the  female  cone  surface  of  ihe  clutch  socket  of  the  hub,  the  shifting  5 
'^  sleeve  by  reason  of  the  retarding  influence  of  the  spring,  and  the  key  and 
**  groove  connection,  will  have  a  rotative  and  lateral  movement  relative  to  the 
'^  sleeve  connected  with  the  propelling  means  to  bring  and  hold  said  cone 
"  surfaces  in  frictional  engagement  so  long. as  power  is  exerted  in  a  forward 
'*  direction.  As  In  the  construction  illustrated  in  the  Drawings,  there  is  a  10 
^^  position  of  the  shifting  sleeve  where  the  spring  is  in  engagement  with  the 
^'  shoulders  of  the  clutch  sockets  on  both  sides  at  the  same  time.  The  of&ce 
**  of  this  frictional  device  is  twofold.  The  retarding  or  restraining  influence  of 
^*  the  frictional  device  upon  the  shifting  sleeve  insures  a  certain,  instantaneous, 
*'  lateral  movement  of  the  shifting  device  through  the  screw  thread  connection.  15 
'*  Whatever  the  position  of  the  shifting  sleeve  may  be,  in  order  to  move  it  by 
^^  the  action  of  power  exerted  through  sleeve  attached  to  the  propelling  means, 
*'*'  a  certain  amount  of  force  is  required,  and  the  fatal  disadvantage  of  free  pedals 
**  under  the  feet  of  the  rider  is  avoided.  The  rider  is  thus  always  possessed  of 
^  the  sensation  of  having  firm  pedals  under  his  feet  whether  he  be  pedaling  20 
^^  pedalling  forward,  coasting,  or  applying  his  brake,  or  shifting  from  one 
**  position  to  the  other. 

**  The  mechanism  is  operative  without  the  use  of  this  frictional  device  but  its 
*^  employment  produces  the  results  above  described  which  seems  to  be  essential 
"  to  the  production  of  a  satisfactory  mechanism  of  this  description,  and  these  25 
"  are  results  which  have  never  been  secured  before  this  invention.  It  is 
**  manifest,  of  course,  that  the  frictional  means  may  be  used  in  a  different  way 
*^  from  that  illustrated  in  the  drawings  with  the  same  effect,  and  it  is  to  be 
**  understood  that  the  embodiment  illustrated  is  shown  only  as  a  convenient 
*'  method  of  use  and  not  as  the  only  method.  30 

^^  It  will  be  observed  ^ys  that  this  construction  provides  for  a  rotating  brake 
'*  drum  and  a  stationary  brake  ring. 

*^  It  is  apparent  that  numerous  changes  in  detail  may  be  made  in  this  device 
*•  without  departing  from  the  principles  involved  in  this  invention. 

^*  In  detailing  the  construction  of  a  bicycle  hub  to  illustrate  the  features  of  35 
*'  this  invention  a  method  of  providing  ball  cups  and  cones  for  the  ball  bearings 
*'  has  been  shown,  described,  and  illustrated.  It  has  not  been  intended,  however, 
"  to  limit  the  invention  in  any  way  by  this  description,  but  simply  to  indicate 
"  a  feasible  way  to  provide  for  such  construction.  The  method  of  providing 
*'  ball  cups  for  the  ball  bearings  may  be  varied  by  the  addition  of  rings  or  collars  40 
"  or  by  the  construction  of  grooves  in  some  of  the  principal  parts. 

**  Ii  may  be  desirable  to  provide  a  set  nut  to  hold  the  collar  on  the  sleeve 
**  operating  the  brake  mechanism  more  firmly  in  its  position.  No  attempt  is 
*'  made  to  specify  the  multitude  of  details  in  which  the  construction  of  this 
^  device  may  be  varied  to  suit  different  conditions  and  the  tastes  and  needs  of  45 
**  different  users.  The  number  of  parts  may  be  varied  and  in  cases  separate 
"  parts  may  be  made  integral. 

'^  It  has  been  found  in  practice  that  a  construction  somewhat  like  that  herein 
^'  illustrated  is  convenient  to  manufacture,  efficient  in  use,  and  the  parts  are 
*<  easily  assembled.  It  is,  therefore,  to  be  understood  that  the  invention  is  not  50 
*'  limited  to  the  details  herein  particularly  described  but  these  details  may  be 
*^  varied  according  to  the  convenience  and  taste  of  the  maker  to  produoe  the 
"  results  desired  through  the  functions  described, 

"  A  modification  next  to  be  preferred  is  illustrated  in  Figures  2,  4,  8, 12,  14, 
^*  taking  place  of  Figures  J  6  to  19  inclusive.    The  modification  consists  in  the  55 
''  substitution  of  teeth  d^  for  the  cone  end  on  the  rotative  connecting  meautt  D 
^'  adjacent  to  the  brake  operating  device  and  complementary  teeth  g  for  the 
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**  clntch  socket  O  on  the  brake  operating  sleeve  Or  F.  These  teeih  are  illustrated 
'^  as  being  straight,  although  they  might  equally  well  be  bovolod  bevelled.  The 
"  operation  of  the  construction  illustrated  in  this  modification  differs  in  no  wise 
"  from  that  shown  in  the  first  or  preferred  construction.  Whenever  the  rotative 
5  "  connecting  means,  that  is,  the  shifting  sleeve  D,  is,  by  the  action  of  the  rider 
"  through  the  pedals  in  holding  his  feet  still,  detached  from  the  cone  fixed  to 
"  the  hub,  the  shifting  sleeve  will  be  moved  laterally  so  that  the  teeth  d^  will  be 
**  in  engagement  with  the  teeth  g.  Upon  backward  pressure  upon  the  propelling 
^  means  these  teeth  being  in  engagement  will  act  to  rotate  backwards  the  brake 

10  *'  operating  sleeve  and  actuate  the  brake.  When  the  pressure  is  released  the 
**  teeth  will  remain  in  engagement  and  the  feet  be  in  coasting  position  until  the 
**  rider  again  resumes  the  action  of  podftling  pedalling  forward  in  which  case 
"  the  shifting  connection,  that  is,  the  part  marked  D,  will  be  moved  laterally 
*' toward  the  propelling  means  and  come  into  engagement  with  the  female 

15  "  cone  E." 

^'  The  spring  is  illustrfttod  as  shown  in  Figures  2, 12,  and  14  as  being  attached 
'*  to  the  shifting  connection  D  and  to  engage  with  the  shoulder  on  the  clutch 
"  socket  upon  only  one  side,  although  the  construction  illustrated  in  Figure  19 
"  might  well  be  followed.    The  necessity  for  the  double  acting  spring  is  done 

20  "  away  with  by  reason  of  the  retarding  influence  of  the  teeth  when  they  are  in 
"  engagement,  that  is  to  say,  when  the  teeth  are  in  engagement  as  illustrated  in 
•*  Figure  14,  and  the  rider  desires  to  pedal  in  a  forward  direction,  the  shaft 
^  sleeve  C  will  be  caused  to  rotate  and  this  will  tend  to  rotate  the  shifting  con- 
"  nection  D.    This  shifting  connection,  however,  will  be  restrained  from  rotating 

25  **  in  a  forward  direction  by  reason  of  the  engagement  of  the  teeth,  and  conse- 
**  quently  through  the  groove  and  key  connection  between  it  and  the  ^^b^  sleeve 
'^  C  will  move  instantly  toward  the  clutch  socket  E  and  at  or  about  the  time  the 
^  engagement  of  the  teeth  is  broken  the  spring  M  engages  with  the  shoulder  of 
'*  the  clutch  socket  E  and  the  retardation  is  continued  by  the  tension  of  the 

30  "  spring  thereupon  until  the  cone  surfaces  come  into  contact,  when  the  shifting 

"  connection  will  be  rotatively  and  laterally  brought  into  operative  engagement 

**  with  the  cone  surface  of  E  and  be  held  in  such  engagement  by  3ie  screw 

"  thread  connection. 

^*  As  in  the  first  modification,  force  will  be  required  to  effect  a  disengagement 

35  ^  of  these  surfaces  and  the  action  of  the  spring  will  require  the  exercise  of  some 
"  force  to  operate  the  device  and  thus  prevent  free  motion  of  the  pedals.  ..... 

**  On  the  other  end  this  shifting  sleeve  D  is  provided  tvith  teeth  which^  in  this 
^  form  of  the  construction  are  bevelled,  as  shown  in  Figure  4"  of  the  drawiDg^ 
**  draivings  and  the  teeth  g  on  the  collar  of  the  brake  operating  sleeve  should  be 

40  **  correspondingly  bevelled.  The  operation  of  the  apparatus  as  illustrated  in 
**  these  three  figures  is  as  follows: — Upon  pedaling  pedalling  forward  the 
"  sleeve  C  is  rotated  in  a  forward  direction  and  inasmuch  as  the  shifting 
•*  sl^ve  D  is  splined  thereupon,  said  sleeve  D  will  turn  with  the  sleeve  C. 
"  IS^On  rotation  of  the  shifting  sleeve  in  a  forward  direction  the  inclines  or 

45  "  bevels  of  tlie  muting  teeth  on  said  sleeve  and  on  tlie  collar  of  tJie  brake  operating 
'^  sleeve  eattses  cause  said  sleeve  D  to  move  laterally  towards  the  right,  as  the 
"  device  is  illustrated  i7i  Figures  3%  4"  and  &",  along  the  sleeve  (7,  a  sufficient 
"  distance  to  cause  the  mating  screw  threads  d^  and  k  to  engage  ea^h  other 
**  whereupon  the  continued  turning  of  the  sleeve  D  and  sleeve  C  in  a  forward 

50  **  direction  will  result  in  the  corUinued  lateral  movement  of  the  sleeve  D  until 
•*  the  shoulder  cP  thereon  engages  the  shoulder  k^  of  the  hub  A,  when  the  hub  A 
**  udU  be  caused  to  positively  turn  in  a  forward  direction  tvith  the  sleeve  G  and 
"  shifting  sleeve  D.  Upon  holding  the  pedals  stationary,  the  sleeve  C  will  be 
"  held  in  a  fixed  position,  and  also  the  sleeve  D,  whereupon  the  malting  screw 

55  "  threads  d^  and  k  will,  by  reason  of  the  continued  forward  advancement  of  the 
^  hub  A,  cause  a  lateral  movement  to  the  left  of  the  sleeve  D  sufficient  to  bring 
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'^  iU  bevelled  teeth  into  engagement  with  the  bevelled  teeth  on  the  brake  operating 
''  sleeve  and  9iifficient  to  disconnect  ac^id  sleeve  D  and  coneequenUy  the  sleeve  0 
^^/rom  the  hub  Ay  and  so  long  as  the  pedals  are  held  stationary  the  hub  A  wiU 
*'  be  disconnected  from  its  driving  mechanism  permitting  the  wheel  to  travel  by 
**  its  acquired  momentum^  or  as  in  descending  a  grade  while  the  operator  may  5 
^^  maintain  his  feet  on  the  pedals, 

♦*  The  sleeve  D  being  in  engagement  with  the  brake  actiuiting  sleeve  a  backward 
^^  turning  of  the  pedals  turns  backward  the  oloovo  sleeves  C  and  D  and  the  brake 
^*  actuating  sleeve  bringing  into  action  the  brake  and  stopping  the  wheel 

'^  Haviug  now  particularly  described  and  afluertained  the  nature  of  my  said  10 
''  inventiou,  and   in  what  manner  the  same  ia  to  be  performed,  as  corn* 
^^  mnnicated  to  me  by  my  foreign  correppondenta,  /  am  aware  thc^t  Letters 
"  Patent  No.  80^429  of  1898  were  granted  in  respect  of  certain  improvements 
'*  in  cycle  hub  brakes  and  I  wish  it  to  be  understood  that  the  claims  hereinafter 
"  following  are  to  be  read  as  excluding  the  features  set  forth  in  the  claiming  15 
'^  claims  of  the  Specification  of  the  said  Letters  Patent  and  I  declare  that  wliat  I 
**  claim  ip  :• — "  1.  Jn  a  bicycle,  the  combination  with  wheel  propelling  and 
<*  braking  mechanisms  located  at  opposite  ends  of  the  hub,  of  a  laterally  shifting 
^*  connectin^f  device,  and  means  controlled  by  the  rider  through  the  pro- 
**  pelling  mechanism  to  shift  the  connectiug  device  to  coiinect  it  with  either  ^ 
•*  th©  wheel  hub  or  the  brake,  or  to  disconnect  it  from  both,  substantially 
•*  as  dooQPiboci  illustrated  in  Fig.  2  or  f'ig.  16  of  the  accompanying  drawings, 
*'  2.  §7  Ip  a  bicycle,  a  pedal  shaft  and  pedals  to  rotate  it,  a  wheel  axle  and 
'^  hub,  driving  means  at  one  end  of  the  hub  ;  a  brake  at  the  other  end  com- 
"  prising  an  expansible  brake  ring  and  a  brake  drum  concentric  therewith  25 
'^  mounted  yZo^icUv  upon  the  hub,  brake  actuating  means  and  rotative  dctoobpiblo 
'^  laterally  movable  connecting  means  intermediate  of  the  driving  means  and 
^  said  hub  on  one  side  and  said  brake  actuating  means  upon  the  other, — all  so 
<*  constituted  and  arranged  that  a  forward  propulsion  of  the  pedals  will  connect 
<*  the  connecting  means  with  the  hub  and  advance  the  wheel,  a  stationary  30 
^<  position  of  the  pedals  will    detach  said  connection  and  permit  the  free 
«*  rotation    of   the    hub,    and    a    backward    pressure    upon  the    pedals    will 
^*  bring  into  engagement  the   connecting   means    and   the   brake    actuating 
<^  means  so  that  the  latter  will  expand   the  brake  ring  against    the   brake 
"  drum  to  brake  the  wheel,  substantially  as  shown  and  described.    3.  14t  35 
**  In  a  bicycle,    the    combination    with  the   wheel  and    its  propelling  and 
^^  braking  mechanisms  located  at  opposite  ends  of  the  hub  of  the  wheel,  of  a 
'^  laterally  shifting  connecting  device  intermediate  the  wheel  propelling  and 
^  braking  mechanisms,  consisting  of  a  shifting  sleeve  having  double  cone  ends 
•*  carried  upon  a  sleeve  upon   the  axle  and  connected  with  the  propelling  40 
'*  mechanism,  a  male  and  female  screw  thread  connection  between  said  sleeves, 
^*  and  clutch  sockets  upon   the  hub  and  brake  actuating  mechanism   with 
<<  which  said  shifting  sleeve  may  engage,  substantially  as  shown  and  described. 
■*  4.  +3t  In  a  bicycle,  the  combination  with  the  driving  wheel  and  brake,  of 
**  a  laterally  shifting  connecting  device  carried  upon  a  sleeve  connected  with  the  45 
**  driving  wheel,  arranged  to  connect  the  wheel  with  the  hub  or  brake,  means 
"  actuated  by  a  relative  rotation  of  the  driving  wheel  and  connecting  device  to 
**  shift  the  connecting  device,  and  a  friction  device  arranged  to  insure  a  relative 
*<  rotation  of  the  driving  wheel  and  connecting  device,  substantially  as  shown  and 
**  described.    5.  i^  In  a  bicycle,  the  combination  with  a  driving  means  and  50 
*^  brake  actuating  mechanism  located  at  opposite  ends  of  the  hub,  of  a  sleeve 
**  rigidly  connected  with  the  driving' means,  a  shifting  sleeve  thereon  having 
**  male  cone  ends,  a  male  and  female  screw  thread  connection  between  the  two 
'*  sleeves,  clut<!h  sockets  fixed  to  the  hub  and  brake  actuating  mechanism,  and 

^  The  Clainui  vtmok  out  by^  amendment  axe-her^  omitted. 
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^*  a  spring  carried  by  the  lahif  ting  sleeve  mxd  arrauged  to  engage  with  the  clutch 
'*  sockets  on  either  side  to  insure  a  certain  movement  of  said  shifting  sleeve 
"  relative  to  the  first  mentioned  sleeve,  substantially  as  shown  and  described. 
'^  6.  4^  lu  a  bicycle,  the  combination  with  the  wheel  and  its  propelling  and 
^^  braking  mechanisms  located  at  opposite  ends  of  the  hub  of  the  wheel,  the 
**  propelling  means  having  attached  thereto  a  rotating  sleeve  loose  upon  the 
'^  axle,  of  a  laterally  shifting  connecting  device  intermediate  the  wheel  pro- 
**  polling  and  braking  mechanisms  consisting  of  a  shifting  sleeve  carried  upon 
'*'  the  rotating  sleeve,  one  end  having  a  male  screw  and  the  other  end  provided 
^^  with  teeth,  a  spline  connection  between  said  sleeves  to  bold  them  against 
*^  relative  rotation,  and  a  female  screw  socket  within  the  hub  and  teeth  upon 
*^  the  brake  actuating  mechanism,  with  which  said  shifting  sleeve  may  engage 
**  upon  one  side  and  the  other,  substantially  as  shown  and  described.  7.  iSr 
'*  In  a  bicycle,  the  combination  with  the  wheel  and  its  propelling  and  braking 
*'  mechanisms  located  at  opposite  ends  of  the  hub  of  the  wheel,  the  propelling 
^'  means  having  attached  thereto  a  rotating  sleeve  loose  upon  the  axle,  of  a 
**  laterally  shifting  connecting  device  intermediate  the  wheel  propelling  and 
^  braking  mechanisms  consisting  of  a  shifting  sleeve  carried  upon  the  rotating 
^'  sleeve,  one  end  being  a  male  cone  and  the  other  provided  with  teeth,  a  coarse 

20  "  screw  thread  connection  between  said  sleeves,  and  a  clutch  socket  within  the 
**  hub  and  teeth  upon  the  brake  actuating  mechanism,  with  which  said  shifting 
^  sleeve  may  engage  upon  one  side  and  the  other,  substantially  as  described. 
^^  8,  4^  The  coaster  and  brake  mechanism  for  velocipedes,  bicycles,  and  other 
^'  vehicles,  constructed  and  arranged  and  operating  substantially  as  hereinbefore 

25  **  described,  with  reference  to  Figures  8%  4\  and  6^  of  and  ohown  in,  the 
"  drawings  accompanying  this  Specification." 


In  October  1901  Combination  HubsLd,,^^  the  registered  legal  owners  of 
both  Patents,  commenced  an  action  for  infringement  of  either  or  both  of  these 
Patents  against  Seabrook  Bros.,  claiming  the  usual  relief. 
86  By  their  Statement  of  Claim  the  Plaintiffs  alleged  that  they  were  the 
registered  legal . owners  of  the  Patents;  that  both  Patents  were  valid  )and  of 
fall  focca  and  effect ;  and  that  the  Defendants  had  infringed. 
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By  their  Particulars  of  Breaches  the  Plaintiffs  alleged  that  the  Defendants 
had,  on  or  about  the  26th  of  April  1904,  sold  a  "  Sebos  "  hub  made  in  infringe- 
ment of  Claim  1  of  HocquarCs  Patent,  and  of  Claims  1,  3,  and  4  of  Lakers 
Patent,  and  that  prior  to  and  since  the  commencement  of  the  action  the 
Defendants  had  publicly  sold  and  offered  for  sale  large  quantities  of  such  & 
infrim^ing  "  Sebos  "  hubs. 

The  Defendants  by  their  Defence  denied  infringement,  and  alleged  that  the 
Patents  were  each  of  them  invalid  by  reason  of  the  matters  appearing  in 
the  Particulars  of  Objections,  which  alleged  as  to  each  of  the  Patents  that  the 
alleged  inventor  was  not  the  first  and  true  inventor ;  that  the  invention  was  10 
not  useful ;  that  it  was  not  new  but,  in  each  case,  anticipated  by  the  following 
Specifications,  the  whole  of  each  of  which  was  relied  on,  viz. : — 

Weatherill  (No.  4767  of  1880) 

PhiUips  (No.  5307  of  1882) 

Edge  (No.  295  of  1884)  15 

WatUns  (No.  4169  of  1884) 

Bmdt  (No.  597  of  1891) 

Juhel  (No.  8833»  of  1895) 

DoolUtle  (No.  11,635  of  1896) 

ErringUm  (U.8.A.,  No.  558,372  of  1896)  20 

Logan  (U.S.A.,  No.  567,650  of  1896) 

WaUyrs  (No.  27,256  of  1896) 

Leggo  (No.  235  of  1897) 

Hearson  (No.  3799  of  1897) 

Hussey  (No.  5251  of  1897)  25 

Benouf(No.  5384  of  1897) 

Renou/and  Snowman  (No.  11,267  of  1897) 

Beehman  (U.S.A.,  No.  592,231  of  1897) 

Whiteman  (No.  17,578  of  1897) 

Grossler  (No.  26,716  of  1897)  30 

and    as   to    Lake*8    Patent    also    by    the    whole    of   the    following   U.S.A. 
Specifications : — 

Leggo  (No.  605,643  of  1898) 

Beekman  (No.  609,651  of  1898) 

Randall  (No.  611,147  of  1898)  35 

that  the  invention  was  not  proper  subject-matter  for  valid  Letters  Patent  by 
reason  of  such  anticipations  and  common  general  knowledge  of  intermittent 
brake  operating  driving  and  free  wheel  devices.  As  to  HocquarVa  Patent  the 
Defendants  further  said  that  the  invention,  the  subject  of  Claim  1,  was  an 
invention  larger  than  and  different  from  the  invention,  the  nature  of  which  was  40 
disclosed  in  the  Provisional  Specification ;  and,  as  to  Laktfs  Patent,  that  the 
invention  claimed  in  Claims  1,  2,  3  and  4,  had  formed  the  subject  of  the  prior 
grant  to  HocquarU  Claim  1  of  whose  Specification  was  relied  upon ;  and  the 
Defendants  also  relied  upon  the  whole  of  the  Claims  in  Priest  and  PriesVs 
Specification  (No.  20,429  of  1898).  45 

The  action  came  on  for  trial  before  Mr.  Justice  Joyce  on  the  15th  of  January 
1906,  when  the  Defendants  admitted  that  they  did  not  impeach  the  validity 
of  either  of  the  Plaintiffs*  Patents  on  one  construction  of  the  Specifications, 
but  they  altogether  denied  infringement. 

Bousfidd  K.C.,  T.  TerreU  K.C.,  and  FulUm  (instructed  by  Reed  and  Reed^  50 
agents  for   Tunbridge  A   Co.  of  Birmingham)  appeared  for  the  Plaintiffs  ; 
A.  J,  Walter  and  J.  H,  GHray  (instructed  by  McKenna  Jk  Co.)  appeared  for  the 
Defendants. 

Bousfield  K.C.  opened  the  Plaintiffs'  case.  He  read  the  Specifications  and 
explained  certain  models.  55 

Evidence  was  given  in  support  of  the  Plaintiffs'  case.  James  Swinburne  said 
that  EocquarVs  invention  referred  to  a  Ibree  wheel  hub,  and  consisted  of  a 
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sliding  part  which  when  driving  forward  was  driven  by  the  sprocket,  and  was 
in  contact  with  the  hub,  and  was  free  from  the  brake  mechanism ;  in  free- 
wheeling it  was  free  from  the  hub ;  in  back  pedalling  it  was  geared  to  the 
brake  mechanism  and  worked  the  brake  mechanism,  being  still  free  from  the 
5  hub,  and  the  whole  was  operated  by  the  working  pedals,  the  spring  not  being 
an  essential  part.  He  said  that  before  HocquarVa  Patent  he  knew  of  no  snch 
device  capable  of  such  a  combination  of  motions,  and  that  Lake's  was  a  modi- 
fication of  Hocquarfs  invention  with  the  same  general  principles,  again  without 
regard  to  the  type  of  brake.    E.  Dance^  an  engineering  workman  not  in  the 

10  Plaintiffs'  employ,  said  that  he  had  made  a  hub  from  Hocquarfs  Specification 
which  was  given  to  him  without  any  explanation. 

T.  Terrell  K.C.  for  the  Plaintiffs. — ^The  Defendants  have  taken  every  scrap,  with 
one  exception,  of  the  combination  claimed  in  Claim  1  of  Hocquart  which  may 
be  described  as  (1)  the  capacity  for  driving  forward  ;  (2)  the  capacity  for  stop- 

15  ping  the  pedals ;  and  (3)  the  capacity  for  applying  the  brake  by  the  pedals.  The 
exception  is  that  Hocquart  shows  a  ^*  hook  clutch,''  while  the  Defendants  have 
a  common  *'  friction  clutch,"  but  those  are  well-known  mechanical  equivalents. 
As  to  Claim  3  of  Lakers  Specification,  the  Defendants  will  say  they  have  not 
infringed  because  they  have  not  taken  the  frictional  device  or  the  "rotative 

20  **  connecting  mechanism  "  mentioned  in  Lake.  Priest  and  Priest's  Patent  No. 
20,429  of  1898  can  only  be  treated  as  a  prior  grant  of  that  which  is  claimed,  and 
if  it  is  to  be  taken  as  a  Patent  for  the  general  idea,  then  Hocquart  is  a  prior 
grant  to  Priest  and  Priest.  Lake's  Specification  shows  in  terms  that  he  well 
knew  that  Priest  and  Finest  was  not  an  anticipation.    There  is  no  question  here 

25  of  a  ^'  master-patent " ;  the  question  is  one  of  the  substantial  identity  of  two 
mechanisms.  The  Defendants  cannot  say  that  the  braking  mechanism  or  the 
spring  is  either  part  of  the  claim  or  essential,  however  important  it  may  be. 
The  prior  Specifications  put  in  are  different  mechanisms,  one  with  one  element 
and  others  with  others.    The  combination  is  new  in  Lake,  and  there  cannot  be 

30  an  anticipation  by  patchwork. 

Evidence  was  given  on  behalf  of  the  Defendants  by  Dugald  Clerk,  who 
admitted  that  both  Hocquart  and  Lake  were  new  as  special  and  strict  com- 
binations with  the  laterally  shifting  device. 

Walter  for  the  Defendants. — ^The  Plaintiffs'  Specifications  are  documents  of 

35  limited  construction,  and  the  Defendants  do  not  take  that  for  which  the  limited 
monopoly  is  granted.  These  inventors  specially  make  a  point  of  the  yielding 
piece  placed  between  their  brake  and  that  which  actuates  it ;  the  Defendants, 
on  the  other  hand,  have  no  device  within  their  hub  having  a  helical  groove  in 
it  governed  by  a  spring,  no  sleeve  on  the  outside,  no  rotating  brake,  no  spring 

40  between  the  brake  and  the  brake-operating  part,  and  no  couplings  connecting 
the  two  sleeves  together.  Lake's  Complete  Specification  refers  to  any  brake 
and  involves  a  total  abandonment  of  the  feature  of  non-sudden  stopping.  In 
Priest  and  Priest  there  is  a  combination  of  (1)  a  bicycling  wheel  with  (2)  a 
propelling  mechanism,  and  (3)  a  brsJring  mechanism,  (2)  and  (3)  being  at  each 

45  end  of  (1),  and  in  between  them  there  is  a  laterally  shifting  connecting  device 
consisting  of  a  shifting  sleeve  carried  upon  the  axle  and  connected  with  the 
propelling  mechanism.  The  only  difference  between  this  and  Lake  is  that 
the  former  moves  his  laterally  connecting  piece  endwise  by  a  screw  while  Lake 
forms  his  screw  inside.    To  sum  up,  Lake's  combination  is  for  (a)  the  wheel, 

50  (6)  a  propelling  means,  (c)  a  braking  mechanism,  {d)  a  laterally  shifting  con- 
necting device,  {e)  an  apparatus  for  shifting  in  the  form  of  a  male  and  female 
screw,  (/)  a  clutch  socket  on  the  hub  with  which  {d)  engages,  and  (jg)  a  clutch 
socket  on  the  brake-acting  mechanism.  The  limitations  imposed  on  these 
several  points  by  the  language  of  his  Specification  are  as  follows : — (ft)  has 

55  to  be  at  one  end  of  the  hub  and  (c)  at  the  other,  while  {d)  must  be  between 
(h)  and  (c)  and  must  have  two  cone  ends,  and  has  to  be  carried  on  the  sleeve 
or  axle   and  connected  with  the  propelling   device.     The  Defendants  have 


21S  RHP0IIT8  OF  PATHWT,  DB»!GM,  [May  %  1906. 

Combination  Hubs  Ld.  v.  SedbrooJt  Bros. 

no  braking  mechanism  and  no  clntch  socket  acting  on  it,  and  therefore  have 
not  infringed. 

Botcs/leld  K.C. — There  is  no  such  thing  as  a  **  master-patent  *'  (NobeVtS  Explo- 
sives Company  Ld.  v.  Anderson  11  R.P.C.  519-522).  In  Clarh  v.  Adie  (L.R. 
2  App.  Cas.  315,  at  page  320)  Lord  Cairns  said  that  there  can  be  infringement  5 
(a)  by  a  combination  which  practically  takes  all  the  parts,  part  by  part ;  or  (V) 
by  taking  so  much  essence  and  pith  and  marrow,  as  is  the  substance  ;  or  (c)  oy 
taking  "  a  sabordinate  integer  in  the  larger  invention"  (see  also  per  James  L.J. 
in  the  Court  of  Appeal  on  the  same  case,  L.R.  10  Ch.  App.  at  page  674).  The 
Defendants  have  at  least  done  the  last,  as  appears  from  the  evidence  and  opinion  10 
of  their  witness. 

Judgment  was  reserved  and  delivered  on  the  29th  of  January. 

Joyce  J. — This  is  an  action  for  the  infringement  of  two  Patents,  namely, 
No.  9817  of  1898,  which  has  been  called  in  the  proceedings  HocquarVs  Patent, 
and  No.  20,891  of  1898,  which  has  been  called  Lahe's  Patent.    The  date  of  the  15 
application  for  BocquarVs  Patent  was  the  28th  of  April  1898,  and  for  JiOk^s  Patent, 
the  4th  of  October  1898,  and  the  Complete  Specification  was  not  left  till  the 
20th  of  March  1899,  that  is  to  say,  a  considerable  time  even  after  the  Complete 
Specification  was  left  in  HocquarVs  Patent.    Each  Patent  is  for  a  combination 
or  particular  arrangement  of  mechanical  devices,  and  there  is  no  question^  I  20 
think,  of  a  master  or  pioneer  patent.    It  is  not  alleged  that  the  Defendants  have 
taken  the  whole  of  the  combination  or  invention  described  in  either  Specification, 
but  they  are  said  to  have  infringed  the  invention  claimed  by  the  first  claiming 
clause  in  HocquarVs  Patent  and  by  the  third  claiming  clause  in  LaJce^s  Patent. 
These  claims  are,  in  each  case,  I  think,  for  what  Lord  Caims\QsXl&\  subordinate  25 
integers  of  the  entire  combination  the  subject  of  the  Patent. 

Early  in  the  case  Mr.  Walter  for  the  Defendants  stated  that  he  did  not  impeach 
the  validity  of  either  of  the  Patents  if  the  Specifications  were  properly  construed 
(I  mention  this  though  I  do  not  mean  to  hold  him  to  that  because  I  think  he 
argued  rather  differently  later)  but  he  altogether  denied  infringement.  I  am  30 
afi^id,  however,  that  I  do  not  agree  with  Mr.  Walter'* s  view  of  the  proper  con- 
struction of  the  Claims  in  question.  Upon  consideration  I  think  that  the  special 
brake  or  brake  mechanism  with  spring  described  in  the  Specification  of  Hocquart 
is  not  included  in  or  covered  by  the  first  claiming  clause  in  that  Patent,  and 
similarly  that  the  particular  brake  mechanism  or  particular  brake  described  in  35 
Lakers  Specification  is  not  covered  by  the  third  claiming  clause  of  that 
Specification. 

The  infringement  is  a  question  of  fact.  I,  of  course,  do  not  pretend  to  be  a 
mechanical  expert,  and  as  Lord  Bowen  pointed  out,  it  is  no  part  of  the  duty  of 
the  Court  to  qualify  itself  as  an  expert  in  mechanical  or  any  other  science,  but  40 
having  given  the  best  consideration  I  have  been  able  to  give  to  this  case  with 
the  assistance  of  the  expert  evidence  and  arguments  of  Counsel,  I  have  come 
to  the  conclusion  that  the  Defendants  have,  in  fact,  taken  and  adopted  the 
substance  of  the  invention  of  the  combination  claimed  by  the  first  claiming 
clause  of  MocquarVSy  and  by  the  third  ^claiming  clause  of  Lake^s^  and  I  see  no  45 
reason  to  think  that  either  of  those  claims  is  invalidated  by  prior  anticipation 
or  publication,  or  for  any  other  reason  ;  therefore  there  must  be  judgment  for 
the  Plaintiffs. 
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In  thb  Court  of  Appeal. 


Before  Thb  MastIbr  of  the  ROLts  and  Lords  Justices  Romer  and 

Gozbns-Habdy. 


Felnruary  let,  3rd,  5th,  and  Uih,  1906. 


MoNauoht  v.  Dawson. 


PatmtL^Action  for  infringemmt.-^Prior   us&r.-^'SMifeet'matter.^Patent 
held  to  be  invalid. — Judgment  for  Defendant. — Appeal  dismissed. 

The  owner  of  a  Patent  for  improvements  in  machinery  for  scouring  and 
washinff  wool  commenced  an  action  for  infringem^ent^  in  which  the  Defendant 

10  atteffed  tha  invalidity  of  the  Patent  on  the  gnyands  of  want  of  sfubjeet-matUr 
and  prior  user.  The  Plaintiff  alleged  that  his  patented  combination  Was  a 
washing  tank^  that  such  tanks  formerly  had  an  upper  trough  with  a  false 
bUtam  of  perforated  plates  through  which  the  dirt  fell  to  the  bottom  of  tfie 
tanky  and  that  the  plates  had  to  be  removed  for  the  purpose  of  deaning  out 

15  the  tanky  and  that  the  novel  features  of  his  combination  were  a  dear  space 
at  ika  aide  of  Dis  tank  throt^gh  which  brtcshes  couM  be  inserted  without 
rem&ving  thu  plates^  and  that  the  bottom  of  the  tank  sloped  UUeraUig  or  was 
curved  for  the  purpose  of  allowing  the  dirt  to  accumulate  at  one  part  of  the 
bottom  qfthe  tank  where  it  could  be  most  easily  reached.    In  one  cf  the  alleged 

20  prior  users  the  washing  trough  waSy  for  a  purpose  other  than  cleaning^  made 
to  taper  and  thus  a  tapering  space  was  fbrmed  at  one  side^  and  the  DefmdarSt 
alleged  that  the  tank  was  cleaned  out  by  putting  brooms  down  throi^h  this 
dear  epace.  The  Plaintiff  contended  that  it  u>as  not  possible  so  to  clean  out 
the  tank  in  question.    The  tank  had  a  curved  bottom.    It  was  held  by  Mr. 

25  Justice  Bnokley  at  the  trial  thai  there  was  no  patentable  inventiony  and 

ihere/ore  no  eul^^-mattery  and^ther  thaty  even  if  there  was  su^feet^matiery 

the  invention  had  been  anticipated  by  the  prior  user  above  rej^rred  to,  and 

the  action  woe  dismissed  with  costs.    The  Plaintiff  appealed. 

Held)  by  the  Oourt  of  Appedly  that  the  decision  i^  Mr.  Justiee  Bnokley  woe 

30  riffhi  on  heih  grounds^  and  the  appeal  tvas  dismissed  with  costs. 
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On  the  10th  of  April  1894,  Letters  Patent  (No.  7133»  of  1894)  were  granted  to 
William  McNaught  for  an  invention  of  "  Improvements  in  or  applicable  to 
**  machinery  for  scouring  and  washing  wool  and  other  fibrous  materials.*'  The 
Complete  Specification,  as  amended  in  accordance  with  a  decision  of  the  Chief 
Examiner  dated  the  29th  of  November  1904,  was,  so  far  as  material  for  this  5 
report,  as  follows  : — 

^^  My  invention  relates  to   improved    combinations   and    arrangements  of 
'*  mechanism  for  scouring  and  washing  wool  and  other  fibrous  materials. 

"  The  liquor  used  in  washing  according  to  my  invention,  is  contained  in  a 
*^wide  trough  having  two  separate  divisions,  one  for  liquor  in  which  the  IQ 
"  material  is  immersed  while  being  scoured  or  washed,  which  I  will  term  the 
'^  washing  tank,  and  the  other  for  the  liquor  which  has  been  discharged  at  the 
^'  end  of  the  washine  tank,  and  this  latter  division  of  the  trough  forms  and  will 
*'  be  hereinafter  referred  to  as  the  settling  tank,  forming  also  a  reservoir  for  the 
'^  liquor  from  which  it  is  pumped  back  into  the  feeding  end  of  the  washing  15 
^'  tank,  as  fa^t  as  required. 

^'  That  division  of  the  washing  tank  in  which  the  washing  or  scouring  of  the 
**  fibrous  material  is  effected  is  partitioned  off  [if  desired,  by  a  perforated 
'*  partition]  on  one  side  by  preference,  from  the  other  part  of  the  washing  tank, 
^'  and  has  a  perforated  or  false  bottom,  by  this  means  the  fibrous  material,  to  be  20 
'^  treated  is  confined  to  this  portion  of  the  washing  tank,  which  I  will  term  the 
"  *  washing  trough,'  but  there  is  free  communication  between  the  liquor  in  the 
*^  washing  trough  and  that  in  the  washing  tank,  and  the  level  of  the  liquor  in 
^'  both  remains  the  same  when  the  liquor  is  stationary.  The  washing  tank  has 
^'  an  inclined  bottom,  the  incline  commencing  at  its  highest  end  on  one  side  of  25 
*^  it,  below  the  perforated  or  false  bottom  of  the  washing  trough,  and  extends 
^'  nearly  to  the  other  side  of  the  washing  tank,  so  that  sediment  passing  through 
'^  the  false  or  perforated  bottom  of  the  washing  trough  falls  upon  the  inclined 
*'  bottom  of  the  washing  tank  and  by  slight  agitation  of  the  liquor  readily  slides 
**  or  falls  down  the  inclined  bottom  of  the  washing  tank,  to  that  side  of  it  where  30 
^^  there  is  a  clear  and  open  space  in  the  washing  tank  from  end  to  end  for 
^  agitating  the  liquor  and  washing  out  the  bottom  of  the  washing  tank.  The 
*'  bottom  of  the  washing  tank  near  one  side  may  be  inclined  more  or  less  in  the 
*'  lengthway  of  the  washing  tank,  so  that  all  the  liquor  may  be  drawn  off  at  one 
*'  end,  or  it  may  be  drawn  off  in  the  middle,  if  the  bottom  of  the  side  of  the  35 
**  washing  tank  is  inclined  towards  the  middle  from  both  ends.  The  perforated 
'*  bottom  of  the  washing  trough  is  below  the  delivery  end  so  that  the  material 
*^  is  partly  pushed  and  floated  over  the  end  of  the  washing  trough  to  the 
**  squeezing  rollers.  The  liquor  passing  along  with  the  material  being  treated 
*'  and  that  expressed  by  the  squeezers  is  received  into  a  trough  below,  connected  40 
^^  by  a  pipe  or  trough  with  that  end  of  the  settling  tank,  from  the  other  end  of 
**  which  it  is  pumped  by  a  centrifugal  or  other  pump  into  the  feeding  end  of 
^^  the  washing  trough.  The  water  going  to  the  washing  trough  passes  through  a 
^  suitable  cock  or  valve  so  that  the  quantity  may  be  regulated  and  is  heated  by 
^  a  steam  jet  in  passing.  45 

**  The  mechanism  for  propelling  and  acting  upon  the  material  being  treated 
'*  in  the  washing  ti'ough  may  be  similar  to  that  described  in  the  Specification  of 
"  Letters  Patent  granted  to  John  McNaught  and  myself  No.  9«3  of  1882,  and 
**  may  be  actuated  in  like  manner.  Or  it  may  consist  of  a  series  of  detaiched 
^^  perforated  immersers  having  teeth  or  prongs  on  their  lower  sides,  these  50 
'*  immersers,  forcing  the  material  down  in  the  liquor,  being  attached  at  intervaXs 
^'  to  a  frame  -extending  in  the  lengthv^'ay  of  the  washing  trough,  this  frame 
**'  having  movements  imparted  to  it  to  cause  it  to  ascend  and  descend  verticaliy 
*'  and  move  to  and  fro  in  the  lengthway  of  the  trough  horizontally. 

^  The  propelling  frame  is  carried  on  two  shafts  in  bearings  on  standards  from  55 
**  the  washing  tank,  and  these  shafts  have  each  arms  connected  to  the  frame  by 
'^  rods,  and  the  two  shafts  are  connected  by  a  rod  to  malce  them  move  together 
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"  and  the  shafts  have  arms  for  weights  to  connter-balance  the  weight  of  the 
^  frame,  or  the  frames  may  be  made  in  two  sets  so  as  to  balance  each  other. 
**  The  vertical  movement  of  the  propelling  frame  is  imparted  by  a  cam  and 
'*  lever  and  connecting  rod  and  the  horizontal  movement  is  given  by  a 
5  "  crank,  or  by  a  crank  the  bowl  of  the  pin  of  which  works  in  a  slot  in  a  lever 
^  jointed  on  the  framing  which  lever  is  connected  with  the  propelling  frame 
"  by  a  rod. 

"Or  modifications  of  the  above  described  mechanism  for  actuating  the 
*'  propelling  frame  may  be  used.  Instead  of  a  settling  tank  there  may  be  a 
10  "  small  tank  for  an  elevator  wheel  to  work  in,  or  a  centrifugal  or  other  pump 
^^  may  be  used  in  connection  with  the  small  tank.  The  said  washing  tank  may 
**  ha\e  the  washing  trough  in  its  middle  with  a  space  on  each  side  for  washing 
^'  out ;  the  bottom  of  the  washing  tank  in  such  case  being  highest  in  the  middle 
**  and  inclined  both  ways  from  the  middle  to  the  two  sides  of  the  washing 
15  "  trough,  or  the  bottoms  may  be  inclined  from  the  sides  to  the  middle  of  the 
"  washing  tank  or  curved  in  the  widthway  of  the  washing  tank. 

"  Fig  1,  is  a  side  elevation  with  the  part  of  one  side  of  the  washing  tank 
"  supposed  bi*oken  away  to  show  the  washing  trough  in  section  and  a  view  in 
**  full  line  of  other  parts,  the  propelling  frame  being  arranged  and  worked 
20  *'  as  described  in  the  Specification  of  the  aforesaid  Patent  No.  983  of  1882. 
^  Fig.  2,  is  a  cross  sectional  elevation  about  the  middle  of  the  lengthway  of 
*^  the  washing  tank,  at  that  part  where  the  elevator  wheel  is  placed,  this  view 
"  shows  the  *  washing  tank '  *  washing  trough '  and  the  end  view  of  a  small 
^*  *  settling  tank '  and  the  elevator  wheel,  but  the  propelling  frame  and  its 
25  '^  mechanism  is  omitted.  Fig.  3,  shows  a  cross  sectional  elevation  of  a  modifi- 
^  cation  of  my  invention  with  a  washing  tank,  having  the  washing  trough  in 

*'  the  middle,  and  a  settling  tank  on  one  side 

^*  In  the  machine  shown  by  Figs.  1  and  2 — a,  is  the  washing  tank ;  6,  the 

^*  washing  trough ;  c,  a  small  settling  tank,  supported  on  a  frame ;  b\  is  the 

30  ^'  perforated  bottom  of  the  washing  trough.    The  wool  or  material  to  be  treated 

^  is  fed  by  the  ordinary  endless  lattice  or  apron  dj  to  the  end  of  the  washing 

''  trough  b.    It  is  immersed  in  tJie  liquor  in  the  washing  trough  and  propelled 

''  along  it  to  the  delivery  end  of  the  machine  from  which  it  is  pushed  by  the 

^'  propeller  frame,  up  the  incline  from  the  bottom  of  the  washing  trough  over 

35  ^  the  delivery  end  of  the  washing  trough,  the  height  of  which  is  shown  by  the 

^  line  ft',  and  down  or  along  a  surface  b\  with  some  of  the  liquor  to  the  squeez- 

^  ing  rollers  e  and  e\  and  this  liquor  and  that  expressed   by  the  ordinary 

**  squeezing  rollers  s  and  e^,  is  received  in  a  trough  e*,  under  the  lower  roller  ^, 

"  hereinafter  more  particularly  described,  and  flows  by  pipes  6*,  to  the  small 

40  '^  settling  tank  or  cistern  c.  Before  passing  from  the  pipes  e\  to  the  settling  tank  c, 

**  it  may  pass  through  a  vessel/,  of  well  known  arrangement,  into  which  steam 

**  is  blown  to  heat  the  passing  liquor. 

^^  From  the  small  cistern  or  settling  tank  c,  the  liquor  is  elevated  by  the 
^  bucket  wheel  ^,  back  into  the  washing  trough  b.    The  liquor  in  the  washing 
45  ^  tank  and  trough  is  at  about  the  same  level. 

^  The  mechanism  dj  for  feeding  the  wool  or  material,  the  pronged  propelling 

^'  frame  ft,  the  mechanism  for  suspending  and  actuating  it,  the  squeezing  rollers 

**  6  and  ^,  and  the  elevator  wheel  ^,  are  all  well  known  parts,  and  are  fully 

^^  described  in  the    Specification    of    Letters    Patent   granted    to  John  and 

50  "  William  McNaught. 

*^  It  will  be  seen  from  Fig.  2,  that  the  bottom  a\  of  the  washing  tank  a,  is 
**  inclined  in  the  widthway  of  the  tank  from  one  side  to  nearly  the  other  side 
"  of  the  tank,  and  the  dirt  passing  through  the  perforated  bottom  b\  of  the 
"  waahing  trough  6,  can  fall  upon  the  inclined  bottom  a\  which  extends  or  may 
55  *'  extend  or  nearly  so  from  end  to  end  of  the  washing  tank  a.  It  will  be  seen 
«<  that  there  is  space  on  one  side  of  the  washing  trough  b^  between  the  middle 
^  partition  b^^  forming  the  inside  of  that  trough  and  one  side  of  the  washing 
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tank  a,  that  gives  access  for  stirring  up  the  liquor  when  washing  out  the 
\yashing  tank."    .... 

*'  Fig.  3,  shows  a  washing  tank  with  the  washing  trough  with  its  perforated 
bottom  &^  in  about  the  middle,  leaving  a  space  on  each  side  of  the  washing 
trough,  for  washing  out  the  tank  a.  The  bottom  a\  of  this  tank  is  inclined  in 
both  directions  in  the  width  way  of  the  tank  from  the  middle,  and  the  settling 
tank  (\  along  one  side  of  the  washing  tank  a,  is  also  made  with  a  bottom  c\ 
inclined  in  its  wiiithway  from  one  side  to  the  other,  these  inclines  a^  and  c\ 
extending  in  each  case  from  end  to  end  or  nearly  so  of  the  machine.  .  •  . 
Fig.  12  Wy  shows  the  cross  section  of  a  washing  tank  a,  and  washing  trough 


7>,  somewhat  similar  to  Fig.  3,  but  with  a  double  curved  bottom  a^  in  the 
'  widthway  of  the  tank, 
"  Fig.  14  14^  shows  a  cross  section  of  a  washing  tank  a,  and  washing  trough  ft, 
similar  to  that  shown  by  Fig.  13  44?  but  with  a  single  curved  bottom  a\ 

descending  from  each  side  to  the  middle  of  the  tank 

**  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
invention,  and  in  what  manner  the  same  is  to  be  performed,  /  desire  it  to  be 
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understood  that  the  tanks  referred  to  in  each  of  the  following  claims  are  to  he 
limited  to  those  in  which  there  is  a  clear  and  open  side  space  as  above  described, 
and  I  declare  that  what  I  claim  is 

"  1,  The  combination  of  washing  troughs  and  washing  tanks,  having  the 
bottom  of  the  washing  tank  inclined  or  curved  in  the  widthway  of  the  wash- 
ing tank,  substantially  as  and  for  the  purpose  hereinbefore  described.  .  . 
"4.  The  combination  of  washing  tanks  and  washing  troughs,  the  washing 
tanks  having  inclined  or  curved  bottoms  in  the  widthway  of  the  tanks  with 
mechanical  agitators,  substantially  as  and  for  the  purpose  hereinbefore 
(JesQribecl  ftncl  illustrated  by  Figs,  iio  J[4i^  inclusive  of  the  Dn^wings,  .  ,   ^" 
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On  the  5th  of  December  1904  the  Patentee,  who  traded  as  John  and  William 
McNaughU  commenced  an  action  against  John  Dawson  for  infringement  of  the 
Patent,  claiming  the  usaal  relief. 
The  Plaintiff,  by  his  Statement  of  Claim,  alleged  (1)  that  he  was  the  owner  of 
5  the  Patent ;  (2)  that  the  Specification  was  duly  amended  ;  (3)  that  the  Claims  in 
the  original  unamended  Specification  were  framed  in  good  faith,  and  with 
reasonable  skill  and  knowledge  ;  (4)  that  the  Defendant  had  infringed  and 
intended  to  infringe.  The  Particulars  of  Breaches  alleged  that  the  Defendant 
had  infringed  Claims  1  and  4  of  the  Specification. 

10  The  Defendant,  by  his  Defence,  denied  infringement,  and  alleged  that  the 
Patent  was  invalid,  and  that  the  Claims  in  the  original  unamended  Specification 
were  not  framed  in  good  faith,  and  with  reasonable  skill  and  knowledge. 

The  E^rticulars  of  Objections  alleged  (1)  that  the  alleged  invention,  as  claimed 
in  each  of  the  Claims  of  the  Specification  for  which  the  Patent  was  granted, 

IS  was  not  new  at  the  date  thereof,  but  had  been  published  within  this  realm 
{A)  By  certain  Specifications  therein  mentioned.  {B)  By  the  use  in  public  of 
tanks  and  troughs  for  scouring  wool,  similar  to  those  described  in  the  Plaintiff's 
Specification,  and  claimed  in  all  the  Claims  thereof  by  the  persons  at  the 
places  and  on  or  about  the  dates  as  follows  (inter  alia)  : — (4)  Messrs.  Jarmaine 

20  Jt  SotiSy  at  Minerva  Works,  Huddersfield,  in  and  since  1890,  and  in  and  since 
October  1893  and  February  1894.*  (2)  That  the  Patent  was  invalid  by  reason 
of  a  prior  grant  therein  mentioned.  (3)  That  having  regard  to  the  state  of 
public  knowledge  at  the  date  of  the  Patent  with  respect  to  washing  troughs  and 
washing  tanks  for  washing  and  scouring  wool,  having  the  bottom  of  the 

25  washing  tank  Inclined  or  curved  in  the  widthway  of  the  washing  tank  as 
described  in  the  Specification  of  the  Patent,  and  having  regard  to  the  common 
use  of  mechanical  agitators  prior  to  the  said  date  for  the  purpose  of  cleaning 
out  tanks  in  which  washing,  dyeing,  and  other  such  processes  were  conducted, 
no  invention  was  required  to  produce  the  washing  trough  or  tank  or  the 

^  mechanical  agitators  claimed  in  the  Claims  of  the  Specification,  and  the  Patent 
was  invalid  for  want  of  subject-matter. 

The  action  was  tried  by  Mr.  Justice  Btickley,  on  May  the  12th  and  13th 
1905,  when  he  held  that  there  was  no  patentable  invention,  and  therefore  no 
subject-matter ;  and  further  that,  even  if  there  was  subject-matter,  the  inven- 

35  tion  had  been  anticipated  by  prior  user  by  Jarmaine  A  Sons.^  The  Plaintiff 
appealed. 

A.  J>  Walter  and  J.  H.  Oray  (instructed  by  Smithy  Bundell,  and  Dods) 
appeared  for  the  Appellant ;  Astbury  K.C.  and  J.  G.  Oraham  (instructed  by 
C  Piper^  ag^ent  for  J.  H.  Cooper  of  Manchester)  appeared  for  the  Respondent. 

^0  Walter  and  Oray  for  the  Appellant. — This  invention  relates  to  machines  for 
cleaning  wool,  and  the  Plaintiff  is  the  chief  maker  of  such  machines.  In  wool, 
especially  in  sheep's  wool,  there  is  a  considerable  amount  of  dirt  and  grease, 
which  must  be  got  rid  of,  and  the  invention  is  for  an  improvement  in  the 
tanks  used  for  doing  this.    These  tanks  are  arranged  in  series,  and  the  old 

*5  arrangement  was  to  have  perforated  copper  plates  through  which  the  dirt  could 
fall  to  the  bottom  of  the  tanks.  Before  this  invention  these  plates  had  to  be 
removed  in  order  to  clean  out  the  lower  part  of  the  tank.  This  was  inconvenient 
and  caused  a  loss  of  time,  and  was  dangerous.  Besides  the  plates  got  injured 
by  their  removal.    The  invention  introduced  two  alterations,  first,  the  inner  tank 

50  was  made  narrower  than  the  outer  one  so  as  to  leave  a  space  at  each  side  or  one 
side,  and  the  bottom  of  the  tank  was  sloped  cross  ways  so  that  the  accumulations 
could  be  easily  got  rid  of.  By  this  means  the  removal  of  the  plates  was 
avoided.    The  Claims  must  be  read  in  conjunction  with  the  disclaiming  clause. 

*  The  Spedfications  lef  erred  to  as  antioipations  and  also  the  whole  of  the  allecred  prior  users 
will  be  found  fully  set  out  in  the  report  of  the  trial  (22  K.P.C.  at  page  393)— J.C. 
t  22  R.P.C^  395, 

s  2 
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Claims  I  and  4  are  completely  taken  by  the  Defendant.    There  is  no  question 
as  to  infringement ;.  the  real  question  is  as  to  validity.    Anticipation  was 
not  proved.    The  invention  was  the  combination  of  the  side  space  with  the 
Sloping  bottom.    In  the  alleged  anticipation  it  was  an  accident  &at  there  was 
a  space  at  the  side  down  which  a  broom  could  be  put  and  some  attempt  made  5 
to  clean  out  a  very  small  portion  of  the  tank  immediately  under  the  space.   The 
space  was  not  intended  for  cleaning  purposes.    There  could  be  no  effective 
cleaning  out  through  the  side  space,  even  if  the  alleged  anticipation  was  con- 
structed as  alleged.    As  to  subject-matter,  people  had  for  30  years  been  trying 
to  discover  a  method  of  constructing  the  tanks  so  as  to  clean  them  out  easily.  10 
If  there  was  an  acknowledged  need  and  many  efforts  were  made  to  satisfy  it, 
that  is  strong  evidence  of  invention  ;   the  simplicity  of  the  arrangement  is 
under  those  circumstances  in  favour  of  the  Patentee.    In  Vickers^  Sons  is  Co. 
Ld.  V.  Siddell  (7  R.P.C.  292)  Lord  Herschdl  said  (at  page  304)  :  "  If  the  apparatus 
^'  be  valuable  by  reason  of  its  simplicity,  there  is  a  danger  of  being  misled  by  15 
"  that  very  simplicity  into  the  belief  that  no  invention  was  needed  to  produce 
"  it.    But  experience  has  shown  that  not  a  few  inventions,  some  of  which  have 
"  revolutionised  the  industries  of  this  country,  havfe  been  of  so  simple  a 
*'  character  that,  when  once  they  were  made  known,  it  was  difficult  to  under- 
*^  stand  how  the  idea  had  been  so  long  in  presenting  itself,  or  not  to  believe  20 
"  that  they  must  have  been  obvious  to  everyone."    The  solution  of  the  difficulty 
here  was  not  an  obvious  one ;    the  old  single  tank  with  a  false  bottom  was 
changed  into  two  tanks.    It  is  not  denied  that  this  invention  is  useful.    There 
is  a  combination  here  which  is  new  and  which  can  be  the  subject  of  a  Patent, 
although  the  elements  are  old.    If  there  is  no  useful  invention,  .why  does  not  25 
the  Defendant  continue  to  use  the  old  shape  ?    [The  following  cases  were  also 
referred  to— Adamant  Stone  and  Paving  Company  v.  Corporation  of  Liver- 
pool  (14  R.P.C.  11)  ;  Fawcett  v.  Roman  (13  R.P.C.  398,  at  page  405) ;  Thomson 
V.  American  Braided  Wire  Company  (6  R.P.O.  518,  at  page  527) ;  Crane  v. 
Price  (1  Webs.  408) ;  Murray  v.  Clayton  (L.R.  7  Ch.  570) ;  and  Cannington  v.   30 
Nuttall  (L.R.  5  Eng.  &  Ir.  App.  205).] 

Astbury  E.C.  and  Oraham  for  the  Respondent. — These  machines  can   be 
cleaned  by  the  use  of  a  hose  pipe  unless  the  dirt  is  allowed  to  accumu- 
late too  long,  and  it  is  no  invention  to  say  that  you  are  to  have  a  sloping?  bottom 
for  use  with  the  hose  pipe.    This  Patent  is  simply  for  a  way  to  get  the  dirt  out.  35 
It  makes  the  machine  more  convenient  by  providing  a  place  for  putting  in  a 
broom.    There  is  no  subject-matter.    The  introduction  of  the  side  space  was 
an  obvious  way  of  getting  at  the  bottom  of  the  tank  for  the  purpose  of  scrubbing 
it  out.    Machines  were  constructed  and  used,  before  the  date  of  the  Patent,  in 
which  there  was  a  side  space  which  was  used  for  the  purpose  of  cleaning,  and  40 
in  one  instance  the  bottom  was  curved.    A  sloping  bottom  added  to  this  old 
side  space  is  not  sufficient  subject-matter  for  a  Patent.    The  invention  in  Vickers, 
Sons  A  Co.  Ld.  v.  Siddell  (7  R.P.C.  292)  was  to  do  quite  a  new  thing,  although  the 
elements  were  old.    Here  the  thing  done  is  old  as  well  as  the  elements ;  so  that 
case  does  not  apply.    The  judgment  of  Lord  Westhury  in  Harwood  v.  QtscU   45 
Northern  Railway  Company  (11  H.L.C.  654,  682)  applies  to  this  case,  and 
shows  that  a  slight  difference  in  the  application  of  a  well-known  thing  will  not 
constitute  a  ground  for  a  Patent.     Morgan  v.  Windovei^  (7  R.P.C.  131)  and 
Williams  v.  Nye  (7  R.P.C.  37)  are  to  the  same  effect. 

Walter  replied.  50 

Judgment  was  reserved,  and  was  delivered  on  the  14th  of  February  1906. 

Collins  MJt. — ^The  Patent  in  this  case  relates,  as  stated  in  the  Specification^ 
to  improvements  in  or  applicable  to  machinery  for  scouring  and  washing: 
wool  and  other  fibrous  materials.  It  seems  that  wool  in  its  crude  state  is 
always  in  a  very  dirty  condition,  and  before  it  can  be  subjected  to  the  more  55 
delicate  processes  of  manufacture  it  has  to  go  through  the  ordeal  of  wasliingr 
and  squeezing,  so  as  to  get  rid  of  a  number  of  different  forms  of  dirt  ; 
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and  the  Patent  in  this  case  relates  to  what  are  called  washing  troughs  and 
washing  tanks. 

The  wool  has  to  be  passed  through  a  bath  into  which  chemicals  are  intro- 
duced, and  there  must  be  some  contrivance,  first  of  all,  for  moving  the  wool 
5  along  and  through  this  bath,  and  some  contrivance  for  admitting  of  the  deposit 
in  transitu  of  the  dirt  in  the  wool.  Accordingly  there  was  a  very  well-known 
system  of  passing  the  wool  through  these  troughs  or  tanks,  and  these  tanks 
broadly  consisted  of  a  long  tank  of  about  15  ft.  to  20  ft.  in  length,  and 
generally  from  3  to  4  ft.  wide,  with  a  false  bottom,  about  half-way  down 

10  the  depth  of  the  tank,  the  depth  being  altogether  some  3  or  4  ft.  This 
false  bottom  consisted  of  perforated  metal  plates  over  which  the  wool  was 
passed  by  the  action  of  machinery,  and,  in  passing  over  these  plates,  having 
water  and  chemicals  all  round  in  the  bath,  there  was  deposited,  on  these 
perforated  plates,  and  through  the  perforations  into  the  lower  part  of  the 

15  tank,  the  dirt  that  was  in  the  wool.  That  process,  of  course,  involved  some 
place  where  the  dirt  could  accumulate  separated  from  the  wool  itself,  and, 
further,  it  was  desired  from  time  to  time,  as  the  dirt  accumulated  in  the  space 
left  under  the  false  bottom,  by  some  means  or  other  to  clean  out  this  dirt 
directly  it  had  accumulated.     The  wool  passed  over  this  false  bottom,  and 

20  then  passed  through  rollers  which  squeezed  out  a  great  part  of  the  water  and 
dirt,  and  passed  on  to  another  similar  sort  of  tank  where  the  same  kind  of 
process  viras  repeated,  and  so  on,  through  a  series  of  these  tanks  until  it  was 
ultimately  sufficiently  cleaned  for  the  purpose  of  manufacture. 

At  the  date  of  the  Patent  these  processes  were  well  known,  and  the  form  of 

25  tank  was  also  well  known.    Tanks  had  been  made  with  false  bottoms  such  as  I 

have  described,  and  with  receptacles  underneath  in  the  lower  part  of  the  tank 

for  the  reception  of  the  dirt ;  and  all  sorts  of  different  slopes  and  shapes  had 

been  given  to  the  bottom  of  these  tanks  before  the  date  of  the  Patent. 

The  Plaintiff's  claim  is  for  a  combination,  as  he  says,  and  what  he  claims  to 

30  have  done  is  this — it  being  admitted  that  it  is  very  desirable  that  there  should 
be  some  means  of  cleaning  out  the  bottoms  of  these  tanks  where  the  mud  has 
accumulated,  he  does  it  in  this  way — instead  of  having  the  false  bottom 
extending  right  across  the  whole  width  of  the  tank,  he  divides  the  upper  part 
of  the  tank  by  running  a  parallel  wall  or  side,  say  about  one-third  of  the  width 

35  of  the  tank,  and  parallel^I  will  take  the  simplest  instance— to  one  side,  so  that 
if  the  tank  were  4  ft.  wide  he  would  run  a  parallel  side  at  3  ft.  from  one  side 
of  it  and  1  ft  from  the  other.  That  would  make  a  longitudinal  division  of  the 
tank,  and  that  division  would  extend  only  down  to  where  the  false  bottom  in 
the  first  instance  had  been  extending  right  across  the  whole  of  the  tank.    But 

40  now  he  makes  his  false  bottom  only  coextensive  with  the  width  so  cut  off,  say 
of  3  ft.  He  makes  his  false  bottom  limited  to  a  width  of  3  ft.,  so  that  he  has, 
within  the  larger  tank,  what  is  called  the  washing  tank,  a  narrower  and  shallower 
compartment,  bottomed  by  a  perforated  plate  ;  and  in  that  narrower  part  the 
wool  is  passed  along,  being  actuated  by  machinery,  and  in  the  process  of 

45  passing  along,  surrounded  by  the  liquor  composed  of  water  and  chemicals,  it 
deposits  in  transitu  the  dirt  through  the  perforated  bottom.  That  being  so 
deposited,  the  Plaintiff  claims  that  he  gets  easy  access  to  the  bottom  through 
this  slit  at  the  side  of  a  foot  in  width  in  the  instance  I  have  put^  and  that  he 
can  get  at  the  bottom  so  as  to  sweep  out  the  mud,  or,  at  all  events,  io  agitate  it 

50  in  such  a  way  that  it  can  be  dealt  with  by  the  action  of  water  and  the  slope  of 
the  bottom  of  the  tank. 

AJl  these  tanks  had  been  made  before  the  date  of  the  Patent  with  a  slope  of  some 
kind,  a  slope  generally  from  one  end  to  the  other  ;  but  the  Patentee  introduces, 
and  it  is  part  of  the  combination  which  he  claims,  a  lateral  slope  from  one  side 

55  to  the  other,  and  that  slope  may  be  either  wholly  from  one  side  to  the  other,  or  it 
may  be  a  similar  slope  from  an  apex  in  the  middle  of  the  bottom  down  to  each  of 
the  sides.    In  point  of  fact,  any  form  of  slope  in  the  bottom  which  would  lead 
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to  the  accumulation  of  the  mud  in  the  bottom  would  be  within  the  Patentee's 
claim,  and  the  question  is  whether  or  not  that  combination  was  snch  as  to 
involve  an  amount  of  invention  adequate  to  give  him  the  right  to  a  Patent,  t.«. 
whether  there  was  any  subject-matter  having  regard  to  the  state  of  knowledge  at 
the  time  of  the  Patent ;  secondly,  whether,  assuming  that  there  was,  there  has  5 
been  an  infringement  in  this  case  (there  can  be  no  doubt,  I  think,  that  there 
was  an  infi'ingement  if  the  Patent  was  supportable)  ;  and,  thirdly,  whether 
there  had  been  an  anticipation — assuming  even  that  there  was  ingenuity  and 
invention — ^whether  it  had  been  anticipated  by  some  other  device.  Mr.  Justice 
Buckley  has  found,  first  of  all,  that,  having  regard  to  the  state  of  knowledge  at  10 
the  time,  there  was  no  invention ;  and,  secondly,  he  has  found  that,  even  if 
there  was  subject-matter,  there  was  anticipation. 

I  will  read  very  shortly  what  the  Plaintiff  claims.     He  says  in  his  Speci- 
fication : — "  The  washing-tank   has   an    inclined    bottom,    the    incline    com- 
"  mencing  at  its  highest  end  on  one  side  of  it  below  the  perforated  or  false   15 
"  bottom  of  the  washing-trough,  and  extends  nearly  to  the  other  side  of  the 
"  washing  tank," — ^the   tank  is  the  whole  cistern  or  vessel   in  which  this 
process  takes  place  ;  the  trough  is  that  smaller  part  of  it  which  is  cut  off  in  the 
manner  I  have  described,  and  through  which  the  wool  itself  passes — "so  that 
*'  sediment  passing  through  the  false  or  perforated  bottom  of  the  washing  trough  20 
"  falls  upon  the  inclined  bottom  of  the  washing  tank,  and  by  slight  agitation  of 
"  the  liquor  readily  slides  or  falls  down  the  inclined  bottom  of  the  washing  tank 
"  to  that  side  of  it  where  there  is  a  clear  and  open  space  in  the  washing  tank 
"  from  end  to  end  for  agitating  the  liquor  and  washing  out  the  bottom  of  the 
"  washing  tank."    Then  he  claims  in  the  first  Claim  : — ^**  The  combination  of  25 
"  washing  troughs  and  washing  tanks  having  the  bottom  of  the  washing  tank 
*'  inclined  or  curved  in  the  width- way  of  the  washing  tank  substantially  as  and 
"  for  the  purpose  hereinbefore  described."    The  fourth  Claim  is : — **  The  com- 
**  bination  of  washing  tanks  and  washing  troughs,  the  washing  tanks  having 
'<  inclined  or  curved  bottoms  in  the  width-way  of  the  tanks,  with  mechanical  30 
^^  agitators  substantially  as  and  for  the  purpose  hereinbefore  described  and 
*'  illustrated  "  in  certain  Fisfures. 

The  Patentee  has  in  this  case  found  it  necessary  to  amend  his  Specification, 
and  accordingly  it  has  been  amended  by  the  introduction  of  these  words  after 
he  has  described  his  invention : — '^  Having  now  particularly  described  and   35 
•'  ascertained  the  nature  of  my  said  invention,  and  in  what  manner  the  same  is 
*^  to  be  performed,  I  desire  it  to  be  understood  that  the  tanks  referred  to  in  each 
"  of  the  following  Claims  are  to  be  limited  to  those  in  which  there  is  a  clear 
*<  and  open  side  space  as  above  described."    As  the  learned  Judge  points  out,  if 
it  had  not  been  for  that  limitation  which  is  introduced  by  amendment,  the  Claim  40 
would  have  been  bad.    It  would  have  embraced  nothing  that  was  not  thoroughly 
well  known  before  hand,  and  there  could  be  no  such  claim  as  is  there  formu- 
lated unless  you  introduce  into  it  the  qualification  that  it  is  limited  only  to  those 
tanks  where  the  side  space  has  been  cut  off.    Therefore  the  pith  of  the  inven- 
tion, as  far  as  there  was  novelty  in  it,  or  as  far  as  there  could  be  claimed  to  be   45 
novelty  in  it,  would  be  the  cutting  off  of  the  side  space  giving  access  thereby 
for  the  purpose  of  sweeping  out  from  the  bottom  of  the  tank  the  mud  or 
deposit.    The  learned  Judge,  trying  the  invention  by  that  standard,  dealing 
with  the  fact,  which  was  admitted,  that  all  forms  of  slopes  of  the  bottom  of  an 
undivided  tank  were  thoroughly  well  known — ^the  longitudinal  slope,  the  aide   50 
slope,  in  fact  almost  every  form  that  you  could  give  to  the  bottom,  had  been 
already  tried  and  was  well  known— was  clearly  of  opinion  that  without  the 
introduction  of  this  side  cut  off  there  was  nothing,  and  could  be  nothing,  in  the 
Patent.    But  introducing  what  is  called  the  side  space,  the  question  arises 
whether  the  introduction  of  that  made  a  new  combination,  and  left  room  for  55 
invention  ;  in  fact,  whether  there  was  subject-matter  for  a  Claim  embracing 
that  combination.    The  learned  Judge  came  to  the  conclusion  that  there  ^was 
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no  subject-matter  and  no  exercise  of  ingenuity  required  to  make  a  means  of 
access  to  the  bottom,  where  this  stuff  would  accumulate,  by  cutting  an  open 
space  along  the  side  which  could  be  traversed  by  a  brush  or  stick,  or  anything 
else,  required  to  be  used  in  order  to  move  the  mud  about  on  the  bottom  in  order 
5  to  get  it  out.  He  came  to  that  conclusion  as  a  matter  of  law.  He  also  f  ouiid 
that  even  if  there  were  room  for  invention  in  that  particular  part  of  the  matter, 
there  was  no  room  for  invention  in  any  other  part  of  it.  He  came  to  thf- 
conclusion  that  that  part  of  the  Claim  had  been  anticipated,  and  it  is  proved 
that  for  six  months  before  the  date  of  this  Patent,  and  for  several  years  after- 
10  wards,  there  had  been  used  in  the  business  of  Messrs.  Jarmaine,  a  tank 
which,  so  far  as  this  side-slit  and  means  of  access  to  the  bottom  through 
the  side-slit  was  concerned,  was,  for  all  practicable  purposes,  an  exact 
anticipation  of  the  trough  in  respect  of  which  the  Patent  is  now  claimed. 
A  washing  tank  had  been  made  for  this  tirm,  by  adapting  an  existing  trough  such 

15  as  I  have  described,  where  the  false  bottom  extends  across  the  whole  width  of  the 
tank,  in  the  first  instance  as  an  experiment,  but  in  this  particular  case  this 
particular  modification  I  am  speaking  of  had  been  adopted,  and  was  in  actual  use 
for  six  months  before  the  date  of  the  Patent,  and  the  contrivance  was  that  the 
trough  was  narrowed  on  each  side  by  introducing  two  sides  moving  from 

20  nothing  at  the  beginning  to  a  distance  at  the  end  of  some  6  or  7  inchesr— there 
is  some  question  as  to  the  exact  width.  The  result  was  that  two  angular  spaces 
were  left,  one  at  each  end  of  the  trough,  and  the  space  enclosed  between  these 
two  sides,  coming  at  an  angle,  was  cut  off  from  the  rest  of  the  tank,  and  the 
false  bottom  covered  only  the  intervening  space  between  these  two  angular 

25  sides  ;  so  that  there  was  an  open  space  between  the  original  sides  of  the  washing 
trough  and  the  new  space,  within  which  the  wool  was.  moved.  The  object  of 
that  particular  construction  of  these  two  sides  approaching  at  an  angle  was  in 
order  to  gather  the  wool  into  a  narrower  space  before  it  approached  the  rollers 
under  which  it  had  to  pass  before  it  got  into  the  next  tank.    The  object  of  that, 

30  again,  was  because  in  the  process  of  rolling  the  wool  was  made  wider,  and  if  it 
had  gone  into  these  rollers  at  the  full  width,  of  the  tank  which  it  was  in,  it 
would  have  found  itself  too  wide  for  the  reception  in  the  following  tank  after 
it  had  passed  through  the  rollers  ;  therefore  it  was  desired  to  narrow  the  width 
of  the  wool  before  it  was  subjected  to  the  action  of  the  rollers.    No  doubt  that 

35  was  the  object  which  the  person  had  in  view  who  narrowed  the  old  tank  in  the 
way  I  have  described  ;  but  the  result  was  he  left  two  spaces,  one  at  each  side 
of  the  washing  tank,  through  which  it  was  possible,  by  putting  down  a  stick, 
or  a  brush,  or  anything  else  that  would  fit,  to  agitate  the  dirt  at  the  bottom, 
and  so  facilitate  the  cleaning  of  the  bottom  of  the  tank  ;  and  the  evidence 

40  was  that  it  had  been  used  in  that  way.  The  learned  Judge  adopted  that 
evidence.  It  was  not  as  convenient  as  if  the  space  had  been  wider,  or  as  if 
it  had  been  of  a  uniform  width  all  the  way ;  but  for  all  practical  purposes  it 
was  the  same  thing.  It  opened  a  means  of  access  for  a  stick,  or  brush,  or 
anything  else,  into  the  bottom  of  the  tank,  and  it  was  used  for  that  very 

45  purpose  by  workmen  whose  evidence  was  given,  and  whose  evidence  the 
learned  Judge  accepted.  Under  those  circumstances  there  was  no  room  for 
an  invention,  the  pith  of  which  was  giving  access  to  the  bottom  of  the  tank 
through  a  side-slit. 

The  result  is  that,  the  shape  of  the  bottom  being  common  property,  anybody 

50  who  had  a  tank  at  the  date  of  this  Patent  had  a  right  to  shape  the  bottom  of  it 
in  any  way  he  chose.  Further,  having  regard  to  the  fact  that  the  slit  having 
been  made  and  used  publicly  for  a  time,  nobody  could  take  out  a  Patent  for  the 
introduction  of  such  a  slit.  The  only  element  of  supposed  novelty  in  this 
combination  being  the  slit,  and  that  not  being  a  thing  that  could  be  claimed  as  a 

55  novelty  in  the  circumstances,  it  seems  to  me  there  was  really  no  subject-matter 
in  the  invention,  and  I  agree,  therefore,  with  the  learned  Judge  on  both 
gronnds*    In  my  opinion  this  appeal  fails. 
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ROMER  LJ. — I  also  have  come  to  the  conclasion  that  there  is  no  such  inven- 
tion as  would  support  a  Patent.  After  what  die  Master  of  the  Rolls  has  said,  and 
what  was  said  by  Mr.  Justice  Btickley^  I  may  state  my  reasons  in  a  very  few  words. 
At  the  date  of  the  Patent  it  was  not  even  as  if  the  bottoms  of  the  troughs  in  ques- 
tion were  always  used  in  the  flat  form.  It  was  not  the  case  that  other  shaped  5 
bottoms  were  not  known  ;  on  the  contrary,  we  have  two  clearly  put  in  evidence 
that  had  been  used  before,  namely,  the  case  where  the  bottom  was  round,  and 
another  case  where  the  sides  sloped  to  the  centre  of  the  bottom.  Clearly  those 
shaped  bottoms  were  used  because  their  forms  were  convenient  as  enabling 
the  dirt  to  fall  to  the  lowest  position  in  the  bottom,  and  so  to  be  more  easily  10 
removed  by  a  hose  or  a  brush. 

Then  what  is  it  that  the  Patentee  says  we  are  to  do  according  to  bis  invention  ? 
He  does  not  confine  himself  to  any  special  form  of  bottom.  He  in  substance 
says  take  any  convenient  form  of  bottom  where  the  dirt  will  slide  by  gravity, 
or  tend  to  slide,  towards  a  low  point  in  it  so  as  to  be  more  easily  removed ;  and  15 
in  the  Figures  attached  to  his  Specification  he  points  out  the  two  special  forms 
I  have  previously  referred  to,  namely,  the  circular  bottom  and  the  bottom  where 
the  sides  slope  to  the  lowest  position  in  the  centre.  Then  what  the  Patentee  in 
effect  says  is  this — take  any  such  convenient  form  of  bottom  as  I  have  referred 
to,  and  if  you  do  not  want  to  remove  the  false  bottom  which  is  above  the  real  2O 
bottom  of  the  trough,  in  order  to  hose  or  brush  the  bottom,  them  make  a  place 
at  the  side  convenient  for  the  hose  or  brush  to  reach  the  bottom.  I  must  'say 
that  to  point  out  that  did  not,  in  my  opinion,  in  the  circumstances  of  this  case, 
require  such  invention  as  would  justify  a  Patent,  and  therefore  I  think  the 
appeal  fails.  25 

Cozbns-Hardy  L.J. — I  agree  that  this  appeal  must  be  dismissed  on  the 
ground  of  want  of  subject-matter  in  the  alleged  invention.  It  is  admitted  by 
Mr.  Marks f  the  Plaintiff's  expert  witness,  thax  washing  troughs  and  washing 
tanks  having  the  bottom  of  the  washing  tank  inclined  or  curved  in  the  width- 
way  of  the  washing  tank,  were  perfectly  old  in  1894,  and  ihe  whole  object  of  30 
inclining  the  bottom  was  what  you  see  in  every  back  yard,  namely,  that  the 
thing  should  slant  to  where  the  sink  is,  and  this  was  very  obvious.  It  was 
equally  obvious,  if  you  want  to  use  a  brush  or  broom  to  help  to  get  rid  of  the 
mud,  you  must  have  space  in  which  to  insert  the  handle.  It  is  proved  that 
before  the  Patent,  and  for  many  years  afterwards,  an  open  space  at  the  side  of  35 
the  washing  trough  was  actually  used  for  the  very  purpose  of  cleaning  with  a 
brush,  and  although  it  is  true  that  by  reasoD  of  the  sides  of  this  space  not  being 
parallel,  but  meeting  at  one  end  of  the  tank,  you  could  not  bring  the  brush  the 
whole  length  of  the  tank,  I  cannot  think  this  difference  is  really  material  for 
the  consideration  of  the  present  case.  I  regard  it  as  an  illustration  or  a  con-  40 
firmation  of  the  view  that  there  is  no  subject-matter,  but  it  also  may  fairly  be 
regarded  as  an  anticipation  if,  contrary  to  my  view,  there  was  subject-matter. 
I  agree  with  Mr.  Justice  Buckley  not  only  in  his  conclusions,  but  also  in  his 
reasons,  and  I  do  not  think  I  can  usefully  add  (vnything  further. 

The  appeal  was  dismissed  with  costs.  45 
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In  the  High  Court  op  Justice.— Chancbhy  Division. 

Before  Mr.  Justice  Kekbwich. 

February  6th,  1906. 

Morgan  Crucible  Company  Ld.  v.  Vulcan  Crucible  Company. 


5       Trade  Mark. — Action  to  restrain  in/ringefuent. — Motion  to  set  aside  service. 
—Practice  RJS.C.y  Order  JTLVIIIa.  Rules  i,  5,  and  11. 

A  writ  was  served  by  the  Plaintiffs  in  an  action  upon  Cos  a  person  liaving 
the  control  or  management  of  the  V.  C.  Company.  K.  moved  to  set  aside  the 
service  of  the  writ  on  the  ground  that  the  business  was  that  ofK.  {an  individual 

10  trading  as  a  firm  in  Germany)  and  that  K.  did  not  carry  on  business  in  this 
country  J  C.  being  only  an  agent  to  collect  orders. 

Held,  thai  though  C.  and  his  firm  of  D.  C.  A  Co.  might  have  no  right  to 
assume  the  name  and  hold  themselves  out  as  the  V.  C.  Company ^  yet  they  had 
in  fact  done  so  by  their  conduct  in  connection  with  the  business^  and  that  they 

15  could  be  and  had  been  served  as  the  V.  C.  Company ^  and  that  K.  had  not  been 
served  and  ought  not  to  have  moved  as  he  didy  he  not  being  a  party  to  the 
proceedings ;  and  that  the  motion  was  misconceived  and  must  be  refused  with  costs. 

The  Morgan  Crucible  Company  Ld.  were  the  registered  owners  of  two 
Trade  Marks,  No.  20,200  registered  in  Class  16  and  No.  270,301  registered  in 

20  Class  50.  On  the  6th  of  December  1905  they  issued  a  writ  against  the  Vul- 
can  Crucible  Company  claiming  an  injunction  to  restrain  the  Defendants 
(1)  from  passing  ofiE  any  crucibles  not  being  the  Plaintiffs*  crucibles  as  or  for 
the  Plaintiffs'  crucibles  whether  by  reason  of  the  way  in  which  such  crucibles 
were  got  up  or  offered  for  sale  or  of  the  labels  used  in  respect  of  the  same 

25  or  otherwise  howsoever;  (2)  from  selling  any  such  crucibles  as  aforesaid 
under  any  such  labels  or  in  any  such  manner  as  to  be  calculated  to  represent 
or  lead  to  the  belief  that  such  crucibles  were  '*  Triangle  Chop  '*  crucibles  or 
crucibles  of  the  Plaintiffs*  manufacture  ;  (3)  from  infringing  the  Plaintiffis* 
registered  Trade  Marks  Nos.  20,200  and  270,301  or  either  of  them. 

30  The  Vulcan  Crucible  Company  conducted  its  business  in  England  from  an 
addrefls  in  Basinghall  Street  which  was  the  ofiBce  of  a  firm  of  manufacturers^ 
agents  Messrs.  Duncan  Clark  Jk  Co.  there  being  two  persons  using  that  name. 
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Mr.  Duncan  Clark  and  his  son  Mr.  J,  T.  W.  Clark.  The  name  of  the 
Defendant  company  was  displayed  there  and  the  same  address  was  placed  on 
the  paper  used  in  the  business  of  the  Defendant  company  and  on  the  labels 
used  on  the  crucibles.  On  the  9th  of  December  1905  the  Plaintiffs  sought  to 
Ferve  the  writ  and  notice  of  motion  for  an  injunction  upon  the  Defendant  5 
company  at  Basinghall  Street,  Upon  being  asked  for  a  partner  or  the  person 
having  the  control  or  management  of  the  business  Mr.  J,  T.  W.  Clark  stated 
that  he  had  the  control  of  the  Vulam  Company  in  England,  the  Company 
being  a  German  firm  of  which  he  was  only  an  agent.  He  was  however  served 
with  the  writ  and  notice  of  motion.  10 

Appearance  was  not  entered  to  the  writ,  but  a  cross  notice  of  motion  was 
given  on  behalf  of  one  Oeorg  Kleinvogel  of  Grossalmerode  bei  Cassel  in 
Germany,  crucible  manufacturer,  for  an  order  that  the  issue  of  the  writ  of 
summons  in  the  action  and  the  service  thereof  and  all  subsequent  proceedings 
in  the  action  should  be  set  aside  on  the  ground  that  the  applicant,  being  the  15 
person  trading  under  the  name  of  the  Vulcan  Crucible  Company^  was  not, 
and  never  had  been,  carrying  on  business  within  the  jurisdiction,  but  was  a 
German  subject  trading  as  a  firm  in  Germany  and  residing  in  Germany,  and 
that  no  such  service  as  required  by  the  Rules  of  the  Court  had  been  effected, 
and  that  the  applicant  was  not  liable  to  be  sued  in  this  country  in  the  said  20 
firm's  name  or  at  all,  except  by  process  issued  by  leave  of  the  Court  for 
service  out  of  the  jurisdiction.  Affidavits  were  filed  and  notice  given  to 
cross-examine  upon  them  at  the  hearing  of  the  motion. 

From  the  evidence   it  appeared  that  the  applicant  Kleinvogel  had   carried 
on  business  alone  since   the    death   of  his  father  in   1902,  at  Grossalmerode  25 
near    Cassel,   under  the    firm    name    of    Becker    and   Piscantor.      In    1895 
J.   T,   W,   Clark    had    come  over    to    Germany    and    an    arrangement    was 
made    with    him,    in    pursuance    of  which    he  got  orders  for  crucibles   in 
England,  sent    the    orders    to    Grossalmerode,    where    they    were    executed 
if  approved  of,  and  the  crucibles  shipped  to    England    or    elsewhere,  and   30 
in  particular  to  China  where  the  label  complained  of  in  this  action  was  used. 
This  business  had  for  several  years  been  carried  on  under  the  style  of  the 
Vulcan  CrvAnble  Cofnjjany   as  being  more  suitable    for   the   English  trade 
than  the  German  firm  name.    The  same  style  had  been  used  in  connection  with 
some  crucibles  sent  to  Austria  and  Italy  not  in  execution  of  orders  secured  by   35 
Clark.    The  labels  complained  of  were  printed  by  Clark  in  London  and  sent 
to  Germany  to  be  put  on,  and  the  goods  were  forwarded  direct  to  the  port 
required  by  the  customer.    The  money  for  the  crucibles  was  paid  by  cheque  to 
Clarky  and  paid  by  him  into  the  London  and  South- Western  Bank  to  the  account 
of  the  "  Vulcan  Crucible  Company,  Becker  and  Piscantor^''  and  forwarded  to  40 
Germany.     Clark  was  paid  a  commission,  on  all  orders  executed,  by  monthly 
cheques  and  a  sum  towards  his  office  expenses,  but  no  share  of  profits.    Upon 
the  labels  the  only  address  given  was  Basinghall  Street,  and  the  same  address 
was  used  upon  circulars  and  bill-heads  sometimes  with  no  reference  to  Becker 
and  Piscantor  at  all,  but  sometimes  giving  the  German  firm  name  and  address  45 
as  well.    The  ordinary  letters  sent  out  by  Clark  were  signed   in  his  naoie 
beneath  an  impression  from  a  rubber  stamp  of  the   Vulcan  Crucible  Compayiy. 
The  bills  of  lading  were  held  to  his  order  and  the  price-lists  were  generally 
settled  by  him  though  they  always  gave  the   London  and  German  addresses 
of  the   Vulcan  Crucible  Company.    On  the  other  hand  the  letters  sent  by   50 
Kleinvogel  to  Clark  were  signed  as  a  rule  with  the  Vulcan  Ci*ucible  Company'^s 
stamp  with  his  name  below  and  were  addressed  not  to  Clark  but  to  the  Vuloatx 
Grucible  Company. 

Stewart  Smith  K.C.  and  Waggett  (instructed  by  Lambert  and  Hale)  for  the 
Applicant. — This    writ  is    purported    t3    be    served   under  Order  XLVIIIa-,   55 
Rules  1  and  3,  and  the  service  ought  to  be  set  aside  as  bad  :  (1)  The  Defendant  is 
an  individual,  not  a  firm,  and  the  rules  as  to  sorvioe  upon  a  firm  acoordiogly  c^o 
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not  apply  ;  (2)  the  Defendant  does  not  trade  within  the  jurisdiction  but  has  an 
agency  only  here;  (3)  therefore  there  can  be  no  principal  place  of  business 
within  the  jurisdiction  and  service  can  only  be  effected  in  Germany  by  special 
leave.  Order  XL  Villa,  Rule  11,  provides  that  any  person  carrying  on  business 
5  within  the  jurisdiction  in  a  name  or  style  other  than  his  own  name  may  be 
sued  in  such  name  or  style  as  if  it  were  a  firm's  name,  but  this  does  not  get 
over  the  difficulty  that  the  only  business  here  is  an  agency  and  so  the  rule  as 
to  service  here  cannot  apply.  De  Bemales  v.  New  York  Herald  (L.R.  (1893) 
2  Q.B.  97n)  decides  that  an  agency  in  this  country  is  not  sufficient  for  service  on 
10  a  foreign  firm  here,  and  St.  (Johain  v.  Hoyermann's  Agency  (L.R.  (1893) 
2  Q.B.  96)  decides  that  Order  XL  Villa,  Rule  11,  does  not  apply  in  the  case  of  a 
single  foreigner  resident  out  of  the  jurisdiction  with  a  branch  office  in  this 
country.  [See  also  Grant  v.  Anderson  (L.R.  (1892)  1  Q.B.  108) ;  Baillie  v. 
Goodwin  (L.R.  33  0.  D.  604)  ;  and  Singleton  v.  Roberts  (70  L.  T,  687).] 
15  P.  O.  Lawrence  K.O.  and  Sebastian  (instructed  by  Davidson  and  Morris)  for 
the  Respondents  were  not  called  upon. 

Kbkewigh  J. — This  motion,  in  my  judgment,  is  misconceived.  We  have 
had  a  great  deal  of  evidence  and  a  certain  amount  of  argument,  which  is, 
no  doubt,  instructive,  though  not  directly  to  the  point,  as  it  seems  to 
20  me*  All  that  has  taken  place,  I  have  no  doubt,  will  be  carefully  noted  by 
Mr.  Sebastian,  who  will  make  use  of  it  for  further  proceedings,  and  I  must 
be  extremely  careful  not  to  assist  him  or  in  any  way  to  express  an  opinion 
which  might  prejudice  further  discussion.  It  may  be  that  hereafter  I  shall 
have  Mr,  Kleinvogel  brought  here  on  some  other  writ,  issued  under  some 
25  special  circumstances  or  otherwise,  and  I  must  be  careful  not  even  to  form, 
and  certainly  not  to  express,  an  opinion  which  would  in  the  slightest  degree 
interfere  with  the  discussion  of  whether,  on  the  merits  or  technically,  he  could 
be  made  responsible  to  the  Plaintiffs.  Then  again,  I  may  hereafter  hear  that 
the  members  of  the  firm  of  Duncan  Clark  &  Co.  say  that  they  are  only  agents  ; 
30  that  they  are  not  personally  responsible,  and  they  cannot  be  made  responsible, 
to  the  Plaintiffs.  I  must  take  care  again  not  to  form  or  express  any  opinion 
respecting  their  responsibility.  My  judgment,  therefore,  will  be  carefully 
limited  to  a  very  short  point.  It  has  been  urged  that  this  writ  has  been 
served,  or  attempted  to  be  served,  on  Mr.  Kleinvogel  through  a  member 
35  of  the  firm  of  Duncan  Clark  A  Co.,,  and  not  only  has  reference  been 
made  to  the  other  facts  of  the  case,  but  statements  respecting  the  service  also. 
It  seems  to  me  that  the  intention  was  not  to  serve  Kleinvogel,  but  to  serve  some 
persons,  whoever  they  might  be,  carrying  on  business  in  this  country  under  the 
name  or  style  of  the'  Vulcan  Crucible  Company,  Those  who  endeavoured  to 
40  effect  that  service  probably  were  not  well  instructed,  certainly  not  so  well 
instructed  as  they  are  now,  respecting  the  constitution  of  the  firm — I  use  that 
general  word  for  the  want  of  a  better — ^which  was  carrying  on  business  under 
that  name  or  style.  All  they  desired  to  do  was  to  attack  those  who  carried  on 
the  business  of  the  Vulcan  Crumble  Company,  the  constitution  of  which  they 
45  did  not  know.  They  were  told,  no  doubt,  at  the  time  that  they  were 
representing  a  Oerman  firm,  but  I  do  not  think  it  at  all  follows  that  the 
gentleman  who  served  the  writ  intended  to  serve  the  Oerman  firm,  though  he 
struck  out  the  word  "  partner  "  from  the  notice  ;  he  wished  to  be  safe  and  be 
quite  sure  he  was  serving  the  person  having  control  of  the  business.  Now 
50  whom  did  he  serve  ?  He  served  one  of  the  partners  in  Dtincan  Clark  A  Co. 
Their  precise  position  I  must  not  define,  for  I  have  not  got  the  whole  of  the 
materials,  and  it  would  be  very  wrong  for  me  to  attempt  to  prejudice  any 
qaestion  which  may  hereafter  arise.  But  it  is  quite  clear  on  the  documents 
before  me,  and  the  evidence,  that  Mr.  Clark  and  his  father — ^sometimes  knowii 
55  as  Duncan  Clark  A  Co. — carried  on  some  business  or  other  under  the  nanie 
of  the  Vulcan  Crucible  Company.  The  name  is  on  the  door,  and  I  have 
documents  before  me  in  which  they  are  so  described  over  and  over  again« 
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I  have  also  documente,  of  courfle,  in  which  they  describe  themselves  simply 
as  agents  of   a  firm,  apparently   a  foreign  firm,  and   I  cannot  doubt  that 
they  have  held  themselves  out  as  the  Vulcan  Crucible  Company  sufficiently 
to  provoke  the  service  of  a  writ  upon  them.    It  may  hereafter  turn  out  that 
they  carry  on  no  such  business  and  that  the  PlaintiflEs  have  got  no  Defendant  5 
against  whom  they  can  get  any  relief.    That  is  a  question  of  merits  here- 
after, but  now,  with  the  papers  before  me,  I  know  them  as  carrying  on 
business  as  the    Vulcan  Crucible  Company.     What   business  ?     It  matters 
not  to  me  on  the  present  occasion  ;    it  may  be,  as   I  say,  such  a  business 
as,  when  it  is  looked  into,  would  not  make  them  amenable  to  any  process  10 
such  as  is  sought  to  be  enforced  in  this  action,  but  they  do  carry  on  business, 
and  I  see  no  difficulty  in  treating  them  as  carrying  on  business,  as  Duncan 
Clark  &  Co.  and  the  Vulcan  Crucible  Company  alternatively.    It  may  not 
be  convenient,  but  there  is  no  impropriety  in  a  man  or  a  number  of  men 
carrying  on  business  in  two  different  names.    Indeed,  Mr.  Kleinvogd  has  1^ 
told  us  plainly  that  he  carries  on  business  as  the  Vulcan  Crucible  Company 
and  as  Becker  and  Piecantor — sometimes  one,  and  sometimes  the  other,  and 
sometimes  both.     Then  what   is   the  difficulty  in  their  being  the    Vulcan 
Crucible  Company  here  and   the    Vulcan  Crucible  Company  in  Germany  ? 
I  see  none.    It  may  be  that  the  original  Vulcan  Crucible  Company  is^Mr.  20 
KleinvogeVs  company ;   it  may  be  that  Duncan  Clark  A  Co.  have  no  right 
whatever  to  assume  the  name,  ^'  Vulcan  Crucible  Company ^^'^  except  as  agents 
of  Mr.  Kleinvogel ;   that  is  quite  possible  :  but  they  have  assumed  it ;  there 
can  be  no  question  about  that — the  documents  before  ma  prove  it ;  and  they 
can  be  served  as  the  Vulcan  Crucible  Company^  at  least,  so  it  seems  to  me.  25 
I  have  nothing  to  do  with  the  question  about  the  propriety  of  the  seryice 
upon  them,  though  I  do  not  think  there  is  much  difficulty  about  it,  because 
there  are  two  members  of  the  firm  and  their  names  now  appear,  if  they  hare 
been  properly  served  in  their  own  proper  names ;   but  if  they  have  any- 
thing to  say  against  that,  if  there  has  not  been  good  service  on  them,  and  30 
any  question  of  difficulty  arises  about  it,   of  course,   I   shall  not  conclude 
that.     All  I  have  said  is  that  the  Plaintiffs  have  purported  to   serve  some 
gentlemen,  properly  or  otherwise,  on   behalf  of   the  Vulcan  Crucible  Com- 
panyj  or,  in  other  words,  Duncan  Clark  A  Co.,  and  they  have  not  •  purported  to 
serve  Kleinvogel.    No  doubt  this  will  be  an  excellent  way  of  getting  out  of  35 
the   difficulty.     Duncan  Clark  A   Co.^  or  the  Vulcan    Crucible    Company^ 
whichever   you  choose   to   call   them,  may   have  a  good  case    against    the 
Plaintiffs  eventually,  but  it  .would  be  a  grand  thing  to  get  rid  of  it  by  making 
out  that  Kleinvogel  is  the  proper  person  to  be  attacked,  and  that  Kleinvogel 
cannot  be  sued.    That  would  be,  of  course,  a  great  obstacle  in  the  Plaintiffs^   40 
way.    I  think  Duncan  Clark  A  Go.  have  been  served  in  their  name  of  the 
Vulcan  Crucible  Company^  and  Kleinvogel  has  not.    Kleinvogel  never  ought 
to  have  treated  himself  as  being  served  and    never  ought  to  have   come 
here   to  try   to  set    aside    the   writ   and   service  of    writ  and    subsequent 
proceedings  with  which  at  present  he  is  not  concerned.    He  may  be  reached   45 
by  some  other  proceedings,  but  to  these  he  is  no  party.    The  motion,  to  mj 
mind,  as  I  have  said,  is  misconceived,  and  must  be  refused  with  costs. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Kbkewich. 

February  27th  and  March  6th,  1906. 

In   the   Matter   of   Lee's   Patent. 


5      PaienU — Petition  for  revocation. — Respondent  not  appeaHng. — Affidatnt 
evidence. — Patent  revoked. 

A  Petition  woa  presented  for  revocation  of  Letters  Patent  granted  for 
^Improvements  in  or  connected  with  petticoats  and  like  garmentsJ*^  The 
Petition  came  on  for  Jiearing  on  a  Petition  day^  when  tlie  Respondent  did  not 

10  appear.  The  Petition  was  ordered  to  stand  over  until  the  next  Petition  day^ 
luiless  the  Respondent  desired  that  it  should  go  into  the  witness,  list.  He  did  not  so 
desire^  and  stated  his  intention  not  to  contest  the  matter.  The  Petition  tvas 
heard  on  affidavit  evidence^  and  the  Patent  was  revoked  on  tJie  grounds  of 
want  of  novelty  by  reason  of  prior  userj  want  of  subject-matter^  and  that  the 

15  Patentee  was  not  the  first  and  trtie  inventor. 

On  the  13th  of  December  1902  Letters  Patent  (No.  27,535  of  1902)  were  granted 
to  Charles  Edward  Lee  for  an  invention  of  an  '*  Improvement  in  or  connected 
"  witii  petticoats  and  like  garments."  The  Patentee  claimed,  "  The  improved 
"  petticoat,  underskirt,  or  like  garment,  hereinbefore  described,  formed  of  an 

20  ^  Tipi)er  part  of  soft  and  flexible  leather,  such  as  kid,  chamois  leather  or  equiva- 
*^  lent  wind-proof  material,  serving  as  a  support  for  a  detachable  lower  portion 
*«  of  material  usually  employed  for  petticoats  or  underskirts,  substantially  as 
"  shown  in  the  annexed  Drawing." 

In  February  1906  Harry  Tatton  Sykes^  with  the  authority  of  the  Attomey- 

25  General,  presented  the  following  Petition  for  Revocation  of  the  Patent : — 
"  (1)  Your  Petitioner  carries  on  business  at  280  Regent  Street  aforesaid  under 
*'  the  style  or  firm  of  Sykes^  Josephine  &  Co.^  as  corsetieres  and  milliners. 
"  (2)  The  Letters  Patent  the  subject  of  this  Petition  were  granted  on  the 
**  13th  of   December  1 902  to   Charles  Edward    Lee  for  '  Improvements   in 

30  "  *  connection  with  petticoats  and  like  garments.'  (3)  On  the  17th  day  of 
"  November  1905,  your  Petitioner  received  the  following  letter  from 
"  Mr.  Alfred  R.  Ouy^  acting  on  behalf  of  the  said  Edward  Charles  Lee.'^ 
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[The  letter  was  set  out  and  threatened  an  action  for  infringement  of  the 
Patent.]  **  (4)  The  said  Letters  Patent  are  invalid  by  reason  of  the  matters 
"  appearing  in  the  Particulars  of  Objections  delivered  herewith.  (5)  By  reason 
"  of  the  existence  of  the  said  Letters  Patent  claiming  a  monopoly  of  the  form 
"  of  garments  described  therein,  milliners  and  manufacturers  of  such  garments,  S 
"  your  Petitioner  amongst  them,  are  hindered  and  deterred  in  their  trades,  and 
"  from  making  or  selling  petticoats  and  other  garments  according  to  the  said 
"  alleged  invention," 

The   Particulars  of  Objections  were  as  follows :— "  (1)  The  said   Charles 
"  Edward  Lee  was  not  the  first  and  true  inventor  of  the  said  alleged  invention.  10 
*'  (2)  The  said  alleged  invention  is  not  useful.    (3)  The  said  alleged  invention 
"  is  not  new.    The  said  alleged  invention  has  been  published  in  this  realm 
"  prior  to  the  date  of  the  said  Letters  Patent  (a)  by  the  deposit  in  the  Patent 
*'  Office  Library    of  the  Specifications  of  the   following    Letters    Patent : — 
"  Gilmore  (No.  6443  of  1897)  ;  Lecky  (No.  7951  of  1897)  ;  Gower  (No.  25,346  J5 
'  of  1898)  ;  Liebman  (No.  8081  of  1901)  ;  (b)  by  the  inanufacture  and  sale 
"  within  the  United  Kingdom  of  petticoats  constructed  according  to  the  said 
"  alleged  invention  as  claimed  in  all  the  claiming  clauses  of  the  said  Letters 
"  Patent,  No.  27,535  of  1902,  (1)  by  the  Petitioner,  trading  as  SykeSy  Josephine 
"  &  Co.,  ot  280  Regent  Street  W.,  in  the  years  1884  and  1885,  and  subsequently  20 
"  of  petticoats  manufactured  as  illustrated  in  a  catalogue  marked  '  A '  which 
"  can  be  inspected  at  the  office  of  the  Petitioner's  solicitors  ;  (2)  by  the  firm  of 
"  La  Petit  Gharottet  and  by  their  successors  in  business  E.  Corbiere  et  ses  Fiis^ 
'*  of  10  Rue  du  Soulier  Paris,  who,  ever  since  the  year  1891  and  subsequently, 
**  have  imported  and  sold   in  the  United  Kingdom   large  quantities  of  the  25 
"  petticoats  constructed  according  to  the  said  alleged  invention.    (4)  The  said 
"  alleged  invention,  as  claimed  in  all  the  claiming  clauses  of  the  said  final 
"  Specification,  is  not  proper  subject  matter  for  valid  Letters  Patent.    Under* 
"  this  head  the  Petitioner  will  refer  to  the  matters  set  out  in  paragraph  3 
"  hereof  and  to  common  general  knowledge  in  the  trade  and  to  tiie  common  30 
^  use  of  similar  devices  in  other  garments." 

In  support  of  the  Petition  affidavits  were  made  by  the  Petitioner  and  by 
Annie  Louise  Heron.    The  contents  of  these  are  hereafter  referred  to. 

The  Respondent  did  not  appear. 

On  the  27th  of  February  1906,  the  Petition  was  in  the  Petition  List,  and  came  35 
on  for  hearing, 

A,  J.  Walter  (instructed  by  McKmna  d:  Co.)  appeared  for  the  Petitioner. 

Walter.-^Theve  is,  I  believe,  no  appearance  on  behalf  of  the  Respondent. 
Under  those  circumstances  I  was  going  to  ask,  as  no  one  appears  for  the 
Respondent,  that  the  case  should  not  go  into  the  witness  list,  but  that  I  might  40 
verify  the  facts  in  the  Petition  by  affidavit,  although  that  is  not  usually  done. 
The  Petition  has  been  served,  and  service  of  the  Petition  was  accepted  by  the 
solicitors  for  the  Respondent.  But  I  now  suggest  that  the  Petition  should 
stand  over  in  order  that  the  solicitors  for  the  Respondent  may  be  asked 
whether  they  propose  to  appear  and  that  the  case  should  be  in  the  list  on  the  45 
next  Petition  day. 

Kbkbwich,  J. — If  they  do  not  appear  and  your  affidavits  are  sufficient  I 
propose  to  make  the  Order  on  the  Petition.     I  have  jurisdiction  to  do  so. 

Walter. — Undoubtedly.    It  is  unusual  I  agree. 

Kbkbwich  J. — If  the  Respondent  wishes  it  to  go  into  the  witness  list  you  50 
can  tell  me  and  it  can  go  into  that  list.     If  the  Respondent  does  not  wish  to 
appear  you  can  take  it  on  affidavit  evidence. 

The  Respondent  not  having  asked  for  the  Petition  to  go  into  the  witness  list, 
it  came  on  again  on  the  next  Petition  day,  the  6th  of  March  1906. 

Waller.^  shall  now  be  able  to  deal  with  this  case  very  shortly.    There  has  55 
been  no  appearance  by  the  Patentee.     He  will  not  consent  to  an  Order,  hut  he 
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does  not  propose  to  contest  it.     [The  Specification  was  referred  to.]    The 
Claim    is    in    effect  tor    an    npper    skirt    of    a    petticoat    with    removable 
flounces  so    that   the   lady  can   have  a  collection    of    tlounces   to   fit  upon 
the    same    petticoat.      By    the    Particulars    of    Objections    there    are    issues 
5  raised  of  want  of  novelty,  not  the  true  and  first  inventor,  and  want  of  subject 
matter.     As  regards  the  first  and  true   inventor  there  is  an  affidavit  of  Mrs. 
Annie  Louise  Heron.    This  lady   is   in    the   employment   of   the   Petitioner. 
She  says  she  was  in  the  employment  of  the  Respondent  in  the  year  1899  : — 
"At  that  time  the  Respondent  was  in  the  habit  of  selling  petticoats  having 
10  "  detachable  flounces  and  tops  of  stockinette  and  like  material.    These  petti- 
"  coats  were  exposed  for  sale  in  his  shop.     In   or   about  December   1899   I 
"  left  the  employment  of  the   Respondent   and   again  entered  his  employ  as 
"  manager  in  or  about  February  1902  and  remained  till   February  1904.    At 
"  the  end  of  1902  I  remember  a  lady  customer  calling  at  the  Respondent's 
15  "  shop  with  a  petticoat  having  detachable  flounces  and   leather  top,  and  she 
"  asked  Mr.  Lee  to  make  another  for  her.    This  lady  expressed  surprise  that 
"  the  Respondent  did  not  keep  them.    The  Respondent  carried  out  the  lady's 
"  order  and  made  a  petticoat  as  asked  with  a  leather  top  and  a  flounce  which 
*'  could  be  attached  and  detached  by  hooks  or  buttons,   I  do  not  remember 
20  **  which.     Shortly  afterwards   the   Respondent  applied  for  a  Patent,  namely, 
"  No.  27,535  of  1902,  which   said   Patent   describes  a  garment  identical  with 
"  a  garment   shown   by   tlie    said    lady    customer    to   Mr.  Lee^     So  that  the 
Respondent  made  one  for  a  customer  and  then  he  thought  it  was  a  good  thing 
and  took  out  a  Patent  for  it.     Then — '*  I  about  the  same   time   learnt   that 
25  "  the  Respondent  had  applied  for  provisional  protection  in  December  1899  for 
"  the  stockinette  top  skirt  with   detachable  flounces.    The   number  of  this 
"  Provisional  Application  I  now  learn  to  be  No.  20,353.     I  understood  that  the 
"  said  Provisional  Application  was  never  completed.     I  have  had  over  11  years 
**  experience  in  the  trade  and  can  say  from  my  own  knowledge  that  before  1902 
30  "  it  was  not  new  or  novel  to  make  petticoats  with  detachable  flounces.    I  myself 
"  in  the  course  of  my  business  experience  have  seen  and  sold  a  large  number  of 
"  petticoats  of  this  kind,  and  they  have  been  imported  from  Paris  for  a  number  of 
"  years.    The  tops  have  generally  been  of  all  kinds  of  materials  including  silk, 
"  cloth,  linen,  stockinette,  and  the  like,  but  I  have  known  of  several  firms 
35  '*  putting  on  the  British  market  before  1902  petticoats  with  kid  tops  or  chamois 
,      **  leather  and  movable  flounces.     It  is  the  commonest  thing,  and  always  has 
"  been  so  far  back  as  I  remember,  to  shape  petticoats  and  like  garments  to 
"  conform  to  the  shape  of  the  figure  by  cutting  out  darts  and  similar  pieces 
"  from  the  waist  downwards  and  joining  the  cut  or  slit  parts  together   by 
40  **  sewing  strong  ribbon,  tape  or  the  like  over  them  so  as  to  strengthen  them." 
Then  there  is  an  affidavit  by  i/arr?/ Ta/^on  iS/yAres,  the  Petitioner.  *  He  carries 
on  business  in  the  name  of  Si/Jce.s,  Josephine  Jc  On.    He  says  : — "  For  25  years 
**  l>a8t  and   upwards   it  has  been   a  well-known    practice  to  make   petticoats 
**  ivith  the  lower  portion  detachable  from  the  upper  portion  and  it  has  been  the 
45  **  practice  for  a  grc^at  number  of  years  to  make  petticoats  of  soft  flexible  materials 
"  snch  as  kid  and  chamois  leather."     Then  he  exhibits  some  petticoats  which 
are  so  constructed  which  have  been  sold  by  his  firm  for  a  long  time.     In  para- 
graph 7  he  says  :—  "  The  idea  of  making  a  detachable  flounce  to  the  top  portion 
"  of  a  skirt  is  very  old  and  from  my  knowledge  1  can  speak  of  detachable 
50  "*  flounces  going  as  far  back  as  1879  or  1880.    The  practice  originally  began  by 
**  the  selling  of  two  or  three  removable  flounces  for  white  skirts  so  that  the 
"  flounces  might  be  removed  to  be  washed  or  cleaned  and  new  flounces  put  on 
"  as  might  be  required.    The  practice  was  first  to  tack  these  flounces  lightly  on 
"  to  the  underskirt.     The  practice  then  grew  of  applying  it  to  a  more  solid 
55  "  material  and  the  detachable  portion  of  the  skirt  was  fixed  by  means  of  buttons 
"  or  hooks.    In  my  own  experience  I  found  the  best  method  of  attachment  was  to 
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^^  ran  a  piece  of  ribbon  through  the  holes  made  at  the  top  portion  of  the  flounce,*^ 
and  so  on.  Then  he  says  in  paragraph  13  that  he  has  read  certain  Specifications 
which  are  referred  to  in  the  Particulars  of  Objections,  and  that  they  describe 
and  claim  what  is  described  and  claimed  in  the  Respondent's  Specification.  I 
ask  your  Lordship,  therefore,  to  order  the  revocation.  5 

Kbkbwich  J. — This  was  common  knowledge,  and  anticipated  by  use. 

Walter. — ^Yes,  as  the  Particulars  set  cut. 

Kbkbwich  J. — You  plead  a  good  many  anticipations  of  this  invention. 

Walte7\ — Yes ;  that  is  dealt  with  in  paragraph  13  : — "  In  addition  to  the  f ore- 
"  going  instances  as  reasons  why  the  subject  matter  of  the  Respondent's  10 
"  Letters  Patent,  No.  27,535  of  1902,  are  not  valid  I  have  examined  copies  of 
"  Specifications  of  Oilmore  (No.  6443  of  l«91\Lecky  (No.  7951  of  1897),  Gotmr 
"  (No.  25,346  of  1898)  and  Liehman  (No.  8081  of  1901),  and  in  my  opinion 
"  these  said  Specifications,  particularly  those  numbered  No.  6443  of  1897  and 
^'  No.  9081  of  1901,  describe  and  claim  what  is  claimed  and  described  in  the  15 
"  Respondent's  said  Letters  Patent." 

Kbkbwich  J. — I  am  afraid  I  cannot  accept  that,  because  this  gentleman  is 
not  competent. 

Walter. — I  have  proved  the  objection  as  to  first  and  true  inventor  and  I  have 
proved  the  prior  user.    Paragraph  3  (b)  (1)  sets  out  the  prior  user  of  the  20 
Petitioner  trading  as  SykeSy  Josephine  &  Go,  and  also  sets  out  the  first  and  true 
inventor.    On  those  grounds  I  ask  your  Lordship  to  order  the  Patent  to  be 
revoked. 

Kbkbwich  J. — ^Yes.    In  the  absence  of  argument  I  should  have  been  content 
to  rest  on  subject-matter  alone.    I  make  an  Order  for  revocation  in  the  usual  25 
form. 
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In  the  Court  op  Session  in  Scotland.— Outer  House. 
Be/ore  The  Lord  Ordinary  (Dundas). 


May  HOth,  Jane  15th  and  2l8t,  July   12th,  October  17th  and  31st,  and 
December  12th,  13th,  14th,  15th,  and  16th,  1905,  and  January  10th,  1906. 


Van  Berkel  and  Others  v.  R.  D.  Simpson  Ld. 


Patent. — Gomhination  of  known  elements  to  produce  new  and  important 
purpose, — Anlicipation. — Patent  held  valid  and  to  be  a  pioneer  Patent. 

V.  B.  was  grantee  of  a  Patent  {No.  6567^  of  1898).  The  first  Claim  in  the 
Specification  was  for  "a  machine  for  slicing  German  sausages  or  polonies  and 
10  "  otJier  the  like  meat  goods  characterized  by  the  arrangement  of  a  reuoluble 
"  circular  knife  of  spherical  or  dished  form  and  a  table  having  a  to  and  fro 
**  movement  adapted  to  carry  the  polony  or  the  like  with  it  against  the  said 
**  knife  in  the  direction  of  the  cut  whilst  during  the  return  of  the  table  (which 
*<  is  execnted  quickly  relative  to  the  forward  movement)  the  polony  is  moved 

15  "  forward  on  the  table  to  the  width  of  a  slice.^^  The  second  Claim  was : — *'  In  a 
^  machine  for  slicing  German  sausages  or  polonies  and  the  like  meat  goods, 
**t»  cutter  consisting  of  a  revoluble  circular  knife  having  a  spherical  or  dished 
"  form  whereby  only  the  cutting  edge  of  the  circular  knife  comes  in  contact  with 
**  the  polony  or  piece  of  meat  during  the  slicing,  substantially  as  and  for  thepuj*- 

20  eposes  hereinbefore  set  forth.''  The  third  Claim  was : — "  In  a  slicing  ma^chine 
**  of  the  kind  described*'  for  the  means  of  reciprocating  the  table:  and  the  fourth 
and  fifth  Claims  were  for  the  means  of  moving  forward  the  polony  the  breadth 
of  a  slice.  It  was  proved  that  a  slicing  machine  for  sausages  and  the  like  was 
a  desideratum,  but  that  none  had  been  invented  that  would  work  satisfactorily 

25  before  that  of  V.  B.,  and  that  the  latter  worked  well  and  was  a  commercial 

'    success.    Dished  knives  were  old,  but  had  never  been  employed  before  V.  B.'s 

invention  in  a  slicing  machine  or  in  any  similar  manner.    The  reciprocating 

mechanism  was  old  but  had  never  before  been  applied  to  a  slicing  machine, 

though  reciprocating  tables  of  different  design  had  been  used.    The  method  of 

30^  vMving  forward  the  polony  was  old,  and  closely  resembled  that  used  in  former 
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machines.  Kolbe's  Specification,  No.  579,486  of  1897,  U.S.A.  (which  had  been 
published  in  this  country)  was  for  a  "  device  for  cutting  bread,^*  which  consisted 
of  a  fiat  knife  of  irregular  edge,  a  reciprocating  table,  and  mechanism  similar 
to  V.  BJ*sfor  "  moving  forward  the  bread  the  breadth  of  a  sliceJ*^ 

Held,  that  V.  B.'s  Patent  was  for  a  new  combination  for  producing  an  5 
entirely  hew  and  important  result,  and  was  not  anticipated  by  Eolbe,  and 
that  it  was  a  pioneer  Patent. 

Patent.  —  Action  for  infringement.  ^  Mechanical  equivalent.  —  Interdict 
granted. 

S.,  the  Respondent,  manufactured  slicing  machines  having  a  dished  knife,  a  10 
reciprocating  table,  and  a  device  for  moving  forward  the  sausage,  the  first  and 
last  of  which  were  clearly  mechanical  equivalents  of  those  used  by  V.  B.,  while 
the  second  differed  from  V.  B's  in  tliat  the  backward  and  forward  motion  took 
place  in  approximately  the  same  time,  so  that  the  slow  forward  and  quick 
backward  motion — a  characteristic  of  V.  B.'«  machine — was  not  obtained.  15 

Held,  t?uit  this  differentiation  had  no  practical  advantage  or  utility,  and  that 
jS.*«  mechanism  was  a  mechanical  equivalent  for  that  of  V.  B.  Interdict 
was  granted. 

Patent. — Claims. — Claims  held  appendant  not  for  subordinate  integers. 

In  the  above  circumstances  S.  contended  that  V.  B.^s  Parent  was  invalid  since  20 
in  Claims  2,  3,  4,  and  5  he  had  claimed  the  dished  knife,  t?ie  reciprocating 
mechanism,  and  the  m^hanismfor  moving  forward  the  sausage  as  substantial 
inventions  ;  that  as  such  they  were  plainly  void  for  want  of  novelty,  and  that 
the  Patent  was  therefore  bad. 

Held,  that  these  Claims  were  not  for  subordinate  integers,  but  only  appen-  25 
dants  to  the  principal  Claim,  and  that  as  such  they  were  valid. 

This  was  an  action  of  suspension  and  interdict  by  Wilhelmus  Adrianus  Van 
Berkel,  of  Rotterdam,  Holland,  and  Ncuimlooze  Vennootschap  Tot  Vervcuir- 
diging  Van  Snynuichines  Volgens  Van  Be^^keVs  Patefit  en  Van  Andere 
Werktuigen^  having  their  oflQce  in  Rotterdam,  Holland,  and  Parnall  A  Sons  30 
Ld.,  having  their  registered  office  at  No.  22  Narrow  Wine  Street,  Bristol,  their 
mandatories,  against  R.  D.  Simpson  Ld.,  incorporated  .under  the  Companies 
Acts,  1862  to  1900,  and  having  their  registered  office  at  No.  2  York  Buildings, 
Edinburgh,  Respondents.  It  asked  that  the  Respondents  should  be  interdicted 
from  infringing  a  Patent  (No.  5567*  of  1898)  granted  in  favour  of  the  Com-  35 
plainer  Wilhelmus  Adrianus  Van  Berkel  for  an  *•  Improved  machine  for 
*'  slicing  German  sausages  and  the  like."  The  other  Complainers  had  acquired 
from  the  Patentee  the  beneficial  interest  in  this  Patent. 

The  Complete  Specification  of   Van  Berkel's  Patent,  as  amended  in  1905,  is 
as  follows  : — "  This  invention  has  for  its  object  a  machine  for  slicing  Oerman   40 
'^  sausages  and  the  like  meat  goods,  in  which  a  revoluble  circular  knife  of 
*V  spherical  or  dished  form  is  arranged  for  cutting  the  sausage. 

*'  The  lengths  of  cutting  by  the  circular  knife  are  determined  by  its  speed 
"  of  rotation,  and  are  larger  according  as  the  speed  of  rotation  of  the  knife  is 
"  increased  corresponding  to  the  meat  goods  to  be  sliced  or  cut.    The  table  ou  45 
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"  which  the  sausage  op  the  like  is  clamped  is  evenly  moved  along  towards  the 
'^  edge  of  said  rotating  circular  knife  slowly  whilst  a  slice  is  being  cut  off  from 
"  the  sausage,  but  returned  rapidly  after  the  cut.  In  the  time  that  the  table  is 
"  moving  back  the  sausage  is  pushed  forward  on  the  table  to  the  width  of  a 
5  "  slice  and  this  adjustment  takes  place  automatically,  and  the  machine  may  be 
'^  adjusted  to  all  kinds' of  meat  goods  which  must  be  cut  thicker  or  thinner. 

"  The  length  of  the  to  and  fro  movement  of  the  table  may  also  be  regulated 
"  to  correspond  to  the  size  of  the  polony  to  be  sliced  in  order  that  the  travel  of 
^  the  table  shall  not  be  larger  than  the  width  of  the  piece  of  meat  and  no  time 
10  «  be  lost 

"  The  cutting  machine  according  to  this  invention  removes  all  the  defects 

"  and  drawbacks  of  the  cutting  machines  hitherto  known.    In  these  machines 

"  the  lengths  of  cutting  are  as  a  rule  measured  too  short  so  that  the  knife  presses 

'*  more  than  cuts.    This  pressing  of  the  slices  is  also  caused  by  the  whole  width 

15  "  of  the  existing  knife  being  in  contact  with  the  piece  of  meat  during  the  cutting, 

"  whereby  friction  is  considerably  increased.    The  knives  also  do  not  invariably 

'*  move  exactly  in  a  straight  line  and  all  these  mentioned  drawbacks  tend  to 

^  produce  the  undesirable  so-called  slipping  of  the  knife  and  the  cutting  of  slices 

"  of  unequal  thickness.    My  circular  knife  has  however  a  spherical  or  dished 

20  '*  form  so  that  only  the  knife  edge  comes  in  contact  with  the  piece  of  meat.    The 

^  circular  knife  revolves  precisely  in  a  straight  line  so  that  discs  or  slices  mathe- 

**  matically  of  equal  thickness  are  cut  off  and  slipping  of  the  knife  can  no  longer 

"  take  place.    A  further  advantage  is  that  the  circular  knife  can  be  ground  on 

^  the  slicing  machine  itself  and  also  that  all  sizes  of  meat  goods  or  polonies  may 

25  •*  be  cut  transversely  or  obliquely.    Several  pieces  may  be  sliced  simultaneously 

^  on  the  same  machine  up  to  the  last  piece  which  hitherto  had  always  to  be  done 

"  by  hand.    This  form  of  knife  therefore  constitutes  an  essential  feature  of  my 

'*  invention. 

**The  improved  slicing  machine  is  shown  in  various  views  in  the  accom- 

30  '*  panying  drawings,  in  which.  Figure  1  is  a  plan  view  ;  Figure  2,  a  front  view  ; 

^  and  Figure  3  a  rear  view ;  Figure  4  is  a  plan  of  a  table  arranged  obliquely  to 

**  the  circular  knife ;  Figures  2*  and  3"  are  details  of  the  slicing  machine ; 

•*  Figures  5,  5»  and  6  are  respectively  a  vertical   cross  section,  longitudinal 

^  section,  and  rear  elevation  of  the  movable  table  on  an  enlarged  scale  showing 

35  **  also  the   mechanism  for  moving  the  polony  forward  anil   the  device  for 

^^  releasing  the  same. 

"  A  table  B,  Figure  1,  for  the  polonies  or  the  like  which  are  to  be  sliced  is 

**  arranged  on  a  rectangular  table  frame  A  in  dovetail  grooves  or  slide  tracks  a 

"  by  means  of  two  slide  carriages  b  movable  in  a  transverse  direction.    At  the 

40  "•  side  in  front  of  the  table  a  cii'cular  knife  0  is  mounted  in  a  bearing  frame  or 

**  support  c  on  the  table  frame,  and  with  its  cutting  edge  C*  as  close  as  possible 

'*  to  the  front  edge  of  the  movable  table  B,  Figure  1.    The  circular  knife  is 

"  mounted  on  the  end  of  a  shaft  c^  which  revolves  in  a  cone  bearing  c*  and  has. 

**  at  its  other  end  a  chain  wheel  T*,  (Figures  I  and  2).    The  shaft  c^  is  also 

45  "  adjustable  in  the  cone  bearings  c^  by  means  of  set  screws  c^.    The  rotation  of 

**  the  circular  knife  C  and  the  movement  of  the  table  B  up  to  and  along  the 

^  knife  takes  place  from  a  main  shaft  D,  which  is  arranged  in  suitable  bearings 

**  or  supports  dd^  on  the  table  frame. 

^  As  may  be  seen  in  Figures  1 ,  2  and  3,  this  main  shaft  is  operated  by  a 

50  "  handle  E  and  a  chain  K  carried  over  a  chain  wheel  R  on  the  shaft  k  of  the 

^  hand  crank  E  and  over  a  chain  wheel  R^  on  the  said  main  shaft  D,  the  latter 

**  being  placed  too  low  to  be  directly  mounted  on  the  hand  crank  shaft.    A  fly- 

**  wheel  may  also  be  mounted  on  the  shaft  k  and  the  crank  handle  be  attached 

**  to  said  flywheel.    In  order  to  keep  the  chain  K  taut  the  bearing  of  the  shaft  k 

55  ^  is  preferably  made  adjustable  in  a  slot  at  the  side  of  the  table  frame.    On  the 

**  other  end,  the  main  shaft  D  carries  a  bevel  wheel  S  which  engages  with  two 

•*  b^vel  wheels  8*  S*  mounted  one  on  each  side  in  a  bearing  support  rf*  and 

T  2 
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"  arranged  at  right  angles  to  the  first  wheel.  One  of  these  latter  bevel  wheels  8^ 
"  produces  the  movement  of  the  table  B  and  the  other  S^  the  rotation  of  the 
"  circular  knife  C  by  means  of  the  shaft  s  of  the  latter  bevel  wheel  which  at 
"  the  other  end  carries  a  large  chain  wheel  T,  which  by  means  of  a  chain  L 
"  drives  a  smaller  chain  wheel  T*  on  the  shaft  c^  of  the  circular  knife.  The  5 
"  bearing  support  I  for  this  end  of  the  bevel  wheel  shaft  s  is  screwed  to  the  table 
"  frame  (Figures  1  and  2).  The  speed  of  rotation  of  the  circular  knife  is 
"  considerably  increased  by  the  adoption  of  a  suitable  ratio  of  transfer  for  the 
"  chain  wheel  gearing  and  it  is  possible  by  the  insertion  of  a  larger  or  smaller 
"  chain  wheel  T^  to  vary  the  speed  according  to  requirements.  By  the  spherical  10 
"  or  dished  form  of  the  circular  knife  the  cutting  edge  C*  in  cutting  oflE  a  slice 
"  from  the  polony  or  the  like  will  throw  the  piece  cut  oflE  from  the  latter  into 
"an  open  collecting  box  or  receiver  F.  This  collecting  box  is  placed  as  close 
"  as  possible  to  the  movable  table  B  and  the  revolving  knife  C.  Its  form  is 
"  suited  to  that  of  the  circular  knife  and  it  is  attached  both  to  the  table  frame  A  15 
"  and  also  to  the  bearing  frame  or  support  c  (Figures  1  and  2). 

"  As  mentioned  at  the  commencement  of  the  specification,  the  circular  knife 
"  may  be  ground  on  the  slicing  machine  itself.  Its  spherical  form  lends  itself 
**  excellently  to  this,  and  for  this  object  an  emery  stone  or  the  like  is  fixed  on 
**  the  table  B  and  is  then  passed  with  the  moving  table  B  along  the  rapidly  20 
"  rotating  knife,  thus  sharpening  the  latter.  In  order  to  keep  the  circular  knife 
"  itself  sharp  whilst  slicing,  a  long  steel  is  fixed  beneath  the  moving  table  B, 
**  which  steel  is  constantly  drawn  by  the  pressure  of  a  weak  spring  along  the 
"  inner  side  of  the  cutting  edge  C^  of  the  rotating  circular  knife.  The  length  of 
"  the  steel  is  so  calculated  that  even  in  the  outermost  or  extreme  position  of  the  25 
"  table  at  the  right  hand  side  (Figure  2)  it  remains  in  contact  with  the  circular 
"  knife.  If,  owing  to  repeated  sharpenings,  the  cutting  edge  0^  lies  too  far  from 
"  the  front  edge  of  the  table,  the  table  with  the  slide  tracks  a  may  be  again 
"  moved  closer  up.  For  this  object  adjustable  connections  a^  for  the  slide  tracks 
"  a  to  the  table  frame  are  employed  (Figure  2*).  30 

"The  transverse  movement  of  the  table  B  is  effected  in  the  following 
"  manner  : — A  pin  e  is  adjustably  mounted  in  a  slot  e^  in  the  side  of  one  bevel 
"  wheel  S*  (Figures  3  and  3*).  This  pin  engages  in  a  slot  ^  in  a  lever  G  which 
"  is  revolubly  mounted  in  the  table  frame  underneath  the  bevel  wheel  and  the 
"  upper  end  of  which  is  pivotally  connected  by  means  of  a  link  H  with  the  under  35 
"  side  of  the  table.  The  lever  is  thus  oscillated  by  said  pin  e  and  imparts  an 
"  alternating  movement  to  the  table.  The  movement  outward  of  the  pin  e 
"  determines  the  length  of  the  reciprocating  movement  of  the  table.  The 
"  position  of  the  pivot  g^  for  the  said  lever  G  is  selected  as  regards  that  of 
"  the  bevel  wheel  S*  in  such  a  way  that  the  leverage  of  the  pin  e  on  the  forward  40 
"  movement  is  considerably  larger  than  that  on  the  return  movement.  The 
"  forward  movement,  that  is  to  say  the  one  during  which  the  knife  cuts  is 
"  therefore  slower  and  the  return  movement  in  which  no  work  is  done  is  rapidly 
"  effected. 

"  Figure  3  shows  in  dotted  lines  the  other  endmost  position  of  the  table  B  45 
"  whilst  the  one  shown  in  Figure  3*  with  the  pin  e  in  the  slot  e^  of  the  bevel 
"  wheel  S^  corresponds  to  the  greatest  movement  of  the  lever  G. 

"  In  case  small  slices  are  to  be  cut  for  which  the  length  of  movement  of  the 
"  table  only  requires  to  be  small,  the  pin  e  is  fixed  in  the  other  corner  of  the 
"  Slot  e^  in  the  bevel  wheel  to  shorten  the  movement  of  the  table  and  in  this  50 
"  manner  no  time  is  lost. 

"  The  surface  of  the  table  is  ribbed  or  corrugated  on  the  upper  side  to  about 
'^  half  its  length,  as  shown  in  Figures  I  and  2,  and  the  remaining  part  is  covered 
"  by  an  adjustable  plate  N  which  is  carried  between  dovetail  bars  h  arranged  on 
"  the  side  edges  of  the  table.  On  the  front  edge  of  the  plate  N  a  clamp  for  the  55 
"  polony  or  the  like  is  arranged.  This  consists  of  two  vertical  toothed  bars  n  n^ 
"  which  are  connected  by  means  of  a  clamp  iron  P  having  a  handle  p  (Figures? 
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"  and  5).    The  one  toothed  bar  n  is  fixed,  the  other  bar  nS  that  is  to  say  the 

*|  one  on  the  hand-crank  side  of  the  table,  is  pivotally  connected  with  the  plate  N 

**  and  is  always  pressed  outwards  by  means  of  a  spring  n'.    The  clamp  iron  P 

•'has  preferably  a  fl-profile,  which  produces  a  better  clamping  of  the  polony  or 

0  *•  the  like.    For  this  object  also  small  sharp  pins  or  points  s^  s'  (Figure  5)  are 

«*  provided  on  the  front  edge  of  the  plate  N  and  the  under  side  of  the  clamp 

*'  iron  P  and  thus  the  very  last  part  or  end  of  the  piece  of  meat  or  polony  can 

*'  be  better  held  by  means  of  these  pins.    For  cutting  slices  of  meat  the  adjust- 

•*  able  plate  N  is  drawn  entirely  back  and  the  polony  or  piece  of  meat  is 

10  ".  clamped  thereon  by  the  clamp  iron  P  being  engaged  in  one  of  the  teeth  of 

•*  the  toothed  bar  n,  the  handle  p  being  then  pressed  down  and  allowed  to 

**  ^ing  into  engagement  with  one  of  the  teeth  of  the  other  toothed  bar  n\ 

«'  The  clamp  iron  thus  holds  the  polony  at  one  end,  with  the  other  end  lying  at 

*'  the  front  edge  of  the  table  B.    By  the  table  being  provided  with  sharp  ridges 

15  **  or  corrugations  m  and  the  knife  so  to  speak  pressing  down  the  polony  whilst 

"  cutting  it,  (it  being  moved  by  the  moveable  table  against  the  circular  knife) 

«  the  polony  cannot  slip  on  the  table  although  it  is  merely  held  at  the  one  end 

**  of  the  adjustable  plate  N.      As  mentioned  at  the  commencement  of  the 

"  specification,  after  each  cut,  that  is  to  say  on  the  return  movement  of  the 

20  **  table,  the  polony  or  the  like  is  automati<5klly  moved  forward  to  the  thickness 

**of  one  slice.     This  adjustment  is  effected   in  the  following  manner :— A 

I'  screwed  rod  V  is  arranged  in  the  centre  line  beneath  the  table,  B,  where  the 

*'  latter  is  not  ribbed.    Above  this  rod  an  elongated  opening  v  is  provided  in 

'*  the  table  (Figures  1  and  5).    A  nut  is  connected  with  the  adjustable  plate  N, 

25  «'  which  nut  consists  of  two  parts,  the  upper  one  t  of  which  is  firmly  connected 

"  with  the  plate  N  and  has  no  thread  and  therefore  slips  over  or  along  the 

**  bar  V,  whilst  the  lower  part  of  the  nut  t^  which  is  hinged  to  the  other  part  t 

**  has  however  a  thread,  see  Figure  5,  which  represents  a  vertical  cross  section 

«*  of  the  table  through  nuts  1 1\    If  then  this  part  ^  be  pressed  against  the 

dO  *'  screwed  bar  V,  its  thread  will  engage  with  the  thread  thereon  and  upon  the 

"  rotation  of  the  bar  the  plate  N  will  be  moved   forward.    If  however  the 

**  threaded  part  t^  of  the  nut  be  released  from  the  bar  V,  the  plate  N  may  be 

« freely  adjusted  or  displaced.    The   throwing   into  engagement  of  the  nut 

"  with  the  screw  bar  V  is  effected  in  the  following  way  :— The  under  part  t^ 

35  'I  of  the  nut  is  prolonged  to  the  one  side  and  this  end  t^  slides  in  a  slotted 

"  bar  r  which  extends  along  the  entire  extent   of   the  elongated   opening  v 

**  and  is  provided  with  arms  so  as  to  turn  like  a  bail   on   pins  r^  r*  on  the 

*^  table  (Figures  5  and  5*)  which  latter  figure  represents  a  vertical  longitudinal 

"rf^*^^^  ^^  *^®  table,  the  bar  r  being  in  elevation  as  seen    from   the   right. 

40  "  One  end  arm  of  the  slotted  bar  is   prolonged  to   the   outside  of  the  table 

*^  and  here  formed  into  a  counterweight  W.    In  consequence  of  this  counter- 

"  weight  W  the  slotted  bar  r  is  always  raised  and  thereby  the  under  part  t^ 

«  of  the  nut  is  pressed  against  the  screwed  rod  V,  so  that  then  the  adjustable 

^  P^**®  ^  ^®  connected  therewith.     If  however  the  counterweight  W  be  raised, 

45  "  this  connection  will  be  released  and  the  plate  N  may  at  once  assume  any 

•*  desired  position   on   the   table   B   without   revolving  the    screwed   rod  V. 

"  Figure  5  shows  in  dotted  lines  the  highest  position  of  the  counterweight  and 

« the  lowest  of  the  lower  part  t^  of  the  nut,  the   latter   being  thus  released 

II  from  the  screwed  bar  V.    It  is  evident   that   whilst  the  plate  N  is  on  the 

"  table  itfl  connection  with  the  screwed  bar  may  be  at  any  time  released  by 

**  lifting  the  counterweight  and  thus  pressing  down  the  bar  r. 

"The  rotation  of  the  screwed  bar  V  and  tlie  pushing  forward  of  the  plate  N 
"  with  the  polony  or  tie  like  is  effected  in  the  following  way  by  the  backward 
I*  movement  of  the  table  itself.  On  the  end  of  this  bar  V  outside  the  table,  a 
**  ratchet  wheel  w  is  firmly  mounted,  and  an  elbow  lever  z  z^  loosely  mounted 
**  thereon.  The  one  end  z  of  the  lever  bears  by  means  of  a  roller  %  on  an  inclined 
"  plane  or  cam /which  is  adjustably  connected  with  the  table  frame.    On  the 
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other  end  z^  of  the  lever  a  pawl  z^  is  pivotally  mounted  to  engage  the  ratchet  Wy 
said  pawl  having  a  handle  z*  to  allow  of  its  being  disengaged.  A  second  roller  t* 
is  mounted  on  the  pivot  of  the  pawl  to  run  on  the  table  frame  as  soon  as  the 
first  roller  i  has  travelled  off  the  cam /and  any  dropping  down  of  the  lever 
arm  is  thus  prevented  (Figures  1  and  6). 

*'  The  inclined  plane  or  cam  /  is  adjustable  vertically  and  horizontally,  the 
screw  pin  /*  by  which  it  is  fixed  being  adjustable  in  a  horizontal  elongated 
slot  /'  in  the  table  frame,  and  itaelf  projecting  through  a  vertical  elongated 
slot  /"  in  the  cam  /  and  being  screwed  to  the  same  by  means  of  a  nut 
(Figure  6). 

*'  Or  the  cam  may  be  mounted  on  a  block  laterally  adjustable  in  the  slot  /' 
and  the  vertical  adjustment  be  produced  by  means  of  a  spindle  and  hand 
wheel  whilst  a  finger  on  a  scale  on  the  table  frame  indicates  exactly  the 
height  of  the  cam  and  the  thickness  of  the  slice. 
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*'  On  the  forward  movement  of  the  table  the  roller  i  runs  down  the  inclined  15 
plane  or  cam  and  then  the  other  roller  i^  runs  along  the  table.    The  lever 
arm  z^  then  descends  and  the  pawl  z'  slides  over  a  number  of  teeth  of  the 
stationary  ratchet  wheel  w.    On  the  return  movement  of  the  table  this  lever 
arm  however  is  again  raised  until  the  roller  t  has  reached  the  highest  point  of 
the  inclined  plane  /  and  the  pawl  z^  in  the  meantime  rotates  the  ratchet  w  20 
and  therewith  the  screwed  rod  V  so  that  the  plate  is  pushed  forward  to  the 
thickness  of  a  slice  of  meat  or  polony.    This  operation  is  repeated  at  each  to 
and  fro  movement  of  the  table  so  that  gradually  the  polony  or  the  like  is  cut 
into  slices.     By  placing  the  cam  /  higher,  a  greater  displacement  of   the 
plate  N  and  thicker  slices  of  meat  may  be  obtained,  whilst  if  a  shorter  25 
transverse  moment  of  the  table  at  the  bevel  wheel  S^  is  to  be  obtained  the 
cam  or  plane /must  be  correspondingly  adjusted  to  the  right  in  the  sloty. 


10 


Vol.  XXtll.,  No.  11.]      AND  TRADE  MARK  CASES. 


213 


Van  Berkel  and  Others  v.  R.  D.  Simpson  Ld. 


"In  order  to  prevent  the  circular  knife  when  catting  from  coming  in  contact 
•*  with  the  table  N  when  pushed  forward,  an  inclined  or  bevelled  projection  or 
"  stop  r»,  Figures  5  and  5*,  is  provided. 

"  If  at  the  end  of  its  course  the  lower  half  t^  of  the  nut  encounters  with  its 
"  extended  end  t^  the  stop  r*  it  is  gradually  pressed  down  and  the  nut  released 
"  from  the  spindle  V,  i.e.  the  forward  movement  of  the  plate  N  is  interrupted 
**  when  the  part  t^  has  reached  the  lower  edge  of  the  stop  r".  The  countei* 
"  weight  W  is  then  held  down  by  hand,  the  plate  N  drawn  back  again  and 
"  the  polony  or  the  like  again  clamped  fast. 

**  As  hereinbefore  mentioned  the  polony  or  the  like  may  also  be  clamped 
"obliquely  or  diagonally  on  the  table  and  then  the  machine  will  cut  for 
**  instance  longer  slices  from  a  polony.  For  this  purpose  an  oblique  table  B 
"(Pigor6   4)    may    be    utilized.      This   arrangement  requires  only   another 


^  connection  of  the  nut  and  the  plate  N,  namely  by  the  upper  part  t  of  the 
15  '*  nut  being  formed  as  a  round  pin  or  stud  i'  to  move  between  two  bars  or 
"^  ridges  o  on  the  plate  N.  This  arrangement  is  necessary  when  the  screwed 
'^  bar  V  is  placed  at  right  angles  and  the  opening  v  must  then  be  made  much 
^  broader.  Figure  4  shows  three  positions  of  the  plate  N  in  the  table  B 
"  allowing  the  position  of  the  nut  between  the  bars  c;  to  be  clearly  seen. 
20  **  The  arrangement  of  the  other  parts  requires  no  alteration. 

^  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
'*  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
"'  what  I  claim  is : — ^1.  A  machine  for  slicing  Oerman  sausages  or  polonies 
"  and  the  like  meat  goods  cli^racterized  by  the  arrangement  of  a  revoluble 
25  ''  drcnlar  knife  (c)  of  apherical  or  disJied  form  and  a  table  (B)  having  a  to 
^  and  frQ  movement  adapted  to  carry  the  polony  or  the  like  with  it  against 
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'^  said  knife  in  the  direction  of  cut  whilst  daring  the  return  of  the  table  (which 
"  is  executed  quickly  relative  to  the  forward  movement)  the  polony  is  moved 
"  forward  on  the  table  to  the  width  of  a  slice,  substantially  as  hereinbefore 
**  described.    2.  In  a  machine  for  slicing  German  sausages  or  polonies  and  the  like 
''  meat  goods,  a  cutter  consisting  of  a  revoluble  circular  knife  having  a  spherical  or  5 
**  dished  form  whereby  only  the  cutting  edge  (C^)  of  the  circular  knife  comes 
^*  in  contact  with  the  polony  or  piece  of  meat  during  the  slicing,  substantially 
*'  as  and  for  the  purposes  hereinbefore  set  forth.    3.  In  a  slicing  machine  of 
**  the  kind  described,  the  means  for  reciprocating  the  table  (B)  in  adjustable 
"  guides  (a)  comprising  a  pin  e  carried  by  a  wheel  (S*)  operated  by  the  crank  10 
'*  shaft  and  a  lever  (G)  having  a  slot  (ff)  in  which  said  pin  engages  in  such  a 
"  way  that  the  forward  movement  of  the  table  for  the  cut  takes  place  slowly 
"  and  the  return  movement  quickly  and  whereby  by  the  adjustment  of  the 
*'  pin  (e)  the  movement  of  the  table  may  be  regulated,  substantially  as  herein- 
^'  before  described.    4.  In  a  machine  for  slicing  German  sausages  or  polonies  15 
*^  and  the  like,  the  means  for  feeding  forward  the  polony  or  the  like  after 
^^each  slicing,  comprising  an  adjustable  plate  (N)  and  a  nut  made  in  two 
"  parts  mounted  on  a  screwed  spindle  (V),  the  upper  part  (t)  of  said  nut  being 
"  without  a  screw  thread  and  firmly  connected  with  the  plate  whilst  the  under 
*'  part  (t^)  of  said  nut  which  is  threaded  has  a  prolongation  (t^)  running  20 
"  in  a  slotted  bar  (r)  and  is  pressed  onto  the  screwed  spindle  (V)  by  means 
'<  of  a  counterweight  (W)  so  that  by  rotating  the  screwed  spindle  the  plate 
"  and  therewith  the  polony  or  the  like  carried  thereby  is  moved  forward 
"  whilst  by  raising  the  counterweight  and  thus  withdrawing  the  lower  part 
*'  of  the  nut  from  the  screwed  spindle  an  immediate  release  of  the  plate  (N)  25 
'<  from   the  spindle  (Y)  is  effected  which    releasing  may  also    take    place 
"  automatically  at  the  end  of  its  course  by  means  of  an  inclined  or  bevelled 
"  projection   or   stop  (r'),  substantially  as  hereinbefore  described.     5.  In  a 
**  slicing  machine  of  the  kind  described  the  means  for  producing  the  rotation 
"  of  the  screwed  spindle  (V)  for  the  pushing  forward  of  the  plate  (N)  carrying  30 
^  the  polony   or  the  like  after  each  slice,  consisting  of  a  ratchet  wheel  (w) 
"  on  the  screwed  spindle  (V)  in  combination  with  a  double  lever  (z  z^)  the 
"  one  arm  {z^)  of  which  carries  a  pawl  {^)  engaging  with  a  ratchet  (ui)  and 
*<  the  other  arm  (z)  a  roller  (t)  which  on  the  return  movement  oF  the  table 
'*  encounters  a  cam  or  inclined  plane  (/)  runs  up  the  same  and  moves  the  35 
"  ratchet  wheel  forward  by  means  of  the  pawl,  the  plate  with  the  polony  or  the 
'^  like  being  moved  forward  to  the  thickness  of  a  slice,  said  cam  being  adjustable 
«*  laterally  according  to  the  length  of  movement  of  the  table  and  vertically 
*<  for  a  thicker  slice,  substantially  as  hereinbefore  described.    6.  In  a  slicing 
**  machine  of  the  kind  described,  the  arrangement  for  holding  the  polony  or  40 
"  the  like  firmly  on  the  table  consisting  in  providing  the  front  edge  of  the 
"  table  with  sharp  ridges  or  corrugations  (m)  and  that  of  the  feed  plate  (N) 
*'  with  points  {s)  with  the  object  of  avoiding  side  slip,  whilst  for  clamping 
"  down  the  polony  or  the  like,  a  cross  bar  (?)  having  points  («'^  is  provided 
"  which  engages  over  two  vertical  toothed  bars  mounted  on  the  feed  plate  (N)  45 
^*  one  of  said  bars  having  an  outwardly  pressing  spring  action,  substantially 
'^  as  hereinbefore  described.    7.  In  a  slicitig  machine  of  the  kind  described, 
*'  the  arrangement  of  the  table  with  a  feed  oblique  to  the  axis  of  the  cutting 
*^  knife,  the  connection  of  the  feed  plate  with  the  nut  {t  t^)  and  the  screwed 
^'  spindle  (V)  being  made  by  means  of  a  pin  (JP)  on  the  upper  part  {t)  of  the  50 
'^  nut  which  pin  is  located  between  bars  (o)  on  the  underside  of   the  feed 
"  plate   (N)  substantially  as  hereinbefore   described.     8.   The  general  con- 
*'  struction  and  combination  of  parts  taken  as  a  whole,  forming  the  improved 
*<  machine  for  slicing  German  sausages  and  the  like,  substantially  as  herein- 
*'  before  described  and  illustrated."  55 

The  machine  which  the  Respondents  had  been  selling,  and  which  the  Oom- 
plainers  alleged  to  be  an  infringement  of  their  Patent,  was  described  in  the 
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Complete  Specification  of  Albrecht  Brinnhdvser  (No.  9648  of  1904)  :— "  This 
"  invention  relates  to  a  new  or  improved  machine  for  cutting  or  slicing  meat 
"  and  similar  edibles,  more  particularly  ham*  and  sausages.  The  machine 
"  has  the  advantages  of  simplicity,  reliability  and  cheapness,  and  of  being  easy 
6  "  to  manipulate. 

"One  form  of  the  invention  is  illustrated  in  the  annexed  Drawing,  in  which 
'*  Pig.  1  is  a  side  view  of  the  machine  in  section  on  line  C — D  of  Fig.  2,  and 
"  Fig.  2  a  section  on  the  line  A — B  of  Fig.  1,  Fig.  3  represents  a  detail. 
'*  The  machine  essentially  comprises  the  frame  a,  the  carriage  or  slide  h  and 
10  "  the  rotary  knife  c.  It  is  operated  by  means  of  the  hand-wheel  rf,  the  shaf<  e 
'*  of  which  has  bearings  in  the  frame  a.  To  the  rear-end  of  the  shaft  e  is 
"  fixed  the  bevel-wheel  /  which  meshes  with  the  bevel-wheel  g  on  the  shaft  h 
'*  mounted  in  the  frame.  To  the  outer  end  of  the  shaft  h  (Fig.  2)  is  fixed 
"  the  wheel  i  connected  by  means  of  a  chain  or  the  like  with  the  wheel  A:, 

15  **  which  it  is  adapted  to  drive.  The  wheel  k  is  fixed  to  the  axle  I  of  the 
"  knife  Cy  said  axle  I  having  bearing  in  an  arm  m  fixed  to  the  frame.  The 
**  knife  c  comprises  a  wheel-like  support  n,  the  circumference  of  which  is 
**  bevelled  to  receive  the  blade  o,  which  is  screwed  thereto.  The  said  blade  o 
^  consists  of  several  segments,  each  of  which  is  separately  removable  and  replace- 

20  "  able  so  that  in  case  of  injury  to  one  part  of  the  blade  the  entire  blade  need  not 
**  be  replaced.  An  integral  disc  or  ring  can,  however,  be  screwed  to  the  support  n 
"  instead  of  the  segments  referred  to.  In  either  case  the  blade  must  be  inclined 
"  with  regard  to  the  plane  in  which  the  cut  is  to  take  place,  in  order  to  facilitate 
"  its  action.    To  the  bevel  wheel  g  is  fixed  a  plate  p  which  is  connected  to  an 

*^i  **  arm  r  by  means  of  a  pivot  q.  The  said  arm  r  is  pivoted  at  «  to  a  lever  t 
*^  fulcrummed  at  u  on  the  bed-plate  of  the  machine.  To  the  upper  end  of  the 
**  lever  t  the  arm  w  is  pivoted  at  v,  said  arm  being  pivoted  at  x  to  a  projection  y, 
*'  which  is  fixed  to  the  slide  b.  By  this  means  the  latter  can  be  reciprocated 
"  parallelly  to  the  plane  of  cutting.    The  slide  b  is  provided  with  the  dove-tail 

30  "  guides  z  in  which  the  plate  1  is  movable.  On  this  plate  the  meat  or  the  like 
**  to- be  cut  is  placed,  the  vertical  plate  2  and  the  rack  3  being  arranged  on  said 
"  plate  1  for  that  purpose.  The  plate  2  is  provided  with  two  rows  of  holes  4  into 
**  which  the  hooks  5  of  the  cover  plate  6  engage.  The  latter  is  placed  on  the  meat 
^*  and  holds  it  against  the  plate  1  by  means  of  teeth,  pointa  or  the  like.    The 

35  "  handle  7  is  movable  on  the  plate  6,  being  provided  with  slots  8  engaging  the 
"  pins  9  fixed  to  the  plate.  One  end  of  the  said  handle  is  provided  with  the  bent 
**  nose  10  which  is  adapted  to  engage  between  the  teeth  11  of  the  rack  3.  By 
*'  displacement  of  the  handle  7  the  said  nose  can  be  moved  into  and  out  of 
^^  engagement  with  the  said  rack.    The  hooks  5  can  be  inserted  into  the  holes  4  as 

40  "  required.  To  the  underside  of  the  movable  plate  1  is  fixed  a  projection  12,  to 
"  which  a  lever  13  is  pivoted.  The  curved  part  14  of  the  latter  is  screw-threaded 
**  on  its  inside,  so  that  said  part  14  forms,  as  it  were,  one  half  of  a  nut,  which  engages 
•*  the  screw  15  mounted  in  bearings  16  on  the  under  part  of  the  slide  b  (Fig.  2). 
"  To  the  screw  15  is  fixed  a  ratchet  wheel  17,  which  is  so  held  by  a  spring  18 

45  ^  that  it  can  only  revolve  towards  the  right,  as  seen  in  Fig.  3.  Below  this  ratchet 
^  wheel  17  is  arranged  a  slide  L9  adapted  to  be  moved  by  means  of  a  rod  20 
**  and  to  be  fixed  in  the  desired  position  by  means  of  notches  or  holes  21 
*^  therein  and  the  pin  22  fixed  to  the  frame  a  of  the  machine.  The  rod  20 
**  JB  held  in  position  by  means  of  a  spring  23.    To  the  slide  19  is  fixed  a  guide 

50  **  frame  24,  provided  with  a  slot  into  which  engages  a  pin  25  fixed  to  the 
**  machine  frame.  The  slide  19  is  provided  with  a  row  of  teeth  26,  each  of 
*^  which  is  held  in  an  elevated  position  by  a  spring  27.  These  teeth  are  movable 
**  and  can  be  depressed  by  overcoming  the  pressure  of  the  springs  27.  The 
**  upward  movement  of  the  teeth  26  is  limited  by  the  stops  or  heads  28.    The 

55  **  lever  13  is  connected  with  a  rod  29  guided  in  arms  30  fixed  to  the  vertical 
•*  plate  2.  At  the  upper  end  of  the  rod  29  is  arranged  a  spring  31,  which  bears 
*'  against  one  of  said  arms  30  and  against  a  knob  32  at  the  end  of  Uie  rod  29,  so 
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**  that  the  said  Bpring  tends  to  move  the  latter  upwards.  The  rod  29  is  provided 
•'  with  a  recess  33  and  is  guided  in  an  aperture  34  in  a  bell-crank  lever  35. 
"  The  latter  is  pivoted  at  36  to  the  plate  2  and  is  so  operated  by  a  spring  37  that 
"  it  always  engages  into  the  recess  33  in  the  rod  29.  The  free  end  of  the  lever  35 
^^  is  provided  with  a  vertical  finger  38  which  in  its  end  position  abuts  against  a  5 
"  pin  39  so  as  to  operate  the  lever  35. 

**  The  action  of  the  machine  is  as  follows  : — The  parts  are  at  the  beginning  in 
^'  the  positions  indicated  by  dotted  lines.  The  slide  b  which  is  adapted  to  be 
^  reciprocated  in  the  guides  40  on  the  frame  a,  is  at  this  stage  at  the  end  of 
"  the  guides  nearest  the  wheel  d.  If  the  latter  is  thereupon  operated  the  10 
"  shaft  e  is  revolved  and  rotates  the  shaft  h  by  means  of  the  wheels  /  and  g. 
*^  The  rotation  is  transmitted  from  the  shaft  h  to  the  axle  I  of  the  knife  by 
*'  means  of  the  wheels  i  and  k,  so  that  the  knife  is  revolved.  During  the 
"  rotation  of  the  wheel  g  the  plate  p  acts  as  a  crank  arm  and  operates  the 
^  arm  r  in  such  a  manner  that  the  lever  t  is  caused  to  oscillate  about  the  15 
"  pivot  u.  The  upper  end  of  the  said  lever  t  moves  the  rod  w,  by  which  means 
"  the  carriage  b  is  caused  to  reciprocate  in  the  guides  40.  The  rotation,  of  the 
"  wheel  d  thus  causes  the  knife  to  be  revolved  and  the  slide  ft  to  be  reciprocated. 
"  With  the  slide  the  parts  1  to  39  thereon  are,  of  course,  also  reciprocated. 

^'  The  edible  to  be  cut,  for  instance  a  sausage,  is  placed  on  the  plate  1  and  20 
'^  covered  by  means  of  the  plate  6,  the  hooks  5  being  inserted  into  suitable 
"  holes  4,  according  to  the  size  of  the  sausage.  The  handle  7  is  then  pushed 
*'  over  to  the  right  till  the  projection  10  engages  one  of  the  teeth  11  of  the  rack  3. 
*'  By  this  means  the  sausage  is  held  firmly  on  the  plate  1.  It  is  obvious  that 
<*  when  the  slide  moves  towards  the  knife  a  slice  will  be  cut  off  the  sausage.  25 
^^  In  order  to  cut  the  next  slice  the  sausage  will  have  to  be  moved  in  a  direction 
^*  perpendicular  to  the  plane  of  the  knife.  This  is  effected  in  the  following 
"  manner. 

"  While  the  slide  b  is  moving  in  its  guides  40  the  ratchet  wheel  17  on  the 
"  screw  15  slides  over  the  slide  19.    According  to  the  position  of  the  latter,  one  30 
^*'  or  more  of  the  teeth  26  engages  or  engage  the  ratchet  wheel  and  rotate  the  said 
"  wheel  through  the  space  of  the  corresponding  number  of  teeth.    The  screw  15 
"  is  revolved  with  the  wheel  17,  and  since  the  screw-threaded  part  14  of  the 
"  lever  13  is  in  engagement  with  the  said  screw  15  the  said  lever  13  is  displaced 
*^  on  the  latter.    The  lever  13  is  connected  to  the  projection  12  of  the  plate  1  and  35 
*^  to  the  rod  29  arranged  in  bearings  30  on  the  plate  2,  so  that  the  plate  1  is  moved 
<*  in  the  guides  z  and  with  it  the  plate  2,  rods  3  and  29  and  lever  35  are  moved 
*'  perpendicularly  to  the  plane  of  the  knife.    The  extent  of  this  displacement 
*^  depends  on  the  extent  of  the  rotation  of  the  screw  15,  that  is  to  say,  on  t)ie 
'^  number  of  teeth  26  which  engage  the  ratchet  wheel  17.    The  displacement  of  40 
**  the  plate  1  can  thus  be  regulated  by  adjusting  the  slide  by  hand,  by  means  of 
"  the  rod  20.    The  sausage  being  held  fast  on  the  plate  1,  the  displacement  of 
<*  the  latter  causes  the  former  to  be  moved  towards  the  cutting  plane,  and  the 
*^  thickness  of  the  slices  to  be  cut  can  be  regulated  in  the  manner  described.   When 
'*  the  plate  1  has  advanced  farthest  towards  the  knife  the  vertical  finger  38  of  the  45 
*'  lever  35  abuts  against  the  pin  39  on  tlie  frame  a  and  is  by  this  means  pushed 
"  back  in  order  to  rotate  the  lever  35  against  the  pressure  of  the  spring  37 
'*  (from  left  to  right,  Fig.  2),  so  that  said  lever  35  is  disengaged  from  the 
*'  xecess  33  in  the  rod  29.    The  said  rod  29  is  thereupon  moved  upwards  by 
**  the  spring  31  into  the  position  indicated  in    Fig.  1  by  dotted   lines,  and  50 
"  moves  with  it  the  lever  13,  which  is  also  moved  into  the  position  indicated 
"  by  dotted  lines  in  Fig.  1.    When  the  parts  are  in  these  positions  the  part 
•*  14  is  disengaged  from  the  screw  15,  so  that  the  rotation  of  the  latter  no 
"  longer  causes  the  lever  13  and  the  plate  1  to  be  displaced.    When  the  plate 
**  1  is  pushed  back  in  its  guides  z  the  lever  35  is  rotated  back  by  the  spring  37  and  55 
'^  engages  into  the  recess  33  in  the  rod  29  when  the  latter  has  been  pushed  into 
**  its  lower  position  by  pressure  on  the  knob  32.    During  each  return  movement 
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"  of  the  slide  b  the  ratchet  wheel  encounters  the  inclined  services  at  the  upper 
*'  ends  of  the  teeth  26  and  depresses  the  latter  against  the  pressure  of  the 
^'  springs  27,  so  that  the  slide  b  is  moved  over  the  slide  19  to  its  original 
"  position.  From  this  description  it  will  be  seen  that  during  the  turning  of  the 
5  "  wheel  d  the  following  movements  take  place  simultaneously  : — 1.  Rotation 
"  of  the  knife  c.  2.  Reciprocation  of  the  slide  b  parallelly  to  the  plane  of 
**  the  knife.  3.  Intermittent  forward  movement  of  the  plate  1  in  a  direction 
•*  perpendicular  to  the  plane  of  the  knife." 


cao 


The  Patentee  claimed  : — **  1.  A  machine  for  cutting  and  slicing  meat,  sausages- 
10  "  and  the  like  comprising  a  knife  consisting  of  a  support  and  a  cutting  disc, 
"the  latter  being  detachable  from  ihe  support  and  consisting  of  one  piece 
"or  of  a  plurality  of  separately  detachable  segments.  2.  In  the  machine 
"  described,  the  arrangement  of  a  reciprocatable  slide  adapted  to  be  moved  by 
**  an  arm  with  the  wheel  which  operates  the  knife.  3.  In  the  machine  described, 
15  "the  arrangement  of  a  cover-plate  having  a  movable  handle  adapted  to  be 
"  moved  thereon  till  a  projection  on  said  handle  engages  a  rack  for  the  pur- 
"  pose  set  forth.    4.  In  the  machine  described,  the  arrangement  of  a  screw 
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•*  moanted  on  the  slide  and  adapted  to  be  intermittently  rotated  daring  the 
"  reciprocation  of  said  slide,  said  screw  engaging  a  half-nut  on  a  lever  fixed 
<^  to  the  movable  supporting  plate  for  the  meat  or  the  like,  so  that  the  rotation 
<<  of  the  screw  causes  the  said  plate  to  be  displaced  on  the  slide.  5.  In  the 
"  machine  described,  the  arrangement  of  a  slide  19  provided  with  resilient  5 
<'  teeth  and  adjustable  on  the  machine  frame  by  means  of  a  rod,  said  teeth 
**  being  adapted  to  rotate  a  ratchet  wheel  on  the  screw  15  when  the  slide  h 
<'  travels  over  the  slide  19  in  one  direction  and  to  be  depressed  when  said 
*^  slide  b  returns.  6.  In  the  machine  described  the  arrangement  of  a  resilient 
"  lever  35  which  depresses  the  rod  29  attached  to  the  lever  13  daring  the  10 
*'  forward  movement  of  the  meat  or  the  like  and  is  so  rotated  by  means  of 
^^  an  abutment  39  at  the  end  of  the  said  movement  that  it  releases  the  rod  29, 
«  and  that  the  upward  movement  of  the  latter  by  a  spring  31  moves  the  half 
*'  nut  14  out  of  engagement  with  the  screw  15,  so  that  the  forward  movement 
"  ceases."  15 

This  machine  was  also  protected  by  a  German  Patent  (No.  164,981,  dated  the 
10th  of  November  1904)  which  was  substantially  in  the  same  terms  as  the 
British  one.  The  German  Patent  referred  to  the  advantage  obtained  by  having 
the  forward  motion  of  the  reciprocating  table  slower  than  the  backward  one. 

The  Oomplainers  asked  the  Court  to  interdict  the  sale  of  the  Respondents*  2O 
machine     The  following  extracts  from  their  statement  of  facts  show  the  facts 
on  which  the  application  was  based  : — 

"  (3  )  The  Respondents  have  recently  been  selling  and  exposing  for  sale  a 
'^  machine  which  embodies  the  substance  of  the  Oomplainers'  invention  and 
"  claims,  and  the  mechanism  of  which  is  an  infringement  of  the  Oomplainers*  25 
"  invention.  The  Oomplainers  do  not  know  where  or  by  whom  the  machine 
"  so  sold  by  the  Respondents  is  manufactured.  It  consists  of  a  table  having  a 
"  reciprocating  movement  and  adapted  to  carry  the  sausage  or  the  like  with  it 
"  against  the  edge  of  a  circular  knife  (which  is  of  dished  form  as  after- 
"  mentioned)  in  the  direction  of  cut,  whilst  at  the  return  movement  of  the  30 
^  table  the  sausage  is  moved  forward  the  width  of  a  slice.  The  knife  consists 
'*  of  a  disc  to  which  a  circular  band  of  steel  is  screwed,  said  band  of  steel  con- 
"  stituting  a  segment  of  a  hollow  sphere  so  that  the  whole  knife  is  of  a  dished 
"  or  hollow  formation  and  does  not  cut  over  its  whole  surface,  but  only  at  the 
"  circumferential  edge.  35 

*'  (4.)  The  machine  sold  by  the  Respondents  infringes  the  Oomplainers* 
"  machine  in  employing,  for  the  purpose  of  cutting,  a  dished  knife — the  cutting 
"  edge  of  which  alone  comes  in  contact  with  the  meat — the  second  claim  made 
*'  by  the  Oomplainers  in  their  Specification  being  for  a  cutter  consisting  of  a 
"  revoluble  circular  knife  having  a  spherical  or  dished  form.  Further,  the  40 
^'  the  whole  machine  is  an  infringement  of  the  first  Olaim  of  the  Oomplainers* 
"  Patent  as  amended  on  25th  February  1905." 

They  then  recited  the  Olaim  in  question  and  proceeded  : — **  The    slicing 
**  mechanism  of  the  Respondents*  machine  is  also  an  infringement  of  the 
*'  Oomplainers*  Olaim  4,  and  the  whole  machine  is  an  infringement  of  the   45 
"  Oomplainers'  Olaim  8. 

**  (5.)  The  Respondents  have  sold  machines  which  infringe  the  Oomplainers* 
*•  Patent  to  the  following,  among  other  parties: — The  St.  CuthherVs  Oa- 
**  operative  Association  Ld. ;  Mr.  LyU^  2  Nicolson  Street ;  James  C,  Broton^^ 
"  provision  merchant,  77  Newington  Road  Edinburgh  ;  L.  Laurenson^  provision  50 
"  merchant,  56  Warrender  Park  Road  Edinburgh ;  William  Forrest^  205 
"  Bruntsfield  Place  Edinburgh  ;  J5.  Brtice,  120  Ferry  Road  Leith.  Through 
<^  the  Respondents*  infringement  the  Oomplainers  have  lost  orders  for  the  said 
^'  patented  machines,  and  have  thereby  suffered  loss  and  damage,  their  claim 
"  for  which  is  hereby  reserved.  With  reference  to  the  statements  in  answer,  55 
"  the  Specifications  and  other  documents  mentioned  are  referred  to  for  their 
<^  terms.    Quoad  ultra  denied.    Explained  that  none  of  the  Specifications  aud 
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^machines  referred  to  anticipate  or  make  disclosure  of   the  Complainers' 
"  invention." 

.  The  Respondents  answered  these  statements  thus  : — ^'  Admitted  only  that 
"  the  Respondents  have  heen  83lling  a  machine  for  slicing  sausages,  &c.,  and 
i  *'  that  they  have  sold  these  machines  to  the  parties  named  in  Statement  5. 
^  The  Respondents  have  never  made  such  machines  themselves.  Quoad  ultra 
"  denied.  Explained  that  the  machines  sold  by  the  Respondents  were  supplied 
"  to  them  by  Albrecht  Brinnhauser,  of  Nuremberg,  Germany.  They  were 
"  supplied  to  and  purchased  by  the  Respondents  on  the  representation  by  the 
10  "  said  Albrecht  Brinnhaiiser  that  they  were  patented  articles  protected  by  a 
"German  Patent,  No.  164,981,  dated  10th  November  1904,  and  by  a  British 
"Patent,  being  No.  9648,  of  date  27th  April  1904,  both  held  by  him. 
"  ThQ  said  Albrecht  Brinnhaiiser  carries  on  a  large  business  as  a  manufacturer 
"  at  Nuremberg,  and  makes  and  sells  in  Germany  large  numbers  annually  of 
15  "  machines  similar  to  those  sold  by  him  to  the  Respondents,  and  the  Respon* 
"  dents  understand  and  aver  that  his  actings  have  never  been  in  any  way 
"  challenged  by  the  Complainers.  The  Respondents  obtained  their  machines 
"  from  him  in  perfect  good  faith  as  being  machines  made  under  valid  Patents 
"  held  by  him.    Explained  that  the  Complainers'  Patent  is  not  a  valid  one.    At 

20  "  the  date  of  the  Complainers'  Patent  (7th  December  1898)  machines  for  the 
"  slicing  of  meat  and  similar  articles  of  food  were  well  known.  Some  were 
"  made  with  reciprocating  knives  and  some  with  rotary  cutters,  the  article  to 
"  be  cut  being  fastened  to  a  table  which  moved  past  the  cutting  edge  of  the 
"  knife,  and  being  fed  up  to  the  edge  of  the  knife  as  each  slice  was  cut  off, 

25  "  Reference  is  made  to  the  followinar  British  Specifications,  No.  1548  of  1895, 
"  No.  9972  of  1895,  No.  24,651  of  1895,  No.  2123  of  1876,  and  No.  703  of  1857  ; 
"  also  to  the  United  States  of  America  Specifications,  No.  343,314  of  1886  of 
"  Hellings  and  Everett,  No.  586,403  of  1897  of  G.  R.  Turner,  and  No.  588,828  of 
'*  1897  of  G,  W.  HinrichSj  and  of  the  United  States  Specification  of  John  L.  Kolbe 

30  *'  No.  579,486  of  March  1897 ;  also  to  the  German  Specification,  No.  48,888  of 
•^  October  1889  of  R.  Karge.%  and  also  the  German  Specification,  No.  57,869  of 
"  January  1891  of  J.  Klappert.  These  foreign  Specifications  were  all  published 
**  in  this  country  prior  to  the  date  of  BerkeVs  Patent.  Explained  that  the 
"  machine  made  by  the  Complainers  in  terms  of  their  said  Letters  Patent  is  a 

35  "  combination  of  elements,  every  one  of  which  was  old  and  well  known  at  and 
"  before  the  date  of  said  Letters  Patent.  Explained  that  the  machine  sold  by 
**  Respondents  is  an  entirely  different  combination.  The  travel  of  the  table, 
**  and  the  feed  up  to  the  knife  of  the  article  being  cut  up  are  obtained  by 
*\  different    mechanisms,    while    the    knife    employed    in    the   Respondents' 

40  **  machine  is  of  a  different  construction  and  shape  from  that  used  by 
'^  the  Complainers.  In  the  before- mentioned  British,  American,  and  German 
**  Specifications,  similar  machines  are  specified  for  slicing  meat  in  which 
**  there  are  similar  actions  to  those  of  BerheVs  Specification,  viz.,  a  rotating 
^  knife,  travelling  table  carrying  the  meat,  means  for  feeding  the  meat  up 

45  *"  to  the  knife,  and  means  for  varying  the  slice  to  be  cut.  A  copy  of  the  said 
**  Specification  of  BHnnhaiisery  No.  9648  of  1904,  is  produced  herewith,  and 
•*  referred  to  for  a  complete  description  of  the  said  machine  sold  by  the  Respon- 
^  dents.  It  contains  no  reference  to  a  quick  return  movement  after  the  cut 
•*  has  been  performed,  such  as  is  referred  to  by  Complainers  in  Statement  2  ; 

50  **  nor  is  the  quick  return  in  the  machine  as  made  by  Brinnhaiiser  and  sold  by 
**  Respondents.  It  is  a  movement  which  is  made  a  feature  of  Complainers' 
•*  Patent.  Explained  that  the  invention  covered  by  the  Complainers'  said  Patent 
*•  was  anticipated  by  the  said  Specification  of  J.  L.  Kolbe,  No.  579,486  of  1897. 
**  Further  explained  that  the  alleged  Patent  of  the  Complainers  is  invalid  in 

55  "  respect  that  Claims  Nos.  2  and  3  are  for  devices  's^hich  were  part  of  the 
**  common  knowledge  of  mechanics  at  the  date  of  the  said  Patent.  In  particular, 
**  with  respect  to  the  said  second  Claim,  it  is  explained  that  the  Complainers' 
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"  alleged  invention  was  anticipated  by  the  invention  of  Richardson  and  EUiotiy 
**  described  in  their  Specification  No.  5468  of  1896.  Further  explained  that 
**  dish-shaped  rotary  cutting  knives  are  contained  in  Kargeff  German  Specifica- 
"  tion  of  October,  1889,  No.  48,888 ;  also  that  rotary  discs  of  steel,  with  ihe 
<*  edge  sharpened,  had  for  long  been  employed  for  cutting  cloth  and  other  5 
^'  material ;  that  the  use  of  such  a  knife  for  cutting  meat  without  tearing  it,  was 
**  published  in  Great  Britain  in  1886,  in  the  said  Specification,  No.  343,314, 
"  annexed  to  the  United  States  of  America  Patent,  granted  to  Hellings  and 
**  Everett ;  and,  further,  that  prior  to  March,  1898,  Messrs.  Joseph  Tyzack  & 
*<  Son  Ld,^  of  Sheffield,  and  Henry  Rossell  A  Oo.  Ld.^  Henry  Rossell  A  Co.y  10 
**  Dickson  Bros.  A  Co.,  Spear  and  Jackson  and  Spear  and  Jackson  Ld.,  Etna 
<*  Works,  Barker  and  England  and  Barker  and  England  Ld.,  Havelock  Works, 
"  Crookes,  Roberts  A  Co.,  Argus  Works,  and  Golver  Bros,  and  Colver  Bros.  Ld.j 
"  Pilot  Works,  all  of  Sheffield,  made  and  sold  dish-shaped  cutters  similar  to 
'  that  described  and  claimed  by  the  Oomplainers.  Similar  forms  of  cutters  had  15 
"  also  been  commonly  employed  in  the  shape  of  emery  wheels  for  grinding. 
**  No  invention  was  involved  in  adapting  guch  cutters  to  machines  for  slicing 
*'  German  sausages  or  polonies.  Further,  it  is  explained  that  Claim  3  is  for  a 
*'  mechanical  device  well  known  at  and  before  the  date  of  the  Oomplainers* 
^  Letters  Patent,  and  then  largely  used  in  planing  and  other  machines.  A  descrip-  20 
**  tion  and  drawing  of  the  device  was  published  in  1887,  in  Volume  II,  page  12, 
**  Fig.  1550,  of  *  Modern  Machine  Shop  Practice,'  by  Joshua  Rose,  M.E.  The 
**  motion  is  also  shown  in  the  Specification  of  Macfarlane^s  Patent,  No.  24,815 
"  of  1895.  There  was  no  invention  required  in  applying  the  said  device  to 
*'  slicing  machines.  Further,  it  is  explained  that  Oomplainers'  Claims,  4  and  5,  25 
"  are  for  mechanical  devices  well  known  before  the  date  of  his  Patent. 
"  Reference  is  made  to  the  said  British  Specifications  of  Ooodchild  and  Hay^ 
"  No.  2123  of  1876,  and  Flockhart,  No.  1548  of  1895,  and  the  before-mentioned 
"  United  States  of  America  Specification  of  Turner,  No.  586,403  of  1897,  and  to 
«  the  said  German  Specification  of  J.  Klappert,  No.  59,869  of  1891."  30 

The  case  was  first  moved  on  the  30th  of  May  1905,  when  the  Lord  Ordinary 
ordered  answers  ;  on  the  15th  of  June  he  allowed  the  answers  to  be  heard,  and 
on  the  21st  of  June  he  passed  the  note  from  the  Bill  Chamber  to  the  Court  of 
Session.    In  respect  of  an  undertaking  by  the  Respondents  to  keep  an  accoant 
of   their   sales  till  the  case  was  disposed  of    the  Lord   Ordinary  found    it  35 
unnecessary  to  dispose  of  the  question  of  interim  interdict.    On  the  12th  of 
July  the  case  was  sent  to  the  adjustment  roll,  and  on  the  18th  of  July  and  the' 
17th  of  October  it  was  continued  there  to  allow  the  summons  to  be  amended.' 
The  Record  was  closed  on  the  31st  of  October,  and  the  case  was  sent  to  Proof. 
Proof  was  taken  on  the  12th,  13th  and  14th  of  December.  40 

The  Counsel  for  the  Oomplainers  were  the  Dean  of  Faculty  {Campbell  K.C.), 
Clyde  K.C.,  and  Stetvart  (instructed  by  HiUton  and  Jack,  Solicitors) ;  the 
Counsel  for  the  Respondents  were  the  Solidtor-Oeneral  (JJre  K.C.)  and 
Sandeman  (instructed  by  Paterson  and  Gardener  S.S.C). 

The  following  witnesses  were  examined  on  behalf  of  the  Oomplainers  : —  45 
The  Complainer,  W.  A.   Van  Berkel  (on  commission)  ;    H.   D.   Fitzpatrick 
C.E.,  Patent  Agent,  Glasgow ;   Stephen,  Patent  Agent ;    P.  J.  Rowan  GM^ 
Glasgow;  and  J.  McL.  Woodingion,  London  Manager  for  Pamall  A  Sons  JLd.^ 
shopfitt«rs,  licensees  of  the  Oomplainers'  Patent. 

On  behalf  of  the  Defenders  the  Defender,  R.  D.  Simpson,  T.  Hudson  BearCy  50 
Professor  of    Engineering    in  the   University  of    Edinburgh,  and    J.    Yate 
Johnston  C.E.  Patent  Agent,  Glasgow,  gave  evidence. 

From  the  Proof  it  appeared  that   Van  Berkel  (who  was  not  a  professional 
mechanician  but  had  acquired  considerable  knowledge  of  the  subject  by  private 
study)  bad  been  for  some  time  attempting  to  make  a  practically  useful  slicing  ^ 
machine  using  a  circular  revolving  knife,  but  failed  owing  to  the  tendency  of 
the  knife  to  s^dhere  to  the  meat^    Finally  he  had  the  idea  of  fitting  on  a  dialled 
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knife,  snch  that,  as  soon  as  the  meat  passed  the  catting  edge,  the  motion  of 
the  table  carried  it  away  from  the  knife.  This  succeeded  and  the  present 
machine  was  constructed.  The  machine  had  great  commercial  success.  Between 
February  1903  and  November  1905,  1400  of  these  machines  were  sold  in  Great 
5  Britain,  and  7000  in  the  world  (exclusive  of  America).  The  machine  saved  the 
wages  of  two  men.  The  Respondents*  machine  which  was  cheaper  and  of  inferior 
finish  to  the  Complainers*  had  also  had  a  commercial  success.  Van  Berkel 
supposed  himself  to  be  the  inventor  of  dished  knives,  but  in  fact  they  were  old. 
They  had  been  previously  used  for  cutting  tobacco  leaf  and  paper,  for  scraping 
10  hides,  and  in  harrows  for  turning  up  the  ground,  but  never  in  slicing  machines 
or  any  analogous  instrument.  It  was  conceded  that  the  knife  in  the  Respondents* 
machine  was  a  mechanical  equivalent  for  that  in  the  Complainers'.  Another 
outstanding  feature  of  the  Oomplainers*  machine  was  the  mechanism  whereby  the 
table  was  moved  forward  against  the  knife  so  as  to  take  off  a  slice  and  backward 

15  again  to  the  starting  position.  This  was  effected  by  a  movable  pin  working  in 
a  slot  on  awheel.  This  was  a  familiar  device  and  is  called  the  "  Whitworth" 
movement  after  its  inventor.  It  had  never  before  been  used  in  a  slicing  machine, 
but  had  been  used  in  planing  machines.  It  had  the  advantage  of  moving  the 
meat  slowly  up  against  the  ^ife  and  effecting  the  backward  motion,  in  which 

80  no  work  was  done,  rapidly.  The  Respondents'  machine  did  not  contain  the 
Whitworth  mechanism.  The  reciprocating  movement  there  was  effected  by  a 
system  of  cranks.  These,  as  they  were  adjusted  in  the  machine  which  the 
Respondents  manufactured,  gave  a  forward  motion  of  much  more  nearly  equal 
rapidity  with  the  backward  one  than  the    reciprocating   movement  of  the 

25  Complainers'  machine,  though  there  was  a  certain  small  retardation  in  the  forward 
motion  in  this  case  also.  The  system  of  cranks  used  by  the  Respondents,  if 
their  lengths  were  properly  adjusted,  might  give  a  reciprocating  motion  similar 
to  that  of  the  Complainers.  If  equal  forward  and  backward  rapidities  only  were 
desired  a  simpler  system  of  cranks  than  the  Complainers'  might  be  employed. 

30  The  third  prominent  characteristic  of  the  Complainers'  machine  was  the  feed 
effected  as  described  in  the  Specification  by  a  nut  and  a  screw  spindle  actuated 
by  a  ratchet  wheel  thrown  into  engagement  with  a  pawl  at  the  end  of  a  double 
lever,  the  other  extremity  of  which  carries  a  roller  running  on  a  roller  path 
of  adjustable  length.     It  was  not  seriously  disputed  that  the  Respondents' 

35  method  was  a  mechanical  equivalent  for  this.    The  Complainers'  method  of 

intermittently  actuating  a  screw  was  old.    Screw  feeds  had  previously  been 

used  in  meat  cutting  machines,  but  none  of  these  devices  was  identical  with 

that  of  the  Complainers. 

The  Lord  Oniinary  in  his  judgment  gives  the  essential  features  of  the 

40  various  patents  which  were  referred  to  by  the  Respondents  in  order  to  show 
the  state  of  knowledge  prior  to  the  Complainers'  invention.  Only  one  of  these 
had  any  considerable  resemblance  to  the  Complainers'  machine,  and  with  that 
exception  no  details  of  them  need  here  be  given. 

Kolhe's  Specification,  No.  579,486  of  March  1897  U.S.A.,  approached  nearest 

45  to  that  of  the  Complainers.  This  was  for  a  loaf  cutting  machine.  The 
object  of  the  invention  was  to  provide  means  for  automatically  feeding 
the  loaf  and  cutting  the  same  in  slices  of  the  desired  thickness  without 
mutilating  the  slice  or  crushing  the  uncut  part  of  the  loaf.  The  device 
used  was  a  combination  of  a  cabinet  provided  with  a  rotary  cutter  (which 

50  was  a  flat  corrugated  plate)  a  sliding  loaf -supporting  box  arranged  to  carry 
the  loaf  into  the  path  of  the  cutter,  a  longitudinally-movable  feed  rack 
located  in  the  bottom  of  the  said  box,  an  elbow-crank  supported  by  the 
said  box  and  having  one  arm  connected  with  the  feed-rack,  a  sliding  stay-rod 
cranected  with  the  other  arm  of  the  elbow-crank  and  adapted  to  actuate  the 

55  latter  with  the  movement  of  the  box,  a  spring  for  rotating  said  feed-rack  after 
the  same  had  been  moved  by  said  elbow-crank.  Kolhe^s  Specification  was  published 
IQ  this  country  by  inclusion  in  the  Patent  Of^ce  Loudon  Liibrary.    It  was  not 
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proved  that  any  machine  had  ever  been  made  according  to  this  Patent,  and  it 
appeared  that  no  model  was  lodged  in  the  United  States  Patent  Office.  The 
skilled  witnesses  for  the  Complainers  pointed  out  many  difficulties  in  the 
interpretation  of  Kolhe^s  Specification.  There  were  many  letters  in  the 
Specification  which  were  not  found  in  the  Drawings.  The  guideblocks  5 
mentioned  in  the  Specification  were  not  indicated  in  the  Drawings.  The  relative 
positions  of  the  shafts  (g^  and  E)  were  not  clearly  indicated  and  no  bearing  for 
the  shaft  E  was  shown  in  the  Drawing.  No  clearance  was  provided  for  the 
play  of  the  crank.  The  attachments  of  th^  rack  as  shown  would  interfere  with 
the  motion  of  the  slide.  The  ratchet  arrangement  for  moving  on  the  loaf  10 
the  breadth  of  a  slice  would  not  operate  if  made  as  shown  in  the  Drawings. 
The  diameters  of  the  knife  and  of  the  flywheel  were  such  that  they  would  not 
revolve  clear  of  the  cabinet.  The  channel  for  the  rack  cut  the  cabinet  into  two 
wholly  disconnected  parts.  The  skilled  witnesses  for  the  Complainers  said 
that  these  difficulties  were  so  great  that  independent  invention  would  be  15 
necessary  so  to  modify  Kolhe^s  mechanism  that  it  would  become  a  practicable 
machine.  As  it  stood  the  Specification  was  unintelligible,  and  an  intelligent 
mechanic  would  not  be  able  to  construct  the  machine  from  the  Drawings.  The 
witnesses  for  the  Respondents  admitted  that  Kolbe's  Specification  was  a  badly 
drawn  one,  but  said  that  by  a  little  ingenuity  a  skilled  mechanic  would  be  able  20 
to  construct  it,  though  he  would  have  to  depart  from  the  Drawings.  The 
evidence  is  examined  in  more  detail  by  the  Lord  Ordinary  in  his  judgment. 

On  the  15th  and  16th  of  December  Counsel  were  heard. 

Counsel  for  the  Complainers  contended — we  have  here  to  prove  that  the  R^pon- 
dents  have  infringed  our  Patent  and  we  have  in  the  second  place  to  meet  their  25 
defence  that  the  Patent  is  void  through  anticipation.    First,  as  to  infringement. 
The  Patentee  has  achieved  a  new  result,  viz.  to  cut  slices  of  meat  by  machinery, 
a  thing  never  satisfactorily  accomplished    before  ;   therefore  the   Pfttent  is  a 
Pioneer  Patent.    It  is  not  prevented  from  being  so  by  the  fact  that  various 
machines  existed  in  which  the  attempt  to  slice  meat  was  made,  for  none  of   30 
them  succeeded  in  obtaining  a  clean   slice  and  none  employed  the  dished 
knife,  the  principal  feature  of  the  Patentees*  machine,  the  commercial  success 
of   which  shows    its    value    as   an    invention.      Hence   the    Patent  though 
admittedly  for  a  combination  of  known  mechanical  contrivances  is  infringed 
by  a  combination  of  mechanical  equivalents  of  these  contrivances  (Proctor  v.    35 
Benms  4  R.P.C.    333;    L.R.  36   CD.   740;    Curtis  v.   PlaU  distinguished 
ibid.  767 ;  Clark  v.  Adie  commented  on  ibid.  767  ;  Broun  v.  Hastie  7  F.  97  ; 
22  R.P.C.  85).    The  Respondents  have  in  fact  taken  our  dished  knife  and  close 
mechanical  equivalents  for  the  other  features  of  our  machine,  the  reciprocating 
motion  and  the  screw  feed.    If  they  have  not  got  the  quick  return  in  con-   40 
nection    with   the   reciprocating  motion  that  is   merely  because 'they  have 
designedly  sacrificed  the  best  way  of  effecting  the  return  and  chosen  an  inferior 
one  for  the  sake  of  distinguishing  their  machine  from  ours.    The  language  of 
the  Oerman  Patent  shows  they  knew  of  the  quick  return  and  its  value.    This 
artifice  will  not  save  them.  Their  machine  is  a  mere  copy  of  ours.  Secondly,  as  to  45 
anticipation,  Kolbe^s  Patent  is  the  only  one  alleged  to  be  an  anticipation  of  our 
Patent  as  a  whole.    Now  in  Kolbe^s  Specification  no  practicable  mode  of  pro- 
ducing any  result  is  disclosed.     It  would  be  physically  impossible  to  make 
such  a  machine  as  is    described   in    his    Specification    and  Drawings,   and 
considerable  ingenuity,  greater  than  can  be  expected  in  an  ordinary  workman,   5<> 
would  be  required  to  modify  his  plans,  so  that  a  workable  machine  could  be 
produced.    Consequently  Kolbe^s  machine  is  no  anticipation  (Frost  on  Patents 
2nd  Ed.  133  ;  Betts  v.  Memies  10  H.L.C.  154).    Also  Kolbe's  idea  was  to  cat 
bread  with  a  corrugated  circular  knife.    It  could  not  have  been  applied  to  cat 
meat.  It  had  neither  the  dished  knife,  the  reciprocating  motion,  nor  the  feed  of  the  55 
Complainers.    An  attack  is  made  by  the  Respondents  on  the  second  Claim  of 
the  Patent,  viz,  that  for  the  dished  knife,  which  they  say  is  void,  for  want  of 
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novelty.  Of  conrao  dished  knives  were  known  before,  and  coald  not  be  claimed 
by  any  inventor,  bnt  this  second  Claim  is  not  to  be  read  without  the  clause, 
**  In  a  machine  for  slicing  German  sausages  or  polonies  and  the  like  meat 
^  goods."  In  that  connection  the  use  of  the  dished  knife  was  quite  new  and 
5  eminently  patentable.  It  had  never  before  been  used  for  cutting  slices. 
Similarly  the  remaining  Claims  of  the  Complainers  are  to  be  read  as 
appendants  to  the  first  Claim  not  as  subordinate  integers  (Edmonds  on  Patents, 
2iid  Ed.  191 ;  British  Dynamite  Company  v.  Krebs  13  R.P.C.  J  90;  Parker 
and  Smith  v.  Satchwell  A  Co.  Ld.  18  R.P.C.  299 ;  Plimpton  v.  Spiller,  L.R. 
10  6  CD.  412). 

Counsel  for  the  Respondents  contended — ^the  Patent  of  the  Complainers  is  for 
a  slicing  machine  combining  (a)  a  cutting  movement,  (b)  a  feed  movement,  as 
described  in  Claim  4,  and  (c)  a  to  and  fro  movement,  as  described  in  Claim  3. 
The  Respondents  do  not  infringe  this  Patent,  because  they  omit  an  essential 
15  part  of  the  combination,  viz.,  the  reciprocating  or  "  Whitworth  "  movement  of 
Claim  3.  Their  method  of  moving  the  meat  to  and  fro  is  not  a  colourable  imita- 
tion of  this  movement;,  but  a  distinct  and  well-known  mechanism  not  effecting 
the  quick  return  characteristic  of  the  "  Whitworth "  movement  {Qwynne  v. 
DrysdaU  3  R.P.C.  65  ;  13  R.  684  ;  Dxidgeon  v.  Thompsm  4  R.  (H.L.)  88).    The 

20  Patent  of  the  Complainers  is  void  from  anticipation.  First,  the  whole  com- 
bination was  anticipated  by  Kolbe.  His  description  was  clear  enough  to  make 
it  a  good  anticipation,  even  though  it  may  not  have  been  a  sufficient  Specification. 
For  the  second  purpose,  the  description  must  be  such  that  an  ordinary  workman 
could  make  the  machine;   but  for  the  first  it  is  enough  if  a  skilled  man 

25  can  understand  it — that  makes  it  part  of  the  world's  knowledge  and  leaves 
no  bubject-matter  for  further  invention  {Anglo-American  Brush  Electric 
Light  Corporaticm  v.  King^  Brown  A  Co.  17  R.  1266,  at  1277,  and  per 
Lord  MacLaren  1283;  affirmed  19  R.  (H.L.)  20;  9  R.P.C.  313;  Savage  v. 
HarHs  A  Son  n  R.P.C.  364,  per  Lindley  L.J.  at  page  368).     Now  Kolbe's 

30  Specification  II  badly  expressed,  bnt  it  discloses  clearly  the  same  three  elements, 
as  are  combined  in  the  Complainers'  Patent.  The  Complainers'  Patent  is  only 
an  improvement  on  Kolhe^Sy  made  by  putting  in  a  dished  knife  and  the 
**  Whitworth  "  movement  (details  which  did  not  appear  in  the  general  Claim 
(Claim  1)  till  amendment)  ;  it  is  not  an  entirely  new  combination.    Certainly, 

35  in  view  of  Kolbe's  Patent,  it  cannot  be  contended  to  be  a  pioneer  Patent. 
Secondly,  several  of  the  Claims  which  follow  the  first  are  void  from  anticipa- 
tion. These  are  Claims  for  subordinate  integers,  and  when  they  fail  this 
invalidates  the  whole  Patent.  The  second  Claim  is  for  the  dished 
knife,    which.   Van   Berkel   thought    he    had    invented.      Such    knives    are 

40  admittedly  old.  The  Patentee  applied  them  to  a  new  purpose,  but 
he  cannot  patent  an  application  of  an  old  instrument  to  a  fresh  but 
analogous  use  (Cunnynghame  on  Patents,  87  and  118;  Tatham  v.  Dania 
Griff.  213 ;  Losh  v.  Hague  1  W.P.C.  202  ;  Acetylene  Company  v.  United  Alkali 
Company  22   R-P.C.  155;    Bailey  v.    Boberion  5    R,  (H.L.)  179,  per  Lord 

45  Blackburn,  190 ;  R.  v.  Cutler  Macrory's  P.C.  124).  The  use  of  the  dished 
knife  prior  to  the  Complainers'  Patent  is  a  matter  of  common  knowledge  and 
no  detailed  condescendence  of  prior  publications  is  necessary  or  proper  here 
{Holliday  v.  Heppenstall  6  R.P.C.  320).  The  second  Claim  being  therefore  bad, 
the  whole  Patent  falls.    The  consideration  for  a  Patent  is  entire,  and  each  part 

50  of  it  muBt  either  be  upheld  or  disclaimed  under  Section  19  of  the  Patents  &c. 
Act  1883  (Murchland  v.  Nicolson  10  R.P.C.  417  ;  20  R.  1006  ;  Wallace  v.  Jack 
22  R.P.C.  581).  The  same  reasoning  applies  to  Claims  3  and  4.  These  are  claims 
for  the  "  Whitworth  "  movement  and  for  a  screw  movement  as  described,  both  of 
which  are  old  and  not  susceptible  of  being  patented.    They  are  subordinate 

55  intogers  and  are  bad  claims.  Therefore  they  void  the  Patent.  All  these  Claims 
are  clear  claims  for  subordinate  parts  of  the  invention  and  binding  on  the 
Pkiteptee  (Cunnynghame  on  Patents,  198, 199).    The  cases  quoted  contra  were 

U 
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cases  where  there  was  an  ambiguity  as  to  whether  the  subordinate  claims 
were  meant  to  be  subordinate  integers  or  mere  appendants,  and  the  most 
beneficial  construction  for  the  Patentee  was  given  them.  Here  there  is  no  room 
for  such  doubt.  Plimpton  v.  S2nller  (uhi  su2)ra)  has  never  been  followed,  but 
has  been  doubted  {Electric  Construction  Company  Ld.  v,  Imperial  Ti^mtvays  5 
Co7npany  Ld,  17  R.P.C.  539),  while  Patents  have  often  been  voided  by  the 
failure  of  a  claim  for  a  subordinate  integer  {Cassel  Gold  Extracting  Cofnpany 
Ld,  V.  Cyanide  Gold  Recove?^  Syndicate  12  R.P.C.  232  at  257). 

Lord  Dundas  made  avizandum,  and  on  the  10th  of  January  1906  delivered 
the  following  judgment : — The  Complainer,  Van  Bei*kel  of  Rotterdam,  is  grantee  10 
of  Letters  Patent  No.  5567*  of  1898  for  "An  improved  machine  for  slicing 
"  German  sausages  and  the  like.*'  He  complains  that  the  Respond  en  ta  have 
been  selling  machines  which  infringe  his  Patent,  and  a  number  of  such  sales 
are  specified  upon  the  record.  The  Respondents  admit  the  sales,  but  they  deny 
infringement.  They  explain-that  the  machines  sold  were  supplied  to  them  by  15 
BrinnJiaiiser  of  Nuremberg,  as  being  articles  protected  by  a  German  Patent, 
No.  164,981  of  1904  (of  which  No.  53  of  process  is  a  translation)  and  a  British 
Patent,  No.  9648  of  1904  (No.  13  of  process).  They  aver  that  these  machines 
are  entirely  different  from  the  Complainers*  machine  ;  and  further  that  the 
Complainers'  Patent  is  invalid  in  respect  (a)  that  it  is  for  a  combination  of  20 
elements  every  one  of  which  was  old  and  well  known  in  1898,  and  that  there 
was  no  invention  involved  in  the  combination  of  these ;  (h)  that  the  whole 
invention  alleged  to  be  covered  by  the  Oomplainers*  Patent  was  anticipated 
by  the  U.S.A.  Specification  of  Kolbe,  No.  579,486  of  1897  (No.  49  of 
process) ;  and  (c)  that  the  Oomplainers*  whole  Patent  is,  in  any  event,  bad,  25 
because  it  contains  Claims  for  certain  subordinate  integers,  which  are  (the 
Respondents  maintain)  invalid  as  matters  of  separate  claim.  The  issues  as  to 
infringement  by  the  Respondents,  and  as  to  the  alleged  invalidity  of  the 
Complainers*  Patent  overlap  one  another,  and  it  will  not  be  possible,  in  what 
follows,  to  treat  them  as  entirely  separate.  30 

The  first  matter  is  to  see  what  the  patented  invention  is  described  to  be. 
The  complete  Specification  (amended)  is  for  ^'  An  improved  machine  for  slicing 
*'  German  sausages  and  the  like.**  The  essential  features  of  the  invention 
appear  to  bQ  (1)  a  fixed  rotating  circular  knife  of  dished  form ;  (2)  a  recipro- 
cating table,  working  to  and  fro  beside  and  in  front  of  the  ^ife,  with  a  35 
relatively  slow-forward  and  quick-return  movement ;  and  (3)  a  slide,  moving 
on  and  at  right  angles  to  the  motion  of  the  table,  upon  which  slide  the 
sausage  and  the  like  is  fastened,  and  is  so  fed  up  to  the  knife  that  a  slice 
of  any  desired  thickness  is  automatically  cut  off  each  time.  Those  three 
separate  movements  are  simultaneously  effected  by  simply  turning  the  handle  40 
of  the  machine.  The  dished  form  of  the  knife,  which  is  expressly  declared 
to  constitute  an  essential  feature  of  the  invention,  results  in  only  its  cutting 
edge  coming  in  contact  with  the  piece  of  meat.  This  obviates  the  disad- 
vantages of  dragging  or  tearing  the  meat,  of  dirtying  it,  and  of  friction 
(and  consequently  increased  hand  labour  in  turning  the  machine),  which  are  45 
involved  in  the  use  of  a  fiat  knife  the  whole  blade  of  which  comes  in  contact 
with  the  meat.  The  reciprocating  motion  of  the  table  is  regulated  so  that  the 
meat  is  subjected  to  the  cutting  edge  of  the  knife  by  a  relatively  slow  forward 
movement,  while  the  table  is  returned  rapidly  after  the  cut  has  been  performed. 
The  mechanism  of  and  connected  with  the  transverse  slide  enables  the  meat  to  50 
be  fed  forward  to  the  knife  so  that  a  slice  of  any  desired  thickness,  and  of 
perfect  uniformity,  is  severed  each  time.  The  machine  (No.  54  of  process), 
seems  to  me  to  perform  its  work  with  very  great  skill,  rapidity,  and  precision. 

The  Specification  must,  of  course,  be  studied  in  the  light  of  the  common 
knowledge  existing  at  its  date.    With  the  aid  of  that  light,  one  must  endeavour  55 
to  ascertain  what  was  the  field  of  invention  open  to   the   Patentee  in  1898, 
and  whether  or  not  he  has  succeeded,  with  elements  old  or  new,  in  achieving 
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a  new  and  important  result.  Of  the  three  essential  features  above  referred 
to,  one  at  least  was  certainly  old  and  well  known  at  the  date  of  Van  BerkeVs 
Patent*  The  reciprocating  table  is  worked  by  a  mechanism  substantially 
identical  with  what  had,  for  many  years,  been  familiar  as  the  "  Whitworth  " 
5  movement  in  planing  machines  and  the  like.  No.  41  of  process  is  a  model  of 
the  "Whitworth"  mechanism,  and  the  diagram  No.  38  of  process,  shows  it 
pictorially  side  by  side  with  that  used  by  the  Patentee.  Nor  was  mechanism 
for  the  transverse  feeding  of  meat  or  the  like  to  a  knife  by  means  of  a 
screwed  spindle,  threaded  nut,  ratchet,  &c.  unknown  at  the  date  of  the 
10  Patent.  Something  of  the  sort  is  shown,  for  example,  in  Turner*8  Specifi- 
cation of  1897  (No.  20  of  process)  for  a  '*  meat-shaver,"  and  in  Kla2Jper'8 
Specification  of  1891  (No.  50  of  process)  for  a  machine  for  cutting  sausages  &c. 
EInives  of  dished  shape  were  in  existence  prior  to  1898.  Nos.  30  to  37  of 
process  are  examples  of  such  produced  by  the  Respondents.  They  seem 
15  to  have  been  used,  for  instance,  as  skinners'  knives  for  scraping  hides,  for 
shearing  paper  in  machines,  as  a  sort  of  agricultural  harrow,  and  so  forth. 
A  dished,  or  at  least  a  conical  knife  is  also  part  of  Richardson  and  Elliotfs 
Patent,  No.  5468  of  1896  (No.  27  of  process),  "for  cutting  tobacco  leaves, 
'*  paper,  leather,  and  similar  materials."  Its  use,  however,  after  the  fashion 
20  of  an  ordinary  saddler's  knife,  in  dividing  thin  sheets  of  materials  such  as 
those  specified,  has  no  true  or  instructive  analogy  to  the  slicing  of  a  bulk  of 
meat  (Fitzpatrick  Proof  page  31,  32,  Rowan  Proof  page  75,  Hudson  Beare  page 
134, 135, 159)  ;  and  it  is  clear  from  Richardson  and  EUiotVs  Specification  that 
the  only  purpose  of  dishing  their  knife  was  "  to  make  easy  the  operation  of 

25  "  resharpening."    I  think  that  tfaiere  is  no  evidence  that,  prior  to  1898,  a  dished 
knife  was  used  for  slicing  meat,  or  indeed  for  slicing  anything,  in  the  proper- 
sense  of  the  word.    A  number  of  earlier  Patents  for  mincing,  chopping,  or 
hashing  meat  and  like  substances,  were  referred  to  by  the  Respondents,  and  I 
shall  briefly  recapitulate  them  now.     FlockharVs  Specification,  No.  1548  of 

30  1895  (No.  14  of  process)  for  "  A  bread  and  bacon  slicing  machine  "  appears  to  be 
truly  a  chopper.  It  has  (Figure  4)  a  flat  knife  shaped  like  a  scimitar  pivoted  at 
one  end.  Bm^^ell  and  MaxwelVs  Specification,  No.  24,651  of  1895  (No.  15  of 
process)  for  "  Improved  mechanism  for  use  in  cutting  rashers  of  bacon,  slicing 
"  bread,  and  for  other  such  like  purposes  "  shows  several  long  straight  vertical 

.H5  knives  working  up  and  down  in  a  frame  by  a  i*ack  and  pinion  movement,  some- 
thing like  a  vertical  saw.  In  Kelcher's  Specification  No.  9972  of  1895  (No.  16 
of  process)  for  a  "  machine  for  cutting  meat  or  other  food  stuffs,"  there  is  a  long 
straight  flat  knife  working  on  a  pivot.  Mountfor^s  Specification,  No.  703  of 
1857  (No.  17  of  process)  was  for  ^'  An  apparatus  for  cutting  or  chopping  loaf 

40  ^*  sugar,  roots,  &c."  and  seems  to  call  for  no  remajrk.  In  Ooodchild's  Specification, 
No.  2123  of  1876  (No.  16  of  process),  for  '*  Improvements  in  meat  and  vegetable 
"  catting  and  apple  paring,  and  slicing  machinery,"  there  are  two  knives,  neither 
circular  nor  dished,  and  the  machine  appears  to  be  a  hasher.  Turner^s  Speci- 
fication (No.  586,403  of  1897  (No.  20  of  process)  for  a  "  meat  shaver  "  has  a  rocking 

45  sciiaitar,  flat  and  pivoted.  Stress  was  laid  by  the  Respondents  upon  Karges* 
Specification,  No.  48,888  of  1889  (No.  22  of  process)  for  a  meat  cutting  machine. 
But  the  Drawings  do  not  show,  as  I  understand,  a  dished  knife  at  all,  but  two 
half -moon  shaped  disc  knives,  probably  designed  for  chopping  or  mincing,  but 
which  according  to  the  evidence,  were  incapable  of  slicing  meat  in  the  proper 

50  sense,  or  in  anything  resembling  the  method  of  the  patented  machine. 
{Fitspairick  Proof  page  29,  Rowan  79,  Beare  156).  Of  Kolbe^s  Specification, 
No.  579,466  of  1897  (No.  49  of  process)— with  which  I  shall  have  to  deal  hereafter 
in  another  connection — it  is  sufficient  here  to  point  out  that  his  ^'  device  for 
*'  cntting  bread  "  has  a  flat  disc  blade  with  an  irregular  edge  (Figure  3)  and 

5i>  conld  not  slice  meat.  The  last  Speciflcation  to  be  referred  to  is  KlapperVs^ 
No.  598,696  of  1891  (No.  50  of  process),  for  a  machine  for  cutting  sausage,  meat, 
and   the  like,  which  has  a  curious  spiral  knife  (Fig«  2),  and  a  slide  moving 

U  l 
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obliquely  to  it  From  the  detailed  review  which  I  have  made  of  the  field  ol 
common  knowledge  as  it  existed  in  1898,  it  appears  to  me  to  be  proved  that 
while  no  one  of  the  essential  elements  of  the  alleged  invention  was  in 
itself  (subject  to  what  has  been  said)  new  or  unknown,  the  Patentee's 
combination  of  them  was  certainly  novel  (Bears  Proof,  page  146, 152,  Eowan  5 
page  77,  Fitzpatrich  page  68)  ;  and  also  that,  while  Patents  or  machines  were 
known  for  chopping,  mincing,  or  hashing  meat  and  the  like,  no  one  of  these 
contained  a  knife  of  dished  form,  or  was  intended  to  cut,  or  capable  of  cutting, 
clean  and  perfectly  uniform  slices.  In  these  circumstances,  one  must  determine 
whether  this  new  combination  was  one  for  producing  merely  an  improvement  10 
in  an  old  and  known  result,  or  an  entirely  new  and  important  result.  The 
Complainers  maintain  the  latter  alternative.  They  say  that  the  essence  of  the 
Patentee's  invention  is  the  application  for  the  first  time  of  a  fixed  rotating  dished 
knife,  in  the  combination  referred  to,  to  the  slicing  of  sausages  and  the  like,  and 
that  the  Patent  is  accordingly  a  master  or  pioneer  Patent  for  the  achievement  15 
of  a  perfectly  new  result.  Professor  Hudson  Beare^  the  chief  witness  for  the 
Respondents,  agrees  that  "  there  is  novelty  in  its  "  (i.e.,  the  dished  knife's)  use 
"  as  a  meat  slicer  and  that  the  novelty  consisted  in  applying  a  dished  knife 
"  to  a  new  purpose,  with  the  result  of  enabling  the  slicing  to  be  done  better 
"  than  any  slicing  done  before."  But,  while  conceding  "  a  very  important  20 
"  improvement  in  the  machine,"  he  does  not  find  "  a  sufficiently  radical  change 
"  in  the  working  of  a  meat  slicing  machine  to  constitute  an  invention."  He 
further  says:  "What  he"  (the  Patentee)  "did,  in  my  view,  was  to  give  a 
"  dished  shape  to  his  knife,  and  the  object  he  had  in  view  was  to  facilitate 
"  the  cutting.  Q.  In  other  words,  he  adapted  this  device  of  a  dished  knife  to  25 
**  perform  the  business  of  slicing  meat  ? — A.  Yes.  Q.  With  the  result  of 
"  pi-oducinga  better  slicer  than  anybody  has  ever  done  before.'' — A.  I  quite 
"  admit  it  is  a  better  slicer  than  any  previous  machine."  But  he  concludes  : 
"  Certainly  there  was  ingenuity,  but  I  don't  consider  the  ingenuity  shown  was 
"  sufficient  to  make  it  worth  calling  an  invention."  The  evidence  thas  frankly  30 
given  appears  to  me  to  go  very  near  to  establishing  the  Complainers'  case.  It  is 
impossible  to  disregard  the  volume  of  uncontradicted  evidence  as  to  the  great 
practical  utility  of  the  Complainers'  machine,  and  the  manner  in  which  it  has 
captuied  the  market  wherever  it  has  been  introduced.  The  facts  that  a  patented 
article  is  very  useful,  that  it  supplied  a  long  felt  public  want,  and  that  it  came  35 
into  large  public  demand  when  it  appeared  on  the  market,  are  good  (though 
not  conclusive)  evidence  of  invention  (Taylor  v.  Annand  18  R.P.C.  53,.  per 
Lord  Halshury  L.C.  63  ;  Brooks  v.  Lamplugh  15  R.P.C.  33,  per  Smith  L.J.  48  ; 
Thomson  v.  Am^erican  Braided  Wire  Company  6  R.P.C.  518,  per  Lord 
HerscheU  527,  528).  It  has,  no  doubt,  often  been  laid  down  that  there  is  40 
no  sufficient  invention  in  merely  applying  an  old  contrivance  or  thing  in  a 
manner  or  to  a  purpose  analogous  to  the  manner  or  purpose  in  or  to  which  it 
has  been  previously  applied.  "  It  would  be  a  very  extraordinary  thing  to  say 
^*  that,  because  all  mankind  have  been  accustomed  to  eat  soup  with  a  spoon,  a 
'*  man  could  take  out  a  patent  because  he  says  you  might  eat  peas  with  a  spoon  ^*  45 
(per  Lord  Ahinger  in  Losh  v.  Hague^  1  Webster  P.C.  202, 208  ;  see  also  Harwood 
V.  ff.  N.  R.  11  H.L.C.  654 ;  Riehmann  v.  Thierry  14  R.P.C.  105,  per  Lord 
Davey^  121).  But  it  is  also,  I  apprehend,  well  settled  that  the  amount  of 
invention  necessary  to  support  a  Patent  need  not  be  very  great.  Nor  does  the 
apparent  simplicity  of  the  thing  prevent  there  being  invention.  (Riekmann  v.  50 
Thierry  ubi  cit  per  Lord  Halsbury  L.C,  page  115  ;  Vickers  v.  Siddelt 
7  R,P.C.  292,  per  Lord  HerscheU,  304,  305 ;  Penn  v.  Bibby  L.R.  2  Ch;  127, 
per  Chelmsford  L.C.  136).  The  Patentee's  answer,  as  explained  by  Lord 
Esher  M.R.  (in  Lyon  v.  Goddard  10  R:P.C.  334  at  343),  always  is :  **  The 
"  thing  was  wanted ;  there  was  a  thing  which  would  not  do  what  was  55 
**  wanted ;  by  finding  out  some  small  addition,  I  have  found  out  the  thing' 
**  which  would  do,"     Now  Mr,  Va7i  BerkeVs  own  evidence,  which  narrates 
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his  unsQCcessCnl  attempts  in  making  machines  with  flat  bladed  knives, 
and  his  subsequent  successful  introduction  of  the  dished  knife,  appears  to  me 
precisely  to  entitle  him  to  take  up  the  position  indicated  by  Lord  Esher. 
I  think  that,  looking  to  the  surrounding  circumstances  and  the  state  of 
5  existing  knowledge,  the  Patentee's  application  of  a  dished  knife,  in  the 
combination  claimed,  to  the  purpose  and  with  the  result  of  the  perfectly 
uniform  slicing  of  sausages  and  the  like  was  an  invention,  and  entitled  him 
to  a  Master  Patent.  I  refer  upon  this  point,  by  way  of  illustration  merely, 
to  the  C8pes  of  Proctor  v.  Bennis  (L.R.,  36  Ch.  Div.  740),  and  Broum  v.  Hasiie 
10  is  Co.  Ld.  (L.R,  (1904),  7  F.  97).  In  the  former  of  these  cases,  although,  as 
Fry  LJ.  observed  (page  768),  "  putting  fuel  upon  a  fire  is  of  course  an  act, 
*'  if  not  as  old  as  Adam,  I  suppose  as  old  as  the  time  when  Tubal  Cain  wrought 
'*  in  metal,  or  when  Prometheus  introduced  fire  to  mankind,''  a  master  Patent 
vTas  sustained,  the  object  of  which  was,  ''  the  automatic  placing  of  coal  on  a 
15  "  fire  by  intermittent  radial  action."  In  Broivn^s  case,  the  Patent  under 
discussion  was  held  to  have  introduced  into  the  region  of  economizing  steam 
in  steering  engines,  the  new  purpose  and  effect  of  excluding  steam  from  the 
control  valve  casing  when  the  engine  was  not  working,  but  at  rest. 

Apart,  therefore,  from  the  question  as  to  the  alleged  anticipation  of  the 

20  whole  patented  invention  by  Kolhe^  I  am  of  opinion  that  the  Patent  is  a 
valid  pioneer  or  Master  Patent.  If  this  view  is  correct  it  of  course  gives  the 
Complainers  a  strong  position  in  regard  to  the  issue  of  infringement,  with  which 
I  come  to  deal.  In  the  case  of  a  Master  Patent  for  a  combination,  the 
Complainer  is  not  held  so  strictly  as  he   would  otherwise  be  to  his  own 

25  description  or  combination,  but  the  doctrine  of  mechanical  equivalents  comes 
into  play,  and  the  true  issue  is  whether  or  not  the  alleged  infringer  has  taken 
the  substance  of  the  Oomplainer's  invention  {Proctor  v.  Bennis  ubi  supra)^ 
Applying  this  view  to  the  facts,  I  come,  without  much  difficulty,  to  the  con- 
clusion that  the  sale  of  these  machines  by  the  Respondents  is  an  infringement 

30  of  the  Complainers'  Patent.  The  general  appearance  of  Bnnnhauser*s  machine 
(No.  55  of  process)  is  strikingly  similar  to  that  of  the  Complainers'  machine 
(No.  54  of  process).  BrinnJiaiiser's  Specification  states :  "  From  this  descrip- 
^^  tion  it  will  be  seen  that  during  the  turning  of  the  wheel  the  following 
^  niovements    take    place    simultaneously :    1.    Rotation    of    the    knife    c. 

35  "  2.  Reciprocation  of  the  slide  h  parallelly  to  the  plane  of  the  knife. 
**  3.  Intermittent  forward  movement  of  the  plate  /  in  a  direction  perpeu* 
*'  dicular  to  the  plane  of  the  knife."  It  was  conceded  that  the  knife  in  the  two 
machines  is  substantially  identical.  The  reciprocating  movement  of  the  table, 
as  described  in  Brinnhaiiser^s  Specification,  and  as  shown  in  the  model  No.  43 

40  of  process  (which  is  a  reproduction  of  the  actual  mechanism  of  machines  such 
88  the  Respondents  have  been  selling),  is  not  identical  with  the  Complainers' 
movement,  nor  with  that  of  Whit  worth.  The  slow-forward  and  quick-return 
motion  is  not  nearly  so  marked  as  it  is  in  these  latter  mechanisms.  Still,  it  is 
there  to  some  extent,  although  the  skilled  witnesses  differ  as  to  the  exact  extent 

45  (JFitzpatrick  Proof,  pages  59,  69  ;  Beare  166,  Rowan  81).  It  is  also  noteworthy 
ib^t^rinnhaiiser's  German  Specification  (Translation  No.  53  of  process)  does 
refer  to  the  advantages  of  having  the  forward  motion  of  the  table  slower  than 
the  backward  one  (^//^j^^rtc'A;  20).  The  Respondents  cannot,  so  far  as  I  can 
0^^  claim  that  their  differentiation  in  this  respect  is  of  any  practical  advantage 

50  or  utility.  The  mechanism  is,  in  my  judgment,  a  mere  mechanical  equivalent 
of  t^t  of  the  Complainers.  This  view  is  further  fortified  by  this,  that  it  appears 
that  if  the  desired  object  were  to  achieve  absolute  equality  bet>yeen  the 
forward  and  the  backward  movement  of  the  table,  that  might  hare  been 
obtained    by    a   very    simple    arrangement,    and    without    the    interposition 

55  of  an  oscillating  lever  at  all  {Rowan  98,  Beare  186).  As  regards 
the  mechanism  for  the  transverse  feed  movement,  the  devices  used 
in  the  two  machines  are  not  identical,  but  they  both  contain  a  screwed  spindle; 
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a  threaded  nut  (or  half  nut),  and  a  ratchet,  and  it  is  sufficient  to  say  that,  upon 
the  best  consideration  which  I  have  been  able  to  give  to  the  matter,  I  agree 
with  the  witnesses  for  the  Complainers  in  thinking  that  the  Respondents^ 
apparatus  consists  of  purely  mechanical  equivalents  of  that  of  the  Complainers. 
My  opinion,  therefore  (still  assuming  that  the  Complainers*  Patent  was  not  5 
anticipated),  is  in  his  favour  upon  the  issue  of  infringement. 

But  the  Bespondente'  Counsel  maintained  that  the  whole  invention,  if  it 
was  one,  has  been  anticipated   by  Kolbe*8  Specification  (No.  49  of  process), 
the    publication    of    which    in    this    country,    "on    view    in    Patent    Office 
"  London  Library  the  26th  of  May  1897,"  is  admitted  by  the  parties.    No  10 
reference  to  Kolhe'a  Specification  appeared  on  record  down  to  the  morning  of 
the  first  day  of  the  proof,  when  a  minute  of  amendment  was  tendered.     I 
thought  it  right  to  allow  the  amendment,  reserving  as  to  expenses,  but   I 
allowed  the  Complainers  a  proof  in  replication  in  regard  to  the  new  matter, 
which  was  accordingly  led.    This  Specification  is  certainly  a  somewhat  curious  15 
document.    The  Complainers'  Counsel  presented  a  vigorous  argument  to  the 
effect  that  Kolbe's  Specification  and  Drawings  can  not  be  held  to  anticipate  the 
patented  invention,  because  they  ai*e  utterly  unintelligible  and  incapable  of 
being    put    into    practical    effect    (BeUs  v.   Memisd^   10  H.L.C.    117,   Lord 
Westbury  L.C.  154).     No  evidence  is  produced  that  one  of  Kolbe's  machines  20 
was  ever  made.     It  appears  from  the  Specification  (No.  49  of  process)  that  no 
model  accompanied  the  application.     Many  of  the  detailed  criticisms  made  by 
Mr.  FitzpcUrick  (Proof  204  to  211)  upon  Kolhe's  Specification  struck  me  as  very 
forcible.    Professor  Htuisati  Beare  frankly  admitted  that  the  Drawings  are  very 
bad,  and  that  here  and  there  a  workman  would  have  to  exercise  some  degree  of  25 
independent  intelligence  in  order  to  carry  out  Kclhe^s  idea.     But   in  this 
question  the  test  is  not  whether  the  Specification  and  Drawings  are  sufficient  to 
enable  a  workman  to  make   the  machine,  but  whether  the  invention  was 
disclobed  to  the  public  in  a  manner  so  clear  as  to  enable  educated  men  oonver- 
sant  with  the  subject  to  give  instructions  for  its  making  {Anglo-American  30 
Brush  Electric  Light  Corporation,  17  R.  1266  ;  aff.  19  R.  (H.L.)  20*.)    Professor 
Beare  and  Mr.  Fitzpatrick  have  accordingly  considered  this  test  (as  they  are 
fully  competent  to  do)  with  reference  to  Kolhe's  Specification.     The  former 
gentleman  is  much  more  confident  than  the  latter  as  to  the  possibility  of  finding 
complete  material  for  the  instruction  of  workmen  within  the  corners  of  No,  49  35 
of  process ;  but  even  he  admits,  '*  I  should  have  to  exercise  a  certain  amount  of 
"  ingenuity  in  interpreting  this  Specification."     But  I  need  not  press  this 
matter  to  a  conclusion  because  it  appears  to  me  that,  upon  the  most  favourable 
consideration  which  could  be  accorded  to  it,  Kolhe^s  invention  is  clearly  not  an 
anticipation  of  the  invention  of   Van  Berkel,  if  I  have  rightly  understood  the  40 
nature  of  the  latter.    His  combination,  while  resembling  Van  BerkeVs  more  or 
less  closely  in  some  particulars,  differs  from  it,  as  I  think,  essentially  in  that 
his  knife  is  a  fiat  knife  of  irregular  edge,  neither  intended  to  perform,  nor 
capable  of  performing,  the  meat-slicing  operation  of  Van  BerkeVs  dished  knife. 
The  Respondents*  counsel  put  it  in  argument  that,  if  Kolbe  should  choose  to  fit  45 
a  dished  knife  into  his  machine  and  use  it  to  slice  sausage  meat,  he  could  not 
be  interdicted  by  Van  Berkel  as  an  infringer  of  his  Patent.    The  point  is  not 
before  me,  but  I  confess  that  I  do  not  at  present  see  why  such  an  interdict 
should  not  be  granted  under  the  circumstances  postulated.     But,  as  matters 
stand,  it  seems  to  me  to  be  clear  that  Kolhe^s  Specification  does  not  anticipate  50 
what  I  conceive  to  be  the  true  substance  and  object  and  result  of  Van  BerkeFa 
invention. 

There  remains  for  consideration  an  argument  which  was  pressed  upon  me  by 
the  Respondents'  counsel  with  ability  and  earnestness  to  the  effect  that  certain 


•  9  R.P.C.  313. 
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of  Van  Berkel^s  ClaimB,  particularly  Olaime  2,  3,  and  4,  respectively,  are  put 
forward  by  him  as  subordinate  integers  ;  that  they  are,  each  and  all,  invalid  as 
substantive  matters  of  claim,  for  want  of  proper  subject  matter,  and  by  reason 
of  anticipation ;  and  that  the  whole  of  the  Gomplainers'  Patent  is,  therefore, 
5  invalid  {Murchland^  20  R.  1006).  If,  as  I  am  prepared  to  hold,  these  Claims 
are  not,  as  matter  of  fair  construction,  made  as  subordinate  integers,  but  as 
appendant  only  to  the  principal  claim  for  the  invention,  it  is  unnecessary  to 
consider  to  what  extent  all  or  any  of  them  would  be  open  to  successful  attack. 
The  Specification  and  Claims  must,  I  apprehend,  be  read  together  as  a  whole, 

10  and  fairly  construed  with  the  view  of  determining  what  the  inventor's  true 
meaning  and  intention  are  {T^fbes  Ld.  v,  Perfecta  <kc.  Company  20  R,P.C.  77, 
per  Loid  Halshury  L.C.  96).  The  Court  must  not,  as  Lord  Davey  pointed  out 
in  Kynoch  v.  Webb  (17  R.P.C.  at  page  116)  "  put  a  forced  construction  on  the 
^  Specification,  as  not  intending  to  claim  something  that  is  old,  because  it  was 

15  "  foolish  or  suicidal  to  obtain  it "  ;  and  "  if  a  really  independent  claim  of 
"  something  which  is  not  new,  however  inadvertently  or  carelessly  it  be  made, 
"  is  in  fact  made  on  the  face  of  the  Patent,  the  Court  is  bound  to  hold  tliat  the 
"  Patent  is  therefore  objectionable  "  (per  Brett  L.J.  in  Plimpton  v.  Sjnller^ 
L.R.  6  CD.  412  at  page  433).    On  the  other  hand,  mere  surplusage  of  language 

20  is  not  fiatal,  and  '*  it  is  the  duty  of  the  Judge  to  construe  a  Specification  fairly, 
"  with  a  judicial  anxiety  to  support  a  really  useful  invention,  if  it  can  be 
"  supported  upon  a  reasonable  interpretation  of  the  Patent.  .  .  A  Judge  is  not 
^^  to  be  astute  to  find  flaws  in  small  matters  in  a  Specification  with  a  view  to 
'*  overthrow  it"  {^evJessel  M.R.  in  Plimpton y.  Spiller^  ubi  supra^  page  422 ;  see 

25  also  Hinks  v.  Safety  Lighting  Company  L.R.  4  CD.  607,  612;.  Wegmann  v. 
Corcoran  L,R.  13  CD.  75,  77  ;  Electric  CofistrV4)tiofi  Company  Ld.  v.  Imperial 
Tramways  Company  17  R.P.C.  537,  548,  549  ;  Cropper  v.  Smith  1  R.P.C 
81,  89).  I  think  that,  upon  a  fair  and  natural  reading  of  the  language  used  by 
Van  Berkel^  the  Claims  referred  to  are  not  intended  to  be-  made,  and  ought  not 

30  to  be  held  to  have  been  made,  for  subordinate  integers,  but  are  appendant  only 
to  the  main  Claim.  The  matter  must,  of  course,  be  decided  purely  upon  the 
language  of  this  particular  Specification  ;  but  I  may  refer,  as  instances  where  a 
similar  result  was  arrived  at  upon  a  construction  of  Specifications  not,  I  think, 
dissimilar  to  the  present,  to  British  Dymimite  Company  v.  Krebs  (13  R.P.C 

35  190)  and  Parker  v.  Satchwell  (18  R.P.C.  299). 

Upon  the  whole  matter  the  Complainers  have,  in  my  judgment,  made  out 
their  case,  and  are  entitled  to  interdict,  with  expenses. 

The  following  Interlocutor  was  pronounced  : — "  The  Lord  Ordinary  having 
^'  considered  the  proof  and  whole  process,  finds  that  the  Respondents  have 

40  ^  infringed  the  Complainers'  Letters  Patent,  and  that  the  said  Letters  Patent  are 
^^  not  invalid  ;  therefore  interdicts,  prohibits,  and  discharges  the  Respondents 
^  in  terms  of  the  prayer  of  the  note  ;  finds  the  Complainers  entitled  to 
**  expenses ;  allows  an  account  thereof  to  be  given  in,  and  remits  the  same, 
"  when  lodged,  to  the  Auditor  to  tax  and  report." 
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In  the  High  Court  op  Justice.— Chancery  Division. 
Be/ore  Mr.  Justice  Farwell. 
February  14th  and  15th,  and  March  6th,  1906. 
Orahaphonb  and  Typewriter  Ld.  v.  Ullmann. 


Patent, — Action  for  infringement. — Alleged  want  of  subject-matter. — Patent  5 
held  valid. — Judgment  for  Plaintiffs. 

On  the  19th  of  July  1905  the  Plaintiffs^  tlie  owners  of  a  Patentyfor  "  Improve- 
"  ments  in  sound-magnifying  horns  for  phonographs  and  the  like^'  brought  an 
action  for  infringement  of  the  same.  The  Defendants  alleged  tJiat  the  Patent 
was  invalid  on  the  ground  of  want  of  subject-matter.  10 

Held,  that  Defendants  had  infringed^  and  thai  there  was  subject-matter  for 
Letters  Patent  in  the  invention. 

On  April  11th  1903  Letters  Patent  (No.  8401  of  1903)  were  granted  to 
H.  H.  Lake  for  "  Improvements  in  sound-magnifying  horns  for  phonographs 
"  and  the  like."  15 

The  Complete  Specification  was  as  follows : — "  My  invention  relates  generally 
*'  to  the  art  of  sound  recording  and  reproducing,  and  particularly  to  that  class 
^  of  device  known  as  talking  machines. 

"  The  object  of  my  invention  is  to  provide  an  amplifying  horn  for  talking 
**' machines  of  such  a  character  that  the  same  will  have  all  the  material  ad  van-  20 
"  tages  of  a  single  horn  connected  directly  to  the  sound  box  without  having  the 
^<  dis3ulvantages  thereof  due  to  the  large  size  and  wei^^ht  of  the  bell  portion  of 
<'  the  horn.  Broadly,  my  invention  consists  in  constructing  a  curved  tapered 
*'  amplifying  horn  with  joints  such  that  the  larger  portion  thereof  may  be 
"  adjustable  on  a  fixed  support,  while  the  small  end  thereof,  or  that  upon  which  25 
*'  the  sound  box  is  mounted,  is  pivoted  so  as  to  swing  horizontally  and  also-  has 
"  a  secondary  joint  which  allows  the  sound  box  to  move  vertically,  tb  follow 
''  the  irregularities  of  the  record  and  also  to  allow  or  the  needles  being  inserted 
"  and  removed. 

*'  For  a  full,  clear  and  exact  description  of  my  invention,  reference  may  be  had  30 
^*  to  the  following  specification  and  to  the  accompanying  drawings  forming  a  part 
"  thereof  in  which  Fig.  1  is  a  side  elevation  of  my  improved  amplifying  horn 
*'  as  applied  to  the  talking  machine  ;  Fig.  2,  a  horizontal  sectional  viewi  of  the 
*^  small  end  of  the  amplifying  horn  showing  the  joint  therein  to  allow  of  the 
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"  vertical  movement  of  the  sound  box  ;  Fig.  3,  a  vertical  sectional  view  showing 

"  the  joint  in  the  amplifying  horn  whereby  the  larger  portion  of  the  horn  is 

"  adjustably  mounted  and  the  smaller  and  lower  portion  is  pivoted  so  as  to 

"  communicate  therewith  ;  Fig.  4,  a  plan  view  of  the  end  of  the  support  for 

5  "  the  larger  portion  of  the  amplifying  horn ;  Fig.  5,  a  view  of  the  yoke  for 

**  holding  the  amplifying  horn  in  position  upon  its  support,  and  Fig.  6,  a  plan 

"  view  of  the  end  of  the  pivoted  portion  of  the  amplifying  horn.    The  numeral 

"  1  indicates  the  usual  motor  casing  above  which  revolves  the  usual  turntable 

"  2  and  upon  which  is  carried  the  sound  record  3.    At  one  side  of  the  casing  1  a 

10  *♦  bracket  or  arm  4  is  provided  which  is  similar  in  shape  to  those  already  in  use, 

**  excepting  its  upper  end  portion.    This  upper  end  portion  5  consists  of  a  ring 

"  6  having  a  bar  7  across  one  diameter  thereof.    The  bell  portion  9  of  amplify- 

"  ing  horn  is  provided  at  its  end  witii  a  flange  9*  which  is  adapted  to  be  seated 

**  upon  the  ring  6  of  the  support  4.    The  upper  end  of  the  support  5  is  provided 

15  "  with  a  flat  portion  8  having  a  screw  hole  30  (herein.    Upon  this  flat  portion  a 

"  yoke  10  is  adapted  to  be  fixed  by  the  thumb  screw  11.    The  arms  of  this  yoke 

"  10  project  over  the  ring  6  and  are  adapted  to  press  upon  the  flange  9  of  the  bell 

•*  portion  of  the  amplifying  horn  and  thereby  retain  said  portion  in  position. 

"  It  will  be  noticed  that  this  construction  enables  the  bell  portion  of  the  horn 

20  "  to  be  directed  at  any  angle  horizontally  to  send  the  sound  to  any  point 

"  which  choice  or  convenience  may  require.    The  arms  of  the  yoke  10  are 

**  slightly  curved  and  are  made  of  a  spring  material  so  that  the  bell  portion 

"  of  the  horn  may  be  easily  placed  in  position  and  removed.    Upon  the  arm  4 

'*  a  boss  or  projection  12  is  provided  which  is  recessed  internally  to  provide 

25  "  a  socket  for  a  bearing  block  13  which  is  forced  upwardly  by  a  coiled  spring  14. 

"  The  horizontally  pivoted  portion  29  of  the  amplifying  horn  is  curved  up- 

"  wardly  and  terminates  in   a  ring  15,  having  spider  arms  16,  across  two 

**  diameters  thereof.     Upon  the  elbow  or  curve  of  the  horizontally  pivoted 

*'  section  of  the  horn  is  provided  a  boss  17,  having  a  hole  18  therein,  which 

30  "  corresponds  with  a  hole  19  in  the  spider  at  the  end  of  said  curved  portion. 

"  A  vertical  pivot  pin  or  bar  20  passes  through  these  holes  or  openings  and 

**  is  retained  in  position  by  the  set  screw  21.    The  lower  end  of  this  pivot  bar  20 

**  has  a  bearing  in  the  spring  pressed  block  13  and  its  upper  end  enters  the 

*'  bearing  22  in  the  bar  7  of  the  support  4.    The  parts  are  of  such  a  size  and 

35  "  are  so  adjusted  that  the  upper  end  of  the  pivoted  portion  of  the  horn  will 

"  enter  the  ring  6  for  a  short  distance,  but  sufficient  space  is  left  between  said 

**  parts  to  allow  said  pivoted  portion  to  swing  freely  and  yet  to  provide  a 

"  practically  sound  tight  joint. 

*^  The  joint  for  allowing  a  vertical  movement  to  the  sound  box  is  constructed 

40  "  as  follows  :— The  inner  or  smaller  end  of  the  horizontally  pivoted  portion  29 

"  of  the  amplifying  horn,  is  provided  with  a  strap  or  ring  23,  which  is  adapted 

**  to  receive  and  form  a  bearing  or  socket  for  the  end  of  a  semi-circular  piece  of 

**  tubing  24.    The  end  of  this  piece  of  tubing  24,  is  held  in  position  by  suitable 

"  flange  25  and  by  a  cap  26,  which  also  serves  to  close  the  outer  end  thereof. 

45  "  To  the  other  end  of  the  curved  tubing  24,  is  attached  the  plate  27,  which 

"  carries  the  usual  sound  box  28.    It  will  be  seen  that  by  this  construction  the 

^  sound  box  is  brought  practically  into  alignment  with  the  end  of  the  hori- 

'^  zontally  pivoted  portion  of  the  horn  and  is  therefore  on  a  radius  from  the  axis 

"  of  the  pivot  bar  20. 

50      "  By  the  construction  above  described,  it  will  be  seen  that  I  have  provided  a 

**  very  simple,  efficient  and  attractive  means  for  conducting  the  sound  waves  gene* 

•*  rated  in  the  sound  box  through  the  amplifying  horn  to  any  point  desired.  The 

"  &ct  that  all  portions  of  the  conducting  tube  or  horn  are  tapered  allows  the  sound 

**  waves  to  advance  with  a  regular  and  natural  increase  in  their  wave  fronts  in  a 

55  '*  manner  sinular  to  that  of  ordinary  musical  instruments  obviating  the  di»eulvan- 

**  tages  due  to  long  passages  of  small  and  practically  constant  diameter  having 

'  **  abrupt  turns.    The  means  for  supporting  the  bell  portion  9  of  the  horn  also 
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"  provides  a  firm  support  therefor  and  are  placed  at  a  point  in  the  horn  where 
^'  the  same  is  not  so  small  as  to  require  special  means  for  strengthening  its 
"  supporting  portion." 

The  Patentee  claimed  : — *'  1.  A  tapering  amplifying  horn  for  talking  machines 
"  having  joints  in  the  tapering  portion  thereof  to    allow  a   horizontal  and  5 
"  vertical  movement  of  the  sound  box.     2.  A  tapering  amplifying  horn  for 
"  talking  machines,  a  sound  box  attached  to  the  small  end  thereof,  and  joints 
**  in  the  tapering  portion  of  said  horn  to  allow  of  a  vertical  and  horizontal 


nc.3. 


"  movement  of  said  sound  box.  3.  An  amplifying  horn  for  talking  machines, 
"  a  tapering  horizontally  pivoted  portion  having  a  joint  therein  to  allow  of  10 
"  a  vertical  movement  of  the  sound  box  and  a  fixed  adjustable  portion  com- 
"  municating  with  said  pivoted  portion.  4.  A  tapering  amplifying  horn 
"  for  talking  machines,  comprising  a  horizontally  pivoted  tapering  portion, 
•'  a  joint  in  said  tapering  portion  to  allow  of  a  vertical  movement 
•*  of  the  sound  box,  a  fixed  ring  mounted  above  the  end   of  said  pivoted  15 
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'*  portion  a  sapport  for  said  ring,  and  a  fixed  adjustable  portion  of  said  horn 
^  snpportod  by  said  fixed  ring.  5.  A  tapering  amplifying  liorn  for  talking 
**  machines,  comprising  a  horizontally  pivoted  tapering  portion,  a  carved  portion 
^  mounted  at  the  end  of  said  horizontally  pivoted  portion  adapted  to  swing 
5  '*  vertically,  a  sound  box  mounted  on  the  end  of  said  semi-circular  portion  and 
*'  a  fixed  adjustable  portion  of  said  horn  communicating  with  the  pivoted  end 
''  of  said  horizontally  pivoted  portion.  6.  A  tapering  amplifying  horn  for 
'^  talking  machines,  comprising  a  horizontally  tapering  pivoted  portion,  a  strap 
*'  or  ring  at  the  smaller  end  thereof,  a  semi- circular  portion,  the  end  of  which  is 

id  ^  mounted  to  turn  in  said  strap  or  ring,  a  sound  box  mounted  at  the  outer  end 
"  of  said  semi-circular  portion,  a  support  for  the  pivot  of  said  horizontally 
'^  pivoted  portion,  one  part  of  which  is  in  the  form  of  a  ring,  having  a  cross  bar, 
*'  a  fixed  adjustable  portion  of  said  horn  adapted  to  be  retained  in  position  upon 
'^  said  ring.    7.  A  tapering  amplifying  horn  for  talking  machines,  comprising  a 

15  "  horizontally  pivoted  tapering  portion,  a  semi-circular  curved  tapering  portion 
"  joined  to  said  horizontally  pivoted  portion,  a  sound  box  carried  by  said  semi- 
''  circular  curved  portion,  a  pivot  pin  for  said  horizontally  pivoted  portion,  a 
'*  supporting  arm  for  said  pivot  bar,  a  spring  pressed  bearing  block  carried  by 
"  said  supporting  arm,  a  horizontal  ring  carried  by  said  supporting  arm,  having 

20  '^  a  cross  bar  adapted  to  receive  the  upper  end  of  the  pivot  bar,  a  fixed  adjustable 
**  portion  of  said  horn  adapted  to  rest  upon  said  ring  and  a  yoke  for  retaining 
'^  said  last  named  portion  of  the  horn  in  position  upon  the  ring.^' 

On  the  19th  of  July  1905  the  Oramaph&ne  and  Typewriter  Ld.^  as  proprietors 
of  this  Patent,  commenced  an  action  against  Gh,  afid  J.  Utbnann  for  infringe- 

25  ment  of  the  same,  claiming  the  usual  relief. 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  that  they  were  proprietors 
of  the  Patent,  that  the  Patent  was  valid,  and  that  the  Defendants  had  infringed, 
and  the  Plaintiffs  claimed  an  injunction  and  other  consequential  relief. 
The  Particulars  of  Breaches  alleged  that  the  Defendants  had  infringed  the 

30  Patent  by  making,  selling,  and  offering  for  sale  sound-amplifying  horns  made 
in  accordance  with  the  invention  claimed  in  the  Specification  and  in  particular 
the  sale  of  such  a  horn  on  the  22nd  of  March  1903  to  the  Plaintiffs. 

The  Defence  and  Particulars  of  Objections  denied  infringement  and  attacked 
the  validity  of  the  Patent  on  all  the  usual  grounds,  but  the  only  issue  seriously 

35  contested  at  the  trial  was  want  of  subject-matter.  Specifications  Nos.  6073  of 
1897,  24,833  of  1899,  17,934  of  1900,  and  21,799  of  1902  were  referred  to  as 
showing  the  state  of  the  art  at  the  date  of  the  Patent. 

The  action  came  on  for  trial  before  Mr.  Justice  Farwsll  on  the  14th  and 
15th  of  February  1906. 

40  A.  J.  Walter  and  «7.  H,  tiray  (instructed  by  Broad  and  Gheston)  appeared 
for  the  Plaintiffs ;  T.  Terrell  K.C.,  ff.  A,  Golefax,  and  H.  Goldberg  (instructed 
by  Goldberg^  Barrett,  and  NewaU)  appeared  for  the  Defendants. 

Walter  for  the  Plaintiffs. — The  essential  features  of  a  good  horn  for  grama- 
phones  are  (1)  tapering  of  the  horn  from  the  sound  box  ;  (2)  removal  of  the 

45  bulk  of  the  weight  of  the  horn  from  the  sound  box  ;  and  (3)  jointing  of  the 
horn  to  allow  easy  vertical  and  horizontal  motion  of  the  sound  box,  so  that  the 
preasare  on  the  record  is  not  increased  even  where  the  surface  of  the  record  is 
not  quite  level.  All  prior  jointed  horns  were  tapered  only  from  the  joint.  The 
importance  of  the  invention  was  shown  by  the  fact  that  no  other  horn  could 

50  now  be  sold.  The  Defendant's  horn  contained  all  the  essential  features  of  the 
invention. 

Messrs.  Swinburne,  Dupin,  Tilley,  Turner,  and  Gooper  were  called  as 
witnesses  for  the  Plaintiffs,  and  Professor  Boys,  F.R.S.,  on  behalf  of  the 
Defendants. 

55  Te^^ell  K.C.,  for  the  Defendants,  contended  that  there  was  no  invention 
needed  to  make  joints  in  the  tapered  portion  of  the  horn.  Horns  tapered  to  the 
sound  box  were  old,  and  horns  jointed  to  give  easy  horizontal  and  vertical 
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movements  to  the  sound  box  were  old.  This  case  corresponds  to  those  of 
Williams  v.  Nye  (7  R.P.C.  37),  and  Wood  v.  Raphael  (13  R.P.C.  730).  The  new 
resultB  claimed  could  be  produced  equally  well  by  using  a  straight  tube  of  large 
diameter  between  the  joint  and  the  sound  box.  There  was  no  subject-matter  in 
the  invention.  5 

Walter  replied. 

Judgment  was  reserved,  and  was  delivered  on  the  6th  of  March  1906.  * 

Farwbll  J. — ^The  Plaintiffs  are  the  registered  owners  of  Letters  Patent 
No.  8401  of  1903,  granted  to  Lake^  for  "  Improvements  in  sound  magnifying 
^'  horns  for  phonographs  and  the  like/'  and  claim  an  injunction  to  restrain  10 
infringement  by  the  Defendants.  The  only  Defence  seriously  argued^  is  want 
of  subject-matter ;  infringement  is  really  not  contested.  The  case  is  very  near 
the  line,  but  I  have  come  to  the  conclusion  that  there  is  sufficient  invention  to 
support  the  Patent. 

Mr.  Swinburne  has  explained  to  me  the  progress  made  in  the  manufacture  of  15 
the  thi*ee  forms  of  gramaphone  that  have  been  produced.    The  earliest  in  point 
of  time  had  the  amplifying  horn  mounted  so  as  to  be  near  the  centre  of  gravity, 
but  with  a  certain  amount  of  its  weight  resting  on  the  sound  box,  and  the  horn 
had  to  be  moved  by  the  needle.    TMs  was,  for  various  reasons,  a  disadvantage. 
The  next  step  was  to  move  the  horn  from  the  reproducer  and  connect  it  there-  20 
with  by  a  tube.    This  tube,  however,  being  made  with  parallel  sides,  was  not 
so  very  well  adapted  for  conducting  sound  as  the  tapering  horn.    Lake  then 
hit  on  the  idea  of  putting  two  joints  in  the  tapering  portions  of  the  horn,  so 
that  it  is  independent  of  support  from  the  record  and  yet  is  flexible,  so  that  it 
can  follow  the  record.    It  turns  on  both  a  vertical  and  a  horizontal  axis,  the  25 
vertical  enabling  it  to  follow  the  side-to-side  movement  of  the  record,  and  the 
horizontal  to  follow  the  up-and-down  movements.    The  result  has  been  a  great 
success  commercially.    The  Plaintiflb'  horn  has  practically  driven  all  others 
out  of  the  market ;   although  some  part  of  this  sale  may  be  due  to  their 
extensive  advertisements,  the  fact  remains  that  the  public  will  not  buy  any  30 
other,  and  it  is,  at  least,  a  legitimate  element  of  consideration  that  an  improve- 
ment, comparatively  small,  has  produced  complete  success. 

I  therefore  grant  the  injunction  as  asked  and  direct  an  inquiry  hb  to  damages. 
I  order  destruction  of  the  infringing  machines,  and  the  Defendants  must  pay 
the  costs  of  the  action.  I  will  certify  that  the  validity  of  the  Patent  has  come  35 
into  question  in  the  action.  *  I  will,  if  the  Defendants  desire  it,  grant  a  stay  of 
the  Order  for  14  days,  and,  if  they  appeal  by  that  time,  then  until  the  appeal 
has  been  disposed  of,  and  in  that  event  the  costs  will  be  paid  on  the  usual 
undertaking  to  refund  if  the  appeal  succeeds.  I  also  give  a  Certificate  as  to  the 
Particulars  of  Breaches.  40 
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In  thb  High  Court  op  Justiob.— Chancery  Division. 

Before  Mr.  Justice  Farwbll. 
March  13th,  1906. 

Marsh    v.   Wolpp. 


5      Patent  —  Action  for  infringement. —  Want  of  sfiibject-matter. —  Want  of 
utility. — Judgment  for  Defendant. 

The  Patentee  of  "  An  improvement  in  hair  nets  and  the  manufacture  thereof  " 
claimed  by  his  Specification  "i.  The  improvement  in  the  manufacture  of  hair 
"  ne^  produced  from  a  continuous  length  of  .material,  whe^'ehy  the  knotting  of 

10  "  the  ends  of  the  lengths  forming  the  nets  to  prevent  unrat^elling  is  avoided, 
"  substantially  as  herein  described.  2.  A  net  for  the  hair  having  meshes  of 
**  varying  size  substantially  as  and  for  tJie  purpose  stated^  In  an  action  for 
infringement  the  Defendant  put  in  issue  the  validity  of  this  Painty  alleging 
want  of  subject-matter,  want  of  novelty,  and  want  of  utility,  and  denied  tJiat 

15  he  had  infringed. 

Held,  tfiat  the  Patent  was  invalid  for  want  of  subjeat-maiter  and  utility,  and 
that,  if  the  Patent  had  been  good,  the  Defendant  had  not  infringed. 

On  the  15th  of  December  1902  Letters  Patent  (No.  27,626  of  1902)  were 
granted  to  John  Taylor  Marsh  for  ''An  improvement  in  hair  nets  and  the 
20  "  manufacture  thereof," 

The  Complete  Specification  was    (so  far  as  material  for  this  report)   as 

follows : — *'  This  invention  relates  to  an  improvement  in  hair  nets  and   the 

*'  manufacture  thereof,  and  it  has  for  its  object  to  produce  a  continuous  length 

*'  of  uLaterial  which  may  be  afterwards  cut  up  into  suitable  lengths  for  use,  as 

25  *'  hair  nets. 

**  Heretofore,  when  forming  nets  from  a  continuous  length  of  material  it  was 
^  necessary,  in  order  to  prevent  the  unravelling  of  the  ends  when  the  said  material 
•*  was  cut,  that  a  knot  should  be  tied  at  each  end  of  the  severed  length.  Now, 
**  in  accordance  with  the  present  invention,  the  material  is  produced  in  such  a 
30  **  manner  that  it  may  be  severed  at  determined  points  of  its  length  without  the 
**^  necessity  of  forming  knots  to  prevent  unravelling. 

'The  net  is  produced  in  a  similar  manner  and  by  the  same  means  as  the 
material  known  as  '  tulle/    In  the  present  case,  however,  instead  of  producing 
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*'  a  length  of  material  haying  a  mesh  of  equal  size  throughout  its  entire  length  a 
'*  card  is  prepared  adapted  to  produce  at  certain  stated  intervals  in  the  length  of 
*'  the  material  meshes  of  a  much  smaller  size  than  those  forming  the  body  of 
*^  the  net.  For  example  if  the  greatest  dimension  of  the  larger  mesh  is  one 
^^  half  inch,  that  of  the  smallest  mesh  may  be  one  eighth  of  an  inch.  There  are  5 
'*  a  number  of  rows  of  the  smaller  mesh  and  the  material  is  severed  at  a  point 
"  approximately  upon  the  central  row  so  as  to  form  a  length  of  net  having  a  body 
*'  composed  of  large  or  comparatively  large  meshes  whilst  each  end  is  terminated 
"  by  meshes  of  smaller  size.  The  dimensions  of  the  mesh  may  be  gradually 
**  reduced  towards  the  smaller  mesh.  By  this  means  the  long  straggling  ends  10 
"  which  would  be  produced,  were  the  mesh  of  large  size  throughout  the  entire 
^*  length  of  the  material,  and  also  the  knotting  of  the  ends  of  the  severed 
*^  lengths  is  avoided.  The  length  when  severed  is  given  a  suitable  dresfing 
'^  which  also  tends  to  prevent  unravelling  and  has  imparted  thereto  a  pocket 
'^  or  bag  shape 15 

*'  The  reduction  in  the  size  of  the  mesh  increases  the  tension  of  the  twisted 
'*  portion  thereof,  which  assists  in  preventing  the  unravelling,  and  further  tends 
*^  to  cause  the  material  to  bag  as  in  the  preceding  instance.  The  severed  length 
*^  is  finally  given  a  dressing  of  cellulose,  which  further  assists  in  preventing  the 
"  unravelling."  20 

The  Patentee  claimed: — ^^1.  The  improvement  in  the  manufacture  of  hair 
^'  nets  produced  from  a  continuous  length  of  material  whereby  the  knotting  of 
^^  the  ends  of  the  lengths  forming  the  nets  to  prevent  unravelling,  is  avoided, 
^<  substantially  as  herein  described.  2.  A  net  for  the  hair  having  meshes  of 
*'  varying  size  substantially  as  and  for  the  purpose  stated."  25 

On  the  23rd  of  December  1904  the  Patentee  commenced  an  action  against 
Alf  Wolff  tor  infringement,  claiming  the  usual  relief. 

The  Statement  of  Claim  alleged  that— (1)  the  PlaintiflE  was  the  registered 
proprietor  of  the  Putent ;  (2)  that  the  Patent  was  and  always  had  been  valid 
and  subsisting  in  every  respect;  (3)  that  the  Defendant  had  infringed  the  30 
Patent  and  unless  restrained  by  injunction  would  continue  to  infringe   the 
same,  and  claimed  the  usual  relief. 

The  Particulars  of  Breaches  alleged  that — (1)  the  Defendant  had  at  divers 
times  since  the  15th  of  December  1902  and  before  the  commencement  of  the 
action  infringed  the  Patent  by  selling  hair  nets  manufactured  according  to  the  35 
invention  described  in  and  claimed  by  the  Specification  of  the  Patent ;  (2)  in 
particular  on  the  13th  of  September  1904  the  Defendant  sold  to  Foster^  Porter  Jb 
Co.  Ld.  of  No.  47  Wood  Street  in  tilie  City  of  London  twenty  gross  of  hair  nets 
manufactured  substantially  in  accordance  with  the  invention  described  and 
claimed  by  the  Specification.  "lO 

By  his  Defence  the  Defendant  stated — (1)  that  he  had  not  infringed  and  did 
not  threaten  to  infringe  the  Patent  as  alleged  or  at  all ;  (2)  that  the  Patent  was 
invalid  by  reason  of  the  matters  in  the  Particulars  of  Objections  appearing. 

The  Particulars  of  Objections  were  as  follows  : — (1)  That  Marsh  was  not  the 
first  and  true  inventor  of  the  alleged  invention ;  (2)  that  the  alleged  invention  45 
claimed  in  both  claiming  clauses  was  not  the  proper  subject-matter  of  valid 
Letters  Patent.    The  Defendant  proposed  to  allege  thereunder  that  continuons 
lengths  of  net,  produced  as  tulle  is  produced,  and  with  meshes  at  stated  intervals 
of  smaller  size,  were  matters  of  common  general  knowledge.    The  Defendant 
also  proposed  to  allege  that  real  hair  nets  had  for  years  been  commonly  con-  50 
structed  of  large  and  small  meshes  arranged  as  described  in  the  Plaintiif^s 
Specification,  and  that  the  alleged  invention  was  constructing  artificial  hair 
net*  by  known  machinery  in  a  known   way  which  required  no  invention. 
Also  that  the  use  of  dressing  for  the  purpose  mentioned  in  the  Specification  i^as 
matter  of  common  general  knowledge  in  the  trade.    Also  that  nets  for  enclosing  55 
every  class  of  article  and  constructed  of  meshes  of  varying  size  at  the  ends 
were  matter  of  common  general  knowledge   in  the  kingdom;   (3)  that  the 
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alleged  inyention  claimed  in  both  claims  was  not  new.  The  Defendant 
proposed  to  allege  thereunder  the  matters  alleged  in  the  preceding  paragraph ; 
(4)  that  the  alleged  invention  was  not  nsef  q1  ;  (5)  that  the  Specification  was 
misleading.  It  alleged  that  the  large  meshes  have  a  tendency  to  unravel  and 
5  that  the  small  meshes  do  not.  The  Defendant  proposed  to  allege  that,  if 
suitably  dressed,  there  was  no  difference  in  this  respect  between  meshes  of 
any  size. 

Further  and  better  Particulars  of  Objections  were  delivered  on  the  16th  of 

November  1905,  pursuant  to  an  Order  of  the  28th  of-  July  1905,  and  by  them 

10  the  Defendant  stated — (a)  the  persons  by  whom  real  hair  nets  constructed  of 

large  and  small  meshes  as  alleged  have  been  constructed  are  Hippolyte  Kahn 

of  18  Rue  Roseneck,  Strasburg,  and  Edward  Aaron^  Rue  Terrenne,  Paris.    Nets 

so  constructed  were  sold  by  the  Defendant  in  London  and  by  all  hair  net 

dealers  in  England  for  many  years  prior  to  the  date  of  the  Plaintiff's  Patent ; 

15  (h)  the  kinds  of  nets  and  the  purposes  for  which  the  alleged  nets  [referring  to 

the  last  paragraph  of  clause  2  of  the  Particulars  of  Objections]  were  used  were 

sponge  nets,  cabbage  nets,  hammock  nets,  trawl  nets,  net  bags,  and  every  class 

of  string  net.    These  had  been  made  and  used  and  sold  by  every  store,  hardware 

merchant,  and  shopkeeper  dealing  in  such  goods  for  the  last  50  years. 

20      The  action  came  on  for  trial  before  Mr.  Justice  Farwbll  on  the  13th  of 

March  1906. 

Jenkins  K.C.  and  G.  A.  Bennett  (instructed  by  Bennett  and  FenHs)  appeared 
for  the  Plaintiff ;  A.  J.  Walter  and  Dou^flOrS  Hfpgg  (instructed  by  Cooper  atid 
Bake)  appeared  for  the  Defendant. 
25      Jenkins  K.C.  opened  the  Plaintiff's  case.    He  read  the  Specification,  and 
stated  that  in  substance  the  issue  to  be  decided  was  whether  there  was  subject- 
matter. 
Evidence  was  given  in  support  of  the  Patent  and  on  behalf  of  the  Defendant. 
Walter  summed  up  Defendant's  case. — There   is   no  subject-matter ;    the 
30  alleged  invention .  consists  in  using  an  old  machine  in  an  old  way  to  make  an 
old  material  for  use  on  ladies'  hair.    Window-blinds  and  lace  curtains  were 
made  on  the  same  principle.    The  idea  of  making  any  size  of  mesh  is  quite 
old,  and  the  idea  of  using  tulle  material  with  meshes  of  different  size  is  the 
alleged  improved  manufacture. 
So      Jenkins  K.C.  in  reply. — ^The  invention  is  not  for  a  process  but  is  for  a  new 
article  of  manufacture.    The  invention  could  not  be  extended  to  an  article  not 
used  as  a  net  for  hair.    Used  for  any  other  purpose  the  article  would  not  be 
within  the  Patent    Claim  2  is  "  a  net  for  the  hair."    Lines  26  to  30  {ante, 
page  266  lines  10  to  15)  state  that  the  purpose  of  the  invention  is  twofold — 
40  (1)  to  prevent  unravelling  ;  (2)  to  get  a  bag  shape.    The  article  is  cheaper  and 
better  than  other  articles  of  the  same  kind.    The  substance  of  the  invention 
lies  in  getting  rid  of  the  knots  by  making  the  meshes  at  the  end  of  smaller 
size.    The  Defendant  has  taken  the  invention. 
Farwell  J. — ^The  Plaintiff's  claim  is,  to  my  mind,  so  preposterous  that  I 
45  find  some  difficulty  in  stating  it.    In  fact  I  do  not  think  I  wrong  him  when  I 
say  his  alleged  invention  is  ''  Use  tulle  for  hair  nets."    Tulle  is  a  net  fabric 
made  of  any  fibrous  material.    It  is  frequently  made  of  silk.    These  hair  net« 
are  made  of  tulle,  and  tulle  is  used  for  veils,  and  all  sorts  of  other  thihgs  besides. 
The  Plaintiff's  statement  in  his  Specification  is  that  his  object  is  to  produce  a 
50  continuouB  length  of  material  which  may  afterwards  be  cut  up  into  suitable 
lengths  for  use  as  hair  nets.    Tulle  is  made  in  this  same  way,  the  varying  size 
depending  on  the  speed  at  which  the  beam  is  turned ;  and  in  tulle  msJdng  the 
ends  are  made  with  a  larger  mesh  so  as  to  show  where  the  length  is  intended 
to  end.   That  particular  form  of  tulle  making  this  gentleman  has  apparently 
55  thonght  (which  is  an  erroneous  view)  he  could  apply  for  his  own  benefit,  and 
get  a  monopoly  of  for  the  purpose  of  a  Patent.    It  seems  to  me  really  the  Patent 
Law  would  be  preposterous  if  it  allowed  such  a  claim  as  this  to  prevail.    His 
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alleged  inyention  is ''  The  net  is  prodnced  in  a  similar  manner,  and  by  the  same 
*'  means  as  the  material  known  as  '  tulle.' "  Therefore  I  do  not  think  I  wrong 
him  in  what  I  have  just  stated.  "  In  the  present  case,  however,  instead  of  pro- 
**  dncing  a  length  of  material^ having  a  mesh  of  equal  size  throughout  its  entire 
'^  length  a  card  is  prepared  adapted  to  produce  at  certain  stated  intervals  in  the  3 
'^  length  of  the  material  meshes  of  a  much  smaller  size  than  those  forming  the 
'^  body  of  the  net."  This  is  done  habitually  in  tulle  making.  '^  For  example  if 
'*  the  greatest  dimensions  of  the  larger  mesh  is  one  half  inch,  that  of  the  smallest 
''  mesh  may  be  one  eighth  of  an  inch.  There  are  a  number  of  rows  of  the 
'^  smaller  mesh,  and  the  material  is  severed  at  a  point  approximately  upon  the  10 
"  central  row  so  as  to  form  a  length  of  net  having  a  body  composed  of  large,  or 
"  comparatively  large,  meshes,  whilst  each  end  is  terminated  by  meshes  of  a 
''  smaller  size.''  That  is  to  say  he  makes  a  long  length  of  net  divided  up  by 
narrower  netting  at  various  intervals,  each  complete  hair  net  being  composed 
of  a  broad  piece  in  the  middle,  terminating  at  each  end  by  meshes  of  smaller  \i 
size.  Then  he  alleges  that  the  result  of  that  will  be  to  prevent  unravelling,  and, 
I  suppose  also,  to  give  him  the  shape  that  he  desires.  It  is  quite  plain  that  the 
claim  made  is  such  as  I  have  stated  to  apply  tulle  for  hair  nets.  The  alleged 
benefit  is  that  you  prevent  unravelling  ;  and,  so  far  as  I  can  see,  unless  you  may 
get  a  pocket,  or  bag  shape,  as  referred  to  in  line  30,*  there  is  no  other  benefit.      30 

On  the  evidence  I  find  as  a  fact  that  the  unravelling  is  not  in  any  way  prevented 
by  this  variation  in  the  size  of  the  meshes  to  the  small  extent  referred  to  in  this 
Specification,  but  is  entirely  due  to  the  gum  or  other  dressing,  which  is  used  in 
all  cases  for  these  nets.  So  far  as  the  nets  are  ungummed  they  will  unravel 
whether  the  mesh  be  larger  or  smaller  within  the  limits  which  are  possible  for  25 
a  hair  net.  So  far  the  alleged  utility  fails  altogether.  It  does  not  perform  that 
particular  service. 

If  the  true  meaning  of  the  Specification  be,  as  I  think  it  is,  in  cluuse  2,  this 
particular  form  of  net,  namely  with  large  meshes  in  the  middle,  terminating 
with  smaller  ones  at  each  end,  the  Defendant  does  not  take  it.  His  n  t  is  quite  30 
different,  and  has  only  the  small  mesh  at  one  end.  To  my  mind  the  Patent  is 
hopelessly  bad,  and  if  it  were  good  the  Defendant  would  not  infringe  it  I 
dismiss  the  action  with  costs. 


*  Awte^  page  266,  line  14. 
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Before  The  Judicial  Oommittbb  of  thh  Privy  Council. 


Present:  The  Lord  Chancellor,  Lord  Macnaghtbn,  Lord  Davey, 
Lord  Robertson,  Lord  Atkinson,  and  Sir  Arthur  Wilson. 


February  7th,  1906. 


In  the  Matter  of  Ricci's  Patent. 


Patent.  —  Prolongation.  —  Merit  insufficient  /or  prolongation.  —  Petition 
dismissed. 

A  Patent  was  granted  in  1892  for  ^^Improvements  in  mechanism  for  automatic 
•*  guns.''*     The  Specification  originally  contained  ten  Olaim^^  huty  after  having 

10  heen  twice  amended^  it  contained  only  one  Glaimj  which  was  as  follows: — 
"  The  addition  of  a  suitable  projection  at  the  lower  part  of  the  crank-handle  or 
*'  cam  which  serves  to  rotate  the  crank  and  open  the  breech  mechanism.  It  is 
"  this  projection^  that  in  its  rotary  motion  will  cause  all  the  recoil  parts  to  be 
"  carried  forward  before  the  aforesaid  breech  mechanism  begins  to  close.''*     The 

15  Patentee  presented  a  Petition  for  prolongation^  alleging  thaty  through  want  of 
fneansy  he  had  not  been  able  to  obtain  protection  for  his  invention  in  any  foreign 
country;  that  he  believed  the  invention  had  been  used  with  grea^  practical 
success  by  certain  others  in  infringement  of  his  rights ;  that  he  had  been  unable 
to  bring  his  invention  into  use  owing  to  ill-health  and  want  of  means^  and  to 

20  the  fact  that  Die  invention  was  one  capable  of  being  utilised  by  only  a  limited 
dcus  of  manufacturers  and  in  connection  with  inventions  protected^  for  a  ' 
large  portion  of  the  term  of  the  grant  to  him,  by   Patents   belonging    to 
others ;  and  tliat  he  had  received  no  apjfreciable  remuneration. 

Held  by  the  Judicial  Committee  that  the  invention  was  not  of  suffi/yient  merit 

25  to  justify  an  extension  of  the  Patent.  The  Petition  was  dismissed.  No  Order 
was  made  as  to  costs. 

On  the  15th  of  February  1892  a  Patent  (N^o.  2904»»  of  1892)  was  granted  to 
Colombo  Ricci  for  '^  Improvements  in  mechanism  for  automatic  guns." 

The  amended  Complete  Specification,  so  far  as  material  for  tiiis  report,  was 

30  8^  follows  : — ''  My  invention  relates  to  automatic  guns  of  the  kind  and  class 

^  described  in  the  Specification  of  former  Letters  Patent  No.  1307  and  8281 

X 
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"  dated  29  January  and  8  July  1885,  that  is  to  say,  guns,  which  are  worked  by 
*'  the  force  of  the  recoil,  or  what  are  generally  called  :  Maxim  automatic  guns. 
^^  In  the  said  former  Specification  No.  1307  and  8281,  guns  are  described,  in 
"  which  a  special  arrangement,  including  the  crank  handle,  the  resistance  piece, 
''  the  dead  stop  with  bracket  and  washer,  the  buffer  spring  and  bracket  for  the  ft 
^*  same  suitably  disposed  on  the  right  hand  side,  serve  for  working  the  breech 
^*  mechanism. 

*'  One  feature  of  my  present  invention,  is  to  substitute  for  the  same  purpose, 
"  a  suitable  cam,  bearing  at  its  lower  part  a  projection,  which  in  its  rotary 
''  motion  comes  in  contact  with  a  fixed  piece,  suitably  arranged  for  this  purpose,  10 
"  and  carries  forward  all  the  recoiling  parts  of  the  gun,  before  the  breech 
*'  mechanism  begins  to  close.  I  provide  the  recoil  plates  with  two  cams  for 
"  guiding  the  carrier  in  its  forward  and  backward  motion,  and  also  provide  two 
**  side  projections  for  limiting  the  backward  rotation  of  the  crank  as  shown  by 
"  the  drawings  of  my  Provisional  Specification  No.  2904.  By  this  ari'angement,  15 
"  the  gun  can  be  fired,  if  desired,  without  handle  or  any  other  piece  of 
'^  mechanism  rotating  on  the  outside  of  it.  The  centre  line  of  the  crank,  con- 
"  necting  rod,  side  levers  and  lock,  will  coincide  with  the  axis  of  the  gun  ;  and 
*'  a  more  effective  energy  may  thus  be  utilized  from  the  recoil 

**  Referring  to  Figures  1.  and  2.  A.  is  the  body  of  the  gun  seen  from  the  left  20 
'^  hand  side.  B.  is  a  steel  cam  that  opens  the  breech  mechanism.  C.  is  the 
*'  projection,  which  coming  in  contact  with  the  fixed  piece  D*.  that  is  riveted  on 
**  the  outside  plate,  carries  forward  the  recoil  plates  and  barrel  before  the  breech- 
*'' mechanism  begins  to  close.  E.  is  the  fusee,  F.  the  link  which  serves  to 
"  connect  it  with  the  coil  spring  6.  by  means  of  the  hook  H.  The  cam  B.  with  25 
*^  its  projection  C.  and  the  fusee  E.  constitute  a  single  piece  with  the  spindle  L. 
"  which  goes  through  the  body  of  the  gun  from  left  to  right,  serves  as  shaft  for 
**  the  crank  within  the  gun,  and  bears  at  its  extremity  on  the  right  hand  the 
"  crank-handle  fixed  or  loose  as  it  may  be  the  case.  K.  is  the  spring  box  which 
"  covers  the  coil-spring  and  all  the  aforesaid  mechanism.  30 

"  By  firing  the  gun,  the  whole  recoiling  mechanism  is  thrown  backward,  and 
"  as  the  cam  B.  comes  in  contact  with  the  fixed  piece  D.  forces  the  crank  to 
^^  rotate  on  its  axis  and  opens  the  breech  mechanism.  When  the  crank  is  half 
"  way  of  its  rotation,  the  projection  0.  is  brought  in  contact  with  the  fixed 
•*  piece  D^  and  by  completing  its  motion,  the  recoil  plates  and  barrel  are  brought  35 
"  home,  and  the  breech-mechanism  completely  open.  The  coil  spring  G.  which 
*'  has  been  stretched  by  the  backward  motion  of  the  crank,  pulls  the  fusee  E. 
**  through  the  link  F.,  closes  the  breech-mechanism,  and  the  gun  is  ready  to  fire 
*^  a  second  time. 

"  It  is  obvious  by  this  arrangement,  that  the  recoil  parts  will  be  home,  before  40 
"  the  breech-mechanism  begins  to  close." 

The  Specification  originally  contained  ten  Claims,  but  after  having  been 
twice  amended  it  contained  only  one  Claim,  which  was  as  follows  : — "  Ist.  The 
*'  addition  of  a  suitable  projection  at  the  lower  part  of  the  crank-handle  or  cam 
"  which  serves  to  rotate  the  crank  and  open  the  breech  mechanism.  It  is  this  45 
••  projection,  that  in  its  rotary  motion  will  cause  all  the  recoil  parts  to  be 
"  carried  forward  before  the  aforesaid  breech  mechanism  begins  to  close." 

The  Patentee  on  the  luth  of  August  1 905  presented  a  Petition  for  the  pro- 
longation of  the  Patent.  The  Petition,  after  stating  the  nature  and  utility  of 
the  invention,  the  grant  of  the  Patent,  the  filing  of  the  Specification,  and  the  !>0 
fact  that  the  Specification  had  been  amended  on  the  31st  of  July  1896  and  the 
20th  of  April  1903  by  the  elimination  of  all  the  ten  Claims  except  the  first, 
continued  as  follows  :  — "  (8)  Your  Petiiioner  believes  that  his  said  invention 
^^  has  been  applied  with  very  gBeat  and  most  marked  practical  success  at  the 
"  works  of  the  Ma^im-Nordrnfelt  Chins  and  Ammunition  Company  Ld.^  at  55 
"  Erilh,  in  the  County  of  Kent,  and  at  the  works  of  their  successors,  Messrs. 
"  VickerA,  Sons,  ami  Maxim  Ld.y  at  Erith  aforesaid,  in  infringement  of    his 
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**  rights.    (9)  That  your  Petitioner  has  expended  large  sums  of  money,  and 

"  devotod  great  pains  and  trouble  in  endeavouring  to  introduce  the  said  inven- 

"  tion  to  the  public,  and  to  bring  the  same  into  use.    (10)  That  your  Petitioner 

*•  endeavoured  to  obtain  the  employment  of  the  said  invention — (I)  By  the 

I  5  ^*  Maxim-Norden/elt  Chins  and  Ammunition  Company  Ld.;  and  (2)  their 

"  assignees  or  successors,  Messrs.  Vickers^  Sons,  and  Maxim  Ld.,  but  the  said 

I  **  Companies  declined  to  negotiate  or  deal  with  your  Petitioner  in  reference  to 

I  "  the  same."    The  Petition  stated  that  the  Petitioner  encountered  exceptional 

I  difficulties  (therein  referred  to)  in  trying  to  find  persons  who  would  provide 

I  10  the  necessary  capital  to  exploit  his  Patent,  after  the  original  Patents  had  ' 

lapsed.      The  Petition  alleged  that  the  Petitioner  was  in  negotiation  with 
I  certain  parties,  and  hoped  to  be  able  to  form,  for  the  purpose  of  working  the 

I  invention,  a  Syndicate  in  which  h^  was  bargaining  that  he  should  have  a 

specified  interest.    At  the  hearing  of  the  Petition,  however,  it  was  admitted 
15  that  these  negotiations  had  fallen  through  owing  to  the  illness  of  one  of  the 
parties.    The  Petition  also  stated  that  the  Petitioner  was  originally  a  draughts- 
man and  designer  in  the  offices  of  the  Maxim-Nordenfelt  Ouns  and  Ammunition 
I  Company  Ld.^  and  that  when  he  made  the  invention  he  offered  it  to  the 

Company,  and  asked  the  manager  of  the  Company  if  he  would  consider  the 
I  20  question  of  increasing  the  Petitioner's  wages.    That  offer  was  declined.    The 

Petitioner  subsequently  ascertained  that  the  Company  were  the  proprietors  of  a 
Patent  (No.  7156  of  1892)  which  had  been  granted  to  Maxim  atid  Silverman,* 
and  which  the  Petitioner  considered  to  be  an  infringement  of  his  rights,  but  as 
the  Petitioner  was  without  means  he  was  unable  to  enforce  his  rights  against  the 
25  Company.  The  Petition  also  alleged :— *'(20)  That  of  late  years  the  utility  of  the 
^  said  invention  has  beengenerallyacknowledged,and  it  has  been  introduced  on  to 
**  a  large  number  of  automatic  gans  supplied  to  the  English  and  Foreign  Govern- 
"  ments.  (21)  In  Mojcim^s  original  arrangement,  as  described  in  his  Patents 
"  Nos.  1307  and  8281  of  1885,  and  No.  2581  of  1886,  the  return  of  the  gun  barrel 
30  ^*  and  its  attached  parts  is  accomplished  solely  by  the  action  of  the  spring  in 
"  which  the  energy  is  stored  up.  This  is  an  entirely  different  principle  from 
"  that  described  in  your  Petitioner's  Patent.  All  the  energy  of  motion  of  the 
^  rotating  and  attached  reciprocating  parts  which  might  be  used  for  the  purpose 
**  of  moving  out  the  gun  barrel  and  its  attachments  was  lost,  and  further,  the 
35  *^  Maxim  guns  of  earlier  days  used  to  jam,  because  of  the  faulty  operation  of  the 
*•  springs  mentioned.  The  introduction  of  the  cordite  cartridge  diminished  the 
**  recoil  of  the  gun,  and  so  made  it  highly  advantageous  to  utilise  the  whole  of 
^  the  recoil  for  operating  the  breech  mechanism.  This  was  not  possible  or 
"  practicable  under  the  Maxim  Patent  No.  2581  of  1886,  and  thereupon  the 
40  "  Maxim-Nordenfelt  Ouns  and  Ammunition  Company  Ld.,  and  subsequently 
**  the  Vickers,  Sons,  and  Maxim  Company  utilised  your  Petitioner's  invention, 
"  which  therefore  turned  out  to  be  a  most  valuable  improvement.  Your 
**  Petitioner  believes  that  the  said  Companies  claim  to  manufacture  under  the 
"  Maxim  and  Silverman  Patent  No.  715t)  of  1892,  but  your  Petitioner  is  advised 
45  **  and  believes  that  as  his  invention  is  a  most  important  and  useful  one,  and  as 
^  there  is  abundant  subject  matter  for  invention  disclosed  in  his  Patent,  his 
•*  Patent  is  valid,  and  that  the  mechanism  described  in  the  Maxim  and  Silverman 
**  Patent  clearly  operates  in  accordance  with  your  Petitioner's  invention,  and 
"  therefore  the  invention  shown  in  Maxim  and  Silverman's  Patent  infringes 
50  **  Claim  1  of  your  Petitioner's  said  Letters  Patent." 

The  accounts  showed  a  total  expenditure  of  293/.  15^.  lOd.,  and  total  receipts 
25/.,  which  was  paid  for  an  option  to  purchase  the  Patent. 

*  The  grant  of  this  Patent  wrb  opposed  by  the  Petitioner  on  the  ground  of  his  Patent,  but  the 
P»tent  wan  ordered  to  be  sealed  with  a  reference  to  the  Petitioner's  Bpecification.  Ses  11  R.P.O. 
314,-J.  C. 

X  2 
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The  Petition  was  opposed  by  VickerSy  Sons  and  Maxim  Ld,  upon  the 
following  grounds : — "  (1)  The  said  alleged  invention  is  not  an  invention  of 
"  any  merit.  The  alleged  invention  was,  as  appears  by  the  Complete  Specification 
"  originally  lodged  by  the  Petitioner,  one  for  ten  detailed  modifications  in  the 
**  construction  of  parts  of  Maxim  guns.  Nine  of  these  details  have  been  5 
*'  abandoned  by  disclaimer,  and  the  one  remaining  is  a  mere  detail  of  construc- 
"  tion  of  a  Maxim  gun.  (2)  The  alleged  invention  has  never  been  put  in 
"  practice,  and,  as  appears  by  paragraph  23  of  the  Petition,  expensive  and 
"  lengthy  experiments  will  be  needed  in  order  to  see  if  the  invention  can  be  put 
"  to  practical  use.  (3)  No  elTorts  have  been  made  by  the  Petitioner  to  put  the  10 
"  invention  into  practical  operation.  The  Petitioner  alleges  that  the  objecting 
"  Company  have  for  years  been  infringing  the  said  Letters  Patent  (which  is 
"  wholly  untrue),  but  the  Petitioner  has  taken  no  steps  to  enforce  or  attempt  to 
"  enforce  his  alleged  rights.  (4)  The  Petitioner  has  no  substantial  interest  in 
"  the  suggested  Prolongation.  The  Petition  shows  that  the  Petition  for  Pro-  15 
"  longation  is  part  of  a  financial  speculation  in  which  the  interests  of  the 
"  Petitioner  are  minute,  and  the  real  object  of  the  Petition  is  to  enable  the 
"  formation  of  a  company  not  to  work  the  Petitioner's  invention,  which  is  a 
"  mere  deti\il  in  the  constraction  of  a  Maxim  gun,  but  to  enable  the  flotation  of 
**  a  company  to  make  Maxim  guns.  (5)  The  Petition  fails  to  disclose  material  20 
"  facts.  The  Petitioner  worked  out  all  the  details  set  out  in  the  Specification  of 
"  his  said  Letters  Patent  whilst  engaged  as  a  draughtsman  in  the  employ  of  the 
"  objecting  Company's  predecessors  in  title.  No  information  is  given  as  to  the 
"  circumstances  connected  with  the  option  to  purchase  the  said  Patent  referred 
'*  to  in  paragraph  19  of  the  Petition  as  of  the  reasons  why  such  option  was  25 
"  never  exercised.  (6)  The  Petitioner  has  been  adequately  renumerated  in  the 
"  circumstances.  The  only  reason  why  no  remuneration  has  been  received,  is 
"  that  no  attempts  have  been  made  to  put  the  invention  into  practice,  or  to 
"ascertain  if  it  could  be  put  into  practice.  (7)  It  is  inexpedient  that  any 
"  Prolongation  of  the  saii  Letters  Patent  should  be  granted.  No  Foreign  Patent  30 
"  has  been  granted  for  the  said  alleged  invention,  but  the  Specifications  of  all 
"  English  Gun  Patents  are  always  read,  and  are  well  known  to  all  Continental 
**  and  Foreign  gun  makers.  The  objecting  Company  are  the  makers  of  Maxim 
"  guns,  which  are  sold  to  all  governments  throughout  the  world,  and  they  and 
"  their  predecessors  have  owned  all  the  chief  Patents  relating  to  Maxim  guns,  35 
"  viz..  No.  3844  of  1884,  No.  13,113  of  1884,  No.  1307  of  1885,  No.  8281  of  1885, 
"  No.  2581  of  1886,  and  No.  7156  of  1892.  The  Letters  Patent  No.  7156  of  1892 
"  (by  the  use  of  the  invention  protected  by  which  it  is  alleged  the  objecting 
"  Company  have  infringed  RiccPs  Patent)  shortly  expire,  and  one  of  the  objects 
"  of  this  Petitioa  is  to  enable  the  Petitioner  or  his  financial  assistants  to  threaten,  40 
"  and,  as  the  objecting  Campany  believe,  unjustifiably  threaten,  the  objecting 
"  Company  with  proceedings  for  infringement  of  the  Letters  Patent,  and  thereby 
"  hinder  them  from  selling  guns  they  have  made  and  sold  for  the  past  twelve 
"  years,  and  thereby  send  orders  to  foreign  gun  makers  instead  of  to  makers  in 
"  this  realm.  (8)  The  allegations  in  the  Petition  are  untrue  and  incapable  of  45 
*^  proof." 

On  the  hearing  of  the  Petition,  Colejax  and  O.  G.  Rankin  (instructed  by 
Swann^  Bradley  <k  Go.)  appeared  for  the  Petitioner  ;  A.  J.  Walter  (instructed 
by  Bircham  &  Go.)  appeared  for  the  Objectors ;  the  Attorney- General  and 
Rowlatt  appeared  for  the  Crown.  50 

Golefax  for  the  Petitioner. — The  invention  consists  only  in  detail,  and  is 
simple,  but  it  is  ingenious,  and  of  great  merit.  The  old  method  was  wasteful, 
and,  after  the  introduction  of  the  cordite  cartridge,  inefi^ective.  When  the  gun 
is  fired,  there  is  a  barrel  recoil,  without  a  carriage  recoil.  With  a  feed  of  the 
character  of  this  there  is  a  liability  to  jam  ;  the  Petitioner's  invention  overcame  55 
that  difficulty.  The  conduct  of  the  Petitioner  has  been  perfectly  proper 
throughout.    It  was  open  to  the  Maxim-Nordenfelt  Company  to  oppose  the 
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grant.  Instead  of  that  the  Maxim  and  Silverman  Patent  was  taken  out.  That 
the  valne  of  the  Petitioner's  idea  was  recognized  by  Maxim  and  Silverman  is 
shown  by  the  fact  that  in  their  Complete  Specification  they  adopted  it ;  there 
is  a  variation  between  their  Provisional  and  Complete  Specifications  amounting 
5  to  disconformity  ;  this  is  due  to  their  desire  to  include  the  Petitioner's  invention. 
Thus  the  question  of  utility  does  not  arise. 

Sir  /.  Latvsan  Walton  A.G.  for  the  Crown. — There  is  no  ground  for 
prolongation.  It  is  clear  that  there  is  some  merit  in  the  invention  ;  the  validity 
of  the  Patent  has  not  been  questioned.  But  it  is  doubtful  if  any  benefit  would 
10  result  to  the  Petitioner  if  a  prolongation  were  granted.  He  has  had  several 
years  during  which  to  induce  people  to  take  up  the  invention,  and,  if  no 
capitalist  would  help,  the  inference  is  that  the  invention  is  not  one  of  value. 
The  main  difficulty  is  that  an  enormous  capital  would  have  to  be  raised,  abd 
the  prospect  of  a  Syndicate  being  formed  is  gone.  There  are  no  foreign 
15  Patents ;  the  Petitioner  would  have  to  face  the  competition  of  foreign 
Governments  and  gun-makers. 

Evidence  on  behalf  of  the  Petitioner  was  given  by  W.  J.  Bradley  (a  member 
of  the  firm  of  Swann^  Bradley  &  Co.^  the  Petitioner's  solicitors),  the  Petitioner, 
and  Dugald  Clerk. 
20       Walter  for  the  Objectors. — It  is  not  a  question   of    what  the    objecting 
Company  are  doing  ;  the  Petitioner  cannot  make  out  merit  by  alleging  that  the 
device  is  being  used  by  them.    The  Committee  will  not  go  into  questions  of 
infringement  or  anticipation,  though  it  may  be  allowable  to  show  that  the 
Petitioner  was  not  the  true  and  first  inventor.    The  question  is  not  whether 
25  the  invention  has   merit,    but  whether    it    has    such   merit    as    to    deserve 
prolongation.    The  Objectors  have  to  compete  with  the  great  foreign  gun- 
makers,  and  people  in  this  country  are  to  be  saddled  with  a  tax  from  which 
people  abroad  are  to  be  free.    The  invention  is  merely  for  one  of  several 
designs  worked  out  in  the  objecting  Company's  works  and  paid  for  by  them. 
30       Evidence  against  the  Petition  was  given  by  Louis  Silverman^  an  employee  in 
the  service  of  the  objecting  Company. 

Cole/ax  in  reply. — The  Petitioner's  reason  for  not  having  sued  the  Objectors 

is  that  he  was  without  means  ;  that  is  a  reason  that  has  been  taken  into  account 

in  such  cases.    The  matter  does  not  afFect  the  public,  but  only  the  Objectors  ; 

35  it  is  significant  that  they  are  opposing  the  Petition — a  prolongation  would  affect 

them  in  that  the  Petitioner  might  be  enabled  to  assert  his  rights. 

Lord  Lobeburn  L.C. — Their  Lordships  are  not  able  to  advise  His  Majesty 
to  grant  an  extension  in  this  case.    The  Petitioner  has  not  made  out  such  a 
degree  of  merit  as  would,  in  their  Lordships'  opinion,  justify  an  extension. 
40  There  will  be  no  order  as  to  costs. 
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Saccharin  Corporation  Ld.  v.  Lockwood. 


In  the  Chancery  op  the  County  Palatine  of  Lancaster. 

Manchester  District. 

Before  Vicb-Ohanoellor  Leigh  Clare. 

February  8th,  1906. 

Saccharin  Corporation  Ld.  v.  Lockwood.  5 

Patent — Action  for  infringement  of  seven  Patents. — Infringement  denied  by 
Defence. — Defendant  not  appearing  at  trial. — Judgment  for  Plaintiffs. 

This  was  an  action  by  the  Saccharin  Corporation  Ld.  against  Joe  Lockwood^ 
carryinsr  on  business  at  Levenshulme,  Manchester,  for  infringement  of  the 
seven  Patents  sued  upon  in  the  case  of  the  Sa^harin  Corporation  Ld.  v.  Mack  10 
it  Go.  {ante,  page  35).    The  Plaintiffs  claimed  the  usual  relief. 

By  his  amended  Defence  the  Defendant  admitted  that  in  March  1904  he 
ord^^red  saccharin  from  abroad  to  the  value  of  30^.,  but  said  that  it  was  not  made 
in  accordance  with  all  or  any  of  the  Plaintiffs'  Patents,  and  that  it  never  came 
to  his  hands,  it  having  been  stolen  at  a  railway  station.  15 

The  action  came  on  for  trial  before  Lbiqh  Clare  V.C.  on  the  8th  of 
February  1906. 

Grant  (instructed  by  Lynde  and  Branthwaite  of  Manchester)  appeared  for  the 
Plaintiffs.    The  Defendant  did  not  appear. 

Edgar  William  Morris  gave  evidence  as  to  the  purchase  of  saccharin  from  20 
the  Defendant  by  the  firm  of  Morris  &  Son  of  Swinton,  near  Manchester,  at  34/r. 
per  lb.  Dr.  Francis  William  Passmore  gave  evidence  that  it  was  impossible 
to  manufacture  saccharin  commercially  to  550  strength  except  under  one  or 
more  of  the  Patents  sued  upon,  and  that  it  could  not  be  manufactured  to 
sell  at  the  price  of  34s.  per  lb.,  except  under  such  Patents.  25 

Grant  asked  for  an  injunction  in  the  same  form  as  the  injunction  awarded  in 
the  Saccharin  Coiym^ation  v.  Macky  and  for  a  Certificate  as  to  the  Particulars  of 
Breaches,  and  an  inquiry  as  to  damages  and  delivery  up  of  the  infringing 
articles. 

Leigh  Clare  V.C.  granted  the  Order  asked  for.  30 
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ScLccharin  Corporation  Ld.  v.  Jones. 


In  thb  Chancbby  op  the  County  Palatine  op  Lancaster. 

Manchester  District. 

Before  Vioe-Chancbllor  Leigh  Clare. 

February  8th,  1906. 

5  Saccharin  Corporation  Ld.   v.  Jones. 

Patent. — Action  for  infringement  of  seven  Patents. — Denial  of  infringement 
--Judgment  for  Plaintiffs. 

This  was  an  action  by  the  Saccharin  Corporation  Ld.  against  Samuel  Fraser 
Jones^  carrying  on  business  at  Woodbine  Street,  Cross  Lane,  Salford,  for  in- 
10  fringement  of  the  seven  Patents  sued  upon  in  Saccharin  Corporation  Ld.  v. 
Mack  A  Co.  {antcy  page  25).    The  Plaintiffs  claimed  the  usual  relief. 

By  their  Particulars  of  Breaches  the  Plaintiffs  complained  in  particular  of 
the  purchase  of  saccharin  or  sweetening  compound  by  the  Defendant  in  the 
year  1904  from  J.  Mack  A  Co.^  Hanson^s  Court,  Cannon  Street,  Manchester,  and 
15  of  the  resale  or  user  thereof  by  the  Defendant,  in  the  year  1904,  from  or  at  his 
place  of  bt&iness  Woodbine  Street,  Cross  Lane,  Salford,  in  the  County  of  Lan- 
caster, such  saccharin  or  sweetening  compound  not  being  of  the  manufacture 
or  merchandize  of  the  Plaintiffs,  but  being  manufactured  in  accordance  with 
the  inventions  described  in  the  Specifications  to  the  said  Letters  Patent  and 
20  as  claimed  in  all  the  claiming  clauses  thereof. 

The  Defendant  by  his  Defence  denied  infringement  of  the  Plaintiffs'  Patents. 

The  action  came  on  for  trial  on  the  8th  of  February  1906. 

ffraw^  (instructed  by  LyndeandBranthwaiteoi  Manchester)  appeared  for  the 
Plaintiffs;  Cunliffe  (instructed  by  William  Powell  of  Manchester)  appeared  for 
25  the  Defendant. 

Robert  Duff  McNicholy  formerly  a  servant  of  J.  Mack  A  Co.  proved  the  sale 
of  saccharin  to  the  Defendant  at  the  price  of  3l3.  per  lb.  while  he  was  in 
the  employ  of  J.  Mack  A  Co.  Dr.  Pa^sm^yre  also  gave  evidence  in  support  of 
the  Plaintiffs'  case  to  the  effect  that  it  was  impossible  to  manufacture  saccharin 
30  commercially  to  550  strength  except  under  one  or  more  of  the  Patents  sued  upon, 
and  that  it  could  not  be  manufactured  to  sell  at  the  price  of  31a.  per  lb. 
except  under  such  Patents. 

The  Defendant  and  his  son  John  Jones  denied  having  bought  saccharin  from 
J.  Mack  A  Co.,  and  John  McNichol  and  Joseph  McNichol,  who,  in  1904  and  iy05, 
35  were  employed  by  their  father,  who  trades  as  J.  Mack  A  Co.,  also  denied  that 
such  saccharin  was  bought  by  the  Defendant. 

Leigh  Clare  V.C. — I  am  not  prepared  to  accept  the  Defendant's  evidence, 
and  I  am  prepared  to  accept  the  evidence  of  Robert  McNichol.  There  will  be 
judgment  for  the  Plaintiffs. 
40  Orant. — I  ask  your  Honour  for  an  injunction  in  the  same  form  as  was  awarded 
in  Saccliarin  Corporation  Ld.  v.  Mack  A  Co.^  and  an  inquiry  as  to  damages, 
delivery  up,  and  costs. 

Leigh  Clare  7.(7.— Yes. 
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Saccharin  Corporation  Ld.  y.  Scott, 


In  thb  Ohangbrt  op  the  County  Palatinb  op  Lancaster. 

Manghestbb  District. 

Before  Yice-Ohanoellor  Leigh  Glare. 

February  9th,  1906. 

Saccharin  Gorporation  Ld.  v.  Scott.  5 

Patent. — Action  for  infringement  of  seven  Patents. — Denial  of  infringement. 
—Judgmmtfor  Plaintiffs. 

This  was  an  action  by  the  Saccharin  Corporation  Ld.  against  James  Scatty 
carrying  on  business  at  Daubhill,  Bolton,  for  infringement  of  the  seven  Patents 
sued  upon  in  Saccharin  Corporation  Ld.  v.  Mcbck  A  Co.  (antCj  page  25).    The  10 
Plaintiffs  claimed  the  usual  relief. 

By  their  Particulars  of  Brei^ches  the  Plaintiffs  complained  in  particular  of 
the  purchase  of  saccharin  or  sweetening  compound  by  the  Defendant  in  the 
year  1904  from  J.  Mack  A  Co.y  Hanson^s  Gourt,  Gannon  Street,  Manchester, 
and  of  the  resale  or  user  thereof  by  the  Defendant  in  the  year  1904  from  or  at  15 
his  place  of  business  Daubhill,  Bolton,  in  the  Gounty  of  Lancaster,  such 
saccharin  or  sweetening  compound  not  being  of  the  manufacture  or  merchandise 
of  the  Plaintiffs,  but  being  manufactured  in  accordance  with  the  inventions 
described  in  the  Specifications  to  the  said  Letters  Patent  and  as  claimed  in  all 
the  claiming  clauses  thereof.  20 

The  Defendant  by  his  Defence  denied  infringement  of  the  Plaintiffs*  Patents. 

The  action  came  on  for  trial  on  the  9th  of  February  1906. 

Orant  (instructed  by  Lynde  and  Branthwaite  of  Manchester)  appeared  for 
the  Plaintiffs ;  Cunliffe  (instructed  by  William  Powell  of  Manchester)  appeared 
for  the  Defendant.  25 

On  behalf  of  the  Plaintiffs  Robert  Duff  McNicholj  formerly  a  servant  of 
«7.  Mack  &  Co.f  proved  the  sale  of  saccharin  to  the  Defendant  at  the  price  of 
31s.  per  lb.  while  he  was  in  the  employ  of  /.  Mack  A  Co.  By  agreement 
Dr.  Passinore's  evidence  in  Saccharin  Corporation  v.  Jones  {supra)  was  taken 
to  have  been  repeated  in  the  present  case.  30 

The  Defendant  was  called  and  denied  that  he  had  ever  purchased  saccharin 
from  J.  Mack  A  Co.y  and  said  that  all  his  purchases  were  purchases  of  ordinary 
sugar. 

Leigh  Glare  V.C — This  is  a  question  of  fact.  I  have  formed  a  very  strong 
opinion  as  between  the  two  witnesses.  I  do  not  think  either  of  them  are  very  35 
satisfactory,  but  as  between  them  I  am  satisfied  to  accept  Robert  McNichoVs 
evidence  as  against  that  of  the  Defendant.  I  think  the  Defendant  was  a  most 
unsatisfactory  witness.  Mr.  Orant^  you  will  take  the  same  judgment  as  in  the 
previous  case  {Saccharin  Corporation  Ld.  v.  Jones^  supra). 

Orant. — Your  Honour  will  give  a  Gertificate  as  to  the  Particulars  of  Breaches  ?    40 

Leigh  Glare  r.a.— Yes. 
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In  thb  Court  op  Appeal. 


Before  Thb  Master  op  thb  Rolls  and  Lords  Justices  Rombr 
and  Cozbns-Hardy. 


February  15th,  16th,  and  17th,  1906, 


Bailey  v.  Airby  &  Co. 


Patent,  —  Action  for   infringement.  —  NonAnfringement  found.  —  Appeal 
dismissed. 

A  Patent  was  granted  to  the  Plaintiffs  and  another  in  1897  for  "  Improved 
"  apparatus  for  vae  in  the  prodiiction  of  acetylene^    The  apparatus  was  so 

10  constructed  as  to  cause  the  acetylene^  in  its  passage  from  the  generator  to  the 
gas-holder^  to  he  washed  by  parsing  through  water  in  a  vessel  arranged  on  the 
outside  of  the  gas-holder  and  supplied  with  water  from  a  second  vessel  at  a 
higher  level.  By  means  of  valves  controlled  by  the  motion  of  the  gas-holder  the 
vessels  and  generator  could  be  put  in  communiccUion  so  tJuit  the  washing  water 

15  could  he  caused  to  pass  gradually  into  the  generator  and  he  used  for  the  hydration 
of  calcium  carbide^  a  saving  of  the  acetylene  dissolved  in  the  water  being  alleged 
to  he  thereby  effected.  In  the  Defendants'  apparatus^  when  fresh  water  was 
poured  into  the  washing  vessel^  the  water  that  had  been  used  for  washing  the 
acetylene  passed  froin  tliepart  in  which  the  washing  took  place  under  and  over 

20  partitions  to  another  part  of  the  vessel  and  thence  to  a  lower  vessel  and  into  the 

generator y  its  passage  being  corUrollahle  by  the  motion  of  the  gas-holder.    Held, 

by  Farwell  •/.,  thcU  only  a  particular  form  of  apparatus  was  claimed  and  that 

the  Defendants  had  not  infringed.     The  Plaintiffs  appealed. 

Held,  that  the  Patentees  had  claimed  the  special  arrangement  set  forth  in 

25  their  Specification^  that  the  Defendants'  machine  was  not  an  infringement ; 
and  thai  the  decision  of  Farwell  J.  ought  to  be  upheld. 
The  appeal  was  dismissed  with  costs. 

On  the  11th  of  November  1897,  Letters  Patent  (No.  26,269  of  1897)  were 
granted  to    George  Edward  Arkell  and  James   William  Bailey  and  John 
30  Clapham^  trading  as  Bailey  and  Olapham^  for  "  Improved  apparatus  for  use  in 
"  the  production  of  acetylene." 
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The  Complete  Specification  was  as  follows  : — "  It  relates  to  improved  apparatus 
for  use  in  the  production  of  *  acetylene '  for  lighting  and  other  purposes  and 
consists  essentially  of  at  least  three  vessels  or  containers  and  a  receiver  with 
the  advantages  hereinafter  explained. 

"  In  the  accompanying  sheets  of  drawings,  which  are  illustrative  of  our  inven-  5 
tion.  Figs.  1  and  2  are  elevation  and  plan  of  our  improved  apparatus.  Figs. 
3  and  4  are  sectional  elevation  and  sectional  plan  respectively,  of  parts  shown 
by  Figs.  1  and  2.  Figs.  5  and  6  are  similar  views  to  Figs.  1  and  2,  respectively, 
but  illustrate  a  modification  hereinafter  explained.  Similar  letters  and  figures 
of  reference  indicate  similar  parts  throughout  the  several  views.  10 

"  In  the  production  of  our  improved  apparatus  we  employ  the  usual  and  well 
known  kind  of  gas-holder  consisting  of  an  inverted  shell  a  openting  within  a 
water  tank  &,  and  in  proximity  with  this  holder  we  arrange  a  receiver  c  for  the 
water  supply  (for  the  reason  and  with  the  modifications  hereinafter  explained) 
a  vessel  d  at  a  lower  level  than  this  receiver  for  regulating  the  supply  to  the  15 
calcium-carbide  and  a  vessel /beneath  this  for  receiving  said  calcium-carbide. 


ric.i 


"The  vessel  c  communicates  with  the  vessel  d  by  a  pipe  g  in  which  is 
mounted  a  valve  or  cock  g^  while  a  similar  pipe  h  having  a  valve  or  cock  A^, 
preferably  of  the  same  dimensions  as  the  valve  or  cock  ^^,  couples  this  vessel 
d  with  the  vessel  /.  The  vessel  /  has  also  a  pipe  h  (carried  high  enough  to  be  20 
above  the  level  of  the  head  of  water  in  the  vessel  c)  leading  from  its  upper 
part  into  the  lower  part  of  the  vessel  d  so  that  the  gas  generated  in  said^vessel 
/passes  through  the  water  in  the  vessel  d  into  th^  gas-holder  a  in  which  it  is 
conducted  by  a  pipe  m  to  enter  the  holder  above  the  water  contained  by  the 
tank  h,  25 

"  The  valves  or  cocks  g^  and  h^  are  coupled  by  lever  arms  n  and  p  and  con- 
necting rod  q  so  that  they  may  be  operated  by  the  rising  and  falling  move- 
ments of  the  gas-holder  a. 

"  The  actions  of  the  apparatus  are  as  follows : — On  the  generator/ having  had 
a  supply  of  calcium  carbide  placed  in  it,  and  the  receiver  c  and  the  regulator   30 
vessel  d  received  their  proper  quantities  of  water  as  indicated  by  Fig.  3,  the 
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"  two  valves  g^  and  hS  are  opened  simultaneously  by  depressing  the  end  2  of  the 
^  arm  n,  so  that  water  from  the  vessel  c  descends  into  the  vessel  d  while  at  the 
*^  same  time  and  in  about  the  same  quantity  water  is  allowed  to  flow  from  the 
"  vessel  d  to  the  generator /wherein  it  acts  upon  the  carbide.  By  this  action  of 
**the  water  on  the  carbide  the  acetylene-gas  is  generated  and  rising  passes 
"  through  the  pipe  fc,  through  the  water  contained  in  the  vessel  d  and  forward 
**  through  the  pipe  m  to  the  gas-holder  a  which,  by  its  pressure,  it  causes  to  rise. 
"  This  rising  of  the  holder  a  transmits  motion  to  the  arm  n  by  the  projection  r, 
'*  fixed  upon  it,  teking  between  the  bifurcations  on  the  end  3  of  said  arm  n,  such 
'^  motion  (which  is  in  a  vertical  direction)  causing  said  levers  n  and  p  to  close 
"  the  valves  g^  and  ^*  so  that  the  supply  of  water  to  the  generator/  is  cut  off  at 
*'  this  time  and  until,  by  the  gas  being  withdrawn  from  the  holder  a,  it  (said 
"  holder  a)  again  falls  in  order  to  bring  its  projection  r  to  depress  the  lever  n 
"  and  so  again  open  the  valves  g^  h}  to  allow  the  water  to  flow  to  the  carbide  to 
^^  effect  a  further  production  of  the  gas.  The  simultaneous  operations  of  the 
"  two  valved  g^  h}  insures  the  vessel  d  being  kept  supplied  with  an  approximately 
"  even  quantity  of  water,  and  by  the  gas  being  conducted  through  this  vessel  d 
^  it  is  constantly  meeting  fresh  water  which  frees  it  from  its  impurities  and  cools 
^'  it  before  it  passes  injto  the  holder  a,  while  all  the  impurities  that  are  thus 
"collected  from  the  gas  by  this  water  are  carried  back/ again  by  it  into  the 
'^  generator /so  that  it  is  carried  away  with  the  spent  carbide  or  refuse  therein 
'*  as  will  be  understood,  thus  all  the  parts  are  kept  clean  and  free  from  accumu- 
"  lation  and  the  production  of  the  gas  is  automatically  regulated.  Further  by 
^^  utilizing  the  water  thus  arranged  to  clean  the  gas,  for  afterwards  hydrating 
"  the  carbide,  any  gas  that  it  has  absorbed  will  be  given  up. 

"  The  several  parts  for  producing  the  gas,  that  is  the  vessels  c  d  and  /  and 
'*  their  pipe  and  lever  connections  may  be  duplicated  and  used  in  connection 
"  with  one  gas-holder  a  as  shown  in  the  several  drawings,  and  still  only  one  set 
"  of  such  parts  need  be  in  use  at  any  time  since  by  arranging  the  holder  a 
"  to  have  its  projection  r  at  varied  heights  or  positions  upon  it  each  to  come  into 
^^  contact  with  its  respective  end  2  of  the  lever  n  as  the  holder  a  descends  one 
"  set  of  tho  said  vessels  will  be  brought  into  use  during  the  movements  or 
"  operations  of  the  holder  a  in  one  part  of  its  vertical  path,  while  another  set 
^'  will  be  thus  requisitioned  at  another  time  or  during  the  movements  of  said 

35  ^  holder  a  in  another  part  of  its  said  path,  consequently  when  the  carbide  in  the 
**  generator  firstly  used  is  exhausted,  the  holder  a  will  descend  to  bring  the 
*'  second  generator  into  use  so  that  while  this  latter  is  producing  gas  the  contents 
"  of  the  former  may  be  removed  and  renewed. 

**  We  preferably  employ  a  receiver  c  for  the  water  (which  may  if  desired  be  of 

40  ^  sufficient  size  to  meet  the  requirements  of  both  of  the  vessels  d  as  shown  by 
*^  Figs.  5  and  6  and  which  although  herein  shown  as  in  contiguity  with  the 
**  holder  a  may  at  any  desired  distance  therefrom  as  may  be  found  convenient) 
**  since  had  such  water  to  be  supplied  direct  from  a  main  or  supply  pipe  its 
'*  pressure  might  be  different  to  the  pressure  it  had  in  the  vessel  d  so  that  the 

45  «  supply  into  this  latter  could  not  be  so  easily  regulated  relatively  with  the 
'*  qaantities  that  were  allowed  to  escape  through  it  into  the  generator/  as  is  the 
**  case  when  the  parts  are  arranged  as  we  describe." 

The  Patentees  claimed  : — ''  1.  In  apparatus  for  generating  acetylene-gas,  means 
^^  whereby  the  water  for  removing  the  impurities  therefrom  is  afterwards  used 

50  ^*  for  hydrating  the  calcium  carbide  substantially  as  herein  specified.  2.  In 
"  apparatus  of  the  class  described  means  whereby  the  flow  of  water  for  acting 
^*  upon  the  calcium  carbide  is  regulated  and  controlled  substantially  as  set  forth. 
^  3.  In  apparatus  for  generating  acetylene  gas,  the  several  parts  constructed  and 
**  arranged  to  operate  in  combination  substantially  as  herein  specified." 

55  The  pipe  k  shown  in  Fig.  3,  was  wholly  independent  of  the  pipes  connecting 
c,  d  and  /.  This  was  made  clear  by  other  Drawings  in  the  Specification  in 
addition  to  the  letter-press. 
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On  the  10th  of  February  1905  James  William  Bailey  and  John  Clapham 
commenced  this  action  for  infringement  of  the  Baid  Patent  against  Lawrence 
Airey  &  Co.  and  The  Kendal  Equitable  Industrial  Go-operative  Society  Ld.^ 
claiming  the  usual  relief. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  they  were  the 
proprietors  of  the  Patent,  and  that  the  Defendants  had  infringed,  and  in  their 
Particulars  of  Breaches  they  alleged  the  manufacture  of  apparatus  made 
according  to  the  alleged  invention  by  the  first  Defendants,  and  the  sale  thereof 
to,  and  the  user  thereof  by,  the  second  Defendants. 

The  Defendants  by  their  Defence  denied  infringement  and  alleged  that  the 
Patent  was  invalid  by  reason  of  the  matters  set  out  in  the  Particulars  of 
Objections,  which  alleged  (inter  alia)  that  (2)  the  alleged  invention  was  not 
new,  that  the  said  alleged  invention  claimed  in  all  the  claiming  clauses  of  the 
Specification  of  the  Patent  had  been  published  in  this  realm  prior  to  the  date 


10 


of  the  Patent — (A)  At  the  Patent  Office  Library  in  the  Specifications  of  the  15 
following  Patents,  the  whole  of  each  of  which  was  relied  upon  against  each 
of  the  claiming  clauses  in  the  Specification  of  the  Plaintiffs*  Patent : — Gearing 
(No.  6777  of  1895),  Haviland  and  others  (No.  15,122  of  1896),  E^sener  and 
another  (No.  24,440  of  1896),  Resener  and  another  (No.  29,320  of  1896),  Dargue 
(No.  29,768  of  1896),  Alexandre  (No.  5913  of  1897).  (B)  (1)  By  the  public  20 
manufacture,  sale  and  use  by  William  Henry  Dargue  of  Orey  Street^ 
Netvcastle-^m-Tyne  continuously  in  the  years  1896  and  1897,  of  apparatus  con- 
structed in  accordance  with  the  Specification  29,768  of  1896 ;  (2)  by  the 
public   manufacture,   sale,  and    use    by  the    T?iom   and  Hoddle   Acetylene 
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Company  Limited  of  135  Victoria  Street,  Westminster^  of  the  "Incanto" 
Acetylene  Generator,  in  the  years  1896  and  1897.  (C)  By  the  common  general 
knowledge  of,  and  common  general  use  by  the  trade  of  apparatus  and  systems 
for  washing  acetylene  in  water  which  wus  subsequently  used  for  acting  upon 

5  calcium  carbide  to  produce  acetylene.  The  Particulars  also  alleged  that  the 
Patentees  were  not  the  first  and  true  inventors,  and  that  the  alleged  invention 
was  not  the  proper  subject  matter  of  Letters  Patent  and  was  not  useful. 

In  the  Defendants'  apparatus,  of  which  a  Drawing  used  by  the  parties  at  the 
hearing  is  shown  on  p.  280,  the  gas  from  the  generators  passed  up  through  the 

10  pipes  h  h^  through  the  water  in  the  vessel  D,  and  through  a  pipe  A:,  which 
passed  up  inside  the  gas-holder  to  a  point  near  the  top.  Water  poured  into  the 
vessel  E,  passed  into  D,  and  flowed  under  one  of  the  partitions  shown  and  over 
the  other  into  F,  from  which  it  passed  down  to  a  vessel  Q,  and  could  be  caused 
to  flow  into  the  generators  by  the  opening  of  the  cock  on  the  descent  of  the 

li  gas-holder. 

In  the  "  Incanto  "  apparatus,  of  which  a  Drawing  that  was  made  an  exhibit 

at  the  trial  is  given  below,  the  gas  from  the  generator  Q  passed  up  through 

the  pipe  H,  bubbled  through  the  water  in  the  gas-holder,  and  passed  out  by  the 

service  pipe  S.    On  the  descent  of  the  gas-holder,  a  piece  L  depressed  the  ball 

20  M,  and  admitted  water  through  the  valve  K  to  the  generator 


The  action  was  tried  on  the  20th  and  21st  of  June  1905  by  Mr.  Justice 
Harwell,  who  held  that  only  a  particular  form  of  apparatus  was  claimed  and 
ihat  the  Defendants  had  not  infringed. •    The  action  was  dismissed  with  costs. 
The  Plaintiffs  appealed. 
25      The  appeal  came  on  for  hearing  on  the  15th  of  February  1906. 

BiAiifield  K.C.  and  W,  Neill  (instructed  by  Richard  F.  and  G.  L,  Smith, 
agents  for  Spencer,  Clarkson  A  Uo.  of  Keighley)  appeared  for  the  Appellants  ; 
A.  J.  Walter  and  J.  H.  Gray  (instructed  by  Moser  A  Sons  of  Kendal)  appeared 
for  the  Respondents. 


•  22  R.P.C.  461. 
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Bouafield  K.C.  for  the  Appellants. — The  Claim  of  the  Patent  is  not  a  broad 
one  ;  it  is  not  like  WaWs  invention  of  a  separate  condenser.     Oearing*8  appa- 
ratus is  not  intended  to  wash  the  gas,  and  in  HamlaruTa  apparatus  there  is  not 
a  flow  of  water  as  in  the  Appellants',  and  the  purifying  reagents  could  not  be 
passed  on  to  the  generator.    Mr.  Swinburne  said  Besener  (No.  24,440  of  1896)  5 
was  nearest  to  the  Appellants',  but  in  that  there  was  not  a  word  about  washing. 
Figs.  5  and  6  of  the  Appellants'  apparatus  are  of  importance  as  indicating  that 
the  tap  between  the  cistern  and  the  washer  is  not  regarded  as  an  essential 
feature  of  the  invention.    Claim  2  may  have  special  reference  to  the  form  in 
which  two  taps  are  used.    In  the  Defendants'  apparatus  E  has  been  said  to  be  K) 
only  a  spout,  but  it  may,  as  a  matter  of  function,  be  regarded  as  a  separate 
vessel ;  when  water  is  poured  into  K  an  equal  quantity  flows  into  P.    E  is 
like  c  in  the  Appellants'  apparatus  in  that  it  is  an  open  vessel  interposed  to 
reduce  the  pressure  of  the  water.    Parts  of  Mr.  Sivinburne'a  evidence  are  very 
helpful  to  the  Appellants.    What  is  claimed  is  the  general  arrangement — ^not  15 
a  principle.    It  is  not  necessary  to  show  that  all  the  parts  of  the  Respondents' 
apparatus  are  in  the  Appellants' ;   from  the  Appellants'  point  of  view  the 
Respondents'  vessel  F  is  an  escrescence.    It  was  not  new  to  use  the  dirty 
water  from  the  gasometer  for  generating,  but  it  was  new  to  use  water  for 
washing  and  then  for  generating.    The  advantage  of  the  Appellants'  apparatus  20 
over  the  ^*  Incanto  "  is  that  there  is  not  the  accumulation  of  impurities  that 
there  is  in  the  latter ;  the  Appellants  contend  that  there  is  an  sui vantage  in 
putting  a  gallon  of  water  in  and  taking  a  gallon  out,  and  they  showed  by  their 
experiment,   in  which   the}*^  made   seven  runs,  that  by  their  apparatus  the 
washing  was  two  or  three  times  better  done.     If  they  simply  get  rid  of  the  25 
smell  that  is  enough  so  far  as  utility  is  concerned.    There  are  stringent  regu- 
lations against  pouring  down  a  drain  a  large  quantity  of  foul  water  such  as 
was  produced  in  the  "  Incanto."    Mr.  Swinburne  admitted  that  the  combinations 
of  the  Appellants  and  Respondents  are  the  same  in  principle,  and  that  the 
differences  in  detail  are   unimportant.    It  is  new  to  separate  the  washing  30 
vessel  and  use  each  time  for  washing  only  the  quantity  of  water  that  is 
required  for  generating.     It  is  true  that  the  Patentees  do  not  limit  the  size  of  d ; 
it  might  be  40  gallons.    There  are  two  classes  of  cases — Curtis  v.  Piatt  (L.R,  3 
CD.  135n),  and  Proctor  v.  Bennis  (4  R.P.C.  333  ;  L.R.  36  CD.  740),  which  is 
difficult  to  understand.    The  question  is  whether  the  invention  is  of  a  new  35 
genus,  of  a  new  species,  or  of  a  new  variety.    An  invention  of  a  new  genus 
was  the  telephone.    The  Appellants'  Patent  may  be  described  as  being  for  a 
new  species,  of  which  the  Respondents'  apparatus  is  merely  a  variety.    The 
invention  must  be  defined  partly  by  function  and  partly  by  apparatus.    The 
apparatus  consists  of  three  vessels  with  pipes  arranged  as  shown,  and  the  gas  40 
on  its  way  to  the  gasometer  is  washed  in  a  separate  vessel. 

Neill  followed. — The  Respondents  said  that  the  essential  difference  between 
their  apparatus  and  the  Appellants'  was  that  in  the  latter  the  water  supply  is 
not  on  the  same  level  with  the  washing  vessel ;  the  Patentees  do  not  say  that 
the  receiver  is  to  be  in  any  particular  position,  except  in  their  second  form,  45 
where  the  pressure  from  the  main  was  concerned.  It  has  been  suggested  that 
another  difference  is  that  in  the  Respondents'  apparatus  the  solids  are  not 
carried  down  into  the  generator ;  but  the  Respondents'  evidence  was  that  the 
lime  and  other  impurities  were  all  mixed  up  and  would  be  carried  do^nm. 
The  advantage  of  preventing  the  well-known  disagreeable  smell  of  the  gas  is  a  50 
substantial  one.  The  fact  that  the  Respondents  have  made  their  apparatuB  a 
little  worse  does  not  prevent  them  being  infringers.  Why  have  they  used  this 
form  of  apparatus  with  a  washing  vessel  small,  and  outside  the  gasometer  ? 
The  Appellants'  experiments  show  the  practical  advantages  of  the  apparatus, 
whatever  the  theory  may  be.  Many  important  inventions  have  been  made  55 
through  theory  not  corresponding  with  fact ;  for  instance  in  the  incandescent 
gas  light  case  it  was  found  that  a  trace  of  cerium  gave  rise  to  the  illuminating 
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power.    The  washing  vessel  is  to  be  small  relatively  to  the  generator.    The 
only  function  of  c  is  to  redace  the  pressure  from  the  main. 

Walter  and  Gray  for  the  Respondents.— All  the  elements  of  the  Appellants' 
combination  were  old  at  the  date  of  the  Patent — the  prodaction  of  acetylene 
5  from  calcium  carbide,  the  regulation  of  the  water  supply  by  the  movement  of 
the  ^isometer,  washing  in  a  vessel  other  than  the  gasometer  (as  in  Dargue  and 
Haviland)j  and  using  the  washing  water  for  generating  (as  in  the  **  Incanto  " 
apparatus).  The  Appellants,  in  practice,  use  chemicals  for  purifying^a 
different  thing  from  washing.    The  merit  of  the  alleged  invention  is  now 

10  stated  to  be  absence  of  smell ;  in  the  Court  below  it  was  described  as  beijig 
washing  in  one  gallon  of  water  instead  of  in  forty  gallons.  In  each  case  a 
permanent  state  of  impurity  would  be  reached  in  time,  but  it  would  be  reached 
much  sooner  in  the  Appellants^  apparatus  than  in  the  ^'  Incanto  "  apparatus,  as 
a  simple  calculation  shows.    In  the  Respondents^  apparatus  there  is  not  fresh 

15  water  constantly  coming  in — the  water  is  seldom  changed — and  the  action 
described  in  the  Specification*  does  not  take  place,  the  water  does  not  pass 
down  in  driblets  from  F  into  the  generator,  and  the  water  that  is  sent 
down  from  F  is  clean.  In  the  Respondents*  apparatus  there  is  no  vessel 
corresiwnding  to  c  of  the  Appellants'  apparatus.    The  Appellants'   Patent  is 

20  confined  to  the  specific  apparatus — they  cannot  say  that  it  includes  every 
apparatus  in  which  the  gas  is  washed  outside  the  gasometer. 

Bausfield  in  reply. — ^There  is  no  evidence  to  support  the  allegation  made  by 
the  Respondents  that  the  Appellants'  apparatus  smells  as  badly  as  the  others. 
The  old  arrangement— the  *'  Incanto,"  which  is  the  only  oase  of  prior  user — ^is 

25  the  best  calculated  to  produce  a  smell ;  the  Appellants'  is  the  best  calculated 
to  prevent  a  smell.  This  advantage  is  not  pointed  out— the  object  of  the 
Specification  is  to  show  how  to  work  the  invention,  not  to  point  out  its  advan* 
tiges.  The  purpose  of  the  invention  is  to  skim  off  the  impurities  in  the 
washing  vessel  and  pass  them  into  Dhe  generator.    As  to  infringement,  the 

30  question  is — Have  the  essentials  of  the  combination  been  taken  ?  To  answer 
the  question  a  sense  of  proportion  is  required.  The  Respondents  suggest 
that  it  depends  on  whether  there '  are  one  or  two  taps  or  whether  the 
cistern  is  reduced  to  the  size  of  a  spout.  In  the  alternative  form  shown 
in  Fig.  5,  where  there  is  only  one  cistern,  only  one  tap  is  shown  ;  that  is 

35  a  well-known  way  of  indicating  essentials  and  non-essentials.  The  function 
of  c  is  to  insure  that  the  water  supply  shall  be  at  atmospheric  pressure  ; 
if  either  the  Appellants'  or  the  Respondents'  apparatus  was  connected  up 
to  the  main  it  would  be  flooded.  Mr.  Swinburne  has  said  that  the  upper 
cock  in  the  Appellants'  apparatus  is  necessary — ^that  is  the  evidence  on  the 

40  point.  [Collins  M,R. — There  is  not  any  continuous  flow  in  the  Respondents' 
apparatus.]  That  is  a  matter  for  which  the  sense  of  proportion  is  needed. 
The  Appellants'  object  is  to  keep  all  the  impurities  out  of  the  gasometer  and 
pass  them  into  the  generator.  It  is  an  entirely  new  departure  ;  the  evidence 
is  that  the  arrangement  is  different  from  anything  that  had  gone  before,  and 

45  the  substance  of  the  combination  has  been  taken. 

Collins  M.R. — ^This  is  an  action  for  the  infringement  of  a  Patent  for 
*^  Improved  apparatus  for  use  in  the  production  of  acetylene."  The  learned 
Judge  who  heard  the  case  below,  without  giving  an  opinion  as  to  whether  the 
Patent  was  valid  or  not,  came  to  the  conclusion  that  the  Defendants  had  not 

50  infringed  it.  At  the  date  of  this  Patent  the  means  of  producing  acetylene  were 
thoroughly  well  understood,  and  there  were  certain  indispensable  conditions, 
which  everybody  knew,  in  the  manufacture  of  acetylene  gas.  First  of  all,  you 
had  to  have  your  carbide  of  calcium  contained  in  a  certain  vessel  into  which 
water  was  introduced,  and,  the  water  being  introduced,  it  gave  off  the  gas. 


Ante^  page  279,  lines  15  to  21. 
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That  gas,  after  it  was  generated,  required  purification,  and  it  was  well  known 
that  passing  it  through  water  did  to  a  very  great  extent  operate  as  a  purifier. 
Furthermore,  it  was  known  that  the  gas  carried  off  certain  impurities  which 
were  deposited  in  the  water,  and  that  in  the  process  of  passing  through  the 
water  a  certain  amount  of  the  gas  itself  was  absorbed  by  the  water.  Therefore  5 
it  was  realised  and  well  known  and  understood  that  there  were  certain  advan- 
tages in  using,  for  the  purpose  of  hydrating  as  it  is  called — you  might  say 
of  watering — the  calcium  carbide  again,  the  water  that  contained  in  it  a  certain 
proportion  of  the  gas  and  some  of  the  other  impurities  which  followed  the  gas 
out  of  the  generator  into  the  water.  All  those  things  were  thoroughly  well  10 
known — the  necessity  of  a  generator,  the  necessity  of  water  through  which  the 
gas  should  pass  after  it  came  out  of  tJie  generator,  and  the  desirability  of 
utilizing  that  water  again  for  the  purpose  of  watering  the  carbide.  It  was  also 
well  known — it  had  actually  been  done  in  practice — ^that  the  watering  process, 
the  purifying  process  by  passing. through  the  water,  might  be  done  by  passing  15 
the  water  into  vessels  outside  the  gas-holder. 

Under  those  circumstances  the  Patentees  produced  this  particular  arrangement 
— apparatus  as  they  call  it.  It  seems  to  me  that  there  is  no  doubt  that  the  only 
Patent  taken  out,  indeed  in  the  circumstances  the  only  Patent  which  probably 
could  have  been  taken  out  with  any  chance  of  holding  it  as  a  valid  Patent,  was  20 
a  Patent  for  a  particular  arrangement.  All  these  parts  were  thoroughly  well 
known,  but  there  was  room  for  invention,  it  may  be,  in  the  particular  arrange- 
ment by  which  they  were  mutually  connected  and  worked  together,  so  as  to 
produce  the  desired  result. 

The  matter  being  so  completely  covered  beforehand  it  is  very  imx>ortant  to  25 
see  what  the  Patentees  claim  as  the  distinctive  feature  of  their  arrangement,  and 
the  chief  advantage  which  they  hope  to  attain  by  it. 

After  pointing  out  at  the  beginning  of  their  Complete  Specification,  page  2, 
line  25,*  that  their  invention  "  relates  to  improved  apparatus  for  use  in  the 
"  production  of  *  acetylene,'  "  and  "  consists  essentially  of  at  least  three  vessels  30 
"  or  containers,  and  a  receiver  with  the  advantages  hereinafter  explained,"  on 
page  3  at  line  5t  they  describe  their  process — "  On  the  generator/  having  had  a 
**  supply  of  calcium  carbide  placed  in  it,  and  the  receiver  c,"  which  is  at  the  top, 
vertically  above  the  other  vessels,  "and  the  regulator  vessel  d" — that  is  inter- 
mediate between  the  receiver  and  the  generator  ;  it  has  been  called  a  washing-  35 
tank  during  this  case — "  received  their  proper  quantities  of  water  as  indicate 
**  by  Figure  3,  the  two  valves  g^  and  ^^" — those  are  respectively  valves  con- 
necting the  receiver  with  an  intermediate  or  washing-tauk,  and  then  again 
connecting  the  washing-tank  with  the  generator — "  are  opened  simultaneously*' 
by  the  operation  of  a  lever  which  is  actuated  by  the  motion  of  the  bell  in  the  40 
gas-holder  "  so  that  water  from  the  vessel  c  descends  into  the  vessel  d  " — that  is 
the  washing-tank — "  while  at  the  same  time  and  in  about  the  same  quantity 
"  water  is  allowed  to  flow  from  the  vessel  d  to  the  generator/  wherein  it  acts 
**  upon  the  carbide.    By  this  action  of  the  water  on  the  carbide  the  acetylene- 
"  gas  is  generated  and  rising  passes  through  the  pipe  ^,  through  the  water  45 
"  contained  in  the  vessel  d,"  and  thence  on  into  the  gas-holder. 

I  will  now  go  to  line  22, J  a  very  important  part  of  the  Specification.  **  The 
"  simultaneous  operations  of  the  two  valves  ^\  h^ " — those  are  the  valves  which 
I  have  already  described,  leading  from  the  receiver  to  the  washing  tank  and 
from  the  bottom  of  the  washing  tank  to  the  generator — "  insures  the  vessel  d" —  50 
the  washing  tank — **  being  kept  supplied  with  an  approximately  even  quantity 
"  of  water,  and  by  the  gas  being  conducted  through  this  vessel  d  it  is  constantly 
"  meeting  fresh  water  which  frees  it  from  its  impurities  and  cools  it  before  it 


*  Ante,  page  378,  Ime  1.  t  ^^te,  page  278,  line  29. 

X  Ante,  page  279,  line  15. 
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**  passes  into  the  holder  a,  while  all  the  impurities  that  are  thus  collected 
"  from  the  gas  by  this  water  are  carried  back  a^in  by  it  into  the  generator /, 
**  so  that  it  is  carried  away  with  the  spent  carbide  or  refuse  therein  as  will  be 
"  understood,  thus  all  the  parts  are  kept  clean  and  free  from  accumulation,  and 
5  **  the  production  of  the  gas  is  automatically  regulated.  Further,  by  utilizing 
"  the  water  thus  arranged  to  clean  the  gas,  for  afterwards  hydrating  the  carbide, 
*'  any  gas  that  it  has  abisorbed  will  be  given  up." 

That  is  the  Patentees'  invention,  and  the  question  is,  assuming  this  Patent  to 

be  a  good  one,  have  the  Defendants  infringed  it  ?    The  learned  Judge  has 

10  found  that  they  have  not,  and  I  have  come  to  the  same  conclusion.    I  think 

that  when  one  examines  the  Defendants'  arrangement,  given  the  fact  that  all 

these  things  must  have  certain  common  and  indispensable  factors,  it  is  a 

different  arrangement,  and  different  in  that  which  appears  by  the  Specification 

to  be  the  most  essential  part  of  the  Patentees'  scheme.    There  is  no  arrange- 

15  ment  in  the  Defendants'  for  the  continuous  introduction  of  fresh  water  into 

what  is  called  the  washing-chamber,  and  therefore  they  do  not  do  that  which 

is  claimed  as  the  great  benefit— it  may  be  that  there  is  nothing  in  it ;  but  that 

is  not  what  we  have  to  deal  with  here— namely,  that  the  gas  being  conducted 

through  this  vessel  was  consiantly  meeting  with  fresh  water.    That  is  not  the 

20  case  in  the  Defendants'  apparatus.    The  Defendants  have  what  corresponds  to 

a  washing-chamber,  no  doubt,  but  it  is  filled  once  for  all.    It  is  not  under  a 

continuous  pressure  of  water  placed  in  a  tank  above  it,  as  in  the  Plaintiffs. 

There  it  remains  till  it  gets  too  choked  with  impurities  to  be  useful  as  a  washer 

any  more,  and  then,  and  only  then,  it  is  entirely  cleared  out  and  other  water 

25  substituted  for  it.    In  feet,  there  is  a  complete  absence  in  the  Defendwits 

apparatus  of  that  reciprocal  flow  into  Ihe  washing-chamber  and  flow  out  into 

the  generator.    There  is  no  connection  in  point  of  fact  between  the  water  which 

ifl  used  to  be  passed  on  into  the  generator  and  the  water  which  is  used  for 

washing  the  ^.    Therefore,  what  appears  to  be  the  main  element  of  novelty 

30  which  the   Plaintiffs  suggest,  namely  this  continuous  introduction  of  fresh 

water  into  the  washer  according  as  the  water  is  drawn  out  for  the  purpose  of 

watering  the  carbide  in  the  generator,  is  totally  absent.  ^ 

There  is  an  ingenious  arrangement  made  by  the  Defendants,  which  is  quite 
different  from  that  of  the  Plaintiffs,  whereby  they  simply  pass  into  one  com- 
35  partment  the  water  which  is  used  for  the  purpose  of  washing  and,  simultaneously 
with  the  original  process  of  filling,  pass  water  into  another  compartment  adjoin- 
ing, which  is  used  for  passing  into  the  generator  for  the  purpose  of  making 
the  gas.         •  1.  .  1 

It  seems  to  me  that  the  Plaintiffs  can  claim  nothing  else  but  the  special 
40  arrangement  which  is  set  out  in  their  Specification.    When  one  examines  it 
and  compares  it  with  the  Defendants'  apparatus  it  seems  to  me  that  the  Defen- 
dants' is  as  essentially  different  as  it  is  possible  for  an  arrangement  to  be  which 
has  a  common  object  and  which  must  embrace  common  features. 

It  seems  to  me  therefore,  on  the  same  ground  on  which  the  learned  Judge 
45  held  that  the  Plaintiffs  were  not  entitled  to  succeed  in  this. case, .we  are  bound 
to  do  the  same,  and  therefore  this  appeal  fails  and  must  be  dismissed. 

RoMBR  L J".— This  case  is  another  illustration  of  the  difficulty  that  so  often 

arises  on  a  question  of  infringement  when  you  are  dealing  with  a  Patent  which 

concerns  only  a  new  arrangement  of  well-known  parts  of  a  well-known  machine^ 

50  In  the  present  case  I  do  not  for  a  moment  pretend  to  say  that  there  is  not  some 

difficulty  connected  with  the  case.    Of  course  there  is  ;  but  I  have  to  point  out 

why,  in  this  case,  I  come  to  the  conclusion  that  the  learned  Judge  ought  to  be 

upheld  in  his  finding  that  on  the  whole  there  has  been  no  infringement. 

Before  coming  to  the  Patentees*  Specification  it  is  important  to  bear  in  mind 

55  the  state  of  knowledge  at  the  date  of  the  Patent.    Not  only  was  the  acetylene 

gas  manufacturing  machine  such  as  they  were  dealing  with  perfectly  well 

known  in  all  its  main  parte,  but  certain  special  things,  to  which  I  will  refer, 
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were  known— for  example,  that  you  could  use  water  for  purif  jing  the  gas  as  a 
washer.  Secondly,  that  if  you  did  use  water  for  purifying  the  gas  you  had 
better  not  waste  the  water  after  it  had  purified  it,  but  should  use  it  for  the 
purpose  of  supplying  water  to  the  generator  in  which  the  carbide  of  calcium 
was  placed  so  as  to  generate  the  gas.  Lastly,  it  was  known  that  your  water  5 
purifying  vessel  need  not  be  the  gasometer  itself i  Let  me  show  that,  as  it 
perhaps  may  not  be  admitted,  by  a  reference  to  two,  if  not  three.  Specifications. 
Take,  for  example,  Baviland's  Specification.  It  will  be  found  that  he  points 
out  the  use  of  a  separate  purifying  water  tank  called  n.  On  page  3  of  his 
Specification,  line  40,  he  says  this  :  "  Before  reaching  the  supply  pipe  the  gas  may  10 
"  be  caused  to  enter  a  purifier  n,  in  which  it  passes  through  a  liquid  purifying 
"  agent,  preferably  dilute  sulphuric  acid,  sulphate  of  copper,  salt,  or  fresh  water." 
Take  again  Dargues  Specification,  in  which,  at  page  2,  line  30,  he  says  this  : 
"  The  drying  and  purifying  of  the  gas  is  effected  by  forcing  it  by  pressure 
"  through  a  portion  of  the  water  or  other  suitable  liquid,  such  as,  for  instance,  15 
"  chloride  of  calcium  or  diluted  sulphuric  acid  contained  in  a  vessel  within  the 
**  gasometer  tank,  or  through  a  coil  of  pipe  in  the  tank,"  pointing  of  course 
distinctly  to  a  separate  purifying  vessel.  Ueference  might  also  be  made  to  the 
use  by  Reaener  in  his  Specification  (No.  24,440  of  1896)  of  his  cone  which  is 
put  in  his  gasometer,  for,  although  the  water  in  the  cone  was  not  rigidly  20 
excluded,  of  course,  from  the  rest  of  the  water  in  the  gasometer,  yet  the  water, 
so  far  as  concerns  its  being  affected  by  the  gas  passing  through  it,  would  be 
to  a  certain  extent  different  from  the  water  outside  the  cone. 

If  that  be  the  state  of  knowledge  let  me  point  out  that  of  course,  if  you 
have  a  separate  liquid  water  purifying  vessel,  a  water  washer  known,  and  the  25 
fact  that  you  ought  to  use  that  water  if  you  can  for  the  purposes  of  the  generator, 
it  could  not  be  considered  to  be  the  subject  of  an  invention,  per  se  sufficient  to 
support  a  Patent,  to  say  "  Use  the  water  in  your  separate  purifying  vessel  for  the 
"  purposes  of  the  generator."  That  brings  me  again  to  the  consideration  of  the 
Specification  in  the  present  case.  When  I  look  at  it  I  see  that  the  Patentees  quite  30 
rightly  do  not  pretend  to  make  any  large  claim.  They  call  their  Patent  one  for 
an  **  improved  apparatus  for  use  in  the  production  of  acetylene."  1  find  that, 
reading  it  properly,  they  do  not  pretend  to  say  that  they  have  made  any  new  or 
considerable  discovery  and  shown  some  new  method  of  carrying  it  out,  and  they 
do  not  pretend  to  say  that  they  are  for  the  first  tim^  adopting  a  principle  which  35 
has  neyer  been  adopted  before  in  these  kinds  of  machines.  On  the  contrarv, 
their  Specification  shows  that  their  Patent  is  one  strictly  limited  to  the  particular 
arrangement  they  point  out.  Indeed,  it  is  necessary,  it  appears  to  me,  to 
support  their  Patent  which  I  will  assume  to  be  valid,  that  you  slvould  not 
give  it,  as  the  Appellants  otherwise  no  doubt  would  wish  to  give  it,  what  40 
IS  commonly  called  a  large  construction.  It  is  essentially  to  my  mind  a  Patent 
tesed  on  the  special  arrangements  shown  in  the  Specification.  What  do  the 
Patentees  say  that  the  essence  of  their  invention  is  ?  On  page  2,  line  26,*  they 
ray  this— "It  relates  to  improved  apparatus   for  use  in.  the  production  of 

acetylene  ....  and  consists  essentially  of  at  least  three  vessels  or  45 
containers  and  a  receiver  with  the  advantages  hereinafter  explained."  I 
will  assume,  though  it  is  not  quite  clear,  that  the  three  vessels  there  referred 
to  are  to  be  distinct  from  the  receiver.  If  that  is  so,  the  three  vessels  that 
they  refer  to  must  be  the  gasometer,  the  generator,  and  the  washing-tank. 
I  have  pointed  out  that  they  could  not  make  a  Claim  generally  for  being  the  50 
first  to  use  a  gasometer,  a  generator,  and  a  separate  washing-tank,  nor  do  they 
pretend  to  do  so.  Had  they  made  any  such  Claim  it  would  have  been  clearly 
bad.  They  limit  themselves  to  a  Claim  for  the  three  vessels,  as  they  say  "and 
**  a  receiver  with  the  advantages  hereinafter  explained."    I  want  to  see  how  they 


*  Auie,  page  278,  line  1. 
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are  going  to  use  the  three  vessels  and  the  receiver,  and  what  are  the  special 
advantages  which  they  claim  for  their  special  combination.  I  find  that  on  page 
2,  lines  37  to  42,*  they  say  this.  They  are  going  to  use  the  well-known 
gasometer,  and  they  say  "  in  proximity  with  this  holder  we  arrange  a  receiver  c 
5  ^  for  the  water  supply  (for  the  reason  and  with  the  modifications  hereinafter 
<*  explained)  a  vessel  ^at  a  lower  level  than  this  receiver  for  regulating  the  supply 
*^  to  the  calcium-carbide,  and  a  vessel  /  beneath  this  for  receiving  said  calcium- 
"  carbide."  Then  they  point  out  in  the  subsequent  lines  on  page  2t  how  they 
put  a  certain  cock  g^  between  the  receiver  and  another  cock  between  the  receiver 
10  and  the  generator.  Then  they  point  out  what  the  action  of  their  particulai* 
combination  is,  and  they  say  that  it  is  this — ^^  On  the  generator  /  having  had 
"  a  supply  of  calcium-carbide  placed  in  it,  and  the  receiver  c  and  the  regulator 
"  vessel  d  received  their  proper  quantities  of  water  as  indicated  by  Fig.  3,  the 
"  two  valves  ^^and  A*  are  opened  simultaneously  by  depressing  the  end  2  of  the 
15  ^  arm  n,  so  that  water  from  the  vessel  c  descends  into  the  vessel  d  while  at 
*^  the  same  time  and  in  about  the  same  quantity  water  is  allowed  to  flow  from 
"  the  vessel  d  to  the  generator  /  wherein  it  acts  upon  the  carbide."  Then  they 
say  what  the  simultaneous  action  of  these  two  valves  insures,  and  what  its 
advantages  are  ;  and  say — "  The  simultaneous  operations  of  the  two  valves  g^  h^ 

20  ^  insures  the  vessel  d  being  kept  supplied  with  an  approximately  even  quantity 
<*  of  water,  and  by  the  gas  being  conducted  through  this  vessel  d  it  is  constantly 
'*  meeting  fresh  water  which  frees  it  from  its  impurities  and  cools  it." 

That  being  so,  we  know  exactly  what  advantages  they  seek  to  get  and  what 
essentially,  according  to  them,  their  Patent  is.    It  is  for  the  special  arrangement, 

25  these  three  vessels  and  the  receiver  which  shall  operate  in  the  way  they  point 
out  and  have  the  special  advantages  of  a  constant  supply  of  what  I  may  call 
trickling  water  which  keeps  flowing  into  d  and  from  d  into  the  generator.  That 
their  receiver  is  an  essential  part  of  their  Patent  I  tliink  is  reasonably  clear, 
though  they  do  make  on  page  3  at  line  44,$  a  curious  statement—"  We  preferably 

30  "  employ  a  receiver  c  for  the  water,"  and  they  point  out  why  they  do  so.  Why 
I  say  that  a  receiver  is  practically  essential  for  the  proper  working  of  this 
invention  is  not  only  because,  if  they  did  not  have  the  receiver  and  their  cock  ^^ 
they  would  be  led  into  hopeless  or  grave  difficulties,  but  I  take  it  from  what 
they  say  at  the  very  commencement  of  this  Specification,  where  they  say  that 

35  their  Patent  consists  essentially  of  the  three  vessels  and  the  receiver.  At  any 
rate,  to  say  the  least  of  it,  the  receiver  plays  the  most  important  part  in  their 
invention. 

That  being  so,  we  know  what  the  limit  of  their  invention  is.  and  we  come  to 
consider  the  Defendants'.    We  have  been  obliged  to  treat  this  Patent  in  the  way 

40  which  I  have  indicated,  merely  as  a  Claim  for  the  special  combination  having  the 
advantages  the  Patentees  point  out.  When  we  come  to  the  Defendants*  do  we  find 
that  they  have  substantially  taken  that  invention  ?  In  my  opinion  they  do  not, 
looking  at  the  thing  as  a  whole,  and  fairly.  In  the  first  place,  to  my  mind  they 
have  not  a  receiver  like  the  Plaintiffs'  important  receiver  c.    They  have  no  valve 

45  at  all  which  plays  the  important  part  of  the  valve  g^  in  the  Plaintiffs'  Specification, 
as  I  have  already  pointed  out,  and,  more  essential  than  all  that,  the  Defendants' 
vessels  do  not  act  as  the  Plaintiffs'  vessels  c  and  d  do,  or  have  the  special 
advantages  pointed  out  by  the  Patentees  with  regard  to  their  special  combina- 
tion.   You  do  not  get  that  advantage  which  the  Patentees  pride  themselves 

50  upon— the  gradual  trickling,  as  I  have  called  it,  of  the  water  from  the  receiver, 
or,  if  there  is  no  receiver,  from  a  main  regulated  by  a  stop-cock  into  d,  so  as  to 
get  that  constant  fresh  supply  of  water  which  the  Patentees  point  out  is,  as  it 
were,  the  essence  of  their  invention.    You  have  no  vertical  arrangement  of  the 


•  Ante,  page  278,  lines  13  to  16.  f  Ante^  page  278,  Unes.  17  to  20. 

X  An'e,  page  279,  line  39. 
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receiver  over  d  or  of  the  water  from  d  flowing  straight,  directly,  into  the 
generator,  as  shown  by  the  Patentees,  regalated  by  the  cocks,  to  which  I  have 
called  attention.  Ultimately  the  Defendants,  of  course,  get  the  water  used  in 
their  purifier  into  the  generator,  but,  as  I  have  pointed  out,  it  is  common 
knowledge  that  it  ought  to  be  so  used,  and  the  Defendants  are  only  using,  to  5 
effect  that,  a  well-known  and  common  thing,  not  at  all  imitating  anything 
which  the  Patentees  can  claim.  The  water  as  used  in  the  Defendants*  first 
vessel  D  when  it  gets  there,  which  it  does  by  a  spout,  to  enable  the  water  to  be 
poured  into  it,  does  not  answer  the  special  purpose  even  of  the  Defendants* 
special  apparatus  with  its  special  advantages.  10 

This  is  what  Mr.  Swinburne  said  in  his  evidence.  He  is  asked  this  question : 
'*  Do  you  find  the  combination  of  parts  in  the  Defendants'  that  you  find  in  the 
"  Plaintiffs  ? — (A)  No.  The  essential  difference  is  that  the  supply  of  water  is 
**  on  the  same  level.  It  is  not  supplied  under  pressure  as  it  is  in  the  Plaintiflfe', 
"  and  the  flow  thereof  is  not  gradual  as  in  the  Plaintiffs',  but  it  is  intermittent—  15 
*'  that  is  to  say,  when  the  water  is  put  in  at  that  spout,  which  I  take  it  is  the 
"  way  that  the  apparatus  was  intended  to  be  worked,  it  sweeps  the  dirty  stuff 
'^  out  into  the  other  side,  and  the  dirty  stuff  is  then  used." 

That  really  sums  up  the  case.  For  the  reasons  which  I  have  pointed  out  I  think 
that  that  difference  was  a  difference  which  prevents  the  Patentees  in  this  case  20 
saying  that  the  Defendants'  combined  machine  is  an  infringement  of  the 
Plaintiffs',  and  it  is  not  necessary  to  refer  further  to  the  minor  difference  that 
the  Defendants  use  a  vessel  F  for  purposes  of  their  own  which  forms  no  part 
whatever  in  the  design  ol  the  Patentees'  combination.  For  these  reasons  it 
appears  to  me  that  the  learned  Judge  was  right  in  the  conclusion  to  which  he  25 
came,  and  I  think  the  appeal  fails,  and  should  be  dismissed. 

OOZBNS- Hardy  LJ. — I  agree,  and  I  have  nothing  to  add. 

Walter. — Your  Lordships  dismiss  the  appeal,  with  costs  ? 

Collins  Jf.22.— Yes. 
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In  thb  High  Court  of  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Swinpbn-Eady. 

February  27th  and  28th,  and  March  8th,  1906. 

Cooper  Patent  Anchor  Rail  Joint  Company  Ld.  i;.  London  County 
5  Council. 


Patent. — Action  for  infringement. — Want  of  novelty. — Patent  found  invalid. 
—Certificate  as  to  Particulars  of  Objections. — Specifications  put  to  a  witness 
en  bloc. 

An  action  for  infringement  was  brought  by  the  owner's  of  a  Patent  granted  to 
10  C.for  **  An  improved  joint  for  the  rails  of  railways,  tramways,  and  tlie  like  " 
against  the  L.C.G. '  The  Defendants  set  up  tlie  invalidity  of  the  Patent  on 
various  grounds,  including  want  of  subject-matter  and  prior  publication  by  a 
number  of  Specifications  and  other  documents  including  the  Specification  of  L. 
and  also  prior  iMer. 
15  Held,  that  the  Patentee's  improved  joint  w<m  described  in  L.^s  Specification ; 
that  if  the  invention  was  for  adapting  L.'s  joint  to  tramways  there  was  no 
such  novelty  as  to  constitute  subject-matter;  and  that  the  Specification  was 
insufficient.  The  action  was  dismissed  with  costs,  and  a  Certificate  given  as  to 
certain  of  the  Particulars  of  Objections. 

20  On  the  9th  of  November  1898  Letters  Patent  (No.  23,578  of  1898)  were  granted 
to  Leonard  Cooper  for  "  An  improved  joint  for  the  rails  of  railways,  tramways, 
"and  the  like." 

•  The  Complete  Specification  was  as  follows  : — "  My  said  invention  relates  to 
'<  the  method  of  jointing  rails  for  railways  tramways  and  the  like  and  par- 

25  ^  ticolarly  to  those  rails  along  which  an  electric  current  has  to  pass  and  to 
^  which  the  joint  requires  to  offer  as  little  resistance  as  possible. 

'*'  Of  the  Drawings  sent  along  with  this  Specification  Fig.  1  is  a  front 
''  elevation  and  Fig.  2  a  cross  sectional  elevation  of  my  improved  joint  shown 
"  as  applied  to  the  connection  of  the  ends  of  a  tramway  rail.    The  two  ends  of 

30  "  the  rails  A  &  B,  see  Fig.  1,  are  brought  together  in  the  usual  way  and  to 
**  the  bottom  flanges  C  a  length  of  rail  D  of  a  similar  section  or  of  a  section  of 
**  such  mass  equid  to  the  rails  to  be  jointed  is  ri vetted,  bolted  or  welded 
**  eleotancally  or  othervdae. 
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<*  The  mass  of  the  jointing  piece  being  equal  or  nearly  so  to  the  mass  of  the 
rails  an  electric  current  is  able  to  pass  freely  from  one  rail  to  another  without 
loss.  The  irregular  shape  of  the  jointing  piece  when  embedded  in  the 
concrete  enables  the  rails  to  be  kept  rigid  at  the  joints." 
The  Patentee  claimed  : — "  1.  The  combination  of  a  length  of  metal  of  the 
same  mass  or  nearly  so  as  the  rails  to  be  joined  secured  to  the  bottom  flanges 
of  the  rails  by  bolts  rivets  or  welding  for  the  purpose  of  making  a  rigid  joint 
and  also  to  enable  an  electric  current  to  pass  through  from  one  rail  to  another 
-without  loss  or  resistance  as  described  and  illustrated  by  Drawings  annexed. 
2.  A  tram  or  other  rail  joint  made  to  insure  rigidity  and  electrical  conductivity 
substantially  as  described  and  illustrated  by  Drawings  annexed." 


10 


On  the  22nd  of  September  1904  the  Cooper  Patent  Anchor  Rail  Joint  Com" 
pany^  as  the  registered  legal  owners  of  the  Patent,  commenced  an  action  against 
the  London  County  Council  to  restrain  thera  from  infringing  the  Patent,  and 
claimed  the  usual  relief. 

By  their  Statement  of  Claim  the  Plaintiffs  stated  that  (1)  they  were  the 
registered  legal  owners  of  the  Patent ;  (2)  that  the  Defendants  had  infringed, 
and  threatened  and  intended  to  infringe  the  same  in  manner  appearing  in  the 
Particulars  of  IBreaches.    The  usual  relief  was  claimed. 

The  Particulars  of  Breaches  alleged  that  (l)the  Defendants  had,  subsequently 
to  the  date  of  the  Patent  and  prior  to  the  issue  of  the  writ  in  the  action,  used 
tramway  rail  joints  constructed  in  accordance  with  the  invention  described  in 
the  Complete  Specification,  and  as  claimed  \r\  both  the  claiming  clauses.     (2) 


15 
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That  in  particular  the  Defendants,  during  the  year  1904,  had  need  the  said 
tramway  rail  joints  in  the  construction  of  the  Brixton  tramways,  and  were 
continuing  to  use  the  said  rail  joints.  (;5)  That  the  Defendants  were  continuing 
to  use  the  tramway  rail  joints  complained  of,  and  threatened  and  intended  to 
5  use  the  same. 

By  their  Defence  the  Defendants  denied  that  they  had  infringed  the  Patent 
in  the  manner  alle$red  in  the  Particulars  of  Breaches,  or  at  all,  and  denied  that 
they  had  threatened  or  intended  to  infringe,  and  they  alleged  that  the  Patent 
was  invalid  for  the  reasons  appearing  in  the  Particulars  of  Objections. 
10      The  following  Particulars  of  Objections  were  delivered : — (1)  The  alleged 
invention  for  which  the  Patent  was  granted  was  not  new  at  the  date  of  the 
Patent,  but  had  been  published  within  the  realm.    A.  By  the  publication  of  the 
following  Specifications  and  documents  : — (1)  The  Specification  of  the  United 
States  Letters  Patent  No.  21,041,  dated  September  1858,  granted  to  E.  Benedict ; 
15  (2)  The  Specification  of  the  United  States  Letters  Patent  No.  6726,  dated  the 
13th  of  August  1867,  i?ranted  to  Anthony  ;  (3)  Macnair's  Specification,  No.  1303 
of  1870 ;  (4)  Bradford  Leslie' »  Specification,  No.  2606  of  1872  ;  (5)  Levick  and 
Winby's  Specification,  No.  4537  of   1877  ;   (6)  De   FeroVs  Specification,  No. 
3060  of  1880;    (7)   the  Specification  of  the  United  States  Letters  Patent  No. 
20  280,654  of  July  1883,  and  297,283  of  April  1884,  granted  to  Morgan^  Jr. ;   (8) 
MarshaWs  Specification,  No.  17,128  of  1886  ;   (9)  the  Specification  of  United 
States  Letters  Patent   No.  474,126  of  May  1892,  granted  to  Heath;   (10)  the 
Specification  of   United  States  Letters  Patent  No.  515,478,  dated  the  27th  of 
February  1894,  granted  to  Meyer ;   (11)  the   Specification  of   United  States 
25  Letters  Patent  No.  522,349,  dated  the  3rd  of  July  1894,  granted  to  Meyer ;  (12) 
Spaulding's  Specification,  No.  20,983  of  1896 ;    (13)  the  Specification  of  the 
United  States  Letters  Patent  No.  569,266,  dated  the  13th  of  October  1896, 
granted  to  Wighiman  ;  (14)  the  Specification  of  tFnited  States  Letters  Patent  No. 
573,980,  dated  the  29th  of  December  181)6,  granted  to  Jennings.     The  whole  of 
30  each  of  the  above  Specifications  was  relied  upon.  (15)  I/;&otoon^8  Specification,  No. 
10,692  of  1894 ;  the  portions  relied  upon  were  Figures  24,  25,  and  26,  and  the 
letterpress  relating  thereto.  (16)   A  paper  entitled  ''  Modern  Tramways  Construc- 
tion," published  in  the  Transactions  of  the  Society  of  Engineers  for  the  year  1879, 
at  pages  183,  first  six  lines,  and  185,  first  four  lines  of  the  second  paragraph,  and 
35  diagrams  16, 17  and  18  referred  to  therein.  (17)  A  Specification  for  tramways  to  be 
constructed  in  Coventry  and  in  Norwich,  prepared  in  the  year  1897  by  J.  E.  Win^ 
dow^  technical  manager  of  the  New  General  Traction  Company  Ld.^  20  Bishopd- 
gat^  Street  Within.  B.  By  the  use  in  public  of  the  alleged  invention  by  the  persons 
at  the  places  and  dates  following  : — (1)  Messrs.  Kincaid  at  Leeds  in  the  year 
40  1872,  at  Sheflield  in  the  year  1873.    (2)  Messrs.  Winhy  and  Levick  at  Notting- 
ham in  1878.    (3)  The  New  General  Traction  Company  Ld.^  of  20  Bishopsgate 
Street  Within,  and  Messrs.  jB.   W.  Blackwell  A  Co.,  of  39  Victoria  Street, 
Westminster,  on  the  tramways  at  Coventry  in  and  since  January  1898,  and  at 
Norwich  on  the  tramways  in  and  since  June  1898.    All  the  above  publications 
45  are  alleged  against  both  the  Claims  of  the  Plaintiff's  Specification.    (2)  Having 
regard  to  the  state  of  public  knowledge  at  the  date  of  the  said  Patent  with 
respect  to  methods  of  jointing  the  trails  of  railways,  electric  tramways,  Ac,  by 
bolting,  rivetting,  or  welding  a  short  length  of  inverted  rail  of  T-iron  to  the 
under  sides  of  the  end  of  the  rails  to  be  jointed  and  sinking  the  same  in  earth 
50  or  concrete,  no  invention  was  required  to  produce  the  rail  joints  described  in 
and  claimed  in  both  Claims  of  the  Specification,  and  consequently  the  Patent 
was  invalid  for  want  of  subject-matter. 

The  action  came  on  for   trial  on  the    27th  lof  February  1906  before  Mr. 
Justice  Swinfbk-Eadt. 
55       C.  A.  CHjjps  K.p.,  W.  R.  Bousfield  K.C.,  and  A.  J.  Walter  (instructed  by 
Vincent  and  Vincent)  appeared  for  the  Plaintiffs ;  Sir  jfiobert  B.  Finlay  K.C. 


292  REPORTS  OP  PATENT,  DESIGN,        [May  23, 1906. 

Cooper  Patent  Anchor  Rail  Joint  Oompany  Ld.  v.  London  County 

CowncU. 

and  J.   (7.  Qraham  (inBtaructed  by  T.  W.  Seager  Berry)  appeared  for  the 
Defendants. 

Crippa  K.O. — The  invention  relates  to  a  method  of  jointing  rails  nsed  for 
tramways  and  light  railways.  The  rails  are  laid  on  a  bed  of  concrete  to 
obtain  a  more  satisfactory  railway  and, in  order  not  to  interfere  with  the  road  5 
traflBc.  The  problem  of  obtaining  a  rail  joint  satisfactory  as  regards  both  cost 
and  wear  and  tear  was  present  in  the  minds  of  tramway  engineers  for  many  years. 
The  Patentee  has  solved  it.  Since  his  invention  practically  all  tramways  have 
been  constructed  with  joints  made  according  to  the  Patentee's  invention.  His 
invention  has  been  found  of  immense  utility.  Its  use  has  been  very  wide.  10 
No  better  evidence  is  required  of  its  utility.  Cooper  A  Co.  have  received  a 
large  number  of  royalties,  and  this  is  the  first  occasion  that  the  right  to  a 
royalty  has  been  disputed  and  the  Patent  questioned.  The  introduction  of 
electric  tramways  emphasised  the  difficulties  hitherto  obtaining  in  the  economic 
construction  and  use  of  tramways.  The  new  cars  weigh  10  or  12  tons  as  com-  15 
pared  with  3  or  4.  Tramways  laid  on  the  old  principles  analogous  to  railway 
construction  showed  failures  at  the  joints  after  comparatively  short  wear. 
Owing  to  the  defective  system  of  jointing,  the  life  of  the  tramway  was  con- 
siderable shortened  and  the  way  required  constant  relaying.  Great  discomfort 
was  caused  to  passengers  by  the  lines  getting  out  of  place  at  the  joints.  The  20 
effect  on  the  road  of  the  loosening  of  the  joints  was  that,  water  getting  in 
between  the  rails  and  the  sets,  a  pumping  action  took  place  when  the  car  passed 
over  and  the  sets  were  moved  out  of  place  to  a  higher  level.  An  axiom  of  tramway 
construction  is  that  the  rails  and  sets  should  be  kept  as  nearly  level  as  possible. 
With  the  girder  form  of  rail  now  used  the  first  essential  for  tramway  or  light  25 
railway  purposes  is  that  the  joint  should  be  rigid.  Ordinary  railway  joints  are 
not  made  rigid,  the  exigencies  of  the  traffic  requiring  that  there  should  be  some 
play,  and  the  fact  that  they  are  laid  above  the  ground  necessitating  an  allowance 
for  contraction  and  expansion  due  to  conditions  of  temperature.  This  distinc- 
tion was  not  at  first  realized  in  regard  to  tramways,  nor  was  it  realized  that  30 
the  very  element  of  success  in  railway  construction,  viz.  elasticity,  tended 
necessarily  to  failure  in  tramways.  But  the  rigid  joint  was  not  in  itself 
sufficient  to  overcome  the  difficulties  in  modern  tramway  construction  ;  owing 
to  a  creeping  action  of  the  rails,  a  system  of  anchoring  or  keying  the  rigid 
joint  to  the  main  foundation  on  which  the  tramway  is  laid,  is  required.  35^ 
Cooper^  the  Patentee,  has  invented  a  method  by  which  this  is  accomplished. 
Figs.  1  and  2  show  the  method.  Projections  forming  part  of  the  rail  are 
anchored  or  keyed  in  the  concrete  foundation  on  which  the  tramway  itself 
is  constructed.  Not  only  are  the  two  rails  shown  in  the  Figures  rivetted 
to  each  other,  but  it  is  impossible  for  the  joint  to  move  because  the  40 
rail  is  anchored  in  the  concrete.  An  additional  advantage  of  the  invention 
is  in  regard  to  "bonding."  A  joint  requires  to  be  so  made  as  to  give 
efficient  conductivity,  and  a  copper  bond  is  usually  used  for  the  purpose. 
Cooper's  joint  is  so  constructed  as  in  itself  to  be  admirably  adapted  to  ensure 
this  object.  With  the  old  systems,  immediately  the  rails  became  loose  all  the  45 
elements  of  defective  conductivity  at  once  arose,  viz.,  the  presence  of  water,  the 
pumping  action,  rust,  &c.,  and  the  joint  could  not  be  used  as  a  bond.  With 
Cooper's  joint  a  bond  is  not  required.  The  Blackburn  tramways  were  laid  with- 
out any  provision  for  bonding  except  that  provided  by  the  extra  piece  of  material 
constructed  in  accordance  with  the  Patent.  Ex  ahundanti  cautela  *'  bonding  "  50 
may  be  used,  but  it  is  not  necessary.  After  a  long  research  and  the  expenditure 
of  a  great  deal  of  money,  the  Patentee  invented  his  rail  joint ;  it  is  of  great  utility 
and  is  good  subject-matter  {Oeipel  v.  Lord  Mayor  of  Manchester  21  R.P.C.  41). 

The  following  witnesses  gave  evidence  in  support  of  the  Patent : — Ja^nes 
Swinburne^  E.  M.  Lacey^  James  Lord^  J.  R.  Wignall^  John  Frederick  Nichols^    55 
Arthur  Milnee  Pooley, 
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Bousflsld  E.C.  summed  up  the  evidence  on  behalf  of  the  Plaintiffs. 

The  foUowincT  witnesses  .were  called  for  the  Defendants  i—Dugald  Clerk  and 

Imac  Everson  Winslow. 

air  Robert  Finlay  K.C.— The  Patent  discloses  no  novelty.    If  the  suggested 

5  novelty  consists  in  anchoring  the  rail  in  the  cement  it  is  not  claimed.    The 

Patent  really  relates  essentially  to    the  form  of  the    joint,  and  the   great 

advantages  gained  by  rivetting  an  inverted  rail  to  the  base  of  the  rail  on 

which  the  tram  runs.    The  Plaintiffs'  witnesses  construe  the  Specification  as 

one  applicable  only  to  tramways.    If  that  construction  is  correct  the  essence 

10  of  the  Patent  is  anchoring  in  the  concrete.  But  the  Specification  refers  to 
railways  as  well  as  tramways  and  the  form  of  anchoring  relied  upon  is  not  used 
in  the  case  of  railways.  It  is  impossible,  having  regard  to  the  language  of  the 
Specification,  to  treat  it  as  applicable  only  to  tramways  ;  and,  if  it  applies  to  both 
railways  and  tramways,  then  the  Claim  necessarily  must  be  confined  to  the  method 

15  of  jointing,  which  is  applicable  to  either  railways  or  tramways.  This  is  old.  It 
is  true  that  now  anchoring  or  keying  the  rail  to  the  way  is  incidental  to  tramway 
construcbion,  but  that  is  not  the  point  of  the  Patent.  It  is  merely  mentioned 
in  the  description  by  the  Patentee,  and  he  does  not  refer  to  it  in  the  Claim. 
There  is  no  reference  in  the  Claim  to  either  anchoring  or  concrete.    The  Patent 

20  is  confined  to  the  joint,  and  that  is  not  novel.  There  is  nothing  to  show  a  new 
mode  of  applying  an  old  method  of  anchoring.  The  Patentee  does  not,  as  he 
must  do,  distinguish  between  what  is  new  and  what  is  old  (Kynoch  A  Co.  Ld. 
V.  Webb  17  R.P.C.  100).  The  Patentee  has  adapted  the  inverted  rail  of  Leslie 
and  mentions  in  the  Specification  that  when  anchored  in  cement  it  will  give 

25  support.  That  is  an  obvious  thing  and  does  not  constitute  novelty.  Tramways 
have  been  constructed  for  many  years  on  concrete  beds.  The  Patentee  merely 
points  out  incidentally  one  of  the  advantages  of  using  Leslie's  process.  Kincaid^s 
and  Leslie's  processes  were  the  same  as  the  Patentee's  as  regards  anchoring. 
De  Ferol  describes  the  same  process  of  anchoring.    The  idea  of  anchoring  in 

30  concrete  is  so  obvious  that  it  does  not  require  an  inventive  faculty.  The  mode 
of  jointing  is  shewn  to  be  old,  and  that  is  the  only  thing  claimed.  On 
no  fair  construction  of  the  Claim  can  it  be  read  as  applying  to  anchoring  nor 
can  it  be  read  as  confined  to  anchoring,  and  unless  it  is  so  confined  it  is  bad, 
because  it  embraces  a  mode  of  jointing  which  is  admittedly  old.    The  Claim  as 

35  put  forward  at  the  Bar  is  a  combination  of  Leslie  with  Kincaid's  or  De  FeroVs 
process  of  anchoring  in  cement.  The  answer  is  that  the  Patentee  has  not 
claimed  that  combination,  and  the  Patent  is  manifestly  bad  for  the  reason  that 
the  joint  is  old,  and,  even  if  covered  by  the  Claim,  there  is  no  invention  in 
sinking  the  inverted  rail  of  Leslie  in  the  cement. 

40  Cripps  K.C.  in  reply. — ^There  are  two  points ;  first,  is  there  invention  within 
the  patent  law  ?  Secondly,  if  there  is,  has  the  Patentee  properly  constructed 
his  claim.  Novelty,  which  necessitates  experiment  and  scientific  investigation 
is  (jertainly  novelty  constituting  invention  within  the  patent  law.  Cooper's 
invention  has  made  a  great  beneficial  difference  in  tramway  construction,  and 

45  the  invention  is  within  the  principle  laid  down  by  Jessel  M.R.  in  Hinks  v.  Safety 
Lighting  Company  (L.R.  4  CD.  615),  cited  by  Swin/en-Eady  J.  in  Qeipel  v. 
Mayoi\  Aldermen  and  Citizens  of  Manchester  (21  R.P.C.  45).  Before  Cooper's 
invention  the  pumping  action  took  place  at  the  joint  with  the  consequent 
jolting  of  the  car  and  the  displacement  of  the  "  way  "  and  sets.    A  satisfactory 

50  joint  had  been  sought  in  vain.  Cooper  found  out  one,  and  it  has  come  into 
universal  use.  As  to  Kincaid's  method,  that  was  only  applicable  to  the  earliest 
form  of  tramway.  As  soon  as  the  heavier  cars  were  adopted  Kincaid*s  method 
ceased  to  be  followed.  His  joint  was  not  intended  to  be,  nor  was  it  in  fact,  a 
rigid  joint.    Leslie  is  only  the  old  railway  system  of  joint — putting  a  plate 

55  underneath  the  rail  instead  of  using  a  fishplate.  The  evidence  establishes  that 
it  cannot  be  used  for  tramway  construction.    There  is  good  subject  matter  in 
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the  inyention,  and  there  is  no  anticipation.  Regard  must  be  had  to  the  purposes 
of  the  invention.  De  Feroly  so  far  as  is  known,  was  never  used,  and  cannot  be  ased. 
The  elements  of  invention  in  the  Patent  are  the  rigid  joint  and  the  anchoring — 
the  Patentee  had  to  solve  the  problem  of  a  non-elastic  as  against  the  accepted 
elastic  joint,  and  in  order  to  obtain  this  rigidity  in  the  conditions  under  which  5 
tramways  are  used  he  had  to  introduce  another  element,  viz.,  the  keying  or 
anchoring  principle.  This  he  has  done,  and  upon  the  true  constraction  of  the 
Specification  both  elements  are  included.  Both  as  regards  the  elements  and 
the  meritorious  solution  of  a  difficult  problem  there  is  subject  matter.  Other 
engineers  had  tried  to  solve  it,  but  they  had  been  diverted  from  the  true  10 
solution  by  too  close  a  regard  to  railway  principles  and  methods. 

Swinpbn-Eady  /. — The  Plaintiffs  sue  for  the  infringement  of  Letters  Patent 
granted  to  Leonard  Cooper  (No.  23,578  of  the  year  18tf8)  for  "  An  improved 
"  joint  for  the  rails  of  railways,  tramways,  and  the  like."    The  Defendants 
deny  the  validity  of  this  Patent.    If  the  Patent  is  valid,  the  Defendants  do  not  15 
now  deny  infringement. 

Previous  to  the  year  1898,  it  was  well  known  to  engineers  that  the  best 
and  proper  method  of  laying  rails  for  tramways  was  different  from  that  of 
laying  rails  for  railways.    In  the  case  of  railways  the  rails  are  laid  above  the    . 
surface  of  the  ground  and  are  much  exposed  to  the  action  of  heat  and  cold,  and  20 
it  is  essential  that  provision  should  be  made  for  the  expansion  and  contraction 
of  the  metal  caused  by  variations  in  temperature  ;  the  road  has  to  be  made 
elastic  ;  there  is  some  slight  space  left  at  the  joint  between  two  rails  ;  the  joint 
is  made  by  means  of    fishplates  placed  at  the  side  of  the  rails  and  bolted 
together,  and  sometimes  by  sole  plates  placed  beneath  the  rail  similarly  bolted  ;  25 
and  the  joints  are  placed  between  the  sleepers  ;  and  when  a  train  passes  there 
is  what  may  be  called  a  wave  of  motion  set  up  along  the  line.    In  the  case  of 
tramways,  as  the  rails  are  not  laid  above  the  surface  but  the  top  of  the  rails  is 
level  with  the  surface  of  the  ground,  the  rails  are  protected  by  the  surrounding 
soil  from  extremes  of  temperature  and  the  same  expansion  and  cbntraction  as  30 
in  the  case  of  railways  do  not  take  place  ;  and,  accordingly,  the  joints  may  be 
rivetted  instead  of  being  bolted  together,  and  may  be  made  as  rigid  as  possible. 
For  some  years  previous  to  1898  tramways  were  usually  laid  on  concrete.    It 
was,  however,  found  in  practice  that  however  rigid  at  first  the  joint  of  the 
tramway  rail  was  made,  there  was  a  great  tendency  for  the  rails  to  wear  at  the  35 
joints.    A  certain  amount  of  "play  "  at  the  joints  was  soon  apparent  when  ihe 
trams  passed  over  them  ;  rain  entered  at  these  places  and  the  passage  of  the 
trams  caused  the  ends  of  the  rails  to  move  up  and  down,  and  set  up  a  pumping 
action  whereby  mud  or  mud  and  water  were  pumped  out  with  a  certain  amount 
of  concrete.    This  action  gradually  increased  and  the  concrete  was  washed  40 
away  and  a  hole  left,  and  in  consequence  a  Y  shaped  depression  of  the  rails  was 
caused  at  this  point.    This  in  turn  led  the  tram  wheels  to  jump  over  this 
depression  and  the  rails  got  battered  and  spread,  and  the  wheels  of  the  tram 
were  also  affected.    Repairs  and  renewals  were  occasioned  thereby. 

It  is  claimed  that  the  result  of  the  Patentee's  invention,  as  set  forth  in  the  45 
Specification,  is  to  make  an  improved  joint  for  tramway  purposes  and  obviate 
these  inconveniences.     By  means  of  this  invention  the  joint  is  made  rigid,  and 
is  also  "anchored  "  to  the  bed  of  concrete  on  which  the  tramway  is  laid,  and 
thus  all  ^^  play ''  is  avoided  and  the  life  of  the  road  extended  and  the  repairs 
most  materially  reduced.    The  Plaintiffs  claim  that  according  to  the  patented  50 
invention  the  two  ends  of  the  rails  are  brought  together  in  the  usual  way,  and 
to  the  bottom  flanges  of   the  rail  another  length  of    rail  of  similar  section, 
inverted,  is  rivetted.    The  lower  or  jointing  piece  is  embedded  in  the  concrete, 
while  the  upper  portion  or  tram-rail  proper  rests  on  the  surface  of  the  concrete. 
The  effect  of  this  is  that  after  the  concrete  has  set,  the  rails  are  kept  rigid  55 
at    the    joints ;     there     is     no    longer    any    movement    or    play   at   these 
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pointe,  and  the  pumping  action  and  conseqaent  wear  and  tear  are  obviated. 

An  additional  advantage  is  claimed  in  the  case  of  electric  tramways,  that  the 

rigid  joint  keeps  the    metal  surfaces  together  without    oxidation,  and    the 

electrical  conductivity  of  the  rail  for  the  return  current  is  preserved,  and  to 

5  Buch  an  extent  that  the  rails  can  sometimes  be  safely  used  for  this  purpose 

without  the  intermediate  copper  bonding  pieces  commonly  employed.    The 

advantages   to   be    derived    from   laying  tramway   rails  in  this  manner,  or 

according   to  this  system,  are    not  denied  by    the    Defendants ;    but    they 

say  that   this   is  not  the  invention  which  Cooper    specified    and    claimed, 

10  and  even  if  it  had  been,  it  would  not  have  afforded  subject- matter  for  a  valid 

P&tent.     It   is  urged   by  the  Defendants  that  what  Cooper  claimed  was  an 

improved  method  of  jointing  rails  both  for  railways  and  tramways;    that 

embedding  the  jointing  piece  in  the  concrete  is  only  incidentally  referred  to  ; 

that  the  improved  joint  which  Cooper  claims  was  old,  having  been  exactly 

15  described  in  Leslie's  Specification  in  1872  ;   and  that  no  one  can  read  the 

Specification  as  describing  an  invention  for  adapting  an  old  railway  joint  to 

tramways  by  an  improved  method  of  laying  them.    Mr.  Swinburne^  who  was 

called  for  the  Plaintiffs,  in  his  evidence  in  chief  said  that  there  were  two 

elements  in  the  rigidity  of  the  patented  joint.    The  first  was  having  the  joint, 

20  as  a  joint,  as  rigid  and  strong  as  possible,  and  the  second  element  was 

embedding  the  jointing  piece  in  concrete.    In  cross-examination  he  said  that 

there  were  two  points  in  the  Patent,  the  first  being  the  method  of  securing  the 

two  ends  of  the  joints  together,  and  the  second  being  the  anchoring  down  in 

the  concrete.    He  was  then  pressed  as  to  whether  there  was  any  novelty  in  the 

25  first  point,  and  he  said — **  No  ;  if  you  took  Cooper's  Patent  and  put  it  on  the 

"  Great  Western  Railway,  there  would  be  no  novelty  whatever,  but  that  the 

"  novelty,  and,  indeed,  the  whole  point  of  the  Patent,  was  putting  the  old  joint 

**  into  the  concrete." 

In  my  opinion,  the  method  of  jointing  rails  specified  and  claimed  by  the 

30  Patentee  was  described  by  Leslie  in  1872.  Leslie's  Patent  was  for  "an 
**  improved  method  of  jointing  rails,"  and  he  thus  describes  his  invention  : 
*•  This  invention  has  particular  reference  to  the  jointing  of  flat-footed  .... 
'^  rails,  and  consists  in  bolting  ....  an  inverted  piece  of  the  rail  itself  to 
^  the  under  side  of  the  rails  so  as  to  be  connected  by  means  of    ...    .    rivets 

35  **  passing  through  the  holes  in  the  top  of  the  ...  .  inverted  rail,  and  in 
'*  the  bottom  flanges  of  the  rails  to  be  connected."  That  is  Leslie's  verbatim, 
omitting  intermediate  words.  This  method  of  jointing  rails  he  found  to  be  a 
stronger  form  of  fastening  or  joining  the  ends  of  the  rails  than  the  common 
fishplate,  placed  on  each  side  of  the  rails. 

40  Now,  the  Plaintiffs'  Patent  is  for  "an  improved  joint  for  the  rails  of  railways, 
"  tramways,  and  the  like,"  and  the  Patentee  describes  his  invention  as  relating 
to  the  method  of  jointing  rails  for  railways,  tramways,  and  the  like.  He  says  : 
"  The  two  ends  of  the  rails  ....  are  bi  ought  together  in  the  usual  way, 
"  and  to  the  bottom  flanges  a  length  of  rail  of  a  similar  section    ....    is 

45  "  rivetted."  But  this  is  Leslie's  invention  exactly.  The  Patentee  then  states 
that  what  he  claims  is  :  "  The  combination  of  a  length  of  metal  of  the  same 
"  mass,  or  nearly  so,  as  the  rails  to  be  joined,  secured  to  the  bottom  flanges  of 
"  the  rails  by  bolts  or  rivets  ....  for  the  purpose  of  making  a  rigid 
"  joint.y    In  my  opinion,  this  is  a  clear  and  distinct  claim  to  the  same  invention 

50  as  Leslie  described  in  1872.  In  construing  a  Specification,  a  patentee  is  to  be 
presumed  not  to  claim  things  which  he  most  have  known  perfectly  well  were 
not  new  ;  but.  if  upon  a  fair  construction  of  the  Specification,  it  is  clear  he  has 
claimed  an  old  contrivance,  the  Patent  will  be  void  on  that  ground.  The  law 
on  this  point  is  stated  accurately  in  the  present  edition  of  "  Terrell  on  Patents," 

55  by  Mr.  Courtney  Terrell,  at  page  129.  If  I  am  right  in  this  view,  there  is  an  end 
of  the  Plaintiffs'  case.    But  the  matter  does  not  rest  there.   If,  as  was  urged  at  the 
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Bar,  Cooper^s  real  claim  is  for  an  improved  method  of  laying  tram  rails  by 
nsing  this  joint  theretofore  only  intended  for  railways  as  distinguished  from 
tramways  and  adapting^  it  to  tramways,  by  embedding  the  jointing  piece  in  the 
concrete  upon  which  the  tramways  are  laid,  this  in  my  opinion  is  not  the 
invention  described  and  claimed  in  the  Specification.  The  Patentee  does  not  5 
state  that  the  ^^  anchoring  "  or  fixing  in  the  concrete  is  his  invention,  although 
he  does  refer  to  the  advantage  "  when  embedded  in  the  concrete  "  ;  and,  more- 
over, the  Specification  certainly  does  not  distinguish  between  what  was  old  and 
what  was  new,  and  the  Patent  is  open  to  objection  on  that  ground.  There  is 
still  a  further  difficulty  in  the  Plaintiffs'  way.  If  the  invention  really  is  for  10 
the  method  of  adapting  Leslie's  joint  to  tramways,  by  embedding  the  jointing 
piece  in  concrete,  is  there  sufficient  novelty  and  invention  in  so  doing  to 
support  a  Patent  ?  Mr.  John  Robert  Wignall  was  a  witness  for  the  Plaintiffs  ; 
he  is  an  engineer  with  20  years  tramway  experience,  and  in  1897  was  Resident 
Engineer  of  the  Liverpool  Corponition.  He  was  cross-examined  as  to  whether  15 
there  was  any  invention  in  using  Leslie^s  joint  for  tramway  purposes — ^in 
laying  the  tram  rail  on  a  continuous  bed  of  concrete,  and  filling  in  the  concrete, 
and  above  the  anchor  plate  or  jointing  piece.  He  said,  as  to  this,  that  if  he  were 
told  to  use  Leslie^s  joint  in  laying  down  a  tramway  or  to  lay  a  tramway  on  Leslie's 
system  or  according  to  his  arrangement,  he  should  lay  the  rails  first  rivetting  the  20 
joints  then  float  in  the  concrete  up  to  the  level  of  the  under  surface  of  the  top  rail, 
and  that  he  would  have  done  so  at  once  without  any  difficulty.  This  is  really 
all  that  Cooper  has  done.  The  new  use  of  LesWs  joint  involves  no  ingenuity ; 
there  were  no  practical  difficulties  to  overcome  in  the  way  of  applying  Leslie's 
joint  to  tramways ;  the  obvious  method  of  using  Leslie^s  joint  was  to  lay  the  25 
tramway  like  all  other  tramways  were  then  laid,  namely,  on  a  continuous  bed 
of  concrete,  and  where  the  anchor  or  jointing  piece  projects  below  the  ordinary 
level  of  the  bottom  rail  to  embed  it  in  the  concrete.  The  Patentee  has,  as  Mr. 
Dugald  Clerk  said,  simply  laid  Leslie's  rail  in  concrete,  the  plain,  obvious,  and 
only  way  of  laying  it  for  a  tramway.  What,  in  my  judgment,  Cooper  really  30 
did  was  to  recognise — and  he  may  have  been  the  first  to  recognise — that  Leslie's 
joint,  although  not  in  general  use  for  railways  and,  if  made  quite  rigid, 
inapplicable  to  railways,  was  well  adapted  for  use  in  tramways,  as  these  had 
come  to  be  universally  laid  on  concrete.  The  method  of  so  using  it  was 
obvious,  and  there  was  no  novelty  or  ingenuity  in  the  mode  of  using  it  as  dis-  35 
tinguished  from  novelty  of  purpose  to  which  the  Leslie  joint  was  applied.  In 
other  words  the  novelty  was  in  the  idea  that  Leslie's  joint  could  be  applied  to  a 
new  purpose,  and  not  in  the  mode  of  so  applying  it.  This  is  not  subject-matter 
for  a  valid  Patent.  See  Lane-Fox  v.  Kensington  and  Knightshridge  Electric 
Lighting  Company  L.R.  (1892),  3  Chancery,  page  424,  per  Lord  Lindley,  page  40 
429.)*  The  mode  of  fastening  anything  down  by  having  projecting  feet,  or  any 
projecting  portion,  wider  at  the  base  than  above,  and  floating  concrete  over  the 
projecting  portion  up  to  the  level  of  the  narrower  portion,  has  long  been  in 
universal  use  for  numberless  purposes,  and  amongst  other  purposes  has  been 
described  by  Kincaid  for  fastening  both  chairs  and  continuous  supports  carrying  45 
tramway  rails.  For  these  reasons  I  am  of  opinion  that  the  action  fails  and  must 
be  dismissed  with  costs. 

Sir  Robert  Finlay  E.C.  asked  for  a  Certificate  as  to  the  various  Particulars 
of  Objections. 

Walter. — Of  course  that  will  be  as  to  those  which  were  proved.  50 

Swinpbn-Eadt  J.— Yes.  With  regard  to  the  American  Specifications,  I 
must  give  a  Certificate  as  to  all  of  them.  They  were  put,  not  in  detail,  but 
collectively  to  Mr.  Swinburne.  It  was  on  their  being  put  to  Mr.  Swinburne 
by  Sir  Robert  Finlay  that  he  conceded  his  point. 

*  9  R.P.C,,  at  page  416. 
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Walter. — All  the  United  States  Specifications  ?    The  usual  practice  is  only  to 
give  those  that  are  specifically  referred  to. 

Swinfbn-Eady  J. — In  many  cases  that  may  be  right  and  proper,  but  where, 
for  shortness  sake,  they  are  put  in  eti  bloc,£Jxd  the  witness  thereupon  accepts 
5  the  point,  it  is  not  necessary  to  waste  time  by  going  through  them  in  detail  in 
order  to  get  a  Certificate. 

Walter. — The  greater  part  of  those  Specifications,  if  they  had  not  been  put 
en  bloCy  had  nothing  to  do  with  this  Patent.    They  related  to  soft  rubber 
compositions  under  the  joints. 
10      Swinfbn-Eady  J. — If  there  is  any  particular  American  Specification,  which 
you  say  does  not  refer  to  the  joint,  will  you  mention  it  now  ? 

Several  of  the  American  Specifications  were  then  discussed.    The  learned 

Judge  expressed  an  opinion  that  the  two  Specifications  of  Meyer  ought  not  to 

be  included  in  the  Certificate,  and  ultimately  granted  a  Certificate  for  all  the 

15  English  Specifications  that  were  put  in  evidence,  and  all  the  American  except 

the  two  of  Meyer. 


In  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore   Mr.   Justice   Warrington. 

February  23rd  and  March  9th,  1906. 

20  Joseph  Rodgers  &  Sons  Ld.  v.  Joseph  Rodgbrs   Simpson. 

Pawing  off.— Alleged  unfair  use  by  Defendant  of  his  own  name.— Interlo- 
cutory injunction  granted. 

The  Plaintiffs  Joseph  Rodgers  &  Sons  Ld.,  manufacturers  of  cutlery y  brought 
an  action  against  Joseph  Rodgers  Simpson  to  restrain  the  Defendant  from 

25  passing  off  cutlery  not  being  (heir  goods  as  and  for  stick  goods,  and  from 
trading  under  the  name  Joseph  Rodgers  Simpson  &  Son,  or  any  other  name 
comprising  the  name  "  Rodgers,"  so  as  to  be  calculated  to  deceive.  They  alleged 
that  the  Defendant  was  using  the  said  firm  nams  so  as  to  suggest  that  the  first 
name  in  it  was  Joseph  Rodgers.    The  Defendant  was  on  his  knives  using  the 

30  device  of  a  crown  which  was  placed  over  the  name  Rodgers,  in  which  position 
the  Plaintiff's  had  a  crown  on  their  knives,  tliey  having  also  the  words 
^^ Cutlers  to  Her  Majesty:'  The  Defendant  alleged  that  his  son,  who,  was 
SI  years  of  age^  assisted  him  in  his  business,  but  the  Defendant  also  alleged  that 
he  had  used  the  said  firm  name  on  knives  20  years  previously.    TJie  Defendant 

35  fiMU  carrying  on  a  grocer's  business,  but  he  was  also,  as  the  Plaintiffs  alleged 
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that  they  had  recently  ascertained^  selling  knives  marked  as  above  mentioned. 
The  Defendant,  claimed  that  he  had  the  right  to  use  the  name  Joseph  Rodgers 
Simpson  &  Son,  and  contended  that  his  use  of  it  was  fair. 

Held,  that  the  Defendant  had  made  use  of  the  fact  that  the  middle  word  in 
his  name  was  Rodgers  in  order  to  use  it  in  a  way  calculated  to  deceive  the  5 
public  into  believing  that  the  cutlery  which  he  was  selling  was  the  Plaintiffs*    . 
cutlery.    An  interlocutory  injunction  was  granted^  the  form  of  injunction, 
as  regards  the  nams^  following  that  granted  in  J.  and  J.  Cash  Ld.  v.  Cash 
{19  R.P.C.  181). 

On  the  13th  of  February  1906  Joseph  Rodgers  Jt  Sons  Ld.,  the  well-known  10 
catlery  manufacturers  of  Shef&eld,  commenced  an  action  against  Joseph 
Rodgers  Simpson  claiming  (1)  an  injunction  to  restrain  the  Defendant,  his 
servants  and  agents,  from  passing  off  table  knives  and  other  cutlery  not  being 
the  goods  of  the  Plaintiffs  as  and  for  such  goods  ;  (2)  an  injunction  to  restrain 
the  Defendant,  his  servants  and  agents,  from  trading  under  the  name'  Joseph  15 
Rodgers  Simpson  <k  Son  or  any  other  name  comprising  the  name  "  Bodgers  " 
such  as  to  be  calculated  to  deceive  or  to  pass  off  his  business  or  goods  as  the 
business  or  goods  of  the  Plaintiffs  ;  and  (3)  an  account  of  profits  or  damages. 

The  Defendant  was  trading  in  cutlery  under  the    name  Joseph   Bodgers- 
Simpson  A  Son,  and  he  wa«  using  that  name  on  cutlery  in  a  manner  which  the  20 
Plaintiffs  alleged  was  calculated  to  deceive. 

The  Plaintiffs  moved  for  an  interlocutory  injunction. 

Affidavits  in  support  of  the  motion  were  made  by  John  Bodgers,  the  managing 
director  of  the  Plaintiff  Company  ;  L.  H,  Twentyman,  a  member  of  the  firm  of 
Henry  Bogers,  Sons  A  Co,,  general  merchants  of  Wolverhampton;  George  25 
Henry  Hollingsworth,  commercial  traveller ;  John  Hyem,  inquiry  agent ; 
George  Howson,  cutlery  manufacturer  of  Sheffield  ;  William  Henry  Brittain, 
Senior  Past  Master  of  the  Cutlers'  Company  ;  William  James  Perceval,  assistant 
manager  and  buyer  in  the  cutlery  department  of  the  Army  and  Navy  Stores  ; 
Walter  William  Pellett,  managing  director  of  Pelletts  Ld.,  retail  cutlers  in  30 
Londoix  ;  and  Thomas  Savage,  clerk  to  the  Plaintiffs'  solicitors.  Affidavits  in 
answer  were  made  by  the  Defendant  and  John  Henry  Freeborough  of  Sheffield, 
incorporated  accountant,  and  a  further  affidavit  was  made  by  the  Defendant  in 
reply  to  an  affidavit  by  Harris  Wolfson,  dealer  in  fancy  goods,  Honndsditch. 

John  Bodgers,  in  his  affidavit,  deposed  to  the  reputation  of  the  Plaintiff  35 
Company,  and  to  its  goods  being  known  as  "  Bodgers"^ "  cutlery,  knives,  Ac, 
and  that  the  name  "  Bodgers "  when  used  alone  in  connection  with  cutlery 
indicated  the  goods    of   the  Plaintiff  Company  exclusively.    This  was  not 
disputed  by  the  Defendant  in  his  evidence,  nor  were  the  facts  as  to  the  name 
and  other  matter  the  Defendant  was  using  on  his  knives  and  boxes  and  in  hia  40 
invoices  in  dispute.    These  and  the  other  main  facts  in  the  case  will  be  found 
referred  to  in  the  judgment.    The  Defendant  by  his  affidavit  denied  that  he 
had  attempted  to  represent  his  goods  as  those  of  the  Plaintiffs',  and  deposed  to 
the  name  Joseph  Bodgers  Simpson  being  his  real  name,  and  he  claimed  the 
right  to  trade  under  the  name  Joseyh  Bodgers  Simpson  A  Son,  alleging  at  the  45 
hearing  that  his  son  assisted  him  in  his  business.     His  son  was  31  years  old, 
but  the  Defendant  alleged  that  he  had  used  Joseph  Bodgers  Simpson  A  Son  on 
his  knives  in  1882. 

Bowden  K.C.  and  D.  M,  Kerly  (instructed  by  Peacock  and  Goddard,  agents 
for   Youngy    Wilson  A   Go.  of  Sheffield)  appeared   for    the  Plaintiffs ;    the  50 
Defendant  appeared  in  person. 

Bowden  K.C.  for  the  Plaintiffs  submitted  that,  on  the  evidence,  a  case  of 
passing  off  and  of  unfair  use  by  the  Defendant  of  his  name  was  established  ; 
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the  principle  of  Turton  v.  Turton  (L.R.  42  Cli.  D.  128)  only  applied  to  the 

&ir  use  by  a  penion  of  his  own  name.    He  also  referred  to  Valentine  Meat 

Juice  Company  v.  Valentine  Extract  Company  Ld.  (17  R.P.C.  673). 

The  Defendant  was  heard  in  person. 

5     Warrington  J. —This  is  a  Motion  by  Joseph  Rodgers  A  Sons  Ld.  against 

Joseph  Rodgers  Simpson^  and  it  asks  for  an  Order  that  the  Defendant  may 

be  restrained  "from  passing  off  table  knives  and  other  cutlery,  not  being 

^^  goods  of  the  Plaintiffs,  as  and  for  such  goods  an&  from  trading  under  the 

"  name  Joseph  Rodgers  Simpson  A  Soriy  or  any  other  name  comprising  the  name 

10  "  of  Rodgers  such  as  " — I  suppose  that  means  so  as — "  to  be  calculated  to  deceive 

*'  or  to  pass  off  his  business  or  goods  as  the  business  or  goods  of  the  Plaintiffs/' 

The  case  is  one  of  some  difficulty  because  "  Joseph  Rodgei*s  Simpson  "  is  the 

name  of  the  Defendant,  and  the  name  "  Rodgers  "  in  the  Defendant's  name  (I 

have  looked  at  the  certificate  which  he  produces)  is  spelt  in  the  same  way,  witii 

15  a  ^  c^,"  as  the  name  of  the  Plaintiffs,  Joseph  Rodgers  A  Sons  Ld.    The  facts  are 

tliese — Joseph  Rodgers  A  Sons  Ld.  are  the  well-known  manufacturers  of  cutlery 

in  Sheffield,  and  I  have  had  evidence  that  ^^  Rodgers'  Cutlery"  in  the  trade, 

and  not  only  in  the  trade,  but  with  retail  customers,  means,  when  used  in  that 

way,  the  cutlery  of  the  Plaintiffs,  Joseph  Rodgers  A  Sons.    The  Plaintiffs  mark 

20  their  cutlery,  "  Joseph  Rodgers  A  Sons "  in  one  line ;  then  underneath  that 

*•  Outlers  to  Her  Majesty,"  and  above  the  word  "  Rodgers,''  being  the  middle 

word  of  their  title,  is  the  Crown,  with  "  V.R."  on  either  side.    The  Defendant 

is,  as  I  have  said,  Joseph  Rodgers  Simpson.    He  carries  on  business,  which,  he 

says,  is  principally  managed  by  his  wife,  as  a  grocer  and  seller  of  beer,  but  he 

25  Also  carries  on,  and  he  says  in  his  affidavit  he  has  carried  on  business  as  a 

manufacturer  of  cutlery,  at  first  as  I  gather  in  a  very  small  way,  and  now  in 

rather  a  larger  way,  as  "  Joseph  Rodgers  Simpson  A  Son."    On  his  knives  he 

stamps  the  name  Joseph  Rodgers  Simpson  on  the  upper  member  of  a  garter,  the 

name  "  Rodgers  "  appearing  most  conspicuously  in  the  middle.    Immediately 

30  over  it  is  the  Crown,  just  as  it  is  immediat4.'ly  over  "  Rodgers  "  on  the  Plaintiffs' 

knives.    That  is  how  he  marks  his  knives.    The  knives  are  sent  out  in  boxes, 

one  of  which  i&exhibited  to  an  affidavit,  and  on  that  box  the  label  is  as  follows  : 

**  Superior  Table  Cutlery  manufactured  by  "  then  "  Joseph  Rodgers "  in  large 

type  in  one  line,  and  Simpson  A  Son  in  the  same  type,  but  in  the  line  below  it. 

35  On  his  invoices  and  letter  paper  he  writes  the  name  Joseph  Rodgers  Simpson  A 

Son  in  one  line  without  any  break  :  there  is  no  comma  or  anything  to  indicate 

where  the  first  name  ends.    He  has  a  son  who  is  now  31  years  of  age.    He,  in 

his  affidavit,  offers  no  explanation  at  all  of  the  addition  to  his  name  of  the  words 

'^  &  Son."    I  asked  him  to  give  me  an  explanation,  if  he  could,  and  all  he  said 

40  ^ais  that  his  son  assists  him  in  the  business  and  I  have  it  in  evidence  of  his  own 

that  he  used  this  name, "  Joseph  Rodgers  Simpson  A  Son  "  on  his  knives  in  1882, 

when  his  son  was  eight  years  old.    I  have  it  proved  that  at  a  small  cutlery  shop 

in  the  East  of  London  these  knives  have  actually  been  sold  as  ^^  Rodgers' 

"  Cutlery." 

45      Under  these  circumstances  what  is  the  principle  of  law  which  I  have  to  apply  ? 

I  think  the  principle  is  stated  as  well  for  the  present  purpose  as  it  could  be  in 

an  extract  from  the  Judgment  of  Lord  Justice   Vaughan  WilliamSy  which  is 

used  by  Lord  Alverstone  in  the  Valentine  Meat  Juice  Company  v.  Valentine 

Extract  Company  Ld.  and  Others  (17  R.P.C.  673)  for  the  purpose  of  his 

50  Judgment  in  the  latter  case.     Lord  Justice    Vaughan  Williams  said  this — 

"  1  mention  this  for  the  purpose  of  calling  attention  to  the  fact  that  a  plaintiff 

**  never  can  complain  of  user  by  the  defendant  of  either  the  plaintiff's  personal 

"^  name,  or  of  any  other  name  that  he  chooses  to  use  for  the  purpose  of  denoting 

^  his  gfoods,  unless  he  first  establishes  that  in  the  market  his  goods  have  come  to 

55  '^  be  known  by  that  name.    It  is  not  a  question,  as  it  has  sometimes  been  sug- 

^  gest^,  of  the  right  of  the  law  to  restrain  a  man  from  using  his  own  name. 

**  The  right  and  duty  of  the  Court  always  is  to  restrain  a  man  from  using  a 
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''  name  that  has  come  to  be  recognised  as  the  name  of  a  particular  trader's  goods 
^^  for  his,  the  defendant's  goods,  so  as  to  suggest  that  the  defendant's  goods  are 
"  the  plaintiff's  goods,  and  to  pass  them  off  as  such."*  I  think  the  same  principle 
is  laid  down  by  Lord  Justice  Cotton  in  Ttirton  v.  Turton  (L.R.  42  Chancery 
Division  128)  where,  after  first  stating  that  "  the  Court  cannot  stop  a  man  from  5 
*'  carrj'ing  on  his  business  in  his  own  name,  although  it  may  be  the  name  of  a 
"  better  known  manufacturer,  when  he  does  nothing  at  all  in  the  way  to  try  and 
"  represent  that  he  is  that  Better  known  and  successful  manufacturer,"  he  went 
on,  a  little  later,  to  say  this — **  Of  course  if  anything  were  done  by  the  second 
"  man  to  hold  out  or  represent  that  his  shop  was  the  shop  of  the  other,  or  that  10 
"  he  was  connected  with  the  other,  when  he  was  not,  if  there  was  something 
"  added  to  the  name  which  would  enable  the  Court  to  interfere  on  the  ground 
"  that  he  was  trying  to  represent  his  business  to  be  the  business  of  the  other 
"  man  then  the  Court  would  interfere," 

In  this  case  there  is  added  to  the  name,  without,  as  far  as  I  can  see,  any  justi-  15 
fication  whatever,  "  &  Son."    That,  by  itself,  of  course,  would  not  be  of  much 
importance,  but,  when  we  see  that  the  Plaintiffs'  name  is  Joseph  Rodgers  A  SotiSy 
and  when  wo  see  further  that  the  Defendant  does  not  call  himself  J.  R.  Simpson 
A  Son,  or  Simpson  A  Son,  but  uses  the  word  "  Rodgers  ",  in  full,  calling  himself 
Joseph  Rodgers  Simpson  and  adds  to  it  the  words  "  &  Son,"  then  I  think  we  20 
have  an  indication  that  what  he  is  doing  is  calculated  to  deceive.     I  think,  also, 
that  it  is  most  unfortunate,  from  his  point  of  view,  that  he  should  have  used 
the  name  on  the  boxes  in  the  way  he  has,  and  that  he  should  have  used  the 
name  on  the  invoices  in  the  way  that  he  has,  and  for  this  reason,  that  I  think 
anybody  looking  at  the  box  would  naturally  come  to  the  conclusion  that  the  firm  25 
was  Joseph  Rodgers  Simpson  A  Son,  the  son  being  either  the  son  of  Rodgers  or 
of  Simpson ;  it  would  not  matter  which,  but  that  the  name  of  one  of  the  partners 
in  the  firm  was  Joseph  Rodgers.    The  same  remark  applies  to  the  invoices. 
There  is  nothing  to  prevent  the  Defendant  from  honestly  trading  under  his  own 
name,  but  I  cannot  help  thinking  that  he  has  made  use  of  the  fact  that  the  30 
middle  name  in  his  name  is  Rodgers,  in  order  to  use  it  in  a  way  at  least  calculated 
to  deceive  the  public  in  believing  that  the  cutlery  which  he  is  selling  is  cutlery 
sold  by  Joseph  Rodgers  A  Sons. 

On  the  whole  I  think  this  is  a  case  in  which  the  Plaintiffs  are  entitled  to  the 
Injunction  for  which  they  ask ;  and  the  first  part  of  the  notice  of  motion  is  plainly  35 
right.  The  second  part  I  think  is  right  with  this  slight  modification  ^^from 
^<  trading  under  the  name  Joseph  Rodgers  Simpson  A  Son — there  is  no  reason 
why  the  Defendants  should  use  the  word  "  &  Son,"  nor  is  there  any  real  reason 
from  his  own  point  of  view  why  he  should  trade  as  Joseph  Rodgers  Simpson  A 
Son,  using  the  word  "  Rodgers  "  in  full — '^  or  any  other  name  comprising  the  40 
"  name  Rodgersi^^ — but  I  think  it  must  be  made  quite  clear — '*  in  such  a  way 
**  as  to  be  calculated  to  deceive  or  to  pass  off  "  and  so  on. 

Rowden  K.C. — May  I  refer  on  this  point  to  the  case  of  J.  A  J.  Ocksh  Ld.  v. 
Cash,^  where  the  exact  form  of  the  Order  was  discussed. 

Warrington  /.-—In  the  Court  of  Appeal  it  is  "and  from  carrying  on  45 
"  business  under  the  name  of  Joseph  Gash  A  Co.  while  not  in  partnership  with 
"  any  other  persons,  and  from  carrying  on  any  such  business  either  in  the 
"  name  of  Cash  or  under  any  style  in  which  Cash  appears "  (here  it  will  be 
substituting  "  Rodgers  "  for  *'  Cash  ")  **  without  taking  reasonable  precantionB 
'*  clearly  to  distinguish  the  business  carried  on  and  the  goods  sold  by  the  50 
"  Defendants  "  from  those  of  the  Plaintiffs.    I  think  that  is  right. 

*  Jamimn  y.  Jamieson  15  R.P.G.  at  page  193.  f  20  R.P.0. 183, 186. 
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In  the  Court  op  Appeal. 

Before  The  Master  of  the  Rolls  and  Lords  Justices  Rombr  and 

Cozbns-Hardy.  ' 

February  17th,  20th,  21st,  22nd,  23rd,  26th,  27th,  and  28th,  and 
5  March  5th,  1906. 

Haskell  Golf  Ball  Compant  Ld.  W   Hutchison  (No.  2). 

Patent. — Action  for  iyifringement. — Conslraclion.Sufft<^iency  of  Sjiecifica^ 
tion.-— Prior  tieer. — Patent  held  invalid. — Action  dismissed. — Appeal  dismissed. 
^Gosts  of  three  Counsel  allowed  at  t?ie  trial  and  on  appeal. — Certificate  as  to 
10  Particulars  of  Objections. 

In  1898  a  Patent  wcm  granted  for  "  Improvements  in  balls  for  use  in  golf  and 
"  other  games.^^  Tlie  alleged  improvements  consisted  in  forming  the  balls  with 
a  core  of  rubber  thready  wound  under  high  tension  into  spherical  form^  or 
of  analogous  material^  with  or  without  a  central  core-section  or   kernel   of 

15  relatively  non-elastic  material,  and  with  a  closely -fitiing  cover  or  shell  of 
gutta-percha  or  other  material  hard  and  inelastic  relatively  to  tlie  core.  In 
an  action  for  infringement  brought  by  tlie  otvners  of  the  Patent  it  was2)roved 
that  the  balls  so  made  were  a  great  commercial  success.  The  Dejefidants 
manufactured  and  sold  golf  balls  having  a  kernel,  a  core  of  wound  rubber 

20  thread,  and  a  cotter  made  of  a  material  called  "  Spi^ingvale  materiaV  Tlie 
Defendants  alleged  that  the  Plaintiffs'  Specification  was  insufficient ;  that  the 
use  of  a  cover  of  "  Springvale  material "  ivas  not  within  the  Patent,  and  that 
accordingly  tlie  Defendants  had  not  infHnged.  Evidence  was  given  to  sliour 
that  F.,  in  1893,  had  made  and  sold  {though  not  on  a  large  scale)  golf  balls 

25  iviih  a  kernel  of  cork,  covered  with  strips  of  rubber  wound  under  tension  and 
tied  with  thread,  the  whole  being  covered  with  gutta-percha ;  also  that  S.,from 
about  1871  to  1879,  had  made  golf  balls  of  wound  rubber  thread  with  a  cover 
of  gvMa-percha,  and  had  disclosed,  to  a  limited  extent,  the  method  of  constmction.- 
Held,  at  the  trial,  that  the  Patent  was  for  a  pnnciple  of  construction  and  a 

30  mode  of  carry  ing  it  into  effect,  and  that  tlie  Specification  was  not  insufficient 
as  alleged ;  tliat  if  the  Patent  ivere  valid  the  balls  made  by  the  Defendants 
would  be  infringements ;  that  the  commercial  success  of  the  balls  made  under 
the  Patent  went  far  to  slioiv  subject-matter,  utility,  and  novelty;  but  that  the 
balls  made  by  F.  and  S.  were  constructed  in  accordance  with  the  patented 

35  invention;  that  the  commercial  failure  of  the  balls  made  by  F.  arose  merely 
from  imperfection  of  manufacture ;  that  the  action  of  S.  liad  proceeded  beyond 
mere  incomplete  experimental  iMer ;  and  that  on  these  grounds  tlie  Patent  was 
invalid.  The  action  was  dismissed,  with  costs  on  the  higher  scale,  and  the  costs 
of  three  Counsel  were  allowed.    A  Certificale  in  respect  of  the  Particailars  of 

40  Objections  relating  to  the  users  of  F.  and  S.  was  granted.  Tlie  Plaintiffs 
appealed. 

Held,  by  the  Court  of  Appeal,  that,  tlie  Patent  had  been  anticipated,  and  (by 
Collins  M.R.  and  Cozbns-Hardy  L.J.)  tliat  it  was  invalid  also  on  the  grouna 
of  want  of  subject-matter. .  The  appeal  ivas  dismissed  with  costs,  and  the  costs 

45  ofihree  Counsel  .u;ere  allowed. 
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On  the  15th  of  August  1898  Letters  Patent  (No.  17,554*  of  1898)  were  granted 
to  Alfred  Julius  Boult  for  "  Improvements  in  balls  for  use  in  golf  and  othw 
"  games,"  being  a  communication  to  him  from  Bertram  Oeorge  Work  and 
Qohurn  Haskell^  both  of  Ohio  in  the  United  States  of  America. 

The  Complete  Specification  (as  amended  in  1903)  was  as  follows :—"  This  5 
*'  invention  is  in  the  nature  of  an  improved  ball  for  use  more  especially  in  the 
"  game  of  golf,  though  it  may  be  used  in  other  games  where  a  ball  of  similar 
"  properties  is  desired. 

*«  The  object  is  to  provide  a  ball  which  shall  possess  the  desired  qualities  of 
*'  lightness,  elasticity  and  resilience,  coupled  with  sufficient  hardness  to  give  it  20 
*'  the  requisite  wearing  qualities.  The  object  sought,  is  accomplished  by  making 
"  the  main  body  of  the  core  ppoforably  of  higher  elastic  material,  such  as  rubber 
♦*  thread  wound  under  high  tension  into  spherical  form,  and  covering  the  same 
"  with  gutta-percha  or  one  of  its  substitutes,  such  as  Balata  gum,  the  covering 
**  possessing  the  attributes,  comparatively  speaking,  of  inelasticity,  toughness,  15 
^  hardness  and  lightness. 

"  The  invention  is  shown  in  its  preferred  form  in  the  accompanying  Draw- 
"  ings,  in  which— Fig.  1  is  a  view  of  the  exterior  of  the  ball ;  Figs.  2  and  3, 
"  interior  views  of  the  two  halves  of  the  outer  shell  or  covering  Jaid  open  ; 
"  Fig.  4,  an  outer  view  of  the  elastic  core  employed ;  Fig.  5,  a  section  taken  on  20 
**  line  5  of  Fig.  1 ;  and  Fig.  6,  a  view,  partly  in  section,  of  a  modified  form  of 
"  the  elastic  core,  showing  the  rubber  thread  from  which  it  is  preferably  made 
"  as  wound  upon  a  central  core-section  of  gutta-percha,  or  the  like.  The  pre- 
•*  ferred  nianner  of  making  the  ball  is  to  wind  a  rubber  thread  t  upon  itself, 
"  under  a  tension  approaching  the  elastic  limit,  to  produce  a  spheri<»l  core  A,  25 
"and  to  cover  this  core  with  a  gutta-percha  shell.  The  preferred  method  of 
**  applying  the  covering,  is  to  wrap  or  inclose  the  core  in  a  suitably  cut  sheet  or 
'*  sheets  of  gutta-percha,  previously  heated  sufficiently  to  give  the  gutta-percha 
"  a  certain  degree  of  plasticity,  as  by  dipping  it  in  boiling  water,  and  then  place 
"  the  core  thus  wrapped  in  a  mold  and  subject  to  sufficient  pressure  to  mold  it  30 
"  to  the  exact  shape  desired,  which  shape  is  retained  on  cooling.  B  is  the  com- 
*<  plete  ball  and  &  W  the  halves  of  the  comparatively  inelastic  shell  which 
«  receives  the  elastic  core  A.  The  exterior  surface  of  the  ball  may  be  roughened, 
"  as  shown  in  Fig.  1,  by  using  a  mold  having  intersecting  ridges  on  its  inner 
<(  surface.  Fig.  5  shows  a  complete  half-section  of  the  ball,  the  core>  being  shown  35 
«  as  made  simply  by  winding  a  rubber  thread  upon  itself  to  form  a  sphere.  Fig.  6 
"  shows  the  rubber  winding  inclosing  a  small  central  core  section  C,  which 
««  may  be  of  any  suitable  material,  serving  to  facilitate  the  winding  and,  if 
"  desired,  to  regulate  to  some  extent,  the  weight  of  the  ball.  The  outer  coating 
^(  or  shell  may  be  applied  by  repeatedly  dipping  the  core  into  a  solution  of  gutta-  40 
«(  percha  till  the  desired  thickness  of  accretion  is  reached,  after  which  the  ball 
<'  may  be  placed  in  a  mold  for  receiving  a  true  spherical  form  and  a  roughened 
"  surface.  The  core  itself,  though  preferably  wholly  or  mainly  of  rubber  wound 
"  under  a  high  degree  of  tension,  may  be  made  from  any  analogous  saitoble 
"  material  and  in  any  ouitablo^mannor  to  preduoo  a  highly  olftotio  ooroiand  the  45 
"  feature  of  the  gutta-percha  still  be  preserved  with  advantage.  It  is  to  be  under- 
"  stood  that  it  is  an  essential  feature  of  the  construction  that  the  core  shall  closely 
"  fill  the  interior  of  the  shell,  and  desirable  that  the  core  be  confined  under  some 
"  compression. 

"  A  core  produced  by  winding  a  rubber  thread  under  high  tension  into  spherical  50 
"  form  possesses  a  remarkably  high  degree  of  elasticity,  coupled  with  high  rigidity, 
"  in  the  sense  of  resistance  to  distortion,  which  imparts  to  the  ball  the  property  of 
"  very  great  resilience.  As  the  result  of  the  described  construction,  therefore,  our 
"  golf  ball  has  exceptionally  high '  driving '  qualities  owing  to  the  fact  that  the 
"  impact  of  a  golf  club  is  capable  of  distorting  it,  and  little  tendency  to  bound,  by  55 
"  reason  of  the  fact  that  little,  if  any,  distortion  takes  place  upon  contact  with  the 
"  ground.  The  very  great  resistance  to  change  in  form  which  the  core  possesses 
"  is  due  to  the  &ct  that  the  thread  is  at  all  parts  of  the  ball  under  a  tension  close 
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^  to  the  elastic  limit  tending  to  maintain  a  perfect  sphere,  and,  hence,  the  slightest 
**  distortion  is  resisted  by  approximately  the  full  strength  of  the  material. 

^*  The  coTering  of  gutta-percha  acts  not  only  as  a  protection  to  the  softer  and 
**  more  highly  elastic  material  beneath  it,  but  also  as  a  maffle  to  the  latter  pre« 
5  "  venting  excessive  springiness  under  slight  impact  and  yet  permitting  the  con- 
**  cossion  of  the  golf  club  to  act  sufficiently  on  the  elastic  core.  It  is  evident  that 
'*  the  elasticity  of  the  ball  as  a  whole,  may  be  regulated  within  limits  by  regulating 
^*  the  thickness  of  the  outer  shell.  The  thicker  this  shell  the  less  the  elasticity, 
"  and  vice  versa. 

10  **In  the  appended  claims  tho  term  ^  olastie  cord '  io  meant  to  oovor  that 
^^  portion  of  tho  ball  inoludod  within-tho  outer  oholl  and  oompoood  wholly 
"  OP  mainly  of"  rubber  or  analogouo  matorial  whilo  the  term  *  gutta-percha 
^^ '  shell  *  is  intended  as  limiting  the  claims  wherein  employed  to  gutta-percha 
'*  or  one  of  its  substitutes,  such  as  the  one  mentioned  above." 

13  The  Patentee  claimed  : — "J-A  ball,  oomprioing  an  olaotio  ooro^  and  a  gutta- 
^*  poFoha  oholl "inolooing  said  ooro,  oubotantially  m  and  for  the  purpose  oot 
-*  forth*  1.  T^A  ball,  comprising  a  core  formed  with  a  rubber  th^ad  wound 
^^  into  spherical  form  under  tension  approaching  the  elastic  limit,  and  a  shell  of 
**  relatively  hard,  inelastic  material  inclosing  said  core,  substantially  as  and  for  the 

20  **  purpose  set  forth.  2.  3-A  ball,  comprising  a  core  composed  wholly  or  in  part 
»*  of  rubber  thread  wound  under  high  tension,  and  a  gutta-percha  shell  inclosing 
**  said  core,  substantially  as  and  for  the  purpose  set  forth.  5.  4-A  ball,  com- 
**  prising  a  central  core-section,  rubber-thread  wound  thereon  under  tension,  and 
^'  an  inclosing  shell  of  relatively  hard,  inelastic  material,  substantially  as  and  for 

25  "  the  purpose  set  forth.  4.  e-A  ball,  comprising  a  central  core-section  of  rela- 
**  tively  non-elastic  material,  rubber-thread  wound  thereon  under  tension,  and  an 
"  enclosing  shell  of  gutta-percha,  substantially  as  and  for  the  purpose  set  forth." 
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On  the  19th  of  April  1904,  the  Haskell  Golf  Ball  Company,  a  Company  incor- 
porated  under  the  laws  of  the  State  of  Ohio,  commenced  an  Action  against 
Richard  Hutchison  and  John  Main  for  infringement  of  this  Patent.  On  the  24th 
of  December  1904  that  Action  was  discontinued,  and  on  the  same  date  the 
present  Action  was  commenced  by  the  Company  for  infringement  of  the  same 
Patent  against  the  same  Defendants,  the  usual  relief  being  claimed.    (See  22 

R.P.C.  205.)  . 

Z  2 


304  REPORTS  OF  PATENT,  DESIGN,         [May  30, 1906. 

Haskell  Golf  Ball  Company  Ld.  v.  Hutchison  {No.  2). 


The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  that  they  were  the  regis- 
tered owners  of  the  Patent,  and  that  the  Specification  was  amended  as  allowed 
by  a  decision  of  the  Comptroller-General  of  Patents  dated  the  29th  of  January 
1903,  that  the  original  claims  of  the  Specification  were  framed  prior  to  the 
amendment  in  good  faith  and  with  reasonable  skill  and  knowledge,  and  that  5 
the  Defendants  had  infringed  and  tlireatened  and  intended  to  infringe. 

By  their  Particulars  of  Breaches  the  Plaintiffs  alleged  infringement  by  the 
manufacture  and  sale  by  the  Defendants  of  golf  balls  known  respectively  as 
the  "  Springvale  Eagle,"  the  "  Springvale  Hawk,"  and  the  "  Springvale  Kite." 

The  Defendants,  by  their  Defence,  did  not  admit  that  the  Plaintiffs  were  the  10 
registered  owners  of  the  Patent,  and  they  denied  that  the  original  claims  in  the 
Specification  were  framed  in  good  faith  and  with  reasonable  skill  and  know- 
ledge.   They  denied  that  they  had  infringed  or  threatened  to  infringe,  and  they 
alleged  that  the  Patent  was  invalid  for  the  reasons  set  out  in  the  Particulars  of 
Objections,  which  alleged  {iiUer  alia)  that  (1)  the  invention  in  respect  of  which  15 
the  Patent  was  granted  had  been  published  prior  to  the  date  thereof  :— («)  By 
the  publication  of  the  following  Specifications  and  Dictionary : — Nicholson^ 
1860  No.  1478  ;  Wolfgang,  1869  No.  1424 ;   Greaves,  1897  No.  21,803  ;  Giblin, 
1875  No.  165,994  of  the  United  States ;   and  Casfl^,  1883  No.  281,238  of  the 
United  States  (the  whole  of  each  of  the  Specifications  being  relied  on)  ;  and  20 
"  Knight's  Practical  Dictionary  of  Mechanics,"  Vol.  I.,  page  218,  published  in 
London,  1877.    (b)  By  the  manufacture  of  balls  suitable  for  racquets,  golf  and 
other  games  by  winding  elastic  threads,  sheets,  and  strips  and  other  materials 
under  high  tension,  and  enclosmg  the  same  in  gatta-percha,  leather  and  other 
substances,  and  by  the  sale  and  use  thereof  in  public  by  seventeen  specified  25 
persons  or  firms  at  dates  and  places  specified,  including  (10)  George  Fernie^  at 
Dumfries,  about  1893  and  1894 ;  (11)  John  Stanley ,  at  Birmingham,  about  1870 ; 
(12)  Spalding  A  Co.^  since  1899,  in  London  ;  (15)  Captain  Dxincan  Stewart,  of 
Campbeltown,  Argyleshire,  in  the  years  1876  to  1883,  at  Edinburgh  ;  and  (16) 
Walter  B.  Hewitt,  of  Carnoustie,  Forfarshire,  in  1896  and  subsequently,    (c)  30 
By  the  exhibition  and  use  in  public  of  balls  made  according  to  the  said  inven- 
tion, which  were  imported  into  this  country  shortly  prior  to  the  date  of  the 
Patent  by  the  Plaintiffs,  or  their  agents  or  other  persons  unknown  to  the  Defen- 
dants.   (2)  The  Patent  was  invalid  for  the  reason  that  the  Specification  did  not 
sufficiently  describe  and  ascertain  the  nature  of  the  invention,    (a)  The  method  35 
of  forming  the  outer  coating  or  shell  by  dipping  the  core  as  described  at  line  12, 
page  2,  of  the  Specification  was  of  no  utility,  and  was  not  sufliciently  described 
to  enable  the  method  to  be  put  into  practice.     (&)  There  were  not  sufficient 
directions  in  the  Specification  to  make  it  possible  to  wind  india-rubber  threads 
into  a  spherical  form  at  a  tension  approaching  the  elastic  limit.    (3)  The  Patent  40 
was  invalid  for  want  of  sufficient  subject-matter  to  support  Letters  Patent.    At 
the  date  of  the  Patent  it  was  well  known  that  balls  for  cricket,  racquets,  golf 
and  other  games  might  be  wound  with  elastic  threads  and  thin  sheets  or  strips 
of  india-rubber  under  high  tension  and  with  worsted,  cotton,  Ac,  threads  under 
high  tension,  and  that  such  balls  might  be  cov(red  with  leather,  sheepskin,  45 
woven  materials,  india-rubber,  or  gutta-percha,  &c.,  according  to  the  use  for 
which  they  were  intended.    And  it  was  also  well  known  at  the  said  date  that  a 
covering  of  gutta-percha  would  diminish  the  springiness  or  elasticity  of  a  ball 
to  an  extent  depending  on  the  thickness  of  the  gutta-percha.    The  Defendants 
also  relied  on  the  matters  in  paragraphs  1  (a)  and  1  (h)  above.  50 

The  Defendants  in  answer  to  Interrogatories,  stated,  as  to  the  balls  referred  to 
in  paragraph  1  {h)  of  the  Particulars  of  Objections,  that,  in  twelve  of  the 
seventeen  instances,  the  balls  were  made  with  a  core  of  rubber  in  the  form  of 
thread  or  strips  wound  under  tension  and  with  a  covering  of  leather,  and,  with 
regard  to  the  instances  numbered  (10\  (11),  (12),  (15),  and  (16),  the  balls  were,  55 
in  the  instances  (11)  and  (15),  made  of  rubber  thread,  and,  in  the  other  instances, 
of  rubber  strips,  wound  under  tension  and  covered  with  gutta-percha.  In  almost 
all  of  the  instances  the  balls  were  stated  to  have  a  central  core  or  kernel  of  cork 
or  other  material. 
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The  action  was  tried  on  the  29th  of  May  1905  before  Mr.  Justice  Buckley, 

who,  on  the  28th  of  June  1905,  held  that  the  Patent  was  for  a  principle  of 

construction  and  a  mode  of  carrying  it  into  effect,  and  that  the  Specification 

was  not  insufficient  as  alleged  ;  that  if  the  Patent  was  valid  the  balls  made  by 

5  the  Defendants  would  be  infringements ;  that  the  commercial  success  of  tlw 

balls  made  under  the  Patent  went  far  to  show  subject-matter,  utility,  and 

novelty  ;  but  that  the  balls  made  by  two  of  the  Defendants'  witnesses,  George 

Fernie  and  Captain  Stetvart^  were  constructed  in  accordance  with  the  patented 

invention  ;  that  the  commercial  failure  of  the  balls  made  by  Fetmie  arose 

10  merely  from  imperfection  of  manufacture  ;  that  the  action  of  Stewart  had 

proceeded  beyond  mere   incomplete  experimental  user ;   and  that  on  these 

grounds  the  Patent  was  invalid.    The  action  was  dismissed  with  costs  on  the 

higher  scale,  and  the  costs  of  three  Counsel  were  allowed  (22  R.P.C.  478).    The 

Plaintiffs  appealed. 

15      The  appeal  came  on  for  hearing  on  the  17th  of  February  1906. 

Astlmry  K.C.,  A,  J.  Walter^  and  J.  H.  Gray  (instructed  by  Wilson^  BristowSy 

and  Carpmael)  appeared  for  the  Appellants  ;  Bousfield  K.C.,  Buckmaster  K.Oi, 

and  J,  G,  Graham  (instructed  by  Burton,  Yeates,  and  Hart)  appeared  for  the 

Respondents. 

20      Astbury  K.C.  for  the  Appellants. — The  Patent  is  for  what  has  probably  been 

the  most  successful  invention  since  the  introduction  of  the  pneumatic  tyre. 

The  old  golf  balls  used  in  Scotland  were  made  of  compressed  feathers  covered 

with  kid-;  later  they  were  formed  of  solid  gutta-percha  compressed  in  a  mould. 

Many  experiments  were  made,  but  they  were  all  directed  to  improving  the 

25  material.    In  other  games  a  ball  is  wanted  that  will  behave  in  the  same  way 

under  different  circumstances  ;  in  golf  a  ball  is  wanted  that  will  be  extremely 

resilient  when  it  is  struck  with  the  club  in  driving  but  that  will  not  bounce  when 

it  comes  in  contact  with  the  ground — a  muffle  is  wanted.    In  the  Haskell  ball  the 

core  consists  of  about  126  feet  of  rubber  thread  wound  practically  to  the  stretching 

30  limit,  and  the  pressure  in  the  interior  is  about  one  ton  and  a  half.    It  is  a  simple 

invention,  but  the  result  has  been  astonishing.    Of  the  seventeen  anticipations 

alleged  only  two  need  to  be  considered— -the  prior  user  of  George  Fernie  aAd 

Captain  Stewart.     As  to  the  latter,  his  was  a  case  of  secret  user  and  an 

abandoned  experiment.    He  was  making  experiments  on  all  kinds  of  balls, 

35  and  he  confused  the  different  balls  in  his  evidence.    The  Appellants  tried  to 

get  all  the  people  Stewart  named  as  having  known  of  the  balls  ho  made,  but 

two  of  them  were  dead,  and,  as  to  the  others,  Morrises  evidence  was  obtained 

on  commission  and  one  was  unwilling  to  give  evidence.    It  has  been  said  that 

the  Appellants  ought  to  have  called  Thornton  ;  they  were  williug  to  do  so,  but 

40  he  was  StewarVs  agent  and  ought  to  have  been  called  by  the  Respondents. 

The  balls  made  by  Fernie  were  nothing  like  the  Haskell  ball,  in  which  the 

point  is  that  the  rubber  thi*ead  shall  be  wound  under  tension  ;  he  put  on  strips 

of  rubber  from  5  to  7  inches  long  and  had  to  bind  the  rubber  with  thread,  and 

so  destroyed  its  elasticity,  because  it  was  in  compression — the  fact  that  the 

45  balls  cracked  tends  to  show  that.   He  may  have  had  a  thick  layer  of  linen  thread  ; 

the  onus  is  on  the  Respondents  to  show  that  he  had  made  a  ball  that  acted 

like  a  Haskell.    Cracking  is  not  unknown  now,  but  it  is  gradual  —quite  different 

froni  that  of  the  ball  made  by  Fernie,  which  was  a  complete  failure.    When 

he  sold  the  secret  of  the  manufacture  to  his  brother  he  did  not  tell  him  about 

50  the  use  of  rubber  thread,  and  his  brother  made  no  use  of  the  method  and  did 

not  file  his  Specification  till  six  years  after  the  date  of  the  Appellants'  Patent. 

For  anticipation,  one  must  find  everything  in  the  prior  publication  (Hills  v. 

Evans  31  L.J.  N.S.  Ch.  457).    The  proportions  of  rubber  and  thread  in  Fernie* s 

ball  are  not  known.    Stewart  spoke  of  giving  away  the  rubber-cored  ball  to 

55  Fernie  and  Morris  ;  it  is  clear  that  he  did  not  do  so.    If  he  had  made  anything 

at  all  like  a  Haskell  ball  it  would  have  been  known  all  over  Scotland  ;  it  is 

admitted  that  one  cannot  play  with  that  ball  without  noticing  the  difference 

between  it  and  the  older  balls.    It  was  never  put  to  the  Appellants-  witnesses 

Ihat  the  ffaskell  ball  was  not  so  good  in  1898  as  it  is  to-day.    Could  Stewart 
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have  gone  on  taking  the  balls  to  Morris's  shop  without  telling  his  friend  Mftrris 
abont  them  ?  The  Book  of  the  Musselburgh  Club  is  not  a  corroboration  as  to 
the  making  of  the  ball.  Much  stronger  evidence  than  this  has  been  held 
insufificient  (Pneumatic  Tyre  Company  v.  Marwood  and  Cross  14  R.P.C.  240). 
Buckley  J.  said  that,  even  if  Captain  Stewart  could  have  taken  out  a  Patent,  it  5 
did  not  follow  that  the  Appellants  could  do  so.  That  is  not  the  law  (Dolland^s 
Case  1  Webst.  P.C.  43 ;  Morgan  v.  Seaward  1  Webst.  P.C.  187  ;  Lifeboat 
Company  v.  Chambers  8  R.P.O.  418  ;  Galloway  v.  Bleaden  1  Webst.  P.C.  529 ; 
Re  Sievie7*'s  Patent  1  Webst.  P.C.  508).  It  is  impossible  to  say  that  Stewart  did 
sell  any  particular  kind  of  ball.  But  if  he  did  make  a  reasonably  complete  Haskell  1 0 
ball,  and  gave  it  away  to  someone  to  try  it,  that  is  confidential  user.  He  could 
not  make  a  Haskell  ball  with  the  rubber  thread  from  an  elastic-sided  boot ;  he 
would  have  needed  many  boots  to  make  one  ball ;  he  may  have  used  the  thread 
for  mixing  with  his  composition  ball  to  soften  the  blow.  He  did  not  get  the 
rubber  thread  for  winding,  and,  if  he  used  pegs  to  fasten  it  down,  the  ball  15 
would  be  full  of  pegs.  In  Newall  v.  Elliott  (4  C.B.  N.S.  269)  the  user 
went  much  further  than  Stewart's  did.  Dick  v.  Tullis  (13  R.P.C.  149) 
is  a  stronger  case  than  this.  There  is  no  rule  of  law  that  corroboration  is 
required  (Oandy  v.  Macaulay  L.R.  31  CD.  1).  But  great  caution  should  be 
observed  in  accepting  a  story  of  events  of  thirty-one  years  ago.  It  is  not  known  iO 
what  Stewart  put  with  his  rubber,  or  how  lie  wound  it  round,  or  if  the  ball 
had  a  cover.  It  may  be  that  what  he  made  would  be  a  clumsy  infringement ; 
it  never  taught  anyone  that  what  was  wanted  was  a  ball  with  contradictory 

Jualities  {Murray  v.  Clayton  L.R.  7  Ch.  App.  585  ;  Daw  v.  Eley  L.R.  3  Eq. 
96  ;  Stead  v.  Williams  2  Webst.  P.C.  135).  25 

Waltet^  followed  for  the  Appellants. — It  is  necessary  to  have  a  strong  **  bow  " 
action  in  the  ball.  The  stretched  rubber  thread  forms  such  a  '*  bow,*'  and  the 
Patentee  chose  a  cover  such  that  it  would  take  up  the  light  blow,  without 
calling  into  play  the  highly  resilient  quality.  As  to  Stewards  Patent,  if  a  man 
had  invented  a  Haskell  ball,  surely  what  he  would  tell  his  Patent  Agent  would  30 
be  that  it  was  all-important  to  have  the  material  under  tension.  The  written 
evidence  of  what  was  done  is  more  to  be  trusted  than  memory,  and  his  Specifi- 
cation shows  that  he  did  not  know  of  anything  like  a  Haskell  ball.  He  does 
not  say  he  stretched  the  rubber.  In  every  case  of  prior  user  except  Stewart 
and  Femie  a  model  was  produced  and  witnesses  were  called  to  show  how  it  35 
was  done.  The  Respondents  never  believed  these  were  prior  users.  There  is 
no  evidence  as  to  how  Stewart's  ball  played  on  the  green  ;  the  only  evidence 
there  is  as  to  its  operation  shows  that  it  behaved  differently  from  the  Haskell, 
Stetvart  never  said  he  had  anticipated  the  Haskell  ball,  in  which  rubber  thread 
under  high  tension  is  an  essential.  He  had  a  layered  ball  with  threads  introduced  40 
to  bind  the  material  together.  As  to  Fernie^  his  account  of  how  he  went  about 
till  he  had  half-a-dozen  football  bladders  is  incredible.  What  he  made'is  what 
is  described  in  the  Specification  of  his  brother's  Patent.  He  had  no  idea  of 
rubber  under  tension,  and  he  cut  the  rubber  in  wedge-shaped  strips  to  make 
them  fit  over  the  core.  45 

Bousfieid  K.C.  for  the  Respondents. — The  first  Haskell  ball  was  defective  in 
that  it  followed  the  Specification  in  having  a  comparatively  soft  cover  like 
gutta-percha,  and  in  not  having  a  click.  The  Respondents  make  their  cover  as 
hard  and  elastic  as  they  can,  and  it  does  givj  a  click.  It  was  four  years  or 
more  before  the  Haskell  ball  made  a  serious  impression  on  the  sale  of  the  50 
gutta-percha  balls.  [  Walter, — There  was  no  supply  of  the  HaskeU  ball  in  this 
oountrv  until  1902.]  The  ball  should  have  a  cover  thin  and  hard,  as  in  the 
"  Kite.^'  [Walter. — That  is  all  described  in  the  Specification.  One  varies  the 
thickness  according  to  what  the  market  wants.]  The  Patentee  claims  a  balU 
made  as  described,  for  use  in  any  game.  The  tension  of  the  rubber  thread  55 
is  stated  in  three  degrees  in  the  Claims — ^really  there  is  no  stress  laid  on  tension — 
and  the  evidence  shows  that  tightness  only  affects  the  amount  of  advantage 
attained  and  that  within  certain  limits.  Therefore  it  cannot  be  objected  that 
the  winding  in  the  case  of  Fernie  and  of  Stewart  was  not  sufficiently  tight  to 
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oome  within  the  Specification.  [ROMBR  LJ^. — The  Patentee  shows  jou 
thronghont  what  he  wants.  He  wants  to  get  this  strong  resilience  and  this 
hardness,  and  he  says  yon  get  it  by  winding  it  at  a  high  tension.]  Both  parties 
urere  content  to  take  it  that  the  thread  mnst  be  wonnd  "nnder  tension," 
5  without  making  any  point  as  to  the  degree  of  tension.  The  base-ball  of 
Lillywhite  and  Frowd  is  an  anticipation  of  the  Patent ;  the  thickness  of  the 
nibber-wound  core  is  not  known,  bat  it  is  inunaterial,  as  the  Appellants  contend 
f  that  a  ball  on  the  lines  of  the  *'  Hawk  "  is  an  infringement.    A  great  part  of  the 

Respondents'  evidence  was  directed  to  showing  the  common  knowledge.    It 
10  was  overlooked  by  BtAckUy  J.,  although  it  was  the  part  on  which  the  Respon- 
'  dents  laid  the  most  stress.    It  was  not  suggested  in  the  Court  below  that,  if  the 

evidence  of  Femie  and  Stewart  was  to  be  believed,  the  balls  they  said  they 
made  were  not  anticipations.    For  games  other  than  golf  the  muffling  theory 
does  not  hold.    The  Appellants  say  that  StewarVe  ball  bounced  too  much,  but 
I  15  they  say  that  the  *^  Kite  "  is  within  their  Specification,  although  there  is  very 

little  difference  between  the  bounce  of  it  and  that  of  an  uncovered  rubber- 
wound  ball  of  its  size.  One  reason  why  Captain  Stewards  ball  was  not  liked 
is  that  in  1876  the  St.  Andrews  course  was  narrower  and  shorter  than  it 
is  now,  and  the  extra  length  of  drive  was  not  very  advantageous,  and  the 
I  20  probability  of  deviation  was  increased.    The  experiments  of  Professor  Boys 

I  show  that  it  is  not  correct  to  say,  as  the  Appellants  do,  that  with  a  small  blow, 

as  in  putting,  the  india-rubber  core  has  no  effect,  but  the  cover  takes  all  the 
force  of  the  blow,  while  with  a  heavy  blow  the  india-rnbber  comes  into  action. 
The  "  arch  "  theory  of  the  cover  was  completely  disposed  of  by  Prof e&aor  Boys. 
25  The  Respondents  knew  very  little  beforehand  as  to  what  Captain  Stewart  had 
done  and  could  not  give  full  Particulars.    In  his  evidence  there  is  no  confusion 
as  to  what  he  made.    The  difficulty  of  his  getting  sufficiently  long  rubber 
threads  from  a  boot  is  not  of  importance ;  that  was  simply  an  unsuccessful 
experiment.    When  he  used  solution  to  fasten  the  threads  he  found  that  it 
30  ruined  the  rubber  ;  the  Respondents  found  the  same  difficulty  in  carrying  out 
the  dipping  process  described  in  the  Haskell  Specification.    His  recollection  of 
the  match  in  1878  is  accurate,  and  the  incident  that  he  mentioned — the  long 
shot — serves  to  identify  the  sort  of  ball  that  was  used.    The  facts  as  to  his  user 
are  as  stated  by  Buckley  J.,  except,  perhaps,  as  to  the  statements  that  Stewart 
35  sent  some  of  the  balls  to  Morris  and  to  Thornton  for  sale.    Oearge  Femie^s 
evidence  is  corroborated  by  his  brother's  Specification.    It  is  said  that  Femie's 
ball  is  distinguished  from  the  Haskell  in  that  rubber  strips  were  used,  but  there 
I  was  no  cross-examination  seriously  directed  to  that  point.    It  is  not  essential 

i  that  there  should  be  communication  to  the  public ;  the  means  of  knowledge 

j  40  is  sufficient  {Jones  v.  Pearce  1  Webst.  P.C.  122,  at  page  124,  and  TennanVs 

case,  cited  therein  ;  Oill  v.  Coutts  13  R.P.C.  136  ;  Dick  v.  TuWs  13  R.P.C.  156). 
I  Cornish  v.  Keene  (1  Webst.  P.C.  501,  at  page  508),  cited  by  the  Appellants,  does 

inot  apply,  if,  as  the  Respondents  contend,  the  user  had  passed  the  experimental 
stage.    A  purely  secret  user,  as  in  DoUond^s  case  (1  Webst.  P.C.  43),  is  not  an 
45  anticipation,  but  here  the  user  was  public  {Carpenter  v.  Smith  1  Webst.  P.C. 
I  530).    Heath  v.  Unwin  (2  Webst.  P.C.  276)  is  of  the  class  of  cases  in  which 

I  there  has  been  a  commercial  user  of  a  secret  process.    In  the  Pneumatic  Tyre 

\  Company  v.  Marwood  and  Gross  (14  R.P.C.  240)  the  Defendants  themselves 

j  apparently  did  not  consider  their  evidence  strong.    The  Lifeboat  Company  v. 

f  50  Vhambers  (8  R.P.C.  418)  does  not  help  the  Appellants.    Oalloway  v.  Bleaden 

I  (1  Webst.  P.C.  529),  Re  Sievier's  Patent  (1  Webst.  P.C.  508),  and  Hills  v. 

\  London  Oas  Company  (5  H.  &  N»  312,  at  page  337)  were  cases  of  experiments 

t  not  brought  to  the  point  of  success.    In  Newall  v.  Elliott  (4  C.6.  N.S.  269)  a 

[  special  exception  was  made  in  favour  of  a  Patentee  whose  invention  was  such 

f55  that  it  could  not  be  tested   without   some  publicity.     It  is  impossible   to 
extract  any  proposition  of  law  from  the   Useful  Patents  Company  v.  Bylands 
[  (2  R.P.C.  265).    In  Murray  v.  Clayton  (L,R.  7  Ch.  App.  570,  585)  and  Stead  v. 

'  Williams  (2  Webst.  P.C.  126, 135)  it  was  said  that  what  would  be  a  clumsy 

luMngemant  is  not  an  anticipation.    If  a  clumsy  infringement  merely  means 
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an  ansuccessf  q1  experiment  the  Respondents  need  not  challenge  that ;  and  the 
Appellants  will  hardly  allege  the  clnmslness  in  this  case  ;  the  only  comment 
was  that  Stewart's  ball  bonnced  too  mnch,  and  the  ball  alleged  to  be  an  infringe- 
ment is  one  with  a  maximum  of  bonnce.  If  the  Appellants^  Patent  is  confined 
to  a  combination  giving  the  contradictory  effects  the  Respondents  do  not  want  5 
to  use  it ;  if  it  is  such  as  to  prevent  anyone  putting  a  gutta-percha  cover  on  a 
wound  rubber  core  solely  with  the  view  of  protecting  it,  there  is  no  subject- 
matter. 

Buckmaster  K.C.  followed  for  the  Respondents. — The  use  of  gutta-percha  as  a 
covering  for  golf  balls  was  mentioned  in  Nicholson's  Specification  of  1860,  and  10 
balls  of  loose  rubber  with  a  gutta-percha  cover  were  made  by  Hewitt.  The 
idea  of  the  Patentee  was  simply  to  make  a  light,  hard,  and  elastic  ball ;  the  idea 
of  the  contradictory  properties  was  not  in  his  mind,  except  in  the  sense  that  he 
realised  that  a  hard  blow  would  produce  greater  deformation  than  a  gentle  blow. 
The  Appellants  have  not  made  any  experiments  on  the  balls  made  by  the  15 
Respondents.  Assuming  that  the  Patent  was  good,  it  would  not  include  the 
^^  Hawk."  Captain  StewarPs  evidence  places  the  Appellants  in  a  dilemma  from 
which  they  cannot  escape.  As  to  the  evidence  of  Femiey  strips  from  a  football 
wound  round  would  have  the  same  effect  as  rubber  thread.  He  did  not  put  on 
a  layer  of  thread,  but  merely  tied  down  the  rubber  thread.  The  Appellants  20 
say  that  the  immediate  success  of  the  Haskell  ball  shows  invention,  but  three 
times  they  tried  to  introduce  it  and  failed.  It  only  succeeded  because  of  the 
perfection  of  the  winding.  The  balls  made  by  Fernie  and  Stewart  were  not 
pushed  on  the  market  as  the  Haskell  ball  was. 

Astbury  K.C.  in  reply. — If  the  Respondents  are  right  there  can  never  be  a  25 
valid  Patent  for  a  combination.    They  say,  first,  that  the  properties  of  balls  of 
wound  rubber  thread  were  well  known.    There  were  the  balls  made  by  Hetvitt 
— his  evidence  is  not  as  to  public  knowledge — there  were  the  toy  balls  and  the 
base-lMill.    The  last-named  ball  is  an  isolated  specimen  and  may  have  been 
made  in  America ;  the  rubber  in  it  was  not  intended  to  operate  except  as  a  30 
layer.    Taking  all  the  evidence,  except  Fernie's  and  Stewart's^  a  suggestion 
that  any  of  the  balls  referred  to  should  be  used  for  golf  would  have  seemed 
absurd.    Again,  the  Respondents  say  that  the  use  of  gutta-percha  as  a  cover  was 
well  known,  and  refer  to  Nicholson's  Patent,  which  was  never  used  and  was 
for  a  ball  quite  unsuitable  for  golf.    Some  of  the  witnesses  say  that  gutta-percha  35 
was  the  obvious  material  for  the  cover ;  but  that  was  with  the  knowledge  of 
1905  ;  Mr.  Swinburne  said  he  did  not  remember  seeing  a  ball  covered  with 
gutta-percha.    The  toy  balls  were  not  bard  like  the  Haskell  balls ;  one  could 
not  drive  with  them  because  there  was  no  abutment,  and  Mr,  BltickweWs 
evidence  does  not  touch  the  case.    The  Patentee  made  the  invention  when  he  40 
saw  the  peculiar  property  of  wound  rubber  and  the  necessity  for  a  cover 
(SiddellY.  Vickers  7  R.P.C.  292  ;  L.R.  16  App.  Cas.  496).    It  is  suggested  that      . 
the  *^  Kite  "  ball  is  not  an  infringement  because  the  cover  is  not  so  thick  as  in 
the  Haskell  ball,  and  the  material  is  not  gutta-percha.    But  there  is  no  limit  to 
the  thickness ;  and  the  mixture  of  caoutchouc  and  gutta-percha  used  by  the  45 
Respondents  was  well  known  as  a  substitute  for  gutta-percha.    It  is  significant 
that  Professor  Boys  did  not  try  a  rubber-wound  ball  without  a  cover.    In  a 
golf  ball  the  cover  does  more  than  act  as  a  mere  cover,  as  it  does  in  cricket  or 
base-ball.    There  is  no  evidence  that  the  Haskell  ball  was  a  failure  from  1898 
to  1902  when  the  winding  machine  was  used  ;  machine-winding  is  not  better  50 
than  hand-winding  ;  it  is  merely  quicker.    The  ball  that  Mr.  Sutton  tried  and 
disliked  may  have  been  a  sample  ;  he  took  a  licence  eventually.    Mr.  Hutchinson 
liked  the  ball  immediately  he  tried  it.    The  delay  in  its  introduction  was  due  to 
the  fact  that  the  Appellants  had  to  get  their  Works  in  order  and  supply  American 
players.  The  moment  it  came  on  the  market  the  other  balls  went  out.  Buckley  J.  55 
said  thjftt  golf  balls  used  to  be  made  of  compressed  feathers  with  a  gutta-percha 
cover.    There  is  no  evfdence  of  that  ever  having  been  done ;  one  could  not  put 
a  gutta-percha  cover  on  a  feather  ball.    User  without  communication  to  the 
public  is  not  anticipation  if  it  is  experimental,  and  the  Courts  have  saidthat^  if 
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possible,  such  a  aser  will  be  regarded  as  experimental.  The  mode  in  which  the 
case  oaght  to  be  treated  i&shown  by  Biekmann  v.  Thierry  (14  R.P.C.  105,  at  pages 
111,  113,  and  116).  It  is  impossible  to  say  as  to  any  one  ball  Captain  Stewart 
made  that  his  experiments  had  finished  and  nser  had  begun.  If  necessary,  even 
5  at  this  stage,  Thornton  should  be  called ;  the  onus  of  calling  him  was  on  th6 
Respondents ;  they  have  not  put  the  best  evidence  before  the  Court.  SteivarVs 
evidence,  after  so  great  a  lapse  of  time,  is  to  be  distrusted  {Be  Haggenmacher's 
Patents  15  R.P.C.  431,  at  page  436).  As  to  Femie's  user,  his  brother's  Patent 
was  taken  out  merely  by  way  of  advertisement.  Fernie's  idea  was  to  put  a 
10  piece  of  cork  inside  so  as  to  make  the  ball  lit  the  mould.  He  said  he  gave  u 
ball  to  Blakcj  but  Blake  was  not  called. 

Collins  M.B. — This  is  an  appeal  from  tha  decision  of  Mr.  Justice  Buckley, 

who,  in  an  action  by  the  Patentee  for  infringement,  has  come  to  the  conclusion 

that  the  Patent  was  anticipated  by  two  persons  whom  he  has  named.    The 

15  Bitentee  appeals,  and  on  the  appeal  the  Respondents,  as  they  were  entitled  to, 

have  contended  before  us  that,  even  assuming  the  learned  judge  was  wrong 

upon  the  pointe  on  which  he  found  in  their  favour,  nevertheless  there  was  no 

subject-matter  of  the  Patent,  and  therefore  they  are  entitled  to  keep  the  learned 

judge's  decision.    Mr.  Justice  Buckley  heard  this  case  at  considerable  length, 

20  and  he  has  recorded  his  opinion  in  a  judgment  than  which  nothing  could  be 

either  clearer  in  its  result,  or  expressed  with  greater  felicity,  and  it  would  be 

a  waste  of  public  time  under  these  circumstances  if  I  were  to  go  into  all  the 

'  facts  attendant  upon  the  evolution  of  the  golf  ball  to  its  present  condition.     I 

may  say  at  the  outset  that  I  agree  with  the  decision  of  Mr.  Justice  Buckley  on 

35  the  grounds  on  which  he  has  put  it,  and  I  will  deal  with  that  part  of  the 

case  first. 

The  two  anticipations  which  he  has  found  proved  in  this  case  are  those  of 

Captain  Stewart  and  of  Femie.    The  question  mainly  argued  before  us  ui)on 

the  opening  of  the  appeal  was  whether  or  not  the  evidence  of  Captain  Stewart 

80  was  such  as  to  justify  the  Court  in  relying  upon  it,  and,  though  at  first  it  seemed 

to  me  at  all  events  that  some  imputation  was  cast  upon  the  veracity  of  that 

gentleman,  that  was  absolutely  abandoned,  if  indecid  it  was  suggested,  and  the 

only  ground  upon  which  his  evidence  in  the  result  was  impugned  by  the 

Appellants  was,  that  his  recollection  could  not  be  trusted.    That  gentleman 

35  undoubt^ly  went  through  a  very  severe  ordeal.    He  is  a  gentleman  of  70  or 

71  years  of  age  and  it  is  perfectly  true  that  he  was  deposing  to  facts  which 

occurred  some  30  years  before,  and  he  was  subjected  to  a  cross-examination 

\  which  covered  something  like  500  questions.    It  is  not  everybody  of  70  years 

of  age  who  could  come  as  triumphantly  through  an  ordeal  of  500  questions,  put 

•  ^  by  a  very  expert  counsel,  as  this  gentleman  did,  and  the  learned  judge  evidently 

j  thought,  having  regard  to  the  special  circumstances  of  his  examination  and  the 

I  subject-matter,  and  the  amount  of  friction  which  had  arisen  in  the  course  of  the 

f  discussion,  his  evidence  was  evidence  to  be  relied  upon.    We  have  had  a  case 

\  cited  to  us  in  the  House  of  Lords  pointing  out  the  limitations  which  ought  to 

I  .45  be  accepted  when  we  are  considering  the  judgment  of  a  learned  judge  in  the 

I  Court  below.     We  have  been  told  that  we  must  not  allow  ourselves  to  be 

\  dominated  even  by  the  great  reputation  of  the  learned  judge  below,  that  it  ifi 

{  a  re-hearing  and  we  are  bound  to  re-hear  it  and  decide  it  irrespective  of  what 

opinion  the  judge  in  the  Court  below*  has  formed  upon  it,  but  at  the  same  time 

SO  we  are  allowed^  I  think,  to  give  weight  to  the  opinion  of  a  judgo  pre-eminent-^ 

if  I  may  distinguish  one  judge  from  another — ^a  judge  who  ceiiainly  falls  within 

the  description  given  by  the  Lord  Chancellor  of  the  sort  of  judge  in  whose  case 

we  should  be  entitled  to  assume  that  probably  he  was  not  wrong.    I  put  it  nn 

higher  than  that.    If  ever  there  was  a  judge  in  respect  of  whom  in  a  case  of  this 

55  class  that  presumption — if  it  amounts  to  a  presumption — might  be  3aid  to  exist, 

I  should  say  it  ought  to  exist  in  this  case.    At  all  events,  we  are  clearly  within 

our  right  and  our  obligation  where  we  are  dealing  with  a  case  resting  on  orial 

teetimonyt  not  on  afSdavits  and  written  evidence,  and  we  are  certainly  justified, 

in  foot  in  my  view  we  are  bound,  to  give  great  weight-  to  the  opinion  of  the 
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learned  judge  who  has  had  the  advantage  which  can  never  be  reproduced,  of 
watching  and  hearing  the  witness  in  the  course  of  his  evidence.  Prima  facie 
therefore  in  this  case  I  must  admit  that  I  should  be  bound  to  accept  the  view  of 
the  learned  judge  as  to  the  credibility  of  the  witness.  Putting  that  aside  and 
forming  my  own  judgment  upon  the  evidence  given  by  this  gentleman,  I  should  5 
certainly  come  to  the  conclusion  that  he  was  a  witness  of  truth,  and  when  I 
compare  all  the  alleged  contradictions  and  confusions  which  are  said  to  have 
arisen  in  his  case,  it  appears  to  me  that  the  clear  narrative  is  consistent  with  the 
probabilities,  and  is  confirmed  in  minute  matters,  as  it  were  accidentally,  and  I 
have  come  to  the  conclusion  that  that  is  a  narrative  -that  I  am  entitled  to  rely  on.  10 
He  seems  to  me  clearly  to  prove  that  as  far  back  as  1870,  or  at  all  events  between 
1871  and  1876,  he  had  made  what  to  all  intents  and  purposes  was  an  anticipation 
of  the  Haskell  ball.  That  is  to  say,  he  had  made  what  has  been  called  a  core, 
consisting  of  india-rubber  thread  wound  at  tension,  and  that  core  he  had  covered 
over  with  gutta-percha.  If  that  be  a  description  which  can  be  relied  on  in  fiwjt,  15 
it  certainly  does  in  my  judgment  involve  all  the  essentials  of  the  Haskell  ball. 
Is  it  to  be  relied  on  in  fact  ?  I  think  that,  when  you  look  through  his  evidence, 
and  watch  the  various  processes  of  evolution  which  he  describes,  it  is  exactly  con- 
sistent with  what  one  would  anticipate  in  the  case  of  an  enquirer  such  as  he  was, 
groping  his  way  to  a  conclusion.  He  had  tried  india-rubber,  taken  from  an  20 
elastic  sided  boot ;  the  india-rubber  from  that  was  only  short  threads.  Prom 
that  he  went  on  to  buy  hanks  of  india-rubber  thread,  and  those  he  said  he  used 
and  wound  with  as  much  pressure  as  he  could  put  on  them  consistently  with 
winding  them  and  not  breaking  them ;  and  it  was  with  those  that  he  constructed 
the  ball  which  he  afterwards  covered.  A  certain  amount  of  corroboration  is  25 
given  to  the  probability  of  that  story  by  the  proof  that  we  have  aliunde — I 
certainly  was  not  aware  of  it  myself — that  hanks  of  this  india-rubber  thread 
were  at  that  time  well  known  and  could  be  obtained  in  the  market  by  anyone 
who  desired  to  buy  them,  and  therefore  it  did  exist,  and  he  had  the  material 
(although  he  was  not  perhaps  aware  of  it  in  the  first  instance)  with  which  he  30 
avers  he  wound  this  ball.  A  great  deal  was  made  in  this  case  of  the  fact  that 
this  gentleman  had  in  1876  taken  out  a  Patent  for  another  ball  which  he  had 
constructed,  a  ball  made  of  certain  composition  of  his  own.  It  was  suggested 
that  in  telling  us  of  this  other  ball,  compounded  in  the  way  I  have  spoken  of, 
india-rubber  with  a  gutta-percha  cover,  he  was  really  under  a  sort  of  halla-  35 
cination,  and  that  he  never  in  fact  had  made  a  ball  of  this  kind,  and  the  only 
ball,  he  ever  had  made,  was  the  ball  made  of  composite  stuff,  a  mixture  of  gutta- 
percha and  other  things.  It  seems  to  me  that,  apart  from  this  gentleman^s  own 
evidence  describing  minutely  how  he  made  this  india-rubber  ball,  which  I 
certainly  am  not  inclined  to  disbelieve,  he  is  incidentally  and  I  may  say  acci-  40 
dentally,  confirmed  upon  that  matter,  because  when  he  was  .pressed  in  cross- 
examination  as  to  why  he  had  not  patented  the  india-rubber  cored  ball,  he  told 
us  that  objection  was  taken  to  it  on  the  ground  that  it  was  too  bouncy,  that  it 
hopped  about  too  much,  and  also  that  it  had  no  click.  From  what  we  kno^w 
from  the  other  evidence,  if  we  are  justified  in  putting  aside  any  personal  experi-  45 
ence  one  may  have  in  these  matters,  we  know  that  those  were  the  two  salient 
objections  taken  in  the  first  instance  to  the  Haskell  ball,  and  probably  had  the 
effect  of  preventing  its  being  adopted  when  it  was  first  introduced.  It  appears 
to  me  that  that  evidence,  coming  out  as  it  were  parenthetically,  and  elicited  in 
the  course  of  the  cross-examination  of  the  witness,  is  strong  confirmation  of  tbe  50 
fact  that  the  class  of  ball  with  which  he  was  experimenting  at  the  time,  and 
which  for  the  reasons  he  has  given  were  objected  to,  was  no  other  than  what  I 
call  an  anticipation  of  the  Haskell  ball,  and  not  the  other  ball  which  he  patented. 
His  reasons  given  for  patenting  the  other  ball,  and  not  the  rubber-cored  ball, 
being  that  these  objections  which  were  taken  at  that  time  to  the  hyper-elastic  55 
character  of  the  rubber-cored  ball  prevailed,  and  although  he  himself  preferred 
it  and  thought  it  a  better  ball  (he  could  get  a  longer  drive  with  it)  his  patent 
agent  was  of  opinion  that,  in  the  then  opinion  of  many  golfers,  a  ball  of  com- 
position was  much  the  more  marketable  ball  of  the  two.    That  .seems  to  nxe  to 
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be  a  remarkable  piece  of  corroboration  on  the  qaestion  whether  or  not  he  did  in 
fact  prodace  a  ball,  other  than  the  ball  made  of  composition.  I  cannot  myself 
doubt  that  he  did.  Then  it  is  also  urged  that  there  is  no  other  corroboration. 
It  seems  to  me  corroboration  of  that  story  of  his,  about  his  game  with  Mr. 
5  MiMiell'ImieSy  and  the  fact  that  it  was  recorded  in  the  Books  of  the  club,  tliat  after 
he  had  casually  given  these  details  about  the  game  in  which  he  had  used  this  ball, 
and  the  person  with  whom  he  had  played,  the  principal  facts  of  that  game  are 
corroborated  by  the  fact  that  it  is  ascertained  to  be  recorded  in  the  Books  of  the 
club.  This  gentleman  had  made  that  statement  here,  and  it  had  come  out  casually, 

10  as  it  were,  in  the  coarse  of  his  narrative.  Search  wus  made,  and  the  Book  was 
produced,  and  it  is  found  that  he  played  the  very  game,  which  is  recorded  with  his 
partner^s  name,  and  the  only  discrepancy  between  his  recollection  and  the  Book 
was  that  he  said  the  odds  against  him  were  10  to  1,  and  it  turned  out  that  they 
were  2  to  1.    Those  two  things,  taken  together,  appear  to  me  to  have  a  very 

15  remarkable  bearing  upon  the  veracity  and  the  memory  of  this  gentleman.  A 
great  point  was  made  against  him  because  he  had  taken  out  a  Patent,  as  I  have 
said,  for  the  composition  ball,  and  he  4iad  not,  according  to  his  statement, 
patented  the  rubber-cored  ball.  Well,  the  question  was  put  to  him  as  to  whether 
or  not  he  had  not  been  in  competition  with  a  ball  which  came  out  after  his 

20  Patent,  called  the^  ^^  Eclipse ''  ball.  He  gave  a  perfectly  distinct  story  about 
that  in  his  evidence  in  chief.  He  said  that  his  Patent  ball  did  continue  to  be 
used  until  he  was  beaten  by  the  "  Eclipse,"  and  he  was  beaten  by  the  "  Eclipse" 
ball  because,  he  said,  his  patent  agent  had  neglected  that  which  he  had  ordered 
him  to  do,  to  put  in  *^  other  gums  "  besides  those  which  he  had  named  in  his 

25  Specification,  and  that  if  "other  gums  "  had  been  embraced  he  would  have  been 
able  then  to  meet  the  "  Eclipse  "  ball  and  defeat  it.  He  complained  that  it 
was  by  the  negligence  of  the  patent  agent  that  he  was  prevented  from  defeating 
the  "  Eclipse  "  ball.  Afterwards,  in  cross-examination,  when  he  had  undergone 
I  do  not  know  how  many  out  of  the  500  questions,  it  does  appear  that  he  got 

CO  confused  between  the  composition  ball  which  he  had  patented  and  the  rubber- 
cored  ball  which  he  had  not  patented,  and  he  did  make  an  answer  which  seemed 
to  show  that  he  thought  the  only  reason  why  the  india-rubber  cored  ball  was 
not  patented  was  that  his  agent  had  left  out  the  "  other  gums."  It  is  quite 
obvious  to  me,  when  I  read  those  things  together,  that  in  the  second  answer  he 

35  was  really  confusing  the  composition  ball  and  the  rubber-cored  ball.  He  had 
given  a  perfectly  clear  explanation  as  to  the  true  position  of  affairs  in  his 
evidence  in  chief,  as  to  the  effect  of  the  absence  of  those  words  in  his  Specifi- 
cation upon  the  "  Eclipse  "  ball,  which  was  the  ball  which  had  beaten  him, 
and  when  in  cross-examination  he  got  a  little  confused  between  the  two,  he 

40  jumbled  up  the  rubber-cored  ball  and  the  "  Eclipse "  ball,  and  treated  the 
difiBiculty  by  reason  of  the  failure  of  his  patent  agent  as  causing  the  trouble  with 
regard  to  the  rubber-cored  ball,  and  not  with  regard  to  the  composition  ball.  That 
was  put  perfectly  right,  it  seems  to  me,  when  he  came  to  give  his  evidence  in 
re-examination  ;  so  I  think  that  difiiculty,  which  is  suggested  as  one  either  of 

45  veant  of  veracity  or  hopeless  confusion  of  memory,  when  fairly  looked  at,  is 
quite  cleared  up.  The  result  is  that  this  gentleman  made,  in  my  opinion,  a  ball 
which  anticipated  the  Haskell  ball.  It  seems  to  me  that  he  1^  got  quite 
beyond  the  period  of  experiment.  He  had  done  all  that  was  wanted  for  the 
purposie  of  experiment.    He  had  satisfied  himself  that  it  was  a  good  ball,  and  he 

50  continued  to  play  with  it  openly  from  1871  or  1872  right  up  to  and  after  the 
date  of  his  Patent  for  the  other  ball  in  1876,  and  right  up  to  the  year  1879,  when 
he  removed  from  the  links  he  had  been  playing  on,  and,  as  the  learned  Judge 
said,  his  interest,  either  as  an  inventor  or  player  of  golf,  had  abated,  his  enthu- 
siasm had  passed  away,  and  he  did  not  do  anything  more  in  that  direction  ;  but 

55  he  did  play  with  that  ball  openly  in  such  a  way  as  to  amount  to  a  user  within 
the  meaning  of  the  authorities  on  the  patent  law.  Public  user,  after  the 
experimental  stage  was  passed,  seems  to  me  to  be  quite  enough  to  support  an 
antioipation,  even  though  the  other  person  had  not  cut  open  his  ball  and  dis- 
covered the  secret  which  it  comprised.    I  leave  out  the  question  of  public  sales 
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in  the  commercial  sense  ;  but  the  learned  Judge  has  found  that  he  did  from  time 
to  time  sell  balls  to  friends  who  did  not  care  to  take  a  ball  without  paying  for  it. 
He  did  from  time  to  time  sell  these  balls,  and  he  did  impart  the  nature  of  the 
invention,  certainly  to  one  or  two  other  persons.  I  am  restinj?  the  case,  as  indeed 
I  think  the  learned  Judge  did,  not  upon  any  pretence  of  sale'  in  the  commercial  5 
sense,  but  on  the  fact  of  public  user  extending  over  many  years.  Under  those 
circumstances,  I  think  that  certainly  was  a  good  anticipation,  and  the  learned 
Judge's  judgment  was  perfectly  right  on  that  ground. 

Now  with  regard  to  Femie,  which  is  the  other  anticipation  which  the  learned 
Judge  has  held,  no  doubt  he  did  not  as  completely  in  all  matters  of  detail  10 
anticipate  the  Haskell  ball  as  did  Captain  Stewart,  but  it  seems  to  me  in 
substance  the  learned  Judge  is  right  in  the  view  he  has  taken  of  that  too, 
because  I  think — and  here  I  am  entitled  to  pray  iu  aid  what  I  said  before  with 
regard  to  the  position  of  the  Judge  who  has  heard  the  evidence — he  has  heard 
and  seen  Fernie,  which,  of  course,  none  of  us  have,  and  his  view  as  to  the  15 
credibility  of  Femie  is  that  he  is  a  witness  that  he  sees  no  reason  to  doubt. 
He  says  :  "  I  do  not  see  any  reason  to  doubt  his  evidence."    Fernie^  in  the 
view  of  the  learned  Judge  who  heard  and  saw  him,  is  not  a  witness  whom  we 
can  ignore.    It  does  not  appear  to  me,  notwithstanding  Mr.  Walter's  very  able 
attack  upon  him,  that  there  is  that  improbability  about  his  evidence  which  20 
would  lead  me  to  reject  it,  unless  I  had  some  other  grounds  for  supposing  he 
was  not  to  be  credited.    His  invention  was  this — he  bought  a  few  (he  did  not 
require  more  than  a  few)  football  bladders  made  of  india-rubber,  after  they  had 
been  broken  and  were  practically  of  no  use,  and  so  he  bought  them  for  a  very 
small  sum  of  money,  and  he  bought  them  from  people  who  would,  one  would  25 
think,  most  probably  be  in  possession  of  them,  namely,  little  boys— they  were 
probably  thrown  away  by  somebody  else  and  came  into  the  possession  of  the 
boys.    He  would  only  require  two  or  three  at  a  time,  if  so  many,  to  produce 
the  number  of  balls  he  said  he  actually  made  out  of  them.    The  process  of 
making  them  did  appear  to  me  to  embrace  the  essentials  of  the  Haskell  manu-  30 
facture — that  is  to  say,  he  cut  strips,  as  long  as  the  length  of  those  bladders 
would  admit,  of  india-rubber,  and  he  wound  those  strips  under  such  tension 
as  he  could  bring  to  bear  on  them  in  the  process  of  winding.    He  wound  them 
round  the  core,  and  when  he  had  wound  each  of  them  he  fastened  it  with  a 
piece,  of  string.    When  he  had  fastened  that,  he  wound  another,  with  the  result  35 
that  he  made  a  core  of  india-rubber  stretched  at  tension,  and  over  that  core  he 
put  a  gutta-percha  covering.    It  was,  I  daresay,  a  badly  constructed  Haskell 
ball,  but  a  ball  embracing  the  principle  of  rubber  w^ound  under  tension  covered 
by  a  gutta-percha  cover.    Those  he  made  and  those  he  sold.    They  possessed 
the  same  characteristics  that  we  have  heard  described  by  Captain  Stewart^  40 
in  the  sense  of  being  lively  and  so  on,  and  jumping  about,  but  they  were 
imperfectly  made,  as  many  Haskell  and  other  balls  have  been  made  since  and  are 
now,  and  they  ci-acked.    They  cracked  and  were  not  a  success,  and  he  sold  the 
invention  to  his  brother  for  5?.,  and  no  further  steps  were  taken  upon  it  except    . 
that  his  brother  does  include,  in  an  application  for  a  Patent  10  years  afterwards,  45 
a  Claim  which  embraces  (I  need  not  go  into  it  in  detail)  rubber  wound  under 
tension  and  covered  with  gutta-percha.    There  again  I  see  no  reason  to  differ 
from  the  conclusion  of  the  leai*ned  Judge  on  that  point,  and,  therefore,  it  seems 
to  me  that  these  two  anticipations  are  established. 

Now  I  come  to  another  point,  and  I  am  prepared  myself  to  put  my  judgment  50 
on  a  broader  ground.  It  has  been  contended  by  the  Defendants  that  when  the 
state  of  public  knowledge  at  the  time  of  this  Patent  is  known,  there  was  really 
no  subject-matter.  I  have  come  to  the  conclusion  that  that  contention  is  -well 
founded.  What  is  in  the  Claims  ?  [The  learned  Judge  then  read  the  Claims 
which  are  set  out  ante^  page  303,  line  15.]  I  do  not  propose  to  read  through  55 
the  Specification  because  we  have  heard  it  read  over  and  over  again  ;  but  now  let 
us  see  what  is  the  pith  of  this  invention.  It  seems  to  me,  when  it  is  analysed, 
to  come  down  simply  to  this— you  have  a  ball  made  of  rubber  thrtod  wound  at 
tension,  and  then^  the  whole  covered  with  a  hard  and  less  elastic  materiai,  and 
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preferably,  though  not  ezclasively,  gutta-percha.  Now  what  was  known  in 
respect  of  these  matters  at  the  date  of  the  Patent  ?  It  is  proved  beyond 
question  that  balls  for  all  practical  purposes  wound  in  the  same  way  as  that 
which  is  called  the  core  of  the  Haskell  ball,  were  well  known,  and  had  been 
5  made  in  thousands  and  hundreds  of  thousands.  They  were  called,  some  of 
them,  toy  balls,  but  they  were  used  for  diflEerent  purposes ;  and  they  were 
covered  with  a  covering  which  was  suitable  for  those  particular  purposes, 
namely,  usually  leather.  It  was,  therefore,  open  to  anybody  who  chose  to 
make  a  ball  of  rubber  thread  under  tension  to  do  so.    It  was  certainly  open  to 

1.0  them  to  cover  it  with  leather  ;  that  had  been  done  over  and  over  again.  It  is 
important  to  see  what  could  be  done  without  asking  leave  or  licence  from 
anybody  and  without  invoking  the  aid  of  the  patent  law  at  all.  It  is  not  denied, 
in  fact  it  is  admitted,  that  it  was  open  to  anybody,  if  he  chose  to  do  it,  to 
piay  golf  with  a  tennis  ball  or  any  ball  that  he  chose  or  found  ready  to  hand, 

1^  which  had  been  applied  for  other  purposes.  There  was  nothing  in  the  world 
to  prevent  him  playing  golf  with  those  balls.  It  is  true  many  people  might  not 
have  thought  it  was  golf,  but  another  game,  if  they  had  tried  it  with  a  croquet 
or  cricket  ball,  and  equally,  in  the  opinion  of  many,  when  a  very  elastic  ball  Was 
introduced,  it  was  not  thought  to  be  golf.    When  the  elastic  ball  was  brought 

20  out  in  1898  it  did  not  take  the  market  at  first ;  it  was  not  till  1902  it  became 
really  in  demand.  That  again,  I  think,  throws  an  important  light  on  what  I 
have  already  been  dealing  with  in  Captain  iSi^azi^ar^'s  anticipation.  The  very 
same  reasons  which  prevented  Captain  StewarVs  ball  becoming  a  success  in  the 
sense  of  commanding  the  market  seem  to  have  interfered  with  the  immediate 

25  acceptance  of  the  Haskell  ball,  and  it  is  quite  intelligible  why  the  thing 
should  have  failed  in  1872,  failed  in  1898,  and  succeeded  in  1902.  We  must 
remember  that  in  1872  golf  was  principally  limited  to  experts  who  played  in 
Scotland  chiefly ;  and  those  persons  were  not  prepared  to  change  their  game 
because  someone  introduced  a  ball  which  in  their  view  did  not  permit  of  golf 

30  being  played.  They  looked  on  these  high  degrees  of  elasticity  simply  as 
expedients  resorted  to  by  incompetent  people  to  put  them  somewhere  near  the- 
standard  attained  by  other  people  without  the  aid  of  such  expedients.  For 
those  reasons,  those  sturdy  champions  of  golf,  pursuing  their  game  in  the 
solitude  of  Scotland,  were    not  prepared  to  take  en    these    appliances   for 

35  Bubetituting  a  bad  game  with  a  more  elastic  ball  for  a  good  game  with- 
the  existing  one.  They  were,  therefore,  reluctant  and  altogether  opposed 
to  the  introduction  of  these  expedients  and  devices  for  assisting  incom- 
petent persons  to  play  golf  more  to  their  own  satisfaction.  Those  causes 
Beem  to  have  operated  from  1898  to  1902,  when  the   Haskell  ball  became 

40  a  saccesB.  By  that  time  the  whole  condition  of  things  had  been  changed. 
Scotland  had  annexed  England,  to  say  nothing  of  America,  and  the  proportion 
of  incompetent  players  to  skilled  persons  was  extraordinarily  greater  than  it  had 
been  at  the  time  when  Captain  Stewart  brought  out  his  ball.  Therefore  the 
result  was  that  the  incompetent  majority  were  too  much  for  the  minority  of 

46  experts  and  overbore  their  opposition  and  the  ball  became  a  success.  Now, 
there  being  that  right  in  every  person  to  play  the  game  with  any  ball  that  he 
found  if  he  chose  to  do  so,  what  was  there  open  to  this  gentleman  to  patent  in 
this  case  ?  What  room  was  there  for  the  invention  which  he  has  exhibited  in 
thiB  case  ?    All  that  he  has  done  is  really,  when  you  come  to  sift  it,  that  he  has 

50  substituted  for  the  leather  cover,  which  was  the  common  cover  of  the  balls 
composed  of  rubber  wound  round  in  tension  then  in  use  for  the  purpose  of 
golf,  a  cover  of  gutta-percha.  That  is  the  invention.  What  room  was  there 
for  invention  in  taking  that  step  into  the  unknown — a  step  from  a  cover 
of  leather  to  a  cover  of  gatta-percha  for  the  purpose  of  making  a  ball,  fit  for 

55  other  purposes,  fit  for  golf.  What  did  he  find  to  his  hand  ?  He  found  that 
every  ball  in  the  market  was  a  ball  made  either  in  whole  or  in  part  of  gutta- 
percha. Certainly  the  external  part  of  it  was  of  gutta-percha.  It  was  well 
known  that  if  you  wanted  to  strike  a  ball  with  an  iron  club  probably  gutta*?. 
percha  was  one  of  the  best  substances  you  could  choose  to  admit  pf  that 
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impact.  It  was  well  known  that  gutta-percha  was  a  commoni  or  at  least  a 
well-known,  cover  for  balls  which  required  a  considerable  impact  from  the 
conditions  in  which  they  were  used.  Under  those  circumstances  it  seems  to  me 
that  that  step,  when  you  have  once  made  up  your  mind  that  there  was  a  certain 
degree  of  originality  in  playing  golf  with  an  elastic  ball,  was  not  the  subject  i 
of  a  Patent.  The  idea  of  putting  a  cover  on  strong  enough  to  stand  the  impact 
of  an  iron  club,  and  substituting,  therefore,  gutta-percha  for  leather,  seems  to 
me  not  to  be  one  which  can  be  the  subject-matter  of  a  Patent.  I  am  not  giving 
that  of  my  own  a  priori  judgment  alone  ;  I  find  that  the  evidence  in  the  case, 
taken  from  the  mouths  of  the  witnesses  called  for  the  Patentee,  is  to  that  10 
effect.  I  will  read  a  few  passages  and  only  a  few.  Mr.  Sivinbtirne  was  the 
chief  expert  called  for  the  Patentee,  and  he  says  this.  The  question  is  put  to 
him  :  "  Practically  for  a  golf  ball  at  the  date  of  this  Patent  gutta-percha  was 
"  almost  the  only  outer  covering  admissible  ? — (A.)  For  a  golf  ball  ?  (Q.)  Yes. — 
"  (A.)  It  was  the  only  substance  used  at  all."  Then  I  find  the  next  expert  called  15 
for  the  Patentee  says  this :  "  Covering  with  gutta-percha  was  a  well-known 
"  thing  ?—  (A.)  I  believe  so."  Now  I  come  to  another  witness  for  the  Patentee. 
**  (Q.)  Suppose  I  said  to  you  :  Look  here,  this  is  a  ball,  a  very  nice  rigid 
'^  bouncing  ball ;  this  will  get  knocked  about  if  I  play  with  it ;  it  wants  a  cover 
"  of  some  sort  on  it ;  what  would  you  suggest  to  cover  it ;  what  would  be  the  20 
"  first  thing  that  would  come  into  your  head  ? — f  A.)  I  think  gutta-percha  in 
"  that  case."  Then  says  Mr.  Astbury  :  "  Since  what  date  ?  "  and  then  this  is 
the  answer  :  "  Well,  you  see,  I  am  working  with  india-rubber  and  gutta-percha ; 
"  it  is  a  very  natural  thing  I  should  think  that.  (Mr.  Bousfleld)  :  There  is  no 
"  point  of  date  about  my  question  at  all.  You  understood  it  perfectly. — (A.)  25 
*'  Yes."  I  will  refer  to  one  or  two  questions  and  answers  given  by  Mr.  Dugaid 
Clerk. — "  (Q.)  You  have  seen,  have  you  not,  these  Specifications  in  which  there 
**  are  two  Patents  taken  out  fordoing  it  in  two  different  ways  ? — (A.)  Yes.  (Q.) 
"  One  as  long  ago  as  1860  ?— ( A.)  Yes.   (Q.)  And  the  other  in  1883  ?— (A.)  Nichol- 

**  »on,  yes,  but  they  were  only  used  as (Q.)  For  the  moment  I  am  not  asking  80 

"  you  that.  As  a  fact  in  1860  the  covering  of  balls  with  gutta-percha  was  known  ? — 
«  (A.)  Yes.  (Q.)  And  one  method  of  it  was  patented  ?— (A.)  Yes.  (Q.)  In  1883  another 
<<  method  of  doing  the  same  thing  was  patented  ? — (A.)  Which  Patent  is  that  ? 
"  (Q.)  That  is  the  Patent  of  Castle.— (A.)  Yes.    (Q.)  So  far  as  this  covering  is 
"  concerned,  these  two  methods  are  the  methods  referred  to  in  the  Plaintiffs'  35 
«'  Specification  ?"    Then  he  said  Costless  was  a  rubber  covering.    It  turns  out  to 
have  been  a  gutta-percha  covering.    The  witness  then  said  :  ''  He  mentions  india- 
^^  rubber,  but  he  says  also  gutta-percha.  He  gives  gutta  -percha  as  the  equivalent  of 
"  india-rubber."    Then  :  "  If  you  take  one  of  those  small  balls  I  have  shown 
**  you  and  cover  it  under  Nicholson's  or  Castle^s  Patent  with  gutta-percha,  4<^ 
"  would  not  you  have  precisely  the  ball  the  Plaintiff  has  referred  to  in  his 
"  Specification  ? — (A.)  Certainly  it  would  come  very  near  it."     That  is  Mr. 
D%igald  Clerk ;  and  Mr.  Swinburne  said  :  **  I  take  it  you  would  say  if  you  put  a 
"  gutta-percha  cover  on  that  ball  which  I  have  handed  to  his  Lordship  " — ^that 
is  what  is  called  a  toy  ball,  the  ball  I  have  been  describing — *'^  and  made  it  np  45 
"  into  a  golf  ball,  that  would  be  a  golf  ball  according  to  the  Plaintiff's  inven- 
"  tion  ? — (A.)  Yes."    That  is  the  condition  of  the  evidence  of  the  PlaintifPs 
own  witnesses  as  to  the  state  of  public  knowledge,  both  with  respect  to  actual 
public  knowledge  and  Specifications  taken  out  for  the  use  of  gutta-percha,  and 
under  those  cii*cumstances  it  seems  to  me  that  there  is  no  subject-matter.  There  50 
is  no  room  for  invention.    When  you  once  get  to  this,  that  he  is  entitled  to  use 
the  play  ball  for  a  golf  game,  there  is  no  room  for  invention  in  putting  the  only 
known  cover  on  it  which  makes  it  capable  of  being  used  for  playing  golf.    And 
that  is  what  in  fact  gutta-percha  was  at  tlxat  time.    Then,  when  once  you  get  the 
cover  on  the  bal],  these  extraordinary  incidents,  about  which  we  have  heard  so  65 
much,  of  mufBing  to  a  light  blow,  and  the  resilience  to  the  heavy  blow,  what  aire 
they  more  than  instances  of  the  effects  of  the  balFs  covering  ?    If  a  person  covera 
a  ball  witii  what  is  sufficiently  strong  to  stand  the  blow  and  gives  coherence  to 
the  ball,  inevitably  it  seems  to  me  that  these  things  follow — ^they  are  incidental 
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io  the  covering  ;  they  are  not  things  which  are  aimed  at  when  you  pat  on  the 
cover,  but  when  yoa  put  ihe  cover  on  you  find  these  particular  phenomena 
exist  They  are  incidental  to  the  cover,  and  the  Patentee  does  not  pretend  to 
tell  you  what  particular  thickness  of  cover  to  adopt  for  your  gutta-percha  ;  he 
5  simply  leaves  that  to  be  measured  by  the  taste  of  the  person  who  is  using  the  - 
combination.  He  says  in  his  Specification :  ^*  The  covering  of  gutta-percha 
'^  acts  not  only  as  a  protection  to  the  softer  and  more  highly  elastic  material 
'*  beneath  it,  b\it  also  as  a  muffle  to  the  latter,  preventing  excessive  springiness 
''  under  slight  impact  and  yet  permitting  the  concussion  of  the  golf  club  to  act 
10  ^  sufficiently  on  the  elastic  core.  It  is  evident  that  the  elasticity  of  the  ball,  as  a 
*^  whole,  may  be  regulated  within  limits  by  regulating  the  thickness  of  the  outer 
^  shell.  The  thicker  this  shell  the  less  the  elasticity,  and  vice  versd.^*  In  point 
of  fact,  the  Patentoe  gives  no  indication,  other  than  the  fact  that  there  is  to  beja 
cover  on  it,  as  to  the  thickness  of  that  cover.  Therefore,  it  seems  to  me,  there  was 
15  no  element  of  invention  in  putting  a  gutta-percha  cover  for  the  purpose  of  golf 
playing  upon  a  ball  of  wound  india-rubber  under  tension.  On  that  ground 
also  I  am  of  opinion  that  this  Patentee  cannot  succeed. 

With  regard  to  the  question  of  infringement,  I  do  not  think  it  is  necessary  to 
say  anything.    The  grounds  on  which  I  have  dealt  with  this  matter  are  sufficient 
20  in  themselves  to  determine  the  case,  therefore  on  the  question  of  infringement 
I  say  nothing.    In  my  view  this  appeal  fails  and  must  be  dismissed. 

Rom £B  L  J^ — I  also  have  come  to  the  conclusion  that  this  appeal  fails.    I 
think  that  Mr.  Justice  Buckley  came  to  a  right  conclusion  when  he  said  that  the 
Patent  had  been  anticipated  by  Captain  Stewards  rubber-cored  balls.    I  cannot 
25  say,  speaking  for  myself,  that  I  consider  the  question  was  not  one  of  considerable 
difficulty.    I  do.    I  have  appreciated,  I  trust,  the  arguments  addressed  to  us  on 
the  part  of  the  Appellants,  pointing  out  the  difficulties  there  are  of  proving  by 
Captain  SiewarVs  evidence  an  anticipation.    I  agree  that  when  you  have  to  rely 
almost  entirely  for  anticipation  upon  a  single  witness,  and  have  to  depend  upon 
30  his  memory,  one  ought  to  investigate  the  matter  very  strictly  indeed,  and  be 
satisfied  beyond  any  reasonable  doubt.    I  feel  the  force  of  the  observation  that, 
according  to  Captain  StewarVs  own  account,  for  many  years  before  the  present 
Patent  his  rubbered-cored  balls  were  not  used  by  him,  and  of  course  at  the  present 
day  no  one  of  the  balls  made  by  him  is  forthcoming,  and  that  there  is  no  strong 
35  corroborative  evidence  of  his  testimony,  but,  while  bearing  these  things  always 
in  mind  and  appreciating  to  the  full  the  arguments  based  upon  them  on  beh^f 
of  the  Appellants,  I  cannot  see  my  way  to  differ  from  the  decision  of  Mr.  Justice 
BtMckley.    I  have  read  very  carefully  the  evidence  given  by  Captain  Stewart^  and 
it  does  impress  me  to  a  great  extent  with  the  truthfulness  of  the  man,  and  the 
40  truthfulness  of  his  story,  and  the  substantial  accuracy  of  his  memory.    It  is  not 
as  if  he  did  not  account  for  his  arriving  at  the  rubber-cored  ball ;  he  does,  and 
he  does  so  in  a  way  which  impressed  me  very  much.    I  think  in  a  case  of 
this  kind  the  Court  of  Appeal  ought  to  pay  attention  to  what  is  said  by  the 
learned  judge  who  tries  the  case,  when  much  may  depend  upon  what  reliance  is 
45  to  be  placed  upon  the  evidence  of  Captain  Stewart^  and  especially  upon  the 
effect  upon  that  judge  of  the  way  in  which  that  evidence  was  given,  bearing  in 
mind  too  what  the  judge  has  said  as  to  the  probable  effect  on  the  witness  of  the 
long  cross-examination  and  long  examination-in-chief,  to  which  he  was  subjected. 
If  the  Court  is  satisfied  that  Captain  Stewart's  account  is  to  be  relied  upon,  then 
50  of  course  the  Court  must  act  upon  it  even  though  it  stands  unsupported  by  any 
satis&ctory  evidence.    The  judge  has  found,  and  on  the  whole  I  come  to  the 
same  conclusion,  that  Captain  Stewart  did  in  substance  make  balls  having  india- 
rubber  thread  cores  wound  under  tension  and  encased  in  gutta-percha  covers 
BO  30  to  differ  in  no  essential  respect  from  the  patented  ball  as  described  in  ^e 
55  Specification.    Further,  I  have  also  come  to  the  conclusion  that  though  Captain 
Stewart  shows  by  his  evidence  that  he  did  not  rest  satisfied  with  this  rubber- 
cored  ball  of  his,  as  I  may  call  it,  and  still  went  on  seeking  to  find  oUier  balls 
which  would  suit  the  public  taste,  and  in  the  course  of  his  evidence  referred  to 
the  balls  which  from  time  to  time  he  made,  including  the  rubber-cored  ball,  as 
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experimental  balls,  yet  in  point  of  fact  when  his  evidence  is  carefully  and 
rightly  considered  it  will  be  seen  that  these  rubber-cored  balls  were  not  in 
themselves  experimental  balls,  but  were  regarded  by  him,  to  the  extent  to  which 
they  went,  as  being  complete  in  themselves,  and  satisfactory  balls,  only  not 
satisfact«3ry  inasmuch  as  they  could  not  obtain,  owing  to  reasons  which  I  will  5 
point  out  in  a  moment,  a  commercial  success.  They  were  not  in  any  true  sense 
therefore,  in  the  sense  in  which  the  word  is  used  in  the  many  cases  to  which 
Qur  attention  has  been  called,  experimental  balls,  even  though  that  phrase  has 
been  used  so  often  in  the  course  of  the  evidence  in  this  case  in  the  Court  below. 
As  I  have  pointed  out  they  were  balls  which  were  regairded  in  themselves  as  IQ 
satisfactory,  and  in  themselves  as  complete,  and  I  agree  with  Mr.  Justice  Buckley^ 
taking  the  evidenoe  as  a  whole,  that  what  Captain  Stewart  did  with  those  balls 
amounted  to  a  publication  of  them  too,  and  a  user  in  public  which  was  sufficient 
to  prevent  its  being  said  that  the  Patent  in  the  present  case  was  not  anticipated. 
The  user  in  public  was  substantial.  It  is  quite  true  that  the  public  who  used  15 
them  may  not  have  known,  or  did  not  know,  the  contents  of  the  balls,  or  how 
they  were  made,  but  that  would  not  in  itself  prevent  the  user  being  held  as  an 
anticipation,  nor  under  the  circumstances  do  I  consider  that  the  effects  of  the 
user  is  destroyed  because  Captain  Stewart  tried  to  keep,  as  he  did,  the  balls  from 
the  professional  golfers  of  the  time  in  order  that  they  should  not  ascertain  the  30 
process  of  his  manufacture.  The  result  to  my  mind  of  the  evidence  taken  as  a 
whole,  is,  that  there  was  such  user  as  amounted  to  publication,  sufficient  to 
anticipate  the  Patent. 

It  is  then  said  as  against  these  rubber-cored  balls  of  Captain  Stewart  that  they 
ought  to  have  been  regarded  as  having  been  a  mere  failure,  something  that  he  25 
bad  tried,  which  he  had  failed  with,  and  then  disregarded.  To  my  mind,  when 
the  evidence  is  properly  regarded,  it  will  be  seen  that  in  that  sense  they  were 
not  a  failure  at  all.  I  agree  that  they  did  not  become  a  commercial  success. 
They  did  not,  if  I  may  use  a  homely  expression,  **  take  on  "  with  the  public  at 
the  time,  although  there  was  a  user,  as  I  have  said,  of  them- of  a  substantial  30 
character,  the  truth  being  that,  as  tastes  then  stood^and  tastes  have  a  good 
deal  to  do  even  with  golf — ^the  golfers  of  the  time  did  not  like  balls  that  would 
not  give  what  they  call  a  click,  and  probably  also  they  did  not  like  a  ball  that 
was  more  elastic  than  any  they  were  accustomed  to  for  putting  on  the  green  ; 
but  that  those  were  the  reasons,  and  those  were  the  only  reasons  why  the  balls  35 
did  not  succeed,  is,  I  think,  established  by  the  evidence.  It  was  not  because 
the  balls  were  in  themselves  deficient  in  quality,  because,  as  I  have  pointed 
out,  to  my  mind  they  were,  practically,  substantially  the  same  as  the  HaskM 
balls  described  in  the  Patent,  though  I  agree  probably  not  so  well  made,  and 
therefore  not  so  likely  to  become  as  popular  as  the  Haskell  balls  of  the  40 
present  day.  I^et  me  refer  shortly,  to  emphasise  what  I  have  said  on  this 
point,  to  x)ne  or  two  passages  amongst  others  in  the  evidence.  Mr.  Sutton  in 
his  evidence  was  asked :  '^  A  gutta-percha  ball  makes  a  click  when  it  is  hit, 
'*  does  not  it  ?— (A.)  Tes.    (Q.)  And  one  of  the  features  of  the  Haskell  ball 

"  is f  ? — (A.)  That  it  does  not  make  a  click.    (Q.)  Do  you  remember  when   45 

*'  these  professionals  tried  the  Haskell  in  its  early  years,  was  that  one  of 
^<  the  things  they  mentioned  ? — (A.)  I  do  not  remember  their  saying  so,  but  I 
"  know  it  would  be  one  of  the  reasons  given  against  it.  (Q.)  The  feel  of  the 
"  thing  is  very  awkward  at  first  to  any  one  used  to  a  gutta  ball  ? — (A.)  Yes,  the 
"  golfer  is  a  faddist.  When  we  first  made  golf  balls,  one  of  the  great  troubles  50 
'^  was  to  get  that  click ;  we  could  not  sell  a  ball  until  we  got  the  click 
"  with  the  club."  And  Captain  Stewart  said  this :  "  (Q.)  You  tried  perhaps 
'^  other  experiments  with  india-rubber  thread  and  found  that  was  not  very 
"  satisfactory,  and  you  dropped  that  ?— (A.)  No,  I  found  that  would  not  sell. 
^<  (Q.)  That  was  unsatisfactory  ? — (A.)  It  was  unsatisfactory  in  one  way ;  but  it  was  55 
<'  always  a  satisfactory  ball — by  far  the  best  ball  at  that  date.  (Q.)  One's  mind 
^'  goes  back  to  these  things  so  differently.  The  point  is  you  were  on  the  look 
"  out  for  getting  something  you  could  sell  ? — (A.)  Yes.  (Q.)  You  found  from 
"  that  point  of  view  your  rubber  thread  ball  was  unsatisfactory  ?— {-^O  '  found. 


Vol.  XXI II.,  No.  13.]      AND  TRADE  MARK  OASES.  317 

Haskell  Oolf  Ball  Company  Ld.  v.  Hutchison  (No.  2), 

"  with  golfers  it  was  unsatisfactory — that  it  wonld  not  click  ;  but  it  was  a  first 
^  class  golf  ball."  He  was  asked  :  ^'  Did  you  think  it  was  the  best  golf  ball  you 
"  have  ever  known  ?" — that  was  referring  to  his  composition  ball — ^**(A.)  I  thought 
"  the  one  with  the  rubber  was  far  better.  (Q.)  Is  that  the  reason  you  dropped 
5  "  it  ?— (A.)  No,  that  is  not.  I  have  told  you,  because  I  could  not  get  it  sold  I 
I*  dropped  it."  It  is  to  be  noticed  that  when  the  Haskell  ball  itself  first  appeared 
it  was  not  liked,  and,  as  I  gather,  for  the  same  reason. 

^  Mr.  Sutton  himself  said  that  he  had  been  asked  to  take  over  the  Patent,  or  a 
licence  to  use  it  He  was  asked  :  "  Will  you  tell  his  Lordship  in  your  own  way 
10  "  what  your  state  of  mind  about  it  was — ^what  you  did  when  you  first  knew 
**  of  the  rubber-cored  ball  ? — (A.)  When  this  ball  was  first  brought  to  me  I 
"  played  with  it  and  I  did  not  like  it.  I  formed  a  bad  opinion  of  it,  but 
"subsequently,  something  within  twelve  months  afterwards,  I  had  a  com- 
'^  munication  from  my  agent  in  New  York  and  he  offered  me  the  Haskell 

15  **  ball.  (Q.)  Offered  you  the  agency  for  this  country  ? — (A.)  Offered  me  the 
"  Patent  or  the  sole  licence.  (Q.)  I  mean  for  this  country  ? — (A.)  Yes,  I  was  in 
'^  correspondence  with  him  and  he  sent  sample  balls  over  ;  again  I  did  not  like 
"  the  ball.  I  had  them  tried.  I  had  no  opinion  of  the  ball."  In  answer  to  the 
next  question  he  said  :  "  I  had  the  ball  tried  by  first-class  professionals  and  by 

20  ^  first-class  amateurs,  and  the  report  was  against  the  ball  and  I  declined  to  take 
'*  it  up."  Therefore,  the  Haskell  ball  was  at  first  disliked  for  the  same  reasons, 
as  I  gather,  as  ensured  the  failure  for  commercial  purposes  of  Captain  Stewards 
ball.  Then  fashion  changed  as  fashions  do  change — the  click  was  not  so  much 
wanted  and  people  began  to  find  that  the  elasticity  was  a  more  desirable  object. 

25  Tastes  differ  even  with  regard  to  the  elasticity  of  the  ball  on  the  putting  green, 
and  as  I  gather  from  the  evidence  the  modern  taste  is  that  a  more  elastic  ball  i& 
liked  rather  than  one  that  is  of  a  deadish  kind  upon  the  putting  green.  Then  I 
take  another  suggestion  against  these  balls  of  Captain  Stewart  urged  by  the* 
Appellants.    It  is  said  that  what  he  really  made  was  one  composed  of  layers  of 

30  rubber.  To  my  mind  when  the  evidence  is  carefully  looked  at  that  is  an 
erroneous  conclusion  to  come  to.  To  my  mind  it  is  clear  on  the  evidence  that 
he  made  a  rubber-cored  bedl  throughout.  I  need  only  refer  to  a  few  passages 
and  that  very  shortly  :  "  (Q.)  What  did  you  do  with  the  core  ?-y-(A.)  I  wound 
**  it  with  india-rubber.    (Q.)  Rubber  throughout  ? — (A.)  Yes,  which  by  this  time 

35  "  was  longer.  My  shoemaker  got  it  from  the  people  who  manufactured  these 
"  elastics.  (Q.)  The  thread  ?— (A.)  Yes.  (Q.)  What  lengths  had  you  got  it  in  ? 
"  — (A.)  I  got  a  good  hank  of  it.  (Q.)  It  was  in  long  lengths  was  it  ?— (A.)  Yes, 
**  long  lengths."  Then  :  "  (Q.)  Up  to  what  size  did  you  wind  it  ?  Perhaps  I  had 
"  better  put  it  the  other  way.    How  thick  a  cover  did  you  put  on  the  top  of  it  ? 

40  "  — (-A^O  I  always  tried  to  make  my  ball  the  size  of  a  28  drachm  ball,  and  then  I 
"  finished  it  generally  in  Tom  Morris's  machine  which  was  a  27^  machine." 
^  (Q.)  That  is  to  say  you  put  your  cover  on  it  and  made  it  up  to  the  rather 
"  larger  size  ?— (A.)  Yes."  It  is  clear  therefore  he  was  speaking  of  this  ball  as 
one  made  of  india-rubber  throughout.    The  Master  of  the  Rolls  has  already 

45  dealt  with  the  points  sought  to  be  made  by  the  Appellants  on  the  witness's 
unfortunate  answer  in  re-examination,  where  he  said  in  answer  to  the  question  : 

-  **  And  you  did  not  patent  the  rubber-cored  ball  which  was  in  your  view  the 
**  better  ball  ?— (A.)  I  tried  to  patent  the  rubber-cored  ball  by  telling  my  patent 
"  agent  to  put  in  *  all  other  gums  except  gutta-percha.'  "    To  my  mind  far  too 

50  much  is  attempted  to  be  made  of  that  answer  on  the  present  appeal.  As  far  as 
I  can  see  not  much  attention  was  paid  to  it  in  the  Court  below  ;  certainly  the 
learned  judge  did  not  attribute  to  it  the  vast  importance  that  the  present  Appel- 
lants now  seek  to  attach  to  it,  and  I  think  quite  rightly  so.  The  witness  may 
well,  after  the  long  stress  of  his  cross-examination,  when  he  was  being  re- 

55  examined,  either  have  had  a  very  curious  idea  about  the  patent  law,  or,  what  I 
think  is  more  likely,  he  had  got  confused,  and  that  in  some  shape  or  form  what 
he  was  thinking  of  in  that  answer  was  what  he  had  been  dealing  with  in  his  cross- 
examination  when  he  had  been  examined  about  the  '^  Eclipse  "  ball,  and  he  said 
that  it  ought  to  have  been  in  his  Patent,  with  the  instructions  he  gave  to  his 

2  A 
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patent  agent,  the  "  Eclipse  "  ball  being  one  that  had  practically  driven  out  of  the 
market  the  witness's  composite  ball.    He  was  asked  :  "  You  mean  to  say  that 
^'  you  really  had  invented  the  *  Eclipse '  ball  but  your  patent  agent  had  not 
"  put  it  properly  in  your  Patent  ? — (A.)  I  did  not  say  I  had  invented  the 
"  *  Eclipse '  ball,  but  I  say  in  the  instructions  I  gave  him  I  told  him  to  put  all  5 
"**  gums,  and  he  did  not  put  that  in."    I  think  if  the  evidence  is  looked  at  as 
a  whole  it  certainly  will  be  seen  that  the  effect  of  that  answer,  whatever  its 
meaning  or  effect  may  have  been,  cannot  outweigh  the  rest  of  his  evidence  or 
tend  to  make  out,  contrary  to  the  witness's,  to  my  mind,  clear  evidence,  that 
what  he  manufactured  was  a  rubber-wound  ball  throughout  and  not  one  of  10 
layers,  as  suggested  on  behalf  of  the  Appellants.    Then,  with  regard  to  a 
suggestion  made  on  behalf  of  the  Appellants  that  the  tension  with  which  he 
had  wound  his  ball  may  have  been  comparatively  low,  and  useless  as  a  matter 
of  fact,  if  you  look  at  his  evidence,  you  will  see  this  question  is  asked  :  "  How 
"  tightly  did  you  wind  it  on  your  core  ? — (A.)  As  tightly  as  I  could  get  it ;  as  15 
•*  tight  as  it  would  stand,  with  my  hand  of  course."    With  regard  to  the 
winding  by  his  hand,  I  need  scarcely  point  out  that  at  the  date  of  the  Patent 
winding  by  machine  was  not  known,  and  therefore  what  was  contemplated 
was  winding  by  hand.    Indeed  we  have  been  told  in  argument  to-day  on 
behalf  of  the  Appellants  that  winding  by  hand  is  just  as  good  and  it  can  be  20 
done  just  as  tightly  as  winding  by  machine,  and  in  the  present  case^  as  the 
witness  points  out,  he  wound  it  by  hand  as  tightly  as  he  could.    Therefore  it 
is  unnecessary  for  me  to  deal  with  the  Patent,  though,  had  it  been  necessary  to 
do  so,  I  should  have  found  that  the  exact  degree  of  tension  in  no  way  forms 
part  of  the  Patent.    Had  it  been  so,  and  had  that  been  an  essential  part  of  the  25 
Patent,  it  would  have  been  obligatory  on  the  part  of  the  Patentee  to  point  out 
within  what  limits  the  tension  must  be  made,  but  clearly  that  is  not  so.    That 
is  pointed  out  by  Mr.  Swinburne.    "  (Q.)  How  far  does  success  depend  upon 
•**  tightness  of  winding  in  your  view  ? — (A.)  I  do  not  know.    I  know,  in  my 
*^  opinion,  that  the  winding  ought  to  be  fairly  tight.    Quite  a  substantial  30 
^^  tension,  but  whether  it  is  necessary  to  carry  it  up  to  the  point  at  which  the 
*^  rubber  begins  to  be  quite  hard  I  do  not  know,  but  I  think  not.    I  think  yon 
**  get  quite  good  results  below  that    You  must  have  substantial  tension." 
That  is  really  all  that,  to  my  mind,  the  Patentee  points  out.    At  any  rate,  the 
evidence  in  the  present  case  is  clear  that,  so  far  as  concerns  tension,  Captain  35 
Stewart  wound  his  by  hand  as  tightly  as  it  could  be  done  ;  and  I  see  no  reason 
to  doubt  that  evidence.    Then  some  point  was  sought  to  be  made  with  regard 
to  the  fact  that  Captain  StewarVs  ball  was  on  the  green  elastic  and  bounding, 
as  it  is  called,  not  sufficiently  muffled,  t«)  use  an  expression  used  in  the  Specifi- 
cation ;  but  if  the  Specification  is  looked  at  it  will  be  seen  that  the  Patentee,  as  40 
he  points  out,  got  his  muffle  by  putting  a  gutta-perciia  cover  on  his  elastic- 
wound  rubber  core,  and,  having  put  your  gutta-percha  cover  on  that  core,  you 
have  got  your  muffling  as  of  course.    As  he  says  at  page  2  of  the  Specification, 
line  32  :  "The  covering  of  gutta-percha  acts  not  only  as  a  protection  to  the 
^'  softer  and  more  highly  elastic  material  beneath  it,  but  also  as  a  muffle  to  the  45 
^  latter  preventing  excessive  springiness  under  slight  impact  and  yet  permitting 
^*  the  concussion  of  the  golf  club  to  act  sufficiently  on  the  elastic  core."     He 
points  out  that  the  thinner  your  gutta  cover  is  the  more  the  elasticity,  and  the 
thicker  it  is  the  less  the  elasticity,  both  for  the  purpose  of  driving  and  also  for  the 
purpose  of  putting.    It  is  clear,  therefore,  that  Captain  Stewards  ball  was  one  50 
that  was  an  anticipation  of  the  ball  of  the  Patentee,  not  the  less  because  on  the 
putting  green  it  may  have  been  more  elastic  than  the  earlier  Haskell  balls.     As 
I  have  said,  modern  taste  is  to  get  a  ball  on  the  putting  green  more  elastic,  and, 
as  I  gathered  from  the  evidence,  the  Haskell  people  are  following  that  fashion, 
and  nowadays,  as  they  are  entitled  to  do  under  their  Patent,  are  Tnaking  their  55 
•covers  a  little  less  thick  and  the  ball  a  little  more  elastic  and  bounding  on  the 
putting  green.    But  certainly,  having  put  his  gutta-percha  cover  on  his  rubber- 
cored  ball.  Captain  Stewart  must,  according  to  the  Patentee's  own  showing,  have 
obtained  his  muffling,  and  whether  his  cover  was  thinner  than  the  ones  that  the 
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Haskell  people  made  originally.  I  know  not,  but  it  seems  to  me  to  be  immaterial. 
There  is  no  suggestion  that  he  did  not  make  the  cover  substantially  of  gutta- 
percha, and  one,  as  I  said,  which  was  substantially  equivalent  to  the  patent 
ball.  It  seems  to  me,  therefore,  that  all  these  objections  taken  to  Captain 
5  Stetvarfs  anticipatory  balls,  if  I  may  so  call  them,  fail,  and  it  results  that  if  his 
evidence  is  to  be  believed  (and  I  think  it  ought  to  be  believed)  there  has  been 
anticipation,  and  accordingly  the  Patent  is  not  valid.  That  being  so,  it  is 
unnecessary  for  me  to  examine  the  other  questions  which  arise  in  this  case, 
though  it  must  not  be  supposed  that  by  so  refraining  from  dealing  with  them 

10  I  am  indicating  any  difference  with  what  has  been  said  by  the  Master  of  the 
Rolls  in  his  observations  with  regard  to  the  other  parts  of  the  case.  I  only  say, 
sp^iking  for  myself,  being  content  to  decide  the  case  on  this  question  of  antici- 
pation by  Captain  Stewart,  I  do  not  think  it  necessary  to  decide  the  case  on  the 
other  points. 

15  COZBNS-H  ARDT  L.J. — I  agree  that  this  appeal  fails,  on  both  the  grounds  which 
have  been  taken  by  the  Master  of  the  Rolls.  It  is  some^^hat  unfortunate,  at 
least  for  the  Court  of  Appeal,  that  the  learned  judge  did  not  directly  deal  with 
the  objection  of  want  of  subject-matter,  though  no  doubt  he  must  be  taken  to 
have  decided  in  favour  of  the  Patentee  on  that  point.    The  short  and  simple 

20  view  which  I  take  on  this  part  of  the  case  is  that  what  I  may  call  the  core  of  the 
HaskeU  ball  v^as  in  substance  a  perfectly  well-known  thing,  ordinarily  called  a 
toy  ball,  and  I  think  the  evidence  also  shows  that  gutta-percha  was  recognised 
and  well  known,  not  merely  as  a  substance  for  making  the  solid  balls,  but  also 
as  a  covering  for  composite  balls.    There  is  one  passage  in  the  judgment  of  Mr. 

25  Justice  Buckley  in  which,  dealing  with  what  he  says  are  undisputed  facts,  he 
says  that  some  40  or  50  years  ago  the  golf  ball  was  made  of  compressed  feathers 
with  a  gutta-percha  cover.  I  know  it  was  said  that  it  was  not  easy  to  point  out 
the  passage  in  the  evidence  which  justified  that  finding,  and  I  certainly  do  not 
base  my  view  upon  the  accuracy  of  that  statement,  although  I  can  scarcely 

30  believe  that  the  learned  judge  would  have  included  in  undisputed  facts  a  pro-  • 
position  like  that  unless  it  was  either  established  by  evidehce  or  admitted  and 
assumed  by  Counsel  at  the  Bar,  but,  apart  from  that,  the  passages  to  which  the 
Master  of  the  Rolls  has  called  attention  seem  to  me  sufi&cient  to  show  that  there 
was  really  no  sufficient  element  of  invention  in  putting  a  cover  of  gutta-percha 

35  upop  a  well-known  ball,  and  using  that  composite  ball  for  golf.  It  is  in  evidence 
that  the  markings  on  the  surface  of  a  golf  ball,  for  some  reason  which  I  confess 
I  do  not  understand,  are  really  essential  to  the  success  of  a  golf  ball,  and  the 
evidence,  I  think,  goes  to  this — that  there  is  no  known  substance  other  than 
gutta-percha  which  will  be  available  for  putting  the  markings  on  the  outside  of 

40  a  golf  ball.  I  therefore  think  that  the  Patentee  fails  on  the  ground  of  want  of 
subject-matter,  but  I  think  he  also  fails  on  the  ground  on  which  the  learned 
Judge  based  his  judgment.  It  seems  to  me  that  the  invention,  if  it  was  an 
invention,  was  anticipated  by  Captain  Stewart.  I  confess  I  approach  this  case, 
and  I  always  shall  approach  a  case  of  this  kind,  with  the  prima  facie  belief  that 

45  the  learned  Judge,  who  has  seen  and  heard  the  witnesses,  is  much  more  likely 
to  be  able  to  form  an  accurate  and  just  conclusion  as  to  the  merits  and 
the  bearing  of  that  evidence  than  a  judge  sitting  here  who  merely  has 
the  opportunity  of  reading  what  was  said  from  the  shorthand- writers'  notes. 
But  I  have  read,  and   read  very  carefully,  the  notes  of  the  evidence,  end 

50  they  impressed  me  very  strongly  that  he  was  a  witness  of  truth,  an  honest 
witness,  and  none  the  less  honest  because  in  the  course  of  this  very  long  and 
searching  cross-examination  it  is  possible  to  pick  out  some  few  and  slight 
inconsistencies.  I  see  no  reason  to  disbelieve  the  statement  that  he  did  make 
balls  (I  will  not  repeat  the  process,  because  it  has  been  gone  through  by  the 

55  Master  of  the  Rolls  and  Lord  Justice  ROMBR)  substantially  Haskell  balls  in 
every  material  element  of  the  case.  It  is  said  that  we  ought  not  to  attach 
weight  to  that  evidence,  because  there  is  no  corroboration.  I  think  there  is 
corroboration,  as  the  Master  of  the  UoUs  has  pointed  out,  in  the  case  of  the 
match  which  he  played,  the  record  of  which  was  found  in  the  book  of  the  golf 
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club.  Then  it  is  said  :  "  Oh,  but  Mr.  Thornton^  who  was  mentioned  by  Captain 
*'  Stewart^  ought  to  have  been  called."  I  cannot  agree  with  that.  I  think, 
having  regard  to  what  took  place,  it  was  reasonable  to  suppose  that  the  Patentee, 
who  did  call  Morris^  would  also  have  called  Thornton  if  any  advantage  could 
be  got  from  so  doing;  an4  I  have  looked  through  the  observations  of  the  5 
learned  Counsel  for  the  Patentee  in  reply,  and  1  cannot  find  there  is  a  single 
observation  made  upon  the  circumstance  that  Thornton  was  not  called  to 
corroborate — an  omission  which  is  very  intelligible  if  that  which  had  taken 
place  in  the  conduct  of  the  case  had  led  the  Judge  and  everyone  else  to  believe 
that  Thornton^  if  called  at  all,  was  going  to  be  called  by  the  Patentee  and  not  10 
by  the  Defendants.  As  to  Femie^  I  do  not  attach  so  much  weight  to  his  antici- 
pation, but  on  the  whole,  on  both  grounds,  both  on  the  ground  of  want  of 
subject-matter  and  of  anticipation,  I  think  the  Patent  is  bad,  and  the  appeal 
must  be  dismissed. 

Buckmaster  K.C. — I  ask  that  the  appeal  be  dismissed  with  costs.    In  the  15 
Court  below  the  learned  Judge  thought  it  was  a  proper  case  for  three  Counsel, 
and  I  ask  your  Lordships  to  say  it  is  a  proper  case  in  the  Court  of  Appeal  too. 
We  could  hardly  have  done  with  less.    We  have  had  a  great  mass  of  matter  to 
deal  with. 

Astbury  K.C. — I  do  not  know  whether  it  is  your  practice  to  give  three  20 
Counsel ;  but,  of  course,  in  the  Court  below  it  is  a  very  dijfferent  thing.    The 
evidence  has  to  be  collected  and  the  witnesses  dealt  with. 

ROMBR  L,J, — I  thought  the  Taxing  Master  dealt  with  this  ;  I  did  not  know 
we  were  asked  to  deal  with  it. 

Buckmaster  K.C. — I  think  the  rule  of  the  Taxing  Masters  is  that,  unless  25 
there  is  a  direction  of  the  Court  that  three  Counsel  are.  proper,  they  do  not 
allow  three  Counsel,  and,  as  there  were  three  Counsel  allowed  in  the  Court 
below,  notwithstanding  that  the  learned  Judge  thought  we  had  failed  on  part 
of  the  case,  I  submit  that  three  Counsel  should  be  allowed  here,  especially 
.  having  regard  to  the  time  the  case  has  occupied.  30 

Collins  M.R, — ^We  think  we  may  allow  three  Counsel. 

On  the  5th  of  March  Bousfield  K.C.  applied  for  a  Certificate  as  to  Particular 
of  Objection  No.  3,  down  to  the  word  "  intended  "  relating  to  subject-matter, 
and  also  as  to  the  last  sentence  in  that  paragraph  that  the  Defendant  would 
rely  on  the  matters  in  paragraphs  1  (a)  and  1  (6).  Astbury  K.C.  objected,  but,  35 
after  some  discussion,  the  Certificate  was  granted,  Nicholsati  only  being  allowed 
under  paragraph  1  (a)  and  the  matters  pleaded  in  paragraph  1  (h)  so  far  as 
material  on  the  issue  of  want  of  subject-matter.  Astbury  E.C.  askect  for  the 
costs  of  the  issue  i*aised  by  paragraph  2  of  the  Particulars  of  Objections,  and  of 
the  issue  of  infringement,  but  this  application  was  refused,  on  the  ground,  as  to  40 
paragraph  2,  that  such  costs  were  not  asked  for  below,  and  that  the  Court  would 
only  alter  the  Order  so  far  as  to  make  it  comply  with  its  decision,  and,  as  to 
infringement,  on  the  ground  that  the  Court  had  not  decided  it. 
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In  thb  High  Court  of  Justiob.— Ohanobry  Division. 

Before  Mb.  Justice  Farwell. 

January  23rd,  24th,  and  29th,  1906. 

British  United  Shoe  Maohinbrt  Company  Ld.  v,  Hugh  Claughton  Ld. 


5     PaUni.— Action  for  infringement.  —  Anticipation.  —  Invention,— Infringe- 
ment.-^Paterit  held  invalid. — Judgment  for  Def^ndante. 

The  owners  of  a  Patent  for  *^  Improvements  in  hoot-nailing  machines  "  brought 
an  action  for  infringement.  The  Specification  described  improvements  in 
details^  each  of  which  was  made  the  stibject  of  a  separate  Claim.    The  Plaintiff^ 

10  contended  that  the  whole  new  machine  was  designed  to  accomplish  certain 
specified  objects  which  were  neWy  and  that  each  improvement  claimed  tended  to 
the  furtherance  of  those  effect?  as  a  whole^  and  that  therefore  the  Claims  should 
be  limited  in  construction  and  be  held  valid.  They  alleged  infringement  in 
respect  of  the  eighth  Claim  only. 

15  Held,  that  the  Claims  must  be  construed  separately ^  and  that  each  must  stand 
on  its  merits;  that  certain  of  the  Claims  involved  no  invention  and  that  others 
were  anticipated;  also  that  on  a  wide  construction  the  eighth  Claim  would  be 
invalid,  whUe  on  a  narrow  construction  there  was  no  infringement.  Judgment 
%oae  given  for  the  Defendants. 

20  TUb  VB8  an  action  by  the  British  United  Shoe  Machinery  Company  Ld.  to 
restrain  infringement  by  the  Defendants  Hugh  Claughton  Ld.  of  Letters  Patent 
No.  19,954*  of  1898,  granted  to  William  Henry  Dorman  for  an  invention 
entitled  **  ImproTementB  in  boot-nailing  machines." 
The  Complete  Specification  of  the  Patent  described  a  machine  consisting  of 
2b  several  parts,  each  of  which  was  made  the  subject  of  a  Claim.  Infringement 
was  alleged  in  respect  of  Claim  8  only,  which  related  to  the  device  shown  for 
feeding  forward  the  work. 

The  Complete  SpecaLfication  (amended  the  23rd  of  July  1901)  was  as  follows— 

only  Booli  parts  and  Hgnree  as  were  material  to  the  case  being  here  set  out  or 

90  shown — ''This  invention    applijas    to  machines  nsed  for  driviDg  hob  nails, 

**'  itTetB,  etc.  i&to  boots  and  shoes  and  is  a  Inrthn*  impmv^^^ent  on  the  machine 

described  in  the    Specification    of  former  letters  Patent   granted    to   me 

nnmbered  23^  and  dated  4«D.  1895. 

2  B 
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^'  The  present  machine  consists  of  a  suitable  base,  colnmn  and  head,  or  other 
"  convenient  frame  work, — preferably  adjustable  in  its  height, — adapted  to  carry 
''  the  various  working  parts.  In  the  head  is  a  driving  shaft  receiving  motion  in 
"  a  well  known  manner  from  a  pulley. 

"The  shoe  may  be  supported  upon  a  'jack'  which  may  be  of  the  form  5 
"  described  in  the  Specification    of   former  Letters    Patent   granted   to   me 
"  No.  17,407,  A.D.  1894  and  illustrated  in  Figs.  1  and  2.    A  guard  may  be  used 
'*  to  prevent  the  '  jack '  falling  when  released  by  the  operator. 

**  The  nails  or  rivets  are  thrown  into  a  revolving  box  which  feeds  them  down 
"  an  inclined  shoot  to  a  nail  carrier  which  carries  them  one  at  a  time  from  the  10 
"  end  of  the  shoot  to  the  position  beneath  a  driver  bar.  The  carrier  is  an  arm 
**  with  a  notched  end  to  receive  the  nails  and  has  a  reciprocating  revolving 
"  movement  between  the  shoot  and  the  driving  bar  derived  from  a  cam  on  the 
*^  driving  shaft  in  connection  with  a  return  spring  and  intervening  gearing  as  in 
*<  No.  23,363,  A.D.  1895.  A  rapper  is  provided  to  agitate  the  nail  shoot  and  a  15 
"  clearing  wheel  to  remove  nails  which  fall  wrongly  on  the  shoot.  A  side 
"  guard  and  a  top  guard  may  be  fitted  to  the  shoot  to  keep  the  heads  of  the 
"  nails  from  turning  or  rising  as  they  travel  down  and  a  semicircular  cover  may 
"  be  provided  over  the  nail  carrier  and  a  cover  to  the  mouth  of  the  hopper. 

''  If  the  nails  are  of  iron  the  driver  bar  may  be  magnetized  and  by  a  suitable  20 
'*  cam  movement  be  caused  to  lift  the  nails  one  at  a  time  from  the  carrier,  which 
"  is  then  moved  away  by  its  cam  to  make  way  for  the  driver  to  descend  and 
"  drive  the  nail  into  the  boot  sole.  A  step  in  the  driver  lifting  cam  allows  the 
"  driver  bar  to  descend  as  in  No.  23,363  A.D.  1895.  The  driver  bar  is  driven 
"  down  by  the  recoil  of  springs,  preferably  of  indiarubber  provided  for  the  25 
"  purpose.  The  cam  roll  by  which  the  bar  is  raised  may  be  adjustable  up  and 
"  down  on  the  bar  to  accommodate  nail  heads  of  varying  thickness.  The  driver 
**  bar  may  be  provided  with  a  nozzle  to  keep  the  head  of  the  nail  in  proper 
"  position. 

'<  If  the  nails  or  rivets  are  of  brass  the  driver  is  not  magnetized  but  the  nails  30 
"  are  driven  down  through  a  spring  nose  piece  into  which  they  are  fed  one  at  a 
**  time  by  the  carrier.  In  this  case  the  carrier  may  be  a  wheel  with  a  number 
"  of  notches  revolving  a  step  at  a  time  in  a  shell,  the  bottom  of  which  is  provided 
**  with  a  hole  over  the  nose  piece  into  which  the  nail  falls  on  arrival,  and  the 
"  wheel  may  be  revolved  by  a  spring  pawl  and  ratchet  wheel.  35 

"  An  adjustable  edge  gauge  is  provided  which  may  be  set  in  or  out  and 
"  up  or  down  to  suit  the  nature  of  the  work  in  hand  and  is  cramped  with 
"  a  set  screw. 

"  A  top  gauge  is  also  provided  against  which  the  sole  of  the  boot  takes  an 
**  upward  bearing.  '  40 

"  A  gauge  for  nailing  in  the  middle  of  the  shoe  is  also  provided  and  is  fitted 
«'  with  a  ring  and  cross  slide  so  that  the  gauge  may  turn  and  travel  with  the 
"  shoe. 

*'  A  shutter  is  provided  to  close  the  end  of  the  nail  shoot  while  the  carrier  is 
«  away  and  another  to  shut  the  nail  into  the  carrier  as  in  No.  23,363  A.D.  1895.      45 

«  The  carrier  has  a  recessed  top  or  pocket  to  suit  the  shape  of  the  head  of  the 
'*  nail  and  the  shutter  may  have  a  lip  to  correspond  so  that  the  nail  head  is 
"  prevented  from  turning. 

"  The  feed  movement  of  the  boot  may  be  performed  by  the  operator  or  may 
**  be  done  by  the  machine  by  means  of  a  cam  and  lever.  The  feed  lever  has  an  50 
"  adjustable  throw  variable  in  amount  to  suit  the  required  spacing  of  the  nails, 
''  and  the  feeding  foot  may  operate  upon  the  head  of  the  last  nail  driven,  so  that 
**  in  the  case  of  a  nail  failing  to  feed  from  the  carrier  the  foot  having  no  nail 
*<  head  to  act  on  does  not  feed  the  shoe  forward. 

*^  An  adjustable  slotted  bush  is  provided  by  means  of  which  the  feed  foot  may  55 
<«  be  made  to  move  to  and  fro  in  a  path  inclined  to  the  horizontal. 

^^  If  desired  the  feed  may  be  done  with  an  awl. 
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^  In  some  cases  I  use  the  awl  simply  as  a  pricker  and  still  feed  by  means  of 
^  the  beforementioned  foot  acting  on  the  head  of  the  nail  last  driven. 

^  The  point  of  the  hammer  may  be  flat  or  may  be  cupped  to  suit  the  shape  of 
"  the  head  of  any  particular  nail. 
5      "  My  invention  is  illuetrated  by  the  accompanying  Drawings  in  which  Fig.  1 
**  is  a  side  view  of  the  head  of  the  machine.    Fig.  2  is  a  front  view  of  the 

**  same Figs.  9  and  10  are  views  of  the  carrier.    Fig.  11  is  a  plan  of 

**  the  shoot  shutter.  Fig.  12  is  a  front  view  of  one  form  of  pocket  and  Fig.  13 
'*  is  a  vertical  section  through  the  pocket  and  shutter ;  also  shewing  the  nail. 
10  *'  Fig.  14  is  a  front  view  of  another  form  of  pocket,  and  Fig.  15  is  a  vertical 
"  section  through  the  pocket  and  shutter.  Fig.  16  is  a  front  view  of  a  third 
^  form  of  pocket — Fig.  17  is  a  vertical  section  through  the  pocket  and  shutter, 
^'  and  Fig.  18  is  a  plan  of  the  pocket  and  shutter.  The  nail  is  shewn  in  each 
"  view.  Figs.  19  and  20  shew  one  form  of  clearing  wheel.  Figs.  21  and  22 
15  ^  shew  the  nail  same  is  used  with.    Figs.  23  and  24  shew  another  form  of 

^  clearing  wheel.    Figs.  25  and  26  shew  the  nail  same  is  used  with 

'*  Figs.  36  and  37  shew  a  form  of  cover.    Figs.  38  and  39  shew  another  form  of 

"cover.    Figs.  40  and  41  shew  the  feeding  foot  and  cam  lever 

'^  Fig.  44  is  a  side  view  shewing  the  method  of  feeding  brass  nails.    Fig.  45  is  a 

20  **  plan  of  a  detail  of  the  same.    Fig.  46  is  a  front  view  of  the  same The 

'*  base  a  supports  the  column  a^  sliding  neck  a*  and  head  a'  of  the  machine.  The 
''  main  shaft  b  is  suitably  driven  in  a  well  known  manner  by  a  friction  cone 
**  pulley,  put  into  engagement  by  means  of  a  treadle  under  the  control  of  the 
''  operator.    The  nails  are  placed  in  the  revolving  box  c  which  feeds  them  down 

25  **  the  shoot  c^  to  the  nail  carrier  d  which  carries  them  to  a  position  beneath  the 
**  driver  bar  e.  A  rapper /is  mounted  on  a  pivot /^  and  is  alternatively  raised  by 
**  the  pegs/*  or  the  revolving  cylinder  c  and  depressed  by  the  spring/^  so  as  to 
^'  strike  upon  the  pin  /^  and  agitate  the  shoot  c^.  The  hob  nails  when  raised 
'*  by  the  scoops  c^  fall  in  all  kinds  of  irregular  positions  upon  the  shoot  cK    Those 

30  **  which  fall  point  downward  with  their  shanks  between  the  two  sides  of  the 
''  shoot  as  shewn  in  Figs.  37  and  39  are  all  right  and  do  not  require  to  be 
**  interfered  with,  but  those  falling  in  any  other  position  have  either  to  be  put 
*^  right  or  cleared  off  the  shoot.  For  the  purpose  of  either  putting  right  or 
^^  o&erwise  clearing  away  the  nails  which  fall  wrongly  on  the  nail  shoot  I 

35  "  provide  a  clearing  wheel  (fi  as  shewn  in  Figs.  1,  42  and  43,  which  is  made  to 
"  revolve  in  the  direction  shewn  by  the  arrow  by  means  of  a  band  c*  and  pulleys 
"  c*  c*  driven  from  the  main  shaft  b.  The  wheel  is  placed  with  the  points  of 
"  the  teeth  c'  just  clear  of  the  upper  surface  c®  of  the  shoot  sides  c^  c^^.  The 
"  inner  sides  c^^  of  the  teeth  are  so  shaped  that  they  just  clear  a  properly  placed 

40  ^^  nail  head  but  the  teeth  as  they  revolve  clear  away  all  nails  which  are  wrongly 
"  placed.  The  teeth  c^^  upon  one  side  of  the  wheel  are  opposite  the  spaces  c" 
*'  upon  the  other  side  so  that  a  nail  if  touched  upon  the  one  side  has  a  chance  to 
'*  get  away  on  the  other.  In  some  cases  as  in  FigB.  23,  24,  27  and  28,  there  are 
"  many  more  teeth  upon  one  side  of  the  wheel  than  upon  the  other, — ^as  for 

45  "  instance  three  on  one  side  and  ten  on  the  other — which  affords  large  clearance 
''  spaces  for  nails  to  fall  away  from  the  shoot  on  one  side  while  being  struck  by 
**  the  more  numerous  teeth  on  the  other  side.  This  repetition  of  blows  upon 
^  one  side  of  the  nail  has  also  a  tendency  to  cause  the  nail  to  revolve  slightly 
**  and  so  is  more  likely  to  find  its  way  properly  into  the  shoot.    This  is  especially 

50  ''  the  case  with  nails  otherwise  difiQcult  to  deal  with  and  particularly  those  with 
**  heads  of  oblong  sliape  which  must  not  come  down  the  shoot  with  the  longest 
"  way  of  the  head  across.  In  practice  the  wheel  shewn  in  Figs.  19  and  20  has 
^  been  found  successful  with  the  nail  shewn  in  Figs.  21  and  22,  the  wheel  shewn 
^  in  Figs.  23  and  24  with  the  nail  shewn  in  Figs.  25  and  26,  and  the  wheel 

55  **  shewn  in  Figs.  27  and  28  with  the  nail  shewn  in  Figs.  29  and  30.  A  guard  c'* 
"  FigB.  1,  38  and  39  is  used  to  prevent  the  nail  heads  rising  which  may  be  such 
"  as  shown  in  Figs.  38  and  39,  is  which  the  nail  head  ia  free  to  turn  round,  or  if 

2  B  2 
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*'  the  nail  head  be  oblong  and  therefore  requires  to  be  preTented  from  turning 
"  the  guard  &*  Pigs.  36  and  37  is  employed.  Pigs.  51,  52  and  53  shew  another 
**  sort  of  cover  which  may  be  used  with  nails  which  are  not  required  to  be 
"  prevented  from  turning  round  and  which  affords  a  view  of  the  nails  in  the 
**  shoot 


^*  The  nose  piece  ^  is  of  brass  or  non-magnetic  and  has  a  recess  ifi  to  receive 
^^  the  nail  head  and  keep  the  same  in  proper  position.  It  is  cramped  to  the 
**  magnetised  bar  6  by  a  set  screw  e^ 

"  With  brass  nails  the  bar  is  not  magnetized,  as  such  would  be  of  no  use,  but 
^*  an  arrangement  is  used  as  shewn  in  Figs.  44,  45  and  46. 

**  Upon  the  shaft  h- 1  provide  a  cam  g  which  operates  through  a  roll  g^  a  lever  g^ 
"  mounted  on  a  pivot  g^  in  the  head  a'.  The  lever  g^  works  on  a  slide  g^  and 
^^  pawl  ^*  so  as  to  move  round,  a  tooth  at  a  time,  a  ratchet  wheel  g^  whieh  carries 
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^  a  notched  diflc  ^  ronnd  in  a  nail  retaining  the  shell  ^so  that  the  disc  operates 
'*  as  a  nail  feeding  wheel.  As  drawn  the  feeding  wheel  g''  has  eight  notches  and 
^  the  ratchet  wheel  eight  teeth — one  notch  g^  is  opposite  the  shoot  e^  receiTing  a 
^  nail  and  the  opposite  notch  g^^  is  nnder  the  hammer  bar  i^  delivering  a  nail. 
"  The  shell  ^  is  a  circular  pan  with  vertical  sides  and  has  a  hole  ^"  in  its  bottom 
^  under  the  bar  ^  large  enough  for  the  nails  to  drop  through  as  they  arrive  and 
"  for  the  bar  ^  to  follow  when  driven  down  by  its  springs  «•  Figs.  1  and  2. 
'*  Under  the  hole  g^^  is  a  spring  nose  piece  g^^  which  receives  the  nail  and  holds 
**'  it  vertically  in  position  over  &e  shoe  until  the  descending  hammer  iMir  0^  strikes 
"  upon  the  nail  when  the  spring  sides  of  the  nose  piece  g^  yield  and  allow  both 
^  the  nail  and  the  end  of  the  hammer  bar  to  pass  through.  The  spring  g^^ 
"  maintains  the  roll  g^  in  contact  with  the  cam  g  and  also  drives  forward  the 


{The  Device  covered  by  Claims  1  and  2.) 
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"  pawl  g^  but  should  a  nail  get  across  so  as  to  lock  the  disc  g''  to  the  shoot  c*  the 
"  spring  will  fail  to  act  and  no  damage  will  result.  In  some  cases  I  use  a  divider 
"  which  operates  between  the  shoot  end  and  the  feed  wheel  so  as  to  separate  the 
"  nail  within  the  feed  wheel  notch  from  the  next  nail  in  the  end  of  the  shoot 
^  and  so  prevent  cross  locking  by  a  nail  between  the  shoot  end  and.  the  feed 
"  wheel.  The  edge  gauge  h  Figs.  1  and  2  may  be  set  up  or  down  by  slackening 
*'  the  set  screw  A*  and  slightly  turning  the  gauge  on  the  shaft  h\  The  shaft  h^ 
"  is  free  to  slide  forward  and  backwards  in  guides  h^  h^  and  is  prevented  from 
"  revolving  by  an  arm  A*  free  to  slide  in  a  horizontal  race  h^  parallel  to  the 
"  shaft  A*.  Upon  the  shaft  A*  is  a  collar  V  which  limits  the  forward  movement 
"  and  another  collar  h^  which  limits  the  backward  movement.    These  collars  are 
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''  adjnstable  and  take  on  either  side  of  the  guide  bracket  h*.  Carried  on  the 
**  collar  h^  is  a  stop  pawl  A*  which  lies  horizontally,  supported  on  the  peg  h^^. 
"  The  pawl  may  be  made  longer  or  shorter  by  slackening  the  screws  A"  A**  and 
^'  adjusting  the  extension  piece  A^  by  means  of  the  slots  A^^  A'*.  As  drawn 
*'  the  collar  A^  is  against  the  bracket  A^  and  the  end  A^^  of  the  pawl  extension 


nc.44. 


PIC.46. 


ff/fffl2     gS 


FIC45     gS 


{The  Device  covered  by  Claims  5,  4,  and  6,) 


**  piece  against  a  stop  peg  A'^  go  that  the  gauge  A  is  in  a  forward  position,  which 
**  may  be  more  or  less  forward  according  as  the  gauge  A  is  set  by  the  screw  h^ 
"  upon  the  shaft  hK  If  a  row  of  nails  be  driven  round  the  edge  of  the  sole  with 
*'  the  gauge  A  in  the  position  shewn  in  Fig.  1,  a  second  row  may  be  driven 
"  parallel  to  the  first  row  by  lifting  the  pawl  extension  h^  and  sliding  back  the  10 
'«  gauge  A  until  the  notch  A'^  takes  against  the  peg  A>^.  The  thumb  screw  A** 
**  serves  to  cramp  the  shaft  A*  in  any  desired  position. 
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^  Figs.  6,  7  and  8  illustrate  a  top  gauge.  The  downward  projection  i  takes 
"  upon  the  nptnmed  sole  of  the  boot  and  the  hammer  e  drives  the  nails  through 
^  the  gap  f.  After  the  first  nail  is  driven  it  passes,  as  the  boot  is  fed  along, 
"  under  the  serrated  portion  i^  of  the  gauge  which  then  acts  upon  the  heads  of 
^  the.nails.  The  middle  gauge  is  illustrated  in  Figs.  34  and  35  and  takes  the 
''  place  of  the  gauge  h  upon  the  shaft  h*  its  arm  j^  lying  horizontally  across,  as 
*'  to  the  left  of  Fig»  2.  The  horns  y./  take  upon  the  boot  upper  near  the  edge  of 
« the  sole.    If  the  set  screw/  be  free,  the  boot  sole  may  be  swung  horizontally 


FIG. 21. 

T 

nc.22 


FIG. 9.     (fc 


nc.i2.  d!    PIC  13^    I' 

rc37i      "^  '^ 


aa 


FIC.25. 
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FIG. 26 


FIC.I4.  dWlC.15 


FIG  10         If- 


FIG  16 


d'>>^  FIG.I7. 


FIG  11. 


(7%«  Device  covered  by  Claim  7.) 


^  under  the  hammer  so  as  to  drive  curved  lines  of  nailing  in  or  near  the  middle 
10  **  of  the  boot  sole.  The  boot  and  the  horns  y./  swing  about  the  centre  /  of  the 
'*  ring  ;*  which  is  free  in  the  race  y*  of  the  block  j^  except  when  locked  fast  by 
"  the  screw  j"*.  The  block  y*  is  mounted  in  a  horizontal  slide  f  and  when  the 
"  screw  jf*  is  free  the  boot  and  the  block/  may  be  moved  horizontally  across  so 
"  as  to  drive  straight  lines  of  nails  up  the  middle,  or  near  the  middle  of  the  sole. 
15  **  The  distance  of  these  lines  of  nailing  from  the  middle  of  the  sole  is  determined 
"  by  setting  the  shaft  A*  forward  or  backward  by  means  of  the  screw  h^^. 

**  Figs.  9  and  10  shew  an  elevation  and  plan  of  the  carrier  d  with  its  pocket  k 
•*  and  shutter  /.    The  pocket  k  is  fitted  to  the  carrier  d  and  is  secured  by  means 
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^^  of  a  ^rew  d^  so  that  it  is  eaifily  r^moTable  |pr>:th^.. purpose  of  Qbaskiiiig  the 
*'  different  sorts  of  nails.  It  is  ma^e  of  variooi  sizes:  and  shapes  to  sait  the 
"  different  nails  as  is  also  the  sl^ntter  L  Fig.  1^  ejietwci  a  frQnt:yl0.w  (A  the.  poqket 
*'  and  Fig.  13  shews  the  pocket  and  shutter  in  longitudinal  apd  yerti^iiQction 
^'  for  one  sort  of  nail.  Figs.  14  and  .15  in  the  s^me  wa;?  £or  ax^thar  ^i^  |Ad 
"  Figs.  16  B,v^d  17  for  a  third  sort  of,  which  Fig.  18  is  a  pl^..  Flgi  IX  ^ws  a 
^'  plan  of  the  detached  shutt^  I  shewn  in  elevation  in  Fig,  9,  . 


nG.4l. 


{The  Device  claimed  in  Claim  8  and  alleged  to  have  been  infringed.) 


"  Figs.  1,  2,  40  and  41  shew  the  method  of  feeding  forward  the  boot.  The 
"  foot  m  acts  upon  the  head  of  the  nail  last  driven  and  feeds  the  boot  forward  so 
'*  that  in  case  no  nail  is  driven  no  feed  takes  place.  The  foot  m  is  adjustable  10 
'*  horizontally  upon  the  feed  lever  m*  by  means  of  a  cramping  screw  m*,  slot  m' 
"  and  tongue  m^.  The  feed  lever  m}  swings  upon  the  pivot  m*  which  i^  adjust- 
"  able  vertically  in  the  slots  m*  m^  for  the  purpose  of  regulating  the  amouht.of 
"  the  feeding  movement.  The  lever  is  operated  by  a  cam  m^  which  is  mounted 
*'  on  the  shaft  6  and  engages  the  cam  roll  m*.  15 
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*'  For  the  purpose  of  giving  a  slight  upward  movement  to  the  foot  m  in 
"  returning  and  down  again  in  feeding  and  also  that  this  movement  may  be 
"  variable  in  amount  the  slotted  bush  m}^  is  provided  being  fitted  in  a  round 
*|  hole  m"  in  the  lever  tn}  and  held  fast  by  the  screw  mV.  The  pin  m}^  is  secured 
5  "  in  the  frame  a'  and  as  the  lever  m}  is  rocked  by  the  cam  m^  the  inclined  slot 
"  m^  causes  the  lever  and  foot  to  rise  slightly  as  the  foot  returns  and  to  fall 
'*  slightly  as  the  foot  feeds. 

'*  This  rising  and  falling  movement  may  be  decreased  by  setting  the  slot  m}^ 
**  more  level  and  increased  by  setting  the  slot  more  inclined  which  may  be  done 
10  "  by  slackening  the  screw  m>»  and  turning  the  bush  m}^  slightly  in  the  hole  m", 
"  afterwards  setting  up  the  screw  tn}^  again. 

"The  height  of  the  foot  m  may  be  set  by  turning  the  pin  m^^,  the  larger 

"  portion  rn}^  of  which  is  made  eccentric  to  the  smaller  portion  m"  so  that  if  the 

"  nut  tny  be  slackened  and  the  pin  m}^  turned  by  its  head  m^  the  bush  m^\ 

15  "  lever  m*  and  foot  w  are  set  up  or  down,  after  which  the  nut  m}''  is  set  up  again 

"  BO  as  to  hold  the  pin  m^'  fast  in  the  frame  a^    .    .    .    . 

"  The  clearing  wheel  shewn  in  Figs.  27  and  28,  has  extra  clearance  space 
"  provided  between  the  teeth  to  enable  it  to  deal  with  nails  such  as  shewn  in 
**  Figs.  29  and  30  in  which  the  head  is  of  extra  large  diameter.  The  body 
20  "  of  the  wheel  is  reduced  in  diameter  and  the  teeth  made  of  extra  length 
''  so  as  to  afford  space  between  the  body  of  the  wheel  and  the  nail  shoot 
"  for  the  passage  of  the  head  when  the  nail  lies  upon  its  side  on  the  nail  shoot 
II  The  bevelled  portion  of  the  teeth  as  shewn  in  Fig.  28  acts  upon  the  nail 
"  heads  as  soon  as  the  points  of  the  nails  begin  to  assume  a  proper  position  in 
25  "  the  nail  shoot.  f    ±-   t-- 

**  The  method  of  operating  the  nail  carrier  d  has  been  already  described  in  the 
"  Specification  No.  23,363  A.D.  1895  previously  referred  to  but  the  pocket  k 
*|  Figs.  9  to  18  for  receiving  and  supporting  the  head  of  the  nail  and  keeping  it 
•*  in  place  by  preventing  it  from  turning  is  a  new  feature  specially  designed  to 

30  "  deal  with  hob  nails.  The  pocket  as  before  stated  is  made  in  various  shapes 
*^  and  sizes  to  suit  the  &ails  being  dealt  with. 

The  Claims  in  the  amended  Specification  were  as  follows : — "  7.  In  a  machine 
"  for  driving  hob  nails  into  boots,  the  use  of  a  side  guard  which  lies  against  a 
**  flat  side  of  the  nail  heads  in  the  shoot  and  prevents  the  stud  nails  from  turning 

35  '*  as  they  shde  down  the  shoot,  substantially  as  described.  2.  In  a  machine  for 
"  driving  hob  nails  into  boots,  the  use  of  a  guard  as  shewn  in  Figs.  86  and  37 
"  which  prevents  a  rectangular  or  flat  sided  headed  nail  from  turning  round  in 
'J  descending  the  skoot,  substantially  as  described.  3.  In  a  nailing  machine, 
**  the  use  of  &  feeding  wheel  having  a  vertically  notched  edge  and  working  in  a 
^  nail  retaininig  shell  for  the  purpose  of  transferring  nails  from  the  end  of  a 
"  nail  shoot  io  a  position  beneath  a  driver  bar,  substantially  as  described.  4.  In 
^  a  nailing  machine,  the  use  of  a  feeding  wheel  having  a  vertically  notched 
**  edge  and  revolving  intermittently  in  a  nail  retaining  shell  for  the  purpose  of 
**  transferring  nails  from  the  end  of  a  nail  shoot  to  a  hole  in  the  shell  bottom, 

^  "***^?^  which  a  driver  bar  operates  substantially  as  described.  5.  In  a 
**  naiiing  ma<Aine,  the  combination  of  an  intermittently  revolving  feeding 
II  wheel  with  a  vertically  notched  edge,  a  nail  retaining  shell  with  a  hole  in  the 
II  bottom,  a  spring  nose  piece  beneath  the  shell  and  a  driver  for  the  purpose  of 
II  taking  nails  from  a  shoot  and  driving  them  into  a  boot  sole,  substantially  as 

50  H  described.  6.  In  a  nailing  machine,  the  middle  gauge  as  described  and  illus- 
II  tiated  in  Figs.  34  and  35  of  the  Drawings.  7.  In  a  hob  nailing  machine, 
"  constructing  the  nail  carrier  with  a  removeable  pocket  which  can  be  readily 
"  changed  to  suit  variations  in  the  nails,  substantially  as  described.    8.  In  a 

^     **  naUing  machine  which  leaves  the  heads  of  the  nails  projecting  above  the 

d5  "  surface  of  the  work,  the  use  of  a  feeding  foot  which  feeds  for\\ard  the  work 
•*  by  acting  upon  the  head  of  the  nail  last  driven,  substantially  as  described. 
"P.  In  a  nailing  machine,  the  method  of  feeding  forward  the  work  and  the 
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**  adjustments  thereto  belonging  illostrated  in  Figs.  1,  2,  40  and  41,  sabstantially 
"  as  described." 

The  infringement  complained  of  consisted  of  a  feeding  foot  constructed 
sabstantially  in  accordance  with  the  following  Drawing : — 


The  Defendants  by  their  Defence  denied  infringement,  and  alleged  that  the  5 
Patent  was  invalid. 

The  Particulars  of  Objections  alleged,  1,  that  the  alleged  invention  was  not 
new  at  the  date  thereof,  but  had  been  published  within  this  realm  by  the 
publication  of  the  following  Specifications  :— (A)  The  following  were  alleged 
against  Claims  1  and  2 :— (1)  The  Specification  of  Patent  No.  1999  of  1877  10 
granted  to  Morgan  Broum^  page  7,  lines  30  to  52,  and  Figs.  1,  2,  and  3  were 
relied  on ;  (2)  the  Specification  of  the  United  States  Patent  No.  189,837,  dated 
the  24th  of  April  1877,  granted  to  Blake ;  (3)  the  Specification  of   Patent 
No.  2591  of  1885,  granted  to  Gardner  ;  (4)  the  Specification  of  P&tent  No.  5085 
of  1889,  granted  to  Brining^  page  3,  lines  46  to  56,  page  4,  lines  50  to  57,  and  15 
Figs.  4,  5,  7, 8,  and  35  were  relied  on  ;  (5)  the  Specification  of  Patent  No.  2892 
of  1890,  granted  to  Horn ;  (6)  the  Specification  of  Patent  No.  15,569  of  1892, 
granted  to  Pitt,  page  2,  line  41,  to  page  3,  line  3,  and  Figs.  1,  2,  3,  and  7  were 
relied  on ;  (7)  the  Specification  of  Patent  No.  22,031  of  1892,  granted  to  OtUter ; 
(8)  the  Specification  of  Patent  No.  23,363  of  1895,  granted  to  Dormant  page  2,  90 
line  57,  to  page  3,  line  11,  page  7,  lines  27  to  31,  and  Figs.  1,  5,  and  24  were 
relied  on  ;  (9)  the  Specification  of  Patent  No.  18,658  of  1896,  granted  to  StircJder. 
(B)  The  following  were  alleged  against  Claims  3,  4,  and  5  : — (1)  The  Specifica- 
tion of  Patent  No.  1999  of  1877,  granted  to  Morgan  Brown,  page  1,  lines  14  to 
17,  page  2,  lines  25  to  28,  page  7,  line  30,  to  page  8,  line  27,  and  Figs.  3, 4,  and  5,  25 
were  relied  on  ;  (2)  the  Specification  of  the  United  States  Patent  No.  189,837, 
dated  the  24th  of  April  1877,  granted  to  Blake ;  (3)  the  Specification  of  Patent 
No.  15,569  of  1892,  granted  to  Pitt,  page  1,  lines  5  to  17,  page  3,  line  4,  to 
page  4,  line  32,  and  Figs.  1,  2,  3,  4,  and  5,  were  relied  on  ;  (4)  the  Specification 
of  Patent  No.  23,363  of  1895,  granted  to  Dorman,  page  1,  lines  4  to  20,  pa^  2,  30 
line  57,  to  page  3,  line  43.  page  5,  lines  1  to  9,  and  19  to  35,  page  7,  line  14,  to 
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page  8,  Une  8,  page  9,  lines  24  to  41,  and  Figs.  10, 11, 12, 13, 14, 15, 16, 18, 19, 
20, 21,  24,  and  25,  were  reHed  on  ;  (5)  the  Specification  of  Patent  No.  17,421  of 
1897,  granted  to  Lee^  the  whole  was  relied  on,  (O)  The  following  were  alleged 
against  Claim  7  of  the  Specification :— (1)  The  Specification  of  Patent  No.  9434 
5  of  1888,  granted  to  Boothman ;  (2)  the  Specification  of  Patent  No.  5085  of  1889, 
granted  to  Brining^  page  1,  lines  13  to  27,  page  4,  lines  50  to  57,  page  5,  lines  5 
to  23,  and  Figs.  3,  33,  and  39  were  relied  on ;  (3)  the  Specification  of  Patent 
No.  23,363  of  1895,  granted  to  Dorman,  page  1,  lines  4  to  20,  page  2,  line  57,  to 
page  3,  line  43,  page  5,  lines  19  to  35,  p:ige  7,  line  14,  to  page  8,  line  8,  and 

10  KgB.  10,  11,  12,  13,  18,  19,  and  20  were  relied  on.  (D)  The  following  were 
alleged  against  Claims  8  and  9  :— (1)  The  Specification  of  Patent  No.  1999  of 
1877,  granted  to  Morgan  Browny  the  whole  was  relied  on  ;  (2)  the  Specification 
of  the  United  States  Patent  No.  189,835,  dated  the  24th  of  April  1877,  granted 
to  Blake ;  (3)  the  Specification  of  the  United  States  Patent  No.  189,837,  dated 

15  the  24th  of  April  1877,  granted  to  Blake ;  (4)  the  Specification  of  the  United 
States  Patent  No.  189,850,  dated  the  24th  of  April  1877,  granted  to  Fairfield ; 
(5)  the  Specification  of  Patent  No.  9434  of  1888,  granted  to  Boothman ;  (6) 
the  Specification  of  Patent  No.  22,031  of  1892,  granted  to  Cutter ;  (7)  the 
Specification  of  Patent  No.  14,487  of  1896,  granted  to  Woodward ;  2,  that  the 

20  matters  claimed  in  all  the  Claims  of  the  Specification  of  the  Patent  were  not 
matters  of  inventidn,  bnt  merely  of  arrangement  of  well-known  parts,  and 
consequently  the  Patent  was  invalid  for  want  of  subject-matter.  In  support  of 
this  objection  the  Defendants  would  refer  to  the  Specifications  set  out  in 
paragraph  1  above ;  3,  that  the  Patent  was  invalid  for  the  reason  that  the 

25  inventions  described  in  the  Complete  Specification  and  claimed  in  Claims  >, 
2,  and  7  were  different  from  and  larger  than  the  invention  described  in  the 
Provisional  Specification. 

The  anticipations  which  were  chiefly  relied  on  were  the  Specification  of 
Patent  No.  23,363  of  1895  granted  to  Darman^  the   Patentee  of  the  Patent 

80  sued  on,  and  that  of  Patent  No.  1999  of  1877  granted  to  Morgan  Brotun. 

The  Dii^Dprams,  which  appear  on  p.  332,  illustrate  the  material  parts  of  Dor  man 
(No.  23,363  of  1895)  which  were  relied  on  against  Claim  7. 

The  nails  d^^  are  conducted  down  the  shoot  c^  and  enter  a  notch  in  the  oscillating 
carrier  t2,  which,  turning  in  the  direction  of  the  arrow,  arrives  in  the  position 

35  indicated  in  Figs.  12  and  13,  the  nail  being  retained  in  the  notch  during  the 
journey  by  the  shutter  d".  The  nail  is  withdrawn  from  the  carrier  by  a 
magnetised  hammer  and  subsequently  driven  into  the  work. 

Morgan  Brotun  (No.  1999  of  1877)  showed  an  arrangement  for  feeding  the 
work,  and  was  principally  relied  on  as  against  Claim  8  of  the  Plaintiff's 

40  Specification.    (See  Diagrams  on  p.  333.) 

The  bar  P  pivotted  at  its  centre  receives  an  oscillating  motion  from  a  grooved 
cam ;  this  motion  is  communicated  to  the  feed  bar  k^y  and  the  nose  of  the 
bar  1^  acts  on  the  nail  last  driven.  The  nails  at  this  stage  are  only  partially 
driven,  as  is  shown  by  the  sectional  Drawing  Fig.  8. 

45  ^    Several  of  the  Specifications. were  referred  to  with  a  view  to  showing  that  the 
ideas  of  placing  nails  in  a  sloping  shoot,  and  guiding  them  thence  to  a  moving 
carrier  which  transferred  them  to  the  driver,  had  been  previously  well  known. 
The  action  came  on  for  trial  before  Mr.  Justice  Farwbll  on  the  22nd  of 
January  1906. 

50  MouUon  K.C.,  Bousfield  K.C.,  and  A.  J.  Waiter  (instructed  by  Wilson, 
Brietowa  and  Carpmael)  appeared  for  the  Plaintiffs ;  T.  Terrell  K.C.  and 
J.  C.  Oraham  (instructed  by  Corbin^  Greenery  and  Cooky  agents  for  Beaumont 
and  Croft  of  Leeds)  appeared  for  the  Defendants. 

Moulton  K.C.  opened  the  Plaintiffs'  case. — The  problem  which  DormarCe 

55  invention  solves  is  that  of  regular  close  nailing  at  great  speed.  This  problem 
involves  the  practical  difficulty  that  the  nails  used  are  sometimes  irregular  in 
ihape,  the  centre  of  the  head  of  the  nail  not  being  concentric  with  the  shank. 
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In  DormarCs  feeding  device  the  point  of  the  feed  foot  always  engages  with  the 
head  of  the  nail  last  driven,  and  the  feed  being  equal  fo^  each  nail  the  heads 
will  not  overlap  or  have  gaps  between  them.  In  addition  to  this  advantage  the 
special  construction  and  centreing  of  the  arraDgements  shown  in  Figs.  40  and  41 
causes  the  point  m  to  rise  sharply  in  its  backward  motion  and  to  descend  with 


,....1 '... _....r 


F^..3.     ^ 


a  dipping  motion  to  feed  by  the  next  nail,  the  arrangement  of  the  straight 
slot  m^  and  the  adjustable  inclined  slot  m>^  being  in  effect  to  shift  tiie  centre  of 
oscillation  of  the  feed  bar  to  the  left  of  the  central  line.  The  Defendants 
have  produced  the  same  effect  by  a  different  device,  which  is,  for  this 
purpose,  a  mechanical  equivalent;    and   this  dipping  motion  gives  a   Tery  10 
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great  advantage  in  nailing  round  sharp  carves  each  as  are  to  be  found  at  the 
toe  of  a  boot  Nona  of  the  Specifications  alleged  as  anticipations  solve  the 
difiSculty  of  regular  close  nailing  at  high  speed. 

Jf.  A.  Adam  and  James  Swinburne  were  called  for  the  Plaintiffs. 

Bouefidd  ELC.  summed  up  the  evidence  for  the  Plaintiffs. — Dorm^n^e  is  the 
only  machine  that  will  deal  with  the  problems  involved  in  using  rectangular 
nails  and  obtaining  regular  spacing  at  high  speed ;  and  we  submit  that  the  Claims 
should  be  constraed  as  being  limited  to  the  particular  kind  of  machine  in  which 
the  attainment  of  these  objects  is  aimed  at.  None  of  the  other  Specifications  deal 
with  the  nails  as  they  pass  down  the  shoot,  and  throagh  the  carrier  to  the  feed  foot, 


nc.8 


ric  12. 


having  regard  to  their  ultimate  positioning.  To  see  that]the  fiat  guard  applied  on 
one  gide  only  in  Figs.  38  and  39  would  prevent  the  rectangular  nails  from  turning 
or  jamming  required  invention.  So  fsur  as  Claims  3, 4,  and  5  are  concerned,  it  was 
an  improvement  to  allow  the  rectangular  nail  to  enter  a  rectangular  pocket  in 

15  the  revolving  carrier  and  by  this  means  to  be  carried  into  position  for  driving 
without  turning,  and  without  having  to  be  removed  from  the  carrier.  Referring 
to  Claim  7,  the  improvement  on  the  carrier  described  in  Dorman^s  earlier 
Specification. conmsted  in  the  arrangement  of  a  removable  pocket  so  as  to  make 
the  machine  work  with  any  kind  of  rectangular  nul  which  might  thereby  be 

20  conveyed  to  the  driver  without  turning. 

C*  F.  'Boys  gave  evidence  in  support  of  the  DefendantB^oase* 
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Terrell  K.C.  for  the  Defendants. — As  to  novelty,  there  is  no  invention  in 
guiding  a  rectangular  body  down  a  shoot  as  claimed  in  Claims  1  and  2 ;  e,g.y 
printers  always  employ  a  "  printer's  stick  "  when  setting  up  type.    Each  Claim 
must  stand  by  itself,  and  there  is  nothing  to  show  that  the  different  Claims  are 
limited  to  any  particular  class  of  machine.    A  device  for  feeding  by  the  head  ^ 
of  the  nail,  so  as  to  correct  the  irregularity  caused  by  the  nail  shanks  being 
set  eccentrically  to  the  heads,  is  not  new — it  is  to  be  found  in  Morgan  Brown^s 
machine  ;  in  this  machine  the  width  of  the  nose  of  the  bar  k^  is  such  that  it . 
must  engage  with  the  widest  part  of  the  nail  (t.e.,  the  head).    As  to  Claim  7, 
there  can  be  no  invention  in  arranging  a  removable  pocket  so  as  to  make  the  ^^ 
carrier  fit  any  kind  of  nail ;  such  a  device  is  common  to  the  construction  of 
many  kinds  of  tools— tf.^.,  the  "  tool  pad.'*    As  to  infringement,  if  the  eighth 
Claim  is  generally  for  any  kind  of  feed  device  which  is  adapted  to  feed  by  the 
head  of  the  nail,  then  it  in  invalid  on  account  of  Morgan  Brown,    If  it  is  for 
the  particular  device  shown  in  Figs.  40  and  41,  then  we  do  not  infringe.  ^^ 
Moreover,  the  rising  or  falling  or  '^  plunging "  motion  is  so  small  as  to  be 
almost  immaterial. 

Moulton  K.C.  replied. 

Judgment  was  reserved  and  was  delivered  on  the  29th  of  January  1906. 

Farwbll  J.— The  Plaintiffs  as  owners  of  Doj^man's  Patent,  No.  19,654  of  20 
1898,  claim  an  injunction  to  restrain  the  Defendants  from  infringing  the 
invention  specified  and  described  in  the  eighth  Claim  of  the  Specification  :  no 
other  breach  is  alleged.    The  Defendants'  machine  is  quite  different  from  the 
Plaintiffs*  machine,  except  in  the  one  particular  specified  in  this  eighth  Claim. 
The  Plaintiffs  are  therefore  compelled  to  treat  the  Patent  sued  on  as  granted  21) 
for  a  number  of  specific  matters  claimed  as  separate  inventions,  and  not  for  the 
machine  ;  for  if  it  is  for  an  entire  machine  the  Defendants  do  not  infringe  ;  and 
the  Plaintiffs  have  to  face  the  other  horn  of  the  dilemma  that,  if  any  one  of  their 
Claims  is  bad,  the  whole  Patent  fails.    The  invention  relates  to  machines  used 
for  driving  hobnails,  rivets,  &c.,  into  boots  and  shoes  and  is  an  improvement  on  30 
a  prior  Patent  of  Dorman's,  No.  23,363  of  1895.    The  Claims,  however,  are  not 
restricted  to  machines  made  in  accordance  with  such  prior  Patent,  nor  was  such 
Patent  for  any  particular  machine  but  was  also  for  a  number  of  different 
inventions  in  any  machines  for  putting  nails  (from  hobnails  to  lasting  tingles 
or  tacks)  into  shoes.    The  Plaintiffs  argued  that  Dormah*8  invention  was  con-  35 
fined  to  machines  having   three  distinct    objects,  (I)  to  place  the  nail  in 
position ;   (2)  to  maintain  it  there  until  driven  in ;  (3)  to  feed  forward  the 
work  ;  and  that  the  generality  of  the  expressions  in  the  Claim  *^  in  a  machine 
**  for  driving  hobnails,"  "  in  a  nailing  machine,"  "  in  a  hobnailing  machine  " 
must  therefore  be  restricted  to  machines  of  that  nature.    I  am  unable  to  40 
adopt  this  view.    The  words  are  quite  general ;    there  is  nothing  in  the 
Specification  to  show  that   the   inventor  is  referring  only  to  a  particular 
class  of  machine  or  to  any  particular  machines  at  all.    I  do  not  of  course  read 
the  Claims  by  themselves,  but  as  part  of  the  whole  Specification  and,  in  their 
proper  place,  as  summing-up  and  stating  with  accuracy  the  claims  made,  in  45 
relation  to  and  arising  out  of  the  matters  stated  in  the  narrative  and  descriptive 
portion  of  the  Specification,  and  reading  them  and  the  Specification  as  a  whole 
I  find  no  such  reference  to  the  three  points  mentioned  by  Counsel  for  PlaintifiPs 
as  would  justify  me  in  limiting  the  Claims  as  they  euggest. 

Reading  the  Specification  in  this  way  Mr.  Terrell  contends  that  Claim  1  Ib  50 
bad.  It  is  ^'  in  a  machine  for  driving  hobnails  into  boots,  the  use  of  a  side  guard 
'*  which  lies  against  a  flat  side  of  the  nail  heads  in  the  shoot  and  prevents  the 
*<  said  nails  from  turning  as  they  slide  down  the  shoot,  substantially  as  dee- 
*<  cribed."  In  putting  in  hobnails,  difficulty  arose  from  the  irregularity  of  the 
size  of  their  heads  and  the  occasional  want  of  concentricity  in  their  pins  :  it  is  55 
necessary  to  put  the  hobnails  straight  and  close  together.  The  old  process  was 
that  the  nails  were  fed  into  a  receptacle  and  arranged  with  heads  uppermost 
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and  in  such  a  way  as  to  make  them  travel  in  one  way  by  a  shoot  to  the  hammer : 
as  the  machine  which  works  at  a  high  rate  of  speed  vibrates  considerably,  the 
nails  jump  a  good  deal  in  descending  and  it  was  expedient  to  prevent  them 
from  turning  round  and  so  jamming  the  machine,  of  which  there  was  risk  when 
5  the  heads  were  rectangular,  and  Dorman  accordingly  puts  a  side  guard  which 
lies  against  the  flat  side  of  the  nail  heads  in  the  shoot  and  so  prevents  them 
from  turning.  AH  the  rest  of  the  machine  remains  as  before  and  he  claims  this 
as  an  invention,  whenever  applied  to  any  machine  for  driving  hobnails  into 
boots.    In  my  opinion  the  Claim  fails.    A  patentee  who  claims  that  he  can 

10  prevent  any  man  from  using  any  form  of  side  guard  lying  against  a  flat  side 
of  a  hobnail  in  any  shoot,  in  any  machine  for  driving  hobnails  into  boots,  ought 
to  show  a  meritorious  invention  to  justify  his  monopoly,  but  I  can  see  no 
invention  whatever  in  this.  I  think  that  the  ordinary  intelligent  workman 
would  adopt  such  an  expedient  if  he  had  Morgan  Broum^s  machine  or  Dorman^ a 

15  machine  of  1895  and  was  told  to  adopt  some  means  to  keep  the  nails  from 
jumping  out. 

Claim  2  which  prevents  the  nails  from  rising  by  a  cover  and  by  guards  on 
both  sides  is  open  to  the  same  objection. 
Claim  7  is  for  a  removable  pocket.  It  is  ''  In  a  hobnailing  machine,  constructing 

SO  *^  the  nail  carrier  with  a  removable  pocket  which  can  be  readily  changed  to  suit 
^^  variations  in  the  nails  substantially  as  described.*'  The  essence  is  the  remov- 
ability ;  it  is  necessary  at  some  stage  to  hold  the  nails  in  a  pocket.  Such  nails 
in  a  hobnailing  machine  are  of  different  sizes.  If  the  pocket  is  a  fixed  pocket, 
it  will  hold  nails  adapted  to  that  size  only.    The  alleged  invention  is  '^  make 

25  "  your  pocket  removable,"  and  you  can  then  have  several  pockets  of  several 
different  sizes  and  fit  on  such  as  you  require.    In  my  opinion  this  is  far  removed 
from  invention.    This  Claim  was  also  referred  to  on  the  objection  of  discon- 
f ormity,  but  that  objection  was  not  pressed  and  could  not  I  think  succeed. 
The  eighth  Claim  is  that  sued  on  in  this  action.    It  is  '*  In  a  nailing  machine  . 

30  '^  which  leaves  the  heads  of  the  nails  projecting  above  the  surface  of  the  work, 
"  the  use  of  a  feeding  foot  which  feeds  forward  the  work  by  acting  on  the  head 
"  of  the  nail  last  driven  substantially  as  described."  The  Plaintiffs  contend 
that  it  claims  a  feeding  foot  with  a  plunging  or  rising  and  falling  motion.  If 
this  is  not  to  be  found  there,  the  alleged  invention  is  anticipated  by  Morgan 

35  Brown^  who  has  a  horizontal  feed,  and,  taking  his  Drawings,  if  the  feed  shown 
in  his  Fig.  11  were  applied  to  the  row  of  nails  shown  on  his  Fig.  8,  the  feed 
would  be  done  by  the  widest  point  of  the  side  of  the  head  of  the  nail.  This  is 
exactly  what  the  Plaintiffs  do.  In  my  opinion  this  plunging  motion  is  no  part 
of  DormarCs  invention. 

iO  The  Specification,  apart  from  the  Claim,  is  necessarily  in  many  cases  taken 
up  with  statements  of  details  which  are  matters  of  common  knowledge,  but 
which  must  be  set  forth  for  the  purpose  of  explanation.  The  f  auction  of  the 
Claim  is  to  guard  the  Patentee  against  the  suggestion  that  his  invention  is 
intended  to  include  such  matters.  The  Act  (Section  5  (5)  )  provides  that  there 
45  shall  be  a  distinct  statement  of  the  invention  claimed.  The  rising  and  falling 
movement  is  referred  to  at  page  7,  line  16,  et  seq.*  If  this  is  intended  to  be 
claimed  as  part  of  the  invention,  the  Patentee  was,  in  my  opinion,  bound  to  say 
BO  distinctly  in  the  Claim.  I  come  to  this  conclusion  on  the  Specification  disre- 
garding the  amendments,  because  the  law  is  at  present  in  a  state  of  doubt  owing 
50  to  the  decision  of  the  Court  of  Appeal  in  Haitersley  v.  Hodgson  (21  R.P.C.  517), 
now  under  appeal  to  the  House  of  Lords.!  The  Court  there  held  that  amendments 
in  a  Specification  cannot  be  looked  at  on  a  question  of  construction,  purporting 
to  follow  a  decision  of  the  House  of  Lords.     I  am  told  that  the  point  was  not 


*  Ant6,  page  329,  line  1. 

t  This  appeal  has  now  been  heard,  and  was  dismissed  with  costs ;  ante^  page  192. 
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argued  before  them  and  their  attention  was  not  called  to  Moser  v.  Marsden 
(13  R.P.O.  24),*  where  Lord  Watson^  with  whose  judgment  Lord  Halsbury  L.O. 
agreed,  said  **  the  Claim,  as  it  stood  before  amendment,  cannot  be  competently 
*'  referred  to,  except  as  an  aid  in  the  construction  of  its  language  after  amend- 
''  ment."  If  this  were  part  of  the  decision  of  the  House  it  bound  the  Court  of  5 
Appeal  and  of  course  this  Court  also.  If  it  was  not,  the  decision  of  the  Court 
of  Appeal  binds  me. 

I  do  not  think  I  need  consider  whether  the  Court  of  Appeal  was  bound  or 
not,  and,  as  the  case  is  under  appeal,  I  will  only  say  that,  if  I  am  at  libez-ty  to 
look  at  the  amendments  here,  I  am  confirmed  in  my  opinion.  The  passage  that  10 
I  have  referred  to  at  page  7  obviously  refers  to  Claim  18  now  struck  out  by 
amendment,  and  it  would  be  a  strange  construction  that  would  allow  a  Patentee 
to  strike  out  a  Claim  so  that  he  could  rely  on  disclaimers  if  the  validity  of  that 
specific  Claim  was  attacked,  but  could  bring  in  the  same  Claim  by  a  side  wind 
if  and  whenever  it  suited  his  purpose  to  do  so.  Further,  if  Claim  8  does  involve  15 
the  plunging  motion,  I  am  not  convinced  that  the  Defendants  infringe — ^I  doubt 
if  there  is  any  appreciable  plunging  motion  in  their  machine. 

The  action  is  dismissed  with  costs,  and  I  certify  that  the  Particulars  of 
Objection  are  proper,  but  as  to  the  Specifications  relied  on  as  anticipations  I 
allow  only  those  that  have  been  referred  to — namely,  Morgan  Brown  and  the  20 
American  Patents,  which  are  practically  the  same,  and  also  Lee^  Pitty  Brining^  * 
and  Dorman  of  1895. 

Walter  asked  that  the  Particular  of  Objection  as  to  disconfomiity  should  not 
be  certified,  and,  TerrM  E.O.  agreeing,  no  Certificate  was  granted  as  to  it. 


*  Mo$er  ▼.  Manden  was  referred  to  in  argmnent  la  Hatter Aey  ▼.  Hodgwn ;  see  ti  RP.G.  afc 
page628.«J.O. 
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In  thk  High  Court  of  Justiob.— OnANOBBT  Divisio^r, 

Before  Mr.  Justice  Swinpbn  Eadt. 

March  9th  and  23rd,  1906. 

Stab  Otolb  Oohpany  Ld,  v.  Frankbnburqs, 


5  Action  to  restrain  passing-off  and  infringement  of  Trade  Mark. — "  Star 
^  Cycles^'* — Motion  for  interlocutory  injunction. — Failure  of  charge  of  actual 
fraud, — Use  by  Defendant  in  trade  catalogues  of  name  ^^  Midland  Star.^^ — 
Probability  of  deception  not  established. — No  Order  on  motion  except  as  to  costs. 

On  the  8th  of  Febmary  1906  the  Star  Cycle  Company  Ld,  commenced  an 
10  action  against  Hyman  Frankenburg^  trading  ander  the  name  and  sued  as 
Frankenburgs^  claiming  an  injunction  to  restrain  the  Defendants,  their 
servants,  workmen,  and  agents  from  in  any  manner  passing  off  or  enabling  or 
assisting  others  to  pass  off  any  cycles  or  parts  of  cycles  or  accessories  to  cycles, 
not  of  tiie  Plaintiffs'  manufoctnre  or  merchandise,  as  or  for  the  Plaintiffs'  goods, 

15  and  from  selling  or  offering  or  exposing  or  advertising  for  sale  or  procuring  to 
be  sold  any  such  goods  as  aforesaid  under  the  description  of  a  Star  or  the  name 
•*  Star  **  with  or  without  additions,  or  under  any  other  name  which  by  reason  of 
colourable  imitation  of  the  said  name  or  otherwise  was  calculated  to  represent 
or  lead  to  the  belief  that  such  goods  were  the  Plaintiffs'  goods,  and  from  in  any 

20  other  manner  using  such  description  or  name  as  aforesaid  so  as  to  be  calculated 
to  represent  or  lead  to  such  belief  as  aforesaid,  and  from  in  any  manner  infringing 
the  Plaintiffs'  registered  Trade  Mark  No.  155,130,  and  claiming  consequential 
relief.  The  Trade  Mark  referred  to  was  registered  for  bicycles  and  certain 
other  articles  in  Class  22.      It  consisted  of  the   device   of  a  Star.     It  was 

25  originally  registered  in  March  1891,  and  was  transferred  to  the  Plaintiff 
Company  in  1897,  which  was  the  year  of  the  formation  of  the  Company. 
The  cycles  of  the  Plaintiffs  and  their  predecessors  had  been  long  known  as 
*'Star  Cycles,*'  and  they  alleged  that  the  name  indicated  their  goods  only. 
They  complained  of  an  advertisement  by  the  Defendants  in  their  Trade  Circular 

30  of  the  **  Midland  Star  Cycle,"  and  they  also  alleged  that  the  Defendants  had 

accepted  an  order  for  a  "Star"  cycle,  but  this  was  denied.    The  Plaintiffs 

moved  for  an  interlocutory  injunction  in  the  terms  of  the  writ.    The  evidence 

on  the  motion  sufficiently  appears  froui  the  judgment. 

Micklem  E.C.  and  L.  A  Sebastian  (instructed  by  R.  Barnes)  appeared  for  the 

35  Plaintiffs;  Eve  K.C.  and  Christopher  James  (instructed  by  Pepper^  Tangye^ 
<  Toung  A  Oo.^  agents  for  Pepper,  Tangye^  and  Winte^^on  of  Birmingham) 
apPMffed  for  the  Defendant. 
^*^  2  a 
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SwiNPBN  EadY  J.— The  Plaihtiflrs,  the  Star  Cycle  Company  Ld^  are  a 
Company  incorporated  in  1896,  and,  according  to  the  evidence,  they  have 
a  considerable  trade  in  cycles.  The  motion  is  to  restrain  the  Defendants  from 
passing  oflF  their  cycles  as  and  for  the  Plaintiffs',  and  from  infringing  the  Plaintiffs* 
Trade  Mark.  The  Plaintiffs  in  support  of  their  case  first  charge  the  Defendants  5 
with  an  actual  and  positive  fraud,  that  is  to  say  in  his  first  affidavit  Mr. 
Edward  Lisle,  the  younger,  says  that  on  the  7th  of  February  "  I  caused  an 
**  order  to  be  given  to  the  Defendants  for  a  •  Star'  cycle" — ^not  a  *  Midland  Star* 
cycle,  but  for  a  *  Star '  cycle — "  The  Defendants  stated  that  they  had  not  one 
**  in  stock,  but  they  accepted  the  order  for  future  delivery,"  In  answer  to  that,  10 
Mr.  Frankenburg  and  his  salesman  deny  that  anything  of  the  kind  had  taken 
place.  The  salesman  says  "  No  order  was  on  the  7th  of  February  instant,  or  on 
"  any  other  day  given  to  me,  or  to  the  best  of  my  belief,  to  any  person  acting  for 
"  the  Defendant,  for  a  '  Star '  cycle,  nor  was  any  such  order  accepted  for  future 
"  delivery,  or  otherwise,  by  me,  or  to  the  best  of  my  belief,  by  any  other  person.  15 
**  If  such  an  order  had  been  given  at  Birmingham  and  accepted  it  must  have 
"  come  to  my  Imowledge."  Then  the  Defendant  Mr.  Frankenburg  denies  that 
any  order  has  ever  been  given  to  him  or  accepted  by  him  for  a  "  Star  "  cycle. 

When  this  motion  was  first  mentioned  to  me  a  fortnight  ago  the  evidence 
stood  in  that  position.  It  was,  of  course,  exceedingly  unsatisfactory,  to  make  20 
a  deliberate  charge  of  fraud,  and  then,  when  it  is  denied,  not  to  attempt  to 
substantiate  it  in  any  way.  So  the  matter  stood  over  until  to-day.  Now  it 
appears  there  is  no  further  affidavit  on  that  point  by  Mr.  Lisle,  although  he  has 
made  affidavits  dealing  with  other  matters.  But  Mr.  Robert  Garner^  manager 
to  Mr.  A7'thur  William  Whittlesey,  cycle  agent,  has  made  an  affidavit,  and  says  25 
this—"  On  or  about  the  7th  of  February  last,  on  the  instructions  of  the  said 
"  Arthur  William  Whittlesey,  I  called  at  the  Defendants'  shop  in  Snow  Hill, 
•*  Birmingham,  for  the  purpose  of  purchasing  one  of  their  *  Midland  Star '  cycles, 
"  which  was  mentioned  in  their  Catalogue,  a  copy  of  which  I  took  with  me.  I 
"  saw  one  of  the  Defendants'  assistants  and  asked  him  for  another  of  their  30 
**  Cataloguee,  but  he  said  he  could  not  give  me  another.  I  then  said  I  wanted 
"  to  see  some  of  their  cheap  machines,  and  drew  his  attention  to  the  prices  on 
"  the  page  of  Defendants'  said  Catalogue  advertising  *  Midland  Star '  cycles, 
'*  which  I  had  open  in  my  hand  at  such  pa?e  and  showed  to  him.  I  told  him  I 
^'  wanted  to  purchase  one,  and  also  asked  him  if  he  could  give  me  a  quotation  35 
''  for  a  quantity.  He  said  they  had  no  machines  just  then,  made  up,  but,  if  I 
**  called  on  the  following  Friday,  I  could  then  see  the  cycles  as  mentioned  in 
"  their  Catalogue  as  they  would  by  that  time  be  made  up,  and  I  could  then  have 
"  one."  That  is,  he  was  asked  to  call  again.  The  evidence  for  the  Defendants 
is  that  it  was  not  a  "  Star  "  cycle  that  v^as  asked  for,  but  a  '*  Midland  Star  "  cycle  40 
by  a  person  who  had  the  Defendants'  Catalogue  in  his  hand  ;  and  that  no  order 
for  a  "  Star  "  cycle,  or  for  any  other  cycle  was  given  or  accepted  ;  but  simply 
that  the  person  who  called  was  to  call  again.  I  think  that  so  far  the  charge  of 
that  actual  and  positive  and  deliberate  fraud  seems  to  fall  to  the  ground 
altogether.  ^ 

Then  it  is  said  that  in  any  case  the  Defendants  ought  to  be  restrained  from 
passing  off.  Now  it  appears  that  the  Defendants  deal  with  the  trade  only, 
and  do  not  put  any  transfer  or  mark  on  the  machines  that  they  sell.  So  that 
the  case  is  not  like  those  where  it  is  said  that  a  manufacturer,  if  he  himself  does 
not  commit  fraud  when  selling  to  the  trade,  puts  it  into  the  hands  of  other  50 
persons  the  means  to  commit  a  fraud,  because  the  machines  when  they  leave 
the  Defendants  do  not  carry  any  mark.  The  Defendants  in  their  Catalogue 
advertise  the  "  Midland  Star "  cycle  and  the  "  Midland  Star "  cycle,  Ladies' 
Roadster,  in  each  case  with  a  specification  setting  out  in  detail  the  various  parts 
together  with  the  manufacturers  of  them.  The  rims  are  mentioned,  Westwood  55 
or  Roman  rims;  then  the  chain- wheel,  Williams'  plated  chain  wheels;  the 
gear  as  required ;   then  the  chain,  specifying  either  BrampUm^B  or  Perry^B  1 
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then  the  pedals,  specifying  different  sorts  of  pedals ;  free-wheels,  Perry^a 
or  Fagan'a;  then  brakes,  different  kinds  of  brakes;  the  saddle;  the  handle- 
bar— in  fact  the  specification  goes  'through  the  machine  and  specifies  the  mann* 
factorers  of  the  various  parts  which  the  Defendants  put  together  and  sell  as 
5  the  **  Midland  Star  "  cycle,  and  they  do  the  same  with  the  Ladies*  Roadster,  also 
as  the  *^  Midland  Star  "  cycle.  It  seems  to  me  that  it  is  quite  impossible  that  any 
person  in  the  trade  going  to  the  Defendants  for  these  **  Midland  Star**  cycles  and 
seeing  the  specification  could  possibly  come  to  the  conclusion  that  they  were 
the  Plaintiffs*  cycles. 

10  Bui  still  it  Is  said  that  there  is  evidence  of  the  trade  that  persons  would  be 
deceived.  Now  it  seems  to  me  that  there  is  no  evidence  of  the  trade  upon 
which  I  can  place  the  least  reliance,  because  there  is  no  person  in  the  trade  who 
speaks  as  to  the  facts  from  which  he  draws  his  inference.  It  has  been  rather 
suggested  at  the  Bar,  notwithstanding  the  evidence,  that  the  Defendants  must 

15  mark  their  machines  in  some  way  and  put  a  transfer  on  them,  otherwise  why 
have  a  transfer  prepared,  and  some  of  the  trade  witnesses  seem  to  assume  that 
the  name  will  be  on  the  machine.  Again  none  of  them  refer  to  the  Defendants' 
specification  in  their  Catalogues  of  what  they  sell  as  the  "  Midland  Star**  cycle, 
and,  so  far  as  I  can  see,  not  one  of  the  Plaintiffs*  trade  witnesses  has*  ever  seen 

20  the  Defendants*  Catalogue,  or  knows  the  way  in  which  they  use  the  description 
or  specification  containing  the  details  of  which  the  cycle  is  composed.  Many 
of  the  trade  affidavits  are  very  much  in  the  same  form.  I  take  Larcombe  of 
Castle  Square,  Ludlow,  as  a  specimen.  He  says  he  has  been  eight  years  in  the 
cycle  trade,  and  that  he  was  well  acquainted  with  the  Plaintiffs*  cycles  under 

25  the  name  of  "  Star  **  cycles.  **  Anyone  asking  for  a  *  Midland  Star  *  cycle  would 
**  certainly  expect  to  get  a  cycle  of  the  Plaintiffs*  make.**  Now  does  he  mean 
by  that  a  member  of  the  public  ?  The  Defendants  do  not  sell  to  the  public.  Does 
Larcombe  mean  a  trader  going  with  this  Catalogue  in  his  hand,  which  apparently 
he  has  never  seen  ?    It  is  quite  obvious  that  could  not  be  the  case.    He  says  the 

30  Plaintiflte*  cycles  are  known  as  '^  Star**  cycles,  and  the  name  or  description  of 
^  Midland  Star  '*  cycle  would  lead  to  the  belief  that  such  cycles  were  of  the 
Plaintiffs*  manufacture.  That  is,  therefore,  an  affidavit  by  a  person  who  has  not 
seen  the  machine,  who  has  not  seen  the  Catalogue,  and  does  not  know,  therefore, 
the  circumstances  under  which  the  name  is  used.    The  other  trade  affidavits  are 

35  to  the  same  effect. 

Then  in  reply — and  apparently  it  is  introduced  for  the  first  time  in  the 
affidavit  in  reply — it  is  said  that  the  Plaintifib*  cycles  are  not  only  known  as 
^  Star  *' cycles,  but  the  Plaintiffs  have  several  other  prefixes  which  they  use, 
**  Special  Star,**  "  Model  Star,"  '*  Surprise  Star,'*  and  the  like.    That  is  the  case 

40  put  forward  in  reply  with  which  the  other  side  have  had  no  opportunity  of 
dealing.  No  Catalogue  of  the  Plaintiffs*  is  exhibited  showing  in  what  way  or 
in  what  connection  those  words  are  used,  and  upon  this  evidence,  the  charge  of 
fraud  having  wholly  failed,  I  think  thero  is  not  sufficient  left  to  enable  me  to 
say  that  it  is  a  case  in  which  the  Defendants  ought  to  be  restrained  until  the 

45  trial  of  the  action.  There  is  manifestly  a  case  to  be  tried.  The  Plaintiffs* 
complaint  of  fraud  having  failed,  and  the  Defendants  having  shown,  for  the 
purposes  of  this  motion,  that  they  took  **  Star  **  innocently,  I  think  it  is  not 
a  case  in  which  I  should  be  justified  in  interfering  before  the  trial.  The  obser- 
vations that  I  have  made  relate  only  to  the  case  as  it  at  present  stands,  and 

50  having  regard  to  the  evidence  as  it  now  stands.  It  may  be  that  the  case  will 
assume  a  wholly  different  aspect  at  the  trial,  but  with  that  I  have  no  concern  at 
present.  The  result  is  that  the  motion  fails  and  I  make  no  Order,  except  that 
the  costs  be  costs  in  the  action.  If  the  Plaintiffs  succeed  on  the  issue  in  the 
action  they  will  be  entitled  to  their  costs. 
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Wehh  Lamp  Company  Ld,  v.  Wholesale  Incandescent  Fittings  Company. 


In  the  High  Court  of  Justice.— King's  Bench  Division. 

Before  Mr.  Justice  Buckley. 

March  13th,  1906. 


Webb  Lamp  Company  Ld.  v.  Wholesale  Incandescent  Fittings 

Company  and  John  Dewhurst  &  Sons.  5 


Patent, — Action  for  infringement.^-^udgment  by  consent  for  an  injunctiany 
the  Plaintiffs  agreeing  to  grant  a  licence  upon  terms  agreed  between  (he 
parties. 

On  the  14th  of  October  1895  Letters  Patent  (No.  19,250  of  1895)  were  granted 
to  Alexander  Schram  for  an  *'  Improved  means  for  preventing  water  spray  in  lO 
"  connection. with  cocks  and  pumps." 

On  the  29th  of  December  1904  the  Plaintiff  Company,  as  the  registered  legal   . 
owners  of  the   Patent,  commenced  an  action  for   infringement  against  the 
Defendants. 

The  Statement  of  Claim  was  delivered  on  the  6th  of  April  1905.    It  alleged    15 
that  the  Defendants  had  inf ringeol  in  t^e  manner  appearing  in  the  Particulars 
of  Breaches.    The  usual  relief  was  claimed. 

By  their  Particulars  of  Breaches  the  Plaintiffs  alleged  that  subsequently  to 
the  date  of  the  Patent,  and  subsequently  to  the  date  on  which  the  PlaintifEs 
had  acquired  their  interest  therein,  the  Defendants  had  manufactured  and  sold  20 
splash  preventing  nozzles  constructed  substantially  in  the  manner  described  in 
the  Complete  Specification.    One  instance  in  particular  was  set  out. 

The  Defence  was  delivered  on  the  11th  of  May  1905.  The  Defendants 
denied  infringement,  and  put  in  issue  the  validity  of  the  Patent  by  reason  of 
the  matters  appearing  in  their  Particulars  of  Objections.  25 

The  action  came  on  for  trial  on  the  13th  of  March  1906. 

A.  J.  Walter  and  E. .  F,  Spmice  (instructed  by  Robert  Henry  Behrend) 
appeared  for  the  Plaintiffs;  Bousfield  K.C.  and  W.  Neill  (instructed  by 
Richard  F.  and  C.  L.  Smithy  agents  for  Spencer^  Clarkson  A  Co.  of  Eeighley) 
appeared  for  the  Defendants.  30 

Walter  opened  the  Plaintiffs'  case  and  proceeded  to  call  witnesses. 
:<.  In  the  course  of  the  examination  of  the  first  witness  the  parties  conferred  ' 
and  the  action  was  settled.    A  perpetual  injunction  was  awarded,  the  Plaintiflb 
agreeing  to  grant  a  licence  to  the  Defendants  upon  terms  not  mentioned  in 
,  Court,  which  were  subsequently  embodied  in  a  consent  Order.  35 
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J,  Defines  A  Sons  Ld.  and  the  Helios  Manufacturing  Company  v. 
Electric  and  Ordnance  Accessories  Company  Ld. 


In  the  High  Court  op  Justice.— Chancery  Division. 


Befo^^e    Mr.    JUSTICE    JOYCE. 


March  1st  and  2nd,  1906. 


J.  Dbfries  &  Sons  Ld.  and  the  Helios  Manufacturing  Company  v. 
5  •    Electric  and  Ordnance  Accessories  Company  Ld. 


Passing-off, — Trade  name. — **  Stewart  Arc  Lamps, ^"^ — Name  of  particular 
article  manufactured  abroad  to  order  of  British  manufactu7'er. — Secondary 
meaning. — Action  dismissed. — Injunctimi  granted  on  counterclaim. 

The  Plaintiffs  were  the  American  manufacturers  of  and  their  English  agents 
10  foTy  the  sale  of  electrical  lamps  and  other  accessories.    In  1896  an  English 
Syndicate  called  the  **  Stewart  Electrical  Syndicate  Ld."    began    to   sell   in 
England  lamps  made  to  their  order  hy  the  American  Company^  and  sold  by 
them  under  tJie  name  "  Stewart  Arc  Lamps.^^    In  1903  the  Syndicate  was  wound 
up,  and  in  1904  the  Receiver  sold  its  goodwill  and  its  rights  to  the  use  of  the 
15  teoid  "  Stewart "  in  contiection  with  the  goods  by  auction  to  the  Defendants^  who 
ooniinued  the  sale  of  the  goods  under    that  name.    The  Plaintiffs  having 
commenced  to  sell  similar  goods  under  the  name  "Stewart"  sought  an  injunc- 
tion to  restrain  the  Defendants  from  selling  them  under  that  name;    the 
Defendants  thereupon  counterclaimed  for  similar  relief 
20     Held,  that  the  word  "  Stewart "  as  associated  with  the  goods  in  question  was 
the  sole  property  of  the  Syndicate  cmd  its  successors  the  Defendants^  and  the 
Plaintiffs^  action  was  accordingly  dismissed^  and  an  injunction  granted  to 
restrain  the  Plaintiffs  on  the  Defendants'*  counterclaim. 
Semble. — Where  A.  in  Great  Britain  orders  a  certain  article  to  be  made  for 
25  him  abroad  by  B.,  and  it  is  so  made  to  his  special  order  and  imported  by  him  into 
Oreat  Britain^  where  he  sells  it  under  a  name  which  comes  to  be  associated  with 
ity  B.  cannot  stop  A.  from  getting  the  very  same  article  made  in  Oreat  Britain 
(^  elwwhere  and  selling  it  under  that  name, 

2  J> 
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'  •  ' 

On  the  18th  of  January  1905  J.  Defries  &  Sons  Ld.  and  the  Helios  Manu- 
facturing Company  commenced  an  action  against  the  Electric  and  Ordnance 
Accessories  Company  Ld.  for  an  injunction  to  restrain  the  Defendants  from 
describing,  selling,  or  dealing  with  any  arc  lamps.or  other  electrical  appliances 
in  such  a  way  as  not  to  be  readily  and  clearly  distinguished  from  the  *'  Stewart  5 
"  Arc  Lamps  "  and  "  Steivart  Electrical  Appliances  "  manufactured  and  sold  by 
the  Plaintiffs,  and  from  using  the  word  ^^ Stewart'''  as  descriptive  of  or  in 
connection  with  any  arc  lamps  or  electrical  appliances,  manufactured  or  dealt 
in  hy  the  Defendants  or  their  agents  or  any  of  them,  without  clearly  distinguish- 
ing such  lamps  and  appliances  from  those  of  the  PlaintifEs,  and  for  consequent  10 
relief. 

The  Plaintiffs  the  Helios  Manufacturing  Company  and  their  predecessors  in 
business  had  for  many  years  carried  on  in  the  United  States  of  America  the 
business  of  manufacturing  arc  lamps  and  electrical  appliances  for  use  in  con- 
nection with  arc  lamps,  and  by  their  Statement  of  Claim  alleged  that  they  had  15 
extensively  advertised  and  sold  their  goods  in  the  United  Kingdom  under  the 
style  of  **  Stewart "  and  "  Stewart  Arc  Lamps,"  so  that  they  had  come  to  be 
known  to  purchasers  as  and  bought  by  them  as  and  for  the  lamps  and  appliances 
of  the  Helios  Manufacturing  Company's  manufacture,  or  the  goods  either  of 
that  Company  or  of  the  Plaintiffs  J.  Defries  A  Sons  Ld.^  who,  since  the  14th  of  20 
December  1903,  had  been  the  sole  agents  of  the  Company  for  the  manufacture 
and  sale  of  the  goods  in  the  United  Kingdom.  * 

For  some  time  previously  to  the  year  1896  one  Willis  Nelson  Stewart  had 
been  the  sole  agent  of  the  Helios  Electric  Campany,  one  of  the  Plaintiffs' 
predecessors  in  business,  in  the  United  Kingdom,  and  he,  in  September  1896,  25 
transferred  this  agency  to  a  Company  called  the  Steivart  Electrical  Syndicate 
Ld.y  which  Syndicate  carried  on  the  agency  together  with  other  agencies  and 
businesses  until  the  month  of  May  1903,  when  it  was  wound  up  and  a  Receiver 
appointed  at  the  instance  of  debenture  holders.  Stewart  himself  remained  in 
the  employ  of  the  Stewart  Syndicate  for  six  months  from  September  1896,  and  it  30 
appeared  that  the  lamps  made  by  the  Helios  Manufacturing  Company  and  sold 
under  the  name  "  Stewart  Arc  Lamps  "  were  made  in  America  to  the  order  of 
theJStewart  Syndicate  trading  in  England  and  only  sold  by  them. 

On  the  1st  of  March  1904  the  Receiver  sold  by  auction  the  property  of  the 
Stewart  Syndicate^  and  the  Defendants  the  Electrical  and  Ordnance  Acces-  35 
sories  Company  Ld.  purchased  at  auction  Lot  1  of  this  property,  being  the 
goodwill  of  the  business  of  the  Stewart  Syndicate^  including  the  right«  of  the 
Stewart  Syndicate  to  the  use  of  the  word  "  Stewart "  in  connection  with  the 
sale  of  "  electrical  goods."  By  a  Deed  dated  the  21st  of  April  1904,  and  made 
between  the  Stewart  Syndicate,  the  Receiver,  and  the  Defendants,  the  said  40 
goodwill  and  rights  to  the  use  of  the  word  "  Stewart "  were  assigned  to  the 
Defendants,  who  as  from  that  date  continued  to  sell  arc  lamps,  constructed  by 
other  makers  than  the  Plaintiffs  according  to  the  specification  of  the  Stewart 
Syndicate^  under  the  title  of  "  Stewart  Arc  Lamps." 

By  their  Defence  the  Defendants  alleged  that  arc  lamps  as  sold  by  the  45 
Stewart  Syndicate  under  the  description  "  Stewart "  had  been  manufactured 
according  to  the  specification  of  the  Stewart  Syndicate  by  different  firms  of 
manufacturers,  and  some  amongst  others  of  the  arc  lamps  sold  by  the  Stewart 
Syndicate  had  been  so  manufactured  by  the  Plaintiffs  the  Helios  Manufacturing 
Company  according  to  the  Stewart  Syndicate's  specification ;  that  arc  lampe  .W 
manufactured  by  the  Helios  Manufacturing  Company  tor  the  Stewart  Syndicate 
were  not  of  the  ordinary  pattern  of  lamps  manufactured  by  the  Helios  Manu- 
facturing Company  and  to  the  lamps  so  manufactured  to  their  own  specifica- 
tion the  i9^0u;ar^  S'ync^tV^to  applied  the  name  of  ^^ Stewart;*'  and  that  lampa 
of  the  Helios  Manufacturing  Company's  manufacture  and  not  sold  by  the  55 
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Stewart  Syndicate  had  been  sold  in  this  country  as  "  Helios  "  lamps,  and  that 
the  term  "  Stewart "  denoted  in  no  way  the  Helios  Manufacturing  Company 
but  the  Stewart  Syndicate  only.  The  Defendants  further  impugned  the  appoint- 
ment by  the  Plaintiffs  J.  Defries  A  Sons  Ld,  as  agents  for  the  sale  of  "  Stewart 
5  "  Arc  Lamps,"  and  alleged  that  these  Plaintiffs  had  wrongfully  applied  the  term 
^Stewart "  to  arc  lamps  not  of  the  merchandise  of  the  Stewart  SyndiccUe  or  the 
Defendants. 

The  Defendants  accordingly  counterclaimed  for  relief  similar  to  that  claimed 
by  the  Plaintiffs. 
10      The  action  was  heard  by  Mr.  Justice  JOYCE  on  the  1st  and  2nd  of  March 
1906. 

Younger  K.C.  and  J.  D.  Israel  (instructed  by  J.  Hands)  appeared  for  the 
Plaintiffs  ;  Walter  and  Ghray  (instructed  by  BircJuim  Js  Co,)  appeared  for  the 
Defendants, 
16  Younger  K.C.  for  tlie  Plaintiffs.— Our  submission  is  that  as  we  are  still 
selling  '^Stewart  Arc  Lamps  "  which  we  obtain  from  the  Helios  Manufacturing 
Company  in  America,  and  as  the  "  Stewart  Arc  Lamps  "  sold  by  the  Stewart 
Syndicate  always  were  the  Helios  lamps  and  no  other,  we  are  entitled  to 
an  injunction  to  restrain  them  from  using  the  name  {Birmingham  Vifiegar 
20  Brewery  Company  Ld.  v.  Liverpool  Vinegar  Company  Ld,  4  Times  Rep.  469). 
The  Defendants  are  unable  to  say  that  the  term  signifies  a  lamp  selected  by 
them. 

Evidence  was  given  for  the  Plaintiffs  by  Willis  Nelson  Stewart^  an  electrical 
engineer,  who,  as  stated  above,  had  been  in  the  employ  of  both  th^  Helios 
25  Manufacturing  Company  and  the  Stewart  Syndicate, 

At  the  close  of  the  evidence,  JOYCE  J,  (addressing  Younger  K.C.) — Let  me 
put  this  to  you — ^A.  in  this  country  orders  in  writing  a  certain  article  to  be 
made  for  him  abroad,  and  it  is  made  for  him  to  his  special  order  according  to 
the  way  he  directs.  That  being  imported  into  this  country  by  him  he  then 
30  sells  it  as  the  "  A.  Arc  Lamp "  or  whatever  it  is.  Then  A.  and  the  person 
abroad  quarrel.  Do  you  say  that  B.,  the  man  abroad,  can  stop  A.  from  getting 
the  very  same  article  made  in  this  couhtry  or  anywhere  else,  and  selling  it  as 
the  "A."  article? 

Younger  K.C. — I  submit  so. 
35      Joyce  J. — That  is  nonsense.    You  would  revolutionise  the  whole  state  of 
trade  if  a  man  who  made  anything  to  special  order  would  be  entitled  to  stop 
another  man  selling  goods  under  his  own  name. 

Walter  then  opened  the  Counterclaim  for  the  Defendants. — "  Stewart "  has 

always  meant  the  Stewart  Syndicate  and  nobody  else.    The  manager  of  the 

40  Stewart  Syndicate  is  now  the   manager  of  the  Defendant  Company  which 

bought  the  goodwill  of    the    Stewart    Syndicate,    The   Plaintiffs    may   sell 

**  Helios  "  lamps,  but  they  should  be  restrained  from  selling  "  Stewart "  lamps. 

Evidence  was  then  given  for  the  Defendants  by  Douglas  Clavell  BaiCy  sales 

manager  of  the  Defendant  Company,  who  had  previously  been  London  agent 

45  and  London  manager  of  the  Stewart  Syndicate, 

Evidence  was  then  given  for  the  Plaintiffs  by   W.  Defries,  M.LC.E.,  the 
managing  director  of  the  Plaintiffs,  2\  Defries  <t  Sons  Ld. 

Younger  K.C. — The  Defendants  are  in  the  same  difficulty  on  the  Counter- 
claim which  the  Plaintiffs  are  in  on  their  claim.  The  only  right  in  the 
50  Stewart  Syndicate  to  use  the  words  ^^ Stewart  Arc  Lamps"  as  against  the 
world  was  the  right  to  apply  that  name  to  the  lamps  of  a  particular  make,  viz., 
those  made  by  the  Helios  Manufacturing  Company,  They  cannot  claim  any 
exclusive  right.  [^Wotherspoon  v.  Currie  L.R.  (5  H.L.  508);  Powell  v. 
Birmingham  Vinegar  Brewery  Company  (14  R.P.C.  72  ;  L.R.  (1897)  App. 
55  Gag.  710)  ;  and  Robinson  v.  Finlay  (L.R.  9  CD.  487)  were  referred  to.] 
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JOYCB  J. — In  this  case  there  is  no  question  of  Trade  Mark  properly  so  called 
or  of  any  monopoly  of  manufacture,  but  on  the  facts,  as  they  appear,  I  am  of 
opinion  that  in  popular  language  the  title  "  Stewart  Lamp  "  was  the  property 
of  the  Stewart  Syndicate^  and  is  the  property  of  their  successors  in  business. 
In  my  opinion  the  word  ^^  Stewart^'^'  as  associated  with  lamps  and  other  5 
wares,  -had  only  one  meaning,  and  that  was  that  those  wares  were  wares 
vended  by  the  Stewart  Syndicate.  I  cannot  for  one  moment  assent  to  the 
proposition  that  the  word  ^^  Stewart  ^^  belonged  in  any  sense,  or  to  any  extent, 
to  the  American  Company  that  supplied  the  Stewart  Syndicate  with  lamps. 
In  my  opinion — of  course  I  may  be  wrong — the  word  **  Stewart "  was  the  sole  10 
property  of  the  Stewart  Syfidicate^  and,  in  the  circumstances  of  this  case,  the 
right  to  use  the  title  *'  Stewart  Lamp  "  belongs  to  the  successors  in  business  of 
the  Stewart  Syndicate,  namely  the  Defendants  in  this  action. 

Therefore  I  hold  that  if  the  Plaintiffs,  that  is  to  say  the  American  Company 
or  their  agents,  are  going  to  sell  lamps,  or  anything  of  that  kind  in  this  country,  15 
associated  with  the  name  of  *^ Stewart" — I  am  not  sure  that  they  may  do  it 
associated  with  that  name  at  all,  having  regard  to  some  of  the  Singer  decisions, 
which  go  very  far — they  must  do  it  in  such  a  way  as  to  distinguish  them 
absolutely  and  completely  from  the  goods  that  are  sold  by  the  Defendant 
Company.  20 

In  my  opinion,  as  I  have  already  intimated,  the  Defendants  are  entitled  to 
judgment  in  the  action  ;  and  the  Defendants  are  entitled  also  to  an  injunction 
on  the  Counterclaim.    Of  course  the  Plaintiffs  must  pay  the  costs. 


I 
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In  the  High  Court  op  Justice.— Chancbry  Division. 

Before  Mr.  Justice  Warrington. 

February  2nd,  1906. 

MosBLBY  &  Sons  Ld.  v.  Nathan  &  Co. 


5     Passing-off. — Advertisement  of  prices  leaving  no  profit. — Mistake. — Cofiflict 
of  evidence. — Injunction  refused  on  motion. 

The  Plaintiffs  were  manufacturers  of  toba>cco  pouches — "  Lome  lined  "  of 
superior  quality ^  "  Wreath  lined "  of  inferior  quality.  The  Defendants 
advertised  ^^  Lome  lined '^  pouches  at   a  price  admitting  of  no  profit^  the 

10  Defendants*  explanation  in  the  proceedings  being  that  they  were  clearing 
stock.  The  Defendants  having  been  supplied^  siCbsequently  to  their  adver^ 
tisementy  with  some  "  Wreath  "  linings^  supplied  some  of  these  in  response  tp 
a  ivritten  order  for  the^^Loime  lined  pouch  as  advertisedy^  but  the  purchaser 
knew  whai  he  was  taking.    In  another  instant  there  was  a  conflict  of  evidence^ 

15  In  an  actiofifor  an  injunction  to  restrain  the  Defendants  from  advertising ^ 
selling^  or  offering  for  sale  buckskin  or  other  pouches  not  fitted  with  the  Plaintiffs' 
"  Lome  "  pouch  as  "  Lome  lined  pouches  "  the  Plaintiffs  mx>vedfor  an  interlo- 
cutory iryunctiony  the  motion  was  refused^  and  the  Defendants^  costs  of  the 
motion  were  made  their  costs  in  tlie  action. 

20  The  Plaintiffs,  David  Moseley  is  Sons  Ld.  india-rubber  manufacturers  at 
Ardwick,  Manchester,  had  for  many  years  made  rubber  linings  for  tobacco 
pouches,  including  two  kinds  called  ^*  the  ^  Lome  *  lining  "  and  *'  the  ^  Wreath  ' 
**  lining,"  the  former  of  which  was  the  more  expensive  and  stronger,  and  the 
latter  cheaper  and  not  so  substantial. 

25  The  Defendants,  Alfred  J.  Nathan  A  Co.^  of  Farringdon  Street  London, 
wholesale  tobacconists'  sundriesmen  and  export  merchants,  had  for  some  years 
purchased  their  supply  of  pouches  from  one  Alfred  Lewis,  of  Chapel  Street, 
London,  who  had  bought  from  the  Plaintiffs  the  '^  Lome  "  linings  with  which 
to  manufacture  the  pouches. 

30  At  the  end  of  November  1905  the  Defendants  caused  to  be  inserted  in  the 
IVade  Journal  called  '^  Tobacco  '^  an  advertisement  which  appeared  in  the  issue 
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of  the  Ist  of  December  1905 ;  in  this  they  advertised  **  Buckskin  pouches, 
*'  *  Lome  '  linings,"  at  prices  cheaper  than  those  previously  advertised  by  them 
and  which  the  Plaintiffs  stated  could  leave  no  profit  and  would  cut  out  other 
customers  who  would  not  sell  the  goods  at  so  low  a  price. 

The  Plaintiffs  thereupon,  on  the  15th  of  December  1905,  sent  one  Heaf'd  to  5 
the  Defendants  with  a  written  order  for  "  1  dozen  buckskin  pouches,  size  4, 
"  as  advertised  at  12s.  lid.  '  Lome  '  lined,  for  cash."  There  was  a  conflict  of 
evidence  as  to  what  passed  at  the  Defendants^  place  of  business,  but  Heard  was 
in  fact  supplied  with  a  dozen  "  Wreath  "  lined  pouches.  It  appeared  that  on 
December  the  8th  the  Defendants  were  in  communication  by  telephone  with  10 
LewiSy  who  then  for  the  first  time  told  them  he  was  making  the  cheaper 
pouches  with  the  "  Wreath "  lining  ;  the  Defendants  consented  to  take  some 
as  an  experiment,  and  it  was  some  of  these  which  was  supplied  to  Heard, 

The  second  case  complained  of  by  the  Plaintiffs  was  that  of  one  Flint  in 
their  employ,  who  on  the  11th  of  December  1905  was  sent  by  them  with  a  similar  15 
written  order  and  was  offered  "  Wreath  "  lined  pouches,  as  he  admitte<lly  knew 
at  the  time  of  the  transaction. 

The  Defendants  in  their  affidavit  in  the  proceedings  subsequently  mentioned 
stated  in  explanation  of  their  advertisement  that  the  prices  offered  did  not  in 
fact  leave  any  profit,  but  they  were  being  cleared  out  of  stock  in  the  interests  20 
of  business. 

The  Plaintiffs,  not  being  aware  of  this  explanation,  on  the  15th  of  December 
commenced  an  action  for  an  injunction  to  restrain  the  Defendants  "from 
*•  advertising,  selling,  or  offering  for  sale  buckskin  lined  or  other  lined  pouches 
"  not  fitted  with  the  Plaintiffs'  ^  Lome  '  pouch  under  the  title  or  description  of  25 
**  '  Lome  '  lined  pouches," 

On  the  2nd  of  February  1906  the  Plaintiffs  moved  for  an  interim  injunction. 

Walter  (instructed  by  Bawle,  Johnson  A  Co.)  appeared  for  the  Plaintiffs ; 
Sebastian  (instructed  by  C.  Urquhart  Fislier)  appeared  for  the  Defendants. 

The  evidence  was  read  to  the  Court  without  argument.  30 

Warrington  J, — In  this  case  the  Plaintiffs  apply  for  an  injunction  restraining 
the  Defendants  "  from  advertising,  selling,  or  offering  for  sale  buckskin  lined  or 
'*  other  lined  pouches  not  fitted  with  the  Plaintiffs*  '  Lome '  pouch  under  thfe 
€*  title  or  description  of  '  Lome  lined  pouches.* "  The  Plaintiffs  are  mania- 
facturers  of  rubber  linings  for  tobacco  pouches  ;  they  manufacture  two  kinds —  35 
the  "  Lome  "  lining  and  "  Wreath  **  lining.  The  "  Lome  '*  lining  is  the  more 
expensive  and  stronger,  while  the  "Wreath"  lining  is  cheaper,  and  not  so 
substantial. 

The  Defendants,  Nathan  A  Co,y  are  wholesale  dealers  in  such  things; 
amongst  others  they  have  been  in  the  habit  of  buying  from  a  man  named  40 
Lewis  quantities  of  pouches  for  sale.  In  October  J.905  they  advertised  in  a 
paper  called  "  Tobacco  *'  some  of  these  buckskin  pouches  with  "  Lome  ** 
linings  at  certain  prices.  No  complaint  is  made  of  that  advertisement;  the 
complaint  which  is  made  is  founded  on  another  advertisement  which  was  in 
the  "  Tobacco  Supplement  *'  of  the  1st  of  December.  In  that  advertisement  45 
iihey  advertised  buckskin  pouches,  "  Lome  "  linings,  at  cheaper  prices  than 
those  in  October,  and,  as  the  Plaintiffs  say,  at  prices  which  would  cut  out 
other  customers  from  them  who  would  not  sell  pouches  with  "  Lome  "  linings 
at  so  cheap  a  price. 

Thereupon  the  Plaintiffs  took  steps  to  see  whether  the  **Lorne  "  lined  poaches  50 
which  were  advertised  in  that  advertisement  as  being  sold  by  the  Defendant 
were  really  "  Lome  **  lined  pouches,  and  they  sent  a  man  named  Heard  who 
took  a  written  order  in  which  a  certain  number  of  ^  Lome  '*  lined  pouches  were 
asked  for.  I  have  not  got  the  written  order,  but  only  got  a  copy  of  it  set  out 
in  an  affidavit.  There  is  a  conflict  as  to  what  took  place  when  Heard  went  to  the  55 
Defeadania*  place  of  buaiaess.    The  Defendant  Nathan  says  that  he  did  not 
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Bee  that ''  Lome  "  lined  pouches  were  asked  for,  and  he  did  not  know  that  that 
was  what  was  wanted,  and  he  supplied  some  pouches  which  were  "  Wreath  " 
lined  pouches,  under  circumstances  which  I  will  mention  directly.  There  is  a 
distinct  conflict  of  evidence  with  regard  to  HearcPs  case. 
5  With  regard  to  the  only  other  case  which  is  put  in  evidence  by  the  Plaintiffs 
there  is  no  conflict  at  all,  because  Flinty  the  person  who  was  sent  to  buy  the 
pouches,  admits  that  he  knew  perfectly  well  that  the  pouches  offered  to  him 
were  "Wreath  "  lined  pouches,  and  not  "  Lome  "  lined  pouches.  If  there  is 
any  conflict  at  all,  then  it  is  immaterial  whether  he  was  told  that  or  discovered 
10  it  for  himself.  At  any  rate,  there  was  no  sale  there  of  a  *'  Wreath  "  lined 
pouch  as  and  for  a  "  Lome  "  lined  pouch. 

Then  there  is  only  one  other  matter  which  it  is  necessary  to  mention. 
On  the  affidavits,  unless  that  case  is  displaced  by  cross-examination,  or  by 
further  evidence,  the  Defendants  have  given  a  complete  explanation  of  how 
15  they  came  to  advertise  as  they  did  on  the  Ist  of  December.    When  they  adver- 
tised on  the  1st  of  December  they  had  in  stock  nothing  but  "  Lome "  lined 
pouches,  and  they  had  never  heard  of  the  *' Wreath"  lined   pouches.    The 
advertisement  was  sent  in  to  "Tobacco'*  somewhere  towards  the    end    of 
November — ^the  20th  of  November,  I  think— and  it  appeared  in  the  number  of 
20  the  1st  of  December,    On  the  6th  or  the  7th  of  December  Mr.  Nathan  was  in 
conversation   on  the  telephone  with   Leuns  from  whom  he  obtained  these 
articles,  and  Launs  then  told  him  for  the  first  time  that  there  was  a  cheaper 
kind  of  pouch  with  "  Wreath  "  lining,  and  asked  him  whether  he  would  like 
to  have  some,  and  Mr.  Nathan  said  he  would  like  to  have  some  of  these  pouches 
85  as  an  experiment,  and  it  is  some  of  those  which  are  said  to  have  been  sold  by 
the  Defendants.    I  only  mention  this  because  the  suggestion  is  that  the  adver- 
tisement was  an  advertisement  of  "  Wreath  "  lined  pouches  as  and  for  "  Lome  *' 
lined  pouches.    These  facts  show  that  the  advertisement  was  nothing  of  the 
sort.    In  my  opinion  this  is  not  a  case  in  which  I  ought  to  grant  an  injunction. 
oO  I  must,  therefore,  refuse  the  motion,  and,  as  usual,  the  Defendants'  costs  of 
the  motion  will  be  their  costs  in  the  action. 
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In  thb  High  Court  of  Justiob.— Ghancbry  Division. 

Before  Mr.  Justiob  Bucklbt. 

May  5th,  1906. 

Joseph   Rodgers   &   Sons   Ld.   v.   Joseph   Rodgers   Simpson. 

Passing-off.— Unfair   use    hy  Defendant  of  his  own  name. — Motion  for  i 
judgment  in  default  of  Defence. — Judgment  for  Plaintiffs.— -Form  of  Order. 

This  was  an  action  by  Joseph  Rodgers  A  Sons  Ld.y  the  well-known  cutlery 
manufactnrers  of  Sheffield,  against  Joseph  Rodgers  Simpson  to  restrain  the 
Defendant  from  passing  o£E  goods  not  being  goods  of  the  Plaintiffs  as  and  for 
such  goods.  The  full  relief  claimed  by  the  writ  will  be  found  in  the  report  of  10 
a  Motion  in  the  action  for  an  interlocutory  injunction,  ante  page  297.  The 
action  now  came  before  the  Court  on  a  Motion  for  judgment  in  default  of 
Defence. 

Buckmaster  K.C.  and  D.  M.  Kerly  (instructed  by  Peacock  and  Ooddard^ 
agents  for  Young^  Wilson  Jk  Go.  of  Sheffield)  appeared  for  the  Plaintiffs ;  the  15 
Defendant  did  not  appear. 

The  following  is  the  form  of  the  Order  made  :— "  This  Court  doth  order  and 
^'  adjudge  that  the  Defendant  Joseph  Rodgers  Simpson^  his  servants  and  agents, 
*^  be  perpetually  restrained  from  passing  off  table  knives  and  other  cutlery  not 
''  being  the  goods  of  the  Plaintiff  Company  as  and  for  such  goods,  and  from  20 
^*  carrying  on  the  business  of  a  manufacturer  or  seller  of  knives  or  cutlery 
"  under  the  name  of  Rodgers^  or  under  any  style  in  which  the  name  of  Rodgers 
"  appears,  without  taking  reasonable  precautions  to  clearly  distinguish  the 
"  business  carried  on  and  the  knives  or  cutlery  manufactured  or  sold  by  the 
*•  Defendant  from  the  business  carried  on  and  the  knives  and  cutlery  manu-  8S 
'^  factured  by  the  Plaintiffs,  and  from  carrying  on  any  such  business  under  any 
'^  name  or  in  any  manner  so  as  to  mislead  or  deceive  the  public  into  the  belief 
«<  that  the  business  of  the  Defendant  or  the  knives  or  cutlery  manufactured  or 
^^  sold  by  him  is  the  business  or  are  the  goods  manufactured  by  the  Plaintiff 
^^  Company.  And  it  is  ordered  that  the  following  inquiry  be  made,  that  is  to  30 
"  say  : — 1.  An  inquiry  as  to  what  damages  have  been  sustained  or  incurred  by 
''  the  Plaintiff  Company  by  reason  of  the  manufacture  or  sale  by  the  Defendant 
*<  of  table  knives  and  other  cutlery  stamped  or  sold  as  the  manufacture  of 
'*  *  Joseph  Rodgers  Simpson  A  Sony  Sheffield.'  And  it  is  ordered  that  the 
**  Defendant  Joseph  Rodgers  Simpson  do  pay  to  the  Plaintiffs  Joseph  Rodgers  A  7& 
'^  SonsLd.  their  costs  of  this  action  up  to  and  including  this  judgment,  such 
.  '^  costs  to  be  taxed  by  the  Taxing  Master,  and  this  Court  doth  reserve  the  costs 
'^  of  such  inquiry,  and  the  parties  are  to  be  at  liberty  to  apply  as  they  may  be 
"  advised." 
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Joseph  Rodgers  A  Sons  Ld.  v.  F.  M.  Hearnshaw  and 
W*  F.  Hearnshaw. 


In  thh  High  Court  of  Justice.— Chanobry  Division. 

Before  Mr.  Justice  Buckley. 

March  21st  to  24th  and  26th,  1906. 


Joseph  Rodgers  &  Sons  Ld.  v.  F.  M.  Hearnshaw  and 
5  W.  F.  Hearnshaw. 


Action  for  passing  off, — Goods  made  and  sold  so  as  to  he  calculated  to  deceive^ 
and  to  enable  retailers  to  commit  fraud. — No  actual  deception  proved,^Judgmsnt 
for  Plaintiffs. — Inquiry  as  to  damages  ordered. 

In  March  1904  Joseph  Rodgers  &  Sons  Ld.  of  Sheffield  brought  an  action 

10  against  F.  M.  Hearnshaw  and  W.  F.  Hearnshaw  to  restrain  them  from  passing 
off  their  goods  as  and  for  the  goods  of  the  Plaintiffs.  The  Plaintiffs  wei*e  a 
Company  whose  predecessors  in  business  had  carried  on  the  same  business  as 
manufacturers  of  cutlery  for  over  200  years,  and  their  cutlery  was  well  known 
by  the  style  of  "  Rodgers'  Cutlery  "  throughout  the  world.    In  February  1889 

15  tlie  Defendants  bought  the  Inmness  of  Rodgers  Bros,  (established  in  1883),  which 
was  that  of  edged  tool  manufacti,  t  ers,  from  the  survivor  of  two  brothers  named 
Rodgers.  In  July  1902  t7ie  Defendants  commenced  to  manufacture  cutlery,  a}%d 
in  1903  for  the  first  tims  opened  separate  works  for  cutlery  and  described  them- 
selves as  •*  Ctitlery  Manufacturers.^'     As  manufacturers  and  wholesale  dealers 

20  they  traded  as  **  Hearnshaw  Bros."  or  '*  Henry  Brown  &  Sons  &  Co."  They  sold 
their  goods  labelled  with  the  words  "  Rodgers  Bros.,  Sheffield,  manufacturers  of 
"  celebrated  cutlery,  tools,  <fcc.,"  and  marked  them  with  a  IVade  Mark  "  John 
"  Bull "  and  the  name  "  Rodgers  Bros.,"  which  tliey  had  a^uired  with  the 
business  purchased  from  Rodgers  Bros.     No  case  of  actual  deception  was 

25  proved. 

Held,  that  the  name  of^^  Rodgers  "  was  known  universally  as  referring  to  the 

Plaintiffs'  goods,  and  that  the  manufacture  and  sale  of  goods  as  carried  on  by 

2  B 
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the  Defendants  was  calculated  and  intended  to  deceive^  and  that  the  name 
Rodgers  Bros,  was  used  for  the  purpose  of  enabling  retailers  to  commit  fraud. 
Judgment  was  given  for  the  Plaintiffs^  an  iiyunction  being  granted  andy  by 
consent^  an  inquiry  as  to  damages. 

An  action  was  brought  in  March  1904  to  restrain  the  Defendants  from  marking  5 
cutlery  not  of  the  PlaintiflEs'  manufacture  with  the  name  of  **  Bodgers  "  and 
from  so  selling  or  dealing  in  such  goods  in  the  name  of  "  Rodgers  "  or  any 
name  resembling  the  Plaintiffs^  so  closely  as  to  be  calculated  to  deceive,  or 
otherwise  pass  off  such  goods  as  or  for  the  goods  of  the  Plaintiffs. 

The  Plaintiffs  were  the  well-known  firm  of  Joseph  Rodgers  A  Sons  Ld.y  iq 
manufacturers  of  cutlery.    They  and  their  predecessors  had  carried  on  this 
business  at  Sheffield  and  elsewhere  for  over  200  years,  and  their  goods  were 
well  known  and  bore  a  high  reputation  all  over  the  world.    It  was  alleged 
further  in  the  Statement  of  Claim  that  "  the  said  goods  are  known  and  described 

as  *  Bodgers^  Cutlery,'  and  the  name  ^Rodgers '  as  the  name  or  description  of  15 
"  cutlery  is  generally  understood  by  the  trade  and  purchasers  to  mean  and 
"  describe  the  goods  made  by  the  Plaintiffs." 

The  Defendants,  F.  M.  Hearnshaw  and  TT.  F,  Hearnshaw^  were  manu- 
facturers of  edged  tools,  who  also  carried  on  business  at  Sheffield  under  the 
names  of  Hearnshaw  Bros,  and  Henry  Brown  &  Sons,  20 

The  Statement  of  Claim  alleged  that  the  Defendants  "  have  recently  com- 
"  menced  to  trade  in  cutlery  and  to  stamp  knives  and  other  cutlery  sold  by 
**  them  and  not  of  the  Plaintiffs'  manufacture  with  the  name  of  '  Rodgers '  or  the 
"  words  ^Rodgers  Bros,'  and  to  describe  and  sell  the  said  goods  as  '  Rodgers" ' 
"  or  *  Rodgers  Bros,'  goods."  It  was  alleged  that  such  use  of  those  words  was  35 
calculated  to  deceive  and  cause  the  Defendants^  goods  to  be  passed  off  as  and 
for  the  goods  of  the  Plaintiffs,  and  that  such  was  the  intention  of  the  Defen- 
dants. ,  The  relief  claimed  was  for  an  injunction  to  restrain  the  Defendants 
"  from  stamping  or  otherwise  marking  any  cutlery  not  of  the  manufacture  of  the 
"  Plaintiffs  with  the  name  of  '  Rodgers '  or  •  Rodgers  Bros,'  and  from  selling,  30 
*'  advertising,  or  offering  for  sale  any  such  goods  so  stamped  or  marked,  and 
"  from  carrying  on  business  in  cutlery  under  the  name  of  *  Rodgers '  or 
"  *  Rodgers  Bros'  or  any  name  so  closely  resembling  the  Plaintiffs'  name  as  to 
"  be  calculated  to  deceive,  and  from  otherwise  passing  off  the  goods  or  business 
"  of  the  Defendants  as  or  for  the  goods  or  business  of  the  Plaintiffs  •' ;  also  for  35 
an  account  of  profits  and  damages. 

By  the  Defence  the  Defendants  denied  that  the  Plaintiffs^  goods  were  known 
as  "  Rodgers'  Cutlery  "  or  that  the  name  "  Rodgers  "  was  generally  understood 
to  mean  their  goods  exclusively.  They  alleged  further  that  they  were  general 
merchants  and  manufacturers  of  cutlery  as  well  as  of  edged  tools,  and  tlult  they  40 
traded  as  "  Rodgers  Bros.y  Sheffield,"  in  addition  to  their  other  trade  names. 
They  denied  that  the  name  "  Rodgers  Bros,"  as  used  by  them  was  calculated  to 
deceive  or  enable  their  goods  to  be  passed  off  as  those  of  the  Plaintiffs.  They 
sought  to  justify  the  use  of  the  name  "  Rodgers  "  as  follows  : — "  5.  The  Defen- 
"  dants  purchased  in  1889  the  goodwill  of  the  business  of  Rodgers  Bros^  45 
*^  Sheffield,  manufacturers  of  edge  tools  and  general  merchants.  The  said 
'^  business  was  a  substantial  one,  and  not  merely  small  and  local.  The  edged 
"  tool  trade  is  not  distinct  and  separate  from  the  cutlery  trade,  but  in  fact  the 
**  two  trades  overlap.  For  many  years  prior  to  the  purchase  of  the  said  business 
'^  by  the  Defendants  the  said  business  extended  to  and  comprised  dealings  in  50 
'*  cutlery.  Both  the  Defendants  and  their  predecessors  in  the  said  business  have 
•*  for  many  years  stanaped  cutlery  nu^nufaotured  bjr  or  for  th^m  w|th  the  name 


Vol.  XXIII.,  No.  16.]     AND  TRADE  MABK  OASBB.  35i 

Joseph  Rodgera  A  Sons  Ld,  v.  F.  M.  Eeamshaw  and 
W.  F.  HearmslMW. 


"  ' /?od^ers -Brrw.,  Sheffield,'  either  alone  or  in  conjunction  with  their  registered 
'•  Trade  Mark  "John  Bull,"  and  have  sold  their  goods  under  the  said  name  or 
"  description,  as  they  lawfully  might.  The  said  description  is  generally  under- 
"  stood  by  the  trade  and  purchasers  to  mean  and  describe  goods  made  by  or  for 
5  •*  the  Defendants.  6.  The  Plaintiffs  have  no  exclusive  right  to  the  use  of  the 
"  word  '  Rodgers '  in  connection  with  cutlery,  and  no  right  at  all  to  the  use  of 
"  the  words  *i2oc^^rs  Bros.^  In  fact  the  word  ^Rodgers'*  forms  part  of  the 
"  style  or  name  of  various  firms  in  Sheffield  who  deal  and  have  long  dealt  in 
"  cutlery,  and  who  stamp  and  have  long  stamped  cutlery  made  by  or  for  them 
10  «*  with  names  of  which  the  word  *  Rodgers '  forms  part,  and  the  existence  of 
"  these  firms  and  their  mode  of  carrj'ing  on  business  is  well  known." 

On  the  26th  of  July  1904  the  Master  ordered  Particulars  to  be  given  of  the 
names  of  the  firms  alluded  to  in  the  last  stated  paragraph  of  the  Defence  and 
of  the  date  when  the  Defendants  commenced  to  trade  in  cutlery  and  mark  their 
15  cutlery  with  the  name  "  Rodgers  "  or  "  Rodgers  Bros^  It  was  proved  during 
the  trial  that  out  of  the  five  firms  enumerated  by  the  Defendants  four  had 
been  stopped  by  injunction. 

The  action  came  on  for  trial  before  Mr.  Justice  BUOKLBIY  on  the  2Ist  of 
March  1906. 
20  Asthu7^  K.C.,  Bv^kmaster  K.C.,  and  D.  M,  Kerly  (instructed  by  Peacock 
and  Ooddardf  agents  for  Younge,  Wilso^i  <f;  Go.  of  Sheffield)  appeared  for 
the  Plaintiffs ;  Hamilton  K.C.  and  H.  W,  Wilherforce  (instructed  by 
H.  O.  Campion  &  Co,,  agents  for  A.  Ncal  of  Sheffield)  appeared  for 
the  Defendants. 
25      Astbury  K.C.  opened  the  Plaintiffs'  case. 

John  Rodgers.  a  director  of  the  Plaintiff  Company,  and  other  witnesses  gave 

evidence,  of  which  the  effect  is  given  by  the  learned  Judge  in  his  judgment 

below. 

Hamilton  K.C.  for  the  Defendants. — The  Defendants  are  manufacturers  of 

30  cutlery  as  well  as  of  edged  tools.    In  1887  they  bought  the  business  of  Henry 

Brown  A  Son,  joiners'  tool  makers,  and  on  the  2.lrd  of  February  1889  they 

bought  the  business  and  Trade  Marks  of  Rodgers  Bros.,  edged  tool  makers  and 

general  dealers.    That  business  was  established  in  1884.    The  Certificate  of  the 

Trade  Mark  of  ''Rodgers  Bros:'  is  dated  the  6th  of  March  1884.    It  was 

35  registered  in  "  Class  12  in  respect  of  cutlery,  saws,  files,   hand  shears,  and 

**  edged  tools."    [BuCKLBY  J. — It  is  not  this  mark  in  respect  of  cutlery,  but 

they  being  edged  tool  makers,  they  are  registered  in  respect  of  this  mark,  and 

this  is  Class  12  and  it  falls  within  this  class.]     [^Kerly. — The  classification  is 

in  the  Rules  of  1890,  but  it  is  the  original  classification  of  1875,  and  reads  : — 

40  **  Class  12,  cutlery  and  edged  tools — for  example,  such  as  knives,  forks,  scissors, 

**  shears,  files,  and  saws."     [Buckley  J. — They  could  not  register  a  Trade 

Mark  as  to  a  trade  which  they  did  not  carry  on.    The  Certificate  describes  them 

of  Bridge  Street,  Sheffield,  edged  tool  manufacturers.]    We  say  it  was  all  one 

business.    It  was  not  until  after  this  action  was  commenced  that  the  Defendants 

45  knew  that  the  name  of  ''Rodgers  Bros.,  Sheffield,"  did  not  appear  on  the 

Register,  and  they  had  it  corrected.    Then  from  the  2nd  of  February  1889 

cutlery  was  made  for  the  Defendants  and  stamped  Rodgers  Bros,  with  the 

**  John  Bull "  Trade  Mark.    In  February  1902  they  opened  their  retail  shop. 

In  July  1902  they  started  making  their  own  cutlery.    In  May  1904  the  shop 

50  was  given  up.    The  Defendants  are  in  the  same  legal  position  as  the  old  firm 

of  Modgers  Bros,  would  have  been  if  they  had  never  sold  their  business,  but 

had  developed  it  and  carried  it  on  as  the  Defendants  have  done.    .[BuCKLBY  J. 

— ^That  is  not  so.    Is  it  ?    When  people  named  Rodgers  Bros,  are  carrying  on 

business,  then  to  use  the  firm  name  of  Rodgers  Bros,  is  a  statement  of  feet  that 
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may  involve  consequences  to  other  people,  and  there  are  cases  in  which  even 
that  might  be  stopped.    But  if  other  persons  named  Heamshaw  are  carrying  on 
business  the  statement  that  they  are  Rodgers  Bros,  is  not  a  statement  of  fact. 
If  \hhj  have  bought  a  business  and  with  it  the  right  to  use  the  name  of 
Rodgers  Bros,  it  may  under  those  circumstances  represent  this  case : — "  We  5 
"  call  ourselves  Rodgers  Bros,  in  order  to  convey  to  you  an  intimation  that  we 
"  are  continuing  the  business  which  previous  to  our  doing  it  was  carried  on  by 
'^  a  gentleman  of  that  name.^*    That  would  be  stating  another  fact,  but  it  is  not 
the  same  as  if  Rodgers  Bros,  were  carrying  on  the  business.    There  are  other 
considerations  that   arise  directly  the  persons  who  carry  it  on  are  called  10 
Hearnshaw  and  not  Rodgers  Bros."]    It  appears  to  be  really  the  same.    In  this 
case  it  is  slightly  different ;  the  Plaintiffs  themselves  are  a  Company.    It  is 
the  name  of  a  Company.     [BuCKLBY  J. — A  Company  is  always  arbitrary,  but 
still  a  Company  represents  a  fact,  as,  for  instance,  if  the  City  and  Midland 
Banks  are  amalgamated  the  name  "  City  and  Midland  Bank  Ld."  may  convey  15 
to  people  the  fact  that  there  has  been  an  amalgamation  of  these  two  Banks. 
But  the  name  of  a  Company  is  always  arbitrary,  and  so  is  the  name  of  an 
individual  for  that  matter.]     There  may  be  an  intermediate  position.    Persons 
who  have  never  traded  under  one  of  the  names  but  who  for  the  first  time  took 
the  name  of  Rodgers  Bros,  would  be  in  a  very  different  position.    We  have  20 
that  name  and  that  Trade  Mark.    The  Plaintiffs  must  prove  two  things — first, 
thai  "  Rodgers^  Cutlery  "  has  acquired  a  secondary  meaning  and  has  come  to 
mean  the  Plaintiffs'  cutlery  and  not  that  made  by  other  persons  althoug:h 
named  Rodgers  too  ;  and,  secondly,  that  the  Defendants  so  described  their 
cutlery  as  to  be  reasonably  likely  to  mislead  purchasers  into  the  belief  that  25 
their  cutlery  is  that  of  the  Plaintiffs.    It  is  not  sufficient  for  them  to  prove  the 
first  of  these  propositions  only.     [BUCKLEY  J. — Certainly  not.]    They  must  go 
on  to  prove  the  other.    It  is  impossible  for  the  Plaintiffs  to  prove  that  the  word 
"  Rodgers  "  as  applied  to  cutlery  means  only  cutlery  manufactured  by  or  for 
them,  for  it  is  also  true  that  there  are  other  persons  who,  by  the  name  of  30 
RodgerSy  manufacture  cutlery  and  have  manufactured  cutlery,  some  of  them 
for  a  considerable  time.    [BuCKLBY  J. — But  that  does  not  prove  enough.    The 
words  may  have  acquired  a  secondary  meaning  so  that  they  will  bear  to  the 
ordinary  purchaser  that  meaning  unless  qualified  somehow,  and  they  would 
have  to  be  qualified  so  that  with  the  secondary  meaning  the  use  is  shown  not   35 
to  be  injurious.]      A   word    like    ^' Rodgers  ^^  never  can  obtain  a  secondary 
meaning  if   there   are    other    manufacturers    of    the    same    name    who    are 
carrying    on    the    same  business.      [BuCKLBY  J. — That  proposition    is    not 
true  in  an  extreme  case — e.g.y  a  shop  at  Lands  End — therefore  it  becomes 
a    question    of  degree  in    each    case.     The  mere  fact  that  a  person  of  the  40 
name  of  ^^  Rodgers  ^^  does  it    is  not  enough.]      No.      It  must  be  a  person 
carrying    it    on    for  a  considerable  time.      A  mere  isolated  instance    would 
not  be  enough.      In  the  year    1874    the    Plaintiffs    sought    to   restrain    R. 
Rodgers  &  Son  from  infringing  their  Trade  Marks.      In  that  case  (31  L.T. 
285)  they  did  not  rely  on  the  name  of  "  Rodgers  "  but  on  the  distinguishing  45 
words  of  "  Norfolk  Works  "  or  "  Norfolk  Street  "  as  denoting  cutlery  manu- 
factured by  them.    It  was  held  that  it  was  not  enough  to  prove  that  what  the 
defendants    were    there    doing    was    calculated    to  deceive ;    actual    decep- 
tion should  have  been  proved.    In  the  present  case  the  evidence  is  that  the 
word  *'  Rodgers  "  alone  was  not  relied  on  to  distinguish  the  goods,  but  other  50 
words  and  marks  were  added,  such  as  *'  Cutlers  to  Her  Majesty,"  "  V.R."  with 
a  crown,  &c.    [BuCKLBY  J. — That  is  not  the  question.    It  is — Do  the  Defen- 
dants use  such  a  description  as  that  the  buyer  of  their  article  may  think  that  it 
is  the  Plaintiffs'  ?]    Customers  of  the  Plaintiffs  are  acquainted  with  their  mode 
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of  marking  and  know  that  the  Plaintiffs'  goods  have  certain  other  words  or 
marks  to  distingaish  them.  All  these  things  must  be  looked  at,  as  was  done  in 
Jamieson  A  Go.  v.  Jamieson  (15  R.P.C.  169),  and  when  the  two  classes  of 
goods  are  compared  no  one  could  be  deceived.  Where  a  number  of  persons 
5  are  really  carrying  on  the  same  business  it  is  impossible  that  the  name  which  is 
common  to  all  the  firms  distinguishes  the  goods  of  one  of  the  firms  from  the  goods 
of  the  other  firms.  [BUCKLEY  /. — When  a  gentleman  is  trading  in  his  own 
name  he  is  entitled  to  do  so,  and  the  Court  of  Appeal  in  that  case  came  to  the 
conclusion  that  he  was  doing  what  he  was  entitled  to  do,  and  that  he  did  not 

10  deceive.  But  the  Defendants  here  are  carrying  on  a  business  which  was  never 
that  of  Rodgers  Bros. ;  theirs  was  that  of  edged  tool  manufacturers.]  It  has 
not  been  proved  that  the  word  "  Rodgers  "  has  universally  the  meaning  that  it 
denotes  the  Plaintiffs'  cutlery  and  such  goods  only  ;  also  the  Defendants'  goods 
have  been  sold  in  such  a  way  that  it  is  not  reasonably  likely  that  an  ordinary 

15  person  would  be  mistaken  into  believing  the  goods  which  the  Defendants  so 
sell  can  be  the  goods  of  the  Plaintiffs  {S.  Chivers  &  Sons  v.  S.  Chivers  &  Go. 
Ld.  17  R.P.C.  420). 

The  Defendants  and  other  witnesses  gave  evidence  in  support  of  the  conten- 
tion that  the  Defendants'  goods  would  not  be  likely  to  be  mistaken  for  those  of 

20  the  Plaintiffs,  and  also  of  the  circumstances  under  which  their  retail  trade  was 
commenced  and  the  name  Rodgers  Bros,  adopted. 

Wilbei'force  summed  up  the  evidence  on  behalf  of  the  Defendants,  and 
pointed  out  that  there  was  no  evidence  of  actual  deception — ^that  not  a  single 
purchaser  had  been  proved  to  have  been  deceived  or  to  have  been  dissatisfied 

25  with  his  purchase,  or  that  the  Defendants'  goods  were  in  any  single  instance 
passed  off  as  the  goods  of  the  Plaintiffs. 

Buckley  J.  —For  200  years  and  upwards  the  Plaintiffs  and  their  predecessors 
in  title  have  carried  on  the  business  of  manufacturers  of  cutlery  at  Sheffield  and 
elsewhere  under  a  trade  nume  of  which  the  word  "  Rodget^s  "  has  always  formed 

30  part.  Their  goods  are  widely  known,  not  only  in  this  country  and  in  Europe, 
but  in  India,  Australia,  the  United  States,  South  America,  and  practically 
throughout  the  world.  They  have  called  as  witnesses  members  or  representa- 
tives of  the  firms  who  are  their  principal  rivals  in  trade,  and  they,  without 
exception,  have  given  evidence  to  the  effect  that  the  Plaintiffs'  reputation  is 

35  second  to  none.  Their  goods  have  been  sold  as  "  Rodgers''  Cutlery."  They  are 
always  marked  with,  amongst  other  things,  the  word  ''^RodgerSy^  but  never 
with  that  word  alone.  In  order  to  emphasise  their  individuality,  the  Plaintiffs 
have  added  from  time  to  time  on  different  classes  of  their  goods  other  words, 
such  as,  for  iustance,  '^  6,  Norfolk  Street,  Sheffield,"  that  being  the  address  of 

40  their  works,  and  "  Cutlers  to  Her  Majesty,"  an  appointment  which  they  have 
held  for  many  years,  and  they  have  always  added  their  Trade  Mark  which 
consists  of  a  star  and  a  Maltese  cross.  The  word  *'  Rodgers  "  has  to  a  large 
extent — I  shall  have  to  consider  to  what  extent — become  identified  with  their 
goods.    Notwithstanding  these  facts  they  have  no  exclusive  right  to  the  use  of 

45  that  word.  Their  right  is  to  prevent  other  firms  from  so  using  it  as  to  pass  off 
such  firms'  goods  as  the  Plaintiffs'  goods. 

The  Defendants  are  two  men  named  Hearnshaw,  From  the  year  1883, 
they,  in  partnership  with  their  father,  carried  on  in  Sheffield  the  business  of 
edged  tool  manufacturers.     In  1887  they  and  their  father  bought  a  business  of 

50  joiners'  tool  makers  which  was  being  carried  on  by  a  firm  of  Henry  Brown^ 
Son  i  Go.  In  1889  they  bought  from  a  man  named  Rodgers  (spelt  with  a  "  d  "), 
who  was  the  survivor  of  two  men  of  that  name,  a  business  which  had  been 
established  in  Sheffield  in  1883,  and  had  since  that  date  been  carried  on  under 
the  firm  name  of  Rodgers  Bros,    The  business  was,  and  by  the  assignment  was 
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expressed  to  be,  that  of  edged  tool  manufacturers.    In  1893  the  Defendants' 
father  retired,  and  from  that  date  the  Defendants  have  carried  on  in  partner- 
ship the  three  businesses  above  described,  namely,  their  original  business  of 
edged  tool  manufacturers,  the  business  of  joiners'  tool  makers  of  Henry  Brown^ 
Son  A  Co.,  and  the  business  of  edged  tool  manufacturers  of  Rodgers  Bros.    The  5 
business  of  edged  tool  manufacturers  and  the  business  of  cutlers  are  distinct 
businesses,  and  none  the  less  so  because  it  is  not  easy  or  perhaps  possible  to 
draw  any  exact  line  of  division  between  the  two.    There  are  certain  goods  as 
to  which  it  is  difficult  to  say  to  which  trade  they  properly  belong,  and  some 
which  might  perhaps  be  indifferently  made  by  either.    But  there  is  no  question  10 
as  regards  such  goods  as  table  cutlery,  pen  and  pocket  knives,  scissors  and 
razors,  that  they  are  cutlery  and  not  edged  tools.  Rodgers  Bros,^  who  carried  on 
business  from  October  1883,  never  carried  on  a  cutlery  business.    They  had  no 
cutlery  marks,  and  although  in  the  5^  years  during  which  they  carried  on 
business  they  sold  cutlery  to  the  extent  of  7Sl.  out  of  a  total  turnover  of  8,873/.,  15 
they  did  not  manufacture  even  the  insignificant  amount  of  cutlery  which  they 
sold.    The  Defendants'  firm  between  1889,  when  they  bought  the  business  of 
Rodgers  Bros.,  and  December  1902  also  never  manufactured  any  cutlery.    They 
made  insignificant  sales  of  cutlery,  namely,  to  an  aggregate  amount  of  230Z.  out 
of  a  total  turnover  of  114,000Z.,  averaging  under  111.  a  year  out  of  an  average  20 
turnover  of  upwards  of  SfiOOl.  a  year.    In  1902  the  Defendants  commenced  a  , 
cutlery  business,  and  of  the  three  firm  names,  namely  Heamshaw  Bros., 
Henry  Brown,  Son  &  Co,  and  fiodgers  Bros,,  which  were  at  their  disposal, 
they  selected  for  their  cutlery  business  the  style  of    Rodgers  Bros.     The 
Plaintiffs  heard  of  it  and  in  November  1903  raised  objection  to  the  manner  25 
in  which  the  trade  was  being  carried  on,  alleging  that  it  was  so  carried  on 
as  to  lead  purchasers  to  believe  that  the  goods  of  the  Defendants  were  the 
Plaintiffs'  goods.    In  the  result  the  writ  in  this  action  was  issued  on  the  5th  of 
March  1904.    The  question  I  have  to  try  is  whether  the  Defendants'  business 
of  manufacturing  cutlers  is  so  carried  on  as  to  be  calculated  to  deceive  by  30 
passing  off  the  goods  of  the  Defendants  as  or  for  the  goods  of  the  Plaintiffs. 
The  Plaintiffs  have  no  exclusive  right  t»  the  word  '*  Rodgers^    A  person  whose 
name  is  Rodgers  is  entitled  to  manufacture  and  deal  in  cutlery  under  the  name 
of  Rodgers,  but  even  he  would  not  be  entitled  so  to  do,  in  such  a  way  as  to 
deceive.    A  person  whose  name  igf  not  Rodgers  is  not  precluded  by  that  fact   85 
from  manufacturing  or  trading  in  cutlery  under  that  name  ;  but  if  that  name 
have  acquired  a  particular  value  in  that  trade,  the  fact  that  he  assumes  that 
name,  not  being  his  own,  when  he  might  equally  well  have  adopted  another,  is 
a  matter  not  to  be  overlooked  in  trying  the  question  whether  his  conduct  is 
fraudulent  or  not.  40 

The  questions  I  have  to  answer  are  substantially  whether  the  word  "  Rodgers  " 
in  connection  with  cutlery  has  acquired  a  secondary  meaning,  so  that  **  Rodgers^ 
**  Cutlery  "  conveys,  not  nutlery  made  by  some  one  named  Rodgers,  but  cu&ery 
made  by  a  particular  Rodgers,  namely  the  Plaintiffs  ;  and,  secondly,  whether 
the  acts  of  the  Defendants  are  such  as  that  the  word,  when  used  by  them,  45 
induces  the  belief  that  the  goods  which  they  offer  are  the  Plaintiffs'  goods.  If 
the  latter  question  be  answered  in  the  afilrmative  it  is  not  necessary  to  go  on  to 
show  that  they  took  the  name  with  a  fraudulent  intent ;  but  if  it  be  established 
that  they  took  the  name  with  the  intent  of  passing  off  their  goods  as  the 
Plaintiffs'  goods,  I  should  be  the  more  ready  to  infer  that  their  act  will  enable  50 
them  to  commit  the  fraud  which,  upon  that  hypothesis,  they  intended  to 
commit. 

First,  as  to  the  question  whether  the  words  "  Rodgers^  Cutlery  "  have  acquired 
a  secondary  meaning,  and  convey,  not  necessarily  to  the  trade — it  may  be  to 
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consumers  of  cutlery — ^the  meaning  of  cutlery  made  by  the  Plaintiffs*  firm. 
Upon  that  there  has  been  adduced  a  very  large  mass  of  eyidence.  The  greater 
part  of  it,  as  called  by  the  Plaintiffs,  consists  of  representatives  or  members  of 
large  wholesale  houses,  whose  knowledge  is  principally  as  to  the  knowledge  of 
5  the  trade  with  reference  to  the  word.  But  they  are  also  able  to  speak  as  to  the 
meaning  which  the  word  has  acquired  in  countries  other  than  this,  in,  for 
instance,  the  United  States,  in  India,  in  the  Brazils  and  elsewhere  in  South 
America,  in  Australia,  and  so  on  ;  and  there  have  also  been  called  two 
retail  dealers  in  London  who  speak  as  to  the  meaning  of  the  words  as  under- 

10  stood  by  the  public.  The  result  of  that  evidence  I  think  is  this,  that  as  between 
wholesale  dealers  in  this  country  and  local  dealers,  say,  in  India  or  Australia 
or  elsewhere,  cutlery  meaning  the  Plaintiffs'  cutlery  is  habitually  ordered  as 
"  Rodgers'  Cutlery."  Of  course  the  criticism  has  been  made  that  such  persons 
very  likely  have  the  Plaintiffs'  catalogues,  and  very  likely  are  merely  repeating 

15  orders  which  they  have  given  before.  Of  course  that  is  so  with  a  trade  of  this 
description,  but  I  am  satisfied  by  the  evidence  that  in  the  mouth  of  the  trade 
*•  Rodgers*  Cutlery  "  means  the  Plaintiffs'  cutlery.  It  appears  that  in  the  Brazils 
it  is  very  well  known  as  "Cutleria  Rodgers  ";  in  India  it  is  known  as  "  Pucca 
"  Rodgears  "  it  seems  ;  in  America  it  is  known  as  **  Rodgers\^^    There  are  other 

20  people  from  other  parts  of  the  world  who  speak  to  the  use  of  the  expression. 
As  regards  the  retail  trade  the  evidence  comes  to  this,  that  people  will  come 
into  a  shop  and  ask  for  a  '^Rodgers'  penknife,"  or  ^^ Rodgers^  scissors"  or 
*'  Rodgers'  razor,"  The  result  of  the  whole  evidence  to  my  mind  as  regards 
this  is,  that  the  words  ^* Rodgers'  Cutlery"  have    acquired   the    secondary 

25  meaning  of  inferring  cutlery  made  by  the  well-known  Rodgers,  that  is 
Joseph  Rodgers  Jt  Sons  Ld.  the  Plaintiffs,  unless  qualified  in  some  way  by 
some  other  expression. 

The  Defendants  have  relied  upon  the  fact  that,  throughout  the  period  over 
which  the  evidence  has  extended,  there  have  always  been  other  people  with  the 

30  name  of  "  Rodgers  "  who  have  made  cutlery  in  Sheffield.  There  is  a  firm  of 
Joseph  Rodgers  &  Go.  who  have  been  in  business  for  many  years  and  are  in 
business  still,  who  make  cutlery.  So  that  the  words  do  not  necessarily  mean 
the  Plaintiffs'  cutlery  ;  and  in  the  mouths  of  some  people,  such  as,  for  instance, 
the  customers  of  Joseph  Rodgers  <t  Co.y  I  dare  say  they  have  not  that  meaning ;  but 

35  the  general  meaning  to  the  trade  and  the  public  is  the  Plaintiffs'  cutlery,  unless 
there  be  some  qualification  by  which  you  are  to  understand  that  that  secondary 
meaning  is  not  the  meaning  in  which  the  words  are  used.  In  that  state  of  facts, 
the  Defendants,  in  the  year  1902,  were  minded  to  establish  a  cutlery  business. 
As  to  the  origin  of  that  business  I  am  quite  satisfied  with  their  explanation.  They 

40  said  that  there  was  a  man  named  Hindley  who  was  a  retailer,  and  who  was  a 
considerable  customer  of  theirs,  who  bought  their  goods  and  retailed  them,  and 
he  ceased  to  buy  from  them.  Therefore  they  thought  they  had  better  retail  their 
goods  themselves,  and  they  accordingly  took  a  shop  in  Angel  Street,  Sheffield, 
and  opened  a  retail  business  for  edged  tools  and  cutlery.    Down  to  that  date 

45  they  had  no  cutlery  trade  at  all.  Having  opened  the  shop  in  February  1902, 
and  got  the  assistance  of  a  man  named  Henry  Parker,  I  am  satisfied  that  he 
snggested  that  they  would  do  better  if  they  made  their  cutlery  for  sale  instead 
of  buying  it  for  sale,  and  accordingly  a  few  months  later,  in  July  1902,  they 
were  minded  to  take  up  the  business  of  manufacturing  cutlery.    They  rel^ined 

50  men  for  the  purpose  of  opening  this  business — ^a  man  named  Shaw  to  be  their 
traveller  in  that  business — ^they  had  had  no  traveller  at  all  before — ^and  a  man 
named  Lowde  who  was  to  superintend  the  manufacturing  business  for  them. 
It  is  qnite  plain  from  the  evidence  of  those  witnesses  that  they  had  no  cutlery 
trade  of  any  kind  beioro  this  time.    They  had  made  insignificant  sales  of 
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cutlery  such  as  I  have  described.  In  1903  they,  for  the  first  time,  opened 
separate  cutlery  books,  and  in  the  Directory  of  1903  they  are,  for  the  first  time, 
described  as  *'  Cutlery  Manufacturers."  In  that  state  of  facts,  they  had  to  find 
a  name  in  which  they  were  going  to  carry  on  this  business.  As  I  have  said, 
they  did  select  the  name  of  Rodgers  Bros.  8 

Now,  why  did  they  choose  that  firm  name  for  their  cutlery  business  ?  The 
two  Defendants  have  been  called,  and  first  as  regards  Frank  Heamshaw^ 
<he  reasons  which  he  assigned  were  that  when  they  opened  the  shop 
ihey  did  not  want  to  call  it  Hearnshaw  Bros,  because  it  is  not  well  for  a 
wholesale  firm — which  Heamshaw  Bros  was— to  be  also  retailers.  I  quite  10 
accept  that  reason,  but  it  had  nothing  to  do  with  the  question  when  they  came 
to  be  cutlery  manufacturers  :  they  might  as  well  have  called  themselves 
Hearnshaw  Bros,  as  cutlery  manufecturers  and  endeavoured  to  add  to  that  firm 
name,  which  was  well  known  in  connection  with  edged  tools,  a  reputation  for 
cutlery.  That  first  alleged  reason  therefore,  although  sensible  for  the  reason  15 
lor  which  it  was  put  forward,  has  no  meaning  at  all  for  the  purpose  which  I 
have  to  consider.  Next,  he  was  asked  why  he  did  not  open  this  cutlery 
business  as  Henry  Brown,  Son  &  Go.  Well,  he  said,  we  did  not  do  that  because 
we  wanted  to  say  •*  Brothers."  Now,  that  is  the  most  singular  reason.  He  first 
says  that  he  did  not  want  to  connect  his  retail  shop  with  his  wholesale  business  20 
of  Heamshaw  Eros.,  which  I  accept,  yet  he  says  he  took  the  name  **  Rodgers 
"  Brod.^'  because  it  was  like  Heamshaw  Bros.—the  very  thing  he  wished  to 
avoid.  Thirdly,  he  was  asked  why  he  did  not  say  "  Brown  Bros.''  Well,  the 
answer  to  that  I  will  read  from  the  shorthand  notes,  because  I  think  it  is 
instructive—"  (Q.)  Why  should  you  not  put  '  Broivn  Bros:  ?— (A.)  We  might  25 
"  have  done  so.  (Q.)  Why  did  you  not  ?— (A.)  We  did  not  do  so.  (Q.)  Yes, 
"but  why  not?— (A.)  Because  we  thought  the  'Rodgers'  would  be  better. 
(Q.)  Why  ?— (A.)  Because  it  is  better  known  in  the  cutlery  and  tool  trade," 
William  Heamshaw  was  called  afterwards  and  he  was  asked  similar  questions, 
and  he  ultimately  said  that  he  agreed  with  his  brother  Frank,  that  that  was  the  30 
reason  that  they  took  it,  because  it  is  better  known  in  the  cutlery  and 
tool  trade. 

As  regards  William  Heamshaw  he  gave  similar  reasons  to  his  brother  Frank 
as  regards  their  taking  Rodgers  Bros,  because  it  was  like  Hearnshaw  Bros., 
and  they  wished  to  use  the  word  •'  Bros."    When  he  came  to  be  cross-examined  35 
he  agreed  that  there  was  no  sense  ia  that  at  all,  as  obviously  there  was  not.     As 
regards  not  taking  Henry  Brown,  Son  &  Co.  for  the  purpose  of  putting  over 
the  shop,  he  gave  the  most  extraordinary  reason  :  he  said  you  never  do  see  the 
words  "  and  Son  "  over  a  shop.    The  next  day,  when  he  came  back,  he  withdrew 
that,  and  he  agreed  that  that  was  a  silly  reason  :  in  fact,  the  reasons  which  40 
these  two  men  were  desirous  of  advancing  had  no  point  in  them  at  all  until 
you  came  to  that  which  I  have  read  from  the  Shorthand  Notes,  which  it  seems 
to  me  obviously  was  the  real  reason  :  they  took  out  of  the  three  firm  names  of 
which  they  had  the  disposal  Rodgers  Bros,  because  the  word  ''Rodgers  "  was 
better  known  in  the  cutlery  and  tool  trade.    Why  was  it  better  known  in  the  4.5 
cutlery  and  tool  trade  ?    Because  it  was  the  Plaintiffs'  name. 

There  are  other  passages  in  their  evidence  in  which  they  say  this,  that 
"  Rodgers''  is  a  word  which  will  command  a  sale.  I  will  read  a  passage  from 
William  Heamshaw's  evidence  :  "  (Q.;  Do  you  think  people  will  buy  cutlery 
"  more  readily  if  it  has  '  Rodgers '  than  if  it  has  '  Brown '  on  it  ?— (A.)  Yes.  (Q-)  50 
«  Or  if  it  had  Heamshaw  on  it  ?— (A.)  Yes."  Then  he  was  asked  if  he  did  not 
.  find  a  ready  sale  for  his  goods  and  he  said  he  did.  Then  he  was  asked :  '*  It  pt  a 
"  good  deal  of  help  from  the  name  of  Rodgers,  did  not  it  ?— (A.)  It  may  have 
«  got  some.    Yes,  I  grant  that  it  did  assist."    Then  he  w^  asked  some  question 
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aa  to  particular  articles  that  he  mannfaetnred.  Here  I  panse  for  the  pnrpose^ 
of  saying  this — the  Defendants  had  had,  since  the  year  1884,  a  Trade  Mark 
consisting  of  a  figure  of  John  Bull  and  the  words  "  John  Bull,"  and  the  way 
they  sell  their  goods  is  *'  Rodgers  Bros.,  SheflSeld,"  with  the  addition  of  the 
5  figure  and  the  words  "John  Bull,"  and  they  rely,  for  the  purpose  of  dis- 
criminating their  goods  from  the  Plaintiffs'  goods,  on  that  John  Bull  figure 
and  those  words  being  on  the  goods.  Speaking  broadly,  it  is  true  that  3iey 
put  that  Trade  Mark  generally,  almost  universally,  on  their  goods,  but  there 
are  certain  goods  on  which  they  do  not  put  it.  They  are  small  penknives,  and 
10  they  say — and  I  accept  what  they  say — that  they  do  not  put  it  there  because 
there  is  not  room  enough.  It  takes  more  space.  As  to  that  he  was  asked  and 
said  this  :  **  (Q.)  You  say  your  cutlery  without  the  John  Bull  figure  or  words 
"  would  be  sold  as  Rodgers'  cutlery  ;  is  that  right  ?— (A.)  It  could  be  sold  to 
"  people  and  they  could  be  deceived  by  it  on  thope  small  penknives.  (Q.)  You 
15  **  think  your  small  penknife  might  deceive  ? — (A.)  Unless  the  people  were  told 
"  when  it  was  sold  it  was  Rodgers  Bros.,  yes." 

Now,  what  does  that  go  to  ?  It  goes  to  two  things  ;  first,  there  is  an  admission 
there  that  as  regards  this,  I  agree  a  small  part  of  their  trade,  it  will  deceive — 
that  these  penknives  without  the  Trade  Mark  will  deceive,  but  beyond  that  and 
20  for  the  principal  point  which  is  in  dispute,  why  will  it  deceive  ?  Obviously 
because  it  will  be  mistaken  for  "  Rodgers'  Cutlery."  What  does  that  mean  ? 
Because  it  will  be  mistaken  for  the  Plaintiffs'  cutlery.  **  (Q.)  But  do  you  say  that 
**  in  this  country  there  are  not  thousands  of  people  who  by  the  term  *  Rodger's* 
'*  *  Cutlery'  would  understand  the  Plaintiffs'  goods  ? — (A.)  There  are  thousands."^ 
35  What  does  that  mean  ?  It  means,  to  a  large  number  of  buyers,  never  mind  whelher 
to  all  or  not,  to  thousands  of  buyers,  the  words  "  Rodgers'  Cutlery  "  mean  the 
Plaintiffs'  goods.  Then,  lastly,  before  leaving  this,  there  is  this  answer — ^that 
people  may  be  deceived  by  goods  stamped  with  '^  Rodgers,"  having  added  to 
that  marks  other  than  those  which  the  Plaintiffs  use.  That  is  to  say,  that  the 
30  word  ^^  Rodgers  "  so  conveys  the  Plaintiffs'  goods  as  even  that  the  addition  of  a 
Trade  Mark  which  is  not  the  Plaintiffs'  will  not  sufficiently  warn  the  purchaser 
that  he  is  not  getting  that  which  he  intended  to  get.  There  is  another  circum- 
stance about  this  opening  of  the  business  to  which  I  must  refer,  and  that  is  this. 
As  I  have  said,  down  to  the  year  1902,  the  Defendants  made  no  cutlery  at  all,  and 
35  they  opened  out  this  business  by  beginning  to  make  in  July  and  to  sell  aLout 
October  1902,  and  from  the  very  outset  of  that  business  they  sold  their  goods 
under  this  label  which  is  before  me.  It  has  got  the  John  Bull  at  the  top, 
"  Sorby  Street  Works,  Rodgers  Bros.,  Sheffield,  Manufacturers  of  Celebrated 
**  Cutlery,  Tools,  Electro-plate."  Now  they  had  no  **  celebrated  cutlery  "  at  alU 
40  They  had  made  no  cutlery.  Their  reputation  remained  to  be  made,  if  they 
were  going  to  have  a  reputation.  Why  did  they  put  on  there  "  Rodgers  Bros^ 
"  Celebrated  Cutlery  "  unless  it  was  for  the  purpose  of  saying :  "  This  is  the 
"cutlery  of  which  you  have  heard  before."  Of  course  they  were  cross* 
examined  about  this,  and  the  answer  which  they  gave  is  to  me  a  singularly 
45  nnsatisfatctory  one: — ^The  word  ^^ celebrated "  means  nothing  at  all;  it  is 
like  the  word  "  warranted"  ;  everybody  puts  it  on  their  goods ;  it  meana 
nothing.  Now  I  do  not  think  thiett  one  ought  to  listen  to  a  trader  who 
says  "  I  put  a  word  on  to  my  goods,  which  of  course  I  intended  to  reach  the 
^  public  mind  or  I  should  not  have  put  it  there,  but  did  not  mean  it  to  mean 
50  "  what  it  says ;  I  meant  nothing  by  it  at  all."  There  is  some  other  evidence  of 
which  I  have  made  a  note  for  the  purpose  of  referring  to  it,  which  I  will  mention 
quite  shortly.  Parker,  who  was  their  manager  at  the  first,  was  called  and  he  told 
me  a  story  of  how  he  had,  in  Queen  Victoria  Street,  the  day  before  he  was  in 
the  box,  for  the  purpose  of  illustration,  bought  a  knife.    He  said  that  he  passed 

2  F 
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the  shop  and  he  saw  in  the  window  a  ghow  card  which  bore  the  words  '^  Rodgers^ 
**  Penknives,  Sheffield  steel,  real  ivory,  staghom  and  buffalo  horn  handles. 
"  Reduced  to  Is.  each.   Regular  half-crown  line,"  He  saw  the  knife  lying  by  the 
side  and  he  saw  the  Trade  Mark  on  the  knife.    He  knew  it  perfectly  well,  as 
he  says,  he  was  a  Sheffield  lad.    He  was  not  deceived  the  least  in  the  world  ;  he  5 
knew  it  was  not  one  of  the  Plaintiffs'  knives ;  he  knew  quite  well  how  it  would 
be  marked  if  it  were  theirs.    He  went  in  and  bought  one  and  he  produced  it 
here.    The  point  of  his  evidence  is  this  that  he  was  asked — ^*^  (Q.)  Have  you 
**  ever  in  all  your  life  heard  of  any  man's  cutlery  being  referred  to  as  *  Rodgers^ 
"  *  cutlery'  excepting  the  cutlery  made  by  Joseph  Rodgers  A  Sons  Ld,  of  Sheffield  ?  10 
^'  — (A.)  There  is  a  man  we  call        .        .        .        (Q.)  Answer  yes  or  no" — 
and  his  answer  was — "  It  would  be  naturally  implied  that  it  was  Joseph  Rodgers 
**  A  Sons,  it  is  there  to  mislead,  I  should  say."    Now  this  is  the  Defendants' 
witness.     William  Heamshaw,  after  saying  that  the  word, "  celebrated  "  means 
nothing,  went  on  to  say  that  there  is  no  Rodgers  comp^arable  to.the  Plaintiffs  15 
for  cutlery,  that  is  to  say,  that  in  the  cutlery  trade  ''  Rodgers "  means  par 
-excellence  the  Plaintiffs,  and  he  said  in  a  passage  which  I  have  already  read  that 
the  word  "  Rodgers  "  will  sell  cutlery  better  than  the  word  "  Heamshaw  "  or 
the  word  "JBr(m;n."    There  was  called  with  reference  to  the  circumstances 
under  which  the  word  "  Rodgers  "  was  first  used,  a  witness  named  Loude,  whom  20 
I  have  mentioned  before.    He  was  the  first  man  to  manufacture.    I  do  not  say 
that  I  should  accept  his  evidence  very  readily.    He  was  a  man  who  was 
employed  and  was  dismissed  after  five  weeks'  service.    He  was  given  to  habits 
of  intemperance.    I  do  not  know,  but  I  should  think  he  was  dismissed  for 
intemperance  ;  at  any  rate  he  was  not  a  satisfactory  servant.    His  own  account  25 
of  himself  is,  that  he  does  not  get  drunk  in  business  hours,  and  after  business 
is  over  he  takes  what  he  likes.    He  says  in  the  plainest  terms  that  when  he  was 
employed  what  took  place  was  this,  that  one  of  the  Hearnshaws  said  that  the 
Rodgers  mark  would  be  all  right  to  sell  the  goods  ;  that  the  Rodgers  mark  would 
«ell  the  goods,  and  that  the  Rodgers  name  would  make  a  trade.    Now  the  30 
Hearnshaws,  of  course,  were  asked  about  that,  and  William  Heamshaw  agreed 
that,  when  Lowde  was  interviewed,  the  use  of  the  Rodgers  mark  was  the  matter 
which  was  discussed,  but  he  said  that  it  came,  not  from  him,  but  from  Lowde.    I 
<lo  not  care  who  it  came  from.    I  accept  Lowde*s  evidence,  although  he  is  such 
a  witness  as  I  have  described,  because  I  think  that  the  Hearnshaws  really  by  35 
their  evidence  corroborate  him  to  a  very  considerable  extent.    There  was  a 
discussion  at  this  meeting  whether  the  word  "  Rodgers  "  should  be  used  or  not, 
and  whether  the  word  would  make  a  trade.    It  does  not,  of  course,  follow  that, 
because  a  man  is  intemperate,  he  is  therefore  also  a  liar,  and  I  think  that 
the  evidence  which  Lowde  gave  as  to  what  took  place  at  that  meeting  is  really  40 
oorrobcrated  by  what  the  Defendants  have  said  ;  that  there  was  a  discussion 
then  and  that  they  did  take  the  name  for  the  purpose  of  availing  themselves,  as, 
.  in  fact,  they  agreed  they  have  availed  themselves,  of  the  benefit  of  the  use  of 
that  word  in  connection  with  cutlery. 

Now,  I  have  discussed  this  evidence  in  this  detail  for  this  reason,  that  it  is  a  45 
very  significant  fact  tliat  in  this  case,  although  the  trade  has  been  going  on  for 
some  time,  the  Plaintiffs  have  failed  to  adduce  a  single  concrete  instance  of 
deceit.  I  have  not  had  a  single  person  called  who  has  said  that  he  has  been 
imposed  upon  by  the  Defendanta'  goods  being  passed  off  upon  him  as  the 
Plaintiffs'  goods.  It  does  not  follow  from  that  that  I  am  bound  to  refuse  the  50 
Plaintiffs  relief.  What  I  have  got  to  look  at,  I  conceive,  is  this — Are  the  Defen- 
dants so  putting  goods  upon  the  market  as  that  in  a  retail  shop,  if  you  please,  it 
would  be  easy  for  the  retailer  if  he  be  a  dishonest  person  to  palm  off  the  Defen- 
dants' goods  as  being  the  Plaintiffs'  goods  ?  If  that  be  answered  in  the  affirmative, 
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then  the  Defendants  are  doing  a  fraudulent  act,  and  if  I  find  that  they  have  taken 
the  name  for  the  purpose  of  creating  the  opportunity  of  doing  that  thing,  then 
I  think  I  am  the  more  entitled  to  infer  against  them  that  th^  act  which  they 
intended  to  facilitate  is  an  act  which  prolwibly  may  be  achieved.  I  think  that 
■3  here  the  Def endantfl  have  for  a  purpose  so  taken  and  used  this  word  "  Rodgers  " 
as  to  put  it  into  the  hands  of  retailers  to  pass  off  their  goods  as  the  Plaintiffs* 
goods.  Of  course  they  seek  to  shield  themselves  under  the  fact  that  they  put 
on  the  John  Bull  mark,  and  of  coarse  it  is  true  that  the  trade,  who  perfectly  . 
well  know  the  different  marks,  say  that  if  they  saw  that  knife  with  the  John  Bull 
10  on,  it  certainly  would  not  deceive  them ;  but  I  think  that  that  is  not  an  answer 
to  the  case.  X  think  that  the  Plaintiffs  do  here  make  out  a  case  of  intention  to 
deceive,  the  use  of  a  mark  which  is  calculated  to  deceive,  and  the  manufacture 
of  goods  with  the  intent  of  putting  them  into  the  hands  of  retailers  so  that  ihey 
may  have  an  opportunity,  if  they  be  dishonest  people,  of  passing  them  off  as 
15  goods  which  they  in  fact  are  not.  Under  these  circumstances  I  think  that  the 
Plaintiffs  are  entitled  to  an  injunction.  I  do  not  think  it  should  go  exactly  In 
the  words  of  the  Statement  of  Claim,  but  I  think  if  the  word  '*so  "  is  intro- 
duced in  various  places  as  I  will  read  it,  the  injunction  will  come  out  rightly 
in  the  end.  I  think  it  should  run  thus  :  "  Restrain  the  Defendants  and  each  of 
"20  "  them,  their  and  his  servants  acd  agents,  from  so  stamping  or  otherwise 
**  marking  any  cutlery  not  of  the  manufacture  of  the  Plaintiffs  with  the  name 
**  of  *  Rodgers '  or  *  Rodgers  Bros.,^  or  any  other  name  of  which  the  word 
•* '  Rodgers '  forms  part,  and  from  so  selling,  advertising,  or  offering  for  sale 
"  any  goods  so  stamped  or  marked,  and  from  so  caiTying  on  business  in  cutlery 
25  «  under  the  name  of  *  Rodgers '  or  '  Rodgers  BrosJ*  or  any  other  name  of  which 
"  the  word  *  Rodgers '  forms  part  as  to  induce  the  belief  that  such  cutlery  or 
"  goods  or  business  are  the  cutlery,  goods,  or  business  of  the  Plaintiffs, 
**  or  otherwise  passing  off  the  goods  or  business  of  the  Defendants  as 
"  or  for  the  goods  or  business  of  the  Plaintiffs,"  and  an  Order  for  the  costs 
-30  of  the  action. 

Buckmaster  K.C. — My  Lord,  I  submit  we  are  entitled  to  an  inquiry  as  to 
damages  or  an  account  of  profits.  We  desire  an  account  of  profits  for  this 
reason — it  may  be  a  difficult  account  to  prosecute  but  it  is  a  useful  thiug  to 
know  the  people  who  have  been  dealing  in  goods  to  our  prejudice. 
35  Hamilton  K.C. — I  submit  that  an  account  cannot  be  ordered.  An  account 
was  ordered  in  Lever  v.  Goodwin  (4  R.P.C.  492);  In  that  case  there  were 
many  instances  proved  of  soap  having  been  passed  off. 

Biickmaster  K.C. — I  am  content  to  take  an  inquiry  as  to  damages. 
Hamilton  K.C. — As  to  an    inquiry,  my  learned    friend    cannot    have  an 
'^  inquiry  as   to    damages    unless  he  proves  some.     One   instance,  no    doubt, 
is  enough. 

BUCKLBY  J. — Mr.  Buckmastery  why  do  you  want  one  or  the  other  ;  you  want 
to  stop  it,  do  not  you  ? 

Buckmaster  K.C. — Of   course  we  want  to  stop  it,  but  we   also   want  to 
45  know  the  extent  to  which  this  thing  has  been   done;    that  is  really  what 
^^e  want. 

Hamilton  K.C. — An  account  was  granted  in  the  case  of  Lever  v.  Goodwin 
(4  R.P.C.  492),  but  there  the  evidence  was  this  (per  Lindley  L.J.  at  page  508)  : 
**  If  you  look  at  the  evidence  it  comes  put  clearly  and  strongly  that  the  Defen- 
-50  **  dants'  soap  is  often  bought  under  the  belief  that  it  is  the  Plaintiffs'  soap." 
My  Lord,  in  that  case,  of  course  it  was  the  get-up  which  deceived  ;  they  so 
packed  up  their  goods  as  to  induce  the  belief  that  they  were  the  Plaintiffs' 
goods.  I  do  not  know  a  case  in  which  an  account  has  been  directed  in  which 
no  one  instance  of  deception  has  been  proved. 
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Btickmaster  K.O. — I  have  never  heard  that  the  right  to  an  account  in  these 
cases  depends  on  proof  of  the  thing  having  in  fact  been  sold. 

Buckley  J. — You  have  not  got  beyond  proving  that  it  is  calculated  to 
deceive.    That  is  the  ground  on  which  I  have  granted  you  an  injunction — ^that 
they  have  done  an  act  which  will  enable  people  to  deceive,  and  that  is  & 
fraudulent.    But  you  have  not  proved  deception. 

Btickmaster  K.C. —Surely  I  have.  If  they  admit  that  of  their  turnover 
2,O0OZ.  was  due  to  the  use  of  our  name,  can  they  go  past  that  ?  It*  is  their  own 
admission.    I  submit  there  is  no  answer  to  that. 

BuCKLBT   J. — ^You    want    an    account    of    profits    received    from    selling  10 
goods  as  your  goods  when  you  do  not  prove  that  any  goods  were  sold  as 
your  goods. 

Btickmaster  K.C. — I  do  not  want  an  account  of  profits,  I  want  an 
inquiry  as  to  the  damages  which  I  have  suffered  by  reason  of  their 
improper  trading.  1 J 

Buckley  J. — You  21  re  in  a  position  to  say,  as  regards  damages,  that  they  get 
assistance  from  the  word  ^^  Rodger s''  That  would  mean  that  they  have 
deprived  you  of  some  trade. 

Btickmaster  K.C. — Certainly,  that  is  the  point. 

Hamilton  K.C. — I  do  not  object  to  their  taking  that  inquiry  at  their  own  risk  80 
as  to  costs. 

Buckley  J. — Very  well,  if  you  do  not  object,  I  will  direct  an  inquiry  as  to 
damages. 

Hamilton  K.C. — I  am  entirely  in  your  Lordship's  hands  as  to  that.    Of 
course  it  will  take  some  time  before  the  Order  is  passed  and  entered,  and  we  2& 
can  consider  our  position  between  now  and  then. 

Buckley  J. — You  have  only  to  put  on  all  your  wrappers  and  all  your  goods 
that  they  are  not  made  by  the  Plaintiffs  and  take  care  that  you  do  not  sell  them 
as  the  Plaintiffs'  goods. 
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In  thb  Housb  of  Lords. 

Present:  Thb  Lord  Changbllor,  thb  Earl  of  Halsburt,  Lord 
Macnaghtbn,  and  Lord  Robertson. 

March  29th  and  30th,  1906. 

5  Brown  and  Brown  Brothbrs  &  Co.  Ld.  v.  John  Hastib  &  Co.  Ld. 

PcUent: — Construction  of  Specificatimi. — Claim  for  particular  mechanuxU 
arrangement. — Patent  whether  a  Pioneer  Patent. — Infringement. — Interdict 
granted  by  Lord  Ordinary. — Appeal  to  Inner  House  dismissed. — Appeal  to 
House  of  Lords  allowed. 

10  Steam  is  admitted  to  steering  engines  by  a  controlling  valve^  which  is  shut 
when  the  engine  is  at  rest.  Means  had  long  been  sought  to  prevent  leakage 
through  the  controlling  valve  wJien  shut.  In  1897  a  Patent  was  granted  to  B., 
the  object  of  which  he  described  as  follows : — "  To  prevent  or  considerably 
"  diminish  the  leakage  of  steam  hereinbefore  referred  to.    For  this  purpose  I 

15  ^fit  in  a  passc^e  or  casing  throitgh  which  the  steam  enters  the  controlling 
*'  valve  casing  a  double-beat  valve  which  ?ias  formed  or  fixed  on  it  oppositely 
^  inclined  surfaces  which  are  acted  upon  by  counterpart  inclines  fitted  in 
**  connection  unth  the  controlling  valve,  so  thai  on  the  movement  of  the  controlling 
*'  valve  it  acts  through  the  inclined  sm^faces  to  open  the  double-beat  valve  and 

20  **  admits  steam.**  The  Patentee  added: — "  Instead  of  the  equilibrium  valve  A  " 
{the  double-beat  valve)  '^  any  equivalent  device  may  be  used.  For  example,  the 
**  inclines  may  be  on  the  stem  of  a  small  valve  which  opening  first  admits  the 
^  steam  under  a  larger  valve  opened  by  the  further  motion  of  the  small  valve.** 
He  claimed: — '*  In  connection  with  the  valves  of  steering  and  like  engines^  fitting 

2ft  **  in  a  passage  or  casing,  through  which  the  steam  enters  the  controlling  valve 
**  casing,  a  double-beat  or  equivalent  valve  having  opposite  inclines  acted  on  by 
^  counterpart  inclines  moving  with  the  controlling  valve,  the  parts  being 
**  arranged  and  operating  substantially  as  and  for  the  purposes  hereinbefore 
**  described.**    The  double-beal  valve  used  as  a  stop  valve  was  a  well-known 

30  mechanical  device.    It  had  been  applied  in  continuous  engines  to  work  atUo- 

maUcaUy  with  the  distributing  valve  so  as  to  cut  off  the  steam  from  the 

2  O 
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distributing  valve  casing  during  a  part  of  each  stroke.  It  had  never  been 
applied  to  the  controlling  valves  of  steering  engines^  nor  had  the  leakiness  of 
these  valves  been  successfully  remedied  in  any  other  way. 

O.  patented  a  stop  valve  in  which,  instead  of  the  direct  mechanical  auction  of 
the  controlling  valve^  he  used  a  steam  relay.    He  claimed  that  his  invention  5 
had  advantages  over  thai  of  -B.,  but  he  did  not  patent  it  as  being  an  improve- 
ment on  such  invention.     He  claimed: — "il  continuing  valve  for  steering 
"  engines  to  which  the  steam  supply  is  through  a  cut-off  valve  which  is  opej^ated 
•'  by  exhaust  of  the  steam  which  normally  closes  it,  and  wherein  the  said 
"  exhaust  is  controlled  as  described  by  a  slide  or  equivalent  valve  operaledfrom  10 
**  or  by  the  spindle  or  lever  which  actuates  the  controlling  valve.^^    The  otoners 
of  B.^s  Patent  brought  an  action  c^ainst  H.  A  Go.  alleging  that  the  valves 
made  under  the  Patent  of  Q.  were  infringements  of  B's  Patent.    The  Defen- 
ders had  in  previous  proceedings  on  B.^s  Patent,  in  which  other  infringe- 
ments were  alleged,  consented  to  a  decree,  and  were  thereby  precluded  from  15 
altacMng  the  validity  of  B.^s  Patent,  but  they  denied  infringement. 

It  was  held  by  the  Lord  Ordinary,  and  on  appeal  by  the  Inner  HousSy  that 
in  construing  the  Specification  it  must  be  considered  what,  having  regard 
to  the  state  of  prior  knowledge,  was  the  field  open  to  the  inventor;  thai  in  the 
circumstances  B.^s  Patent  was  a  pioneer  or  master  Patent ;  that  it  was  not  to  80 
be  construed  as  claiming  only  the  double-beat  valve  actuated  by  inclined  planes 
sliding  on' counterpart  inclines,  but  as  claiming  the  application  to  steering  and 
the  like  engines,  ^or  the  purpose  of  preventing  leakage  of  steam  while  the  engine 
is  not  working,  of  a  separate  stop  valve  working  in  unison  with  the  controlling 
valve.  Interdict  was  granted  by  the  Lord  Ordinary  and  upheld  by  the  Inner  25 
House.    Tlie  Defenders  appealed  to  the  House  of  Lords. 

Held,  that  the  Claim  was  for  a  mechanical  arrangement,  and  that  the 
words  "  havi'ng  opposite  inclines  CLcted  on  by  counterpart  inclines  "  were  the 
material  parts  of  the  Claim,  and  that  the  mechanical  arrangement  of  the 
Defenders  was  different,  and  was  not  an  infringement  ofB.^s  Palent.  30 

The  appeal  was  allowed  with  costs. 

The  PurBuers  in  these  actions  were  Andrew  Betts  Brown,  of  Rosebank  Iron 
Works,  Edinburgh,  and  Brown  Brothers  A  Co.  Ld.  carrying  on  business  as 
engineers  at  the  same  works.  The  Defenders  were  John  Hastie  A  Go.  Ld, 
Kilblain  Engine  Works,  Neilson  Street,  Greenock.  The  litigation  arose  35 
regarding  certain  Patents  for  improvements  in  the  controlling  valves  of  steering 
engines.  In  large  ships  the  steering  is  done  by  an  engine,  which  is  only  at 
work  when  the  helm  is  being  moved  to  port  or  starboard,  while  at  other  times 
the  steam  is  cut  oft  from  this  engine.  The  regulation  of  the  admission  of  steam 
to  the  steering  engine  is  effected  by  means  of  a  controlling  valve.  When  the  40 
controlling  valve  is  in  its  middle  position  the  steam  is  cut  off  from  the  steering 
engine.  \Vhen  the  steersman  moves  the  wheel  to  port  he  moves  the  controlling 
valve,  which  is  in  connection  with  the  wheel,  and  opens  the  ports  of  the  valve, 
so  that  steam  is  admitted,  and  the  steering  engine  is  set  working  so  as  to  move 
the  helm  to  port.  When  the  wheel  is  moved  to  starboard  another  set  of  ports  45 
are  opened  by  the  controlling  valve,  the  steam  passes  through  the  steering 
engine  in  the  opposite  dire9tion,  and  the  helQi  is  moved  to  starboard. 
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The  object  of  the  Patents,  which  were  the  subject  of  the  present  dispute,  was 
to  prevent  leakage  through  the  controlling  valve  while  the  engine  is  at  rest. 
This  valve  is  a  very  leaky  one  for  two  reasons  :  first,  it  must  be  easily  moveable 
by  the  steersman,  and  must,  therefore,  be  made  slack  ;  and,  second,  it  must  be 
5  sensitive,  so  that  the  engine  is  set  working  by  the  least  motion  of  the  wheel, 
and,  therefore,  no  overlap  can  be  allowed  at  the  ports.    This  leakiness  of  the 
controlling  valve  has  long  been  known,  and  a  remedy  for  it  desired,  but  the 
first  successful  attempt  to  cure  it  was  that  of  the  Pursuers,  who  introduced  into 
the  steam-casing  of  the  controlling  valve  a  stop  or  cut-off  valve  in  the  form  of  a 
10  tight  equilibrium  valve  (double-beat  or  equivalent  valve)  in  direct  mechanical 
connection  with  the  controlling  valve,  and  working  automatically  along  with  it. 
This  was  the  subject  of  the  Pursuer's  Patent  (No.  29,773  of  1897),  for  improve- 
ments applicable  in  connection  with  the  valves  of  steering  and  like  engines, 
granted  to  the  Pursuer,  Andrew  Belts  Broum,  the  Complete  Specification  of 
15  which  was  as  follows  : — 

"  My  said  invention  relates  to  steering  and  like  engines,  the  distribution 

"  valves  of  which  receive  steam  and  exhaust  through  passages  controlled  by  a 

"  valve  the  position  of  which  determines  the  direction  and  extent  of  motion, 

**  and  which  after  each  action  is  automatically  brought  to  its  middle  or  neutral 

20  "  position  in  any  of  various  well  known  ways. 

"  The  controlling  valve,  when  of  the  piston  type,  is  as  hitherto  arranged 
"  constantly  subjected  to  the  full  steam  pressure  and  considerable  leakage  is 
"  unavoidable  when  the  valve  pistons  are  fitted  with  sufficient  freedom  of 
"  movement.  The  object  of  my  invention  is  to  prevent  or  considerably  diminish 
25  "  the  leakage  of  steam  hereinbefore  referred  to  ;  and  for  this  purpose  I  fit  in  a 
'^  passage  or  casing  through  which  the  steam  enters  the  controlling  valve  casing 
"  a  double-beat  valve  which  has  formed  or  fixed  on  it  oppositely  inclined 
*'  surfaces  which  are  acted  on  by  counterpart  inclines  fitted  in  connection  with 
"  the  controlling  valve,  so  that  on  the  movement  of  the  controlling  valve  it  acts 
30  *^  through  the  inclined  surfaces  to  open  the  double-beat  valve  and  admits  steam. 
"  My  improvements  are  also  applicable  to  controlling  valves  of  the  rotating  type. 
"  And  in  order  that  my  said  invention  and  the  manner  of  performing  the  same 
"  may  bo  properly  understood  I  hereunto  append  three  sheets  of  explanatory 
"  drawings  to  be  hereinafter  referred  to  in  describing  my  improvements. 
35  **  Figure  1,  on  Sheet  1,  of  the  drawings  is  a  longitudinal  vertical  section  ;  and 
**  Figure  2,  on  Sheet  2,  a  transverse  vertical  section  showiug  a  modification  of 
"  my  improvements  as  applied  to  the  controlling  valve  of  the  piston  type. 
'*  Figure  l\,  on  Sheet  3,  is  an  elevation,  and  Figure  4  a  vertical  section  showing  a 
*^  modification  of  my  improvements  as  applied  to  a  controlling  valve  of  the 
40  *'  rotating  type.  In  these  drawings  the  same  reference  letters  are  used  to  mark 
*'  the  same  or  like  parts  wherever  they  are  repeated. 

**  As  shown  in  Figures  1  and  2,  I  fit  a  double-beat  valve.  A,  in  a  passage  gr 
"  casing,  B,  through  which  the  steam  enters  the  controlling  valve  casing,  C.  The 
"  lower  one,  D,  of  the  two  discs,  D,  E,  of  the  valve,  A,  is  made  a  little  larger 
45  •*  than  the  other,  so  that  the  steam  pressure  tends  to  keep  the  valve  closed.  The 
"  stem  or  spindle  of  the  double-beat  valve.  A,  has  formed  or  fixed  on  it  a  block, 
"  F,  made  with  two  oppositely  inclined  surfaces,  6  ;  and  a  part  or  block,  H, 
"  moving  with  the  valve  pistons,  J,  fixed  on  the  spindle,  K,  is  made  with 
**•  counterpart  inclines,  L.  The  parts  are  arranged  with  the  spindle  of  the 
50  "  double-beat  valve.  A,  at  right  angles  to  the  spindle,  K,  of  the  controlling  valve, 
"  J,  and  when  the  latter  is  in  its  middle  position  the  double-beat  valve  is  closed, 
•*  as  shown,  shutting  off  the  steam,  and  its  block,  F,  is  midway  between  the 
"  counterpart  inclines,  L,  of  the  controlling  valve  block,  H.  When  the  con- 
*•  trolling  valve,  J,  is  moved  in  either  direction  one  or  other  of  the  counterpart 
55  "  inclines,  L,  acts  on  the  block,  F,  of  the  double-beat  valve,  A,  and  opens  that 
**  valve  to  admit  steam  to  the  controlling  valve,  which  in  its  turn  admits  steam 
**  to  one  or  other  of  two  passages,  M,  leading  to  the  distribution  valves  (not 
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"  shown).    The  controlling  valve,  J,  also  at  the  same  time  puts  one  or  other  of 
^'  the  passages,  M,  in  commnnication  witti  the  exhaust,  N. 

"  In  the  modification  shown  in  Figures  3  and  4,  the  controlling  valve,  P,  is  of 
"  the  rotating  type,  and  the  double-beat  valve,  A,  is  fitted  in  a  passage  or 
"  casing,  B,  fixed  to  the  top  of  the  controlling  valve  casing,  C.  The  steam  enters 
"  the  controlling  valve,  P,  through  the  casing  B.  Diametrically  opposite  pro- 
"  jections,  F  (one  of  which  is  shown  in  Figure  4),  each  made  with  two  opposite 
"  inclines,  6,  are  formed  on  the  underside  of  the  double-beat  valve,  A,  and 


'^  counterpart  inclines,  L,  are  formed  on  a  ring  Q,  fixed  to  the  top  of  the 
"  controlling  valve,  P,  so  as  to  turn  with  that  valve.  The  double-beat  valve,  A,  10 
'^  is  guided  by  a  squared  spindle,  R,  working  in  a  recess  so  as  not  to  rotate ;  and 
"  when  the  controlling  valve,  P,  is  turned  in  either  direction  by  the  lever,  S, 
"  one  or  other  of  each  pair  of  counterpart  inclines,  L,  act  on  the  corresponding 
"  inclines,  6,  on  the  projections,  F,  on  the  double-beat  valve,  A,  thereby  opening 
"  that  valve  and  admitting  steam,  which  passes  through  holes,  T,  to  the  interior  15 
"  of  the  controlling  valve,  P.    This  valve  is  made  in  the  usual  manner  with 
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"  two  pairs  of  opposite  ports,  U,  in  its  circumference  and  is  internally  divided 
"  by  a  partition,  V,  one  of  each  pair  of  ports  being  shown  in  Fig.  4.  The 
'*  turning  of  the  controlling  valve,  P,  puts  one  or  other  of  either  pair  of 
"  ports,  U,  in  communication  with  one  or  other  of  two  passages,  W,  leading 
*'  to  the  distribution  valves  (not  shown),  the  opposite  port  of  the  other  pair 
"  being  at  the  same  time  put  in  communication  with  the  exhaust,  N.  When 
^'  the  controlling  valve,  P,  is  in  its  middle  position  as  shown  tiie  steam  is 
"  shut  off. 


20 
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"  Instead  of  the  equillbritiin  valre,  A,  any  equivalent  device  may  be  used. 
**  For  example,  the  inclines  may  be  on  the  stem  of  a  small  valve,  which,  opening 
"  first,  admits  the  steam  under  a  larger  valve  opened  by  the  further  movement 
"  of  the  small  valve." 
5  The  Patentee  claimed  : — "  In  connection  with  the  valves  of  steering  and  like 
"  engines,  fitting  in  a  passage  or  casing  through  which  the  steam  enters  the 
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"  controlling  valve  casing,  a  double-beat  or  equivalent  valve  having  opposite 
**  inclines  acted  on  by  counterpart  inclines  moving  with  the  controlling  valve, 
"  the  parts  being  arranged  and  operating  substantially  as  and  for  the  purposes 
10  **  hereinbefore  described." 

This  Patent  proved  a  commercial  success,  and  was  fitted  to  most  large  steering 
engines.    On  the  8th  of  October  1900,  a  Patent  for  "  An  improvement  in 
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"  controlling  valves  in  steering  and  such  like  engines  "  (No.  17,851  of  1900)  was 
granted  to  Lewis  Boothman  and  Walter  Oraham^  the  former  being  the 
draughtsman  and  the  latter  the  managing  director  of  the  Defenders.  In  this 
invention  two  stop-valves  are  used,  one  of  which  is  opened  when  the  control 
valve  is  moved  in  one  direction,  and  the  other  when  the  control  valve  is  5 
moved  to  the  other  direction,  while,  when  it  is  in  ite  middle  position,  both 
are  closed.  The  stop- valves  used  are  piston  valves,  kept  in  their  seats  by 
the  pressure  of  the  steam  behind  them,  and  opened  mechanically  by  the  motion 
of  the  control  valve.  To  render  them  easier  to  open,  pilot  valves  were  placed  on 
them,  which,  opening  first  when  the  control  valve  began  to  move,  let  the  steam  10 
through  the  scop- valves,  and  rendered  the  subsequent  opening  of  the  stop- valves 
themselves  easy.  The  Specification  of  this  Patent  will  be  found  referred  to  in 
22  R.P.C.  at  page  90. 

On  the  24th  of  April  1900,  a  Patent  for  "An  improvement  in  controlling  valves, 
"  for  steering  and  such  like  engines  "  (No.  7575  of  1900)  was  granted  tp  the  said  15 
Lewis  Boothman  and  Walter  Oraham.  The  invention  was  identical  'with  that 
of  No.  17,851  of  1900,  except  that  the  stop  valves  were  actuated  somewhat 
differently  from  those  in  that  Patent,  but  still  by  the  mechanical  action  of  the 
control  valve.  The  nature  and  object  of  the  invention  suflBciently  appear  from 
the  Provisional  Specification,  which  will  be  found  set  out  in  22  R.P.C.  at  20 
page  90. 

The  Pursuers  considered  these  Patents  infringements  of  their  Patent  of 
1897,  and  on  the  14th  of  May  1902  they  raised  an  action  against  the  Defenders 
to  obtain  interdict  against  such  infringement  and  for  damages.  This  action 
was  defended,  one  of  the  grounds  of  defence  being  that  the  Pursuers'  Patent  25 
was  limited  to  the  particular  combination  which  was  claimed.  *'By  the 
"  Specification  and  claim  of  the  Pursuers  expressly  limiting  the  invention  on 
"  which  they  found  to  that  in  which  the  double-beat  or  equivalent  valve  is 
"  formed  having  opposite  inclines  acted  on  by  counterpart  inclines  moving  with 
"  the  controlling  valves,  the  inclines  form  the  characteristic  feature  or  the  essence  30 
"  of  the  Pursuers'  Patent."  The  record  was  closed  on  the  17th  of  June  1902  and 
on  the  20th  of  December  1902  the  Lord  Ordinary  (Lord  Stormonth  Darlifig) 
of  consent  pronounced  decree  in  terms  of  the  conclusion  for  interdict ;  and 
on  the  13th  of  January  1903  interposed  authority  to  minutes  of  tender  and 
acceptance  of  the  sum  of  600Z.  in  name  of  damages.  35 

The  next  step  in  the  history  was  the  taking  out  by  Robert  Richardson  of  a 
Patent  (No.  16,525  of  1902)  for  "  Improvements  in  or  relating  to  controlling 
**  valves  of  steering  engines,"  which  was  subsequently  acquired  by  the  Defenders. 
The  Provisional  and  Complete  Specifications  were  lodged  on  the  25th  of  July 
and  the  10th  of  October  1902,  and  accepted  on  the  2nd  of  July  1903.  In  this  40 
Patent  the  stop  valve  is  not  directly  opened  by  the  control  valve.  The  stop 
valve  here  is  a  piston  valve  kept  in  its  place  by  the  action  of  a  spring. 
This  piston  valve  is  fitted  in  a  small  cylindrical  casing  and  is  made  slightly 
leaky,  so  that  the  steam  gets  behind  it  and  exerts  a  pressure  on  the  back  of  the 
valve,  balancing  the  pressure  on  its  front.  When  the  control  valve  is  moved,  it  45 
opens  a  small  slide  valve  and  allows  the  steam  behind  the  piston  valve  to  escape 
to  exhaust.  The  steam  pressure  on  the  face  of  the  piston  valve  being  now 
unbalanced  overcomes  the  spring  and  opens  the  valve,  admitting  steam  to  the 
casing  of  the  control  valve.  Put  briefly,  the  principal  characteristic  of  this  Patent 
is  that  instead  of  the  direct  mechanical  action  of  the  control  valve  it  uses  a  steam  50 
relay.    The  essential  parts  of  the  Complete  Specification  are  as  follows  : — 

^'  This  invention  relates  to  steam  steering  engines  in  which  the  direction  and 
*'*'  extent  of  motion  are  regulated  by  a  controlling  valve  which  is  automatically 
''  1)rought  back  after  each  action  into  its  middle  or  neutral  position.  The 
''  controlling  valves  in  such  engines  is  usually  for  ease  in  handling  a  piston  55 
^^  valve  which  besides  being  difficult  to  keep  steam  tight  cannot  effectually  close 
^^  the  passages  to  the  distributing  valves  of  the  steering  engines  owing  to  the 
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^'  engines  ceasing  to  operate  and  therefore  ceasing  to  actuate  the  controlling 
*^  valve  when  these  passages  are  so  nearly  closed  as  to  snpply  insufficient  steam ; 
**  and  consequently  large  leakage  of  steam  occurs.  For  the  purpose  of  over- 
"  coming  this  difficulty  a  stop  valve  operated  by  the  controlling  valve  has  been 
5  *'  introduced  to  cut  off  the  steam  supply  when  the  controlling  valve  is  in  the 
^'  neutral  position,  but  it  also  is  apt  to  remain  partially  open. 

"  The  object  of  this  invention  is  to  ensure  that  the  valve  provided  for  cutting 
"  off  the  steam  supply  to  the  controlling  valve  of  steam  steering  engines  shall  be 
"  opened  and  kept  open  when  the  controlling  valve  is  moved  in  either  direction 
10  ^^  but  shall  be  effbctually  closed  to  prevent  leakage  of  steam  when  the  neutral 
"  })osition  of  the  controlling  valve  is  reached.  For  that  purpose  the  cut-off 
^^  valve  is  so  constructed  and  arranged  that  it  is  opened  by  the  steam  pressure 
^  on  exhausting  the  steam  which  acts  on  its  opposite  face  to  normally  close  it, 
^  such  exhaust  being  effected  by  the  action  of  the  controlling  valve  on  an 
15  **  exhaust  valve  or  valves." 

After  describing  the  Drawings  this  Patentee  claimed  : — "  (1)  A  controlling 
**  valve  for  steering  engines  wherein  a  cut-off  or  stop  valve  is  provided  to  close 
^  off  the  boiler  steam  £rom  the  casing,  and  is  opened  on  the  movement  of  the 
"  controlling  valve  from  the  neutral  position  by  exhaust  of  steam  which 

20  ^  normally  maintains  it  in  the  closed  position  as  described.  (2)  In  a  controlling 
**  valve  for  steering  engines  the  combination  with  a  cutting-off  or  stop  valve 
*•  provided  to  close  off  the  boiler  steam  of  a  piston  thereon  working  in  a 
"  cylinder  having  connections  to  an  exhaust  valve  or  valves  operated  as 
"  described  by  the  movement  of  the  controlling  valve  from  the  neutral  position. 

25  "  (3)  A  controlling  valve  for  steering  engines  furnished  with  a  cut-off  or  stop 
"  valve  and  means  for  operating  it  substantially  as  described  with  reference  to 
'*  Figure  1  of  the  annexed  drawings.  (4)  A  controlling  valve  for  steering 
"engines  furnished  with  cut-off  valves  and  means  for  operating  them  substan- 
"  tially  as  described  with  reference  to  Figure  2  of  the  annexed  drawings." 

30  The  last  of  the  Patents  in  question  was  No.  10,894  of  1903,  granted  to  the  said 
Walter  Ghraham  for  "Improvements  in  or  relating  to  controlling  valves  of 
"  steering  engines."  The  Complete  Specification  was  lodged  on  the  ]3th  of  May 
1903,  and  accepted  on  the  25th  of  June  1903.  In  this,  as  in  the  last,  the  stop 
valve  used  was  a  piston  valve  connected  with  the  control  valve  by  a  steam  relay. 

35       The  Specification  was  as  follows  : — 

"  This  invention  has  for  its  object  to  simplify  and  improve  the  construction 
"  and  operation  of  controlling  valves  of  steering  engines  of  the  kind  described 
"  in  the  Specification  of  Letters  Patent  No.  16,525  of  1902,  wherein  a  cut-off 
"  valve  is  provided  to  close  off  the  boiler  steam  from  the  casing  and  is  opened 

40  "  on  the  movement  of  the  controlling  valve  from  the  neutral  or  mid-position  by 
**  exhaust  of  the  steam  which  normally  maintains  it  in  the  closed  position.  In 
"  such  controlling  valves  the  exhaust  or  auxiliary  valve  which  relieves  the 
**  steam  pressure  on  one  side  of  the  cut-off  valve  is  operated  mechanically  by 
"  the  movement  of  the  controlling  valve,  but  according  to  the  present  improve- 

45  "  ments  the  exhaust  from  the  back  of  the  cut-off  or  stop  valve  is  controlled  by  a 
"  slide  valve  traversed  over  an  exhaust  port  and  operated  from  the  spindle  or 
**  lever  which  actuates  the  controlling  valve,  the  slide  valve  being  formed  with 
**  sufficient  lap  to  fully  cover  the  exhaust  port  and  ensure  that  continuous  blow 
**  of  steam  cannot  occur  when  the  controlling  valve  after  each  action  fails 

50  ^  to  reach  its  neutral  position.  In  the  accompanying  drawings,  which  illustrate 
**  the  invention  by  way  of  example.  Figure  1  is  a  longitudinal  vertical  section  of 
"  a  controlling  valve  of  the  Corliss  or  oscillating  type,  and  Figure  2  is  a  like 
•*  view  of  a  controlling  valve  of  the  piston  type  as  adapted  for  application  with 
**  vertical  steering  engines.     The  controlling  valve  a  may  be  of  any  ordinary 

55  **  type  and  fitted  in  the  usual  casing  b  which  is  formed  with  an  extension  d 
^  containing  a  seat  for  the  stop  or  cut-off  valve  e.    This  valve  is  fitted  on  a  ' 
"  spindle/  and  is  maintained  on  its  seat  by  a  spring  g^  while  a  piston  h  is  also 
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fitted  on  th6  spindle  /  and  fits  loosely  In  a  liner  i  in  the  steam  casing  cP^  formed 
over  the  extension,  the  boiler  steam  inlet  being  through  an  opening  j  in  the 
casing  cP^.  Steam  has  access  to  both  sides  of  the  piston  h  either  through  a  small 
orifice  in  it  or  owing  to  the  piston  being  a  loose  fit  in  the  casing  ;  and  from 
the  upper  side  of  the  piston  the  steam  may  pass  through  an  outlet  pipe  k 
to  a  casing  I  fitted  with  a  slide  valve  m  which  normally  covers  an  outlet 
n  therefrom.  This  slide  valve  m  is  connected  through  a  rod  o  in  the  example 
shown  at  Fig.  1  to  an  eccentric  p  on  the  rocking  spindle  8  of  the  controlling 
valve  a,  and  in  that  shown  at  Figure  2  to  the  controlling  valve  itself  or  to  the 


lever  r  by  which  the  controlling  valve  is  operated.  In  the  operation  of  the  10 
apparatus  on  actuating  the  controlling  valve  spindle  or  lever  the  slide  valve  m 
uncovers  the  outlet  n  so  that  the  boiler  steam  collected  in  the  casing  d^  above 
the  piston  h  escapes  and  the  steam  pressure  acting  on  the  opposite  side  of  the 
piston  raises  it  and  also  lifts  the  cut-off  valve  e  thereby  admitting  steam  to  the 
controlling  valve  to  operate  the  steering  engines.  When  the  controlling  valve,  15 
owing  to  the  operation  of  the  usual  hunting  motion,  is  brought  back  to  the 
neutral  position  the  spindle  or  lever  which  operates  the  said  valve  also  acts  to 
move  the  slide  valve  m  over  the  outlet  n  and  shuts  off  the  exhaust  whereupon 
the  steam  enclosed  in  the  casing  d^  closes  down  the  cut-off  valve  «»** 
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The  Patentee  claimed  :— **  A  controlling  ralve  for  steering  engines  to  which 

"  the  steam  supply  is  throngh  a  cut-off  valve  which  is  operated  by  exhaust  of 

^^  the  steam  which  normally  closes  it  and  wherein  the  said  exhaust  is  controlled 

"  as  described  by  a  slide  or  equivalent  valve  operated  from  or  by  the  spindle  or 

b  "  lever  which  actuates  the  controlling  valve." 

On  the  1st  of  August  1903^  the  Pursuers  raised  an  action  against  the  Defenders 
to  have  it  declared  that  these  Patents,  Nos.  16,525  of  1902  and  10,894  of  1903, 
were  infringements  of  their  Patent,  No.  29,773  of  1897,  and  to  have  the 
Defenders  interdicted  from  infringing  Patent,  No.  29,773  of  1897,  by  making, 

10  selling,  or  using,  during  the  currency  of  the  said  Patent,  and  without  the 
consent  of  the  Pursuers,  any  mechanism  constructed  in  accordance  with  the 
Specifications,  Nos.  16,525  of  1 902  and  10,894  of  1903,  or  in  a  manner  substantially 
the  same  ;  also  to  have  the  Defenders  ordained  to  deliver  up  to  the  Pursuers  all 
mechanisms  or  parts  thereof  constructed  in  breach  of  the  Pursuers'  Patent ;  and, 

15  finally,  for  damages,  which  were  laid  at  2,000^. 

In  their  condescendence  the  Pursuers  set  forth  the  facts  above  detailed. 
They  averred  : — "  The  mechanisms  described  in  the  Specifications,  Nos.  16,525 
"  of  1902  and  10,894  of  1903,  are  infringements  of  the  Pursuers'  invention. 
"  They  are  themselves  identical  in  principle  and  mode  of  working,  and  embody 

20  **  the  substance  of  the  Pursuers'  invention  so  as  to  produce  the  same  results,  in 
"  practically  the  same  way,  by  the  substitution  of  well-known  mechanical 
'^  equivalents  for  certain  parts  of  the  Pursuers'  mechanism.  The  substance  of 
'<  the  Pursuers'  invention  is  the  operating  of  a  cut-off  valve  by  the  action  of  the 
"  controlling  valve  of  the  steering  engine.    Whenever  the  steersman  operates 

25  **'  the  controlling  valve  to  port  or  starboard  the  helm,  that  valve  in  turn  operates 
^*  the  cut-off  valve,  and  admits  steam  to  the  steering  engines.  The  Pursuers 
^^  achieve  the  result  by  the  direct  action  of  the  spindle  of  the  controlling  valve 
^^  upon  the  end  of  the  cut-off  valve,  which,  for  ease  of  lifting,  is  made  a  double- 
"  beat  valve.    Richardson  and  Oraham^  in  the  said  Specification,  substitute 

30  '*  for  the  double-beat  cut-off  valve  used  by  the  Pursuers  a  balanced  cut-off 
"  valve,  which  is  a  well-known  mechanical  equivalent.  On  the  spindle  of  their 
'*  cut-off  valve  there  is  a  piston  working  on  a  cylinder.  Steam  is  admitted  on 
**  both  sides  of  this  piston,  and  so  the  valve  is  lilanced.  This  cut-off  valve  is 
"  operated  from  the  controlling  valve,  through  the  intervention  of  a  small  valve, 

35  "  operated  directly  by  the  controlling  valve.  This  small  valve,  in  the  case  of 
"  Richardson^a  Patent,  is  operated  by  the  thrust  of  the  end  of  the  controlling 
*'  valve  spindle,  and,  in  the  case  of  OrahanCs  Patent,  by  an  eccentric  or  lever 
"  working  on  the  spindle  of  the  controlling  valve.  When  this  small  valve  is 
'^  opened  the  balance  of  the  cut-off  valve  is  destroyed,  and  the  steam,  acting 

40  "  upon  the  piston,  opens  the  cut-off  valve.  This  method  of  opening  a  balanced 
"  piston  valve  is  old  and  well  known  ;  the  modes  of  working  the  small  valve 
'*  from  the  controlling  valve  are  mechanically  the  equivalents  of  those  employed 
"  by  the  Pursuers  to  lift  their  double-beat  valve.  The  whole  combination  is 
**  a  variation  of  the  Pursuers'  invention,  complicated  to  produce  an  appearance 

45  "  of  dissimilarity." 

The  Defenders  answered  : — "  Denied  under  reference  to  the  Pursuers'  and 
"  Defenders'  Specifications.  The  Patent  founded  on  by  the  Pursuers  and  the 
•*  Patent  founded  on  by  the  Defenders  both  relate  to  steering  and  such  like 
^*  en^nes,  and  have  the  same  object  in  view — viz.,  to  save  leakage  of  steam.  This 

50  "  object  is  aimed  at  by  every  designer  and  maker  of  steam-engines.  The  Patent 
^*  of  the  Defenders  attains  this  object  by  different  means  and  upon  a  different 
"  principle  from  those  covered  by  the  Pursuers'  Patent.  In  the  mechanism  of 
**  the  Pursuers'  Patent  the  controlling  valve  of  the  steering  engine  is  fitted  with 
•*  inclined  planes  acting  directly  on  corresponding  inclines  fitted  on  the  stop- 

55  ^  valve.  When  the  controlling  valve  is  opened  the  inclines  on  it  bear  upon 
**  thofle  of  the  stop-valve  and  open  it,  and  when  the  controlling  valve  is  returned 
*^  to  its  neutral  position,  the  inclined  planes  on  it  are  withdrawn  from  those  on 
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<*  the  stop-valve  and  allow  it  to  close.  In  the  Defenders'  constrnction  the  stop- 
"  valve  iR  placed  in  the  steam-pipe,  bnt  instead  of  being  operated  by  the  control ' 
'*  valve,  it  is  operated  by  varying  the  steam  pressure  on  the  top  side  of  the  piston 
"  attached  to  the  valve  spindle.  In  this  way  the  stop-valve  may  be  absolutely 
^^  closed  when  the  steering  engines  are  not  required  to  operate,  and  that  5 
"  independently  of  the  position  of  the  control  valve,  which  may  remain  more  or 
"  less  open  without  waste  of  steam/' 

The  object  of  the  inventions,  the  Defenders  explained — ^viz.,  the  prevention 
of  leakage  of  steam — is  a  common  one  in  steam  engineering,  and  a  steam- 
saving  cut-off  valve  fitted  in  the  steam  way  is  a  well-known  device  long  10 
in  use,  and  is  exemplified  in  the  Patent  granted  to  Davis  A  Go.  Ld.j  and 
W.  R.  G.  Hay  (No.  7014  of  1895).  They  admitted  the  utility  of  the  Pursuers' 
invention. 

As  to  damages,  the  Pursuers  averred  that  machines  made  by  the  Defenders  in 
infringement  of  the  Pursuers'  Patent  had  been  sold  and  fitted  by  them  into  15 
ships,  and  in  particular  into  a  vessel  recently  built  by  Messrs.  Barclay^  Gurle  A 
Co.  Ld.  The  Defenders  admitted  having  sold  for  certain  ships,  including  this 
vessel,  engines  fitted  with  their  Patent.  The  Pursuers  called  on  them  to  produce 
a  list  of  the  machines  so  made  or  sold  by  them  and  of  the  parties  to  whom  sold. 
The  Pursuers  said  that,  through  the  Defenders'  infringements,  they  had  lost  20 
orders  for  the  said  patented  improvements  and  for  steering  engines,  which  would 
have  been  purchased  from  them  had  the  Defenders  not  undertaken  to  fit  valves 
in  infringement  of  the  Pursuers'  Patent,  and  that  they  had  thus  sustained 
damage  to  the  extent  of  2000Z. 

The  Pursuers'  pleas  were  : — "  1.  The  improvements  described  in  the  Specifi-  25 
cations  relative  to  Letters  Patent,  Nos.  16,525  of  1902  and  10,894  of  1903, 
"  being  infringements  of  the  Pursuers'  Letters  Pateut,  decree  shoujd  be 
"  pronounced  in  terms  of  the  declaratory  conclusion  of  the  summons.  2.  The 
"  Defenders,  having  infringed  the  said  Letters  Patent,  and  being  in  course  of 
**  continuing  to  infringe,  interdict  should  be  granted  as  craved.  3.  The  said  30 
^^  mechanisms,  being  infringements  of  the  Pursuers'  Patent,  the  Defenders  should 
"  be  ordained  to  deliver  them  and  all  parts  thereof  to  the  Pursuers.  4.  The 
"  Pursuers,  having  sustained  loss  and  injury  through  the  said  infringement, 
**  are  entitled  to  damages." 

The  Defenders  pleaded : — "  1.  No  relevant  case.  2.  The  improvements  35 
"  described  in  the  Specifications  relative  to  Letters  Patent  16,525  of  1902  and 
*'  10,894  of  1903,  not  being  infringements  of  the  Pursuers'  Letters  Patent,  deoree 
"  of  declarator  ought  to  be  refused.  3.  The  Defenders,  not  having  infringed  the 
"  Letters  Patent  of  the  Pursuers,  interdict  ought  to  be  refused.  4.  The 
"  Pursuers'  averments,  so  far  as  material,  being  unfounded  in  fact,  the  Defenders  40 
'^  ought  to  be  assoilzied  with  expenses.  5.  In  any  event  the  damages  claimed 
"  are  excessive."  • 

The  proof  was  taken  on  the  25th,  26th,  and  27th  of  February  1904  by  Lord 
Kyllachy.     In  evidence,    the  facts  above  detailed  were   brought  out.     The 
witnesses  were  substantially  in  agreement  as  to  the  usefulness  of  the  Pursuers*  45 
invention,  and  its  novelty  when  made. 

The  Defenders  were  allowed  to  amend  their  defences  by  a  minute  in 
which  they  specified  the  following  Patents  on  which  they  intended  to  found 
as  to  the  state  of  previous  knowledge—viz..  No.  17,512  of  1888  granted  to 
Fisher  and  Richardson,  No.  2155  of  1887  granted  to  TicMe,  No.  1108  of  1887  50 
granted  to  Jones,  and  Nos.  270,396  of  1883  and  262,649  of  1882  (U.S.A.) 
granted  to  Cummiskey.  These  Patents  showed  that  previous  to  the  Pursuers' 
invention  a  cut-off  valve  similar  to  theirs  had  been  used  to  exclude  eteam 
from  the  distributing  valves  of  continuously  working  engines  at  the  end  of 
the  stroke,  so  as  to  economise  steam,  and  in  another  case  at  its  beginning,  55 
so  as  to  minimise  friction  and  allow  the  valve  to  slide  easily.  No  aimilar 
arrangement  had  been  used  in  steering  or  the  like  engines  until  the  ParBoen 
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made  their  invention.  There  was  a  conflict  of  evidence  as  to  whether 
the  Defenders'  arrangement  was  better  than  the  Pursuers'.  The  Pursuers' 
witnesses  said  it  was  simply  a  more  complicated  form  of  their  mechanism  with 
the  addition  of  an  extra  valve,  and  was  inferior  to  the  simpler  form.  They 
5  pointed  out  that  when  the  valves  were  opened  there  was  a  slight  blow-through 
past  the  piston  valve  to  exhaust.  The  Defenders'  witnesses  said  their  mechanism 
was  quite  different  from  that  of  the  Pursuers,  and  had  the  advantage  over  it 
that  if  the  hunting  gear  did  not  brim?  back  the  control  valve  to  a  central 
position,  their  valve,  worked  by  a  steam  relay,  would  nevertheless  shut  tight, 

10  while  the  Pursuers'  cut-off  valve,  mechanically  connected  with  the  control 
valve  and  moving  with  it,  must,  if  the  control  valve  remained  partly  open, 
also  remain  proportionately  open,  allowing  leakage.  The  principal  advantage 
of  a  separate  cut-off  valve  is  to  prevent  this  leakage  when  the  controlling  valve 
remains  partly  open. 

15  On  March  the  25th  Lord  Kylkichy  pronounced  an  interlocutor  granting  inter- 
dict as  concluded  for  and  finding  the  Defenders  liable  in  300Z.  damages.  His 
Lordship's  Opinion  with  a  report  of  the  debate  in  the  Outer  House  will  be 
found  in  21  R.P.C.,  page  445. 

On  April  the  29th  a  Reclaiming   Note  presented  by  the  Defenders  was 

20  moved  in  the  Single  Bills  in  the   First  Division  of  the  Inner  House.    The 

case  was  subsequently  transferred  to  the  Second  Division.     Before  the  case 

was  put  out  for  hearing   the   Defenders   lodged  a   Minute    of    Amendment 

referring  to  another  Specification,  but  the  Court  refused  to  allow  amendment. 

On  the  8th  of  November  1904  the  Court  of  Session  affirmed  the  decision  of 

25  the  Lord  Ordinary,  holding  that  the  Patent  was  a  pioneer  Patent ;  that  it  was 
not  to  be  construed  as  claiming  only  the  double-beat  valve  actuated  by  inclined 
planes  sliding  on  counterpart  inclines,  but  as  claiming  the  application  to  steering 
and  the  like  engines,  for  the  purpose  of  preventing  leakage  of  steam  while  the 
engine  is  not  working,  of  a  separate  stop  valve  working  in  unison  with  the 

30  controlling  valve,  and  that  the  Defenders  had  infringed  (22  R.P.C.  85).  The 
Defenders  appealed  to  the  House  of  Lords. 

Ure  K.C.  (Solicitor-General  for  Scotland)  and  H,  F.  Moulton  (instructed  by 
John  Kennedy  W.S.,  agent  for  R,  H.  Miller  &  Go,  S.S.C.)  appeared  for  the 
Appellants  ;  Gripps  K.C.  and  J.  0.  8.  Sandeman  (instructed  by  Fowler  &  Go,j 

35  agents  for  Steedman^  Bamage^  and  Bruce  W.S.)  appeared  for  the  Respondents. 

Ure  K.C.  for  the  Appellants. — There  is  no  question  of  the  validity  of  the  Patent ; 

the  question  is  simply  one  of  infringement.    [The  Specification  was  read.]    The 

cut-off  valve  acts  to  cut  off  when  the  engine  is  at  rest,  and  opens  with  the  control 

valve.    The  horizontal  movement  of  the  control  valve  in  either  direction  effects  a 

40  vertical  movement  in  the  cut-off  valve.  The  two  opposite  inclines  are  also  in  the 
mollifications  (Figs.  3  and  4)  ;  it  is  of  the  essence  of  the  invention  that  there 
should  be  the  direct  mechanical  action,  the  inclined  surface  of  the  one  part  acting 
upon  counterpart  inclined  surface  of  the  other.  Again,  at  the  end  of  the  Specifica- 
tion the  inclines,  it  is  said,  may  be  on  the  stem  of  a  small  or  pilot  valve,  designed 

45  to  give  the  helmsman  as  little  to  do  as  possible  ;  so  that  if  this  arrangement  is 
substituted  for  the  double-beat  or  equilibrium  valve,  there  are  still  the  inclines. 
That  tends  to  show  that  they  were  regarded  as  essential  to  the  invention.  We 
do  not  say  that  it  would  be  permissible  to  substitute  a  mechanical  equivalent 
for  the  inclines,  the  method  of  direct  mechanical  contact  being  retained.    As 

50  to  the  state  of  knowledge — it  was  a  familiar  device  to  interpose  a  cut-off  val  ve 
between  the  source  of  supply  of  steam  and  the  control  valve  ;  also  to  actuate 
one  piece  of  mechanism  by  another  by  means  of  inclined  surfaces  ;  also  it  was 
known  that  a  cut-off  valve  might  be  used  to  effect  economy  in  various  ways,  e.g.^ 
saving  steam,  diminishing  friction— that  is,  excluding  steam  for  any  object 

55  desired.  The  novelty  of  the  invention  was  that  for  the  first  time  the  cut-off 
valve  was  actuated  by  direct  mechanical  contact  with  the  control  valve.  [The 
evidence  was  referred  to  and  the  Appellants*  apparatus  explained.]    Under  the 
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Appellants'  arrangement  there  is  no  direct  mechanical  contact  between  the 
control  and  cut-off  Talves,  and  they  do  not  necessarily  act  in  unison.  The 
cut-off  valve  is  closed  before  the  control  valve  returns  to  the  neutral  position, 
and  there  is  a  difference  of  action  as  regards  the  economy  of  steam*  It  was 
old  to  introduce  a  valve  between  the  steam-inlet  and  the  control  valve,  but  the  5 
feature  of  the  invention  was  that  the  double-beat  valve  was  actuated  entirely 
by  the  movement  of  the  controlling  valve.  Mr.  Brewer  stated  in  his 
evidence  for  the  Plaintiffs  that  the  inventor  specified  as  a  means,  which  was 
used  for  enabling  the  cut-off  valve  to  be  moved  by  the  motion  of  the  controlling 
valve,  the  opposite  inclines  acted  on  by  counterpart  inclines.  We  accept  that  10 
subject  to  the  alteration  that  it  is  not  "  a  means,"  but  "  the  only  means."  Cut-off 
valves  were  introduced  for  various  purposes ;  preventing  leaking  by  keeping 
the  steam  out  of  the  control- valve  casing  is  accentuated  in  the  judgment  of  the 
Court  of  Session.  IThe  purpose  is  however  immaterial ;  the  method  is  the 
important  point.  We  say  that  the  claim  is  for  a  specific  mechanism  and  that  15 
there  was  no  room  for  anything  else,  and  that  the  Appellants*  machine  is  a 
different  one.  [The  Earl  of  Halsbury. — ^What  is  the  supposed  point  of 
novelty  which  the  Appellants  are  said  to  have  infringed  ?]  The  novelty 
supposed  to  be  infringed  is  that  the  Appellants*  machine,  as  well  as  the  patented 
one,  prevents  leakage,  and  that  the  mechanism  is  the  same.  We  say  it  is  different.  20 
We  submit  that  the  direct  mechanical  contact  is  the  novelty  of  the  Patent ;  in  the 
patented  invention  it  works  mechanically  without  the  aid  of  steam,  in  the  Appel- 
lants* steam  is  essential.  [Gripps  K.C. — ^We  differ  entirely  as  to  the  ambit  of  our 
invention.  1  First,  prior  to  the  Patent  it  was  a  well  known  thing  to  interpose  a  cut- 
off valve  between  the  steam-inlet  and  the  control  valve.  [Gripps  K.C. — As  to  that  25 
I  do  not  agree.]  Secondly,  the  cutoff  valve  was  so  interposed  for  the  economy 
of  steam,  so  that  one  might  have  the  minimum  of  steam  to  drive  the  engine. 
[Gripps  K.C. — I  agree.]  Also  it  was  interposed  to  relieve  tiie  pressure  for  the 
purpose  of  economy.  [Gripps  K.C. — Not  in  this  combination.]  [The  Eabl 
OF  Halsbury. — I  have  difficulty  in  reading  the  Claim  as  anything  else  than  30 
one  for  the  specific  machine.]  I  submit  that  it  is  only  for  that.  It  is  said 
that  a  cut-off  valve  was  not  interposed  for  the  purpose  of  preventing  leaking, 
but  I  submit  that  the  object  is  beside  the  point.  Also  the  use  of  an  inclined  edge 
acting  upon  a  roller,  which  is  no  wise  different  from  an  inclined  edge,  was  old. 
The  step  that  was  left  was  to  cut  the  inclined  edge  on  the  control  valve  and  not  35 
upon  a  rod  connecting  with  both  the  cut-off  and  control  valve.  The  double- 
beat  valve  itself  was  old.  Comparing  Gummiskey  and  what  is  described  in  the 
Specification,  one  sees  at  once  what  t^e  invention  is.  It  is  said  that  the  purpoee 
is  different,  and  the  purpose  was  relied  on  in  the  Lord  Ordinary's  judgment ; 
he  does  not  deal  with  the  mechanism.  In  the  Specification  when  an  alternative  40 
is  given  for  the  double-beat  valve,  the  inclines  are  notwithstanding  retained. 
[He  was  stopped  by  the  Court.] 

Gripps  K.C.  and  Sandeman  for  the  Respondents. — ^The  first  question  ia — 
what  is  the  invention  ?    As  to  its  history,  about  1877  steam  pressures  went  up 
and  reducing  valves  were  tried.    They  were  Mlures.    Broum  in  1897  solved  45 
the  problem  which  was  until  then  unsolved.    He  has  produced  a  new  result 
and  the  Patent  is  a  master  Patent.    The  Defendants  were  estopped  by  a  previous 
judgment  from  raising  novelty  in  this  action.    The  essential  point  of  the  patented 
invention  is  not  the  direct  mechanical  contact,  but  the  operation  by  the  steersman. 
[The  Lord  Chancellor.— If  this  House  were  of  opinion  that  the  Patent  was  50 
merely  for  the  mechanical  arrangement,  are  the  Defendants  bound  by  the  pre- 
vious action  ?]    We  submit  so,  but  we  shall  have  to  deal  with  it.    A  cut-off  had 
never  been  applied  to  a  steam  steering  apparatus  up  to  the  date  of  BrotvrCs  Patent. 
Also  it  had  never  been  applied  under  similar  conditions,  namely,  whilst  the 
engine  was  at  rest.  Cut-off  valves  were  old,  but  were  operated  by  the  steam  engine,  55 
which  could  not  be  done  here.    Brown  introduced  a  new  principle  giving  a  new 
result.    The  controlling  valve  must  necessarily  be  loose  and  leaky.    Again,  the 
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problem  was  to  work  in  unigon  the  cut-off  valve  and  the  controlling  valve, 
having  regard  to  the  prime  motive  force — that  is,  the  steersman,  by  the  same 
motion  that  he  opens  the  controlling  valve,  opens  the  cut-off  valve.    This  is  the 
case  in  the  Defendants*  apparatus.    Mechanical  contact  is  not  of  the  essence 
5  but  the  simultaneous  action  is.    If  we  are  right  on  the  point  of  construction, 
then,  as  the  steersman's    action  opens  the   Defendants'  cut-off  valve,  they 
infringe,  although  they  use  roundabout  means  of  doing  this.    The  result  is  the 
same,  but  the  Defendants  use  more  complicated  means.    The  more  the  fact 
that  the  well-known  character  of  the  cut-off  valve  is  emphasised,  the  more  it 
10  appears  that  the  Defendants'  so-called  invention  is  merely  a  colourable  imitation 
of  the  Plaintiffs'  invention.    The  Patentee  invented  an  engine  for  steam  steering 
substantially  better  than  any  before.    It  is  equally  sensitive  but  has  economy 
of  steam.    The   Specification  shows  two  or  three  ways  of  carrying  out  the 
invention,  but  should  be  construed  as  one  introducing  a  new  principle  of  con- 
15  struction,  and  also  a  new  product.    The  problem  was  to  prevent  waste  of  steam 
in  such  an  engine  at  rest ;  that  had  never  been  solved.    Further,  it  is  essential 
for  the  prevention  of  accidents  that  there  should  be  the  unison  of  action.    The 
Defendants  have  taken  the  pith  and  marrow  of  the  invention.     [The  Judgment 
of  the  Lord  Ordinary  was  read.]     It  is  submitted  that  the  judgment  construing 
20  the  Patent  as  a  master  or  pioneer  Patent  is  right.    The  Patentee  could  not  have 
claimed  a  principle  or  every  method,  but  he  could  have  described  effective 
methods,  and  then  the  question  is  as  to  the  scope  to  be  given  to  the  Speci- 
fication in  considering  whether  the   Defendants  infringe.    Apart  from  the 
specific  arrangement  the  Defendants  have  taken  everything.     [The  Judgment 
25  of  the  Inner  House  was  read.]     As  to  "  direct  contact,"  the  Pursuers  could 
not  have  been  entitled  to  succeed  in  the  previous  action  if  the  Patent  had  been 
so  limited.    They  are  estopped  therefore  from  contending  for  their  present 
constraction  of  the  Specification.     [The  Specification  was  again  read  and  com- 
mented on.]    The  object  is  stated  to  be  the  prevention  of  waste  of  steam.    The 
30  Drawings,  and  the  explanations  of  them,  give  practical  ways  of  carrying  out  the 
invention.    The  Defendants  take  all  that  is  claimed  except  that  they  substitute 
a  well-known  equivalent  for  "  having  opposite  inclines  acted  on  by  counter- 
"  part  inclines  moving  with  the  controllitqa:  valve  "  ;   but  they  contend  that  the 
Claim  is  limited  by  these  words.    We  admit  that  a  person  would  not  infringe 
35  if  he  carried  out  the  principle  by  entirely  different  means ;  but  we  submit  that 
the  Pursuers  are  not  tied  down  by  those  words.    [The  LORD  Chancellor. — 
If  the  words  "  having  opposite  inclines  acted  on  by  counterpart  inclines  "  were 
omitted,  would  the  Defendants  infringe  ?]    We  submit  that  they  clearly  would. 
[The  Lord  Chancbllor. — If  the  words  are  not  essential,  the  Claim  is  for 
4(>  conjoint  moving  of  the  valves  one  fitted  in  the  casing.]    The  state  of  knowledge 
must  be  regarded  in  construing  a  Specification.     Here  a  new  result  or  product 
waa  produced  by  new  means.  The  new  product  is  an  enormously  improved  steam 
steering  engine.    We  submit  that,  on  the  construction  of  the  Specification,  the 
Patentee  has  in  fact  claimed  an  invention  of  that  kind.    The  substitution  of  the 
45  steam  relay  for  the  opposed  inclines  does  not  prevent  the  Defendants'  apparatus 
being  an  infringement.    The  Patentee  was  bound  to  show  an  effective  method, 
but  is  not  limited  by  that.    The  conjoint  operation  of  the  two  valves  was  new  in 
an  engine  at  motion  as  well  as  in  an  engine  at  rest,  but  strictly  these  controlling 
valves  are  only  used  in  these  steering  engines.     Thomson  v.  Moore  (6  R.P.C. 
J)  426  at  pages  455,  456),  and  Moore  v.  Thompson  (7  R.P.C.  325)  show  the  principle 
applicable  in  a  case  of  this  nature,  and  I  refer  to  the  judgment  of  Lord  Justice 
Fitzgibhon  as  to  the  evidence  of  persons  having  practical  experience  of  the 
invention  as  to  its  value.     We  refer  to  the    judgment  of  Lord  HcUsbury 
(7  R.P.C.  at  page  334)  as  to  the  effect  of  the  prior  judgment.     [The  LOBD 
55  Chancellor. — Is  not   tibat  as  to  the   validity  of   the    Patent,    not   as  to 
the  construction  of  the  Specification  ?]    The  principle  applies ;  the  Defendants 
cannot  now  put  forward  a  construction  incoa^istent  with  their  submitting  to  a 
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decree  in  the  former  action.  lAutomatic  Weighing  Machine  Company  v. 
National  Exhibitions  Association  (9  R.P.C.  41)  was  also  referred  to.]  As 
to  estoppel,  in  the  previous  action  the  devices  were  not  mechanical  equiva- 
lents in  the  patent  sense  for  the  inclined  planes,  therefore  it  was  contended 
that  the  Plaintiffs  were  not  tied  down  to  inclined  planes  ;  if  not,  then  all  well-  5 
known  equivalents  are  included.  The  relay  device  was  well  known.  If  the 
construction  of  the  Specification  is  that  it  is  for  the  particular  device,  the 
Defendants  did  not  infringe  in  the  previous  action.  If  one  gets  away  from 
the  particular  device,  then  the  construction  put  on  the  Specification  below 
must  be  the  right  one.  If  the  claim  is  for  the  inclined  planes,  the  Patent  10 
would  be  bad  for  want  of  novelty. 

Ure  K.C.  replied  on  this  point. 

Lord  Lorbburn  L.C. — My  Lords,  this  is  an  action  for  an  infringement  of 
Patent,  and  the  question  of  the  novelty  of  the  invention  was  not  raised  upon 
the  Record  because  that  would  have  been  derogating  from  a  submission  in  a  15 
previous  proceeding  between  the  same  parties.    I  do  not  desire  to  say  anything 
whatever  upon  the  subject  of  the  novelty  of  the  invention. 

But,  assuming  that  the  invention  was  as  novel  as  it  appears  to  have  been 
meritorious,  I  look  at  the  Claim  in  order  to  ascertain  whether  or  not  there  has 
been  an  infringement  of  the  Patent.  It  is  superfluous  to  describe  the  mechanism  20 
of  the  Patent,  and  of  that  which  is  alleged  to  be  the  infringement,  for  that  has 
been  done  with  the  utmost  clearness  in  the  Judgments  of  the  Inner  House  and 
also  by  the  Lord  Ordinary,  In  the  result  it  appears  to  me  that  whether  this  is 
to  be  treated  as  an  infringement  or  not  depends  upon  the  true  construction  of 
the  Claim  at  the  end  of  the  Complete  Specification.  25 

My  Lords,  I  have  come  to  the  conclusion  that  this  Claim  cannot  be  enlarged 
in  the  manner  proposed  by  Mr.  Oripps^  argument.  I  think  that  the  words  in 
it,  "  having  opposite  inclines  acted  on  by  counterpart  inclines,"  are  the  material 
parts  of  the  Claim  as  stated.  I  do  not  know  whether  the  Claim  could  have 
been  stated  otherwise.  At  all  events  it  seems  to  me  that  we  must  treat  this  30 
Claim  for  the  present  purpose  as  being  a  Claim  for  a  mechanical  arrangement, 
and,  once  that  is  ascertained,  I  do  not  think  that  it  can  be  said  that  the  mechanical 
arrangement  applied  by  the  Appellants  is  an  infringement  of  the  mechanical 
arrangement  which  has  been  described  in  the  Claim  of  the  Respondents. 

My  Lords,  under  these  circumstances,  with  the  greatest  possible  respect  for  35 
the  learned  Judges  in  the.  Court  of  Session,  I  am  of  opinion  that  this  api>eal 
ought  to  be  allowed,  and  I  move  your  Lordships  accordingly. 

The  Earl  of  Halsburt. — My  Lords,  I  am  of  the  same  opinion,  and  I  have 
nothing  to  add. 

Lord  Macnaghten.— My  Lords,  I  agree.  40 

Lord  Robertson. — My  Lords,  I  entirely  agree.  The  only  point  on  which  I 
shall  add  one  word  is  as  to  what  Mr.  Cripi)s  has  described  in  English  phraseology, 
although  this  is  a  Scotch  case,  as  an  *^  estoppel.*'  Now  it  seems  to  me  to  be 
perfectly  clear  that  the  whole  effect  of  the  consent  decree  pronounced  in  the 
previous  action  was  that  it  tied  the  hands  of  the  Appellants  from  ever  45 
disputing  the  validity  of  the  Patent  in  question,  or  disputing  that  they  had  in 
the  previous  case  infringed  the  Patent.  To  me  it  seems  impossible  to  read  out 
of  that  consent  to  a  Decree  a  logical  process  which  shall  convict  the  present 
Appellants  of  inconsistency  in  now  arguing  about  a  different  machine  alto- 
gether that  they  have  in  fact  not  infringed.  Their  undertaking  was  not  to  50 
infringe,  and  they  seek  now  to  show  that  they  have  fulfilled  that  and  I  think 
they  have  succeeded. 

The  Order  appealed  from  was  reversed  with  costs  both  in  the  House  of  Lords 
and  below. 
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In  the  High  Court  op  Justice.— King's  Bench  Division. 

Before  MR.  Justice  Sutton. 

February  1st  and  2nd  and  April  11th,  1906. 

Hill  v.  Thomas  &  Sons. 

5  Patent— Passing-off.— Action  for  infringement  of  Patent  and  for  passing- 
off.—Acti(m  for  passing-off  dismissed.— Patent  upheld.— Injunction.— Inquiry 
as  to  damages. — Certificate  of  validity. 

In  1900  Letters  Patent  were  granted  for  "  Improvements  in  gaiters   or 
^^  coverings  for    the  legs.''    The  Patentee  claimed  a  new  method   of  lacing 

10  leggings.  The  Defendants  had  bought  leggings  made  under  the  Patent  from 
the  Plaintiff  until  he  put  up  the  price  in  1904^  after  which  they  made  the 
leggings  themselves^  and  in  two  instances  and  subsequently  to  orders  given 
sent  the  Patentee's  Circular  with  tJieir  own  leggings.  Tliey  had  also  supplied 
their  own  leggings  to  customers  who  had  in  previous  orders  specified  and  had 

15  been  supplied  with  the  Plaintiff's  leggings.  In  an  action  for  infringement  of  the 
Patent  and  for  passing-off^  the  Defendants  alleged  anticipation  and  want  of 
subject-matter  against  the  validity  of  the  Patent. 

Held,  that  the  Defendants  had  not  represented  their  leggings  as  being  those  of 
the  Phiintiffy  and  the  auction  so  far  as  passing-off  was  dismissed. 

20      Held  alsoythat  the  Patent  was  valid  and  that  the  Defendants  had  infringed. 
An  injunction  and  inquiry  as   to   damages  were  granted.    The  costs  were 
ordered  to  be  treated  on  the  footing  of  iJhere  being  two  separate  causes  of  action 
^  and  to  follow  the  event  in  each. 

On  the  19th  of  March  1900  Letters  Patent  (No.  5220  of  1900)  were  granted  to 
25  Thomas  WcUson  Hill  for  **  Improvements  in  gaiters  or  coverings  for  the  legs." 
These  improvements  had  the  advantage  of  giving  great  neatness  in  appearance 
and  of  ensuring  a  good  fit. 

The  following  extract  from  the  Complete  Specification  sufficiently  describes 
the  invention  : — "  The  aforesaid  invention  is  a  gaiter  or  covering  for  the  legs 
30  "  and  not  likely  to  shift  while  in  use — The  manufacturing  and  material  may 
^  be  varied  or  modified  more  or  less  as  may  be  found  desirable — The  aforesaid 
"  invention  consists  substantially  of  a  gaiter,  one  vertical  edge  of  which  over- 
^  laps  the  other  &  is  kept  in  position  by  means  of  a  lace  formed  into  loops  by 
''  threading  backwards  and  forwards  through  a  number  of  holes  down  one 
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side  only  near  nnderlap  edge  and  when  in  position  the  aforesaid  loops  are 
'^  hitched  on  hooks  stnds  or  buttons  on  the  overlap  vertical  edge  in  a  horizontal 
^*  or  oblique  line.  The  lace  is  then  tightened  &  fastened  thus  keeping  the 
"  gaiter  in  position — The  hooks  and  lace  could  be  reversed  by  putting  the 
^'  hooks  where  the  lace  is  (in  the  underlap)  and  the  lace  where  the  hoola  are  5 
"  viz. : — overlap  vertical  edge — But  the  former  way  of  fastening  is  preferable. 

"  The  aforesaid  gaiter  or  covering  is  easy  to  put  on  &  take  off  is  durable 
^'  comfortable  &  neat  &  makes  a  very  attractive  unique  covering  especially  if 
^'  boots  and  breeches  are  laced  to  match  which  can  be  done — 

^^  The  aforesaid  studs  or  hooks  could  be  fitted  with  rollers — If  desired  the  10 
'^  aforesaid  hooks  studs  or  buttons  could  be  fixed  to  a  separate  piece  or  pieces 
*^  of  leather  or  other  flexible  material  and  the  leather  sewn  or  rivetted  on  to  the 
"  legging." 

The  Patentee  claimed  : — ^^  Improvemehts  in  fastening  for  gaiters  or  coverings 
**'  for  the  legs  by  means  of  a  lace  on  the  underlap  .about  l^''  from  edge,  the  laoe  15 
*^  continuing  from  bottom  to  top,  &  on  vertical  edge  (or  near  edge)  of  overlap 
"  are  fixed  a  number  of  studs  hooks  or  other  equivalent  fastenings— The  afore- 
*^  said  lace  is  formed  into  loops  by  passing  through  a  number  of  holes  the 
^^  aforesaid  holes  being  arranged  in  two's  down  one  side  of  the  legging,  the 
^^  aforesaid  loops  being  hitched  on  to  hooks  or  studs  aforesaid  on  overlap."  20 

On  the  23rd  of  March  1905  the  Patentee  commenced  an  action  for  infringe- 
ment of  the  Patent  and  for  passing  off  against  Thomas  &  SonSy  claiming  the 
usual  relief. 

The  Plaintiff  by  his  Statement  of  Claim  alleged — (1)  that  he  was  the  Patentee 
and  the  owner  of  the  Patent ;  (2)  that  the  Defendants  had  infringed  the  Patent ;  25 

(3)  that  the  Defendants  had  made  leggings  infringing  the  Patent,  and  had 
passed  the  same  off  as  goods  of  the  Plaintiff's  manufacture. 

The  Defendants  by  their  Defence  denied  infringement,  alleged  the  invalidity 
of  the  Patent,  and  denied  the  passing-off. 

The  Particulars  of  Objections  alleged — (1)  that  the  Plaintiff  was  not  the  first  30 
and  true  inventor  ;  (2)  that  the  alleged  invention  was  not  new  at  the  date  of  the 
Patent ;  (3)  that  the  alleged  invention  was  not  proper  subject-matter  for  a  Patent ; 

(4)  prior  publication  by  the  sale  of  a  pair  of  leggings  by  the  Plaintiff  to 
T.  Taylor  of  Port  Rossetta,  Alexandria ;  (5)  that  the  alleged  invention  had 
been  anticipated  by  the  Specifications  of  E.  Barnes  (No.  3801  of  1880),  of  35 
Maurice  Aron  (No.  14,449  of  1896),  and  of  A.  Schwarz  (No.  7188  of  1899). 

The  Objection  number  4  was  subsequently  abandoned  by  the  Defendants. 

The  action  came  on  for  trial  on  the  1st  of  February  1906  before  Mr.  Justice 
Sutton. 

Botcsfleld  K.C.  and  W.  Neill  (instructed  by  Ernest  Bevir)  appeared  for  the  40 
Plaintiffs  ;  T,  Terrell  K.C.  and  Orimwood  Hears  (instructed  by  J^.  W.  Langton) 
appeared  for  the  Defendants. 

The  following  witnesses  were  called  for  the  Plaintiff : — Messrs.  Oreen^ 
PullaTy  Adaniy  Fletcher ^  Thompsony  Sharps^  Dr.  Avery ^  Messrs.  Keir^  Mayner^ 
and  the  Plaintiff  himself.  45 

On  behalf  of  the  Defendants,  Professor  BoySy  Mr.  Thomas^  one  of  the 
Defendants,  and  Messrs.  Falkner  and  James  were  called  as  witnesses. 

Terrell  E.C.  for  the  Defendants  contended  tiiat  there  was  no  subject-matter 
in  the  alleged  invention,  and  referred  to  May  v.  Welch  (L.R.  28  Ch.  Div.  24) 
and  to  Stohwasser  and  Martin  v.  Humphreys  and  Grook  (18  R.P.C.  116),  and  50 
submitted  that  there  was  no  evidence  to  prove  passing-off. 

Bousfield  K.C.  in  reply  referred  to  Harwood  v.  Q.  N.  Railway  (11  HX.C. 
654)  and  American  Braided  Wire  Company  v.  Thomson  (7  R.P.C.  152).    The 
only  alternative    legging   which    Professor   BoySy   the    Defendants'  witness, 
suggested  to  give  the  same  advantages  as  the  patented  legging,  embodied  all  the  55 
essential  features  of  the  Patentee's  legging. 

Judgment  was  reserved  and  was  4elivere<)  oa  the  11th  of  April. 
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Sutton  J. — ^The  Plaintiff's  invention  relates  to  an  improved  gaiter,  the 
improvement  relied  npon  being  in  its  fastening  which  is  effected  by  a  lace  on 
the  nnderlap,  the  lace  continuing  from  bottom  to  top,  and  being  formed  into  loops 
on  the  nnderlap  by  passing  through  holes  arranged  in  two's  on  the  same  side  of  the 
5  legging.  The  loops  are  then  hitched  on  buttons,  or  hooks,  on  the  overlap  of  the 
other  side  of  the  legging.  The  lace  has  a  knot  at  each  end,  and  thus  forms  part 
of  the  legging. 

The  Defendants  admit  that  they  manufacture  and  sell  gaiters  identical  with 
those  described  in  the  Plaintiff's  Specification.  They  cannot  therefore  succeed 
10  in  this  action  unless  they  can  show  that  the  Patent  is  invalid  ;  and  accordingly 
they  impeach  it  on  two  grounds.  First,  that  it  is  anticipated  by  the  Patents  of 
Barnes  of  1880,  Arans  of  1896,  and  Schwarz  of  1899.  As  to  the  first  ground, 
in  Barries'  Patent  of  1880,  the  lace  is  entirely  external,  except  at  the  bottom, 
where  it  is  fastened  at  the  eyelet.    The  lace  goes  up  from  the  bottom,  passing 

15  round  a  series  of  studs,  and  comes  out  of  an  eyelet  at  the  top,  where  it  is  tied. 
As  regards  Arons  of  1896,  and  Schwarz  of  1899,  the  only  difference  between 
them  is  that  in  the  one  case  the  lace  is  tied  at  the  top,  and  in  the  other  at  the 
bottom.  In  both  cases  the  lacing  is  external,  and  the  leggings  are  laced  from 
side  to  side.    In  my  opinion  these  Patents,  whether  considered  collectively,  or 

20  separately,  do  not  constitute  an  anticipation  of  the  Plaintiff's  Patent — in  other 
words  no  one  of  these  Patentees  could  complain  of  the  user  of  the  Plaintiff's 
Patent  as  an  infringement  of  his  rights. 

The  second  ground  on  which  the  Defendants  impeach  the  validity  of  the 
Patent  is  that  the  invention  which  it  professes  to  disclose  is  incapable  of 

25  being  the  subject-matter  of  a  PSitent.  Upon  this  question  it  is  necessary  to 
consider  the  state  of  knowledge  in  1900.  As  to  this  the  only  matters  brought 
before  me  are  the  Patents  already  mentioned,  and  Stohwasser's  Patent  of 
1896,  which  last  mentioned  Patent,  though  not  mentioned  in  the  Particulars 
of   Objections  may  for  this  purpose  be  included.      Again  I  think  that  the 

30  Specifications  of  these  four  Patents,  whether  considered  collectively,  or 
individually,  do  not  suggest  the  arrangement  described  in  the  Plaintiff's 
Specification,  or  his  idea.  The  defence  of  non-utility  in  my  opinion  also  fails. 
The  question  is  therefore  reduced  to  this — whether  or  not  the  Plaintiff's 
Specification  discloses  subject-matter.    If  the  directions  givon  in  the  Specific 

35  cation  are  followed,  a  gaiter  is  constructed  closely  fitting,  with  no  tendency  to 
buckle  or  turn  round,  and  its  lace  requires  no  fastening  at  the  top  end.  The 
gaiter  is,  moreover,  adaptable  to  different  sized  legs.  These  advantages  resulting 
from  the  construction  are,  I  think,  indicated  in  the  Specification  ;  but  there  is 
another  advantage,  and  a  valuable  one,  resulting  from  the  construction,  though 

40  not  alluded  to  in  the  Specification,  namely,  that  from  point  to  point  you  can 
vary  the  tightness,  and  if  at  any  point  the  tightness  is  varied,  the  variation 
remains  ;  in  other  words  one  loop  can  be  made  easy,  and  another  tight,  without 
any  tendency  to  roll  into  one  another.  This  last  mentioned  characteristic  is 
produced  by  friction.    On  the  whole  I  think  the  Specification  shows  a  sufficient 

45  exercise  of  the  inventive  faculty  to  constitute  subject-matter,  and  with  respect 
to  the  first  cause  of  action  I  give  judgment  for  the  Plaintiff  with  costs. 

The  remaining  cause  of  action  is  based  upon  the  principle  that  nobody  has 
any  right  to  represent  his  goods  as  the  goods  of  some  one  else.  The  question 
whether  or  not  the  Defendants  represented  their  gaiters  as  being  the  patent  lace 

50  leggings  of  the  Plaintiff's  manufacture  is  a  question  of  evidence.  During  the 
period  between  July  1901  and  the  31st  January  1904  the  Plaintiff  supplied  the 
Defendants  with  his  patent  lace-stud  leggings  at  18a.  9ef.  per  pair.  On  the  22nd 
January  1904  the  Plaintiff  informed  the  Defendants  that  the  price  would  be 
raised  to  25a.,  and  thereupon  the  Defendants  ceased  to   take  the  Plaintiff's 

55  leggings.  During  the  same  period  the  Plaintiff  from  time  to  time  supplied  the 
Defendants  with  printed  Directions  for  fixing  his  patent  lace-stud  leggings. 
According  to  the  evidence  of  Mr.  ThomaSj  a  member  of  the  Defendant  firm, 

2  H 
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who  arranged  the  price  of  the  leggings  with  the  Plaintiff,  he  told  the  Plaintiff 
at  the  outset  that  his  Patent  was  no  better  than  Stohwasser'Sj  which  had  been 
held  to  be  invalid,  and  that  if  he  wanted  to  make  the  leggings  he  should  do  so. 
The  Defendants,  on  ceasing  to  do  business  with  the  Plaintiff,  manufactured  by 
their  agents  leggings  in  accordance  with  the  Plaintiff's  Patent,  and  did  so  until  5 
this  action  was  brought.  If  this  were  all  the  Defendants  did,  it  is  obvious  that 
they  were  not  violating  the  principle  I  have  referred  to,  but  only  infringing  the 
Plaintift's  Patent. 

The  Plaintiff  relies  however  upon  two  specific  instances  in  support  of  this 
claim,  the  first  of  which  is  that  Mr.  Pullar  on  the  27th  of  April  1904,  wrote  to  the  10 
Defendants  asking  them  to  tell  him  the  name  and  address  of  the  maker  of 
leggings  similar  to  two  sketches  enclosed.  In  giving  evidence  Mr.  Pullar 
explained  that  the  leggings  referred  to  were  the  Hammond  and  Beaufort 
leggings.  The  Defendants  sent  him,  instead  of  these,  a  sample  pair  of  laced 
leggings  of  their  make,  but  made  according  to  the  Plaintiff's  Patent.  In  May  15 
1904,  Mr.  Pullar  returned  the  sample  pair,  and  on  the  11th  of  May  1904  wrote 
ordering  a  pair  like  them  of  a  suitable  si^e  and  colour.  The  Defendants 
executed  this  order,  and  sent  with  the  gaiters  a  copy  of  the  Plaintiff's  printed 
Directions.  On  the  25th  of  November  1904,  Mr.  Pullar  went  to  Morgans^ 
another  firm  of  tailors,  and  showed  them  the  laced  leggings  he  had  received  20 
from  the  Defendants,  and  asked  them  to  make  another  pair  for  him ;  but  they 
informed  him  that  they  did  not  make  leggings  themselves ;  but  they  knew  that 
the  maker  of  these  leggings  was  W,  HilL  Up  to  this  time  Mr.  Pullar  had 
neither  heard  of  W.  Hill^  nor  of  his  laced  leggings.  The  second  instance  is 
that  Mr.  Maynery  an  old  friend  of  the  Plaintiff,  who  went  to  the  Defendants  at  25 
the  Plaintiff's  request  to  order  a  pair  of  laced  leggings  with  the  object  of  ascer- 
taining whether  the  Defendants  were  infringing  the  Plaintiff's  Patent.  At  the 
Defendant's  shop  Mr.  Mayner  asked  for  a  pair  of  leggings  and  was  shown  two 
pairs  of  leggings,  one  being  similar  to  HilVs  patent  lace  stud  leggings,  and  he 
selected  and  ordered  the  latter,  and  they  were  sent  to  his  address  at  Brighton.  30 
The  name  of  HiU^  or  his  leggings,  was  not  mentioaed.  On  the  20th  of  January 
1905  Mr,  Mayner  wrote  to  the  Defendants — *'  I  notice  you  have  not  put  right 
'•  and  left  in  leggings  as  mentioned  :  can  you  send  on  instructions  ?"  On  the 
30th  of  January  the  Defendants  wrote  acknowledging  this  letter,  and,  while 
answering  these  questions,  enclosed  as  instructions  the  Plaintiff's  printed  35 
Directions  for  fixing  his  leggings.  In  my  judgment  neither  of  these  specific 
cases  shows  that  the  Defendants  were  representing  the  gaiters  made  by  them 
or  their  agents  as  being  the  patent  lace  leggings  of  the  Plaintiff's  manufacture. 
The  bargain  in  each  case  was  in  fact  struck  before  any  representation  was 
made.  40 

The  remaining  evidence  on  this  part  of  the  case  may  be  shortly  stated. 
When  the  Defendants  received  an  order  for  HiWs  patent  leggings,  they  sent  the 
order  direct  to  Hill ;  but  when,  subsequently,  they  received  an  order  even  from 
the  same  customer,  for  lace  leggings  or  similar  leggings,  they  felt  at  liberty  to 
supply  leggings  like  HilVs  in  every  respect,  but  made  by  themselves.  This  45 
course  was  adopted  in  Irvine's  case,  as  appears  by  the  correspondence.  No 
other  instance  was  brought  to  my  attention.  It  appears,  however,  that  the 
Defendants,  after  they  ceased  to  buy  from  HiU^in  1904  sold  56  pairs,  and,  np  to 
October  1905,  57  pairs  of  leggings  made  by  their  agents  in  accordance  with  HilTs 
Patent ;  and  I  am  asked  to  conclude  from  this  evidence  that  the  Defendants  50 
did  in  fact  violate  the  above  principle.  I  do  not  see  how  I  can  properly  draw 
any  such  inference.  Mr.  Thomas  stated  that,  as  a  rule,  his  customers  came  to 
his  shop  and  ordered  these  leggings  and  in  most  cases  he  gave  them  clearly  to 
understand  that  they  were  of  his  own  manufacture.  As  regards  this  cause  of 
action,  the  Plaintiff's  case  in  my  opinion  fails,  and  I  give  judgment  for  the  55 
Defendants  with  costs.  There  will  be  judgment  for  the  Plaintiff  on  the  issuer 
of  infringement,  and  judgment  for  the  Defendantis  ou  the  other  issue. 
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TerreU  K.C. — ^And  the  costs  will  be  apportioned. 

Sutton  J.— Certainly. 

NeilL — The  general  costs  of  the  action,  of  coarse,  go  to  the  Plaintiff. 

Sutton  J. — No.    As  to  taxation  of  the  costs  what  I  intend  to  decide  is  this. 
5  On  the  first  cause  of  action,  namely,  the  infringement  of  the  Patent,  and  that 
oi^ly>  I  give  judgment  for  the  Plaintiff  with  costs.    As  regards  the  remaining 
cause  of  action,  I  give  judgment  for  the  Defendants  with  costs. 

NeiU. — If  your  Lordship  pleases.    That  one  understands. 

Terrell  K.C. — May  I  tell  your  Lordship  that  just  recently,  within  the  past  week, 

10  that  sort  of  Order  has  been  carefully  considered  before  Mr.  Justice  Warinngton 

in  a  case  in  which  I  was  personally  concerned.    There  is  a  difference  of  practice 

between  the  Chancery  Division  and  the  Common  Law  side.    In  the  Chancery 

Division  if  a  judge  makes  an  Order  giving  judgment  on  an  issue  with  costs  and 

giving  judgment  on  another  issue  with  costs  the  general  costs  of  the  action  are  by 

15  the  Taxing  Master  apportioned;  but  it  appears  that  from  the  history  of  the  King's 

Bench  Division  if  the  Order  is  made  simpliciter,  the  general  costs  of  the  action 

will  be  given  to  the  Plaintiff  and  the  Defendant  will  only  just  get  those  costs 

which  are  occasioned  by  the  issue  on  which  he  has  succeeded.    Now,  my  Lord, 

Mr.  Justice  Wa^^ngton  in  that  case  having  sat  as  a  Judge  of  the  Common  Law 

20  Division,  and  not  having  appreciated  himsielf  the  difference  between  the  practices 

of  the  two  Divisions  made  a  Supplemental  Order  on  our  application  ordering 

the  Taxing  Master  to  apportion  the  costs  as  he  would  have  done  in  the  Chancery 

Division. 

NeiU, — What  was  the  name  of  the  case  ? 
25      Terrell  K.C.— JbAn  Stones  Ld.  v.  Lucas  A  Sons. 

Sutton  J. — Mr.  TerreU^  there  can  be  no  difficulty  if  I  am  right  that  the 
Plaintiff's  action  contains  two  distinct  causes  of  action.    That  is  clear,  is  it  not  ? 

Terrell  K.C.— Yes,  my  Lord. 

Sutton  J, — Very  well.    I  think  he  succeeds  as  to  one  and  fails  on  the  other, 

30  and  therefore  I  treat  the  case  as  if  there  were  two  Statements  of  Claim  before 

me — first  of  all  an  action  for  infringement  of  the  Patent,  and,  secondly,  for  the 

breach  of  this  principle,  and  I  have  no  doubt  whatever  what  I  mean  about  it, 

namely,  that  the  one  is  successful  and  the  other  is  dismissed. 

Terrell  K.C. — Yes,  my  Lord.    With  those  words  of  your  Lordship  on  the 
35  Shorthand  Note  that  will  be  sufficient. 

Sutton  J. — I  think  it  must  be.  I  can  quite  understand  that  if  there  is  an 
action  brought  not  raising  so  much  another  distinct  and  separate  cause  of 
action,  then  there  may  be  this  difBculty  about  the  taxing  of  costs  ;  but  in  the 
view  I  take  of  this  case  it  is  simple  enough  to  treat  this  as  two  separate  actions. 
40  Terrell  K.C. — ^That  is  quite  enough  for  me.  Of  course  the  Officer  of  the 
Court  will  take  care  that  the  Judgment  is  drawn  up  in  accordance  with  what 
your  Lordship  has  said. 

Sutton  J. — Yes,  to  treat  them  as  two  distinct  separate  causes  of  action,  just 
as  if  two  writs  had  been  issued,  the  one  for  infringement  of  the  Patent  and  the 
45  other  for  the  infringement  of  the  principle. 

Terrell  K.C. — To  save  trouble,  I  admit  that  my  friend  is  entitled  to  his 
Certificate  that  the  Particulars  of  Breaches  were  reasonable  and  proper,  and  he 
is  also  entitl&d  to  a  Certificate  tbat  the  validity  of  his  Patent  came  in  question. 

Sutton  J. — Cannot  you  agree  as  to  whether  I  am  to  give  an  Order  for  an 
50  injunction  ?    Surely  that  is  not  necessary. 

Terrell  K.C. — An  Order  for  an  injunction  must  go  I  agree. 

Neill, — It  must  go. 
•     Sutton  J. — I  meant  need  it  go  before  this  case,  as  I  have  no  doubt  it  will 
do,  goes  to  the  Court  of  Appeal  ? 
55        Terrell. — It  is  the  practice  except  in  very  extraordinary  cases  for  the  Judge 
to  make  th^  injunction. 

Sutton  ./,— Very  well. 
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Terrell  E.C. — And  the  Judge  does  not  stay  the  injunction  except  in  extra- 
ordinary  cases, 
.    Sutton  J. — I  will  make  the  usual  Order  whatever  it  is  as  to  the  injunction. 

NeiU, — Then,  my  Lord,  we  claim  damages  or  an  account  of  profits.  We  will 
take  an  inquiry  as  to  damages.  5 

Sutton  J. — There  will  be  an  inquiry  as  to  damages. 

Neill, — If  your  Lordship  pleases,  and  then,  of  course,  there  will  be  the  usual 
Order  for  delivery  up  and  destruction. 

Terrell  K.C. — That  is  always  stayed  pending  the  appeal. 

NeOl. — Certainly,  the  Order  will  be  made  ;  but  not  to  be  enforced  pending  10 
an  appeal  within  a  reasonable  time. 

Sutton  J.— Certainly. 

Terrell  K.C. — ^As  to  the  payment  of  the  costs,  supposing  their  costs  overtop 
ours  or  ours  overtop  theirs,  I  take  it  that  the  costs  will  be  paid  to  the  Solicitor 
on  his  undertaking  to  refund.    That  is  the  usual  Order.  15 

Sutton  J, — That  seems  most  reasonable. 

NeilL — As  to  the  costs  of  the  inquiry  as  to  damages.  The  usual  praotioe  is 
to  reserve  them. 

Terrell  K.C.— Yes. 

Sutton  J. — ^Very  well ;  let  it  be  so.    I  am  very  much  obliged  to  you  both  20 
for  the  assistance  you  have  given  me  in  what  is  a  very  unusual  matter  for  me 
to  deal  with. 

Terrell  E.C.-rHaving  regard  to  the  fact  that  there  are  many  points  to 
consider  would  your  Lordship  direct  that  the  Order  be  drawn  up  in  the 
presence  of  the  Solicitors,  because  it  is  the  practice  of   the  Common  Law  ih 
Division  to  draw  up  the  Order  without  the  Solicitors,  and  here  they  ought  to  be 
able  to  watch  it. 

Sutton  J. — Perhaps,  as  there  is  a  complication,  that  would  be  advisable  to 
save  further  disputes.  Of  course  if  there  is  any  trouble  either  side  can  apply 
to  me.    Mr.  Terrell^  what  time  do  you  want  for  the  stay  ?  30 

Terrell  K.C. — For  10  days,  or,  as  the  Vacation  is  coming,  say  until  the  first 
week  of  the  next  sittings,  and,  if  we  give  notice  of  appeal,  then  stay  until  tke 
hearing  of  the  appeal. 

Sutton  J.— Very  well. 

Neill. — Of  course  the  costs  of  the  abandoned  Particular  of  Objection,  even  if  35 
the  judgment  were  reversed  on  appeal,  would  be  ours  in  any  event. 

Terrell  K.C. — Yes,  they  would  be  yours  in  any  event.  It  is  abandoned  and 
we  must  pay. 
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In  thr  High  Court  op  Justicb.— Chanobry  Division. 

Before  Mr.   Justiob   Kbkhwioh. 

April  25th  and  26th,  1906. 

Clay  v.  Allcook  &  Co.  Ld. 

i      Patent. — Action  for  infringement.'— Novelty.— Patent  found  invalid. 

A  Patent  was  granted  to  O.for  improvements  in  fishing  tackle.  The  object 
of  the  invention  was  stated  to  be  to  provide  a  trace  or  paternoster  for  angling 
purposes  which  would  give  greater  advantages  than  those  at  present  in  use  by 
affording  a  straight  pull  on  a  fishy  when  hooked^  by  tJie  formation  and  arrange- 

10  ment  of  the  booms  or  arms.  The  Claim  was  for  "A  trace  or  paternoster  con- 
**  sisting  of  one  or  more  arms  or  booms  connected  by  lengths  of  gut^  metalj  wire^ 
'*  or  other  material  substantially  as  described  and  for  the  purpose  specified.^* 
In  an  action  for  infringement  of  this  Patent  the  Defendants  put  in  issue  the 
validity  of  the  Patent  on  the  ground  (inter  alia)  of  want  of  novelty  and  prior 

15  publication  by  a  number  of  Specifications  and  other  documents^  including  a 
Specification  ofK.^  and  also  by  certain  cases  of  manufacture^  imc^  and  sale. 

Held,  that  there  was  no  novelty  in  the  aUeged  invention,  and  the  action  was 
dismissed  with  costs,  and  a  Certificate  given  as  to  certain  of  the  Particulars  of 
Olffedions. 

20  Tike  principles  on  which  Objections  should  be  certified  as  reasonable  and 
proper  considered. 

In  1901  Letters  Patent  (No.  2083  of  1901)  were  granted  to  Francis  Clay  for 

improvements  in  fishing  tackle. 

The  Complete  Specification  was  as  follows  : — **  The  object  of  this  invention 

25  **  ifi  to  provide  a  trace  or  paternoster  for  angling  purposes  which  will  give 

^  greater  advantages  than  those  at  present  in  use  by  afifording  a  straight  puU  on 

^  a  fish  when  hooked  by  the  formation  and  arrangement  of  the  booms  or  arms* 

^  With  this  purpose  in  view  I  form  the  booms  or  arms  of  any  suitable  material 

**  but  preferably  metal  and  of  any  suitable  size  and  thickness.    The  butt  end 

90  ^  of  each  boom  is  fashioned  preferably  in  the  shape  of  a  diamond  having  the 

*•  lower  end  looped  twisted  or  solid.    The  extremity  or  end  upon  which  the 

^  hook  is  fastened  is  In  the  form  of  a  revolving  swivel  which  is  coiled  loosely 

21 
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^*  onto  the  arm  of  the  boom  or  it  may  be  fixed  and  looped,  this  is  kept  in 
'^  position  by  a  knob  or  button  which  forms  the  head  of  the  arm  or  boom.  The 
'^  method  of  ose  is  as  follows — ^Any  number  of  arms  or  booms  may  be  used 
'*  which  are  strung  on  lengths  of  gut,  metal  wire  or  other  material  most  suitable 
'^  for  the  purpose  each  section  being  fastened  to  the  diamond  shaped  end  by 
''  swivels  or  other  device.  The  whole  is  kept  in  position  in  the  water  by  means 
'^  of  leads  or  sinkers  fastened  to  the  lower  end  of  the  trace  or  paternoster  by 
^^  means  of  links  clips  or  swivels.  The  bite  of  a  fish  causes  the  boom  to  fall  at 
'*  an  angle  and  this  secures  the  straight  pull.  In  order  that  this  my  invention 
'^  may  be  more  readily  understood  I  have  hereunto  annexed  Drawings. 


10 


"  Fig.  1  shows  the  complete  paternoster  with  booms  hooks  &  fish  in  position. 
^>  A,  A,  are  the  baited  and  unbaited  hooks.  B,  shows  the  position  the  boom 
<«  assumes  when  taken  by  the  fish.  C  is  the  link  or  clip  and  D  is  the  sinker  or 
"  weight.  Fig.  2  is  the  complete  boom  and  Fig.  3  is  an  enlargement  of  the 
**  head  of  the  boom  or  arm  showing  the  revolving  swivel  head." 

The  Patentee  claimed : — "  A  trace  or  paternoster  consisting  of  one  or  more 
^tarms  or  booms  connected  by  lengths  of  gut  metal  wire  or  other  material 
^^  substantially  as  described  and  for  Uie  purpose  specified.'* 
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On  the  29th  of  June  1905  the  Patentee  brought  an  action  against  Allcock  <t 

da.  Ld,  daiming  an  injunction  to  restrain  the  infringement  of  the  Patent  and 

tiie  other  nsnal  relief. 

The  Plaintiff  by  his  Statement  of  Olaim  stated  that  the  Defendants  had 

6  infringed  the  Patent,  of  which  the  Plaintiff  was  the  first  and  true  inventor. 

*  By  his  Particulars  of  Breaches  the  Plaintiff  stated — (1)  that  the  Defendants 

had  at  divers  times  since  the  date  of  the  Patent,  and  prior  to  the  issue  of  the 

writ,  manufactured  or  caused  to  be  manufactured  and  sold  certain  fishing 

tackle  known  as  ^^  paternosters  "  made  in  accordance  with  or  in  a  manner  only 

10  colourably  differing  from  the  invention  comprised  in  the  Patent ;  (2)  in 
particular,  on  or  about  the  23rd  of  May  1905,  the  Defendants  sold  to  TF.  J. 
Oillett  of  Fetter  Lane,  London,  one  dozen  paternosters,  which  paternosters 
were  infringements  of  Ihe  Patent ;  (3)  the  Defendants  on  or  about  the  21st  of 
June  1905  sdso  sold  to  Messrs.  Davey  A  Go,  of  4^  Edgware  Road,  London,  one 

15  dozen  paternosters,  which  paternosters  were  infringements  of  the  Patent. 

By  tiieir  Defence  the  Defendants  denied  infringement,  and  put  in  issue  the 
validity  of  the  Patent. 

The  Particulars  of  Objections  stated  inter  alia  that — (1)  the  alleged  invention 
was  not  subject-matter  of  valid  Letters  Patent ;  (2)  the  alleged  invention  was 

20  not  useful ;  (3)  it  was  not  new,  but  had  been  published  within  the  realm  before 
the  date  of  the  Patent — (a)  by  the  Complete  Specification  of  Letters  Patent 
No.  30,533  of  1897  granted  to  &.  J.  Kirby,  but  since  allowed  to  lapse,  page  1, 
lines  5  to  30,  and  the  Drawings  attached  thereto  ;  (&)  by  the  Complete  Specifi- 
cation of  Letters  Patent  No.  10,418  of  1899  granted  to  A.   W.  Parker,  from 

25  page  1,  line  5,  to  page  2,  line  36,  and  the  Drawings  attached  thereto ;  (c)  by 
the  Complete  Specification  of  Letters  Patent  No.  28,641  of  1897  granted  to 
William  Smalltvood,  from  page  1,  line  32,  to  page  2,  line  10,  and  the  Drawings 
attached  thereto  ;  (d)  by  the  publication  and  issue  at  various  dates  in  1900  of 
the  Defendants*  Price  List  for  1901 ;  this  Price  List  was  sent  to  at  least  250 

30  different  firms  and  persons  prior  to  the  30th  of  January  1901 ;  (e)  by  the 
publication  and  issue  at  various  dates  in  1892  by  William  Bartlett  A  Sons 
of  an  illustrated  Price  List ;  (/)  by  the  publication  and  issue  of  a  work  called 
"  Letters  to  Young  Sea  Fishers  by  Bickerdykcy^  published  in  1898  ;  {g)  by  the 
publication  and  issue  of  a  work  called  "  The  Sea  Fisherman  "  by  P.  G.  Willcocks, 

35  and  issued  in  1868  (printers  and  publishers,  Longman^  Green  A  Go.) ;  (h)  by 
the  publication  and  issue  of  a  work  called  "Angling  in  Salt  Water,"  by 
BickerdykSf  published  in  1889 ;  (t)  by  the  manufacture,  use,  and  sale  by  the 
Defendants  at  their  premises,  Standard  Works,  Redditch,  of  fishing  tackle,  speci- 
mens of  which  were  open  to  inspection ;  (J)  by  the  manufacture,  use,  and  sale  by 

40  Me&STB.  Hearder  A  Sons  at  their  premises  in  Plymouth  of  the  before  mentioned 
fishing  tackle ;  (A;)  by  the  manufacture,  use,  and  sale  by  Messrs.  William 
Bartlett  A  Sons  at  Redditch,  and  by  the  manufacture,  use,  and  sale  by  the 
Defendants  of  tackle,  specimens  of  which  were  open  to  inspection. 

The  action  came  on  for  trial  before  Mr.  Justice  KsKBWlOH  on  the  25th  of 

45  April  1906. 

27.  Terrell  K.C.  and  S.  P.  J.  Merlin  (instructed  by  Glarke  A  Go.)  appeared 
for  the  Plaintiff ;  P.  O.  Lawrence  K.C.  and  Sebastian  (instructed  by  Kir^^ 
Wigg  A  Go.)  appeared  for  the  Defendants. 
T.  Terrell  K,C.  opened  the  PlaintiflP's  case. — The  action  is  one  of  infringe - 

50  ment.  The  invention  is  an  improvement  in  fishing  tackle — ix.^  an  improved 
paternoster.  According  to  the  Plaintiff's  invention  booms  to  carry  hooks  are 
fostened  to  the  line  by  a  diamond  shape  wire  arrangement,  A  number  of 
advantages  are  thus  obtained  ;  inter  alia  the  fish  is  compelled  when  hooked  to 
piill  straight  from  the  hand  of  the  fisherman  holding  the  rod  ;  the  strain  on  the 
55  tackle  caused  by  the  hooked  fish  is  reduced  by  half  ;  a  definite  signal  is  given 
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to  the  fiBherman  of  the  hooking  of  the  fish.  Validity  aioue  is  iu  qaesdon. 
The  point  of  the  invention  is  attaching  tlooms  to  the  line  by  means  of  a 
diamond  or  square  shape  attachment  in  such  a  way  as  to  give  the  straight  poll 
and  the  other  advantages.  When  the  fish  bites,  the  diamond  shape  attachment 
changes  position.  It  is  difficult  to  state  what  the  common  knowledge  was  at  5 
the  date  of  the  Patent.  All  the  devices  used  differed  from  each  other ;  the 
only  thing  in  common  was  having  a  number  of  hooks  on  one  line. 

The  following  witnesses  gave  evidence  for  the  Plaintiff: — W.  B.  Esson^ 
mechanical  engineer,  who  said  that  the  invention  was  the  forming  at  the  end 
of  a  boom  of  a  diamond  or  square  shape  so  arranged  that,  upon  a  fish  biting,  the  10 
point  of  suspension  should  move  from  one  predetermined  fixed  point  to  another 
predetermined  fixed  point.  The  advantages  thus  secured  were — ^that  the  boom 
could  only  be  at  right  angles  or  in  a  straight,  line  of  puU  (see  Fig.  1  of  Specifi- 
cation) ;  when  the  fish  is  hooked  a  jerk  is  given ;  the  fish  is  locked ;  the 
leverage  is  also  much  less.  The  point  of  suspension  in  all  other  paternosters  15 
is  a  fixed  one,  and  the  fish  has  to  make  a  greater  lift  of  the  lead  sinker,  and 
consequently  there  is  no  direct  pull.  The  object  of  the  invention  was  to  obtain 
a  direct  pull.    Other  paternosters  had  afforded  an  approximate  direct  pull  only. 

Ghurdon  St^henson  (a  member  of  the  Institute  of  Mechsmical  Engineers  and 
a  member  of  the  Institution  of  Civil  Engineers)  said  he  had  made  a  trial  of  the  20 
Plaintiff^s  paternoster.  He  had  also  used  Kirhy^a.  The  Plaintiff's  paternoster 
met  a  want  found  in  Kirby  ;  the  diamond  or  square  shape  boom  being  very 
sensitive  gives  a  warning  signal  when  to  strike  ;  he  also  could  tell  when  the 
fish  were  only  sucking  the  bait  and  thus  knew  when  to  change  the  hooks  for 
smaller  hooks ;  it  affords  a  defined  straight  pull.  25 

G.  O.  Minchin  (Chairman  of  the  National  Council  of  Sea  Anglers  and  a 
Member  of  the  Committee  of  British  Sea  Anglers),  J.  W.  Zachusdorff  (book- 
binder, and  a  Member  of  the  Society  of  British  Sea  Anglers  since  its  formation), 
D.  J.  S.  M.  Colquhoun-Kemp  (amateur  fisherman  since  1847),  gave  similar 
evidence.  Ernest  Perry  (Superintendent  of  the  Sales  Dejiartment  of  Milward  30 
A  SonSy  fishing  tackle  makers)  spoke  to  the  sales  and  improving  sales  of  the 
Plaintiff's  invention. 

P.  O.  Lawrence  E.C.  stated  that  he  did  not  object  to  the  statement  that  there 
was  an  increasing  demand  for  Plaintiff's  invention. 

The  following  witness  gave  evidence  for  the  Defendants : — B.  E,  Phillips  35 
(Patent  Agent,  Member  of  the  Institute  of  Mechanical  Engineers,  and  Associate 
Member  of  the  Institution  of  Civil  Engineers)  stated  (inter  alia)  the  only  object 
of  the  Plaintiff's  invention  was  to  get  a  straight  pull.    The  shape  of  the  loop  at  - 
the  butt  end  of  the  boom  was  immaterial  so  long  as  it  moved  in  relation  to  the 
movement  of  the  boom.    The  diamond  shape  was  no  better  than  in  the  Kirby  40 
boom  for  obtaining  a  straight  pull. 

A.  WilUama  (manager  of  the  Defendant  Company)  said  he  had  found  no 
difference  between  the  operation  of  the  Plaintiff's  boom  and  that  of  Kirby. 
He  preferred  Kirby  because  he  found  the  diamond  shape  boom  could  be 
pulled  out  of  shape  by  a  large  fish.  45 

William  Hearder  (fishing  tackle  maker  of  Plymouth)  said ,  that  he  had  had 
40  years  experience  as  a  fisherman  ;  he  saw  no  utility  in  the  diamond  shape.  He 
had  not  tried  the  diamond  shape,  having  always  used  the  ordinary  gut  tackle, 

W,  E.  Sacret  (manager  of  Oamagea  fishing  tackle  department  from  1901  to 
1905,  and  an  amateur  fisherman)  said  he  h£^  found  no  advantages  in  the  use  50 
of  Plaintiff's  invention. 

P.  O.  Lawrence  K.C.,  having  dealt  with  the  evidence,  submitted  that  the 
diamond  shape  butt  end  of  the  boom,  the  only  thing  alleged  to  be  new,  did  not 
constitute  sufficient  subject-matter  to  support  the  Patent ;  and,  further,  that 
the  use  by  the  Patentee  of  the  words  '^  preferably  in  tibie  shape  of  a  diamond  "  j^ 
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ahowed  that  he  did  not  mean  to  confine  his  claim  to  a  diamond  shape  :  it 

included  a  number  of  other  shapes  already  in  use;    the  straight  pull   was 

afforded  by  other  known  arrangements. 

T.  Terrell  K.C.  in  reply. — The  state  of  the  art  at  the  date  of  the  Patent 

5  was — ^paternosters  well  known  ;    booms  well   known ;    Kirby^a    boom    well 

known  and  in  the  market  in  large  quantities.    The  Patentee  in  the  light  of 

that  knowledge  addressed  his  Specification  to  the  public ;    it  contained  a 

Drawing  which  differentiated  his  paternoster  from  Kirby ;  it  is  the  diamond 

shape  end  described  in  the  letterpress  and  Drawing  which  differentiates  it. 

10  The  words  '^  preferably  in  the  shape  of  a  diamond  **  mean,  to  accomplish  the 

object  in  view — ^viz.,  to  get  a  straight  pull  by  a  particular  sort  of  mechanism 

described  in  the  Specification ;   operating  in  relation  to  two  predetermined 

fixed  points.    The  essential  working  parts  of  the  mechanism  must  be  the  same 

although  the  shape  may  be  different.    The  Patentee  simply  states  that  the 

15  shape  of  a  diamond  is  preferable.    He  means  that  it  must  be  substantially  as 

shown  in  the  Figures.    The  meaning  of  the  word  "  preferably  "  is  not  preferably 

of  a  diamond  or  any  other  shape  but  preferably  of  a  diamond  or  any  other  shape 

which  leaves  the  working  parts  to  operate  in  the  same  way  as  that  shown  in 

Fig.  1.    There  is  evidence  of  considerable  sales.    There  is  also  evidence  of 

20  utility  and  novelty.    The  evidence  shows  that  the  jerk  produced  by  the  action 

of  the  diamond  was  not  produced  in  the  Kirby,    There  is  good  subject-matter 

for  the  Patent. 

Kbkbwich  «/. — Such  difficulty  as  there  is  in  this  case  arises,  as  really  the 

difficulty  generally  arises,  from  the  construction  of  the  Specification,  that  is  to 

25  say  the  ditficalty  of  the  case  lies  in  the  difficulty  of  the  construction.     I  think 

two  possible  constructions  are  open.    It  might  be  said  from  a  cursory  look  at  the 

Specification  that  the  Patentee  intended  to  invent  a  straight  pull ;  that  he  claims 

the  obtaining  of  a  straight  pull  as  what  he  had  invented ;  but  I  think  that  would  be 

doing  him  gross  injustice.    A  straight  pull  had  been  obtained  more  or  less  before 

30  1901,  and  he  is  obviously  perfectly  aware  that  it  could  be  done  otherwise.    I  think 

what  he  means  in  lines  5  to  8*  is  that  he  secures  a  straight  pull  by  a  particular 

formation,  and  arrangement  of  the  booms,  or  arms,    In  other  words  what  he 

claimB  to  have  invented  is  that  formation  and  arrangement  by  means  of  which 

he  secures  the  advantage  of  a  straight  pull.     It  might  have  been  put  differently, 

35  but  I  think  that  is  what  he  means.    If  that  be  so,  and  I  have  no  doubt  about  it, 

the  qn€^ion  is  what  is  the  formation  and  arrangement  which  he  claims  to  have 

invented  ?    One  must  remember  that  paternosters  were  old,  and  booms  were 

old,  and  swivels  were  old.    There  is  no  question  about  that.    Having  got  those 

old  materials  to  deal  with  he  proceeded  to  use  them  in  a  particular  manner,  and 

40  taking  the  booms,  which  he  treats  as  something  perfectly  well  known,  as  it  was, 

he  says  ^^  The  butt  end  of  each  boom  is  fashioned  preferably  in  the  shape  of  a 

"  diamond,  having  the  lower  end  looped,  twisted,  or  solid."    Then  he  goes  on 

to  describe  that  with  reference  to  the  Figures,  and  shows  in  lines  20  and  21** 

what  happens  when  a  fish  comes  on.    He  ansumes  his  arrangement  throughout, 

45  starting,  and  fixing  it,  and  then  shows  how  it  operates.    Those  are  the  lines  on 

which  he  proceeds,  treating,  as  I  have  already  said,  the  boom,  swivel,  and  other 

materials,  as  perfectly  well  known.    It  is  obvious  from  his  description  that  he 

intends,  when  the  force  of  the  biting  fish  is  applied  at  the  one  end — that  is  to 

say  at  the  hook — ^that  the  boom  is  dropped,  or,  as  he  says,  falls  at  an  angle,  and 

50  then  the  straight  pull  is  secured.    It  is  secured  by  the  fall  at  an  angle,  but  that 

fall  at  an  angle  depends,  of  course,  upon  there  being  a  free  loop,  through  which 

the  butt  end  of  the  boom  can  fall.     That  is  part  of  his  arrangement,  as  is  clear, 

if  not  entirely  from  his  description  in  the  body  of  the  Specification,  at  any  rate 

by  reference  to  the  Figures.    It  is  important  to  bear  that  in  mind,  because  I  am 
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now  turning  to  the  sentence  which  creates  the  difficulty,  nainely,  the  sentence 
in  lines  10  and  11 — ^^  The  bntt  end  of  each  boom  is  &ghioned  praferably  in  the 
^'  shape  of  a  diamond,  having  the  lower  end  looped,  twisted  or  solid/'    There  is 
not  very  much  importance  to  be  attached  to  those  last  few  words.    In  the 
Drawings  he  has  given  ns  a  diamond  shape  only,  the  one  he  prefers,  bnt  he  has  5 
told  ns  here  that  it  may  be  fashioned  ^  preferably  '*  in  the  shape  of  a  diamond, 
and  that  introduces  obscurity.    Some  of  the  evidence  I  think  went  to  show 
that  the  diamond  alone  constituted  the  advantage.  A  good  deal  of  the  Plaintiff's 
evidence  went  in  that  direction.    But  as  for  as  the  evidence  goes,  nothing  else 
has  been  tried ;  none  of  the  other  varieties  which  are  possible  under  this  Piitent  10 
have  been  tried  by  the  gentlemen  who  gave  evidence,  whether  in  the  laboratory 
or  in  practice  in  fishing ;  and  therefore,  I  take  it  when  they  are  speaking  of  a 
diamond  as  producing  such  advantages  they  really  mean  that  anything  else 
would  do  as  well  which  produced  the  same  advantages.   They  find  the  advantage 
in  the  diamond,  which  is  the  only  instrument  which  has  yet  been  made-— at  15 
any  rate  the  only  instrument  which  has  yet  been  put  in  practice,  so  that  I  do 
not  attribute  any  importance  to  their  evidence  as  going  to  show  that  it  must  be 
a  diamond,  and  nothing  else.    The  Patentee  cannot  mean  the  diamond  alone, 
because  he  says  ''preferably  in  the  shape  of  a  diamond''  which  is  a  clear 
intimation  that  something  else  will  do  as  well.    Now  what  is  the  limit  ?  One's  firet  20 
impression  of  the  construction  would  be,  that  it  means  any  shape  which  would 
allow  the  boom  to  fall  at  an  angle.    A  square  will  do  it,  a  triangle,  a  half  circle, 
or  a  circle,  or,  in  fact,  any  other  shape  that  you  could  conceive.    Nobody  says  that 
any  shape  could  not  be  adopted  so  that  the  boom  would  fall  at  an  angle,  so  as  to 
secure  a  straight  pull  with  the  bite  of  the  fish.    If  he  means  that  he  is  out  of  25 
Court  at  once,  because,  among  other  things,  he  claims  a  circle,  or,  perhaps,  not  a 
perfect  circle,  but  something  approaching  to  it,  and  that  is  distinctly  Kirhy  ; 
there  can  be  no  doubt  about  that.     So  that,  if  the  construction  is,  that  he  claims 
everything,  then  there  is  an  end  of  the  case,  and  his  Counsel  admits  that  there 
would  be  an  end  of  the  case  in  that  point  of  view.    I  see  great  difficulty  in  limiting  30 
it.    I  see  great  difficulty  in  saying  that ''  preferably  in  the  shape  of  a  diamond  " 
does  not  mean  any  shape  you  like  to  take,  with  a  diamond  for  choice.    But  Mr. 
Terrell  has,  very  ingeniously,  suggested  an  alternative,  and  having  regard  to  the 
benevolence  which  is  shown  with  regard  to  the  construction  of  Patents  I  must  treat 
it  certainly  as  worth  attention.  What  Mr.  TerreU  suggests  is  this — "  Preferably  in  35 
^<  the  shape  of  a  diamond,  but  in  any  other  shape  which  would  secure  the|  result 
*'  which  I  have  attempted  to  describe."    Now  what  the  Patentee  has  attempted  to 
describe,  and  what  I  will  take  it  for  this  purpose  he  has  described,  is  that  when 
the  fish  bites  and  the  boom  falls  at  an  angle,  it  shifts,  or  slips  from  a  pre- 
determined fixed  point  to  another  predetermined  fixed  point,  and  the  suggestion  40 
is  that  what  he  means  is  that  the  butt  end  of  the  boom  may  be  formed  either  in 
the  shape  of  a  diamond  or  in  any  other  shape  which  would  allow  of  that  slip- 
ping.   There  are  many  shapes,  I  apprehend,  which  would  not  allow  of  it ;  but 
we  have  not  gone  into  the  others,  and  we  need  not  trouble  about  them.     A 
triangle  would,  and  a  square  would — ^that  has  been  shevm  in  evidence — and  it  45 
may  be  that  he  means  this  to  be  fashioned  in  the  shape  of  a  diamond,  or  a 
square,  or  a  triangle,  or,  if  there  be  any  other  shape  which  will  admit  of  the  fall 
at  an  angle  from  one  fixed  point  to  another.    If  that  is  the  right  construction 
we  have  got  certainly  a  little  further  advance  in  his  favour,  that  he  is  not  in 
now  that  great  difficulty  in  which  he  would  have  been  placed  if  he  had  given  50 
every  shape  without  limit. 

But  then  we  come  to  this — what  has  he  done  ?    As  I  have  said  patemosters 
were  known,  booms  were  knowu,  the  straight  pull  was  known,  a  means  of 
obtaining  the  straight  pull  by  the  slipping 'of  the  boom  when  the  fish  bite  was 
well  known  ;  and  really  all  he  has  done  is  to  alter  the  shape  of  the  butt  end  of  55 
the  boom  ;  that  is  to  say  he  has  secured  the  same  result — a  result  well  known — 
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in  the  same  manner,  bnt  only  fhrorlgh  the  adaptation  of  a  different  shaped  bntt 
end,  different  from  that  which  had  been  need  by  others. 

It  seems  to  me  that  that  is  not  invention  ;  that  even  giving  him  the  benefit 
of  that  construction  what  he  has  claimed  to  have  invented  is  not  invention  at 
5  all.  It  is  only  taking  what  was  old.  There  is  no  question  of  combination.  It 
is  not  a  combining  one  thing  with  the  other,  but  simply  taking  the  butt  end  of 
a  boom,  which  he  found,  we  will  say,  circular  in  Kirhy  (I  do  not  think  there 
was  anybody  else),  and  saying  :  *'  I  will  squeeze  that  into  a  diamond  form,  or 
^  square  form,  or  triangular  form,  and  then  I  say  that  is  a  new  thing.**    It  seems 

10  to  me  it  is  no  new  thing  at  all. 

Then  I  am  told  that,  though  there  may  be  no  novelty  so  far,  there  is  a  great 
advantage  in  this  :  that  in  no  other  paternoster  that  has  yet  been  invented  do 
you  get  a  sufficiently  delicate  intimation  of  the  fish  biting ;  and  one  gentleman 
graphically  described  what  is  known  to  all  fishermen — ^that  sometimes  the  fish 

15  come  tenderly,  and  not  sufficiently  greedy,  and  that  the  angler  desires  to  know 
precisely  when  the  fish  is  there,  so  that  he  may,  as  it  is  said,  strike,  and  secure 
him  at  the  right  moment ;  and  I  have  evidence  to  show,  on  the  one  hand,  that 
this  particular  arrangement  enables  you  to  ascertain  sooner,  or  better  than  any 
other,  when  the  fish  comes.    I  do  not  think  it  was  very  well  explained  why 

20  this  particular  arrangement  gave  that  indication,  but  the  witness  who  spoke 
about  it  was  positive,  and  he  was  an  experienced  man.  Then,  on  the  other 
hand,  I  have  evidence  the  other  way — ^that  there  is  no  such  advantage  at  all. 
I  think  one  witness  went  so  far  as  to  say  that  it  would  not  be  an  advantage 
if  it  existed,  but  certainly  one  or  two  of  the  Defendant's  witnesses  are  positive 

25  that  you  do  not  gain  that  delicacy  of  touch,  as  it  was  called,  or  that  early  indica- 
tion of  the  presence  of  the  fish.  At  any  rate,  without  saying  which  is  right 
(I  do  not  think  I  am  competent  to  do  that),  there  is  such  a  divergence  of 
evidence  that  it  is  impossible  to  say  that  there  is  that  advantage  attaching  to 
this  alleged  invention,  if  that  would  save  the  Patent.    I  am  not  sure  that  it 

30  would,  but,  supposing  that  that  would  save  the  Patent,  I  do  not  think  it  is 
proved.    The  result  is  that,  in  my  opinion,  the  Plaintiff's  case  fails. 

Latvrence  E.O. — I  ask  for  costs,  and  a  Certificate  as  to  the  Particulars  of 
Objections. 
Ebkawioh  J. — As  regards  the  Particulars  of  Objections,  I  have  said  already, 

35.  in  the  course  of  this  case,  as  I  have  said  many  times  before,  I  think  our 
procedure  in  Patent  cases  very  liable  to  great  abuse.  We  come  into  Court  to 
try  ever  so  many  issues  on  paper,  which  both  parties  really  know  have  not  got 
to  be  tried  ;  and  my  own  idea  is  that  at  some  time  before  the  trial  parties  ought 
to  be   compelled  to  state  the  issues  which  they  then  know  they  are  going 

40  to  try.  But  that  is  not  the  state  of  the  procedure  now,  and  a  defendant  called 
upon  to  resist  a  claim  is  bound  to  set  out  every,  not  possible,  but  reasonable 
Objection.  He  is  told  that  he  must  do  it  all  at  once.  If  he  applies  to  amend 
he  is  in  a  position  of  great  difficulty.  He  must  make  his  search,  he  must  take 
the  best  advice  he  can,  and  he  must,  in   self  defence,  put  forward  every 

^  Objection  on  which  he  tliinks  he  can  in  any  event  reasonably  rely.  As  a  rule 
many  of  the  Objections  are  given  up  at  the  trial,  and  become  useless,  and  great 
expense  is  incurred,  and  thrown  away,  but  I  should  be  doing  a  great  injustice 
to  those  who  advise  defendants  in  Patent  cases  if  I  were  to  say  that  because  a 
defendant  might  have  succeeded,  as  it  happens,  on  1,  2,  and  3,  therefore  he  is 

50  to  be  disallowed  4,  5,  and  6.    In  the  present  case  (/),  (^),  and  (h)  were  I  think, 

unreasonable  in  this  sense  :  I  do  not  find  fault  with  anybody  for  pleading  them, 

bat  I  have  looked  at  the  books  which  were  produced,  and  I  do  not  think  they 

come  near  enough  to  the  mark  to  have  been  of  any  real  assistance,  in  any 

:  possible  view  of  the  case.    I  shall  not  allow  (/),  {g\  and  (h)y  but  all  the  rest, 

55  I  think,  ought  to  be  ailowed  as  reasonable  and  proper. 
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In  thb  High  Court  of  Justice.— Chanobry  Division. 

Be/ore  Mr.  JUSTICE  Farwell. 

29th,  30th  and  3lBt  March,  1906. 

Cropper  Minerva  Machines  Company  Ld.  v.  Cropper,  Charlton  and 
Company  Ld.,  Charles  Arthur  Charlton,  Jambs  Caldwell  Hole,  & 
AND  Ernest  Henry  Nbwstead. 

Action  to  restrain  passing  o^?".— "  Cropper*^— Advertisements.-^Successors  in 
business. — Alleged  fraudulent  passing  off. 

The  Plaintiffs  in  a  passing-^ ff  action^  who  were  the  successors  in  business  of 
H.  S.  Cropper  and  Co.  and  H.  S.  Cropper  and  Co.  Ld.  their  successors^  and  who  10 
claimed  to  he  entitled  to  the  trade  'name  "  Cropper,"  alleged  that  the  Defendants 
were  using  *'  Cropper  '*  in  such  a  way  as  to  deceive  the  trade  and  the  public  and 
to  represent  themselves  as  the  successors  in  business  of  H.  S.  Cropper  and  Co. 
and  H.  S.  Cropper  and  Co.  Ld.,  and  were  passing  off  their  goods  as  the  Plain^ 
tiffs\    The  Plaintiffs  claimed  an  injunction  and  other  relief  U^ 

Held,  that  the  documentary  and  oral  evidence  on  behalf  of  the  Plaintiff^  was 
of  the  flimsiest  character  and  did  not  make  out  the  charge  of  fraudulently 
attempting  to  pass  off  their  goods  as  the  Plaintiffs'  against  the  Defendants. 
The  action  was  dismissed  with  costs. 

Held,  alsOy  that  in  an  action  against  a  Limited  Company ^  it  is  wrong  to  add  80 
as  co-defendants  Directors  against  whom  no  specific  allegations  are  made  other 
than  that  they  are  Directors. 

On  the  11th  May  1905,  the  Plaintiff  Company  commenced  an  action  against 
the  Defendants  claiming  : — (1)  An  injunction  to  restrain  the  Defendants,  etc., 
from  carrying  on  business  under  the  name  or  style  of  Cropper^  Charlton  and  25 
Co.  Ld.y  or  any  colourable  imitation  thereof,  or  under  any  name  or  style 
calculated  to  induce  the  belief  that  they  were  successors  in  business  of  H,  S* 
Cromer  and  Co.  Ld.  or  were  entitled  to  sell  platen  machines  not  made  by 
H.  SI.  Cropper  and  Co.^  or  by  H.  S.  Cropper  and  Co.  Ld.,  or  by  the  PlaintiflEs, 
as  **  Cropper  machines  "  or  "  Cropper  platens,*'  or  from  using  the  word  "  Cropper,"  30 
or  any  colourable  in^taUpn  thereof,  as  a  part  of  the  name  or  style  of  any  Company, 
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firm,  partnership,  or  business  for  selling  platen  machines,  or  in  connection  with 
any  such  bosiness  ;  (2)  An  injunction  to  restrain  the  Defendants  from  selling  or 
advertising  for  sale  or  attempting  to  sell  platen  machines  not  of  the  Plaintiffs* 
mannfactnre  as  ^'  Cropper  machines,"  or  nnder  any  name  containing  the  word 
5  "Cropper,"  or  any  eolourable  imitation  thereof,  or  in  any  way  calcnlated  to 
induce  the  belief  that  such  machines  were  of  the  Plaintiffs*  manufacture,  and 
from  issuing  advertisements  or  permitting  advertisements  to  be  issued,  or  using 
advertisements  in  connection  with  their  business,  containing  the  word  "  Cropper," 
or  any  colourable  imitation  thereof,  or  any  advertisements  calculated  to  lead  to 

10  the  belief  that  they  or  any  of  them  were  the  successors  in  business  of  the  firm 
of  H.  S,  Cropper  and  Co.^  or  of  H.  S.  Cropper  and  Co.  Ld.j  or  that  they  or  any  ' 
of  them  were  entitled  to  sell  platen  or  other  machines,  not  of  the  Plaintiffs' 
manufacture,  under  the  name  or  style  of  '*  Cropper  machines,"  and  from  repre- 
senting or  holding  forth  by  advertisements,  circulars,  or  notices,  or  otherwise, 

15  that  they  were  carrying  on  business  in  continuation  of  or  in  succession  to  the 
business  formerly  carried  on  by  H.  S.  Cropper  and  Co.^  or  H.  S.  Cropper  and 
Oo.Ld. 

By  their  Amended  Statement  of  Claim,  delivered  on  the  2nd  June  1905,  the 
Plaintiffs  stated  (inter  alia)  (1)  That  for  many  years  before  1904  H.  S.  Cropper 

20  and  Co.  and  H.  S.  Cropper  A  Go.  Ld.y  the  successors  in  business  of  H.  !S.  Cropper 
Jk  Oo,<t  carried  on  an  extensive  business  at  the  Minerva  Works,  Nottingham,  as 
manufacturers  of  platen  printing  machines,  and  acquired  a  great  reputation  as 
the  manufacturers  of  such  machines.  At  first  such  machines  were  called 
"Minerva"  machines,  but  shortly  after  the  year  1866  the  machines  became 

25  and  continued  to  be  known  in  the  printing  trade  as  ''  Cropper "  machines. 
(2)  That  on  the  5th  June  1893,  an  Order  was  made  for  the  compulsory  winding 
up  of  H.  S.  Cropper  and  Co.  Ld.\  that  W.  Thacker  and  H.  R.  Thacker 
purchased  the  assets  of  the  Company  and  acquired  the  business  and  goodwill  of 
H.  S.  Cropper  and  Co.  and  H.  8.  Cropper  and  Co.  Ld.    (3)  That  in  1894  one 

30  S.  H.  Cropper  J  and  the  Defendants  (7.  A.  Charlton  and  J.  C.  Hole^  who  were 
all  formerly  in  the  employment  of  H,  S.  Cropper  and  Co.^  and  subsequently  of 
H.  S.  Cropper  and  Co.  Ld.^  commenced  to  carry  on  the  business  of  manufacturers 
of  platen  printing  machines  under  the  name  or  style  of  the  Cropper  Machines 
Company^  and  issued  advertisements  calculated  to  induce  the  belief  that  they 

35  were  the  successors  in  business  of  H.  8.  Cropper  and  Co.^  and/or  H.  8.  Cropper 
and  Co.  Ld.  (4)  That  by  an  Order  of  the  20th  of  June  1894,  in  an  action  of 
W.  and  H.  R.  Thacker  v.  Cropper,  the  then  Defendants  8.  H.  Cropper^  C.  A. 
Charlton  and  J.  C.  Hole  were  restrained  from  carrying  on  their  business  under 
Uie  name  of  the  Cropper  Machine  Co.^  or  under  any  name  calculated  to  induce 

40  the  belief  that  they  were  successors  in  business  of  H.  8.  Cropper  and  Co.  Ld.^ 
and  from  further  issuing  the  advertisements  then  appearing  in  the  newspaper 
and  periodical  called  '^The  Sales  and  Wants  Advertiser,"  or  any  similar  advertise- 
ments or  any  advertisements  calculated  to  induce  the  belief  that  they  were 
successors  in  business  of  H.  8.  Cropper  and  Co.  Ld.    (5)  That,  on  the  28th  of 

45  Jane  1894,  the  Plaintiffs  were  incorporated  as  a  Limited  Company,  and  that  by 
an  Assignment  dated  the  7th  of  August,  1894,  W.  Thacker  and  R.  8.  Thacker 
assigned  to  the  Plaintiffs  the  business  assets  and  goodwill  formerly  acquired  by 
them  and  the  trade  name  of  the  "  Minerva,"  better  known  as  "  The  Cropper,"  as 
applied  to  printing  presses  manufactured  by  them  ;  and  that  the  Plaintiffs  had 

50  since  the  date  of  the  Assignment  carried  on  the  business  formerly  carried  on  by 
H.  S.  Cropper  and  Co.  and  H.  8.  Cropper  and  Co.  Ld.  (6)  That  after  the  date 
of  the  Order  of  the  20th  of  June  1894,  8.  H.  Cropper  and  the  Defendants 
C.  A.  Charlton  and  J.  C.  Hole  carried  on  business  as  manufacturers  of  platen 
printing  machines  under  the  name  or  style  of  Cropper^  Charlton  and  Co.y  and 
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subsequently  the  firm  was  incorporated  as  Cropper^  OharUon  and  Co.  Ld.    (7) 
That  Cropper^  Charlton  and  Co,  Ld.  attempted  to  pass  themselves  off  as  the 
successors  in  business  of  E.  S.  Cropper  and  Co.  and  H.  8.  Cropper  arid 
Co.    Ld.y   and    issued   advertisements    calculated    to  induce  the   belief   that 
they  were  carrying  on  the  business  formerly  carried  on  by  H.  8.  Cropper  5 
and  Co.  and  H.  8.  Cropper  and  Co.  Ld.^  or  that  they  were  the  successors 
in  business  of   the   said  firm  and/or  Company,  or  that  they  were  in  fact 
such  firm  and/or  Company  under  another   name.      In    particular  Cropper^ 
OharUon  and  Go.  Ld.y  by  an  advertisement  .in  "Kelly's  Directory  of  Stationers, 
"  Printers,  etc.,"  for  the  year  1904,  described  themselves  as  "  the  original  firm  and  10  ^ 
"  Company."    (8)  By  an  Order  of  the  2nd  of  February  1905,  in  an  action  of  the 
Cropper  Minerva  Machines  Co.  Ld.j  against  Cropper^  CJiarlton  and  Co,  Ld.y 
between  the  present]  Plaintiffs  and  Cropper^  OharUon  and  Co.  Ld.^  it  was  by 
consent  ordered  that  the  Defendants,  their  servants  and  agents,  be  perpetually 
restrained  from  issuing  any  advertisements  calculated  to  induce  the  belief  that  15 
they  were  the  successors  in  business  of  the  firm  of  R.  8.  Cropper  and  Co.^  or  of 
H.  8.  Cropper  and  Co.  Ld.y  and  from  representing  or  holding  out  by  advertiae* 
ments,  notices  or  otherwise  that  they  were  the  original  firm  of  H.  8.  Cropper 
and  Co.y  or  the  original  Company  of  H.  8.  Cropper  and  Go.  Ld.,  or  that  they 
were  carrying  lon  business  in  continuation  of  or  in  succession  to  the  business  20 
formerly  carried  on  by  E.  8.  Cropper  and  Co.  or  E.  8.  Cropper  and  Go.  Ld. 
(9)  That  the  Plaintiffs  carried  on  the  business  of  E.  8.  Cropper  and  Co.  and 
E.  8.  Cropper  and  Go.  Ld.^  as   their  .  successors   at    the    Minerva   Worka, 
Nottingham,  and  were  entitled  to  the  goodwill  of  such  business  and  to  the  trade 
name  of  "  Minerva,"  better  known  as  "  Cropper,"  and  had  largely  sold  and  25 
advertised  platen    printing    machines    imder    the    name    of   "Minerva"    or 
"  Cropper,"  and  have  spent  considerable  sums  of  money  in  the  advertisement  of 
such  machines,  and  the  name  of  "  Minerva  "  and/or  "  Cropper "  has  come  to 
denote  to  the  trade  and  the  public  platen  machines  of  the  manufacture  of  the 
Plaintiffs  and  their  predecessors  in  business.    (10)  That  the  Defendants  both  30 
before  and  since  the  Order  of  the  2nd  of  February  1905,  issued  advertisements 
in  connection  with  platen  printing  machines  describing  the  same  as  **  Cropper* 
Charlton  Platens,"  and  had  used  and  were  using  the  words  "  Cropper "  and. 
"  Minerva "  in  connection  with  their  business  of  manufacturing  and  selling 
platen  printing  machines,  and  were  selling  and  advertising  for  sale  their  platen  35 
printing  machines  as  "  Cropper  "  machines  or  **  Cropper  "  platens,  and  the  parts 
thereof  under  the  name  of  "  Cropper  "  and  "  Minerva."    (11)  That  the  adver^ 
tisements  and  the  use  of  the  word  "  Cropper  "  by  the  Defendants  in  connection, 
with  their  business  was  calculated  to  deceive  the  trade  and  the  pubUo,  and  to 
induce  the  belief  that  the  platens  manufactured  by  the  Defendants  were  the  40 
Plaintiffs'  Platens,  and  that  the  Defendants  were  manufacturers  of  the  "  Cropper  " 
platen  machines  and  were  the  successors  in  business  of  E.  8.  Cropper  and  Go. 
and  ff.  8.  Cropper  and  Co.  Ld.y  and  was  calculated  to  induce  the  trade  and  the 
public  to  buy  platen  printing  machines  of  the  manufacture  of  the  Defendants  as 
and  for  platen  printing  machines  of  the  Plainti^'  manufacture.    An  injunction  45 
was  claimed,  and  consequential  relief. 

By  their  amended  Defence,  the  Defendants  stated :  "  (1)  The  Defendants, 
<*  other  than  the  Defendant  Company,  are  Directors  of  the  Defendant  Company 
"  and,  except  as  such  Director,  have  done  none  of  the  acts  complained  of,  and 
^'  are  improperly  made  parties  to  this  action.  (2)  The  Defendant  Company  was  50 . 
*'  incorporated  in  1894,  and  ever  since  that  date,  with  the  full  knowledge  of  .the 
•'  Plaintiff  Company,  has  advertised  printing  machines  of  their  manufacture  as 
^*  <  Cropper-Charlton  machines '  in  the  manner  now  complained  of.  (3)  The 
"  Defendants,  except  in.  connection  with  the  word  '  Charlton,'  have  never  nsod 
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"and  are  not  uaing  tke  word  ^Qropper '  in  connection  mth  their  fonsinesB  of 
'' mann&cturing  and  selling  platen  printing  machines,  and  they  are  not  and 
^'neyer  have  sold  their  platen  printing  machines  as  Cropper  machines  or 
"  Cropper  platens.  (4)  The  Defendants  have  frequently  and  extensively  since 
5  *'they  have  been  in  business  taken  in  exchange  and  purchased  second-hand 
"  Minerva  Cropper  machines  of  the  PlaintifEs  manufacture,  and  have  advertised 
"and  resold  the  same,  and  parts  for: use  with  or  for  the  repair  of  the  same, 
"  under  their  proper  title  and  designation  of  Minerva  or  Cropper  machines  or 
"  parts  for  same.  Save  as  aforesaid,  l^e  Defendants  have  never  used  the  terms 
10  "  Minerva  or  Cropper  as  alleged,  or  at  all."  By  paragraph  5,  the  Defendants . 
denied  the  matters  set  out  in  paragraph  13  of  the  Amended  Statement  of  Claim 
(ante  paragraph  9).  "  (6)  The  Plaintiffs  with  full  knowledge  that  the  Defendant 
^'  Company  has  continuously  and  largely  since  1894  carried  on  its  business 
**  under  its  name  of  Cropper^  Charlton  and  Co.  Ld.^  and  has  continuously  and 

15  "largely  advertised  its  printing  machines  under  the  name  of  '  Cropper-Charlton  * 
"  machines,  has  stood  by  and  taken  no  action,  and  by  such  conduct,  and  by. 
"  abstaining  from  asking  for  the  relief  now  sought  in  the  action  in  paragraph  11 
"  set  out  (ante  paragraph  8),  the  Plaintiffs  are  estopped  from  seeking  any 
"  relief  such  as  is  sought  in  their;  action.     (7Ji  The  Amended  Statement  of 

20  '*  Claim  discloses  no  cause  of  action,  and  is  frivolous,  vexatious,  and  an  abuse 
"  of  the  process  of  the  Court  and  should  be  dismissed  with  full  costs,  charges, 
"  and  expenses,  between  Solicitor  and  Client.  (8)  The  term  *  Cropper«Charl<K)n,* 
"  as  applied  to  printing  machines,  means  and  means  only,  and  has  so  meant. 
"  for  many  years,  printing  machines  of  the  Defendant  Company's  manufacture 

25  "  and.no  others." 

The  action  came  on  for  trial  before  Mr.  Justice  Farwbll  on  the  29th 
March  1906. 

Upjohn  K.C.,  and  Philter  (instru^eted  by  Fetch  and  Co.)  appeared  for  the 
PlaintiflEs;   Arthur    Powell  K.Q.,  and  A.  J.  Walter  (instructed  by  Oribhle 

30  and  Go.^  agents  for  Johnstone  and  Williams  of  Nottingham)  appeared  for  the 
Defendants. 

Schiller  opened  the  Plaintiffs'  case. — The  Plaintiffs  say  that  the  word 
"  Cropper"  designates  machines  o|  . their  manufacture.  They  complain  of 
the  use  of  that  name  by  the  Defendsirnts  in  connection  with  platen  machines. 

35  John  and  H.  8.  Cropper  were  the  patentees  of  the  original  platen  machine. 
They  introduced  it  into  England  in  1865,  and,  in  partnership  with  a  Mr.  Samuel 
Thacker^  exploited  it  successfully. ,.  In  the  Seventies  it  was  extensively 
advertised  by  the  firm,  and  it  was  much  favoured  by  the  printing  trade.  The 
business  was  carried  on  at  one  period  in  the  name  of  H,  S,  Cropper  and  Co.^ 

40  and  subsequently  by  H.  S.  Cropper  and  Co.  Ld.  In  1893  a  compulsory 
winding  up  Order  was  made  against  H.  8.  Cropper  and  Go.  Ld.  Two  sons 
of  Mr.  Samuel  Thacker-  purchs^sed  ^om  the  Liquidator  the  goodwill  of  H.  S. 
Cropper  and  Co.  Ld.  Early  in  1894  t^ey  took  possession  of  the  Minerva  Works, 
Nottingham,  where  H.  8.  Cropper  af^d  Oo.  Ld.  had  carried  on  business.    In 

45  the  same  year  8.  H,  Cropper  (the  son  of  H.  8.  Cropper ,  the  patentee),  in- 
conjunction  with  the  ,  Defendants  Bf^le  and  Charlton  commenced  to  carry ' 
on  bosiness  as  the  Cropper  Ma^chine  Co.y  and  issued  advertisements  ui^der  that 
style.  The  Thackers  at  once  commenced  an  action*  claiming  an  injunction 
to  restrain  the  use  of  the  name  "  Crqpper."    Romer  J.,  who  tried  the  actioUj 

50  came  to  the  conclusion  that  the  Thackers  had  established  their  case,  and  that 
the  word  "Cropper"  designated  an^  meant  in  the  trade  platen  machines 
manufactured  by  them  and  their  predecessors  in  title.  Subsequently,  8.  H. 
Cropper f  Hole^  and  Charlton  registerecl-themselves  as  a  Limited  Company  under 
the  title  of  Crqpper^  Charlton  and  COi,  Ld^     Carrying  on  business  under  that 
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gtyle  they  have,  by  means  of  advertisements,  endeavoured  to  get  round  the 
injunction  granted  by  Eomer  J.  [Counsel  produced  and  referred  to  k  number 
of  advertisements,  which  were  subsequently  put  in  and  are  referred  to  in 
the  Judgment.] 

The  following  witnesses  were  called  for  the  PlaintiflPs  '.--^ohn  Esson,  printers'  5 
engineer,  London  ;  A,  J,  Parker,  printers*  engineer,  London  ;  E.  W.  Ullmer  of 
the  firm  of  Ullmer  and  Co.,  printing  engineers  and  printing  machine  makers  ; 
L.  Saunders,  a  member  of  the  firm  of  Saunders  and  Co.,  printers,  of  Manchester ; 
£r.  A.  Chalfont,  printer,  of  London  ;  T.  W.  Holhrow,  printers'  valuer  and  agent, 
of  London  ;  T.  Nunn,  printers'  overseer,  of  London  ;  Adolph  Aufholz,  printer  10 
and  ticket  vnriter ;  TJws.  Pimm,  printer ;  B.  Caffry^  printer ;  T.  J.  Deunck^ 
printer ;  Jam^  Roberts,  commission  agent,  of  London  ;  William  Saunders^ 
printer  ;  H.  H.  Fleming,  printer ;  and  A.  R.  Tibbie,  printer. 

Upjohn  K.C.  summed  up  the  Plaintiffs'  evidence,  and  referred  to   North 
Cheshire  and  Manchester  Brewery  Co.  Ld,  v.  Manchester  Brewery  Co.  Ld.  15 
(L.R,  (1899),  App.  Cas.,  83). 

Powell  opened  the  Defendants'  case.  The  case  of  the  Plaintiffs  is  supported 
by  evidence  of  the  flimsiest  nature.  The  Defendants  are  the  successors  of  a 
firm  which  consisted  of  Mr.  H.  S.  Cropper,  Mr.  Charlton  and  Mr.  Hole.  Clearly 
the  Plaintiffs  cannot  stop  the  Defendants  trading  in  their  own  name  so  long  as  20 
they  do  not  deceive  people  by  saying  that  they  are  the  original  Croppers.  The 
Plaintiffs  have  made  out  no  case,  but  the  Defendants  are  anxious  to  give 
evidence  to  refute  the  charge  of  deception  suggested  by  the  Plaintiffs. 

The  following  witnesses  were   called   for  the  Defendants : — Alfred  Best, 
London,   manager   of  the  firm  of  Cropper,  Charlton  and  Co.  La. ;  F.    W.  25 
Hemmings,  foreman  compositor,  of  Hicks,  Robinson  and  Sons,  Printers ;  and 
C.  A.  Charlton,  director  of  the  Defendant  Company. 

Powell  summed  up  the  Defendants'  case  and  cited  Ihirton  v.  Iktrton  (L.R.  42, 
Ch.  D.  128)  and  Burgess  v.  Burgess  (3  De  G.,  M,  and  G.,  896). 

Upjohn  K.C.  replied.  30 

Farwbll  J. — ^The  Plaintiffs  sue  Cropper,  Charlton  and  Company  Ld.,  and 
Messrs.  Charlton,  Hole  and  Newstead,  and  ask  for  an  Injunction.  The  three 
last-named  gentlemen  are  made  Defendants  on  the  mere  allegation  that  they  are 
Directors.  In  my  opinion  this  is  entirely  contrary  to  practice,  and  it  is  quite 
wrong.  If  an  injunction  goes  against  the  Limited  Company,  it  goes  in  terms  to  35 
restrain  the  Company,  its  Directors,  servant-s  and  agents;  and  it  is  merely 
oppressive  to  add  as  Defendants  individuals,  against  whom  you  make  no  specific 
allegations  at  all  except  that  they  are  Directors.  In  any  case,  whatever  had 
happened,  I  should  have  had  to  direct  the  Plaintiffs  to  pay  the  costs  so  for  as 
they  have  been  increased  by  adding  these  gentlemen  as  Defendants.  40 

Then  the  Plaintiffs  allege  that  the  Defendants  have,  both  before  and  since  a 
consent  Order  for  an  Injunction  in  February,  1905,  **  issued  or  caused  to  be 
*^  issued  advertisements  in  connection  with  platen  printing  machines  describing 
*^  the  same  as  ^  Cropper-Charlton  Platens,'  and  have  used  and  are  using  the 
"  words  *  Cropper '  and  '  Minerva '  in  connection  with  their  business  of  i5 
<*  manufacturing  and  selling  platen  printing  machines,  and  are  selling  and 
**  advertising  for  sale  their  platen  printing  machines  as  '  Cropper '  machines  or 
***  Cropper' platens,  and  the  parts  thereof  under  the  name  of  *  Cropper'  and 
**.  *  Minerva,' "  and  then  they  say  that  that  is  calculated  to  deceive.  So  far  as 
<<  Minerva  "  is  concerned,  there  has  not  been  a  word  of  evidence  tendered  in  50 
support  of  that  charge,  and  that  has  gone. 

With  regard  to  the  rest  of  the  case,  I  must  enter  a  little  in  detail  into  the 
history  because  from  one  or  two  points  of  view  the  case  seems  to  me  to  have  some 
little  importance.    I  have  taken  some  of  the  facts,  which  I  am  now  going  to  state. 
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from  Mr.  8chiUer*8  opening^  which,  I  think,  the  Plaintiffs  cannot  object  to,  and 
from  the  Pleadings  in  two  prior  Actions,  which  were  handed  in,  and  to  which 
also  the  Plaintiffs  cannot  object.     This  is   only  historical,  bat  it  has,  to  my 
mind,  a  bearing  on  the  case.     Two  brothers,  John  and  H.  8.  Cropper,  about 
5 .1866  pe^tented  a  machine,  the  invention  being  one  communicated  from  America. 
It  was  a  platen  machine  which  was  described  by  one  of  the  Plaintiffs.     I 
understand  it  to  be  a  printing  machine  having  flat  plates  against  the  top,  coming 
down  horizontally  or   vertically ;    the    other  type  of  printing    machine    is 
cylindrical.    All  these  platen  machines  are  of  a  very  light  type,  and  are  worked 
10  with  a  treadle.    This  Patent  expired  in  1880.    The  machine  made  under  it  was 
called  first  the  •*  Minerva,"  then  the  "  Cropper,"  and  theA,  indifferently,  the 
"Minerva"  or  "Cropper."    It  is  difi&cult  to  say  which  name  really  prevailed  ; 
they  are  interchangeable  to  a  great  extent.    Ordinarily  speaking,  when  a  man  has 
a  Patent  and  puts  the  machine  on  the  market  which  is  knovm  as  a  patented 
15  article  by  that  name  and  no  other,  it  is  almost  impossible  for  him  afterwards 
to  get  any  further  monopoly  by  using  the  name.    I  am  not,  of  course,  for- 
getting the  Singer  Cases  where,  although  you  could  not  get  the  monopoly  of 
the  name,  you  might  restrain  people,  on  the  facts  of  the  case,  from  trading  so  as 
to  induce  a  false  belief*     In  this  particular  case  the  original  Croppers  sold  their 
20  business  in  1892  to  H.  8.  Cropper  and  Co.  Ld.     That  Company  failed  ;  it  went 
into  liquidation,  and  was  wound  up  in  1893.    The  two  Defendants,  Messrs. 
Charlton  and  Hole  and  their  original  partner,  Mr.  Cropper,  had  been  in  the  old 
firm  and  in  the  old  Company  for  a  considerable  number  of  years.     The 
liquidator  in  the  liquidation  sold  to  the  Plaintiffs'  predecessors  such  right  as  he 
25  had  to  the  use  of  the  name  "  Cropper,"  and  the  Defendants  in  1894  traded 
under  the  name  of  the  Cropper  Machines  Company.     Now  so  far  as  I  can  see, 
having  read  Lord  Justice  Rotner^s  Judgment,  when  the  case  came  before  him,  I 
think  the  Defendents  had  a  very  considerable  excuse  for  their  belief  that  they 
were  entitled  to  use  the  name  of  the  Cropper  Machines  Company.     It  is  to  be 
30  observed  that  there  are  a  great  number  of  these  machines,  which  I  will  call 
shortly,  platen  machines — between  50  and  100  different  sorts — ^and  the  particular 
machines  which  the  Plaintiffs  had  made  under  this  Patent,  and  which,  of 
course,  everyone  else  was  entitled  to  make  directly  the  Patent  expired,  got  to  be 
known  as  *^  Croppers,"  and  the  Defendants  thought  that  they  were  entitled  to 
35  call  them  "Cropper  Machines"  and  make  **  Croppers."      The  learned  Judge 
took  the  view — ^and,  of  course,  I  am  accepting  his  decision — that  the  Plaintiffs 
had   ^'a  right  to  t^e  trade    name  ^Cropper'  as  applied  to  those  machines 
*•  which  they  bought,  and  which  they  were  going  to  manufacture,  and  are 
"  manufacturing,  and  the  sole  right  to  the  trade  name,  and  the  sole  right  to  sell 
40  **  machines  which  they  boaght  and  which  they  are  manu^turing  and  selling 
**  under  that  designatioD."     He  went  on  to  say,  **  In  order  to  prevent  mis- 
^*  understanding  I  think  it  right  to  say  that  the  Plaintiffs  are  not,  in  my 
**  opimon,  entitled  to  trade  simpliciter  in  the  name  of  the  Limited  Company, 
*^  but  they  are  entitled  to  trade  as  successors  of  the  Company  of  that  part  of 
45  **  the  business  I  have  indicated,  and  therefore  entitled  to  say  that  they  and 
/*  they  alone  had  acquired  that  right  to  the  Limited  Company's  business."    Now 
it  appears  to  my  mind,  at  any  rate,  to  be  perfectly  obvious  that  when  a 
particnlar  machine  which  is  not  protected  by  Patent  has  acquired  a  reputation 
becaase  it  is  the  make  of  a  particular  individual  maker,  when  that  maker  is  not 
50  only  dead,  but  there  is  no  pretence  for  saying  that  there  is  any  continuation  of 
his  firm,  but  all  that  has  happened  is  that  his  firm  has  mei^ed  into  a  Limited 
Company,  which  has  failed  and  been  wound  up,  and  the  Liquidator  has  sold  such 
rights  as  he  had  to  a  new  Company  or  to  other  individuals — ^to  my  mind  it  does 
appear  that  the  learned  Judge  was  well  founded  in  saying  that,  in  order  to 
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prevent  miBnnderstianding,  he  thought  ft  right  to  point  oat  the  Itmits  of  what 
the  Plaintiffs  had  acqnired.    It  is  really  misleading  to  the  public  at  large  for  a 
lAan,  who  has  bought  from  a  Liquidittor  in  this  way,  to  say  more  than  that  he 
is  the  successor  of,  or  has  acquired  the  right  to  use  the  name  of  the  Limited 
Company.    He  is  not  the  original  Oor&pftny  and  he  has  no  business  to  say  so.  5 
In  this  particular  case  the  Plaintiffs  ptJt  in  the  forefront  of  their  advertisements 
that  they  are  the  old  and  original  firm,  ih  the  fbce  of  the  warning  of  the  Lord 
Justice.    That  appears  to  me  to  be  a  material  misrepresentation,  which,  I  should 
liave  thought,  was,  by  itself,  suffidient  to  disentitle  them  to  any  injunction  which 
they  were  otherwise  entitled  to.     I  quote  from  Lord  Westbuf'y  in  the  Leather  10 
Gloth  Company  v.  Am^eHcan  Leather  Oloth  Company  (4  D'e  Gtex,  Jones  and 
Smith,  page  142),  "  When  the  owner  of  a  trade  mark  applies  for  an  Injunction  to 
"  restrain  the  defendant  from  injuring  his  property  by  making  false  representa- 
**  tions  to  the  public,  it  is  essential  that  the  plaintiff  should  not  in  his  trade  mark, 
**  or  in  the  business  connected  with  it,  be  himself  guilty  of  any  false  or  mislead-  15 
**  ing  representation ;  for,  if  the  plaintiff  makes  any  material  false  statement  in 
"  connection  with  the  property  he  seeks  to  protect,  he  loses,  and  very  justly,  his 
"  right  to  claim  the  assistance  of  a  Court  of  Equity.'*    He  must  come  there  with 
clean  hands.    In  this  case  the  Plaintiffs  have  deliberatel^y  put  on  advertisement 
after  advertisement,  that  they  are  the  old  and  original -firm,  and  they  ha^e  stated  20 
in  one  of  the  advertisements  that  they  have  carried  it  on  for  50  years  (I 
think  it  is),  the  Company  having  been  incorporated  in  1895.    It  is  quite  true 
that  in  this  particular  advertisement  which  I  have  before  me,  in  the  ^  Printers' 
Register  "  of  December  6th,  1899,  there  is,  in  the  centre,  a  triple  disc — three    , 
small  discs  which    are  not  very  easy  to  read,  and  in  faint  letters  under-  SS 
neath  '^  Successors  to,"  but  the  thing  that  catches  the  attention  of  the  reader, 
and  the  thing  that    is  intended    to    catch  his  attention,  is  the  misleading 
expression,  "  The  old  and  original  firm."    I  think  the  Plaintiffs  will  do  well  to 
alter  that  advertisement  before  they  come  into  this  Court  and  attempt  to  obtain 
an  Injunction  against  anybody  else.  30 

The  Plaintiff  Company  was  incorporated  in  1895.  The  Defendant  Company 
was  also  incorporated  about  that  date,  but  the  gentlemen  who  incorporated  it 
had,  before  that  date,  been  carrying  on  the  business  of  making  these  platen 
machines.  They  were  entitled  to  make  exactly  th^  same  machines  as  the 
Plaintiffs  made.  They  were  not  entitled  to  call  those  machines, 'when  they  35 
had  made  them,  "Cropper,"  but  there  ate  a  great  number  of  these  machines 
which  are  all  called  platen.  The  Cropper  is  one  of  the  sorts  of  platens. 
Unfortunately  it  is  quite  clear  on  the  evidence,  that  although  people  in  the 
trade  know  that  a  Cropper  machine  means  a  machine  made  by  the  original 
Cropper  or  by  the  Plaintiffs  as  their  successors,  there  are  numbers  of  people—  iH 
workmen  certainly — ^who  regard  **  Cropper "  as  a  generic  term,  and  it  is  ased 
as  a  generic  term,  in  the  sense  that  "  Cropper-hands  "  are  commonly  advertised 
for,  and  people  very  often  speak  of  "  Croppers  "  when  they  mean  any  sort  of 
platen.  The  Defendants,  however,  very  rightly,  do  not  suggest  that  they  have 
any  right  to  use  the  name  **  Cropper  "  and  they  do  not  set  up  any  such  case  at  45 
all.  I  am  proceeding  upon  the  footing  that  the  Defendants  are  not  entitled  to 
use  the  word  ♦* Cropper"  so  as  to  lead  to  the  belief  that  they  have  anything  to 
do  with  the  old  firm  of  Cropper  or  the  present  Plaintiffs.  I  should  say  that 
the  Defendants  as  well  as  the  Plaintiffs  have  carried  on  this  business  of  making 
printing  machines  since  1895 — advertising  them,  almost  side  by  side,  in  the  50 
same  Trade  Journals  ;  exhibiting  at  the  same  exhibitions  close  to  one  another^— 
and  that,  after  the  lapse  of  nearly  11  years,  the  Plaintiffs  have  the  courage  to 
come  here  and  ask  to  restrain  the  Defendants  from  using  their  own  name. 
Such  an  application  I  do  not  remember  ever  to  have  heard,  after  the  lapse  of 
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11  years,  when  there  has  been,  so  far  from  any  deception,  a  well-known  rivalry 
between  the  two,  both  the  firms  being  at  least  equally  well  known  m  the  tradel 
I  have  had  it  in  evidence  that  Mr.  Charlton's  name  is  well  known  all  over 
Englatid ;  he  travels  all  over  England,  and  Cropper-Charlton  is  well  known  as 
5  a  ^jtvcL  of  high  repute. 
"  The  first  case  put  forward  in  the  opening  was  these  advertisements,  and 
Mr.  Upjohn^  in  his  reply,  relied  more  on  these  advertisements  than  on  anything 
else.  So  far  as  I  am  able  to  see,  the  gist  of  the  complaint  is  this — down  to 
April  1905  the  Defendants'  advertisements  appeared  as  Cropper^  Charlton  and  Co.^ 

10  />aL,  and  then  there  came  the  *' Oropper-Charlton  Jobber,"  the  "Franklin 
"  Guillotine,"  and  the  "  Franklin  Peerless,"  and  so  on,  but  in  April  1905  they 
altered  the  form  to  this,  •*  Cropper-Charlton  Platen,"  "  Cropper-Charlton 
^  Jobber,"  **  Cropper-Charlton  Improved  Franklin,"  **  Franklin  Cropper- 
-Charlton Acme,"  and  it  is  said  that  there  is  some  deep  design  of  deception  under- 

15  lying  the  omission  of  the  words  "  &  Company,  Limited,"  and  the  application  of 
the  words  "Cropper-Charlton"  to  "Platen."  Now  I  have  already  said  that 
Cropper^  Charlton  and  Co.  do  make  platens;  the  "Franklin"  is  their 
own  particular  make ;  so  is  the  "Acme,"  and  so  is  the  "  Peerless."  Those  are 
all  platens,  and  they  are  all  made  by  Cropper^  Charlton^  and  all  properly  called 

20  Orox>per-^Charlton  Platens.  What  ground  of  complaint  there  is  in  that  I  am 
really  at  a  loss  to  understand,  but  the  Plaintiffs  are  driven  to  such  straits  that 
titiey  have  actually  made  as  a  ground  of  complaint  the  fact  that,  on  March  15th 
1906,  under  the  word  "Cropper"  there  ap»ars  a  black  line ;  and  the  printer 
had  to  be  called,  and  he  was  actually  croaPe^camined.at  some  length,  when  he 

25  explained  that  this  was  simply  a  lead  going  up,  as  I  should  have  thought  any- 
body could  have  seen,  and  that  it  is  a  thing  which  happens  very  frequently, 
and  ie  a  pure  accident.  Fortunately  the  order  could  be  produced  from 
which  this  was  repeated,  and  it  is  quite  plain  that  nobody  intended  to  make  any 
line  underneath  that.    The  advertisements  appear  to  me  to  be  perfectly  proper, 

30  innocent  and  harmless  advertisements.  Every  machine  made  by  Cropper^ 
OharUon  and  Co.  has  on  it,  in  letters  which  are  legible  even  in  these  small 
advertisements,  Cropper ^  Charlton  and  Co. 

The  next  straw  upon  which  the  Plaintiffs  seized  was  a  letter  addressed  to  the 
Begistrar  of  Joint  Stock  Companies  in  1893,  in  which  it  appeared  that  the  phrase, 

35  **  Cropper-Charlton  "  was  broken  up,  so  that  the  word  "  Cropper '*  stood  in 
inverted  commas  instead  of  "  Cropper-Charlton,"  and  this  was  said  to  show  a 
dark  design.  I  suggested  to  Mr.  Upjohn  that  he  had  not  made  anything  of  the 
ftet  that  in  looking  through  these  advertisements  I  observed  that  Gropper- 
Gharlton  is  put  in  double  inverted  commas  in  many  of  them,  but  in  half-a- 

40  dozen  or  so  there  is  only  one  inverted  comma  before  "  Cropper."  He  does  not 
make  any  point  of  that,  and  I  really  think  he  might  almost  as  well  have 
done  so.  It  is*'  perfectly  obvious  that  it  is  a  printer's  slip,  just  as  the  omission  of 
one  of  the  two  inverted  commas  in  those  advertisements  was  also  a  printer's 
•slip.    That  is  the  class  of  evidence  which  is  put  forward  as  the  documentary 

45  efvidenoe  In  support  of  the  Plaintiffs*  case. 

Now  when  I  come  to  the  oral  evidence  it  appears  to  me  to  be  oijually  flimsy.  I 
was  obliged  to  rule,  when  Mr.  Schiller  began  to  examine  his  first  witness,  in 
accordance  with  the  Lord  Chancellor's  directions  in  the  Manchester  Brewery 
-Oampany's  case,  which  Mr.  Upjohn  has  referred  to  for  another  purpose.-  His 
'50  Ijordship  said  :  "  Is  this  name  so  nearly  resembling  the  name  of  another  firm 
'*•  aa  to  be  likely  to  deceive  ?  That  is  a  question  upon  which  evidence  of  course 
**  might  be  given,  as  to  whether  or  not  there  was  another  brewery  either  in  the 
^  one  place  or  in  the  other,  or  whether  there  were  several  breweries  nearly 
^'  teaembling  it  in  name ;  what  the  state  of  the  trade  was ;  and  whether  there  was 
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^^  any  trade  name ;  all  those  are  matters  which  are  proper  to  be  dealt  with  upon 
"  evidence ;  but  upon  the  one  question  which  your  Lordships  have  to  decide, 
**  whether  the  one  name  is  so  nearly  resembling  another  as  to  be  calculated  to 
**  deceive,  I  am  of  opinion  that  no  witness  would  be  entitled  to  say  that,  and  for 
"  this  reason :  that  that  is  the  very  question  which  your  Lordships  have  to  5 
•.*  decide."  I  have  already,  in  Swan  and  Edgar's  case,  followed  that,  and  I  do 
not  think  that  a  Judge  is  justified  in  disregarding,  a  statement  of  that  sort 
made  in  the  highest  Court  of  the  Realm.  Therefore,  I  prevented  Mr.  Esson 
from  giving  his  views  as  to  what  would  be  likely  to  be  the  effect,  on  the 
general  public,  of  these  advertisements,  or  of  any  of  the  other  matters  which  have  10 
been  put  before  the  Court. 

Well,  Mr.  Essony  having  been  disappointed  of  giving  his  views  as  to  the 
general  public,  of  course  said  he  would  not  mistake  a  Cropper-Charlton  for  a 
Cropper,  and  then  he  proceeded  to  tell  me  also  the  various  different  forms  of 
platens.  Mr  Esson  was  a  good  witness  enough,  and  obviously  favourably  15 
disposed  towards  the  Plaintiffs.  I  have  nothing  to  say  against  his  evidence, 
such  as  it  was,  but  it  comes  to  nothing. 

Then  Mr;  Parker  was  the  next  witness.    I  have  nothing  to  say  against  him 
also.    He  said,  ^^  I  should  know  a  Cropper-Charlton  to  be  theirs  because  I  am 
'*  bound  to  believe  my  own  eyes."    I  should  think  so  too.    It  seems  to  me  that  20 
he  used  a  very  happy  phrase ;  anybody  who  uses  his  own  eyes — and  after  all 
vigilantibus  non  chrmientibus  servit  lex — can  see  for  himself  that  a  Cropper- 
Charlton  is  a  Cropper-Charlton  and  not  a  Cropper.    The  next  was  Mr.  Ullmer^ 
he  also  told  me  he  knew  that  the  tl&^o  firms  were  perfectly  distinct  and  that  he 
had  known  them,  I  think,  for  years  ;  and  he,  also,  would  not  be  deceived.    The  25 
general  knowledge  of  the  trade,  as  to  the  meaning  of  the  name,  is  really  not  in 
dispute,  because,  the  Defendants  concede  to  the  Plaintiffs  that  they  have  the 
right  to  use  the  name  *'  Cropper  "  as  applied  to  these  machines.    The  next  witness 
was  Mr.  Holbrough^  who  said  that  "  Cropper  "  is  often  used  in  a  generic  sense 
for  that  particular  class  of  machine.    He  said — "  1  have  known  workmen  call  it  30 
**  so  ;  a  person  in  the  trade  would  mean  the  Plaintiffs'  manufacture,  but  a  person 
"  who  did  not  know  anything  about  it  would  use  '  Cropper '  for  that  sort  of 
**  machine."     That   evidence   is   material  in  this  way,  that  it  is  exceedingly 
difficult,  if  you  have  got  a  word  like  "Cropper"  protected   by  injunction, 
not  to  do  injustice  by  enforcing  that  injunction  strictly,  when  the  general  35 
knowledge  of  the  world,  as  distinct  from  the  knowlege  of  the  trade,  is  not  the 
same.    The  world  at  large  does  not  know  "  Cropper  "  as  the  Plaintiffs*  manu- 
facture ;  the  trade  does,  and  it  is  very  difficult  for  people  trying  to  do  business 
honestly,  as  I  have  no  doubt  the  Defendants  are,  when  they  are  asked,  as  in  one 
or  two  letters  I  have  seen,  about   Cropper  Platen  Machines,  to  realise  that  40 
anything  is  wanted— if  the  particular  writer  knows  what  he  is  writing  about — 
except  a  platen.    So  far  as  I  have  seen  from  their  correspondence,  the  Defen- 
dants have  never  represented  themselves  as  making  Croppers.    Two  letters, 
and  two  only,  I  think,  were  put  to  Mr.  Charlton,  in  which  he  did  not,  in  termis 
say,  "  N.B.,  We  are  not  Croppers,"  but  he  sent  his  list  of  illustrations,  which  is  45 
the  thing  he  was  asked  for  by  the  writer  in  the  letter,  and  this,  on  the  face  of  it, 
showed  clearly  he  was  Cropper-Charlton,  and  not  Cropper.    Perhaps  it  would 
have  been  better,  and  perhaps  in  future  he  will  tell  people  he  is  not  Cropper 
at  all.    He  says  he  does  not  want  to  be  confused  with  them.    I  quite  accept  it. 
Perhaps  he  will  go  a  little  further  than  he  has  done.     I  observe  in  several  50 
letters  he  has  said,  ^<  We  are  not  the  original  firaa,"  and  he  has  gone  so  far  as  to 
send  letters  on  to  them. 

So  much  for  the  general  evidence  of  the  trade.    Then  I  come  to  the  two 
particular  instances.    There  is  a  Mr.  Chalfont. .  He  told  me  this— he  thought 


u 


Vol.  XXIII.,  No.  18.]      AND  TRADE  MARK  CASES.  397 

Cropper  Minerva  Machines  Company  Ld.  v.  Cropper^  Charlton  and 
Company  Ld.  and  Otiiers, 


the  old  firm  had  gone,  he  wanted  some  repairs  done,  and  he  accordingly  looked 
over  some  advertisements  and  found  the  name  of  Cropper-Charlton^  the  only 
Cropper  that  he  could  find,  and  he  thought  it  was  the  old  firm.  That  was  in 
1898, 1  think.  We  are  now  in  1906,"  and  this  is  rather  ancient  history.  The 
5  thing  is  extremely  slight.  So  far  as  I  see  the  Defendants  did  nothing 
whatever  to  induce  any  deception.  Mr.  Chalfont  knew  that  Cropper  and  Co. 
had  feiled,  and  he  therefore  knew  that  the  old  firm  had  gone.  They  might 
have  had  successors  and  he  said  he  thought  that  this  was  the  same  firm  revived. 
I  do  not  see  that  the  Defendants  are  in  any  way  responsible  for  what  he  thought. 

10  At  any  rate  this  is  a  solitary  instance  eight  years  ago,  and,  to  my  mind,  it  really 
comes  to  nothing  at  all.  The  evidence  of  Mr.  Nunn,  the  next  witness,  also 
came  to  nothing  at  all.  It  was  perfectly  obvious  that  his  proof  did  not  resemble 
anything  he  said  in  Court.  I  will  pass  him  by.  Then  there  was  Mr.  Aufholtz. 
He  called  at  the  Defendants'  place  of  business  in  August  1905,  and  saw  Mr. 

15  Beat^  and  asked  to  see  a  machine  of  Cropper ;  he  said — "He  showed  me  some 
"  second-hand  '  Croppers '  :  I  do  not  know  whose  make  they  were.  I  asked  to 
"  see  a  new  one  and  he  showed  me  a  new  one  and  explained  it  to  me.  I  asked 
'•  if  it  was  a  *  Cropper.'  He  said — '  All  the  Croppers  are  dead,  and  all  the 
"  machines  made  by  them,  that  is  by  us,  are  far  superior  to  Croppers.'    Nothing 

20  **  more  was  said."  Now  if  I  accepted  that  evidence  as  it  stood,  there  is  certainly 
no  representation  that  the  Defendants'  firm  is  the  Plaintiffs'  firm,  but  it  would 
not  have  been  a  proper  thing  to  say,  because  a  statement  that  all  the  Croppers 
were  dead,  would  lead  to  the  belief  that  there  was  no  such  firm  in  existence. 
But  Mr.  Be»t  absolutely  denies  it,  and  I  accept  Mr.  BeeVs  testimony.    As  for 

25  Ml".  jPeroni  with  his  story  about  the  exhibition,  again  I  believe  Mr.  Best.  I  do 
not  believe  Mr.  Peroni.  The  next  is  Mr.  Pimm.  This  shows  the  straits  to  which 
the  Plaintiffs  are  put  to  get  evidence.  They  have  gone  back  to  1897  and  1898. 
Mr.  Pimm  said—"  I  wrote  a  letter  to  Messrs.  H.  S.  Cropper  and  Co.,  *  Please 
"  •  repair  side  of  Foolscap  Cropper  herewith  and  if  beyond  repair '  "  do  some- 

30  thing  or  other.  "  I  addressed  it  to  Cropper  and  Co.^  because  I  could  not  find 
**  H.  8.  Cropper  and  Co.'s  name  in  the  Directory.  I  meant  it  for  the  successors 
'*  of  H.  S.  Cropper  and  Co.  I  knew  vaguely  something  had  happened  to  H.  8. 
**  Cropper.  I  cannot  be  sure."  This,  as  I  say,  is  in  1897.  I  do  not  see  how  the 
Defendants  can  be  expected  to  rake  up  ancient  history  like  this  and  meet  such 

^  vagne  charges  as  these  ;  at  any  rate  the  man  said  he  addressed  the  letter  to 
Oropper-CharlUm  and  Co.^  although  he  said  he  vras  not  quite  sure  whether  he 
had  not  put  Cropper  and  Co.  on  the  letter  and  then  gone  to  look  at  the  Directory. 
The  inference  I  should  draw  would  be  that  when  he  found  by  looking  in  the 
Directory  that  he  had  not  got  the  proper  name,  he  would  put  the  proper  name 

*0  on  it  by  adding  Charlton  and  Co.  At  any  rate  I  think  that  case  comes  to 
nothing  at  all.  Then  there  is  Mr.  Dewick  in  1902  and  1903.  I  think  Mr.  Powell 
very  wisely  did  not  consider  it  worth  his  while  to  call  any  evidence  to  contradict 
what  was  said  by  him.  It  is  quite  plain  on  the  evidence  in  chief  given  by  Mr. 
Deunck  that  what  he  was  told  was  that  the  Defendants'  machines  were  better 

^  than  Croppers  because  they  were  made  on  time  and  Croppers  were  made  on 
piece.  To  say  there  was  a  representation  there  that  the  Defendants'  machine 
was  the  Plaintiffs'  machine  is  absurd.  Then  there  was  Mr.  Roberts,  who 
sold  printers'  ink  and  accessories  to  printers'  machines  on  commission.  He  is  a 
gentleman  who  has  no  place  of  business,  but  he  has  one  room  in  the  Oray's  Inn 

50  Road,  and  he  has  ow^  the  Defendants  money  for  a  great  many  years.  He  has 
given  his  views,  but,  inasmuch  as  he  said  in  re-examination  it  was  not  necessary 
to  distinguish  the  kinds  of  machine  for  the  purposes  of  his  business,  It  appears 
to  me  his  evidence  is  not  worth  much,  and  I  place  no  reliance  upon  him  at  all. 
I  think  Mr.  Saunders  was  the  next,  but,  really,  his  evidence  came  to  nothing  at 
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all.  He  proved  nothing  which  the  PlaintiflPs  can  rely  upon.  Mr.  Fleming  was 
rather  a  better  class  of  witness  than  some  of  the  other  ones.  He  said:  ^  I  have 
*'  known  the  two  firms  for  several  years.  *  Cropper-Oharlton's  Jobber  *  means 
**  a  jobber  made  by  Cropper ^CluirlUm  and  Co. ;  tiie  same  as  with  the  *  Acme.* " 
The  question  was  put  to  him — "  Do  you  know  the  use  of  the  Cropper  EEand  ?  "  5 
and  he  said — "  I  use  it  myself."  Then  he  went  on  to  speak  of  this  generic  term. 
He  did  not  go  quite  so  far  as  the  other  witnesses  as  to  that.  As  regards  Mr. 
Tihhell^  I  think  the  less  I  say  about  him  the  better.  Either  he  was  singularly 
unintelligent,  or  I  really  could  not  accept  his  testimony.  He  was  a  very  bad 
witness  indeed.    That  is  all  the  evidence.  10 

I  am  asked,  on  this,  to  fix  the  Defendants  with  a  charge  of  fraud ;  that  is, 
fraudulently  attempting  to  pass  oflP  their  goods  as  somebody  else^s  goods.  To 
my  mind  the  Plaintiffs  have  brought  an  action  on  the  flimsiest  evidence, 
hoping  to  be  able  to  get  something  out  of  cross-examination.  Mr.  Charlton 
has  gone  into  the  box  and  has  been  cross-examined.  He  has  certainly  given  15 
his  evidence  very  feirly  and  well,  and,  so  far  as  I  see,  there  is  nothing  whatever 
that  he  need  be  ashamed  of.  The  result  is  that  this  action  is  dismissed  with 
costs. 
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In  the  High  Court  of  Justice.— King's  Bbnoh  Division. 
Be/ore  Thb  Lord  Chief  Justice. 

May  25th,  1906. 


Anti-Vibration  Incandescent  Lighting  Company  Ld.  v.  Wholesale 
5  Incandescent  Pittings  Company. 


PaienU — Action  for  infringement. — Issue  of  infringement.^ Judgment  for 
Plaintiffs. 

The  Plaintiffs  brought  an  action  for  infringement  of  Letters  Patent^  the 
validity  of  which  had  been  certified.    The  Defendants  denied  infringement. 

10  Held,  that  the  Plaintiffs  had  proved  infringement.  Judgment  was  given  for 
them  with  ordinary  costs^  the  Plaintiffs  not  pressing  for  solicitor  and  client 
costs. 

The  Plaintiffs  were  the  registered  legal  owners  of  Letters  Patent  (No.  19,462 
of  1894)  granted  to  F.  E.  Nichol  for  an  invention  of  "  Improvements  in  and 

15  '<  relating  to  the  snspension  of  incandescent  gas  lamps." 

The  Claim  was  for  '*  a  gas  burner  fitting  combined  with  a  flexible  connecting 
**  tube  and  suspended  by  one  or  more  elastic  cords  or  springs  connected  thereto, 
^*  all  arranged  substantially  in  the  manner  as  shown  and  described  and  for  the 
**  purpose  as  hereinbefore  set  forth." 

20  The  Complete  Specification  will  be  found  fully  set  out  in  the  report  of  the 
action  of  the  Anti-Vibration  Incandescent  Lighting  Company  Ld.  v.  Crossley 
(28  R.P.C.  157  and  441),  in  which  the  validity  of  the  Patent  was  upheld,  and 
a  Certificate  of  its  validity  having  come  in  question  was  granted. 

The  Plaintiffs  commenced  this  action  for  infringement  of  the  Patent  against 

25  the  Wholesale  Incandescent  Fittings  Company^  and  by  their  Statement  of 
Claim  they  alleged  their  ownership  of  the  Patent,  and  the  grant  of  the 
Certificate  of  validity,  and  they  also  alleged  that  the  Defendants  had  infringed 
the  Patent  in  manner  by  the  Particukirs  of  Breaches  delivered  therewith 
appearing. 
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The  Particalare  of  BreacheB  alleged— a)  that  the  Defendanta  »»d  pnorto 
the  iaaae  of  the  writ  and  subsequently  to  the  date  of  the  Patent  naanuftcturett, 
sold,  offered  for  sale,  and  used  anti-vibrators  for  incandescent  gas  lighting  «>n- 
strncted  in  the  manner  described  in  the  final  Specification  of ^tl^e  Patent  ana 
claimed  in  the  ckiming  clause  thereof  ;  (2)  that  Particulars  of  the  Defendanta  d 
infringements  so  far  as  were  known  to  the  Plaintiffs  were  manufecture  oi  ana 
sale  by  the  Defendants  to  one  W.  D.  Sharp  of  the  «  Fleck  Arms,'  ^^^^^^^ 
Lane,  Leicester,  of  anti-vibration  incandescent  gas  fittings  constructea  as 
aforesaid ;  (3)  that  the  Plaintiffs  were  unable  until  after  discovery  to  give 
further  and  better  Particulars  of  Breaches,  but  would  claim  to  recover  iv 
compensation  in  respect  of  all  infringements  committed  by  the  Defenoants. 

The  Defendants  by  their  Defence  denied  infringement. 

The  action  was  tried  by  the  LORD  Chief  JUSTICE  on  the  25th  of  May  iswo. 

A.  J.  WcUter  and  F.  G.  H.  Sinclair  (instructed  by  Patersona,  Snow,  ^«»a»/» 
and  Kinder,  agents  for  Lupton  and  Fawcett,  of  Leeds),  appeared  ^r  me  i» 
Plaintiffs ;  Morris  Altmann,  who  traded  as  the  WholeacOe  Incandescent  Ftttings 
Company,  appeared  in  person. 

Sinclair  opened  the  Plaintiffs'  case,  and  called  the  following  witnesses,  viz.  :-- 
W.  D.  Sharp,  who  proved  the  sale  mentioned  in  the  Particulars  of  Breaches,  ana 
J.  Swinburne.  ■..     a.-  a 

The  Defendant  alleged  that  he  only  sold  the  parts,  not  the  combination,  ana 
gave  evidence. 

At  the  close  of  the  evidence,  „    . 

Lord  Alvbrstoub  L.CJ.  gave  judgment  for  the  Plaintiffs  for  an  injimc- 
tion,  and  an  inquiry  as  to  damages  ;  a  Certificate  that  the  Particulars  of  Breaches  ^ 
had  been  proved  was  given.     Ordinary  costs  were  given  to  the  ^J^^™* 
solicitor  and  client  costs  were  asked  for,  but  this  was  ultimately  not  pressed. 
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In  thh  High  Oourt  of  Justiob.— Ohakobby  Divisioir. 

Before  Mb.  Justiob  Eekbwigh. 

April  27th,  1906. 

Gawthorp  v.  Mason. 

5      Patent. — Action  for  infringement. — Validity. — Want  of  novelty. — Passing- 
off. — Breach  of  contract. — Apportionment  of  costs. 

Letters  Patent  were  granted  to  the  Plaintiff  in  1901  for  "  An  invention  for 
"  improvements  in  or  relating  to  route  or  destination  and  like  indicators  for 
**  tramcarsj  road  and  other  vehicles;  applicable  also  for  advertising  purposes.^^ 

10  The  Plaintiff  while  retaining  his  rights  to  he  the  sole  manufacturer  of  these 
indicators^  which  were  to  be  known  as  the  '*  Panorama  Destination  Indicators" 
appointed  Defendant  his  sole  agent  in  respect  of  their  sale.  The  Plaintiff 
in  the  action  alleged  that  the  Defendant  had  broken  the  agency  Agreement 
by  devising^  causing  to  be   mxinufacturedy  and  selling  another  destination 

15  indicatory  and  also  by  selling  other  indicators  as  **  Panorama  Destinatton 
"  Indicators "  and  passing  them  off  as  being  the  Plaintiff^ s  indicators  and 
that  the  Defendant  had  infringed  the  Patent.  The  Defendant  denied  the 
infringement^  and  alleged  that  the  Patent  was  invalid  on  the  grounds  of  want 
of  novelty  J  subject-matter^  and  utility.    He  denied  the  passing-off^  but  admitted 

20  selling  indicators  not  of  Plaintiff^ s  manufacture,  pleading  in  jibstification  that 
Plaintiff  had  previously  broken  the  agency  Agreement  by  appointing  other 
persons  to  be  events  for  the  manufacture  and  sale  of  the  said  patented  indicators. 
He  counterdaimedfor  damages  for  such  breach. 

Held,  that  the  Patent  was  invalid  for  want  of  novelty;  that  the  question  of 

25  infringement  need  not  therefore  be  considered;  that  there  had  been  no  passing- 
off^  hut  that  there  had  been  a  breach  of  the  Agreement  by  Defendant^  as  to 
which  an  inquiry  as  to  damages  was  ordered.  Held  also,  that  Defendant 
succeeded  on  his  Counterclaim,  and  vhis  entitled  to  an  inquiry  as  to  damages ; 
ct8  to  costs,  that  the  Defendant   was   entitled  to    have  three  fourths,  and  the 

30  Plaintiff  to  have  one  fourth  with  a  set  off;  the  Plaintiff,  therefore,  was  ordered 
to  pay  half  the  costs  of  the  action. 

On  the  18th  of  November  1901  the  Plaintiff,  AlbeH  Hollas  Gawthorp,  a 

wholeaede  and  retail  sign  writer  and  manufacturer  of  Leeds,   was  granted 

Letters  Patent  (No.  23,283  of  1901)  for  **  An  invention  for  improvements  in  or 

35  ^  relating  to  route  or  destination  and  like  indicators  for  tramcars,  road  and 

^  other  yehicles ;  applicable  also  for  advertising  purposes." 
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The  Complete  Specification  as  amended  was,  so  far  as  material  for  this  report, 
as  follows  : — "  The  object  of  this  invention  is  to  construct  a  simple  and  effective 
"  route  indicator  provided  with  mechanism  and  parts  that  will  permit  of  say, 
"  the  name  of  the  route  or  destination  of,  say,  an  electric  or  other  tram  car  not 
"  only  being  visible  by  day  and  by  night  as  well  as  being  readily  adjusted  to  5 
^'  the  different  stages,  but  parts  thereof  are  also  made  removable  and  inter- 
**  changeable  so  as  to  be  used  with  a  different  tramcar  when  such  are  made  to 
^^  travel  upon  another  route.  The  said  route  indicator  is  capable  of  being 
**  illuminated  by  any  kind  of  light,  but  especially  adapted  for  the  use  of  the 
"  electric  light.  ...  10 

'^  In  the  Drawings  hereunto  annexed,  the  invention  is  illustrated  as  adapted  . 
^^  for  use  on  a  tram  car  but  it  may  also  be  used  for  other  purposes.    Fig.  1. 
"is  a  front  elevation  of   a  route  indicator  constructed   according   to    this 
**  invention    .    .    .    .        ' 

"A  is  a  box  of  any  suitable  size  and  shape,  say,  rectangular,  preferably,  15 
"  though  not  necessarily  so,  with  its  back  higher  than  the  front,  as  shown  in  the 
"  drawings.    The  box  A  is  fixed  to  the  tram  car  in  any  convenient  poeition^say, 
"  for  example,  at  the  ends  thereof,  by  any  suitable  means,  such  as,  wrought  or 
"  cast  iron  brackets  or  supports  (not  shown  in  the  drawings)  to  which  the  box  A 
"  is  bolted  or  scre'#ed.    The  box  A  is  made  of  any  suitable  material,  say,  for  20 
"  example,  wholly  or  partially  of  wood  or  metal,  or  a  combination  of  the  two. 
*^  In  the  drawings  the  box  is  shown  with  a  glazed  front  as  hereafter  described ; 
"  and  its  top  B,  ends  a  a,  and  the  bottom  a}  provided  with  the  projection  a*  are 
"  all  made  of  wood,  whilst  the  back  a*  is  made  of  sheet  iron  a*  fixed  by  screws 
"  to  the  projection  a*  and  ends  a  a  as  shown  at  Fig.  3.    In  some  cases  and  when  25 
**  desired  the  back  a'  may  be  hinged  to  or  made  removable  from  the  box.     The 
"  box  A  at  each  end  thereof  is  bound  with  a  metal  angle  plate  a*  screwed  to  the 
"  ends  a  a  for  strengthening  purposes.    The  plates  a^  are  made  to  pass  down 
"  the  front  of  the  box  at  each  end  thereof  and  under  the  bottom  a}  as  shown  ai 
"  Figs.  1,  2,  and  3.    B  is  ^e  top  of  the  box  which  is  either  hinged  to  the  box  as  30 
"  shown  at  Fig.  «5,  or  made  detachable  and  removable  therefrom  as  shown  at 
"  Fig.  3.    When  the  top  B  of  the  box  is  made  detachable  then  one  or  more 
"  suitable  hooks,— one  hook  C  is  shown  in  the  drawings, — is  or  are  provided 
"  and  fixed  to  one  of  the  ends  of  the  box.    Under  the  hook  C  a  portion  of  the 
^'  top  is  made  to  pass,  whilst  the  opposite  end  of  the  said  top  has  fixed  to  it  one  35 
*^  or  more  bifurcated  plates, — ^adapted  to  engage  with  one  or  more  bolts  jointed 
"  to  the  box  and  armed  with  winged  nuts  for  retaining  it  in  position.     In  the 
*'  drawings  at  Figs.  1  and  2,  one  bifurcated  plate  D  is  shown  fixed  by  screws  to 
"  the  top  B.    With  this  bifurcated  plate  a  bolt  E  hinged  or  jointed  to  the  lugs 
"  F  of  plate  F^  fixed  (by  screws)  to  the  end  of  the  box  as  shown  at  Figs.  1  and  2  40 
^^  is  employed,  and  winged  nuts  O  are  screwed  thereon  and  work  against  the 
"  upper  surface  of  the  plate  D  for  retaining  the  top  B  in  position.    When  the 
"  said  top  is  hinged  as  shown  at  Fig.  5,  to  the  box,  then  springs  (not  shown  in 
**  the  drawings)  may  be  employed  in  place  of  or  in  addition  to  the  jointed  bolts 
*^  with  winged  nuts  for  retaining  the  said  parts  in  position.    The  top  B  is  also  45 
"  provided  with  a  projection  &,  which  is  carried  downwards  over  the  joint,  to 
"  prevent  the  rain  or  damp  entering  the  interior  of  the  box.    The  front  of  the 
^  box  is  glazed  with,  say,  one  or  more  vertical  panes  or  sheets  of  glass  H,  each 
^  mounted  in  a  suitable  metal  or  other  frame  I  adapted  to  slide  in  suitable 
^*  guides  a^  formed  on  or  fixed  to  the  ends  a  a  of  the  box  for  its  or  their  90 
^*  reception.    A  single  pane  H  of  glass  mounted  in  a  frame  I  is  shown  in  the 
*'  drawings.     By  this  means  should  the  glass  become  damaged  or  broken  it  can 
"  be  readily  removed  and  replaced  by  another  glazed  and  perfect  pane,  or  the 
*^  glazed  frame  may  be  placed  in  the  box  of  anotiier  tramcar,  if  so  desired.    The 
*^  box  is  also  provided  with  one  or  more  ventilation  holes  J.    The  number  of  55 
*♦  these  holes  vary  as  circumstances  require.    Within  the  box  A  and  behind  its 
^  glazed  frame  T,  wliich  forms  the  front  of  the  box,  are  mounted  two  horizontal 
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**  wood«n  OP  other  rollers  K  L,  provided  with,  say,  metal  ends.  The  rollers 
^  E  L  are  arranged  at  a  suitable  distance  apart  and  one  above  the  other,  as 
^  shown.  The  axles  of  the  bottom  roller  K  are  made  to  rotate  in  fixed  bearings 
**  f drmed  in  the  ends  a  a,  and  the  roller  is  provided  with  a  longitudinal 
*  "  groove  k  over  which  are  made  to  pass  a  number  (say,  three  or  more)  of 
^  catches  or  clips  M.  The  axles  of  the  top  rollers  L  are  mounted  in  slotted 
*<  bearings  N  (Fig.  1),  also  formed  in  ends  a  a,  and  arranged  to  communicate 
^  with  the  upper  edge  of  the  said  ends  so  as  to  permit  of  the  said  roller  being 
**  readily  removed  from  the  box  whenever  it  is  desired  to  replace  it  with 

10  "  another  roller.  By  this  means  the  rollers  are  made  removable  and  inter* 
"  changeable.  The  top  roller  L  is  also  provided  with  any  ordinary  spring 
"  arrangement  (not  shown  in  the  drawing)  of  a  similar  construction  to  that 
**  employed  for  what  are  termed  *  spring  window  blind  rollers,'  for  keeping  the 
^*  blind  0  taut,  as  well  as  for  returning   the  blind  to  and  winding  it   upon 

15  "  the  upper  roller  L  simultaneously  with  it  being  unwound  by  the  bottom 
"  roller  K. 

^*  On  or  to  the  top  roller  is  mounted  and  fixed  a  blind  0  of  any  semi- 
^  transparent  or  semi-translucent  material,  that  is  to  say,  a  material  such  as 
'^  calico,  which  is  capable  of  having  the  groundwork  painted  or  stained  so  as  to 

20  ^  be  opaque,  in  order  that  the  lettering  thereon  will  by  daylight  appear  distinct 
*'  and  legible  in  the  natural  colour  say,  white,  of  the  material  and  at  nighttime 
^'  be  capable  of  being  illuminated  as  hereafter  described,  from  behind.  Or  if  so 
"  required,  the  letter  may  be  in  say,  black,  and  the  groundwork  in  the  natural 
"  colour  of  the  material  of  which  the  blind  is  formed.    At  Fig.  1.  the  lettering 

25  ^  on  blind  0  is  shown  in  full  lines  for  the  sake  of  clearness,  although  the  blind 
'*  is  arranged,  as  shown,  behind  the  glazed  frame  I.  Upon  the  blind  0,  as  just 
^  named,  the  names  of  say,  the  various  stages  of  a  given  route, — ^with  or 
"  without  other  added  or  advertising  matter, — ^are  "  written  "  in  lines  at  suitable 
*^  distances  apart,  in  such  a  manner,  say,  by  painting  or  staining  the  body  or 

30  *^  groundwork  of  the  blind,  say,  black  or  any  other  colour,  so  as  to  leave,  say,  a 
**  white  letter  of  the  original  colour  of  the  groundwork  of  the  blind,  or  vice 
'*  versa.  The  blind  is  made  to  fit  the  rollers  by  any  suitable  means,  such  as  say, 
**  loops  or  a  metal  bar  formed  or  attached  to  its  upper  edge,  through  which  two 
^'  or  more  attaching  pins  are  made  to  pass.     In  the  drawings  the  roller  L  is 

35  *'  shown  provided  with  a  longitudinal  slot  ^,  to  which  one  end  of  the  blind  0  is 
"  fixed, — either  by  forming  a  slot  into  which  the  metal  bar  P  is  passed,  or  the 
*'*'  blind  may  be  cemented  or  otherwise  attached  to  said  bar.  The  metal  bar  P, 
^  with  the  blind  attached  thereto,  is  retained  in  position  in  the  slot  Z  by  a 
*«  number  (say,  three  or  more)  of  pins  Q  being  made  to  pass  through  holes 

40  ^  provided  in  the  said  bar  into  the  roller.  The  lower  edge  of  the  blind  0  is 
^  also  provided  with  a  metal  bar  R,  to  which  the  edge  of  the  blind  is  attached 
**  by  similar  means  to  that  described  for  the  upper  edge.  The  bar  R  is  adapted 
**  to  fit  and  to  be  secured  by  catches  or  clips  in  the  longitudinal  groove  k.  of  the 
**  lower  roller. 

45  ^  The  end  of  one  of  the  axles  of  say,  the  lower  roller  E  is  prolonged  and 
**  made  to  pass  through  one  of  the  ends  a  of  the  box,  and  it  is  armed  with  a 
^  handle  S  provided  with  a  spring  pin  T  arranged  to  pass  through  its  outer  end. 
^  The  pin  is  armed  at  its  outer  end  with  a  knob,  and  its  spring  works  in  a 
^^  recess  formed  in  the  end  of  the  handle,  whilst  the  inner  end  of  the  pin  T 

50  '*  is  made  to  engage  with  holes  Y  in  a  plate  or  disc  TJ  fixed  by  screws  to  one  end 
**  of  the  box.  The  holes  V,  or  notches  V  in  the  plate  U  (for  the  reception  of 
"  the  spring  pin)  are  formed  or  arranged  in  a  circle  and  they  correspond  to  the 
^  gyration  of  the  spring  pin.  By  this  means  any  portion  of  the  blind  may  be 
^  secured  and  held  in  a  desired  position  for  displaying  a  given  stage  or  other 

55  ^  destination,  and  retained  there  until  the  handle  is  operated  by  the  conductor 
**  or  attendant,  by  pulling  the  spring  pin  T  outwards  thereby  removing  its  outer 
^  ends  clear  of  the  holes  V  for  the  rotation  of  the  handle,    •    •    •    • 

2  L  2 
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'*  When  it  is  desired  to  remove  the  blind  0,  when,  say,  a  tram  car  is  changed 
to  another  route,  the  catches  M  of  the  bottom  roller  E  are  turned  for  releasing 
their  hold  or  grip  upon  the  metal  bar  B  and  lower  edge  of  the  blind.  The 
axles  of  the  top  roller  L  are  then  removed  from  the  slots  a*  thos  permitting 
the  top  roller  and  blind  to  be  removed  from  the  box  A  (and  replaced  in  } 
another  one  if  so  desired)  by  simply  lifting  or  removing  the  top  B.  The 
indicator  may  aleio  be  adapted  for  displaying  sundry  advertisements. 
*^  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that  I 
am  aware  that  it  has  been  proposed  to  use  a  route  or  destination  indicator 
consisting  of  a  box  with  a  removable  glazed  front,  in  which  a  blind  of 
translucent  material,  having  termini  or  stages  of  the  route  thereon,  is  mounted 
on  two  rollers,  one  of  which  is  a  spring  roller  and  the  other  is  provided  with 
operating  gearing  and  a  spring  catch  for  retaining  the  blind  in  the  desired 
position  ;  sdso  that  it  has  been  proposed  to  secure  a  roller  blind  to  its  roller  by  15 
means  of  a  strip  secured  to  the  blind  and  fitting  into  and  readily  removable 
from  a  groove  in  the  roller,  also  that  indicators  with  each  terminus  of  the  route 
cut  out  of  a  separate  sheet  of  metal  and  placed  behind  a  sheet  of  clear  glass 
mounted  in  a  box  have  been  previously  used,  but  I  make  no  claim  to  sudfci 
except  when  formed  and  arranged  in  the  manner  hereinbefore  described,  and 
what  I  claim  is : — 

^^  1.  In  a  route  or  destination  indicator  for  tramcars,  road  vehicles  and  the 
like,  consisting  of  a  box,  formed  with  a  removable  glazed  front,  two  rollers, 
mounted  within  the  said  box  one  of  which  is  a  spring  roller  and  a  blind  of 


20 
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semi-translucent  material  mounted  on  and  attached  to  the.  said  rollers  and  25 
having  the  termini  or  stages  of  the  route  thereon,  (a)  providing  the  box  with 
a  hinged  or  removable  top,  (6)  mounting  the  spring  roller  in  slotted  bearings 
so  as  to  be  readily  removable  from  the  box  and  (c)  providing  the  means 
described  for  intermittently  operating  and  retaining  the  blind  in  a  desired 
position  substantially  as  herein  set  forth  and  as  illustrated  in  the  accompanying  30 
drawings.    2.  In  route  or  destination  indicators  such  as  herein  described,  the 
blind  0  of  semi-translucent  material  having  the  termini  or  stages  of  the  route 
'written  '  thereon,  the  rollers  K,  L.  mounted  as  described  within  the  box,  and 
the  means  for  attaching  the  blind  thereto,  all  arranged  and  combined  as  herein 
before  described  and  illustrated.     3.  In  a  route  or  destination  indicator  for  35 
such  as  herein  described,  the  combination  of  the  box  A  with  the  rollers  K  L 
and  the  means  for  intermittently  rotating  the  rollers  and  retaining  the  blind 
in  a  fixed  position,  arranged  substantially  as  herein  set  forth  and  illustrated. 
4.  The  combination  and  arrangements  of  the  various  parts  forming  the  route 
or  destination  indicator  for  tramcars,  road  and  other  vehicles,  applicable  also  40 
for  advertising  purposes,  substantially  as  described  and  illustrated  in   the 
accompanying  drawings." 
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On  the  20tli  of  April  1905  Qntwthorp  commenced  an  action  for  infringement 

of  the  Patent  and  for  "  passing  off  "  against  John  Farrer  MasoUy  an  agent  for 

the  sale  of  machinery  and  mechanical  contrivances  of  Leeds,  carrying  on 

business  as  the  "  Simplex  Accessoriea  Company y 

5      The  material  part  of  the  Plaintiff's  Statement  of  Claim  was  as  follows : — 

^  (2)  By  Agreement  dated  the  6th  of  November  1903,  and  made  between  the 

''  Plaintiff  and  the  Defendant,  the  Plaintiff  appointed  the  Defendant  his  sole 

'*  agent  for  the  sale  of  the  said  patented  indicators  npon  the  following  amongst 

"  other  terms.     The  Plaintiff  was  to  be  the  sole  manufacturer  of  the  said 

10  '<  indicators  and  was  to  supply  the  same  to  the  Defendant  at  prices  to  be  agreed. 

"  The  Defendant  agreed  to  be  in  no  way  concerned  with  any  other  indicator 

'*  whilst  holding  the  said  agency,  and  it  was  agreed  that  the  said  Agreement 

"  could  be  determined  at  any  time  by  either  party  by  giving  three  months 

**  notice  in  writing.    It  was  further  agreed  that  the  said  indicators  should  be 

15  '^  known,  traded  in  and  sold  under  the  name  and  style  of  the  'Panorama 

''*  Destination  Indicator.'     The  Plaintiff  craves  leave  to  refer  to    the  said 

'^  Agreement  at  the  trial  of  this  action.    (3)  Pursuant  to  the  terms  of  the  said 

**  Agreement  the  Defendant  entered  upon  the  said  agency,  and  a  large  business 

*'  was  done  in  the  said  indicators,  which  became  known  as  the  *  Panorama 

20  *' '  Destination  Indicator.'    (4)  In  breach  of  the  terms  of  the  said  Agreement 

''  the  Defendant  during  the  pendency  of  the  said  agency  concerned  himself 

**  with  destination  indicators  other  than  those  made  by  the  Plaintiff.      In 

'*  jMrticular  he  devoted  his  time  to  the  devising  of  another  destination  indicator— 

''  he  prepared  and  lodged  at  the  Patent  Office  a  Provisional  Specification  for  the 

25  '^  same,  he  made  models  of  such  indicator  and  caused  a  number  of  them  to  be 

'*  manu&ctured,  and  in  the  month  of  January  1905  he  sold  50  of  such  indicators 

"  to  the  Birmingham  Coi'poration ;  he  also  sold  and  delivered  other  indicators 

"  to  the  said  Corporation  in  December  1904,  and  in  February,  March,  and  April 

'^  1905  he  further  passed  off  the  said  indicators  as  being  the  Plaintiff's  indicators 

30  "  and  sold  them  as  '  Panorama  Destination  Indicators.'    The  Plaintiff  is  unable 

**  to  give  further  particulars  of  the  breaches  of  the  said  Agreement  until  he 

"  shall  have  obtained  discovery  from  the  Defendant.      (5)  On  the  4th  of 

*^  January*  1905  the  Defendant  gave  the  Plaintiff  three  months  notice    to 

*'  determine  the  said  agency,  which  accordingly  came  to  an  end  on  the  4th  of 

35  ''  April  1905.     (6)  The  Defendant  has  infringed  the  Plaintiff's  said  Letters 

**  Patent  in  the  manner  set  forth  in  the  Particulars  of  Breaches  delivered 

"  herewith.    The  Plaintiff  claims — (1)  An  injunction  restraining  the  Defen- 

**  dant  from  passing  off  indicators  as  and  for  the  Plaintiff's  indicators.    (2)  An 

**  injonction   restraining   the   Defendant  from  applying   in   any  way  to   his 

40  ^*  indicators  the  term  ^  Panorama  Destination  Indicator '  or  any  colourable 

**  imitation    thereof.      (3)   An    injunction    restraining   the    Defendant    from 

<'  infringing  the  said  Letters  Patent.    (4)  Damages  or  an  account  of  profits  in 

^  refipect  of  such  passing  off  and  infnngements  as  have  taken  place.     (5) 

**  Damages  for  breaches    of   the  said  Agreement.     (6)  Delivery  up  of   all 

45  *^  infringing  indicators  or  parts  of  indicators  in  Defendant's  possession  or 

**  power." 

The  Particulars  of  Breaches  were  the  same  as  set  out  in  paragraph  4  above. 

The  Defendant  by  his  Defence  denied  the  validity  of  the  said  Letters  Patent ; 

he  also  denied  any  infringement.    The  Defence  then  proceeded  as  follows : — 

50  *♦  (5)  By  the  said  Agreement  of  the  6th  of  November  1903  the  Defendant  was 

^  appointed  sole  agent  for  the  sale  of  the  Plaintiff's  said  indicators.    (6)  In  or 

'*  about  the  end  of  the  year  1904  the  Plaintiff  in  breach  of  the  terms  of  the  said 

**  Agreement  appointed  Messrs.  Lansing^  Chriggs  A  Co.^  of  Manchester,  agents 

^  for  the  manufac'ture  and  sale  of  the  said  patented  indicators.    (7)  The  Def en- 

55  ^  dant  on  the  4th  of  January  1905,  by  reason  of  the  matters  in  the  preceding 

**  paragraph  alleged,  gave  notice  to  the  Plaintiff  determining  the  said  Agreement 

**  as  from  that  date,  as  he  was  by  law  entitled  to.    (8)  The  Defendant  admits 
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**  that  npon  the  said  4th  of  January  1905  and  before  the  4th  of  April  1905  he 
^*  made  or  caused  to  be  made  and  sold  indicators  not  of  the  Plaintiff^s  manu- 
"  facture.  He  was  by  reason  of  the  matters  in  the  two  preceding  paragraphg 
^^  in  law  entitled  so  to  do.  (9)  He  admits  that  he  devised  a  destination  indi- 
^'  cator,  prepared  and  lodged  a  Provisional  Specification  of  the  same,  and  made  5 
"  models  of  the  same.  None  of  the  said  acts  are  in  law  any  breach  of  the  said 
^^  Agreement  as  alleged  or  at  all.  (10)  He  denies  that  he  passed  off  his  goods 
"  as  the  goods  of  the  Plaintiff  as  alleged  or  at  all.  (11)  The  words  *  Panorama 
"  *  Destination  Indicator '  are  not  distinctive  of  the  Plaintiff's  goods  as  alleged 
^'  or  at  all,  bnt  are  words  of  common  ase  in  the  trade.  Different  destination  10 
"  indicators  are  always  known  as  and  solely  identified  by  the  names  of  the 
"  maker.  The  Plaintiff's  indicators  are  known  as  '  Qawthorp^s '  and  the  Def en- 
"  dant's  indicators  are  known  as  '  Simplex '  indicators,  being  the  trading 
"  name  of  the  Defendant."  By  way  of  Counterclaim  the  Defendant  repeated 
paragraphs  5  and  6  of  the  Defence,  and  asked  for  damages  for  breach  of  15 
the  agency  Agreement  by  the  Plaintiff. 

The  Plaintiff's  Reply  and  Defence  to  the  Counterclaim  were  as  follows : — "  The 
"  Plaintiff  joins  issue  on  the  Defence.    (2)  The  Plaintiff  says  as  to  the  Counter- 
"  claim  he  denies  that  in  or  about  the  end  of  the  year  1904  in  breach  of  the  terms 
<*  of  the  said  Agreement  of  the  6th  of  November  1903  he  appointed  Lansing^  gQ 
"  Griggs  &  Go.  of  Manchester  agents  for  the  manufacture  and  sale  of  the  said 
^'  patented  indicators  as  alleged  in  paragraph  6  of  Defence.    The  Plaintiff  on 
*'  or  about  the  14th  day  of  October  1904  having  ascertained  that  the   said 
"  Lansing^  Griggs  &  Co.  were  manufacturing  indicators  similar  in  all  respects 
<^  to  the  Plaintiff's  indicators  brought  such  infringement  to  the  notice  of  the  25 
*^  Defendant,  when  the  Defendant,  whilst  the  sole  agent    of  the  Plaintiff, 
*'  acquiesced  in  and  approved  of  an  agreement  between  the  Plaintiff  and  the 
"  said  firm  of  Lansing^  Griggs  A  Go.  whereby  they  should  pay  to  the  Plaintiff 
^'  a  royalty  upon  the  indicators  supplied.    Such  arrangement  was  explained 
"  to  the  Defendant  and  approved  of  by  him  at  a  meeting  on  the  3rd  day  of  30 
"  November  1904  at  89  Albion  Street,  Leeds,  whereat  the  Plaintiff  and  the 
"  Defendant  and  the  Plaintiff's  solicitor  were  present.    (3)  The  Plaintiff  denies 
*'  that  the  Defendant  has  been  greatly  or  at  all  damaged  by  reason  of  any  acts  of 
"  the  Plaintiff." 

The  Defendant  by  his  Particulars  of  Objections  alleged— (1)  that  the  Plaintiff  35 
was  not  the  first  and  true  inventor  of  the  said  alleged  invention  ;  (2)  that  the 
said  alleged  invention  was  not  new,  but,  as  to  the  alleged  inventions  claimed,  in 
all  four  Claims  had  been  published  in  this  realm,  prior  to  the  date  of  the 
Patent,  in  the   Specifications  of  the  following  Letters  Patent,  which  were 
open  to  public  inspection  in  the  Patent  Office  Library  : — Dickson  and  Hurdle  40 
(No.  8232  of  1890),  Barker  (No.  1494  of  1891),  Hunter  fNo.  6152  of  1900)  (the 
whole  of  each  being  relied  on  against  all  the  Claims)  ;  (o)  that  the  said  alleged 
invention  claimed  in  all  the  four  claiming  clauses  was  not  proper  subject-matter 
for  valid  Letters  Patent ;  that  the  Defendant  as  part  of  common  knowledge  would 
refer  to  the  Specifications  in  the  preceding  paragraph  set  out ;  (4)  that  the  said  45 
alleged  invention  was  not  useful. 

The  material  part  of  the  Agreement  of  agency  between  Plaintiff  and  Defen- 
dant was  as  follows: — "Clause  (1)  That  A.  H.  Gawthorp  shall  be  the  sole 
^'  manufacturer,  and  shall  supply  the  indicators  to  the  order  of  J.  F.  Mason  at 
"  prices  mutu^ly  agreed  upon  according  to  market.    Clause  (2)  That  the  said  50 
<^  A.  H.  Gawthorp  shall  have  the  power  to  deal  with  inquiries  in  respect  to  the 
'^  indicators  made  direct  to  him,  on  condition  that  the  then  market  price  be 
*' strictly  adhered  to,  and  that  a  commission  of  5  per  cent,  be  allowed  to  the 
"  agents  in  cases  where  the  business  has  been  opened  by  them.    Clause  (4) 
"  That  J.  F.  Mason  undertakes  to  be  in  no  way  concerned  with  any  other  55 
"  indicator  whilst  holding  this  agency.    Clause  (5)  That  this  Agreement  can  at 
^*  any  tim^  be  ended  by  either  party  by  ^ying  three  months  notice  in  writing.** 
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The  action  came  on  for  trial  before  Mr.  Justice  Ebkbwich  on  the  27th  of 
April  1906. 

T.  TerreU  K.C.  and  J.  H.  Boome  (instructed  by  Hamlins^  Orammery  and 
Hamlina^  agents  for  Fred  Blackston  of  Leeds)  appeared  for  the  Plaintiff; 
5  A.  J.  Walter  (instructed  by  Corhin^  Greener ^  and  Gooh^  agents  for  Beaumont 
and  Groft  of  Leeds)  appeared  for  the  Defendant. 

T.  TerreU  K.O.  opened  the  Plaintiff's  case. — ^The  Patent  was  for  a  thing  every- 
one in  the  trade  was  looking  for.  Though  the  single  parts  of  the  mechanism 
may  not  have  been  new,  the  combination  of  them  was  new  and  constituted  a 
10  real  invention.  Novelty  is  claimed  for  two  points — (1)  the  removability  of  the 
indicator ;  (2)  the  spring  action  for  keeping  the  blind  tight.  No  indicator  that 
combined  these  two  characteristics  existed  before  Plaintiff's  invention. 

The  question  of  the  passing-off  was  left  to  be  dealt  with  till  after  the 
examination  of  witnesses. 
15  For  the  Plaintiff  the  following  witnesses  were  called : — Fairhtim-Harty 
British  and  Foreign  Patent  Agent ;  Tippetts^  the  purchasing  agent  of  the 
Birmingham  and  Midland  Tramway  Company ;  (?.  E.  Watnough^  superin- 
tendent of  rolling  stock  to  the  Leeds  Tramway  Gompany ;  A,  H.  Qawthorp^ 
the  Plaintiff ;  F,  Bkcckston,  the  Plaintiff's  solicitor ;  and  E.  EoacoCy  the 
20  Plaintiff's  secretary.  It  appeared  from  the  evidence  that  in  the  latter  part  of 
1904  Messrs.  Lansing^  Griggs  &  Go.  of  Manchester  had  been  manufacturing 
and  selling  indicators  similar  to  the  Plaintiff's  indicators.  Messrs.  Lansing^ 
Griggs  &  Go.  admitted  infringement  and  the  matter  was  settled  on  terms ; 
these  terms  included  a  permission  given  by  Gawthorp  to  Messrs.  Lansing^ 
25  Griggs  &  Go.  to  manufacture  and  sell  a  further  number  of  200  of  these  indi- 
cators on  payment  of  certain  royalties.  These  terms  were  embodied  in  an 
Agreement  bearing  the  date  of  31st  December  1904.  This  was  the  breach  of  the 
agency  Agreement  of  which  the  Defendant  Ma^on  complained. 

Terrell  K.C.  then  proceeded  to  deal  with  the  question  of  passing-off,  and 

30  referred  to  Beddaway  v.  Banham  (13  R.P.C.  218 ;  L.R.  (1896)  A.C.  1 99),,quoting 

from  Lord  HerschelVs  judgment  at  page  227  :— "  I  cannot  help  saying  that  if 

"  Defendants  are  entitled  to  lead  purch^ers  to  believe  that  they  are  getting  the 

**  Plaintiffs'  manufacture  when  they  are  not,  and  thus  to  cheat  the  Plaintiffs 

"  of  some  of  their  legitimate  trade,   &c."    [Kbkbwioh  J.  referred  to  Lord 

35  Halshury^s  statement  in  the  same  case.]    This  is  what  has  happened  here. 

The  Defendant,  who  is  the  agent  of  the  Plaintiff,  sells  his  own  manufactures — 

during  a  period  when  he  is  by  contract  forbidden  to  sell  any  other  indicators 

than  the  Plaintiff's — ^without  telling  his  clients  that  the  goods  are  no  longer 

made  by  the  same  people.    [Kbkbwioh  J. — ^Why  is  not  the  Agreement  of  the 

40  31st  of  December  between  the  Plaintiff  and  Messrs.  Lansing^  Griggs  A  Go.  a 

breach  by  Plaintiff  of  his  agency  Agreement  with  Mason  ?]      The  agency 

Agreement  does    not   give  the    Defendant    the    exclusive   right  of   selling. 

Gawthorp  was  not  bound  by  the  agency  Agreement  to  go  to  law  to  stop  these 

people.    If  Gawthorp  had  done  nothing  with  regard  to  Lansing^  Griggs  A  Go.^ 

45  Mason  would  have  had  no  remedy  at  all. 

For  the  Defendant  the  following  witnesses  were  called: — The  Defendant, 
J.  F.  Mason  ;  and  Gharles  Bower,  of  Bower  in  Go.,  Patent  Agents. 

Kbkbwich  J.  intimated  that    he  only  wished  to  hear  Counsel  for  the 
Defendant  on  the  question  of  the  agency  Agreement. 
50       Terrell  K.C.  replied. 

E^BKBWIOH  J. — This  may  be  styled  a  patent  case  with  variations.  It  is  a 
patent  case  in  which  the  validity  of  a  Patent  is  challenged,  and  one  must  deal 
with  it  in  that  way ;  but  there  are  several  issues  besides.  They  are  I  think 
detachable,  and  I  propose  to  detach  them,  and  to  deal  with  the  Patent 
55  alone  in  the  first  instance.  The  Patent  is  one  for  illuminated  indicators, 
or  destination  indicators,  or  illuminated  destination  indicators,  and  I  really 
tiiink  it  unnecessary  to  say  mnph  about  them,  because  everyone  who  has 
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been  listening  to  the  case  knows  that  what  Mr.  Qawthorp  prof esdes  to  have 
invented  (and  he  has  shown  considerable  ingenuity  in  it)  is  a  means  of 
showing  at  the  head  of  a  tramcar  the  next  stopping  place,  or  rather  the 
destination  of  such  tramcar,  and  to  do  that  in  such  a  way  that  it  may  be 
changed  from  time  to  time ;  and  even  that  the  indicator  may  be  moved  from  5 
one  tramcar  to  another,  or  rather  the  contents  of  it  may  ;  so  that  if  the  route 
is  changed  the  destination  indicator  may  also  be  changed.  This  is  shortly  what 
the  Patentee  invented.  He  found  himself  in  a  considerable  difficulty.  He  was 
aware  of  a  vast  amount  of  common  knowledge  on  this  subject.  He  apparently 
knew  besides,  what  was  in  the  ordinary  sense  common  knowledge,  that  others  10 
had  taken  out  Patents  connected  with  this  subject,  but  I  pass  over  that.  He 
treats  it  all  as  common  knowledge,  and  so  far  he  is  perfectly  right ;  and  at 
page  5,  conunencing  at  line  29  of  his  Specification*'  he  tells  us  what  be  knows 
has  already  been  published — what  is  in  fact  common  knowledge.  I  will  not 
read  it  through,  but  he  then  goes  on  to  make  a  claim  which  he  intends  to  be  15 
outside  that  conunon  knowledge, 

I  have  had  great  difficulty  from  the  first  in  seeing  how  in  his  alleged  inven- 
tion there  is  anything  outside  what  he  has  described  as  common  knowledge. 
I  will  take  what  is  said  to  be  outside  not  from  any  of  the  witnesses,  but  from 
the  Plaintiff's  own  Counsel.  Mr.  TerreU  said  that  there  are  these  two  points  :  20 
First  that  previously  there  was  no  indicator  that  could  be  removed,  that  is  to 
say  which  was  removable  so  as  to  be  capable  of  being  shifted  for  another  route, 
or  even  to  another  tramcar  ;  and,  secondly,  that  there  was  a  spring  action  on  the 
roller  keeping  the  blind  tight.  Those  are  the  two  points  which,  according  to 
the  Plaintiff's  contention,  have  been  added  to  the  common  knowledge  of  the  25 
public.  To  my  mind  there  is  one  complete  answer  to  both  of  them.  It  is  quite 
true  Uiat  the  indicator  in  the  Plaintiff's  instrument  can  be  removed.  I  think  it 
is  true  on  the  evidence  that*  up  to  that  time  it  had  occurred  to  no  one  to  make 
the  indicator  removable.  Bat  the  means  of  removing  it  are  of  the  most  ordinary 
kind,  by  means  of  a  slot  and  another  little  device  which  everybody  who  knows  30 
anything  about  these  things  is  well  acquainted  with.  He  has  simply  secured 
the  removability  by  ordinary  means  and  there  is  no  novelty  in  that.  The  same 
remark  applies  to  the  spring  action  for  keeping  the  blind  tight.  As  one  of  the 
witnesses  said,  it  is  the  mere  action  of  an  ordinary  spring  blind.  There  is 
nothing  new  in  that.  The  result  is  that  having  told  us  what  the  common  35 
knowledge  was  at  the  time,  and,  having  told  us,  through  his  Counsel,  what  he 
says  he  has  added  to  the  common  knowledge;  he  has  really  added  only  that 
which  was  part  of  the  common  knowledge  before,  though  he  had  not 
mentioned  it. 

It  seems  to  me  on  that  short  ground,  without  going  into  anything  further,  40 
I  must  hold  that  this  Patent  is  invalid.  That  being  so,  I  need  not  go  into  the 
question  of  infringement.  I  am  not  sure  that  it  would  be  possible  to  do  so. 
There  is  something  almost  illogical  in  considering  whether  a  Patent  which  is 
invalid  has  been  infringed.  At  any  rate  it  is  unnecessary,  and  I  do  not  propose 
to  say  another  word  about  it.  45 

That  gets  rid  of  the  case  so  far  as  it  is  purely  a  patent  case.  The  rest  of  the 
case  comes  more  within  an  ordinary  Chancery  case  ;  and  there  are  some  inter- 
esting points  in  it.  The  Plaintiff,  having  invented  this  indicator  (I  give  him 
the  credit  for  having  invented  it,  though  I  hold  there  to  be  no  invention 
that  can  be  protected)  was  minded,  at  the  instance,  as  I  understand  the  50 
evidence,  of  the  Defendant,  to  constitute  the  Defendant  his  agent  for  sale, 
and  a  bargain  was  made  between  them  which  is  expressed  in  the  written 
Agreement  of  the  6th  of  November  1903.  Like  Agreements  of  this  kind  it  is 
not  expressed  in  the  most  accurate  language,  here  and  there  there  is  a  difficulty, 
but  I  do  not  think  there  is  any  substantial  difficulty,  and  at  any  rate  I  see  my  55 
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ynj  to  oonstrae  it  without  hesitation.  The  first  clause,  which  I  will  read 
because  a  good  deal  turns  upon  it,  is — ^^  That  A.  H.  Qawthorp  "  (the  PlaintifE) 
^  shall  be  the  sole  manufacturer,  and  shall  supply  the  indicators  to  the  order  of 
"  /.  F.  Mason "  (the  Defendant)  "  at  prices  mutually  agreed  upon  according 
5  **  to  market/'  That  is  a  definite  agreement  by  both,  but  certainly  by  Qawthorp^ 
that  he,  and  he  alone,  shall  manufacture,  and  it  seems  to  me  to  follow  as  a 
matter  of  course  that  he  must  not  allow  anybody  else  to  manufacture  these 
partioular  indicators.  It  has  been  argued  on  his  behalf  with  reference  to  the 
point  with  which  I  am  about  to  deal,  that  he  was  not  bound  to  bring  an  action 

10  against  any  person  who  manufactured,  and  that  I  think  is  sound.  He  was  not 
bound  ;  but  it  is  quite  ^  different  thing  to  allow  somebody  else  to  manufacture 
and  to  sanction  it ;  still  worse  to  sanction  it  by  positiye  agreement.  That  seems 
to  me  to  be  a  distinct  breach  of  his  contract  made  with  Mason  that  he,  Gawthorp^ 
shall  be  the  sole  manufacturer.    I  am  not  concerned  now  with  the  rest  of  it — 

15  that  he  shall  supply  the  indicators  to  the  order  of  Mason ;  but  it  is  important  to 

bear  that  in  mind,  because  it  shows  that  these  indicators  were  to  be  manufactured 

by  one  and  sold  by  the  other.    Really  the  business  of  manufacture  and  sale  was 

to  be  conducted  by  the  two  as  thus  determined. 

The  next  clause,  which  I  will  not  read  at  length,  seems  to  me  only  to  provide 

20  a  sort  of  qualification  on  clause  1,  and  to  enable  Qawthorp  to  sell  upon  certain 
terms  to  others,  than  Mason^  who  made  inquiries  and  came  to  him.  Probably 
the  explanation  and  the  necessity  of  it  was  that  at  the  date  of  the  Agreement 
some  negotiations  were  already  on  foot  for  sale,  and  it  was  not  desired  by 
either  party  to  interfere  with  that.    It  is  only  a  qualification  to  that  extent,  and, 

25  exoept  so  £ar  as  it  does  qualify  it,  does  not  interfere  with  the  contract  that 
Qawthorp  shall  be  the  sole  manufacturer. 

I  think  I  may  pass  over  clause  3.  Then  clause  4  is  this — "That  J.  F.  Mason 
"  undertakes  to  be  in  no  way  concerned  with  any  other  indicator  whilst  holding 
*'  this  agency."    That  is  to  say  he  is  to  sell  these  indicators,  and  these  indicators 

30  only  ;  he  is  not  to  be  concerned  even  with  the  sale  of  any  other  indicator,  not 
to  be  the  agent  of  anyone  else,  not  to  be  a  partner  with  anyone  else,  not  to 
have  an  interest  in  any  other  indicator;  and  ^^any  other  indicator**  is  an 
indicator  which  is  not  of  the  Plaintiff's  manufacture,  not  necessarily  different, 
but  one  which  is  not  of  the  Plaintiff's  manu&cture. 

35  Then  in  clause  5  there  is  a  proviso  "  That  this  Agreement  can  at  any  time  be 
**  ended  by  either  party,  by  giving  three  months  notice  in  writing."  There  is 
another  branch  of  the  case  quite  independent  of  that  Agreement,  to  which  I  will 
not  refer  until  I  have  disposed  of  the  Agreement.  There  are  two  points  arising 
upon  it :  In  the  first  place  it  is  said  (and  I  will  take  this  first  because  it  arises 

40  on  the  first  clause  of  the  Agreement,  although  in  the  order  of  time  and  pleading 
it  comes  second)  there  has  been  a  breach  of  this  Agreement  by  Qawthorp  in 
that  he  allowed  and  sanctioned  the  manu&cture  of  these  particular  indicators  by 
Lansing^  Qriggs  A  Co,  Now  Lansing^  Qriggs  A  Go.  were  making  these  indicators, 
and  if  the  Patent  was  good,  as  Mason  and  Qawthorp  both  thought  it  was,  that 

45  was  an  infringement  of  the  Patent.  Mason  was  very  anxious  that  Qawthorp 
ghoiild  either  take  proceedings  or  at  any  rate  should  be  extremely  firm  in  his 
dealings  with  Lansing^  Qriggs  &  Oo. — to  use  a  common  expression,  that  he 
should  put  his  foot  down,  and  not  settle  except  upon  very  favourable  conditions. 
Mr.  Qawthorp^  who,  if  I  may  venture  to  say  so,  was  better  advised,  was  willing 

50  to  compromise  upon  reasonable  terms.  He  did  not  want  to  bring  an  action. 
He  was  not  bound  to  bring  an  action.  He  was  quite  willing  that  these  rivals 
should,  to  a  limited  extent,  make  and  sell  the  indicators.  They  had  already 
sold  two  hundred,  and  with  that,  of  course,  we  have  nothing  to  do.  As  I  repeat, 
Qawthorp  was  not  bound  to  bring  an  action  as  regards  that.    He  had  not 

15  sanctioned  it,  it  was  done  before  it  came  to  his  knowledge,  and  there  was  no 
breach  of  agreement  between  him  and  Mason  in  not  taking  proceedings  as 
regards  those.    But  they  were  either  under  contract  to  supply  some  more,  or  at 
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any  rate  desired  to  supply  some  more  of  these  indicators,  and  as  part  of  the 
agreement  of  settlement  of  their  disputes  Oawthorp  assented  to  these  gentlemen 
making  two  hundred  more.  It  was  limited  to  that.  That  seems  to  me  to  be  a 
distinct  breach  of  the  Agreement.  He  conceded  to  Lanaingy  Ghriggs  A  Co.  the 
priTilege  of  making  two  hundred  indicators,  he  having  himself  contracted  that  5 
he  would  be  the  sole  manufacturer.  I  do  not  myself  see  any  way  out  of  the 
conclusion  that  that  was  a  breach  of  the  Agreement. 

But  then  it  is  said  that  Mason  assented  to  it.    Now  Mason  never  saw  a  draft 
of  the  Agreement,  which  was  prepared  early  in  November,  and  was  signed,  I 
think,  by  Qawthorp  in  that  month,  but  was  not  interchanged  until  the  Slst  10 
of  December,  which  is  the  date  it  now  bears  ;  he  was  /lever  informed  of  the 
details  of  the  Agreement  itself.    He  did  not  know,  in  fact,  whether  it  was 
signed,  or  was  not  signed,  so  that  there  is  nothing  like  acquiescence,  in  that  way. 
But  on  the  3rd  of  November  Mason  and  Gawthorp  met  at  the  office  of  OaW' 
thorp^s  solicitor,  Mr.  Btackston^  and  there  this  question  o£  settlement  of  dispute  15 
was  discussed  between  the  three.    There  is  no  doubt  that  Mason  then  and  there 
insisted,  and  insisted  strongly,  that  Oawthorp  ought  to  be  more  severe,  and  he 
particularly  insisted  that  Oawtliorp  should  not  allow  Lansing^  Griggs  A  Co,  to 
manufacture.    He  said  that  Qawthorp  ought  to  insist  that  he  should  manu- 
facture if  they  were  to  sell  any  more  of  these  indicators ;  and  he  also  pointed  20 
out  that  it  was  an  injury  to  him  under  the  Agreement,  which  it  was.    That  is 
the  substance  of  the  conversation  which  took  place.    Mr.  Blackston  and  Mr. 
Qawthorp  agree  in  saying  that  what  Mr.  Mason  said  was  this — "  It  is  your 
^'  Patent  and  not  mine  ;  if  it  were  mine  I  should  do  so  and  so.    I  should  insist 
"  on  this,  and  that."    He  did  not  use  any  words  indicating  that  Quwthorp  ^was  25 
to  do  as  he  pleased ;  it  was  left  to  him  by  Mason  who  only  used  the  langoage 
which  I  have  mentioned.    I  do  not  think  that  is  enough.    I  do  not  think  that 
was  any  abandonment  by  Mason  of  his  right  to  insist  that  there  should  be  no 
manufacture  by  anybody  else  than  Oawthorp  himself,  at  any  rate  with  Oaw- 
thorp's  consent.    Mr.  Mason  has  seen  fit  to  deny  the  accuracy  of  these  gentle-  30 
men^s  evidence.    Mr.  Mason  was  not  by  any  means  a  good  witness.    He  was 
flippant,  and  he  did  not  seem  to  me  to  be  anxious  to  unburden  the  truth  where 
it  was  inconvenient  to  himself.    But  besides  that  I  see  no  reason  to  doubt 
Oawthorp" s  evidence.    He  gave  his  evidence  very  accurately.    But  beyond  all 
that  I  have  had,  as  I  sometimes  have,  the  great  advantage  of  a  solicitor  in  tJie  35 
witness  box,  who  is  able  to  turn  to  his  diary— a  memorandum  which  he  had 
made  at  the  time — and  then  to  give  his  evidence  from  memory  so  refreshed,  and 
it  is  impossible  to  doubt  the  accuracy  of  Mr.  Blackstoh's  evidence.    That  being 
so  acquiescence  seems  to  me  to  be  entirely  out  of  the  way. 

Now,  as  regards  the  breach  of  the  other  clause  of  the  Agreement,  namely,  40 
clause  4 — "  That  J,  F.  Mason  undertakes  to  be  in  no  way  concerned  with  any 
"  other  indicator  whilst  holding  this  agency."    Mr.  Mason  justifies  his  having 
made  indicators  himself,  and  sold  them  in  Birmingham,  and  having  commenced 
to  manuf acture,  as  I  make  out,  as  early  as  October  1904,  when  he  first  knew  that 
Lansing^  Origgs  A  Co.  were  infringing,  as  he  thought,  the  Patent,  and  when,  45 
I  suppose,  Mr.  Oawthorp  showed  some  reluctance  to  proceed.    He  thinks  he 
was  justified  in  determining  the  Agreement  that  way.    No  justification  was 
wanted.    The  Agreement,  as  I  mentioned,  provided  for  determination  by  either 
party  by  giving  three  months  notice  in  writing.    Therefore  he  had  nothing  to  do 
but  to  give  notice.    Mr.  TTaZfer  argued  that,  in  consequence  of  the  breach  of  the  50 
Agreement  by  Qawthorp^  Mason  was  entitled  in  January  to  break  his  Agreement 
then  and  there — not  giving  three  months  notice,  but  at  once.    He  has  referred 
generally  to  some  cases  where  a  breach  of  an  Agreement  by  one  party  justifies 
the  other  party  in  saying  that  the  Agreement  is  at  an  end,  and  that  that  other 
party  cannot  be  compelled  to  perform.    I  challenged  Mr.  Walter  to  go  into  51 
those  cases,  and  to  convince  me  that  any  one  of  them  took  him  the  length  to 
which  be  desired  to  go,  and  he  declined  the  challenge ;  and  though  I  have  not 
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had  the  opportanity  of  looking  into  them  now,  or  hearing  his  comment  npon 
them,  my  recollection  convinces  me  that  Mr.  Walter  was  well  advised  in  not 
accepting  the  challenge.  Therefore  I  mnst  hold  that  the  notice  of  the  4th  of 
January  1905  was  given  under  the  Agreement — that  is  to  say,  to  determine  the 
5  Agreement  at  the  end  of  three  months  from  that  date.  Whether  at  that  point 
there  was  any  JQStification  for  determining  the  Agreement  at  all  or  not,  one 
thing  to  my  mind  is  perfectly  clear— that  there  was  not  the  slightest  justification 
for  Mr.  Mason  clandestinely,  behind  Mr.  Oawthorp's  back,  breaking  that  Agree- 
ment in  October  or  November  1904.    If  he  had  been  a  man  with  a  nice  sense 

10  of  honour  he  could  not  have  done  that.  However  I  have  only  to  consider,  not 
whether  it  was  honourable,  but  how  far  it  was  lawful ;  and  I  have  no  doubt  it 
was  not  lawful.  He  sold,  at  some  time  or  other — that  we  have  to  inquire  into — ^a 
lai^e  number  of  these  indicators ;  he  went  on  selling  them  when  the  Agreement 
was  still  current ;  even  if  it  was  determined  on  the  4th  of  January  he  manu- 

15  factured  and  sold  some  of  these  indicators  with  variations  of  his  own,  which 
he  thought  were  improvements,  and  it  has  been  pointed  out  that  he  went  so 
far  as  to  obtain  provisional  protection  for  those  improvements,  which  rather 
points,  certainly,  to  his  thinking  that  he  could  compete  with  Mr.  Gawthorpy 
and  sell  a  better  machine.    His  character  does  not  come  out  very  well  in  it ; 

20  but,  again,  whatever  his  motives  were,  whatever  he  intended  to  do  is  more  or 
less  beside  the  question.  I  have  only  to  decide  the  legal  point,  and  the  legal 
point  is  to  my  mind  perfectly  clear  :  that  Mason  broke  the  Agreement  when  first 
he  was  in  any  way  concerned  with  the  manufacture  of  an  indicator  of  any  other 
character  than  that  manufactured  by  Qawthorp,     He  broke  the  Agreement 

25  then,  and  on  that  there  must  be  an  inquiry  as  to  damages,  unless  the  parties 
agree.    I  think  there  must  be  an  inquiry  as  to  the  other  damages  too. 

Taking  the  original  Claim  and  the  Counterclaim  together  there  are  four 
issues,  with  one  of  which  I  have  yet  to  deal — that  is,  an  injunction  restraining 
the  Defendant  from  passing  off  indicators  as  and  for  the  Plaintiff's  indicators, 

30  then  also  an  injunction  restraining  him  from  applying  to  his  indicators  the 
term  *' Panorama  Destination  Indicators"  which  really  is  the  same  thing. 
Then  as  to  the  Patent  part  of  the  case  : — An  injunction  to  restrain  the 
infringement  of  Letters  Patent,  with  consequential  directions,  and  damages 
for  breach  of  the  Agreement — that  is,  the  breach  of  the  Agreement  by  the 

35  Defendant  with  which  I  last  dealt.    Then  on  the  Counterclaim,  I  have  a  breach 

of  the  Agreement  by  the  Plaintiff,  and  that  I  have  decided  in  the  Defendant's 

&vour.    So  that  up  to  this  time  I  have  three  different  issues  decided.    Oa  two 

the  Defendant  has  succeeded,  and  as  regards  one  the  Plaintiff  has  succeeded. 

Now  there  remains  the  fourth — that  is,  the  passing-off.    When  the  Defendant 

40  began  selling  these  indicators  in  Birmingham — selling  his  own,  no  doubt,  that 
is  to  say,  the  Plaintiff's  with  improvements  which  made  them  his  own — ^it  is 
said  he  sold  them  as  and  for  the  Plaintiff's  manufacture,  within  the  meaning  of 
the  principle  of  law  which  is  more  often  than  not  nowadays  illustrated  by 
reference  to  Reddaway  v.  Banham,    I  referred  Counsel  to  Lord  Halshury^s 

45  statement  in  that  case,  which,  to  my  mind,  is  as  terse  and  clear  as  a  statement 
of  the  principle  of  law  can  be.  Lord  Halshury  said  : — "  For  myself  I  believe 
**  the  principle  of  law  may  be  very  plainly  stated,  and  that  is  thiat  nobody  has 
**  any  right  to  represent  his  goods  as  the  goods  of  somebody  else."  Mr.  Terrell 
preferred  to  refer  to  what  Lord  Herschell  said,  and  he  said  : — *'  I  cannot  help 

50  ^*  saying  that  if  the  Defendants  are  entitled  to  lead  purchasers  to  believe  that 
**  they  are  getting  the  Plaintiffs'  manufacture  when  they  are  not,  and  thus  to 
^<  cheat  the  Plaintiffs  of  some  of  their  legitimate  trade,  I  should  regret  to  find 
«« that  the  law  was  powerless  to  enforce  the  most  elementary  principles  of 
•*  commercial  morality."    I  do  not  understand  Jjord  Herschell  to  lay  down 

55  any  different  law,  or  any  different  principle,  from  that  which  was  enunciated 
by  Lord  Halshury ^  but  Mr.  Terrell  prefers  the  latter  quotation,  because 
he  says  that  Mason  yf^.  c}^eating  Qawthorp ;  and,  perhaps,  that  language 
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is  not  too  strong.  He  was,  behind  his  back,  breaking  the  Agreement, 
and  selling  goods  which  he  had  no  business  to  sell,  having  regard  to  his 
Agreement  with  the  Plaintiff.  I  do  not  think  Mr.  Terrell  went  too  &r  in 
saying  that  he  was  cheating  the  Plaintiff ;  bnt  that  does  not  carry  him  very 
&r.  Lord  Herachell  does  not  say  that  if  one  man  cheats  another  of  some  of  his  5 
legitimate  trade  that  is  actionable.  What  he  does  say  is  that  the  Defendants 
must  not  lead  purchasers  to  believe  that  they  are  getting  the  Plaintiff^s  manu- 
facture when  they  are  not,  and  thus  cheat  the  Plaintiffs  by  that  representation. 
That  is  the  full  and  entire  meaning  of  Lord  HerscheWs  language.  Here, 
assuming  that  Mason  has  cheated  the  Plaintiff,  nevertheless  he  has  not  done  10 
it,  to  my  mind,  by  selling  goods  as  the  Plaintiff's  manufacture  when  they  are 
not  the  Plaintiff's  manufacture — that  is  to  say,  selling  his  own  goods  and  repre- 
senting them  to  be  the  goods  of  the  Plaintiff,  according  to  Lord  HdUhury^s 
principle.  What  Mawn  has  done  is  he  has  carried  on  business  as  the  Simplex 
Accessories  Company,  The  gentleman  who  gave  him  the  order  in  Birmingham  15 
only  knew  him  in  that  character.  He  did  not  know  that  he  was  agent  for 
Gawthorp.  He  only  regarded  this  Simplex  Accessories  Company.  He  ordered 
from  him  these  indicators  by  the  name  by  which  he  knew  them.  They  were 
delivered  as  '*  Illuminated  Panorama  Destination  Indicators,"  and  there  was 
very  little  variation  either  in  the  order  or  in  the  invoice  in  that  way.  There  20 
was  nothing  in  writing,  and  there  was  no  other  communication — there  was  not 
a  word  to  show  that  the  person  giving  the  order  thought  he  was  getting 
Oawthorp^s  manufacture,  or  that  Mason  represented  to  him  that  he  was 
supplying  Gawthorp^s  manufacture.  The  only  slight  foundation  for  an 
argument  is  to  be  found  in  the  fact  that  they  were  called  "  Panorama  Indi-  25 
^*  cators,"  which  was  the  term  stipulated  by  these  two  gentlemen  in  making 
their  Agreement  in  November  1903.  They  were  to  be  called  ^'Panorama 
*^  Destination  Indicators "  ;  but  they  might  have  agreed  to  anything  of  that 
kind.  That  is  a  matter  of  bargain  between  themselves.  In  order  to  succeed 
on  a  passing-off  plea  the  Plaintiff  would  be  compelled  to  show,  which  he  has  30 
not  attempted  to  show,  that  these  indicators  manufactured  by  Gawthorp  were 
known  to  the  world,  and  had  obtained  a  reputation  as  '*  Panorama  Destination 
"  Indicators."  There  is  nothing  of  the  kind.  They  were  agreed  to  be  sold  by 
that  name,  but  the  world  knew  nothing  about  it.  Therefore  I  think  the 
passing-off  case  entirely  breaks  down.  35 

Now  that  completes  the  fourth  part  of  the  case,  and  I  have  disposed  of  the 
whole.  I  think  that  I  ought  to  deal  with  the  Costs  on  the  footing  of  all  these 
different  matters  being  of  equal  value.  I  think  substantially  they  are.  They 
have  occupied  practicably  about  the  same  time,  and  exercised  about  the  same 
amount  of  ingenuity.  I  should  say  that  the  Costs  are  &irly  distributed  among  40 
them.  The  result  will  be  that  the  Plaintiff,  having  &iled  upcoi  three,  and 
succeeded  upon  one,  will  pay  three  parts  of  the  costs,  and  the  Defendant  will 
pay  one  part.  Setting  off  one  quarter  against  another  the  result  is  that  the 
Plaintiff  must  pay  half  the  costs  of  the  action,  and  there  will  be  inquiries  as 
to  damages,  reserving  the  subsequent  costs.  45 

Terrell  K.C. — In  regard  to  damages,  upon  that  part  upon  which  my  friend 
succeeds  I  tender  5Z.  I  do  not  want  to  incur  the  costs  of  that  inquiry.  The 
other  I  can  recover  a  substantial  sum  upon. 

Kbkbwioh  J, — I  reserve  the  costs  of  the  inquiry. 

Terrell  K.C. — Yes,  my  Lord.    Then  I  tender  him  5?.,  and  if  he  does  not  take   50 
it  I  can  trust  to  your  Lordship  afterwards,  if  he  does  not  get  more. 

Walter. — I  ask  for  a  Certificate  as  to  the  Particulars  of  Objections  ? 

Kbkewioh  /, — Tes,  all  but  in  utility.  I  will  not  give  you  a  Certificate  as 
to  utility. 
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In  the  High  Court  of  Jubtiob.— Chancery  Division. 

Before  Mr,  Justice  Swinfen  Eady. 

May  26th,  1906. 

Hat  Manufacturers  Supply  Company  Ld.  v.   Tomlin  Bros. 

J  Trcuie  Mark  andpamng-off. — Interlocutory  motion  treated  as  trial. — Costs. — 
Offer  by  Defendants  before  action  to  give  an  undertaking  as  to  infringement  of 
Trcuie  Marky  but  without  any  offer  of  an  undertaking  as  to  passing-off. — 
Defendants  ordered  to  pay  costs. 

On  the  Ist  of  May  1906  the  Hal  Manufacturers  Supply  Company  Ld.  com- 

jQ  menced  an  action  against  Tomlin  Bros.^  the  claim  endorsed  on  the  writ  being 

for  damages  for  wrongfully  using  the  Plaintiffs'  Trade  Mark  or  a  colourable 

imitation  thereof,  and  for  passing  or  attempting  to  pass  off  the  Defendants' 

goods  as  or  for  the  Plaintiffs'  goods,  and  for  selling  or  disposing  of  hat  pads  or 

bands,  not  being  manufactured  for  or  by  the  Plaintiffs,  so  constructed  as  to  be 

y^  calculated  or  intended  to  pass  off  or  to  enable  others  to  pass  off  such  hat  bands 

or  pads  as  and  for  the  hat  pads  or  bands  of  the  Plaintiffs,  and  for  an  injunction 

to  restrain  the  Defendants  from  committing  any  of  the  aforesaid  wrongful  acts  ; 

alternatively  the  Plaintiffs  claimed  an  account  of  profits  in  lieu  of  damages,  and 

they  claimed  costs. 

2Q      The  Tfade  Mark  alleged  to  be  infringed  was  No.  241,542,  registered  in 

Class  38,  consisting  of  the  word  "  Ivy  "  surrounded  by  a  wreath  of  ivy. 

The   Plaintiffs  gave  notice  of  motion  for  an  interlocutory  injunction  in 
accordance  with  the  terms  of  the  writ. 
The  Plaintiffs  complained  of  the  sale  by  the  Defendants  of  bands  marked 
25  with  the  word  "  Ivel "  in  a  wreath  of  oak  leaves  as  an  infringement  of  their 
Trade  Mark  and  as  an  imitation  of  the  get-up  of  the  Plaintiffs'  goods. 

Before  the  commencement  of  the  action  a  correspondence  took  place  between 

the  parties  in  which  the  Defendants  stated  that  they  had  acted  without  knowledge 

of  the  Plaintiffs'  rights,  and  stated  that  they  were  willing  ^'  to  throw  the  thing 

30  **  from  their  patterns."    The  Plaintiffs'  solicitors  submitted  to  the  Defendants 

a  form  of  apology  and  a  form  of  Statutory  Declaration.    The  Defendants  made 

-  alterations  in  these  forms.    The  form  of  apology  as  altered  by  the  Defendants 

was  as  follows,  the  alterations  being  shown  in  italics  and   erased  type : — 

**Hat  Bands  Trade  Mark  No.  241,542,  Class  38.    Gentlemen,— We  beg  to 

35  **  express  our  regret  for  having  unintentionally  infringed  the  above  Trade 

**  Mark,  consisting  of  the  word  "  Ivy "  surrounded  by  a  wreath  of  ivy,  by 

"  applying  a  fl«efe  stamp  to  bands  for  lining  hats  only  colourably  differing  from 

•*  your  Trade  Mark  and  further  for  having-imitatod-youp  Hat  Band  qo  fto  to 

*^  oaaoo  a  liability  to  doooption  whoroby  tho  oamo  might  bo  possod  off  the 

K)  *^  oamo  ac  and  for  Hat  Bands  of  yonr  manufocturo.     We  agree  to  pay  iO^. 

^for  damages  and  41. 4s.  for  costs  in  respect  of  such  infringement  of  your  ft^ts 

^  Trade  Mark,  and  hereby  undertake  to  discontinue  such  infringement  of 
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"  your  Trade  Mark  and  the  use  of  the  word  ^  IveV  surrounded  by  a  wreath, 
-^  and  that  wo  will  not  hopoaftor  manafaotaro  or  ooU  Hat  Bando  oonotrootod 
^^  aooording  to  thooo  oomplainod  of  by  yoa  op  only  ooloopably  diflfofing 
**  tborofpom/^ 

The  Defendants  also  altered  the  form  of  Declaration.    The  Plaintiffs  did  not  5 
accept  the  alterations  made  by  the  Defendants  and  issued  the  writ.    After  the 
issue  of  the  writ — ^namely,  on  the  9th  of  May  1906— the  Defendants'  solicitors 
gave  notice  to  the  Plaintiffs'  solicitors  that  the  Defendants  had  paid  into  Court 
the  sum  of  IIZ.,  and  said  that  that  sum  was  enough  to  satisfy  the  Plaintiffs'  claim 
for  damages  and  profits  in  lieu  thereof  for  wrongfully  using  the  Plaintiffs'  10 
Trade  Mark  or  a  colourable  imitation  thereof  and  for  passing  off  or  attempting 
to  pass  off  the  Defendants'  goods  as  or  for  the  Plaintiffs'  goods  mentioned  in 
the  Writ  of  Summons.    On  the  same  day  the  Defendants'  solicitors  wrote  to 
the  Plaintiffs'  solicitors  stating  that  the  Defendants  were  prepared  to  consent 
to  an  injunction  in  respect  of  the  matters  covered  by  the  claims  mentioned  in  15 
the  notice,  but  reserving  the  right  to  bring  the  question  of  costs  before  the 
Court, 

The  motion  came  before  SwiNPBN  Eady  J.  on  the  26th  of  May  1906. 

A.  C.  Glauson  (instructed  by  W.  J.  and  E.  H,  TremeUen^  agents  for  Blair 
and  Seddon^  Manchester)  appeared  for  the  Plaintiffs ;  A.  Hughes  (instructed  by  20 
Truefitt  and  Francis)  appeared  for  the  Defendants. 

SwiNFBN  Eady  J. — The  Plaintiffs  in  this  case  claim  an  injunction  to  restrain 
the  infringement  of  a  Trade  Mark,  and  to  restrain  passing  off,  that  is  passing  off 
the  Defendants'  goods,  or  enabling  others  to  pass  off  the  Defendants'  goods,  as 
and  for  the  Plaintiffs'  goods,  and  damages  for  those  acts,  and  costs.  25 

After  the  issue  of  the  writ,  the  writ  having  been  issued  on  the  1st  of  May, 
and  certain  evidence  having  been  filed,  the  Defendants  on  the  9th  of  May  gave 
notice  that  they  paid  into  Court  the  sum  of  IIZ.,  and  said  that  that  sum  was 
enough  to  "  satisfy  the  Plaintiffs'  claims  for  damages,  and  profits  in  lieu  thereof, 
"  for  wrongfully  using  the  Plaintiffs'  Trade  Mark,  or  a  colourable  imitation  30 
'*  thereof  " — that  is  the  first  branch  of  the  claim — '*  and  for  passing,  or 
*'  attempting  to  pass  off  the  Defendants'  goods  as  or  for  the  Plaintiffs'  goods 
"  mentioned  in  the  Writ  of  Summons."  That  is  the  other  part  of  the  claim. 
The  Plaintiffs  accept  an  injunction  in  the  form  to  which  the  Defendants  offer 
to  submit.  In  the  letter  containing  that  notice  of  payment  into  Court  the  35 
Defendants'  solicitors  wrote  : — ^*'  Our  clients  are  prepared  to  consent  to  an 
^^  inj  auction  in  respect  of  the  matters  covered  by  the  claims  mentioned  in  the 
"  inclosed  notice,  and  in  respect  of  which  the  money  is  paid  into  Court."  That 
is  an  injunction  restraining  tiie  Defendants  from  infringing  the  Trade  Mark, 
and  from  passing  off,  or  attempting  to  pass  off,  their  goods  as  and  for  the  40 
Plaintiffs' ;  and  the  Plaintiffs  also  accept  the  sum  of  IIZ.  paid  into  Court  as 
sufficient  for  damages,  and  the  only  question  that  remains  is  how  the  costs  of 
the  action  ought  to  be  dealt  with. 

Both  parties  have  agreed  that  the  motion  is  to  be  treated  as  the  trials  and 
that  the  costs  are  now  to  be  dealt  with.  The  Plaintiffs  ask  that  costs  may  45 
follow  the  event.  The  Defendants  insist  that  they  ought  not  to  be  ordered 
to  pay  costs,  because  they  offered  before  action  to  the  Plaintiffs  everything 
to  which  the  Plaintiffs  were  entitled,  and  tiiat  therefore  the  Plaintiffs  onght 
not  to  have  brought  the  action,  and  ought  not  to  have  any  costs,  but  rather 
ought  to  pay  the  costs  of  the  action,  which  was  wholly  unnecessary.  50 

When  I  look  carefully  at  what  the  Defendants  did  offer,  I  do  not  find  that 
they  offered  all  that  they  now  offer,  or  all  that  the  Plaintiffs  are  entitled  to.  The 
form  of  apology,  and  the  form  of  Statutory  Declaration,  were  submitted  to  ihe 
Defendants,  and,  as  altered,  the  Defendants  admit  having  unintentionally 
infringed  the  Trade  Mark,  and  they  agree  to  pay,  or  offer  to  pay  101.  for  damages,  55 
and  four  guineas  for  costs  in  respect  of  the  infringement  of  the  Trade  Biark, 
and  they  undertook  to  discontinue  the  infringement  of  the  Trade  Mark,  and 
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the  nee  of  the  -word  "  Ivel/'  surrounded  by  a  wreath  ;  but  they  did  not  offer  to 
undertake,  or  to  submit  to  any  injunction  in  respect  of  the  passing  off,  or 
attempting  to  pass  off.  The  second  branch  of  the  case  drops  altogether  out  of 
the  offer  made  by  the  Defendants  before  the  issue  of  the  writ.  It  is  true  that 
5  after  the  issue  of  the  writ,  at  a  later  stage,  they  make  up  for  that  by  sending 
notice  that  they  are  now  prepared  to  submit  to  an  injunction,  not  only  to 
restrain  infringing  the  Trade  Mark,  but  also  to  restrain  passing  off ;  and  the 
offer  in  the  form  contained  in  the  notice  of  the  9th  of  May,  and  the  accom- 
panying letter,  the  Plaintiffs,  now  accept,  and  since  that  date  they  have  incurred 
10  no  other  costs,  but  until  that  was  given  the  Plaintiffs  were  entitled  to  go  on. 
Under  those  circumstances,  I  think  the  Plaintiffs  were  entitled  to  issue  their 
writ,  and  to  bring  on  this  motion. 

I  lay  no  stress  upon  the  fact  that  the  only  offer  was  lOZ.  damages,  and  the  sum 

paid  into  Court  is  11^.    There  is  a  small  difference.    True  it  is  a  difference  in 

15  the  Plaintiffs'  favour,  but  that  is  a  small  matter.    The  important  part  of  it  is 

that   the  Defendants  did   not  offer  any    undertaking,  or    injunction,  with 

regard  to  the  passing  off,  before  the  action  was  brought.    They  have,  after 

the  action,  submitted  to  it;  therefore  the  costs  must  follow  i^e  event.    I 

think  it  is  quite  clear  from  the  correspondence  what  the  real  position  was. 

20  T^e  Defendants  have  taken  up  the  position  in  the  correspondence  which 

persons  who  infringe  the  Trade  Mark  of  another,  or  who  pass  off  their  goods  as 

and  for  the  goods  of  somebody  else,  so  often  take  up.    They  endeavour  to  get 

their  opponent,  or  they  endeavour  to  get  the  Court,  to  say,  and  to  define  exactly, 

how  far  they  may  go,  and  yet  not  be  held  to  have  committed  a  fraud.    The 

25  answer  to  such  persons  always  is : — "  You  must  take  your  own  course ;  do  not 

**  go  as  near  to  committing  a  fraud  as  possible  ;  keep  as  far  away  from  it  as 

"  possible,  and  then  there  will  be  no  reasonable  cause  of  complaint."    It  is 

quite  clear  that  the  Plaintiffs  accepted  this  view  of  what  the  Defendants  were 

endeavouring  to  induce  them  to  do,  because  in  their  letter,  to  which  I  drew 

30  Mr.  Hv^hes^  attention,  of  the  23rd  of  April  they  said  : — "  We  decline  to  accept 

"  your  invitation  to  define  the  liniits  of  our  rights."    That,  it  seems  to  me,  is 

exactly  what  the  Defendants  were  attempting  to  do.    They  were  attempting  to. 

say  : — "  Tell  us  exactly  how  far  we  may  %o\  and  yet  not  do  anything  by  which 

"  we  shall  overstep  the  law,  and  get  ourselves  into  trouble."    The  Plaintiffs  very 

35  properly  refused  to  define  the  limits  of  tiieir  rights. 

Under  these  circumstances  I  think  the  only  Order  that  I  can  make  is  for  the 
injunction,  and  for  the  IIZ.  damages — the  Plaintiffs  accept  that — and  then  that 
the  Defendants  pay  the  costs  of  the  action,  making  the  costs  of  the  motion 
costs  of  the  action,  and  treat  the  motion  as  the  trial. 
40  Hughes. — ^There  is  one  thing  1  should  like  to  say.  Your  Lordship  used  the 
word  ''  fraud  "  ;  but  from  the  beginning  the  Plaintiffs  have  not  suggested  that 
the  Defendants  had  any  knowledge  at  all  that  this  was  a  fraud.  The  Plaintiffs 
have  not  even  suggested  that 

SWIKPBN  Eady  /.— I  used  the  word  "fraud"  with  reference  to  the  fraud 
45  that  the  Defendants  were  asked  to  commit.    As  I  gather,  you  said  it  was  some 
person  asked  them  to  do  it  ? 

Hughes. — ^Yes. 

SwiNPBN  Eady  /.—And  they  did  it  not  knowing  the .  Plaintiffs'  Trade 
Mark? 
50       Ckmson. — My  Lord,  we  do  not  suggest  any  fraud  in  that  sense  at  all. 
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De  Witt  V.  Jerrardy  Darby ^  and  Olegg  Ld. 

In  the  High  Court  of  Justiob.— Chancery  Division. 

Be/are  Mr.  Justice  Nbvillb. 

Jnne  15th  and  18th,  1906. 

Db  Witt  v.  Jbrrard,  Darbt,  and  Clboo  Ld. 

Patent. — Action  for  infringement — Discontinuance. — Coeta.  5 

# 

Letters  Patent  (No.  17,596  of  1903)  were  granted  to  Renee  de  Witt  for 
^'  Improvements  in  pins,  hair  buckles,  brooches,  and  other  kinds  of  pins  and 
"  combs." 

An  action  having  been  commenced  against  Jerrard^  Darby ^  and  Olegg  Ld. 
by  the  Patentee  for  infringement,  claiming  the  usual  relief,  she  on  the  6th  of  10 
September  1905  delivered  in  person  a  Statement  of  Claim. 

On  the  2nd  of  December  1905  the  Defendants  delivered  their  Statement  of 
Defence  and  Particulars  of  Objections  denying  infringement,  and  challenging 
the  validity  of  the  Patent. 

The  action  came  on  for  trial  before  Mr.  Justice  NEVILLE  on  the  15th  of  15 
June  1906. 

The  Plaintiff  appeared  in  person.  Upjohn  E.C.  and  Waggett  (instructed  by 
Biddle,  ThomCj  Weleford  and  Lidgwick)  appeared  for  the  Defendants. 

The  Plaintiff  asked  for  leave  to  amend  her  writ  and  pleading,  not  specifying 
any  proposed  amendment,  but  alleging  as  a  reason  for  the  granting  of  the  relief,  80 
an  amendment  of  Defendants'  Particulars  of  Objections  made  by  consent  in 
April  1906,  under  -which  a  prior  Specification  filed  by  the  Plaintiff  herself  in 
1901  under  a  Patent  which  had  since  lapsed  was  included  as  an  ^*  anticipation." 
Leave  was  refused  and  the  action  was  ordered  to  be  in  the  Paper  for  trial  on 
the  18th  of  June.  25 

On  the  17th  of  June  the  Plaintiff  sent  to  the  Defendants  the  following 

notice  : — '^  Take  notice  that  on  account  of  the  learned  Judge  refusing  to  allow 

^^  me  to  amend  the  Writ  of  Summons  and  Statement  of  Claim  herein  after  you 

^^  had  been  allowed  to  amend  the  Defendants*  Particulars  of  Objections,  I  hereby 

'  **  wholly  discontinue  this  action  against  the  Defendants."  30 

The  trial  was  resumed  on  the  18th  of  June,  when  the  Plaintiff  stated  that  she 
had  delivered  the  above-mentioned  notice  of  discontinuance.  Mr.  Jostioe 
Neville  dismissed  the  action  with  costs. 
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Northern  Press  and  Engineering  Compcmy  Ld.  and  Annand  v. 

jB.  Hoe  A  Go. 


In  thb  High  Court  op  Jxtstiob.— Chanobry  Division. 

Bef(yre  Mr.  Justiob  Joyob. 

March  19th,  20th,  2lBt,  22nd,  and  23rd,  and  April  10th,  1906. 

Northern   Prbss   and   ENaiNBBRiNG  Company   Ld.    and  Annand  v. 
5  R.  Hob  h  Co. 


Patent. — Action  for  infringement  of  two  Patents. — Subject-matter. — PcUents 
held  invalid. 

A  Patent  was  granted  in  1898  for  "  Improvements  in  web  printing^  folding^ 
^^  cutting^  and  delivering  machines^  TJhe  alleged  improvements  consisted  in 
10  placing  two  printing  mechanisms  end  to  end  with  a  longitudinal  folder 
between  them^  and  with  pa^hs  of  tajjes  for  condtucting  the  printed  web  from 
the  printing  mechanism  to  the  folder,  A  second  Patent  was  granted  in  1897 
for  "  Improvements  in  and  relating  to  web  printing^  folding^  and  cutting 
^^  machinepy.'^^    The  alleged  improvements  consisted  partly  in  duplicating  the 

15  printing  mechanisms^  the  subject  of  the  first  Patent^  so  as  to  enaible  a  larger 
number  of  sheets  to  be  associated^  folded^  and  cuty  and  also  to  enable  the  parts 
of  which  the  machine  was  composed  to  be  worked  separately.  In  an  action  for 
infringement  of  these  Patents  the  Plaintiffs  contended  that  the  alleged  inventions 
resulted  in  an  increase  of  speed  and  certainty  of  operation^  unth  greater 

20  readiness  of  access  to  the  working  partSy  and  greater  utility  from  the 
divisibility  of  the  machine.  The  Defendants  contended  that  the  Plaintiffs' 
machines  were  a  mere  collocation^  not  involving  ingenuity^  of  well-known 
mechanisms^  without  the  advantages  cMegedy  and  thai  there  was  no  subject- 
matter  ^  or  thaty  if  there  was  subject-matter  in  the  specific  arrangementSy  the 

25  Defendants  had  not  infringed. 

Held,  that  the  Patent  of  1898  was  invalid  for  want  of  subject-^ncUtery  and 
as  to  the  Patent  of  1897  that  if  the  first  Claim  was  to  be  construed  widely  the 
Patent  uxis  invalid  for  want  of  subject-mattery  but  if  it  was  to  be  construed  very 
narrowly  then  the  Defendants  had  not  infringed  it. 

30      The  action  was  dismissed  with  costs. 

WilliamB  v.  Nye  (7  RJ^.O.  87  and  62)  followed. 
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On  the'  6th  of  November  1893,  Letters  Patent  (No.  21,068*  of  1893)  were 
granted  to  Robert  Gumming  Annand  for  "  Improvements  in  web  printing, 
"  folding,  catting,  and  delivering  machines." 

The  amended  Complete  Specification,  so  far  as  material  for  this  report,  was 
as  follows : — "  My  invention  has  reference  to  the  production  of  newspapers  5 
"  and  the  like,  and  relates  to  machines  of  the  type  in  which  a  web  or  continu- 
"  ous  sheet  is  printed,  folded  longitudinally  ep  and  transversely  or-both,  cut 
"  (ift-serfto-oftoofj  bofopo  folding  aad-in  othor  oaoos  after  longitudinal  folding) 
'*  and  finally  delivered  in  the  folded  state.  Some  of  !7Tiese  machines  are  so 
"  arranged  that  webe  from  two  printing  mechanisms,  either  two  full  width  10 
"  webs,  or  a  full  width  web  and  a  half  width  web,  can  be  associated  or  super- 
**  posed  before  being  folded,  whilo  othoro  arc  arranged  do  that-tho  wob  io  out 
^'  tpanovorooly  into  ohooto  boforo  boing  folded,  one  ohoct  being  oomotimos 
'^  aooooiatod  with  anothor  shoot. 

"  My  invention  eempises  consists  of  a  special  combination  of  two  printing  15 
**  mechanisms  and  one  folding  mechanism  single  or  double ;  tmppovod  moohonigm 
^^  for  giving  tho  longitudinal  fold,  and  imta»ovod   ffioohaQiom  for  giving  tho 
<^  transvorso'fold  op  folds. 

*^  In  my  combination  of  two  printing  mechanisms  and  one  folding  mechanism 
"  X  erect  the  two  printing  mechanisms  end  to  end  but  with  sufficient  space  20 
"  between  them  for  the  folding  mechanism  which  I   place  in  such  space,  I 
**  arrange  paths  of  tapes  to  lead  the  printed  webs  (which  may  both  be  full 
"  width  webs  or  one  a  full  width  and  the  other  a  half  width  web)  from  both 
**  machines  to  a  position  above  the  folder.     If  the  folder  is  double,  that  is  to 
^'  say  composed  of  two  folders  set  back  to  back  so  as  to  be  capable  of  folding  25 
"  two  webs  separately,  I  can  as  required  either  lead  the  two  webs  to  the  two 
"  folders  respectively  so  as  to  be  separately  folded,  or  I  can  lead  both  webs  to 
**  the  same  folder  so  that  they  can  be  associated  and  folded  together.    If  on  the 
<*  other  hand  the  folder  is  single  both  webs  will  be  led  to  it  and  be  associated 
^'  and  folded  together.    In  either  case  either  of  the  printing  mechanisms  can  be  30 
"  worked  separately  and  the  web  be  carried  therefrom  to  the  folder. 

*'  The  combination  of  two  printing  mechanisms  and  one  folding  mechanism 
^  as  above  described  will  be  fully  understood  on  reference  to  Figure  1  of  the 
**  accompanying  drawings.  A  and  B  represent  respectively  the  two  printing 
"  mechanisms  of  which  only  the  last  stereotype  cylinder  a  and  corresponding  35 
"  blanket  cylinder  h  are  shown.  These  two  machines  it  will  be  understood  are 
^*  erected  end  to  end  with  sufficient  space  between  them  for  the  folding 
^*  mechanism,  C  is  the  folding  mechanism  which  is  shown  as  double,  c  and  d 
"  being  respectively  the  two  internal  folders,  e  is  one  of  the  external  folders 
"  which  is  long  enough  to  co-act  when  required  with  both  of  the  internal  40 
"  folders  c  and  d  in  effecting  the  longitudinal  fold.  //  represent  a  path  of 
^^  tapes  to  lead  the  printed  web  from  the  machine  A  to  the  top  of  vhe  folder  C 
**  and  g  g  represent  another  path  of  tapes  to  lead  the  printed  web  from  the 
"  machine  B  to  the  top  of  the  folder.  The  two  webs  may  be  both  guided  as 
'*  will  be  well  understood  down  one  of  the  folders  c  and  d  so  that  they  beoome  45 
**  associated,  and  folded  together,  or  they  may  be  guided  separately  down  Ui^ 
"  two  folders  respectively  so  that  they  become  folded  separately.  From  the 
"  folding  mechanism  the  longitudinally  folded  webs  pass  to  the  transverse 
^*  folding,  cutting  and  delivery  mechanism  of  any  suitable  kind  as  h  well 
"understood "  50 

The  Patentee  claimed  : — "  The  combination  of  mechanism,  substantially  ap 
"  hereinbefore  described,  comprising  two  printing  mechanisms  erected  end  to 
'*  end  with  a  space  between  them  ;  a^  double  or  single  longitudinal  folder  placed 
"  in  the  said  space  for  folding  the  paper  web  or  webs  from  one  ox  botk  of  the 
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'^  said  printing  mechanisms  and  passing  the  same  on  to  transverse  folding, 
**  cutting  and  delivery  mechanism ;  and  the  paths  of  tapes  between  the  said 
"  printing  mechanisms  and  the  said  longitudinal  folder  for  conducting  the 
'*  printed  webs  from  the  printing  mechanisms  to  the  longitudinal  folder,  as  Bet 
5  "  forth." 

There  were  seven  Claims  in  the  Specification  originally,  but  of  these  all  bat 
the  first  were  struck  out  by  amendment. 


^^^     '^'^•'• 


On  the  22nd  of  March  1897,  Letters  Patent  (No.  7401  of  1897)  were  granted  to 
Robert  Gumming  Annand  for  "  Improvements  in  and  relating  to  web  printing, 

10  "  folding,  and  cutting  machinery." 

The  Complete  Specification,  so  far  as  material  for  this  report,  was  as  follows ; — 
'*  My  invention  has  reference  to  web  printing,  folding  and  cutting  machinery, 
'^  and  it  comprises  a  particular  arrangement  of  multiple  web  printing  and  f old- 
'^  ing  machine  :  a  cutting  device  whereby  the  printed  and  partly  folded  sheets 

15  '^  as  they  are  passing  through  between  the  last  pair  of  folding  rollers  have  a 
^^  part  cut  ofE  the  folded  sheet  so  as  to  trim  it  at  one  or  both  ends ;  an  improved 
^^  arrangement  for  securing  to  an  auxiliary  cylinder  in  the  printing  machine 
"  one  or  more  type  bar  holders  or  type  boxes  for  printing  late  newe  in  one  o» 
*^  more  of  the  pages  :  and  an  improved  construction  of  such  type  bar  holders. 

20  "  In  my  improved  arrangement  of  multiple  web  printing  and  folding  machine 
**  four  separate  printing  mechanisms  printing  from  four  rolls  of  paper  are 
'*  combined  and  in  such  a  manner  as  to  make  the  machine  occupy  comparatively 
^^  small  space  while  all  the  mechanism  is  so  disposed  that  the  attendants  have 
^^  ready  access  to  all  parts.    Two  of  the  four  printing  mechanisms  are  arranged 

25  *'^  facing  each  other  at  the  lower  part  of  the  machine  with  a  space  between  them 
*^  in  which  the  folding  mechanism  which  may  be  single  or  double  is  placed, 
*'  the  two  rolls  of  paper  being  at  the  two  ends  of  the  machine  respectively. 
'*  The  two  other  printing  mechanisms  are  disposed  above  the  two  first  above 
^  described  and  each  of  them  has  its  printing  and  ink  cylinders  practically  in 

30  **  line,  the  oater  ends  of  the  presses,  that  is  to  say  the  ends  nearest  the  rolls  dt 
•«  paper,  being  lower  than  the  ends  extending  towards  the  centre  of  (^e 
*<  machine. 

^'  Roughly  speaking  the  two  top  mechanisms  are  so  arranged  and  disposed  in 
^*  relation  to  each  other  that  a  line  passing  through  the  axes  of  the  cylinders  of 

35  ^^  the  one  mechanism  and  a  similar  line  passing  through  the  axes  of  the 
^^  cylinders  of  the  other  mechanism  will  intersect  eaoh  other  above  the  top  of 
^'  tb^  machiBe. 

2  M  2 
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**  This  arrangement  of  the  mechanisms  allows  all  the  4  reels  of  paper  to  be 
"  on  the  outside  of  the  machine.  It  also  avoids  the  necessity  of  having  to  lift 
**  the  rolls  of  paper  for  the  upper  two  mechanisms  very  high  before  they  reach 
**  the  brackets  in  which  they  are  carried.  The  two  upper  mechanisms  in  sloping 
"  downwards  towards  the  rolls  of  paper  leave  comparatively  little  distance  H 
"  between  the  first  printing  cylinder  and  the  rolls  of  paper.  Their  sloping 
"  upwards  towards  the  middle  of  the  machine  gives  space  underneath  fliem 
**  for  the  mechanism  for  associating  and  folding  the  webs. 

"  Figure  1  of    the  accompanying  drawings  is  a  general  view  somewhat 
**  diagrammatic  illustrating  a  four  reel  printing  machine  constructed  in  the  10 
**  manner  hereinbefore  described.    In  this  figure  P^  and  P*  represent  res- 
"  pectively  the  two  lower  printing  presses  and  P*  and  P*  the  two  upper  presses. 
**  A*  A*  A*  A*  are  respectively  the  inking  mechanisms  and  B^  B*  B*  B*  the  ink 
"  fountains  of  the  4  presses.    These  parts  are  of  the  usual  kind  and  require  no 
*'  further  description.    Only  a  few  of  the  composition  rollers  are  shown  :  their  15 
"  arrangement  can  be  varied  as  desired  :  they  are  usually  arranged  to  suit  the 
"  class  of  printing  to  be  produced  by  the  machine.    R^  R*  R*  R*  are  the  web 
"  reels  appertaining  respectively  to  the  4  presses  and  W*  W*  W*  W*  are  the 
"  4  webs  of  paper  carried  by  and  delivered  from  these  reels.    C^  C*  C^  O,  are 
"  the  stereotype  cylinders  for  printing  the  first  side  of  the  respective  webs  and  20 
«  Di  D*  D^  D*  are  the  corresponding  blanket  cylinders.      F^  F*  F'  F*  are  the 
**  stereotype  cylinders  for  printing  the  second  side  of  the  respective  webs  and 
"  E*  E*  E*  E*  are  the  corresponding  blanket  cylinders. 

**  It  will  be  seen  that  in  the  case  of  each  of  the  two  lower  presses  P*  P*  the 
**  inking  mechanism  A^  A^  is  placed  at  the  bottom  with  the  fountains  B^  B*  Vi 
"  outside.     The  first  stereotype  cylinder  C^  C*  is  placed  above  the  large  ink 
"  cylinder  and  the  corresponding  blanket  cylinder  D*  D^  is  in  the  same  hori- 
"  zontal  plane.    The  blanket  cylinders  E^  E^  and  stereotype  cylinders  F^  F*  for 
**  printing  the  second  side  of  the  web  are  arranged  almost  vertically  above  the 
**  first  blanket  cylinders,  the  second  inking  mechanism  being  arranged  hori-  30 
*'  zontally  on  the  outside  of  the  machine.    By  this  arrangement  the  stereotype 
"  cylinders  C*  C^,  F^  F'  lie  with  their  upper  ends  fully  exposed  which  admits 
**  of  the  stereo  plates  being  put  on  and  removed  with  great  facility.    In  the 
"  case  of  each  of  the  two  upper  presses  the  two  stereo  type  cylinders  and  the 
"  two  blanket  cylinders  are  arranged  in  a  straight  line  somewhat  inclined  from  35 
**  the  horizontal.    It  will  be  noticed  that  in  these  presses  also  the  stereotype 
•*  cylinders  C»  C*  F^  F*  lie  with  their  upper  sides  fully  exposed.    After  the 
"four  webs  W^  W^  W»  W*  are  printed  they  pass  the  •registering'  rollers 
"  B}  H*  H*  H*  and  thence  by  the  pathways  of  moving  tapes  to  the  associating 
"  and  folding  mechanism  which  is  hereinafter  described.    It  will  be  seen  that  40 
«*  the  reels  R^  R*  R*  R*  are  carried  at  the  outside  of  the  machine  and  that  after 
"  all  the  webs  have  been  printed  they  leave  their  respective  presses  on  the 
"  inside.    They  are  thus  in  close  proximity  to  the  folding  mechanism  and 
"  therefore  only  comparatively  short  lengths  of  the  webs  lie  between  the  print- 
"  ing  mechanisms  and  the  folding  mechanism.    This  is  of  great  service   in  45 
"  saving  strain  on  the  paper  and  in  getting  the  register  and  cutting  right. 

"  I  will  now  describe  the  associating  mechanism  for  dealing  with  the  webs 
"  after  they  have  been  printed  and  passing  Uiem  on  to  the  longitudinal  folding 
"  device  :  this  folding  device  may  be  a  single  longitudinal  folder  but  preferably 
"  it  consists  as  in  the  arrangement  shown  of  two  back  to  back  longitudimd  50 
"  folders  K^  and  K*  which  may  be  of  any  suitable  form  for  folding  the  webs 
"  when  on  the  run.  The  associating  mechanism  is  seen  in  Figure  1  but  is 
"  shown  on  a  larger  scale  in  Figures  2, 3,  and  4 :  in  Figure  2  the  switches  are  in 
"  position  for  leading  2  of  the  webs  to  one  folder  and  the  other  two  to  the  other 
**  folder :  in  Figure  3  they  are  in  position  for  leading  all  4  webs  to  the  folder  55 
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^*  which  is  at  the  left  hand  side  of  the  figure  :  in  Figure  4  they  are  in  position 
^'  for  leading  all  4  webs  to  the  folder  which  is  at  the  right  hand  side  of  the 
**  figure.  1  and  2  represent  the  under  runs  of  tapes  for  bringing  the  two  webs 
44  ^1  ^2  respectively  from  the  2  lower  printing  presses.  The  tapes  I  pass  round 
f)  •*  respectively  the  rollers  8  and  14  and  the  tapes  2  round  the  rollers  9  and  15. 
"  3  and  4  are  the  upper  runs  of  tapes  for  these  same  webs  ;  they  return  round 
"  rollers  16  and  17  respectively.  Sets  of  tapes  pass  as  shown  round  the  rollers 
"  11  and  12  and  down  the  face  of  the  fold  formers  K^  K*  to  the  pulleys  24  and 
'*  25.  In  order  to  draw  up  any  slack  on  the  webs  they  are  slightly  nipped 
10  "  between  the  tapes  passing  round  ihe  rollers  8  and  14  and  the  roller  11  and 
^*  again  between  the  tapes  passing  between  11  and  24  and  the  roller  14.  Lower 
"  runs  of  tapes  for  each  of  the  upper  webs  W  W*  pass  round  the  rollers  10, 
•*  19,  and  20  and  upper  runs  of  tapes  pass  round  the  rollers  13  and  18.  The 
**  rollers  8,  9,  10,  11,  12,  and  13  are  all  driven  by  gearing  from  the  printing 
15  '"  machines  as  will  be  well  understood  and  their  surface  speeds  should  be 
"  somewhat  faster  than  the  rate  of  travel  of  the  webs.  This  ensures  that 
^  the  webs  are  kept  tight  and  that  the  register  and  cutting  are  right.  L  is  a 
'^  set  of  lower  switches  movable  to  the  right  and  left  on  a  horizontal  axis 
'*  L*.      M  represents  one  of  two  or  more  parallel  switch  bars  free  to  slide . 

20  '*  on  a  fixed  horizontal  rod  M^  which  is  itself  suspended  from  a  bracket 
*'  M*.  The  switch  bars  M  and  rod  M*  are  omitted  in  Fig.  1.  The  lower 
*'  ends  of  the  switch  bars  M  are  split  or  open  so  as  to  go  over  the  upper  edges  of 
**  the  switches  L  as  seen  in  Figure  2  and  thus  form  an  unobstructed  pathway  for 
"  the  webs.    When  it  is  desired  to  run  the  lower  web  W^  and  the  upper  web 

25  «  W3  to  the  folder  K*  and  the  other  two  webs  W^  and  W*  to  the  folder  K'  the 
'*  switches  L  and  M  are  placed  as  shown  in  Figure  2.  When  it  is  desired  to  run 
"  all  the  webs  to  the  folder  K^  the  switches  M  are  slid  along  the  rod  M^  to  the 
^*  ends  of  same  against  the  sides  of  the  framework ;  this  puts  them  clear  of  the 
*'  webs  which  are  less  wide  than  the  framework.    The  switches  L  are  moved  to 

*M  *^  the  position  seen  in  Figure  3  and  also  in  Figure  1.  Wben  it  is  desired  to  run 
*^  all  the  webs  to  the  folder  K^  the  switches  L  are  moved  to  the  position  seen  in 
"  Figure  4." 

"  The  longitudinal  folders  K*  K*  are  of  a  well  known  kind  and  work  in 
"  conjunction  with  external  folding  or  drawing  rollers  S  S.    T  T  are  transverse 

35  "  cutting  rollers  which  form  no  part  of  my  present  invention. 

**  The  combined  quadruple  machine  is  shown  as  driven  by  two  driving  shafts 
"  26,  26,  which  may  receive  their  motion  from  any  suitable  prime  mover  such 
**  for  example  as  a  steam  or  electric  motor.  The  driving  shafts  26,  26  carry 
**  toothed  wheels  27,  27,  gearing  with  wheels  28, 28,  on  the  shafts  of  the  blanket 

40  "  cylinders  E^  E«  :  the  wheels  28,  28,  gear  with  wheels  29,  29,  on  the  shafts  of 
^*  the  blanket  cylinders  D^  D'.  Motion  is  also  transmitted  from  the  wheels  27, 
"  27,  to  wheels  30,  30,  on  the  shafts  of  the  blanket  cylinders  D',  D*  by  the 
"  intermediate  gear  wheels  31  and  32,  and  from  the  wheels  30,  !^0,  to  wheels 
**  33,  33,  on  the  shafts  of  the  blanket  cylinders  E»,  E^    On  the  shafts  of  each  of 

45  '*  the  blanket  cylinders  D^  and  D'  is  keyed  a  bevel  wheel  34  meshing  with  a 
"  bevel  wheel  35  in  the  respective  ends  of  a  horizontal  shaft  36  which  connects 
'^  the  two  lower  printing  mechanisms.  This  shaft  36  is  in  two  parts  with  a 
"  releasable  coupling  of  any  suitable  kind  at  37.  The  two  machines  can  thus 
*'  bo  worked  together  from  either  of  the  driving  shafts  26  or  separately  as 

50  **•  desired." 

The  Patentee  claimed  : — "  1.  In  a  web  printing  and  folding  machine  the 
"  combination  of  two  printing  mechanisms  arranged  end  to  end  with  a  space 
**  between  them,  two  other  printing  mechanisms  situated  respectively  above  the 
^  two  first  named  printing  mechanisms,  and  associating  and  folding  mechanism 

55  *'  in  the  space  between  the  lower  printing  mechamsms  and  below  the  upper 
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printing  mechanisms,  substantially  as  hereinbefore  described.  2.  A  device 
constructed  substantially  as  hereinbefore  described  for  trimming  the  ends  of 
printed  and  partly  folded  sheets.  3.  The  special  arrangements  of  device 
substantially  as  hereinbefore  described  and  shown  in  Figures  5  and  6  and  in 
Figures  7  and  8  respectively.  4.  The  construction  of  type  bai*  holders 
substantially  as  hereinbefore  described  and  shown  in  the  drawings.  5.  The 
fastening  of  type  bars  into  holders  by  means  of  lips  on  the  sides  of  the 
holder  and  Indentations  at  the  ends  of  the  type  bars,  the  lips  engaging  with 
the  indentations  when  the  holder  is  closed  up  substantially  as  hereinbefore 
described.  6.  The  mode  or  means  substantially  as  hereinbefore  described 
of  securing  one  or  more  type  boxes  or  holders  to  an  auxiliary  printing 
cylinder." 


10 


On  the  27th  of  July  1904  the  NortJiern  Press  and  Engineering  Company  Ld. 
and  Robert  Cumming  Annand  commenced  an  action  against  jB.  Hoe  A  Go.  for 
infringement  of  these  Patents,  claiming  the  usual  relief.  15 

The    Plaintiffs   by   their   Statement   of    Claim   alleged    that    the   Plaintiff 
Company  were  the  owners  of  the  Patent  ^'o.  21,068*  of  189)^,  that  the  Complete 
Specification  thereof  was  amended  in  accordance  with  the  decision  of  the 
Comptroller  General  of  the  28th  of  May  1897,  and  that  the  original  claimins^ 
clauses  had  been  fi-amed  in  good  faith  and  with  reasonable  care  and  knowledge.  20 
They  alleged  that  the  Plaintiff  Robert  Gumming  Annand  was  at  the  date  of  the 
writ  the  owner  of  the  Patent  No.  7401  of  1897  and  had  on  the  9th  of  August 
1904  assigned  the    same    to  the  Plaintiff  Company.    They    alleged    that    the 
Defendants  had  infringed  both  Patents.    By  their  Particulars  of  Breaches  they 
alleged  that  the  Defendants  had  infringed  and  threatened  to  infringe  the  first  25 
claiming  clause  of  the  Specification  of  each  of  the  Patents  by  advertising  for 
sale  four  roll  web  printing,  folding,  cutting,  and  delivery  machines  like  that 
advertised  for  sale  by  them  on  the  top  half  of  page  13  of  the  "British  anA 
"  Colonial  Printer  and  Stationer  *'  of  May  the  12th  1904 ;    by  continuing  to 
advertise  such  machines  as  on  page  12  and  13  of  the  "  Master  Printer  and  30 
"  Newspaper  Owner  "  of  September  the  17th  and  October  the  1st  1904 ;  and  by 
having,  during  1904,  or  the  latter  part  of  1903,  sold  to  and  erected  folP  HeeorB. 
Hulton  Jt  'Co.  Ld.  of  Manchester  (the  proprietors  of  the  Mamhest«r  Bvening 
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Chronicle)  and  the  News  of  the  World  Ld.^  of  BouTerie  Street,  London,  E.C. 
(the  proprietors  of  the  "  News  of  the  World  ")  at  their  respectire  works  four  roll 
machinee  similar  to  the  advertised  machines  mentioned  above. 
The  Defendants  by  their  Defence  did  not  admit  the  Plaintiffs*  owership  of 
5  the  Patents  ;  they  denied  that  the  original  claiming  clauses  of  the  Specification 
of  the  Patent  No.  21,068*  of  1893  were  framed  in  good  faith  or  with  reasonable 
skill  and  knowledge  ;  they  denied  that  they  had  infringed  or  threatened  to 
infringe  the  Patents  or  either  of  them  ;  and  they  alleged  that  both  the  Patents 
were  invalid  upon  the  grounds  set  out  in  the  Particulars  t)f  Objections. 
10      By  their  Particulars  of  Objections  they  said  that  the  alleged  inventions  were 
not  useful,  that  the  Plaintiff  Robert  Oumming  Annand  wsb  not  the  first  and 
true  inventor,  and  that  the  allied  inventions  were  not  the  proper  subject- 
matter  of  Letters  Patent,  and  they  relied  in  support  of  this  objection  upon  all 
the  prior  publications  referred  to  with  regard  to  the  respective  Patents,  and 
15  upon  the  common  general  knowledge  relating  (as  to  the  1893  Patent)  to  the 
arrangement  of  printing  and  folding  mechanism  or  (as  to  the  1897  Patent)  to 
printing,  cutting,  and  folding  mechanisms  and  to  the  different  arrangements  of 
the  said  mechanisms.    The  Defendants  said  that  the  alleged  inventions  were 
not  new  at  the  date  of  the  respective  Patents.    As  to  the  Patent  No.  21,068* 

20  of  1893,  they  said  that  the  alleged  invention  was  published  prior  to  the 
date  of  the  Patent  as  follows:— (1)  By  the  publication  in  the  Patent  Office 
of  the  following  Specifications  :— Conquest  (No.  1883  of  1882  ;  Nos.  5846, 
10,061,  and  14,911  of  1885 ;  and  No.  4790  of  1886)  ;  Michaud  (French  Specifi- 
cation,    No.    178,606,    A.D.    1886),    the    fourth    addition    thereto    dated    the 

25  7th  of  March  1890,  and  the  fifth  addition  dated  the  14th  of  February  1891 ; 
Michaud  (No.  7484  of  1887) ;  Wilson  (No.  17,295  of  1888,  and  No.  17,351  of  1892)  ; 
Firm  (U.S.A.,  No.  399,659,  A.D.  1889)  ;  Scott  (U.S.A.,  No.  467,265,  A.D.  1892)  ; 
Southgate  (U.S.A.,  No.  471,403,  A.D.  1892).  The  Defendants  relied  upon  the 
whole  of  the  above  Specifications.     (2)  By  the  deposit  in  the  Patent  Office  on 

30  or  about  the  1st  of  December  1891  of  the  "  Journal  fur  Buchdruckerkunst," 
dated  the  26th  of  November  1891,  and  on  or  about  the  1st  of  December  1892  of 
the  same  journal  dated  the  24th  of  November  1892.  The  Defendants  relied 
upon  the  whole  of  the  articles  entitled  *^  Neue  Zwillings  Rotationspressen  "  and 
"  Zwei    neue    Maschinen    der    Maschinenfabrik    Augsburg "    respectively    in 

H5  columns  1036  and  1037  and  columns  1060  to  1064  respectively  of  the  said 
journals.  (3)  By  the  publication  in  the  "  Engineer,"  dated  the  19th  of  March 
1875,  of  an  article  entitled  "  The  Victory  Printing  and  Folding  Machine  "  on 
page  ^M).  The  Defendants  relied  upon  the  whole  of  the  article  and  illustrations. 
Ab  to  the  Patent  No.  7401  of  1897,  the  Defendants  said  that  the  alleged 

40  invention  was  published  prior  to  the  date  of  the  Patent  as  follows  : — (1)  By 
the  Specifications  and  documents  specified  above  and  relied  upon  as  to  the 
Patent  of  1893,  and  by  the  publication  in  the  Patent  Office  of  the  following 
Specifications:— J5<9a6-^  (No.  9308 of  1842) ;  Little  (No.  2413  of  1853);  Wilkinson 
(U.S.A.,  No.  9525,  A.D.  1853) ;  Macd^jnald  and  Calverley  (U.S.A.,  No.  90,868, 

46  A.D.  1866)  Figs.  9  and  10  and  the  letterpress  relating  thereto  j  Buxton 
(No.  5470  of  1886,  and  No.  5989  of  1888)  ;  Edwards  (No.  18,622  of  1893)— all 
oif  these  being  relied  upon  as  against  Claims  4,  5  and  6 ;  Lake  (Xo.  12,970 
of  1884)  Figs.  14  t^  20  inclusive  and  the  letterpress  relating  thereto,  as  against 
Olaims  2  and  3;  Annand  (Nos.   17,706  and  21,068  of   1893);  Spalckhaver 

50  (U.S.A.,  No.  567,051,  A.D.  1896).  Except  where  otherwise  specified  the  whole 
of  each  of  the  above  Specifications  was  relied  upon  as  against  all  the  Olaims. 
(2)  By  the  deposit  in  the  Patent  Office  before  the  date  of  the  Patent  of  the 
following  books :— (a)  United  States  Patent  Office  Reports  for  1853,  Vrf.  1, 
page  107  ;  {b)  Franklin  Journal,  vol.  35  (3rd  sertes),  page  116;    The  Defendants 

a§  relied  upon  ttieBe  as  against  the  whole  of  the  Claims. 
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The  Plaintiffs  applied  for  leave  to  deliver  interrogatories,  but  the  Defendants' 
London  representative,  Claude  M.  Johnson^  having  made  an  affidavit  containing 
admissions,  the  Plaintiffs  did  not  press  the  application,  and  no  Order  was 
made.  The  affidavit  stated  (inter  alia)  as  follows  : — '*  (3)  Both  the  Specifica- 
"  tions  of  Letters  Patent  sued  upon  in  this  action  refer  only  to  arrangements  of  5 
^^  mechanisms  and  in  no  sense  to  details  of  construction.  The  printing 
^'  mechanisms  complained  of  by  the  Plaintiffs*  embody  several  important  details 
"  of  construction  wholly  unconnected  with  the  subject-matter  of  either  of  the  said 
"  Letters  Patent.  The  said  details  of  construction  are  trade  secrets  of  the  Def  en- 
^^  dants,  and  it  is  of  the  utmost  importance  to  the  latter  that  the  said  secrets  10 
'*  should  not  be  disclosed  to  the  Plaintiffs,  who  are  rival  manufacturers.  (5)  The 
''  Defendants  are  most  desirous  of  giving  all  information  within  their  knowledge  to 
'^  enable  the  Court  properly  to  try  the  issues  in  this  Action,  and  they  are  therefore 
"  willing  to  make  the  following  admissions  : — 1.  That  they  caused  the  advertise- 
^'  ments  referred  to  in  paragraphs  3  and  3  of  the  Particulars  of  Breaches  to  be  15 
**  inserted.  2.  That  they  sold  four  roll  web  printing,  folding,  cutting,  and 
"  delivery  machines  to  Messrs.  Button  <k  Co.j  and  to  the  proprietors  of  the 
*' '  News  of  the  WorldJ*  3.  That  the  said  machines  comprised  inter  alia  the 
"  combination  of  two  printing  mechanisms  erected  end  to  end  with  a  space 
♦'  between  them,  two  longitudinal  folders  placed  front  to  front  in  the  onecaseabove  20 
^*  and  in  the  other  partially  above  and  partially  in  the  said  space  for  folding  the 
''  paper  web  or  webs  from  one  or  both  of  the  said  printing  mechanisms  and 
**  passing  the  same  on  to  transverse  folding,  cutting,  and  delivery  mechanism  and 
''  drawing  rollers  between  the  said  printing  mechanism  and  the  said  longitudinal 
*'  folders  for  conducting  the  printed  webs  from  the  printing  mechanisms  to  the  25 
"  longitudinal  folders.  4.  That  the  said  machines  comprised  inter  alia  the  com- 
^*  bination  of  two  printing  mechanisms  arranged  end  to  end  with  a  space  between 
**  them,  two  other  printing  mechanisms  situated  respectively  directly  above  the 
^*  two  first-named  printing  mechanisms  and  associating  and  folding  mechanism 
^'  in  the  space  between  the  two  opposite  sets  of  printing  mechanisms,  but  not  30 
*^  below  the  upper  printing  mechanisms.  6.  The  admissions  specified  in  the  pre- 
'^  ceding  paragraph  hereof  comprise  the  fullest  particulars  of  the  said  machines  bo 
"  far  as  they  are  relevant  to  the  Specifications  sued  upon  or  any  issue  in  this 
"  action " 

The  action  came  on  for  trial   before  Mr.  Justice  JOTCB  on  the  19th   of  35 
March  1906. 

Asthury  K.C.,  Hughes    K.C.,    and    Frost  (instructed   by  Sharps^  Parker^ 
Pritcharas^  Barham,  and  Lawford^  agents  for  TF.  J.  S.  and  J.  A.  S.  Scott  of 
Newcastle-upon-Tyne)  appeared  for  the  Plaintiffs  ;  Cripps  K.C.,  Bousfield  K.C., 
and  J,  H,  Cray  (instructed  by  Bower^  Cotton^  and  Bower)  appeared  for  the  40 
Defendants. 

Asthury  K.C.  opened  the  Plaintiffs'  case. — Great  speed  and  accuracy  of  folding 
and  cutting  are  required  where  many  different  editions  of  a  newspaper  are  issued 
in  the  course  of  the  day.  The  methods  were  very  unsatisfactory  until  stereotypes 
were  introduced.  Most  of  the  numerous  anticipations  alleged  have  little  to  do  45 
with  the  case,  but  they  help  the  Plaintiffs,  as  showing  the  efforts  that  have  been 
made  to  overcome  the  difficulties.  Printing  presses  with  arrangements  for  fold- 
ing, longitudinal  and  transverse,  and  cutting  are  old  ;  what  is  new  in  the  1893 
Patent  is  the  combination  of  two  printing  presses  placed  end  to  end,  or  back  to 
back,  with  an  intervening  space,  in  which  a  longitadinal  folder  is  placed.  The  50 
advantages  of  the  arrangement  are  rapidity,  accuracy,  and  the  certainty  that  is 
particularly  required  when  the  paper  has  to  be  '*  associated  "  that  is,  wher«  two 
sheets  have  to  be  put  one  on  another.  Also,  one  side  of  the  machine  can  be 
stopped  and  used  as  a  single  press,  and  all  the  parts  are  accessible  for  repairs. 
In  the  old  forms  of  the  macMne  there  was  not  the  folding  while  the  paper  vna  55 
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still  in  its  web  form  ;  a  man  was  employed  to  cnt  it  off  before  the  folding. 
"  Associating  "  is  old  ;  nothing  new  is  possible  where  stereotypes  are  used,  except 
rearrangement.  The  1897  Patent  is  for  a  quadruple  printing  machine  that  will 
print  any  multiple  of  2  pages  up  to  32,  or  a  morning  paper  on  one  side  and  two 
5  evening  papers  on  the  other  side.  The  economy  of  space  effected  by  using  this 
machine  is  very  important,  as  the  printing  offices  have  to  be  in  a  central  position. 
The  Plaintiffs'  machine  has  been  identically  copied  by  the  Defendants.  It  is  only 
alleged  that  Claim  1  has  been  infringed,  but  the  Defendants  say  that  the  other 
Claims  are  invalid ;  they  allege  invalidity  and  non-infringement  as  to  both  Patents. 
10  It  is  an  important  advantage  that  the  machine  is  not  belt-driven ;  it  is  thus  possible 
to  vary  the  rates  at  which  the  two  sides  are  driven.  Although  all  the  parts  are  old, 
there  may  be  a  good  Patent  for  the  combination.  [Vickers  v.  Siddell  (7  R.P.C. 
292;  L.R.  15  App.  Cas.  496)  ;  and  American  Braidei  Wire  Company  y.  Thomson 
(5  R.P.C.  113)  were  referred  to.]     The  arrangement  is  of  great  utility,  and  its 

15  ingenuity  is  shown  by  the  fact  that  there  was  a  great  want  and  no  one  had 
discovered  how  to  satisfy  it ;  no  one  had  ever  had  the  idea  of  putting  the 
associating  and  folding  mechanism  inside  the  printing  machinery.  The 
Defendants  say  that  parts  of  their  machine  are  trade  secrets ;  if  the  case  cannot 
be  tried  on  the  Defendants*  admissions  an  inspection  will  be  necessary.    It  is 

20  immaterial  whether  the  Defendants  have  put  their  folders  front  to  front  or  back 
to  back,  and  the  drawing  rollers  they  have  used  instead  of  the  paths  of  tapes 
are  practically  the  same  as  the  paths  of  tapes,  which  cannot  be  used  without 
having  rollers.  [Clark  v.  Adie  (L.R.  2  App.  Cas.  320)  was  referred  to.]  The 
tapes  are  useful  in  keeping  the  paper  straight  in  draughts;  the  rollers  over 

25  which  the  tapes  go  carry  the  papei  from  the  printing  machine  to  the  folder. 
The  pith  of  the  invention  is  that  the  paper  is  directed  along  a  short  path  and 
folded  while  it  is  on  the  run,  without  possibility  of  creasing.  The  old 
arrangements  were  very  complex.  The  combination  is  of  all  the  parts,  though 
one    of    them  may  be  more  important  than    the    others.    The  doctrine  of 

30  mechanical  equivalents  is  not  needed ;  the  Defendants  have  the  same  thing  as 
the  Plaintiffs'  device  with  colourable  alterations.  As  to  the  infringement  of 
the  1897  Patent,  the  Plaintiffs  have  the  Defendants'  admissions ;  and  in  the 
machine,  which  they  advertise,  the  folders  are  in  the  same  position  as  in  the 
Plaintiffs'. 

35  Evidence  was  given  in  support  of  the  Plaintiffs'  case.  R,  C.  Annand  said 
that,  about  1890,  the  8-page  machine  was  almost  the  only  one  known,  and 
newspaper  proprietors  were  very  desirous  of  having  a  multiple  machine  to 
produce  larger  papers.  So  far  as  he  knew,  there  was  not,  before  his  1893  Patent, 
any  arrangement  of  two  machines  end  to  end  with  the  folder  between  and 

40  folding  the  web  on  the  run.  The  shortness  of  the  distance  between  the  printing 
and  folding  mechanisms  in  the  Plaintiffs'  machine  prevented  "wandering" 
of  the  paper  and  the  failure  of  the  printing  to  come  up  and  register.  In 
earlier  machines  the  cutting  before  the  folding  was  a  disadvantage  ;  where  the 
catting  took  place  after  folding  as  in  the  Plaintiffs'  machine,  the  only  limit  to 

45  the  speed  was  in  the  delivery  mechanism.  The  older  machines  could  not  be 
worked  at  more  than  about  8,000  revolutions  of  the  printing  cylinders  an  hour  ; 
apart  from  the  delivery  mechanism,  the  patented  machine  could  be  worked  at 
15,000  revolutions,  but  that  had,  on  account  of  the  delivery  mechanism,  to  be 
reduced  to  12,000,  which  would  give  24,000  copies  of  a  newpaper  of  2  to  16 

50  pages,  or  half  that  output  of  a  paper  of  16  to  32  pages.  A  very  small  increase 
of  speed  was  of  great  importance.  The  1897  machine  enabled  larger  news- 
papers to  be  produced ;  as  each  side  had  its  own  motor,  the  machine  could  be 
used  as  two  separate  machines,  of  which  one  could  be  worked  without  the 
necessity  for  waiting  until  the  other  was  prepared ;  the  two  parts  could  be 

55  wcHrked  at  different  speeds  ;  and  various  sub-divisions  could  be  made.    There 
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was  also  a  great  economy  of  space.    The  Defendants*  machine  as  advertised 
gave  doable  the  oatpat  of  the  Plaintiffs*  because  the  width  of  the  cylinders 
was  doubled,  but  that  was  a  disadvantage,  as  the  long  cylinders  were  liable  to 
bend.    The  tapes  were  useful,  but  not  essential — the  drawing  rollers  could  be 
used  without  them.     Before  1893  printing  machinery  had  been  erected  end  5 
to  end  with  folding  machines  between  them,  as  in  Canqt^esfs  Specification 
(No,  14,911  of  1885),  but  there  the  cut  sheets  were  folded,  not  the  web.     In 
Michavd  (No.  178,606,  A.D.  1886)  there  was  transverse,  but  not  longitudinal, 
folding;  it  was  not  clear  which  came  first,  the  cutting  or  the  folding;  the 
machine  could  not  print  more  than  5,000  copies  an  hour,  because  of  the  chopper  10 
folder.     In  Wilson  of  1888  the  printing  mechanisms  were  end  to  end  with  a 
transverse  folder  in  between.    Conquest  of  1886  showed  a  longitudinal  folder 
Avhioh  folded  the  webs  in  an  uncut  state.    As  to  the  1897  Patent,  in  Conquest 
(No.  14,911  of  1885)  there  was  one  machine  above  another,  bat  it  was  in  the 
room  above.    In  Firm  one  machine  was  above  the  other,  but  the  second  roll  of  15 
paper  was  in  a  most  inconvenient  position  ;  the  machine  had  never  been  made, 
so  far  as  the  witness  knew.    In  Scott  (No.  467,265,  A.D.  1 892)  there  were  three 
printing  mechanisms,  one  above  the  other,  and  longitudinal  folding  mechanism, 
but  the  distance  the  paper  had  to  travel  was  very  great.     In  Wilson  of  1892  the 
cutting  came  before  the  folding.     In  S2)alckhaver  the  folding  mechanism  was  20 
external  to  the  machine,  the  distance  the  paper  travelled  to  the  folder  was  great, 
and  the  machine  had  never  been  made.     In  the  machine  described  in  the 
"  Journal  fur    Buchdruckerkunst "  the  papers  were    cut   before    they  were 
associated  and  folded.    In  the  PJaintiffs'  arrangement,  it  was  not  an  essential 
feature  that  the  associating  and  folding  mechanism  should  be  placed  below  the  29 
upper  printing  mechanism.     A  machine  similar  to  that  described  in  ConquesVs 
Specification  (No.  14,911  of  1885),  but  having  two  printing  mechanisms  instead 
of  three,  was  erected  in  1887,  at  the  "  Glasgow  Herald  "  office,  but,  after  experi- 
ments, the  combination  was  abandoned,  and  the  machine  was  worked  as  two 
separate  presses  for  about  10  years.    The  reason  for  the  abandonment  was  that  30 
the  machine  could  not  print  a  12-page  paper,  without  8  pages  from  another 
machine  being  collated.    It  would  take  twice  the  space  of  the  Plaintiffs,  1893 
machine,  and  association  Avould  be  practically  impossible.    In  Wilson^s  machine 
of  1888  the  columns  appeared  to  go,  as  in  MichaiufSf  along  the  cylinder ;  that 
was  disadvantageous,  as  the  paper  would  be  folded  across  the  print  and  the  35 
number  of  columns  to  the  page  could  not  be  varied.     In  Conqtiest  of  1886  the 
web,  after  having  been  printed,  was  slit  longitudinally,  and  the  two  webs  were 
carried  round  angle  or  turning  bars,  which  would  limit  the  speed.    The  1893 
machine  did  not  require,  as  the  Defendants  had  suggested,  to  have  added  to  it 
nipping  rollers  between  the  folder  and  the  cutting  roller.    The  1893  machine  40 
was  an  immediate  commercial  success. 

C.  Vernon  Boys  said  that  no  one  of  the  machines  described  in  the  Specifi- 
cations of  Conquest  (No.  14,911  of  1885),  Mtchaud  of  1886,  and  Wilson  of  1888 
would  do  what  the  Plaintiffs'  machine  did.  The  arrangement  for  associating 
the  sheets  in  Conqvsst's  machine  was  a  complication  that  was  absent  from  the  45 
Plaintiffs*  machine  and  was  disadvantageous.  Longitudinal  folders  were  shown 
in  ConquetVs  earlier  Specification  (No*  5846  of  1885),  but  were  not  adopted  in 
his  later  machine  for  folding  webs,  nor  in  Michaud*s  m^ichine,  which  cut  flint 
and  then  folded  transversely  before  folding  longitudinally.  The  rolls  only 
lasted  about  a  quarter  of  an  hour  apiece,  and  occasionally  they  broke,  and  it  was  50 
very  important  to  be  able  to  stop  one  half  of  the  machine  without  stopping  the 
other.  ConqtMsVs  method  of  solving  the  problem  was  quite  different  from  the 
Plaintiffs' ;  by  his  arrangement  for  dealing  with  loose  sheets  he  doubled  the 
product.  When  the  1893  machine  was  once  threaded  it  was  the  rollers,  not  the 
tapes,  that  oonduoted  the  web  from  the  printer  to  th^  folder.    The  iwnnntiil  5S 
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plurt  of  that  feature  was  to  be  f onnd  in  the  Defendants*  combination,  bo  far  as 
coold  be  judged  from  their  drawings  and  affidavit.  The  more  the  length  of 
path  of  the  paper  was  increased  the  less  well  the  machine  would  act.  Th«  use 
of  turning  bars  was  quite  consistent  with  high  speed  of  running.  It  was  known 
5  now  that  the  arrangement  of  the  parts  adopted  in  the  Plaintiffs*  machines  was 
satisfactory,  but  it  was  not  clear  that  it  could  have  been  predicted  that  it  would 
be  so.  Prior  to  1893  there  was  a  known  arrangement  of  printing  machines  end 
to  end  and  a  chop  folding  machine  in  between.  When  the  merits  of  longitudinal 
folding  on  the  run  had   been  established,  the  fact  that  other  people  had  not 

10  substituted  it  for  chop  folder  but  the  Plaintiffs  had,  was  evidence  of  invention. 
The  1897  Patent  consisted  of  a  duplication  of  the  1893,  plus  the  possibility  of 
using  the  different  portions  of  the  machine  separately.  The  cutting  by  means 
of  a  knife  pressing  against  a  cylinder,  as  in  Lake's  Patent,  was  an  unnecessary 
complication,  which  was  avoided  in  the  Plaintiffs'  machine. 

15  W.  W,  Beaumont  said  that  the  problem  of  placing  two  printing  machines 
end  to  end  with  a  space  between,  and  putting  the  folder  in  that  space,  was  not 
necessarily  the  same  whether  one  cut  before  or  after  longitudinal  folding.  The 
Patentee  of  the  1893  machine  t]*eated  the  two  cases  as  problems  to  be  dealt  with 
by  similar  arrangements  of  mechanism,  but  there  was  nothing  in  the  description 

90  of  the  working  about  cutting  before  folding.  It  appeared  from  the  drawing 
that  the  printing  rollers  were  to  be  near  the  folders. 

«/•  Wilson  (managing  director  of  the  "  Edinburgh  Daily  News  "),  0.  D.  Leng 
(director  of  Sir  W.  G.  Leng  A  Go.  Ld.,  proprietors  of  the  "Sheffield  Daily 
Telegraph  "  and  other  publications),  Allan  Jeans  (assistant  manager  of  the  "  Liver- 

25  pool  Daily  Post  and  Mercury  "  and  the  "  Liverpool  Echo  ")>  ^^^  J'  McMurchy 
(machinist  at  the  office  of  the  "  Daily  News ")  deposed  that  the  patented 
machines  worked  well. 

Hy^ghes  K.C.  summed  up  the  Plaintiffs'  case.— The  Patents  are  for  a  combina- 
tion of  old  elements  producing  a  new  result.    As  to  the  1893  Patent,  no  machine 

30  had  ever  been  made  before  consisting  of  two  presses  end  to  end  with  the  folding 
mechanism  between  them  folding  the  web  on  the  run  before  cutting.  As  to 
the  1897  Patent,  there  never  had  been  a  machine  consisting  of  two  pairs  of 
presses  with  the  folding  mechanism  between,  and  each  side  operated  by  its  own 
motor.    The  devices  seem  simple  when  they  have  been  made,  but  many  minds 

35  had  been  devoted  to  the  problem  without  success,  as  appears  from  the  Specifi- 
cations alleged  as  anticipations,  and  the  invention  was  at  once  taken  up*  It  was 
a  matter  of  difficulty  to  foresee  what  would  be  wanted.  [^Taylor  v.  Annand 
(18  R.P.C.  53,  at  page  62)  was  referred  to]  It  is  not  a  matter  of  merely  putting 
two  machines  together.     No  one  had  ever  folded  and  associated  the  webs  before 

iO  cutting.  The  Defendants  in  1885  or  1886  had  got  so  near  to  it  as  to  put  a 
machine  between  two  printing  presses  so  that  the  webs  were  cut  before  being 
folded ;  then  they  went  away  from  that  plan.  It  is  not  necessary  for  a 
patentee  to  point  out  what  is  new  and  what  is  old  in  the  combination.  Two 
machines  with  one  folder  would  not  be  within  the  Patent.    The  best  proof  of 

45  the  utility  of  the  patented  method  is  that  the  Defendants  have  adopted  it.  As 
to  the  paths  of  tapes,  they  are  nsefnl  for  threading  and  necessary  when 
dealing  with  sheets  ;  but  when  webs  are  dealt  with  the  rollers  are  the  important 
parts.  The  Defendants  take  the  essential  parts,  the  rollers,  and  leave  out  the 
parts  that  give  a  slight  advantage,  the  tapes.  The  Defendants  cannot  avoid 
50  infringement  by  making  their  apparatus  a  little  worse.  \^Aktieholaget  S^arator 
V.  Dmiry  Outfti  Company  (15  R.P.C.  327);  Proctor  v.  Bennis  (4  B.P.C.  383, 
L.R.  36  Ch.  D.  740)?  Tueedaie  v.  Ashworth  (9  R.P.O.  121,  at  p.  127,  per  Lord 
Haiehury  L.O.);  American  Braided  Wire  Company  v.  Thomson  (5  R.RO.  113, 
at  p.  124,  per  Bowen  L.J.) ;  Ehrlich  v.  Ihlee  (5  R.P.O.  204) ;  BHtish  Vacuum 

55  dimmer  Company  v.  Suction  Cleaners  (21  R.P.C.  300  at  p,  312,  per  Fctrumll  J).^ 
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were  referred  to.]    The  Defendants  cannot  make  a  mosaic  of  anticipations.    A 
most  important  feature  of  the  invention  consists  in  having  a  motor  on  each  side. 

Cripps  K.C.  opened  the  Defendants'  case. — It  is  difficult  to  see  what  is  the 
invention.  There  cannot  be  a  valid  Patent  for  a  mere  collocation  of  existing 
machines,  as  distinguished  from  such  a  combination  of  them  as  to  make  a  new  5 
machine  {Williams  v.  Nye  7  R.P.C.  37).  If  it  was  convenient  to  arrange  the 
parts  in  a  particular  way  because  of  the  shape  of  the  room,  that  could  not  be 
prevented,  it  is  admitted  that  all  the  parts  are  old,  and  the  form  of  folder 
used  is  that  which  was  invented  and  brought  to  perfection  by  the  Defendants. 
There  was  no  novelty  about  cutting  after  the  longitudinal  folding.  As  to  the  |0 
advantage  of  working  the  two  parts  of  the  machine  independently,  there  is 
nothing  novel  in  it,  and  it  would  not  apply  where  there  is  a  single  folder.  The 
special  advantages  of  the  mechanism  are  not  claimed  and  do  not  flow  from  the 
combination  claimed,  but  are  due  in  most  cases  to  inventions  made  by  the 
Defendants.  There  is  some  difficulty  as  to  whether  paths  of  tapes  are  an  15 
essential  element  of  the  combination  or  not.  They  are  necessary  only  when 
one  cuts  before  longitudinal  folding,  and  there  is  no  novelty  in  their  use.  The 
Plaintiffs  have  sought  to  read  into  their  invention  the  advantages  of  which 
there  was  no  indication,  and  which  are  not  derived  from  the  combination 
considered  as  a  combination.  There  was  the  same  speed  before  and  the  same  jjO 
result.  The  Specification  must  say  what  is  the  improvement  (Terrell  on 
Patents,  4th  ed.,  page  151 ;  Harrison  v,  Anderston  Foundry  Company  L.R. 
1  App.  Cas.  574).  The  Defendants  put  two  machines  end  to  end  with  a  folder 
between  in  1885,  and  in  the  following  year  they  applied  the  mechanism  to  a 
continuous  web.  They  are  entitled  to  put  their  new  folder  in  the  position  of  25 
their  old  folder.  If  the  paths  of  tapes  are  essential  the  Defendants  do  not 
infringe  ;  they  have  omitted  them,  not  to  make  a  variation,  but  because  no  one 
uses  them  with  webs.  The  Plaintiffs  say  that  in  the  hands  of  anyone  el0e, 
their  1897  Patent  would  be  an  infringement  of  their  1893  Patent.  The  question 
is  as  to  what  the  patentee  disclosed,  not  as  to  what  other  people  can  find  in  it.     30 

Astbury  K.C. — The  Defendants,  in  their  affidavit,  say  the  Letters  Patent  refer 
only  to  arrangements  of  mechanisms  and  in  no  sense  to  details  of  construction ; 
and  it  was  on  the  faith  of  that  that  the  Plaintiffs  assented  not  to  get  an  Order  to 
inspect  the  Defendants'  machines.  They  are  in  existence,  and  the  Plaintiffs  are 
entitled  to  see  them,  unless  they  agreed  to  take  a  description  of  them.  The  35 
Defendants  have  given  a  description  and  say  they  are  going  to  rely  only  on 
construction  and  not  on  detail,  and  if  they  now  say  the  details  are  different — 
for  instance,  Mr.  Cripps  points  to  Claims  2  and  3  in  the  1897  Patent,  the  Plaintiflb' 
associating  mechanism,  and  says  the  Defendants  do  not  take  it — ^if  they  are 
going  to  rely  on  the  details  being  different,  the  Plaintiffs  ought  to  see  the  40 
machine. 

Evidence  was  given  in  support  of  the  Defendants'  case.  J.  Swinburne  said 
that  the  longitudinal  folder  patented  by  the  Defendants  in  1885  had  been  a 
great  success  and  did  in  fact  increase  the  speed  at  which  papers  could  be  printed 
and  folded.  In  some  cases  the  longitudinal  folder  was  the  more  suitable,  in  45 
other  cases  the  transverse.  There  was  no  difficulty  or  ingenuity  in  substituting 
the  one  kind  of  folder  for  the  other.  There  was  no  novelty  in  1897  in  arranging 
printing  machines  in  tiers — various  ways  of  grouping  were  well  known.  In  the 
Defendants'  machine  there  was  no  mechanism  for  changing  the  association.  In 
Conquest  (No.  14,911  of  1885)  a  method  of  association  was  shown,  and  that  merely  50 
incidentally  ;  the  method  enabled  one  to  get  from  a  given  number  of  machines 
double  the  number  of  pages  one  could  get  with  a  continuous  web.  Conquest  of 
1886  worked  well,  and  did  from  a  single  mechanism  what  the  Plaintiff  used  two 
rolls  for  later ;  the  Plaintiffs  machine  was  a  step  backward  from  Conquest.  Cat- 
ting before  folding  was  neoessary  in  the  methods  used  by  GcnqueetssA  Michaud;  55 
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it  was  not  that  they  were  trying  to  invent  the  method  patented  by  the  Plaintiffs. 
The  only  difference  between  Michaud's  machine  and  the  Plaintiffs'  1893 
machine  was  that  the  latter  had  a  longitudinal,  instead  of  a  transverse,  folder  ; 
Michaud's  machine  would  be  slower,  but  not  much  slower,  than  the  Plaintiffs' ; 
5  it  would  in  ordinary  practice  print  double  the  number  of  pages,  and,  as  to  the 
relative  advantages,  it  was  a  question  of  speed  on  the  one  hand  against  putting 
two  half -papers  together  on  the  other.  In  Conquest  of  1886,  the  turning  bars, 
per  se^  were  a  disadvantage.  The  Defendants'  machine,  as  advertised,  was  a 
double-width  machine ;  apart  from  the  quadruple  nature  of  it,  in  the  lower 

10  tier  there  were  two  printing  drums  placed  end  to  end  with  two  folding 
arrangements  in  the  •centre.  The  Plaintiffs'  machines  were  single-width 
machines.  Their  combination  as  described,  was  not  at  all  a  useful  press.  In 
their  1897  Specification  the  expression  "prime  mover"  meant  "direct 
coupling"  ;  it. was  no  doubt  contemplated  in  some  way  to  put  a  motor,  but  not 

15  necessarily  a  motor  to  each  shafting.  Sometimes  with  motors  the  machines 
would  be  driven  with  two,  but  if  the  machines  were  being  driven  with  a  steam 
engine  a  belt  would  be  put  on  each  of  the  shafts.  The  belts  would  not  run  in 
absolute  synchronism,  so  that  if  the  machine  was  to  be  run  all  as  one,  the 
coupling  37  would  be  used,  but,  for  runnmg  in  the  ordinary  way,  the  belt  would 

20  be  shifted  on  to  the  loose  pulley.  The  coupling  was  necessary,  because  the 
belting  would  cause  bad  registration  if  used  alone.  It  would  be  better  to  use 
two  motors,  but  the  Specification  did  not  say  so.  It  was  desirable  in  starting 
the  machine,  to  run  it  slowly  ;  in  1897  that,  as  done  by  the  electric  motor,  was 
a  difficult  problem.    Belting  was  mentioned  in  the  Provisional,  but  not  in  the 

25  Complete  Specification.  There  was  not,  among  the  anticipations,  a  quadruple 
machine  with  an  arrangement  for  splitting  it  into  halves.  In  Spalckhaver*s 
American  Patent,  Fig.  2  showed  a  machine  practically  the  same  as  the  Plain- 
tiffs' 1893  Patent,  and  Fig.  1  showed  four  presses  with  the  paper  outside  the 
presses  arranged  end  to  end  with  two  folders  back  to  back  in  the  space  between. 

30  If  compactness  to  attain  shortness  of  travel  was  said  to  be  of  the  essence  of  the 
Plaintiffs'  Patent,  it  might  be  said  that  the  Defendants'  machine  as  shown  by 
the  advertisement  in  the  "  Master  Printer  "  did  not  give  the  shortest  length  of 
travel. 

Dugald  Clerk  said  in  the  advertisement  of  the  Defendants'  machine  there 

35  was  not  shown  anything  like  the  arrangement  of  switches  for  associating  shown 
in  the  Plaintiffs'  1897  Patent.  The  machine  used  at  the  "  Tribune  "  office  and 
made  in  accordance  with  ConquesVs  Specification  of  1886  ran  at  12,000  revolu- 
tions and  printed  24,000  papers  an  hour  ;  it  would  run  at  14,000  revolutions. 
The  Plaintiffs'  arrangement  was  a  convenient  one  and  in  some  conditions  would 

40  occupy  less  space  than  others.  Some  advantages  were  obtained  by  the  combina- 
tion of  the  middle  delivery  with  the  longitudinal  folder.  That  combination, 
however,  occurred  in  Conqvsst  (No.  14,911  of  1885),  except  that  there  cutting 
took  place  before  folding.  Some  people  preferred  to  avoid  the  plan  of  slitting 
the  web  and  using  turning  bars.     GonquesVs  1886  machine  was  more  compact  and 

45  convenient  than  the  Plaintiffs'  1893  machine.  Middle  delivery  was  generally 
considered  a  disadvantage,  and  was  only  adopted  to  obtain  other  advantages. 

D.  Ma^cdonald  said  that  the  machine  supplied  by  the  Defendants  to  the 
"  Glasgow  Herald  "  office  was  capable  of  turning  out  work. 
Bousfield  K.C.  summed  up  the  Defendants'  case.— Neither  of  the  Plaintiffs' 

50  Patents  has  subject-matter  for  a  Patent.  If  subject-matter  is  to  be  found,  it  can 
only  be  by  bringing  in  the  details — the  tapes  in  the  first  Patent,  and  the 
associating  mechanism  in  the  second — and  in  that  case  the  Defendants  have  not 
infringed.  If  the  first  Patent  has  any  advantages  they  are  due  to  the  use  of 
the  longitudinal  folder  developed  by  the  Defendants  and  contested   in  1898 

55  (see  Hoe  A  Co.  v.  Foster^  15  R.P.C.  573).     The  only  important  difference 
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between  Conquest  of  1886  and  the  Plaintiffs'  1893  Patent  is  a  mere  question  of 
floor  space.  There  are  situations  in  which  a  long  machine  is  better,  and  then 
the  1893  machine  may  be  preferred.  The  obvious  way  of  combining  the  two 
presses  is  to  put  them  end  to  end ;  the  Defendants  in  their  1886  machine 
departed  from  that  way  for  the  sake  of  having  only  one  roll  and  one  printing  5 
mechanism,  and  their  machine  has  a  superiority  over  the  end  to  end  arrange- 
ment, notwithstanding  the  turning  bars.  The  Plaintiffs  can  hardly  contend 
that  a  return  to  the  old  form  was  an  advance.  In  Michavd  and  Wilson  there 
was  the  end  to  end  arrangement  but  with  a  different  kind  of  folder  in  between. 
The  Defendants'  1886  machine  cuts  before  folding,  to  obtain  advantages  that  10 
can  only  be  so  obtained.  The  Plaintiffs  claim  the  collocation  of  the 
mechanisms  ;  there  was  nothing  to  be  worked  out ;  there  was  no  invention  in 
substituting  a  longitudinal  folder  for  the  chop  folder.  As  to  the  1897  Patent, 
there  is  no  invention  in  putting  the  machine  in  tiers.  The  Defendants  are 
doing  nothing  more  than  a  printer  does  every  day  in  arranging  the  machinery  15 
as  best  suits  his  requirements.  The  arrangement  of  the  rooms  of  a  house  for 
different  purposes  might  as  well  be  made  the  subject  of  a  Patent.  As  to  the 
speed  of  working,  the  1897  machine  is  no  better  than  the  1886  machine,  and 
what  advantages  it  has  are  obtained  by  the  use  of  the  Defendants'  folder. 

Astbury  K.C.  in  reply. — There  is  ingenuity  in  putting  things  together  in  SO 
a  way  in  which  they  have  never  been  put  together  before  to  get  a  new  and 
useful  result.  This  suggested  analogy  of  the  rooms  of  a  house  &dls  in  that  the 
rooms  are  never  used  as  a  composite  whole  to  produce  a  result.  And  the  fact 
that  a  thing  is  obvious  when  done  is  not  a  factor  in  the  matter ;  Thomson 
V.  American  Braided  Wire  Company  (5  R.P.O.  113) ;  Hinks  v.  Safety  gS 
Lighting  Company  (L.R.  4  Ch.  D.  607) ;  Penn  v.  Bibby  (L.R.  1  Eq.  548  and 
2  Ch.  App.  J  27) ;  and  Hayward  v.  Hamilton  (Griffin  115).  It  is  necessary  to 
distinguish  between  anticipation  and  subject-matter.  Here  no  case  of  antici- 
pation has  been  made  out.  [^Hills  v.  Evans  (31  L.J.  Ch.  457)  and  Betts  v. 
Memies  (10  H.L.C.  117)  were  referred  to.]  Conquest^s  1885  machine  supplied  30 
to  the  **  Glasgow  Herald  '^  office  was  a  failure,  and  could  only  be  used  as  a 
single  machine.  [^Boibsfield  K.C. — It  was  given  up,  not  because  of  any  inherent 
defect,  but  because  they  wanted  a  12-page  paper  and  it  printed  16  pages.]  It  is 
a  sheet-folding,  not  a  web-folding  machine,  and  is  not  an  anticipation.  The 
device  of  turning  bars  could  only  be  used  when  paper  better  than  that  of  most  g5 
newspapers  was  used.  Experienced  though  the  Patentee  is,  it  took  him 
three  years  to  arrive  at  his  invention.  The  development  of  it  from  Conquest — 
adopting  the  end  to  end  arrangement  and  putting  in  the  longitudinal 
folder — ^required  invention.  The  process  is  not  less  ingenious  than  putting 
two  wicks  together,  as  in  Hinks  v.  Safety  Lighting  Company  (ubi  supra).  40 
As  to  the  1897  machine,  it  is  said  that  all  that  has  been  done  is  to  put  another 
tier  on,  but  the  result  is  a  machine  that  will  give  a  paper  of  any  even  number 
of  sheets  from  2  to  16.  For  driving  the  machine,  the  advantages  of  using 
two  motors  are  evident ;  belting  could  not  be  used  effectively.  The  1897 
machine  is  not  a  mere  duplicate  of  the  1893  machine  ;  its  divisibility  is  a  45 
great  advantage.  As  to  the  alleged  anticipations.  Conquest  of  1885  was 
a  failure  ;  Firm  is  entirely  different ;  there  is  no  evidence  that  Scott  was  ever 
made;  Spalckhaver  is  not  divisible.  [Fawceit  v.  Homan  (13  R.P.C.,  398  at 
page  410,  per  Bigby  L.J.)  was  referred  to.]  As  to  infringement,  there  are  the 
Defendants*  admissions  in  their  affidavit.  They  have  the  parts  of  which  the  SO 
oombination  is  built  up,  and  thus  they  infringe.  The  ingenuity  of  the  inveation 
is  a  question  of  the  knowledge  of  the  public  at  the  time  of  the  invention.  Both 
the  parties  applied  for  the  American  Patent  for  the  invention,  and  after 
proloi^ged  litigation  the  Defendants  bought  the  Plaintiffs*  rights,  which  goes  to 
•how  that  they  did  not  consider  that  there  was  no  subject-matter.  ^ 
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Judgme&t  was  reeierved  and  wa8  deliyered  on  the  10th  of  April  1906. 
Joyce  J, — Prior  to  the  Plaintiffs'  Patent  of  1893,  web  printing  machines  were 
well  known  aud  in  common  use,  as  also  single  and  double  longitudinal  folding 
machines  for  folding  the  paper  web  or  webd  after  leaving  the  printing  machine. 
5  Anyone  minded  to  produce  a  newspaper  was  entitled  to  print  the  contents  upon 
a  web  or  webs,  to  pass  these  on  to  a  longitudinal  folding  machine,  and  thenoe 
to  any  mechanism  or  mechanisms  for  transverse  folding,  cutting,  and  delivery. 
He  was  entitled  to  use  two  or  more  printing  machines,  and  to  deliver  the 
printed  paper  webs  from  them  into  the  same  double  folding  machine  or  pair  of 

10  folding  machines,  either  longitudinal  or  transverse.  Further,  I  cannot  doubt 
that  a  newspaper  publisher  was  entitled  to  place  and  arrange  his  printing 
machine  or  machines  and  longitudinal  folder  or  folders  in  whatever  position  or 
manner  might  be  considered  to  be  most  convenient  in  order  to  suit  the  capacity 
and  construction  of  the  office  or  rooms  in  which  the  business  was  being  carried 

16  on,  and  to  fix  all  or  any  of  the  machines  in  whatever  position  or  manner,  in 
relation  to  one  another,  might  be  thought  most  advantageous  or  otherwise.  He 
was  entitled  to  use  any  length  of  ^*  paths  of  tapes,''  whatever  may  be  the  exact 
meaning  of  that  expression,  for  carrying  the  web  from  any  printing  machine  to 
any  other  mechanism,  to  the  operation  of  which  it  might  be  desired  to  subject 

10  the  web,  or,  indeed,  from  any  one  place  to  any  other  place  whatsoever. 
Speaking  generally,  the  Patent  of  1893  is  for  the  simple  arrangement,  if 
arrangement  it  can  be  called,  of  placing  a  double  or  single  longitudinal  folder 
or  folding  machine  between  two  printing  machines,  so  that  it  may  be  fed  by 
the  printeid  web  or  webs  from  either  or  both.    In  order  to  fold  a  printed  web 

S&  loogitudinally  or  otherwise,  the  folding  machine  or  folder  must  be  placed  so 
that  the  web  may  be  passed  to  it  through  the  intervening  space,  whether  short 
or  long,  between  it  and  the  printing  machine.  It  may  be  placed  close  to,  or  at 
convenient  distance  from,  the  end  of  the  web  printing  machine.  It  is  not,  and 
oonld  not  be,  contended  that  there  was  any  invention  in  placing  the  printing 

80  machine  in  any  position  from  which  the  paper  web  could  he  carried,  if  and 
when  desired,  to  the  folding  machine.  *'  Paths  of  tapes "  are  not  needed,  or, 
indeed,  used,  for  conducting  the  printed  web  from  one  to  the  other,  unless  the 
web  be  cut  before  folding. 

In  this  state  of  things,  could  there  be  a  good  Patent  simply  for  the  duplioa- 

35  tion  of  the  printing  mechanisms  and  the  passing  of  the  printed  webs  into  a 
folding  mechanism  consisting  of  a  pair  of  folders,  or,  as  it  is  expressed  in  the 
Claim,  for  the  combination  of  two  printing  mechanisms  (that  is  machines) 
erected  end  to  end  with  a  space,  whether  large  or  small — ^as  to  which  nothing  is 
said — between  them,  and  a  single  or  double  longitudinal  folder  (or  folding 

40  machine)  placed  in  the  said  space  for  folding  the  paper  web  or  webs  and  pass- 
ing the  same  on  to  any  other  mechanisms  either  for  transverse  folding,  cutting 
or  delivery  or  any  two  or  all  three  of  these  operations  or  processes  ?  In  my 
opinion,  clearly  not.  If,  in  point  of  fact  such  an  actual  combination  had  never 
been  used  before,  the  discovery  or  devising  of  the  Plaintiffs'  arrangement,  if 

45  Buch  it  can  be  called,  having  regard  to  the  state  of  knowledge  at  the  time, 
required  no  substantial  exercise  of  invention,  in  the  sense  in  which  that  term 
is  used  in  patent  law,  and  would  not  furnish  sufficient  or  proper  subject-matter 
for  a  Patent.  If  authority  for  this  be  needed,  I  rely  upon  the  decision  in  the 
case  of  Williams  v.  Nye  (7  R.P.O.  37,  and,  in  the  Court  of  Appeal,  page  62). 

50  As  usual,  and  as  indeed  in  the  case  cited,  it  is  said  that  the  composite 
machinery,  consisting  of  such  a  combination  as  claimed,  is  exceedingly  useful, 
and  that  many  have  been  sold.  It  may  be  so,  but  I  doubt  whether  the 
numerous  advantages — which,  by-the-by,  are  not  indicated  in  the  Specifica- 
tion— and  the  successes  alleged  to  have  resulted,  are  due  to  the  combination  or 

55  arrangement.    I  think  rather  they  are  due  to  the  efficiency  of  the  longitudinal 
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folding  mechanism,  which,  as  I  understand,  was  really  invented  and  perfected 
by  the  Defendants. 

In  his  Patent  of  1893,  the  Patentee  has  simply  placed  certain  old  and  well- 
known  machines  together  in  their  natural  order  or  relation,  without  adding 
anything.  There  is  nothing  new ;  there  is  no  mode  of  construction  or  arrange-  5 
ment  that  can  properly  be  called  special.  If  the  paths  of  the  tape  be  an 
essential  feature — I  think  they  are  not — ^the  Defendants  do  not  use  them,  and 
there  is  no  infringement.  To  allow  the  Plaintiffs  to  have  a  monopoly  of  that 
which  they  claim  would,  in  the  circumstances,  be  little  less  than  absurd. 
Besides,  in  my  opinion,  practically  the  same  thing  in  its  essential  features  ^^ 
had  been  done  and  published  long  before ;  if,  indeed,  for  the  purposes  of  my 
decision,  it  were  necessary  to  do  more  than  examine  the  character  of  the 
alleged  invention  itself. 

As  to  the  Patent  of  1897,  the  first  Claim  under  which  is  the  only  one  in 
question,  if  that,  according  to  the  true  construction  of  the  Specification,  be  merely  ^ 
for  the  addition,  to  the  so-called  combination  of  the  1893  Patent,  of  two  other 
printing  machines  above  the  first  two,  or  for  any  collocation  of  a  folding 
machine  between  four  printing  machines,  two  below  and  two  above,  the  same 
considerations,  in  my  opinion,  apply  as  those  to  which  I  have  subjected  the 
Patent  of  1893.    I  fail  to  see,  in  what  is  described,  any  such  exercise  of  skill  or  «• 
ingenuity  as  can  entitle  it  to  be  properly  called  an  invention,  having  regard  to 
what  was  well  known  before.    Besides,  as  a  matter  of  fact,  practically  the  same 
collocation  of  the  mechanisms  had  been  described  and  published  in  a  previous 
Specification.     But  if  the  first  Claim  of  the  Specification  of  1897  is  to  be 
construed  very  narrowly,  and  as  involving  in  the  combination  anything  beyond  *» 
the  mere  collocation  of  the  several  printing  mechanisms  and  the  associating  and 
folding  mechanisms  described   in  the   body  of   the  Specification,  then  the 
Defendants  have  not  taken  these  or  done  anything  more  than  adopt  this 
collocation,  if  they  have  adopted  it,  and  there  has  been  no  infringement. 
If  the  Claim  in  question,  correctly  construed,  includes  what  the  Defendants  ^ 
are  doing,  the  Patent  of  1897,  in  my  opinion,  cannot  be  supported,  but  is  invalid 
and  void  for  want  of  subject-matter. 

The  result  is  that,  if  I  am  right  in  the  conclusions  at  which  I  have  arrived, 
this  action  fails  altogether  and  must  be  dismissed,  with  the  usual  consequences. 
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In  the  House  of  Lords. 

Present :  The  Lord  Chanobllor  and  Lords  Davby,  James  op  Hereford, 

Robertson,  and  Atkinson. 

May  8th  and  10th  and  June  19th,  1906. 

Badischb  Anilin  und  Soda  Fabrik  v.  Hickson. 


Patent. — Action  for  infringement  of  three  Patents.— As  to  one  Patent 
judgment  for  the  Defendant  on  the  ground  of  non-infringemefit. — Appeal  by 
Plaintiffs  against  this  part  of  the  judgment. — Contract  for  sale  made  in  this 
country  for  delivery  abroad  of  patented  article  made  abroad  followed  by 
10  appropriation  and  delivery  accordingly. — Appeal  dismissed. — Appeal  to  the 
Bouse  of  Lords  disrnissed. 

The  owners  of  three  Patents  having  brought  an  action  for  infringement  of 

the  samSy  one  of  the  Defendants  denied  infringement  of  one  of  the  Patents,  and 

at  the  trial  the  Plaintiffs  failed  on  this  Patent  on  tJie  ground  that  the  case  was 

15  covered  by  Saccharin  Corporation  Ld.  v.  Reitmeyer  &  Co.  (27  B.P,C.  606),  in 

which  it  was  held  that  a  contract  for  sale  mads  in  this  country  for  delivery 

abroad  of  a  patented  article  made  abroad  and  delivery  accordingly  did  not 

constitute  infringement.     The  facts  were  as  follows  : — The  Defendant  entered 

into  a  contract  with  another  person  in  this  country  to  sell  to  such  person  a 

20  certain  quantity  of  the  patented  article,  delivery  to  be  tnade  at  Basle.    He 

procured  the  goods  abroad,  and  had  them  delivered  to  Basle,  where  they  were 

at  his  disposal ;  he  then  by  order  to  his  agents  transferred  them  so  as  to  be  at 

the  purchaser'* s  disposal,  and  the  purchaser  assented  to  the  appropriation,  and 

subsequently  brought  them  to  England,     The  Plaintiffs  appealed  from  the 

25  judgment,  so  far  as  it  dismissed  the  action  on  this  Patent,  and  contended  that 

the  decision  above  referred  to  was  wrong.    It  was  held  by  the  Court  of  Appeal, 

that  the  case  was  covered  by  Saccharin  Corporation  Ld.  v,  Reitmeyer  &  Co.,  and 

tluMt  that  case  was  rightly  decided.    The  appeal  was  dismissed  with  costs.    The 

Plaintiff^  appealed  to  the  House  of  Lords.    It  was  argued  for  the  Appellants 

30  t?iat  a  contract  for  sale  made  in  this  country  followed  by  an  appropriation 

which  passed  the  property   in  the  goods  constituted  a  vending  within  the 

meaning  of  Letters  Patent, 

2  N 
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Held,  tJiat  there  had  not  been  a  ^*  vending  ^^  of  the  invention  within  the 
meaning  of  Letters  Patent^  and  that  the  Defendant  had  not  infringed  the 
Patent.     The  appeal  was  dismissed  with  costs. 

Per  Lord  Davby.-— "  Vending  the  invention  "  in  the  common  form  of  a  Patent 
is  confined  to  selling  goods  made  in  or  brought  into  this  country.  5 

This  was  an  action  against  the  above-named  Defendant  Hickson  and  the 
Basle  Chemical  Works  to  restrain  the  Defendants  from  infringing  the  Plaintiffs' 
Letters  Patent,  No.  15,374  of  1887,  and  two  other  Patents,  all  granted  in  respect 
of  inventions  relating  to  the  manufacture  of  dyestuffs.  The  Letters  Patent, 
No.  15,374  of  1887,  expired  in  1901.  10 

The  Plaintiffs,  by  their  Statement  of  Claim,  claimed  the  following  relief  with 
respect  to  the  Patent  of  1887,  namely : — (1)  damages  or,  at  their  option,  an 
account  of  profits  in  respect  of  the  Defendants'  infringements  of  the  Patent ; 
and  (2)  costs. 

The  Plaintiffs  in  their  Particulars  of  Breaches  alleged  (1)  that  the  Defendants,  15 
the  Basle  Chemical  Works  during  the  periods  for  which  the  Patent  No.  15,374 
of  1887,  and  the  other  two  Patents  were  respectively  granted,  imported  into 
this  country  and  sold  to  the  Defendant  Hickson  certain  qnantities  of  dyestuffs 
manufactured  in  accordance  with  the  inventions  described  and  claimed  in  the 
Specifications  filed  in  pursuance  of  the  said  Patents  of  the  amounts  and  under  20 
the  descriptions  and  about  the  dates  therein  mentioned;  and  (2)  that  the 
Defendant  Hickson  imported  into  this  country,  and  subsequently  daring  the 
said  periods  sold  the  said  dyestuffs  in  this  country  to  persons  not  then  known 
to  the  Plaintiffs,  or  used  the  same. 

The  Plaintiffs  and  the  Defendant  Company  before  the  trial  arrived  at  a  settle-  25 
ment  of  the  action  as  between  them. 

The  Defendant  Hickson^  by  his  re-amended  Defence,  admitted  that  he  had 
infringed  the  other  two  Patents,  and  expressed  his  willingness  to  consent  to 
judgment  for  an  injunction  in  respect  of  these  Patents ;  to  an  inquiry  as  to 
damages,  as  to  the  admitted  infringements  ;  and  to  pay  the  costs  of  the  action  30 
up  to  and  including  the  costs  of  motion  for  judgment;  and  to  such  further 
order  as  upon  the  above  admission  the  Plaintiffs  might  be  entitled.  He 
alleged  that  the  Patent  No.  15,374  of  1887  had  expired  at  the  date  of  the  alleged 
infringement,  and  denied  infringement  of  the  same. 

The  following  statement  of  facts  is  taken  from  the  judgment  of  STIRLING  L./.  35 
in  the  Court  of  Appeal : — "  The  Defendant  entered  in  this  country  into  a  contract 
"  with  another  person  in  this  country  for  the  sale  to  the  purchaser  of  a  certain 
"  quantity  of  the  patented  article,  it  being  a  stipulation  of  the  contract  that  the 
"  article  sold  should  be  delivered  to  the  purchaser  not  in  this  country,  but  at 
'*  Basle.    He  procured  the  subject-matter  of  the  contract  abroad,  and  had  it  40 
"  delivered  to  his  orders  in  Basle.     He  then  directed  the  persons  in  whose 
"  custody  it  was  physically  at  Basle,  to  hold  it  to  the  order  of  the  purchaser, 
*^  and  then  in  England  he  communicated  the  fact,  that  it  was  at  the  order  of 
*'  the  purchaser  at  Basle,  to  the  purchaser  in  England,  and  thus  he  completed 
"  the  bargain  and  s<de  to  the  purchaser  in  England  of  this  article  which  was  45 
"  all  the  time  outside  the  realm  at  Basle.    Then  the  purchaser  brought  it 
"  into  England." 

The  action  was  tried  by  Buckley  J.  on  the  12th  of  December  1904,  and  was 
dismissed  so  for  as  related  to  the  Patent  of  1887,  the  Plaintiffs  obtaining 
judgment  on  the  other  Patents  (22  R.P.C.  63).  50 

The  Plaintiffs  appealed  from  that  part  of  the  judgment  which  related  to  the 
Patent  of  1887.  The  Court  of  Appeal  dismissed  the  appeal  on  the  ground  that 
a  contract  for  sale  made  in  this  country  for  delivery  abroad  of  an  article 
made  abroad  and  delivered  accordingly  did  not  constitute  infringement 
(22  R.P.C.  575).  W 
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The  Plaintiffs  appealed  to  the  House  of  Lords. 

Grfpps  K.C.,  J,  C,  Graham,  and  H,  A.  Golefav  (instructed  by  J.  H,  and 
J.    Y.  Johnson)  appeared  for  the  Appellants ;   A,  J,    Walter  (instructed  by 
Emmet  A  Co.y  agents  for  Rawnsley  and  Peacock,  of  Bradford)  appeared  for  the 
5  Respondent. 

CjHpps  K.C.  and  Graham  for  the  Appellants. — Letters  Patent  grant  to  a  patentee 
the  full  power,  sole  privilege,  and  authority  to  "  make,  use,  exercise  and  vend  the 
"  said  invention  "  within  the  United  Kingdom,  and  that  the  patentee  shall  have 
and  enjoy  "  the  whole  profit  and  advantage "  accruing  by  reason  of  the  said 
10  invention,  and  command  others  that  they  should  not  either  directly  or  indirectly 
*^  make  use  of  or  put  in  practice  the  said  invention.'*     In  this  case  it  was  sub- 
mitted that  there  was  "  vending  "  in  this  country.    There  was  a  contract  for  sale 
made  in  this  country,  followed  by  an  appropriation  by  which  the  property  in 
the  goods  passed.    [The  Sale  of  Goods  Act  1893,  Section  18,  Rule  5  (1)  was 
15  referred  to.]     There  was  here  an  unconditional  appropriation  by  the  Defendant  of 
the  goods  in  question  to  the  contract  with  the  assent  of  the  buyer.     Badische 
Anilin  und  Soda  Fabrik  v.  Johnson  (14  R.P.C.  919  ;  L.R.  (1898)  App.  Cas.  200) 
is  distinguishable.     In  that  case  there  was  no  contract  in  England  nor  any 
question  of  appropriation  ;  the  question  was — who  delivered  the  goods  in  this 
20  country  ?   The  defendants  were  in  that  case  held  to  have  done  nothing  in  England 
by  themselves  or  their  agents.     The  judgments  in  that  case  are  very  carefully 
limited.     In  the  present  case  everything  to  constitute  a  sale  was  done  in  this 
country.    The  contract  for  sale  was  made  here ;  and  the  property  passed  on  the 
unconditional  appropriation  of  the  goods  with  the  assent  of  the  buyer.     [The 
25  Lord  Chancellor. — Leaving  open  for  the  moment  the  point  as  to  where  the 
appropriation  took  place,  the  question  is  not  whether  there  was  a  srle  under 
the  Sale  of  Goods  Act  1893,  but  whether  all  took  place  that  is  comprehended 
in  the  word  "vend?"]     One  can  test  the  matter  in  the  same  way.     [LORD 
RoBBRTSON. — Take  a  case  in  which  appropriation  is  not  necessary,  and  nothing 
30  remains  to  be  done.]     In  that  case  there  would  be  "vending"  by  a  contract  for 
sale  in  this  country.     In  this  case  the  parcels  of  dye  were  transferred  by  appro- 
priation to  the  buyer ;  and  the  whole  contract  of  sale  took  place  in  this  country. 
Stirling  L.J.  in  his  judgment  assented  in  part  to  our  argument.     He  said  there 
was  a  sale,  but  not  a  vending.    We  submit  that  there  was  a  bargain  and  sale  com- 
35  pleted  here,  and  that  is  "  vending  "  within  the  meaning  of  the  Patent.    That 
word  in  Letters  Patent  has  its  ordinary  meaning.    Stirling  L.J.  points  out  com- 
mercial difficulties  if  the  Plaintiffs  succeed  ;  but  that  is  not  a  proper  method 
of  construing  the  Patent ;  moreover  the  suggested  difficulties  are  imaginary. 
To  constitute  "  vending "  it  is  not  necessary  that  sale  and  delivery  should  be 
40  in  this  country.    Saccharin  Corporation  v.  Reitmeyer  (17  R.P.C.  606 ;  L.R. 
(1900)  2  Ch.  659)  was  wrongly  decided.    We  submit  that  it  is  sufficient  that 
there  was  a,  contract  for  sale  in  this  country  and  that  the  property  passed. 
[The  Lord  Chanobllor.— You  do  not  add  "  in  this  country."    The  whole 
vending  must  be  in  this  country.]     It  does  not  matter  that  the  goods  do  not 
i5  come  here.     The  essence  of  the  matter  is  whether  there  is  "vending"   as 
between  buyer  and  seller.     It  does  not  matter  where  the  article  was  ;   the 
property  passed  as  between  buyer  and  seller.     If  appropriation  was  necessary, 
it  must  be  judged  of  as  between  buyer  and  seller  under  Rule  5  of  Section  18 
of  the  Sale  of  Goods  Act  1893.    The  appropriation  in  fact  took  place  in  England. 
50  **  Vending  "  is  complete  on  the  passing  of  the  property  in  the  goods.  [Blackburn 
on  Sale  was  referred  to.]     Delivery  is  not  necessary  to  vending.    Everything 
but  delivery  took  place  in  this  country.     [Lord  Robertson. — Does  not  the 
passing  of  the  property  in  the  goods  take  place  where  the  goods  are  ?]     We 
submit  that  the  facts  constitute  "vending."    The  Defendant  has  deprived  the 
55  Plaintiffs  of  part  of  the  "  whole  profit  and  advantage  "  of  the  invention. 

Walter  for  the  Respondent.— I  submit,  first,  that  there  was  no  "vending" 
within  the  realm,  and,  secondly,  that  there  was  no  "vending  of  the  said 

2  N  2 
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'^  invention  "  within  the  realm.  It  is  said  that  a  contract  for  sale  made  here  is 
sufficient  to  constitute  infringement,  although  the  goods  never  come  to  this 
country.  But  the  words  "  the  said  invention  "  have  a  territorial  signification. 
The  Statute  of  Monopolies  was  a  Statute  limiting  the  powers  of  the  Crown  with 
an  exception  in  favour  of  grants  of  'Hhe  sole  working  or  making  of  new  5 
"  manufactures  within  the  realm."  In  the  earlier  cases  it  was  contended  even 
that  the  sale  in  this  country  of  articles  made  abroad  was  not  an  infringement. 
Use  of  an  article  may,  however,  be  infringement  of  a  patent  for  its  production 
(Caldwell  v.  Van  Vlissingen  9  Ha.  415) ;  and  sale  of  a  patented  article  made 
abroad  is  infringement  {Walton  v.  Lavater  29  L.J.C.P.  275,  at  page  279).  The  10 
ratio  decidendi  of  these  cases  is  that  the  monopoly  granted  to  the  Patentee  was 
interfered  with  and  the  Patentee  deprived  of  part  of  his  profit*.  This  is  not  so 
in  the  present  case.  Contracts  for  sale  of  goods  situate  abroad  are  extensively 
made  in  this  country,  and,  if  the  Appellants^  argument  is  right,  persons  would 
have  to  consider  whether  in  selling  goods  in  India  for  delivery  in  Australia  15 
they  are  infringing  a  British  Patent.  The  grant  of  Letters  Patent  contains  the 
woi-ds  **  make,  use,  exercise,  and  vend."  The  vending  must  be  a  vending  of  the 
"  invention."  The  monopoly  right  conferred  in  respect  of  a  communication 
from  abroad,  for  which  a  patent  is  taken  out,  extends  only  to  this  realm.  The 
"  invention  "  in  that  case  is  the  article,  process,  or  manufacture,  plus  the  pro-  20 
tection  ,conf erred.  In  this  case  there  was  no  "vending."  The  prohibitory 
words  of  the  grant  refer  to  an  act  done  in  this  realm.  Unless  the  contract  is 
to  be  fulfilled  by  delivery  within  the  realm,  and  there  is  such  a  delivery,  there 
is  no  breach  of  the  grant  {Badische  Anilin  und  Soda  Fabrik  v.  Johnson  14 
R.P.C.  919  ;  L.R.  (1898)  App.  Cas.  200,  at  pages  207,  209).  To  constitute  a  breach  25 
of  the  grant  there  must  be  a  vending  of  the  invention.  In  this  case  there  was 
no  vending  of  the  invention — i.e.,  the  protected  thing. 

Crtpps  K.C.  m  reply. — The  words  upon  whicn  stress  is  laid — "  the  said  inven- 
"tion" — are  used  only  for  the  purpose  of  definition.  The  Claim  must  first  be 
looked  at  and  then  the  article,  process,  or  manufacture  must  be  examined  to  see  30 
if  there  is  an  infringement.  It  is  not  true  to  say  that  the  words  ^'  the  said 
**  invention "  do  not  apply  to  an  article  which  is  not  within  the  territorial 
jurisdiction  of  the  English  Courts.  The  question  is — Does  the  article  or 
process  come  within  the  grant  when  properly  construed  ?  "Selling"  is  vend- 
ing ;  "  the  said  invention  "  means  the  process,  manufacture,  or  article.  When  35 
the  Claim  is  ascertained  and  the  article,  process,  or  manufacture  defined,  there 
can  be  no  limitation  of  the  invention  by  construing  the  word  "  invention  "  to 
mean  "within  the  area  of  the  Patent  law."  Nor  can  the  word  "vend"  be 
construed  to  mean  only  a  sale  coupled  with  delivery. 

Judgment  was  reserved.  40 

Lord  Lorbburn  L.C.—Mj  Lords,  I  agree  with  the  Court  of  Appeal  that 
the  judgment  of  Mr.  Justice  Buckley  ought  to  be  affirmed. 

This  is  an  action  for  infringement  of  a  Patent  relating  to  certain  dye  stuffs. 
The  facts  are  not  in  dispute.  The  Defendant  entered  into  a  contract  with 
another  person  in  England  to  sell  him  a  quantity  of  the  patented  article,  delivery  45 
to  be  made  at  Basle,  in  Switzerland.  The  Defendant  then  procured  the  goodfl, 
had  them  forwarded  to  Basle,  where  they  were  at  his  disposal,  and  transferred 
them  by  order  to  his  agents  in  Basle  to  await  his  purchaser's  disposal.  After 
that  his  purchaser,  having  assented  to  this  appropriation,  was  alone  interested 
in  these  goods,  and,  we  were  told  and  I  assume,  sent  them  to  England  to  be  50 
used  in  manufacture. 

On  these  facts  Mr.  GHpps  says  that  the  Defendant  infringed  the  Plaintiffs* 
Patent.  He  points  to  the  terms  of  the  Patent,  which  grants  to  the  Patentees 
the  sole  right  to  "  make,  use,  exercise,  and  vend  the  said  invention"  within  the 
United  Kingdom,  and  commands  all  others  that  they  shall  not  "either  directly  55 
"  or  indirectly  make  use  of,  or  put  in  practice  the  said  invention  or  any  part  of 
"  the  same,  nor  in  anywise  imitate  the  same." 


Vol.  XXIII.,  No.  21.]      AND  TRADE  MARK  OASES.  43? 


Badische  Anilin  und  Soda  FahriJc  v.  Hickson. 


As  I  understood  him,  Mr.  Cripps  argued  that  the  Defendant  had  "  vended" 
these  goods  in  England  within  the  terms  of  the  Patent.  He  admitted  that 
merely  to  make  a  contract  of  sale  would  not  be  "  vending"  or,  to  use  a  word  in 
sense  equivalent  and  in  use  more  familiar,  selling.  But  he  maintained  that  if 
5  the  contract  to  sell  was  made  in  England,  and,  in  pursuance  of  it;  goods  were, 
by  the  consent  of  buyer  and  seller,  appropriated  to  meet  the  contract,  then  the 
transaction  became  a  sale  completed  in  England,  and  that  it  did  not  signify 
whether  the  goods  were  at  the  time  of  such  appropriation  in  England  or  abroad. 
I  cannot  accept  that  view.  A  contract  to  sell  unascertained  goods  is  not  a 
10  complete  sale,  but  a  promise  to  sell. .  There  must  be  added  to  it  some  act  which 
completes  the  sale,  such  as  delivery  or  the  appropriation  of  specific  goods  to 
the  contract  by  the  assent,  express  or  implied,  of  both  buyer  and  seller.  Such 
appropriation  will  convert  the  executory  agreement  into  a  complete  sale.  What 
actually  happens  need  not  involve  any  change  either  in  the  condition  of  the 
ID  goods  or  in  their  location.  They  were  the  property  of  the  seller  before  the 
appropriation,  they  become  the  property  of  the  buyer  as  soon  as  they  are 
appropriated  ;  and  that  is  all.  But  if  the  goods  are  abroad  when  the  property 
so  passes,  it  seems  to  me  you  cannot'  say  that  the  sale  wholly  took  place  in 
England. 

20  In  my  opinion,  if  you  must  decide  in  what  country  an  appropriation  of  goods 
by  consent  takes  place,  it  takes  place  not  where  the  consent  is  given,  but  where 
the  goods  are  at  the  time  situate. 

This  is  sufficient  in  my  view  to  dispose  of  the  grounds  put  forward  by  the 
Appellants,  but  I  desire  to  add  that  I  entirely  agree  with  the  opinions  expressed 

25  by  my  noble  and  learned  friend.  Lord  Davbt,  which  I  have  had  an  opportunity 
of  seeing  in  print.    It  is  unnecessary  for  me  to  repeat  them. 

Lord  Davbt. — My  Lords,  the  sole  question  in  this  case  is  whether  a  sale  by 
a  person  in  this  country  to  a  purchaser,  also  resident  here,  of  an  article  made 
abroad  in  accordance  with  an  invention  protected  by  a  British  Patent  and  to  be 

30  delivered  abroad,  is  a  "vending"  of  the  invention  within  the  meaning  of  the 
Patent.    I  am  of  opinion  that  it  is  not. 

All  Letters  Patent  for  inventions  are  granted  under  the  power  reserved  to  the 
Crown  by  this  well-known  proviso  in  the  Statute  of  Monopolies  (21  Jac.  I.  c.  3  s.  6). 
The  words  are  "Letters  Patent  and  grants  of  privilege    ....    of  the  sole 

35  "  working  or  making  of  any  manner  of  new  manufactures  within  this  realm  " 
and  nothing  is  said  about  vending.  But  for  a  long  time  before  the  Act  of  1883 
it  has  been  usual  to  grant  the  right  "  to  make  use,  exercise,  and  vend  the  said 
"  invention  "  in  Letters  Patent,  and  that  form  has  now  been  sanctioned  by  the 
Act  of  1883.    It  has  also  been  decided  in  a  number  of  cases  that  to  sell  and 

4(>  deliver  in  this  country  the  product  of  the  invention  was  an  infringement  of  the 
monopoly  granted,  whether  such  product  was  made  in  this  country  or  abroad. 
Lord  Justice  James  said  in  Elmslie  v.  Boursier  (L.R.  9  Eq.  217,  at  page  223) 
"I  am  of  opinion,  in  this  case,  that  the  obtaining  from  abroad  and  selling  in  this 
**  country  an  article  manufactured  according  to  the  Specification  of  a  Patent  is 

45  "  a  violation  of  the  privileges  granted  by  the  Letters  Patent."  And  the  cases  of 
Wright  v.  Hitchcock  (L.R.  5  Ex.  37,  at  page  47)  and  Van  Heyden  v.  Neustadt 
(L.R.  14  Ch.  D.  230)  were  to  the  same  effect.  But  I  am  not  a^are  of  any  case 
where  a  person  was  held  to  have  infringed  by  selling  foreign  made  goods  not 
to  be  delivered  to  the  purchaser  in  this  country. 

50  I  am  of  opinion  that  ihe  exclusive  right  of  "  vending  the  invention  "  in  the 
statutory  form  of  Patent  must  be  construed  consistently  with  the  language  of 
the  Statute  of  Monopolies,  and  with  regard  to  the  general  purpose  of  the  Patent, 
to  give  the  inventor  the  full  benefit  of  his  invention  in  this  country.  It  must 
be  such  a  vending  as  will  be  in  a  sense  a  working  or  use  and  exercise  of  the 

55  invention  in  this  country  or  an  appropriation  by  the  vendor  of  some  advantage 
which  the  Patentee  can  derive  from  such  use  and  exercise.  A  contract  to 
deliver  the  goods  abroad  does  not  in  any  way  interfere  with  the  Patentee's 
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rights  to  work  and  atilise  his  invention  in  this  country.  It  is  a  contract  to  do  a 
perfectly  lawful  act,  and,  whether  the  contract  be  made  in  this  country  or  abroad, 
does  not  in  itself  affect  the  Patentee's  monopoly  of  working  his  invention.  Nor 
is  it  material  to  consider  whether  or  when  the  property  in  the  goods  passes  to 
the  purchaser.  It  is  lawful  to  be  the  owner  of  the  goods  if  made  and  situate  5 
abroad,  and  neither  the  vendor  nor  the  purchaser  in  my  opinion  thereby 
infringes  the  Patent.  The  goods  may  or  may  not  be  afterwards  brought  into 
this  country,  and  a  different  question  will  then  arise,  but  that  is  no  concern  of 
the  vendor  after  he  has  parted  with  them.  I  am  of  opinion  that  "  vending  the 
*'  invention  "  in  the  common  form  of  a  Patent  is  confined  to  selling  goods  made  10 
or  brought  into  this  country,  and  that  the  Respondent  in  this  case  has  not, 
directly  or  indirectly,  made  use  or  put  into  practice  the  Appellants'  invention 
within  the  meaning  of  the  prohibition  contained  in  the  Patent.  In  all  essential 
particulars  I  think  the  case  is  covered  by  the  decision  of  this  House  in  the 
Badische  Anilin  und  Soda  Fdbrik  v.  Basle  Chemical  Works  (L.R.  (1898)  App.  15 
Cas.  220).* 

I  am  therefore  of  opinion  that  the  appeal  fails,  and  should  be  dismissed. 

Lord  James  op  Hereford. — My  Lords,  in  this  case  the  Appellants  have 
brought  an  action  to  recover  damages  from  the  Respondent  in  consequence 
of  an  alleged  breach  of  Letters  Patent  owned  by  the  Appellants.  Such  20 
Letters  Patent  referred  to  certain  dyes  and  conferred  upon  the  Patentee  the 
sole  privilege  to  make,  use,  and  vend  the  said  invention  within  the  United 
Kingdom.  Proof  was  given  at  the  trial  that  the  Defendant  had,  in  this  country, 
contracted  with  another  person,  also  in  this  country,  to  sell  a  certain  quantity 
of  the  patented  dye.  But  this  contract  stipulated  that  the  delivery  of  the  25 
article  sold  should  take  place  not  within  the  United  Kingdom  but  in  Switzer- 
land. The  Dnfendant  then  procured  the  article  abroad,  directing  it  to  be 
delivered  to  his  orders  at  Basle.  He  ordered  the  holder  of  the  goods  abroad  to 
hold  them  to  the  order  of  the  purchaser  in  Eagland,  and  then  the  Defendant 
communicated  to  such  purchaser  that  the  goods  awaited  his  order  at  Basle.  30 

Subsequently  the  goods  were  brought  by  the  purchaser  into  the  United 
Kingdom.  But  when  this  was  done  they  had  passed  out  of  the  control  of  the 
Defendant. 

The  whole  question  is  whether,  on  the  above  facts,  the  Patent  was  infringed 
through  a  vending  of  the  goods  within  the  United  Kingdom.  I  think  not.  So  35 
far  as  the  Defendant  is  involved  the  goods  never  were  within  this  country. 
Having  regard  to  the  intention  and  effect  of  the  Statute  of  Monopolies  in  which 
the  word  **  vend  "  does  not  occur,  it  seems  to  me  that  the  entering:  into  a  contract 
here  to  transfer  goods  abroad,  coupled  \^ith  no  delivery  by  the  Defendant  here, 
does  not  constitute  a  vending  in  respect  of  which  a  cause  of  action  arises.  The  40 
manufacturer  of  the  dye  at  Basle  did  not  infringe  the  British  Patent.  If  by 
bought  and  sold  notes  made  here,  it  had  been  contracted  that  such  goods  at 
Basle  should  be  transferred  for  use  there,  it  would  be  somewhat  difficult  to 
contend  that  an  action  would  lie  here,  and  yet  no  more  actionable  element  exists 
in  this  case.  The  Appellants  sustain  no  actionable  injury  until  the  goods  arrive  45 
in  this  country,  when  an  action  will  lie  against  anyone  who  "  uses  or  exercises'* 
the  said  invention.  As  the  Defendant  has  not  so  done  I  am  ot  opinion  that  the 
Defendant  is  free  from  liability.  So  far  as  authority  exists  on  the  subject  it 
supports  this  view. 

Lord  Robertson. — My  Lords,  I  agree  with  the  judgment  of  my  noble  and  50 
learned  friend  LORD  Davey. 

Lord  Atkinson. — My  Lords,  under  the  English  law  as  distinct  from  the 
civil  law  and  from  those  laws  which  are  founded  upon  the  civil  law,  the  pro- 
perty in  a  specific  and  ascertained  chattel  may  be  passed  on  a  contract  of  sale 
for  valuable  consideration  without  delivery.    Whether  it  does  so  pass  or  not  55 

*  Reported  sub  noniine  Badische  Anilin  und  Soda  Fabrik  v.  Johnson^  14  R.P.C.  919. 
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will  in  each  instance  depend  on  the  intention  of  the  parties  as  ascertained  by 

the  terms  of  the  contract,  their  conduct  and  the  circumstances  of  the  case  (Dixon 

V.  Tales,  5  B.  and  Ad.  313;  Seath  v.  Moore,  L.R.  11  App.  Cas.  350-370). 

It  is  therefore  possible  for  a  vendor  and  vendee  of  such  a  chattel  situate 

5  abroad  to  enter,  in  England,  into  a  contract  of  sale  by  which  the  property  in  that 

chattel  is  passed  from  the  one  to  the  other,  though  the  chattel  itself  never  was 

intended  to  be  delivered  in  any  part  of  the  three  kingdoms,  and  never  was  in 

fact  delivered  there. 

Mr.  Cripps  insisted  that,  in  addition  to  the  contract  of  sale,  an  appropriation 

10  was  necessary  to  pass  the  property,  but  in  the  case  of  the  sale  of  a  specific  and 

ascertained  article  this  appropriation  need  only  be  a  mental  act  of  the  contrac* 

tory  parties  performed  by  them  in  England ;    so  that  the  broad  principle 

contended  for  in  this  case  is,  as  I  understand  it,  in  reality  this,  that  if  the  specific 

and  ascertained  article,  the  subject  of  such  a  sale,  happen  to  be  an  article  of  a 

15  kind  protected  by  a  Patent  granted  in  England,  giving  the  Patentee  the  sole 

right  to  "  make,  use,  exercise,  and  vend "  his  invention  within  the  realm  in 

Form  D,  Schedule  1,  Patents,  Designs  and  Trade  Marks  Act  of  1883,  the 

sale  would,  where  nothing  remains  to  be  done  outside  the  realm  to  pass  the 

property,  be  an  infringement  of  the  Patentee's  right,  inasmuch  as  it  would 

20  amount  to  a  vending  of  his  invention  within  the  resdm. 

The  article  sold  in  this  case  was,  no  doubt,  imported  into  this  country  by  the 
vendee,  but  he  was  sued  for  this  infringement  as  all  persons  can  be  sued  who 
thus  ^*  exercise  and  use ''  the  invention  within  the  realm,  and  having  no  defence 
he  submitted  ;  but  delivery  in  England  was  no  part  of  the  contract  of  sale,  and 

25  the  argument  in  support  of  the  vendor's  liability  in  this  case  was  not  confined 
to  cases  where  delivery  was  made  or  was  intended  to  be  made  within  the 
United  Kingdom.  If 'it  be  sound  at  all  it  must  equally  apply  to  cases  where 
such  a  delivery  was  neither  made  nor  contemplated.  The  Statute  of  1883  above- 
mentioned  does  not  repeal  the  Statute  of  Monopolies,  21  Jas.  I,  ch.  3,  or  confer 

30  upon  the  Crown  power  to  grant  Patents  which  would  be  void  under  the  earlier 
enactment. 

The  mischief  this  latter  Statute  was  aimed  at,  and  the  object  it  was  designed 
to  effect,  appear  clearly  on  the  face  of  its  first  and  sixth  Sections.  The  first 
Section,  after  reciting  the  King's  declaration  that  all  grants  of  monopolies  are 

35  contrary  to  law  proceeded  to  enact,  amongst  other  things,  that  all  licences 
and  Letters  Patent  theretofore  made,  or  thereafter  to  be  made  or  granted 
.  .  .  for  the  sole  levying,  selling,  making,  working,  or  using  of  anything 
within  this  realm  or  the  dominion  of  Wales,  or  any  other  monopolies  should 
be  void  and  of  none  effect. 

40  The  two  most  serious  grievances  which  it  has  apparently  considered  the 
granting  of  monopolies  could  inflict  upon  His  Majesty's  subjects  were  first  the 
exclusion  of  all  those  subjects,  other  than  the  grantees  and  their  licensees,  from 
the  manufacturing  of  or  the  trading  in  the  commodities  the  subject-matter  of 
the  monopoly  ;  and  secondly,  by  the  prohibition  of  all  competition,  the  raising 

45  or  keeping  up  of  the  price  of  the  patented  articles  upon  the  consumers  within 
the  realm. 

The  sixth  Section  was  passed  in  the  interest  of  invention  at  the  cost  of 
prolonging  those  grievances  to  be  created  for  periods  of  14  years.  It  takes  the 
form  of  a  proviso,  and  enacts  that  the  ^^  declaration  "  mentioned  in  the  first 

50  Section  shall  not  extend  to  any  Letters  Patent  for  **  the  sole  working  or 
**  making  "  of  any  manner  of  new  manufactures  within  this  realm  to  the  true 
and  first  inventor  or  inventors  of  such  manufactures  which  others  at  the 
time  of  the  making  of  such  Letters  Patent  and  grant  shall  not  use,  so  as  also 
they  be  not  contrary  to  law  nor  mischievous  to  the  State  by  raising  the  price 

55  of  commodities  at  home  or  hurt  of  trade  or  generally  inconvenient. 

This  Section  does  not  contain  the  word  "  vend  "  or  any  equivalent  word.  It 
is  in  its  terms  confined  to  two  operations,  the  working  and  making  of  new 
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manufactures,  both  of  which  must,  under  those  terms,  take  place  within  the 
realm.  And  it,  on  its  face,  apparently  restricts  the  power  of  the  Crown  to  the 
granting  of  the  sole  right  or  privilege  of  conducting  these  two  operations.  Bat 
inasmuch  as  it  is  legitimate  and  proper  in  the  construction  of  Statutes  to  have 
regard  to  the  mischief  requiring  to  be  cured,  the  nature  of  the  remedy  provided,  5 
and  the  objects  aimed  at  by  the  Legislature,  and  to  interpret  them  as  far  as 
possible  so  as  to  further  and  effect  those  objects  {»ee  Lord  Blackburn's 
judgment  in  River  Wear  Commissioners  v.  Adamson  L.R.  2  App.  Cas.  763), 
it  was  in  Van  Heyden  v.  Neustadt  ^L.R.  14  C.  D.,  pj^e  230)  decided  by  the 
Court  of  Appeal  in  conformity  with  some  earlier  authorities  that,  as  the  Crown's  10 
power  to  grant  the  sole  privilege  of  "  working  or  making  the  new  manui^ture 
^^  within  the  realm  "  was  saved,  there  was  saved  with  it,  and  as  ancillary  to  it, 
the  power  to  make  that  privilege  effectually  profitable  to  the  true  inventor, 
by  conferring  upon  him  also  the  exclusive  right  to  sell  the  commodity  so 
manufactured.  15 

The  exclusive  right  or  privilege  of  sale  conferred  upon  a  patentee  by  the 
Crown  in  exercise  of  this  implied  power  is  not  the  exclusive  right  to  sell  within 
this  realm  articles  made  by  others  and  situated  elsewhere  though  produced  by 
a  process  precisely  similar  to  that  described  in  his  Patent,  but  is  on  the  contrary, 
it  would  appear  to  me,  the  exclusive  right  to  sell  within  this  realm  the  com-  20 
modity  produced  here  by  him  by  that  process  of  manufacture  which  he  alone 
is  authorised  to  carry  on  within  the  realm. 

It  is  moreover  quite  obvious  that  a  contract  entered  into  in  Elngland  for  the 
sale  of  a  specific  ascertained  chattel  situated  abroad,  of  a  kind  and  nature  pro- 
tected here  by  patent  but  never  imported  into  this  country,  can  no  more  deprive  25 
the  Patentee  of  his  profits,  "  raise  the  price  of  the  article  at  homo,  hurt  trade 
"  here,  or  cause  general  inconvenience  "  to  the  community  in  these  Kingdoms, 
the  very  evils  struck  at  by  the  Statute  of  Monopolies,  than  would  the  same 
contract  if  entered  into  abroad.  The  two  transactions  are  indeed  equally  outside 
the  purview  of  that  Statute.  Numerous  cases  are  collected  in  Maxwell  on  90 
Statutes,  4th  edition,  pages  130-146,  in  which  the  general  words  of  Statutes 
were  held  to  be  restricted  to  the  specific  object  aimed  at  where  it  is  evident 
that  a  literal  interpretation  of  the  language  used  would  have  carried  the 
operation  of  the  Act  beyond  the  intention  of  the  Legislature  in  passing  it. 

It  will  suffice  to  take  one  case  as  an  example.  In  Philpotts  v.  Philpotts  35 
(10  C.B.  85)  it  was  held  that  a  conveyance  of  property  knowingly  made  for  the 
purpose  of  giving  a  vote,  contrary  to  the  7  and  8  William  III.,  ch.  25,  s.  7, 
which  declares  such  conveyances  void  and  of  no  effect,  is  void  so  far  as  the 
right  of  voting  is  concerned,  but  in  other  respects,  as  between  the  parties*  valid 
80  as  to  pass  the  property.  40 

I  think  the  language  of  the  Act  of  1883  and  of  this  Patent  must  be  construed 
on  this  principle  ;  that  is,  their  general  words  must  in  their  operation  be  restricted 
to  those  matters  which  come  within  the  purview  of  that  earlier  legislation,  by 
virtue  of  which  alone  the  power  to  make  these  patent  grants  is  still  rewrved  to 
the  Crown.  And  if  that'  be  so,  in  my  opinion  the  sale  which  took  place  in  this  45 
case  cannot  be  held  to  be  a  vending,  within  the  meaning  of  the  Patent,  of  the 
Patentee's  invention  within  the  realm,  or  by  consequence  an  infringement  of 
his  rights. 

I  therefore  think  that  the  decision  of  the  Court  of  Appeal  was  right  and  that 
this  Appeal  should  be  dismissed  with  costs.  50 
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March  1st,  2nd,  6th,  7th,  8th,  13th,  14th,  15th,  and  16th,  1906. 

In  the  Matter  op  Andrews'  Patent. 

5  Patent. — Petition /or  revocation. — Construction  of  Specification.— Sufficiency 
of  Specification. — Disconfurmity  not  found, — Prior  publication  found.^Patent 
ordered  to  he  revoked. — Lodging  of  Order  stayed  if  notice  of  appeal  was  given 
tvithin  fourteen  days. 

A  Patent  tvas  granted  in  1901  for    ^^Improvements  in  conditioning   or 

10  "  improving  the  quality  of  recently  ground  floury  semolina^  or  the  likeJ'^  A 
Petition  was  presented  for  the  revocation  of  the  Patent  on  the  grounds  of  dis- 
confoi^mity^  want  of  novelty ^  want  of  subject-matter^  inutility ^  and  insufficiency 
of  directions.  One  of  the  Claims  was  as  follows : — "/n  tfie  process  of  con- 
^^  ditioning  flour  and  the  like^  passing  the  same  with  fuU  exposure  through 

15  **  an  atmosphere  containing  a  gaseous  oxide  of  nitrogen  or  chlorine  or  bromine 
**  oxidizing  agent  in  the  gaseous  or  vapourised  state.''^  In  the  Provisional 
SIpecification  it  was  stated  that  *^  the  invention  consists  essentially  in  exposing 
"  t?ie  flour  to  the  action  of  nascent  oxygen  or  a  gaseous  oxidizing  agent 
**  whereby  nascent  oxygen  is  produced  in  the  flour.^'    The  objection  of  discon^ 

20  formity  tvas  thai  the  process  claimed  did  not  accord  urith  the  statement  of  the 
invention.  A  Specification  of  F.  was  relied  on  as  an  anticipation.  This 
Sj^ecification  described  a  process  of  bleaching  grain  or  flour  by  subjecting  it 
"  to  the  auction  of  nascent  oxygen  or  ozone  in  the  various  forms  of  oxygenated 
"  UHiteTy  ozonised  watery  ozonated  oxygeny  or  ozonated  air.^^    It  was  also  alleged 

25  thatj  except  as  to  nitrogen  peroxide,  the  alleged  invention  was  not  useful  and 
tlie  directions  given  in  the  Specification  were  ifisuffi^ient.  In  the  Complete 
SpecificcUion  it  was  stated  that  the  agent  used  was  preferably  ^^  nitric  acid" 
or  nitrogen  peroxide.  The  Respondents  contended  that  ^^  nitric  acid"  meant 
^* fuming  nitric  acid"  of  specific  gravity  V52 ;  the  Petitioners  contended  that 

30  the  expression  meant  the  acid  of  specijic  gravity  V42y  and  that  that  acid 
would  not  have  the  desired  effect.  Evidence  was  given  on  behalf  of  the 
Petitioners  to  show  that  the  bleaching  effect  of  nitrogen  peroxide  and  of 
chlorine  was  not  produced  by  oxidcUion. 

Held,  that  there  was  no  disconformity ;  thcU  "  nitric  acid"  in  the  Specifica- 

35  Uon  had  the  meaning  which  the  Petitioners  contended  thai  it  hady  but  that  the 
otgection  to  validity  based  on  this  failed  $  thaty  wMher  or  not  the  bleaching  effect 
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was  due  to  oxidation^  it  was  attained  by  the  means  that  the  Patentees  described ; 
but  that  the  Patent  was  invalid  by  reason  of  the  prior  Specification  of  F,  An 
Order  /or  revocation  was  made,  but  was  directed  not  to  be  lodged  in  the  Patent 
Office  if  notice  of  appeal  was  given  within  fourteen  days.  The  Petitioners  were 
given  the  general  costs  of  the  Petition.  5 

On  the  24th  of  January  1901  Letters  Patent  (No.  1661  of  1901)  were  granted 
to  John  Andrews  and  Sydney  Andrews  for  "  Improvements  in  conditioning  or 
"  improving  the  quality  of  recently  ground  flour,  semolina,  or  the  like."  The 
Specification  was  amended  in  accordance  with  the  decision  of  the  Law  OflBcer 
dated  the  10th  of  December  1902.  10 

The  Provisional  Specification  was  as  follows  : — "  It  has  long  been  known 
"  that  flour,  semolina,  and  the  like,  hereafter  spoken  of  under  the  generic  name 
"  of  flour,  if  kept  for  two  or  three  months  after  grinding  is  greatly  improved 
"  in  quality,  but  this  improvement  does  not  increase  after  that  period,  but 
'*  deterioration  if  anything  then  begins.  15 

"  Now  our  invention  is  designed  to  bring  about  this  improvement  or  con- 
"  ditioning  inmiediately  after  grinding,  without  having  to  wait  two  or  three 
**  months,  and  further  not  merely  to  bring  about  a  conditioning  equal  to  that 
"  caused  by  keeping  it  for  such  a  period,  but  a  much  greater  improvement,  and 
^'  the  invention  consists  essentially  in  exposing  the  flour  to  the  action  of  nascent  20 
"  oxygen  or  a  gaseous  oxidizing  agent  whereby  nascent  oxygen  is  produced  in 
"  the  flour.  A  very  minute  quantity  of  nascent  oxygen  is  sufficient,  so  little 
*'  indeed  that  the  actual  analysis  of  the  flour  is  but  slightly  altered. 

"  In  our  experiments  we  have  passed  the  flour  through  a  reel  having  a  screw 
'^  conveyor  to  remove  the  falling  flour  and  the  oxidizing  agent  being  introduced  25 
**  into  the  space  surrounding  the  reel.    The  oxidizing  agent  we  prefer  is  air 
'^  passed  through  nitric  acid.    The  air  takes  up  a  sufficient  quantity  of  nitric 
"  acid  at  even  ordinary  temperatures  to  efl^ect  the  result.    We  have  found  how- 
**  ever  that  azone  (sic)  can  also  be  employed,  but  with  not  such  a  good  result, 
*'  and  it  is  much  more  expensive.    Also  that  chlorine  and  other  gases  producing  30 
"  nascent  oxygen  can  be  used.    With  regard  to  the  quantity  as  before  stated,  a 
•*  very  small  amount  of  nascent  oxygen  or  oxidizing  agent  is  sufficient.    The  air 
^'  is  simply  passed  or  sprayed  through  a  small  volume  of  nitric  acid  or  liquid 
*'  chlorine,  or  gaseous  chlorine,  or  gaseous  nitric  acid  can  be  admitted  in  small 
**  regulated  quantities  into  the  chamber,  and  the  amount  required  can  be  regu-  35 
"  lated  by  examining  or  testing  the  effluent  flour. 

"  We  have  mentioned  only  a  revolving  reel,  but  it  is  obvious  that  any  other 
"  form  of  mechanism  whereby  the  flour  can  be  evenly  and  uniformly  exposed 
*'  to  the  oxidizing  agent  can  be  used  in  place  of  a  reel,  and  we  merely  mention 
^'  the  reel  as  a  mechanism  which  we  have  found  useful  in  our  experiments  and  40 
"  as  being  readily  available  to  grain  millers." 

The  amended  Complete  Specification  was  as  follows : — ^*  It  has  long  been 
*^  known  that  flour,  semolina,  and  the  like,  hereafter  spoken  of  under  the 
"  generic  name  of  flour,  if  kept  for  some  time  after   grinding  are  greatly 
"  improved  in  quality.    This  improvement  does  not  increase  after  a  certain  45 
*'  period,  a  deterioration  then  beginning. 

"  Now  our  present  invention  is  designed  to  bring  about  this  improvement  or 
"  conditioning  immediately  after  grinding  without  having  to  wait  as  above 
**  stated,  and  further  not  merely  to  bring  about  an  improvement  equal  to  that 
'*  caused  by  keeping  it  for  a  long  period,  but  a  much  greater  improvement.  50 

*^  The  invention  consists  essentially  in  subjecting  the  flour  to  the  action  of  a 
*'  suitable  gaseous  oxidizing  agent,  whereby  nascent  oxygen  or  its  equivalent  is 
"  produced  or  comes  in  contact  with  the  flour.  A  very  small  quantity  of  the 
'^  oxidizing  agent  suffices,  so  little  indeed  that  the  actual  composition  of  the 
"  flour  as  shown  by  analysis  is  hardly  perceptibly  altered.  The  plan  we  prefer  55 
"  is  to  pass  the  flour  through  various  conveyors  whereby  it  is  brought  in  contact 
'^  with  the  gaseous  oxidizing  agent,  and  the  drawings  we  herewith  append 
**  show  the  apparatus  which  from  long  experiments  we  have  found  to  act  beet 
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"  with  air  carrying  a  small  quantity  of  gaseous  nitric  acid  or  peroxide  of  nitrogen. 
"  We  do  not  however  limit  ourselves  to  the  use  of  nitric  acid  or  nitrogen  peroxide, 
"  as  we  have  found  that  chlorine,  bromine,  and  other  gaseous  compounds 
"  capable  of  liberating  oxygen  will  act  with  more  or  less  efficiency.  Besides  the 
5  "  above  re-agents,  ozone  might  be  suggested,  but  we  have  found  it  practically 
"  unworkable  and  its  results  unsatisfactory,  while  it  is  more  costly  than  the 
''  oxides  of  nitrogen  which  we  prefer  to  use.  The  difficulty,  too,  of  generating 
"  it  in  a  mill  where  electric  sparking  is  especially  dangerous,  puts  it  beyond  the 
"  range  of  ordinary  practice,  and,  therefore,  in  speaking  of  suitable  oxidizing 

10  "  agents  we  do  not  recommend  it,  but  exclude  its  use. 

"  In  our  practice  any  of  the  other  oxidizing  agents  mentioned,  but  preferably 
"  nitric  acid  or  peroxide  of  nitrogen  is  caused  to  act  upon  the  flour  by  forcing 
**  a  current  of  air  over  or  through  the  oxidizing  agent  employed,  which  current 
"  of  air  becomes  impregnated  with  the  oxidizing  agent,  and  is  then  brought  in 

15  "  contact  with  the  flour  to  be  improved.  With  regard  to  the  quantity,  a  very 
"  small  amount  of  the  oxodizing  {sic)  agent  is  sufficient.  We  herewith  append 
*'  drawings  of  an  apparatus  which  we  have  found  most  suitable  for  use  with 
"  nitric  acid  or  nitrogen  peroxide,  /the  two  cheapest  and  most  preferable 
"  re-agents. 


FIC.I 


20  *'  Figure  1  is  a  front  elevation  of  the  apparatus ;  Figure  2  a  plan  of  part 
"  thereof  ;  Figure  3  a  cross  section  of  the  cylinder  on  the  dotted  line  Y  Z. 

"  In  these,  A  is  an  inclined  hollow  cylinder  mounted  in  bearings  B  and 
'*  rotated  by  means  of  a  pulley  C.  In  the  interior  of  this  cylinder  are  longi- 
*^  tudinal  ribs  D  which  agitate  the  flour  inserted  at  £  while  assisting  its  passage 

25  **  down  the  cylinder.  Each  rib  in  succession  as  it  leaves  the  bottom  during 
"  the  rotation  of  the  cylinder,  carries  up  a  small  amount  of  flour,  which,  when 
*•*  it  has  risen  to  about  three-fourths  of  the  height,  drops  through  the  air  in  the 
"  cylinder  to  the  bottom  again.  The  flour  is  conveyed  into  the  interior  of 
**  cylinder  A  through  feed  hopper  E  secured  to  the  fixed  worm  box  F  inside 

30  "  which  is  a  worm  conveyor  R  mounted  on  a  hollow  shaft  G  and  rotated  by  a 
"  pulley  H.  J  is  a  jar  or  receptacle  containing  nitric  acid  and  K  a  similar 
**  receptacle  containing  ferrous  sulphate  dissolved  in  water.  These  are  arranged 
"  to  deliver  a  regulated  supply  of  nitric  acid  and  ferrous  sulphate  respectively 
*^  into  a  glass  or  other  vessel  L,  the  liquid  in  which  is  maintained  at  a  constant 

35  **  level  by  a  siphon  pipe  M.  An  air  current  generated  by  the  bellows  N  or  other 
"  suitable  device,  is  passed  by  pipe  0  through  the  liquid  contained  in  L,  and 
*•  the  nitrogen  peroxide  generated  thereby  is  conveyed  thence  by  pipe  P  through 
**  the  hollow  shaft  G  into  the  interior  of  the  cylinder  A.  The  flour,  in  conse- 
"  quence  of  the  scooping  up  by  the  ribs  D  comes  into  thorough  contact  with 

40  **  the  charged  air  current,  and  quits  the  cylinder  with  the  latter  at  the  lower 
*^  end.     In  this  manner  uninterrupted  working  can  be  carried  on.    It  is  obvious, 


Ui  RfePOftTB  09  PATENT,  DliSIOK,         [Aug.  1 19M. 

In  ths  Matter  of  Andrews^  Patent. 

^  however,  that  any  other  mechanism  whereby  the  floor  can  be  caused  to 
'*  descend  through  a  stream  of  air  impregnated  with  fames  of  nitric  acid  or 
"  nitrogen  peroxide  will  achieve  the  same  result. 

^'  By  the  above-mentioned  treatment  the  colour  of  the  flour  is  made  whiter, 
^^  its  baking  qualities  are  improved,  and  it  is  attacked  by  mites  and  other  5 
'^  organisms  to  a  far  smaller  extent.    No  deleterious  action  on  the  flour  is  caused 
"  by  the  above-mentioned  treatment.** 

The  Patentees  claimed  : — '*  1.  In  the  process  of  conditioning  flour  and  the  like, 
^*  passing  the  same  with  full  exposure  through  an  atmosphere  containing  a 
'^  gaseous  oxide  of  nitrogen  or  chlorine  or  bromine  oxidizing  agent  in  the  10 
*^  gaseous  or  vapourised  state.  2.  The  apparatus  for  the  purposes  described 
'*  consisting  of  a  device  for  impregnating  air  with  a  gaseous  oxidizing  agent,  a 
"  rotating  conveyor  receiving  the  oxidizing  atmosphere  and  through  which  the 
'^  materifli  to  be  treated  is  passed  in  a  regulated  stream." 

On  the  13th  of  October  1905  a  Petition  was  presented  (under  the  authority  of  15 
the  Attorney-General)  by  the  AUop  Flour  Process  Ld,  for  revocation  of  the 
Patent,  and  the  Petition  was  served  on  the  Flour  Oxidizing  Company  Ld.j  the 
registered  owners  of  the  Patent. 

The  Petition  alleged  that  the  Patent  was  invalid  by  reason  of  the  matters 
alleged  in  the  Particulars  of  Objections.  20 

The  Particulars  of  Objections  (after  amendment)  alleged  that — (1)  the 
Patentees  were  not  the  true  and  first  inventors  ;  (2)  the  alleged  invention  was 
not  new.  In  support  of  this  allegation  the  Petitioners  relied  on  the  publication 
of  the  following  Specifications  prior  to  the  date  of  the  Patent : — Axel  Bay 
(No.  2152  of  1893);  Caldwell  and  Young  (No.  2403  of  1861);  Frichot{^o.  25 
21,971  of  1898);  Beanes  (No.  2502  of  1870);  Hunt  (No.  2160  of  J  874); 
Lawton  (No.  1878  of  1899) ;  Stein  (No.  4917  of  1898)  ;  D'Heureuse  (U.SA., 
No.  179,700  of  1875) ;  Hands  (No.  2404  of  1855) ;  Trevithich  and  Jones  (No. 
1859  of  1860) ;  Van  der  Weyde  (U.S.A.,  No.  62,094  A.D.  1867).  The  Petitioners 
relied  on  the  whole  of  each  of  the  Specifications.  (3)  The  alleged  invention  30 
was  not  the  subject-matter  for  valid  Lietters  Patent  inasmuch  as  the  action  of 
gaseous  oxidizing  agents,  prepared  in  any  of  the  manners  described  in  the 
Specification,  on  flour  and  the  like  was  well  known  at  the  date  of  the  Patent. 
(4)  The  Patent  was  invalid  by  reason  of  the  disconformity  of  the  Provisional 
and  Complete  Specifications.  The  invention  described  in  the  Provisional  35 
Specification  consisted  in  exposing  flour  to  the  action  of  nascent  oxygen  or  to 
the  action  of  a  gaseous  oxidizing  agent  whereby  nascent  oxygen  was  produced 
in  the  flour.  That  invention  was  old  and  had  been  published  in  the  Specifica- 
tions mentioned  in  paragraph  2  above.  The  invention  claimed  in  Claim  1  of 
the  Complete  Specification  was  a  different  invention  from  ihat  described  in  the  40 
Provisional  Specification  inasmuch  as  the  process  claimed  in  the  first  Claim  was 
not  a  process  which  consisted  in  exposing  the  fiour  to  the  action  of  na&cent 
oxygen  or  whereby  nascent  oxygen  was  produced  in  the  flour.  (5)  The 
invention  in  so  far  as  the  use  of  gaseous  oxides  of  nitrogen  other  than  the 
peroxide  and  of  a  chlorine  or  bromine  oxidizing  agent  was  claimed  was  of  no  45 
utility  for  the  purposes  for  which  they  were  claimed.  (6)  The  Patent  was 
invalid  for  insufficiency — ^that  was  to  say,  no  directions  were  given  whereby  the 
oxides  of  nitrogen  other  than  the  peroxide  and  of*  chlorine  and  bromine 
oxidizing  agents  could  be  used  so  as  to  improve  or  condition  the  flour  in  the 
manner  described  in  the  Specification.  50 

FrichoVs  Specification  (No.  21,971  of  1898)  for  **  An  improved  process  for 
^  sterilising  and  blanching  cereals  and  alimentary  leguminous  substances  and 
^^  the  meal  produced  therefrom "  was,  so  far  as  mat-erial  to  this  Report,  as 
follows : — ^  This  invention  relates  to  the  treatment  of  wheat  and  other  cereals 
**  or  alimentary  leguminous  substances,  such  as  beans,  and  of  the  flour  obtained  55 
*'  therefrom  used  in  the  making  of  brcKBtd.  The  process  is  intended  to  destroy 
*^  the  ferment  contained  in  these  substances  and  to  effect  the  blanching  or 
**  bleaching  of  the  coloured  elements  found  therein,  rendering  their  perfumed 

*  It  was  agreed  that  the  worda  <'aiidof**  ought  to  be  either  "and**  or  <*or." 
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^  esBential  oils  unalterable  and  preventing  them  from  snbseqnently  becoming 
*'  rancid  by  eterilising  all  their  parts.  This  chemical  treatment  of  the  grain 
^'  or  of  the  legnininoos  snbstanceSy  after  the  operation  of  cleaning,  or  of  the  meal 
*'  after  grinding  is  absolately  harmless.  It  ensures  the  production  of  flour  that 
5  '*  is  suitable  for  bread -making,  is  absolutely  white  and  capable  of  being  pre- 
''  served  for  many  months,  containing  the  whole  of  the  mineral  salt  existing  in 
"  the  ground  grain  or  leguminous  substances  thus  ensuring,  with  100  parts  of 
'*  grain  or  leguminous  matter,  from  75  to  80  parte  of  flour  capable  of  producing 
'*  fine  white  and  exceedingly  nutritious  bread  containing  all  the  elements  of  the 
10  **  grain  or  leguminous  substances  capable  of  assimilation. 

'^  The  treatment  consists  in  subjecting  the  grain  or  leguminous  substances,  or 

*'  the  flour  obtained  therefrom,  to  the  action  of  nascent  oxygen  or  ozone  in  the 

"  various  forms  of  oxygenated  water,  ozonised  water,  ozonated  oxygen    or 

**  ozonated  air,  either  in  the  open  air,  or  preferably  in  a  closed  chamber,  or  again 

15  '*  in  a  vacuum. 

^*'  For  this  purpose,  the  products  to  be  treated,  viz.  the  wheat  or  beans,  after 
*^  undetgoing  the  usual  operation  of  cleaning  and  being  steeped  or  washed  in  the 
*'  ordinary  course,  or  the  flour  after  undergoing  the  usual  operations  of  grinding 
^*  and  bolting  are  introduced  in  thin  layers  or,  preferably  stirred,  in  a  closed 

20  "  chamber,  where  they  are  in  contact  with  an  atmosphere  of  nascent  oxygen  or 
^'  of  ozonated  oxygen  or  ozonated  air,  which  acts  immediately  on  their  particles, 
*'  sterilises  them,  bleaches  their  grey  farinaceous  parts,  and  prevents  the  essential 
^^  oils  from  undergoing  any  change.  After  this  oxygenating  or  ozonising 
^*  action,  the  grain,  leguminous  substance,  or  flour,  is  left  undistarbed,  care  only 

25  ^*  being  taken  to  *  shovel  ^  or  stir  it  from  time  to  time,  it  is  then  dried  in  the  open 
"  air,  or  subfected  to  heat  or  cold  for  the  purpose  of  removing  every  trace  of 
**  oxygen  or  ozone. 

^*  In  treating  the  flour,  I  can  either  treat  the  whole  quantity  of  the  same  pro- 
*^  duced  by  grinding  the  grain  or  the  beans,  or  only  the  grey  parts  of  the  flour, 

30  **  considered  to  be  inferior  in  quality. 

*^  Some  of  the  arrangements  by  means  of  which  this  treatment  is  carried  out 
^  are  illustrated  in  the  accompanying  Drawing,  in  which  Fig.  1  is  a  closed 
^^  vertical  chamber,  shown  in  section,  into  which  the  grain,  leguminous  matter, 
^  or  flour,  is  introduced  in  the  form  of  a  spray  or  in  thin  layers.    Fig.  2  is 

35  *'  another  form  of  the  same  vertical  chamber,  into  which  the  grain  or  flour  is 
^^  injected  and  descends  therein  in  presence  of  the  nascent  oxygen  or  ozone. 
'^  Fig.  3  is  a  horizontal  chamber  with  a  series  of  superposed  movable  bearers 
^*  which  bring  the  grain,  beans,  or  flour  in  thin  layers  into  contact  with  currents 
*^  of  nascent  oxygen,  ozonated  air  or  oxygenated  ozone.    Fig.  4  is  another  form 

40  ^'  of  horizontal  chamber  for  distributing  grain  or  flour  and  ozonated  fluid. 
"  Figs.  5,  5*  and  5^  represent  various  forms  of  the  fan  which  drives  the 
*^  oxygen  or  ozonated  air  into  the  closed  chamber  containing  the  grain,  beans, 
''  or  flour  to  be  treated.  In  these  Figures,  the  same  letters  represent  the  same 
**  or  corresponding  pa^ts. 

45  **  The  wheat,  beans,  or  the  flour  obtained  therefrom,  is  placed  in  the  hopper  e 
*^  and  distributed  in  thin  layers  by  means  of  the  rotary  cylinder/  and  falls  in 
**  flakes  or  thin  layers  on  to  the  flxed  shelves  or  trays  g  (Fig.  1)  or  on  to  the 
*'  rotary  shelves  g^  (Fig.  2)  or,  again,  on  to  the  endless  movable  bearers  g^ 
•*  (Fig.  3). 

50  <*  During  its  descent  from  the  top  to  the  bottom  of  the  chamber  a  the  material 
**  is  subjected  to  continuous  action  and  exposed  to  the  ascending  current  of 
**  nascent  oxygen  entering  through  the  pipe  c  and  flowing  along  the  trays  or 
*^  bearers  in  the  direction  of  the  arrows.  The  exhausted  oxygenated  fluid, 
**  which  may  have  carried  particles  of  flour  with  it,  is  forced  to  pass  through  a 

55  ^  depositing  chamber  k  (Figs.  1  and  3)  before  escaping  into  the  outside  air 
**  through  Uie  orifice  S^ ;  whilst  the  treated  material  runs  away  through  the 

"pipes " 

The  Claims  were : — ^^  1.  A  process  of  treating  wheat  and  other  cereals,  beans 
"  and  other  similar  leguminous  substances,  or  fiour  obtained  from  such  gnAn  or 

60  "  leguminous  substances,  with  the  6bj%oi  of  producing  white  flour  suitable  for 
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"  bread-making,  representing  from  75  to  80  per  cent,  in  weight  of  the  ground 
'*  grain,  consisting  in  exposing  this  grain,  or  the  flour  obtained  therefrom,  to  the 
"  action  of  nascent  oxygen  or  ozone,  or  of  ozonised  air  or  ozonised  oxygen,  or 
"  oxygenated  water,  in  the  open  air  or,  preferably,  in  a  closed  chamber,  by 
"  distributing  it  in  thin  layers  against  fixed  or  movable  partitions  in  presence  of  5 
"  a  stream  of  ozonated  fluid  or  a  current  of  pure,  dry,  cold  air  or  oxygen,  becoming 
'*  ozonised  by  contact  with  metal  filings  or  fine  wires  placed  in  glass  tubes  con- 
"  nected  with  a  high-tension  electric  current,  as  described.  2.  The  special  type 
**  of  apparatus  for  ozonising  grain  or  flour,  for  the  purpose  of  rendering  nearly 
^'  the  whole  of  the  same  suitable  for  bread-making,  consisting  of  a  closed  chamber  10 
^'  provided  with  fixed  or  movable  diaphragms,  and  tubes  containing  metal  filings, 
'*  the  said  chamber  being  surmounted  by  a  hopper  with  a  cylinder  for  dis- 
**  tributing  the  grain,  or  flour,  to  be  treated,  as  described  and  illustrated." 

The  Petition  came  on  for  hearing  on  the  Ist  of  March  1906  before  Mr. 
Justice  Kbkbwich.  15 

Sir  jR.  B.  Finlay  K.C.,  Bousfield  K.C.,  and  J.  0.  Oraham  (instructed  by 
Hollamsy  Sons^  Coward,  and  Hawkiley)  appeared  for  the  Petitioners ;  Asthury 
K.C.,-4.  J.  Walter^imd.  (7o/«/aa: (instructed  by  Wilson^  BrMows^  andUarpmael) 
appeared  for  the  Respondents. 

Aeibury  K.C.  opened  the  Respondents'  case. — The  invention  has  been  20 
extremely  successful.  Formerly  the  conditioning,  or  slow  oxidation,  of  flour 
took  gome  months  ;  the  patented  invention  enables  the  flour  to  be  conditioned 
at  once  and  thereby  saves  expenditure  on  storage,  &c.,  and,  it  is  believed,  is 
more  efiQcient  than  the  old  method.  The  Petitioners  are  the  owners  of  A  Jsop's 
Patent  (No.  14,006  of  1903),  and  the  Respondents  presented  a  Petition  for  the  25 
revocation  of  that  Patent  ;•  they  say  that  any  working  under  it  is  an  infringe- 
ment of  their  Patent.  The  Respondents*  process  prevents  mites  attacking  the 
flour  and  producing  a  musty  flavour.  As  to  the  allegation  of  disconformity, 
the  Petitioners  say  that  the  gaseous  oxide  of  nitrogen,  the  use  of  which  is 
claimed,  does  not  merely  oxidize,  bat  has  some  other  chemical  action,  such  as  80 
nitration,  on  the  flour.  The  Respondents  have  found  that  oxidizing  agents,  that 
produce  nascent  oxygen  and  that  cannot  cause  nitration,  do  bleach  flour,  and  if 
the  Claim  is  limited  to  oxidizing  agents,  the  fact  that  they  do  have  some  other 
action,  chemical  or  otherwise,  upon  the  flour,  is  not  material.  For  instance,  the 
chlorine  compounds  cannot  produce  nitration — they  may  produce  chlorination,  35 
but  that  is  immaterial — and  mere  exposure  to  the  air  will  bleach  the  flour, 
without  possibility  of  nitration.  Flour  is  a  complex  substance,  and  it  is  not 
known  how  different  agents  affect  the  various  constituents,  but  it  can  be  proved 
that  the  colour  is  contained  in  some  portion  of  the  whole  in  such  a  way  that 
oxidation  will  take  it  out.  40 

Evidence  in  support  of  the  Patent  was  given.  Sir  James  Dewar  said  that 
nascent  oxygen  would  be  produced  by  the  action  of  nitrogen  peroxide  or 
chlorine.  The  expression  *'  nascent "  was  a  general  expression  for  the  condition 
of  an  element  as  it  was  instantaneously  separated  from  a  compound.  It  was 
clear,  from  the  body  of  the  Specification,  that  "  a  gaseous  oxide  of  nitroj  en  "  in  45 
the  Claim  meant  nitric  acid  and  nitrogen  peroxide.  There  were  several 
oxidizing  agents  that  would  fall  within  the  words  "chlorine  or  bromine 
"  oxidizing  agent  in  the  gaseous  or  vaporised  state,"  and  that  would  give  the 
desired  result.  The  theory  in  the  Specification  was  simply  one  of  oxidation. 
One  could  not  predict  what  oxidizing  agents  would  be  effective  with  flour.  50 
FrichoVs  Specification  described  a  process  of  bleaching  grain  or  flour  by 
subjecting  it  "  to  the  action  of  nascent  oxygen  or  ozone  in  the  various 
"  forms  of  oxygenated  water,  ozonised  water,  ozonated  oxygen,  or  ozonated 
"  air."  There  "  nascent  oxygen  "  was  synonymous  with  ozone,  and  oxygenated 
water  meant  hydrogen  peroxide.  Andrews'  Patent  was  for  the  use  of  new  55 
reagents  to  do  what  Frichot  did  in  another  way.  Bay's  Patent  was  for  the  use 
of  cool  dried  oxygen  for  conditioning  flour.  Beanes's  Patent  was  for  the  use 
of  chlorine  for  bleaching  grain,  whole  or  ground,  and  producing  a  light- 

•  Ante,  pag«  66, 
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coloured  glncoBe — ^that  was  a  different  purpose  from  that  of  Andrews.  Pare 
nitric  acid  would  have  the  conditioning  effect,  but  the  pure  acid  was  very 
sensitive  to  light  and  was  decomposed  so  that  it  always  contained  nitrogen 
peroxide.  To  remove  that,  it  was  necessary  to  distil  the  acid  and  use  it 
5  without  exposure  to  light,  or  blow  a  current  of  dry  air  through  the  acid.  The 
witness's  experiments  had  been  made  with  the  pure  acid  free  from  peroxide, 
but  it  would  be  impossible  to  say  that  no  peroxide  could  be  formed,  the  weight 
of  acid  employed  being  extremely  small.  He  had  shaken  up  flour  in  an 
atmosphere  containing  3  per  cent,  by  volume  of  the  vapour  of  the  concentrated 
10  acid.  That  was  done  on  a  small  scale  and  repeated  on  a  large  scale,  using 
20  lbs.  of  flour  at  a  time.  The  pipe  in  which  the  exposure  to  the  vapour  was 
effected  was  of  metal  coated  with  paraffin,  and  so  protected  from  any  action  of 
the  acid.  The  acids  of  specific  gravity  1*52  and  1*42  were  used.  The  latter 
was  called  the  constant  boiling  point  acid,  and  was  really  a  hydrate  of  nitric 
Ift  acid  containing  32  per  cent,  of  water.  If  the  1*42  acid  was  used  it  must  be 
giA  en  a  longer  time  to  work,  or  the  flour  must  be  put  through  the  apparatus 
more  than  once,  or  one  must  work  at  a  higher  temperatare.  The  expression 
"  a  gaseous  oxide  of  nitrogen  "  in  the  Specification  was  confined  to  nitric  acid 
and  nitrogen  peroxide.  The  1'42  acid,  as  sold,  was  free  from  oxides  of  nitrogen 
20  in  solution.  If  one  ordered  commercial  nitric  acid  one  would  get  the  1*52  acid, 
which  was  used  in  much  larger  quantities  in  commercial  operations  than  the 
1'42  acid.  If  the  oil  was  extracted  from  flour,  and,  on  being  treated  with 
chlorine,  was  bleached,  that  would  be  quite  different  from  the  bleaching  of 
flour  by  chlorine,  and  would  not  show  that  the  action  in  the  latter  case  was  not 

25  oxidation.  Chlorine  or  bromine  would  attack  a  fat  otherwise  than  by  oxidation. 
Fleureni  had  recently  stated  that  the  bleaching  of  flour  by  nitrogen  peroxide 
was  due,  not  to  oxidation,  but  to  the  peroxide  entering  into  the  composition  of 
the  flour.  No  doubt  it  was  true  that,  as  Egoroff  had  recently  stated,  nitric  acid 
with  oleic  acid  would  give  an  addition  product,  but  that  did  not  prove  that 

80  with  flour  it  gave  an  addition  product.  If  hydrogen  peroxide  did  not  bleach 
the  oil  from  flour  that  would  not  affect  the  oxidation  theory,  as  the  peroxide 
did  not  bleach  fats  and  it  would  be  in  solution  in  water  and  there  would  not 
be  such  contact  as  there  would  be  when  a  porous  body  like  flour  was  treated 
with  a  gas.      Nor  would  the   theory  be    shaken  if   nitric  acid   would  not 

35  bleach  the  oil.  Oxidizing  agents  depended  for  their  results  on  the  nature  both 
of  the  substance  to  be  bleached  and  of  the  oxidizing  agent,  and  Andrews'  Patent 
was  not  for  applying  nascent  oxygen  per  se  to  flour,  but  for  using  a  suitable 
oxidizing  agent  in  which  the  liberation  of  nascent  oxygen  was  a  necessary 
concomitant.    It  would  be  obvious  to  a  chemist  that  the  three  lower  oxides 

40  of  nitrogen  could  not  be  used.  It  did  not  appear  that  Frichot  intended 
the  liquids  he  mentioned — oxygenated  water  {i.e.y  hydrogen  peroxide)  and 
ozonised  water — to  be  applied  to  grain,  and  the  gases — ozonated  oxygen  or 
ozonated  air — to  the  flour.  It  would  be  impracticable  to  treat  flour  with  the 
liquids.     When  Frichot  said  the  flour  was  brought  into  contact  with  currents 

45  of  nascent  oxygen,  he  must  have  meant  currents  of  ozone.  FrichoVs  process 
related  only  to  the  use  of  liquid  hydrogen  peroxide,  ozonated  water,  or  gaseous 
ozone.  Nitric  aciJ  in  vapour  would  oxidize  many  organic  bodies.  The 
bleaching  of  flour  was  effected  by  agents,  such  as  air  or  ozonised  oxygen  that 
could  only  act  by  oxidation.    Ozone  had  a  deleterious  action  on  flour;  it 

50   produced  the  volatile  fatty  acids.    Chlorine  or  an  oxide  of  nitrogen,  bleaching 

by  oxidation,  might  have  some  other  reaction  upon  other  parts  of  the  flour,  but 

the  products  were  harmless.    There  was  no  difference  of  taste  or  of  acidity, 

and,  unless  excess  of  the  reagent  was  used,  nitrates  and  nitrites  were  not  found. 

H.  Ballantyne^  consulting  analytical  chemist,  said  that  the  use  of  ozone  was 

55  unsatisfactory  in  that  it  produced  a  taint  in  the  flour  and  was  expensive.  He 
had  made  experiments  with  eleven  gases  or  gaseous  mixtures,  having  practically 
only  one  common  characteristic — that  they  were  oxidizing  agents — and  they 
all  bleached  flour.  He  concluded  that  the  bleaching  was  due  to  oxidation.  He 
had  found  the  volatility  of  nitric  acid  of  specific  gravity  1*52  to  be  greater 

60  than  that  of  the  1*42  acid — ^the  hydrate— but  the  latter  acid  could  be  used  for 
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bleaching  flour,  with  or  without  nitrogen  peroxide  present  in  the  acid.    The 
duflt  in  the  air  of  a  flour  mill  would  generate  the  peroxide  in  the  acid  and 
80  facilitate  the  bleaching.    In  practice  only  a  slight  bleaching  was  wanted — a 
brighter  and  whiter  appearance,  not  the  chalky  white  that  could  be  ultimately 
obtained.    The  witness's  experimentn  included,  with  a  few  exceptions,  all  the  5 
oxidizing  agents  that  fell  within  the  Specification.     In  every  case  the  flour  was 
bleached,  and  its  baking  qualities  were  improved.    The  substances  that  were 
extracted  from  flour  by  ethylic  ether  or  petroleum  ether  (as  in  the  Petitioners* 
experiments)  were  very  numerous,  and  experiments  made  upon  the  extractive 
did  not  show  what  happened  to  flour  treated  under  the  conditions  of  the  Specifi-  10 
cation.    If  nitric  acid  was  ordered  a  dealer  would,  in  most  cases,  supply  the  1-42 
acid,  as  being  the  most  generally  useful — it  was  one  of  the  commercial  nitric  acids 
— but  if  pure  nitric  acid,  for  manufticturing  purposes,  was  ordered,  a  manufacturer 
of  the  acid  would  supply  the  1-52  acid.    When  nitrogen  peroxide  was  passed 
through  a  petroleum  ether  solution  of  the  oil  from  flour,  it  might  be  that  elaidini-  15 
sation  took  place — ^that  is,  that  a  nitroso  group  would  be  attached  in  an  additive 
way.  It  might  be  that  in  the  action  of  nitric  acid  on  flour  the  acid  was  first  reduced 
by  matter  other  than  the  colouring  matter  to  peroxide,  which  then  continued 
the  action.    Thus,  experiments  on  oil  without  the  other  matter  would  not  show 
anything  as  to  the  action  on  flour.    Chlorine  would  replace  hydrogen  in  the  20 
fata  and  also  enter  additively  into  their  composition,  and  if  any  water  were 
present  chlorine  would  have  an  oxidizing  effect.    Hydrogen  peroxide  would 
bleach  flour,  though  in  the  Petitioners'  experiments,  it  had  been  found  not  to 
bleach  saffron  or  anatto.    In  the  experiment  in  which  nitric  oxide  was  passed 
through  the  oil  and  bleaching  result3d,  nitrogen  peroxide  was  probably  present.  25 
Bromine  was  effective,  but  was  objectionable  to  work  with  and  expensive. 
Nitrosyl  chloride,  air  passed  through  aqua  regia,  chlorine  peroxide,  hypo- 
chlorous  acid,  and  euchlorine,  besides  nitric  acid,  nitrogen  peroxide,  chlorine 
and  bromine  would  all  have  a  bleaching  effect  and  give  flour  of  good  baking 
quality.    Out  of  these  reagents  the  Patentees  had  chosen  the  ones  that  were  best  30 
known.    It  could  not  have  been  predicated  that  they  would  act    FruJtot^s 
Specification  did  not  show  that  nascent  oxygen  generally  could  be  used  for 
bleaching  flour,  but  only  that  nascent  oxygen  from  ozone  or  hydrogen  peroxide 
could  be  so  used.    Flour  was  very  liable  to  become  tainted  and  one  could  not 
have  predicated  that  the  agents  mentioned  in  the  Specification  would  not  produce  35 
a  taint.    The  mention  of  chlorine  in  Andrews^  Provisional  Specification  would, 
by  analogy,  suggest  that  bromine  could  be  used,  but  not  iodine,  which  would 
colour  starch  blue ;  bromine  in  very  small  quantities  would  not  colour  starch 
yellow.    So  fiir  as  the  witness  knew,  FrichoVs  suggestions  had  never  been  put 
into  practice.    Hydrogen  peroxide  would  bleach  flour,  but,  being  a  liquid  in-  40 
capable  of  vaporisation,  it  could  not  be  used  commercially.    The  quantity  of 
bromine  that  would  be  used  was  so  minute  that  it  would  seem  impossible  for  it 
to  have  an  injurious  dietetic  effect.    The  elaidin  reaction  took,  p^hapa,  two  or 
three  hours ;  the  bleaching  by  nitrogen  peroxide  could  be  effected  in  one  aeeoiid^ 
If  air  was  blown  through  1*42  nitric  acid  the  acid  would  become  weaker  and  45 
the  dust  in  the  air  of  a  mill  would  cause  a  continuous  generation  of  nitrogen 
peroxide,  which  would  bleach,  and  if  potassium  permanganate  was  added  to  the 
acid,  so  that  no  peroxide  could  be  formed,  there  would  still  be  bleaching.     In 
the  Petitioners'  experiment  in  which  they  found  that  dry  chlorine  bleached  the 
petroleum  ether  extractive,  water  was  probably  present  and  it  would  Ubetste  50 
oxygen.    In  another  experiment^  if  the  nitric  oxide  used  bleached  the  extme- 
tive  that  would  not  be  due  to  nitration,  and  moreover  there  were  several  sourees 
from  which  oxygen  could  enter  and  convert  the  oxide  into  peroxide.    AndrewnT 
process  was  one  of  oxidation. 

Dr.  A.  Liebmann^  consulting  chemist,  said  that  nascent  oxygen  had  osdj  5^ 
a  meaning  when  one  knew  from  what  it  was  produced.  Nitric  acid,  aa  used 
in  several  industries,  was  almost  exduAvely  the  1*52  acid.  Exp^imentB^ 
such  as  the  Petitioners^  in  which  reagents  operated  upon  a  liquid,  did  not  tdiow 
what  the  effect  of  the  reagents  would  be  on  a  body  like  flour,  in  a  fine  state  of 
division.    The  PMenteee,  in  making  nitrogen  peroxide,  mixed  tfaur  nitrie  %cad  M 
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with  the  water  in  which  the  ferrotis  sulphate  was  dissolved,  and  no  distinction 
was  drawn  between  the  acid  nsed  there  and  that  used  for  bleaching  by  nitric 
acid.  It  had  long  been  known  that  oxone  oxidized  by  giving  off  nascent 
oxygen  and  that  in  some  cases  it  was  a  bleaching  agent.  The  words  '^  A  gaseous 
5  "  oxidising  agent  whereby  nascent  oxyen  is  produced  in  the  flour"  would  suggest 
chlorine,  bromine,  nitric  acid  and  nitrogen  peroxide.  In  FricIioVs  Specification 
the  source  of  nascent  oxygen  was  limited  to  hydrogen  peroxide  for  grain  and 
ozone  for  flour.  The  bleaching  of  flour  by  nitrogen  peroxide  was  due  to 
oxidation ;  there  might  be  nitration  going  on  with  some  other  substance.    In 

10  the  Petitioners*  experiments  it  had  been  found  that  the  oil  extracted  from  flour 
was  not  bleached  by  nitric  acid  fumes  or  hydrogen  peroxide — two  powerful 
oxidizers — it  was  said  to  be  bleached  by  nitric  oxide  or  dry  chlorine  which  did 
not  oxidize,  but  there  must  be  some  mistake,  and  experiments  on  the  oil  had 
no  bearing  as  to  the  flour.    Hydrogen  peroxide  and  nitrogen  peroxide  both 

15  bleached  flour  ;  the  first  could  not  act  additively,  but  both  were  oxidizers,  and 
the  fair  conclusion  was  that  both  bleached  by  oxidation.  Chlorine  under 
certain  conditions  had  a  most  deleterious  action  on  flour,  converting  the  starch 
into  soluble  starch,  and  it  was  a  most  unexpected  result  that  chlorine,  when 
diluted  with  air,  bleached  as  it  did.    Flour  from  which  the  oil  had  been  extracted 

20  absorbed  nitrogen  peroxide,  and  it  was  quite  possible  that,  in  addition  to  the 

oxidation  of  the  colouring  matter,  there  were  many  other  reactions  taking  place. 

T.  A,  Bighy  and  A.  S.  Davis  (millers),   O.  Limt  (managing  director  of 

Qeorge  Luntj  Sons  A   Co,  Ld,,  of  Liverpool,  bakers),  and    W,  H,  Walker 

(chartered  accountant)  gave  evidence  as  to  the  utility  of  the  patented  process. 

25  Evidence  was  given  in  support  of  the  Petition  by  E.  White  (of  A.  White  A 
SonSy  manufacturing  chemists),  and  (7.  A.  Mercer  (of  the  firm  of  Townson  and 
Mercer)^  who  stated  that,  in  commerce,  "nitric  acid"  usually  meant  the  1*42 
acid,  and  that  the  1*52  acid  would  not  be  supplied  unless  "  fuming  nitric  acid  " 
was  ordered,  or  the  specific  gravity  mentioned. 

30  Alfred  Gordon  Salamon  said  that  Andreivs*  process  consisted  in  exposing 
flour  to  the  action  either  of  a  substance  containing?  and  capable  of  liberating 
oxygen,  or  of  a  substance  capable  of  so  acting  on  the  flour  that  that  in  itself  would 
give  the  nascent  oxygen  ;  it  might  be  that  one  of  the  constituents  of  the  flour 
would  produce  it.     In  the  Provisional  Specification  there  was  no  indication  of 

35  the  use  of  nitrogen  peroxide  except  the  mention  of  nitric  acid,  and  it  was  not 
known  that  the  peroxide  would  be  a  suitable  oxidizer  for  bleaching  fiour. 
After  FrichoVs  Specification  there  was  nothing  left  to  discover  except  which  of 
the  known  means  of  producing  nascent  oxygen  would  be  the  most  suitable. 
The  oil  extracted  from  fiour  by  petroleum  ether  contained  all  the  colouring 

40  matter,  and  the  bread  made  from  the  residual  flour  was  whiter  and  made  a 
larger  loaf  than  flour  treated  by  Andrews*  process.  In  the  Petitioners'  experi- 
ments a  glass  reel  was  used ;  a  wooden  reel,  as  used  in  the  Respondents' 
experiments,  might  vitiate  the  results.  When  pure  nitric  acid  was  ordered 
the  1*42  acid  was  supplied.     The  expression  "  hydrate  of  nitric  acid  "  was  used 

45  in  the  text-books  as  explanatory  of  the  composition,  but  was  never  employed  to 
designate  any  particular  kind  of  nitric  acid.  Air  blown  through  the  1*42  acid 
carried  off  the  pei^pxide  and  lower  oxides  of  nitrogen  and  had  a  bleaching 
effect,  but  when  the  existence  of  the  oxides  was  prevented  by  the  addition  of 
potassium  permanganate  there  was  no  practical  bleaching,  even  with  prolonged 

50  exposure,  whereas  nitrogen  peroxide  bleached  in  forty-five  seconds.  The  process 
would  be  useless  for  practical  purposes  unless  it  was  almost  instantaneous.  If 
the  process  was  one  of  oxidation  it  was  inexplicable  that  a  powerful  oxidizing 
agent,  such  as  nitric  acid,  should  have  a  small  effect,  while  a  mild  oxidizing 
agent,  such  as  nitrogen  peroxide,  should  have  a  practically  instantaneous  effect* 

55  There  appeared  to  be  no  alternative  but  to  conclude  that  nitrous  acid  and 
nitr(^n  peroxide  acted,  not  by  oxidation,  but  as  nitrating  agents,  the  nitroso 
or  nitro  group  entering  into  combination  additively,  as  in  the  elaidin  test.  It 
would  be  impossible  to  use  fuming  nitric  acid  without  peroxide,  because  the 
latter  body  would  continually  be  generated  by  the  presence  of  dust  or  exposure 

60   to  light,  and  so  corrosive  a  reagent  as  the  fuming  acid  could  not  be  used  in  a 

2  0 
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flour  mill.    The  effect  of  nitration  on  the  oil  in  the  fioHr  would  be  to  deBtroy- 
the  yiscoBlty  of  the  oil,  and  that  would  explain  why  the  treatment  of  the  floor 
with  nitrogen  peroxide  would  cause  the  flour  to  give  a  larger  loaf.    The  whole 
of  the  fatty  matter  in  the  flour  was  attacked  and  the  colouring  matter  with  it 
The  extraction  of  the  oil  from  the  floor  by  petroleum  ether  or  ethylic  ether  did  5 
not  alter  the  oil,  and  the  experiments  made  on  the  extracted  oil,  showing  that 
elaidinisation  took  place,  would  show  the  nature  of  the  effect  on  the  floor.    All 
those  substances  which  had  an  effect  on  the  flour  had  an  effect  on  the  oil ; 
those  which  did  not  act  on  the  flour  did  not  act  on  the  oil ;  those  which  acted 
on  the  flour  were  capable  of  nitrating  and  those  which  did  not  act  were  incapable  I0 
of  nitrating  ;  and  the  same  results  were  obtained  with  the  oil.    The  Petitioners 
had  passed  chlorine,  that  had  been  dried  by  calcium  chloride,  through  the  oil, 
and  found  that  it  bleached.    That  could  only  be  due  to  the  chloiination  of  the 
fatty  matter.    In  FrichoVs  process  the  ozone  was  brought  into  contact  with  air, 
and  in  ozonating  air  there  might  be  formed  nitrogen  peroxide  and  other  gases  15 
that,  would  liberate  nascent  oxygen  from  the  ozone.    Before  Frichoty  no  one  had 
suggested  the  commercial  bleaching  of  flour  by  nascent  oxygen.    Ozone  ooold 
be  used  to  bleach  flour  without  producing  a  taint,  but  Andrews*  process  was 
better.    As  to  the  use  of  a  wooden  reel  for  experimenting  on  the  action  of 
various  gases,  some  gases  would  be  occluded  in  the  wood,  or  would  attack  the  20 
wood  in  preference  to  the  flour — strong  nitric  acid  attacked  wood  shavings — 
and,  even  if  the  wood  was  coated  inrith  paraffin,  it  was  difficult  to  get  a  coating 
of  paraffin  without  breaks.    There  was  only  one  constituent  of  the  flour  that 
nitric  acid  could  attack  to  any  extent,  and  that  was  the  bran,  the  cellulose^  the 
fibre  ;  if  the  other  organic  matters  in  the  flour  reduced  the  nitric  acid,  the  action  25 
on  the  flour  would  be  due  to  the  nitrogen  peroxide  produced.  There  was  a  conflict 
of  evidence  as  to  the  extent  to  which  1*42  nitric  acid  would  act  upon  the  flour. 
The  flour  from  which  the  oil  had  been  extracted  was  not  altered  in  appearance  by 
nitrous  oxide,  nitrogen- peroxide,  or  nitric  acid  freed  from  peroxide.  Substanatilly 
none  of  the  carbohydrates  of  the  flour  would  be  in  the  oil,  and  the  reduction  of  30 
nitric  acid  to  peroxide  that  might  be  effected  by  the  carbohydrates  would  not  take 
place,  but,  in  the  case  of  flour,  the  reduction  would  only  occur  if  the  strong  acid 
was  used  and  the  flour  would  be  spoilt  by  it    There  was  not  any  apparent 
oxidation  of  the  staich  by  the  1*42  acid.    The  Petitioners  found  that  moistened 
oxygen  had  no  visible  effect  on  the  oil ;  they  made  that  experiment  to  see  if  35 
the  conditioning  of  flour  by  air  was  due  to  oxygen,  and  believed  that  it  was  due 
to  the  action  of  enzymes,  not  to  oxygen,  or  at  any  rate  not  to  oxygen  alone.    As 
to  the  action  of  dry  chlorine,  it  was  possible  that  there  would  be  the  ordinary 
halogen  absorption  of  the  fat,  and  at  the  same  time  the  bleaching  of  the 
colouring  matter;    it  was  conceivable  that  the   colouring  matter  would  be  40 
decomposed  by  the  chlorine,  that  oxygen  would  be  liberated,  and  oxidation 
thereby  effected.    If  the  oil  was  shaken  up  with  nitric  acid  there  would  be 
sufficiently  intimate  contact  to  give  grounds  for  comparison  as  to  the  action  of 
nitric  acid  vapour  on  dry  flour.     As  to  hydrogen  peroxide,  there  were  in 
flour  chlorides  that  would  give  free  chlorine.    Hydrogen  peroxide  was  some-  45 
times  used  for  bleaching  fatty  bodies.    In  microscopic  sections  of  grains  of 
barley  and  wheat  the  globules  of  fat  that  could  be  seen  were  coloured  ;  £e  nature 
of  the  colouring  matter  associated  with  the  fat  was  unknown.    As  to  ozone,  it 
was  possible  tli^t  the  ionised  oxygen  produced  with  the  ozone  would  combine 
with  the  nitrogen  of  the  air  that  was  present  in  the  flour  and  form  nitrogen  50 
peroxide.    The  oxidation  of  nitrogen  could  be  effected  at  temperatures  lower 
than  3500°  C. — the    supposed  temperature  of  the  electric  arc — when  air  was 
electrified,  as  in  a  thunderstorm.    In  making  ozone  from  pure  oxygen  every- 
thing pointed  to  ionisation  being  produced.    Ozone  could  not  co-exist  with 
nitrogen  peroxide,  which  it  would  oxidize.    The  carbonaceous  matter,  except  55 
the  bran,  in  the  flour,  would  not  be  easily  oxidizable.    It  would  be  extremely 
difficult  to  withdraw  all  the  air  from  the  flour  and  replace  it  by  oxygen.    In 
most  cases  analysis  did  not  show   any  difference  between  flour  treated  by 
Andrews^  process  and  untreated  flour,  but  in  some  cases  it  did  ;  the  amount  of 
nitrogen  taken  up  was  infinitesimal— within  the  limits  of  experimental  error ;  60 
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but  that  would  be  so  if  nitration  did  tako  place.  In  an  experiment,  in  which 
the  action  of  the  nitrogen  peroxide  was  carried  to  the  extreme  limit  and 
elaidinisation  took  place,  the  nitrogen  was  found  capable  of  estimation.  If  the 
Respondents  found  that  the  extractive  from  flour  bleached  by  nitrogen  peroxide 
5  contained  less  nitrogen  than  that  from  unbleached  flour  that  merely  showed 
that  the  experiment  was  inaccurate  as  to  nitrogen  determination — made  by 
fusion  with  metallic  sodium.  If  the  Respondents  passed  ozonised  oxygen 
through  caustic  soda  solution  and  found,  by  the  Qriess  test,  that  no  nitrogen 
peroxide  had  been  formed,  that  would  not  show  that  nitrogen  peroxide  would 
10  not  have  been  produced  by  the  ozonised  oxygen  and  the  air  occluded  by  the 
flour.  If  the  Respondents  found  that  when  flour  was  washed  free  from 
chlorides  and  treated  with  hydrogen  peroxide  it  was  bleached,  and  that  when 
an  ethylic  ether  extractive,  to  which  magnesium  and  sodium  chlorides  had 
been  added,  was  treated  with  hydrogen  peroxide  it  was  not  bleached,  that  would 
15  go  far  towards  showing  that  the  bleaching  was  not  due  to  chlorination.  Fuming 
nitric  acid  was  a  monohydrate  of  nitric  anhydride  (which  was  sometimes  called 
anhydrous  nitric  acid),  and  the  1*42  acid  was  a  comparatively  stable  combination 
of  the  fuming  nitric  acid  and  water.  Much  more  of  the  1*42  acid  than  of  the 
fuming  acid  was  used.  In  FrichoVs  Specification,  when  the  expression  "  the 
20  ^*  ascending  current  of  nascent  oxygen  "  was  used,  it  meant  a  current  of  gas 
capable  of  liberating  nascent  oxygen.  As  to  the  expression  •*  nascent  oxygen 
•*  or  its  equivalent "  used  in  Andrews'  Specification,  thefe  was  no  equivalent 
for  nascent  oxygen. 

Dr.  F.  W.  Passmore  said  that  he  had  found  that  nitric  oxide,  free  from 

25  nitrogen  peroxide,  bleached  the  petroleum  ether  extractive.    If  flour  was  treated 

with  hydrogen  peroxide  the  dough  was  whiter  than  one  consisting  of  flour  and 

water,  but  the  colouring  matter  was  present  in,  and  could  be  extracted  from, 

both  in  equal  quantity. 

H.  O.  Arnold  (of  Burgoyney  Burbidges  A  Co,\  J.  Kershaw  fof  F.  W.  Berk 

30  <fc  Go,  Zid.,  chemical  manufacturers),  D .  Hoivard  {QhAiTir^n  otaoward  A  Sons 
Ld.\  and  T.  Tyrer  (director  of  Tyrer  A  Co.  lA.y  manufacturing  chemists), 
stated  that,  in  commerce,  "  nitric  acid  *'  would  usually  be  taken  to  mean  the  1'42 
acid,  and  that  the  1*52  acid  was  not  kept  in  quantity,  and  was  dangerous  to 
deal  with. 

35  Dr.  Passmore,  recalled,  said  that  the  difference  between  the  appearance  of  the 
dough  made  with  hydrogen  peroxide  and  that  made  with  water  was  probably 
an  optical  effect  produced  by  the  thickening  of  the  oil.  The  bleaching  of  the 
oil  by  nitric  oxide  was  due  to  nitration,  or  isomerisation.  The  expression 
•*  nitric  acid  hydrate  "  was  not  commonly  used,  except,  in  an  equivalent  form, 

40  in  German  literature,  where  it  meant  the  1*52  acid  ;  in  many  text-books  ^'  nitric 
•*  acid  "  meant  the  1*42  acid,  and  the  addition  of  "pure  "  related  not  to  strength, 
bnt  to  freedom  from  certain  impurities,  such  as  sulphuric  acid  and  iron.  An 
ordinary  chemist  would  understand  the  action  in  Friclwt^s  process  to  be  oxida* 
tion  by  nascent  oxygen.    Beanes^s  Speciflcadon  told  as  much  about  the  use  of 

45  chlorine  in  bleaching  flour  as  Andrews^  did.  The  witness  had  never  obtained 
a  colourless  extract  from  flour  treated  with  nitrogen  peroxide.  When  the  flour 
•was  mixed  in  the  one  case  with  hydrogen  peroxide,  and  in  the  other  with  water, 
and  alcohol  was  added,  the  colour  of  the  layer  of  alcohol  in  the  two  cases  was 
the  same.    The  extractive  was  whitened  by  hydrogen  peroxide  in  the  sense  that 

•50  it  became  more  solid.  It  was  improbable  that  hydrogeil  peroxide  acting  upon 
flour  would  produce  colour  similar  to  the  colouring  matter  it  had  destroyed.  It 
^would  seem  more  probable  that  the  action  of  ozonised  oxygen  was  due  to 
oxidation  than  to  nitration.  The  oxidation  by  chlorine  in  presence  of  water 
-was  slow,  and  one  would  not  expect  to  find  momentary  action  as  in  the  bleaching 

55  effect.  Chlorine  would  be  more  likely  to  act  upon  the  unsaturated  fatty  acids 
In  the  flour  than  upon  the  water.  As  to  the  effect  of  nitric  acid  in  every  case 
of  nitrosification — ^which  was  a  more- correct  term  than  "nitration*'  for  the 
intpoduotioh  of  the  nitroso  group — it  was  by  nitric  oxide  gas,  but  the  experi- 
ineiits  were  generaUy  carried  out  in  th^  presence  of  air.  In  the  text -book  of 
£0  SchtMz  and  Julius  on  the  aniline  manufacture,  •*  nitric  acid  "  mean*  the  1*42 
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acid  ;  the  term  "  nitric  acid  hydrate  "  was  sometimes  used  as  meaning  the  1*42 
acid,  sometimes  the  1'52  acid.  In  the  experiments  with  nitric  acid,  free  from 
peroxide,  on  flour,  even  in  five  minutes  there  was  no  effect.  If  ozone  did  bleach 
by  oxidation,  it  did  not  follow  that  nitrogen  peroxide  acted  as  an  oxidizer.  If 
nitric  acid,  a  strong  oxidizer,  would  not  bleach  directly,  but  required  the  pro-  5 
duction  of  nitrogen  peroxide,  that  would  indicate  that  the  effect  was  not 
produced  by  oxidation.  The  decolourisation  by  nitric  oxide  could  not  be  due 
to  oxidation.  Beanes^s  process  was  for  producing  glucose,  but  the  action  of 
chlorine  would  be  the  same  as  in  Andrews*  process. 

Dr.  jB.  Dyer  said  that  the  words  "nascent  oxygen"  used  in  Andrews^  10 
Specification  would  mean  to  a  chemist  oxygen  in  its  most  active  form.    In. the 
processes  of  Beanes  and  of  AndretL%  chlorine  would  act  both  by  way  of  oxidation 
of  the  husk  and  chlorination  of  the  interior  substance — ^the  meal  of  the  grain. 
As  to  the  argument  that  the  time  in  which  the  bleaching  was  effected  was  too 
short  for  the  elaidin  reaction,  that  reaction  was  progressive,  but  the  first  effect,  15 
the  destruction  of  the  colour,  was  almost  instantaneous.    The  bleaching  effect 
of  nitric  acid,  without  peroxide,  was  practically  nothing  ;  that  of  dry  chlorine 
was  due  to  chlorination,  not  oxidation.     Nitric  acid  would  not  be  readily 
miscible  with  the  petroleum  ether  extractive,  but  would  be  miscible  with  the 
ethylic  ether  extractive,  and  would  be  brought  into  intimate  chemical  contact  20 
with  the  colouring  matter.    The  fat  in  a  sack  of  unbleached  flour  was  extracted 
bv  petroleum  ether  and  found  to  contain  '73  per  cent,  of  nitrogen,  due  to  the 
presence  of  lecithin.    The  fat  of  a  sack  of  the  same  flour  treated  by  Andrews^ 
process  was  extracted  (as  to  89  per  cent,  of  it)  with  petroleum  ether  and  found 
to  contain  '8  per  cent,  of  nitrogen,  and  the  remaining  11  per  cent,  of  fat  extracted  25 
with  benzol — elaidinised  oil  not  being  soluble  in  petroleum  ether— contained 
1*12  per  cent,  of  nitrogen.    Experiments  on  saffron,  annatto,  and  the  colouring 
matter  from  the  yolks  of  eggs  showed  that  those  substances,  in  which  decolour- 
isation was  produced  by  nitration  and  not  by  oxidation,  were  unaffected  by 
hydrogen  peroxide  and  nitric  acid  and  were  readily  bleached  by  nitrogen  peroxide.  30 
The  coloured  extract  from  flour  was  bleached  by  nitric  oxide,  which  did  not 
oxidize.    There  was  nothing  peculiar  in  describing,  at  the  date  of  Andrews^ 
Patent,  nitrogen  peroxide,  chlorine,  bromine  and  nitric  acid  in  the  gaseous 
condition  as  oxidizing  agents.    The  witness  had  expected  to  find  that  the 
bleaching  effect  was  due  to  oxidation,  and  was  surprised  to  find  that  it  was  due  35 
to  nitration.    The  colouring  matter  of  flour  appeared  to  be  associated  with  the 
oil — that  was  shown  by  microscopical  examination  and  the  fact  that  attempta 
to  separate  the  colouring  matter  from  the  oil  had  failed,  and  that  when  other 
natural  oils,  such  as  that  from  maize  germ,  were  extracted  by  mechanical 
pressure,  they  were  always  coloured.    Hydrogen  peroxide  made  flour  whiter  40 
at  first,  but  after  some  hours  the  dough  assumed  a  bright  yellow  tinge  ;   the 
peroxide  could  be  applied  to  grain  as  Frichot  used  it,  but  not  to  flour.    The 
mcrease  of  nitrogen  in  the  sack  of  flour  treated  by  Andrews'  process  and  extracted 
by  petroleum  ether  was  equal  to  the  nitrogen  in  half  a  pint  of  nitrogen  peroxide 
gas.    When  air  was  passed  through  1*42  nitric  acid  freed  from  peroxide  and  45 
containing  potassium  permanganate  and  was  passed  over  flour  there  was,  in 
live  minutes,  an  infinitesimal  bleaching.     That  could  be  explained  as  being 
due  to  the  action   of   nitrogen  peroxide  produced   by  the  reduction  of   the 
ucid  by  some  constituent  of  the  flour — playing  the  same  part  as  the  ferroas 
sulphate    in    Andrews^  process.     Nitrogen    peroxide    had    been    known    as  50 
a    nitrating    agent    for    many    years  before  1901.      The  Patentees  said  that 
oxidizing  agents  were  to  be  used,  but,  in  the  case  of  nitric  acid,  the  effect  was 
due  to  nitration. 

S.  Leatham  stated  that  the  milling  company  of  which  he  was  a  director  had 
worked  FrichoVs  process  since  1903.  The  taint  was  only  produced  if  the  55 
process  was  prolonged  ;  a  bleach  of  commercial  value  could  be  obtained 
without  any  taint,  and  the  baking  qualities  were  improved.  The  silent  and 
spai'king  discharges  were  used  together*  The  witness  had  patented  an  improTe- 
ment  of  the  process,  enabling  one  to  obtain  a  full  bleach  and  improved  baking 
qualitiest  60 


Vol.  XXIII.,  No.  21;)     AND  TRADE  MARK  OASES.  453 

In  the  Matter  of  Andrew^''  Patent. 

Sir  W.  Crookes  said  that,  apart  from  FrichoVs  Specification,  there  was  nothing 
new  at  the  date  of  Andrews'  Patent  in  the  idea  of  the  application  of  nascent 
oxygen  to  flour,  and,  so  far  as  related  to  the  use  of  chlorine,  Andrews^  process 
was  anticipated  by  Beanes.  Nitric  acid  as  mentioned  in  Andrews^  Specification 
5  would  certainly  be  the  1'42  acid,  although  that  was,  strictly,  a  sesquihydrate, 
according  to  modem  nomenclature.  The  action  of  ozone  was  due  to  the 
liberation  of  nascent  oxygen,  and  it  was  almost  certain  that  nascent  oxygen 
produced  by  various  re*agents  would  always  act  in  the  same  way,  though  it  was 
possible  that  there  were  two  kinds  of  active  oxygen,  and  it  was  difficult  to 

10  predicate  what  the  action  of  different  agents  would  be  on  a  complex  body,  such 
as  flour.  In  Beanes*  process  it  appeared  that  when  the  chlorine  was  to  be  used 
with  the  grain  it  was  to  be  applied  in  an  aqueous  solution.  If  air  was  passed 
through  1*42  acid  and  also  through  1*52  acid  there  might  be  deoxidation  of  the 
acid  as  the  operation  went  on,  and  an  experiment  performed  in  Court  to  show 

15  that  1*42  acid  free  from  peroxide  would  bleach  flour  would  not  be  a  fair  one. 
[The  learned  Judge  declined  to  accede  to  the  Respondents*  request  to  be 
allowed  to  give  in  evidence  certain  further  experiments.]  Nitrogen  peroxide 
might,  in  addition  to  nitrating,  oxidize  the  colouring  matter  to  a  very  slight 
extent.    It  would  be  impossible  to  remove  all  the  air  from  flour  by  pumping 

20  out  the  air  from  the  vessel  in  which  the  flour  was  and  introducing  oxygen  ; 
even  if  the  flour  could  be  heated  to  redness  some  air  would  be  retained.  If 
ozonised  oxygen  in  the  absence  of  nitrogen  appeared  to  whiten  dry  flour  that 
was  probably  due  to  some  physical  change,  as  in  the  case  of  hydrogen  peroxide  ; 
if  the  flour  was  whitened  throughout  that  could  only  be  accounted  for  by 

25  oxidation.  If  ozonised  oxygen  was  passed  through  air  and  then  found  not  to 
contain  nitrogen  peroxide,  that  would  go  far  to  disprove  the  suggested  oxidation 
by  the  ions.  The  fact  that  oleic  and  elaidic  acids  were  isomeric  and  did  not 
contain  nitrogen  did  not  disprove  that  nitrogen  peroxide  bleached  the  coloured 
oil  ;  according  to  Egoroffih^Qve  must  be  a  formation  of  additive  products. 

30  Sir  R.  Finlay  K.O.  and  BovsfieJd  K.C.  summed  up  the  Petitioners*  cakte,  and 
Astbury  K.C,  replied. 

Ebkewich  J. — 'In  my  opinion  this  Patent  is  bad  for  want  of  novelty.  That 
depends  entirely,  or,  any  rate,  mainly,  on  the  proper  construction  to  be  put 
upon  the  Complete  Specification.    In  the  very  large  majority  of  Patent  cases 

35  the  ultimate  result  must  depend  on  the  construction  of  the  Specification,  It 
is  not  always  put  first,  but  it  is  first  in  logical  order,  and  it  comes  also  last 
in  logical  order.  Not  only  that,  but  one  has  to  bear  it  in  mind  throughout  the 
discussion  of  the  case  whether  a  witness  is  in  the  box  or  Counsel  is  addressing 
arguments  to  the  Court. 

40  Now  this  is  not  only  a  difficult  Specification  to  construe,  but  it  is  one  of  a 
peculiar  kind,  and,  having  regard  to  all  that  has  been  said,  it  is  well  that  I 
should  say  how  I  approach  the  construction  of  a  Specification  generally,  and 
especially  this  one.  A  Specification  must  be  construed  as  any  other  document 
with  reference  to  what  are  commonly  called  the  surrounding  circumstances. 

45  If  you  are  construing  an  Act  of  Parliament  you  are  not  allowed  to  inquire  into 
the  opinions  expressed  by  the  members  of  the  Committee,  or  even  into  the 
Report  of  the  Committee.  You  must  look  at  the  Act  of  Parliament  itself,  but 
you  are  allowed,  and  not  only  allowed  but  bound  to  look  at  any  other  Acts 
dealing  with  the  same  subject — Acta  in  pari  materia — notwithstanding  that 

50  the  particular  Act  before  the  Court  does  not  purport  to  amend,  or  in  any  respect 
alter,  those  preceding  Acts.  So  with  a  will,  where  to  use  the  common  phrase, 
which  I  used  not  long  ago,  you  endeavour  to  put  yourself  into  the  testator's 
chair,  to  know  his  property,  to  know  his  family,  and  to  conclude  from  your 
knowledge  what  the  words  which  he  has  used  must  mean.    Similar  rules  apply 

55  to  any  contract  and  similar  rules  apply  to  a  Specification.  If  you  wish  to 
construe  it  properly  you  must  put  yourself  in  possession  of  the  common 
knowledge— ^that  is  to  say,  all  that  was  presumably  known  to  the  Patentee. 
What  he  is  presumed  to  have  known  ought  to  be  before  you  if  you  wish  to 
construe  his  language  properly.    I  cannot  adopt  the  argument  of  Mr,  Astbury 

60  that  you  are  to  exclude  from  consideration  any  previous  Specifications  relating 
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to  the  same  subject.  It  seems  to  me  that  previous  publications  having  been 
made  to  the  world,  and  presumably  known  to  the  Patentee,  you  must,  in  order 
to  construe  his  Specification,  know  as  far  as  you  can  what  he  knew,  and  though 
I  have  not  had  the  opportunity  of  putting  it  into  a  concrete  form,  I  venture 
to  think  it  would  not  be  at  all  difQcult  to  state  a  mechanical  Patent  which  would  5 
be  quite  unintelligible  without  reference  to  other  mechanical  Patents  of  prior 
date  dealing  with  the  same  subject.  Therefore,  if  it  were  necessary,  I  should 
not  hesitate  to  look  at  any  of  the  prior  Specifications  which  have  been  published 
in  order  to  ascertain  what  was  within  the  knowledge  of  Andrews^  the  Patentee. 
But  though  I  have  thought  it  right  to  say  so  much  because  of  the  ailments  10 
to  the  contrary,  I  wish  it  to  be  understood  that  I  do  not  look  at  Frichot^s 
Specification,  or  any  of  the  others,  in  order  to  assist  me  in  construing  Andrews. 

Then  there  is  another  rule.  This  Specification  is  expressed  in  the  English 
language,  but  it  uses  technical  words — terms  of  art.  In  construing  wills  and 
other  documents  I  have  continually  referred,  as  my  guide  in  such  matters,  to  a  15 
judgment  of  Vice-Chancellor  Wood,  which  is  reported  in  a  note  to  Di  Sora  v. 
PhUlips  (10  H.L.C.  624).  It  is  a  most  instructive  note  as  to  the  assistance 
which  a  judge  is  entitled  to  get  as  regards  foreign  language  or  technical  terms. 
There  is  one  point  which  the  Vice-Chancellor  dwelt  upon  which  seems  to  me 
to  be  worth  attention  on  the  present  occasion.  He  said* — "  The  next  point  to  20 
"  which,  in  this  particular  case,  it  appears  to  me  to  be  obvious  that  foreign 
^'  testimony  is  properly  attributable  is,  the  simple  translation  of  the  instrument, 
"  with  any  information  that  the  witnesses  can  give  to  me  of  any  grammatical  rule 
*^  of  construction  peculiar  to  the  Italian  language.  I  limit  it  to  that  because  I 
^^  apprehend  that  general  rules  of  grammatical  construction  are  open  to  me  25 
"  whether  the  instrument  be  in  Italian  or  Latin,  or  in  any  other  form  of  language. 
'*  I  take  as  an  instance  that  which  has  been  very  much  pressed  here ;  it  is  a 
"  general  rule  of  grammar,  however  it  may  be  applied  to  the  particular  case 
"  before  me,  namely,  as  to  the  question  of  the  adjective  referring  to  the  last 
*'  antecedent  substantive,  or  to  the  substantive  immediately  preceding  it.  That  30 
'^  depends  on  a  general  rule  of  grammar  which  is  not  at  all  peculiar  to  the 
"  Italian  language,  but  found  in  every  language  of  which  we  have  any 
•*  cognizance." 

Now,  apply  that  sort  of  rule  here.  I  necessarily  rely  entirely  on  the  chemists 
who  have  come  before  me  as  witnesses  to  tell  me  what  the  meaning  of  the  35 
technical  words  is,  and  I  must  read  the  Specification  with  the  meaning  which 
their  expert  knowledge  gives  to  the  terms  of  art.  When  it  comes  to  considering 
what  the  words  mean,  I,  having  ascertained  their  technical  meaning,  or  what  the 
construction  of  the  sentence  is,  then  I  must  construe  it  as  best  I  can  according 
to  the  ordinary  rules,  and  if  unfortunately,  I  differ  from  them  in  their  con-  40 
elusion,  it  may  be  that  I  am  wrong  in  the  conclusion,  but  it  is  my  duty  to 
construe  the  instrument  when  I  have  so  to  speak,  translated  with  their  assistance 
into  the  English  language. 

In  that  way  I  approach  this  Specification.  I  do  not  propose  to  read  it  all 
through.  We  have  discussed  it  again  and  again,  but  it  seems  to  me  reasonably  45 
clear,  after  having  threshed  the  matter  out  for  several  days,  that  what  Andrews 
invented  or  claimed  to  have  invented,  was  the  application  of  oxidizing  agents 
capable  of  producing  nascent  oxygen,  and  applying  that  to  the  particular 
substance  with  which  iie  was  dealing — ^flour,  He  regarded  nascent  oxygen  as 
either  emanating  directly  from  the  oxidizing  agent  which  he  used,  or  generated  50 
in  the  fiour  by  means  of  that  oxidizing  agent.  That  is  what  he  seems  to  have 
expressed,  not  in  very  clear  language,  but  still  to  have  expressed.  That,  to  my 
mind,  runs  through  the  whole  case. 

Now  let  me  take  to  begin  with,  line  13,  page  2,t  on  which  in  reply  Mr. 
^5^6wry  dealt  so  much — "The  invention  consists  essentially  in  subjecting  the  55 
"  flour  to  the  action  of  a  suitable  gaseous  oxidizing  agent."    Mr.  Astbury  stops 
there  and  says  all  you  have  to  find  is  that  the  oxidizing  agent  is  both  suitable 
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and  gaseoiu ;  if  it  combines  those  two  qnalities,  that  is  ail  yoa  want,  and  that  is 
the  essence  of  the  invention.  He  stops  there  because  it  is  inconvenient  to  his 
argument  to  read  any  further,  but  it  is  the  next  few  words  which  are  the  key, 
as  it  seems  to  me,  to  the  whole  sentence.  I  will  leave  out  three  words  to  which  I 
5  will  come  back,  but  the  Patentees  go  on — **  whereby  nascent  oxygen  .... 
^  is  produced  or  comes  in  contact  with  the  flour."  It  is  not  sufficient,  according 
to  their  statement,  that  the  oxidizing  agent  shall  be  suitable  and  gaseous,  it  must 
also  be  an  agent  whereby  nascent  oxygen  is  produced  or  comes  in  contact  with 
the  flour — ^that  is  at  least  as  much  a  quality  of  the  oxidizing  agent  as  either  of  the 
10  other  two  qualities  which  they  mention.  If  it  is  suitable  and  gaseous  according 
to  the  grammatical  construction,  but  fails  to  produce  nascent  oxygen,  then  it  is 
not  within  their  purview ;  but  really  one  must  find  something  more  in  the  word 
suitable  than  the  meaning  that  was  given  to  it.  It  is  not  ^^  suitable  to  our 
"  prooees  "  but  "  suitable  to  the  production  of  nascent  oxygen."  That  is  the 
1^  suitability  which  they  had  in  mind.  And  again  if  they  find  a  gaseous  oxidizing 
agent  which  does  not  produce  nascent  oxygen,  then  it  not  only  fails  to  come 
within  their  purview,  because  it  does  not  produce  nascent  oxygen,  but  it  is  not 
suitable  because  it  does  not  produce  nascent  oxygen.  That  seems  to  me  to  go 
through  the  whole  Specification.    I  have  read  it  a  good  many  times,  and  I  see 

20  no  word  from  beginning  to  end,  which  in  the  slightest  degree  interferes  with 
or  is  inconsistent  with  that  construction.    At  page  2,  line  29,*  they  say — "and, 
^  therefore,  in  speaking  of  suitable  oxidizing  agents  we  do  not  recommend  it,' 
that  is  oaone,  and  they  are  referring  back  to  what  they  said  before — to  suitable 
oxidizing  agents ;  that  is  to  say,  those  which  produce  nascent  oxygen.    When 

2J5  we  come  to  the  Claim,  they  claim — "  In  the  process  of  conditioning  flour  and  the 
'^  like,  passing  the  same  with  full  exposure  through  an  atmosphere  containing 
"  a  gaseous  oxide  of  nitrogen  or  chlorine  or  bromine  oxidizing  agent  in  the 
"  gaseous  or  vaporised  state."  There  they  do  not  say  *'  suitable  "  and  they  do 
not  say  "producing  nascent  oxygen  ";  but  having  regard  to  the  way  in  which 

30  they  have  framed  their  Specification,  it  is  obvious  to  my  mind  beyond  doubt  that 
they  are  there  referring  to  such  oxidizing  agents  as  they  have  mentioned  before — 
that  is  to  say,  those  which  are  suitable  to  their  purposes — those  which  produce 
nascent  oxygen.  That  seems  to  me  really  the  whole  essence  of  their  invention. 
They  say  at  the  beginning — ^^  The  invention  consists  essentially  in  subjecting  the 

35  "  flour  to  the  action  of  a  suitable  gaseous  oxidizing  agent,"  and  I  think  they  are 
right ;  they  have  there  pointed  out  what  is  really  the  essence  of  the  invention. 

It  is  not  worth  while  to  dwell  much  on  what  the  Patentees  propose  to  do  by  their 
invention.  They  propose — "  Improvements  in  conditioning  or  improving  the 
"  quality  of  recently  ground  flour,"  and  one  of  the  improvements  is  the  bleaching 

40  of  the  flour.  It  is  singular  that  although  we  have  spent  nearly  nine  days  over 
this  case,  I  do  not  think  more  than  a  few  minutes  on  any  day  has  been  given  to 
any  improvement  but  the  bleaching.  It  has  been  proved  no  doubt  that  the 
baking  qualities  of  the  flour  are  improved,  as  it  is  claimed  that  they  are.  I  have 
sufficient  evidence  that,  while  flour  is  being  bleached,  the  baking  qualities  also 

45  are  improved,  but  no  one  has  ventured  to  suggest  how  it  is  done  or  why  that 
follows  ;  and  the  truth  is  that  though  it  is  accepted  as  part  of  the  invention  and 
the  result  of  it,  it  has  been  put  aside,  and  throughout  the  discussion  bleaching 
has  been  kept  to  the  fore  and  everything  else  has  been  excluded.  I  am  content 
to  leave  it  there,  though  it  may  be  a  matter  of  considerable  importance,  because 

50  it  is  quite  possible  (though  I  am  not  able  to  suggest  how  or  why,  or  even  to  say 
for  certain  that  it  is  possible  at  all)  that  the  improvements  in  the  baking  quality 
are  produced  by  some  action  entirely  different  from  that  which  produces  the 
bleaching.    But  that  has  been  left  entirely  out  of  consideration. 

That  according  to  my  mind  is  the  Patent^  and  I  might  go  on  at  once  to 

55  Frichoty  but  there  are  several  points  with  which  I  ought  to  deal  which  all 
depend  on  the  construction  of  the  Specification,  and  therefore  I  will  deal  with 
them  while  I  have  the  Specification  before  me. 

•  ^Jite,  p.  443,  line  9. 
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In  the  first  place,  it  is  said  tho  Patentees  have  at  any  rate  preferred  nitric  acid 
to  any  other  suitable  gaseous  oxidizing  agent ;  and  in  terms  they  certainly  have. 
It  is  further  said  that  the  nitric  acid,  which  they  must  be  presumed,  to  have 
meant,  will  not  work,  and  that  the  only  nitric  acid  that  will  work  is  something 
which  they  have  not  mentioned  and  that  the  Patent  is  bad  on  that  account.    I  5 
think  the  evidence  is  overwhelming  that  the  term  "  nitric  acid  "  used  without 
any  explanation  means  the  nitric  acid  in  commercial  use,  the  1'42,  and  that  any 
competent  person  reading  this  Specification  wishing  to  put  it  in  force  with  the 
aid  of  nitric  acid  would  get  what  is  sometimes  called  "pure  nitric  acid," 
because  the  impurities  have  been  taken  from  it,  or  simply  nitric  acid,  and  would  10 
not  think  of  purchasing,  though  there  appears  to  be  plenty  of  it,  the  more  rare 
nitric  acid — namely,  the  1*52  acid — which  is  sometimes  called  for  distinction 
*'  f uming"nitric  acid."    I  do  not  forget  for  a  moment  that  the  nitric  acid  of 
commerce — as  I  think  it  has  been  prqved  to  be — is  spoken  of  in  the  books  as 
being  a  hydrate  and  distinguished  in  that  way  from  rhe  other,  but  notwith-  15 
standing  the  reference  to  the  books,  I  say  that  to  my  mind  the  evidence  is 
overwhelming  that  the  milder  form  of  nitric  acid  is  that  which  must  be  taken 
to  have  been  intended  by  the  Patentees.    They  have  therefore  been  guilty  of  this 
slip,  and  I  think,  but  for  some  words  which  they  have  used,  and  but  for  a  some- 
what benevolent  construction,  they  have  run  great  danger  of  destroying  their  20 
Patent  by  that  slip.    What  they  have  said  in  effect  is  this  :  "Take  for  the  purposes 
"  of  our  inventioninitric  acid  ;  we  prefer  that  to  anything  else ;  you  will  find  that 
"  to  act  best  with  our  apparatus."  Then  a  competent  person,  as  I  have  already  said, 
takes  the  form  of  nitric  acid  which  is  of  no  use  to  him  at  all,  and  he  is  obliged  to 
get  something  else  which  the  Patentees  have  not  told  him  to  take.    That  is  going  25 
very  near  to  want  of  an  accurate  disclosure  of  the  invention.    Probably  as 
sometimes  happens,  and  as  has  happened  in  cases  that  have  been  before  me 
ere  now,  it  arose  because  the  Patentees  did  not  know  where  the  necessity  for 
accuracy  lay,  but  I  think  it  is  not  necessary  to  construe  it  so  severely  against 
them.     I  do  not  for  this  purpose  think  it  right  to  go  back  to  the  Provisional ;  30 
I  am  construing  the  Complete.     I  think  that,  as  I  have  already  mentioned,  in  the 
first  place  the  Patentees  tell  us  to  take  any  suitable  gaseous  oxidizing  agent  which 
produced  nascent  oxygen.    They  have  told  us  that  their  apparatus  acts  best  with* 
air  carrying  a  small  quantity  of  gaseous  nitric  acid  or  peroxide  of  nitrogen.    That 
is  only  a  statement  that  it  works  best  with  those.    It  may  be  a  mistake.     If  I   35 
am  right  in  the  view  I  have  taken  of  it,  it  is  at  any  rate  a  blunder,  but  still  they 
do  not  say  you  must  take  nitric  acid  or  peroxide  of  nitrogen.    Nay,  they  go  on 
to  say  that  several  others,  which  they  mention,  chlorine,  bromine,  and  other 
gaseous  compounds  capable  of  liberating  oxygen — meaning,  I  suppose,  nascent 
oxygen — "  will  act  with  more  or  less  efficiency."    Then  they  say  :  "  Besides  the  40 
"  above  reagents  ozone  might  be  suggested."    They  discard  that  as  unsuitable. 
They  not  only  mention  nitric  acid,  but  they  mention  chlorine,  bromine,  and  other 
gaseous  compounds  capable  of  liberating  oxygen.    There  is  no  question  that 
the  commercial  nitric  acid  is  capable  of  liberating  oxygen,  and  I  think  I  may 
fairly  construe  their  words  as  meaning  here — and  I  think  that  is  the  proper  45 
interpretation  to  put  on  their  Specification — "You  may  take  any.    We  are  only 
"  pointing  out  to  you  what  we  think  the  best ;  we  may  be  mistaken  ;  some  other 
"  person  may  find  other  gaseous  compounds  which  will  do  better  or  at  any  rate 
"  equally  well ;  all  we  tell  you  is  we  think  nitric  acid  is  a  suitable  oxidizing 
"  agent,  and  it  will  work,  as  we  say  it  must  work  according  to  our  invention,  in   50 
"  the  production  of  nascent  oxygen.    It  is  only  one  of  many,  and  you  may  take 
"  any  of  them.     Our  invention  is  that  the  oxidizing  agent  which  producee 
"  nascent  oxygen   will  act  in  the  conditioning  of  fiour."    That  is  really  the 
most  important  part  of  this  Specification. 

Now  as  to  the  three  words  that  I  have  omitted.  They  say  :  "  Whereby  nascent  55 
"  oxygen  or  its  equivalent  is  produced."  For  some  time  tiiere  was  a  dlscusBion 
what  was  the  meaning  of  the  equivalent  of  nascent  oxygen.  We  have  had  it 
explained  to  us  that  nascent  oxygen  is  not  a  substance  at  all ;  it  is  a  special 
condition  of  the  gas.  As  I  think  one  learned  Counsel  said  in  putting  it  to  the 
witness,  it  dies  in  the  very  moment  of   birth ;   it  never  has  any  separate    60 
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existence,  and  that  Ib  a  peculiar  condition^  as  I  understand  the  evidence,  known 
only  to  this  particular  gas ;  it  has  no  equivalent  at  all.  The  words  '^  or  its 
^  equivalent '^  have  no  meaning.  Not  a  single  one  of  the  eminent  scientific 
witnesses  who  have  appeared  before  me  has  ventured  to  say  that  they  can  find 
5  an  equivalent  for  nascent  oxygen.  I  suppose  the  Patentees  thought  to  save 
themselves  in  the  event  of  there  being  something  else,  and  perhaps  they  thought 
thafthey  knew  something  about  the  doctrine  of  mechanical  equivalents,  and 
they  thought  that  if  there  was  something  else  that  was  very  like  nascent  oxygen, 
working  in  the  same  way,  they  might  claim  the  benefit  of  having  invented  it. 
10  That  is  only  a  ^uess,  and  it  may  be  a  very  poor  guess.  Having  heard  the 
evidence  on  it,  I  am  quite  unable  to  give  any  meaning  at  all  to  the  words  '^  or 
**  its  equivalent "  ;  but  it  does  not  interfere  with  the  Patent.  There  is  the  claim 
for  nascent  oxygen,  and  that  the  Patentees  have  claimed  an  equivalent  which 
does  not  exist  does  not  seem  to  me  to  affect  the  merits  or  the  construction  of 
15  the  Specification. 

I  do  not  think  I  need  go  further  into  any  of  the  other  questions  arising  on 
the  Specification,  nor  do  I  think  it  necessary  to  say  anything  in  comparison 
between  the  Complete  Specification  and  the  Provisional.  There  is  discrepancy 
no  doubt,  but  I  do  not  think  there  is  disconf ormity,  and  I  think  the  construction 

20  which  I  have  placed  upon  it  really  gets  rid  of  all  the  arguments  in  favour  of  dis- 
conf ormity.  I  should,  of  course,  adopt  the  rule  laid  down  in  the  case  of  Nuttall  v. 
Hargreaves  (8  R.P.C.  450  ;  L.R.  (1892)  1  Ch,  23),  though  it  was  hardly  a  rule 
which  was  laid  down  there,  but  a  guide  to  be  found  in  the  judgment  of  the 
Court  of  Appeal,  and  there  is  a  rule  laid  down  most  clearly  by  Lord  Cairns  in 

25  Bailey  v.  Roberton  (L.R.  3  App.  Cas.  1055)  but  I  have  no  occasion  to  apply 
thoe<«.  There  is  nothing  to  lead  me  here  to  find  anything  like  disconformity. 
In  one  way  the  Patentees  have  cut  out  ozone  which  they  included  in  their 
Provisional,  and  in  other  respects  perhaps  they  have  expanded  their  Patent. 
I  do  not  find  anything  that  would  lead  me  to  conclude  that  there  is  that 

30  disconformity  which  is  destructive  of  the  Patent. 

Now  before  going  to  the  anticipations,  1  must  say  a  very  few  words  about  the 
theory  put  forward  about  the  action  of  these  agents.  It  is  said  on  behalf  of 
the  Petitioners  that  it  is  not  a  question  of  oxidizing  at  all ;  that  really  the  effect 
of  these  agents  is  nitration — ^not  oxidation.      We  have  heard  very  learned 

85  evidence  on  the  subject.  If  I  had  to  decide  it  I  should  study  the  evidence 
again,  but  to  my  mind  having  listened  to  it  and  given  it  my  best  attention,  it  is 
impossible  to  come  to  any  other  conclusion  on  the  subject.  I  go  a  step  further 
and  say  I  do  not  think  these  learned  chemists  really  know  how  it  is  produced. 
I  do  not  think  it  is  the  business  of  the  Court  in  this  particular  case  to  determine 

40  how  it  is  produced.  I  am  content  to  know  that  the  result  is  produced,  and  is 
produced  by  the  agents  which  the  Patentees  employ.  It  may  be  that  there  are 
reactions  not  yet  understood,  and  I  have  pointed  out  the  difficulty  of  seeing 
from  any  evidence  before  me  how  the  improvements  in  the  baking  qualities  of 
flour  are  effected,  at  the  same  time  as  the  improvement  in  colour,  the  bleaching. 

45  But  it  is  a  question  which  must  be  left  for  further  discussion,  whether  in  this 
case  or  in  some  other,  or  without  any  litigation  at  all,  by  mere  laboratory 
experiments.  I  say  I  have  not  gone  through  the  evidence  carefully  again  as  to 
this  very  point,  but  I  do  not  think  it  is  possible  to  say  which  of  the  chemists  is 
right  on  this  particular  point,  and   I  am  content  to  find  that  the  result  is 

50  attained  ;  whether  it  is  attained  in  one  way  or  another,  it  is  attained  by  the 
means  which  the  Patentees  apply  and  that  is  enough. 

Now  the  construction  of  the  Specification  being  what  I  hold  it  to  be,  let  me 
turn  to  the  only  one  anticipation  on  which  I  need  to  dwell  and  that  is  FrichoVs, 
Frichot  seems  to  me  to  state  very  clearly  what  he  claims  to  have  discovered. 

55  It  may  be  that  he  has  not  worked  it  out  in  a  way  in  which  it  can  be  made  of 
commercial  value.  It  may  be — I  will  assume  it  to  be  for  this  purpose,  though 
I  think  there  is  some  evidence  the  other  way — merely  a  paper  anticipation,  but 
my  conclusion  on  the  question  of  construction  on  reading  FrichoVs  Specification 
10  that  he  has  given  to  the  world  the  very  knowledge  which  the  Patentees 

60  purported  to  give  to  the  world  as  new.    Of  course  it  must  not  be  forgotten  that 

2  P 
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Frichot  dealt  with  grain  ground  and  unground — that  is  to  say,  grain  or  flour— 
and  there  is  some  difficulty  in  applying  what  he  says  to  the  two  diiferent 
substances,  and  probably  the  proper  construction  of  the  earlier  part  of  the 
Specification,  where  he  describes  his  treatment,  at  lines  9  to  13,  on  page  2,* 
must  be  by  a  process  of  reddendum  singtda  singiUis.    It  is  obvious  on  the  5 
evidence  at  any  rate,  if  not  obvious  to  a  layman,  that  you  cannot  treat  flour  by 
means  of  water.    Therefore  where  he  uses  "  water  "  he  must  be  meaning  the 
application  to  grain,  and  where  he  uses  "gas"  it  must  be  at  any  rate  an 
application  to  the  flour.    What  does  he  tell  us  ?    "  The  treatment  consists  in 
**  subjecting  the  grain  or  leguminous  substances  or  the  flour  obtained  therefrom  "  10 
— to  what  ? — "  to  the  action  of  nascent  oxygen  " — the  very  thing  which  the 
Patentees  tell  us.    The  improvements,  which  are  described  very  muoh  in  the 
same  way  but  in  a  little  different  language  in  Frichat^s  Specification  as  they  are 
in  Andrews*,  are  to  be  obtained  by  subjecting  the  flour  to  the  action  of  nascent 
oxygen.    That  is  followed  throughout,  and  he  mentions  nascent  oxygen  more  15 
than  once.    But  he  particularly  mentions  it  in  his  Claim.    He  says  "  a  process  of 
"  treating  wheat  and  other  cereals,  beans  and  other  similar  leguminous  substances 
"  or  flour    ....    with  the  object  of  producing  white  flour  suitable  for 
"  bread  making    ....    to  the  action  of  nascent  oxygen."     If  that  is  the  right 
construction  it  almost  goes  without  saying  that  he  has  anticipated  the  Patentees  20 
and  that  the  Patentees  really  are  only  purporting  to  do  what  Frichot  has  already 
said  could  be  done.    Of  course  the  Specification  has  been  much  criticised.    In 
the  first  place  it  is  said  that  Frichotj  who  purported  to  work  only  with  ozone  or 
several  other  things  mentioned,  but  at  any  rate  mainly  with  ozone,  considered 
nascent  oxygen  and  ozone  to  be  the  same  thing,  and  that  theory  was  very  much  25 
l)ut  forward  by  Sir  James  Dewar,  who,  being  the  first  witness,  was  the  first 
to  tell  us  that  nascent  oxygen  had  no  separate  existence  at  all,  but  was  only  a 
condition.    I  confess  to  great  difficulty  in  understanding  how  nascent  oxygen, 
which  has  no  existence  and  is  only  a  condition,  can  be  the  same  thing  as  ozone, 
which   has  an   existence,  but  still  Frichot  may  have  made  the  blunder.    I  30 
listened  with  great  attention  to  what  Sir  James  Dewar  said  when  he  told  me 
that  that  is  how  he  reads  it  as  a  chemist,  but  I  am  bound  also  to  apply  my  own 
knowledge  of  such  things  to  the  meaning  of  the  English  language,  and  I  say  it 
is  absolutely  impossible  on  this  Specification  to  conceive  that  the   Patentee 
described  nascent  oxygen  as  the  same  as  ozone  or  ozone  as  the  same  as  nascent  ^^5 
oxygen.     I  have  already  pointed  out  one  difficulty,  but  in  one  or  two  places  he 
shows  that  he  regarded  them  as  different  things.     In  line  18  he  uses  this 
expression  :   '^  An  atmosphere  of   nascent  oxygen  or  of  ozonated  oxygen  or 
^' ozonated  air."    He  shows  chat  his  nascent  oxygen  was  a  different  thing,  by 
the  introduction  of  the  word  ^*or"  from  that  which  follows,  and  he  uses  40 
the   same  expression,   I    think,   in   the   Provisional    Specification,   to   which 
I    am    entitled    to    refer    to    see  what    he    meant ;    there    he   says :    '^  The 
"  products  are   subjected  either   in   the  open   air  or  preferably  in   a  closed 
"  chamber  or  again  in  vacuo  to  the  action  of  nascent  oxygen  or  of  ozone/^ 
It    is  perfectly  impossible  to   my    mind,  when   I   find  a    use    of   language  45 
of  that  kind  in  a  document  to  say  that  the  framer  of  it  meant  that  the 
two  things  were  the  same.     He  could  not  have  used  language  of  that  kind  if 
that  had  been  his  view.    But  there  is  a  great  deal  else  I  think  in  the  Specifi- 
cation beyond  the  mere  verbal  criticism  which  shows  that  he  intended  some* 
thing  quite  different.     He  speaks  throughout  of  ozonising  influences.     In  the  50 
very  first  passage  to  which  I  referred  just  now  he  speaks  of  ozonised  water, 
ozonated  oxygen,  ozonated  air,  and  in  his  second  Claim  he  particularly  refers  to 
the  ^*  apparatus  for  ozonising  grain  or  flour."    Now  I  have  had  that  explained 
to  me.    How  do  you  ozonise  grain  or  flour  ?    Why  by  applying  ozone  so  that 
it  gives  off  nascent  oxygen.    Nascent  oxygen  is  produced  in  that  way,  and  he  55 
seems  to  me  clearly  on  the  construction  of  the  Specification  to  regard  ozone  as 
something  from  which  nascent  oxygen  is  produced.     In  referring  to  Fig.   3 


*  AnU^  page  445,  linea  11  to  16. 
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he  speaks  of  "  contact  with  currents  of  nascent  oxygen,  ozonated  air,  or  oxy- 
"  genated  ozone."  In  describing  Figs.  5,  5a  and  5&,  he  speaks  of  driving  "  the 
"  oxygen  or  ozonated  air  into  the  enclosed  chamber  containing  the  grain,  beans, 
"  or  flour  to  be  treated,"  where  according  to  the  evidence  they  would  necessarily 
5  produce  the  nascent  oxygen  which  is  required  for  the  improvement.  Again  in 
line  50,  where  he  is  still  dealing  with  the  figures,  he  says  "  During  its  descent 
"  from  the  top  to  the  bottom  of  the  chamber  a  the  material  is  subjected  to 
"  continuous  action  and  exposed  to  the  ascending  current  of  nascent  oxygen 
"  entering  through  the  pipe  c,"  and  so  on.    It  seems  to  me  that  he  has  clearly 

10  before  his  mind  this,  and  stated  it  with  reasonable  clearness  too,  that  ozone 
would  produce  nascent  oxygen.  He  does  not  seem  to  have  known  of  anything 
more  than  ozone  or  these  other  materials,  oxygenated  water,  ozonised  water, 
ozonated  oxygen  and  ozonated  air.  He  did  not  go  into  oxidizing  agents  generally, 
but  he  does  seem  to  have  stated  clearly  that  if  you  produce  nascent  oxygen 

15  in  this  way  you  can  so  use  it  that  it  will  bleach  the  flour  and  produce  the 
other  results  which  make  it  suitable  for  bread  making.  Therefore  when 
the  Patentees  took  out  their  Patent  later  on  they  not  only  knew  perfectly  well 
that  oxidizing  agents,  including  all  those  mentioned  and  many  others,  would 
produce  nascent  oxygen — it  is  conceded  that  was  common  knowledge  all  round — 

20  but  they  also  knew  what  perhaps  (I  only  say  perhaps,  because  I  am  not  going 
into  the  other  Specifications)  hart  not  been  known  before  Frichot  that  flour 
might  advantageously  be  treated  with  nascent  oxygen.  It  was  known  before 
Frichot  certainly,  that  other  materials  might  be  bleached  in  that  way,  but  it  was 
not  known — or  not  certainly  known — that  flour  could  be  bleached  in  that  way. 

25  Frichot  ascertained  that,  and  he  said — "  I  have  discovered  that  flour  may  be 
"  bleached  and  improved  and  made  suitable  for  bread  making  by  the  application 
"  of  nascent  oxygen  through  the  medium  of  ozone  which  is  an  oxidizing  agent." 
The  Patentees  come  forward  later  and  say — '*  Yes,  and  we  have  found  some  other 
"  oxidizing  agents  which  will  produce  the  same  result."    That  is  not  inven- 

30  tion.  They  take  FrichoVs  knowledge  that  one  oxidizing  agent  producing  nascent 
oxygen  will  do  what  is  wanted  and  they  say — "We  take  out  a  Patent  for  applying 
"  other  oxidizing  agents  producing  the  same  result."  That  does  not  seem  to  me 
to  be  within  the  limit  of  invention  as  we  regard  it  in  discussing  Patent  law.  It 
may  be  that  these  other  substances  act  differently  from  ozone  ;  it  may  be  that 

35  ozone  cannot  be  used  commercially,  it  produces  the  effect,  but  produces 
it  'with  a  taint  which  prevents  the  bread  being  good  for  use,  but  there  you 
have  the  invention,  and  it  seems  to  me,  the  disclosure  to  the  world  of  all  that 
the  Patentees  disclosed  to  the  world  except  that  some  other  oxidizing  agent 
might  be  used. 

40  But  then  against  that  there  are  two  remarks,  and  they  are  small  ones,  but  they 
must  be  dealt  with.  In  the  first  place  it  is  said  that  the  Patentees  mention,  and 
that  Frichot  knew  nothing  about  it,  that  a  very  minute  quantity  was  required, 
and  that  that  is  a  great  advantage.  Well,  I  suppose  it  is  an  advantage  to  apply 
only  a  minute  quantity  of  the  gas,  but  that  does  not  seem  to  me  to  be  patentable. 

45  One  man  tells  you  to  take  ozone,  or,  rather  to  apply  any  other  oxidizing  agent 
producing  nascent  oxygen,  and  does  not  say  a  small  quantity  will  do.  The 
other  man  says,  "  I  can  improve  upon  that,  because  I  tell  you  a  very  small 
"  quantity  will  be  suflBcient,  and  that  of  course  will  advance  the  price  of  flour 
**  commercially."    It  may  be  so,  but  it  does  not  seem  to  me  to  be  patentable. 

50  The  other  point  which  is  made  is  that  Frichot  has  some  Figures,  and  those 
Figures  are  applicable  only  to  the  u.«ie  of  ozone  and  not  to  any  other  material. 
That  seems  to  me  really  no  more  than  saying  that  his  Patent  is  only  for  the 
application  of  ozone,  which  it  is.  The  Figures,  of  course,  are  for  the  carrying 
out  of  what  he  purports  to  invent.    What  he  has  invented  is  no  doubt  the 

55  application  of  ozone,  but  I  repeat  he  invented  the  application  of  ozone,  because 
it  produced  nascent  oxjgen,  and  in  that  respect  he  anticipated  the  Patentees. 

I  think  that  though  in  the  course  of  the  nine  days  that  this  case  has  lasted 
many  other  points  have  been  raised,  I  have  dealt  now  with  everything  with 
which  it  is  necessary  to  deal,  and  my  conclusion  is  that  the  Patent  is  bad  and 

6i)  must  be  revoked. 
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Astbury  K.O. — Will  your  Lordship  stay  the  lodging  of  the  Order  for  revocation 
in  the  Patent  OflBce  if  we  appeal  within  14  days.  Will  my  learned  friend  agree 
as  to  that  ? 

Kbkbwich  J. — Sir  Robert  Finlay  will  agree  to  anything  reasonable  and 
necessary.  5 

Sir  Robert  Finlay  K.C. — I  do  not  in  the  least  object  to  my  friend  haying 
these  terms,  but  of  coarse  in  the  meantime  advertisements  will  not  be  continued 
threatening  infringers. 

Astbury  K.C. — I  do  not  know  that  we  advertise  ;  but  of  course  we  shall  not 
do  so.    Then  with  regard  to  the  Particulars,  I  ask  for  the  costs  of  all  the  10 
Particulars  except  Frichot,    That  is  the  only  one  whinh  your  Lordship  has 
dealt  with,  and  I  submit  that  all  the  rest  are  issues  upon  which  we  have 
succeeded. 

Kbkbwich  J^—That  is  courageous  at  any  rate.  I  shall  give  the  Petitioners 
the  costs  of  their  Petition.  15 

Astbury  K.C. — The  whole  general  costs  of  the  Petition  ? 

Kbkbwich  J^,— Yes. 


Vol.  XXIII.,  No.  22.]    AND  TRADE  MARK  OASES.  461 

In  the  Matter  of  Ktaber's  Patent  (No.  21,741  of  1901). 


Ik  thh  Housb  of  lords. 


Present :  Thb  Lord  Changbllor  and  Lords  Davbt,  Jambs  of  Hbrbford, 

RoBBRTSON,  and  Atkinson. 


May  10th  and  11th,  1906. 
In  thb  Matter  of  Klabbr's  Patent*  (No.  21,741  of  1901). 


Patent. — Petition  for  revocation. — Combination. —  Want  of  aubfect-matter. — 
Patent  held  invalid. — Appeal  of  Respondent  dismissed. 

In  1901  Letters  Patent  {No.  21^741)  were  granted  to  K.  for  ^Improvements 
<<  in  or  relating  to  stencil  slieets  and  the  method  of  attaching  them  to  duplicating 

10  **  machines.^^  A  Petition  was  presented  in  November  1902  for  the  revocation 
of  the  Patent^  and  it  was  alleged  in  the  Particulars  of  Objections  that  the 
invention  was  not  newj  nor  useful^  and  that  there  was  no  subject-matter.  In 
May  1903  application  was  made  by  the  Respondent  K.for  leave  to  apply  at  the 
Patent  Office  for  leave  to  amend  the  Specification  by  way  of  disclaimer.    On 

15  the  28th  of  October  leave  was  granted  on  certain  conditions^  and  the  Specification 
was  amended  in  due  cau/rse.  The  Petition  was  subsequently  proceeded  ivith.  At 
the  trial  it  was  held  that  there  was  no  subject-matter,  and,  even  if  there  were, 
old  things  were  claims,  and  in  addition  Claims  2  and  3  were  bad  for  want  of 
utility.    T/ie  Patent  u)as  revoked,  but  a  stay  of  revocation,  on  terms,  was 

20  granted  on  the  application  of  tlie  Respondent.    The  Respondent  appealed  to  the 

Court  of  Appeal,  who  dismissed  the  appeal,  holding  that  the  Claims  were  too 

general  and  wide  to  be  valid,  and  thai  nothing  was  claimed  that  was  subject-- 

matter  for  a  Patent.    The  Respondent  appealed  to  the  House  of  Lords. 

Held,  that  no  ground  was  shown  for  disturbing  the  Order  of  the  Court  of 

25  Appeal ;  and  thai  it  was  impossible  to  ascertain  from  the  SpedJiccUion  and 
Claims  what  the  Patentee  intended  to  claim  as  his  invention.  The  appeal  was 
dismissed  tvith  costs. 


*  The  title  on  the  leoord  in  the  House  of  Lords  was  Klabbk  t.  Ellaii'b  Duplioatob 
CoMPAmr. 
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Per  Lord  Davby. — T?he  point  of  a  combination  Patent  must  always  be  that 
the  elements  of  which  the  combination  is  composed  are  combined^  together  so  as 
produce  one  result. 

On  the  29th  of  October  1901  Letters  Patent  (No,  21,741  of  1901)  were  granted 
to  A.  D.  Klaber  for  *'  Improvements  in  or  relating  to  stencil  sheets  and  the  5 
"  method  of  attaching  them  to  duplicating  machines." 

The  Complete  Specification  was  as  follows  : — ^**  This  invention  relates  to 
*'  stencil  sheets  and  the  method  of  attaching  them  to  duplicating  machines,  and 
'^  has  for  its  object  to  simplify  the  arrangement  of  the  stencil  sheet  and  the 
"  backing  and  protecting  sheets  necessary  for  use  when  producing  the  stencil.  10 
^^  Further  the  intention  of  the  invention  is  to-  ensure  the  accurate  placing  of  the 
**  stencil  sheet  upon  the  duplicating  machine  and  the  protection  of  this  sheet 
**  froDi  undue  wear  when  in  position. 

^'  A  stencil  sheet  intended  to  be  used  for  reproducing  typewritten  matter  has 
"  commonly  to  be  disposed  between  a  protective  sheet  of  thin  paper  which  15 
"  prevents  the  wax  of  the  stencil  sheet  adhering  to  the  types  of  a  typewriting 
^'  machine,  and  a  backing  of  some  suitable  paper  or  material  adapted  to  receive 
*'  the  portions  of  wax  struck  out  of  the  stencil  sheet  when  the  latter  is  typed 
'*  upon.  According  to  tbis  invention  this  backing  is  formed  of  paper  or  other 
"  material  of  such  a  length  as  to  leave  a  portion  which  will  overlap  the  upper  20 
*'  end  of  the  stencil  sheet,  and  another  portion  which  will  overlap  the  lower 
"  end  of  the  stencil  sheet.  The  latter,  together  with  the  covering  sheet,  is 
'^  inserted  in  this  backing,  the  upper  ends  of  both  stencil  and  covering 
^'  sheets  being  fastened  together  and  to  the  backing  by  some  suitable  adhesive 
^'  substance.  25 

''  The  improved  arrangement  is  particularly  adapted  for  stencil  sheets  intended 
"  to  be  used  with  rotary  or  similar  duplicating  machines,  where  the  stencil  is 
*'  mounted  in  such  a  way  as  to  be  brought  in  contact  at  a  given  point  with  the 
*^  paper  to  be  printed  upon.  At  the  point  where  the  paper  is  picked  up  it  is 
'*  found  that  such  wear  of  the  stencil  sheet  takes  place  as  is  liable  to  cause  30 
*^  damage  and  spoil  the  stencil.  In  order  to  obviate  this  a  perforation  is  made 
**  in  the  backing  sheet  on  a  line  which  will  lie  just  beyond  the  point  of  pick-up 
^'  when  the  stencil  sheet  is  in  the  machine,  so  as  to  cover  up  and  protect  the 
*'  steucil  sheet  at  the  point  where  the  wear  takes  place.  The  machine  itself  in 
"  place  of  the  usual  clamp  for  holding  the  end  of  the  stencil  sheet  is  provided  35 
''  with  a  bar  in  which  is  a  slot.  The  portion  of  the  backing  sheet  which 
*'  normally  overlaps  the  top  of  the  prepared  stencil  sheet  is  intended  to  be 
'  passed  through  the  slot  in  this  bar  on  the  machine,  and  when  so  passed 
^^  through  is  drawn  upon  until  the  stencil  sheet  lies  in  the  proper  place  as 
"  determined  by  registering  lines  or  other  marks,  or  by  a  limiting  projection  40 
**  on  the  stencil  sheet  or  backing  which  prevents  the  flap  being  drawn  too  far. 
*'  This  flap  is  now  folded  back  onto  a  portion  of  the  backing  which  still  adheres 
^'  to  the  stencil  sheet  as  hereafter  described,  and  the  edge  of  the  flap  is  stuck 
'*  down  to  this  portion  of  the  backing,  the  flap  being  provided  with  the  necessary 
**  adhesive  to  effect  this.  The  backing  is  conveniently  provided  with  an  indi-  45 
<^  eating  line  or  equivalent  to  show  where  the  gummed  edge  of  the  flap  is  to  be 
"  fastened  down. 

^*  Before  the  stencil  is  placed  on  the  machine  and  after  it  has  been  prepared 
"  by  typing  upon  it  the  backing  is  torn  across  at  the  above  mentioned  perfora- 
'^  tion  near  the  upper  end  of  the  backing,  this  procedure  leaving  a  portion  which  50 
*^  overlaps  the  stencil  sheet  for  a  distance  beyond  that  at  which  occurs  the  pick- 
"  up  of  the  paper  upon  which  the  impression  is  made.  This  remaining  portion 
*'  of  the  backing  is  that  to  which  the  attaching  flap  is  fastened  down  when  it 
<'  has  been  passed  through  the  slot  in  the  attaching  bar  on  the  machine  and 
"  turned  back.  ^ 
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^  It  ia  found  in  duplicating  machines  of  the  kind  above  referred  to  that  the 
''  portion  of  the  inked  surface  which  lies  near  the  lower  end  of  the  stencil  sheet 
"  requires  to  be  covered  over  in  some  way  in  order  to  prevent  the  ink 
*'  from  working  round  the  end  of  the  stencil  sheet  and  marking  the  paper 
5  ^  printed  upon  or  otherwise  causing  inconvenience.  The  previously  mentioned 
'*  portion  of  the  lower  end  of  the  backing  sheet  serves  as  an  ink  protector  and 
^*  the  backing  is  perforated  at  a  suitable  point  to  enable  this  protecting  piece  to 
^  be  torn  off.  This  ink  protector  can  then  be  placed  in  position  and  secured  on 
**  the  duplicating  machine  after  the  stencil  had  been  fixed. 
10  *^  It  will  be  thus  seen  that  the  stencil  sheet  is  made  up  with  its  covering  sheet 
^  and  a  backing  in  such  a  way  as  to  be  ready  for  immediate  use  in  a  typewriting 
*<  machine  and  be  subsequently  provided  with  the  necessary  maans  of  attachment 
'*  to  the  machine  and  the  ink  protector.  The  stencil  sheet  can  thus  be  supplied 
^'  in  a  complete  state  ready  for  use  and  for  fixing  on  the  machine  without 
15  "  having  to  employ  separate  pieces  of  paper  or  devices  which  are  apt  to  be  lost 
^^  or  mislaid. 

"  In  order  to  ensure  positioning  the  matter  to  be  typed  upon  the  stencil  sheet 
"  either  the  stencil  sheet  or  the  covering  sheet  or  the  backing  may  carry  along 
"  one  or  both  edges  a  scale  or  a  series  of  numbered  or  lettered  marks  or  merely 
20  "  a  row  of  numbers,  letters  or  other  indications  which  will  enable  any  particular 
*'  point  on  the  stencil  sheet  to  be  at  once  identified  with  a  corresponding  point 
^  on  another  sheet  of  paper,  say  a  sheet  of  note-paper  when  the  latter  is  placed 
*'  opposite  the  scale  or  indicating  marks.  A  convenient  arrangement  for  these 
'*  indicating  marks  is  to  form  the  backing  for  the  stencil  sheet  slightly  wider 
25  ^'  than  the  stencil  sheet  itself,  the  indicating  marks  being  located  upon  each 
'^  projecting  edge  of  the  backing  sheet  so  that  they  can  be  seen  beyond  the  edge 
**  of  Uie  stencil  sheet. 

^^  As  a  further  assistance  in  positioning  the  attaching  flap  of  the  backing  sheet 
**  may  have  indicating  marks  disposed  along  its  edge. 
30  ^*  The  stencil  sheet  or  the  backing  carries  indicating  lines  to  show  the  limits 
^  within  which  the  writing  must  be  confined,  and  also  the  exact  position  in 
^  which  a  sheet  of  paper  must  be  placed  when  calculating  the  position  for 
**  writing  on  the  stencil  sheet. 

**  In  some  cases  it  is  desirable  to  place  a  thin  sheet  of  tissue  paper  xmder  the 
35  ^  central  sheet  in  addition  to  that  which  lies  over  it  and  between  the  stencil 
**  sheet  and  the  backing. 

*^  Referring  to  the  drawings,  Figure  1  is  a  perspective  view  of  a  stencil  sheet 
'^  provided  with  backing  and  covering  sheets  in  accordance  with  this  invention  ; 
**  Figure  2  is  a  sectional  elevation  to  an  enlarged  scale  showing  the  sheet 
40  **  attached  to  the  fixing  bar  in  a  duplicating  machine ;  Figure  3  is  a  rear  view 
^  of  the  backing  sheet  separately ;  Figure  4  is  a  plan  of  the  fixing  bar ; 
**  Figure  5  is  a  sectional  view  on  the  line  5—5  of  Figure  4,  and  Figure  6  is  a 
**  perspective  view  of  part  of  the  cylinder  of  the  duplicating  machine  showing 
^  the  fixing  bar  attached  thereto. 
m  **  A  is  the  stencil  sheet,  B  the  backing  sheet  and  C  the  covering  or  front 
**  protecting  sheet.  The  covering  sheet  0  is  provided  at  the  upper  edge  of  its 
**  under  surface  with  adhesive  substance  by  which  it  is  connected  to  the 
^*  stencil  sheet  A,  and  the  stencil  sheet  is  provided  with  a  similar  portion 
**  coated  with  the  adhesive  substance  by  which  it  is  connected  to  the  backing 
50  **  sheet  B.  Or  the  adhesive  substance  may  be  placed  upon  the  backing  sheet. 
^  Instead  of  being  attached  to  each  other  by  adhesive  substance  the  sheets 
^  may  be  otherwise  joined,  or  they  may  be  simply  superposed  without  being 
**  attached. 

**  The  sheets  A,  B  and  C  can  be  handled  and  readily  inserted  into  a  type- 
55  **  "Qvriting  machine  without  being  liable  to  become  detached  or  displaced. 

*'  The  upper  portion  6^  of  the  backing  sheet  is  provided  with  a  triangular 
^  part  or  flap  B^  as  shown,  which  is  folded  over  in  front  of  the  covering  sheet  C 
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"  and  after  the  stencil  aheet  has  been  written  upon  or  otherwise  impressed  and 
**^  is  to  be  inserted  in  the  duplicating  machine,  this  flap  is  passed  through  a 
"  slot  D^  in  a  bar  D  (see  Figure  2)  which  takes  the  place  of  the  ordinary 
"clamping  device  in  the  reproducing  machine,  and  is  guidea  to  a  central 
'*  position  by  means  of  a  line  B'  on  the  flap  which  coincides  with  the  line  or  5 
"  mark  D^  on  the  bar.  The  flap  is  pulled  upon  until  the  sheet  is  in  proper 
"  position  and  it  is  then  folded  round  the  bar  D  and  fastened  down  on  to  the 
'*  sheet  by  means  of  adhesive  substance  B^^  placed  along  its  edges  or  otherwise. 
"  To  prevent  the  flap  being  drawn  too  far  through  the  slot  and  to  determine 
"  the  exact  place  where  the  edge  of  the  flap  is  to  be  fastened  down,  the  slot  is  10 
"  made  of  such  a  width  that  it  only  permits  one  thickness  of  the  paper  to  pass 
'^  freely  through  it  so  that  the  top  of  the  stencil  sheet  forms  a  limiting  stop  or 
**  some  other  device  such  as  a  line  or.  other  indicating  mark  may  be  applied  to 
**  the  backing  or  stencil  sheet  for  this  purpose. 

"  The  body  or  middle  part  B""  of  the  backing  sheet  is  preferably  formed  15 
"  slightly  wider  than  the  stencil  sheet  and  is  provided  on  one  or  both  edges 
^^  with  indicating  scales  B^  or  other  marks  by  means  of  which  the  position  of 
'*  the  matter  to  be  inscribed  on  the  stencil  may  be  regulated. 

"  Circumscribing  or  confining  lines  B*  or  other  marks  or  indicators  are  placed 
*'  upon  the  backing  sheet  to  indicate  the  space  within  which  the  matter  to  be  20 
**  inscribed  upon  the  stencil  sheet  must  be  confined.     Scales   B*  or  other 
*^  indicating  marks  are  preferably  placed  on  the  backing  sheet  as  a  further 
"  guide  for  the  matter  to  be  inserted.    Or  these  lines  and  scales  may  be  placed 
"  upon  the  stencil  sheet  or  on  the  covering  sheet.    A  line  B"  or  other  marks  is 
*'  placed  at  the  top  of  the  sheet  to  denote  the  position  in  the  machine,  of  the  25 
"  upper  edge  of  the  sheet  or  paper  to  be  printed  upon,  and  a  short  distance 
^'  below  this  line  is  a  row  of  perforations  B^  along  which  the  backing  sheet  is 
"  torn  in  order  to  be  detached  when  the  stencil  sheet  is  to  be  inserted  in  the 
*'  duplicating  machine.    The  remaining  part  of  the  backing  sheet  to  which  the 
*'  stencil  sheet  is  permanently  attached  thus  projects  between  the  stencil  sheet  30 
"  and  the  sheet  to  be  printed  upon  when  the  latter  is  picked  up  by  the  machine, 
"  by  the  distance  between  the  row  of  perforations  B®  and  the  line  B"  at  the 
^'  top  part  of  the  backing  sheet,  and  by  this  means  premature  wear  or  damage 
"  to  the  stencil  sheet  along  the  line  where  the  picking  up  of  the  sheet  to  bo 
'^  impressed  takes  place  is  avoided  and  the  ink  is  prevented  from  passing   35 
*'  through  the  stencil  sheet  at  this  part. 

"  The  flap  B^  at  the  lowert  part  of  the  sheet  is  folded  in  front  of  the  covering 
"sheet  and  a  row  of  perforations  W  divides  this  portion  from  the  body  part  B* 
"  of  the  backing  sheet,  or  this  flap  may  be  dispensed  .with. 

"  After  the  backing  sheet  has  been  detached  from  the  stencil  sheet  along  the  40 
"  row  of  perforations  B«,  the  flap  part  B'  is  disconnected  from  the  backing  sheet 
"  along  the  line  B^  and  is  then  fastened  in  the  reproducing  machine  so  as  to 
"form  an  ink  protector  to  prevent  the  ink  from  the  ink  pwi  working  around 
"  the  end  of  the  stencil  sheet  and  damaging  or  marking  the  paper  being  printed 
"  tipon.  45 

*'  The  bar  D  may  be  formed  with  a  second  longitudinal  slot  through  which 
"  the  end  of  the  ink  pad  may  be  passed  to  secure  it  in  proper  position  in  the 
"  machine. 

"  Instead  of  being  attached  to  or  forming  part  of  the  backing  sheet,  the  part 
"  by  which  the  stencil  sheet  is  connected  to  the  bar  in  the  duplicating  machine  50 
"  and  that  which  protects  the  stencil  along  the  pick-up  line  may  be  formed  as 
"part  of  the  covering  sheet  or  may  be  connected  thereto,  the  three  sheets  being 
"  connected  together  preferably  as  already  described.  Or  the  stencil  sheet 
"  itself  may  be  provided  at  one  of  its  ends  with  an  overlapping  part  or  flap 
"  which  can  be  pasded  through  the  slot  in  the  bar  to  connect  the  stencil  to  the  55^ 
"  machine,  this  flap  having  connected  to  it  preferably  a  part  which  protects  the 
"  stencil  along  the  pick-up  line; 
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*^  Instead  of  being  formed  separately  from  the  stencil  sheet  and  connected 

"  thereto  as  above  described,  the  flap  by  which  the  stencil  is  connected  to  the 

'^  duplicating  machine  may  be  formed  as  an  extension  of  one  end  of  the  stencil 

^*  sheet  itself.    When  the  flap  forms  part  of  the  stencil  sheet,  an  additional 

5  "  piece  of  paper  or  other  suitable  material  may  be  permanently  attached  to  the 

'*  stencil  sheet  to  protect  it  on  the  pick-up  line  in  the  duplicating  machine,  or 

*^  part  of  the  stencil  sheet  may  be  coated  with  some  protective  substance  oi^ 

'^  composition. 

^^The  flap  at  the  lower  end  of  the  stencil  sheet  which  serves  as  an  ink 

10  **  protector  in  a  duplicating  machine  instead  of  forming  part  of  the  backing 

''  sheet  may  be  connected  to  or  form  part  of  the  covering  sheet  or  of  the  stencil 

"  sheet  itself.    The  arrangement  of  the  stencil  sheet  with  its  backing  and 

"  covering  sheets  as  above  described  is  more  particularly  adapted  for  use  when 

*^  the  stencil  is  to  be  prepared  in  a  typewriting  machine,  but  in  some  cases, 

15  **  such  for  example  when  the  stencil  sheet  is  to  be  prepared  or  written  upon  by 

"  hand,  that  is  to  say  by  employing  a  stylus  or  other  similar  instrument,  the 

'*  covering  sheet  need  not  be  employed  and  the  backing  sheet  may  also  be 

,       ^  dispensed  with,  the  flap  by  which  the  stencil  sheet  can  be  fixed  to  the 

*'  machine  being  formed  integral  with  the  stencil  sheet  itself  or  as  a  separate 

20  ^  piece  connected  thereto  as  above  described.    In  this  case  also  the  part  which 

^^  protects  the  stencil  on  the  pick-up  line  may  be  att^u^hed  to  the  flap  or  to  the 

^'  stencil  sheet,  or  the  sheef;  may  be  coated  with  protective  substance  in  the 

"  manncJr  above  referred  to.*' 

The  Claims  were  : — 

25      **  1.  Tho  oombination  with  a  otonoil  ohoot  for  duplioating   pnrpcftofl  of  ft 

**>oovoring  ohoot  and  (wbaoklntf  shoot  and  ovorlftpping  portions  at  top  and 

*^  bottom  of-ono  of-tho  ohooto  oiibotantially  fto  and  for  febo  purpooo  doooribodi 

"  1.    St  The  combination  with  a  stencil    sheet  for   daplitiug  duplicating 
^*  purposes  of  a  covering  sheet  and  a  backing  sheet,  the  three  sheets  being 
2Q  ^*  connected  together  and  one  of  them  being  provided  with  overlapping  portions 
^^  at  top  and  bottom  substantially  as  and  for  the  purpose  described. 

*<  2.  dr  The  combination  with  a  stencil  sheet  for  duplicating  purposes  of  a 
"  backing  sheet  or  a  covering  sheet  provided  with  a  part  such  as  B*  B'  by  which 
*^  ihe  stencil  sheet  can  be  fixed  to  the  duplicating  machine  substantially  as 
35  **  described. 

<<  t3.  4t  A  stencil  sheet  for  duplicating  purposes  having  a  flap  such  as  B' 
**  formed  integral  with  or  permanently  connected  to  it  substantially  as  and  for 
**  the  purpose  described. 

i^  6i  The  oombinoition  with  ft  otonoil  ohoot  for  duplioating  pnrpoooo  of  ft 
40  ^  oovoring  ohoot  and  a  backing  ohoet  one  of  tho  ohooto  being  provided  with  an 
«  overlapping  portion  at  one  or  both  of  ito  ondo  nubotantially  as  and  for  tho 
^*  pnrposo  doooribod. 

•*  4.  Sr  The  combination  with  a  stencil  sheet  for  duplicating  purposes  of  a 
"  backing  sheet  comprising  two  or  more  separable  portions,  one  portion  being 
45  "  adapted  for  securing  the  stencil  in  the  duplicating  machine^  substantially  as 
"  and  for  the  purpose  described. 

^^■7i  Tho  method  onbotantially  as  doooribod  of  attaching  a  stonoil  ohoot  to  a 

■'^  8i  Tho  combination  with  ■  a  bar  ouoh  as  D  attached  to  ft-  duplioating 
50  ^^  mftohino  of  ft  port  ouoh  ao^B'  -by  which  tho  otonoil  ohoot  can  "bo  ooourod  to 
t^  tho  bftp-onbDtantially''as  doooribod. 

tf  Oi  Thc-oombination   with'  a-  otonoil  ohoot  for' -daplioating   pnrpooos-  of  ft 
.    **  portion  of  its  backing  or^front  covering" ohoot  which  is  pormanontlj-' soonro^l 

55  *^  dupliofttiiig  mftchinc  onbotantially  ad  ooBcribodi 
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^^  10.  Tho  oombination-with  a-otonoil-ohoot-for  daplioating  puf  poooo  of  tho 
f^  port  B^  attaohod  to  tho  romoining  portioD  of  tho  baoking  or  fpont-oovoring 
*^  ohoot  whioh  protooto  tho  otonoil  ohoot  in  tho^  mannop  doooFibod  in  tho 
^*>daplicating-maohino* 

"  6.  4-k  The  complete  stencil  backing  and  covering  sheets  sabstantially  as 
^  described  and  illustrated  in  the  accompanying  drawings/' 


In  November  1902  a  Petition  was  presented  by  the  EUanCs  Duplicator 
Company  (under  the  authority  of  the  Attorney-General)  for  the  revocation  of 
this  Patent.    At  that  date  the  Specification  had  not  been  amended  as  shown 
above.    The  Petitioners  alleged  that  the  Patent  was  invalid  for  the  reasons  set  10 
forth  in  the  Particulars  of  Objections. 

The  Particulars  of  Objections  were  as  follows  : — *^  1.  The  said  A.  D.  Kldber 
^*'  was  not  the  true  and  first  inventor  of  the  said  alleged  invention  claimed  in 
^'  any  of  the  claims  of  the  Complete  Specification  of  the  said  Letters  Patent. 
"  2.  The  said  invention  is  not  new."  The  following  prior  publications  were  15 
relied  on  : — (a)  British  Specifications :  Oestetner  (No.  1594  of  1888)  ;  Harkins 
(No.  8805  of  1888) ;  Morland  (No.  3604  of  1900)  ;  Kldber  (No.  ]5,016  of  1901)  ; 
and  the  American  Specification  of  Dick  (No.  559,697) ;  (V)  the  manufacture  and 
sale  by  the  Petitioners  at  12  Eang  Street,  London,  of  stencil  sheets  combined  with 
sheets  and  backing  sheets,  wear  preventing,  in^  mark  preventing,  and  stencil  20 
securing  devices ;  (c)  by  the  manufacture,  use,  and  sale  by  the  Neoatyle 
Manufacturing  Company  Ld.y  of  similar  devices  ;  (d)  by  the  publication  and 
circulation  of  the  Petitioners'  pamphlet  entitled  '^  Hints  on  Duplicating  ** ; 
(e)  by  the  common  general  manufacture,  Kkle,  and  use  of  similar  devices ; 
(/)  by  the  continuous  manufacture,  sale,  and  use  of  paper  having  non-porooB  25 
holders  (to  prevent  ink  marking)  by  the  Petitioners,  D.  Geetetner^  of  Cross 
Street,  Islington,  and  other  traders  ;  (g)  by  the  manufacture,  lasde^  and  use  ainos 
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February  1900  by  W.  Johnson  &  Oo.  Ld.,  of  67  King  William  Street,  London, 
of  certain  backing  sheets  stitched  to  carbon  papers.  3.  [Alleged  anticipation  of 
seventh  claim.]  4.  ''  None  of  the  said  alleged  inventions  claimed  in  any  of  the 
*'  claims  of  the  Speci^cation  of  the  said  Letters  Patent  is  subject-matter  for 
5  ^Walid  Letters  Patent.  In  addition  to  alleging  that  no  invention  sufficient  to 
^  support  Letters  Patent  (in  vievir  of  the  state  of  the  art  as  hereinbefore 
*^  disclosed)  is  to  be  found  in  any  of  the  claims,  the  Petitioners  will  allege 
^  that  Claim  7  is  a  claim  for  a  principle,  and  Claim  8  is  not  a  claim  for  a 
**  combination  capable  of  being  protected  by  Letters  Patent,  and  is  no  combina- 

10  ^*  tion  at  all.  5.  The  said  alleged  inventions  claimed  in  all  the  claims  are  not 
^  useful.  6.  The  Specification  of  the  said  Letters  Patent  is  insufficient,  vague, 
"  and  misleading,  in  that  (a)  no  description  is  given  of  how  the  flap  B^  is 
^  fastened  to  the  reproducing  machine,  nor  what  type  of  reproducing  machine 
**  is  intended  to  be  used ;  (6)  no  description  is  given  identifying  by  name  or 

15  "^  drawing  what  reproducing  machine  is  to  be  used  to  enable  the  line  6  or  other 
^  marks  to  be  placed  upon  the  stencil  paper,  backing  sheet,  or  covering  sheet.** 

On  the  18th  of  May  1903  application  by  a  Summons  was  made  by  the 
Patentee  for  leave  to  apply  at  the  Patent  Office  for  leave  to  amend  the 
Specificauon   of  the    Patent   by    way    of    disclaimer.     The    Summons   was 

80  adjourned  into  Court,  and  on  the  28th  of  October  1903  the  leave  to  apply 
to  the  Patent  Office  was  granted  upon  the  ^'  terms  that  the  Applicant  shall 
^  not  threaten  under  the  said  Letters  Patent  until  after  the  Ist  of  March 
'^  1904,  but  the  caution  printed  on  the  paper  as  now  sold  is  not  to  be  deemed  a 
*'  threat,  and  no  action  is  to  be  brought  in  respect  of  paper  made  up  and  sold  in 

25  "  the  manner  in  which  the  said  Petitioners  made  up  and  sold  their  paper 
**  before  the  23rd  of  July  1901 ;  and  it  is  ordered,  that  the  said  Specification 
^'  when  so  amended  as  aforesaid  be  used  in  evidence  on  the  hearing  of  the  said 
**  Petition  ;  and  the  Applicant  and  the  Petitioners  respectively  by  their  Counsel 
^^  undertake    to   push  on  with    all    possible    despatch    the    said    amendment 

30  ''  proceedings,  and  also  after  amendment  the  said  Petition.**    Liberty  was  given  to 

apply,  and  Petitioners  were  to  have  costs  of  the  application  in  any  event.    The 

proposed  amendments  were  set   out    in   the   Order,  and  were  subsequently 

allowed  in  the  Patent  Office.    They  are  indicated  above  in  the  usual  way. 

The  Petition  came  on  for  hearing,  on  the   Ist  of  November  1904,   before 

35  Mr.  Justice  Buckleyy  who  on  the  4th  of  November  made  an  Order  revoking  the 
Patent.*  The  Respondent  appealed.  The  appeal  was  dismissed  and  a  stay  of 
revocation  granted  on  certain  terms  (22  R.P.C.  405).  The  Respondent  appealed 
to  the  House  of  Lords. 

Astbury  K.C.  and  J.  ff.  Gray  (instructed  by  Wilson^  BristowSf  and  Carpmaet) 

40  appeared  for  the  Appellant  (the  Respondent  to  the  Petition)  ;  T.  Terrell  K.C. 
and  A.  J.  Walter  (instructed  by  Pritchard,  EngUfield  &  Go.)  appeared  for  the 
Respondents  on  the  appeal  to  the  House  of  Lords. 

Astbury  K.C.  and  J.  H.  Oray  for  the  Appellant. — This  is  an  appeal  by  the 
Respondent  in  a  Petition  for  revocation.    Buckley  J.  held  that  the  Patent  was 

45  invalid,  and  his  decision  was  affirmed  by  the  Court  of  Appeal.  The  question  is 
one  of  construction.  Buckley  J.  took  too  naiTOw  a  view  of  the  Claims,  and 
thought  that  the  invention  must  be  sought  in  the  narrowest  Claim.  But  the 
whole  Specification  must  be  regarded  to  see  what  the  invention  is  ;  and  when 
that  has  been  done  the  question  is  has  the  Patentee  claimed  it  ?    By  analogy 

50  and  for  apt  description  one  may  apply  the  term  "  cartridge  "  to  the  combined 
article  invented  by  the  Patentee.  Three  articles,  viz.,  a  stencil  sheet,  a  pro- 
tecting sheet,  and  a  backing  sheet,  formerly  sold  separately  and  applied  in 
various  defective  ways,  are  now  by  the  Patentee's  invention  combined  together 
BO  as  to  be  used  in  a  more  efficient  and  useful  manner.     [The  Specification  was 


22  B.P.C.  page  1, 
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read.]  The  invention  relates  to  two  objects— first,  the  production  of  a  stencil 
sheet  fit  to  be  operated  npon  in  a  type  writer ;  secondly,  the  accurate  registra- 
tion of  the  stencil  sheet  and  its  protection  in  use  in  the  duplicating  machine. 
[Stencil  sheets  with  protecting  sheets  and  backing  sheets  were  produced  and 
their  operation  in  a  duplicating  machine  explained.]  By  the  old  methods,  in  5 
use  prior  to  the  Patent,  creeping  and  wrinkling  of  the  stencil  sheets  consequent 
upon  the  absence  of  a  correct  register  quickly  wore  out  the  stencil  sheets.  By 
means  of  the  flap  B  invented  by  the  Patentee  creeping  and  wrinkling  are 
overcome;  the  flap  affords  a  secure  means  of  attachment  to  a  bar  in  a 
duplicating  machine,  and  a  perfect  register  is  the  result  The  flap  B  is  used  It 
for  mechanical  attachment.  Although  it  is  used  like  the  flap  of  an  envelope  it 
is  a  new  application,  and  there  is  sufficient  subject-matter ;  its  use  was  quite 
novel.  Novelty,  in  fact,  and  great  utility  are  sufficient  to  support  a  Patent 
{American  Braided  Wire  Company  v.  Thomson  5  R.P.O.  113,  per  Bowen  L.J. 
at  page  124).  Before  the  date  of  the  Patent  the  sales  by  the  Appellant  of  U 
stencil  sheets  amounted  only  to  from  10,000  to  20,000  per  annum  ;  the  sales  by 
the  Appellant  of  stencil  sheets  made  according  to  the  invention  rose  in  1904  to 
2,000,000  per  annum.  There  are  three  combinations  claimed — (1)  a  combina- 
tion of  three  articles,  viz.,  the  stencil  sheet,  the  protecting  sheet,  and  the  backing 
sheet ;  (2)  a  combination  of  the  stencil  sheet  and  either  the  backing  or  pro-  20 
tecting  sheet ;  (3)  the  stencil  sheet  alone  and  the  flap.  In  each  combination 
the  flap  is  a  separate  integer  forming  part  of  the  combination.  This  flap 
performs  three  functions — (1)  it  fastens  the  stencil  to  the  duplicator  positively 
as  distinguished  from  frictionally  ;  (2)  it  maintains  the  register  of  the  stencil ; 
(3)  it  protects  the  stencil  from  the  impact  of  the  roller  while  in  operation.  It  B5 
is  new  and  useful.  [The  alleged  anticipations  and  the  evidence  were  referred 
to  and  the  judgments  of  the  Courts  below  were  read.]  It  is  submitted  that  the 
Patent  is  valid  and  that  the  decision  of  the  Courts  below  cannot  be  suj^rted ; 
but  alternatively  the  Appellant  asks  for  an  opportunity  for  applying  for  leave 
to  amend  as  in  DeeUy  v.  Perkes  13  R.P.C.  581.  80 

Counsel  for  the  Respondents  were  not  called  upon. 

Lord  Lorbbubn  L.C. — My  Lords,  this  case  has  been  very  ingeniously 
argued  by  Mr.  Astbury^  but  I  have  come  to  the  conclusion  that  the  judgment 
of  the  Court  of  Appeal  is  perfectly  right,  *and,  without  entering  upon  the 
matter  at  any  length,  I  concur  particularly  in  the  judgment  of  Lord  Justice  35 
Romer. 

The  only  scintilla  of  invention  suggested  is  that  of  using  a  flap  ;  it  really  Is 
nothing  more  than  folding  back  the  end  of  a  piece  of  paper  so  that  it  can  be 
passed  through  a  slot  in  a  bar  in  order  to  attach  it  to  the  roller.  I  do  not  wish 
in  the  least  to  speak  in  terms  of  disparagement  of  the  gentleman  who  took  out  40 
this  Patent  or  to  deny  that  this  was  a  very  adroit  way  of  dealing  with  the  old 
and  familiar  methods,  but  I  cannot  think  that  there  is  any  ground  for  disturbing 
the  Order  of  the  Court  of  Appeal. 

Lord  Davht. — My  Lords,  I  am  of  the  same  opinion,  and  with  my  noble  and 
learned  friend  I  do  not  think  it  necessary  to  go  through  the  whole  of  this  45 
Speciflcation  or  to  analyse  every  part  of  it.  Suffice  it  to  say  that  the  Specifica- 
tion has  undergone  some  amendment,  and,  as  it  stands,  taking  a  broad  view  of 
the  case,  I  think  it  is  of  too  indefinite  a  character  for  any  Court  to  hold  that 
the  Patent  is  good.  It  is  impossible  in  my  opinion  to  ascertain  from  reading 
the  Specification  and  the  Claims  exactly  what  it  is  that  the  Patentee  claims,  for  in  50 
every  case  he  is  so  careful  and  so  nervous  as  to  any  statement  upon  which  he 
condescends,  that  you  generally  find  in  the  next  sentence  something  which 
contradicts  what  he  has  said  in  the  previous  one.  I  will  add  that  I  have  very 
carefully  gone  through  Mr.  Justice  Buckley^e  very  careful  analysis  of  the 
Specification,  and  I  am  quite  prepared  to  adopt  what  he  says  upon  it.  55 

My  Lords,  it  was  attempted  to  support  this  Patent  as  a  Patent  for  a  combina- 
tion.   I  invited  Mr.  Aatbury  to  state  in  his  own  way  what  he  supposed  the 
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combination  to  be,  bat  I  cannot  say  that  his  answer  was  altogether  satisfactory 
to  my  mind.  As  I  understand  it,  it  was  that  in  its  most  complete  form  this 
was  a  combination  of  a  stencil  sheet  and  a  flap  for  fastening  the  stencil  on  to 
the  duplicating  machine  and  the  uniting,  by  one  of  the  ordinary  methods  of 
5  producing  adhesion,  of  three  papers  in  the  form  in  which  they  are  sold.  My 
Lords,  I  take  the  liberty  to  say — and  I  say  this  because  it  is  a  question  of 
general  interest — that  that  is  not  a  proper  combination.  A  proper  combination 
for  a  Patent  is  the  union  of  two  or  more  integers,  every  one  of  which  elements 
may  be  perfectly  old,  for  the  production  of  one  object  which  is  either  new,  or 

10  at  any  rate  is  for  effecting  an  old  object  in  a  more  convenient,  cheaper,  or  more 
useful  way.  But  the  point  in  a  combination  Patent  must  always  be  that  the 
elements  of  which  the  combination  is  composed  are  combined  together  so  as  to 
produce  one  result.  Now  if  you  look  at  this  Patent  you  see  there  is  nothing  of 
the  kind.    The  adhesion  of  the  three  papers  is  for  one  purpose,  the  flap  for 

15  uniting  the  papers  (after  they  are  separated  by  the  way)  is  for  another  purpose, 

and  BO  forth.    Tou  do  not  find  the  several  elements  combined  together  in  the 

way  they  ought  to  be  in  order  to  make  a  good  and  tenable  combination  Patent. 

My  Lords,  I  have  nothing  really  to  add  to  what  my  noble  and  learned  friend 

the  Lord  Chancellor  has  said,  and  I  will  content  myself  by  expressing  my 

20  complete  agreement  with  the  language  of  Lord  Justice  Romer  where  he  says 
that  ^'the  Patentee  in  his  Specification  has  stated  so  many  alternatives  in 
^  different  parts  of  the  processes  he  describes,  and  has  generally  so  framed  his 
^  Specification  that  it  cannot  properly  be  gathered  what  the  essential  parts  of 
^^  his  invention  or  the  extent  of  his  claims  are  or  is  intended  or  supposed  by 

25  "  him  to  be." 

On  these  grounds  I  agree  that  the  api)eal  fails. 
LOBD  Jambs  of  Hereford.— My  Lords,  I  concur. 
Lord  Robertson. — My  Lords,  I  concur. 
Lord  Atkinson. — My  Lords,  I  concur. 

30      The  appeal  was  dismissed  with  costs. 


1 
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In  the  Ooubt  of  Appeal. 

Before  The  Master  of  the  Rolls  and  liORDS  Justices  Rohbb  and 

Oozens-Hardy. 

May  3rd,  4th,  and  22nd,  1906. 

In  the  Matter  of  Watbrhousb's  Patent.  5 

Patent.-'Petition  for  Revocation. — Prior  publicaiion. — Patent  ordered  to  he 
revoked. — Appeal  dismissed. 

A  Patent  was  granted  in  J  90S  for  "  Improvements  in  metallic  conduits  for 
"  electric  light  cables  and  the  like.^'     The  alleged  improvements  consisted  in 
means  for  connecting  the  parts  of  the  conduits^  in  which  the  electric  cables  were  10 
laidy  and  the  fittings  so  that  there  should  be  a  complete  electric  metallic  circuit 
throughout  without  necessarily  using  screwed  conduits.    This  was  effected  by 
using  a  differential  split  bushing  which  was  so  constructed  as  to  have  an  overhung 
grip  on  the  conduit.    At  the  hearing  of  a  Petition  for  Revocation  it  appeared 
that  a  bushing  described  in  the  prior  SpecificcUion  of  L,  gave  both  an  overhung  15 
and  a  direct  grip^  and  that  the  device  described  in  the  Specification  of  B.  effected 
the  Patentees^  object^  though  in  none  of  the  alleged  anticipations  was  there  an 
overhung  grip  alone.    It  ivas  alleged  that  alternative  forms  of  bushing  shown 
and  claimed  were  cf  no  utility.    It  also  appeared  that  the  Respondents^  the 
Patentees^  had  not  sold  any  of  tJieir  patented  bu^hings^  but  had  sold  bushings  of  20 
another  form.    Held,  by  Buckley  «/.,  that  it  was  a  defect  to  use  an  overhung 
grip  alone;  thaty  by  reason  of  the  pirior  publication  of  the  methods  ofL.  andB^ 
the  Patent  wets  invalid ;  and  that  it  was  therefore  unnecessary  to  consider  the 
alleged  inutility  of  the  alternative  forms  of  bushing.    An  Order  for  Revocation 
was  made.    The  Respondents  appealed,  25 

Held,  that  there  was  no  such  invention  as  could  form  good  subject-matter  for 
the  Patent;  and  that  to  uphold  the  Patent  would  be  to  take  away  from  the 
public  the  full  use^  to  which  they  were  entitled^  of  the  then  public  knowledge^ 
and  in  particular  of  that  given  by  L,^s  Specification.  The  appeal  tros 
dismissed  with  costSy  but  the  lodging  at  the  Patent  Office  of  the  Order  for  30 
Revocation  was  stayed  if  a  Petition  of  appeal  to  the  House  of  Lords  woe 
presented  within  one  month. 
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On  the  aOth  December  1903  Lettere  Patent  (No.  28,632  of  1903)  were 
granted  to  Laurence  Maxwell  Waterhouse  and  the  Simplex  Steel  Conduit 
Company  Ld.  for  ^*  ImprovementB  in  metallic  conduits  for  electric  light  cables 
"and  the  like." 
5  The  Complete  Specification  was  as  follows: — ^^^This  invention  relates  to 
**  metallic  conduits  for  electric  light  cables  and  the  like,  and  has  reference  to 
*^  that  class  of  metallic  conduit  now  well  known  as  ^  Simplex  *  conduit.  In  the 
**  *  Simplex '  system  there  are,  in  addition  to  the  tubing  itself,  a  number  of 
*^  fittings  such    as  couplings,  bends,    inspection  bends,  tees,  elbows,  boxes, 

10  ^  inlets,  etc^  and  into  the  ends  of  these  the  tubing  fits ;  both  the  tubing  and 
"  the  fitting  are  served  inside  and  out  with  an  insulating  enamel,  and  the  tubes 
**  fit  fidrly  tightly  in  the  fittings.  In  the  ordinary  *  Simplex '  system  the  fit  is 
'^  is  not  sufficiently  close  between  metal  and  metal  to  give  a  complete  electrical 
"  metallic  circuit  throughout  the  conduit,  and  heretofore,  when  such  complete 

15  "  metallic  circuit  has  been  required, '  Simplex  *  screwed  conduit  has  been  used, 
'*  but  the  somewhat  higher  initial  cost,  and  greater  cost  of  erection  renders 
"  screwed  tubing  more  costly  than  the  ordinary  *  Simplex '  tubing  and  the 
**  object  of  the  present  invention  is  to  so  modify  the  ordinary  *  Simplex ' 
^*  system  as  to  obtain  the  desired  metallic  circuit  throughout  without  having 

20  "  of  necessity  to  use  the  screwed  tubing. 

^*  The  object  of  making  the  conduit  so  that  it  shall  have  a  complete  metallic 
'^  circuit  throughout  is  to  ensure,  in  event  of  an  accidental  contact  between  the 
"  conductor  and  the  conduit  at  any  point,  that  there  shall  be  practically  no 
".difference  of  potential  between  adjacent  lengths  of  the  conduit,  or  between 

25  "  the  conduit  and  the  fittings. 

"  According  to  our  present  invention  we  obtain  the  metallic  contact  as 
"  follows  : — ^We  have  illustrated  our  invention  in  the  accompanying  drawings, 
"  in  which  Fig.  I  is  an  elevation  in  medial  section  showing  the  bushing,  the 
"  conduit  and  the   fitting ;    Fig.  II  an    outside    elevation    of    the  bushing ; 

30  "  Fig.  Ill  an  end  view  of  Fig.  II ;  Fig.  IV  a  modification  of  the  bushing ; 
"  Fig.  V  an  end  view  of  Fig.  IV  ;  and  Fig.  VI  a  sectional  elevation  showing  a 
**  specially  coned  screwed  part  and  fitting  with  coned  end. 

"  We  provide  what  we  term  a  differential  split  bushing  A,  differential  in  the 
"  sense  that  at  one  end  a  it  is  plain  and  larger  in  diameter  than  the  conduit  B 

35  "  it  is  designed  to  connect,  and  embraces  the  plain  part  of  the  latter,  externally, 
"  and  at  the  other  end  a*  smaller  than  the  fittings — say  0,  which  is  a  coupling — 
"  to  which  such  conduit  is  to  be  attached,  and  into  the  interior  screwed  part  of 
"  which  the  smaller  end  screws.  It  is  not,  however,  constructed  after  the 
"  manner  of  a  reducer,  inasmuch  as  it  is  designed  to  connect  conduit  and 

40  "  fittings  of  the  same  size  throughout. 

"  It  is  necessary  that  the  plain  bore  of  the  bushing  shall  make  a  tight  joint 
•*  with  the  plain  part  of  the  conduit  from  which  the  enamel  has  been  removed, 
"  and  with  this  object  in  view  we  split  the  bushing  either  with  one  cut  d  from 
•*  end  to  end  or  with  two  or  more  cuts  t?  extending  through  the  plain  part  but 

45  "  not  through  the  screwed  part.  Where  the  external  diameter  of  the  plain 
"  part  is  reduced  to  the  smaller  diameter  of  the  screwed  part,  the  configuration 
"  is  conical  as  shown  at  az,  the  smaller  diameter  of  the  coned  part  being  near  the 
**  screwed  pairt.  When  the  bushing  is  screwed  up  in  the  fitting,  this  coned 
"  part  bears  against  the  edge  of  the  fitting,  and  the  plain  part  is,  by  the  conical 

50  "  wedge  action,  forced  into  intimate  and  binding  contact  with  the  plain  part  of 
"  the  conduit  which  it  embraces. 

"  We  find  in  some  cases  that  good  results  are  obtained  by  cutting  away  the 
"  screw  thread  near  the  cone  part  at  e  (Fig.  IV)  so  as  to  increase  the  com- 
^  pressing  action  and  to  ensure  that  the  closure  of  the  bushing  shall,  as  far  as 

55  ^  possible,  extend  the  whole  length  thereof  and  not  be  confined  to  the  one  end 
**  and  so  give  a  taper  configuration  to  the  gripping  surface  on  the  conduit.  This 
^' taper  action,  when  the  bushing  is  not  split  through,  may  be  obviated  by 
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"  making  the  interior  of  the  plain  part  initially  slightly  conical  in  the  reverse 
"  direction, 

"  The  screwed  interior  of  the  fittings  may  be  of  the  ordinary  construction 
"which  is  slightly  tapered,  or  maybe  specially  tapered  and  the  edge  of  the 
"  fitting  may  be  coned  as  shown  in  Fig.  VI.  5 

"  In  this  way  a  plain  condnit  may  be  used  with  screwed  fittings  such  as 
"  couplings  0,  bends,  tees,  boxes  and  the  like  of  the  same  size,  to  form  a  system 
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"  having  the  advantage  of  good  metallic  contact  and  good  jointing  secured 
"  throughout  without  the  necessity  of  using  either  screwed  conduit  or  conduit 
"  adapted  to  be  screwed. 

"  The  bushing  may  be  made  from  solid  drawn  tube  expanded  to  form  the 
"  larger  diameter  of  the  plain  part  and  screwed  on  the  smaller  diameter.** 

The  Patentees  claimed  : — '^  1.  The  improvement  in  metallic  conduits  for 
^\  electric  light  cables  and  the  like  which  consists  in  uniting  plain  conduit  to 


10 


Vol.  XXin.,  No.  22.]    AND  TRADE  MARK  CASES.  473 

In  the  Matter  of  WaterhoMe^e  Patent. 

^  conplings  and  other  fittings  of  the  same  size  by  means  of  a  differential  split 
^  screwed  bnshing  so  as  to  provide  an  electrical  metallic  circuit  thronghont ; 
**  substantially  as  described  and  illustrated.  2.  The  improved  differential  screw 
*^  split  bushing  for  uniting  metallic  conduits  which  comprise  a  large  end 
5  *'  lutving  a  boi^  adapted  to  encircle  the  conduit  and  a  smaller  screwed  end 
**  adapted  to  screw  into  a  fitting  of  the  same  size  as  the  conduit ;  substantially 
**  as  described.  3.  The  improved  bushing  for  uniting  metallic  conduits ; 
^  substantially  as  described  and  illustrated  in  Figs.  I,  II  and  III.  4.  The 
^'  improved  bushing  for  uniting  metallic  conduits ;  substantially  as  dcBcribed 

10  '^  and  illustrated  in  Figs.  lY  and  Y.  5.  The  improved  bushing  for  uniting 
*^  metallic  conduits  ;  substantially  as  described  and  illustrated  in  Fig.  YI." 

On  the  16th  of  May  1905  a  Petition  was  presented  (under  the  authority  of  the 
Attorney-General)  by  the  Metallic  Seamless  Tube  Company  Ld,  for  revocation 
of  the  Patent,  and  the  Petition  was  served  on  the  Patentees. 

15  The  Petition  alleged  that  the  Patent  was  invalid  for  the  reasons  appearing  in 
the  Particulars  of  Objections. 

The  Particulars  of  Objections  alleged — (1)  that  the  alleged  invention  for 
which  the  Patent  was  granted  was  not  new  at  the  date  of  the  Patent,  but 
had  been  published  within  the  realm  by  the  publication  of  the  following 

20  Specifications  ;  the  Petitioners  relied  on  the  whole  of  the  Specifications  except 

,  where  the  portions  on  which  they  relied  were  specified  : — (1)   Richardson 

(No.  8967  of  1884),  page  2,  lines  30  to  52,  and  the  Figures  referred  to ;  (2) 

Lorem  (No.  3123  of  1889),  page  3,  lines  3-13,  and  the  Figures  referred  to ; 

(3)  Gurry  (No.  11,346  of  1890)  ;   (4)  Davis  (No.  8234  of  1891)  ;   (5)  Parlour 

25  and  others  (No.  5875  of  1893) ;  (6)  Hill  (No.  24,804  of  1893) ;  (7)  Braham 
(No.  17,365  of  1894)  ;  (8)  Lake  (No.  17,122  of  1896) ;  (9)  Webster  (No.  27,703 
of  1896)  ;  (10)  Stmdh  (United  States  No.  639,948),  dated  the  26th  of  December 
1899 ;  (11)  Cfranger  (No.  15,327  of  1900) ;  (12)  Lindsay  (United  States  No. 
692,88n,  dated  the  llth  of  February  1902  ;  (13)  Bayliss  and  Broum  (No.  2239 

30  of  1903)  ;  (2)  that  having  regard  to  the  above  Specifications  and  to  the  state  of 
public  knowledge  no  invention  was  required  to  produce  the  method  of  uniting 
plain  conduits  to  couplings  and  other  fittings  by  means  of  a  split,  screwed, 
bushing  described  and  claimed  in  the  Specification,  and  that  the  Patent  was 
invalid  for  want  of  subject-matter ;  (3)  that  the  Patent  was  invalid  for  the 

35  reason  that  the  devices  shown  in  Figures  4,  5,  and  6,  and  claimed  in  Claims  1, 
2^  4,  and  5,  were  of  no  utility  and  did  not  effect  the  objects  pointed  out  in  the 
Specification  on  page  2  at  lines  43  to  the  bottom,*  and  page  3,  lines  16  to  26.t 

Lake's  Specification  (No.  17,122  of  1896)  for  "  Improvements  in  metallic 
*'  junction  bozes  and  means  for  uniting  metal  conduit  tubes  thereto  and  to  each 

40  *'  other "  contained  the  following  passage  : — ^'  In  Figure  3  I  have  shown  the 
*^  application  of  a  modified  form  of  my  improved  locking  means  for  uniting 
"  two  armoured  tubes  T  T  through  the  agency  of  a  locking  piece  Q  and  split 
'^  locking  rings  R  R.  P^  is  an  insulating  lining  of  the  locking  piece  6  a(^pted 
**  to  complete  the  insulation  between  the  insulating  linings  P  P  of  the  tubes. 

45  ^^  In  this  case  the  ends  of  the  locking  piece  6  are  internally  screw  threaded  and 
"  the  split  rings  R  R  are  screw  threaded  externally  for  a  part  of  their  length. 
*^  In  coupling  the  tubes  T  T  the  split  rings  R  R  are  first  slipped  over  the  ends 
*'  of  the  pipes  which  are  then  pushed  into  the  locking  piece  6  until  their  ends 
*'  abut  against  the  insulating  lining  P^    Each  split  ring  R  is  then  screwed 

50  '^  tightly  into  the  piece  O  by  means  of  a  pipe  wrench,  thus  effecting  a  firm  and 
"  perfectly  insulated  connection.  The  insulating  ring  P*  may  be  dispensed 
**  with  if  desired  in  which  case  the  piece  G  is  made  without  the  inwardly 
"  projecting  seat  for  the  lining  P^,  so  that  the  tubes  T  T  may  abut  each  against 
"  the  other  and  so  form  a  continuous  insulated  conduit." 

*  Ante,  page  471,  lines  18  to  25.  f  -A-nte,  page  471,  lines  41  to  51, 
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A  model  of  Lakers  device  was  produced  at  the  trial  of  the  action,  and 
marked  J.S.  2. 


Baylias  and  Brown's*  Specification  (No.  2239  of  1903)  for  "  Improvements 
"  relating  to  electric  wiring  for  lighting  and  other  purposes "  contained  the 
following : — "  In  like  manner,  for  the  connecting  or  jointing  of  the  tubes  with 
"  bends,  elbows  and  other  like  fittings,  we  provide  split  and  screwed  clamping 
"  socket-like  ends  upon  the  said  parts  to  receive  the  tubes  in  their  interior  and 
"  the  clamping  nuts  on  the  exterior.  Figure  6  illustrates  such  a  bend,  with  the 
'^  tube  and  clamping  nut  at  one  end  in  position  and  the  similar  tube  and  nut  at 
"  the  opposite  end  detached." 


10 


A  model  of  this  device  was  produced  at  the  trial  and  marked  J.S.  3. 

A  Drawing  given  below,  and  taken  from  the  Rewpondent  Oompany*s  Price 
List  for  1905,  shows  the  device  actually  sold  by  them,  A  model  of  this  device 
was  produced  at  the  trial  and  marked  J.S.  1. 


*  This  Patent  liaa  be«n  reyoke<I.^J.  0^ 
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The  Petition  came  on  for  hearing  on  the  15th  of  November  1905  before 
Mr.  Jngtice  BvcJdeyy  who  held  that  it  was  a  defect  to  use  an  overhung  grip 
alone ;  that,  by  reason  of  the  prior  publication  of  the  methods  of  Lake  and 
Baylies  and  Broum^  the  Patent  was  invalid;  and  that  it  was  therefore 
5  unnecessary  to  consider  the  alleged  inutility  of  the  alternative  forms  of 
bushing.  An  Order  for  Revocation  was  made,  the  Respondents  to  the  Petition 
being  ordered  to  pay  the  costs  of  the  Petition,  but  a  stay,  except  as  to  taxation, 
was  granted  until  after  appeal,  if  notice  of  appeal  was  given  with  seven  days.* 
The  Respondents  to  the  Petition  appealed. 
10      The  appeal  came  on  for  hearing  on  the  3rd  of  May  1906. 

A.  J.  Walter  and  J.  H,  Oray  (instructed  by  Olynne-Jones  &  Co.)  appeared 
for  the  Appellants  ;  Astbury  K.C.  and  J.  0.  Oraham  (instructed  by  Harrison 
and  Davie8y  agents  for  Hooper  and  Ryla^id  of  Birmingham)  appeared  for  the 
Petitioners » the  Respondents  on  the  appeal. 
15  Walter  for  the  Appellants. — In  this  country  it  is  compulsory  under  the  Fire 
Insurance  Companies'  rules  to  have  the  electric  wires  enclosed  ;  exposure  of 
the  wires  may  lead  to  fires  or  to  fatal  accidents.  Screwed  joints  are  the  best 
form  for  continuity  of  fitting,  and  are  necessary  where  damp  is  present,  but 
are  not  required  in  dry  places,  such  as  the  upper  parts  of  houses.    Before  the 

20  Patent,  plain  and  screwed  pipes  of  the  same  diameter  could  not  be  used 
interchangeably  with  the  same  fitting.  The  reason  why  the  invention  has  not 
come  into  general  use  is  that  time  was  needed  to  put  down  plant  for  the  manu- 
&cture.  The  advantage  of  the  split  bushing  is  that  the  fitting  climbs  up  the 
cone  and  tightens  the  grip.      Split  bushings  were  known  before,  but  not 

25  dififerential  split  bushings.  Lake^e  Patent  was  merely  for  uniting  two  tubes  of 
the  same  size.  The  Patentees  had  enlarged  the  split  bushing  of  Lake ;  the 
merit  of  the  idea  consisted  in  appreciating  the  advantages  that  would  result 
from  the  enlargement ;  its  simplicity  made  it  seem  obvious  after  it  was  done. 
Lake's  device  could  not  be  made  into  the  patented  bashing  by  boring  it  out. 

30  Bayliss^s  device  operated  in  the  reverse  way.  The  other  anticipations  do  not 
carry  the  matter  further  than  Lake  or  Bayliss ;  there  was  nothing  before  the 
Patent  that  would  perform  the  functions  of  the  patented  device,  which  gives 
one  permissive  alternatives.  It  was  only  when  the  question'  of  electric  con- 
ductivity arose  that  the  grip  became  important.    The  invention  cannot  be  said 

35  to  be  on  a  high  plane,  but  it  is  useful.  It  is  said  that  larger  fittings  may  be 
used  for  the  larger  pipes  ;  in  that  case  the  fittings  are  more  expensive  and  there 
is  not  the  convenience  of  interchangeability.  Only  a  certain  number  of  wires 
may  be  used  in  a  pipe  of  a  certain  size ;  uniformity  is  an  advantage.  The 
appearance  also  is  of  importance.    There  is  not  the  action  of  the  coned  shoulder 

40  in  Lakers  device,  and  in  that  instance  one  is  dealing  with  a  mere  paper  antici- 
pation. If  a  Patentee  gives  the  public  an  apparatus  that  meets  a  want  it  is 
new  and  useful ;  it  is  wrong  to  argue  back,  and  say  that  people  could  have 
done  it  for  themselves.  [Hayward  v.  Hamilton  (Griflan  115) ;  Vickers  v. 
SiddeU   (7    R.P.C.  292;    L.R.  15  App.    Cas.  496);    Thomson  v.  American 

45  Braided  Wire  Company  (6  R.P.C.  518) ;  Haldm  v.  Hall  (21  R.P.O.  609) ; 
and  Brooks  v.  Lamplugh  (16  R.P.C.  41)  were  referred  to.]  The  fact  that 
the  Petition  has  been  presented  shows  that  the  device  is  wantedf.  The  Patentees 
for  the  first  time  effected  the  object  by  means  of  an  overhung  grip — that  is,  one 
in  which  the  power  is  applied  not  directly  but  by  leverage.    The  question  of 

50  mechanical  strength  is  immaterial ;  electric  conductivity  is  what  is  required. 
One  could  not  attach  a  screwed  pipe  to  Bayliss*s  device,  as  no  pipes  are  screwed 
inside.  [Vickers  v.  SiddeU  CI  R.P.C.  304 ;  L.R.  15  App.  Cas.  502,  per  Lord 
Herschelt),  and  Crane  v.  Price  (1  Webst.  P.O.  408)  were  referred  to.]  The 
patented  device  is  a  new  article  which  serves  the  purpose  for  which  it  was 
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invented.    The  pnrpose  had  not  been  disclosed  before,  and  the  deyice  contains 
all  the  elements  of  invention. 

Gray  followed  for  the  Appellants. — The  question  involved  is  more  than  one 
of  mere  sentiment  or  convenience.  The  invention  enables  the  tubes  leading 
from  a  junction  box  to  be  of  the  same  size  as  the  tube  leading  into  it  The  5 
previous  devices  would  not  enable  titiat  to  be  done.  There  is  evidence  that  it  is 
neat,  and  that  it  required  invention ;  the  insurance  companies  had  wanted 
something  of  the  kind,  and  Mr.  Barnes  was  asked  to  devise  something  and 
was  led  away  by  Lake.  In  a  large  building  a  great  number  of  pipes  and 
couplings  are  required,  and  it  is  very  advantageous  to  be  able  to  have  them  of  10 
uniform  size. 

Astbury  E.C.  for  the  Petitioners. — ^The  Appellants  have  had  ample  time  in 
which  to  establish  the  manufacture  of  their  device  if  it  was  wanted.    On  the 
question  of  validity  the  device  may  have  utility,  but  on  the  question  of  subject- 
matter  it  has  not  such  utility  as  to  make  it  good.    Substantially,  the  argument  15 
for  the  Patent  is  that  one  need  not  use  the  bushing.    There  were  innumerable 
means  of  getting  the  grip,  including  some  in  which  coned  parts  were  used  as  in 
the  Patent.    Many  such  devices  are  to  be  found  in  the  anticipations,  besides 
Lake  and  Bayliss.    It  is  said  that  one  can  use  cheap,  plain  tubing  in  dry  places, 
and  screwed  tubing  in  damp,  but  that  is  not  the  invention.    The  invention  is  to  20 
enable  one  to  connect  an  unscrewed  pipe  to  a  screwed  fitting,  and  that  by  means 
of  a  bushing  that  is  not  constructed  as  a  reducer.    The  form  shown  in  Fig.  6 
does  not  enable  one  to  use  plain  and  screwed  tubes  interchangeably.    The  chief 
object  of  the  patented  device  is  to  enable  one  to  fit  the  conduit  into  the  fitting 
and  get  metallic  contact.    Lakers  device  does  that  and  gives  a  better  grip.    There  25 
is  no  invention  in  making  the  bushing  larger,  to  enable  it  to  take  a  tube  of  the 
same  external  diameter  as  the  internal  diameter  of  the  fitting.    BaylissH  Patent, 
which  belonged  to  the  Petitioners,  was  revoked  on  the-application  of  the  Simplex 
Company.    There  is  no  mechanical  advantage  in  the  overhung  grip.     The 
Patent  is  one  for  not  pushing  in  the  tube  sufficiently  far  in  Lakers  device  to  30 
give  a  direct  grip. 

Oraham  followed  for  the  Petitioners.— In  the  Specification  the  words  "  of 
*'  the  same  size "  refer  to  the  internal  diameters.  If  one  takes  away  what  is 
common  to  Lakers  device  and  the  patented  bushing,  there  is  nothing  left  but 
shape  and  the  matter  of  diameters,  and  there  is  no  invention  in  altering  the  35 
diameters  as  may  be  required.  The  alleged  utility  with  regard  to  the  junction 
boxes  is  immaterial. 

Walter  in  reply, — ^The  words  "  of  the  same  size  "  do  not  refer  to  internal 
diameters,  but  to  corresponding  tubes  and  screws  according  to  the  trade  meaning — 
tubes  being  measured  externally  and  fittings  internally.  The  nearest  suggestion  40 
of  the  patented  device  is  to  be  found  in  Lake,  Bayliss  contemplated  a  different 
thing  altogether  ;  in  his  device  there  are  plain  entrances  only  with  a  screw  on 
the  outside  merely  holding  a  nut.  There  is  no  overhung  pressure  in  Lake^% 
device,  and  no  cone,  although  the  screw  is  tapered.  It  is  said  that  the  bushing 
in  Lakers  device  could  be  bored  out,  but  a  split  bush  is  never  bored  out — it  45 
would  be  too  expensive  ;  a  larger  fitting  would  be  used.  The  coned  shoulder 
is  effective  and  is  an  essential  part  of  the  bushing  ;  without  it  the  grip  could 
not  be  obtained.  The  apparatus  performs  a  useful  function  never  performed 
before. 

The  judgment  of  the  Court  was  delivered  by  Lord  Justice  ROMSR.  50 

ROMBB  LJ. — It  is  often  difficult  to  decide  whether  or  not  there  is  sufficient 
invention  to  support  a  Patent.  On  the  one  hand,  in  cases  where  some  sub- 
stantial and  useful  advance  on  prior  knowledge  is  made,  it  ought  not  to  be  held 
that  there  is  no  good  subject-matter  for  a  Patent,  merely  because  the  way  in 
which  the  advance  was  effected  was  very  simple,  and  after  its  publication  it  55 
may  be  a  matter  of  surprise  how  it  happened  that  the  discovery  was  not  made 
earlier.    On  the  other  hand,  there  should  be  borne  in  mind  the  prejudicial 
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effects  upon  a  trade  which  may  be  caused  by  Patents  being  taken  out  for 
unsubstsmtial  alterations  in  known  machines  or  contrivances,  and  a  Patent 
should  not  be  favourably  regarded  where  it  merely  concerns  a  slight  alteration 
in  part  of  a  known  machine  or  contrivance  in  order  to  effect  a  small  result  of 
6  trifling  or  dubious  utility. 

The  Patent,  the  subject  of  this  appeal,  appears  to  me  to  fall  within  the  class  I 
have  last  mentioned.  Mr.  Justice  Buckley  has  come  to  the  conclusion  that  there 
was  no  such  invention  as  could  form  good  subject-matter  for  the  Patent,  and 
has  given  in  his  clear  judgment  reasons  for  his  conclusion,  which  I  need  not 

10  repeat.  I  need  only  say  that  I  do  not  see  my  way  to  differ  from  him,  and 
havinff  regard  to  what  he  has  so  well  said  I  will  only  add  a  few  observations 
of  my  owur 

The  Patent  concerns  the  use  of  metallic  conduits  for  the  carriage  of  wires 
along  which  electric  currents  are  to  pass.    In  using  such  conduits  it  is  necessary 

15  that  there  should  be  a  complete  electrical  metallic  circuit  through  them,  and  to 
effect  this  a  tight  grip  must  exist  between  the  successive  parts.  This  grip  was 
at  first  obtained  by  making  the  conduits  screwed  at  the  ends,  so  as  to  be  capable 
of  being  screwed  into  each  other,  and  into  the  fittings  which  have  to  be  employed. 
But  these  screw  conduits  are  heavy  and  expensive  as  compared  with  plain 

20  conduits,  and  accordingly  there  was  undoubtedly  room  for  an  invention  which 
would  enable  plain  conduits  to  be  used.  But  before  the  date  of  the  present 
Patent  there  had  been  an  invention  made  and  published  which  answered  the 
need.  By  Lakers  Specification  it  was  shown  how  plain  conduits  could  be  fastened 
together  and  to  fittings  by  a  tight  grip  by  means  of  the  simple  contrivance 

25  known  as  a  split  bush.  This  solved  the  problem  that  had  previously  existed,  and 
in  a  very  satisfactory  and  efficient  manner.  All  that  the  present  Patent  purports 
to  do,  beyond  what  was  done  by  Lake^  is  to  increase  slightly  the  size  of  the 
conduits,  and  to  make  a  corresponding  alteration  in  the  split  bush,  though  with  a 
sacrifice  of  some  tightness  of  grip  afforded  by  the  bush  in  Lake's  Specification. 

30  It  is  said  on  behalf  of  the  present  Appellants  that  this  increase  of  the  size  of 
the  conduits  is  useful,  and  that  to  make  the  necessary  alteration  in  the  split 
bush  required  invention  sufficient  to  support  their  Patent.  In  the  first  place, 
I  find  it  very  difficult  to  believe  that  any  real  advantage  was  obtained  by 
increasing  the  size  of  the  conduit,  especially  when  by  doing  so  the  grip  is 

35  weakened.  In  Lake's  Patent  all  the  conduits  could  be  of  an  uniform  size,  and 
all  the  fittings  could  be  of  an  uniform  size,  though  slightly  larger  in  size  than 
the  conduits.  It  is  said  by  the  Appellants'  Counsel  that  by  their  Patent  use 
could  be  made,  if  desired,  of  the  screw  conduits,  which  would  be  of  the  same 
size  as  the  fittings.    But  it  is  difficult  to  see  why  anyone  should  want  to  use 

40  screw  conduits  when  he  could  use  the  cheaper  plain  conduits.  Moreover,  the 
Specification  of  the  Appellants'  Patent  shows  that  the  object  of  it  was  the  use 
of  plain  conduits,  and  there  is  no  suggestion  of  any  advantage  to  be  obtained  by 
the  use  of  screw  conduits.  I  cannot  help  thinking  that  this  use  of  screw 
conduits  is  a  suggestion  of  the  Appellants'  skilled  advisers  when  hard  put  to  it  to 

45  make  out  some  plausible  advantage  in  their  Patent  over  Lakers,  But  assuming 
that  there  was  some  small  advantage  to  be  obtained  by  having  Lake's  conduit  pipes 
the  same  size  as  the  fittings,  was  there  any  real  difficulty  in  doing  what  the  Appel* 
lants  have  done — ^that  is  to  say,  in  altering  Lake's  split  bush  so  as  to  make  it  fit 
and  grip  the  increased  sized  pipes  ?    I  cannot  think  there  was.    Lake's  inven- 

50  tion  was  part  of  the  public  knowledge,  and  if  a  workman  of  ordinary  intelli- 
gence, knowing  of  that  invention,  had  wished  for  any  reason  or  fancy  in  using 
that  invention  to  have  the  size  of  the  pipes  increased,  so  as  to  be  of  the  same 
size  as  the  fittings,  I  think  he  would  have  had  no  difficulty  in  doing  so  by 
making  an  alteration  in  the  bash.    And  in  altering  the  bush,  I  think  the  most 

55  nauiral  thing  for  him  to  do  would  have  been  to  alter  it  in  the  same  way,  in 
sabstance,  in  which  the  Appellants  have  altered  it.  The  Appellants'  Counsel 
have  tried  to  magnify  the  importance  of  the  sloping  shoulder  in  their  altered 
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/n  ^A^  ifa«tfr  of  WcOerhouie's  PatmU 

bQBb.  Seeing  thai  some  grip  must  be  obtained  and  the  month  of  the  bnah 
must  be  enlarged  to  fit  the  correspondingly  increased  size  of  the  eondnit,  it 
cannot,  in  my  opinion,  be  fairly  said  that  there  was  anything  peculiar  or 
original  in  haying  the  shoulder  sloping,  that  being  a  common  way  of  obtaining 
a  grip,  and  taking  into  consideration  all  the  circumstances  of  this  case,  it  appears  5 
to  me  that  to  support  the  Appellants^  Patent  would  be  unfairly  to  take  away 
from  the  public  the  full  use  to  which  they  were  entitled  of  the  then  public 
knowledge,  and,  in  particular,  of  that  given  by  Lahe^s  Specification.  The  reeuH 
is  that  in  my  opinion  the  appeal  fails,  and  should  be  dismissed  witti  costs. 

WaUer.^Mj  clients  are  desirous  of  taking  this  case  further,  and  unless  your  10 
Lordships  order  otherwise  your  Lordships  Order  will  be  lodged  with  the 
Comptroller.    If  a  Petition  of  appeal  to  the  House  of  Lords  is  presented  within 
a  month  would  your  Lordships  stay  the  lodging  at  the  Patent  Office  of  the 
Order  for  revocation  ?    Otherwise  the  Patent  goes. 

Collins  if./J.— Yes.  15 


In  the  Privy  Council. 

Present:  Earl  op  Halsbury,  Lord  Davby,  Sir  (l.  Wilson,  and 

Sir  a.  Wills. 

June  19th,  1906. 

In  the  Matter  op  Soott*s  Patent  (No.  11,638  of  1892).  20 

Patent  for  treating  or  (ageing  spirit.— Prolongation.— Failure  to  get  the 
patented  invention  taken  up  by  the  trade. 

A  Patent  was  granted  to  S.  for  a  process  qf  "  treating  or  ageing  "  spirit^ 
which  was  chiefly  applicable  to  spirits  distilled  from  grain.     The  Patentee 
applied  for  a  prolongation.    He  had  failed  to  get  the  process  taken  up  by  the  25 
trade,  but  it  was  alleged  that  an  incentive  to  its  use  would  probably  arise  in 
the  future. 

Held,  that  as  the  invention  had  not  been  taken  up  in  the  past,  and  as  there 
was  not  likely  to  be  any  different  experience  in  the  future,  prolongation  should 
be  refused.  ^ 


Vol  XXIII.,  No.  22.]    AND  TRADE  MARK  OASES.  479 

In  the  Matter  of  Scott's  Patent  (No.  11,638  of  1892). 

Oa  the  2l8t  of  Jane  1892  Letters  Patent  were  granted  to  Richard  Olarkson 
Scott  for  an  invention  of  '^  Improvements  in  treating  or  ageing  spirits/' 

Between  September  1894  and  April  1899  Scott  made  and  executed  assignments 
from  time  to  time  of  shares  in  the  Patent.  In  1899  the  Patent  and  all  the 
5  shares  and  interests  therein  were  assigned  to  the  British  Spirit  Process  Ld, 
Scott  and  the  other  persons  interested  received  as  consideration  shares  in  the 
Company.  Prior  to  1899  Scott  worked  the  Patent  in  his  own  name  and  alone  ; 
subseqaently  to  1899  it  was  worked  by  the  Company. 
On  the  27th  of  November  1905  Scott  and  the  Company  presented  a  Petition 

10  praying  for  a  prolongation  of  the  Patent. 

On  the  hearing  of  the  Petition,  Russell  Clarke  (instructed  by  Hctddon^  Wood- 
ward,  and  McLeody  as  agents  for  Oeorge  Thompson  of  Liverpool)  appeared  for 
the  Petitioners ;  the  Attorney-General  (Sir  J.  Lawson  Walton  E.C )  and 
S,  A.  T.  Rotvlatt  appeared  for  the  Crown. 

15  Russell  Clarke  opened  the  Petition. — The  Petitioners  are  without  the  neces- 
sary funds  to  enable  them  to  properly  present  the  petition  and  to  support  it 
witii  accounts  prepared  by  a  qualified  accountant.  The  invention  is  of  a  process 
for  artificially  ageing  spirit,  and  is  chiefly  applicable  to  spirits  distilled  from 
grain.    Ageing  of  spirits  by  storing  in  bond  is  a  well-known  method  of  purifi- 

20  cation.  By  the  Patentee's  process  the  impurities  are  removed  and  the  same 
result  attained.  The  Patentee  has  made  great  efforts  to  exploit  his  invention, 
but  it  is  only  now,  when  public  attention  is  being  directed  to  impurities  in 
whisky,  that  there  is  a  willingness  to  adopt  his  process  The  trade  has  been 
consnrvative  in  regard  to  purifying  by  storing  in  bond.    The  patented  process 

25  is  much  superior  to  the  old  one  of  maturing  in  bond,  and  much  cheaper.  But 
the  use  of  spirit  made  in  the  patent-still  with  an  admixture  of  10  per  cent,  of 
pot-still  spirit  has  tended  to  retard  the  use  of  the  invention.  If  a  reient  decision 
is  maintained  that  spirit  made  in  a  patent-still  may  not  be  sold  as  ^'  whisky  *' 
the  incentive  to  use  the  Patentee's  process  will  be  great.    Pot-still  whisky 

30  requires  to  be  kept  in  bond  for  at  least  two  years  before  it  is  saleable  ;  it  may 

be  rendered  saleable  by  the  Patentee's  process  immediately  after  manufacture. 

A  combination  of  distillers  interested  in  the  patent-still  has  prevented  a  demand 

for  the  use  of  the  process.    The  invention  has  great  merit. 

The  following  witnesses  were  called  on  behalf  of  the  Petitioner : — Robert 

35  Davies  (clerk  to  the  Petitioners'  solicitors)  to  prove  formal  matters ;  Dr.  Thomas 
William  Drinkwate7\  who  proved  that  the  deleterious  ingredients  of  fusel  oil, 
a  constituent  of  whisky,  were  in  part  removed  and  in  part  their  effect  neutralised 
by  the  bonding  of  the  whisky  in  casks  for  at  least  two  years  ;  that  the  Patentee's 
process  applied  either  to  pot-still  or  patent-still  spirits  acted  in  the  same  way 

40  and  in  about  the  same  degree  as  the  bonding  process  ;  that  patent -still  spirit  is 
much  sold  in  a  raw  and  immature  state ;  that  the  trade  had  been  very  con- 
servative in  its  processes^  aad  unwilling  to  change  its  practice.  The  recent 
magisterial  decision  woald  make  a  difference  in  the  attitude  of  the  trade,  since 
the  demand  for  pure  whisky  would  increase.     Richard  Glarkson  Scott^  the 

45  Patentee,  deposed  tliat  he  had  had  great  difficulty  in  exploiting  his  invention. 
During  the  life  of  the  Patent  the  profits  had  been  only  1600/.  He  had  charged 
nothing  in  the  accounts  for  his  efforts  and  time.  The  Attorney -Oeneral  in 
cross-examination  called  attention  to  a  number  of  Patents  from  the  year  ]8G'J 
for  treating  whisky  in  a  way  similar  to  that  of  the  Patentee.    He  also  cross- 

59  examined  to  show  that  the  Patentee  had  not  complied  with  the  rule  as  to 
keeping  accounts. 

Sir  J.  Lawson  Walton  A.Q. — ^The  novelty  of  the  invention  is  exceedingly 
small.  The  Patent  is  valid  but  its  validity  rests  on  very  narrow  grounds.  From 
1869  onwards  numerous  methods  for  cleaning  spirits  and  removing  deleterious 

55  ingredients  have  been  invented  and  protected.  The  efforts  made  by  these 
inventors  to  displace  the  old  time  method  of  maturing  or  purifying  whisky  have 
failed.    No  evidence  has  been  adduced  to  show  that  the  Petitioners  are  more 
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In  the  Matter  of  Scott's  Patent  {No,  11,638  of  1892), 

likely  to  succeed.  Even  assuming  that  the  patent-still  product  had  to  some 
extent  limited  the  Patentee's  operations  nevertheless  he  had  failed  to  induce  the 
pot-still  distillers  to  adopt  his  invention  and  there  is  no  evidence  that  they  are 
at  this  moment  willing  to  do  so.  To  support  the  application  there  must  be 
exceptional  and  distinctive  merit  in  the  invention.  But  the  distinctive  merit  of  5 
this  invention,  compared  with  others  of  the  same  kind,  is  very  slight.  Again  the 
Patentee  is  heavily  in  debt  and  the  application  is  really  in  the  interest  of  his 
creditors.  Further,  he  has  not  presented  the  proper  accounts  to  the  Judicial 
Committee. 
Russell  Clarke  was  heard  in  reply.  10 

The  Earl  op  Halsbury. — Their  Lordships  regret  very  much  that  they  are 
not  able  to  say  that  any  case  has  been  made  out  by  the  Petitioners.  One  cannot 
help  feeling  a  certain  amount  of  sympathy  with  this^nventor,  but  he  has  failed 
to  show  that  if  this  enlargement  of  the  Patent  were  agreed  to  it  would  lead  to 
any  very  different  result  to  what  has  been  going  on  now  for  14  years  and  there  15 
is  nothing  to  lead  their  Lordships  to  suppose  that  there  would  be  any  difference. 
The  Statute  contemplates  the  renewal  of  the  Patent  or  the  prolongation  of  the 
Patent  upon  considerations  such  as  have  not  been  established  to  their  Lordships* 
satisfaction.  The  mere  fact  of  sympathy  with  the  Patentee  is  not  enough  ;  it 
must  be  something  more  than  the  mere  fact  of  there  being  a  good  Patent  and  20 
there  must  be  some  character  of  public  interest  established  in  the  Patent  and  in 
its  usefulness.  As  to  both  topics  it  is  manifest  that  no  one  has  yet  taken  up  this 
Patent :  on  one  occasion  it  was  tried  and  those  who  tried  it  have  not  adopted  it. 
It  is  impossible,  their  Lordships  think,  to  suggest  that  if  the  Patent  was  renewed 
there  would  be  any  different  experience  from  that  which  has  been  established  25 
during  the  last  14  years.  Under  theso  circumstances  their  Lordships  are  not 
able  to  exercise  the  discretion  given  to  them  in  favour  of  the  Patentee. 
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Wertheimer  v.  Stewart,  Cooper  &  Go, 


In  the  High  Court  of  Justice— Chancery  Division. 

Before  Mr.  Justice  Kbkbwioh. 

April  30th,  1906. 

Wertheimer  v.  Stewart,  Cooper  &  Co. 

5  Passing-off. — hijti7*y  to  property, — Mode  of  advertisings-Premium  system  of 
sale.—Similarity  of  newsjmper  advertisements. — Trade  rivalry, — Registration 
refused. 

The  Plaintiff  had  devised  a  novel  but  unregistered  scheme  of  advertising  the 
sale  of  his  packets  of  garden  seeds  by  inserting  in  numerous  newspapers  a 

10  "  stereotyped "  combination  of  lengthy  letterpress  surrounded  by  pictures  of 
objects^  any  one  of  which  he  offered  as  a  premium  to  purchasers.  The  Defendant 
issued  advertisements  in  precisely  similar  form^  including  the  pictures  and  the 
arrangement,  excepting  that  he  substituted  a  new  name  for  the  seeds  and  a 
slightly  different  condition  for  earning  the  premium^  a^id  put  his  trading  name 

15  at  the  foot  of  the  advertisements.    In  an  action  for  an  injunction — 

Held,  tJiat  the  Defe)idant  had  done  nothing  misleading  which  could  injure 
any  property  in  the  Plaintiffs  so  that  no  injunction  could  be  granted. 

The  Plaintiff,  Gallie  Gerome  Wertheimer,  trading  as  Qerams  A  Co.,  had  for 
some  months  carried  on  the  business  of  seedsman  in  Fleet  Street,  London, 
20  and  ^'^  devised  and  carried  out  a  novel  scheme  of  advertising  his  goods,  which 
consisted  in  the  insertion  in  a  very  large  number  of  London  and  provincial 
newspapers,  at  an  expense  exceeding  £1,000,  of  a  "  stereotyped "  combination 
of  lengthy  letter-press  and  pictures  of  objects  which  he  offered  as  prizes  for  the 
sale  of  18  packets  of  his  assorted  seeds  at  4d.  a  packet  within  21  days.  This 
25  advertisement  consisted  of  a  detailed  statement  of  the  offer,  beneath  the 
words 

**  HAPPY  HOME   SEEDS. 
Why  pay  cash  for  seeds? 
We  trust  you," 
30  followed  at  the  foot  by  the  Plaintiff's  name  and  address,  and  surrounded  by  a 
kind  of  framework  of  representations  of  the  objects  given  for  prizes,  e,g.,  a 
concertina,  violin,  camera,  phonograph,  football,  and  so  on.    This  advertisement 
-was  not  registered  as  copyright  or  as  a  design. 

The  Plaintiff  stated  in  his  affidavit  that  he  had  received  and  executed  some 
85  15,000  orders  on  the  terms  of  this  advertisement. 

In  March  1906,  the  Plaintiff  discovered  that  the  Defendant,  Eric  Ansdl,  who 
had  for  8  years  carried  on  business  alone  as  a  general  merchant  under  the 
different  styles  of  **The   British  Pine  Art  Company,"  "Stewart  Cooper  and 
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Wertlmmer  v.  Stewart^  Cooper  A  Co, 

"  Company,"  "  The  Nelson  Manufacturing  Company,"  and  "  The  National  PoBt- 
"  card  Exchange,"  was  employing  a  similar  advertisement  in  newspapers.  The 
Defendant's  advertisement  was  headed  : — 

"EXHIBITION  SEEDS. 

Why  pay  cash  for  seeds  ?  5 

We  trust  you," 
contained  the  name  and  address  of  Stewart  Cooper  A  Go.  at  the  foot,  and  offered 
the  same  prizes  for  the  sale  of  24  packets  at  3d.  a  packet  within  14  days. 
In    other   respects   the   letter-press  and  pictures,  and  the  arrangement  and 
printing  of  the  whole  were  precisely  similar  to  those  of  the  Plaintiff.  10 

It  also  appeared  that  for  his  picture  post-card  business  the  Defendant  offered,  by 
newspaper  advertisements,  to  give  a  nickel  silver  watch  for  selling  72  penny 
post-cards  in  5  weeks,  and  that  some  customers  who  applied  for  this  prize 
received  a  useless  watch  worth  about  Is.  6d.  which  was  known  in  the  trade 
technically  as  a  "  stopper."  15 

The  Plaintiff  on  the  19th  March  19 '^6,  commenced  an  action  for  an  injunction 
to  restrain  the  Defendants  "from  advertising,  or  causing  or  procuring  to  be 
^*  advertised,  or  from  in  any  manner  representing  seeds  sold  by  them  as  the 
"  seeds  of  the  Plaintiff,  and  also  from  in  any  manner  representing  or  causing  or 
"  procuring  to  be  represented,  or  doing  anything  which  shall  tend  to  the  belief  20 
"  that  the  Defendants  are  carrying  on  the  Plaintiff's  business,  and  also  from 
"  employing,  using,  or  circulating  any  notices  or  advertisements  similar  to,  or 
"  only  colourably  differing  from  the  notices  or  advertisements  of  the  Plaintiff," 
and  on  the  30th  of  April  the  Plaintiff  moved  for  an  interim  injunction  in  these 
terms.  25 

The  Plaintiff's  own  evidence  was  not  supported  by  any  evidence  as  to  any 
association  in  the  minds  of  the  public  of  his  form  of  advertising  with  his 
business.  The  Defendant,  on  the  other  hand,  stated  in  his  affidavit  that  being 
struck  with  the  attractiveness  of  the  Plaintiff's  advertisement,  he  instructed  his 
advertising  agent  to  reproduce  it  with  the  alterations  above  mentioned.  30 

On  the  hearing  of  the  motion  Stewart-Smithy  K,C.,  and  Green  (instructed  by 
T,  E.  Crocker)  appeared  for  the  Plaintiff ;  P.  O.  Lawrence^  K.C.,  and  Wheeler 
(instructed  by  Keith  and  Humphries)  appeared  for  the  Defendants. 

Stewart-Smithy  K.C.,  and  Oreen  for  the  Plaintiff.  This  is  an  attempt  to  pass 
off  the  Defendants'  business  as  the  Plaintiff's,  as  it  is  made  to  appear  that  the  35 
Plaintiff  is  the  vendor  of  the  seeds  {Walter  v.  Aahton,  L.R. (1902),  2 Ch.,  282). 
The  Plaintiff  claims  the  right  to  use  any  part  of  the  advertisement.  [Kbkbwich, 
J,,  what  is  the  Plaintiff's  property  that  is  injured  ?]  A  valuable  business  with 
a  reputation.  The  Defendants  have  caused  damage  and  will  be  restrained 
{Johnson  and  Co.  v.  Orr-Ewing  and  Company ^  L.R.  (7  A.C.),  219,  230).  The  40 
Court  will  infer  that  the  Defendants  have  fraudulently  stolen  the  Plaintiff's 
business.    The  name  is  immaterial  where  you  have  unsuspecting  customers. 

Counsel  for  the  Defendants  were  not  called  upon. 

Kbkbwich,  J. — This  is  an  unwarrantable  attempt  to  restrain  rivalry  in  trade, 
and  is  far  and  beyond  what  has  been  done  in  any  case.  45 

This  case  is  a  peculiar  one.      The   Plaintiff   has    invented   or  adopted  a 
peculiar  mode  of  advertisement  for  his  goods — an  advertisement  which  goes 
beyond  the  ordinary  objects  of  advertisements,  because   it    offers  a  premium 
to  those  who  sell  his  goods,  in  the  form  of  a  prize,  provided  they  sell  a 
certain  quantity  of   seeds   at  a    certain  price.     The  Defendant  is  struck  by  50 
the  ingenuity  of  this  form  of  advertisement,  and  he  adopts  the  same  method, 
as  he  is  entitled  to.     But  he  goes  further  than  that.    He  thinks  the  Plaintiff*B 
language  so  good  that  he  actually  adopts  that  language.      Now  it  cannot  be 
too  often  said  that  the    Court  does  not   sit  to  consider  whether,  according    ** 
to  any  high  standard  of  honour,  things   ought  to  be  allowed  or  not    The  55 
Court   only  sits   to   consider  in  these   cases  whether    there    has   been   any 
deviation^   from   the  strict   path   of   honesty,  which  is   reached   by  law— 
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'  whether  there  has  been  in  any  way  anj  tampering  with  bnsiness  or 
property,  taking  ^^basiness*'  as  a  description  of  **  property.'*  Probably  those 
Who  listened  to  this  case  will  not  give  the  Defendant  credit  for  very  good 
t9Ste  in  not  only  following  the  Plaintiff's  method  of  advertisement,  but  in 
5  actually  copying  his  language,  and,  still  further,  not  only  copying  his  language, 
but  adopting  the  embellii^bments  of  his  language,  which  are  striking  and 
have  been  copied  to  the  very  last  particular.  But  unless  that  injures  the 
Plaintiff  in  his  property  it  seems  to  me  to  be  wholly  immaterial  in  a  Court 
of  law.  Now,  how  does  it  injure  his  property  ?  What  is  his  property  ? 
10  He  has  no  property  in  the  advertisement.  Of  course  he  does  not  claim  it  as 
copyright.  He  has  property  in  his  goods ;  in  any  character  by  which  his  goods 
are  known ;  in  any  distinguishing  device  or  name ;  and  he  has  the  right  also  to 
protect  his  own  name.  None  of  these  things,  as  it  seems  to  me,  does  the  Defen- 
dant at  all  offend  against,  so  that  the  Court  can,  in  any  way,  reach  him.  Two  cases 
15  have  been  cited  as  illustrating  the  principle  upon  which  the  Court  proceeds,  and 
the  two  cases  I  think  do  illustrate  the  principles,  and,  at  the  same  time,  show 
that  they  are  not  concerned  with  the  case  in  hand.  One  was  Johnston  v.  Orr- 
Ewing  Jk  Go.  (L.R.  7  App.  Cas.  230X  from  which  a  passage  was  cited  out  of 
Lord  Blackburn's  speech ;  and  two  lines  out  of  the  passage  cited  will  show 

20  directly  how  little  that  case  has  to  do  with  this.  Lord  Blackburn  says  : 
**  Counsel  argued  that  the  plaintiffs  had  no  monopoly  of  elephants,  and  that 
"  their  clients  had  a  right  to  use  them.  So  they  had,  unless  they  used  them  so 
«  as  to  mislead,  or,  at  leasts  to  be  likely  to  mislead  purchasers  as  to  whose  the 
**  goods  were."     That  is  the  principle  upon  which  scores  of  reported  cases 

25  are  founded,  and  upon  which  many  other  cases,  which  are  not  reported,  are 
also  founded. 

But  where  is  the  misleading  here  ?  The  Defendant  no  doubt,  as  I  have 
already  said,  copied  the  Plaintiff's  advertisement,  and  with  it  the  embellish- 
ments which  the  Plaintiff  put  upon  it,  but  that  is  all.    He  does  not  say  in 

90  any  way,  ^^  What  I  am  offering  to  you  are  the  Plaintiff's  goods."  He  does 
not  identify  himself  with  the  Plaintiff.  He  puts  forward  his  own  name  as 
the  advertiser ;  as  the  person  to  whom  orders  are  to  be  given  ;  by  whom  the 
preraiam  is  to  be  paid ;  and  by  whom  of  course  a  profit  on  the  sale  is  to  be 
made.    Just  follow  the  aspect  of  the  case  for  a  moment.    Supposing  the 

35  Defendant,  instead  of  using  these  advertisements  in  this  way,  had  carried 
on  business  next  door  to  the  Plaintiff  and  put  up  a  placard,  ^'I  sell  the 
^  same  seeds  as  my  neighbour  ;  they  are  far  better  than  his,  and  I  offer  them  at 
'*  a  price  which  gives  a  greater  advantage  to  the  purchaser  than  he  does ;  he 
^  only  sells  so  many  packets  for  4d. ;  I  will  sell  so  many  packets  at  3<2.,  and  the 

40  **  prizes  I  offer  are  as  good  as  his."  He  might  put  up  that,  or  an  equivalent 
thing  next  door,  and  it  might  be,  again,  a  question  of  good  taste  whether  it 
was  a  nice  thing  to  do  or  not,  but  what  injury  could  be  caused  to  the  Plaintiff  ? 
It  is  a  mere  question  of  rivalry  in  trade,  as  long  as  people  keep  within  the  bounds 
of  honesty  or  that  which  the  law  interferes  with.    Everything  is  fair  in  trade, 

45  as  it  is  in  war,  though  it  may  not  lead  you  to  adopt  everything  that  you  think 
fair. 

The  other  case  cited  was  a  different  one,  but,  really,  of  the  same  kind.  It  was 
Walter  v.  Aahton  (L.R.  (1902),  2  Ch.  282),  where  the  learned  Judge  came  to  the 
conclusion  that  the  defendant  was  advertising  for  sale  cycles  in  such  a  way  as 

50  to  induce  the  public  to  suppose  that  the  proprietors  of  the  ** Times"  were 
connected  with  that  sale.  But  the  proprietors  of  the  *^  Times  "  have  a  property 
of  their  own  to  look  after,  and  they  did  not  wish  to  be  treated  as  vendors  of 
cycles.  It  was  an  injury  to  them  to  be  so  treated,  and  on  that  ground  the 
learned  Judge  thought  that  the  defendant  ought  to  be  restrained  from  doing 

55  what  he  did.  The  passage  cited  from  Mr.  Justice  Byrne* 8  judgment  on  page 
293  of  the  Report  show^  exactly  what  he  meant.  He  said — **^  The  principle  is 
**  clear  enough.    The  Court  does  not  grant  an  injunction  to  restrain  the  use  of  a 
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"  man's  name  merely  because  it  ie  liable  or  calculated  to  do  him  injury,  but,  if  ' 
"  what  is  being  done  is  calculated  to  injure  his  property,  and  the  probable  eflPect 
"  of  it  will  be  to  expose  him  to  a  risk  or  liability,  then,  if  I  rightly  understand 
"  the  law,  an  injunction  is  the  proper  remedy."    We  may  eliminate  all  that  is 
said  about  exposing  to  risk  or  liability,  because  it  is  not  suggested  here  that  the  5 
Defendant,  by  advertising  himself  as  prepared  to  give  a  prize,  thereby  in  any 
way  exposes  the  Plaintiff  to  any  risk  of  giving  a  like  prize,  or  otherwise  being 
injured.    What  the  passage  was  cited  for  was,  of  course,  the  reference  to  what 
is  being  done  being  calculated  to  injure  his  property.    The  learned  Judge,  of 
course,  meant  injuria  strictly  so  called,  not  damnum  absque  injuria,  which  is  10 
not  actionable.    Here,  no  doubt,  the  Defendant  is,  in  one  sense,  injuring  the 
Plaintiff's  property.    He  is  interfering  with  his  business.    That  is  his  object, 
and  as  long  as  he  does  it  on  proper  lines  it  is  a  creditable  object.     He  wishes  to 
get  the  business  which  the  Plaintiff  has.    The  Plaintiff,  of  course,  is  equally 
desirous  that  the  Defendant  should  not  have  it,  but  if  it  is  not  an  injury  to  his  15 
property,  even  treating  the  business  as  property,  the  remarks  of  the  learned 
Judge  really  have  no  application  to  this  case. 

Then  there  was  one  point  which  I  must  notice.  Both  these  parties  offer 
prixes  to  those  who  take  their  goods,  and  it  appears  that  the  Defendant,  besides 
selling  seeds  on  this  system,  also  sells  post-cards,  and  in  connection  with  them  20 
he  is  said  to  have  given  as  a  prize  a  worthless  watch,  value  Is.  6d.  Now  the 
prize  was  given  as  a  premium  for  selling  65.  worth  of  post-cards.  I  suppose  the 
person  who  received  the  premium  for  that  did  not  expect  to  get  a  valuable 
watch,  but  he  is  discontented  because  he  only  got  one  which  was  worth  I5.  6d. 
and  was  not  gold.  Probably  he  got  as  great  a  prize  as  he  could  reasonably  25 
expect,  but  supposing  he  did  not,  and  supposing  for  the  moment  that  it  was  a 
fraud,  that  is  to  say.  as  between  the  Defendant  and  the  purchaser  of  the  post- 
cards, how  is  the  Plaintiff  injured  ?  The  Defendant  has  been  carrying  on  his 
.  business  in  selling  post-cards,  or,  it  may  have  been,  in  selling  seeds,  on  the 
terms  of  offering  a  prize  and  not  giving  the  proper  prize,  whereas  the  Plaintiff  30 
of  course  says  that  all  receivers  of  prizes  from  him  get  something  very  excellent 
and  well  worth  having.  How  does  that  injure  the  Plaintiff  ?  It  is  rather  the 
other  way  round,  I  should  have  thought.  If  any  deduction  is  to  be  drawn  from 
that  it  is  this — "  Do  not  deal  with  the  Defendant  who  gives  you  bad  prizes,  but 
"  deal  with  the  Plaintiff  who  gives  you  good  ones."  At  any  rate,  I  cannot  see  35 
my  way  to  seeing  how  any  injury  can  accrue  to  the  Plaintiff  from  that.  To  my 
mind  the  motion  fails  entirely.  There  will  be  no  Order  on  the  motion,  except 
that  the  costs  will  be  costs  in  the  action. 
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In  the  Privy  Council. 


Present :  Lord  Maonaghtbn,  Sir  Andrew  Scoble,  Sir  Arthur 
Wilson  and  Sir  Alfred  Wills. 


May  2nd,  1906. 

5  In  the  Matter  of  Cross,  Bbvan  and  Beadle's  Patent. 

Patent. — Petition  for  Prolongation. — Accounts. — Patent  prolonged  for  Jive 
years. 

A  Petition  was  presented  for  Prolongation  of  Letters  Patent  for  **  Improve- 
**  mefits  in  dissolving  cellulose  and  aUied  compounds,^'*    The  invention  consisted  of 

10  ^  ^^w  reaction  producing  a  new  material^  and  for  the  Petitioners  it  was  alleged 
that  the  uses  to  which  the  new  material  could  he  put  had  to  he  ascertained  and 
the  trades  in  them  created^  and  that  therefore^  although  the  merits  of  the  invention 
were  very  great  and  the  Patentees  had  shown  great  industry  in  endeavouring  to 
get  the  invention  taken  up,  they  had  not  received  adequate  remuneration.     The 

15  Accounts  ificluded  matters  relating  to  suhsequent  Patents  takefi  out  hy  the 
Patentees  atid  included  accounts  relating  to  tlve  sale  of  foreign  Patents  and  the 
accounts  of  certain  licensed  companies  in  which  the  Patentees  ?ield  a  considerable 
interest.  The  Patentees  alleged  that  there  had  been  a  loss  on  English  business 
taken  alone.      For  the  Crown^  it  was  objected  that  the  Accounts  were  not 

20  sufficiently  clear  and  in  particular  did  not  distinguish  between  ea^^enditure  in 
respect  of  the  Patent^  and  that  in  respect  of  subsidiary  Patents  subsequently 
taken  out  by  the  Patentees ;  and  that  it  was  not  sJwwn  that  there  was  a  loss  on 
the  English  business  taken  alone,  and  that  the  Patentees  luid  not  fulfilled  their 
duty  to  present  dear  Accounts. 

25  Held,  that  (hough  the  Accounts  were  at  Jirst  sight  rather  confusing,  the 
Board  were  satisfied  after  explanations  and  after  consideration^  that  the 
Accounts  tvere  sufficient,  and,  the  invfintion  being  of  great  merit,  the  Patent  was 
prolonged  for  Jive  years. 

On  the  7th  of  May  1892,  Letters  Patent  (No.  8,700  of  1892)  were  granted  to 

30  Charles  Frederick  Cross,  Edward  John  Bevan  and  Clayton  Beadle  for  an 

inyention  of  '^  Improvements  in  dissolving  cellulose  and  allied  compounds.'' 
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The  Complete  Specification  was  as  follows : — 

'*  Cellulose  in  its  various  forms  is  attacked  and  dissolved  by  certain  reagents, 
^*  some  of  which  bring  about  chemical  modifications  more  or  less  profound, 
**  others  appear  to  dissolve  in  the  more  simple  way,  t.^.,  without  sensible 
*'  modification.  One  of  these  solutions  of  cellulose,  viz.f  that  produced  by  an  5 
**  ammoniacal  solution  of  oxide  of  copper,  has  received  important  technical 
**  applications,  at  the  same  time  these  are  limited  by  reason  of  the  properties  of 
**  the  solutions,  by  the  nature  of  the  solvent,  and  by  the  cost  of  production. 

*<  We  have  devised  a  method  of  dissolving  cellulose  as  the  result  of  a  reaction 
*^  brought  about  by  means  of  reagents  of  relatively  low  cost  and  yielding  a  10 
*^  product  available  by  reason  of  its  properties  for  a  large  number  of  useful 
"  purposes. 

*^  It  is  well  known  that  when  cellulose  in  any  of  its  fibrous  forms, — »>., 
*'  bleached  cotton  or  flax — is  treated  with  strong  solutions  of  the  caustic  alkalies, 
<<  the  effect  of  ^  mercerisation  *  is  produced,  the  fibres  swell  up  considerably  and  15 
*^  become  transparent,  as  a  result  of  combination  with  both  alkali  and  water 
**  (hydration).  If,  now,  the  mercerised  fibre  or  compound  of  cellulose  with  alkali 
^<  and  water,  is  exposed  to  the  action  of  carbon  disulphide,  reaction  ensues,  the 
^*  fibres  swell  up  still  further,  until  finally  they  are  completely  gelatinised,  and 
^'  in  this  condition  the  product  is  entirely  soluble  in  water.  The  solution  so  20 
^*  obtained  is  of  a  yellow  colour  and  extremely  viscous.  In  carrying  out  this 
*^  treatment  on  the  manufacturing  scale  we  employ  as  our  raw  material  any  of 
**  the  forms  of  cellulose  such  as  that  obtained  from  flax,  rhea,  hemp,  wood,  or 
^'  bleached  cotton  in  any  of  its  forms.  We  impregnate  the  material  in  any 
*^  convenient  way  with  a  solution  of  caustic  soda  of  fifteen  per  cent,  strength,  ue^  25 
"  containing  about  12  */,  by  weight  of  the  oxide  Na^O,  having  removed  the 
*^  excess  of  the  solution  by  squeezing  or  by  means  of  a  centrifugal  machine  we 
**  expose  the  material,  retaining  from  3  to  4  times  its  weight  of  the  solution  and 
*'  therefore  from  40  to  50  ^/^  of  its  weight  of  the  alkali,  Na^O,  to  the  action  of  the 
*^  carbon  disulphide  in  a  closed  vessel  or  chamber  employing  from  30  to  30 
**  40  per  cent,  (of  the  weight  of  the  cellulose)  of  the  disulphide.  In  from  3  to 
*^  5  hours  at  the  ordinary  temperature,  the  reaction  is  complete  and  the  product 
"  ready  for  solution  in  water.  Owing  to  the  great  viscosity  of  the  product  the 
**  process  of  solution  requires  to  be  aidei  by  stirring.  This  solution  contains  in 
**  addition  to  the  derivative  of  cellulose,  thus  obtained  dissolved,  products  of  the  35 
'^  interaction  of  the  alkali  and  the  disulphide.  For  a  number  of  applications  of 
**  the  solution,  the  presence  of  these  by-products  is  unobjectionable,  but  they 
**  may  be  to  a  great  extent  removed,  or  they  may  be  converted  into  colourless 
**  compounds  in  solution,  by  treatment  to  be  subsequently  described. 

^*  The  soluble  derivative  of  cellulose  has  the  property  of  becoming  reconverted  40 
^'  into  cellulose  (1)  spontaneously,  i.^.,  on  long  standing,  (2)  on  heating  the  soln- 
*^  tion  at  80-100**  C,  (3)  by  treatment  of  the  solution  with  oxidising  agents. 
"  If  the  solution,  for  instance,  be  poured  on  to  any  surface  and  evaporated  to 
*^  dryness  at  100"*  C.  a  transparent  skin  or  film  is  obtained  from  which  the 
**  alkaline  salts  may  be  removed  by  washing,  treatment  with  dilute  acid,  and  again  45 
**  washing.  The  final  product  thus  obtained  has  all  the  ohanicteriBtics  of 
'<  cellulose ;  more  especially  as  regards  resistance  to  the  action  of  solvents, 
*'  alkaline  solutions  and  oxidising  agents.  This  modification  of  cellulose  may 
**  also  be  deposited  upon  textile  fabrics,  yam  or  cloth,  or  may  be  employed  to 
^  coat  wire  or  metal  gauze,  and  for  a  large  number  of  other  useful  purposes*   50 

^  The  crude  solution  may  be  treated  in  various  ways  for  the  modification  or 
*^  elimination  of  the  by-products  of  the  reaction  and  the  preparation  of  colourless 
**  or  nearly  colourless  solutions ;  of  these  we  may  instance  the  following: — 
**  (1)  Acidification  with  certain  ^  weak  *  acids,  such  as  carbonic,  acetic,  and 
<<  lactic  acids ;  and  removal  of  the  hydrogen^ulphide  resulting  from  their  action  &5 
^tj  passing  a  stream  of  air  though  the  solution.  (2)  The  addition  of 
**  sulphurous  acid,  in  the  proportion  of  one-half  to  three-fourths  of  the  qtiantity 
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'^  eqaiyalent  to  the  caustic  soda  nsed  in  the  preparation  of  the  solution.  By  this 
**  reaction  thiosnlphate  (hypoenlphite)  of  CK^a  and  other  colonrlefiB  prodncts  are 
•*  formed  and  a  practically  colonrlesa  solntion  resHlts,  showing  none  of  the 
"  reactions  of  snlphides.  The  sulphurons  acid  may  be  added  as  snch,  ue.  in 
5  **  aqneons  solntion,  or  a  concentrated  solution  of  an  alkaline  bisulphite  may  be 
"  employed  where  it  is  necessary  to  avoid  nndne  dilution  of  the  solution. 
"  (3)  Lastly,  the  cellulose  derivative  itself  may  be  precipitated  by  the  addition 
"  of  brine ;  the  precipitate  washed  with  brine  to  further  remove  the  alkaline 
**  salts,  the  washed  precipitate  then  freed  as  far  as  possible  from  residual  brine 
16  **  by  pressing  or  otherwise. 

"  The  purified  product  thus  obtained  has  a  greenish,  white  colour,  and 
"  dissolves  in  water  to  a  nearly  colourless  solution  having  the  properties  of 
^  the  original  solution.  For  special  purposes  alcohol  may  be  employed  as 
**  the  precipitating  agent,  the  treatment  being  similar  to  that  employed  in  the 
15  "  case  of  the  brine.  By  this  device  the  alkaline  by-products  are  much  more 
"  completely  removed,  and  the  final  product  may  be  considered  as  the  pure 
"  cellulose  derivative. 

**  We  would  point  out  that,  although  the  reaction  carried  out  upon  the  pure 
**  cellulose  and  under  the  conditions  above  specified  gives  a  product  )ntirely 

30  ^'  soluble  in  water,  this  is  not  the  case  with  many  of  the  raw  fibrous  materials 
'^  of  the  vegetable  kingdom  and  compound  or  mixed  celluloses.  These 
**  substances  are  likewise  attacked  under  the  treatment,  and  on  treatment  with 
"  water  break  up  into  a  mixture  of  soluble  derivatives  of  the  character  already 
"  described  and  undissolved  fibres  or  cells.  Thus,  esparto  grass  and  straw,  when 

25  ^  heated  first  with  the  strong  alkali  solution  and  then  exposed  to  carbon 
"  diRulphide,  are  completely  disintegrated,  and  the  mass,  when  treated  with  water, 
^  gives  a  thick  pulp  or  magma  consisting  of  dissolved  cellulo  se  derivatives  and 
"  undissolved  fibres  and  cells.  This  mixture  is  available  for  special  purposes. 
**  It  will  be  evident  that  the  results  herein  described  are  similarly  obtained  with 

30  **  the  equivalent  alkali,  caustic  potash,  that  is,  under  the  joint  action  of  thid 
*' alkali  in  strong  aqueous  solution  and  of  carbon  disulphide,  cellulose  is 
"  converted  into  a  derivative  soluble  in  water.  The  solution  of  cellulose, 
**  resulting  as  it  does  from  the  simultaneous  action  of  alkali,  water,  and  carbon 
**  disulphide,  it  is  evident  that  the  mode  of  applying  these  rei^nts  to  the 

35  **  cellulose  may  be  varied  at  will  and  accordance  to  circumstances." 

The  Patentees  claimed  *'  the  treatment  of  fibrous  and  cellular  materials  of 
*^  the  vegetable  kingdom  by  the  means  and  for  obtaining  the  results  substantially 
"  as  described." 
On  the  2nd  of  November  1905,  the  Patentees  and  the  Viscose  Syndicate 

40  Ld.,  and  the  Viscose  Development  Company  Ld.^  presented  a  Petition  for 
Prolongation  of  the  Patent. 

The  Petition,  after  stating  that  the  Patentees  had  expended  a  great  amount  of 
time  and  thought  on  the  subject  of  cellulose,  and  had  carried  out  a  great  deal  oT 
original  work  in  investigations  as  to  its  properties,  uses,  and  modes  of  preparation, 

45  contained  (inter  alia)  the  following  allegations  :— 

•'2.  Cellulose  is  one  of  the  most  widely  distributed  substances  in  the  vegetable 
**  kingdom,  and  forms  the  constituent  part,  and  structural  basis,  of  all  vegetable 
••  organisms,  and  its  use  in  the  arts  as  the  basis  of  the  manufacture  of  paper,  calico, 
•*  cotton  goods,  gun-cotton,  and  the  more  modern  applications  of  celluloid,  and 

50  **  similar  homy  bodies,  is  enormous.  3.  For  the  use  of  cellulose  in  the  arts  it  is 
**  necessary  that  some  solution  of  the  same  should  be  prepared,  as  cellulose  is  a 
•*  body,  which,  under  ordinary  conditions,  is  insoluble  in  water.  4.  Prior  to  the 
"  date  of  the  Letters  Patent  in  question  in  this  Petition  metiiods  had  been  used 
**  for  the  solution  of  cellulose  which  had  received  considerable  application  in 

55  "  the  arts.  Such  processes  were  costly,  and  some  of  them  were  very  dangerous, 
**  owing  to  the  explosive  nature  of  the  bodies  produced  in  the  course  of 
•*  manufacture." 
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The  Petition  then  stated  the  three  earlier  methods  of  dissolving  or  coUoidising 
cellulose  for  utilisation  in  the  arts,  and  the  applications  of  such  methods  in  the 
arts,  and  continued  : — **  9.  Your  said  Petitioners,  GrosSj  Bevan  Jk  Beadle^  as  a 
*'  result  of  lengthened  investigation,  discovered  what  they  believe  to  be  an  abeo- 
"  lutely  new  and  highly  valuable  means  for  obtaining  cellulose  in  a  condition  5 
^*  particularly  suitable  for  use  in  the  arts,  and  soluble  in  >vater,  viz.,  they  first 
^^  treated  the  fibrous  and  cellular  materials  with  a  caustic  alkali,  producing 
"  results  which  were  well  known  as  *  Mercerisation,'  and,  when  the  fibrous 
"  materials  were  in  this  condition,  they  acted  upon  the  material  thus  obtained 
"  with  carbon  bisulphide,  and  obtained  a  soluble  derivative  of  cellulose  which  10 
"  possessed  the  property  of  being  readily  re-converted  into  cellulose.  By  this 
"  process  soluble  cellulose  was  readily  and  cheaply  produced,  and  a  great 
^^  technical  advance  made  over  former  processes 

**  11.  Your  Petitioners  also  obtained  Patents  for  their  said  invention  in  the 
*'  following  foreign  countries,  viz.,  France,  Belgium,  Italy,  Germany,  Austria,  15 
"  Hungary,  America  and  Canada,  and  subsequently  in  Spain,  Portugal,  Sweden 
^^  and  India 

*^  12.  Your  said  Petitioners  immediately  after  they  had  taken  out  the  said 
*'  Letters  Patent  commenced  to  endeavour  to  get  the  same  taken  up,  and  to 
'*  apply  their  said  invention  to  the  very  large  number  of  uses  to  which  it  can  be  80 
^*  applied.    13.  Amongst  the  uses  to  which  the  said  invention  has  been,  and  can  be 
**  applied,  are  (1)  Engine  sizing  paper  and  boards ;  coating  and  surface  sizing 
**  paper  and  boards.  (2)  (a)  Sizing  and  finishing  of  cotton  yarns  and  textiles  and 
'<  (B)  the  printing  of  such  textiles,  the  viscose  serving  as  vehicle  for  the  applica- 
'*  tion  of  pigment  colours.    (3)  For  producing  a  film  or  glaze  of  cellulose  upon  25 
*^  yams  and  textile  cloths,  the  yams  being  thus  made  to  imitate  horsehair,  and  the 
"  filmed  cloths  being  used  as  book  cloth  and  window  blind  cloths.  (4)  A  special 
'*  textile  finish  applied  to  flax  belting  rendering  it  inextensible  and  unaffected  by 
"  atmospheric  influences,  which  application  is  used  for  ordnance  purposes  by 
"  Your  Majesty's  War  Ofl&ce  and  by  ordnance  manufacturers.    (5)  The  viscose  30 
'^  is  used  to  replace  starch  glue  or  other  cementing  materials ;  an  important 
'*  application  being  its  use  in  the  bookbinding  art.    The  cellulose  regenerated 
**  from  the  viscose  may  be  made  to  take  any  form  required,  and  the  following 
**  are  produced  :  (1)  In  continuous  length  and  of  any  required  minute  dimensions, 
**  the  products  constituting  artificial  silk  or  in  the  coarser  forms  a  yam  known  as  35 
'^  monofil.    (2)  In  films  or  sheets.    These  are  cast  in  special  forms,  and  are 
'^  employed  (A)  as  an  automatic  air-tight  covering  for  bottles,  jars,  &c. ; .  (b)  in 
**  the  form  of  tubes  the  pure  cellulose  is  used  as  a  dialysing  medium.    (3)  The 
**  cellulose  is  set  in  masses  of  any  required  dimensions  or  shape,  which  may 
''  be  either  pure  cellulose,  and  more  or  less  transparent,  or  may  be  coloured,  40 
^  or  again,  the  cellulose  may  be  used  as  the  basis  of  mixed  agglomerates  ;  these 
"  agglomerates  are  known  in  the  trade  as  viscoid.     14.  Your  said  Petitioners 
**  who   were  carrying  on  the  practice  of  their  profession  as  consulting  and 
**  analytical    chemists    aforesaid,  were    not    themselves    manufacturers,    and 
^^  approached  at  once  manufacturers  of  their  acquaintance  for  the  purpose  of  45 
*^  having  their  said  invention  practically  tried  and  developed  in  works,  and  gave 
^'  certain  interest  and  rights  to  manufacture  to  the  manufacturers  who  first 
^'  assisted  them  as  aforesaid,  as  will  appear  in  the  Accounts.     15.  For  the 
*^  purpose  of  obtaining  working    capital  to  push  their  invention  your  said 
*'  Petitioners,  with  the  assistance  of  their  friends,  registered  the  petitioning  50 
*'  Company,  the  Viscose  Syndicate  Limitedy  on  the  4Ui  January  1894,  taking 
"  shares  in  the  Company  as  the  chief  consideration  for  the  assignment  of  the 
*^  said  Letters  to  the  said  petitioning  Company.     Your  said  Petitioners  have 
'^  throughout  acted  in  the  management  of  the  said  Company,  and  have  retained 
*<  their  shares  in  the  same,  and  have  increased  their  original  holding  of  shares  in  55 
^^  the  said  Company,  and  are  the  principal  shareholders  in  the  said  petitioning 
**  Company.    Full  particulars  of  the  agreements  and  shareholding  in  relation  to 
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**  the  said  Company  will  be  furnished  with  the  Accounts.  16.  The  said  petitioning 
•*  Company,  under  the  management  of  the  inventors,  proceeded  to  interest 
^'  manufacturers  in  the  various  trades  to  which  the  invention  was  applicable,  and 
**  a  large  number  of  licenses  were  granted  to  various  firms  and  companies,  full  par- 
5  **  ticulars  of  which,  and  the  moneys  received  from  the  licensees,  will  appear  in  the 
**  Accounts.  17.  The  said  petitioning  Company  also  acquired  at  Erith,  works  for 
^^  the  purpose  of  developing  the  manu&cture  of  viscose  by  the  patented  process,  and 
'*  with  the  object  of  extending  this  branch  of  the  business  a  company  was  formed 
**  on  the  19th  July  1897,  called  the  BHtish  Viscoid  Company  Ld.,  with  a  nominal 

10  **  capital  of  £15,000,  who  acquired  the  branch  of  theViscose  Syndicate's  business 
^^  dealing  with  the  manufacture  of  viscoid  agglomerates.  Full  accounts  of  this 
**  company  will  also  be  furnished  with  the  Accounts.  18.  With  a  view  to  further 
**  develop  the  manufacture  under  the  said  Letters  Patent,  there  was  registered  on 
*'  the  23rd  April  1898  a  company,  called  the  Manchester  Viscose  Company  Ld.y 

15  *'  with  a  nominal  capital  of  £10,000.  Full  accounts  of  this  company  will  also  be 
**  furnished  with  the  Accounts.  19.  An  important  application  of  the  viscose 
"  produced  by  the  patented  process  was  rendered  possible  by  the  inventions  of 
"one  C.  R.  Steam,  and  one  C.  F.  Topham,  of  means  for  treating  and  spinning 
^  the  viscose  so  as  to  produce  threads  known  as  artificial  silk,  and  the  said 

20  **  petitioning  Syniicate  granted  a  license  to  a  company  called  the  Viscose 
*•  Spinning  Syndicate  Ld.,  which  had  been  formed  to  purchase  the  Patents  of  the 
"  said  C  H,  Steam  and  the  said  G,  F.  Topham,  and  to  work  under  this  license, 
"  and  under  licenses  for  other  European  comitries.  The  said  company  was 
"registered  on  the  3 1st   May  J 899,  with  a  nominal  capital  of  £5,007.    Full 

25  "  particulars  of  the  moneys  received  from  the  said  Spinning  Syndicate  will 
"  appear  in  the  accounts.  20.  With  the  object  of  centralising  the  various 
"  businesses  which  had  been  created,  and  placing  all  the  businesses  under  one 
"  company,  a  company  called  the  Viscose  Development  Company  Ld.  was 
"  registered  on  the  28th  June  1902,  with  a  nominal  capital  of  £35,000,  and  this 

30  *'  company  acquired  the  business  of  the  British  Viscoid  Company  Ld.,  and  the 
"  English  business  of  the  Manchester  Viscoid  Company  Ld,,  and  of  the 
**  petitioning  Company,  the  Viscose  Syndicate  Ld.,  and  became  the  registered 
"  1^^  owners  of  the  Letters  Patent  in  question  in  this  Petition.  Full  particulars 
*<  of  the  agreements  and  accounts  of  the  Viscose  Development  Company  Ld.  will 

35  "  appear  in  the  Accounts.  21.  Throughout  the  whole  life  of  the  Rttent  the 
"  Patentees  and  the  aforesaid  companies,  who  have  been  interested  thereunder, 
"  have  spared  no  efforts  to  extend  the  use  of  the  patented  invention.  A  great 
^'  many  trade  difficulties  and  prejudices  had  to  be  overcome,  and  in  some  of  the 
'*  branches  of  the  business  fair  returns  have  been  received  for  the  use  of  the 

40  "  invention,  but  in  others,  up  to  the  present  time,  no  adequate  return   has 

"  been  received  or  serious  losses  have  still  to  be  reduced,  and  though  no  charge 

^  is  made  in  the  accounts  for  the  personal  attention  and  supervision  of  the 

"  Patentees,  no  adequate  remuneration  has  been  received  for  the  said  invention.'* 

The  Accounts  presented  were  very  full,  occupying  98  pages  of  print.    The 

45  scheme  of  them  was  as  follows  : — There  was  first  a  general  account  showing  all 
the  expenditure  and  receipts  of  the  Patentees  from  the  date  of  the  invention  to 
the  31st of  March  1906.  This  showed  as  to  English  business  a  loss  of  £2,255 18s.  4d., 
but  a  profit  on  foreign  business  of  £4,001  10s.  lOd.,  the  balance  of  the  profit  on 
the  general  account,  viz.,  £1,745  12s.  6d.,  being  carried  into  the  general  summary 

50  of  accounts.  The  Viscose  Syndicate  Ld.  was  formed  in  or  about  January  1894, 
and  acquired  the  Patents  and  the  business  relating  thereto  as  from  the  4th  of 
January  1894^  the  holding  of  the  Patentees  in  the  issued  shares  of  the  company 
being  over  50  per  cent,  in  nominal  value  of  the  shares.  The  Accounts  contained 
a  detailed  account  of  the  expenditure  and  revenue  of  the  company  relating 

55  to  the  Patent  both  in  respect  of  English  and  foreign  business,  and  the  total 
profits  on  English  business,  viz.,  £2,197  17s.  7d.,  and  on  foreign  business,  viz., 
£2,312  9s.  3d.,  were  carried  into  the  general  summary.     There  was  also  a 
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mannfacturing  acconnt  of  the  Viscose  Syndicate  Ld.  from  January  1st  to  June 
28th  1902,  on  which  there  was  a  loss  of  £109  18s.  2d.  carried  to  the  general  sum- 
mary. In  1897  the  British  Viscoid  Company  Ld,  had  been  formed  to  manufacture 
certain  articles  under  the  Patent.  This  company  worked  under  a  license,  but 
the  Patentees  were  shareholders,  and  the  accounts  of  the  manufacturing  business  5 
of  this  company  were  set  out,  a  loss  being  shown.  The  Manchester  Viscose  Co^n- 
pany  Ld.  was  a  company  formed  to  manufacture  certain  other  articles,  and  the 
Patentees  were  also  shareholders  in  this  company,  and  its  accounts  were  set  out, 
a  loss  being  shown.  The  Viscose  Development  Company  Ld.  was  formed  to  take 
over  the  businesses  of  the  two  last-mentioned  companies,  which  thereupon  ceased  10 
to  exist,  and  also  of  the  Viscose  Syndicate  Ld.  which,  however,  still  continued  to 
exist  and  held  nearly  32,000  fully  paid  up  shares  in  the  Viscose  Development 
Company  Ld.^  out  of  an  issued  capital  of  35,000  shares.  The  Patentees  were 
therefore,  by  reason  of  their  interest  in  the  Viscose  Syndicate  Ld.j  beneficially 
interested  to  the  extent  of  about  a  moiety  of  the  shares  in  the  Viscose  Develop-  15 
ment  Company.  The  accounts  of  the  Viscose  Development  Company  Ld.^  from. 
the  28th  of  June  1902,  to  the  31st  of  March  1906,  were  set  out,  and  showed 
a  loss  on  English  business  of  £93  6s.  5d.,  and  on  manufacturing  account^ 
of  £2,058  13s.  lid.,  which  losses  were  carried  to  the  general  summary. 
The  general  summary  of  accounts  showed  that  taking  the  losses  and  profits  20 
of  the  Patentees,  the  Viscose  Syndicate  Ld.^  and  the  Viscose  Development 
Company  Ld.y  there  was  a  balance  of  profit  of  £3,994  Os.  lOd.,  but  this  result 
was  only  obtained  by  bringing  into  the  accounts  of  the  Patentees  the  above- 
mentioned  profit  of  £4,001  10s.  lOd.  on  foreign  business,  and  the  above- 
mentioned  profit  of  £2,312  9s.  3d.  of  the  Viscose  Syndicate  Ld.  on  foreign  25 
business ;  so  that  if  these  sums  had  been  excluded,  the  summary  would  have 
shown  a  loss  of  about  £2,300,  apart  from  the  losses  by  the  two  licensed 
companies,  British  Viscoid  Company  Ld.j  and  Manchester  Viscose  Company 
Ld.  If  such  losses  were  brought  in,  a  total  loss  of  £10,229  4s.  was  shown. 
It  was  explained  during  argument  that  these  two  companies  had  been  treated  30 
specially  in  the  Accounts,  and  difi'erently  from  the  other  licensees,  owing  to  the 
Patentees*  interest  in  them.  Grounds  of  objections  to  the  prolongation  of 
the  Patent  were  delivered  by  the  Winterhottom  Book  Cloth  Company  Ld.^ 
licensees  under  the  Patent,  and  the  Salford  Dyeing  and  Finishing  Company 
Ld.y  a  subsidiary  company,  but  at  the  hearing  the  opposition  was  not  persisted  35 
iu. 

T.  Terrelly  K.C.,  and  A.  J.  Walter  (instructed  by  Pritchardy  Englefleldand  Go.) 
appeared  for  the  Petitioners ;  The  Solicitor-Qeneral  (Sir  Wm.  Bobsony  K.C.) 
and  S.  A.  T.  Rowlaft  appeared  for  the  Crown ;    and  Bousfieldy  K.C.,  and 
D.  Fulton  (instructed  by  Pennington  and  Son)  appeared  for  the  Winterbottom  40 
Book  Cloth  Company y  Ld.,and  the  Salford  Dyeing  and  Finishing  Company y  Ld. 

Terrelly  K.C.,  for  the  Petitioners,  explained  the  nature  of  the  invention,  and 
continued  : — Mercerisation  of  cellulose  was  well  known,  but  it  was  not  suspected 
that  mercerised  cellulose  could  be  so  treated  as  to  be  soluble  in  water ;  this 
was  the  step  which  the  invention  made,  and  it  was  done  by  treating  the  45 
mercerised  cellulose  with  disulphide  of  carbon.  A  new  reaction  was  obtained 
and  a  new  material  produced.  It  was  necessary,  however,  to  make  a  maricet  for 
the  new  material ;  in  fact,  the  uses  for  it  had  to  be  created  ;  that  is  why  it  ia 
only  DOW  possible  to  appjy  it  to  its  various  uses.  In  no  case  has  such  a  remark- 
able invention  come  before  the  Board.  The  accounts  show  the  attempts  to  put  50 
the  invention  into  practice.  There  has  been  no  exploitation  of  the  invention  ih 
a  Stock  Exchange  sense.  Great  industry  has  been  displayed  in  developing  the 
invention  ;  as  uses  of  the  new  material  were  discovered,  companies  with  small 
capitals  were  formed  to  work  them.  [Various  articles  were  shown  to  the 
Board  as  illustrations  of  the  application  of  the  new  material  in  the  arts.]  At  55 
first  sight  there  would  appear  from  the  Accounts  to  be  a  profit,  apart  from  the 
losses  of  the  British    viscoid  Comvany  Ld,y    and    the    Manchester   Viscose 
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Company  Ld. ;  bnt  this  is  not  bo  if  the  profits  on  foreign  Patents  are  not 

included.    Moreover,  the  Patentees  have  made  no  charge  for  their  time  or 

trouble.      It  has  only  been  possible  to  develop  the  invention  oommercially 

within  the  last  year  or  two.    The  case  is  an  unique  one,  and  on  any  view  of  the 

5  Accounts  it  is  submitted  that  a  case  for  prolongation  is  shown. 

Bousfieldf  E.C.,  for  the  said  licensees  supported  the  Petition. 

The  following  witnesses  were  called,  namely,  G.  Barker^  to   prove  due 

advertisement  of  the  Petition,  and  to  produce  the  Letters  Patent ;  Sir  WiUiam 

Ramsay t  who  gave  evidence,  as  to  the  Poitentees  being  known  as  the  chief  investi- 

10  gators  in  the  subject  of  cellulose,  and  as  to  the  nature  of  the  invention,  stating 
that  by  the  reaction  a  new  body,  cellulose-sulpho-carbonate  of  sodium  was 
formed,  soluble  in  water,  whose  properties  were  unknown ;  that  the  invention 
was  of  the  greatest  possible  utility,  but  was  not  one  which  could  be  brought  at 
once  into  commercial  use  ;  A.  Taylor^  of  the  firm  of  Sargent^  Page  and  Taylor^ 

15  char^red  accountants :  O.  F.  Crosa^  one  of  the  Patentees,  and  H.  O.  TeUey^ 

one  of  the  managing  directors  of  Samuel  Oourtauld  and  Co.   Ld.^  which 

company  were  licensees  under  the  Patent,  and  had  erected  works  for  the 

manufacture  of  artificial  silk  by  the  viscose  process. 

The  Solicitor  Oeneraly  for  the  Crown,  being  asked  by  the  Board  to  state  the 

20  view  which  the  Crown  took,  addressed  the  Board  immediately  after  the  re-exami- 
nation of  the  two  witnesses  first  mentioned  : — ^The  Accounts  are  not  presented  in 
snch  a  way  as  to  show  whether  the  Ritentees  have  been  adequately  remunerated. 
They  refer  to  subsequent  Patents,  as  well  as  that  of  which  prolongation  is 
sought ;  and  the  expenditure  includes  expenditure  relating  to  experiments  in 

25  connection  with,  and  the  development  of  subsequent  inventions.  Further, 
taking  the  whole  group  of  Patents,  the  Accounts  do  not  enable  one  to  see  what  it 
is  that  is  dealt  with  in  them.  A  profit  is  only  turned  into  a  loss  by  bringing  in 
the  loss  by  two  licensees;  whereas  there  were  other  licensees,  and  there  is  no 
statement  as  to  their  profits  or  losses.    [Lord  Macnaghtbn.— What  have  the 

30  Patentees  to  do  with  tiie  profits  or  losses  of  the  licensees?]  At  all  events,  either 
all  should  be  brought  in  or  all  excluded.  Ignoring  the  licensees,  there  is  a 
substantial  profit.  If  the  profits  of  the  Viscose  Spinning  Syndicate  Ld.  were 
brought  in,  the  Accounts  would  show  that  large  profits  were  made.  Section  25, 
sub-section  4,  of  the  Patents  &c.  Act,  1883,  says  that  regard  is  to  be  had  *^  to  the 

35  ^  profits  made  by  the  Patentee  as  such,  and  to  all  the  circumstances  of  the  case.'* 
It  is  the  duty  of  a  Patentee  to  frame  his  Accounts  so  as  to  make  it  clear  what 
remuneration  he  has  received.  This  is  not  so  in  this  case,  and  the  Accounts  are 
not  sufiQciently  precise.  [Lord  Maonaqhtbn  mentioned  the  case  of  WiUe^ 
rich's  Patent,  20  R.P.C.  285.] 

40  Terrell,  E.C.,  and  Walter  for  the  Petitioners,  explained  the  scheme  of  the 
Accounts : — ^The  Petitioners  now  substantially  represent  the  two  licensees  whose 
accounts  are  set  out ;  it  was  thought  right  under  the  circumstances  to  set  out  the 
accounts  of  these  two  licensees.  The  Accounts  are  very  full,  but  were  not 
explained  fully  in  opening  the  case,  as  we  did  not  know  that  they  would  be 

45  objected  to.  Every  profit  from  every  source  is  brought  into  them.  Strictly 
speaking,  the  profits  on  the  foreign  Patents  need  not  be  brought  in,  but  it  was 
thought  proper  to  show  all  profits.  Putting  the  foreign  business  aside,  a  loss  is 
shovm  of  about  £2,300.  This  was  a  Patent  for  a  new  substance,  but  the 
Petitioners  have  brought  in  not  only  the  profits  made  from  the  new  substance, 

50  but  all  the  profits  from  the  subsequent  Patents  for  working  out  the  invention, 

that  is  to  say  the  commercial  Patents.    It  would  be  impossible  to  separate  such 

expenditure  and  profits  except  by  an  allocation,  which  would  have  to  be  on  an 

arbitra^  basis. 

The  Solicitor  General  (addressing  the  Board  after  the  Accountant  had  given 

55  evidence): — ^The  Accounts  do  not  distinguish  between  the  original  Patent  and 
the  subsequent  Patents.  Losses  on  those  Patents  are  brought  in  and  the  position 
on  the  original  Patent  alone  is  not  shown.    If  the  invention  is  not  capable  of 
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commercial  use  without  further  invention,  the  Patentees  ought  to  look  to  the 
subordinate  Patents  for  their  profits.  If  the  Accounts  kept  are  such  that  appropria- 
tion is  impossible,  that  is  the  Patentees  misfortune.  There  is  also  the  question 
whether  the  Patentees  have  not  been  sufiKciently  remunerated,  if  the  profits  are 
about  £4;000.  5 

Terrell^  E.C,  after  the  rest  of  the  evidence  had  been  taken,  submitted  that  a 
case  for  prolongation  had  been  established.  If  no  other  Patents  had  been  taken 
out,  no  objection  could  have  been  taken  to  the  Accounts.  This  is  an  '*  excep- 
*'  tional  case  '*  within  Section  25  (5)  of  the  Patents  &c.  Act,  1883,  and  I  ask  for 
an  extension  for  more  than  seven  years,  as  in  Stoney's  Patent^  5  R.P.C,  518,  10 
where  ten  years*  extension  was  granted.  [LORD  MaONAGHTBN  referred  to 
Parsons'  Patent,  15  R.P.C.  349.] 

Lord  Maonaghtbn. — ^There  is  no  question  about  the  merits  of  this  invention. 
It  is  an  invention  of  conspicuous  merit.     The  inventors  have  really  created 
a  new  material  which  may  be  applied  in  a  vast  number  of  cases.    The  only  15 
difficulty  is  about  the  Accounts.      At  first  sight  no  doubt  they  are  rather 
confusing,  and  it  is  not  very  easy  to  make  out  exactly  what  the  position  of  the 
Patentees  is ;  but  their  Lordships  having  considered  them,  and  having  heard 
the  explanations  that  have  been  given,  are  satisfied  that  they  have  been  made 
out  pe^ectly  honestly,  and  that  the  confusion,  if  there  is  confusion,  has  arisen  20 
from  the  desire  of  the  Patentees  to  give  every  information  in  their  power. 
.  Their  Lordships  therefore  will  humbly  advise  His  Majesty  to  prolong  the 
Patent,  and  to  prolong  it  for  the  longest  time  that  has  been  granted  of  late  years 
to  an  invention  of  conspicuous  merit.    They  propose  to  advise  His  Majesty 
to  prolong  the  Patent  for  five  years.  25 
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In  the  High  Court  op  Justice.— Chancbry  Division, 

Be/ore  Mr.  Justiob  Farwbll. 

January  11th  and  12th,  and  April  2nd,  1906. 

Davidson  v.  Sun  Fan  Company  Ld. 

5  Patent. — Action  for  infringement. — Motion  to  commit  and  sequestrate  for 
breach  of  injunction^ — Declaration  of  infringement  made. — Account  not 
ordered^  but  liberty  to  apply  given. 

A  Patent  was  granted  in  lH9Sfor  "  Improvements  in  centrifugal  fans  and 
*^pumpsJ**    77ie  alleged  improvements  consisted^  in  part^  in  employing  blades 

10  of  a  depth  not  greater  than  about  one-eighth  of  the  diameter  of  the  fan  or  pump. 
In  an  action  for  infringement  against  a  Company  and  an  individual^  the 
Defendants^  having  submitted  to  an  injunction  in  respect  of  a  fan  in  which 
the  depth  of  the  blades  was  dbout  one-twelfth^  made  a  modification  in 
which  the  depth  was  about  one-eixth.    The  Plaintiff  alleged  thcU  this  %vas  an 

15  infringement.  On  a  motion  to  commit  the  individual  Defendant  and  to 
sequestrate  the  property  of  the  Defendant  Company  it  was  shoum  that  the 
alteration  from  one^-eighth  to  one-sixth  did  not  make  a  substantial  difference 
of  efficiency. 

Held,  that  the  Defendants'  fan  was  an  infringement^  and  the  Defendants 

20  were  ordered  topay  the  costs  of  the  Motion.  The  Defendants  undertook  to  file 
an  affidavit  setting  out  their  dealings  unth  the  infringing  articles.  Payment 
to  be  made  as  if  an  inquiry  as  to  damages  had  been  ordered^  and  liberty  to 
apply  ufas  given. 

On  the  24th  of  February  1898  Letters  Patent  (No.  4609  of  1898)  were  granted 
25  to  Samud  Cleland  Davidson  for  ^^Improvements  in  centrifugal  fans  and 
**  pumps," 

The  Complete  Specification,  so  far  as  material  for  this  Report,  was  as  follows  : — 
^  My  invention  has  reference  to  that  class  of  centrifugal  fans  and  pumps  in 
^  which  the  fluid  operated  on  is  taken  in  axiidly  and  discharged  circumf erentially. 
30  ^  It  has  hitherto  been  usual  to  construct  fans  and  pumps  acting  as  above  (here- 
**  inafter  referred  to  as  &ns)  in  such  a  manner  that  the  supply  or  intake  opening 
^  to  the  blades  thereof  (hereinafter  referred  to  as  the  eye)  is  of  considerably 
**  less  diameter  than  that  of  the  periphery  of  the  &n,  and  to  so  limit  the  axial 

2  S 
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length  of  the  discharging  edges  of  the  blades  that  the  area  of  discharge  from 
^  the  ports  or  passages  between  same  shall  not  be  greater  around  the  periphery 
'^  of  the  fan  than  the  area  of  the  relatively  smaller  eye  employed  tberewith, 
"  whereby  for  a  given  discharge  of  fluid  at  a  given  velocity  the  diameter  of  said 
**  fans  must  necessarily  be  equivalently  greater  than  if  their  construction  were  U 
"  such  as  to  operate  efficiently  with  an  eye  or*  equal  or  nearly  equal  diameter  to 
*'  that  of  the  periphery  of  the  fan  itself,  and  accordingly  the  objects,  amongst 
"  others,  of  my  invention  are  to  so  construct  fans  of  the  aforesaid  type,  and 
^*  more  especially  the  blades  employed  therein  that  they  will  work  efficiently  in 
**  conjunction  with  an  eye  of  equal  diameter  to  or  only  slightly  less  diameter  10 
"  than  that  of  the  periphery  of  the  fan  and  whereby  the  volume  of  fluid  which 
*'  they  will  propel  through  them  for  a  given  diameter  and  speed  of  revolution  is 
**  equivalently  increased  without  loss  of  velocity  in  the  flow  of  the  fluid,  as 
^*  compared  with  said  type  of  fans  as  hitherto  constructed,  while  in  certain 
"  constructions  of  my  improved  fan  the  velocity  of  flow  is  also  increased.  15 

^*  In  fans  of  the  aforesaid  type  as  hitherto  constructed,  the  centre  of  the 
'*  blades  (which  for  the  purpose  of  this  specification,  I  assume  to  be  half  way 
*'  between  their  inner  and  outer  edges  or  tips)  rotates  in  a  circle  of  greater 
'^  diameter  than  that  of  the  eye,  except  in  fans  constructed  as  described  in  the 
"  Specification  of  my  British  Patent  No.  24,510  of  1894,  (hereinafter  referred  to  20 
^*  as  my  previous  specification)  one  part  of  which  specification  describes  a  fan  as 
"  shown  in  Figure  7  of  the  drawings  accompanying  same,  wherein  the  centre  of 
"  the  blades  rotates  in  a  circle  of  less  diameter  than  that  of  the  eye,  which  is  in 
"  effect  the  full  diameter  of  the  revolving  portion  of  the  fan,  and  in  which  the 
"  tips  of  the  blades  are  enclosed  and  connected  by  a  ring  or  annulus  from  which  25 
"  they  extend  inwards  to  near  the  centre  of  the  revolving  disc. 

"  I  have  however  since  found  by  practical  experience  in  the  working  of 
*'*'  said  fans  with  the  eye  of  approximately  equal  diameter  to  that  of  the  fan 
**  periphery,  that  improved  results  are  obtained  by  the  employment  of  blades 
"  which  only  extend  from  the  periphery  of  the  fan  inwards  to  a  radial  depth  of  30 
**  preferably  not  more  than  ^  of  the  diameter  of  the  fan,  (the  construction, 
*'  mounting  and  arrangement  of  said  blades  in  the  fan  being  hereinafter  more 
"  particularly  described),  as  the  relative  velocity  of  rotation  of  the  centre  of 
**  said  blades,  and  consequently  also  the  velocity  at  which  the  fiuid  is  discharged 
"  therefrom,  is  greater  for  a  given  speed  of  revolution  of  the  fans  than  is  the  35 
'^  case  in  fans  employing  blades  of  greater  radial  measurement ;  and  I  have 
'*  further  found  that  if  the  eye  of  the  fan  be  reduced  to  less  than  4/5ths  of  the 
'^  diameter  of  the  outer  periphery  of  the  fan,  the  conditions  under  which  said 
'*  blades  operate  become  so  altered  that  the  efficiency  of  the  fan  is  reduced. 
"  In  short,  the  more  nearly  the  diameter  of  the  eye  approximates  to  the  full  40 
*'  diameter  of  the  fan,  and  the  narrower  the  radial  measurement  of  the  blades 
"  consistent  with  strength  and  facility  of  construction,  and  provided  that  the 
*'  widths  of  the  ports  between  said  blades  be  not  greater  than  their  radial 
**  measurement,  the  better  are  the  results  obtained. 

"  In  fans  as  hitherto  ordinarily  constructed  the  diameter  of  the  eye  is  usually  45 
"  about,  or  very  slightly  more  than,  one  half  the  diameter  of  the  fan,  and  the 
^^  intermediate  spaces  or  ports  between  the  blades  are  usually  made  greater  in 
"  area  opposite  the  circumference  of  said  eye  than  at  the  outer  edges  or  tips  of 
'*  the  blades,  and  which  construction  has  hitherto  been  effected  mainly  by 
"  making  the  axial  measurement  of  the  inner  edges  of  the  blades  greater  than  50 
'^  that  of  their  outer  edges  or  tips  and  by  enclosing  or  encasing  the  sides  of  the 
"  blades  from  their  inner  to  their  outer  edges  in  order  to  confine  the  fluid  in 
"  the  ports  between  them. 

"  Now  in  my  herein  described  improved  fans  the  axial  measurement  of  the 
"  inner  and  outer  edge  of  the  blades  are  substantially  equal,  and   when   I  55 

*  "  Or  "  should  be  "  of ."-J.C. 
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^  construct  said  fane  with  curved  or  angled  blades  as  hereinafter  described  and 
**  require  the  area  of  the  outer  or  discharge  openings  of  the  ports  between  the 
**  blades  to  be  less  than  that  of  their  inner  or  intake  openings.  I  so  fer  tilt 
"  the  outer  edges  of  said  blades  forward  relatively  to  their  inner  edges  in  the 
5  "  direction  of  rotation  as  to  reduce  the  area  of  the  discharge  openings  from  the 
**  ports  to  any  required  proportion  and  leave  the  intake  ends  of  the  ports 
"  between  the  blades  and  towards  the  entering  fluid,  either  open  thereto  or  only 
^  so  far  closed  that  the  diameter  of  the  eye  is  not  thereby  reduced  to  less  than 
"  4/5ths  of  that  of  the  circumference  of  the  outer  edges  of  the  blades. 
10  **  For  the  purpose  of  this  specification,  the  word  *  disc '  is  understood  to 
*'  mean  a  disc,  or  its  equivalent,  mounted  upon  the  fan  shaft  and  to  which  the 
**  blades  are  attached.  The  word  *  blades '  is  employed  to  indicate  the  vanes  or 
**  blades  which  impart  motion  to  the  fluid  ;  the  *  intake  end '  of  the  blades  that 
'*  which  is  furthest  away  from  the  disc  and  towards  the  approa<?hing  fluid  ;  the 
15  "  *  length '  of  the  blades  their  measurement  from  the  disc  to  the  intake  ends, 
"  the  *  depth '  of  the  blades  their  measurement  from  inner  to  outer  edge,  taken 
"  radially,  and  the  *  ports '  the  intervening  spaces  between  the  blades. 

"  My  improved  fan  or  pump  is  constructed  as  follows  : — The  disc  is  mounted 

*^  upon  a  spindle  revolving  in  any  suitable  bearings  and  the  blades  are  so 

20  "  attached  to  one  or  both  sides  of  the  disc    that    they    project    therefrom 

"  substantially  parallel  to  the  axis,   with  their  intake  ends  preferably  open 

"  towards  the  inflowing  fluid,  and  their  outer  edges  connected  together  by  pro- 

"  jecting  lips  or  flanges  from  each  blade  to  the  next  adjoining,  or  by  an  encircl- 

"  ing  ring  or  anuulus  to  which  they  are  attached,  and  which  may  be  extended 

25  "  inwards  over  the  faces  of  the  intake  ends  so  far  as  may  be  necessary  for 

"  strength  and  rigidly*  of    construction  consistent  with  the   eye  not  being 

"  reduced  thereby  to  less  diameter  than  4/5ths  of  that  of  the  periphery  of  the 

**  fan,  as  any  further  reduction  of  its  diameter  increases  the  resistance  of  the 

"  inflow  of  a  given  volume  of  the  fluid  and  materially  diminishes  the  efficiency 

3Q  *^  of  this  construction  of  fan. 

•*  The  blades  are  preferably  of  sheet  metal,  and  of  considerably  greater  axial 

**•  length  than  radial  depth,  and  said  depth  being  preferablyas  shallow  as  practicable 

**  consistent  with  strength  of  construction,  and  not  greater  than  about  one-eighth 

"  of  the  diameter  of  the  fan,  and  their  inner  and  outer  edges  are  substantially 

35   •'  parallel  to  each  other  and  to  the  axis,  except  when,  for  increased  strength  the 

*'  inner  edges  may  be  sloped  inwards  towards  the  di:^c,  to  provide  a  broader  flange 

"  for  their  attachment  thereto.     Said  blades  may  be  formed  with  a  plane  surface, 

**  or  with  two  or  more  planes  at  an  angle  to  each  other,  or  with  a  curved 

**  section  through  a  plane  at  right  angles  to  the  axis  of  the  fan  mounted  with  the 

4(j  *'  concave  of  said  curve  in  the  same  direction  as  that  of  rotation ;  and  the  intake 

•*  ends  of  the  curved  or  angled  blades  are  preferably  shaped  like  the  end  of  a 

•*  spoon,  with  the  concavity  of  said  spoon  shaped  end  in  the  direction  of 

**  rotation,  and  in  blades  with  plane  surface  the  intake  ends  are  preferably  tilted 

"  slightly  forward  from  the  axial  line  of  the  main  body  of  the  blade  in  the 

45    **  direction  of  rotation. 

"  I  usually  so  space  the  blades  apart  from  one  another,  that  the  width  of  the 
**  ports  between  the  blades  is  about  two-thirds  or  it  may  be  as  much  as  the  full 
**  depth  of  said  blades  and  I  make  the  length  of  the  ports  measured  parallel  to 
'*  the  axis  such  that  the  aggregate  open  area  of  said  ports  around  the  periphery 
50  ^*  of  the  fan  shall  be  about  equal  to  the  area  of  the  eye,  when  the  maximum 
**  volume  of  intake  and  discharge  is  required,  but  the  length  of  the  blades  may 
**  be  made  shorter  to  suit  any  special  requirements. 

**  When  1  employ  angled  or  curved  blades,  I  preferably  mount  them  so  that 

**  while  their  concave  faces  are  in  the  direction  of  rotation,  their  outer  edges  are 

^5    •*  so  far  tilted  forward  that  they  have  a  lead  relatively  to  their  inner  edges,  in  the 

•  Should  be  "  rigidity."— J.O. 
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*'  direction  of  rotation,  and  that  the  clear  width  of  the  ports  between  the  blades 
^^  at  their  outer  edges,  is  narrower,  and  consequently  less  ia.area,  than  at  their 
*^  inner  e^ges,  so  that  notwithstanding  the  slower  speed  at  which  the  inner 
'^  edges  ot  the  blades  reTolye,  relatively  to  their  outer  edges,  the  volume  of 
^'  fluid  drawn  into  the  ports  at  their  inner  openings  is  sufiKciently  greater  than 
^^  that  being  discharged  from  their  outer  openings,  that  the  fluid  within  the 
^'  ports  is  under  a  pressure  from  within  outwards,  against  th^  contracted  width 
'^  of  the  outer  opening,  whereby  the  effective  operation  of  the  fan  is  improved* 

"  My  improved  fans  or  pumps  when  constructed  as  hereinbefore  described 
*^  may  be  employed  with  any  fluids,  either  gaseous,  or  liquid,  as  for  instance 
"  with  air  or  water. 


10 


nc.2. 


^^  In  the  accompanying  Drawings  : — Figure  1  is  a  sectional  elevation  on  the  line 
1 — 1  of  Figure  2  of  a  fan  or  pump  constructed  in  accordance  with  the  present 
invention  with  curved  blades  the  radial  depth  of  the  blades  being  l/12th  of  the 
diameter  of  the  fan  or  pump,  the  intake  opening  or  eye  thereto  being  of  equal  15 
diameter  to  that  of  the  circumference  of  the  outer  edges  of  the  blade.    Figure  2 

is  a  cross  sectional  elevation  of  the  fan  or  pump,  shown  in  Figure  1 

"  Figure  14  is  a  sectional  elevation  of  my  improved  fan  or  pump  with  curved 
blades,  the  radial  depth  of  the  blades  being  one-eighth  of  the  diameter  of  the 

fan  or  pump 80 

"  Referring  to  the  Drawings  : — a  is  the  casing  in  which  the  revolving  portion 
of  the  fan  or  pump  is  enclosed,  h  is  the  disc  to  which  the  blades  are  attached. 
c  c  are  the  blades  which  are  attached  at  one  end  to  said  disc  h.  d  is  the  ring 
which  connects  the  intake  ends  of  the  blades  c  c  together,  e  e  are  the  ports 
or  intervening  spaces  between  the  blades.  /  is  the  revolving  shaft  or  spindle  25 
on  which  the  disc  b  carrying  the  blades  o  c  is  mounted,  g  is  the  discharging 
mouthpiece,    h  is  the  eye  through  which  the  supply  of  fluid  is  drawn.    .    .    . 
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''  It  is  obviooB  that  in  the  fan  or  pump  shown  in  Figures  1  and  2  and  also  in 

**  those  shown  respectively  in  Figures  12,  J  2a,  13,  and  14  the  casing  a  may 

**  project  inwards  over  the  edges  of  the  blades  c  c  but  the  inlet  opening  or  eye 

'^  to  the  fan  must  not  be  thereby  reduced  to  less  than  4/5ths  of  the  diameter  of 

5  "  the  fan  for  the  reasons  already  hereinbefore  stated. 

'*  In  all  the  modifications  shown  in  the  accompanying  drawings  the  fan  is 
**  within  a  casing.  It  will,  however,  be  readily  understood  that  a  casing  is  not 
^*  necessary  in  all  instances  ;  as  for  example  when  the  inflowing  fluid  is  led  to 
"  the  eye  of  the  fan  by  a  pipe,  or  when  the  fan  projects  through  an  orifice  in  a 
10  *<  wall  so  as  to  revolve  say  outside  a  house  with  the  eye  of  the  fan  communicat- 
^*  ing  through  said  orifice  with  the  inside  of  the  house  and  facing  ihe  bearings  in 
**  which  the  spindle  revolves  ;  in  which  case  the  fan  would  then  draw  the  air 
**  through  that  orifice  and  discharge  it  freely  all  round  into  the  open  air. 


**  I  do  not  limit  myself  to  constructing  the  blades  of  sheet  metal  as  in  the  case 
15   **  of  said  fans  being  employed  as  water  pumps,  wherein  extra  strength  of  con- 
**  struction  is  essential  I  may  cast  the  blades,  disc  and  ring  all  as  one  integral 
**  part  or  in  sections  " 

There  were  nine  Claims  of  which  the  first  three  were  as  follows : — 

**  1.  In  centrifugal  fans  and  pumps,  wherein  the  fluid  operated  on  is  admitted 

20   "  axially  and  discharged  circumferentially,  the  employment  of  a  series  of  blades 

**  having  their  inner  and  outer  edges  substantially  parallel  with  the  axis  of 

"  the  fan  or  pump,  said  blades  being  mounted  on  a  disc  and  projecting  there- 

*«  from,  the  ends  of  the  intermediate  spaces  or  ports  between  said  blades  and 

**  towards  the  entering  fluid  being  open  to  admit  said  inflowing  fluid  from  the 

25    **  intake  opening  or  eye  to  said  blades,  said  intake  opening  or  eye  being  of  equal 

**  diameter  to  or  not  less  diameter  than  4/5ths  of  that  of  tb^  circumference  of 

<<  their  outer  edges,  all  substantially  as  set  forth. 


498  REPORTS  OP  PATENT,  DESIGN,        [Aug.  29, 1906. 

Davidson  v.  Sun  Fan  Company  Ld, 

''  2.  In  centrifugal  fans  and  pumps  wherein  the  fiuid  operated  on  is  admitted 
*'  axially  and  discharged  circumf erentially,  the  employment  of  a  series  of  blades 
**  constructed  and  arranged  as  referred  to  in  Claim  1  in  combination  with  means 
*'  connecting  their  intake  ends  together,  and  an  inlet  opening  or  eye  to  said 
*'  blades  of  equal  diameter  to,  or  not  less  diameter  than  4/5ths  of  that  of  the  5 
'*  circumference  of  their  outer  edges,  all  substantially  as  set  forth. 

''  3.  In  centrifugal  fans  and  pumps  wherein  the  fluid  operated  on  is  admitted 
^^  axially  and  discharged  circumferentially,  the  employment  of  a  series  of  blades 
^'  constructed,  arranged,  and  mounted  as  referred  to  in  Claim  1  or  in  Claim  2, 
'*  and  of  a  depth  not  greater  than  about  one-eighth  of  the  diameter  of  said  fan  or  10 
''  pump,  and  of  a  length  from  the  disc  to  their  intake  ends  of  at  least  twice  their 
*'  depth,  and  mounted  at  a  pitch  or  distance  apart  at  their  inner  edges  of  not 
^*  greater  than  the  measurement  of  their  depth  radially,  in  combination  with  an 
^*  intake  opening  or  eye  to  said  blades  of  equal  diameter  to  or  not  less  diameter 
'^  than  4/5ths  of  that  of  the  circumference  of  their  outer  edges,  all  substantially  15 
«  as  set  forth." 

An  action  for  infringement  of  the  Patent  was  commenced  by  Samuel  Cleland 
Davidson^  as  the  owner  of  the  Patent,  against  the  Sun  Fan  Company  Ld.,  and 
William  Tattersall^  and  on  the  27th  of  June  1905,  the  Defendants  consenting 
to  judgment,  an  Order  was  made  by  Mr.  Justice  Fabwbll  restraining  the  20 
Defendants  from  infringing  the  Patent  by  the  manufacture,  use  or  sale  of  fans 
similar  to  the  fan  marked  "  A,"  and  initialled  by  the  parties'  solicitors,  or  of 
any  other  fans  arranged  or  constructed  in  manner  described  in  the  Specification 
and  Drawings  of  the  Patent.  The  Order  also  provided  for  an  account  and 
payment  of  profits  and  delivery  up  of  infringing  fans  and  pumps.  25 

On  the  30th  of  October  1905,  the  Plaintiff  gave  notice  of  motion  to  commit 
the  Defendant  William  Tatter sall^  or  (in  the  alternative)  lor  liberty  to  issue  a 
writ  or  writs  of  attachment  against  the  said  Defendant,  and  also  to  sequestrate 
the  property  of  the  Defendant  Company,  for  the  contempt  of  the  Defendants 
in  disobeying  the  Order  of  the  27th  of  June  1905.  30 

The  Motion  came  on  for  hearing  before  Mr.  Justice  Far  WELL  on  the  11th  of 
January  1906. 

Moulton  K.C.,  Bousfield  K.C.,  and  L.  W.  Bytme  (instructed  by  Oeorge  Beloe 
Ellis)  appeared  for  the  Plaintiff ;  A,  J,  Walter  and  J.  H.  Gray  (instructed  by 
Wynne-Baxter  and  Keeble,  agents  for  Henry  Firth  of  Bradford)  appeared  for  35 
the  Defendants. 

Bousfield  K.C.  for  the  Plaintiffs. — Since  the  date  of  the  injunction  the 
Defendants  have  put  forward  an  apparatus  slightly  different  from  that  which 
was  the  subject  of  the  injunction,  and  the  object  of  the  motion  is  simply  to 
obtain  the  opinion  of  the  Court  as  to  whether  the  later  form  of  apparatus  is  40 
not  substantially  the  same  as  that  in  respect  of  which  the  Defendants  sub- 
mitted to  an  injunction,  or  as  that  described  in  the  Specification.  The  important 
features  of  the  patented  invention  are  the  enlargement  of  the  eye  of  the  fan 
until  it  is  substantially  of  the  same  diameter  as  the  exterior  of  the  revolving 
blades,  and  making  the  blades  long,  and  as  narrow  as  possible  in  proportion  to  45 
the  toted  diameter.  This  construction  has  proved  to  be  of  enormous  advantage, 
and  has  enabled  fans  to  be  made  very  much  smaller  than  they  have  hitherto 
required  to  be.  In  the  Plaintiff's  previous  Specification  (No.  24,510  of  1894) 
the  eye  was  of  the  same  diameter  as  the  outside  of  the  blades,  but  the  blades 
extended  from  the  circumference  to  somewhere  near  the  centre.  The  present  50 
Specification  says  that  the  blades  are  of  a  width  preferably  not  more  than  one- 
eighth  of  the  diameter  of  the  fan ;  in  the  Defendants'  apparatus  the  width  of 
the  blades  is  little  more  than  three-eighths  of  an  inch  larger  than  one-eighth 
of  the  diameter.  That  appears  to  be  the  only  point  of  distinction  relied  upon 
by  the  Defendants.  In  one  of  the  Drawings  (Fig.  14)  the  blades  are  shown  a  55 
little  larger  than  the  preferred  limit,  and  of  about  the  same  size  as  the  Defen- 
dants',   The  Specificatio^  says  that  tl;e  |)l94^6  are  so  spaced,  apart  from  one 
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another,  that  the  width  of  the  ports  between  the  blades  is  about  two-thirds  of, 
or  it  may  be  as  much  as,  the  depth  of  the  blades.    The  Defendants  have  theirs 
closer  together ;  in  the  Specification  there  is  an  outward  limit,  but  no  inward 
limit.    In  the  Defendants'  apparatus,  as  in  tiie  Plaintiff's,  the  blades    are 
5  lengthened  in  proportion  to  the  width,  and  are  mounted  so  as  to  point  forward 
in  rotation.    The  Defendants  propose  to  put  in  certain  prior  Specifications ; 
they  are  not  entitled  to  do  that  to  show  invalidity  ;  Specifications  can  only  be  read 
if  there  is  some  ambiguity  in  language  to  be  cleared  up  (JandiM  Arc  Lamp  Jkc. 
Co,  V.  Johnson^  17  R.P.C.  370)  ;  they  cannot  be  used  to  show  that  the  invention  as 
10  described  in  the  Plaintiff's  Specification  is  to  have  some  meaning  different  from 
that  which  it  bears  on  the  face  of  it  {Moore  v.  Thomson^  7  R.P.C.  325,  at  page  334). 
Dugald  Clerk  gave  evidence  in  support  of  the  motion,  and  said  that  there 
was  no  material  distinction  between  the  Plaintiff's  fan  (marked  A  and  referred 
to  in  the  Order  of  the  27th  of  June  1905)  and  the  Defendants'  fan  D  1.    The 
15  difference  in  detail  was    in   two  points  :    first,  that   in  A  the  blades  were 
radial  and  one  inch  deep,  or  about  l-12th  of  the  diameter  of  the  fan,  whereas 
in  D  1  the  blades  were  about  2f  inches  deep,  or  about  l-6th  of  the  diameter  ; 
and,  secondly,  that  in  A  the  blades  were  straight,  whereas  in  D  1  they  were 
curved.    In  D  1  the  exterior  diameter  of  the  rotating  part  over  the  blades  was 
20  15  inches,  one-eighth  of  which  was  1*9  ;  so  that  the  blades  were  nearly  half  an 
inch  wider  than  they  should  have  been  if  made  according  to  the  preferable 
limit  described  in  the  Specification.    Their  length  was  10  inches,  or  between 
four  and  five  times  the  radial  depth.    The  Plaintiff's  fan  with  its  shallow 
blades  drove  the  air  much  more  effectually  than  the  older  forms  of  fans  with 
25  deep  blades,  a  result  which  was  unexpected.    The  greater  width  of  the  blades  in 
D  1  made  it  somewhat  less  efficient  than  A,  but  the  curvature  of  the  blades 
gave  an  advantage,  so  that  the  two  were  of  almost  the  same  efficiency.    Centri- 
fugal (as  opposed  to  screw)  fans  were  old.    The  large  eye  had  been  tried  before 
by  the  Patentee  but  without  much  success.    Sometimes  fans  were  required  to 
30  move  a  large  volume  at  low   pressure,    sometimes  a  large  volume  at  high 
pressure,  and  sometimes  a  small  volume  at  high  pressure.    It  was  true  that, 
as  stated  in  the    Specification  of    the    1904    Patent    (No.  21,891  of    1904), 
the  efficiency  of  the  1898  fan  diminished  as  the  back  pressure  or  resistance 
increased,  but  it  would  work  at  8  or  10  inches  of  water,  which  was  a  fairly 
35  high  pressure.    [The  reference  to  the  Patent  of  1904  was  objected  to,  but  the 
evidence  as  to  it  was  taken  de  bene  esse."]    In  the  1904  Patent  the  size  of  the  eye 
was  restricted  in  order  to  increase  the  pressure.    The  maximum  efficiency  with 
the  1898  fan  was  2  inches.    In  the  Plaintiff's  Patent  (No.  612  of  1889)  the  bladeer 
were  covered  in  by  an  annulus.     Trifling  differences  in  fan  construction  made 
40  very  great  differences  in  the  efficiency  of  the  fan.    Any  fans  within  the  Plaintiff's 
invention  were  axially  long  fans.    In  the  1904  Patent  the  inventor  had  shown 
that  it  was  better  to  reduce  the  axial  length  relatively  to  the  casing,  but  it  was 
still  a  long  blade.    The  Defendants'  blade  was  l-6th,  the  same  as  the  Plaintiff's 
1889  fan,  but  with  a  very  different  axial  length.    Interrupting  the  area  of  the 
45   parts  by  an  annulus  put  round  the  entrance  of  the  ports  would  probably  make 
no  practical  difference  if  the  annulus  was  narrow.    The  witness  had  had  a  great 
many  surprises  at  the  Plaintiff's  works.    He  had  not  tested  the  Defendants'  fan. 
It  was  well  known  that  high  pressure  discharge  could  be  obtained  by  shorter 
blades,  but  the  Plaintiff  was  the  first  to  recognise  that  pressure  discharge  could 
50   be  obtained  at  all  by  relatively  long  blades.    The  fans  A  and  D  1  both  came 
within  the  description  in  the  Plaintiff's  Specification. 

On  the  12th  of  January  1906  the  hearing  was  adjourned  to  enable  the  Plaintiff 
to  make  experiments  with  the  Defendants'  fan  to  ascertain  its  efficiency.  The 
hearing  was  resumed  on  the  2nd  of  April  1906. 
55  Bousfleld  K.C.  and  L.  W.  Byrne  (instructed  as  before)  appeared  for  the 
Plaintiff ;  the  same  Counsel  ^s  before  (instructed  as  before)  appeared  for  the 
Defendants. 
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Boiisfield  K.C.  for  the  Plaintiff.-— ^The  experimentB  8how  that  the  Plaintiff's 
and  the  Defendants'  fans  have  practically  the  same  efficiency  ;  the  combination 
of  the  three  elements — the  large  eye,  the  axial  length  of  the  blades,  and  their 
radial  narrowness — ogives  seven  times  the  volumetric  efficiency  of  the  beet 
known  old  types  of  fans,  and  a  greater  pressure.  The  Plaintiffs  and  Defen-  5 
dants'  fans  give  identical  results  when  they  are  tested  under  the  same  conditions, 
at  low  speeds,  of  about  750  revolutions  per  minute,  and  also  at  high  speeds,  of 
about  1500  revolutions. 

Dugald  Clerks  recalled,  said  that,  since  the  adjournment,  he  had  made  a  series 
of  experiments  using  the  Defendants'  casing  with  their  fan,  D  1,  and  also  with  10 
a  similar  fan  with  one-eighth  blades.     He  had  made  a  second  series  of  ezperi* 
ments  repeating  those  made  by  the  Defendants  and  using  the  Plaintiff's  casing 
and  two  fans  produced  by  the  Defendants  as  similar  to  those  used  in  the  first 
series  of  experiments.    The  results  of  the  two  series  agreed.    At  the  low  speed 
when  the  Defendants  got  one-inch  pressure  the  Plaintiff  got  12  per  cent,  more   15 
pressure ;  at  two  inches  the  difference  was  about  3  per  cent. ;  and  at  1200 
revolutions  there  was  a  difference  of  about  5  per  cent.    At  one  inch,  in  order  to 
get  the  same  pressure  it  was  necessary,  with  the  Defendants'  fan,  to  have  12  per 
cent,  more  watts  than  with  the  Plaintiff's ;  at  two  inches  it  was  necessary  to 
have  8  per  cent,  more  watts.    For  the  same  watts  the  Plaintiff's  &n  gave,  at  20 
one  inch,  10  per  cent.,  and  at  two  inches  6  per  cent,  more  pre<)sure.    Generally, 
the  Defendants'  fan  was  fi'om  5  to  6  per  cent,  inferior  to  the  Plaintiff's  at  low 
pressures,  but  at  high  pressures  they  showed  practical  identity.    The  Plaintiff's 
fan  had  an  efficiency  of  air  discharge  for  a  given  power  about  20  per  cent, 
greater  than  that  of  the  best  known  type  of  old  fsms,  but  that  was  not  the  25 
important  feature,  which  was  that  the  volumetric  efficiency  was  about  seven 
times  as  great  as  that  of  the  old  form. 

Walter  for  the  Defendants. — The  Plaintiff  is  tied  down  by  his  description  of 
the  blades  as  being  '^  preferably  as  shallow  as  practicable  consistent  with  strength 
*'  of  construction,  and  not  greater  than  about  one-eighth  of  the  diameter  of  the  30 
*'  fan."    In  view  of  the  fact  that  in  his  earlier  Specification  he  has  the  same 
construction  with  blades  one-sixth  of  the  diameter,  this  description  amounts  to 
a  specific  direction  that  the  maximum  depth  of  the  blades  is  one-eighth. 
In  his  examples  he  makes  one  of  them  one-twelfth  and  one  of  them  one- 
eighth,     IBousfteld  K.C. — In  Fig.   14  they  are  shown    as    onensdxth.]     The  35 
Drawing  is  not  to  scale.    The  form  of  the  Claims  is  unusual  and  most  specific. 
If  one  can  get  mechanical  strength  of  construction,  the  narrower  one  makes  the 
1)lades  the  better  results  one  obtains,  but  one  must  not  go  beyond  one-eighth  ; 
and  the  other  limitation  is  that  one  must  not  have  the  eye  less  than  four-fifths 
of  the  diameter.    The  Defendants  were  making  a  fan  about  one-twelfth,  and  40 
consented  to  an  injunction ;  then  they  took  legal  advice  upon  the  Specification 
and  were  told  that  it  definitely  fixed  them  to  one-eighth.     By  Claim  3,  the 
Patentee  has  added  limitations,  not  as  regards  the  depth  of  the  blades,  but  as  to 
their  length  and  distance  apart.    The  type  of  fan  is  only  an  alteration  of  an  old 
tvpe  of  fan  ;  the  Patentee  has  described  such  fans  in  tlie  Specifications  of  his  45 
Patents  of  1889  and  1894.   The  first  Claim  in  the  1889  Patent  would  be  infringed 
by  the  Patentee's  present  fan.    The  Defendants  were  misled ;    the  present 
Specification  covers  nothing  with  blades  larger  than  one-eighth  ;  the  Defen- 
dants have  not  committed  any  breach  of  the  injunction,  which  they  consented 
to  when  they  were  making  a  fan  with  blades  of  one-twelfth.  50 

Bousjield  K.C.  was  not  called  upon  to  reply. 

Fabwbll  J. — ^Notwithstanding  Mr.  Walter* 8  very  ingenious  argument,  ivhich 
went  to  shew  that  the  Patent  was  invalid  as  not  having  sufficient  invention  to 
support  this  third  step,  I  feel  myself  bound  to  decide  against  him. 

This  point  1  have  to  determine  is  a  very  simple  one  indeed  to  my  mind,  &5 
namely,  whether  the  phrase  ^'  not  greater  than  about  one-eighth  "  covers  one- 
sixth  ;  and,  as  I  said  on  the  former  occasion,  before  the  experiments  had  been 
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made,  when  Mr.  Dugald  Clerk  told  me  that  a  very  small  difference  in  detail 
would  make  a  very  great  difference  in  working,  it  appeared  to  me  that  the 
answer  to  that  question  would  depend  on  whether  the  tests  shewed  that  there 
was  a  substantial  difference  in  the  effect  produced  by  tiie  one-sixth  as  compared 
5  with  the  effect  produced  by  the  one-eighth.  Now,  the  result  of  the  experiments, 
and  of  Mr.  Dugald  ClerVa  evidence,  is  that  there  is  no  substantial  difference. 
Three  points  have  been  mentioned :  First,  there  is  the  eye  ;  but  perhaps'  I  had 
better  take  it  from  the  Patentee's  own  language  because  it  is  better  than  my 
own.    On  page  3  at  line  47  he  says  :  "  The  more  nearly  the  diameter  of  the  eye 

10  ^*  approximates  to  the  full  diameter  of  the  fan,  and  the  narrower  the  radial 
^^  measurement  of  the  blades  consistent  with  strength  and  facility  of  construction, 
^^  and  provided  that  the  width  of  the  ports  between  said  blades  be  not  greater 
^'  than  their  radial  measurement,  the  better  are  the  results  obtained."  That  is 
the  whole  of  this  Patent,  and  the  explanation  of  this  Patent.    The  Claim  is  : 

15  ^'  In  centrifugal  fans  and  pumps,  wherein  the  fluid  operated  on  is  admitted 
**  axially  and  discharged  circumferentially,  the  employment  of  a  series  of 
^*  blades  having  their  inner  and  outer  edges  substantially  parallel  with 
'^  the  axis  of  ^e  fan  or  pump,  said  blades  being  mounted  on  a  disc  and 
"  projecting  therefrom,  the  ends  of  the  intermediate  spaces  or  ports  between 

20  *^  said  blades  and  towards  the  entering  fluid  being  open  to  admit  said  inflow- 
^^  ing  fluid  from  the  intake  opening  or  eye  to  said  blades,  said  intake  opening  or 
^*  eye  being  of  equal  diameter  to  or  not  less  diameter  than  four-fifths  of  that 
^^  of  the  circumference  of  their  outer  edges,  all  substantially  as  set  forth.'* 
There  is  no  question  that  the   general  combination  of  the  three  matters : 

25  the  eye,  the  blades  radiating  in  the  manner  mentioned,  and  the  comparatively 
narrow  blades,  have  been  taken  by  the  Defendants ;  and  the  sole  point  is 
whether,  reading  Claim  1  as  Mr.  Walter  suggests,  throws  me  back  to  page  4, 
line  35*  **  the  bkides  are  preferably  ....  and  not  greater  than  about  one- 
^  eighth  of  the  diameter  of  the  fan '';  and  whether  this  Claim  has  been  infringed 

30  by  taking  blades  of  one-sixth  instead  of  one-eighth  of  the  diameter  of  the  fan. 
The  Patentee  says  :  '^  Not  greater  than  about  one-eighth.*'  He  does  not  bind  him- 
self to  exactly  one-eighth.  The  test  of  whether  one-sixth  can  be  said  to  be  about 
one-eighth  must  be  whether  the  results  produced  are  practically  identical.  My 
opinion  is  that  they  are  practically  the  same,  and  that  being  so,  there  has  been 

35  an  infringement  of  the  Plaintiff's  Specification  by  the  Defendants.  There  is 
no  question  of  committieJ  now,  it  is  simply  a  question  of  infringement. 

I  shall  make  a  declaration,  in  case  Mr.  Walter* 8  clients  wish  to  go  elsewhere, 
that  this  is,  in  my  opinion,  an  infringement  of  the  Plaintiff's  Specification,  and 
then  simply  order  the  Defendants  to  pay  the  costs. 

40  Bousfield  E.C. — I  understand  that  the  Defendants  have  been  making  these 
fans  for  some  time  past,  and  they  ought  to  account  for  them.  I  ask  that  the 
Defendants  should  file  an  affidavit  setting  out  their  sales  of  the  fans  of  which 
we  complain.  These  to  be  dealt  with  in  the  same  way  as  if  this  had  been  an 
action  for  infringement. 

45  Walter, — The  Defendants  undertake  to  file  an  affidavit  setting  out  their 
dealings  in  the  infringing  articles  ;  and  payment  is  to  be  made  as  if  an  inquiry 
aa  to  damages  had  been  ordered. 

Fabwbll  J". — Yes  ;  and  there  will  be  liberty  to  apply. 

*  Ante-y  page  495,  line  31. 
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In  the  Court  op  Appeal. 


Before  LORDS  Justices  Vaughan  Williams,  Rombr,  and 
Cozbns-Hardy. 


July  17th,  1906. 
Hudson,  Scott  &  Sons  Ld.  v.  Barringer,  Wallis  and  Manners  Ld.    5 


Patent. — Action  for  infringement, — Construction. — Novelty. — Subject-matter. 
— Prior  user. — Patent  held  invalid. — Appeal  dismissed. 

A  Patent  was  granted  in  1903  for  "  Improvements  in  the  manufacture  of  tin 
^^  plate  and  articles  therefrom.^'*  The  alleged  improvements  consisted  in  omitting 
the  usual  cold  rolling  process^  then  tinning  the  plate,  and  afterwards  forming^  jq 
ornamenting,  and  finishing  it  upon  the  rough  grain4ike  surfc^oe,  and  then 
manufcu;turing  from  the  tin  plate  so  obtained  ornamental  boxes  and  other 
articles  with  an  antique  or  oxidized  silver  effect.  One  of  the  Claims  in  the 
Specification  was  for  the  improved  tin  plate  articles  and  the  method  of  producing 
the  same.  An  action  for  infringement  was  brought  by  the  owners  of  the  Patent  15 
and  the  Patentee,  claiming  the  usual  relief.  Held,  by  Kekewich  J.,  that  the 
production  of  the  grained  tin  by  the  omission  of  the  cold  rolling  process  tvas 
well  known  at  the  date  of  the  Patent,  and  that  if  the  Patentee  had  claimed  tJie 
mxinufa^cture  of  tin  plate  in  that  way  the  Patent  would  have  been  invalid  for 
want  of  novelty,  but  that  what  he  liad  claimed  was  the  manufacture  of  oma*  20 
mental  articles  by  the  use  of  the  particular  tin  plate  described;  that  there  tvas 
no  invention  in  taking  a  well-known  article  and  applying  to  it  ordinary 
processes  and  producing  a  new  result ;  and  that  the  Patent  was  invalid  for 
want  of  subject'mxitte7\  The  action  tvas  dismissed  tvith  costs.  The  Plaintiffs 
appealed.  25 

The  aiJpeal  was  dismissed  with  costs. 

On  the  28th  of  August  1903  Letters  Patent  (No.  18,59H»  of  1903)  were  granted 
to  Benjamin  Scott  for  *' Improvements  in  tl^e  ^[^nnfocture  of  tin  plate  and 
**  articles  therefrom," 
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The  Complete  Specification  (as  amended  in  1904:)  was  as  follows: — '^This 

^  invention  relates  to  the  manufacture  of  tin  plates  for  use  in  making  oma- 

"  mental  tin  boxes,  door  plates,  and  other  embossed,  stamped,  or  printed 

*'  articles  therefrom,  with  the  object  of  producing  in  the  article  so  made  an 

5  *'  improved  or  new  ornamental  effect. 

''  In  the  manufacture  of  articles  such  as  referred  to,  tin  plate  has  hitherto 
"  been  employed  which  has  been  polished  or  rendered  smooth  and  glossy  by  a 
^'  cold  rolling  process  prior  to  the  surface  being  tinned,  and  in  the  manufactured 
'^  article  a  silver  effect  is  obtained  by  leaving  the  tin  surface  bare  or  unprinted. 
10  '*  The  iron  plate  has  a  grain  like  surface  before  being  subjected  to  the  cold 
'^  rolling  process,  aiid  according  to  this  invention  in  order  to  obtain  a  new 
^'  ornamental  effect,  especially  suitable  for  producing  an  antique  silver  effect, 
**  I  tin  the  iron  plate  in  manufacture  direct  upon  the  grain-like  surface  of  the 
''  plate  without  submitting  the  same  to  the  cold  rolling  process ;  and  in  orna- 
15  ''  menting  the  article  the  said  tinned  grain-like  surface  is,  for  an  old  silver 
**  effect,  printed  in  black  or  with  black  shading  and  with  or  without  embossed, 
*'  imprinted,  or  partly  printed  surfeces. 

^'For  instance,  an  antique  silver  effect  may  be  obtained  by  adding  to  the 
'*  tinned  grain-like  surface  a  black  printing  along  the  boundaries  of  a  raised 
20  ''  design  and  in  recessed  portions  thereof.  In  addition  to  the  silver  effect,  part 
"  of  the  design  may  be  printed  in  colour  in  the  usual  manner. 

**  The  tinning  and  printing  operations  may  be  effected  in  any  ordinary  or 
"  convenient  way  and  by  any  suitable  apparatus. 

"  By  the  use  of  suitably  coloured  varnishes  or  colours,  similar  metallic  and 

25  "  grained  surface  effects  other  than  those  of  silver  may  be  obtained.    Such 

'*  coloured  varnishes  or  colours  will  be  applied  to  the  tinned  iron  plate  in  any 

"  ordinary  or  suitable  way  after  it  has  been  tinned  as  above  described,  and  the 

"  surface  may  have  any  desired  design  embossed  or  printed  thereon. 

The  Patentee  claimed  : — *•  1.  The  manufacture  of  articles  from  tin  plate  by 
30  *•  omitting  the  cold  rolling  process  in  its  manufacture,  tinning  the  plate,  and 
^^  afterwards  forming,  ornamenting  and  finishing  the  same  upon  the  rough 
"  grain-like  surface  natural  to  the  plate  before  the  cold  rolling  process, 
^^  snbstantially  as  set  forth.  2.  The  manufacture  of  ornamental  boxes  and 
**  other  articles  with  an  antique  or  oxidized  silver  effect  by  tinning  the  grain 
35  "  surfaced  plate  without  submitting  the  same  to  the  cold  rolling  process,  and 
**  then  printing  the  tinned  surface  in  black  or  black  shading,  with  or  without 
"  embossed,  raised,  imprinted  or  partly  printed  surfaces.    Sr-r 

^4  n^cTifccd  ftrticloo   tin  nlnto  t.iTinnfl-nTin x\  \\\C\  f7*rfl-iTi  nnrfiifip   nn-t nT*fi1   \c\  tHo  nln.fx^ 

"  tin  plate  articles  and  the  method  of  producing  the  same  with  the  new  orna- 
**  mental  effect,  all  substantially  as  herein  set  forth." 

On  the  27th  of  January  1905  Hudson,  Scott  A  Sons  Ld.  and  the  Patentee 
commenced  an  action  for  infringement  of  this  Patent,  claiming  the  usual  relief. 

45  The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  the  Plaintiff  Company 
were  the  equitable  owners  and  the  Plaintiff  Benjamin  Scott  was  the  registered 
cwner  of  the  Patent ;  that  the  Specification  was  duly  amended  on  the  5th  of 
Aagust  1904 ;  that  the  original  Claims  were  framed  in  good  faith  and  with 
reasonable  skill  and  knowledge  ;  and  that  the  Defendants  had   infringed  and 

50  threatened  and  intended  to  continue  to  infringe. 

By  their  Particulars  of  Breaches  the  Plaintiffs  alleged  that  the  Defendants 
had,  during  1904,  manufactured  and  sold  to  Mackenzie  and  Mackenzie  Ld,, 
biscuit  manufacturers,  biscuit  boxes  constructed  in  accordance  with  the  inven- 
tion described  in  the  Specification  of  the  Patent,  and  had  so  manufactured  and 

55  had  distributed  to  the  trade  an  ornamental  calendar  of  tin  plate. 

The  Defendants  by  their  Defence  did  not  admit  the  Plaintiffs'  ownership  of 
the  Patent ;  they  4©4ie4  th^t  tl^e  original  Claims  in  the  Specification  were 
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framed  in  good  faith  and  with  reasonable  skill  and  knowledge ;  they  denied 
that  they  had  infringed  or  threatened  or  intended  to  infringe ;  and  they  alleged 
that  the  Patent  was  invalid  for  the  reasons  given  in  the  Particulars  of  Objectiong. 
The  Particulars  of  Objections,  which  will  be  found  fully  set  out,  anie^  page  81, 
included  the  following  allegations : — (1)  The  alleged  invention  was  not  new,  5 
but  had  been  published  within  this  realm  prior  to  the  date  of  the  Patent  by  the 
following  Specifications  : — Barclay  and  Fry  (No.  1168  of  1875) ;  Barclay  (No. 
2590  of  1875);  Norton  (No.  2527  of  1894).  The  whole  of  each  of  the 
Specifications  was  relied  upon  as  affecting  each  of  the  Claims  of  the  PlaintifiEs* 
Specification.  (2)  The  alleged  invention  was  not  new  and  did  not  constitute  10 
proper  subject-matter  for  valid  Letters  Patent,  regard  being  had  to  general  and 
common  knowledge  and  to  the  Specifications  set  out  in  paragraph  1. 

The  Defendants  admitted  that  they  had  made  from  tin  iron  plates  a  biscuit 
box  and  almanac  having  an  antique  silver  effect  as  alleged  in  the  Particulars  of 
Breaches,  and  that  they  had  sold  the  same,  but  they  did  not  admit  that  the  box  15 
and  almanac  were  made  in  infringement  of  the  Patent.  They  stated  that  they 
did  not  know  whether  or  not  the  plates  had  been  cold-roUed  before  being 
tinned,  and  they  gave  the  names  of  the  firms  and  persons  from  whom,  and  the 
dates  on  which,  they  had  obtained  the  plates. 

The  action  came  on  for  trial  on  the  27th  of  November  1905  before  Mr,  20 
Justice  Kekewichy  who  held  that  the  production  of  the  grained  tin  by  the 
omission  of  the  cold  rolling  process  was  well  known  at  the  date  of  the  Patent, 
and  that  if  the  Patentee  had  claimed  the  manufacture  of  tin  plate  in  that  way 
the  Patent  would  have  been  invalid  for  want  of  novelty,  but  that  what  he  had 
claimed  was  the  manu&cture  of  ornamental  articles  by  the  use  of  the  particular  25 
tin  plate  described ;  that  there  was  no  invention  in  taking  a  well-known  article 
and  applying  to  it  ordinary  processes  and  producing  a  new  result ;  and  that  tiie 
Patent  was  invalid  for  want  of  subject-matter.  The  action  was  dismissed  with 
costs.    The  Plaintiffs  appealed. 

The  appeal  was  heard  on  the  17th  of  July  1906.  30 

Crippa  K.C.  and  A.  J.  Walter  (instructed  by  George  Beloe  Ellis)  appeared 
for  the  Appellants  ;  Bousfleid  K.C.,  Lawrence  E.G.,  and  D.  Fulton  (instructed 
by  C.  Urquhart  Fisher)  appeared  for  the  Respondents. 

Walter  for  the  Appellants. — The  invention  has  had  an  enormous  commercial 
success.    It  is  for  the  old  silver  effect — quite  different  from  tin  plate.    Before  35 
the  Patent,  the  matt  effect  was  produced  by  dusting  metallic  powders  over  ^e 
surface.    Wasters  are  produced  by  two  plates  going  through  the  cold  rollers 
together,  or  by  oxide  being  left  on  the  plates,  with  the  result  that  the  plates  are 
left  rough  in  parts.    About  five  years  before  the  Patent  the  Patentee  endeavoured 
to  utilise  the  wasters,  and  obtain  a  plate  with  a  different  appearance.  As  to  prior  40 
user,  the  evidence  is  that  no  completed  box  was  ever  shown  to  a  customer  or 
was  sent  out  of  the  works  until  September  1903.    The  customers  to  whom,  the 
boxes  were  said  to  have  been  shown  were  not  called.     The  correspondence  was 
produced,  and  the  traveller  must  have  had  some  plates  in  the  rough  which  he 
showed  to  customers.    All  the  materials  were  kept  in  a  private  department  of  45 
the  works.    It  was  said  that  Norton  had  taken  out  a  Patent  for  a  non-cold 
rolled  tin  plate  ;  but  he  went  too  far  and  omitted  the  annealing,  and   the 
Plaintiffs  were  stopped  when  they  were  dealing  with  this  alleged  prior  publi- 
cation.   There  can  be  a  valid  Patent  for  using  a  thing  for  a  particular  purpose  ; 
otherwise  there  could  not  be  a  valid  Patent  for  making  anything  from  old  50 
materials.    The  Patentee  was  the  first  to  utilise  for  a  new  manufacture  an 
article  never  seen  except  by  himself ;  he  has  introduced  a  new  manufacture 
within  the  meaning  of  l^e  Statute  of  Monopolies.    If  anyone  were  to  use  the 
grained  tin  plate  to  make,  say,  ornamental  flower-pots  he  would  not  infringe. 
The  Patentee's  invention  required  original  thought.    It  is  the  first  time  the  55 
old  silver  effect  has  been  produced  ;  no  one  had  ever  used  before  for  a  manu- 
factured article  the  new  tinned  plate  in  combination  with  the  artistic  finish. 
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If,  however,  your  Lordships  take  the  view  that  no  Patent  can  be  obtained  for 
making  a  new  article  of  manafacture  that  has  never  been  seen  before — I  cannot 
put  it  higher  than  that — if  no  Patent  can  be  obtained  for  the  use  of  an  old 
plate  to  produce  a  new  manufactured  article  ornamented  in  a  way  which  was 
5  never  known  before  the  date  of  the  Patent,  and  to  produce  an  article  never 
seen  before  the  date  of  the  Patent 

ROMER  L.J. — I  do  not  recognise  your  Patent  from  that  description.    What 
you  have  patented  are  articles  which  in  the  eyes  of  the  better  class  are  artistic. 

Walter. — No.    What  we  have  claimed  is  an  article  manufactured  from  a  tin 
10  plate  having  a  certain  surface  and  ornamented  in  the  manner  described  in  the 
Specification  to  produce  an  old  silver  effect.    There  is  no  Claim  whatever  left 
in  the  Specification  for  the  plate  itself. 

ROMER  L^T. — That  being  so,  the  Patent  has  gone. 

Walter. — The  evidence  carries  the  matter  to  this  extent — (1)  that  no  such 
15  article  was  ever  known  before,  unless  it  be  the  Bluebell  Polish  tins ;  (2)  that 
the  article  when  it  was  introduced  took  the  market  at  once,  and  has  been  sold 
in  enormous  quantities. 

ROMBR  L,J. — ^What  do  you  mean  by  the  article  ? 

Walter. — The  article  manufactured  in  accordance  with  the  Claim,  which  is 
20  an  article  having  a  grain-like  surface,  having  either  an  old  silver  effect  or 
similar  effects  produced  in  combination  on  the  grained  surface  and  suitable 
varnishes. 

Vaughan  Williams  LJ. — ^*'  Suitable  varnishes  "  are  not  new.    They  are 
things  that  people  have  been  in  the  habit  of  using.  . 
25       Walter. — Not  in  combination  with  grained  surfaces  by  which  you  produce  a 
grained  appearance. 

Vaxjghan  Williams  L. J.— Suitable  for  what  do  you  mean  ? 

Waiter. — Suitable  for  what  the  Patentee  says. 

Vaughan  Williams  L.J. — ^You  do  not  say  what  varnishes. 
30       Walter. — If  you  are  to  have  a  grained  effect  it  must  be  a  varnish  which  is 
transparent. 

ROMBR  L.J. — The  use  of  this  tin  plate  is  old ;  its  application  for  articles  of 
utility  is  old.    You  say — "  my  Patent  is  to  use  it  for  pretty  things,  prettily  and 
^  artistically  embossed.*'    That  is  the  Patent. 
35       Waiter. — The  evidence  is  that  the  Patentee  was  experimenting  for  three  or 
four  years  to  produce  the  effect  desired. 

ROMBR  LJ. — The  fact  is  the  Patent  has  been  destroyed,  because  the  Patentee 
did  not  know  that  this  tin  plate  had  been  used  before.  It  is  no  use  trying 
to  bolster  up  this  Patent  when  it  is  really  only  for  that. 
40  WaUer. — If  your  Lordships  say  in  limine^  "  We  do  not  consider  there  is 
**'  sufficient  subject-matter  in  this  Patent,*'  then  there  is  no  ase  in  occupying 
your  Lordships'  time  any  further. 

Vaughan  Williams  LJ. — In  your  last  few  words  you  have  expressed  our 
judgment. 
45       The  Respondents  were  not  called  upon. 

Their  Lordships  held  that  the  Patent  was  invalid,  and  dismissed  the  appeal 
with  costs. 
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In  the  Court  of  Appeal. 
Before  Lords  Justices  Vaughan  Williams,  Romer,  and  Cozbns-Hardy. 

July  20th,  1906. 
In  the  Matter  op  Poulton's  Patent. 


Patent — Petition  for  revocation. — Alleged  prior  user  and  prior  publication    5 
— Use  of  the  invention  prior  to  the  date  of  the  Patent  by  the  Patentee  held  to  be 
established  and  not  to  have  been  experimental, — Order  for  revocation  made  subject 
to  a  stay  in  the  event  of  an  appeal. — Appeal  dismissed. 

A  Petition  was  presented  for  the  revocation  of  Letters  Patent  granted  to  P. 
in  1899  for  ^^Improvements  in  and  relating  to  the  setting  of  boilers  and  the  10 
"  like.^^    The  principal  feature  of  the  invention  wa^  the  construction  and  setting 
of  blocks  for  boilers  so  that  they  moved  in  correspondence  with  the  expansion  and 
contraction  of  the  boilers.    At  the  hearing  of  the  Petition  the  principal  ground 
for  revocation  of  the  Patent  relied  on  by  the  Petitiofier  was  prior  user  by  the 
Patentee  himself  by  putting  blocks  of  downtake  flues  in  accordance  with  the  15 
invention   in   the  execution  of  ce7^tain  works   to   boilers.     The  Respondents 
alleged  that  those  blocks  were  not  set  to  act  in  accordance  with  the  invention^ 
and  alleged  that^  even  if  they  were,  the  user  ivas  experimental.    It  was  held, 
that  tJie  prior  user  was  established,  that  it  was  not  experimental,  and  that  the 
PcUent  was  invalid.    An  Order  for  revocation  was  made  subject  to  a  stay  on  20 
the  usual  terms.     The  Respondent  appealed. 

The  appeal  was  dismissed  with  costs. 

On  the  15th  of  September  1899  Letter3  Patent  (No.  18,651  of  1899)  were 
granted  to  William  Poulton  for  '*  Improvements  in  and  relating  to  the  setting 
"  of  boilers  and  the  like."  25 

The  Complete  Specification  (which  will  be  found  more  fully  set  out,  ante, 
page  183)  stated,  inter  alia,  as  follows  : — *'  This  invention  has  reference  to  the 
"  setting  of  boilers  and  has  for  its  object  to  obviate  the  defects  in  the  setting 
"  due  to  expansion  of  the  boiler. 
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^^  In  the  use  of  the  ordinary  blocks  for  boiler  setting  and  the  like  the  arched 
<'  or  canred  blocks  that  are  mounted  at  the  top  of  the  downtake  or  other  fine  at 
^  the  back  end,  and,  occasionally^  in  certain  types  of  boilers,  also  at  the  front 
"  end  of  the  boiler,  are  occasionally  broken  by  reason  of  the  strain  induced  in 
5  ^  them  as  a  consequence  of  the  expansion  of  the  boiler  in  working  ;  while  the 
^  brick  walls  upon  which  the  blocks  rest  are  often  also  badly  strained.  My 
**  inyention  is  designed  to  remedy  this  defect,  and  it  consists  in  constructing  the 
^^  arched  or  curved  blocks  of  the  boiler  setting  that  are  situated  at  the  top  of  the 
^'  before  mentioned  flues  or  also  upon  the  sides  of  the  boiler  so  that  the  edge  or 

10  "  extremities  of  the  blocks  next  the  boiler  may  move  to  an  extent  corresponding 

*'  to  the  expansion  and  contraction  thereby  avoiding  the  strain  that  usually  results 

^'  in  the  formation  of  cracks  and  openings,  or  the  destruction  of  the  blocks.    .    . 

^^  It  will  be  understood  that  the  invention  is  not  limited  to  the  actual  form 

'*  of  the  blocks  other  than  the  formation  necessary  for  permitting  the  movement 

15  ^'  lequired  according  to  the  invention." 

The  Patentee  claimed  : — "  1. — In  blocks  for  boiler  and  the  like  setting,  con- 
'^  structing  and  arranging  the  blocks  with  rounded  edges  where  such  edges 
''  make  contact  with  the  sides  or  ends  of  the  boiler  and  with  the  brickwork 
*'  thereof  for  the  purpose  of  taking  up  the  expansion  and  contraction  of  the 

20  ''  boiler  substantially  as  hereinbefore  described  and  as  illustrated  in  the  accom- 
''  panying  drawings.  2. — In  boiler  and  the  like  settings,  providing  a  space 
*'  between  the  outer  surfaces  of  the  fire  brick  blocks  or  setting  bricks,  and  the 
'*  inner  wall  or  surfaces  of  the  encasing  or  surrounding  brickwork  or  covering, 
"  substantially  as  and  for  the  purposes  hereinbefore  described.    3. — In  blocks 

25  ''  for  boiler  and  the  like  setting  as  claimed  in  the  First  Claim,  the  provision  of 

^^  means  for  preventing  dust  or  dirt  entering  the  cavity  underneath  the  blocks 

"  substantially  as  hereinbefore  described  and  as  illustrated  in  the  accompanying 

"  drawings." 

On  the  5th  of  November  1905  Horace  Smith  Marshy  trading  as  the  Adjustable 

30  Cover  and  Boiler  Block  Company ^  presented  a  Petition  for  revocation  of  the 
Patent,  having  obtained  the  authority  of  the  Attomey-Oeneral  so  to  do. 

The  Petition  contained  the  following  statements: — (3)  That  by  writ  dated 
the  19th  (lay  of  November  1904  the  Petitioner  was  sued  by  the  said  William 
Poulton  for  infringement  of  the  Patent ;   (4)  that  by  the  judgment  of   Mr, 

35  Justice  Warrington  after  a  trial  of  the  action  so  commenced  the  Petitioner  was 
restrained  from  infringing  the  Patent;*  (5)  that  the  Petitioner  had  subse- 
quently to  the  date  of  this  judgment  discovered  (as  the  fact  was)  that  prior  to 
the  date  when  the  said  William  Poulton  applied  for  the  grant  of  the  Patent 
he  had  in  faot  used  the  said  invention  in  the  setting  of  boilers  at  the  Reading 

40  Electric  Supply  Company  Ld.,  and  that  a  boiler  fitted  and  set  with  the  said 
patented  setting  and  blocks  was  under  steam  on  the  25th  of  August  1899 ; 
(6)  that  the  Petitioner  was  unable  to  plead  this  prior  user  in  the  action  as  he 
was  unaware  of  such  prior  user  until  after  judgment  had  been  given  against 
him,  and  that  the  Petitioner  was  advised  that  he  could  not  introduce  evidence 

45  of  such  prior  user  in  any  appeal  presented  against  the  said  judgment ;  (7)  that 
the  Petitioner  was  restrained  by  the  Order  and  injunction  of  the  Court  from 
using  the  said  invention,  which  was  of  great  importance  to  him  in  his  business 
of  a  boiler  setter,  whereas  and  in  fact  the  Patent  ought  to  be  revoked  as  having 
been  granted  for  an  invention  which  to  the  knowledge  of    William  Poulton 

50  was  not  new  at  the  date  when  he  applied  for  the  grant  of  the  Patent ;  (8)  that 
the  Patent  was  also  invalid  by  reason  of  the  matters  in  the  Particulars  of 
Objections  therewith  delivered  appearing. 

The  Particulars  of  Objections  alleged  (inter  alia): — That  the  alleged  invention 
was  not  new — (a)  that  the  alleged  invention  had  been  publicly  used  by  the 
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In  the  Matter  of  Poultan'B  PcUent. 

Patentee  in  the  boilers  of  the  Beading^  Electric  Supply  Gompany  Ld.  at  Beading 
in  the  year  1899,  the  first  of  the  boilers  fitted  with  the  said  invention  being  put 
nnder  steam  on  the  25th  of  August  1899 ;  that  two  other  boilers  of  the  said 
Electric  Supply  Company^ 8  station  were  also  fitted  with  the  said  invention  prior 
to  the  date  of  the  Patent.  5 

On  the  25th  of  January  1906  the  Petition  came  on  for  hearing  with  witnesses 
before  Bitckley  J.,  who  held  that  the  prior  user  was  established  ;  that  it  was  not 
experimental ;  and  that  the  Patent  was  invalid.  An  Order  for  revocation  was 
made  subject  to  a  stay  on  the  usual  terms  (ante^  page  183).  The  facts  appear 
fully  from  the  judgment  of  Buckley  J,    The  Respondent  appealed.  10 

T.  Terrell  K.C.  and  L.  B.  Sebastian  (instructed  by  J.  Bartlett)  appeared  for 
the  Appellant ;  A.  J.  Walter  and  J.  H,  Gray  (instructed  by  SoameSy  Edwards^ 
and  Jones)  appeared  for  the  Respondent. 

Terrell  K.C.,  for  the  Appellant,  argued  that  there  was  no  prior  user  of  the 
invention,  that  the  Patent  was  to  prevent  thrust,  and  that  the  blocks  as  to  which  15 
prior  user  was  found  did  not  work  as  the  blocks  described  in  the  Specification 
were  intended  to  do,  and  did  not  prevent  thrust  and  the  fixing  of  them  did  not 
constitute  prior  user  of  the  invention.  Moreover,  this  was  an  experimental  user. 
[Rom  BR  L,J. — ^Tou  have  two  points  :  first,  that  yotC  did  not  put  up  the  inven- 
tion ;  secondly,  that  it  was  a  mere  experiment.]  The  Court  having  intimated,  20 
after  further  argument,  that  they  had  come  to  a  conclusion  that  the  appeal 
should  be  dismissed,  he  asked  that  formal  judgment  should  be  given. 

Counsel  for  the  Respondents  were  not  called  upon. 

Vaughan  Williams  LJ. — 1  say  as  my  judgment  that,  in  my  opinion,  this 
block  as  put  up  in  this  place  did  fully  disclose  the  invention,  and  did  not  the  less  25 
do  so  because  a  workman  did  not  fix  it  up  properly.    As  fixed  up  it  is  said  that 
it  would  not  work,  but  nobody  who  saw  it  could  have  any  doubt  as  to  what  it 
was  intended  to  do.    That  being  so,  there  was  the  whole  invention. 

Terrell  K.C. — Very  well,  my  Lord,  if  I  may  take  that. 

Walter. — The  appeal  is  dismissed  with  costs,  my  Lord  ?  30 

Vaughan  Williams  LJ.—Ye^. 
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Board  A  Son  v.  Thorn  and  Cameron  Ld.  and  Thorn  and  Cameron  Ld. 

V.  Boord  Jc  Son. 


In  the  Court  of  Session  in  Scotland.-— Outer  House. 
Be/ore  Lord  Salvbsbn.  • 


February  17th  and  28th,  October  21st,  and  November  4th,  1905,  February  27th 
and  28th,  and  March  Ist,  2nd,  13th,  14th,  and  27th,  1906. 


BooRD  &  Son  v.  Thom  and  Cameron  Ld.  and  Thom  and 
Cameron  Ld.  v.  Boord  &  Son. 


Trade  Mark. — **  Old  Tom  "  gin.--^  Cat  and  Barrel "  mark  or  brand.— -Action 

of  declarator  and  interdict  against  infringement. — Counter-a^tion  of  declarator 

and  reduction  of  Trade  Mark. — Honest  co7icurrent  user. — Device  common  to 

10  t?ie  trade. — Passing-off. — Interdict  refused.  ^Reduction  of  registration  not 

insisted  on. 

Before  1850  "  Old  Tom "  was  a  name  of  unknown  origin  used  by  the 
public  for  gin.  About  1849  B.  and  S.,  horns  and  export  dealers^  adopted  a 
cat  and  barrel  device  for  their  gin^  and  from  that  time  onward  did  a^  before  a 

15  large  trade  in  England  and  abroad.  They  registered  thiir  mark  in  1879  for 
fermented  liqttorsy  spirits  and  liqueurs,  and  in  1904  they  registered  similar 
marks  for  dry  gin,  cordial  Old  Tom,  bottled  cordials  {alcoholic).  Old  Tom,  Ac. 
For  gin  they  had  used  tJie  device  registered  in  1879  since  about  1850y  and  from 
time  to  time  they  procured  other  traders  to  desist  from  using  the  cat  and  barrel 

20  device  in  the  various  ma7*kets  where  (especially  in  the  native  markets  abroad) 
there  was  evidence  to  show  that  through  the  mark  B.  and  S.^s  gin  had  become 
known  as  "  Cat  and  Barrel "  brand. 

From  1848  T.  and  C.  or  their  predecessors  carried  on  a  similar  business  at 
home  and  abroad,  and  from  1858  onwards  they  liad  used  a  cat  and  barrel 

25  mark,  and  from  1869  the  mark  figured  below.  Many  other  firms  in  Glasgow, 
Dublin,  and  elsewhere  had  from  1858,  and  specially  before  1879,  used  a  similar 
device,  varied  to  some  extent  in  the  position  of  the  cat,  tlie  barrel,  and  the 
lettering,  either  as  their  own  marks  or  from  a  stock  mark  sold  to  the  trade. 
The  turnover  of  these  traders  was  not  nearly  so  large  as  that  of  B.  and  S., 

30  and  their  trade  was  substantially  in  Scotland,  where  the  whole  trade  in  gin  is 

smaiL 
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Boord  A  Son  v.  TTumi  and  Cameron  Ld.  and  Thorn  and  Cameron  Ld. 

V.  Boord  A  Son. 

In  these  circumstances^  held  by  the  Lord  Ordinary  in  an  action  for  infringe- 
ment at  the  instance  of  B.  and  S.  and  a  counter-action  for  declarator  at  the 
instance  of  T.  and  C,  that  the  device  of  cat  and  barrel  was  common  in  the  trade 
long  prior  to  registration  by  B,  and  <S.,  and  that  T.  and  C.  were  entitled  to 
use  it.  h 

TBield  further^  that  even  where  through  the  mark  a  trader's  gin  has  become 
known  in  the  native  markets  of  the  Colonies  as  "  Cat  and  Barrel "  brandy  and 
a  similar  device  might  there  deceive^  yety  in  the  absence  of  any  proof  of  deceit^ 
the  Court  will  not  infer  that  sitch  similar  device  is  calculated  to  deceive^  andy  ai 
all  events^  tliat  the  trader  is  not  entitled  to  exclusive  use  of  the  mark  in  the  home  IQ 
market  where  the  cat  and  barrel  have  been  in  common  use. 

Held  alsoy  that  where  a  trader  has  secured  registration  of  a  marky  and 
founds  upon  the  registration  in  actions  for  infri^igement  and  interdicty  the 
onus  lies  on  those  setting  up  concurrent  users  to  prove  that  it  was  registered 
udthout  sufficient  cause.  15 

Boord  &  Son  v.  Huddart  {21  E.P.C.  149)  distinguishedy  on  the  ground  that  in 
that  case  it  was  neither  pleaded  nor  proved  that  the  device  was  in  common  use 
prior  to  the  registrationy  was  common  to  the  tradcy  and  was  not  disclaimed ; 
and  thaty  whatever  injury  might  be  done  to  B.  and  S.^s  trade  by  the  common 
use  of  the  cat  and  barrel  devicCy  this  was  not  relevant  where  common  ttse  and  20 
commo7i  right  were  established. 

These  were  counter-actions  relating  to  the  right  to  use  for  sweetened  gin 
labels  containing  prominently  representations  of  a  cat  and  barrel.    Boord  Jt  Son 
were  the  registered  proprietors  of  Trade  Mark  No.  20,505,  registered  as  an  old 
mark  in  1879  in  class  43  for  fermented  liquors  and  spirits,  namely,  wine,  25 
whisky,  and  liqueurs.    The  Mark  as  registered  is  represented  on  p.  512. 

In  1881,  by  Order  of  Court,  "  SwainCy  Boord  A  Co.''  was  removed  from  the 
Mark,  and  a  note  added  to  the  registration  that  the  name  of  the  person  for  the 
time  being  entitled  to  the  Mark  might  be  inserted  in  the  blank  space.  This 
Trade  Mark  was  used  by  Boord  A  Son  as  a  label,  with  their  name  inserted  in  30 
the  blank  space.  The  label  used  was  about  5  in.  by  3  in.  The  ground  was 
white,  edged  by  an  ornamental  pattern  in  red  between  gilt  lines,  except  at  the 
corners  where  there  was  also  blue  colour.  "  Boord  &  Son  "  and  "London"  waa 
in  white  on  red  with  a  gilt  surround.  "  Cordial  Old  Tom  "  was  white  on  gilt 
within  a  blue  circle.  The  barrel  was  gilt  with  red  hoops  and  rested  on  an  35 
ornamental  device  on  the  top  of  the  circular  device,  and  bore  a  grey  cat  with 
gilt  collar  and  dexter  paw  uplifted. 

Thom  and  Cameron  Ld.  used  the  label  represented  on  p.  513,  which  was  not 
registered.  The  label  was  about  5  in.  by  3  in.  The  ground  was  white  edged  by 
blue  and  gilt  between  thin  black  lines.  The  barrel,  brown  with  gilt  hoops,  rested  40 
on  a  ground  shaded  blue-black.  '*  Cream  Old  Tom  "  and  "  T.  &  C."  were  white, 
one  anchor  red  and  the  other  dark  ;  and  "  Thom  &  Cameron's,"  "  Trade  Mark," 
and  "  Gin  "  were  all  gilt.  "  Superior  "  was  red  and  shaded  gilt ;  "  Thom  & 
"  Cameron  (Lin^ited),  Glasgow  &  London  "  was  red  ;  and  "  Old  Tom  Gin  **  wa8 
black  with  a  double  shading  of  gilt  and  blue.  The  cat  was  grey,  with  a  gilt  45 
collar,  and  the  bottle  and  glass  a  very  light  blue. 

The  first  action,  the  Summons  in  which  was  signeted  on  the  1st  of  July  1904, 
was  at  the  instance  of  Boord  A  Son  Ld.y  distillers  and  wine  and  spirit  merchants, 
as  Pursuers,  against  Thom  qnd  Cctmeron  Ld.y  whisky  merchants  and  blenders, 
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Boord  A  San  v.  T?iom  and  Cameron  Ld.  and  Thorn  and  Cameron  Ld, 

V.  Boord  A  Son. 

Obeapside  Street,  Olasgow  ;  and  also  against  the  now  dissolved  firm  of  T?Mm 
and  Cameron^  which  carried  on  business  at  Cheapside  Street,  aforesaid ;  and 
also  against  Robert  Thom^  John  Cameron^  and  Robert  Wilson  Thorn,  all  of 
Cheapside  Street  aforesaid,  the  sole  partners  of  the  said  now  dissolved  firm 
5  of  Thorn  and  Cameron,  as  such  partners  and  as  individuals. 

The  Pursuers  asked  (first)  for  declarator  that  they  were  the  sole  proprietors  of 

the  Trade  Mark  registered  by  Thomas  William  Boord,  then  trading  as  Swaine, 

Boord  A  Co.,  their  jTedecessor  in  business,  being  Trade  Mark  number  20,505 

registered  in  Class  4H  for  fermented  liquors  and  spirits,  including  liqueurs,  on 

10  the  8th  of  April  1879  as  having  been  used  for  twenty-five  years  before  that  date  ; 

and  of  the  Trade  Mark  registered  by  them,  being  Trade  Mark  number  257,763 

registered  in  said  Class  for  gin  on  the  7th  of  June  1904  as  having  been  used 

since  upwards  of  twelve  years  before  the  13th  of  August  1875 ;  and  of  the 

Trade  Mark  also  registered  by  them,  being  Trade  Mark  number  257,764  registered 

15  in  said  Class  for  gin  on  the  7th  of  June  1904  as  having  been  used  since  upwards 

of  twenty-five  years  before  the  13th  of  August  1875  ;  and  of  the  Trade  Mark 

registered  by  them  being  Trade  Mark  number  263,113  registered  in  said  Class 

in  respect  of  bottled  cordials  (alcoholic), "  Old  Tom  "  and  dry  gin,  juniper  cordial 

(alcoholic),  orange  bitters  (alcoholic),  ginger  brandy  and  whisky  on  the  29th  of 

20  April  1904  as  having  been  used  since  at  least  one  year  before  the  13th  of  Aagust 

1875  ;  and  (second)  that  Thorn  and  Cameron  Ld.  and  their  agents,  or  others 

acting  for  them,  or  for  whom  they  are  responsible,  should  be  interdicted  from 

in  any  way  infringing  Boord  A  Son's  said  Trade  Marks,  and  from  infringing 

their  sole  and  exclusive  right  to  use  the  same,  and  from  trading  on  and 

25  obtaining  the  benefit  of  their  established    trade    reputation ;    and,  without 

prejudice  to  the  foregoing  generality,  that  T?iom  and  Cameron  Ld.  should  be 

interdicted  from  issuing,  selling   or  using  as  labels  or  as  advertisements  or 

otherwise,  designs  which  infringed  Boord  A  Son's  said  registered  Trade  Marks  or 

which  were  colourable  imitations  of  the  same,  or  which  traded  on  and  obtained 

30  the  benefit  of  their  established  trade  reputation,  and  in  particular  from  issuing, 

selling  or  using  in  labels,  advertisements  or  otherwise  the  designs  referred  to  in 

Article  YI.  of  the  Condescendence  thereunto  annexed,  or  any  similar  design 

which  infringed  Boord  A  Son's  said  Trade  Marks,  or  which  traded  on  and  obtained 

the  benefit  of  their  established  trade  reputation,  or  was  in  colourable  imitation  of 

35  the  same ;   and  (third)  that  Thom  and  Cameron  Ld.  should  be  interdicted 

from  selling,  offering  for  sale,  passing  off,  or  attempting  to  pass  off,  or  enabling 

others  to  pass  off  '^  Old  Tom "  gin,  unsweetened  gin,  or  any  spirits,  wines, 

cordials,  bitters,  liqueurs,  or  other  articles  of  a  similar  natare,  not  of  the 

Pursuers*  merchandise  or  manufacture,  as  and  for  the  goods  and  merchandise 

40  of  Boord  A  Son  in  any  way  whatsoever,  and  in  particular  by  using  the  words 

^^  Cat  and  Barrel  "  in  connection  with  the  representation  of  a  cat  and  barrel  or 

otherwise,  or  by  using  the  representation  of  a  cat  and  barrel,  or  any  words  or  a 

word,  signs  or  a  sign,  figures  or  a  figure,  devices  or  a  device,  which  were  calculated 

to  enable  Thom  and  Cameron's  gins  or  other  fermented  liquors  or  liqueurs,  or 

45  goods  of  theirs  to  be  passed  off  as  or  for  the  goods  of  Boord  A  Son  ;  and  that 

TJiom  and  Cameron  Ld.  should  be  ordained  to  give  up  all  labels,  &c.,  infringing 

Boord  A  Son's  Trade  Marks  and  to  pay  the  expenses  of  the  action. 

The  Pursuers  stated  -.—Messrs.  Boord  A  Son  and  their  predecessors  in 
business  have  carried  on  the  business  of  wine  and  spirit  merchants,  dis* 
50  tillers,  manufacturers  and  sellers  of  fermented  liquors,  spirits  and  liqueurs 
for  upwards  of  one  hundred  and  fifty  years.  From  1850,  or  before  that 
date,  down  to  the  1st  of  July  1859  the  business  was  carried  on  by  the  now 
deceased  Joseph  Boord,  J.P.,  under  the  firm  name  of  Swaine,  Boord  A 
Co.^  the  name  of  an  earlier  firm.  The  business  was  on  the  Ist  of  July  1859 
55  assigned  to  the  said  Joseph  Boord,  Sir  Thomas  William  Boord,  Bart.  (then. 
Thomas  William  Boord),  and  JSdward  Lonsdale  Beckunth,  and  by  them  carried 
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Board  Jc  Son  v.  Thorn  and  Cameron  Ld.  and  Thorn  and  Cameron  Ld. 

V.  Boord  A  Son. 

on  in  co-partnership  till  30th  of  June  1866.  On  this  date  the  business  was 
assigned  to  the  said  Joseph  Boord  and  Sir  T.  W.  Boord^  and  was  by  them 
carried  on  till  the  14th  of  December  1875,  when  Joseph  Boord  died,  and  the 
business  passed  to  Sir  71  W.  Boord,  who  carried  it  on  till  the  1st  of  January 
1888.  On  this  date  the  business  was  assigned  to  the  Messrs.  Boord  A  Son^  who  5 
are  a  Joint  Stock  Company  registered  under  the  Companies  Acts,  1862  to  1886, 
with  unlimited  liability,  and  who  have  carried  on  the  business  ever  sinoe. 
Messrs.  Boord  A  Son  and  all  their  predecessors  in  business  above  named  have 


for  a  great  number  of  years  manufactured,  sold  and  advertised  for  sale  gin  and 
liqueurs,  as  well  as  other  fermented  liquors  and  spirits,  and  have  acquired  a 
great  reputation  for  the  same  respectively.  *«  Since  at  least  the  year  1854  ** 
"  they  have  so  manufactured,  sold  and  advertised  gin,  liquors,  and  spirits, 
"  under  or  in  connection  with  a  certain  label  or  Trade  Mark,  whereof  the 
"  important  and  essential  feature  is  the  representation  thereon  of  a  cat  and  of 
'*  a  barrel.    Since  at  least  the  year  1854  their  goods  have  been  well  known  and 
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Board  A  Son  v.  TTiom  and  Cameron  Ld.  and  Thorn  and  Cameron  Ld. 

V.  Boord  A  Son. 

"  identified  in  the  market  under  and  by  means  of  said  label  or  Trade  Mark." 
The  Pursuers  stated  that  they  were  the  registered  proprietors  of  the  said  Trade 
Marks  Nos.  20,505,  257,763  and  257,764  and  No.  263,113. 

In  reply  to  these  Messrs.  Thorn  and  Cameron  set  forth  that  they  and  their 
predecessors  *^  have  since  at  least  1850  used  in  connection  with  their  business, 
'^  and  particularly  in  selling  gin,  labels  which  bore  as  a  distinctive  feature  the 


Z?PM*  CAMtROHl 


^.cream^ 


^^,miS^ 


^old  tom_ 


GIN 


*v'-J^-r^,.^^^ 


sumuoN 

tlLDTOM  6IN 

THOM  8c  CAMERON(LiMitE0 
GLASGOW  &  LONDON.         V 


**  representation  of  a  cat  and  a  barrel."  They  also  said  that  they  and  their 
predecessors  were  not  aware  until  about  eighteen  months  ago  that  the  Pursuers 
used  labels  in  connection  with  their  business  upon  which  there  was  a  repre- 
10  sentation  of  a  cat  and  a  barrel.  ''  The  said  representations  upon  the  labels  of 
*•  the  Pursuers  and  Defenders  respectively  are  not  similar  in  appearance,  and 
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Boord  A  Son  v.  TTiom  and  Cameron  Ld,  and  Thorn  and  Cameron  Ld. 

V.  Boord  &  Son, 

"  would  not  in  any  event  constitute  an  infringement  of  Trade  Mark  upon  the 
"  part  either  of  Pursuers  or  of  Defenders." 

Boord  A  Son  claimed  that  "the  fermented  liquors,  spirits  and  liqueurs, 
"  including  gin,  sloe  gin,  and  other  goods  of  Boord  A  Son^s  manufacture  and 
'*  sale,  have  for  about  fifty  years  been  known  to  purchasers  and  intending  5 
"  purchasers  as  the  '  Cat  and  Barrel '  brand  of  fermented  liquors,  spirits  and 
"  liqueurs,  including  gin  and  sloe  gin,  and  any  such  goods  or  merchandise 
"  advertised  or  sold  under  or  in  connection  with  the  said  Trade  Mark  or  label, 
"  or  as  or  of  the  '  Cat  and  Barrel '  brand,  have  been  known  to,  and  have  been 
"  and  are  identified  by  traders  and  the  public  as  goods  of  Boord  A  Son^s  mann-  10 
"  facture  or  merchandise.  The  words  '  Cat  and  Barrel '  brand  are  commonly 
^^  used  to  indicate  Boord  A  Son^s  goods,  and  in  the  market  these  goods  only  are 
"  known  by  that  name.  Boord  A  Son  have  carried  on  their  trade  in  connection 
"  with  their  said  Trade  Mark  in  England,  Scotland,  and  Ireland,  and  in  the 
"  Colonies  and  abroad."  15 

In  or  about  the  month  of  August  1902  Messrs.  Boord  A  Son  discovered  that 
Charles  Albert  Hvddart^  a  wine  merchant  carrying  on  business  at  No.  40 
Great  Tower  Street,  London,  was  selling  and  advertising  for  sale  sloe  gin,  a 
liqueur  not  of  the  Pursuers'  manufacture  or  merchandise,  under  or  in  connection 
with  an  alleged  Trade  Mark  or  label  bearing  a  representation  of  a  cat  and  a  20 
barrel,  with  the  words  "  Cat  Brand  "  in  prominent  letters  under  or  otherwise 
in  connection  with  the  said  representation.  This  mark  consisted  of  the  picture 
Ol  a  cat  looking  out  of  the  top  of  a  barrel  set  on  end.  They  accordingly  took 
proceedings  in  the  Chancery  Division  of  the  High  Court  of  Justice  in  London 
against  Huddart,  and  claimed  an  injunction  to  restrain  him  from  infringing  25 
their  Trade  Mark  and  from  selling  goods  not  manufactured  by  them  in 
connection  with  their  Trade  Mark,  and  from  using  the  representation  of  a 
cat  and  barrel,  or  other  words  or  signs  calculated  to  deceive  the  public  into  the 
belief  that  they  were  purchasing  the  sloe  gin  manufactur^Mi  by  the  Pursuers. 
On  the  21st  of  December  1903  Mr.  Justice  Sivin/en  Eady  pronounced  judgment  30 
in  the  action,  granting  to  the  Pursuers  the  injunction  prayed  for.  The  action 
of  Boord  A  Son  v.  Huddart  is  reported  in  21  R.P.C.  149. 

The  pleadings  for  Boord  A  Son  proceeded  as  follows  : — "  (Condescendence  VI.) 
"  During  the  dependence  of  said  action  Boord  A  Son  for  the  first  time  ascertained 
*'  that  Thorn  and  Cameron  Ld.  were,  and  are,  using  a  variety  of  labels  in  connec-  35 
'*  tion  with  their  business  which  infringe  the  former's  said  label  and  Trade  Marks. 
"  Amongst  those  labels  are  the  following  :— (1)  A  label  with  a  barrel  lying  on  its 
"  side,  with  a  cat  sitting  on  it,  and  having  printed  thereon  Superior  Old  Tom  Gin, 
"  manufactured  by  Thom  and  Cameron^  Glasgow  ;  (2)  a  label  with  a  barrel  in  an 
"  upright  position,  and  the  cat  on  the  top  thereof,  with  a  bottle  and  a  glass,  and  40 
"  having  printed  thereon  Thom  and  Cafueron^  Cream  Old  Tom  Gin,  Thfmi  and 
"  Cameron  Ld.y  Glasgow  and  London  ;  (3)  a  label  with  a  barrel  also  in  an  upright 
"  position,  and  the  cat  sitting  on  the  top  thereof,  and  having  printed  thereon 
"  Superior  Old  Tom  Gin,  Old  Tom,  Thom  and  Cameron,  Glasgow ;  and  (4)  a 
*'  label  with  two  barrels  close  together,  laid  on  their  side,  and  a  third  barrel  45 
"  on  its  side  put  on  the  top  of  them,  with  a  cat  on  the  top  of  it."    These  labels 
Boord  A  Son  averred  were  colourable  imitations  of  their  registered  Trade  Mark. 
Since  about  1850  Boord  A  Son  have  built  up  a  considerable  export  trade  in  gin 
with  the  result  tbat  in  many  countries  there  has  been  established  a  demand  for 
their  goods  under  the  "  Cat  and  Barrel  "  label  and  under  the  name  of  "  Cat  and  50 
"Barrel   Brand.'*     Thereafter,  they  complained,  Thom  and  Cameron  b^an 
unknown  to  them  to  sell  gin  for  export  to  many  places  to  which  Boord  A  San 
had  introduced  their  gin,  and  in  particular  to  Valparaiso,  Penang,  Hongkong, 
Shanghai,  and  Singapore,  and  to  many  countries  abroad  with  a  "  Cat  and  Barrel " 
label  and  with  a  view  to  trading  on  the  established  reputation  of  Boord  A  Soti,  55 
The  latter  have  called  on  them  to  undertake  not  to  make  any  further  use  of  the 
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said  labels,  but  they  have  refused.  Thom  and  Cameron  Ld.  have  a  registered 
Trade  Mark,  consisting  of  a  device  of  two  crossed  anchors,  and  they  have 
registered  several  other  marks  and  labels  for  particular  goods. 

Tliom  and  Cameron  replied  to  these  averments  as  follows: — "Denied. 
5  *^  Explained  that  the  label  second  above  mentioned  is  the  only  label  at  present 
"  used  by  Thom  and  Cameron  Ld.  in  connection  with  their  business.  Thom 
'*  and  Cameron  Ld.  have  never  used  the  labels  first  and  third  above  mentioned, 
"  nor  have  they  any  intention  of  using  them.  These  labels  moreover  were  not 
'*  used  by  the  dissolved  firm  or  other  Defenders  in  connection  with  their  business 

10  "  since  1875.  The  label  fourth  above  mentioned  has  not  been  used  since 
'^  upwards  of  ten  years  ago,  and  it  was  only  used  in  connection  with  sales  to  a 
"  particular  customer.  Thom  and  Cameron  Ld.  have  no  intention  of  resuming 
"  the  use  of  said  label.  Further,  the  label  second  above  mentioned  now  in  use 
"  by  the  Defenders  is  and  has  all  along  been  used  in  connection  with  the  sale 

15  "of  gin  only." 

Boord  A  Son  pleaded  : — (1)  The  Pursuers,  being  proprietors  of  the  said  Trade 
Marks,  and  having  an  established  trade  reputation  for  their  goods  under  the 
term  "  Cat  and  Barrel "  brand,  are  entitled  to  the  sole  and  exclusive  use  of  the 
same,  and  to  prevent  any  other  person,  firm  or  company  selling  their  goods  upon 

20  Buch  established  trade  reputation.  (2)  The  Defenders  having  infringed  the 
Pursuers*  said  Trade  Marks  and  exclusive  right  to  use  the  same,  the  Pursuers  are 
entitled  to  interdict  as  concluded  for.  (3)  The  Defenders,  having  coloorably 
imitated  the  Pursuers*  said  Trade  Marks,  should  be  interdicted,  prohibited  and 
discharged  in  terms  of  the  conclusions  of  the  Summons,  and  the  Pursuers  are 

25  entitled  to  have  the  infringing  labels  and  other  devices  delivered  to  them  as 
craved. 

Thom  and  Cameron  Ld.^  on  the  other  hand,  pleaded  : — (1)  The  statements  of 
the  Pursuers  being  irrelevant,  the  action  should  be  dismissed.  (2)  The  Pursuers 
not  having  an  exclusive  right  to  the  "  Cat  and  Barrel  "  brand,  decree  of  absolvitor 

30  should  be  pronounced.    (3)  In  respect  that  the  Defenders  have  not  infringed 

the  Pursuers'  Trade  Marks,  they  should  be  assoilzied.    (4)  The  whole  material 

statements  of  the  Pursuers  being  unfounded  in  fact,  the  Defenders  should 

be  assoilzied. 

On  the  17th  of  February  1905  the  Lord  Ordinary  ordered  this  action  to  be  sent 

35  to  the  adjustment  roll  and  after  a  continuation  of  the  2Idt  of  February  the  record 
was  closed  on  the  28th  of  that  month,  and  a  proof  was  allowed  on  a  day  to  be 
afterwards  fixed.  On  the  4th  of  November  Proof  was  appointed  for  the  27th 
of  February  1906. 

Meanwhile,  on  the  17th  of  July  1905,  a  counter  action  had  been  raised  by 

40  Hwm  and  Cameron  Ld.  against  Boord  Jt  Son.  This  action  first  appeared  on  the 
adjustment  roll  on  the  21st  of  October  1905  and  on  the  4th  of  November  Proof 
was  allowed  in  it  for  the  said  date  of  the  27th  of  February.  This  was  an  action 
attacking  the  validity  of  the  four  Trade  Marks  already  referred  to  as  founded 
on  by  Boord  A  Son,  viz. :— No.  20,505  in  Class  43  of  8th  of  April  1879  ;  Nos. 

45  257,763,  257,764,  and  263,113,  all  of  Class  43.  All  these  are  identical  with 
Boord  A  Son's  already  figured  except  in  the  name  of  the  goods,  and  in  the  case 
of  the  first  of  them,  except  in  the  firm  name.  At  the  Proof,  however,  no  attack 
was  made  on  the  registration  as  regarded  other  liquors  than  "  Old  Tom  "  gin. 
In  form  the  action  was  one  of  declarator  and  reduction.    Declarator  was  asked 

50  alternatively  (primo)  that  the  marks  had  been  entered  on  the  Register  without 
sufficient  cause  and  should  be  expunged  therefrom ;  or  (aecondo)  that  the  marks 
were  incapable  of  registration  and  the  entry  invalid  ;  or  {tertio)  "  that  the 
"  Defenders  Boord  A  Son  have  no  exclusive  right  to  use  the  sign,  figure  or 
"  device  of  a  cat,  or  of  a  cat  and  barrel  on  labels,  advertisements,  or  otherwise, 

55  "  in  connection  with  the  sale  of  *OJd  Tom'  gin,  unsweetened  gin,  or  spirits, 
"  wines,  cordials,  bitters,  liqueurs,  or  other  articles  of  a  similar  nature,  and  that 
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"  the  said  Pawuera  are  entitled  to  use  the  said  sign,  figure,  or  device  on  labels, 
"  advertisements  or  otherwise,  in  connection  with  the  sale  of  *  Old  Tom '  gin 
"  or  any  of  the  liquors  before  mentioned  which  is  not  made  or  manufactured 
"  by  or  on  behalf  of  the  said  Defenders,  and  to  sell,  oflfer  for  sale,  and  advertise 
"  '  Old  Tom'  gin,  or  any  of  the  liquors  before  mentioned,  made  or  manufactured  5 
"  by  or  on  behalf  of  the  said  Pursuers  under  the  said  sign,  figure,  or  device,  by 
"  label,  advertisement,  or  otherwise." 

After  describing  the  Trade  Marks  sought  to  be  reduced  (tnde  supra)  Thom 
and  Cameron  Ld.  averred  : — "  An  essential  and  important  feature  of  the  whole 
'*  of  the  said  Trade  Marks  is  the  representation  oc  a  cat,  or  of  a  cat  and  a  barrel.  10 
"  Registration  of  the  Trade  Mark  (No.  20,505)  first  above  mentioned,  was  granted 
"  on  a  statutory  declaration  emitted  by  the  said  Sir  Thomas  William  Boordj  on 
'*  or  about  the  8th  of  April  1879,  as  relative  to  his  said  application,  wherein  he 
^'  declared,  inter  alia,  that  the  said  Trade  Mark  had  been  used  by  himself  and 
''  his  predecessors  in  respect  of  fermented  liquors  and  spirits,  viz. — wine,  15 
"  whisky,  liqueurs,  for  twenty-five  years.  Tn  point  of  fact,  said  statement  was 
"  not  true,  the  said  Trade  Mark  not  having  been  used  at  all  prior  to  1879  in 
"  respect  of  wines  or  liqueurs,  and  only  for  a  few  years,  if  at  all,  in  respect  of 
*'  whisky.  Further,  the  whole  of  said  Trade  Marks  were  incapable  of  regis- 
**  tration  by  the  said  Sir  Thomas  William  Boord  and  the  Defenders  respectively,  20 
"  in  respect  that  the  device  of  a  cat,  or  otherwise  of  a  cat  and  a  barrel,  were  in 
"  common  use  prior  to  the  respective  dates  of  registration,  and  were  common  to 
'^  the  trade,  and  were  not  disclaimed  in  the  respective  applications  for  registration. 
"  In  particular,  prior  to  registration  of  any  of  the  Defenders'  Trade  Marks,  and 
"  also  (except  as  regards  Richard  Eolinson^  and  Melrose,  Drover  A  Co.  after  25 
**  mentioned),  prior  to  the  13th  of  August  1875  (the  date  of  the  passing  of  the 
"  Trade  Marks  Registration  Act  J  875),  the  following  persons  or  firms  were  using 
^*  labels  or  Trade  Marks  in  connection  with  the  sale  of  gin  and  other  liquors 
**  whereon  the  figure  of  a  cat  appeared,  viz. :— (1)  Vaughan^  Jones  S  Co., 
"  London ;  (2)  Lemon,  Hart  A  Co.,  London ;  (3)  Kinahans  A  Co.,  20  Great  30 
'*  Tichfield  Street,  Oxford  Street,  London ;  and  (4)  Edwin  and  John  Burke, 
"  Bachelor's  Walk,  Dublin  ;  and  the  following  persons  or  firms  were  using  labels 
<^  or  Trade  Marks  in  connection  with  the  sale  of  gin  and  other  liquors  whereon 
•*  the  figures  of  a  cat  and  barrel  appeared,  viz. :— (1)  Bernard  A  Co.,  Leith  ;  (2) 
"  James  Mackenzie  A  Co.,  Stockwell,  Glasgow  ;  (3)  jB.  H.  Thomson  A  Co.,  35 
"  Leith ;  (4)  Simkins  A  Co.,  Printers,  70J  Strand,  London ;  (5)  Symington, 
"  Rogers  A  Co.,  St.  Vincent  Street,  Glasgow  ;  (6)  A.  O.  Scott  A  Co.,  St.  Vincent 
"  Street,  Glasgow  ;  (7)  Richard  Rolinson,  Netherton,  Dudley,  Worcestershire ; 
"  (8)  Stewart,  Pott  A  Co.,  45  Miller  Street,  Glasgow  ;  (9)  WUliam  Barker  A 
*'  Son,  48  Bishopsgate  Street  Without,  London  ;  (10)  Melrose,  Drover  A  Co.,  40 
**  Leith  (the  label  used  by  the  Defendants  in  the  case  of  Boord  v.  Hnddart)  ; 
"  (11)  Swaine,  Boord  A  Co.,  distillers,  Bartholomew  Close,  London,  the  Defenders' 
"  predecessors  in  business  ;  and  (12)  Thom  and  Cameron,  whisky  merchants 
"  and  blenders,  Glasgow,  the  Pursuers'  predecessors  in  business." 

In  reply  Boord  A  Son  denied  that  the  device  of  a  cat  and  barrel  was  in  45 
common  use  prior  to  its  first  registration  by  them  in  1879,  or  that  it  was  either 
then  or  ever  had  been  common  to  the  trade.  They  also  denied  the  other  state- 
ments of  T?iom  and  Cameron,  and  set  forth  their  own  claim  to  the  **  Cat  and 
"  Barrel "  mark  in  terms  similar  to  those  of  the  former  action.  They  referred  to 
the  case  of  Boord  v.  Hnddart,  and  stated  that  they  had  obtained  undertakings"  50 
and  stopped  infringements  and  trespasses  whenever  they  were  brought  to 
their  notice. 

Evidence  was  led  in  these  actions  on  the  27th  anrl  28th  of  February  and  the 
1st,  2nd,  and  13th  of  March.    Several  witnesses  were  also  examined  on  com- 
mission.   As  the  onus  of  proving  the  invalidity  of  Boord  A  Son's  mark  lay  on  55 
Tliom  and  Cameron  Ld.  the  latter  were  directed  to  lead  In  the  Proof,  and  they 


Vol.  XXIII.,  No.  24.]      AND  TRADE  MARE  CASES.  517 

Board  A  Son  v.  Thorn  and  Cameron  Ld.  and  Thorn  and  Cameron  Ld. 

V.  Boord  A  Son. 

are  referred  to  in  the  Lord  Ordinary's  judgment  as  Pursuers,  Boord  A  Son  being 
mentioned  as  Defenders.     Proof  in  the  two  cases  was  taken  together. 

Counsel  for  Thorn  and  Cameron  Ld.  were  the  Solicitor-General  {Ure  K.C.) 
and  Murray  (instructed  by  Cumming  and  Duff  S.S.C.)  ;    Counsel  for  Boord 
5  A  Son  were  Dickson  K.C.,  Johnston  K.C.,  and  Grainger  Stewart  (instructed 
by  T.  and  W.  A.  MacLaren  8.S.C.). 

In  the  course  of  the  Proof  more  than  sixty  witnesses  gave  evidence.  These 
included  (for  Thorn  and  Cameron  Ld,)  Robert  Tho7n^  formerly  a  partner  of  the 
firm,  and  Mrs.  Jessie  Thom^  his  wife,  and  John  Cameron,  formerly  a  partner  of 

10  the  firm,  who  spoke  as  to  the  business  history  of  the  firm  from  its  foundation 
in  1848  and  as  to  the  labels  in  use  for  gin.  William  Inc\  an  ex-manager  of 
the  firm,  and  connected  with  them  from  1873,  and  other  former  employees 
gave  evidence.  Peter  Macdonald^  formerly  of  Peter  Ma^cdonald  A  Co.^  wine 
merchants,  Glasgow ;  J.  T.  Stewart  and  Andrew  Falconer^  partners  of  Stewart^ 

15  Pott  A  Co.j  wine  merchants,  45  Miller  Street,  Glasgow  ;  J.  S.  Wyndy  managing 
director  of  Wright  and  Oreig^  distillers,  Glasgow ;  T.  W.  Oillespiey  of  R.  H. 
Thomson  A  Co.y  distillers,  Leith ;  Henry  Hughes^  of  Robert  Blake  A  Co., 
grocers,  Dublin,  and  others  gave  evidence  as  to  the  use  of  labels  representing 
a  cat  and  barrel  by  other  firms.    The  Hon.  Jacob  de  Jonge,  Member  of  the 

20  Governors'  Executive  Council,  Demerara,  and  others  spoke  as  to  trade  abroad, 
and  Robert  Steven,  lithographer,  Glasgow,  as  to  the  designing  of  certain  of  the 
labels  referred  to  in  the  case. 

For  Boord  A  Sony  Sir  Thomas  William  Boord  and  W.  A.  Boord,  partners 
of  the  firm,  and  several  of  their  employees  ga^^e  evidence  as  to  the  history 

25  of  the  firm  and  of  its  labels;  Douglas  Burnett,  a  partner  of  Sir  Robert 
Burnett  A  Co.,  Vauxhall  Distillery,  London  ;  E.  J.  Turner,  a  partner  of 
•7.  Turner  A  Co.,  wine  merchants,  Mark  Lane,  London ;  Charles  Oldham,  of 
Orierson,  Oldham  A  Co.  Ld.,  wine  merchants,  Waterloo  Bridge,  London ; 
Charles  Blundel,  ot.Charles  Blundel  A  Co.,  wine  merchants,  London  ;  James 

30  Webster,  of  Manual  and  Webster,  wine  merchants,  Glasgow  ;  Andrew  Hooper, 
of  Andrew  Hooper  A  Co.,  wine  merchants,  Madras  ;  William  Bodle,  of  Brooks^ 
Bodle  A  Co,,  wine  merchants.  Mincing  Lane,  London,  and  others  gave  evidence 
as  to  the  association  of  the  mark  representing  a  cat  and  barrel  with  the  goods 
of  Boord  A  Son. 

35  The  evidence  related  entirely  to  the  use  of  labels  or  devices  representing  a 
cat  and  a  barrel  in  connection  with  sweetened  gin.  There  was  no  attempt  to 
prove  that  Thorn  and  Cameron  had  been  passing  off  their  gin  as  Boord  A  Son's. 
It  appeared  that  "  Old  Tom  "  is  a  name  that  has  long  been  applied  to  sweetened 
^n.    It  is  mentioned    iu    Dickens'  "  Sketches  by  Boz "  and   other    works 

40  published  many  years  ago.  The  origin  of  the  name  is  uncertain,  but  it  is 
believed  to  have  been  derived  from  one  Thomas  Chamberlain,  a  dealer  in  gin. 
In  popular  fancy  "  Old  Tom  "  is  associated  with  a  tom  cat,  and  this  it  was  said 
had  su^ested  to  Boord  A  Son  the  representation  of  a  cat  on  the  label. 
The  design  figured  comprising  a  cat  and  barrel  was  first  used  by  them  about 

45  1849,  and  has  been  in  constant  use  ever  since.  Before  its  registration  in  1879 
it  was  entered  at  Stationers  Hall  and  at  the  Custom  House.  Boord  A  Son 
have  built  up  a  large  trade  in  gin  both  at  home  and  in  the  colonies,  and  they 
brought  evidence  to  show  that  their  gin  is  frequently  referred  to  as  "  Cat " 
brand  or  **  Cat  and  Barrel "  brand,  though  it  did  not  appear  that  they  them- 

50  selves — at  least  till  very  recently — so  called  it.  At  various  dates  since  1853, 
-when  TTiom  and  Cameron  first  began  to  use  a  label  with  a  cat  and  barrel,  such 
devices  had  been  used  by  various  firms,  but  these  firms  did  little  trade  in  gin. 
Most  of  them  were  firms  in  Scotland,  where  the  trade  in  gin  is  small.  When 
Boord  A  Son  knew  of  the  use  of  these  devices  they  wrote  to  the  users  requesting 

55  that  the  use  of  them  should  be  discontinued,  and  they  always  succeeded  in 
stopping  the  use,  except  in  the  case  of  one  Mellor  of  Liverpool,  who  in  1886 
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refused  to  discontinue  the  use  of  his  device.  The  traveller  in  that  district  of 
Boord  A  Son  having  died,  the  matter,  so  far  as  Meilor  was  concerned,  was 
dropped.  After  the  case  of  Boord  v.  Htiddarty  Boord  A  Son  became  aware  of 
the  use  of  the  device  by  most  of  the  firms  referred  to  in  the  present  action,  and 
wrote  requesting  them  to  cease  such  use.  All  the  firms  so  communicated  with,  5 
except  Tkom  and  Cameron^  dropped  the  device.  In  no  case  was  it  one  of  any 
importance  to  those  who  discontinued  it. 

A  brief  description  of  the  various  labels  produced  may  now  be  given  : — 
(1)  Thorn  and  Cameron  Ld. — The  label  is  figured  stipra.     Sopaetimes  the 
bottle  standing  on  the  barrel  is  omitted.    A  red  star  may  be  shown  on  the  10 
centre  of  the  barrel.    The  representation  is  on  a  white  ground,  with  a  blue  and 
gilt    surround.     (2)  Janies  Mackenzie^  Sons  'A  Co.^  Glasgow. — Two  barrels 
placed  on  their  bilge,  side  by  side,  and  a  cat  with  an  uplifted  paw  standing  on 
the  nearer.    The  words  "  Old  Tom  "  are  on  and  above  the  barrels  (No.  200  of 
process).    (3)  Stewarty  Pott  A  Co.y  Glasgow.— A  cat  sitting  on  the  top  of  a  15 
barrel  or  hamper  set  on  end.    There  is  a  blue  background  with  blue  spaces 
between  the  staves  of  tho  barrel.    "  Finest  Old  Tom "  is  written  round  it. 
(4)  Wright  and  Oreig  Ld,^  Glasgow. — A  cat  sitting  on  the  end  of  a  small 
barrel  marked  with  an  X.    "  Old  Tom  Gin  "  written  below.    Also  a  cat  without 
a  barrel.    (5)  R.  E.  Thomson  A  Co.y  Leith. — A  label  similar  to  that  of  James  20 
Mackenzie^  Sons  A  Co.    (6)  Bernard  A  Co.,  Leith. — A  cat  rubbing  itself  against  a 
small  barrel  set  on  end  and  marked  "  Old  Tom  Gin."    The  design  formed  part  of 
a  registered  Trade  Mark,  which  consisted  of  the  above  on  a  small  scale  on  the 
field  of  a  shield  supported   by  griffins  and  having  a  bear  for  crest.    They 
cancelled    their  registration    after    the  decision  in  Boord  v.  Huddart.     (7)  25 
Rogers  A  Co.^  Valparaiso. — A  label  resembling  lliom  and  Cameron's  on  gin 
obtained  from  that  firm.    (8)  Rogers^  Symington  A  Co.y  Valparaiso. — ^A  cat  in 
a  crouching  position  on  a  barrel  set  on  end.    "  Old  Tom "  below  and  on  the 
barrel.    They  also  ol)tained  their  gin  from   Thorn  A  Cameron.    (9)  TFietr, 
Scott  A  Co,y  Valparaiso,  used  a  "  stock  label " — e.^.,  one  which  is  kept  in  stock  30 
by  a  printer  with  the  name  in  blank  and  can  be  obtained  printed  over  with  his 
own  name  by  any  trader.    This  label  represented  a  cat  with  uplifted  paw  in 
the  same  attitude  as  that  in  Boord  A  Son's  label  standing  on  the  top  of  a  barrel 
on  its  bilge,  which  was  again  supported  by  two  other  barrels  laid  on  their  bilge 
below  it.    They  got  their  gin  from  Thorn  and  Cameron^  who  put  on  the  label.  35 
(Two  forms  of  this  label  were  numbered  18  and  34  of  process.)    (10)  Robert 
Blake  A  Co.^  of  Dublin,  also  used  the  stock  label.    (11)  Melrose^  Drover  ZdL, 
Leith. — A  cat  looking  out  of  the  top  of  an  empty  barrel.    This  was  the  label  in 
question  in  the  case  (.»f  Boord  v.  Huddarty  and  is  figured  in  the  Report  of  that 
case.    (12)  James  Meilor  A  SonSy  Liverpool. — A  cat  sitting  on  the  top  of  a  40 
barrel  placed  on  its  bilge. 

On  the  13th  and  14th  of  March  Counsel  were  heard. — Counsel  for  Thorn  and 
Cameron  contended  : — There  is  here  no  case  of  passing-off.    The  averment  with 
regard  thereto  in  the  first  action  is  too  vague^  and  no  proof  has  been  brought 
thereof.    Thom  and  Cameron  have  as  good  a  right  to  use  a  "  Cat  and  Barrel "  label  45 
as  Boord  A  Son.    They  have  been  using  one  since  1853,  and  they  did  not  know 
of  Boord  A  Son^s  till  1889.    This  device  was  common  to  the  trade  in  1879,  and 
has  been  so  ever  since.     James  Mackemiey  Sons  A  Co.  have  used  such  a 
label  since  1859,  Stewarty  Pott    A    Co.  also  since  1859,    Wrighty    Oreig  A 
Co.  since  1875,  R.  H.  Thomson  A  Co,  since  1875,  Bernard  A  Co.  since  1876,  50 
Rodgery  Si/mington  A   Co.  since   1873,  and  Blake,  of    Dublin,  since   1868. 
No  doubt  these  traders  all  did  but  small  businesses  in  gin.    They  were  mostly 
Scotch  firms,  and  the  (Scotch  trade  in  the  article  is  not  large.    Boord  A  Son  may 
not  have  known  of  their  labels  ;  but  this  makes  no  difference.    The  number 
and  variety  in  detail  of  these  "  Cat  and  Barrel "  designs,  the  general   idea  55 
remaining  the  same,  show  that  a  ''  Cat  and  Barrel  *'  design  was  common  to  the 
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trade.  Moreover  we  have  a  stock  label  of  the  sort,  one  that  any  man  could  buy 
and  use.  When  requested  by  Boord  A  Son  to  discontinue  the  use  of  this 
design  certain  firms  may  have  complied,  but  they  did  so  only  to  save  trouble  and 
litigation,  and  did  not  admit  that  they  were  infringing.  Mellor  of  Liverpool, 
5  who  began  to  use  such  a  device  in  1879,  was  challenged  in  1886  by  Boord  A  Son. 
He  denied  their  right  to  stop  him  ;  the  matter  was  dropped,  and  he  went  on 
using  the  device  till  after  the  decision  in  Boord  v.  HuddarL  In  the  latter 
action  the  question  whether  this  device  >vas  one  common  to  the  trade  was  not 
brought  before  the  Court.    The  device  being  a  common  one  in  1879  Boord  A  Son 

10  were  not  entitled  to  register  it,  and  we  are  entitled  to  have  it  expunged.  We 
do  not,  however,  press  for  this,  but  will  be  content  if  the  third  declaratory 
conclusion  in  the  action  brought  by  us,  viz.,  that  Boord  A  Son  have  no 
exclusive  right  to  the  device,  and  that  we  also  can  use  it,  is  granted.  Our  device 
could  not  be  mistaken  by  any  one  for  Boord  A  Son's,   There  is  no  proof  that  even 

15  natives  have  ever  been  misled.  The  pictures  are  not  really  like  each  other.  The 
resemblance  is  not  so  great  as  in  Cowie  v.  Herbert  (24  R.  353 ;  14  R.P.C.  436) 
(a  Scotch  case),  where  interdict  was  refused.  Such  a  thing  as  property  in  a 
device  was  not  recognised  before  the  Act  of  1875.  Before  that  year  fraud  was 
essential  to  found  interdict.    Therefore,  having  acquired  our  right  to  the  device 

20  used  by  us  before  that  date,  and  used  it  hondfide^  we  are  entitled  to  go  on  using 
it.  The  fact  that  another  has  a  similar  device  does  not  affect  us.  More  than 
resemblance  must  be  proved.    There  is  no  proof  of  any  deceit. 

Counsel  for  Boord  A  Smi  contended  : — We  were  using  labels  with  a  cat  and 
barrel  long  before  TTiom  and  Cameron  adopted  this  design  ;  1853  is  the  earliest 

25  year  in  which  they  claim  to  have  used  it,  and  the  evidence  about  that  period 
and  some  time  after  is  very  meagre.  Their  printer's  old  label  books  of  1868 
and  1869  do  not  show  a  "  Cat  and  Barrel "  label,  but  only  a  label  with  •*  Old  Tom  " 
printed  on  it.  The  early  references  to  the  label  on  which  they  found  are  not  to  a 
"Cat  and  Barrel "  label,  but  only  to  an  "Old  Tom "  label,  and  therefore  not 

30  conclusive.  Their  label  can  only  be  proved  to  date  back  to  1869.  Our  books 
on  the  other  hand  show  that  as  early  as  1849  we  were  getting  ready  litho  stones 
for  our  "  Cat  and  Barrel  "  label.  We  cautioned  traders  so  early  as  1856  against 
trespassing  on  it.  Since  1851  at  latest  we  have  used  the  label  without  break  as 
a  mark  for  gin.    The  Proof  shows  the  "  Cat  and  Barrel  "  label  began  to  be  used 

35  in  Scotland  not  through  invention  but  by  imitation,  it  being  a  label  already 
connected  with  good  gin.  We  had  but  one  traveller  in  that  country  and  the 
use  of  the  label  escaped  our  notice,  otherwise  it  would  have  been  checked.  In 
the  case  of  Weir^  Scott  A  Co's,  label  put  on  the  goods  shipped  to  them  in 
Valparaiso  by  Thorn  and  Cameron  Ld.  the  imitation  of  our  label  is  manifest. 

40  [Lord  Salvesbn. — Was  that  their  user  ?  Tliom  and  Cameron  were  merely 
agents  for  Weir,  Scott  A  Co.  when  they  put  on  these  labels.]  It  was  a  complete 
user.  Thorn  and  Cameron  had  the  labels  made  and  pasted  on  the  bottles.  All  the 
**  Cat  and  Barrel "  labels  may,  from  the  circumstances  of  their  use,  be  presumed 
to  be  imitations  of  ours.    No  one  objected  to  our  warnings.    Up  to  the  time  of 

45  HuddarVs  case  (1903)  everyone  we  checked  ceased  to  use  the  labels.  If  there 
has  been  any  use  of  this  "  Cat  and  Barrel "  label  it  has  been  a  user  in  breach  of 
our  rights  which  has  not  been  stopped  merely  because  it  has  escaped  our  notice. 
It  cannot,  therefore,  diminish  our  right  to  the  label.  The  other  side  seemed  to 
think  that  before  the  Act  of  1875  there  was  no  property  in  Trade  Mark.    This 

50  is  not  so.  Property  therein  was  and  is  recognised  at  common  law  and  we 
acquired  it  in  the  "  Cat  and  Barrel  '*  mark  in  1851  or  soon  after  (Kerly  on  Trade 
Marks  4).  The  plea  of  prior  use  has  not  been  made  out  against  us.  None  of  the 
other  "  Cat  and  Barrel "  labels  came  into  the  field  till  we  were  established.  It 
i¥as  not  a  design  common  to  the  trade  except  in  the  sense  that  a  good  many 

55  people  tried  to  appropriate  the  fruits  of  our  reputation  for  a  good  article.  The 
whole  Scotch  use  connected  with  the  cat  and  barrel  did  not  amount  to  a 
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Bubstantial  use.  It  was  checked  whenever  known  of  {Kinahan  v.  Bolton 
15  Ir.  Ch.  Rep.  75).  Mellor*8  case  was  the  only  one  where,  after  checking  a 
trader,  he  was  allowed  to  nse  the  mark  again  and  that  was  onlj'  because  the 
traveller  in  that  district  died  and  the  matter  was  overlooked.  In  1879  we  could 
have  stopped  any  label  likely  to  make  people  believe  the  goods  to  be  ours.  We  5 
are  in  the  Fame  position  now.  Our  opponents  must  prove  that  before  1879  a 
**  Cat  and  Barrel  "  design  was  used  by  one  who  could  use  it  of  right.  Our  right 
to  the  mark  has  been  recognised  in  court  {Boord  v.  Htuldart  21  R.P.C.  149). 
Having  thus  a  right  to  this  mark,  the  second  question  is  whether  we  can 
interdict  Thorn  and  Cameron  Ld.  from  using  the  label  they  employ.  All  we  10 
have  to  prove  in  order  to  succeed  is  that  there  is  a  reasonable  probability  that 
the  public  will  be  deceived  by  it  {Powell  v.  Birmingham  Vinegar  Brewery 
Company  Ld.  14  R.P.C.  727).  Anything  which  may  probably  make  a  purchaser 
take  the  goods  of  one  man  for  another's  is  passing-off.  Guilty  intention  is  not 
requisite  {Singer  Manufacturing  Company  Ld.  v.  Loog  L.R.  18  CD.  417).  15 
This  is  common  law  apart  from  statute,  and  the  users  by  parties  prior  to  1875 
were  therefore  mere  users  in  infringement  of  our  rights  {Somerville  v.  Schemhri 
L.B.  12  A.C.  453 ;  4  R.P.C.  179),  since  even  before  that  date  our  goods  had 
established  their  reputation  in  the  trade  as  the  "  Cat  and  Barrel  "  brand.  The 
name  was  identified  with  Boord*8  gin.  Thorn  and  Cameron  were  in  infringe-  20 
ment  from  beginning  to  end.  It  is  unnecessary  to  prove  actual  cases  of  deceit 
(Johnston  v.  Orr-Ewing  L.R.  7  App.  Cas.  219).  Not  only  must  a  rival 
trader  abstain  from  deceiving  well-informed  persons,  but  he  is  bound  to  abstain 
from  acts  calculated  to  deceive  even  incautious  or  unwary  purchasers. 
Traders  must  clearly  distinguish  their  goods  (Reddaway  v.  Banham  L.R.  25 
(1896)  A.C.  198 ;  13  R.P.C.  218).  Howie  v.  Herbert  14  R.P.C.  436  ;  24  R.  393) 
was  a  very  special  case.  It  is  difficult  to  reconcile  it  with  the  established  law 
on  this  head  and  with  Bayer  v.  Baird  (15  R.P.C.  615  ;  25  R.  1143).  In  any 
case  the  conclusion  to  have  our  mark  expunged  should  not  be  granted.  Our 
mark  was  one  that  we  were  using  extensively  in  1875,  and  it  had  a  right  30 
to  registration.  The  "  Three  Mark  Rule  "  is  not  to  be  taken  as  unquestionable 
law  in  such  a  case  as  this.  Even  if  there  were  more  than  three  devices  like 
ours  their  use  was  limited  to  so  small  and  isolated  a  market  as  not  to  interfere 
with  the  claim  of  our  mark,  which  wherever  gin  had  any  considerable  sale  was 
in  possession,  to  registration  (Sebastian  on  Trade  Marks,  4th  ed.  347 ;  the  35 
Patents  Ac.  Act^  li%\  section  72  ;  In  re  Barrows'  Trade  Marks  L.R.  5  CD. 
353;.  Thorn  arid  Camion's  and  other  users,  even  if  they  had  not  been  merely 
wrongful,  were  not  substantial  enough  to  bar  us  from  registration  {In  re 
Hodson  A  Co.  26  S.  J.  43).  Apart  from  common  law,  we  have  been  on  the 
Register  since  1879,  and  to  gain  their  case  Thorn  and  Cameron,  who  are  not  40 
registered,  must  have  our  mark  taken  off.  The  registration  is  evidence  of  the 
right  to  use  the  Trade  Mark  and  to  restrain  unregistered  persons  {Patents,  Ac. 
Act,  1883,  section  76).  Therefore  it  is  useless  for  Thorn  and  Cameron  to  ask 
for  their  declaratory  conclusions  alone. 

The  Lord  Ordinary  took  time  to  consider  the  case,  and  on  the  27th  of  45 
March  he  pronounced  the  following  interlocutors: — In  Boord  and  Son  v. 
Thom  and  Cameron  Ld.  and  Others  :— **  The  Lord  Ordinary  having  considered 
"  the  cause,  assoilzies  the  Defenders  {Thorn  and  Cameron)  from  the  conclusion 
"  of  the  action  in  so  far  as  they  relate  to  *  Old  Tom '  gin.  Quoad  ultra  dis- 
•*  misses  the  said  conclusions  ;  finds  the  Defenders  entitled  to  expenses  ;  allows  50 
''  accounts  thereof  to  be  lodged,  and  remits  the  same  to  the  Auditor  to  tax  and 
**  to  report ;  and  decerns." 

In  Thom  and  Cameron  Ld.  v.  Boord  A  Son  :— "  The  LORD  Ordiu  ART,  having 
"  considered  the  cause,  finds  and  declares  that  the  Defenders  (Boord  A  Son) 
"  have  no  exclusive  right  to  use  the  sign,  figure,  or  device  of  a  *  Cat*  or  of  a  5S 
•*  *  Cat  and  Barrel '  on  labels,  advertisements,  or  otherwise  in  connection  with 
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**  the  sale  of  *  Old  Tom '  gin,  but  that  the  Purauers  (Tkom  and  Cameron)  are 
''  entitled  to  nse  the  Haid  sign,  figure,  or  device  on  labels,  advertisements,  or 
**  otherwise  in  connection  with  the  sale  of  *  Old  Tom '  gin  which  is  not  made  or 
**  manufactured  by  or  on  behalf  of  the  Defenders,  and  to  sell,  oflPer  for  sale, 
5  **  and  advertise  '  Old  Tom '  gin  made  or  manufactured  by  or  on  behalf  of  the 
"  Pursuers  under  the  said  sign,  figure,  or  device  by  label,  advertisement,  or 
*^  otherwise ;  finds  it  unnecessary  to  deal  with  the  other  conclusions  of  the 
'^  action  and  dismisses  the  same ;  finds  the  Pursuers  entitled  to  expenses  ; 
^^  allows  an  account  thereof  to  be  lodged,  and  remits  the  same  to  the  Auditor 

10  '^  to  tax  and  to  report ;  and  decerns/' 

At  the  same  time  Lord  Salvbsbn  (Lord  Ordinary)  gave  the  following 
Opinion  : — On  the  1st  of  July  1904  Messrs.  Boord  &  Son  raised  an  action  against 
T%om  and  Cameron  Ld.^  in  which  they  sought  declarator  that  they  were  the  sole 
proprietors  of  certain  Trade  Marks  and  interdict  against  infringement  of  same. 

15  There  was  also  a  conclusion  to  the  effect  that  Thom  and  Cameron  should  be  inter- 
dicted from  using  the  words  ^'  Cat  and  Barrel,"  or  the  representation  of  a  cat  and 
barrel  in  connection  with  the  sale  of  gin  and  other  liquors.  About  a  year  later 
Thom  and  Cameron  replied  by  an  action  of  declarator  and  reduction,  in  which 
they  sought  to  have  Boord  A  Sons*  Trade  Marks  removed  from  the  Register,  or 

20  otherwise  a  decree  that  the  latter  have  no  exclusive  right  to  use  the  device  of  a 
cat  or  of  a  cat  and  barrel  on  labels  or  advertisements  in  connection  with  the  sale 
of  "  Old  Tom  "  gin  and  other  liquors.  Both  cases  were  ultimately  sent  to  trial 
together,  and  I  thought  it  right  that  Thom  and  Cameron  should  lead  in  the 
Proof  on  the  ground  that  the  registration  of  the  Trade  Marks  threw  the  onus  of 

25  proof  on  those  who  attacked  their  validity.  In  what  follows  I  shall  accordingly 
refer  to  Thom  and  Cameron  Ld.  throughout  as  the  Pursuers,  and  Boord  A  Son 
as  the  Defenders. 

The  Defenders  are  an  old-established  firm  of  distillers  and  wine  and  spirit 
merchants.    For  some  time  prior  to  1848  they  had  done  a  considerable  trade  in 

30  gin.  The  liquor  then  in  vogue  was  a  sweetened  gin,  and  it  had  long  previously 
acquired  the  name  of  ^^  Old  Tom."  How  that  name  originated  is  mere  matter 
of  conjecture  and  it  is  of  no  materiality  in  the  present  case,  as  it  is  admitted  that 
it  was  a  name  in  common  use.  Prior  to  1H48  the  Defenders'  business  was 
entirely  confined  to  the  home  trade ;   but  after  that  year,  owing  to  an  Act 

35  having  been  passed  which  allowed  a  drawback  on  exported  spirits,  it  became 
possible  for  British  distillers  to  compete  in  foreign  and  colonial  markets  with 
the  Dutch  distillers  of  gin*;  and  the  Defenders  appear  to  have  prosecuted  the 
export  trade  with  vigour  and  success  from  that  time  onwards.  About  1849,  or 
possibly  a  couple  of  years  later,  the  Defenders  adopted  a  device  upon  their 

40  labels  which  consisted  of  a  circular  disc,  on  which  was  placed  a  barrel  on  its 
bilge  which  again  carried  a  cat  in  a  standing  position  with  one  paw  uplifted  and 
the  back  somewhat  curved.  This  device  they  have  consistently  used  on  the  labels 
of  bottles  in  which  their  gin  was  bottled  for  export  as  well  as  for  the  home 
market,  on  show  cards  which  they  distributed  to  their  customers,  on  caution 

45  notices  which  they  issued  from  time  to  time  with  a  view  to  preventing 
imitations,  and  on  the  other  usual  literature  which  is  employed  in  connection 
with  such  a  business.  In  1879  the  Defenders  applied  for  and  obtained  regis- 
tration of  the  device  as  their  Trade  Mark,  on  the  representation  that  they  had 
used  the  same  for  twenty  five  years  prior  to  the  date  of  their  application.    This 

50  was  a  true  representation  so  far  as  gin  was  concerned,  but  it  was  not  accurate  so 
&r  as  it  applied  to  whiskies  and  other  liquors.  The  Defenders  have 
uninterruptedly  used  the  device  in  question  as  their  registered  Trade  Mark  ever 
since,  and  until  now  their  right  had  never  been  judickdly  challenged.  During 
the  whole  period  from  about  1850  onwards  they  have  done  a  large  trade  in 

55  England,  and  a  large  export  business  to  various  parts  of  the  world  including 
India,  Australia,  Africa  and  America.    To  some  extent  also  they  have,  during 
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the  whole  period,  carried  on  a  business  in  gin  with  Scotland  and  Ireland, 
althongh  so  far  as  their  Scotch  business  is  concerned  it  has  throughout  been 
relatively  small  and  has  diminished  rather  than  increased. 

From  the  first  the  Defenders  appear  to  have  attached  considerable  importance 
to  the  device  of  the  cat  and  barrel,  which,  so  far  as  they  knew,  they  were  the  5 
first  to  adopt  in  connection  with  the  sale  of  gin  and  other  spirits.    From  time 
to  time  the  device  was  fraudulently  copied,  and  whenever  a  case  of  this  kind 
came  to  their  knowledge  the  Defenders  took  prompt  means  to  have  it  punished 
or  stopped.    So  early  as  1856  they  found  it  necessary,  for  their  protection,  to 
issue  printed  notices    to  their  customers  and  others,  warning  them  against  the  10 
unauthorised  use  of  their  label,  and  sinpiilar  notices  were  periodically  issued 
both  before  and  after  the  device  had  been  registered  as  the  Defenders*  Trade 
Mark.    In  1903  they  raised  an  action  in  the  High  Court  of  Justice  against  a 
Mr.  Huddart,  who  was  selling  gin  manufactured  by  Melrose  Drover  &  Co.  Ld. 
of  Leith,  on  the  ground  that  the  label  under  which  the  gin  was  sold  contained  15 
the  representation  of  a  cat*s  head  and  paws  protruding  from  the  upper  part  of  a 
barrel,  a  device  which  the  Defenders  maintained  was  an  infringement  of  their 
Trade  Mark.     The  case  went  to  trial ;  and,  after  a  large  number  of  witnesses 
had  been  examined  on  both  sides,  the  Defenders  obtainedan  injunction  against 
Evddart  from  Mr.  Justice  Swinfen  Eady.     This  judgment  was  allowed  to  20 
become  final ;  and  the  Defenders  thereupon,  having  had  their  attention  called 
to  the  use  by  other  distillers  and  merchants  of  the  device  of  a  cat  and  barrel  in 
connection  with  the  sale  of  Old  Tom  Gin,  threatened  these  firms  with  pro- 
ceedings unless  they  agreed  to  discontinue  its  use.    In  every  such  case  they 
have  hitherto  been  successful,  and  they  have  now  taken  action  against  the  85 
Pursuers,  one  of  whose  directors  was  a  witness  for  the  defence  in  the  Huddart 
case. 

The  above  facts  which  are  practically  undisputed  present  a  formidable  prima 
fa^ie  case  in  favour  of  the  Defenders'  claim  to  the  sole  and  exclusive  use  of  the 
device  which  they  have  so  long  displayed  on  their  labels — apart  altogether  from  30 
the  statutory  privileges  which  the  registration  of  the  device  confers  upon  them. 
The  Pursuers,  however,  now  assert  that  the  Defenders'  Trade  Marks  were 
incapable  of  registration  "  in  respect  that  the  device  cf  a  cat,  or  otherwise  of  a 
"  cat  and  a  barrel  were  in  common  use  prior  to  the  respective  dates  of  registra- 
*^  tion,  and  were  common  to  the  trade,  and  were  not  disclaimed  in  the  respective  35 
"  applications  for  registration."  They  gave  a  list  of  twelve  firms,  including 
their  own,  who  they  say  used  labels  in  connection  with  the  sale  of  gin  whereon 
the  figures  of  a  cat  and  a  barrel  appear.  This  defence  was  not  properly  raised 
in  the  Huddart  case,  and  at  all  events  was  not  elaborated  in  evidence  as  it  has 
been  here.  40 

The  labels  used  by  the  Pursuers,  and  by  those  other  traders,  have  been  con- 
veniently collected  on  sheets  so  as  to  make  comparison  with  the  Defenders* 
registered  device  easy.  Except  that  all  the  labels  bear  the  device  of  a  cat  and 
barrel  in  whole  or  in  part,  there  is,  with  perhaps  four  exceptions,  in  my  opinion 
no  resemblance  between  these  labels  and  those  used  by  the  Defenders.  In  all  45 
of  them  the  manufacturers'  name  is  printed  in  large  and  legible  type  ;  and  I  do 
not  think  it  possible  that  those  who  were  familiar  with  the  Defenders'  labels 
could  for  a  moment  imagine,  when  they  saw  any  of  the  alleged  infringing  labels, 
that  the  contents  of  the  bottles  to  which  they  were  affixed  were  the  Defenders* 
manufacture.  The  possible  exceptions  are  (1)  labels  18  and  34,  which  were  used  50 
on  gin  of  the  Pursuers'  manufacture  imported  by  Weir  Scott  A  Co.  to  Valparaiso. 
There  is  a  pretty  close  resemblance  between  these  two  labels  and  the  Defenders' 
Trade  Mark,  all  the  more  striking  that  the  words  "  Cordial "  which  the  Defenders 
from  the  first  applied  to  '^  Old  Tom",  is  also  used  in  the  same  connection  on 
them.  It  is  suggested  accordingly  by  the  Defenders  that  the  person  who  55 
designed  labels  Nos.  18  and  34  must  have  seen  and  copied  their  labels ;  and  I 
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confess  that  a  very  small  amount  of  evidence  might  have  induced  me  to  draw 
this  inference.  The  history  of  the  labels,  however,  has  been  explained  by 
Mr.  Steven^  the  lithographer  by  whom  they  were  designed  at  the  request  of 
Mr.  Scott^  and  the  general  import  of  his  evidence  is  to  the  effect  that  they  were 
5  not  copies  of  the  Defenders*  labels,  of  which  he  was  ignorant,  and  that  the 
resemblance  is  entirely  accidental.  No  partner  of  the  firm  of  Weir  Scott  A  Go. 
was  examined  on  either  side  ;  but  the  proved  facts  that  these  labels  have  been 
used  in  the  Valparaiso  business  since  1873,  a  place  where  the  Defenders  say  they 
have  all  along  been  doing  business,  and  that  there  seems  never  to  have  been  a 
10  complaint  of  the  similarity  between  the  two  labels  or  of  any  injury  done  to  the 
Defenders'  business  there,  are  prima  facie  evidence  that  no  confusion  did  in 
fact  arise.  In  view  of  this  and  the  entire  absence  of  contrary  evidence  I  am 
unable  to  hold  it  proved  that  these  two  labels  were  conscious  imitations  of  the 
Defenders'  and,  even  if  they  had  been,  the  name  of  the  manufacturers  which 
15  was  printed  in  large  letters  was  sufficient  to  prevent  any  person  who  could  read 
from  drawing  the  inference  that  the  gin  sold  under  these  labels  was  the  manu- 
facture of  the  Defenders.  (2)  The  labels  Nos.  200, 201,  and  35  of  process  are  all 
plainly  taken  from  the  same  desifirn  and  also  bear  a  strong  resemblance  to  the 
Defenders'.  The  original  label  No.  200  is  spoken  to  as  having  been  used  by 
20  James  Mackenziey  Son  A  Co.  at  least  as  far  back  as  1859  or  1865  and  up  till  two 
years  ago.  It  is  obviously  impossible  to  expect  evidence,  after  a  lapse  of  more 
than  forty  years,  as  to  the  history  of  such  a  label,  and  everything  therefore  is  to 
be  presumed  in  its  favour.  The  resemblance  is  by  no  means  so  close  as  to 
suggest  that  the  one  design  was  copied  from  the  other  ;  and  I  think,  therefore, 

25  I  must  assume  that  the  label  No.  200  was  independently  designed  in  ignorance  of 
the  Defenders'  label,  and,  for  all  I  know,  at  an  earlier  date. 

The  Defenders,  however,  have  led  a  large  body  of  evidence  to  the  effect  that 
in  consequence  of  the  long  continued  and  extensive  use  of  their  Trade  Mark 
their  make  of  gin  has  become  favourably  known  as  ^^  Cat  and  Barrel "  brand, 

30  and  that  any  representation  of  a  cat  and  barrel  on  bottles  of  gin  is  liable  to  be 
injurious  to  their  business.  It  was  largely  on  this  ground  that  Mr.  Justice 
Swin/en  Eady  decided  that  the  head  of  a  cat  protruding  from  the  end  of  a 
barrel,  which  was  the  device  used  by  Melrose  Drover  A  Go.  was  an  infringement 
of  the  Defenders'  Trade  Mark  although  the  device  is  perhaps  more  unlike  the 

35  Defenders'  Trade  Mark  than  any  of  those  on  which  the  Pursuers  rely.  The 
only  part  of  the  evidence  on  this  head  which  impressed  me  was  that  which  related 
to  the  trade  with  India,  Burmah,  and  other  countries,  where  English  characters 
are  not  understood  and  where  the  picture  upon  the  bottle  is  the  recognised  mode 
of  identifying  the  goods  of  a  particular  manufacturer.    All  that  the  evidence, 

40  however,  comes  to  is  that  the  native  dealer  or  middleman  would  be  enabled,  if 
cat  and  barrel  labels  of  any  kind  were  used  on  gin,  to  pass  off,  as  the  goods  of 
the  Defenders,  gin  which  was  of  an  inferior  quality  and  thus  succeed  in  defraud- 
ing the  unwary  purchaser  to  whom  the  words  "  Cat  and  Barrel "  brand  as  applied 
to  the  Defenders'  gin  has  become  known.     If  the  adoption  of  a  cat  and  barrel 

45  on  labels  had  been  of  recent  use,  and  in  the  knowledge  or  presumed  knowledge 
of  the  Defenders  Trade  Mark  it  would  have  required  very  little  actual  evidence 
of  deception  to  have  predisposed  me  in  the  Defenders'  favour ;  but  when  I  find 
that  for  halt*  a  century  goods  bearing  some  of  the  labels  complained  of  have  been 
exported  to  markets  where  the  Defenders'  gin  has  been  regularly  sold  and  that 

50  not  a  single  instance  can  be  adduced  of  a  purchaser  having  been  deceived,  I  am 
unable  to  draw  the  inference  that  the  Defenders  desire.  It  is  noticeable  that  in 
their  price  lists  and  advertisements  the  Defenders  did  not,  until  very  recent  years, 
ever  offer  their  gin  for  sale  under  the  name  of  ^^  Cat  and  Barrel "  brand.  In  this 
respect  the  case  is  in  marked  contrast  with  the  case  of  the  *^  C«  B."  corsets* 

♦  Bayor  v  Baird  (15  R.P.C.  616).     . 
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'which  had  been  -widely  advertised  under  that  description  and  in  such  a  wbj 
that  the  public  generally  were  not  aware  that  the  letters  "  C.  B."  were  the 
initials  of  the  manufacturer's  name  ;  and  although  the  Defenders  produced 
155  written  orders  as  evidence  that  their  gin  has  become  known  in  the  tarade  as 
"  Cat  and  Barrel "  brand,  only  34  of  these  support  their  contention.  In  104  5 
instances  "  Old  Tom  "  gin  was  ordered  under  the  designation  "  Cat "  brand,  and 
the  Defenders  do  not  seek  in  this  action  to  interdict  the  use  of  the  device  of  a 
cat  by  itself  on  any  label  applied  to  gin.  This  is  noteworthy  as  the  Defenders 
seem  to  me  to  have  quite  as  much — if  not  more — to  say  for  their  gin  being  known 
as  the  ^*  Cat "  brand  as  for  it  being  known  as  the  *^  Cat  and  Barrel ''  brand.  10 

I  do  not  doubt  that,  amongst  customers  of  the  Defenders  and  others  who  had 
become  familiar  with  their  Trade  Mark  their  gin  would  be  not  unfrequently 
spoken  of  as  the  *'  Cat  "  brand  or  the  **  Cat  and  Barrel  "  brand.  But  the  Defenders 
themselves  at  no  time  seem  to  have  made  any  efl^ort  to  get  their  goods  recognised 
under  this  name ;  and,  in  the  great  majority  of  cases,  I  am  satisfied  that  their  gin  15 
was  ordered  under  the  name  of  the  manufacturer.  The  evidence  as  to  Scotltmd 
is  extremely  meagre  on  this  head,  and  relates  to  very  recent  years.  Even, 
therefore,  if  the  only  question  in  the  case  had  been  one  of  infringement  of  the 
Defenders'  Trade  Mark,  or  of  the  resemblance  between  the  Pursuers'  and  the 
Defenders'  labels  being  such  as  was  calculated  to  deceive,  I  should  have  great  20 
difficulty  in  granting  interdict.  The  case  appears  to  me  to  present  many 
features  similar  to  those  which  were  the  subject  of  discussion  in  the  case  of 
Cotme  V.  Herbert  (24  R.  353,)*  where  the  alleged  gullibility  of  Orientals  was 
also  emphasised. 

Before  dealing  with  this  part  of  the  case,  I  may  notice  in  passing  that  there  25 
are  formal  averments  as  to  the  Pursuers  having  attempted  to  pass  off  their  goods 
as  the  goods  of  the  Defenders.     No  attempt  has  been  made  to  prove  these 
averments — even  assuming  that  they  were  relevant,  and  I  am  satisfied  that  they 
are  without  the  smallest  foundation. 

But  the  Pursuers,  in  the  action  at  their  instance,  challenge  directly  the  30 
validity  of  the  Defenders'  Trade  Mark,  and  it  is  necessary  that  I  should  now 
deal  with  the  evidence  bearing  on  this  challenge.    The  evidence  is  voluminoua, 
and  I  shall  content  myself  with  summarising  the  conclusions  at  which  I  have 
arrived  as  to  the  alleged  common  use  of  a  ^'  Cat  and  Barrel "  device. 

(I)  The  Pursuers'  business  was  founded  by  Mr.  Robert  Thorn  in  1848.    In  35 
1865  he  assumed  Mr.  Cameron  as  a  partner,  and  the  business  was  carried  on  as 
a  private  concern  until  1888,  when  it  was  converted  into  a  limited  liability  com* 
pany.    From  the  commencement  a  moderate  business  in  gin  was  done,  at  first 
in  the  home  trade,  afterwards  in  both  the  home  trade  and  the  export  trade,  and 
since  1869  in  the  export  trade  only.    From  1853  onwards  the  Pursuers  and  40 
the  predecessors  have  used  a  label  as  applied  to  **'  Old  Tom  "  gin,  on  which  the 
conspicuous  feature  was  a  cat  sitting  on  a  barrel.    1  incline  to  think  that  No.  39 
of  process  was  the  first,  that  afterwards  No.  21  was  used  for  a  considerable  time, 
and  that  concurrently  with  this  No.  32  of  process  was  used  as  a  flask  label. 
Since  1869  the  label  regularly  used  on  quart  bottles  of  '^  Old  Tom  ''  has  been  45 
No.  33t  of  process,  although  in  the  case  of  one  or  two  customers  the  stock  label 
No.  35  has  been  purchased  and  affixed  to  the  Pursuers'  gin.    Not  unnaturally 
the   earliest   use  of   the  label   depends  on  the   evidence  of    Mr.  and    Mrs. 
Thorn,     One  other  witness  speaks  to  the  year  1859  and  from  at  least  the 
year  1863  the  continuous  use  of  labels  with  the  '^  Cat  and  Barrel "   design  50 
is,   I  think,  amply  established  (see  evidence  of   Robert .  Pollock^  Cameron^ 
Patrick^    Wood,    Inch,    and    others).      Since    1873    the    business    baa    been 
practically  stationary  so  far  as  the  turn  over  of   gin  was  concerned,  and 


14  B.P.C.  4S6.  t  ^he  label  repneented  onto,  p.  6ia. 
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has  Axaonnted  on  the  average  to  something  between  1000  and  2000  cases 
per  annum.  Prior  to  that  period  it  seems  to  have  been  of  a  very 
fluctuating  nature  reaching  the  lowest  point  in  1869,  so  far  as  the  information 
now  available  goes,  when  only  190  cases  are  recorJed  as  having  been  sold,  and 
5  rising  at  times,  according  to  Mr,  Thorn's  evidence,  to  considerable  proportions. 

(2)  A  firm  of  James  Mackenzie  Sims  A  Co.j  who  carried  on  business  at 
Glasgow,  used  the  device  of  a  cat  and  two  barrels  shewn  on  label  No.  200  of 
process  for  sometime  prior  to  1859.  Their  successors  in  business  Messrp. 
Peler  McDonald  &  Co,  used  the  same  label  until  li*04  when,  at  the  request  of 

\{S  the  Defenders,  they  agreed  to  discontinue  it  on  the  ground  that  their  trade  in 
gin  had  ceased  to  be  of  any  importance.  The  use  of  this  label  No.  200  depends 
on  the  evidence  of  P^er  McDonald  corroborated  by  J.  2\  Stewart^  who  speaks 
to  seeing  the  label  in  1859.  Apart  from  this  corroboriation  I  saw  no  reason  to 
doubt  Mr.  McDonald's  evidence.     He  has  no  motive  to  serve  by  giving  false 

15  evidence,  and  no  conceivable  interest  in  the  result  of  the  present  action. 

(3)  Steuiart  Pott  is  Co,  another  firm  of  wine  merchants  in  Glasgow  have, 
'  since  1859,  used  a  label  for  *^  Old  Tom  '*  gin  which  had  the  device  of  a  cat 

sitting  on  a  barrel.  At  first  the  cat  was  represented  as  sitting  on  the  side  or 
bilge  of  the  barrel,  but  afterwards  the  label  No.  85  of  process  was  adopted, 

20  which  closely  resembles  that  of  Thorn  and  Cameron  for  flasks  except  that  the 
cat  is  facing  in  the  opposite  direction  (Proof,  Stewart^  page  43 ;  Falconer ^ 
page  34).  It  is  peculiar  to  their  case  that  they  have  apparently  used  this  label 
since  1876  mainly  on  gin  supplied  by  the  Defenders  but  without  arrange- 
ment  with  them. 

25  (4)  Wright  and  Oreig  Ld,  anothtsr  large  firm  of  distillers  and  spirit 
merchants  in  Glasgow,  used  a  cat  and  barrel  label  for  Iheir  gin  between  1875 
and  1885,  after  which  they  discontinued  the  use  of  that  label  and  utilised  one 
with  the  figure  of  a  cat  alone  in  the  centre.  Their  business  in  gin  was  a  small 
one,  not  exceeding  a  hundred  cases  per  annum,  but  it  was  almost  entirely  in 

30  Glasgow  and  the  surrounding  districts. 

(5)  B.  H,  Thomson  A  Co.  of  Leith  seem  to  have  used  the  label  No.  201  of 
process  between  1873  and  1901.  Apparently  they  also  used  at  the  same  time 
a  label  with  an  anchor  upon  it  with  no  representation  of  a  cat  and  barrel,  and 
this  became  the  one  commonly  applied  shortly  after  1886  (Proof,  jGrillespie, 

.  35  page  49).    The  trade  In  gin  did  not  exceed  500  dozen  cases  per  annum. 

(6)  The  use  by  Bernard  A  Co,  of  Leith  of  a  label  having  the  device 
of  a  cat 'and  barrel  upon  it  was  somewhat  more  extensive ;  and,  in  addition 
Bernard  A  Co,  caused  to  be  printed  and  distributed  2000  Show  Cards  similar 
to  No.  203,  of  process.    They  also  registered  their  Trade  Mark,  containing  the 

40  representation  of  the  cat  and  barrel,  for  "Old  Tom"  in  May  1376,  it  being 
stated  in  their  application  that  they  had  used  it  for  .16  months  before.  They 
continued  to  use  the  label  until  after  EvddarVs  case,  when,  at  the  request  of 
the  Defenders,  they  discontinued  its  use  and  cancelled  their  registration. 

(7  and  8)  For  the  Valparaiso  market  two  labels  were  printed  for  Badger  A  Co, 

45  and  Badger  Symington  A  Co,  who  got  the  labels  designed  expressly  with  a  view 
to  a  sale  of  the  Pursaora'  gin.  There  is  evidence  that  from  1873  large  ship- 
ments of  gin  with  these  labels  were  made  by  the  pursuers  to  Valparaiso.  The 
other  labels  of  Weir  Scott  A  Co,  have  already  been  referred  to.  They  were  also 
got  up  for  that  firm's  use  in  the  sale  of  gin  at  Valparaiso. 

50  (9)  The  evidence  of  Mr.  Henry  Hughes  is  to  the  effect  that  the  stock  label 
No.  253  of  process,  was  used  by  Mr.  Blake^  a  wine  merchant  in  Dublin,  in 
October  1868,  and  has  been  in  use  since  then. 

In  adilition  to  deponing  to  their  own  use  of  what  may  be  called  for  shortness 
*^  Cat  and  Barrel "  labels  many  of  the  witnesses  say  that  they  understood  that 

ji5  tlM^  device  was  common  to  the  trade,  and  that  they  had  seen  it  from  time  to 
time  on  the  labels  of  other  persons*    Most  of  them  were  entirely  unaware  that 
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'  V.  Board  A  Son. 

• 
the  Defenders  used  a  similar  device  on  their  labels,  or  that  they  had  registered 
it  as  their  Trade  Mark.    The  existence  of  a  stock  label,  which  could  be  put- 
chased  both  in  Dublin  and  in  Glasgow,  with  the  device  of  a  cat  and  barrel  upon 
it  is  a  peculiar  feature  of  this  case,  when  regard  is  had  to  the  long  period  over 
wliich  its  use  is  proved  to  have  extended.    Taken  as  a  whole  the  evidence,  I  i5 
think,  amplj'  established  that  prior  to  1879,  the  device  of  a  cat  and  barrel,  as 
applied  to  '*  Old  Tom  "  gin,  was  commonly  used  in  the  trade,  and  the  explanation 
given  by  a  good  many  of  tlie  witnesses  of  this  circumstances  is  that  the  name 
•?  Old  Torn  "suggested  the  picture  of  a  torn  cat  sitting  or  standing  on  or  near  a    . 
barrel  of  spirits  as  an  appropriate  symbol  of  the  commodity  itself.  lO 

The  Defenders  have  no  means  of  meeting  this  large  body  of  evidence,  or  even 
of  seriously  criticising  it.    Thoy  say,  and  I  think  truly,  that  they  were  unaware 
.  of  the  use,  which  seems  to  have  been  so  prevalent  in  Scotland,  of  the  cat  and 
'barrel  label  in  connection  with  "  Old  Tcm,"  and  they  might' well  be  so  looking 
to  the  small  trade  which  they  themselves  did  in  Scotland.    They  say  further,   15 
and  I  think  with  justice,  that  such  use,  in  order  to  invalidate  their  Trade  Mark, 
.  must  not  merely  be  common  use  but  must  have  been  substantial  and  lawf  nl. 
But  the  facts  already  stated  are  suflScient  to  show  that  the  use  was  substantial, 
although  probably  all  the  traders  whom  I  have  enumerated  did  not  together  do 
as  large  a  business  ih  gin  as  the  Defenders.    As  regards  the  lawfulness  of  the  80 
'  iise,  if   the  Defenders  had  been  in  a  position  to  prove  that  prior  to  (say)  1860 
'their  gin  had  b^poine  known  in  the  market  as  "  Cat  and  Barrel  "  gin  it  may  be 
(hat  they  woutd  have  had  a  6ase  iot  interdicting  all  others  from  thereafter 
^ adapting,  a   cat.  and    barrel    device    on    labels    used    on    gin    bottles.      As 
^liiiSht'  bi?.  expl^fcled,  however,  the   evidence  to  this  effect  is  meagre  in  the  2.5 
'  extreme  and  a  "yery  strong  case  indeed  would  have  to  be  made  out  in  order  to 
show  that  a  practice,  that  has  continued  for  more  than  forty  years,  was  all  the 
time  unlawful.'    Even  where  they  did  discover—as  in  the  case  of  James  Melloi"  S 
*'iVar».9— (hat  a  cat  and  barrel  label  had  been  adopted  subsequent  to  their  own 
registration,  and  were  informed  by  the  user  that  he  considered  himself  entitled  30 
to  continue  its  use,  they  took  no  steps  for  a  period  of  nearly  twenty  years  to 
follow  up  their  challenge.    The  truth  appears  to  be  that  the  importance  of  the 
cat  and  barrel  label  to  the  Defenders  has  grown  with  their  increasing  business, 
and  that  it  is  only  in  comparatively  recent  times  that  they  have  ventured  to 
assert  their  right  to  a  monopoly  pf  these  pictorial  emblems  in  connection  with  35 
.  the  sale  of  gin.     It  is  worth  noticing  as  corroborating  the  account  whifch  the 
witnesses  gave  of  the  numerous  forms  of  cat  and  barrel  labels,  that  no  attempt 
seems  to  have  been  made  to  imitate  the  labels  or  Trade  Marks  of  other  well- 
known  distillers  of  London  gin;    and  it   would  b6  extremely  odd  that  the 
Defendei-8— who  did  a  comparatively  small  business  in  Scotliaind,  and  cannot,  40 
therefore,  have  acquired  any  wide  reputation  for  their  gin— should  be  the  only 
victims  of  this  supposed  imitation  of  Trade  Mark. 

On  the  grounds  above  stated  I  should  have  been  prepared  to  hold  that  the 
device  of  "  Cat  and  Barrel"  was  common  in  the  trade  long  prior  to  the  registra- 
tion by  the  Defenders  of  their  Trade  Mark.    But  Mr.  Dickson  urged  that  even  45 
on  this  assumption  certain  decisions  in  the  English  Courts,  by  which  the  so  called 
"  three  mark  "  rule  has  been    established,  were  not  binding  in  Scotland  and 
ought  to  be  reconsidered  as  being  contrary  to  the  Trade  Mark  Statutes.    It  is 
unnecessary  that  I  should  consider  this  argument  as  the  Pursuers'  GounBel  stated 
that  he  did  not  press  for  any  rectification  of  the  Register  provided  he  obtained  50 
decree  in  terms  of  his  third  conclusion— this  being  the  only  conclusion  in  which 
the  I'ursuers  have  a  direct  interest.    Moreover  the  Defenders'  registration  in 
respect  of  all  liquors  except  "Old  Tom  "gin  has  not  been  attacked.    Even  as 
regards  dry  gin,  there  seem  to  be  no  cases  (apart  from  Melrose,  Drover  A  Co.  Ld. 
who  are  now  out  of  the  field)  of  persons  using  a  **  Cat  and  Barrel "  label  in  55 
"  connection  with  that  conimbdlty  except  thd  Drfenddfg.     
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It  follows  that  the  Pursuers  are  in  my  opinion  entitled  to  a  declarator  that  the 
Defenders  have  no  exclusive  right  to  the  **  Cat  and  Barrel "  device  in  connection 
with  the  sale  of  "  Old  Tom  "  gin,  and  that  the  Pursuers  are  equally  entitled  to 
employ  the  same.  I  think  that  we  have  here  an  honest  concurrent  user  of  a 
5  similar  device  in  different  parts  of  the  Kingdom  by  traders  who  never  saw  each 
others'  labels,  or  if  they  saw  them,  had  not  their  notice  specially  directed  to 
"their  similarity.  It  cannot  be  contended  that  the  fact  that  the  one  business  has 
throughout  been  a  large  prosperous  and  increasing  one  in  this  commodity  is  to 
prevent  a  smaller  rival  from  continuing  a  use  which  has  extendeil  over  an 

10  almost  equally  long  period.  Nor  do  I  think  the  element  upon  which  Mr.  Dick- 
son waxed  eloquent — that  the  Defenders*  Trade  Mark  is  considered  by  them  to 
be  of  enormous  value  while  the  Pursuers  do  not  estimate  the  value  of  their 
"Cat  and  Barrel  "  labels  in  connection  with  the  sale  of  gin  at  a  bl.  note — is  of 
the  least  materiality  on  this  question  of  legal  right.     It  might  have  been  an 

1.5  excellent  reason  for  the  Defenders  settling  with  the  Pursuers  upon  generous 
terms,  but  is  no  reason  at  all  for  depriving  the  Pursuers  of  their  established 
rights. 


Before  The  Solicitor-Gkneral. 
August  9th,  1905,  and  May  16th,  190C. 
20  In  the  Matter  op  Hodgkins'  Application  for  a  Patent. 


Opposilion  to  grant  on  the  ground  that  the  invention  had  been  patented,  on  an 
application  of  prior  date, — Patent  refused  by  Comptroller, — Appeal, — Applicant  a 
invention  alleged  to  comprise  certain  j^^ocesses  not  comprised  in  Opponents' 
Specification. — Allegations  by  0/fponents  that  these  processes  produced  no 
25  material  effect, — Hearing  of  appeal  adjourned  for  further  evidence  as  to  the 
effect  or  non-effect  of  these  processes.  Held,  by  the  Law  Officer,  that  the 
evidence  failed  to  establish  that  the  difference  created  by  these  processes  was  a 
reasonably  substantial  and  beneficial  difference  so  as  to  justify  the  grant  of  a 
Patent.    The  decision  of  the  Comptroller  was  affirmed. 

30      On  the  20th  of  June  1904  Reginald  Hodgkins  applied  for  a  Patent  (No.  13,929, 
A.D.  1904)  for  *'  An  improved  golf  ball  and  method  of  manufacturing  same.** 
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In  the  Matter  of  HodgJdfia'  Application  /or  a  PcUmt^ 

The  application  was  opposed  by  the  Improved  Oolf  Balls  Company  Ld.  and 
Charles  Thomas  Kingzett  on  the  ground  thai  the  invention  had  been  previondy 
patented  on  Application  No.  22,368  of  1902  by  Kingzett. 

At  the  hearing  before  the  Comptroller-General,  the  Applicant*8  agent  admitted 
identity  between  the  two  inyentions  up  to  a  certain  point  in  the  Applicant's  5 
process  of  manufacture,  but  contended  that  the  Applicant's  invention  comprised 
some  subsequent  processes  which  were  not  included  in  the  invention  described 
in  the  Opponents'  Specification.  He  offered  to  amend  the  Applicant's  Specifi- 
cation so  as  to  limit  its  scope  to  these  subsequent  processes.  A  Declaration  was 
fil^  on  behalf  of  the  Opponents  which  alleged  that  the  subsequent  processes  10 
had  no  material  effect,  and  to  this  Declaration  the  Applicant  made  no  reply, 
although  he  was  allowed  an  extension  of  time  for  the  purpose.  The  Comptroller- 
General  decided  that  he  could  not  grant  a  Patent  on  the  application. 

The  Applicant  appealed  to  the  Law  Officer. 

The  appeal  first  came  before  Sir  E.  CARSON  S.Q.  on  the  9th  of  August  1905,  15 
and  after  some  discussion  was  adjourned  by  him  to  the  then  next  term,  in  order 
that  the  parties  might  be  at  liberty  to  give  further  evidence  as  to  the  effect  or 
non-effect  of  the  subsequent  processes  above  referred  to. 

The  appeal  came  on  for  rehearing  before  Sir  Wm.  Robson  S.-G.  on  the  16th 
of  May  1906,  further  evidence  having  been  filed  on  behalf  of  both  parties.    The  20 
case  having  been  argued,  the  decision  of  the  Comptroller-General  was  affirmed. 

Sir  W.  BOBSON  S.Q, — I  cannot  on  the  evidence  which  has  been  put  before  me 
reverse  the  decision  of  the  Comptroller-General.  The  declaration  made  by 
Mr.  Mackintosh  does  not  satisfy  me  at  all  that  any  substantial  difference  is  made 
by  the  process  of  boiling.  Of  course  the  introduction  of  any  process  or  step  in  25 
dealing  with  an  article  may  conceivably  make  some  difference,  but  the  question 
is  whether  it  makes  a  reasonably  substantial  and  beneficial  difference  so  as  to 
justify  the  grant  of  a  Patent  under  the  circumstances  of  the  case.  The  hearing 
was  adjourned  for  evidence  on  this  point,  and  that  evidence,  in  my  opinion, 
wholly  fails  to  establish  the  Applicant's  contention.  Therefore,  the  decision  of  *M 
the  Comptroller  must  stand. 

The  Appellant  was  ordered  to  pay  51,  ^s.  costs. 
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Nonh-Eastern  Marine  Engineering  Gompany^  Ld.  v.  Leeds  Forge 

Company  Ld. 


In  the  Court  of  Appbal. 

Before  Lords  Justicbs  Vaughan  Williams,  Rombr,  and 
Cozbns-Hardy. 


July  23rd,  1906. 


'5    North-Eastbrn  Marinb  Enginbbring  Company  Ld.  v.  Leeds  Forgs 

Company  Ld. 


Patent. — Action  after  the  expiration  of  Letters  Patent  for  a  declaration  that 
the  same  were  invalid. — Question  whether  such  an  action  could  be  brought  set 
down  to  be  argued  as  a  point  of  law. — Action  dismissed. — Appeal  dismissed. — 
10  Patents^  Ac.  Act,  1883,  Section  26. 

An  action  for  infringement  of  a  Patent  was  commenced  against  the  N.  M.  E. 
Company,  but  discofitinued.  The  owners  of  the  Patent  had  previously  obtaified 
a  judgment  against  the  D.  Company  for  damages  for  infringemefU,  which 
judgment  had  been  upheld  by  the  House  of  Lords.    The  D.  Company  were  the 

15  manufacturers  of  the  goods  in  respect  of  which  the  complaints  agai7ist  the 
A.  if,  E.  Company  were  made.  Other  actions  liad  also  been  broright  against 
other  firms  and  discontinued.  On  the  owners  of  the  Patent  declining  to  give  a 
certain  undertaking  for  which  the  N.  M.  E.  Company  asked,  that  Company 
commenced  an  action  against  the  owners  of  tlie  Patent,  which  had  then  expired, 

20  claiming  a  declaration  that  the  Patent  was  throughout  the  term  of  the  same 
invalid  and  a  declaration  that  the  Plaintiffs  had  not  infringed  any  legal  rigJUs 
of  the  Defendants ;  damages  were  also  claimed  in  respect  of  threats,  but  this  claim 
was  Abandoned  at  the  hearing  of  the  argument  on  the  point  of  law  hereafter 
mentioned.    After  the  Defendants  had  delivered  their  Defence,  which  raised  cls  a 

25  matter  of  law  that  the  Statement  of  Claim  disclosed  no  cause  of  action,  an  Order 
wc^B  made  that  the  point  of  law — namely,  whether  the  Plaintiffs  were  entitled 
to  relief— should  be  set  down  fm*  argument.  For  the  purpose  only  of  that 
argument  it  was  admitted  that  the  Patent  was  invalid.  Tlie  Defendants 
contended  that  no  action  could  be  brought  for  a  declaration  that  a  Patent  was 

^  invalid,  and  that  Order  XXV.,  Rule  5.  orAy  applied  where  a  declaration  was 
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ancillary  to  a  present  or  fxUure  right  to  relief j  and  that  at  all  events  the 
making  of  a  declaration  only  was  discretionary.  It  was  held  at  the  hearing j 
that  the  action  was  practically  for  a  declaration  that  the  Plaintiffs  would  have 
a  good  defence  to  any  future  action  for  infringement  of  the  Patent^  and  that  it 
must  he  dismissed  on  the  ground  that  the  Statement  of  Claim  disclosed  no  5 
reasonable  cause  of  auction  ;  that  if  there  was  a  discretion  under  Order  XXV ^ 
Rule  5y  to  entertain  an  action  only  for  such  a  declaration  as  that  asked  for^  it 
ought  not  to  be  exercised  in  favour  of  the  Plaintiffs  in  the  present  case.  The 
Plaintiffs  appealed.  Before  the  hearing  of  the  appeal  the  Plaintiffs  had 
applied  for  the  authority  of  the  Attomey-Qeneral  to  present  a  Petition  far  10 
revocation  of  the  Patent ^  but  the  Attomey-Oeneral  refined  his  flat. 

The  appeal  was  dismissed  unth  costSy  but  the  Courts  without  in  any  way 
expressing  an  opinion  whether  or  not  the  case  was  a  proper  one  for  thefUU  of  the 
Attomey-Oeneraly  intimated  that  in  its  view  the  mere  fact  that  the  Patent 
had  expired  did  not  preclude  the  Attomey-^Qeneral  from  giving  his  flat.  15 

On  the  14th  of  June  1905  the  North-Eastern  Marine  Engineering  Company 
Ld.  commenced  an  action  against  the  Leeds  Forge  Company  Ld.  claiming — 
(1)  a  declaration  that  Letters  Patent  No.  8591  of  1889  granted  to  Edwin 
Chambers  John  Devis  were  invalid  thronghoat  the  whole  of  their  term ;  (2) 
damages  in  respect  of  certain  threats  of  legal  proceedings  and  liabilities  made  20 
by  the  Defendants  at  divers  dates  in  the  years  1901  to  1905  ;  (3)  costs ;  (4) 
further  and  other  relief. 

The  Statement  of  Claim  was  as  follows  : — '*  (1)  The  PlaintifEs  are  engineers 
<<  and  ship-builders  carrying  on  business  on  the  Tyne.  (2)  The  Defendants, 
'*  who  are  engineers  carrying  on  business  at  Leeds,  purchased,  some  years  prior  25 
"  to  the  year  1900,  certain  Letters  Patent  (No.  8591  of  1889)  granted  to  Devis  for 
"  invention  of  *  An  improved  boiler  flue.'  (3)  The  Defendants  in  March 
**  1900  commenced  an  action  (1900 — L — No.  566)  against  a  certain  firm  called 
'*  Deighton's  Patent  Flue  and  Tube  Company  Ld.  to  restrain  them  from 
*^  infringing  the  said  Letters  Patent  by  making  and  selling  boiler  flues  which  30 
'^  were  alleged  to  be  infringements  of  the  said  Letters  Patent.  At  the  trial  of 
^'  the  said  action  Mr.  Justice  Co2enS'Hardy  found  that  the  said  Patent  had  been 
**  infringed.*  The  Court  of  Appeal  reversed  this  judgment,!  and  in  May  1904 
*^  the  House  of  Lords  reversed  the  judgment  of  the  Court  of  Appeal  and  restored 
"  the  judgment  of  Mr.  Justice  Cozens-Hardy^X  (4)  The  Plaintiffs  in  this  action  35 
**  had  prior  to  the  hearing  of  the  appeal  in  the  House  of  Lords  purchased  a  large 
"  number  of  boiler  flues  from  the  said  Deighton  Company^  which  boiler  flues 
*^  were  identical  in  form  with  those  which  were  the  subject  of  the  aforesaid 
"  action  against  the  said  Deighton's  Patent  Flue  and  Tube  Company  Ld.  (5) 
"  On  the  5th  of  April  1901  and  the  19th  of  March  1902  the  Defendants*  solicitors  40 
-  V  wrote  to  the  Plaintiffs  threatening  them  with  legal  proceedings  in  respect  of 
*^  the  use  of  the  said  boiler  flTies  purchased  from  the  Deighton  Company^  and 
<^  on  the  17th  of  June  1904,  shortly  after  the  hearing  of  the  appeal  in  the  House 
**  of  Lords,  they  again  wrote  referring  to  the  judgment  of  the  House  of  Lords 
"  and  to  the  above  letters,  and  concluded  their  letter  as  follows : — ^  Having  45 
«« regard  to  the  circumstances  our  clients  have  decided  to  take  proceedings 
** '  against  you  to  recover  damages  for  your  wrongful  action  in  this  respect 
"  *  (i.tf.,  infringing),  and  we  have  to  ask  you  to  give  us  the  name  of  your  solicitor 

•  18  R.P.0. 288,  t  1«  B,P.O.  286.  %  21  R,P.a  487, 


Vol.  XXIII.,  No.  25.]      AND  TRADE  MARK  CASEa  531 

Narth'Ba^stem  Marine  Engineering  Company  Ld.  v.  Leede  Forge 

Company  Ld. 

"  *  who  will  accept  flervice  of  the  proceedings  on  your  behalf.'  (6)  A  large 
**  number  of  other  firms  of  engineers  and  shipbuilders  had  purchased  flues  the 
•*  same  as  those  previously  mentioned  from  the  Deighton  Company y  and  one  of 
"  the  largest  of  them  was  Clayton,  Son  A  Co.  Ld,    The  Leeds  Forge  Company 

5  ^  had  threatened  and  had  commenced  an  action  against  this  firm  for  infringing 
"  Devia^  Patent,  and  with  the  view  to  determining  whether  they  and  all  the 
"  other  purchasers  were  under  any  liability  to  the  Leeds  Forge  Company, 
"  Clayton,  Son  A  Co.,  by  leave  granted  on  the  14th  of  February  1905,  amended 
**  their  Defence  in  that  action,  pleading  the  invalidity  of  Devis'  Patent,  and  by 

10  "  way  of  counterclaim  prayed  for  a  declaration  that  the  said  Letters  Patent  of 
"  Devis  were  invalid.  And  on  a  Motion  by  the  Leeds  Forge  Company  before  Mr. 
"  Justice  Buckley  on  the  31st  of  March  1905  to  strike  out  the  said  counter- 
**  claim,  and  on  the  Leeds  Fo7*ge  Company  giving  an  undertaking  in  the  words 
'*  following—*  The  Plaintiffs  (the  Leeds  Forge   Company)  by  their  Counsel 

15  **  *  undertaking  not  to  sue  the  Defendants  {Clayton,  Son  &  Co.)  or  their 
"  *  purchasers  or  customers  under  the  Letters  Patent  No.  8591  of  1889  (Devis) 
"  *  in  the  Pleadings  referred  to  in  respect  of  the  use  or  sale  of  boilers  (i.e., 
"  *  flues)  constructed  in  accordance  with  the  said  Patent ' — ^it  was  ordered  that 
**  all  further  proceedings  in  the  action  should  be  stayed.*    (7)  On  the  1st  of 

20  *•  May  1905  the  Plaintiffs'  solicitor  wrote  to  the  Defendants'  solicitors  as 
**  follows  :— '  We  are  instructed  by  the  North-Eastern  Marine  Engineering 
"  *  Company  Ld.  with  reference  to  your  letters  to  them  of  the  3rd  of  April  1901, 
"  *  19th  of  March  1902,  and  17th  of  June  1904,  notifying  that  your  clients  the 
"  *  Leeds  Forge  Company  will  hold  them  responsible  as  users  of  Deighton's 

25  "  *  patent  flue,  and  that  they  had  decided  to  take  proceedings  against  them  to 
"  *  recover  damages  for  their  wrongful  action.  These  threats  were  followed  by 
'*  *  writ  issued  by  your  clients  against  ours  in  the  Chancery  Division  on  the 
"  '  29th  of  June  1904  claiming  damages  for  the  infringement  of  your  clients' 
"  *  Devis'  Patent  and  costs  as  between  solicitor  and  client,  and  which  proceedings 

30  "  *  were  on  the  14th  of  March  last  discontinued.  The  North-Eastern  Marine 
"  *  Engineering  Company  Ld.  are  still  subject  to  be  proceeded  against  for 
*'  *  damages  by  the  Leeds  Forge  in  respect  of  the  flues  which  they  purchased 
"*from  the  Deighton's  Patent  Flue  and  Tube  Company  Ld.  They  have 
"'already  suffered  loss  and  great   inconvenience    by  reason  of  the  above 

35  **  *  mentioned  letters  and  discontinuance  of  the  action,  and  with  the  object  of 
**  *  preventing  further  loss  and  inconvenience  to  them  we  have  now  to  ask  the 
**  *  Leeds  Forge  Company  to  give  them  an  undertaking  in  writing  that  they  will 
"  *  not  commence  any  further  proceedings  against  them  or  any  of  their  customers 
"  *  in  respect  of  the  flues  purchased  from  Messrs.  Deightons  or  against  any 

40  **  *  person  to  whom  they  may  have  disposed  of  them.  If  such  an  undertaking 
** '  be  not  at  once  given  to  our  clients  we  are  instructed  to  commence  an  action 
♦'  *  against  the  Le^  Forge  Company  claiming  a  declaration  that  Devis'  Patent 
"  *  (No.  8591  of  1889)  was  invalid  at  its  commencement  and  continued  so  to  the 
**  •  date  of  its  expiration,  and  for  damages  and  such  other  relief  as  they  may  be 

45  "  *  advised.'  And  on  the  11th  of  May  1905  the  Defendants'  solicitors  answered 
**  as  follows  : — •  We  have  your  letter  of  yesterday's  date,  and  in  reply  beg  to  say 
"  *  that  the  demand  put  forward  by  your  clients  for  an  undertaking  in  the 
*•  *  terms  referred  to  in  your  letter  is  quite  groundless  and  cannot  be  entertained. 
**  *  The  three  letters  referred  to  by  you  were  not  written  until  after  our  clients 

50  "  *  had  obtained  a  judgment  of  the  Court  holding  that  the  Deighton  flue  was  an 
"  *  infringement  of  our  clients'  Patent,  and  therefore  as  infringers  of  that  Patent 
"  *  your  clients  have  no  right  of  complaint  in  respect  of  alleged  loss  and  incon- 
**  *  venience  caused  by  our  clients'  letters.    These  proceedings,  as  you  are  aware, 
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^^  ^'have  been  discontinued  by  our  clients  because  they  are  adyised  they  are  in 
'*  *  a  position  to  claim  a  larger  measure  of  damages  against  the  makers  of  the 
"  *  infringing  flues.  If,  however,  your  clients  wish  to  do  so  they  may  accept 
*'  'this  letter  as  an  undertaking  on  behalf  of  our  clients  not  to  make  any  claim 
^'  '  against  them  unless  our  clients  should  fail  to  secure  their  damages  from  the  5 
"  '  makers  of  the  flues  used  by  your  clients.'  (8)  In  addition  to  discontinuing 
'^  the  action  against  the  present  Plaintiffs  as  mentioned  in  paragraph  7  above, 
-'  the  Leeds  Forge  Company  gave  notice  of  discontinuance  in  the  action 
'^  mentioned  in  paragraph  6  hereof  against  Clayton^  iSon  Jt  Co.  on  the  13th  of 
^'  March  1905,  and  in  a  precisely  similar  action  against  the  Wallsend  Slipway  10 
'*  and  Eiigineering  Company  Ld.  on  the  14th  of  March  1905,  and  on  the  14th 
'^  of  March  1905  abandoned  an  action  they  had  commenced  in  the  Scotch  Courts 
'*  against  Rankin  and  Blackmore.  (9)  The  validity  of  the  said  Letters  Patent 
'^  was  said  by  Mr.  Justice  Cozens-Hardyy  and  in  the  Court  of  Appeal,  and  in 
"  the  House  of  Lords  (in  the  action  referred  to  in  paragraph  3  hereof)  to  have  15 
'^  been  admitted  by  the  Defendant  in  that  action,  and  the  question  of  validity 
>'  was  not  in  fact  tried,  but  in  fact  the  said  Letters  Patent  were  invalid  during 
"  the  whole  term  for  which  the  same  were  granted  for  the  reasons  given  in  the 
^*  Particulars  of  Objections  delivered  herewith,  and  consequently  the  Plaintiffs 
'*  have  not  done  any  wrongful  act  as  alleged  by  the  Defendants  in  their  above  20 
*^  mentioned  threats.  The  said  Letters  Patent  expired  on  the  23rd  of  May  1903. 
*^  (10)  By  reason  of  lihe  above  wrongful  and  continuing  threats  the  Plaintiffs 
^'  have  suffered  and  continue  to  suffer  great  damage  and  inconvenience  in  the 
"  trade."  The  Plaintiffs  claim— (I)  A  declaration  that  the  Letters  Patent 
No.  8591  of  1889  were  invalid  at  the  date  thereof  and  were  so  continuously  25 
down  to  the  date  when  the  term  for  which  they  were  granted  expired.  (2)  A 
declaration  that  the  Plaintiffs  have  not  infringed  any  legal  rights  of  the 
Defendants.    (3)  Damages.    (4)  Costs. 

Particulars  of  Objections  were  delivered  with  the  Statement  of  Claim. 

The  Defence  was  as  follows  : — "  This  action  purports  to  be  an  action  for  30 
*<  damages  for  threats  pursuant  to  Section  32  of  the  Patents,  Designs,  and  Trade 
'^  Marks  Act,  18H3.    The  Statement  of  Claim  states,  as  was  the  fact,  that  In 
'*  respect  of  boiler  flues  identical  with  those  used  by  the  Plaintiffs  the  Defen- 
'^  dants  had  with  due  diligence  commenced  and  successfully  prosecuted  up  to 
^^  the  House  of  Lords  an  action  for  infringement  of  the  said  Letters  Patent  in  35 
*'  the  Statement  of  Claim  referred  to.    By  reason  of  such  commencement  and 
'<  prosecution  there  was  in  law  upon  the  facts  appearing  in  the  Statement  of 
'*  Claim  no  cause  of  action  in  the  Plaintiffs  under  Section  32,  and  the  Statement 
'<  of  Claim  discloses  no  cause  of  action  in  the  Plaintiffs.    (2)  As  a  further  point 
*'  of  law  the  Statement  of  Claim  discloses  no  cause  of  action  in  the  Plaintiffs.  40 
**  There  is  no  cause  of  action  under  Section  32  of  the  Patent  Act  of  1883  for 
"  threats  in  respect  of  Letters  Patent  which  have  expired  prior  to  the  com- 
^<  mencement  of  the  action,  and  as  appears  by  the  Statement  of  Claim  the 
"  Letters  Patent  now  in  question  expired  on  the  23rd  of  May  1903  long  prior  to 
*'  the  commencement  of  this  action.    (3)  As  a  further  point  of  law,  there  is  45 
<'  no  cause  of  action  known  to  the  law  as  a  suit  for  a  declaration  as  to  invalidity 
*'  of  a  Patent  which  had  expired  prior  to  the  commencement  of  the  action,  and 
'*  the  Statement  of  Claim  states,  as  was  the  fact,  that  the  said  Letters  Patent  had 
"  expired  prior  to  the  commencement  of  this  action,  and  upon  this  further 
"  ground  the   Statement  of  Claim  discloses  no  cause    of    action.     (4)  The  50 
<'  Statement  of  Claim  discloses  no  cause  of  action  and  is  frivolous  and  vexatious 
"  and  an  abuse  of  the  process  of  the  Court.    If  contrary  to  the  Defendants' 
<*  belief  the  Statement  of  Claim  discloses  any  cause  of  action  the  Defendants 
**  say  that :  (5)  They  do  not  admit  any  of  the  matters  in  the  sixth  and  eighth 
"  paragraphs  of  the  Statement  of  Claim.    All  the  matters  therein  set  out  are  55 
•*  in  ele  vant  to  any  issue  in  thift  action,    (6)  The  said  Letters  Patent  were  during 
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"  their  whole  term  valid.    (7)  They  deny  each  and  every  of  the  matters  in  the 
*•  tenth  paragraph  of  the  Statement  of  Claim." 

The  Defendants  applied  by  notice  nnder  the  Summons  for  Directions  in  the 
action  for  an  Order  that  the  points  of  law  raised  by  the  Defence  might  be  set 
5  down  for  hearing  and  disposed  of  before  the  trial  of  the  action  pursuant  to  the 
Rales  of  the  Supreme  Court,  Order  XXV.,  Rule  2,  and  that,  until  such  points  of 
law  had  been  disposed  of,  all  proceedings  in  the  action,  except  for  the  determi- 
nation of  such  question,  might  be  stayed,  and  that  the  costs  of  the  application 
might  be  costs  in  the  action. 

10  On  the  11th  of  August  1905  an  Order  was  made  on  that  application  that  the 
following  point  of  law — namely,  whether  the  Plaintiffs  are  entitled  to  relief — 
be  set  d9wn  to  be  argued  before  the  Court. 

This  point  of  law  came  on  for  argument  on  the  8th  of  December  1905  before 
Mr.  Justice  Joyce^  who  dismissed  the  action  on  the  ground  that  the  Statement 

15  of  Claim  disclosed  no  reasonable  cause  of  action,  and  expressed  the  opinion 
that,  notwithstanding  the  expiration  of  the  Patent,  the  proper  remedy  of  the 
Plaintiffs  was  to  present  a  Petition  for  revocation  of  the  Patent  {Ante  p.  96). 
The  Plaintiffs  appealed.  Before  the  appeal  was  heard  they  applied  to  the 
Attorney-General  for  authority  to  present  a  Petition  for  revocation,  but  the 

20  Attomey-CJeneral  refused  to  give  his  authority. 

Astbury  K.C.  and  J.  C.  Graham  (instructed  by  J.  H.  and  J.  F.  Johnson) 
agents  for  BamsdeHy  Carter ^  and  Ramsden  of  Leeds)  appeared  for  the  Appellants ; 
Bousjield  K.C.,  A.  J.  Walter^  and  H.  A.  Colefax  (instructed  by  Vincent  and 
Vincent,  agents  for  Day  and  Yewdall  of  Leeds)  appeared  for  the  Respondents. 

25  Aethury  K.C.  and  Oraham^  for  the  Appellants,  referred  to  the  Statement  of 
Claim  and  to  the  prior  action  of  Le^s  Forge  Company  Ld.  v.  Deigh^on's  Patent 
Flue  and  Tube  Company  Ld.  (21  R.P.C.  487),  and  continued  : — After  the 
judgment  of  the  House  of  Lords  in  that  action  six  or  seven  writs  were  issued 
against  Deighton's  customers  during  the  prosecution  of  the  inquiry  in  the  first 

5K)  action.  In  one  of  these  tlie  Defendants  Clayton  &  Sons  Ld.  counterclaimed  for 
a  declaration  that  the  Patent  was  invalid.  There  was  a  motion  by  the  Leeds 
Forge  Company  to  strike  out  that  counterclaim,  and  on  that  motion  the  Plaintiffs 
gave  an  undertaking  not  to  sue  Clayton  A  Sons  Ld.  for  infringement  of  the 
Patent.    Before  this  the  other  actions  were  discontinued.    The  Plaintiffs  have 

85  intimated  by  letter  that  they  hold  th«^  present  Plaintiffs  liable.  [Vaughan 
Williams  L.J.— Was  not  that  a  threat  ?]  Not  within  Section  32  of  the 
Patents  &c.  Act,  1883.  The  Plaintiffs  gave  up  below  all  claim  in  this  action  for 
damages  under  that  Section,  [RoMBR  L.J. — Declaratory  judgments  are  in  the 
discretion  of   the  Court;  this  kind  of  declaration  would  open  the  floodgates 

40  of  litigation.]  In  this  case  there  are  ppecial  circumstances.  The  Plaintiffs  for 
the  purpose  of  this  argument  admit  all  the  allegations  in  the  Statement  of  Claim. 
[Paragraphs  9  and  10  of  the  Statement  of  Claim  were  Referred  to.]  [COZBNS- 
HARDY  L.J.— Why  do  you  not  petition  for  revocation  ?]  After  the  judgment 
below  the  Plaintiffs  applied  for  the  Attomey-Generars  fiat,  but  it  was  refused. 

45  If  the  Patent  is  not  in  existence  there  would  be  nothing  to  revoke.  [ROMBR  L.t7.— 
Tes,  there  would  be.  If  the  Defendants  sue  you,  it  must  be  on  the  Letters 
Patent.]  [Cozbns-Hardy  L.J. — Personally  I  cannot  see  any  difficulty  in 
revoking  Letters  Patent  that  have  expired.]  [ROMBR  LJ. — If  you  are  right 
a  person  could  bring  an  action  claiming  a  declaration  of  invalidity  during  the 

50  life  of  any  Patent.  If  so,  what  is  the  use  of  proceeding  by  Petition  and  the 
provisions  as  to  the  Attorney-Generars  fiat  ?]  If  we  cannot  get  the  fiat,  it  may 
be  because  of  the  judgment  in  Deighton's  case.  Revocation  is  not  inter  partes^ 
and  it  might  affect  the  prior  judgment.  [Cozbns-Hardy  L.J.  referred  to 
PouUon^s  Patent  (Ante  p.  506)  as  an  instance  of  a  Petition  presented  by  unsuc- 

55  cefisful  Defendants  in  an  action  for  infringement.]  [Rombr  L.J. — ^Would  it  affec  t 
the  judgment  which  is  inter  partes  ?]   We  aubuiit  that  it  would ;  but,  in  any  case, 


hik  REPORTS  OF  t^ATE^T,  Dl:SIGlf,      [Sept.  26, 1906. 

North'iiastern  Marine  Engineering  Company  Ld,  v.  Leeds  Forge 

Company  Ld. 

there  is  no  reason  why  persons  not  parties  to  that  action  should  be  prejudiced 
by  it  and  without  remedy.  An  action  for  a  declaration  only  will  now  lie 
(Order  XXV.,  Rules  4  and  5).  Here  there  is  no  other  remedy.  [Vaughan 
Williams  L.J. — Is  not  your  real  remedy  in  respect  of  threats  ?J  There  is 
here  no  remedy  under  that  Section  ;  and  it  was  so  argued  for  the  Defendants  5 
below.  A  previous  action  is  a  sufficient  answer  to  an  action  under  Section  32 
(Lycett  Saddle  and  Motor  Accessories  Company  Ld.  y.  J.  B,  Brooks  A  Co.  Ld. 
21  R.P.G.  656).  [ROMER  L.J.^-^Ab  to  the  declaration  there  is  no  distinction 
before  or  after  the  expiration  of  the  Patent.  Do  you  say  that  during  the  existence 
of  a  Patent  anyone  can  bring  an  action  to  have  it  declared  invalid  ?]  No»  but  10 
this  is  a  different  case.  The  special  circumstances  must  be  considered ;  a 
declaration  is  discretionary.  [Cozbns-Hardy  LJ". — Does  not  Section  26  of 
the  Act  of  1883  both  before  and  after  the  expiration  of  the  Patent  preclude  such 
an  action  as  this  ?]  We  submit  not.  A  declaration  can  be  made  although  no 
other  relief  is  claimed.  There  have -been  many  cases  in  which  declarations  15 
have  been  made  where  no  subsidiary  relief  has  been  sought.  This  action  was 
commenced  because  we  had  some  doubt  whether  the  proceeding  before  the  Law 
Officer  was  a  correct  one,  and  the  only  thing  which  raised  our  doubt  was  the 
fact  that  the  Patent  has  expired.  When  we  went  before  Mr.  Justice  Joyce^ 
having  elected  to  do  that,  the  Judge  in  effect  said — **You  have  a  remedy  20 
"  before  the  Attorney-General."  Then,  although  we  kept  this  appeal  open,  we 
went  back  to  the  Attorney-General  and  asked  for  his  fiat ;  but  it  was  refused. 

Vaughan  Williams  L.J.— Lord  Justice  Cozans-Haroy  has  just  made  a 
suggestion  which,  perhaps,  will  meet  what  the  Plaintiffs  are  trying  to  get  here, 
at  least  to  a  certain  extent.    Tou  would  be  glad,  I  suppose,  of  an  expression  25 
of  our  opinion  that  the  mere  fact  that  the  Patent  has  expired  is  not  a  sufficient 
reason  for  refusing  the  fiat  ? 

Asthury  E.C. — That  is  all  we  want,  my  Lord. 

ROMBR  L.J.— We  are  of  that  opinion.  But  we  do  not,  by  saying  that,  intimate 
that  in  this  particular  case  the  Attorney -General  should  grant  it.  30 

Vaughan  Williams  L.J. — You  must  quite  understand  that  it  must  not  be 
stated  that  we  are  of  opinion  that  there  ought  to  be  a  fiat  in  this  case  ;  but  only 
that  the  mere  fact  of  the  Patent  having  expired  is  not  a  sufficient  reason  for 
refusing. 

Bousfield. — Then  the  appeal  will  be  dismissed  with  costs  ?  35 

Vaughan  Williams  Z.J.— Yes. 
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WiLPLBY  Orb  Concentrator  Syndicate  Ld.  v.  N.  Quthridge  Ld. 

5  Patent.— Action  in  the  Supreme  Court  of  Victoria  for  infringement.^ 
Jvdgmentfor  Plaintiffs.— Appeal  to  High  Court  of  Australia  allowed.— Patent 
held  to  he  anticipated. — Petition  for  special  leave  to  appeal  to  the  Privy  Council 
dismissed. 

An  action  for  infringement  of  Letters  Patent  was  brought  in  the  Supreme^ 

10  Court  of  Victoria.  The  Defendants  alleged  that  the  Patent  had  been  anticipated 
by  the  publication  of  a  description  of  the  invention  in  a  journal,  copies  of  which 
containing  tlie  description  had  been  circulated  in  Victoria  prior  to  the  grant  of 
the  Patent,  TJie  Plaintiffs  contended  that  the  description  was  not  sufficient  to 
constitute  an  anticipation,  and  they  called  witnesses  who  stated  that  they  did 

15  not  understand  the  description.  At  the  trial  judgment  was  given  for  tlie 
Plaintiffs.  The  Defendants  appealed  to  the  Supreme  Court  of  Australia^ 
which  reversed  the  decision,  holding  that  tlie  description  of  the  invention  was  a 
sufficient  one,  and  that  therefore  tlie  Parent  had  been  anticipated.  In  the 
course  of  their  judgments  the  members  of  the  Court  referred  to  the  laiv  laid 

20  down  in  Beits  v.  Menzies  {10  H.L.C.  117),  and  Anglo-American  Brush  Electric 
Light  Corporation  v.  King,  Brown  &  Co.  (LM.  {1S92)  A.C.  367  ;  9  R.P.C.  313)^ 
and  held  that  the  question  of  the  construction  of  the  alleged  anticipation  was 
for  the  Court,  and  that  the  test  of  the  sufficiency  of  an  alleged  anticipation  is 
not  the  same  as  thai  of  the  sufficiency  of  a  description  of  an  invention  in  a 

25  Specification  requisite  to  support  the  Patent.  The  Plaintiffs  presented  a  Petition 
for  special  leave  to  appeal  to  the  Privy  Council. 

Held,  that  the  law  laid  down  in  the  judgments  of  the  Supreme  Court  being 

*        in  accordance  with  the  authorities,  no  question  of  law  would  arise  on  an  appeal, 

and  that  a  case  for  granting  special  leave  to  appeal  had  not  been  made  outi 

30  The  Petition  was  dismissed. 

Prince  v.  Qagnon  {LJR.  8^  App.  Cas.  103)  and  Cite  de  Montreal  v.  Les 
Ecclesiastiques  du  Seminaire  de  Sulpice  de  Montreal  (L.B.  14  App.  Cas.  660) 
considered. 

This  was  a  Petition  for  special  leave  to  appeal  from  a  judgment  of  the  High 

35  Court  of  Australia.    The  action  was  brought  in  the  Supreme  Court  of  Victoria 

for  infringement  of  a  Victorian  Patent  (No.  14,753)  datad  the  11th  of  November 

1897«  for  an  invention  of  ^*  Improvements  in  ore  concentrators/'    The  Defendants 
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alleged  that  the  Patent  was  invalid  on  the  ground  of  want  of  novelty,  and  relied 
on  publication  within  Victoria  prior  to  the  date  of  the  Patent  by  the  circulation 
of  copies  of  a  magazine  or  newspaper  known  as  "The  Engineering  and  Mining 
"  Journal  of  New  York,"  bearing  date  the  13th  of  February  1897,  containing  a 
description  of  the  alleged  invention.  At  the  trial  judgment  was  given  for  the  5 
Plaintiffs.  The  Defendants  appealed  direct  to  the  High  Court  of  Australia, 
which  reversed  the  decision  of  the  Court  of  first  instance,  holding  that  the 
Patent  had  been  anticipated  by  the  publication  in  Victoria  of  the  description  of 
the  invention  in  the  above-mentioned  Journal.  The  contention  on  the  part  of 
the  Plaintiffs  was  that  the  description  of  the  invention  in  the  Journal  was  not  10 
sufficient  to  constitute  an  anticipation,  and  they  called  evidence  on  this  point. 
The  witnesses  of  one  class  stated  that  they  could  not  construct  an  apparatus 
from  the  directions  in  the  alleged  anticipation  ;  the  witnesses  of  the  other  class 
stated  that  they  did  not  understand  the  description  in  the  alleged  anticipation. 
The  Court  held  that  the  construction  of  the  document  was  clear,  and  held  that  15 
under  the  circumstances  both  classes  of  evidence  ought  to  be  disregarded. 

The  following  is  an  extract  from  the  judgment  of  the  Chief  Justice  :— "  Cases 
**  not  infrequently  happen  of  an  alleged  anticipation  of  an  invention  by  the 
"  Specification  of  a  prior  invention  ;  but  the  publication  under  considera- 
**  tion  in  this  case  is  a  publication  of  the  very  invention  itself.  But,  the  20 
^  Plaintiffs  say,  the  attempt  to  describe  it  was  so  bad  that  it  was  ineffectual, 
*^  and  it  did  not  have  the  result  of  adding  anything  to  the  store  of  common 
''  knowledge  in  respect  of  the  improvements  supposed  to  be  introduced  by  this 
**  invention.  The  principles  to  be  applied  in  determining  whether  a  Patent  is 
"  void  on  the  ground  of  anticipation  are  laid  down  very  clearly  in  cases  decided  25 
"  in  the  House  of  Lords.  Of  course  the  fundamental  principle  is  that  a  Patent 
^*  can  only  be  granted  for  a  new  invention,  and,  if  the  subject-matter  of  the 
"  invention  is  already  in  the  possession  of  the  public,  it  would  be  very  un&ir 
"  to  give  the  monopoly  to  one  person  in  respect  of  that  common  knowledge,  or 
'^  to  give  one  person  the  advantage  of  that  which  is  already  in  possession  of  the  30 
"  community.  Lord  Westbury  in  the  case  of  Belts  v.  Memies  thus  stated  the 
*'  rule  for  determining  prior  publication  to  invalidate  a  subsequent  invention  in 
*'  10  H.L.C.  at  page  154  : — '  I  pass  on  to  the  next  conclusion  which  is  involved 
"  *  in  the  answer  of  the  learned  Judges  to  your  Lordship's  question,  and 
*'*  *  that  conclusion  I  think  is  also  of  great  importance  to  the  law  of  Patents,  35 
^^  *'  because  it  results  from  that  opinion,  that  an  antecedent  Specification  ought 
**  *  not  to  be  held  to  be  an  anticipation  of  a  subsequent  discovery,  unless  you 
'^  *  have  ascertained  that  the  antecedent  Specification  discloses  a  practical  mode 
"  *  of  producing  the  result  which  is  the  effect  of  the  subsequent  discovery. 
'* '  Here  we  attain  at  length  to  a  certain  undoubted  and  useful  rule.  For  the  40 
'* '  law  laid  down  with  regard  to  the  interpretation  of  a  subsequent  Specification 
"  *  is  equally  applicable  to  the  construction  to  be  put  upon  publications  or 
"  *  treatises  previously  given  to  the  world,  and  which  are  frequently  brought 
'* '  forward  for  the  purpose  of  showing  that  the  invention  has  been  anticipated. 
*^  *  The  effect  of  this  opinion  I  take  to  be  this,  if  your  Lordships  shall  affirm  it,  45 
"  '  that  a  barren,  general  description,  probably  containing  some  suggested 
'^ '  information,  or  involving  some  speculative  theory,  cannot  be  considered  as 
*'  *  anticipating,  and  as  therefore  voiding,  for  want  of  noyelty,  a  subsequent 
*' '  Specification  or  invention  which  involves  a  practical  truth,  productive  of 
*< '  beneficial  results,  unless  you  ascertain  that  the  antecedent  publication  50 
'*  '  involves  the  same  amount  of  practical  and  useful  information.*  These  last 
'*  words  require  qualification  in  view  of  the  decision  of  the  House  of  Lords  in 
"  the  Anglo-American  Brush  Electric  Light  Corporation  v.  King^  Brown  A  Co. 
"  (1892)  A.C.  367.  The  question  there  was  whether  certain  Patents  had  been 
*'  anticipated.  At  page  372  Halshury  L.C.  said  :— *  But  it  is  said  that  for  the  55 
^^  <  purpose  of  judging  of  the  novelty  of  the  invention  of  1876  one  most,  as 
^' '  nearly  as  one  can,  apply  oneself  to  the  knowledge  existing  at  that  date,  and 
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*  not  apply  what  we  have  learned  since,  so  as  to  interpret  the  language  of  the 
*'  Patent  of  1876  by  the  light  of  later  discoveries.    I  am  not  quite  certain  that  I 

*  understand  the  application  to  this  case  of  that  principle  of  interpretation,  which, 
'  however,  I  admit  to  be  sound.'    There  were  two  systems ;  one  was  called  a 

5  **  *  Series '  and  the  other  a  *  Shunt.'  The  learned  Lord  Chancellor  continues — 
'*  *  The  "  Series  "  was  known,  the  "  Shunt "  was  known,  and  the  language  seems 
** '  to  me  incapable  of  any  other  interpretation  than  that  the  Patentee  did  mean  to 
^  ^  combine  the  two  previously  known  systems.  If  he  did,  and  disclosed  the 
^'  *  mode  of  doing  it,  the  novelty  of  the  later  Patent  cannot  be  supported.     I 

10  ^'  ^  confess  that  I  am  unable  to  entertain  a  doubt  that  it  was  so  disclosed. 
'*  *  What  he  intended  was,  I  think,  conclusively  shown  by  the  original  rough 
"  '  sketch  produced.  Distinguished  electricians  cavil  at  the  mode  of  its  disclosure, 
^' '  criticise  the  language  (which  is  not  perhaps  the  most  felicitously  chosen), 
**  *  and  possibly  suggest  doubts  as  to  what  would  have  been  the  fate  of  Mr. 

16  "  *  Varley^a  Patent  if  it  had  been  attacked  upon  the  ground  of  insufficiency  of 
^*  ^  the  Specification  ;  but  that  is  not  the  question  to  be  deteimined  here.'  It 
'*  happens  that  every  word  of  that  is  applicable  to  the  present  case.  The  alleged 
**  publication  has  been  criticised  in  the  same  way,  but  that  is  not  the  test.  It 
^*  has  been  said  the  language  is  ambiguous  and  confusing.    In  the  same  case 

20  '"  Lord  Wataon  at  page  378  said  : — '  I  do  not  think  it  is  necessary  to  deal  with 
*'*  the  conflict  of  testimony  as  to  the  sufficiency  of  Farfoy's  Specification ' — 
^'  that  was  the  alleged  anticipation — '  for  the  guidance  of  a  skilled  workman. 
*^ '  The  Lord  Ordinary  was  of  opinion  that  the  appellants  had  failed  to  prove 
'^  *•  that  part  of  their  case.    But  I  agree  with  his  Lordship,  and  with  the  learned 

25  *^  ^  Judges  of  the  First  Division  in  holding  that  the  sufficiency  or  insufficiency 
**  *  of  the  Specification  for  that  purpose  does  not  aflEord  a  crucial  test  of  prior 
*'  'publication.  Every- Patentee,  as  a  condition  of  his  exclusive  privilege,  is 
'* '  bound  to  describe  his  invention  in  such  detail  as  to  enable  a  workman  of 
'*  *  ordinary  skill  to  practise  it ;  and  the  penalty  of  non-compliance  with  that 

30  "  '  condition  is  forfeiture  of  his  privilege.  His  patent  right  may  be  invalid  by 
'* '  reason  of  non-compliance  ;  but  it  certainly  does  not  follow  that  his  inven- 
** '  tion  has  not  been  publi^ed.  His  Specification  may,  notwithstanding  that 
'* '  defect,  be  sufficient  to  convey  to  men  of  science  and  employers  of  labour 
"  *  information  which  will  enable  them,  without  any  exercise  of  inventive 

35  *^ '  ingenuity,  to  understand  his  invention,  and  to  give  a  workman  the  specific 
«« '  directions  which  he  failed  to  communicate.  In  that  case  I  cannot  doubt 
*'  '  that  his  invention  is  published  as  completely  as  if  his  description  had  been 
*•  *  intelligible  to  a  workman  of  ordinary  skill.'  That  then  is  the  principle  to 
^  be  applied.    Now  one  other  matter  must  always  be  borne  in  mind — that,  in 

40  '^  considering  whether  a  particular  document  is  a  publication  of  the  invention  in 
*'  question,  regard  must  be  had  to  the  state  of  common  knowledge  amongst 
'^  persons  &miliar  with  the  subject-matter  at  the  time  of  the  publication,  and  for 
^  that  purpose  evidence  is  of  course  admissible.  Evidence  is  also  admissible  for 
*'  the  purpose  of  construing  words  of  art  or  technical  terms  that  may  be  used  in  a 

45  *' document  in  question  ;  but  subject  to  those  qualifications  the  interpretation  of 
**  the  do<niment  is  for  the  Court ;  it  is  a  question  of  law  for  the  Court." 

The  Petition  for  special  leave  to  appeal,  after  stating  the  nature  of  the  action, 
continued  as  follows : — ^^  3.  That  the  said  Letters  Patent  relate  to  an  invention 
*'  of  very  great  importance,  being  for  a  concentrating  table  for  separating  metaHic 

50  **'  bckiies  from  the  earthy  gangue  with  which  they  are  mixed,  which  tables  are 
^^  now  in  very  large  use  all  over  the  world,  and  are  considered  to  be  amvngst 
^  the  most  valuable  concentrating  tables  at  present  known.  4.  That  the  action 
^  was  tried  before  his  Honour  Mr.  Justice  Hoody  commencii^  on  the  16th  day 
"of  June  1905  and  continued  for  the  space  of  26  days,  when  judgment  Wm 

55  **  reserved.  5.  That  judgment  was  delivered  on  the  27th  day  of  September  1905, 
'*  when  the  Court  found  that  the  Defendant  Respondent  was  infringin^your 
^  Petitioners'  said  Letters  Patent  and  decreed  an  injunction  against  the  Defendant 
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^  Respondent  with  40  shillings  damages  and  costs  of  the  action,  and  certified  to 
^^  the  validity  of  your  Petitioners^  Letters  Patent.  6.  That  the  Defendant 
*'  Respondent  thereon  appealed  direct  to  the  High  Court  of  Australia,  who,  not- 
**  withstanding  the  preliminary  objection  taken  by  your  Petitioners  that  it  was 
^^  not  competent  for  the  High  Court  of  Australia  to  entertain  an  appeal  direct  5 
"  from  a  single  judge  of  the  State  Court  under  the  provision  of  section  73  of  the 
^^  63  and  64  Vict.  c.  12  (the  Commonwealth  of  Australia  Constitution  Act),  heard 
*'  the  appeal,  and  after  reserving  judgment,  on  the  26th  day  of  March  1906 
"  reversed  the  decision  of  His  Honour  Mr.  Justice  Hoody  holding  that  your 
'^  Petitioners'  Letters  Patent  had  been  anticipated  by  a  publication  in  a  magazine  LU 
''  or  newspaper  known  as  the  '  Engineering  and  Mining  Journal  *  of  New  York 
**  bearing  date  the  13th  day  of  February  1897,  which  was  alleged  to  contain  a 
^^  description  of  the  invention  the  subject-matter  of  the  action.  Your  Petitioner 
^^  was  ordered  to  pay  the  costs  of  the  action  and  appeal,  excepting  the  costs 
*'  of  the  issue  of  the  infringement  which  the  Defendant  Respondent  was  15 
"  ordered  to  pay.  7.  That  your  Petitioner  is  aggrieved  at  the  decision  of 
^^  the  High  Court  of  Australia  and  submits  (1)  That  the  said  Court  had  no 
^'  jurisdiction  to  entertain  the  appeal,  inasmuch  as  the  decision  of  His  Honour 
^^  Mr.  Justice  Hood  was  not  a  decision  of  the  Supreme  Court  of  a  State 
**  within  the  meaning  of  section  73  of  the  Commonwealth  of  Australia  20 
''  Constitution  Act.  (2)  That  the  said  Court  was  wrong  in  determining 
"  that  they  would  disregard  the  evidence  given  by  your  Petitioner  and  his 
*^  witnesses  that  the  persons  to  whom  such  anticipation  would  be  addressed 
^'  could  not  therefrom  make  or  manufacture  a  concentrating  table  substantially 
*'  identical  with  that  of  the  Plaintiffs'  invention.  (3)  That  upon  the  con-  25 
"  struction  of  the  alleged  anticipation  the  siid  Court  should  have  determined 
^*  that  there  was  no  clear  or  sufhciently  clear  indication  of  the  form  of  table  to  be 
*^  made  nor  of  method  of  using  thereof.  8.  By  reason  of  the  said  judgment  of 
*'  the  High  Court  your  Petitioner  has  practically  been  deprived  of  the  whole 
''  property  in  his  very  valuable  Letters  Patent  for  though  the  judgment  was  30 
^^  not  a  judgment  revoking  the  Letters  Patent  no  other  Court  in  Australia  would 
**  in  the  face  of  the  said  judgment  of  the  High  Court  differ  from  the  findings 
^'  of  the  High  Court  so  that  any  other  action  for  infringement  brought  by  your 
"  Petitioner  in  Australia  would  fail." 

T.  Terrell  K.C.  and  Walter  (instructed  by  Oreenip^  Snell  A  Go.)  appeared  for  35. 
the  Petitioners ;  Northcote  (instructed  by  Murray ,  HtUchins  Js  Co.)  appeared 
for  the  Respondents. 

Counsel  for  the  Petitioners  having  been  heard.  Counsel  for  the  Respondents 
were  not  called  upon. 

LOBD  Davey. — Their  Lordships  have  very  carefully  considered  this  Petition  40 
and  have  had  an  opportunity  of  considering  the  arguments  by  Mr.  TerrM  in 
support  of  it.    They  have  also  looked  through  the  judgment  of  the  learned 
Ohief  Justice  in  the  High  Court  and  they  see  no  fault  to  find  with  the  law  as 
there  laid  down.    Whether  it  was  rightly  applied  to  the  particular  case  of  course 
is  another  question,  but  the  law  as  laid  down  seems  to  their  Lordships  in  entire  45 
accordance  with  the  judgment  of  the  House  of  Lords  given  in  the  AngUh  American 
Brush  Electric  Light  Oorporation  v.  King,  Brown  (Appeal  Cases,  1892,  page  367). 
Both  the  judgments  of  Lord  Halsbury^  then  Lord  Chancellor,  and  of  Lord 
Wateon  specifically  laid  down  that  the  anticipation  is  not  required  to  contain 
explanations  or  directions  which  will  enable  a  workman  of  ordinary  skill  to  50 
construct  the  patented  invention  ;  but  all  that  is  required  is  that  it  should  give 
such  information  as  would  give  men  of  science  and  employers  of  labour  informa- 
tion which  will  enable  them  without  any  exercise  of  inventive  ingenuity  to 
understand  the  invention  and  to  give  a  workman  the  specific  directions  which 
the  anticipating  document  failed  to  communicate.     The  construction  of  the  5Sl 
document  was  for  the  Court  as  the  Chief  Justice  says,  and  the  Court  put  its 
oonttruction  upon  it  and  held  that  it  did  disclose  tiie  invention  in  a  sufficient 
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t^y  to  enable  a  mininfj^  mechanician  or  a  mining  engineer  to  give  the  necessary 
directions  to  the  skilled  workmen  who  were  to  make  the  machine  in  accordance 
with  it.  Therefore  it  appears  to  their  Lordships  there  is  no  question  of  law 
raised  upon  the  judgment  of  the  learned  Ghief  Justice,  It  is  a  question  of  great 
5  importance  no  doubt,  but  a  mere  question  concerning  the  value  of  the  Patent  to 
the  parties  themselves,  or,  in  other  words  it  is  a  matter  of  private  right  and  not 
involving  any  question  of  public  importance. 

Mr.  Terrell  said  quite  truly  that  this  Board  had  laid  down  that,  in  considering 
the  question  whether  leave  to  appeal  should  be  given  from  the  High  Court  of 

10  Australia,  it  would  act  upon  the  same  principles  on  which  it  has  been  in  the 
habit  of  acting  on  similar  applications  for  leave  to  appeal  from  the  Supreme 
Court  of  Canada  and  he  referred  to  the  case  of  Prince  v.  Qagnon*  in  which 
Lord  Fitzgerald  laid  down  certain  circumstances  under  which  the  Board  would 
be  disposed  to  advise  His  Majesty  t  >  exercise  the  prerogative  ;  but  the  case  of 

15  Prince  v.  Oagnon  was  commented  upon  by  Lord  Watson  in  the  well-known 
case  of  Cite  de  Montreal  v.  Les  Ecclesiastiques  du  Semhuuire  de  Sulpice  de 
Montrealy^  and  what  Lord  Watson  said  is  this  : — "  It  is  the  duty  of  their  Lord- 
*'  ships  to  advise  Her  Majesty  in  the  exercise  of  Her  prerogative,  and  in  the 
"  discharge  of  that  duty  they  are  bound  to  apply  their  judicial  discretion  to  the 

20  *^  particular  facts  and  circumstances  of  each  case  as  presented  to  them.  In 
**  forming  an  opinion  as  to  the  propriety  of  allowing  ah  appeal,  they  must 
"  necessarily  rely  to  a  very  great  extent  upon  the  statements  contained  in  the 
*'  Petition  with  regard  to  the  import  and  effect  of  the  judgment  complained  of, 
*^  and  the  reasons  therein  alleged  for  treating  it  as  an  exceptional  one  and  per- 

25  "  mitting  it  to  be  brought  under  review.  Experience  has  shown  that  great  caution 
**  is  required  in  accepting  these  reasons  when  they  are  not  fully  substantiated  or 
*^  do  not  appear  to  be  prima  facie  established  by  reference  to  the  petitioner's 
*^  statements  of  the  main  facts  of  the  case,  and  the  questions  of  law  to  which  these 
"  give  rise.    Cases  vary  so  widely  in  their  circumstances  that  the  principles  upon 

30  ^'  which  an  appeal  ought  to  be  allowed  do  not  admit  of  anything  approaching  to 
*<  exhaustive  definition.  No  rule  can  be  laid  down  which  would  not  necessarily 
*'  be  subject  to  future  qualification,  and  an  attempt  to  formulate  any  such  right 
**  might  therefore  prove  misleading.  In  some  cases,  as  in  Prince  v.  Oagnon^ 
*^  their  Lordships  hiave  had  occasion  to  indicate  certain  particulars,  the  ab8en<;e  of 

35  ^  which  will  have  a  strong  influence  in  inducing  them  to  advise  that  leave  should 
*^  not  be  given ;  but  it  by  no  means  follows  that  leave  will  be  recommended  in  all 
^  cases  in  which  these  features  occur.  A  case  may  be  of  a  substantial  character, 
•*  may  involve  matter  of  great  public  interest,  and  may  raise  an  important  question 
^  of  law  and  yet  the  judgment  from  which  leave  to  appeal  is  sought  may  appear 

40  ^'  to  be  plainly  right,  or  at  least  to  be  unattended  with  sufficient  doubt  to  justify 
«<  their  Lordships  in  advising  Her  Majesty  to  grant  leave  to  appeal.''  This  case 
no  doubt  is  said  to  be  of  a  very  substantial  character ;  but  in  the  opinion  of 
l^eir  Lordships  that  is  not  a  sufficient  ground  to  induce  them  in  the  present  case 
to  give  leave  to  appeal  from  the  decision  of  the  High  Court  of  Australia.    They 

45  will,  therefore,  humbly  advise  His  Majesty  that  the  Petition  be  dismissed. 

*  L.B.  8  App.  Om.  108.  t  LJL  14  App.  Om.  860. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Warrington. 

June  14tli  and  15th,  1906. 

In  the  Court  op  Appeal. 

Before  Lords  Justices  Vaughan  Williams,  Rombr,  and  Cozbns-Haedt.  5 

July  26th  and  27th,  1906. 

Apollinaris  Company  Ld.  v.  Duckworth  &  Co. 

Passing-off. — ^^Apollinaris  Water." — *^ Apollinans  Salts." — Prohability  of 
deception. — Judgment  for  Defendants  with  costSy  exceed  the  costs  of  an  issue 
withdraum  by  them^  which  they  were  ordered  to  pay. — Appeal  dismissed.  10 

The  Apollinaris  Company  Ld.,  the  sole  consignees  for  the  United  Kingdom  of 
"  Apollinaris  Water"  and  a  German  Company  ^  the  owners  of  the  Apollinaris 
Spring^  commenced  an  action  complaining  of  the  sale  by  a  firm  of  wholesale 
chemists  afid  druggists  of  ^^  Apollinaris  Salts"  and  seeking  to  restrain  the  sale 
by  them  of  salts  not  obtained  from  the  PlaintiffV  "  Apollinaris  Water"  as  or  H 
for  salts  obtained  from  such  water  and  to  restrain  the  Defendants  from  passing 
off  or  causing  or  enabling  to  be  passed  off  any  water  made  up  with  sails  not 
obtained  from  the  Plaintiff^'*  "  Apollinaris  Water"  or  any  such  saUs^  as 
or  for  the  Plaintiffs'  "  Apollinaris  Water"  or  salts  obtained  therefrom.  The 
Plaintiffs  chiefly  complained  of  the  use  by  the  Defendants  of  a  OtUalogue  20 
containing  "  Salts  for  the  production  of  natural  mineral  waters  prepared 
^^ according  to  the  most  reliable  analyses  of  the  respective  waters"  the  Ust  of 
such  salts  comprising  Apollinaris^  and  of  the  sale  of  ^^  Apollinaris  Salts  ** 
with  instructions  for  making  ^^Apollinaris  Water"  They  contended  that 
persons  ordering  such  salts  would  expect  to  get  salts  prepared  from  the  Plaintiffs^  25 
**  ApoUinaris  Water"  and  they  alleged  one  case  of  actual  deo^tion.  The  Defen- 
dants contended  that  it  was  dear  from  the  Catalogue  that  the  salts  were 
arttficiaUy  prepared.  The  Plaintiffs  had  made  "  Apollinaris  Salts"  hut  not 
since  1887^  and  never  on  a  commercial  scale. 

Held,  by  Warrington  «/*.,  that  no  actual  deception  had  been  proved;  that  the  30 
Catalogue  contained  no  representcUion  that  the  Defendants^  **  ApoUinaris  Salts  " 
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were  obtained  from  or  were  capable  of  producing  the  reai  ^  Apollinaris  Wakr^^ 
and  that  the  words  ^*ApoUinaHa  Salts''  only  represented  that  the  salts  sold  under 
that  name  were  the  constituent  salts  ofApollinaris  water ^  and  that  there  WOS  no 
passing  off  ofsuch  salts  as  or  for  the  goods  of  tlie  Plaintiffs  or  ae  attained  froth 
5  theApollinaris  water  /  that^  although  ifie  saU  of  "  Apollinaris  Water y*  without 
distinguishing  it  from  the  natural  water^  would  be  an  infringement  of  the 
Plaintiff^^  rights^  the  sale  of  the  salts  by  the  Defendants  was  for  the  purpose  of 
kuch  salts  being  used  in  a  manner  which  was  not  in  itself  an  infringement  of  the 
Plaintiffs*  rights^and  that  the  Defendants  had  not  caused  or  enabled  any  person 

10  to  do  that  which  he  was  not  lawfully  entitled  to  do.    The  action  was  dismissed 
with  costsy  except  that  the  Defendants  were  ordered  to  pay  the  costs  of  an  issue 
raised  by  the  Defence  and  withdrawn  at  the  trial  to  the  effect  that  the  Plaintiffs 
were  selling  as  natural  mineral  water  what  was  really  artificial  water. 
Innes  v.  Short  (15  R.P.G.  449)  distinguished. 

15       The  Plaintiffs  appealed.    The  appeal  was  dismissed  with  costs. 

On  the  4th  of  December  1905  the  Apollinaris  Company  Ld.  and  the  Actiim 
Oesellschaft  Apollinaris  Brunnen  vormals  Oeorg  Kreuzberg  commenced  an 
action  against  Duckworth  A  Co,  for  the  purpose — put  shortly — of  restraining 
them  from  selling  **'  Apollinaris  Salts/'    The  precise  terms  of  the  injunction 

20  asked  for  are  set  out  below  at  the  end  of  the  Statement  of  Claim,  which  was 
as  follows  :— "  1.  The  Plaintiffs,  the  Apollinaris  Company  Ld.y  have  for  many 
*^  years  been  and  are  the  sole  consignees  for  the  United  Kingdom  and  the  rest 
"  of  the  world,  outside  of  Germany,  of  the  products  of  the  Apollinaris  Spring 
'^  in  Rhenish  Prussia,  and  the  Plaintiffs  Actien  Qesellschaft  Apollinaris  Brunnen 

25  **  vermes  Oeorg  Kreuzberg  have  for  many  years  been  and  are  the  proprietors 
^*  of  the  said  spring.  2.  The  natural  mineral  water  produced  at  the  said  spring 
"  has  for.  many  years  been  sold  all  over  the  world,  and  in  particular  by  the 
^*  English  Plaintiff  Company  in  the  Uuited  Kingdom  in  enormous  quantities, 
"  amounting  to  many  millions  of  bottles  per  annum,  under  the  name  of  *  Apol- 

30  ** '  linaris  Water.'  No  other  water  has  ever  been  sold  under  that  name  to  any 
*^  commercial  extent,  and  the  said  uame  indicates  the  Plaintiffs'  said  natural 
**  mineral  water  and  no  other.  Salts  derived  from  the  said  water  have  also 
**  been  sold  by  the  said  Plaintiffs  in  the  United  Kingdom  under  the  name  of 
<* '  Apollinaris  Salts '  and  the  name  '  Apollinaris  Salts '  indicates  salts  derived 

35  "  from  the  Plaintiffs'  said  natural  mineral  water  and  no  other.  3.  The  Defen- 
**  dants,  who  carry  on  busiu'^ss  at  Manchester  as  chemists  and  druggists,  have 
"  recently  begun  to  offer  for  sale  and  sell  preparations  which  they  describe  as 
"  '  Salts  for  the  production  of  natural  mineral  waters '  including  Apollinaris, 
"  thereby  representing  that  such  salts  are  derived  from  the  Plaintiffs'  water  and 

40  "  capable  of  being  reconverted  by  the  addition  of  water  into  the  Plaintiffs' 
"  natural  mineral  water,  and  inviting  the  purchasers  of  such  salts  to  mix  the 
<*  the  same  with  water  and  to  offer  for  sale  and  sell  the  solution  resulting  there- 
"  from  as  and  for  the  Plaintiffs'  said  water.  4.  The  result  of  such  offering  for 
*^  sale  and  sale  and  invitation  by  the  Defendants  has  been  to  induce  a  firm  of 

45  **  chemists  and  druggists  carrying  on  business  at  Blackpool  under  the  name  of 
"  Jame3  Law  A  Co.  to  purchase  the  Defendants'  said  preparation  and  mix  the 
**  same  with  water  and  to  offer  for  sale  and  sell  the  solution  as  and  for  the 
"  Plaintiffs'  water.  The  Plaintiffs,  the  Apollinaris  Company  Ld,^  have  obtained 
^*  an  injunction  against  the  said  firm  of  James  Law  A  Co.    5.  The  Plaintiffs, 

50.  "  the  Apollinaris  Company  Ld.^  have  requested  the  Defendants  to  desist  from 
*'.yiQse  wrongful  act^  afojresaid,  but  the  Defendjants  h^ve  ref  usjed  to  comply  with 
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«  snch  reqneBt,  and  they  are   threatening  to  continue  their  '"^^R^J^ 
«  SowbS  S  nnleflB  they  are  restrained  by  injnnction  *«y  ^^?J^M°S 
«rSer  for  Bale  and  sell  their  preparation  aforesaid  ^^^  .^^  ^^J^^l^^ 
«  from  the  Plaintiffs'  water  and  capable  of  being  '^^"^.^^'^^f  ^^^TL'Jff^  for  5 
«  to  invite  purchasers  of  such  salta  to  mix  the  same  with  .^»*^.  J^J-^/^Sen" 
»  Fale  and  ^11  the  solution  resulting  therefrom  as  a^^d  for  the  PJa^^^^^^^^^Xir 
The  Plaintiffs  claimed— (1)  An  injunction  to  restrain  the  ,^®7°f„^r,.  r,,' 
S^a^i  and^ents,  fromUling  or  offering,  or  expogng  or  a^^^^^^ 
or  procuring  to  be  sold,  any  salts  not  obtained  from  the  Pl^"**"*   .^^^^  lo 

"Water  "  as  or  for  salts  obtained  from  such  water,  or  capable  of  ^emf  maa®  "P  ^" 
into'uch  water-   (2)  and  from  selling  or  offering  o'/^^^arlle^Sf 
for  sale  or  procuring  to  be  sold  any  such  «»1^^,  ff^w  nime  foms^. 
«  Annllinaris  Salta."  or  under  any  description  of  which  that  nanie  i^^J^'J 

(4)  delivery  up  ;  (5)  damages  or  profits  ;  and  (fj^^f    „ .    ,^^      ^^  ^^t  admit  20 

The  Defendants  by  their  Defence  stated  a^^o^o^f  •- j-Z.^^^m     2.  The 
"  any  of  the  matters  Eet  out  in  paragraph  1  of  the  8*a*«f  «^*  ^^^^In^^w^^^ 
«  Eijrlish  Plaintiff  Company  have  never  sold  any  of  t^^?.     ^Z^'^  Tt  Si 
«  p^duced  at  the  said  spring  «nder  the  title  of  «  Apollinaris  Wa^r     or  at  iJL 
«  The  Plaintiffs  have  sold  an  '  artificial  water '  P^P^^^'^'^Crf^nrtJe  art?S  25 
«  removing  therefrom  some  of  the  contents  and  adding  others  and  tte  art  hciai  ^ 
«  water  so  prepared  has  been  wrongfully  sold  and  deecnbed  by  Ae  Plamtiffs^ 
«  'Natural  ApoUinaris  Water'  and  such  water  and  not  tiie  'e?J.'f *^J*^ 
«  is  commonly  known  as  '  ApoUinaris  Water'  in  this  realm.    The  Defendants 
»  propoTheiJjuSer  to  allege^that  the  water  of  *?«  ^l^^J^inuTSSSr^y  30 
"  contains  carbonate  of  iron  and  bicarbonate  of  hme  l^«\'i '"  ^"^Pfi^e^^pS 
«  carbonic  acid  ;  that  the  Plaintiffs  before  bottling  such  water  V^J^^J^^^^ 
«  Se  same  to  the  air  in  large  open  tanks  for  ae^^^  days  in  or^^r^^^  ^ 
«  water  from  carbonic  acid  and  to  enable  the  water  to  f^^I^^^^ygf'ZJand 
"  air  by  which  process  the  iron  and  Ume  are  eliminated  ^^m  the  ^ter  ana 
«  pLi^itated.    The  Plaintiffs  add  salt  to  the  water  *«  «";«  SSHiSewl 
«  water  in  accordance  with  the  common  practice  <>« J\*\«f  .^^  ^^iSffrS"  he 
»  waters.    The  artificial  water  thus  produced  is  sold  by  the  ^^a^°*>™   "ral ' 
..  United  Kingdom  as «  Natural  ApoUinaris  Water^  though  ^^  f  ^J^^^^fX, 
"water  is  by  law  prohibited  in  Germany  and  ^«°?«- .  Jv  ^X_^^^^^  40 

«  never  sold  '  ApoUinaris  Salts '  in  this  realm,  and  the  teim  ^P0^i^*"^7^d 
"  does  not  and  never  did  indicate  salts  from  the  ?  «"°t;ff«  ^^J^^  SSSs, 
"  no  other.    4.  The  Defendants,  who  are  manufactunng  chenurts  and  dru^e, 

«  have,  as  they  are  in  law  entitled  to  do,  for  t^«  P^f  J^J^iPJJTSle  in 
"advertised  in  their  trade  lists  an  artificial  mixture  of  ing^ients^ae 
"imitation  of  the  ingredients  of  'ApoUinaris  ^^^r' and  l^ve  m  th^r  «^^^ 
"trade  lists  described  the  same  as  P'-epa^ed  ^^^^oj^f  .*^,\?^_5T^ 
"analysis  of  'the  water'  and  have  used  the  ^"f^^ ,f |?"X  spn^gs  ^^ 
"  Frederickshall,  Kissengen,  and  similar  words  ^  md^^^^*®  j*"^^^ 
"  natural  contents  of  which  are  imitated  by  the  I>«ff "f^^^^throS^to,  «^^  50 
"  Plaintiffs  have  for  years  known  of  t^e  aforesaid  acts  of  the  D^^^^^^ 
«  have  made  no  complaint  of  the  same.    Altermitively,  if  t^jL,tl?""d^rti8ed 
«  know  of  the  said  acts  of  the  Defendants,  which  »»%V^';f"^S?SKj?n« 
"  in  their  trade  lists,  the  Plaintiffs  have  so  negligentiy  SSnte  ^afoiSiid. 
«  that  they  cannot  now  complain  of  the  acts  of  the  ^^^f^^  ^^  t^ey  55 
«  6.  The  aforesaid  acts  of  the  Defendants  do  °f,  f  P'^ttff^^rSg.tnd  Sch 
«  seU  are  derived  from  the  Plaintiffs' water  or  the  Plwntiffs  springy 
■  «'  acts  do  not,  nor  do  any  acts  of  the  Defendants  as  aUeged,  or  at  au,  mace  any 
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the  repreBentationB  or  invitations  set  ont  in  paragraph  3  of  the  Statement  of 
Claim,  and  are  incapable  of  making  any  such  representations  or  invitations. 
7.  They  deny  each  and  every  of  the  matters  in  paragraphs  4  and  5  of  the 
"  Statement  of  Claim  as  if  the  same  were  specifically  denied.** 
5       The  Plaintiffs  had  formerly  made  ^*  ApoUinaris  Salts/'  which  they  did  nnder 
advice  ;  bat  had  not  made  them  on  a  commercial  scale,  the  last  sale  being  in  1887. 
The  Defendants*  Catalogue,  of  which  the  Plaintiffs    complained,  contained 
"  ApoUinaris  **  under  the  head  of  "  Salts  for  the  production  of  natural  mineral 
"waters  prepared  according  to  the  most  reliable  analyses  of  the  respective 
10  "  waters.*'    It  will    be  found  further    referred  to    in    the    judgment.    The 
injunction  against  James  Law  A  Co.^  referred  to  in  the  Statement  of  Claim, 
was  by  consent,  and  was  founded  on  the  get-up  of  Law  A'  Oo.^s  bottles. 
During  the  trial  certain  correspondence  between  the  Defendants  and  pur- 
chasers from  them  of  "  ApoUinaris  Salts,"  including  Law^  Owen  A  Go.y  and 
15  Mandetta  was  referred  to.    In  some  of  the  letters  instructions  for  making 
•*  ApoUinaris  Water  '*  were  given. 
The  action  came  on  for  trial  before  Mr.  Justice  WarriHGTON. 
Astbury  K  C,  Horridge  K.C.,  and  L,  B.  Sebastian  (instructed  by  Sanson^ 
Cobb^  Pearson  &  Co.)  appeared  for  the  Plaintiffs  \  A,  J.  Walter  and  D.  M. 
20  Kerly  (instructed  by  Sharpe^  Parker  A  Co,^  agents  for  PT.   Walker  of  Man- 
chester) appeared  for  the  Defendants. 

Astbury  E.C.  opened  the  Plaintiffs*  case. — The  Defendants  are  manufacturing 

chemists  ;  they  have  advertised  and  sold  "  salts  for  the  production  of  natural 

"  mineral  waters,**  including  ApoUinaris,  and  they  supply  "  ApoUinaris  Salts,** 

25   which  have  nothing  to  do  with  the  Spring,  and  have  not  even  the  constituents 

of    the    natural  water.      [Paragraph   2    of    the   Defence    was    referred   to.] 

t  Walter. — ^We  shall  not  rely  on  that  defence.]     As  to  paragraph  5  of  the 
efence,  the   Plaintiffs    did   not   know  of    the    Defendants*    advertisements 
until  recently.    They  got  to  know  of    them    through    finding  that  a  man 

30  named  Lati;  of  Blackpool  was  selling  '* ApoUinaris  Water**  with  a  label 
very  like  that  of  the  Plaintiffs*.  The  Plaintiffs  got  an  injunction  against  him  ; 
but  he  justified  his  action  by  saying  that  he  got  the  salts  from  the  Defendants 
with  instructions  how  to  make  natural  "  ApoUinaris  Water.**  [The  Defendants' 
Catalogue  was  referred  to.]     Also  the  Defendants  have  supplied  "  ApoUinaris 

35  **  Salts*'  to  persons,  who  had  not  seen  the  Catalogue,  ordering  ^^  ApoUinaris  Salts** 
and  ♦*  ApoUinaris  Water  Salts.**  People  would  think  that  the  Defendants* 
salts  are  salts  from  the  natural  Spring  waters.  The  Plaintiffs  used  at  one  time 
to  sell  salts,  but  have  given  it  up.  [Correspondence  between  the  Defendanis 
and  persons  who  had  bought  "  ApoUinaris  Salts"  from  them,  including  Messrs. 

40  Law  and  Owen,  was  read.]  The  Defendants*  salts  do  not  contain  the  same 
constituents  as  "ApoUinaris  Water.**  The  Plaintiffs  enclose  to  purchasers 
with  the  salts  instructions  for  making  "ApoUinaris  Water.*'  "ApoUinaris 
"  Water"  means  the  water  from  the  particular  Spring — the  natural  product  only. 
**  ApoUinaris  Salts "  means  the  salts  from  the  natural  product,  and  when  the 

45  Defendants  say  that  the  salts  will  make  "  ApoUinaris  Water,"  that  means  that 
the  natural  water  will  be  reproduced.  Epsom  salts,  of  course,  mean  salts  having 
certain  chemical  constituents  ;  that  is  a  different  case.  "  ApoUinaris  "  is  a  fancy 
name  given  to  a  particular  Spring.  "  ApoUinaris  Water"  does  not  mean  water  from 
a  particular  district.    The  Defendants  are  inviting  other  persons  to  infringe  the 

50  Plaintiffs'  rights ;  that  is  wrongful  (Innes  v.  S?wrt  15  R.P.C.  449).  There,  as 
here,  there  was  an  invitation  to  infringe  the  Plaintiffs'  rights.  The  Defendants 
are  inviting  people  to  make  the  natural  mineral  water  knowing  that  purchasers 
may  believe  it  to  be,  not  artificial  mineral  water,  but  the  real  water  from  the 
spring.    Where,  as  in  this  case,  a  name  means  the  production  of  a  particular 

55  trader,  any  person  who  uses  it  is  bound  to  take  care  that  it  is  so  used  that  it 
cannot  deceive.  The  word  "ApoUinaris"  indicates  a  connection  with  the 
Plaintiffs,  and  such  a  representation  will  be  restrained  {Walter  v«  Ashton 
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L.a.  (1902)  2  Oh.  382) ;  Dunhp  Pneumatic  Tyre  Gompany  Ld.  v.  Dunlop 
Lubricant  Company  16  R.P.O.  12).  [Warrington  J.— Tlie  injonctloii 
there  was  against  defendants  carrying  on  bttsiness  ander  the  name  Duntop.  tt 
-Was  a  f raudi]  The  Defendants  here  are  using  the  word  **  Apollinaris/*  and 
they  do  hot  attem|)t  to  set  tip  that  *'  Apollinaris  Salts  ^*  has  got  a  generic  meaning  5 
.  stich  ds  Epsbtti  Sdts  has;  '^  Apollinaris ''  has  its  primary  meaning  Indicating 
the  Plaintiffs,  and  the  IJefendants'  ilse  is  a. representation  that  they  ore  elm* 
nected  with  the  Plaintiffs.  In  the  "  T^iniesl  ^  ciase  the  Defendants  were  repre- 
senting that  they  were  connected  with  the  "  T^im^  *'  newspaper.  This  is  ail 
easier  case,  because  here  '<  Apollinaris ''  can  only  indicilt^  the  Pbaiitiffiau  I  10 
submit  that  the  Defendants  are  committing  a  fraud. 

The  following  witnesses  were  called  for  the  Plaintiffs,  namely  :— Jtrfiiw  d 
Prince^  vice-president  and  managing  director  of  the  Apollinaris  Company  Ld. ; 
J.  H.  B.  Wyginton^  a  Fellow  of  the  Chemical  Society  and  a  Member  of  the 
Pharmaceutical  Society,  buyer  for  Harrod'a  Stores ;  J.  W.  Sutherland^  15 
managing  director  of  Fraser  and  Ghreen  Ld, ;  F,  LomaSj  manager  to  Standring^ 
Sons  A  Go.^  Manchester ;  H.  W.  Oaddy  a  wholesale  druggist ;  J.  Law^  men- 
tioned in  the  pleadings ;  W.  Owen^  of  Owen  <t  Co.  Earlstown,  who  had  ordered 
and  purchased  *' Apollinaris  Water  Salts"  (invoiced  as  ^'Apollinaris  Salts'') 
from  the  Defendants ;  W.  Qamhle,  manager  to  AUen  and  Hanhury ;  and  80 
J.  Fuller^  chemist  to  the  Junior  Army  and  Navy  Stores. 

Counsel  for  the  Defendants  elected  to  call  no  witnesses. 

Horridge  K.C.  summed  up  for  the  Plaintiffs. — The  word  "Apollinaris*' 
is  not  the  name  of  a  place  or  descriptive.  It  is  of  a  different  nature  from 
Carlsbad  or  Epsom.  It  is  the  same  thing  as  a  personal  name.  So  that  the  use  25 
of  the  name  is  a  representation  that  there  is  a  connection  with  the  Plaintiffs. 
A  person  using  such  a  name  must  be  careful  that  no  one  can  be  misled.  Law 
says  that  in  fact  he  was  deceived.  The  Catalogue  gives  a  false  description  and 
adds  words  as  to  which  the  Defendants  say  that  they  show  that  the  salts  are 
made  up  and  not  obtained  from  Apollinaris  water.  People  only  know  30 
:  "  Apollinaris  Water "  as  coming  from  the  Plaintiffs.  A  person  seeing 
"  Apollinaris  Salts  "  would  think  that  the  salts  are  brought  over  here  by  the 
Plaintiff  Company  ;  this  might  be  to  save  the  cost  of  freight  of  the  water.  One 
must  take  the  case  of  a  purchaser  who  does  not  know  that  the  Apollinaris 
Company  does  not  make  the  salts.  The  Defendants  invite  persons  to  put  35 
"  Apollinaris  "  on  water  made  from  the  salts,  and  this  is  what  Law  did.  The 
Defendants'  use  of  the  word  "natural "  is  wrong,  I0weh*8  order  and  evidence 
was  referred  to.]  The  Catalogue  treats  table  and  medicinal  waters  together. 
Mandetta  got  from  the  Defendants  instructions  for  making  "Apollinaris 
"Water."  In  effect  the  Defendants  represent  that  the  salts  are  from  the  10 
Plaintiffs,  and  that  the  purchaser  can  make  the  water  which  the  Plaintiffs 
sell.  The  sale  to  Mandetta  was  for  a  considerable  quantity,  18  lbs.^that  is,  on  a 
commercial  scale — 2  oz.  make  20  gallons.  As  to  Law^  the  Defendants  knew  that 
he  was  going  to  sell  "  Apollinaris  Water."  The  formula  was  for  "  Apollinaris 
"  Water."  [Warrington  J.— Would  not  the  Plaintiffs'  case  be  the  same  if  45 
the  Defendants  had  bought  "Apollinaris  Water"  from  the  Plaintiffs  and 
evaporated  it  and  sold  the  salts  ?]  No,  it  would  then  be  from  our  product. 
Here  purchasers  buy  the  artificial  salts  instead  of  the  Plaintiffs'  water. 
[Warrington  J, — Is  not  the  wrong,  if  any,  that  of  a  purchaser  from 
the  Defendants  ?]  Law  was  entitled  to  assume  that  the  Defendants  were  50 
selling  "  Apollinaris  Salts  "  with  the  Plaintiffs'  sanction.  It  is  wrongful  to 
use  the  name  "  Apollinaris  "  for  the  purpose  of  making  people  think  the  salt  ia 
our  product.  The  word  "  natural "  is  misleading.  The  case  of  Law  was  a  case 
of  actual  deception. 

Counsel  for  the  Defendants  were  not  called  on.  55 

Warrington,  /.—The  Plaintiffs  in  this  action  are  first,  the  Apollinaris 
Company  Ld.^  and  secondly^  a  Qerman  Company^    The  English  Company,  the 
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Apollinaris  Company^  have  the  sole  right  of  selling  in  England  the  water,  the 
product  of  the  ApoUinaris  Spring,  the  Spring  itself  being  owned  by  the  German 
Company.  The  Defendants  are  manufacturing  chemists,  and  they  manufactare 
and  sell,  amongst  other  things,  salts  used  for  the  production  of  various  mineral 
5  waters.  The  Plaintiffs- complain  that  the  Defendants  are  selling  salts  for  the  pro- 
duction of  nataral  Apollinaris  water.  That  is  really  what  they  complain  of,  and 
they  say,  to  put  it  shortly,  first  that  the  Defendants  are  passing  off  the  salts,  which 
they  manufacture,  as  being  a  part  of  the  products  of  the  Plaintiff  Company,  and 
secondly,  that  they  are  putting  it  in  the  power  of  other  persons  who  purchase 

10  these  sails  to  pass  off  water  made  from  them  as  being  water  of  the  Apollinaris. 
Company,  I  will  go  a  little  more  into  detail  presently,  but  that  seems  to  me  to 
be  the  general  effect  of  the  Plaintiffs'  claim. 

The  facts  are  very  short.    As  we  all  know,  the  Apollinaris  water  is  a  natural 
water  obtained  from  the  Spring  at  Neuenahr  in  the  Rhenish  Province  of  Prussia. 

15  That  water  has  obtained  a  very  large  sale  in  this  country  ;  I  think  something 
like  30,000,000  bottles  a  year.  The  Plaintiff  Company  do  not  sell,  and,  speaking 
commercially,  never  have  sold,  the  salts  contained  in  their  water  apart  from  the 
water  itself.  It  is  quite  true  that  years  ago,  nearly  20  years  ago,  acting  as 
Mr.  Prince  stated,  on  advice,  they  produced  a  small  quantity  of  salt  by  evapora- 

20  tion  from  their  water,  and  when  specially  asked  for  that  salt  they  sold  it,  but 
they  sold  a  very  small  quantity  indeed.  As  I  have  said,  for  practical  commercial 
purposes,  they  have  never  sold,  and  it  is  not  suggested  that  they  now  sell  or  deal 
in,  the  salts  contained  in  the  Apollinaris  water.  All  that  they  deal  in  is  the 
Apollinaris   water    itself.     Moreover — and    this    is,    I    think,  material — with 

25  regard  to  all  the  other  waters  which  are  sold  in  England  as  beverages,  as 
distinguished  from  waters  which  are  sold  for  medicinal  purposes,  none  of  the 
trade  witnesses  of  experience  who  have  been  called  are  aware  of  any  case  in 
which  the  salts  contained  in  those  waters  are  sold  by  themselves — I  mean  the 
salts  obtained  by  the  evaporation  of  those  waters,  sold  for  the  purpose  of  being 

30  afterwards  re-dissolved  and  again  turned  into  the  beverage  in  which  they 
previously  existed.  So  far,  therefore,  as  waters  for  purely  drinking  purposes 
are  concerned  (which  is  the  only  thing  with  which  I  have  to  deal),  there  is  no 
such  thing  in  England  as  a  sale  of  what  I  may  call  the  natural  salts  contained 
in  those  waters.    The  Defendants,  as  I  have  said,  carry  on  business  as  manuf ac- 

35  turing  chemists.  They  have  a  Catalogue ;  and  they  describe  themselves  on  the 
first  page  of  it  as  being  manufacturing  chemists,  wholesale  and  export  druggists, 
manufacturers  of,  amongst  other  things,  all  requisites  for  aerated  water  manu- 
facturers ;  and  in  the  body  of  the  Catalogue  they  advertise  their  salts  in  this 
way :  "  Salts  "  in  large  letters,  "  for  the  production  of  "  in  small  letters, "  natural 

40  "  mineral  waters,"  in  more  conspicuous  letters,  and  then  underneath,  in  smaller 
type  :  **  Prepared  according  to  the  most  reliable  analyses  of  the  respective  waters," 
and  then  there  comes  a  long  list  of  waters,  headed  by  "Apollinaris,"  the  salts  being 
28,  &d,  a  pound.  I  will  come  back  to  that  Catalogue  directly.  Certain  persons  who 
received  it  have  sent  orders  to  the  Defendants  for  the  "  Apollinaris  Salts,"  and 

45  those  orders  have  been  fulfilled  by  the  Defendants,  and  the  Defendants,  in  their 
invoices,  describe  the  article  which  they  are  supplying  as  "  Apollinaris  Salts," 
and  on  the  bottle,  which,  certainly  in  one  case,  and  I  think  I  may  say  in  the 
other  also,  has  been  specially  referred  to  in  evidence,  they  put  "  Apollinaris 
"  Salts".    With  the  goods,  in  response  to  the  order,  they  have,  in  certain  cases, 

50  sent  to  the  customer  a  document  which  is  called  "  Instructions  for  Apollinaris 
Water  :  water,  20  gallons  ;  Apollinaris  Salts,  2  ounces."  Then  he  is  directed  to 
dissolve  the  salts  in  water,  allow  to  settle,  pump  the  solution  through  the 
soda  water  machine,  and  bottle  at  about  120  lbs.  pressure.  In  one  case, 
LaWf  who  was  a  dealer  in  mineral  waters  and  a  manufacturer  of  mineral 

55  waters,  was  asked  by  a  publican  if  he  could  supply  him,  or  procure  for 
him,  some  cheap  form  of  "  Apollinaris  Water."  Law  had  a  Catalogue,  and  had 
it  for  some  time,  and  he  ordered  from  Ihickworths  a  certain  quantity  of  these 

2  T 
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"  Apollinaris  Salts."  He  made  them  up  into  the  resultant  water,  and  he  sold 
that  water  in  a  way  which  infringed  the  law  as  to  passing  off  one  man's  goods 
as  and  for  the  goods  of  another,  that  is  to  say,  he  sold  it  in  a  bottle  like  the 
Apollinaris  bottle,  and  he  put  upon  it  the  name  of  "  Apollinaris  "  without  dis- 
tinction. In  doing  that,  I  have  no  doubt  that  Laiv  committed  a  fraud  on  the  5 
Plaintiff  Company,  and  he  has,  in  fact,  been  restrained  by  injunction  from 
repeating  that  offence.  With  regard  to  the  other  purchasers,  at  present  we  do 
not  know  what  they  have  done  with  the  salts.  At  any  rate,  there  is  no  evidence 
of  any  fraud  upon  the  Plaintiff  Company  in  any  case  except  that  of  Law.  Those 
really  are  all  the  facts  with  which  I  have  to  deal.  10 

I  will  take  the  Statement  of  Claim  and  see  how  far,  if  at  all,  the  Plaintiffs 
can  succeed  in  miking  out  a  case  for  any  of  the  relief  for  which  they  ask. 
The  Plaintiffs  ask,  first  for  an  injunction  restraining  the  Defendants  from 
selling  or  offering  or  exposing  or  advertising  for  sale  or  procuring  to  be 
sold  any  salts,  not  obtained  from  the  Plaintiffs'  Apollinaris  water,  as  or  for  15 
salts  obtained  from  such  water,  or  capable  of  being  made  up  into  such  water. 
That  is  to  say,  the  case  is  really,  so  far  as  that  part  of  it  is  concerned, 
an  ordinary  passing-off  case.  They  rely,  in  support  of  their  injunction, 
under  that  head,  first,  on  the  Catalogue  to  which  I  have  already  referred 
and,  secondly,  on  the  fact,  to  which  I  have  also  already  referred,  that  20 
the  Defendants  describe  their  salts  on  the  bottle  and  in  the  invoice  as 
"  Apollinaris  Salis."  First,  as  to  the  Catalogue  ;  they  say  that  the  Defendants 
are  holding  out  to  the  public  that  the  water  which  will  be  produced  by  the  use 
of  those  salts  is  a  natural  mineral  water.  Now  when  you  come  to  consider  what 
really  is  the  transaction,  that  statement,  or  the  supposition  that  that  is  the  state-  25 
ment  which  the  Defendants  are  making,  is  a  contradiction  in  terms,  as  in  fact 
it  was  stated  to  be  by  one  of  the  Plaintiffs'  own  witnesses.  The  expression  is  : 
"Salts  for  the  production  of  natural  mineral  water."  You  cannot  produce 
natural  mineral  water ;  you  can  only  produce  water  which  will  have  the  con- 
stituents of  the  natural  water.  It  is  absurd  and  coitradtctory  to  say  that  yoa  30 
can,  by  the  use  of  the  salts — whether  those  salts  are  obtained  by  evaporation,  or 
whether  they  are  made  according  to  some  chemical  formula — produce  the 
natural  mineral  water.  To  say  so  is  to  say  that  you  can  do  that  which  is  a 
physical  impossibility.  It  seems  to  me,  therefore,  that  nobody  of  any  reasonable 
intelligence  can  possibly,  reading  this  Catalogue,  understand  that  the  water  35 
which  he  produced  by  the  use  of  the  salts  which  the  Defendants  sell  is  the 
natural  Apollinaris  water,  or  could  be  properly  sold  as  the  **  natural  Apollinaris 
"  water."  Then  they  say  that  the  persons  who  read  this  Catalogue  may  under- 
stand that  the  salts,  which  the  Defendants  profess  to  sell,  are  salts  obtained  by 
the  evaporation  of  the  Apollinaris  water.  That  suggestion  seems  to  me  to  be  40 
equally  absurd.  Anybody  who  reads  the  statement  in  the  Catalogue  is  told  that 
the  salts,  which  the  Defendants  are  selling,  are  prepared  according  to  the  most 
reliable  analyses  of  the  respective  waters,  that  is  to  say,  they  are  prepared  by 
the  Defendants,  who  are  known  to  be,  and  who  advertise  themselves  as  being, 
manufacturing  chemists,  and  are  prepared  according  to  an  analysis,  and  are  45 
not,  therefore,  produced  by  the  mere  evaporation  of  the  water,  leaving  the 
residuary  salts.  It  seems  to  me,  therefore  that,  so  far  as  the  Catalogue  is  con- 
cerned, there  is  no  representation  there  that  the  salts  which  the  Defendants  are 
selling  are  either  capable  of  producing  the  real  "Apollinaris  Water"  or  are 
obtained  from  the  real  Apollinaris  water  by  means  of  evaporation.  50 

Now,  with  regard  to  tlie  statement  that  the  salts  which  they  are  selling  are 
**  Apollinaris  Salts " ;  on  that  I  desire  to  make  a  few  remarks  upon  certain 
evidence  which  was  produced  before  me  yesterday.  An  attempt  was  made  to 
prove  that  the  words  "  Apollinaris  Salts  "  have  obtained  what  in  these  cases  we 
usually  refer  to  as  a  secondary  meaning.  An  attempt  was  made  to  prove,  by  55 
the  evidence  of  persons  experienced  in  the  trade,  that  the  words  "  Apollinaris 
♦*  Salts  '*  meant,  in  their  minds,  salts  produced  by  the  evaporation  of  the  water. 
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In  my  opinion,  the  evidence  of  those  witnesses,  treating  them  as  expert  witnesses, 
was  entirely  valueless  in  this  case.  Where  there  is  an  article  of  commerce  which 
is  dealt  in  by  persons  familiar  with  a  particular  branch  of  the  trade,  I  can 
understand  evidence  of  persons  of  experience  in  the  trade,  who  say  that  that 
5  article  has  obtained  a  particular  name  ;  as  for  example,  where  you  have  an 
article  bearing  some  name,  that  in  their  experience,  what  is  referred  to  by  that 
name  is  always  the  manufacture  of  a  particular  person.  For  example,  take 
the  Apollinaris  water  itself — I  can  understand  evidence  of  persons  experi- 
enced in  the  mineral  water  trade,  who  say  "  Apollinaris  Water,"  means  the 

10  water  produced  from  this  particular  Apollinaris  Spring,  that  is  to  say,  that  it 
has  that  particular  meaning ;  but  in  this  case  *'  Apollinaris  Salts "  have 
never  been  dealt  in  in  the  trade  at  all.  It  seems  to  me,  therefore,  that  I  am, 
or  the  man  in  the  street  is,  as  competent  to  say  what  is  the  meaning  of 
"Apollinaris  Saltfl"  as  persons  experienced  in    the  trade.      They  have  no 

15  experience  in  this  particular  matter.  Now  what  is  the  meaning  of  "Apollinaris 
"Salts  "as  used  by  the  Defendants?  In  my  view  "Apollinaris  Salts"  as  used 
by  the  Defendants,  simply  means  the  salts  which,  if  dealt  with  in  the  way  in 
which  they  say  they  are  to  be  dealt  with,  will  produce  a  water  which  contains 
the  constituents  of  "Apollinaris  Water."     It  seems  to  me  that  in  using  the 

20  words  "Apollinaris  Salts"  by  themselves,  they  make  no  representation  one 
way  or  the  other  as  to  how  those  salts  are  obtained.  The  only  representation 
they  make  is  that  those  are  the  constituent  salts  of  Apollinaris  Water.  I 
am  dealing  now,  of  course,  only  with  the  labels  on  the  bottle  and  with 
the  expression  used  in  the  invoices.    When,  of  course,  you  take  those  words 

25  on  the  bottle'  and  the  words  in  the  letters  in  connection  with  the  Catalogue, 
then  you  get  a  good  deal  further,  and  then  you  see  that  the  ]*epresentation 
which  they  really  make  is  that    the    salts    are    salts  which    are    prepared 
according  to  the  analysis  of  the  water. 
'  la  the  sale  of  these  salts  as  "  Apollinaris  SaltB  "  a  passing-off  of  those  salts  as 

30  and  for  a  production  of  the  Plaintiffs?  In  my  opinion,  after  what  I  have  stated, 
it  is  not  necessary  to  say  anything  more.  In  the  first  place,  so  far  as  any  rivalry 
in  trade  is  concerned,  the  Plaintiffs  are  not  selling  salts.  The  Defendants, 
therefore,  do  not  pass  off  the  salts  as  and  for  any  goods  sold  by  the  Plaintiffs. 
Now  do  they  pass  them  off  as  salts  obtained  from  the  Apollinaris  water?     In 

35  my  opinion  they  do  not.  In  my  opinion,  as  I  have  already  stated,  the  only 
representation  they  make  is  that  they  are  the  constituent  salts  of  the  Apollinaris 
water. 

Now  I  come  to  the  second  head  of  relief,  and  that  is — "  from  selling  or 
**  offering  or  exposing  or  advertising  for  sale,  or  procuring  to  be  sold,  any  such 

iQ  "  salts  as  aforesaid  under  the  name  ^  Apollinaris  Salts '  or  under  any  description 
^^  of  which  that  name  forms  part  without  clearly  distinguishing  such  salts  from 
"salts  obtained  from  the  Plaintiffs'  Apollinaris  water."  That  really  is  the 
relief  claimed  under  the  first  head  stated  in  a  slightly  different  form,  and  I 
think  what  I  have  already  said  is  enough  to  show  the  reasons  why  I  do  not 

45  consider  that  the  Plaintiffs  are  entitled  to  any  injunction  under  that  head.  The 
last  one,  the  third  paragraph  of  the  claiming  part  of  the  Statement  of  Claim,  is 
this—"  From  in  manner  aforesaid  or  in  any  other  manner  passing  off  or  causing 
"  or  enabling  to  be  passed  off  any  water  made  up  with  salts  not  obtained  from 
"  the  Plaintiffs'  Apollinaris  water,  or  any  such  salts,  as  or  for  the  Plaintiffs' 

50  '*  Apollinaris  water  or  salts  obtained  therefrom."    I  will  take  the  water  first — 

■  "  From  passing  off  or  enabling  to  be  passed  off  any  water  made  up  with  salts 

"  not  obtained  from  the  Plaintiffs'  Apollinaris  water,"    The  gravamen  of  the 

charge  against  the  Defendants  on  this  head  is  this — that  they  tell  their  customers 

that  they  can,  by  means  of  these  salts,  make  Apollinaris  Water.    That  is  quite 

55  true  ;  they  do  tell  them  they  can  make  Apollinaris  Water.  Now,  the  making  of 
Apollinaris  Water,  that  is  to  say,  the  making  of  the  water  which  has  the  con- 
stituents of  Apollinaris  Water,  is  not  a  breach  of  any  right  which  the  Plaintiff 
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Company  enjoy.  The  sale  of  the  water  so  made  up  is  not  a  breach  of  any  right 
which  the  PlaintiflE  Company  enjoy.  The  sale  of  that  water  as  Apollinaris  Water, 
without  distinguishing  the  Apollinaris  Water  so  made  from  the  natural  Apollinaris 
Water,  is  a  breach  of  the  Plaintiffs'  rights.  Now,  in  my  opinion,  what  the  Defen- 
dants have  done  here  has  not  caused  or  enabled  any  person  to  do  that  which  he  is  5 
not  entitled  to  do.  All  that  the  Defendants,  to  take  Law's  case  for  example, 
have  ever  caused  or  enabled  Law  to  do  is  to  make  up  a  water  which  contains 
the  Apollinaris  salts.  Law  could  sell  that  water  in  a  perfectly  lawful  manner. 
His  choosing  to  sell  it  in  an  unlawful  manner  is  not,  in  my  opinion,  caused  by 
any  act  on  the  part  of  the  Defendants.  I  ought  to  mention,  on  that  head,  the  10 
case  of  Innes  v.  Shorty  which  was  cited  to  me  yesterday  by  Mr.  Asthury^  be- 
cause I  wish  to  distinguish  it,  and  I  think  that  it  is  clearly  distinguishable  from 
the  present  case.  The  defendant  there  was  not  himself  infringing  the  plaintiffs 
Patent,  but  he  was  selling  an  article  the  mere  use  of  which  for  a  particular 
purpose  was  an  infringement  of  the  plaintiff's  Patent ;  and  what  Mr.  Justice  15 
Bigham  in  that  case  held  was,  that  he  was  selling  the  article  for  the  express 
purpose  of  being  used  in  a  manner  which  was,  in  itself,  an  infringement  of  the 
plaintiff's  rights.  In  the  present  case  the  Defendants  are  selling  these  salts  for 
the  purpose  of  their  being  used  in  a  manner  which  is  not,  in  itself,  an  infringe- 
ment of  the  Plaintiffs'  rights.  It  seems  to  me  that  that  is  a  distinction  between  20 
Innes  v.  Short  and  the  present  case.  The  last  point  is  the  other  branch  of  this 
third  head  of  claim  in  the  claiming  part  of  the  Statement  of  Claim,  namely, 
passing  off  any  salts  as  and  for  salts  obtained  from  the  Plaintiffs'  water.  I  should 
be  only  repeating  what  I  have  already  said  if  I  went  through  the  reasons  which 
I  have  expressed.  It  is  enough  for  me  to  say  that  for  those  reasons  I  am  of  25 
opinion  that  they  are  not  passing  off  or  causing  or  enabling  any  other  person  to 
pass  off  any  such  salts  as  and  for  the  salts  obtained  from  the  Plaintiffs'  water. 

The  result  is,  in  my  opinion,  the  action  fails,  and  there  must  be  judgment  for 
the  Defendants  with  costs. 

Astbury  K.C. — Will  your  Lordship  allow  me  to  mention  the  issue  raised  in  30 
paragraph  2  of  the  Defence.  That  is  quite  a  separate  matter.  In  paragraph  2, 
the  Defendants  raise  the  issue  that  ours  is  a  fraudulent  trade,  and  that  we  do  not 
sell  natural  Apollinaris  water.  That  has  been  the  subject  of  a  judicial  decision, 
and  we  were,  m  this  case,  prepared  with  the  evidence  of  Professor  Odling 
and  Dr.  Hehner^  and  other  eminent  chemists.  I  ask  your  Lordship  to  give  us  35 
the  cost  of  that  issue. 

Warrington  J. — Mr.  Kerly^  I  must  hear  what  you  have  to  say  about  that. 

Kerly. — I  assume  that  your  Lordship  would  say  that  our  costs  should  not  be 
increased  by  any  costs 

Warrington  J, — No,  I  think  much  more  than  that ;  unless  you  convince  40 
me  to  the  contrary,  I  think  the  Defendants  ought  to  pay  the  costs  of  that  issue, 
with  a  set-off. 

Kerly. — I  submit  there  has  been  no  increase  of  costs. 

Warrington  J. — Did  you  ever,  before  trial,  withdraw  that  allegation  ? 

Kerly. ^^o  ;  but  the  Plaintiffs  have  gone  to  the  luxury  of  having  expensive  45 
witnesses  here.  We  applied  for  leave  to  interrogate,  with  a  view  to  supporting 
this  part  of  the  case.  It  was  then  stated,  on  the  Plaintiffs'  behalf,  that  all  the 
facts  are  set  out  in  the  pamphlet  published  by  them,  and  those  facts  are  the 
facts,  apart  from  any  inferences,  which  are  set  out  here  ;  they  are  also  the  facts 
set  out  in  Davenport's  case.  So  that  the  only  matters  of  fact  which  we  allege  50 
are  matters  about  which  there  could  be  no  dispute. 

Warrington  J. — But  neither  the  facts  stated  in  the  pamphlet  nor  the  facts 
stated  in  Davenports  case  could  be  accepted  here  as  evidence. 

Astbury  K.C. — And  the  Defendants  refused  to  accept  them. 

Kerly. — I  have  not  made  myself  clear.    What  I  am  saying  is  that  the  facte  55 
which  we  allege  are  the  facts  which  are  set  out  in  that  pamphlet,  and  we  allege 
nothing  more,  and  the  facts  which  we  allege  are  actually  taken  from  the  Plaintiffs* 
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own  evidence  in  DavenparVs  case.  All  that  we  proposed  to  do  here,  on  these 
facts,  which,  as  facts,  are  admitted,  was  to  ask  the  Court  to  draw  inferences 
different  from  the  inferences  the  Court  drew^  before.  That  only  leaves  matters 
of  law  for  discussion  and  not  matters  of  fact. 
5  Asthury  K.C. — It  is  not  accurate  ;  for  instance,  they  have  introduced  into 
this  case  that  we  extract  bicarbonate  of  lime  held  in  subpension  in  the  water. 
There  was  no  mention  of  that  at  all  in  the  previous  case  ;  it  is  quite  a  separate 
issue. 
Kerly. — I  think  my  learned  friend  is  wrong,  but  anyway,  these  are  matters 

10  about  which  there  can  be  no  sort  of  difficulty.  The  inference,  I  agree,  is  a 
matter  of  difficulty,  but  that  is  a  matter  for  the  Couit.  What  we  set  up  was, 
whether  right  or  wrong,  a  matter  which  any  ordinary  chemist  could  have 
determined  at  once ;  a  mere  quantitative  analysis  of  the  water,  nothing  more 
nor  less.    That  is  not  a  matter  for  experts. 

15       Warrington  J.— The  Taxing  Master  will  deal  with  that. 

Kerly, — I  submit  this  is  not  a  case  where  your  Lordship  would  make  any 
special  Order.  If  our  costs  have  been  increased  by  setting  up  issues  we  have 
not  supported  in  Court,  I  admit  we  ought  not  to  have  additional  costs  on  that 
ground,  but  I  submit  this  is  not  a  case  where  any  special  Order  should  be  made. 

20  I  s^ni  told  one  other  thing  that  I  did  not  know.  The  Plaintiffs  have  supplied 
us  with  a  long  series  of  analyses  of  their  water,  and  before  we  got  into  Court 
we  admitted  the  accuracy  of  those. 

Asthury  K.C. — And,  therefore,  we  were  saved  bringing  the  man  from  Germany 
who  made  them. 

25      Warrington  J, — You  can  address  all  that  to  the  Taxing  Master. 

Kerly. — If  that  is  so,  there  was  no  matter  of  fact  upon  this  issue,  and  it  is 
only  with  regard  to  matters  of  fact  that  the  costs  can  have  been  increased ;  the 
argument  would  have  been  the  same  one  way  or  the  other.  Under  those 
circumstances,  I  submit  that  we  should  not  be  penalised  for  not  having  taken 

30  the  Court  through  a  long  troublesome  inquiry  that  was  unnecessary  for  the 
purpose  of  our  case. 

Warrington  J. — The  Defendants  in  this  cafle,  amongst  other  issues,  had 
raised  the  defence  that  the  Plaintiffs,  while  professing  to  sell  natural  mineral 
water,  are  really  selling  artificial  mineral  water.    That  allegation  was  persisted 

35  in  until  the  action  came  on  for  trial,  and  then  at  the  last  moment  the  Defendants' 
Counsel  said  that  he  did  not  propose  to  offer  any  evidence  in  support  of  it.  In 
my  opinion  that  allegation  ought  never  to  have  been  made,  and  I  must,  in 
ordering  the  Plaintiffs  to  pay  the  costs  of  the  action,  except  the  costs  of  that 
allegation,  and  order  the  Defendants  to  pay  them  with  a  set  off. 

40       Horryige  K.C. — That  will  be  paragraph  2  of  the  Defence. 
Warrington  J.— Yes,  paragraph  2. 

The  Plaintiffs  appealed,  and  the  appeal  was  heard  on  the  26th  and  27th  of 
July  1906. 
Asthury  K.C.,  BuchmcLster  K.C.,  and  Sehastian  (instructed  by  Janson^  Gohhy 

45  Pearson  A  Co.)  appeared  for  the  Appellants ;  A.  J.  Walter  and  D.  M.  Kerly 
(instructed  by  Sharpen  Parkers  A  Co.^  agents  for  W,  Walker  of  Manchester) 
appeared  for  the  Respondents. 

Asthury  K.C.  and  Buckmaster  K.C.  for  the  Appellants. — It  is  admitted  that 
"  Apollinaris  Water  "  means  water  coming  from  the  Plaintiffs'  Spring  only  ;  that 

50  there  is  only  one  Spring,  viz.,  the  Apollinaris  Spring  ;  also  that  it  is  a  single 
Spring  and  not  water  coming  from  a  district ;  also  that  ^'  Apollinaris  *'  is  a 
femcy  name.  {^Kerly. — I  do  not  remember  that  it  was  admitted  to  be  a  fancy 
name.]  It  is  the  name  of  some  saint  and  has  been  given  to  the  Spring.  The 
key  to  the  judgment  of  Warrington  J.  is,  first,  that  he  thought  that  the 

55  salts  do  not  differ  from  those  of  medical  springs ;  secondly,  he  did  not 
give  due  weight  to  the  fact  that  the  avowed  object  of  the  Defendants'  sale 
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of  "  Apollinaris  Salts  "  is  for  their  customers  to  make  them  into  "  Apollinaris 
"  Water."     [The  Defendants'  Catalogue  was  referred  to.]     It  is  admitted  that 
"  Apollinaris  "  means  the  Plaintiffs  ;  it  is  the  same  as  a  personal  name— e.^., 
the  Defendants  advertise  to  sell  an  essence  for  making  Bitter  Beer,  but  they 
could  not  sell  an  essence  to  make  Bass*  Bitter  Beer.    To  anyone  reading  the  5 
Catalogue  carefully  we  admit  that  it  would  show  that  the  salts  are  manufactured 
and  not  evaporated,  but  the  customers  are  invited  to  sell  the  water  as  a  natural 
water.    "  Apollinaris  "  stands  in  a  different  category  from  the  others  in  the 
list.    It  is  not  medicinal  as  Carlsbad  is ;  but  it  is  a  table  water.    Then  the  other 
class  in  the  list  are  manufactured  waters,  known  to  be  such,  e,g,y  soda  and  potash.  10 
It  is  admitted  that  there  is  no  such  thing  as  artificial  Apollinaris  and  that 
Apollinaris  Water  means  that  of  the  Plaintiffs.    The  Defendants  are  doing  a 
dishonest  trade.    They  tell  purchasers  that  they  can  make  Apollinaris  Water, 
They  supplied  one  customer  in  one  order  with  enough  to  make  60,000  bottles. 
Law  gave  evidence  that  he  believed  the  water  was  natural  Apollinaris  Water.  15 
The  reason  for  people  drinking  Apollinai'is  or  any  such  water  is  to  avoid  the 
water  of  the  place.    [Vaughan  Williams  LJ, — Is  not  the  choice  lai^ely  one 
of  palate  ?]     It  may  be  so  between  the  natural  waters.    The  fii^t  thing  in  a 
case  of  this  class  is  to  see  whether  a  defendant  is  dishonestly  trying  to  get  an 
advantage  from  the  use  of  the  name  Apollinaris.    [ROMBR  LJ,  instanced  the  20 
case  of  a  person  supplying  goods  knowing  that  another  is  going  to  infringe.} 
[Cozbns-Hardy  L.J. — That  point  arose  in  the  tyre  case.*]     This  is  different, 
for  in  a  passing-off  case  the  honesty  of  the  Defendants  is  important.    [COZBNS- 
Hardt  L.j, — Is  it  under  paragraph  3  of  the  Claim  that  you  are  going  ?]     The 
relief  claimed  in  substance  is — First,  that  the  Defendants  should  be  restrained  25 
from  selling  Apollinaris  Salts  ae  such,  not  being  salts  evaporated  from  Apollinaris 
Water.    This  is  rather  subsidiary,  because  no  one  would  buy  if  they  knew  these 
salts  were  artificial.    Secondly,  from  selling  Apollinaris  Salts  with  the  object 
that  they  should'  be  made  up  into  Apollinaris  Water.    The  name  Carlsbad  is  on 
a  different  footing.    It  is  the  name  of  a  place,  not  a  fancy  name  for  a  particular  30 
spring  ;  also  it  is  medicinal.     It  has  got  into  the  British  Pharmacopoeia  and  is 
sold  in  three  forms,  one  of  which  is  the  '*  natural "  salt,  so  sold  because  Carlsbad 
has  come  to  have  a  secondary  meaning.    No  salt  is  manufactured  except  those 
where  the  names  have  got  secondary  meanings.    Persons  buying  Apollinaris  Salts 
without  seeing  the  Catalogue  might  not  know  that  the  Salts  were  manufactured  ;  35 
the  Defendants  supply  Apollinaris   Salts  in  reply  to  orders  without  stating 
that  the  salts  are  manufactured.    The  evidence  is  that  Apollinaris  Salts  would 
mean  salts  evaporated  from  Apollinaris  Water.    It  is  different  therefore  from 
Carlsbad,  which  has  acquired  a  special  meaning.    Natural  Vichy  Salts  mean 
salts  evaporated  from  the  Vichy  Water,  but  on  adding  water  one  does  not  of  40 
course  make  the  natural  Vichy  Water,  but  something  like  it.     [The  evidence 
was  referred  to.]     The  Defendants   have   given  purchasers  instructions  for 
making  Apollinaris  Water,  and  that  means  the  product  of  the  Plaintiffs  only. 
It  ihdicates  the  goods  of  the  Plaintiffs^  just  as  Schweppe's  soda  means  soda  made 
by  Schweppe.  .  The  Defendants  invite  their  customers  to  make  Apollinaris  45 
Water.    fThe  correspondence   with    Mandetta    was  referred  to.]     [CozENS* 
Qardy  L.J. — Cannot  a  person  make  artificial  Apollinaris  Water  ?]     It  would 
not  sell.    The  Defendants  are  inviting  customers  to  commit  a  fraud.  -  \^Laiv*8 
evidence  was  referred  to.]     [ROMBR  L,J. — No  Apollinaris  Salts  were  in  the 
inark^t    The  Defendants*  Apollinaris  Salts  are  issued  under  a  Catalogue  of  salts  50 
all  made  by  them.    It  is  impossible  to  suggest  they  could  be  evaporated  salts, 
or  mistaken  for  then!.]      The  Plaintiffs  did  formerly  extract  and  sell  salte. 
[ROMBR  L.J, — The  only  case  you  could  have  made  was  that  Apollinaris  BaltB 
would  be  understood  as  evaporated,  and  that  the  Defendants  sold  theirs  with 

'''"*••       -"  '    ■   ' '   .         -  ■       ■      ■ '     '   ■  ■  ■  ■   ■■■»■-"        '       i  J      ■  ■  ■  I  ■ 
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misleading  labels.]  We  submit  we  have  made  out  such  a  case.  [ROMER  L.J.— 
Would  anyone  believe  these  salts  could  be  got  by  evaporation  and  sold  at  any  such 
prices  ?]  Ignorant  people  might  suppose  it.  Besides  they  might  not  see  the 
Catalogue.  [Rombr  LJ.  referred  to  the  bottle  of  Apollinaris  Salts  produced  by 
5  the  Plaintiffs,  "  Apollinaris  Salts  from  Apollinaris  Brunnen."]  No  one  would 
make  and  sell  Apollinaris  Salts  for  an  honest  purpose  ;  artificial  salts  known  to 
be  such  would  not  be  a  marketable  article  ;  and  why  should  any  manufactured 
salts  be  called  Apollinaris?  [The  evidence  was  referred  to.]  [Vaughan 
Williams  LJ. — As  there  has  been  no  sale  of  Apollinaris  Salts,  how  can 

10  persons,  who  have  never  been  asked  for  Apollinaris  Salts,  give  evidence 
as  experts  as  to  the  meaning  of  the  expression.  We  are  as  well  able  to  say 
what  it  means  as  they  are.]  An  instrument  of  fraud  will  be  restrained  {Lever 
V.  Goodwin,  4  R  P.C.  492  ;  L.R.  36  Ch.  D.  1),  [ROMBR  LJ.—ln  such  cases 
the  goods  are  sent  out  under  a  label.]     That  is  merely  the  means  ;  the  question 

15  is  whether  the  purpose  is  dishonest  {dinger  Manufactxiring  Company  v.  Loog, 
L.R.  18  Ch.  D.  395  at  page  412,  L.R.  8  App..Ca8. 15).  An  ambiguous  expression 
will  be  read  against  the  person  using  it  {Johnston  v.  Orr  Ewing,  L.R.  7  App. 
Cas.  219).  One  fact  admitted  is  that  anyone  selling  water  as  Apollinaris  Water 
without  more  can  be  stopped  by  the   lUaintiffs.     The  trade  of  the  Defendants 

20  is  to  sell  essences,  &c.,  which  by  the  addition  of  water  make  liquids  for 
drinking  ;  and  not  imitations,  but  the  real  thing,  e.g.^  port  wine  and  brandy. 
Supposing  the  Defendants  sold  powder  for  making  Schweppe^s  Soda  Water, 
could  Schweppe  stop  it  ?  We  submit  that  he  could.  [ROMER  L.J. — Suppose  the 
manufacturer  said  that  he  sold  a  powder  which  could  make  a  soda  water  the 

25  same  as  Schweppe^ s  by  chemical  analysis.]  If  he  sold  it,  not  as  being  the  real  thing 
it  might  be  different,  but  in  this  case  it  is  not  so.  It  is  putting  into  the  hands  of 
a  customer  the  means  of  deception.  [RoMER  L,J, — Supposing  that  none  of  the 
customers  ever  sell  under  a  misrepresentation.  Does  not  that  test  show  that 
the  case  is  founded  on  a  mere  apprehended  wrong  ?]     To  sell  ingredients  as 

30  having  those  of  Schweppe's  Soda  Water  would  be  wrongful.  It  would  be  selling 
the  ingredients  as  being  those  of  the  soda  water  which  has  attained  a  reputation 
for  its  quality.  The  same  illustration  might  be  given  of  Dow^s  Port.  [ROMBR 
L.J. — Apollinaris  is  not  a  brand,  it  is  a  natural  water.  This  is  not  a  case 
where  goods  are  sent  out  to  retailers  with  a  label  which  is  deceptive.]     [The 

35   judgment  of  Warrington  J.  was  read  and  commented  on.] 
Counsel  for  the  Respondents  were  not  called  on. 

Vaughan  Williams  L.J. — In  my  judgment  Mr.  Justice  Warrington  is 
absolutely  right,  and  his  reasons  are  right,  and  I  think  that  I  should  not  only 
be  wasting  time,  but  I  should  do  wrong  if  I  were  to  attempt  to  add  a  word  to 

40  his  judgment  which  so  absolutely  expresses  what  I  think  ought  to  be  the 
judgment  in  this  case,  and  I  simply  say  this  appeal  is  dismissed  with  costs. 

ROMER  //.J.— I  am  of  the  same  opinion,  I  will  in  the  first  place  state,  very 
shortly,  what  the  Defendants  are  doing.  They  are  manufacturing  chemists. 
It  is  not  as  if  they  were  starting  some  fraudulent  scheme  with  others  for  the 

45  purpose  of  defrauding  the  Plaintiffs,  and  were  devoting  themselves  to  the 
preparation  of  something  connected  with  Apollinaris  Water  as  a  separate 
adventure.  They  sell  an  infinite  variety  of  chemical  productions,  and  amongst 
other  things  they  sell  what  they  call  "salts  for  the  production  of  natural 
"  mineral  waters,"  and  if  you  look  at  what  they  are  offering  for  sale,  it  appears 

50  that,  with  regard  to  several  natural  mineral  waters,  all  they  do  is  to  make 
analyses  of  those  waters,  and  produce  salts  according  to  those  analyses,  and 
having  made  those  salts  they  offer  them  for  sale,  suggesting,  as  obviously  it  is 
intended  to  be,  that  the  water  mixed  A^ith  those  salts  will  be  then,  not  the 
original  natural  waters,   because  that  of  course  they  could  not  be,  but  some 

55  waters  which  might,  in  the  sense  that  they  have  the  salts,  be  fairly  described  as 
representing  natural  mineral  waters.  They  sell,  for  example,  not  only  salts 
that  would  be  derived  from  an  analysis  of  Apollinaris,  but  I  find,  putting  aside 
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snoh  things  as  ordinary  soda  water  and  so  forth,  that  they  sell  salts  derived  from 
analyses  of  Carlsbad,  Cheltenham,  Fachingen,  Frederlchshall,  Harrogate,  Kis^ 
sengen,  Krenznach,  Pulna,  Vichy,  and  Wiesbaden,  amongst,  others.  Those 
buying  these  mannfactnred  salts  know  perfectly  well,  of  course,  that  they  are 
only  baying  salts,  and  that,  if  they  make  the  water  according  to  the  directions  5 
given  them  by  the  manfactm^ers,  they  cannot  possibly  prodnce  the  natural 
water.  Nobody  could  suppose  that,  nor  do  they  suppose  they  would  be  buying 
even  salts  prepared  by  evaporation  from  the  natnral  waters,  seeing  that,  as 
offered  for  sale,  these  are  described  as  salts  "  prepared  according  to  the  most 
"  reliable  analyses  of  the  respective  waters."  So  far  then  as  concerns  these  10 
manufacturing  chemists,  and  those  who  buy  from  them,  they  are  only  doing 
what  they  have  a  clear  right  to  do.  They  are  not  selling  Apollinaris  Water. 
They  are  not  conspiring  as  far  as  I  can  see — if  it  has  been  suggested  it  has  not 
been  established—  to  defraud  the  public  by  issuing  water  which  will  be  represented 
as  the  natural  Apollinaris  Water  of  the  Plaintiffs.  They  are  not  issuing  any  \^ 
labels  which  would  enable  any  water,  that  is  being  sold,  to  be  passed  off  as  the 
Plaintiffs'  natural  mineral  water.  As  I  have  said,  they  are  doing  absolutely 
nothing  wrong,  and  the  only  kind  of  case  that  it  appears  to  me  coald  be  sug- 
gestnd  is  this.  It  might  have  been  suggested  that,  as  they  sell  these  salts  with 
the  short  label  "  Apollinaris  Salts,"  it  might  be  doubtful  whether  that  meant  20 
salts  prepared  from  a  chemical  analysis,  or  salts  prepared  by  evaporation  from 
the  natural  water.  Personally,  I  agree  with  what  Mr.  Justice  Warrington 
said.  I  do  not  think  anybody  would  have  a  right  to  assume  that  the  words 
"  Apollinaris  Salts  "  so  put  on,  and  salts  so  sold,  would  convey  or  were  intended 
to  convey  any  meaning,  except  that  they  were  prepared  salts  similar  to  those  25 
salts  contained  in  the  natural  water.  But  even  assuming  it  was  doubtful,  are 
the  Defendants  passing-off  and  selling  those  salts  so  got  up  as  to  lead  to  the 
suggestion  that  they  are  salt«  prepared  by  evaporation  from  the  natural  water  ? 
To  my  mind  no  such  case  is  proved,  even  if  it  be  suggested.  The  Plaintiffs' 
case  is,  and  their  only  case  is,  not  that  those  salts  were  sold  to  the  purchasers  30 
from  the  Defendants  for  the  purpose  of  being  sold  qiia  salts  with  labels  upon 
them — there  is  no  evidence  that  that  was  done  at  all— but  on  the  contrary,  the 
Plaintiffs'  case  is  that  they  were  simply  sold  so  that  the  customers  manufactured 
water  from  those  salts  ;  and  that  is  all,  so  far  as  appears  from  the  evidence,  that 
has  been  done  with  these  salts.  Therefore  such  a  case  as  I  have  mentioned  of  35 
a  doubtful  label  put  upon  goods  intended  to  come  into  the  hands  of  customers 
breaks  down,  and  has  not  even  been  made,  or,  if  it  has  been  made,  it  certainly 
has  not  been  established.  Otherwise  I  can  see  no  case  on  which  the  Plaintiffs 
can  claim  any  right  to  any  relief  as  against  the  Defendants.  I  notice  that  the 
learned  Judge  never  called  upon  the  Defendants.  I  think  he  was  quite  right  40 
in  doing  that,  as  it  appears  to  me  there  was  no  case  for  the  Defendants  to 
answer.  I  think  any  observation  about  no  member  of  the  Defendants'  firm 
having  been  called  has  no  weight  or  relevancy  to  the  case.  It  appears  to  me 
that  the  appeal  fails  and  should  be  dismissed  with  the  usual  consequences. 

Cozbns-Hardy  L.J. — I  am  of  the  same  opinion.    I  am  content  to  take  Mr.  45 
Justice  WarringU^ti's  judgment  as  my  own.    It  is  quite  impossible  to  improve 
upon  it. 
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In  the  High  Court  of  Justice.-— Chancery  Division. 

Before  MR.  Justice  Warrington. 

January  26th,  June  18th,  19th,  and  2()th,  1906. 

In  the  Court  of  Appeal. 

5  Before  LORDS  JUSTICES  Vaughan  Williams,  Romer,  and  Cozbns-Hardy. 

July  25th,  1906. 

In  the  Matter  of  Bayer's  Design. 

Design. — Motion  for  rectification  of  Register. — Order  made  for  inspection  of 

registered  Design.-^ Application  for  Particulars  of  answers  to  grounds  of 

10  olrjection. — Alleged  want  of  subject-matter  and  novelty. — Design  or  system 

•     of  manufacture, — Effect  of  note  on  Register. — Marking  of  articles. — Patents^ 

Ac.  Act^  Sections  47  and  90.— Rule  9  of  Designs  Rules  1890. — Motion  refused. — 

Appeal.-^  Leave  to  adduce  fresh  evidence  on  appeal  given. 

In  1905  a  Design  {No.  454^848)  was  registered  applicable  to  women's  stays. 

15  The  application  for  registration  included  the  following  passage : — "  Statetnent 
**  of  nature  of  design,  shape,  or  configuration  of  corset.  The  novelty  consists  in 
**  a  corset  having  the  gores  or  gussets  cut  horizontally  and  from  the  front  of  the 
**  bush  towards  the  back  of  the  corset,  as  shown  in  the  representations.^^  The 
registered  sketch  showed  a  straight-fronted  corset,  in  which  tihe  seams  were  not 

20  exactly  horizontal,  but  the  gussets  tapered  towards  the  front.  An  application 
was  made  for  rectification  of  the  Register  by  removal  of  the  Design  on  the 
grounds  (i)  t?iat  it  was  not  subject-matter  for  registration,  being  a  mode  of 
manufacture;  {2)  that  it  was  not  novel;  and  (3)  that  the  owner  had  in  adver- 
tisements  misrepresented  his  Design,  and  had  sold  articles  differing  substantially 

25  from  the  registered  Design  but  marked  with  the  registered  number.  The 
applicants  for  rectification  applied  for  an  Order  for  Particulars  of  the  points 
on  which  the  Respondent  relied  in  support  of  the  registration.  An  Order  for 
such  Particulars  was  refused.  On  the  heari^ig  of  the  Motion  for  rectificcUion^ 
Held,  that  the  Design  as  registered  was  for  a  particular  form  of  straight- 

30  fronted  corsets  made  with  horizontal  gussets;  that  the  fact  that  the  Design 
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incidentally  described  a  mode  of  manufacture  did  not  make  it  any  the  less  a 
Design;  that  there  was  subject-matter  and  that  the  Design  was  novel,  and  that 
it  was  not  shown  that  tJie  pictures  of  the  Design  in  the  advertisements  were  not 
covered  by  the  Design ;  and  that  a  statement  made  after  registration  by  the 
owner  of  the  Design  as  to  the  extent  of  his  protection  ought  not  to  affect  the  5 
construction  of  the  application  or  the  validity  of  the  registration.  The  Motion 
was  dismissed  ivith  costs.  Moody  v.  Tree  (9  B.P.O.  333)  and  Cooper  v. 
Symington  (10  B.P.C.  264)  were  distinguished. 

The  Applicants  appealed  and  applied  to  the  Court  of  Appeal  for  leave  to 
adduce  fresh  evidence  on  the  hearing  of  the  appeal  on  certain  points  refen^ed  to  10 
in  the  Notice  of  Motion.  The  Court  gave  leave  to  adduce  such  evidence  by 
affidavit,  the  answer  of  the  Respondent  to  be  by  affidavit.  Liberty  was  given  to 
apply  to  the  Court  for  cross-examination,  and  the  costs  of  the  application  were 
reserved. 

This  was  an  application  made  by  R.  and  W.  H.  Symington  &  Co.  Ld.  for  the  15 
Rectification  of  the  Register  of  Designs  by  the  removal  therefrom  of  the 
Design  numbered  454,848.  That  Design  was  for  a  corset,  and  was  registered  in 
Class  10  by  Charles  Bayer  (who  traded  as  Charles  Bayer  &  Co.)  on  the  lUth  of 
April  1905.  The  application  for  registration  contained  the  following  passage: — 
"  Statement  of  nature  of  design,  shape  or  configuration  of  corset.  The  novelty  20 
'^  consists  in  a  corset  having  the  gores  or  gussets  cut  horizontally  and  from  the 
"  front  of  the  busk  towards  the  back  of  the  corset,  as  shown  in  the 
"  representations."    A  representation  of  the  Design  is  shown  below. 


The  grounds  on  which  the  Applicants  relied  were  as  follows : — ^"  1.  That  the 
"  Respondent's  claim  in  his  registered  Design  to  a  corset  having  the  gores  or  25 
"  gussets  cut  horizontally  and  from  the  front  of  the  busk  towards  the  back  of 
"  the  corset,  as  shown  in  the  representations  lodged,  is  for  a  method  or  mode 
"  of  manufacture,  and  is  not  the  subject-matter  for  a  Design.*'  2  Want  of 
novelty.  3  (a)  Prior  publication  in  the  following  Specifications  of  Patented 
inventions :  Wright  and  BHmble  (No.  904  of  1855) ;  Drucker  (No.  3049  of  30 
1865)  ;  Whitehom  (No.  3365  of  1883) ;  Leprince  (No.  291  of  1883)  ;  and  Lang 
(No.  22,816  of  1892) ;  (b)  by  the  manufacture  and  sale  or  offering  for  sale  of 
corsets  constructed  according  to  the  said  Design,  as  claimed,  by — (i.)  the 
Applicants  and  their  predecessors  in  1869,  and  subsequently  of  corsets  as  cQiown 
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in  a  certain  design  book;  (ii.)  of  corsets  made  similar  to  certain  exhibits; 
(iii.)  by  L.  Reynolds  &  Go.  Ld.  for  the  past  10  years  of  corsets  made  similar  to 
other  exhibits;  (iv.)  by  Chappell^  Allen  A  Co.  in  1900  of  corsets  having  horizontal 
seams  similar  to  certain  exhibits  ;  and  (v.)  by  Young  and  Neihon  of  Bristol 
5  for  20  years.  4.  That  the  alleged  Design  as  claimed  was  not  subject-matter  for 
a  valid  Design  considering  the  prior  publications  (mentioned  above)  and  the 
common  knowledge  of  the  trade  regarding  the  construction  of  corsets.  5.  That 
the  Respondents  had  been  guilty  of  misrepresentation  in  their  use  of  the  said 
alleged  Design  in  the  wording  and  illustrations  of  certain  advertisements,  and 

10  in  the  marking  of  the  corresponding  corsets. 

In  the  Specification  of  Wright  and  Brimhle  (No.  904  of  1855)  their  invention 
was  thus  described : — "  Our  invention  relates  to  an  improved  mode  or  method 
''  of  making  stays  or  corsets  and  fasteniug  the  same  ;  and  instead  of  the  usual 
"  manner  of  making  them  with  gores,  or  several  pieces  let  in  or  inserted,  to 

15  "  produce  the  required  shape  for  adaptation  to  the  person  of  the  wearer,  we 
"  make  them  entirely  without  gores,  using  only  two  or  three  pieces  of  the 
"  material  to  complete  the  corset.  We  fasten  or  stitch  the  said  pieces  together, 
"  so  that  the  seam  or  seams  run  transversely  across  the  stays  instead  of  vertically 
•*  or  obliquely  as  hitherto  adopted.    The  said  transverse  or  horizontal  seams 

20  **  may  be  either  straight  across  or  of  an  undulated  and  corrugated  form ;  the 
"  latter  will  be  generally  found  preferable,  to  secure  more  perfect  adaptation 
"  and  comfort  to  the  wearer." 

In  Drucker's  Specification  (No.  3049  of  1865)  the  invented  improvements  were 
described  as  consisting  "  in  forming  stays,  corsets,  or  other  similar  articles  by 

25  "  means  of  three  or  more  pieces,  which  when  united  follow  a  longitudinal 
"  or  nearly  longitudinal  direction  ;  and  in  order  to  produce  the  requisite  amount 
"  of  slack  to  adapt  the  corset  to  the  different  protuberances  of  the  bust  without 
"  the  insertion  of  gussets  or  other  additional  pieces,  I  give  to  the  edges  of  the 
"  B&id  pieces  such  a  curved  or  irregular  form  that  after  being  stitched  or  other- 

30   "  wise  united  they  present  at  the  top  as  well  as  at  the  bottom  of  the  stays  the 
"  requisite  bulge  or  fulness  which  is  usually  obtained  by  the  insertion  of  gussets 
*'  or  other  additional  pieces  as  aforesaid." 
Fig.  2  of  the  Drawing  attached  to  Drucker*s  Specification  is  shown  below. 


Amongst  other  jetterpress  of  the  advertisements  of  the  registered  Design  the 

35    following  passages  occurred, ''  C.B.  tailor-made  corsets  embody  an  entirely  new 

'^  method  of  high-class  corset  production,  being  a  skilful  combination  of  gussets 

**  pieced  together  horizontally  by  the  most  expert  corseti^res."     "  R*om  a 
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^'hygienic  standpoint  C.B.  tailor-made  corsets  are  unrivalled,  the  special 
**  method  of  making  these  corsets  ensaring  a  complete  absence  of  pressure  upon 
**  the  respiratory  organs." 

The  corset  sold  by  Messrs.  Ohappelly  Allen  &  Co.  in  1900  was  of  thA  form 
«hown  in  the  accompanying  diagram  : —  5 


On  the  29th  of  September  1905,  the  Respondent  wrote  to  a  certain  firm  in  the 
following  terms  : — "  Our  attention  has  been  called  to  the  imitation  by  you  of 
"  our  registered  design  No.  454,848  in  respect  of  '  tailor-made  '  corsets  which  you 
"  are  selling.  We,  of  course,  lay  no  claim  to  the  exclusive  use  of  these 
**  descriptive  words,  but  we  mast  ask  you  to  immediately  discontinue  the  10 
"  imitation  of  our  registered  system  of  making  corsets,  and  shall  be  glad  to 
**  receive  a  l«tter  from  you  stating  that  you  agree  to  do  so  forthwith."  In  reply 
this  firm  asked  for  the  text  of  the  registered  number  454,848,  and  the 
Respondent  thereupon  referred  them  to  the  Patient  Office  for  any  information 
which  they  might  desire  in  respect  of  the  registered  Design.  They  examined  15 
the  registered  Design  at  the  Patent  Office  and  then  wrote  to  the  Respondent  a 
letter  in  which  the  following  passage  occurred  : — "  We  shall  be  glad  if  you  will 
'*  inform  us  if  you  suggest  that  your  registration  entitles  you  to  the  exclusive 
*^  right  to  make  corsets  with  horizontal  gores  and  seams,  no  matter  the  number 
"  of  such  gores  and  seams,  or  whether  you  limit  your  claim  to  a  corset  having  20 
'*  the  numljer  of  seams  and  gores  of  the  shape  shown  in  the  filed  exhibit."  To 
this  communication  the  Respondent  made  no  reply. 

On  the  .26th  of  January  1906,  the  Motion  for  rectification  was  ordered  to  be  set 
down  in  the  witness  list,  a  Summons  for  Directions  being  treated  as  being 
before  the  Court,  by  Mr.  Justice  Warringt02i.  25 

Sinclair^  for  the  Applicants,  applied  by  consent  for  cross  orders  for  discovery 
and  for  an  Order  which  the  Applicants  could  present  to  the  Comptroller  that 
they  should  be  at  liberty  to  inspiect  the  Design  as  registered.  [^Keriy. — I  do  not 
resist  it  because  it  is  obviously  right.] 

Warrington  /.—Then  I  will  make  the  Order  that  the  Applicants  be  at  30 
liberty  to  inspect  the  registered  Design. 

Sinclair. — The  Respondent  has  not  filed  any  affidavits.     Had  he  done  so, 
we  should  have  been  informed  of  the  grounds  on  which  he  proposes  to  support 
the  registration.    We  shall,  of  course,  have  to  give  notice  of  the  objections  to 
the  registration.    I  ask  for  an  Order  that  the  Respondent  shall  give  notice  of  35 
the  grounds  upon  which  he  proposes  to  support  the  registration. 

Warrington  /. — I  do  not  understand  that.  He  will  say  he  relies  on  the 
Design  beiug  in  accordance  with  the  requirements  of  the  Act, 
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Sinclair. — But  I  Bubmit  that  for  the  purpose  of  defining  the  isBues  clearly,  he 
should  give  us  some  information.    We  are  relying  on  certain  prior  users,  and 
prior  publications.     Does  he  propose  to  say  that  those  publications  did  not 
take  place,  or  that  they  do  not  afifect  the  registration  ? 
5      Warrington  /.—The  onus  is  on  you. 

Sinclair. — I  submit  that  information  would  be  very  convenient  for  the 
purpose  of  getting  an  absolutely  clear  definition  of  what  the  issues  are. 

Warrington  J. — No.     I  do  not  think  that  is  necessary.     I  simply  give  you 
leave  to  interrogate.     You  will  have  to  get  the  particular  interrogatories  allowed 
10  by  the  Master. 

The   motion  came  on  for  hearing  on  June    the    18th  before    Mr.  Justice 
Warrington. 

Cave  K.O.  and  A.  J.  Waiter  (instructed  by  McKenna  &  Oo.)  appeared  for. 
the  Applicants ;    T.  Terrell  K.C.  and  Kerly  (instructed  by  Reed  and  Beed)^ 
15  appeared  for  the  Respondent ;  and  Parker  (instructed  by  the  Solicitor  to  the 
Board  of  Trade)  appeared  for  the  Comptroller-General. 

Cave  K.C.  foT-  the  Applicants. — The  application  is  based  on  two  grounds  : 
first,  the  alleged  design  is  in  reality  a  mode  of  manufacture  and  subject-matter 
only  for  a  Patent,  and  secondly  it  is  not  novel.  It  is  described  in  the  application 
20  for  registration  as  a  corset  "  having  the  gores  or  gussets  cut  horizontally,*'  and 
the  Respondent  in  a  letter  to  Messrs.  Bendy  Bros,  of  the  29th  of  September  1905 
alludes  to  it  as  ^*  our  registered  system  of  n^iaking  corsets.''  The  thing  sought 
to  be  protected  is  a  mode  of  manufacture,  it  cannot  therefore  be  registered  as  a 
Design,  Moody  v.  Tree,  9  R.P.O.  333  (at  p.  335);  Cooper  v.  Symington,  10  R.P.C. 
25  264  (at  p.  267).  [Terrell  K.C.— The  law  has  been  discussed  and  settled  in  the 
cases  of  Walker  v.  Falkirk  Iron  Company  (4  R.P.C.  390)  and  Hecla  Foundt^ 
Company  v.  Walker  (6  R.P.C.  554 ;  and  L.R.  14  A.C.  550).]  A  Design  must 
appeal  to  the  eye  ;  this  device  does  not,  as  it  is  made  in  all  kinds  of  shapes  and 
sizes.  The  anticipations  show  every  feature  of  the  alleged  Design.  The  seams 
30  running  transversely  are  described  in  the  Provisional  and  Complete  Specifica- 
tions of  Wright  and  Brimhle(^o.  904  of  1855).  [Warrington  /.—This  describes 
an  article  with  transverse  seams.  Tou  are  in  error  in  saying  that  the  mode  is 
anticipated.]  [The  Specifications  of  Dnicker,  Lepj  ince,  Whiieliorn  and  Lang 
and  the  corsets  alleged  as  anticipations  were  explained  in  detail.]  Substantial 
35  novelty  is  required,  and  in  this  case  all  the  elements  of  the  Design  are  to  be 
found  in  these  anticipations;  Le  May  v.  Welch  (L.R.  28  Ch.  D.  24)  (per 
Baggallay  L.J.,  at  p.  33,  and  Fry  L.J.,  at  p.  35).  [Warrington  J.— There 
may  be  slight  differences  and  novelty  of  design,  but  in  such  a  case  an  article  with 
similar  slight  differences  would  not  constitute  an  infringement.  The  nearest 
40  documentary  anticipations  are  Lang  in  the  diagram,  Wright  and  Brimble  and 
Driicker  in  the  letterpress.]  Of  the  corsets  actually  made  that  sold  by  Messrs. 
Chappell,  Allen  A  Co.  is  an  anticipation.  In  it  the  pieces  are  cut  horizontally 
and  are  of  the  same  number,  as  the  registered  Design  shows,  8  or  9  pieces, 
altogether.  In  the  latter  the  seams  are  not  quite  horizontal,  but  in  some  cases 
45  dope  downwards  towards  the  busk.  The  Respondent  has  advertised  and  sold 
others  which  are  very  different  from  the  registered  Design,  but  which  are 
marked  with  its  number.  The  advertisement  pictures  show  corsets  made  of 
different  numbers  of  pieces,  and  all  show  the  bones. 

Evidence  was  then  called  on  behalf  of  the  Applicants. 
50  Walter  summed  up  for  the  Applicants. — The  Respondent  must  be  confined 
to  the  claim  he  made  on  registration.  The  Design  is  not  one  for  the  special 
arrangement  of  the  pieces  in  the  corset,  for  the  back  is  not  shown.  Finding  he 
was  anticipated  in  that  claim,  the  Respondent  now  contends  that  the  Design  is 
the  special  form  and  arrangement  of  the  pieces.  The  strongest  evidence  of  the 
55  extent  of  the  monopoly  claimed  is  the  wording  of  the  claim  itself,  and.  were  it 
not  for  these  anticipations  it  would  be  relied  on.    The  ^^  topering  ^'  of  the  pieces 
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of  which  so  mach  has  been  made  has  no  effect  on  the  tightness,  nor  form  of  the 
"straight  front,"  but  depends  on  the  length  of  the  corset.  The  Design  has 
nothing  to  do  with  the  shape  at  all,  it  is  confined,  as  he  says  in  his  claim,  to  the 
use  of  horizontal  gussets. 

Terrell  K.O.  for  the  Respondent. — The  claim  to  a  Design  is  shown  by  the      5 
illustration,  it  must  always  be  a  picture  of  some  kind  and  therefore  cannot  be 
anticipated  by  a  mere  description  in  letterpress.    The  question  is  whether  the 
two  things  are  substantially  the  same,  not  exactly  the  same  in  all  details.    The 
Design  protected  is  not  exactly  nor  servilely  identical  with  the  picture  filed,  but  is 
substantially  the  same  so  far  as  shape  is  concerned.    [WARRINGTON  J. — ^Look  at    10 
the  latter  part  of  the  first  paragraph  of  Rule  9  of  the  Designs  Rules  1890  ''  and 
"  shall,  in  describing  the  nature  of  the  Design,  state  whether  it  is  applicable  for 
"  the  pattern  or  for  the  shape  or  configuration  of  the  Design,  and  the  means  by 
"  which  it  is  applicable."    "  The  means  by  which  "  may  require  a  statement  in 
words  to  be  made.]     In  any  case  the  words  do  not  include  any  horizontal  gusset,  15 
they  are  limited  by  the  picture.    There  is  no  case  that  decide^  that  a  pictorial 
Design  can  be  extended  by  mere  words.     [WARRINGTON  /.—What  do  you  say  to 
Moody  V.  Tree  (ubi  supra)  ?]    There  was  no  pictorial  Design  in  that  case  at  all. 
The  claim  {see  9  R.P.C.  3H3)  was  for  the  '^  pattern  of  the  basket  consisting  in  the 
*•  osiers  being  worked  in  singly,  and  all  the  butt  ends  being  outside  ";  it  did   20 
not  refer    to    any  picture.      No  Design    within    the    meaning   of    the    Act 
was  registered    at   all  (per    Vaughan    WiUiams  J.  at  page    336).      In  the 
present  case  the  words   refer  to  the  picture  "as  shown   in  the  representa- 
**  tions."    The  Respondent  here  could  have  applied  for  a  Patent  for  the  corset 
as  a  new  manufacture,  or  only  for  the  registration  of  a  Design,  or  for  both   25 
{Werners  Motors  Ld.  v.  Gamage  21  R.P.C.  621  per  Vaitghan  Williams  L.J.  at 
page  629).    In  the  case  of  Werner^s  Design  the  article  was  the  frame  of  a  bicycle 
and  it  was  held  that  there  was  no  anticipation  although  the  two  frames  at  first 
sight  appear  very  much  alike.    There  is  nothing  in  the  added  words  here  to  alter 
the  "  shape  or  configuration  "  illustrated  by  the  picture  filed.    The  most  that  30 
can  be  alleged  is  that  the  words  include  more  than  the  picture  according  to  the 
construction  sought  now  to  be  put  upon  them.     [WARRINGTON  J.— It  your 
view  is  correct,  what  about  the  back  of  the  corset  ?    It  is  not  shown.]    The 
Design  might  refer  only  to  the  front  of  a  corset.    There  is  no  case  which 
decides  that  it  is  necessary  that  a  registered  Design  should  show  the  reader  how  35 
to  make  it  in  practice  ;  that  objection  is  taken  from  patent  law.    Besides  the 
lines  over  the  hip  show  how  the  seams  go  at  the  back.    The  evidence  already 
given  shows  that  this  corset  is  "  straight  fronted."    Straight  fronted  corsets  had 
previously  been  made  with  pieces  running  vertically.    The  witnesses  here 
admit  that  the  straight  front  is  obtained  by  cutting  the  gussets  as  shown  in  the  40 
Design.    The  words  added  to  the  registered  Design  show  that  it  is  one  merely 
for  a  straight  fronted  corset  with  horizontal  gussets  as  contrasted  with  vertical 
ones.    Such  a  pattern  of  corset  was  quite  new.    The  advertisements  subsequent 
to  registration  have  nothing  to  do  with  the  issue.    The  Applicants  here  propose 
to  use  what  the  Respondent  did  subsequently  to  registration  in  order  to  construe  45 
words  he  used  when  registering.    Those  acts  are  immaterial.    In  the  case  of  a 
will  the  question  of  construction  is  what  did  the  testator  mean — in  the  case  of  a 
contract  it  is  what  did  both  parties  mean — but  in  the  case  of  a  Specification  it  is 
what  does  the  reader  understand  the  words  to  mean,  the  issue  is  the  information 
given  to  the  public.    The  registration  of  a  Design  protects  only  the  shape  or  50 
configuration  (per  Lord  STiand  in  Walker  v.  Falkirk  Iron  Company  4  R.P.C.  393  ; 
approved  of  by  Lord  Herschell  in  Heda  Foundry  Company  v.  Walker  *  Co: 
6  R.P.C.  558).     [Warrington  /. — The  present  application  is  forrectification  of 
the  Register.  The  words  are  all  that  they  say  is  objectionable.]  There  is  no  autho- 
rity for  the  proposition  that  the  Register  can  be  rectified  in  any  way  other  than  55 
9triking  off  the  Design.    It  is  really  a  RegiBter  of  nothing  else  except  the  Design,' 
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i.e.^  the  picture.  [Warbington  J. — What  does  the  Comptroller  put  on  the 
Register  ?  Does  he  pat  both  the  words  of  the  application  as  well  as  the  picture  ? 
1  may  have  been  under  a  misapprehension.]  IParker. — The  only  Design  on  the 
Register  is  the  picture.  The  application  is  filed  and  the  Design  also,  one  is 
5  unintelligible  without  the  other.]  The  question  of  what  are  the  essential 
particulars  of  the  thing  registered  do  not  apply  to  Designs,  only  to  Trade  Marks. 
iParker. — ^Very  often  a  "  covering  note  "  is  added.]  The  Comptroller  can  only 
register  a  Design.  In  the  case  of  a  Trade  Mark  there  may  be  a  disclaiming  note. 
The  cases  are  not  the  same.    [Parker. — ^The  respective  proceedings  are  under 

10  different  Sections  of  the  Act.  The  Comptroller  notes  a  quasi  disclaimer.  It  is  not 
a  statutory  obligation  nor  provided  for  in  the  Act.]  But  the  notice  of  Motion 
here  is  directed  to  the  removal  of  the  Design  from  the  Register. 

Evidence  was  then  given  for  the  Respondent.  The  Registrar  of  Designs  and 
Trade  Marks  attended  the  Court,  produced  the  book  in  which  the  registered 

15  Design  was  filed,  and  explained  that  there  was  a  second  book  in  which  were 
contained  the  applications  and  statements  of  applicants. 

Kerly  summed  up  the  case  for  the  Respondent. — The  Design  must  be  sub- 
stantially new.  Want  of  novelty  cannot  be  established  by  proving  a  number 
of  separate  instances  and  making  from  them  a  mosaic  similar  to  the  Design  in 

20  question.  [Warrington  /.—The  real  question  is  what  is  the  Design  ?]  If 
the  claim  be  for  all  as  alleged  by  the  other  side  it  is  bad,  but  if  for  the  pattern 
as  shown  in  the  picture  then  there  is  no  anticipation.  The  Legislature  has 
shown  how  a  Design  has  to  be  indicated.  Unlike  a  Patent,  neither  a  Specifica- 
tion nor  a  Claim  is  required.    It  does  not  matter  what  the  owner  of  the  Design 

25  thought  he  was  claiming,  the  question  is  what  did  the  ComptroUer-Qeneral 
understand  was  the  Design  when  he  allowed  it  to  be  registered.  [WARRING- 
TON J. — How  could  he  know  all  I  know  now  ?]  He  has  nothing  to  say  to 
the  question  of  anticipation.  The  Act  only  requires  a  representation  to  be 
furnished.    [Warrington  J. — But  the  picture  may  contain  something  that  is 

80  old.  You  cannot  regard  it  alone.  Here  the  lace  and  the  part  below  is  not 
part  of  the  Design,  so  he  adds  a  note.]  One  must  look  to  see  how  much  of  the 
picture  is  registered.  It  is  a  corset  "  as  shown  in  the  representation  " — there  is 
not  a  single  horizontal  line  in  the  pictnre.  The  ^'  horizontal  gussets  "  define 
the  type  of  corset,  and  distinguish  it   from  the  older  form  with  vertical 

35  gussets.  The  picture  speaks  for  itself.  The  importance  of  pictures  is 
illustrated  by  two  Patent  cases.  In  Hattersley  v.  Hodgson  {ante  p.  192) 
it  was  held  that  the  Patent  was  valid  and  was  for  a  combination  in  which  a 
certain  centreing  arrangement  was  an  essential  element,  and  this  arrangement 
was  shown  only  in  the  Drawings.    In  LyonY,  Oo(idard{\l  R.P.C.  354)  the 

40  invention  in  question  could  be  distinguished  from  an  alleged  anticipation  only 
by  the  fact  that  it  could  be  used  with  steam  at  a  high  pressure  ;  this  fact  was 
indicated  .only  by  the  Drawings  which  showed  a  larger  number  of  bolts  on  a 
door.  Our  case  here  is  much  stronger,  for  in  Patent  cases  the  law  requires  the 
invention  to  be  fully  described  and  claimed.    [WARRINGTON  /. — If  the  Design 

45  registered  was  the  picture  per  se  you  would  be  all  right.  The  added  words  are 
the  difficulty.]  The  whole  must  be  looked  at  with  the  knowledge  of  the  trade 
as  to  what  was  done  before.  It  means  therefore  a  Design  in  the  class  of  corsets 
that  are  straight  fronted  and  of  horizontal  pieces  as  distinguished  from  vertical. 
There  is  evidence  of  novelty — large  sales.    [Warrington  /. — ^That  is  undis- 

50  puted.    The  point  is  the  effect  of  the  words  added  to  the  picture.] 

Parker  submitted  the  following  observations  for  the  consideration  of  the 
Court.  If  the  claim  here  is  for  a  particular  arrangement  of  pieces  in  the  '^  shape," 
then  in  practice  any  substantial  variation  from  that  arrangement  would  not  be 
protected.    The  public  do  not  see  the  registered  Design  ;  corsets,  not  the  same 

55  in  detail,  have  been  marked  with  the  registered  number  and  sold  by  the 
Respondent.     It  is  not  desirable  to  have  an  ambiguous   claim  which  the 
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Respondent  may  treat  as  occasion  arises  as  one  to  the  particalar  seams  them- 
selves. [Warrington  /. — What  is  the  effect  of  the  note  ?]  The  claim  is 
limited  to  what  he  says  is  novel.  [WARRINGTON  J. — The  Design  is  the  pictore 
as  explained  by  the  note  ;  it  is  not  the  picture  by  itself.]  That  is  a  question  of 
construction.  But  if  the  note  is  ambiguous  and  the  Respondent  has  acted  on  5 
one  construction  of  it,  he  should  be  tied  down  to  that  construction,  otherwise 
he  would  be  in  the  position  of  falsely  representing  his  Design  to  be  something 

.  different  from  what  it  actually  was.    When  he  has  asserted  a  larger  right  he 
should  in  the  public  interest  be  tied  to  that  construction  of  the  note.    The  Court 
may  take  into  consideration  the  acts  of  the  Respondent  done  subsequently  to  10 
the  date  of  registration.     BatVs  Trade   Marks  (15  R.P.C.  534 ;    L.R.  1898 
2  Ch.  432  (per  Lindley  M.R.  at  pp.  539,  441  respectively).     The  Court  can 

•  ts^e  all  the  circumstances  of  the  case  into  consideration. 

Terrell  K.C. — As  to  the  first  point  now  raised,  the  difficulty  does  not  arise  in 
fact,  and  the  proposition  now  put  forward  is  bad  in  law.  [WARRINGTON  J. —  15 
The  note  does  not  extend,  but  limits  the  Design.]  As  to  the  second  point,  these 
subsequent  advertisements  cannot  be  looked  at  for  the  purpose  of  construing 
the  Design.  The  case  of  BatVs  Trade  Marks  (ubi  supra)  is  not  in  point  here. 
A  Trade  Mark  is  a  mark  dedicated  to  trade.  It  cannot  be  protected,  unless  it  is 
for  actual  use  in  trade,  {ApoUinaris  Company* s  Trade  Marks  8  R.P.C.  137;  L.R.  20 
(1891)  2  Ch.  186),  therefore  it  is  relevant  to  enquire  what  the  applicant  for  a 
Trade  Mark  actually  did  immediately  after  registration.    But  in  the  case  of  a 

.  Design  the  enquiry  concerns  the  construction  of  a  document  and  not  the  state 
of  mind  of  the  applicant  and  his  intention  as  to  user.    A  Design  is  in  this 
respect  similar  to  a  Patent ;  the  question  in  the  case  of  a  Specification  for  an  25 
invention  is  what  the  Patentee  in  fact  described  and  claimed  as  his  invention, 

.  not  what  he  thought  he  had  invented,  or  what  he  intended  to  claim.    . 

Cave  K.C.  in  reply. — To  be  subject-matter  for  registration  as  a  Design  the 
article  should  be  a  design  simply.  If  the  articlea  are  made  of  different  sizes, 
number,  and  shapes  of  the  pieces,  the  only  feature  common  to  all  is  the  method  30 
of  manufacture.  [Warbington  J.— The  Design  is  the  arrangement  of  pieces. 
If  the  corset  is  photographed  the  lines  representing  the  seams  will  not  be  nearly 
so  pronounced  as  they  are  in  the  picture,  the  bones  are  not  shown  at  all.]  One 
cannot  take  parts  of  a  Design,  it  is  the  whole  shape  that  is  to  be  considered. 
Fairly  construed  it  is  a  claim  for  novelty.  [Warrington  J, — Your  construction  35 
would  made  the  note  a  claim  for  something  not  shown  in  the  picture  at  all.  The 
object  of  the  added  words  is  to  make  the  Applicant  select  what  is  novel  among 
all  that  is  shown,  not  to  widen  the  statement.  It  means  '^  I  mean  the  shape  or 
^^  configuration  of  the  parts  of  which  the  picture  is  made  up."]  The  note  reads 
" cut  horizontally"  not  " cut  as  shown."  The  seams  in  the  picture  dip  down-  40 
ward ;  they  are  not  horizontal  at  all.  These  words  are  part  of  the  application 
and  would  be  read,  as  we  submit  they  should,  by  the  Comptroller-General. 
[Warrington  J. — I  would  have  so  read  them  until  I  understood  the  point] 
It  is  after  all  a  mere  method  of  manufacture,  the  picture  is  merely  an  illus- 
tration, the  Design  consists  in  the  application  ot  \i\  see  Rule  9.  If  the  picture  45 
alone  was  registered  all  might  be  claimed,  but  it  is  limited  by  words  to 
horizontal  lines  of  the  seam.  The  Respondent  has  had  the  benefit  of  this  note 
and  he  cannot  now  repudiate  the  construction  he  put  upon  it.    The  correspond- 

ience  with  a  certain  firm  that  has  been  admitted  shows  that  the  Respondent 
i*e]ied  on  the  wider  interpretation  of  his  claim.  When  asked  as  to  his  claim  to  50 
all  corsets  with  horizontal  seams  he  did  not  reply.  [Terrell  K.C. — ^You  cannot 
take  that  fact  as  an  admission,  Wiedmann  v.  Walpole  (1891)  2  Q.B.  534.]  The 
only  protection  the  public  have  is  the  vigilance  of  the  Comptroller-General  in 
dealing  with  the  application  and  the  protection  of  this  Court  by  applications 
under  Section  90  in  cases  in  which  improper  registrations  have  been  made.  55 
In  Clarke's  Design    (13  R.P.C.   351  ;    L.R.    (1896),  2  Ch.  38),  the  Design 
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registered  was  that  of  a  lamp  shade  in  which  the  only  novelty  consisted  in  a 
kind  of  boss  at  the  top.  [Warbington  J.— Does  it  not  come  to  this  ?  He 
registered  the  whole  Design  and  said  by  the  note  "  I  really  register  the  shape  of 
*'  the  strips."  The  strips  must  be  put  together  in  the  corset  as  shown.]  In  fact 
5  he  said  too  much,  and  now  tries  to  avoid  the  difficulty.  The  application  of  the 
horizontal  pieces  to  a  straight  fronted  corset  is  analogous  to  the  application 
of  the  old  lamp  shade  to  an  electric  lamp  {Clarke's  Design  ubi  supra). 
There  are  not  sufficient  differences  between  the  anticipations  and  this 
Design    to   justify    registration    {Morton's   Design   17    R.P.C.    117).     These 

10  differences  are  not  greater  than  those  between  several  types  of  corsets  sold 
with  this  registered  number  on  them.  The  method  of  cutting  the  pieces 
horizontally  with  horizontal  seams  was  old  (Toung  v.  Rosenthal  2  R.P.C.  29) 
and  in  a  case  like  this  slight  variations  in  the  cut  of  the  pieces  does  not 
constitute  sufficient  originality  to  support  a   claim   for  registration  (Smith 

15  v.  Hope  Bros.  6  R.P.C.  200). 

Warrington  /.—This  is  an  application  under  Section  90  of  the  Patents, 
Designs,  and  Trade  Marks  Act  of  1883  for  the  rectification  of  the  Register  pf 
Designs  by  expunging  therefrom  the  Design  registered  by  Bayer  in  April  1905. 
The  Design  is  one  for  women's  stays. 

20  It  is  said  by  the  Applicants  in  support  of  their  contention  that  the  Design 
ought  to  be  expunged  from  the  Register,  first,  that  it  is  not  proper  subject- 
matter  for  registration,  because  in  reality  it  is  not  a  Design  but  it  is  a  system  of 
manufacture,  and,  therefore,  if  it  is  to  be  protected  at  all  it  must  be  protected 
by  a  Patent  and  not  as  a  Desi^  ;  secondly,  it  is  said  that  even  if  it  is  in  reality 

25  a  Design  it  ought  not  to  have  been  registered,  because  it  was  not  at  the  date  of 
registration  new  or  original,  and  not  previously  published  in  the  United  King- 
dom ;  thirdly,  it  is  said  that  the  registration  ought  to  be  expunged  because  of 
the  conduct  of  the  Respondent  in  representing  by  his  advertisements  that  a 
large  number  of  what  are  alleged  to  be  different  corsets,  not  coming  within  the 

30  Design  have  been  sold  by  the  Respondent  as  being  within  the  Design.  Those 
are  the  three  grounds  upon  which  the  application  is  made. 

First,  with  regard  to  the  law.    The  Patents,  Designs,  and  Trade  Marks  Act  of 

1883,  by  Section  47,  provides  for  the  registration  of  any  new  or  original  Design 

:  not  previously  published  in  the  United  Kingdom,  and  by  Section  60  it  defines 

35  -  *•  Design  "  in  this  way.  "  *  Design '  means  any  Design  applicable  to  any  article 
**  of  manufacture  "  (I  leave  out  some  immaterial  words),  "  whether  the  Design 
^  is  applicable  for  the  pattern  or  for  the  shape  or  configuration,  or  for  the 
•*  ornament  thereof,  or  for  any  two  or  more  of  such  purposes,  and  by  whatever 
"  means  it  is  applicable,  whether  by  printing,  painting,  embroidering,  weaving, 

40  •*  sewing,  modelling,  casting,  embossing,  engraving,  staining,  or  any  other 
**•  means  whatever,  manual,  mechanical,  or  chemical,  separate  or  combined,  not 
"  being  a  Design  "  for  certain  things  which  I  need  not  specify. 

It  has  been  pointed  out  in  many  cases  that  ^^  Design  *^  in  this  Act  does  nqt 
mean  contrivance,  purpose,  object,  or  anything  of  that  sort :   it  means  what 

-45  Lord  Justice  Lindley  put,  I  think  most   tersely,  in    the    case    of    darkens 

Design  (13  R.P.C.  351 ;  L.R.  (1896)  2  Ch.  D.  43)  which  was  cited  this  morning. 

'  He  said,  "  The  word  *  Design,'  therefore,  must  be  taken  to  be  used  in  its 

'^  ordinary  signification  of  something  marked  out — a  plan  or  representation  of 

**  something."    Lord  Herschell  put  it  in  rather  a  different  form.    In  considering 

50  the  question  of  infringement  in  the  well-known  case  of  Hecla  Foundry  Com- 

?any  v.  Walker^  Sunter  &  Co.  (6  R.P.C.  554;  L.R.  14  App.  Cas.  550,  at  page 
55),  he  said,  '^In  considering  the  question  of  infringement  in  effect  it  is  the 
'  '^  eye  that  has  to  be  appealed  to.    A  Design  therefore  for  the  purposes  of  this 
"  Act,  to  use  the  expression  of   Lord  Justice  Lindley  in   Clarke's  Design^  is 
55  ^^  something  marked  out,  a  plan  or  representation."     I  must  bear  that  in  mind 
.  in  considering  the  question  which  I  have  to  consider  here. 
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Before  I  leave  the  Act  it  is  desirable  to  read  the  Rules  which  have  been  made 
under  the  Act,  because  something  turns  upon  the  mode  in  which  the  Respondent 
has  complied  or  purported  to  comply  with  one  of  those  Rules,  I  mean  the  9th 
Rule  of  the  Designs  Rules  of  1890.  That  Rule  is  this :  "An  application  for  the 
^'  registration  of  a  Design  shall  be  accompanied  by  a  sketch  or  drawing,  or  by  5 
"  three  exactly  similar  drawings,  photographs,  or  tracings  of  the  Design,  or  by 
"  three  specimens  of  the  Design,  and  shall  "  (and  this  is  the  material  part)  "  in 
"  describing  the  nature  of  the  Design  state  whether  it  is  applicable  for  the 
^*  pattern  or  for  the  shape  or  configuration  of  the  Design  and  the  means  by 
"  which  it  is  applicable."  Now  it  will  be  observed  that  in  that  Rule  there  is  10 
nothing  which  requires  the  applicant  in  his  application  to  state  what  it  is,  in  the 
Design  which  he  is  registering,  that  he  claims  as  novel ;  all  that  he  is  required 
to  do  is  to  state  the  particular  quality  of  the  subject  to  which  the  Design 
is  applicable  and  the  means  by  which  it  is  so  applicable.  In  this  case  the 
Design,  as  I  have  said,  is  a  design  for  women's  stays,  and  the  Respondent  made  15 
his  application  on  the  19th  of  April  1905,  in  these  terms  :  **  Tou  are  hereby 
"  requested  to  register  the  accompanying  design  in  Class  10  *'  (that  is  a  class 
comprising  clothing)  "  in  the  name  "  of  so  and  so  "  who  claims  to  be  the  pro- 
**  prietor  thereof."  Now  the  thing  referred  to  as  the  accompanying  Design  is 
the  representation  of  the  middle  part  of  a  woman's  form ;  the  actual  picture  20 
that  was  furnished  to  the  Comptroller  contained  the  upper  part  too,  the  head, 
the  neck  and  chest,  but  that  was  scratched  out  in  ink,  and  one  may  take  it 
that  the  accompanying  Design  is  that  part  of  the  picture  accompanying  the 
application  which  represents  the  stays  on  the  woman's  figure.  That  is  the 
accompanying  Design.  He  then  goes  on  :  "  Statement  of  the  nature  of  the  25 
"  Design  ;  "  those  are  the  words  of  the  form  which  he  has  to  fill  up,  and  he  says 
this  :  ^^  Shape  or  configuration  of  corset.  The  novelty  consists  in  a  corset  having 
"  the  gores  or  gussets  cut  horizontally  and  from  the  front  of  the  busk  towards 
*'  the  back  of  the  corset  as  shown  in  the  representations." 

I  must  turn  for  the  moment  to  the  evidence,  because  it  seems  to  me  that  the   90 
questions  which  I  have  to  determine  turn  almost,  if  not  absolutely  entirely,  on 
the  construction  to  be  given  to  that  note.    The  evidence  so  far  as  this  point  is 
concerned  is  this  :  Some  few  years  before  the  registration  of  this  Design,  there 
came  into  fashion  a  particular  form  of  stays  called  '^  Straight  fronted  corsets/' 
It  is  proved,  and  I  find  as  a  fact  on  the  evidence,  both  of  the  witnesses  called   35 
by  the  Applicants  and  the  witnesses  called  by  the  Respondent,  that  the  picture 
represents  a  straight  fronted  corset  and  not  the  form  of  corset  which  was  in 
vogue  before  the  straight  fronted  corset  came  into  fashion.    The  Design  therefore 
accompanying  the  application  is  for  that  particular  form  of  corset.    Further,  it 
is  proved  in  evidence  that  that  particular  form  of  corset  had  been  made  prior  to   40 
this  Design  with  the  seams  running  vertical  or  oblique  and  not  running  more  or 
less  horizontally  across  the  body ;  I  say  more  or  less  horizontally  because 
liorizontally  is  a  comparative  term,  and  must  of  necessity  be  a  comparative 
term  in  dealing  with  this  matter.    It  is  also  proved  that  the  old-fashioned  form 
of  corset  had  been  made  long  before  the  date  of  the  registration  of  this  Design   45 
of  horizontal  pieces  joined  by  seams  which,  of  course,  themselves  run  horizon- 
tally, again  more  or  less  horizontally,  that  is  across  the  figure  and  not  up  and 
down  following  the  more  or  less  vertical  lines  of  the  figure. 

The  next  thing  is — what  is  the  object  of  that  note  which  begins  "The 
"  novelty  consists  in  a  corset  having  "  and  so  on  ?  Obviously  the  object  of  that  50 
note  is  to  point  out  in  a  picture,  the  whole  of  which  cannot  be  novel,  that  part 
which  the  applicant  says  is  novel ;  in  other  words  to  restrict  that  which  without 
the  note  might  be  a  wider  claim  than  it  is  with  the  note.  I  look  at  the  pictore 
and  I  find  that  across  the  picture  are  a  certain  number  of  lines,  prominent  and 
distinct  lines.  Comparing  the  picture  witii  the  article  which  it  represents — ^I  55 
mean  widi  an  exhibit  which  is  exhibited  and  accepted  as  representing  the  thing 
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-which  is  depicted  on  this  picture — those  lines  are  far  more  prominent  in  the 
picture  than  in  the  article  itself.  I  find  also  that  in  the  article  itself,  there  are 
other  lines  running  more  or  less  vertical  which  are  not  depicted  at  all  on  the 
picture.  Now  that  leads  me  to  suppose,  looking  at  the  Design,  that  there  is 
5  some  special  point  in  those  lines  which  are  thus  prominently  represented  on 
the  Design.  That  ifl  borne  out  by  the  note.  The  note  bays — "The  novelty 
*^  consists  in  a  corset  having  the  gores  or  gussets  cut  horizontally  and  from  the 
^  front  of  the  busk  towards  the  back  of  the  corset  as  shown  in  the  representa- 
"tion."      In  other  words  that  note  to  my  mind    draws  attention  to  those 

10  prominent  lines  on  the  representation  and  tells  you  that  it  is  in  those  lines  that 
the  novelty  of  the  Design  consists. 

On  the  other  side  it  is  said  that  what  this  note  means  is  to  claim  the 
construction  of  a  corset  in  general  terms  having  the  gores  or  gussets  cut 
horizontally  and  from  the  front  of  the  budk  towards  the  back  of  the  corset.    If 

15  that  is  the  true  construction,  the  result  would  be  that  the  maker  of  this  Design 
has  deliberately  set  himself  to  claim  as  novel  something  which  is  not  represented 
on  the  Design  at  all,  because  as  1  have  already  pointed  out  the  Design  represents 
a  particular  form  and  a  particular  form  only  ;  and  if  the  construction  that  the 
Applicants  wish  to  put  upon  that  note  is  the  true  one,  he  has  claimed  these 

20  horizontal  gores  and  gussets  in  general  terms  for  all  corsets  whether  as  repre- 
sented in  the  Design  or  not. 

Now  that  really,  when  you  know  the  facts  and  when  you  see  the  thing  to 
which  the  note  is  applied,  appears  to  me  a  perfectly  hopeless  construction.  I 
confess  when  I  first  saw  that  note  and  had  not  heard  any^  evidence  and  did  not 

25  appreciate  the  subject  matter  to  which  it  referred,  the  note,  taken  merely  as  a 
sentence  of  the  English  language  and  read  grammatically,  looked  as  if  it  did 
extend  it  in  the  way  in  which  the  Applicants  say  it  does ;  but  I  am  satisfied 
now  that  I  do  know  the  facts,  that  by  that  note  the  Respondent  intended  as  I  have 
already  said,  to  draw  the  reader^s  attention  to  those  lines  which  appear  on  the 

30  picture  and  to  point  out  that  it  is  in  those  lines,  which  represent  the  shape  and 
arrangement  of  the  gores  and  gussets  or  pieces  of  which  the  corset  is  made,  that 
the  novelty  of  his  Design  consists. 

Having,  arrived  at  that  conclusion,  it  seems  to  me  really  that  it  disposes  of  the 
case,  but  I  will  deal  with  the  several  objections  in  order,  dealing  with  them  of 

35  course  in  reference  to  the  construction  which  I  put  upon  the  claim.    The  firsts 
of  those  objections  is  that  the  claim  is  really  for  a  mode  of  manufacture.    It  is 
said  that  the  Respondent  has  claimed  as  being  novel  a  corset  made  with  horizontal 
gores  and  gussets.    I  have  already  held  as  a  matter  of  construction  that  he  is 
only  claiming  the  particular  corset  made  with  the  particular  gores  and  gussets, 

40  or  gores  and  gussets  not  substantially  different  from  those  shown  on  the 
representation.  Even  so,  there  is  of  course  some  colour  for  the  suggestion  that 
in  reality  the  Design  describes  a  mode  of  manufacture.  That  is  quite  true,  but 
it  seems  to  me  that  in  a  case  like  this.  Design  and  mode  of  manufacture  are 
really  inseparable.    You  cannot  picture  a  corset  having  upon  it  particular  lines 

45  which  represent  the  joining  of  the  several  pieces  by  which  it  is  made  up  without 
describing  in  a  sense  the  mode  in  which  the  corset  is  made.  It  seems  to  me, 
however,  that  the  fact  that,  in  making  a  Design,  you  incidentally  describe  a 
mode  of  manufacture,  does  not  make  a  Design  less  a  Design  if  it  is  in  itself  a 
Design.     It  is  in  that  that  I  think  the  case  differs  from  the  two  cases  of 

50  Moody  v.  Tree^  the  basket  case  (9  R.P.C.  333)  and  Cooper  v.  Symington 
(10  R.P.C.  264),  the  other  stay  case.  In  the  basket  case  a  man  registered  a 
picture  of  a  basket,  but  what  he  really  claimed  was  not  the  basket  in  accordance 
with  that  picture  but  all  baskets  made  in  a  particular  way,  namely,  the  osiers 
employed,  it  does  not  matter  how,  in  a  particular  fashion.    I  think  probably  in 

55  mak^g  a  Design  you.  coidd  not  have  described  the  mode  of  manufacture,  but 
in  that  case  it  was  perfeotly  possible  to  describes  mode  of  manufacture  otherwise 
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than  by  means  of  the  Design.  I  think  the  distinction  between  that  case 
and  this  is  that  in  the  present  case  yon  cannot,  in  making  the  Design  and  in 
marking  oat  the  image  of  the  corset,  avoid  showing  the  person  to  whom  that 
Design  is  presented  how  to  make  the  article — ^in  other  words  to  describe  the  mode 
of  manufacture.  In  the  case  of  the  basket  yon  could  do  so.  That  seems  to  me  5 
to  be  the  difference,  and  I  think  the  same  difference  applies  exactly  in  Cooper  y. 
Symington,  It  seems  to  me,  therefore,  that  although  this  Design  may  inci- 
dentally describe  a  mode  of  manufacture  it  is,  properly  regarded,  a  Design. 

Then  with  regard  to  want  of  novelty  I  have  it  proved  as  I  have  already 
mentioned  that  the  Design  represents  a  straight  fronted  corset ;  I  have  it  proved  10 
that  the  shape,  that  is  the  straight  fronted  shape,  is  produced  by  the  arrangement 
and  the  shaping  of  the  horizontal  pieces.    I  find  it  proved  that  that  picture  was 
at  the  date  of  registration  a  distinctive  Design.     I  do  not  think  there  is  any 
difference  for  this  purpose  between  ^  distinctive  "  and  **  new  or  original,"  and  I 
am  justified  in  finding  as  I  do,  that  in  the  opinion  of  the  witnesses  that  picture  15 
represented  a  new  and  original  design  of  corset.     But  this  is  not  quite  all 
because,  in  addition  to  the  evidence  of  witnesses,  I  have  for  the  purposes  of 
anticipation  to  use  my  own  eyes  and  see  whether  there  is  anything  put  in  in 
evidence  which  is  substantially  like  the  Design  of  the  Respondent.     I  can 
.  find  nothing.    It  is  argued  by  Mr.  Oave^  and  in  support  of  that  argument  he  20 
cited  the  two  cases  of  Lie  May  v.  Welch^  and  Smith  v.  Hope^  that  in  any  common 
article  of  dress,  such  as  that  with  which  I  have  to  deal,  in  order  that  a  Design 
may  be  new  and  original  within  the  meaning  of  the  Act,  there  must  be  a  clearly 
marked  and  defined  difference  between  that  and  similar  articles  of  dress  which 
have  been  produced  before  it ;  and  he  says  there  is  no  such  clearly  marked  and  25 
defined  difference  because  one  finds  in  certain  examples  of  stays  which  have 
been  produced  iu  Court,  horizontal  pieces,  some  of  which  are  as  in  the  picture, 
of  varying  widths,  tapering,  that  is  from  the  hips  down  towards  the  front,  as 
they  do  in  the  picture  which  is  before  me.    That  is  quite  true,  but  every  one  of 
those  stays  produced  to  me  was  of  the  old-fashioned  sort  and  not  of  the  straight  30 
fronted  sort ;  and  more  than  that  in  not  one  of  those  things  which  was  produced 
to  me  was  there  anything  approaching  the  arrangement  of  these  pieces  as  they 
are  arranged  in  this  picture.    It  is  quite  true  tl^t  in  some  of  them,  generally 
the  bottom  piece  was  tapering,  they  were  wider  in  the  middle  than  at  the  sides 
but  if  one .  could  have  had  a  photograph  of  all  those  stays  which  have  been  35 
produced  to  me,  there  is  not  one  which  would  have  borne  a  substantiid 
resemblance  to  that  which  is  depicted  on  the  registered  Design. 

That  seems  to  me  to  answer  that  point,  but  before  I  leave  it,  perhaps  I  ought 
to  mention  that  in  one  case  there  was  a  photograph  produced,  I  refer  ioGhaj^M 
and  Allen%  exhibit  M,  and  therefore  I  had  the  opportunity  in  that  case  of  40 
comparing  the  appearance  of  the  photograph  with  the  appearance  of  the 
Drawing,  and  I  put  the  two  together  taking  the  enlarged  form  of  the  Drawing 
and  comparing  that  with  photograph  M.  Anybody  looking  at  those  two  will 
see  at  once  that  the  two  designs  are  utterly  different  bearing  in  mind  the  fact 
that  is  proved  in  evidence  that  the  pair  of  stays  represented  in  M  are  of  the  4S 
.  old  fashioned  shape  and  not  of  the  straight  fronted  shape.  In  my  opinion, 
therefore,  no  anticipation  of  this  Design  has  been  proved. 

Thirdly,  it  is  said  that  the  Respondent  has  misrepresented  the  nature  of  his 
Design,  tiiat  is  to  say,  that  he  has  in  his  advertisements  represented  as -covered 
by  his  Design  a  number  of  articles  which  vary,  and  they  vary  in  this  way ;  50 
they  vary  both  in  number  and  in  the  shape  of  the  pieces  of  which  the  stays  are 
composed.  Now  in  the  first  place  no  authority  has  been  produced  to  me  for 
the  rectification  of  the  Register  on  that  ground,  and  I  am  not  prepared  to  say 
that  in  the  case  of  a  Design  it  ought  to  be  struck  off  the  Register  because  the 
Applicant  for  the  Design  has  been  guilty  of  misconduct  in  selling  as  registered  55 
something  which  is  not  covered  by  the  registere4  Desigp^-.  Thiat  of  coune 
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would  bo  an  answer  to  the  objection.  But  I  am  not  Batisfied,  and  I  deisire  that 
that  shonld  be  clearly  understood,  that  he  has  taken  these  advertisements  and 
that  he  has  represented  in  these  pictures,  things  which  do  depart  from  the 
Design  ;  or  in  other  words  I  am  not  satisfied  that  he  has  sold  as  registered, 
5  things  which  are  not  covered  by  the  registered  Design.  I  do  not  desire  to 
express  a  definite  opinion  upon  that  point  because  a  similar  question  will 
undoubtedly,  and  almost  inevitably,  arise  hereafter  in  some  action  for  infringe- 
ment of  the  Design,  but  I  think  it  is  enough  for  me  to  say,  that  I  am  not 
satisfied  that.all  the  pictures  which  are  represented  in  these  advertisements  are 

10  i^ot  substantially  covered  by  the  registered  Design.    I  say  no  more  than  that. 
Then  there  is  one  subsidiary  point  which  perhaps  I  ought  to  have  noticed 
earlier  in  the  Judgment  when  I  was  dealing  with  the  contention  that  the  claim 
is  really  for  a  mode  of  manufacture,  and  that  is  that  in  the  earlier  advertise- 
ments, in  particular  one  which  I  haive  before  me,  published  in  the  **  Ladies 

15  Field  *'  on  the  30th  of  September  1905,  the  Respondent  makes  this  statement.  He 
says :  '^The  system  of  horizontal  corset  gussets  is  the  registered  design  of  the 
^^  makers  of  O.B.  tailor  made  corsets,  and  therefore  cannot  be  obtained  in  any 
*'  other  corsets.'*  Undoubtedly  that  statement  is  an  unfortunate  statement  and 
it  does  lend  some  colour  to  the  contention  that  the  Respondent  did  at  that  time 

20  skt  all  events  claim  to  have  invented  a  system  of  manufacture.  But  as  I  have 
already  said,  I  think  one  must  look  at  that  in  connectioi^with  the  particular 
Design  with  which  I  am  dealing  and  the  difficulty  of  separating  the  Design  in 
such  a  case  as  the  present  from  the  system  or  mode  of  manufacture.  I  think 
the  Respondent  did  in  that  advertisement  undoubtedly  make  too  wide  a  state- 

25  ment.  This  is  addressed  no  doubt  to  ladies  who  take  in  the  ^^  Ladies  Field,*' 
and  anybody  reading  that  who  did  not  know  the  facts  might  conclude  that  the 
whole  system  of  horizontal  corset  gnssets  was  thd  exclusive  property  of  Oharlea 
Bayer  A  Co,  I  think  that  was  an  unfortunate  statement,  but  if  I  am  right  in 
that,  having  heard  the  evidence,  and  having  carefully  considered  the  form  of 

30  thei  claim,  it  seems  to  me  that  I  ought  not  to  look  at  that  statement  in  the 
advertisement  as  affecting  the  true  construction  of  the  claim  made  at  the  time 
the  Design  was  registered,  and  if  the  Design  was  properly  registerable  at  the 
date  at  which  it  was  registered,  I  do  not  think  that  the  Register  ought  to  be 
rectified  or  the  Design  struck  out  from  it  because  subsequently  the  proprietor 

35  of  the  Design  has  made  a  statement  which  would  lead  people  to  believe  that 
he  has  a  greater  protection  than  he  has. 

I  think  that  the  remark  which  I  have  made  about  that  advertisement,together 
with  the  remarks  which  I  have  already  made  as  to  the  true  construction  to  be 
put  upon  the  note  annexed  to  or  comprised  in  the  application,  really  answer 

40  the  suggestion  of  the  Comptroller  that  in  the  interests  of  the  public  one  ought 
to  be  very  careful  to  keep  off  from  the  Register  something  which  is  ambiguous 
and  something  which  is  dangerous  to  the  public  in  leading  people  to  believe 
that  something  is  protected  which  is  not  protected,  and  allowing  the  proprietor 
of  the  Design  at  one  moment  to  say,  when  it  suits  his  pui'pose,  that  the 

45  Design  is  wide  enough  to  cover  something  which  he  alleges  is  an  infringe- 
ment, and  at  another  moment^  when  anticipation  is  in  question,  to  say  t^t  it 
is  too  narrow. 

In  my  opinion,  after  the  present  discussion,  and  after  what  I  have  said  as  to 
the  true  nature  of  the  Design  there  is  no  reason  to  suppose  that  it  would  be 

50  possible  for  the  Respondent  to  say  that  the  Design  which  he  has  registered  is 
anything  else  than  the  picture  annexed  to  the  application  showing  that 
particular  arrangement  of  the  pieces  of  which  the  corset  is  made,  and  I  think, 
therefore,  that  there  is  no  reason  in  the  interests  of  the  public  why  after  what  I 
have  already  said  in  my  judgment,  I  need  interfere  with  the  Register, 

55  The  net  result  is  that  in  my  opinion  the  application  fails,  and  the  Applicants 
must  pay  the  costs. 
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The  Applicants  appealed  and  on  the  25th  of  July  1906  they  applied  to  the 
Court  of  Appeal  for  leave  to  adduce  fresh  evidence  on  the  hearing  of  the  Appeal 
as  to  the  want  of  novelty  of  the  Respondent's  Design  and  the  scope  of  his 
registration.  The  grounds  alleged  in  the  notice  of  Motion  were  as  follows  : — 
'^  Th$kt  the  claim  by  the  Respondent  that  the  registered  Design  was  in  respect  5 
*'  of  a  straight  fronted  corset  with  horizontal  tapered  seams  was  not  part  of  his 
*'  Design  as  registered  and  was  made  for  the  first  time  during  the  hearing  of  the 
^*  trial  and  that  the  Applicants  were  taken  by  surprise  and  were  therefore  not 
"  prepared  to  produce  evidence  of  straight  fronted  corsets  with  horizontal  seams, 
''  nor  to  show  all  the  methods  by  which  the  Respondent  had  advertised  and  10 
^'  sold  corsets  alleged  by  him  to  be  made  under  the  said  registered  Design/* 
Particulars  of  the  proposed  fresh  evidence  were  given  and  consisted  of 
(a)  certain  corsets  sold  by  the  Respondent  under  number  454,848,  (5) 
Horozone  Corsets  '^straight  fronted'*  sold  by  Leetham,  Reynolds  A  Co, 
in  and  since  the  years  1900,  1903  and  1904  respectively,  and  (c)  advertise-  15 
ments  of  the  Respondent  in  the  "Ladies  Field"  of  the  18th  of  November 
1905,  and  "The  Queen"  of  the  11th  of  November  1905  and  the  16th  of 
December  1905, 

Walter  and    Oray   (instructed    by    McKenna    A    Go.)   appeared    for  the 
Appellants  (ApplicantfiV;  T.  Terrell  K.C.  and  Kerly  (instructed  by  Reed  and  20 
Bi^d)  appeared  for  the  Kespondent. 

G^ray.— This  is  an  Application  for  leave  to  adduce  further  evidence  on  an 
Appeal.  The  facts  are  set  out  in  an  Affidavit  by  George  William  Wilson^  the 
manager  of  the  Applicants.  There  is  a  motion  to  rectify  the  Register  by  expung- 
ing a  Design  for  corsets  upon  the  ground  of  want  of  novelty  in  particular.  On  25 
the  Design  as  registered  there  was  a  note  attached  to  this  effect :  "  The  claim  is 
"  for  shape  or  configuration  of  c(M-set,  the  novelty  consists  in  a  corset  having  the 
"  gores  or  gussets  cut  horizontally  and  from  the  front  of  the  busk  towards  the 
"  back  of  the  corset  as  shown  in  the  representations."  There  is  nothing  whatever 
about  the  particular  class  of  corset  there.  When  the  Applicants  were  before  30 
Mr.  Justice  Warrington^  the  evidence  that  was  adduced  as  to  the  want  of 
novelty  dealt  only  with  the  feature  which  is  mentioned  in  this  note.  Mr. 
Terrell^  who  cross-examined  the  first  witness,  made  a  point  that  this  Design 
(although  this  was  not  mentioned  in  the  statement  of  novelty)  had  reference  to 
what  are  called  straight  fronted  corsets  and  Mr.  Justice  Warrington  in  his  35 
Judgment  said  :  "  I  confess  when  I  first  ^aw  that  note  and  had  not  heard  the 
''  evidence  and  did  not  appreciate  the  subject-matter  to  which  it  referred,  the 
"  note  taken  merely  as  a  sentence  of  the  English  language,  and  read  gram- 
"  matically,  looked  as  if  it  did  extend  in  the  way  in  which  the  Applicant 
"  says  it  does  ;  but  I  am  satisfied  now  that  I  do  know  the  facts,  that  by  that  40 
^^  note  the  Applicant  intended,  as  I  have  already  said,  to  draw  the  reader's 
"  attention  to  those  lines  which  appear  on  the  picture."  Mr.  Justice 
Warrington^  reading  this  note  took  the  same  view  that  the  Applicants  did, 
that  the  novelty  of  the  design  was  in  the  horizontal  gussets  and  the  novelty 
was  attacked  by  the  Applicants  by  the  production  of  corsets  which  did  not  45 
happen  to  be  straight  fronted,  but  ultimately  Mr.  Justice  Warrington  found 
that  that  was  part  of  the  Design.  By  reason  of  the  note  that  was  ou  the  Design 
the  Applicants  filed  their  evidence  upon  the  basis  of  the  corset  not  being 
essentially  straight  fronted,  but  the  subsequent  discoveries  disclosed  that  the 
novelty  could  be  equally  well  attacked  in  respect  of  a  straight  fronted  corset,  50 
that,  in  fact,  there  was  no  distinction  by  reason  of  this  feature  of  straight  front, 
because  the  Applicants  can  produce  now  straight  fronted  corsets  with  the  very 
Design  which  is  upon  the  Register.  That  is  the  first  ground,  that  the  Applicants 
were  taken  by  surprise. 

Vaughan  Williaks  Zi.J.— We  will  hear  what  the  other  side  have  to  say.  55 
Why  should  not  they  file  this  evidence  ? 
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Terrell  K.C. — The  whole  of  our  case  was  pnt  to  the  first  witness  that  was 

called  on  a  two  days'  trial  and  he  admitted  fully  that  the  Design  registered  was 

a  straight  fronted  corset.    The  Applicants  did  not  ask  for  an  adjournment ;  they 

went  right  through  the  trial  riglit  up  to  the  finish  and  now  they  say  they  were 

5  taken  by  surprise. 

ROMBR  L.J, — You  have  never  given  them  fair  notice,  as  it  appears  to  me,  that 
your  point  was  novelty  as  applied  to  a  particular  kind  of  corset. 

Te}*rell  K.C. — It  is  on  the  Register.  The  picture  is  admitted  to  be  a  straight 
fronted  corset  by  all  the  witnesses  and  that  is  the  thing  registered.  The  note 
10  draws  attention  to  what  part  of  the  picture  is  the  registered  design.  Of  course 
it  can  be  left  to  the  Court  of  Appeal  at  the  hearing  to  say  whether  they  think 
they  will  have  further  evidence,  but  I  must  be  ready  with  further  evidence 
also. 

ROMER  LJ, — You  will  have  liberty  to  answer,  of  course. 
15      Vaughan  Williams  L.J, — The  only  question  is  whether  you  had  better  do 
it  now,  or  wait  for  the  hearing. 

ROMBR  LJ. — ^You  had  much  better  do  it  now.  It  will  save  time, 
because  I  cannot  help  thinking,  in  this  case,  the  Court  of  Appeal  will  think  it 
advisable.  Let  the  Applicants  file  their  evidence,  and,  when  it  is  completed, 
you  must  see  it. 

Terrell  K.O. — It  is  not  a  question  of  filing  evidence  but  of  calling  witnesses 
before  the  Court  of  Appeal. 

ROMER  L.J. — ^Could  it  not  be  done  by  affidavit  ?    What  I  suggest  is  that  they 
should  file  their  affidavits,  then  you  file  your  affidavits  in  reply,  and  then  either 
25  party  may  apply  to  the  Court  of  Appeal,  if  necessary,  for  cross-examination. 

Vauohan  Williams  LJ. — Can  you  tell  us  generally,  Mr.  GHrai/i  what  is  the 
character  of  the  evidence  that  you  propose  to  give  ? 

Oray. — I  can  tell  your  Lordship  quite  clearly  at  once.  The  particular 
prior  Design  which  was  alleged  against  this  Design  was  one  that  was 
30  called  the  "  Horozone."  The  samples  which  were  put  forward  at  the  hearing 
were  not  straight  fronted.  As  a  matter  of  fact  the  '^  Horozone  "  is  also  made 
straight  fronted,  and  we  propose  to  put  in  corsets  exactly  the  same  as  those  we 
did  before,  but  straight  fronted.  That  is  the  first  thing.  The  further  point  is 
this,  that  the  owner  of  the  Design  himself  was  advertising  and  showing  corsets 
35  not  being  straight  fronted  and  marked  with  this  Design. 

Vaughan  Williams  L.J. — ^We  understand  now  the  sort  of  evidence,  and 
you  will  have  to  produce  the  things  upon  which  you  rely. 

ROMBR  L,J. — ^And  you  must  let  them  inspect  before  they  put  in  their 
affidavits  in  answer.  It  may  then  be  found  that  it  is  not  necessary  to  cross- 
examine. 

Vaughan  Williams  L.J.— AW  the  costs,  not  only  of  this  Motion  but  of  the 
Affidavits,  and  any  cross-examination  there  may  be  will  be  reserved  to  the 
Appeal. 
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PalesHfie  Wine  and  Trading  Company  Ld.  v.  J.  Cohen  A  Co. 


In  thb  High  Court  of  Justiob.— Chancery  Division. 

Before  Mr.  Justice  Warrington. 

April  6th,  1906. 

Palestine  Wine  and  Trading  Company  Ld.  v.  J.  Cohen  &  Co. 

Trade  Mark. — Action  for  infringement — Order  for  injunction  by  consent.—  5 
Motion  for  attachment  of  Defendant  for  breach  of  the  injunction. — Undertaking 
by  Defendant. — Defendant  ordered  to  pay  costs  of  Motion. 

In  an  action  for  infringement  of  a  Trade  Mark  an  Order  was  made  by  consent 
for  a  perpetual  iiyunctiqn  restraining  the  Defendant  from  {among  other 
things)  selling  or  offering  for  sale  wines  or  spirits^  not  imported  or  sold  by  the  10 
Plaintiffs^  as  "  Rischon-le-JZion  "  wines  or  spirits.  The  Defendant  subsequently 
bought  a  hogshead  of  brandy  in  Rotterdam  which  the  seller  had  bought  from  the 
Plaintiffs.  The  Defendant  then  diluted  this  brandy  so  as  to  reduce  its  strength 
from  above  proof  to  about  16  degrees  below  proof  and  sold  it  in  England  as 
"  RischonrU'Zion  "  Cognac,  The  Plaintiffs  moved  to  attach  the  Defendant  for  15 
breach  of  the  Order. 

Held,  that  "  wines  and  spirits  "  in  the  Order  must  be  read  in  tlieir  ordinary 
commercial  sense;  thai  the  spirits  which  the  Defendant  was  selling  were  not 
spirits  imported  or  sold  by  the  Plaintiff^^  and  that  the  Defendant  had  broken  the 
injunction.     The  Plaintiffs  not  pressing  for  attachment^  and  the  Defendant  80 
having  given  an  undertaking^  the  only  Order  made  was  for  payment  of  costs  by    - 
tJie  Defendant. 

The  Palestine  Wine  and  Trading  Company  Ld.  commenced  an  action 
against  Jacob  Cohen^  who  traded  as  J.  Cohen  A  Go.y  for  an  injunction  to  restrain 
the  Defendant  from  infringing  the  PlaintiflEs'  registered  Trade  Mark  (No.  25 
210,185,  Class  43),  or  from  passing  off  wines  and  spirits  not  imported  or  sold  by 
the  Plaintiffs  as  or  for  wines  and  spirits  imported  or  sold  by  the  Plaintiffs  in 
manner  appearing  in  Notice  of  Motion  hereinafter  stated  and  for  an  Order  for 
deliyery  up  of  infringing  articles  and  for  bl.  damages  and  costs. 

On  the  9th  of  December  1904  an  Order  was  made  by  consent  by  Mr.  Justice  30 
Warrington  in  Chambers  as  follows  :— ^'  It  is  ordered  that  the  Defendants 
**  J.  Cohen  A  Co.^  their  servants  and  agents,  be  perpetually  restrained  from 
''  infringing  the  Plaintiffs*  Registered  Trade  Mark  (No.  210,185,  Class  43),  or  from 
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passing  off  or  enabling  or  aasi&ting  others  to  pass  off  any  Palestine  or  other  wines 
or  spirits  not  imported  or  sold  by  the  Plaintiffs  aa  or  for  wines  or  spirits  im- 
ported or  sold  by  the  Plaintiffs,  whether  by  means  of  the  names  or  descriptions 
^  nnder  which  t!he  same  are  sold  or  offered  for  sale,  or  of  tlf e  manner  in  which  the 
5  '^  same  are  labelled  or  got  np  for  sale,  or  otherwise  howsoever,  and  in  particular 
^*  from  selling  or  offering  or  exposing  or  advertising  lor  sale  any  Palestine 
'*  or  other  wines  or  spirits,  not  imported  or  sold  by  the  Plaintiffs,  under  the 
**  name  or  description  of  '  Rischon*le-Zion  *  Wines  or  Spirits,  or  under  any  other 
'^  name  or  description,  or  with  labels  or  wrappers,  marks  or  list  numbers,  so 

10  '^  contrived  or  arranged  as  by  colourable  imitation  or  otherwise  to  be  calculated 
^  to  represent  or  lead  to  the  belief  that  such  wines  and  spirits  are  wines  or 
**  spirits  imported  or  sold  by  the  Plaintiffs.  And  it  is  ordered  that  the 
"  Defendants  «7.  CoTien  A  Co.  do  forthwith  deliver  up  upon  oiath  to  the  Plaintiffs 
^'  all  labels,  wrappers,  lists,  and  documents  so  contrived  or  expressed  as  afore- 

]5  **  said,  and  all  bottles  to  which  such  labels  or  wrappers  arp  affixed,  which  are  in 

^'  the  possession  or  control  of  the  Defendants.    And  it  is  ordered  that  the 

^*  Defendants,  J.  Cohen  A  Co.^  do  pay  to  the  Plaintiffs,  The  Palestine  Wine  and 

**  Trading  Company  Ld,  the  sum  of  5/.  for  damages  and  costs." 

In  March  1906,  the  Plaintiffs  gave  Notice  of  Motion  for  liberty  to  issue  a  writ 

20  or  writs  of  attachment  against  the  Defendant  Joseph  Cohen  (trading  as 
J.  Cohen  A  Co.)  tor  his  contempt  in  selling  or  offering  for  sale  Palestine  or 
other  wines  or  spirits  not  imported  or  sold  by  the  Plaintiffs  under  the  name  or 
description  of  ''  Rischon-le-Zion  ^'  wines  or  spirits  or  with  labels  or  marks  so 
contrived  or  arranged  as  by  colourable  imitation  or  otherwise  to  be  calculated 

25  to  represent  or  lead  to  the  belief  that  such  wines  or  spirits  were  wines  or  spirits 
imported  or  sold  by  the  Plaintiffs,  in  contravention  of  the  Order  of  the  9th  day 
of  December  1904.    The  Notice  of  Motion  also  asked  for  costs. 

The  Motion  came  on  for  hearing  before  Mr.  Justice  Warbikoton  on  the 
6th  of  April  1906. 

30  H.  Terrell  E.G.  and  Bentwich  (instructed  by  Adler  and  Perowne)  appeared 
for  the  Plaintiffs;  A.  Grant  (instructed  by  Bel/rage  A  Co.  as  agents  for 
Joseph  Lustgarten  of  Manchester)  appeared  for  the  Defendants. 

Warrington  J. — ^This  is  a  motion  for  liberty  to  issue  a  writ  of  attachment 
against  the  Defendant  Joeqpih  Cohen  for  his  contempt  in  selling  or  offering  for 

35  sade  Palestine  or  other  wines  or  spirits  not  imported  or  sold  by  the  Plaintiffs, 
under  the  name  or  description  of  ''  Rischon  le  Zion ''  wines  or  spirits,  or  with 
labels  or  marks  so  contrived  or  arranged,  as  by  colourable  imitation  or  other-' 
wise  to  be  calculated  to  represent  or  lead  to  the  belief  that  such  wines  or 
spirits  are  wines  or  spirits  imported  or  sold  by  the  Plaintiffs.    The  matter  arises 

40  in  this  way.  On  the  9th  of  December  1904,  in  an  action  between  the  Palestine 
Wine  and  Trading  Company  Ld.j  as  Plaintiffs,  against  the  Defendant  trading 
as  Joseph  Cohen  A  Co.  an  Order  was  made  in  Chambers  by  consent  for  a  per- 
petual Injunction.  The  only  part  of  the  Order  that  is  material  for  the  present 
purpose  is  this — "and  in  particular  from  selling,  or  offering,  or  exposing,  or 

45  "  advertising  for  sale  any  Palestine  or  other  wines  or  spirits,"  and  then  follow 
the  words  which  I  have  already  read  from  the  Notice  of  Motion,  so  that  I  need 
not  read  them  again. 

I  will  deal  with  brandy  only,  because  that  is  enough  for  the  present  purpose. 
There  is  really  no  evidence  as  to  wine.     What  the  Defendant  has  done  is 

50  this.  He  bought  a  hogshead  of  brandy  from  a  man  named  Van  Raalte  in 
Rotterdam.  Van  Raalte  had  by  the  procurement  of  the  Defendant  obtained 
that  hogshead  from  the  Plaintiffs.  So  &r,  therefore,  the  liquid  contained  in 
that  cask  was  liquid  sold  by  the  Plaintiffs.  It  was  imported,  and  afterwards 
sold,  and  that  is  enough.    That  there  is  no  doubt  about.    Having  bought  that 

j^5  hogshead  of  brandy,  the  Defendant  got  it  home,  and  then,  for  the  purposes  of 
t)ie  market,  he  diluted  it  so  ap  to  r^uce  it  from  6*8  above  proof  to  about  16 
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below  proof,  and  he  Bold  that  liquid  as  **  Bischon  le  Zion  Oognac/*  and  under 
a  label  which  is  for  all  practical  purposes  one  of  the  labels  which,  by  the  Order 
of  December  1904,  he  was  directed  to  deliver  up  to  be  destroyed. 

In  doing  that  has  he  broken  the  Injunction  ?    I  think  for  the  purpose  of 
answering  that  question  one  must  read  the  words  ^^  Wines,  or  Spirits  *'  in  th^  5 
Order  in  their  ordinary  commercial,  and  business  sense,  and  one  must  read  the 
Order  also  with  reference  to  the  position  of  the  parties  at  the  time.    There  is 
no  doubt  that  Joseph  Gohen  is  a  person  who  is  selling,  and  he  is  selling,  because 
I  have  seen  his  advertisements,  by  retail  to  the  public  in  bottles.    When  he  is 
restrained  from  selling  spirits  what  is  meant.    Surely  it  does  not  refer  to  the  10 
6'8  above  proof  liquid  which  is  the  liquid  sold  by  the  PlaintifEs.    That  would 
be  absurd,  because  that  could  not  be  a  marketable  commodity*    It  seems  to  me 
therefore  that  he  must  be  taken  to  have  been  restrained  from  selling  spirits  in  the 
ordinary  commercial  sense,  that  is  from  selling  a  liquid  which  has  undergone  a 
certain  process,  rendering  it  capable  of  being  consumed,  and  rendering  it  a  15 
marketable  commodity*    If  that  is  so,  have  the  spirits  which  he  has  undoubtedly 
been  selling,  offering  for  sale,  and  advertising  for  sale,  been  imported,  or  sold 
by  the  Plaintiffs  ?    I  need  not  repeat  what  I  have  said.    Clearly  they  have  not. 
The  Plaintiffs  have  imported,  and  sold  something  which  is  not  that  which 
the  Defendant  is  selling.    In  my  opinion,  therefore,  after,  I  confess,  some  20 
hesitation,  because  the  Injunction  is  not  as  happily  worded  as  it  might  be,  I 
think  that  the  Defendant  has  broken  the  Injunction.    I  am  not  altogether  sorry 
to  be  able  to  come  to  that  conclusion,  because  I  was  not  &vourably  impressed 
with  him  as  a  witness,  and  it  is  quite  obvious  that  the  whole  thing  was  a  trick 
to  sell  as  the  Plaintiffs*  brandy  something  which  was  not  in  substance  the  25 
Plaintiffs*  brandy  at  all.    I  think,  therefore,  the  Plaintiffs  are  entitled  to  their 
Writ  of  Attachment,  and  the  Defendant  must  pay  the  costs  of  the  Motion. 

JET.  Terrell  K.C. — What  we  really  want  is  this.  We  do  not  want  to  imprison  the 
Defendant,  but  we  want  to  stop  the  sale  of  these  wines.  If  he  will  undertake 
not  in  future  to  sell  any  wine  or  spirits  under  the  name  '*  Risehon  le  Zion,'*  in  30 
the  terms  of  the  Injunction  I  will  not  ask  for  a  Writ  of  Attachment,  but  I 
will  take  an  Order  for  him  to  pay  the  costs.  Of  course  the  Defendant  must 
deliver  up  the  labels. 

Qrant. — My  client  has  put  himself  into   my  hands,  and,   I    will    accept 
npiy  friend's  offer.     The  .Defendant  will  pay  the  costs,  and  give  a  general  35 
tindertaking  not  to  sell  any  wine  or  spirits  under  the  name  *'  Risehon  le  Zion." 
The  Defendant  will  deliver  up  all  the  labels  he  has  got. 

Warrington  J.— I  will  put  it  in  this  way.  I  will  not  make  an  Order,  but 
the  Defendant  undertaking — I  must  do  that  because  it  is  a  Motion  for  leave  to 
issue  a  Writ  of  Attachment— not  to  sell  or  offer  or  advertise  for  sale  any  wine  40 
or  spirits  under  the  name  of  ^  Risehon  le  Zion,"  and  to  deliver  up  on  oath  all 
labels  bearing  the  name  ''  Risehon  le  Zion,'*  no  Order  except  that  the  Defendant 
pay  the  costs  of  the  Motion. 
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In  the  Matter  of  Paulton'a  Intent. 


In  the  High  Court  op  Justice.— Chancery  Division. 


Be/are  Mr.  Justice  Buckley. 


AugnBt  3rd,  1906. 


In  the  Matter  op  Poulton's  Patent, 


5       Patent.— Petition  /or  revocation.-^Taxation  of  Petitioner's  costs,— Coata  of 
obtaining  the  authority  of  Attomey-Qeneral. 

A  Petition  fer  revocation  of  a  Patent  having  been  presented  with  the  authority 
of  the  Attorney-General^  the  Patent  wcm  revoked,  the  Respondent  being  ordered 
to  pay  the  costs  of  the  Petitioner*  On  the  taxation  the  Respondent  obf acted  that 
10  the  Petitioner  was  not  entitled  to  the  costs  of  obtaining  the  authority  of  the 
Attomey-iieneral.  The  Taxing  Master  allowed  such  costs.  The  Respondent 
applied  to  review  the  taxation. 

Held,  that  the  costs  of  obtaining  tlve  authority  of  the  Attorney-General  ivere 
properly  allowed.    The  Summons  was  dismissed  with  costs. 

15  This  was  the  hearing  of  a  Summons  to  review  taxation  in  the  above-mentioned 
matter.  The  Petitioner  for  revocation  of  the  Patent  presented  his  Petition  in 
December  1905,  having  previously  obtained  the  authority  of  the  Attorney- 
General  BO  to  do,  as  required  by  Section  26  of  the  Patents,  &c.  Act,  1883.  The 
Patent  was  on  the  hearing  of  the  Petition  held  to  be  invalid,  and  an  Order  for 

20  revocation  was  made,  subject  to  a  stay  on  terms,  and  the  Respondent  was 
ordered  to  pay  the  Petitioner's  costs  {ante,  page  183).  On  appeal  this  decision 
was  afibrmed  (a^ite,  page  506).  The  Respondent  on  the  taxation  of  costs  took 
objection  to  the  allowance  of  the  costs  of  obtaining  the  authority  of  the 
Attorney-General,  but  the  objection  was  overruled  by  the  Taxing  Master.    The 

25  Respondent  then  applied  by  Summons  to  review  the  taxation. 

T.  Terrell  E.C.  and  L.  B.  Sebastian  (instructed  by  J.  Bartlett)  appeared  for 
the  Respondent ;  A.  J.  Walter  (instructed  by  Soames,  Edwards,  and  Jones) 
appeared  for  the  Petitioner. 
Buckley  J. — I  confess  I  should  have  thought  this  point  was  beyond  argu- 

^  ment.    The  Petitioner  presented  a  Petition  for  revocation^     Before  presenting 
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it  of  course  be  had,  under  Section  26  of  the  Patent  Act  of  1883,  to  get  the 
Attorney-Oeneral's  fiat,  and  he  got  that  fiat.  The  Petition  for  revocation  "was 
allowed,  with  the  rcBult  that  there  was  judgment  for  the  Petitioner  with  costa. 
The  whole  question  that  was  argued  before  me  is  as  to  whether  he  is  entitled  to 
his  costs  of  obtaining  the  Attorney-Oenerars  fiat.  Since  the  Court  of  Chancery  5 
was  invented  the  question  must  have  arisen  over  and  over  again  upon  Informa- 
tion, or  Information  and  Bill,  whether  the  costs  of  obtaining  the  Attomey- 
GeneraPs  fiat  should  be  included  when  the  Petitioner  gets  his  costs.  I  have  had 
the  advantage  of  seeing  one  of  the  Taxing  Masters,  who  tells  me  that  he  has 
never  heard  it  doubted  ;  that  in  taxing  such  a  bill  the  day  before  yesterday  he  10 
allowed  them.  What  is  the  difference  between  that  case  and  this  ?  None. 
Mr.  Terrell  has  sought  to  advance  the  argument  that  you  cannot  get  any  costs 
before  the  Petition  is  presented  or  the  writ  is  issued.  Obviously  that  cannot 
stand  examination  for  a  moment,  because  before  you  issue  your  writ, 
you  have  got  to  draw  and  settle  it,  and  you  get  the  costs  ot  that.  IS 
You  are  always  allowed  the  instructions  for  a  writ,  and  matters  which  come 
before.  The  question  is  whether  the  costs  are  costs  of  and  incidental  to  the 
proceedings.  The  costs  antecedent  to  the  issue  of  the  writ  or  presentation  of 
the  Petition  may  be  such,  but  the  costs  of  obtaining  the  Attomey-Generars  fiat 
are  necessarily  so  under  circumstances  such  as  these.  What  the  Master  has  said  80 
is  this :  '*  The  Petition  could  not  be  presented  without  the  Attorney-General's 
'*  fiat  and  the  Order  gave  the  Petitioner  his  costs  of  the  Petition.  I  have 
*'  allowed  the  costs  objected  to,  as  they  appear  to  me  to  have  been  necessarily 
'*  incurred  for  the  attainment  of  justice,  and  under  the  circumstances  appearing 
^^  the  costs  as  allowed  are  fair  and  proper.''  I  think  the  Taxing  Master  was  ^^ 
right,  and  I  dismiss  the  Summons  with  costs. 
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Van  Berkel  v.  Booth  Brothers. 


In  the  High  Court  of  Justice.— Ibbland* 

Ohanoert  Division. 

Before  The  Master  of  the  Rolls. 

June  20th,  21st,  22nd,  27th,  28th,  July  4th,  5th,  and  17th,  1906. 

5  Van  Berkel  v.  Booth  Brothers. 

Patent —  Comhinatiofi. — Mechanical  equivalents.  —  Anticipation. — No  onA 
part  of  the  patented  machine  in  itself  novels  the  novelty  consisting  in  the  com- 
bination.— Patent  held  valid^  as  a  combination  of  welUknown  elements 
producing  a  new  and  useful  result. — An  alleged  infringing  machine^  which 
10  produced  the  same  result  by  different  means^  held  not  an  infringement. — 
Injunction  granted  against  using  the  patented  combination. 

The  first  Claim  in  V.  B.'s  Specification  was  for  "  a  machine  for  slicing 
"  German  sausages,  polonies,  and  the  like  meat  goods,  c?iaracterised  by  the 
"  arrangement  of  a  revoluble  circular  knife  of  spherical  or  dished  form,  and 

15  "  a  table  having  a  to^nd-fro  movement  adapted  to  carry  the  polony  or  the 
**  like  with  it  against  said  knife  in  the  direction  of  cut,  whilst,  during  the 
"  return  of  the  table  (which  is  executed  quickly  relative  to  the  forward  move- 
"  ment),  the  polofiy  is  moved  forward  on  the  table  to  the  width  of  a  slice 
**  stibstantially  as  hereinbefore  described.^^    In  Claims  2  to  7  V.  B.  claimed 

20  various  parts  of  the  machine,  but  in  every  case  prefixed  his  Claim  with  the 
words,  "  In  a  machine  for  slicing  German  sausages  or  the  like,^^  or,  "  In  a 
**  machine  of  the  kind  described,^'  and  concluding  each  Claim  with  the  U)ords, 
"  substantially  as  hereinbefore  described,''^  or,  '*  substantially  as  and  for  the 
"  purposes  hereinbefore  set  forth.^^    In  his  8th  and  last  Claim  he  claimed 

25  **  The  general  construction  and  combination  of  parts  taken  as  a  whole, 
^forming  the  improved  machine  for  slicing  German  sausages  and  the  like, 
*^  substantially  as  hereinbefore  described  and  illustrated.^^  No  one  constituent 
part  of  the  machine  uxis  novel,  the  novelty  consisting  in  the  combination,  which 
had  never  before  been  used  for  slicing  meat  goods,  and  the  result  was  eminently 

30  useful,  a  machine  of  comparatively  small  size  slicing  meat  with  extreme  pre- 

cision  and  perfect  cleanliness,  and  swiftly,  easily,  and  with  little  or  no  wcteie 

and  a  minimum  of  labour.    An  action  was  commenced  by  V.  B.  and  others 

for  infringement  of  the  Patent.    The  Defendants  had  sold  machines  for  slicing 

3  B 
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meat^  some  of  which  were  admittedly  infringements  if  the  Plaintiffs'"  Patent  was 
valid^  hut  they  contended  that  it  was  invalid  for  want  of  subject-matter ^  and  on 
ilve  ground  of  anticipation^  and  that  the  Claim  was  not  for  a  combination;  and 
as  to  certain  other  machines  which  they  had  sold^  they  denied  infringement  on 
the  ground  tTuU  these  latter  machines  cuxomplisTied  the  same  result  by  a  different  5 
means^  viz.^  by  the  use  of  an  oscillating  table  and  aflat  knifCy  instead  of  V.  B.^s 
reciprocathig  table  and  dished  knifSy  which  he  hetd  claimed  as  an  essential  part 
of  his  combination. 

Held,  t?iat  V.  B.'s  claim  was  for  a  combination^  and  it  was  immalerial 
whether  any  of  the  constitimU  parts  were  new^  the  novelty  being  the  combina-  10 
Hon  and  its  application  to  a  useful  purpose^  and  that  the  invention  hctd  not 
been  anticipated^  and  that  an  injunction  should  be  granted ;  but  as  a  dished 
knife  was  essential  to  V.  BJ^s  comMnation^  and  as  it  appeared  that  some  of  the 
machines  sold  by  Defendants  had  not  dished  knives^  the  injunction  could  not  be 
extended  to  them.  15 

Van  Berkel  v.  Simpson  (ante,  page  287)  approved. 

In  1898  Letters  Patent  (No.  SSg?"*  of  1898)  were  granted  to  Wilhelmus 
Adrianus  Van  Berkel  of  RotterdAm  for  ^'  An  improved  machine  for  slicing 
"  German  sausages  and  the  like." 

The  Complete  Specification,  as  amended  in  1905,  was  as  follows: — ^"This  20 
*'  invention  has  for  its  object  a  machine  for  slicing  German  aansageB  and  the 
"  like  meat  goods,  in  which  a  revoluble  circular  knife  of  spherical  or  dished 
^'  form  is  arranged  for  cutting  the  sausage. 

^*  The  lengths  of  cutting  by  the  circular  knife  are  determined  by  its  speed 
*^  of  rotation,  and  are  larger  according  as  the  speed  of  rotation  of  the  knife  is  25 
"  increased  corresponding  to  the  meat  goods  to  be  sliced  or  cut.  The  table  on 
*<  which  the  sausage  or  the  like  is  clamped  is  evenly  moved  along  towards  the 
'*  edge  of  said  rotating  circular  knife  slowly  whilst  a  slice  is  being  cut  off  from 
"  the  sausage,  but  returned  rapidly  after  the  cut.  In  the  time  that  the  table  is 
'*  moving  back  the  sausage  is  pushed  forward  on  the  table  to  the  widtli  of  a  30 
^  slice  and  this  adjustment  takes  place  automatically,  and  the  machine  may  be 
^  adjusted  to  all  kinds  of  meat  go<Kls  which  must  be  cut  thicker  or  thinner. 

"  The  length  of  the  to  and  fro  movement  of  the  table  may  also  be  regulated 
"  to  coiTOspond  to  the  size  of  the  polony  to  be  sliced  in  order  that  the  travel  of 
^  the  table  shall  not  be  larger  than  the  width  of  the  piece  of  meat  and  no  time  35 
**  be  lost 

*'  The  cutting  machine  according  to  this  invention  removes  all  the  defects 
"  and  drawbacks  of  the  cutting  machines  hitherto  known.     In  these  machines 
"  the  lengths  of  cutting  are  as  a  rule  measured  too  short  so  that  the  knife  presses 
**  more  than  cuts.    This  pressing  of  the  slices  is  also  caused  by  the  whole  width  40 
'*  of  the  existing  knife  being  in  contact  with  the  piece  of  meat  during  the  cutting, 
"  whereby  friction  is  considerably  increased.    The  knives  also  do  not  invariably 
"•*  move  exactly  in  a  straight  line  and  all  these  mentioned  drawbacks  tend  to 
^  produce  the  undesirable  so-called  slipping  of  the  knife  and  the  cutting  of  slices 
^*  of  unequal  thickness.    My  circular  knife  has,  however,  a  spherical  or  dished  45 
"  form  so  that  only  the  knife  edge  comes  in  contact  with  the  piece  of  meat.    The 
"  circular  knife  revolves  precisely  in  a  straight  line  so  that  discs  or  slices  mathe- 
^  matically  of  equal  thickness  are  cut  off  and  slipping  of  the  knife  can  no  longer 
*'  take  place.    A  further  advantage  is  that  the  circular  knife  can  be  ground  on 
'<  the  slicing  machine  itself  and  also  that  all  sizes  of  meat  goods  or  polonies  mavy  50 
"  be  cut  transversely  or  obliquely.    Several  pieces  may  be  sliced  simnltaneotudy 
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"  on  the  same  machine  np  to  the  last  piece  which  hitherto  had  always  to  be  done 
"  by  hand.  This  form  of  knife  therefore  constitutes  an  essential  feature  of  my 
"  invention. 
"  The  improved  slicing  machine  is  shown  in  various  views  in  the  accom- 
5  "  panying  drawings,  in  which,  Figure  1  is  a  plan  view  ;  Figure  2,  a  front  view ; 
**  and  Figure  3  a  rear  view ;  Figure  4  is  a  plan  of  a  table  arranged  obliquely  to 
"  the  circular  knife ;  Figures  2*  and  3*  are  details  of  the  slicing  machine ; 
"  Figures  5,  5*  and  6  are  respectively  a  vertical  cross  section,  longitudinal 
**  section,  and  rear  elevation  of  the  movable  table  on  an  enlarged  scale  showing 

10  "  also  the  mechanism  for  moving  the  polony  forward  and  the  device  for 
"  releasing  the  same.  A  table  B,  Figure  1,  for  the  polonies  or  the  like  which 
•*  are  to  be  sliced  is  arranged  on  a  rectangular  table  frame  A  in  dovetail  grooves 
"  or  slide  tracks  a  by  means  of  two  slide  carriages  h  movable  in  a  transverse 
'*  direction.    At  the  side  in  front  of  the  table  a  circular  knife  C  is  mounted  in  a 

15  "  bearing  frame  or  support  c  on  the  table  frame,  and  with  its  cutting  edge  C*  as 
**  close  as  possible  to  the  front  edge  of  the  movable  table  B,  Figure  1.  The 
•'  circular  knife  is  mounted  on  the  end  of  a  shaft  d  which  revolves  in  a  cone 
"  bearing  <?  and  has  at  its  other  end  a  chain  wheel  T^  (Figures  1  and  2).  The 
^^  shaft  &  is  also  adjustable  in  the  cone  bearings  c*  by  means  of  set  screws  c". 

20 ."  The  rotation  of  the  circular  knife  0  and  the  movement  of  the  table  B  up  to 
*'  and  along  the  knife  takes  place  from  a  main  shaft  D,  which  is  arranged  in 
"  suitable  bearings  or  supports  rf  e?  on  the  table  frame.  As  may  be  seen  in 
*^  Figures  1,  2  and  3,  this  main  shaft  is  operated  by  a  handle  E  and  a  chain  E 
*"  carried  over  a  chain  wheel  R  on  the  shaft  h  of  the  hand  crank  E  and  over  a 

25  "  chain  wheel  R*  on  the  said  main  shaft  D,  the  latter  being  placed  too  low  to  be 
"  directly  mounted  on  the  hand  crank  shaft.  A  flywheel  may  also  be  mounted 
^*  on  the  shaft  k  and  the  crank  handle  be  attached  to  said  flywheel.  In  order  to 
*^  keep  the  chain  E  taut  the  bearing  on  the  shaft  k  is  preferably  made  adjustable 
^*  in  a  slot  at  the  side  of  the  table  frame.    On  the  other  end,  the  main  shaft  D 

30  "  carries  a  bevel  wheel  S  which  engages  with  two  bevel  wheels  S*  S*  mounted 
"  one  on  each  side  in  a  bearing  support  dP  and  arranged  at  right  angles  to  the 
"  first  wheel.  One  of  these  latter  bevel  wheels  8^  produces  the  movement  of 
'*  the  table  B  and  the  other  S*  the  rotation  of  the  circular  knife  C  by  means  of 
"  the  shaft  8  of  the  latter  bevel  wheel  which  at  the  other  end  carries  a  large 

35  "  chain  wheel  T,  which  by  means  of  a  chain  L  drives  a  smaller  chain  wheel  T* 
"  on  the  shaft  c^  of  the  circular  knife.  The  bearing  support  I  for  this  end  of  the 
"  bevel  wheel  shaft  s  is  screwed  to  the  table  frame  (Figures  1  and  2).  The 
"  speed  of  rotation  of  the  circular  knife  is  considerably  increased  by  the  adoption 
'*  of  a  suitable  ratio  of  transfer  for  the  chain  wheel  gearing  and  it  is  possible  by 

40  **  the  insertion  of  a  larger  or  smaller  chain  wheel  T*  to  vary  the  speea  according 
**  to  requirements.  By  the  spherical  or  dished  form  of  the  circular  knife  the 
"  cutting  edge  C^  in  cutting  oflf  a  slice  from  the  polony  or  the  like  will  throw 
**  the  piece  cut  oflf  from  the  latter  into  an  open  collecting  box  or  receiver  F. 
**  This  collecting  box  is  placed  as  close  as  possible  to  the  movable  table  B  and 

45  "  the  revolving  knife  C.  Its  form  is  suited  to  that  of  the  circular  knife  and  it 
**  is  attached  both  to  the  table  frame  A  and  also  to  the  bearing  frame  or  support  c 
"  (Figures  1  and  2). 

^  As  mentioned  at  the  commencement  of  the  Specification,  the  circular  knife 
**  may  be  ground  on  the  slicing  machine  itself.    Its  spherical  form  lends  itself 

50  '^  excellently  to  this,  and  for  this  object  an  emery  stone  or  the  like  is  fixed  on 
^  the  table  B  and  is  then  passed  with  the  moving  table  B  along  the  rapidly 
"  rotating  knife,  thus  sharpening  the  latter.  In  order  to  keep  the  circular  knife 
*'  itself  sharp  whilst  slicing,  a  long  steel  is  fixed  beneath  the  moving  table  B, 
**  which  steel  is  constantly  drawn  by  the  pressure  of  a  weak  spring  along  the 

55  "  inner  side  of  the  cutting  edge  C*  of  the  rotating  circular  knife.  The  lengfth  of 
^  the  steel  is  so  calculated  that  even  in  the  outermost  or  extreme  position  of  the 
^<  table  at  the  right  hand  side  (Figure  2)  it  remains  in  contact  with  the  circular 
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^  knife.  If,  owing  to  repeated  sharpeningB,  the  cutting  edge  C^  lies  too  far  from 
"  the  front  edge  of  the  table,  the  table  with  the  slide  tracks  a  may  be  again 
"  moved  closer  up.  For  this  object  adjustable  connections  a}  for  the  slide  tracks 
"  a  to  the  table  frame  are  employed  (Figure  2*). 

"The  transverse  movement  of    the  table  B  is  eflEected   in  the  following  5 
"  manner: — A  pin  e  is  adjustably  mounted  in  a  slot  ^  in  the  side  of  one  bevel 
"  wheel  S^  (Figures  3  and  3*).    This  pin  engages  in  a  slot  ^  in  a  lever  Q  which 
"  is  revoJubly  mounted  in  the  table  frame  underneath  the  bevel  wheel  and  the 
"  upper  end  of  which  is  pivotally  connected  by  means  of  a  link  H  with  the  under 
"  side  of  the  table.    The  lever  is  thus  oscillated  by  said  pin  e  and  imparts  an  10 
^'  alternating  movement  to  the  table.     The  movement  outward  of  the  pin  e 
"  determines  the  length  of  the  reciprocating  movement  of  the  table.     The 
"  position  of  the  pivot  g^  for  the  said  lever  G  is  selected  as  r^;ards  that  of 
**  the  bevel  wheel  S^  in  such  a  way  that  the  leverage  of  the  pin  e  on  the  forward 
"  movement  is  considerably  larger  than  that  on  the  return  movement.    The  15 
"  forward  movement,  that  is  to  say  the  one  during  which  the  knife  cuts  is 
"  therefore  slower  and  the  return  movement  in  which  no  work  is  done  is  rapidly 
"  effected. 

"  Figure  3  shows  in  dotted  lines  the  other  endmost  position  of  the  table  B 
**  whilst  the  one  shown  in  Figure  3*  with  the  pin  e  in  the  slot  e^  of  the  bevel  20 
*•  wheel  S^  corresponds  to  the  greatest  movement  of  the  lever  G. 

"  In  case  small  slices  are  to  be  cut  for  which  the  length  of  movement  of  the 
"  table  only  requires  to  be  small,  the  pin  e  is  fixed  in  the  other  comer  of  the 
"  slot  e^  in  the  bevel  wheel  to  shorten  the  movement  of  the  table  and  in  this 
"  manner  no  time  is  lost.  25 

"  The  surface  of  the  table  is  ribbed  or  corrugated  on  the  upper  side  to  about 
"  half  its  length,  as  shown  in  Figures  1  and  2,  and  the  remaining  part  is  covered 
"  by  an  adjustable  plate  N  which  is  carried  between  dovetail  bars  h  arranged  on 
"  the  side  edges  of  the  table.  On  the  front  edge  of  the  plate  N  a  clamp  for  the 
"  polony  or  the  like  is  arranged.  This  consists  of  two  vertical  toothed  bars  n  n'  30 
**  which  are  connected  by  means  of  a  clamp  iron  P  having  a  handle  p  (Figures  2 
"  and  5).  The  one  toothed  bar  n  is  fixed,  the  other  bar  n\  that  is  to  say  the 
"  one  on  the  hand-crank  side  of  the  table,  is  pivotally  connected  with  the  plate  N 
"  and  is  always  pressed  outwards  by  means  of  a  spring  n*.  The  clamp  iron  P 
"  has  preferably  a  n-profile,  which  produces  a  better  clamping  of  the  polony  or  35 
**  the  like.  For  this  object  also  small  sharp  pins  or  points  9^  «'  (Figure  5)  are 
•*  provided  on  the  front  edge  of  the  plate  N  and  the  under  side  of  the  clamp 
**  iron  P  and  thus  the  very  last  part  or  end  of  the  piece  of  meat  or  polony  can 
**  be  better  held  by  means  of  these  pins.  For  cutting  slices  of  meat  the  adjust- 
"  able  plate  N  is  drawn  entirely  back  and  the  polony  or  piece  of  meat  is  40 
"  clamped  thereon  by  the  clamp  iron  P  being  engaged  in  one  of  the  teeth  of 
"  the  toothed  bar  w,  the  handle  p  being  then  pressed  down  and  allowed  to 
*'  spring  into  engagement  with  one  of  the  teeth  of  the*  other  toothed  bar  n^ 
**  The  clamp  iron  thus  holds  the  polony  at  one  end,  with  the  other  end  lying  at 
"  the  front  edge  of  the  table  B.  By  the  table  being  provided  with  sharp  ridges  45 
"  or  corrugations  m  and  the  knife  so  to  speak  pressing  down  the  polony  whilst 
"  cutting  it,  (it  being  moved  by  the  moveable  table  against  the  circular  knife) 
"  the  polony  cannot  slip  on  the  table  although  it  is  merely  held  at  the  one  end 
"  of  the  adjustable  plate  N.  As  mentioned  at  the  commencement  of  the 
"  specification,  after  each  cut,  that  is  to  say  on  the  return  movement  of  the  50 
"  table,  the  polony  or  the  like  is  automatically  moved  forward  to  the  thickness 
'<  of  one  slice.  This  adjustment  is  effected  in  the  following  manner : — ^A 
**  screwed  rod  V  is  arranged  in  the  centre  line  beneath  the  table,  B,  where  the 
*^  latter  is  not  ribbed.  Above  this  rod  and  elongated  opening  v  is  provided  in 
''  the  table  (Figures  1  and  5).  A  nut  is  connected  with  the  adjustable  plate  N,  55 
"  which  nut  consists  of  two  parts,  the  upper  one  t  of  which  is  firmly  connected 
^  with  the  plate  N  and  has  no  thread  and  therefore  slips  over  or  along  the 
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"  bar  V,  whilst  the  lower  part  of  the  nut  t^  which  is  hinged  to  the  other  part  t 
^  has  however  a  thread,  see  Figure  5,  which  represents  a  vertical  cross  section 
^  of  the  table  through  nuts  1 1^,  If  then  this  part  t^  be  pressed  against  the 
"  screwed  bar  V,  its  thread  will  engage  with  the  thread  thereon  and  upon  the 
5  "  rotation  of  the  bar  the  plate  N  will  be  moved  forward.  If  however  the 
**  threaded  part  t^  of  the  nut  be  released  from  the  bar  V,  the  plate  N  may  be 
^^  freely  adjusted  or  displaced.  The  throwing  into  engagement  of  the  nut 
"  with  the  screw  bar  V  is  effected  in  the  following  way : — The  under  part  t^ 
*'  of  the  nut  is  prolonged  to  the  one  side  and  this  end  t^  slides  in  a  slotted 

10  *^  bar  r  which  extends  along  the  entire  extent  of  the  elongated  opening  t;. 
**  and  is  provided  with  arms  so  as  to  turn  like  a  bail  on  pins  r^  r*  on  the 
**  table  (Figures  5  and  5*)  which  latter  figure  represents  a  vertical  longitudinal 
"  section  of  the  table,  the  bar  r  being  in  elevation  as  seen  from  the  right. 
**  One  end  arm   of  the  slotted   bar  is  prolonged  to  the  outside  of  the  table 

15  '*  and  here  formed  into  a  counterweight  W.  In  consequence  of  this  counter- 
**  weight  W  the  slotted  bar  r  is  alwaj^s  raised  and  thereby  the  under  part  t^ 
"  of  the  nut  is  pressed  against  the  screwed  rod  V,  so  that  then  the  adjustable 
"  plate  n  is  connected  therewith.  If  however  the  counterweight  W  be  raised, 
^^  this  connection  will  be  released  and  the  plate  N  may  at  once  assume  any 

20  "  desired  position  on  the  table  B  without  revolving  the  screwed  rod  V. 
^  Figure  5  shows  in  dotted  lines  the  highest  position  of  the  counterweight  and 
"  the  lowest  of  the  lower  part  t^  of  the  nut,  the  latter  being  thus  released 
"  from  the  screwed  bar  V.  It  is  evident  that  whilst  the  plate  N  is  on  the 
"  table  its  connection  with  the  screwed  bar  may  be  at  any  time  released  by 

25  *'  lifting  the  counterweight  and  thus  pressing  down  the  bar  r. 

**  The  rotation  of  the  screwed  bar  V  and  the  pushing  forward  of  the  plate  N 
**  with  the  polony  or  the  like  is  effected  in  the  following  way  by  the  backward 
*'  movement  of  the  table  itself.  On  the  end  of  this  bar  V  outside  the  table,  a 
*•  ratchet  wheel  w  is  firmly  mounted,  and  an  elbow  lever  z  z^  loosely  mounted 

30  *'  thereon.  The  one  end  z  of  the  lever  bears  by  means  of  a  roller  i  on  an  inclined 
"  plane  or  cam /which  is  adjustably  connected  with  the  table  frame.  On  the 
"  other  end  z^  of  the  lever  a  pawl  z*  is  pivotally  mounted  to  engage  the  ratchet  w^ 
"  said  pawl  having  a  handle  ^  to  allow  of  its  being  disengaged.  A  second  roller  i^ 
^  is  mounted  on  the  pivot  of  the  pawl  to  run  on  the  table  frame  as  soon  as  the 

35  **  first  roller  i  has  travelled  off  the  cam/  and  any  dropping  down  of  the  lever 
**  arm  is  thus  prevented  (Figures  1  and  6).  The  inclined  plane  or  cam/ is 
"  adjustable  vertically  and  horizontally,  the  screw  pin /^  by  which  it  is  fixed 
^*  being  adjustable  in  a  horizontal  elongated  slot  /*  in  the  table  frame,  and  itself 
"  projecting  through  a  vertical  elongated  slot/*  in  the  cam  /"and  being  screwed 

40  "  to  the  same  by  means  of  a  nut  (Figure  6).  Or  the  cam  may  be  mounted  on  a 
"  block  laterally  adjustable  in  the  slot/*  and  the  vertical  adjustment  be  produced 
'^  by  means  of  a  spindle  and  hand  wheel  whilst  a  finger  on  a  scale  on  the 
'*  table  frame  indicates  exactly  the  height  of  the  cam  and  the  thickness  of 
"  the  slice. 

45  "  On  the  forward  movement  of  the  table  the  roller  i  runs  down  the  inclined 
**  plane  or  cam  and  then  the  other  roller  f^  runs  along  the  table.  The  lever 
"  arm  z^  then  descends  and  the  pawl  s^  slides  over  a  number  of  teeth  of  the 
**  stationary  ratchet  wheel  w.  On  the  return  movement  of  the  table  this  lever 
*•  arm  however  is  again  raised  until  the  roller  i  has  reached  the  highest  point  of 

50  **  the  inclined  plane  /  and  the  pawl  z*  in  the  meantime  rotates  the  ratchet  w 
"  and  therewith  the  screwed  rod  V  so  that  the  plate  is  pushed  forward  to  the 
**  thickness  of  a  slice  of  meat  or  polony.  This  operation  is  repeated  at  each  to 
"  and  fro  movement  of  the  table  so  that  gradually  the  polony  or  the  like  is  cut 
"  into  slices.     By    placing  the  cam  /  higher,  a  greater  displacement  of  the 

55  "  plate  N  and  thicker  slices  of  meat  may  be  obtained,  whilst  if  a  shorter 
"  transverse  moment  of  the  table  at  the  bevel  wheel  S^  is  to  be  obtained  the 
«  cam  or  plane /must  be  correspondingly  adjusted  to  the  right  of  the  slot/*. 
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*^  In  order  to  prevent  the  circular  knife  when  cutting  from  coining  in  contact 
with  the  table  N  when  pushed  forward,  an  inclined  or  bevelled  projection  or 
stop  r*.  Figures  5  and  5*,  is  provided. 

"  If  at  the  end  of  its  course  the  lower  half  t^  of  the  nut  encounters  with  its 
extended  end  t^  the  stop  r^  it  is  gradually  pressed  down  and  the  nut  released 
from  the  spindle  V,  i.^.,  the  forward  movement  of  the  plate  N  is  interrupted 
when  the  part  t^  has  reached  the  lower  edge  of  the  stop  r*.  The  counter- 
weight W  is  then  held  down  by  hand,  the  plate  N  drawn  back  again  and 
the  polony  or  the  like  again  clamped  fast. 

^*  As  hereinbefore  mentioned  the  polony  or  the  like  may  also  be  clamped 
obliquely  or  diagonally  on  the  table  and  then  the  machine  will  cut  for 
instance  longer  slices  from  a  polony.  For  this  purpose  an  oblique  table  B 
(Figure  4)  may  be  utilized.  This  arrangement  requires  only  another 
connection  of  the  nut  and  the  plate  N,  namely  by  the  upper  part  t  of  the 


10 


'i  f 


nut  being  formed  as  a  round  pin  on  stud  t^  to  move  between  two  bars  or  15 
ridges  o  on  the  plate  N.  This  arrangement  is  necessary  when  the  screwed 
bar  y  is  placed  at  right  angles  and  the  opening  v  must  then  be  made  much 
broader.  Figure  4  shows  three  positions  of  the  plate  N  in  the  table  B 
allowing  the  position  of  the  nut  between  the  bars  o  to  be  clearly  seen. 
The  arrangement  of  the  other  parts  requires  no  alteration.  20 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
what  I  claim  is : — 1.  A  machine  for  slicing  German  sausages  or  poloniea 
and  the  like  meat  goods  characterized  by  <£e  arrangement  of  a  revoluble 
circular  knife  (c)  of  spherical  or  dished  form  and  a  table  (B)  having  a  to  25 
and  fro  movement  adapted  to  carry  the  polony  or  the  like  with  it  against 
said  knife  in  the  direction  of  cut  whilst  during  the  return  of  the  table  {which 
is  executed  quickly  relative  to  the  forward  movement)  the  polony  is  moved 
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^forward  on  the  table  to  the  width  of  a  slice,  substantially  as  hereinbefore 
^^  aescnbed.  2.  In  a  machine  for  slicing  Gerooan  sausages  or  polonies  and  the  like 
i*  ^  u  f  X  ^  *  ^^J^^  consisting  of  a  revoluble  circular  knife  having  a  spherical  or 
^^  aished  form  whereby  only  the  cutting  edge  (CO  of  the  circular  knife  comes 
^^  m  contact  with  the  polony  or  piece  of  meat  during  the  slicing,  substantially 
u  ?f  ^.   i^^  purposes  hereinbefore  set  forth.    3.  In  a  slicing  machine  of 

u  ^^^,/^^^  described,  the  means  for  reciprocating  the  table  (B)  in  adjustable 
i«  8?^7®s  W  comprising  a  pin  e  carried  by  a  wheel  (S^  operated  by  the  crank 
^^  shaft  and  a  lever  (G)  having  a  slot  (^g)  in  which  said  pin  engages  in  such  a 
«i  W  that  the  forward  movement  of  the  table  for  the  cut  takes  place  slowly 
„  and  the  return  movement  quickly  and  whereby  by  the  adjustment  of  the 
*«  kI?  ^^^  r^  movement  of  the  table  may  be  regulated,  substantially  as  herein- 
before described.    4.  In  a  machine  for  slicing  German  sausages  or  polonies 


"  and  the  like,  the  means  for  feeding  forward  the  polony  or  the  like  after 

15  "  each  slicing,  comprising  an  adjustable  plate  (N)  and  a  nut  made  in  two 

"  parts  mounted  on  a  screwed  spindle  (V),  the  upper  part  (Q  of  said  nut  being 

"  without  a  screw  thread  and  firmly  connected  with  the  plate  whilst  the  under 

"  part  (t^)  of  said  nut  which  is  threaded  has  a  prolongation   (fi)  running 

"  in  a  slotted  bar  (r)  and  is  pressed  onto  the  screwed  spindle  (V)  by  means 

20  "  of  a  counterweight  (W)  so  that  by  rotating  the  screwed  spindle  the  plate 

"  and  therewith  the  polony  or  the  like  carried  thereby  is  moved  forward 

"  whilst  by  raising  the  counterweight  and  thus  withdrawing  the  lower  part 

"  of  the  nut  from  the  screwed  spindle  an  immediate  release  of  the  plate  (N) 

"  from  the  spindle   (V)   is  effected  which    releasing    may    also    take    place 

25  *'  automatically  at  the  end  of  its  course  by  means  of  an  inclined  or  bevelled 

"  projection  or  stop  (r^X  substantially  as  hereinbefore  described.     5.    In  a 
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**  slicing  machine  of  the  kind  described  the  means  for  producing  the  rotation 
**  of  the  screwed  spindle  (V)  for  the  pushing  forward  of  the  plate  (N)  carrying 
**  the  polony  or  the  like  after  each  slice,  consisting  of  a  ratchet  wheel  (w) 
**  on  the  screwed  spindle  (V)  in  combination  with  a  double  lever  {z  g^)  the 
"  one  arm  {z^)  of  which  carries  a  pawl  (s^)  engaging  with  a  ratchet  (w)  and  5 
**  the  other  arm  {z)  a  roller  (i)  which  on  the  return  movement  of  the  table 
"  encounters  a  cam  or  inclined  plane  (/)  runs  up  the  same  and  moves  the 
"  ratchet  wheel  forward  by  means  of  the  pawl,  the  plate  with  the  polony  or  the 
"  like  being  moved  forward  to  the  thickness  of  a  slice,  said  cam  being  adjustable 
"  laterally  according  to  the  length  of  movement  of  the  table  and  vertically  10 
**  for  a  thicker  slice,  substantially  as  hereinbefore  described.  6.  In  a  slicing 
**  machine  of  the  kind  described,  the  arrangement  for  holding  the  polony  or 
**  the  like  firmly  on  the  table  consisting  in  providing  the  front  edge  of  the 
**  table  with  sharp  ridges  or  corrugations  (m)  and  that  of  the  feed  plate  (N) 
**  with  points  (s)  with  the  object  of  avoiding  side  slip,  whilst  for  clamping  15 
"  down  the  polony  or  the  like,  a  cross  bar  (P)  having  points  (s^)  is  provided 
"  which  engages  over  two  vertical  toothed  bars  mounted  on  the  feed  plate  (N) 
"  one  of  said  bars  having  an  outwardly  pressing  spring  action,  substantially 
"  as  hereinbefore  described,  7.  In  a  slicing  machine  of  the  kind  described, 
**  the  arrangement  of  the  table  with  a  feed  oblique  to  the  axis  of  the  cutting  20 
"  knife,  the  connection  of  the  feed  plate  with  the  nut  (t  t^)  and  the  screwed 
**  spindle  (V)  being  made  by  means  oE  a  pin  (t^)  on  the  upper  part  (t)  of  the 
"  nut  which  pin  is  located  between  bars  (o)  on  the  underside  of  the  feed 
**  plate  (N)  substantially  as  hereinbefore  described.  8.  The  general  con- 
**  struction  and  combination  of  parts  taken  as  a  whole,  forming  the  improved  25 
^'  machine  for  slicing  German  sausages  and  the  like,  substantially  as  herein- 
"  before  described  and  illustrated." 

This  was  an  action  by  W.  A.  Van  Berkel  and  others,  of  Rotterdam,  and 
Pamall  and  Sons^  of  Bristol,  their  licensees,  against  Booth  Brothers^  machine 
manufacturers,  of  Dublin,  for  infringement  of  Patent  No.  5567*  of  1898,  for  an  30 
"  improved  machine  for  slicing  German  sausages  and  the  like  meat  goods." 
The  Statement  of  Claim  alleged  that  the  Defendants  had  infringed  the 
Plaintiffs'  Patent  by  making  or  importing  or  selling  in  Ireland,  without  the 
permission  or  license  of  the  Plaintiffs,  machines  made  in  the  manner  described 
in  the  Plaintiffs'  Specification,  or  differing  only  colourably  therefrom ;  and  the  35 
Plaintiffs  claimed-— (1)  an  injunction  restraining  the  Defendants,  their  servants 
and  agents,  from  making,  using,  importing,  selling  or  offering  for  sale  any 
machines  in  infringement  of  the  said  Patent ;  (2)  delivery  up  to  the  Plaintiffs, 
or  destruction  of  all  machines  in  the  possession  or  conti'ol  of  the  Defendants, 
made,  used,  imported  or  offered  for  sale  in  infringement  of  the  said  Patent ;  40 
(3)  damages  for  infringement,  or,  at  the  Plaintiffs'  option,  an  account  of  the 
profits  made  by  the  Defendants  thereby ;  (4)  costs  ;  and  (5)  such  further 
or  other  relief  as  to  the  Court  might  seem  just. 

Particulars  of  Breaches  were  delivered  by  the  Plaintiffs,  setting  forth  particu- 
lars of  a  number  of  machines  (over  50),  which  it  was  alleged  the  Defendants  had  45 
imported  or  made  and  sold  to  various  named  persons  in  Ireland  in  infringement  of 
the  Patent.  Some  of  the  machines  complained  of  by  the  Plaintiffs  were  made 
under  the  Specification  of  Patent  No.  15,122  of  1902  for  "Improvements  on 
"  and  relating  to  cutting  machines  for  use  in  cutting  or  slicing  polonies, 
"  sausages,  boiled  or  smoked  hams,  bacon,  bread  and  the  like,"  granted  to  50 
Alfred  William  Turner  a  communication  from  lerste  Nederlandische 
Rijweelfdbrick  voorheen  H.  Burgers,  Deventa,  Holland. 

The  Specification  of  this  Patent,  so  far  as  material  for  this  Report,  is  as 
follows  : — "  This  invention  relates  to  meat  slicing  machines  having  a  revolving 
^*  circular  knife  against  which  the  meat  to  be  sliced  is  carried  on  a  meat-holding  55 
"  frame,  and  is  an  addition  or  improvement  on  my  invention  described  in 
**  British  Specification  No.  19,682  of  the  2nd  of  October  1901. 
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*^  This  invention  has  for  its  object  the  prodnction  of  a  machine  snitable  for 
^^  nse  in  slicing  all  kinds  of  cooked  or  uncooked  flesh  meats,  also  for  slicing 
*'  polonies  and  the  like,  also  for  slicing  bread.  Hitherto  meat  has  been  carried 
"  on  its  holding-frame  to  and  fro  against  and  from  the  revolving-knife  by  means 
5  "  of  a  reciprocating  motion  consisting  of  the  meat-holding-frame  attached  to  a 
^^  carriage  made  to  move  to  and  fro  in  slides  and  such  carriage  has  been  recipro- 
"  cated  by  means  of  a  slotted-link  connecting-rod  and  revolving  crank-pin,  and 
"  the  meat  has  been  fed  forward  for  the  catting  of  fresh  slices  by  means  of  a 
^^  roller  attached  to  the  reciprocating-carriage  engaging  with  a  fixed  cam  attached 

10  "  to  the  framing  of  machine. 

"  By  this  latter  invention  I  change  the  motion  of  the  carriage  from  a  recipro- 
**  eating  to  an  oscillating  motion  by  pivoting  one  end  of  the  carriage  to  the  frame 
*'  and  allowing  the  other  end  of  the  carriage  carrying  the  meat  to  oscillate  to  and 
"  fro  in  a  snitable  position  against  the  knife  edge,  and  I  also  simplify  the 

15  *^  carriage  moving  mechanism  by  dispensing  with  the  slotted  link  and  using  a 
"  vertical  crank  pin  connected  direct  to  the  carriage  by  means  of  a  connecting- 
"  rod,  I  also  improve  the  feed-gear  :  by  these  new  improvements  a  feed  iff 
"  produced  with  a  smooth  and  even  motion,  the  cost  of  manufacture  is  reduced  ; 
*'  these  improvements  also  reduce  the  wear  of  the  machine,  also  providing  for  a 

20  **  higher  speed  of  working. 

"  In  the  construction  of  my  machine  I  provide  a  bed-frame  and  secure 
**  thereto  or  connect  therewith  the  several  parts  hereinafter  described,  in  the 
"  manner  described.  I  provide  a  suitabJe  pillar  or  bracket  extending  vertically 
"  a  suitable  distance  and   then   extending  outwards  to  form  cheeks  within 

25  "  which  is  mounted  a  knife-spindle,  such  knife-spindle  taking  a  bearing  on 
"  suitable  balls  in  suitable  cups  to  thereby  constitute  what  is  technically 
"  termed  *  ball-bearings ' ;  to  the  knife-spindle  is  connected  a  suitable  rotary- 
"  knife,  the  rear  half  of  which  is  shielded  by  means  of  a  suitable  tubular 
"  shield,  such   shield   being  supported  over  the   periphery  of   the  knife  by 

30  '^  means  of  stays  secured  to  the  shield  and  to  the  framing  of  the  machine : 
"  the  pillar  or  bracket  with  the  knife  in  position  is  secured  to  the  rear  part 
"  of  the  left  side  of  the  bed-frame  ;  in  some  cases  I  may  make  the  bed-frame 
"  and  the  pillar  or  bracket  as  one  piece.  I  next  provide  the  travelling-frame, 
"  the  under-side  of  which   is  provided   at   its   front   end    with   wheels    or 

35  "  trunnions,  and  the  rear  end  of  which  is  formed  with  a  pivot-snug ;  the 
"  upper  side  or  face  of  the  travelling-frame  receives  the  meat-holding  sliding- 
"  frame  which  consists  of  a  horizontal  part  having  spurs  for  use  in  gripping 
"  the  meat  securely  during  the  time  the  same  is  fed  in  front  of  the  cutting- 
"  knife,  the  sliding-frame  is  moved  forwards  by  means  of  a  feed-screw  actuated 

40  "  from  a  ratchet  and  pawl ;  a  gripper  is  mounted  between  the  two  cheeks 
"  secured  to  the  meat-holder,  such  gripper  is  in  the  form  of  half  a  nut,  the 
"  convex  screw  extending  into  the  shape  of  a  handle  by  means  of  which 
"  the  convex  screw  can  be  moved  in  gear  with  the  screw  or  released  from 
**  such  feed-screw.    The  pawl   is  actuated  by  means  of  the  short  arm  of  a 

45  "  ratchet  lever  to  which  such  pawl  is  pivoted,  the  ratchet-lever  being  provided 
"  with  a  pierced  boss  which  passes  over  the  joumalled  outer  end  of  feed- 
"  screw,  the  long  arm  of  the  ratchet-lever  being  attached  to  a  connecting-rod, 
"  the  outer  end  of  such  connecting-rod  being  attached  to  the  long  arm  of  an 
"  actuating-lever  which  is  provided  with  a  pierced  boss  working  over  a  pivot- 

50  "  pin  secured  to  the  under  side  of  travelling  frame,  the  short-arm  of  the 
"  actuating-lever  receiving  a  roller  which  takes  intermittent  contact  with  a 
"  cam  secured  to  the  driving-disc  hereinafter  referred  to.  I  provide  an  outer 
"  driving-wheel  to  which  is  connected  the  driving-  shaft,  such  driving-shaft 
**  passing  through  the  side  of  bed-frame  and  taking  a  bearing  in  and  through 

55  "  a  block  or  projection  provided  to  receive  it  at  the  forward  part  of  the 
"  under  side  of  bed-frame  and  then  receiving  the  combined  driving-pinion 
'*  for  crown-wheel  to  drive  the  bevil-wheel  of  counter-shaft.     At  right  angles 
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^'  to  the  main  driving-shaft  in  front  of  the  end  thereof  I  provide  a  coonter- 
'*  shaft,  one  end  of  which  takes  a  bearing  through  a  snag  formed  on  the  under 
'^  part  of  bed-frame  and  receives  a  bevil-pinion  gearing  into  the  driving-wheel 
^'  secured  to  end  of  driving-shaft,  the  outer  end  of  counter-shaft  passes  through 
"  the  side  of  the  bed-frame  and  receives  a  chain-wheel,  so  that  by  connecting  5 
^'  a  suitable  chain  to  the  knife-spindle  the  circular  knife  can  be  received  by 
"  means  of  the  continuous  chain.  Near  the  block  or  projection  through  which 
"  the  main-shaft  passes,  I  provide  a  bracket  that  extends  vertically  from 
*'  bottom-frame  of  bed-plate  and  then  turns  horizontally  over  the  block, 
"  through  this  overhanging  surface  I  pierce  a  circular  passage  or  bearing  10 
*'  and  on  the  upper  face  of  block  I  pierce  or  provide  a  step-bearing  vertically 
^'  Unable  with  the  passage  in  overhanging  bracket.  I  next  provide  a  short 
*'  vertical-shaft  and  pass  one  end  through  the  passage  in  overhanging  face  of 
^'  bracket,  thence  through  the  boss  of  a  crown-wheel  and  out  thereof  a 
**  short  distance,  and  secure  the  bevil-wheel  or  crown-wheel  to  such  vertical  15 
^^  shaft  by  means  of  a  set-pin,  key,  linch-pin,  or  the  like ;  I  then  place  the 
*'  protruding  short  end  of  the  vertical  shs^  into  the  step-bearing  provided 
*'  in  the  block  so  that  the  vertical  shaft  can  revolve  in  the  step-bearing  and 
'*  overhanging  bracket.  I  next  provide  the  driving  disc  through  which  is 
'^  pierced  a  central  hole  :  near  the  edge  of  driving-disc  I  provide  a  slot,  and  20 
*'  over  another  part  of  the  driving  disc  near  its  outer  ed^e  I  secure  the  pawl- 
*'  ratchet  driving-cam  ;  I  lower  the  central  hole  in  driving-disc  over  the  upper 
**  end  of  vertical-shaft  and  secure  the  disc  to  the  vertical  shaft  by  suitable 
''  mechanical  means  so  that  the  disc  will  revolve  with  the  vertical-shaft.  I 
**  next  provide  the  travelling-frame  reciprocator,  which  consists  of  a  rod  25 
"  pivotted  at  one  end  to  a  pin  secured  in  and  projecting  from  the  slot  in 
'*  driving-disc  and  pivotted  at  the  other  end  to  the  circular  projecting  part 
^'  of  a  lug  secured  to  the  front  side  of  the  travelling-frame.  I  next  provide 
'*  the  ball-bearing-bracket  of  travelling  frame  which  consists  of  a  cylindrical 
'*  part  having  side-wings,  such  wings  are  secured  to  the  right  side  of  bed -frame  30 
'^  in  such  a  position  as  to  present  the  cylindrical  part  in  a  vertical  position. 
*^  I  next  provide  a  pivot-pin  and  pass  the  same  through  the  snug  on  end  of 
*'  travelling  frame,  thence  through  the  cylindrical  part  of  the  ball-bearing 
^*  bracket ;  suitable  cones  and  balls  being  provided  and  connected  to  the 
*'  cylindrical  part  of  bracket  to  thereby  produce  what  is  technically  known  35 
*'  as  a  ball-bearing  joint  on  which  the  travelling-frame  radiates. 

*^  My  improved  meat-cutting  machine  is  actuated  in  the  following  manner. 
^*  A  piece  of  bacon  or  a  piece  of  polony  or  a  piece  of  bread  or  other  substance 
^*  would  be  laid  on  the  meat-holding  sliding-frame  and  gripped  thereon  by 
^  means  of  the  vertical  spikes ;  the  front  end  of  the  bacon,  bread,  or  other  40 
'^  substance  secured  would  be  also  gripped  at  the  top  by  means  of  the  adjusting- 
'^  bar  connected  to  vertical  side-stays  secured  to  meat-holder,  thereby  securing 
''  the  bacon,  bread,  or  other  substance  so  firmly  to  the  meat-holder  that  slices 
*^  can  be  cut.  The  bacon  is  cut  into  rashers  or  the  bread  or  other  substance 
**  into  slices  in  the  following  manner  :  The  rotation  of  the  driving-wheel  45 
*'  revolves  the  driving-shaft,  therethrough  revolving  the  driving-pinion  that 
"  gears  into  the  crown-wheel  on  bottom-end  of  vertical  shaft,  thus  revolving 
^*  the  vertical  shaft  and  its  driving-disc,  the  driving-wheel  of  counter-shaft  is 
"  also  revolved  by  means  of  the  driving-wheel,  part  of  the  combined  driving- 
^'  pinion  and  driving-wheel,  and  the  counter-shaft,  set  in  motion  to  revolve  the  50 
"  circular  knife  by  means  of  its  chain-gear  wheels ;  each  revolution  of  the 
*'  main  driving  shsift  in  revolving  the  driving-disc,  also  moves  the  reciprocating- 
*^  rod  or  reciprocator  and  therethrough  moves  the  travelling-frame  on  its  back- 
^^  end  ball-bearing  joint  as  a  pivot,  carrying  the  front  end  of  the  travelling- 
*^  frame  *  which  is  shaped  to  the  arc  of  a  circle  struck  from  the  pivot-pin  as  a  55 
^' '  centre '  in  front  of  the  knife  so  that  the  knife  passes  entirely  through  the 
^^  bacon  or  other  substance  and  cuts  off  a  slice,  the  quadrant  movement  of  the 
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"  meat-holder  travelling-frame  carries  the  front  end  away  from  the  side  of  the 
"  revolving  knife  until  at  the  end  of  the  stroke  the  end  of  the  travelling-frame 
"  is  about  two  inches  (more  or  less)  from  the  side  of  the  revolving  knife  ;  this 
"  great  improvement  of  the  quadrant  end-pivotted  travelling-frame  prevents  the 
5  ^'  knife  from  clogging  against  the  substance  being  cut,  the  slices  falling  away 
^  readily  as  cut  off.  Each  revolution  of  the  driving-disc  at  each  cut  of  the 
*'  knife  moves  the  pawl-ratchet  driving  cam  against  the  long  arm  of  actuating- 
**  lever,  causing  the  same  to  move  on  its  fulcrum  pin  and  the  short  end  of  such 
*^  actuating-lever  to  describe  an  arc  and  move  the  connecting-rod  attached  to 

10  '^  the  long  arm  of  ratchet-lever,  thus  also  removing  the  ratchet-lever  and  causing 
"  the  ratchet-pawl  to  push  against  the  ratchet  and  move  the  screw  attached  to 
"  the  ratchet  to  thereby  move  the  meat-holder  (through  its  gripper)  and  carry 
"  the  meat  or  other  substance  the  desired  distance  ready  for  another  slice  to  bo 
'^  cut  off ;  each  revolution  of  the  driving-disc  also  moves  the  reciprocator 

15  "  connected  to  the  travelling-frame  and  thereby  moves  the  travelling-frame  to 
"  and  fro  to  cut  off  the  rasher  of  bacon  or  slice  of  bread  or  other  substance 
^^  secured  to  the  meat-holder.  The  quadrant-stroke  movement  of  the  travelling- 
"  frame  can  be  lengthened  or  shortened  so  as  to  cut  through  wide  or  narrow 
"  pieces  of  bacon,  bread,  or  other  substance,  by  adjusting  the  end  of  the 

20  "  reciprocator  at  any  desired  point  in  the  slot  formed  in  the  driving-disc.  The 
^'  stroke  of  the  travelling-screw  can  be  adjusted  by  means  of  a  slotted  plate 
^*  slipped  over  the  end  of  screw  near  the  pawl,  the  slot  in  the  plate  being 
^^  moved  so  as  to  permit  of  one,  two,  three,  or  more  teeth  of  the  ratchet  engaging 
"  with  the  pawl  at  each  revolution  of  the  driving-disc 

25  The  Specification  referred  to  the  Drawings ;  and  ended  with  five  Claims  of 
which  the  first  three  were  as  follow  : — "  1st.  In  meat-slicing  machines  of  the  kind 
'^  that  have  a  circular  revolving  knife,  improved  means  of  conveying  the  meat 
''  towards  and  against  the  circular  knife  8,  such  improved  means  consisting  of 
^*  the  following  parts :  an  oscillating-carriage  d  provided  with  a  sliding  meat- 

30  *^  holder  h\  such  oscillating-carriage  being  pivotted  at  its  back-end  c  to  the 
^'  main  frame  h  of  the  machine,  and  having  its  front-end  free  to  radiate  and 
**  oscillate  upon  wheels  e  over  a  suitable  path  or  surface/  to  carry  the  meat 
^^  against  and  past  the  peripheral  edge  of  the  cutting  knife  8  to  thereby  cut  off  a 
"  slice.    2nd.  The  combination  of  an  oscillating-carriage  d  with  a  disc-crank  g 

35  "  conveying  oscillating  motion  to  the  carriage  d  through  the  connecting-rod  h. 
^*'  3rd.  The  combination  of  an  oscillating-carriage  d  and  its  oscillating-crank  g 
^*  with  mechanism  for  moving  the  meat-holding  frame,  such  mechanism  having 
"  a  double-ended  lever  e^  pivotted  to  the  under-side  of  carriage  rf,  the  lever  ^ 
**  being  oscillated  by  the  alternate  contact  of  its  roller  g^  against  the  revolving- 

40  ^'  cam  /^  provided  on  the  disc-crank  g^  and  the  contact  of  the  other  end  of 
**  lever  e^  against  a  fixed  roller  m  provided  on  the  main  framing  b  of  the  meat- 
**  cutting  machine,  the  lever  e^  conveying  motion  through  the  connecting  rod  j^ 
"  to  a  ratchet-lever  k\  pawl  e",  ratchet  wheel  c\  and  feed-screw  c^,  the  f eed- 
*'  screw  c^  being  connected  to  the  segment-nut  fl  of  feed-disengager  8^^  the  feed- 

45  "  gear  working  in  conjunction  with  the  notched  slice-regulating  disc  /*,  as 
"  illustrated  and  described." 

The  Defendants  by  their  Defence  denied  infringement,  and  alleged  that*  the 
Patent  was  not  valid,  that  the  alleged  invention  was  not  new,  that  it  was  not 
useful,  that  it  was  not  a  proper  subject-matter  for  a  Patent,  and  that  the 

50  Specification  did  not  distinguish  what  parts  of  the  alleged  invention  were  new 
and  what  old. 

By  their  Particulars  of  Objections,  the  Defendants  alleged. — "  (1)  The  alleged 
**  invention  is  not  the  proper  subject-matter  for  a  Patent,  in  that  it  did  not 
"  involve  the  exercise  of  any  invention  or  ingenuity,  and  does  not  describe  or 

55  *^  claim  any  machine  or  combination  of  parts  constituting  any  patentable 
**  invention  over  what  was  commonly  and  generally  known  in  the  art  at  the  date 
''  of   the  Plaintiffs'  Patent,  and  over  what  is  described  in  the   succeeding 
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**  paragraphs  hereof ;  (2)  the  alleged  invention  is  not  useful ;  (3)  the  said  Com- 
"  plete  Specification  does  not  distinguish  what  parts  are  new  and  what  old  ;  (4) 
"  the  alleged  invention  was  not  new  at  the  date  of  the  said  Patent ;  (5)  the 
"  said  alleged  invention  was  published  within  the  realm  prior  to  the  date  of  the 
"  said  Patent,  by  the  filing  at  the  British  Patent  Office  of  the  following  5 
"  Specifications  :— The  Specification  of  J.  L.  Kolhe,  No.  579,486  of  1897,  of  the 
"  United  States  of  America,  for  a  '  device  for  cutting  bread,'  filed  26th  May 
"  1897  at  the  Patent  Office,  London  ;  the  Specification  of  J.  Klapper,  of  Berlin, 
*'  No.  59,869,  Klasse  34,  of  1891,  for  a  machine  *  Zum  Scheiden  von  Wurst, 
***  Fleisch  u.  dergl,'  filed  23rd  December  1891,  at  the  Patent  Office,  London ;  10 
"  the  Specification  of  Ebenezer  Richardson  and  Oeorge  EUiot^  of  Sheffield, 
"  No.  5468  of  1896  of  the  United  Kingdom,  for  *  improvements  in  circular 
"  *  cutters  for  cutting  tobacco  leaves,  paper,  leather,  and  similar  materials ; '  the 
"  Specification  of  Samuel  Wright,  of  Glasgow,  No.  6456  of  1887  of  the  United 
"  Kingdom,  for  *  improvements  in  machines  for  preparing  and  jointing  staves  15 
"  *  for  casks  and  barrels  ; '  the  Specification  of  Robert  Morton,  No.  12,601  of 
"  1885,  of  the  United  Kingdom,  for  an  '  improved  apparatus  for  slicing  or 
"  *  cutting  almond  tablet,  or  other  confectionery  cakes,  &c.'  (5a)  The  said 
"  alleged  invention  was  also  published  within  the  realm  prior  to  the  date  of  the 
"  said  Patent,  by  the  manufacture,  sale,  and  use  of  the  several  machines  20 
"  following  : — Cork  slicing  or  splitting  machines,  manufactured  and  used  by 
"  John  Bussey  &  Co.,  at  200  High  Street,  London,  S.E.,  for  upwards  of  25  years 
**  prior  to  the  date  of  the  said  Patent ;  by  J.  H.  Bass  A  Co.,  Featherstone  Street, 
"  City  Road,  London,  and  at  149  High  Street,  Shoreditch,  London,  for  upwards 
"  of  30  years  prior  to  the  date  of  said  Patent ;  by  William  Bussey  and  Bussey  25 
"  Brothers  and  Nephew,  at  304  Rolls  Road,  Bermondsey,  London,  for  upwards 
"  of  20  years  prior  to  the  date  of  the  said  Patent ;  by  the  Cork  Company  Ld., 
"  at  Leith,  N.B.,  since  1894 ;  by  Mitchell  A  Sons  Ld,,  at  Redman's  Road, 
^  London,  E.,  prior  to  the  date  of  the  said  Patent ;  by  the  erection  and 
*'  continuous  user  for  upwards  of  30  years  of  a  veneer  cutting  machine  at  the  30 
"  works  of  J.  and  A.  Stewart  Ld.,  Kelvinhaugh  Saw  Mills,  Glasgow,  which  said 
"  machine  is  similar  to  that  referred  to  in  paragraph  5b  hereof  ;  by  the  erection 
"  and  continuous  user  for  upwards  of  15  years  of  certain  machines  at  the  works 
"  of  B,  and  J.  Dick,  Greenhead,  Glasgow,  belting,  boot,  and  gutta  percha 
"  manufacturers,  which  said  machines  employ  circular  knives  of  a  spherical  or  35 
"  dished  form  used  in  leather,  canvas,  and  gulta  percha,  for  slitting,  slicing,  and 
"  cutting  the  same  ;  by  the  erection,  user,  and  public  exhibition,  at  the  Glasgow 
"  International  Exhibition  1883,  of  the  two  barrel  and  cask  machines  referred 
"  to  in  paragraph  5  hereof,  both  which  were  exhibited  at  work ;  by  the  erection 
"  and  continuous  user  for  upwards  of  75  years  prior  to  the  date  of  Plaintiffs'  40 
"  said  Specification,  at  the  works  of  Esdaile  A  Co.  Ld.,  City  Saw  Mills, 
"Wenlock  Road,  City  Road,  London,  N.,  and  227  Old  Ford  Road,  Bow, 
"  London,  E.,  of  saw  and  knife  machines  for  veneer  cutting.  The  said 
"  alleged  invention  was  also  published  within  the  realm  prior  to  the  date  of 
'*  Plaintiffs'  Patent  by  the  manufacture  and  sale  of  the  said  *  Apparatus  45 
" '  for  slicing  almond  tablet,  &c.'  mentioned  at  paragraph  5  hereof,  by 
"  B.  Morton  &  Sons,  at  Belhaven  Works,  Wishaw,  Scotland,  from  time  to  time 
"  since  the  date  of  their  said  Specification  in  1885,  and  by  the  exhibition  and 
"  sale  of  the  said  apparatus  at  their  London  warehouse,  97^  Gracechurch  Street, 
"  London,  during  the  said  period,  and  by  the  printing  and  circulation  from  time  50 
**  to  time  by  the  said  firm  of  catalogues,  containing  illustrations  of  the  said 
**'  apparatus,  posted  by  them  to  customers  throughout  the  kingdom,  and  by  user 
"  of  the  said  apparatus  by  the  persons  and  at  the  places  following  : — Messrs*  John 
"  Gray  A  Go,,  at  their  works  at  Glasgow ;  Messrs.  Stewart  and  Young,  at  their 
"  works  at  Glasgow ;  Messrs.  Andrew  Millar  A  Co.,  at  their  works,  Clifton  Street,  55 
"  Belfast ;  and  by  Messrs.  Williams  and  Woods,  at  their  works  in  Dublin. 
*^  (56)  The  said  alleged  invention  was  also  published  within  the  realm  prior 
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"  to  the  date  of  the  PlaintifiEs'  said  Patent  as  follows  :— By  a  description  of  a 
"  veneer  cutting  machine  contained  in  a  paper  read  by,  and  by  a  drawing  of  the 
*'  same  exhibited  by  Mr.  Isaac  Whitesmith  to  a  meeting  of  the  Institution  of 
**  Engineers  in  Scotland  on  the  19th  of  February  1862,  in  the  Philosophical 
5  **  Society's  Hall,  George  Street,  Glasgow,  and  by  the  printing  and  publishing, 
"  in  the  year  1862,  in  the  5th  volume  of  the  Transactions  of  the 
*'  Institution  of  Engineers  in  Scotland,  of  the  said  paper  and  drawing, 
'*  and  the  discussions  of  the  said  Institution  relative  thereto.  (6)  The 
"  said    alleged    invention,    claimed    in    Claim    2    of   the    Plaintiffs'    Speci- 

10  ^^  fication,  had  also  been  published  within  the  realm,  prior  to  the  date  of 
^'  the  Plaintiffs'  Patent,  by  the  manufacture,  sale,  and  use  in  wood,  paper, 
"  leather,  indiarubber,  cork,  and  the  like  cutting  machinery,  of  revoluble 
^  circular  knives  and  saws,  having  a  spherical  or  dished  form,  at  the  places  and 
"  in  the  years  hereinafter  mentioned : — Dished  circular  cutler  knives,  manu- 

15  **  factured  and  sold  by  William  Mahin  Jk  SonSy  of  Attercliff  Steel  Works, 
"  Shef&eld,  for  over  50  years,  and  supplied  by  them  to  and  used  by  the 
"  following : — P.  Dixon  &  Son^  Spring  Grove  Paper  Works,  Sheffield,  since 
"  1896  ;  Orossett  &  Co.,  Mellfield  Mill,  Leven,  N.B.,  since  1896  ;  W,  and  A.  W. 
"  Henderson,  Airthrey  Paper  Works,  Bridge  of  Allan,  N.B.,  since  1888.    Dished 

20  "  rotary  cutter,  manufactured  and  sold  by  John  Esson  A  Sons  Ld.,  Fetter  Lane, 
"  London,  from  time  to  time  for  over  ten  years.  Orieg*s  rotary  card  cutter, 
**  manufactured  and  sold  by  John  Orieg  A  Sons  Ld.,  Fountain  House  Works, 
"  Edinburgh,  from  time  to  time  for  ten  years.  Dished  circular  saw,  manufac- 
"  tured  and  sold  by  Drabble  and  Sanderson  Ld.,  Ebenezer  works,  Sheffield, 

25  *'  from  time  to  time  for  over  25  years,  and  supplied  by  them  to  and  used  by  the 
"  following  for  over  20  years  : — Buck  and  Hickman,  Whitechapel,  London ; 
*'  Slack  and  Howden,  Park  Lane,  Liverpool.  Circular  knives  of  spherical  or 
**  dished  form,  manufactured  by  Crookes,  Roberts  A  Go.,  Argus  Works,  Sheffield, 
"  continuously  for  the  last  30  years,  and  sold  by  them  from  time  to  time  at 

30  **  their  said  place  of  business,  and  used  for  upwards  of  ten  years  prior  to  1898 
'*  by  the  following  : — Wansbrough  and  Worrall,  in  their  works  at  Watchet,  for 
**  paper  cutting ;  the  Tovil  Paper  Company  Ld.,  in  their  works  at  Maidstone, 
**  for  paper  cutting ;  Barbour  A  Co.,  in  their  works.  County  Antrim ;  Stewart^ 
*•  Sons  and  Paine,  in  their  works  at  Glasgow.    Circular  knives  of  spherical  or 

35  **  dished  form,  manufactured  by  Spear  and  Jackson,  Etna  Works,  Sheffield, 
"  continuously  for  many  years  prior  to  1898,  and  sold  by  them  from  time  to 
"  time  at  their  said  works.  Circular  knives  of  spherical  or  dished  form,  manu- 
"  factored  by  Henry  Bossell  A  Co.,  Waverley  Works,  Sheffield,  continuously  for 
**  two  years  prior  to  1898,  and  sold  by  them  from  time  to  time  at  their  said 

40  **  works,  and  supplied  by  them  to,  and  for  two  years  prior  to  1898  used  by,  the 
**  the  following : — ^The  said  Wansbroi^h  and  Worrall,  for  slicing  paper. 
**  Circular  knives  of  spherical  or  dished  form,  manufactured  by  Barker  and 
"  England  Ld,,  Havelock  Works,  Sheffield,  continuously  since  1877,  and  sold 
"  by  them  from  time  to  time  at  said  works,  for  cutting  paper,  tobacco,  india- 

45  **  rubber,  and  cork.  Circular  knives  of  spherical  or  dished  form,  dished  moon 
*^  knives,  and  dished  cup  knives,  for  use  in  cutting  cork,  leather,  and  paper, 
"  manufactured  by  Charles  Orey  A  Sons^  St.  Philip's  Works,  Sheffield,  for 
**  upwards  of  50  years,  and  from  time  to  time  sold  by  them  at  their  said  place 
*^  of  business,  and  supplied  to  and  used  by  the  following  firms  : — John  Bussey 

50  "  A  Co.,  J.  H.  Bass  A  Co.,  Bussey  Brothers  and  Nephew,  the  Cork  Com- 
^pany  Ld.  (Leith),  J.  Whitmore,  N.  W.  Mitchell  A  Sons  Ld.,  at  the 
"  several  places  and  for  the  respective  purposes  and  times  in  paragraph  5a 
^*  above  mentioned.  Disc  harrow  blades,  sold  by  Thomas  McKemie  A  Sons 
**  Ld^  Great  Brunswick  Street,  Dublin,  for  upwards  of  ten  years.      (7)   In 

55  ^  addition,  the  alleged  invention  claimed  in  Claim  3  of  the  Plaintiffs' 
^  said  Specification  was  published  in  this  realm  prior  to  the  date  of  the  said 
**  Patent,  as  follows :— In  Spons'  "  Mechanics'  Own  Book,"  third  edition,  1893. 
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**  The  parts  relied  on  are  Figure  770,  page  479,  and  the  description  on  page  480  of 
"  a  *  Qnick  Retnm  Crank  Motion  applicable  to  shaping  machines ' ;  also  Figure 
"  802,  page  482,  and  the  deecription  on  page  483  of  a  *  rotating  disc,  with  a 
**  *  crank  pin  working  in  a  slotted  arm.'  By  a  description  and  drawing  pnblishe4 
**  in  the  year  1890,  and  contained  in  '  Modern  Machine  Shop  Practice,'  by  5 
"  Joshiia  Rose,  M.E.  The  Defendants  rely  on  Pig.  1550,  Vol.  II.,  page  12,  and 
**  the  description  thereof  in  Vol.  II.,  pages  11  and  12.  By  the  mannfactnre, 
*'  sale,  and  use  of  a  quick-return  movement  in  shaping  machines,  from  time  to 
"  time  manufactured  and  sold,  and  continuously  used  by  the  Britannia 
"  Engineering  Company  Ld.,  Colchester,  for  upwards  of  15  years  at  their  10 
**  works.  A  catalogue  of  *  Pumps  and  Pumping  Machines,  Ac.,'  issued  by  Joseph 
"  Evans  A  Sons,  Wolverhampton,  in  1894.  The  parts  relied  on  are  Fig.  35, 
**  page  26 ;  Pig.  292,  page  120  ;  Fig.  485,  page  160  ;  and  the  descriptions  thereof, 
"  The  Defendants  also  rely  on  the  manufacture  and  sale  of  articles  in  accordance 
**  with  the  said  figures  by  the  said  Joseph  Evans  Jk  Sons,  at  Wolverhampton,  15 
**  continuously  since  the  date  of  the  said  publication." 

The  action  came  on  for  trial  before  the  MASTER  OF  THE  ROLLS  on  the  20th 
of  June  1906. 

Ronan  K.C.,  Jelhtt  K.O.,  and  Ohadwich  (instructed  by  French  and  French) 
appeared  for  the  Plaintiffs  ;  Henry  K.C.,  Brown  K.C.,  and  Overend  (instructed  20 
by  A.  and  L.  Ooodhody)  appeared  for  the  Defendants. 

The  following  witnesses  were  called  for  the  Plaintiffs  : — 

Hugh  Donald  Fitzpatrick,  Fellow  of  the  Institute  of  Patent  Agents,  who 
deposed. — There   are  three  prominent  features,  or  elements,  in  the  patented 
machine.    The  first  is  the  knife,  which  is  made  of  dished  form,  that  is  concave  25 
on  one  side,  and  convex  on  the  other.    Its  peripheral  edge  is  adapted  to  come 
in  contact  only  with  the  meat,  so  as  to  avoid  friction,  and  give  a  clean  cut.    If 
the  knife  is  fiat  on  the  face,  then  in  cutting  through  the  meat  it  takes  so 
much  fat  with  it  that  the  face  of  the  knife  becomes  smeared  with  the  fat,  and 
dirties  the  meat.      The  second  element  in  the  combination  is  the  recipro-  30 
eating  table.     This  table  is  corrugated  at  the  front  end,  and  upon  the  table 
is  fitted  a  slide.      The  table  is  moved  with  a  slow  forward  movement,  and 
is  brought  backwards  by  a  relatively  quicker  movement,  and  also,  which  is 
of  considerable  importance,  the  actual  cutting  is  performed    by  the    knife, 
instead  of  pushing  the  meat  against  the  knife.    The  third  essential  feature  is  the  35 
means  provided  in  connection  with  the  table  for  feeding  for  %vard  the  meat  to  be 
sliced.    It  is  essential  that  it  should  be  fed  forward  accurately,  and  held  firmly 
in  position,  otherwise  the  cuts  will  not  be  perfectly  uniform.     [The  witness 
explained  the  action  of  the  machine,  by  reference  to  the  Specification  and 
Drawings,  and  also  by  a  model  of  the  machine  which  was  in  Court.]   There  is  a  40 
"  divider  *'  for  regulating  the  thickness  of  the  slices.    All  the  movements  of 
the  machine  are  automatic,  and  all  are  operated  from  a  single  source  of  power, 
the  handle  and  fly  wheel.    The  object  is  to  have  uniform  slices,  and  no  waste. 
To  bring  about  that  result,  it  is  essential  to  have  the  three  elements— the  dished 
knife,  the  reciprocating  table  with  the  corrugations,  the  forward  feeding  slide  45 
with  the  screw  action  ;  and  also  the  clamp,  to  hold  the  meat  in  its  place.    A 
perfect  slicing  macliine   must  have  those  features.    Before  this  Patent  was 
granted,  there  was  no  known  machine  which  would  accomplish  the  same  results 
as  regards  cutting  meat.    This  machine  is  the  first  of  its  kind,  to  my  knowledge. 
I  have  examined  all  the  Specifications,  and  have  not  found  a  single  machine  50 
having  the^  same  elements  in  combination  for  slicing  meat.    The  machines 
referred  to  in  the  Particulars  of  Objections  are  really  only  choppers,  cutting  the 
meat  into  irregular  pieces.    Kolhe's  was  a  machine  for  cutting  bread  ;  so  far  as 
I  know  it  was  never  actually  made.    It  differs  from  Van  BerkeFs,  as  it  has  no 
dished  knife,  and  it  has  no  quick  backward  movement ;  no  corrugated  table,  no  55 
screw  adjustment,  no  sliding  plate,  no  means  for  disengagement  of  the  plate,  so 
88  to  bring  it  forward  for  a  fresh  piece  of  meat  or  bread.    You  could  not  slioe 
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bacon  'with  Kolbe^s  machine ;  yon  could  cut  chips  oflP  it.  It  would  not  do 
for  anything,  except  for  cutting  bread.  With  regard  to  Kolbe^a  Specification 
and  Drawings,  I  say  that  if  you  gave  them  even  to  a  skilled  mechanic,  he  would 
have  very  great  difficulty  in  constructing  a  machine  from  that  Specification  and 
5  Drawings,  for  cutting  anything.  The  details  are  not  suflBcient.  Klapper^s 
Specification  is  for  a  machine  for  cutting  sausages,  flesh,  and  the  like.  It  differs 
from  Van  BerkeVs.  It  has  no  dished  knife,  no  to  and  fro  moving  table,  and  no 
meat  clamp.  It  has  a  slide,  but  not  arranged  in  the  same  way.  It  has  no  screw 
feed  ;  it  has  a  forward  feed,  but  the  method  of  regulation  is  different.    It  has 

10  no  device  for  holding  the  meat  in  position ;  you  would  have  to  hold  it  by  hand. 
Richardson^s  Specification  is  not  for  a  machine  at  all.  It  is  merely  for  a  tool  or 
cutter,  for  cutting  tobacco,  paper,  and  leather  and  similar  materials.  The  tool 
is  simply  run  over  the  material  to  be  cut ;  you  hold  it  in  your  hand  and  draw  it 
over  the  material.     WrighVs  Specification  is  for  a  machine  for  preparing  and 

15  jointing  staves  for  barrels.  The  only  thing  I  can  see  in  WrighVs  as  resembling 
Van  BerkeVs  is  that  he  says  that  the  saws  are  preferably  made  concave  on  the  front 
and  convex  on  the  opposite  side.  Morton's  Specification  is  of  an  apparatus  for 
slicing  and  cutting  almond  tablets  or  other  coiifectionery  cakes.  Morton  uses  a 
flat  knife ;  he  describes  it  as  **  a  revolving  circular  knife  or  cutter  ; "  it  is  not  a 

20  dished  knife.  There  is  no  feeding  screw,  no  clamp,  no  corrugated  table,  no  slide, 
and  no  adjustment.  You  could  not  slice  bacon  with  Morton^ s  machine.  I  have  not 
seen  the  cork  cutting  machines,  but  I  have  seen  one  of  the  veneering  machines, 
Stewards.  The  veneering  machines  referred  to  in  the  Particulars  of  Objections 
are  old  machines ;  I  believe  they  were  patented  many  years  ago,  but  the  Patents 

25  have  long  since  expired.  With  regard  to  the  knives  referred  to  in  Clause  6  of 
the  Particulars  of  Objections,  I  saw  a  number  of  them  in  connection  with  the 
Scotch  case.  They  are  simply  steel  blades  with  cutting  edges,  and  are  described 
as  rotary  cutters  for  cutting  paper,  cardboard,  &c.,  and  none  of  them  are  described 
as  for  slicing  anything.    They  all  work  on  the  shearing  principle ;  they  are  not 

30  adapted  for  slicing.  [The  witness  was  then  examined  with  reference  to  Burgers^  (or 
7}umer*s)  No.  1  and  No.  2  machines.]  The  No.  1  machine  is  practically  identicid 
with  Van  BerkeVs.  The  No.  2  machine  differs  from  Van  BerkeVs  in  this  respect, 
that  instead  of  a  reciprocating  table,  it  has  an  oscillating  table.  In  my  opinion, 
the  adoption  of  the  oscillating,  as  distinguished  from  the  reciprocating,  table  is 

35  merely  a  mechanical  equivalent  to  bring  about  the  same  result.  The  only  other 
difference  between  Van  BerkeVs  machine  and  Burgers^  No.  2  is  in  the  arrange- 
ment for  operating  the  screw  feed,  and  this  was  necessitated  because  the  table 
oscillates.  The  devices  in  Burgers*  No.  2  machine  are  only  mechanical  equi- 
valents for  those  of  Van  Berkel.    With  Van  BerkeVs  Specification  before  me, 

40  I  would  not  have  much  difficulty  in  constructing  Bv/rgers*  No.  2  machine.  Van 
Berkel  has  told  us  what  to  do,  and  how  to  do  it.  Gross-examined, — I  regard 
the  dished  knife  as  an  essential  element  in  Van  BerkeVs  combination.  The 
advantage  of  the  dished  over  a  flat  knife  is,  1st,  rigpidity  in  the  blade  ;  2nd,  you 
get  a  clean  cut ;  and  3rd,  the  surface  of  the  knife  will  not  come  in  contact  with 

45  what  is  being  cut.  I  do  not  consider  the  dished  knife  an  invention  of  Van 
Berkel^  because  dished  knives,  in  themselves,  are  old.  They  have  been  used  in 
cork  cutting  machines.  The  mechanism  for  getting  the  slow  forward  and  quick 
return  movement  is  not  new ;  that  is  what  is  called  the  "  Whitworth  "  move- 
ment.   The  feed  forward  movement  is  in  my  opinion  undoubtedly  an  invention; 

60  but  the  real  merit  of  Van  BerkeVs  machine  is  the  combination.  Th^  clamp 
used  in  Van  BerkeVs  machine  to  hold  the  meat  in  position  is  new.  In  his 
first  Claim  Van  Berkel  claims  three  things  in  combination ;  the  dished  knife, 
the  table  with  to  and  fro  movement,  and  the  screw  feed  by  which  the  meat  is 
moved  forward  the  width  of  a  slice.    Each  of  these  things  is  old,  per  se ; 

65  but  in  combination  they  are  new.  All  the  elements  in  Burgers*  No.  2 
machine  are  mechanical  equivalents  for  Van  BerkeVs^  producing  the  same 
results,  but  in   a  somewhat   inferior  manner.     The  use  of    the   oBdUatiiig 
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table  in  Burgers^  No.  2  machine  hae  something  to  do  with  the  clearance. 
Although  it  has  got  a  dished  knife,  it  might  cut  bacon  quite  well  with  a  flat 
knife.  Undoubtedly  a  considerable  amount  of  clearance  is  got  by  the  oscillating 
table.  It  effects  the  same  result,  in  essence ;  that  is  to  say,  the  edge  only  comes 
in  contact  with  the  meat,  in  the  same  way  as  the  edge  of  the  dished  knife  only  5 
comes  in  contact  with  the  meat  in  Van  BerkeVs  machine.  The  oscillatins?  table 
would  do  it  with  a  flat  knife.  There  is  one  advantage  with  the  dished  knife  ;  that 
owing  to  the  curved  shape  it  gives  great  rigidity  to  the  blade,  and  you  can  have  the 
blade  thinner  at  the  edge.  Be-examimd. — Van  BerkeVs  is  the  first  machine  that 
employed  a  dished  knife  in  a  combination  for  the  purpose  of  slicing  meat  goods.  10 

Professor  John  Joly^  of  Trinity  College,  Dublin,  deposed. — I  have  carefully 
examined    Van    BerkeVs    Specification,    and  the    Specifications  and  alleged 
anticipations  that  have  been  put  forward  by  the  Defendants.    I  have  found  no 
machine  comprising  the  leading  features  of  Van  BerkeVs  combination.    I  regard 
as  its  leading  features  the  revolving  circular  knife  giving  a  great  length  of  cut,  15 
the  to  and  fro  motion  of  the  carriage,  the  screw  feed,  the  slow  motion  of  the 
table  up  to  the  knife,  and  the  fast  return.    I  consider  the  screw  feed,  which 
determines  the  thickness  of  the  section  to  be  cut,  a  primary  feature,  and  I  also 
consider  as  a  primary  feature  the  reciprocating  motion  of  the  table,  slow  in  the 
direction  towards  the  knife  when  the  cutting  is  to  be  effected,  and  fast  on  the  20 
return,  so  as  to  economise  time.    1  also  consider  that  the  means  of  clamping  the 
meat  upon  the  table,  so  that  it  is  firmly  held  and  kept  from  side  slipping,  is  an 
important  feature,  and  I  consider  that  these  features  in  combination  are  a  new 
invention.     As  far  as  I  can  find,  as  regards  the  slicing  of  meat.  Van  Berkel  was 
the  first  inventor  who  realised  the  importance  of  using  the  dished  knife,  so  that  25 
the  edge  only  should  come  in  contact  with  the  meat  that  is  being  cut.    I  have 
examined  Burgers^  No.  2  machine,  with  the  oscillating  table.    It  enables  a  flat  ^ 
knife  to  be  used  in  the  machine,  and  the  ^^  edge  only  "  principle,  which  was 
clearly  recognised  by  Van  Berkel^  to  come  into  effect.    I  consider  the  substitu- 
tion of  the  oscillating  for  the  reciprocating  table  a  mechanical  equivalent ;  there  30 
is  no  new  result  produced.    The  result  aimed  at  was  to  cut  only  with  the  edge 
of  the  knife,  that  was  the  result  Van  Berkel  aimed  at,  and  I  see  the  same  result 
effected  in  the  Burgers^  No.  2  machine.    Both  the  machines  have  a  dished  knife, 
both  have  a  to  and  fro  movement  across  the  face  of  the  knife,  both  have  a  quick 
return  and  a  slow  forward  movement,  both  have  a  slide  which  works  towards  35 
the  knife,  both  have  got  the  same  intermittent  feed,  both  have  the  meat  clamp 
and  corrugations,  and  in  both  the  whole  mechanism  is  put  in  operation  from 
one  source  of  power.    With  the  exception  of  the  substitution  of  an  oscillating 
for  ;a  reciprocating  table  there  is  no  difference,  except  that  the  connections  of 
the  screw  feed  have  to  be  different  because  the  table  is  oscillating.    The  general  40 
conception  of  both  machines  is  the  same  ;  and  I  regard  the  substitution  of  the 
oscillating  for  the  reciprocating  table  as  a  mechani(»J  equivalent  to  produce  the 
same  result.      Van  BerkeVs  machine,  although  for  a  homely  purpose,  works 
like  a  scientific  instrument  ;  it  was  a  great  advance  upon  anything  that  went 
before.      Previous  inventors  were  contented  with  a  flat  kidfe;  they  never  45 
thought  of  slicing  with  a  dished  knife.     Van  Berkel  took  the  dished  knife,  and 
invented  a  clever  carriage,  and  applied  it  to  the  dished  knife,  so  that  he  had 
a  perfect  means  of  holding  the  object  to  be  cut,  and  of  cutting  slices  of  any 
desired  thickness,  so  that  an  ordinary  shopman  can  work  it  without  any  fear  of 
damaging  himself.   Cross-examined. — I  do  not  mean  to  convey  that  Van  Berkel  50 
invented  the  dished  knife.    The  combination  is  Van  BerkeVs.    He  applied  the 
dished  knife  for  a  new  purpose.    In  Burgers*  No.  2  machine,  which  is  worked 
by  an  oscillating  table,  a  dished  knife  is  not  necessary  for  clearance.     The 
oscillating  table  secures  clearance  even  with  a  flat  knife ;    still  it  would  be 
advisable  to  use  a  dished  knife  for  the  purpose  of  rigidity.    Burgers  came  to  the  55 
matter  with  a  fxdl  knowledge  of  Van  BerkeVs  machine,  and  therefore  had  not 
anything  like  the  difficulty  of  conception  to  carry  it  out 
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John  W.  Wright  deposed  that  he  was  in  the  veneer  and  timber  trade  at 
Islington,  London.  There  are  two  kinds  of  saws  used  for  veneering,  the  circular 
saw,  and  the  horizontal  reciprocating  saw.  The  circular  saw  has  a  recessed  face, 
or  a  flat  face  with  the  outer  rim  brought  out  at  a  sharp  angle.  It  is  flat  till  you 
5  get  quite  close  to  the  edge,  and  it  is  then  brought-  out  sharp  at  an  angle.  It  is 
convex  on  the  other  side.  The  wood  is  carried  up  to  the  saw  by  a  carriage,  and 
fed  forwards  by  a  screw.  You  could  not  slice  meat  with  any  of  these  machines. 
It  would  be  an  absurdity.  The  veneering  machines  do  not  work  automatically. 
They  are  not  at  all  like    Van  BerkeVs  machine.     Cross-examined. — There  is  a 

10  quick  return  movement  in  connection  with  the  veneer  machine ;  also  an 
arrangement  for  regulating  the  thickness  of  the  piece  of  wood  to  be  cut  off. 
This  is  regulated  by  hand.    These  saws  have  been  in  use  for  nearly  100  years. 

Robert  J.  Galwell  deposed. — I  am  a  member  of  the  Institute  of  Civil  Engineers 
at  Belfast.    I  have  examined  Van  BerkeVs  machine,  and  his  Specification.    Its 

15  principal  features  are  the  revoluble  circular  knife,  the  to  and  fro  movement  of 
the  table  with  the  clamp  for  holding  the  meat,  and  the  feed  motion  from  the 
backward  movement  of  the  table.  The  machine  is  so  arranged  that  while  the 
table  is  advancing  in  its  forward  movement,  the  knife  makes  three  revolutions, 
and  during  the  backward  movement  it  makes  two  revolutions.    I  have  examined 

20  all  the  Specifications  and  alleged  anticipations  relied  on  by  the  Defendants,  but 
have  not  found  any  meat  slicing  machine  comprising  Van  BerkeVs  combination. 
I  have  examined  Mortoji^s  machine  ;  it  is  by  no  means  the  same  as  Van  BerkeVs^ 
and  would  not  do  for  slicing  meat ;  it  would  not  give  uniform  cuts.  It  was 
used  for  some  time  at  Millar's  factory  in  Belfast,  but  was  abandoned  on  that 

25  account.  Thtj  veneering  machines  would  not  be  suitable  for  slicing  meat.  I 
have  compared  Burgers'  No.  2  machine  with  Van  BerkeVs.  They  have  a 
number  of  elements  in  common ;  the  dished  revoluble  knife,  the  to  and  fro 
movement  of  the  table  ;  three  revolutions  with  the  forward,  and  two  with  the 
backward,  movement  of  the  table ;  the  same  feeding  movement,  the  same 

30  identical  clamp,  the  same  corrugations.    The  only  difference  is  the  substitution 

of  the  oscillating  table  for  the  reciprocating  table.    This  I  consider  a  mechanical 

equivalent,  securing  the  same  object,  that  of  allowing  only  the  edge  of  the  knife 

to  come  in  contact  with  the  meat. 

Robert  C.  Lambert,  agent  in  Ireland  for  Par^nall  Jk  Co.,,  deposed. — I  have  been 

35  engaged  in  promoting  the  sale  of  the  Van  Berkel  machine  since  it  came  into 
use  ;  and  have  sold  nearly  200  though  the  price  is  rather  high.  I  never  saw  or 
heard  of  any  machine  that  would  slice  bacon  before  this  machine.  In  1905  I 
ascertained  that  the  Van  Berkel  machine  was  being  sold  in  Ireland  by  other 
persons  than  Messrs.  ParnalL    I  made  inquiries,  and  found  that  Booth  Brothers 

40  were  selling  it.  They  also  sold  the  Burgers  machine ;  and  attached  plates, 
bearing  their  own  name,  to  both  machines. 

Mr.  Fitzpatrick  and  Professor  Joly  were  recalled  with  reference  to  a  Model  of 
the  Kolbe  machine  which  had  been  exhibited  in  Court  on  behalf  of  the  Defen- 
dants, stated  to  have  been  made  from  his  Specification  and  Drawings  at  their 

45  works,  under  the  personal  superintendence  of  Mr.  Booth.  They  pointed  out 
several  respects  in  which,  in  their  opinion,  it  varied  from  the  Specification 
and  Drawings ;  and  said  the  differences  showed  that  invention  had  been  used 
for  the  purpose  of  adapting  it  to  the  slicing  of  meat. 

W.  A.  Van  Berkel  deposed. — I  have  been  for  many  years  a  provision  merchant 

50  at  Rotterdam.  Before  I  contrived  my  machine  I  found  the  existing  method  of 
cutting  bacon  by  hand  diflficult  and  unsatisfactory.  The  chief  difficulty  was 
the  roughness  and  uneven  thickness  of  the  slices.  The  idea  struck  me  that 
there  might  be  a  mechanical  means  of  doing  the  work ;  and  I  tried  several 
devices  for  doing  it.    The  machine  did  not  work  well.     I  next  made  trial  of  a 

5fj  circular  revolving  knife,  and  at  first,  and  for  some  time,  used  a  flat  knife. 
Ultimately  I  made  trial  of  a  dish-formed  knife,  so  that  the  cutting  edge  alone 
^ould  come  into  contact  with  the  meat.     I  found  that  a  great  improvement.    I 

3  0 
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experimented  as  to  the  most  suitable  angle  for  the  knife  for  the  purpose 
of  cntting.  That  \vas  a  point  of  great  importance.  I  found  the  best  angle 
was  from  seven  to  ten  degrees.  I  made  numerous  experiments  also  as  to 
proper  rate  of  revolution  for  the  knife.  I  found  that  to  give  the  best  results  the 
length  of  the  cutting  edge  should  be  about  42  inches.  My  next  dif&culty  was  5 
in  devising  a  suitable  table,  the  feeding  gear,  <&c.  I  was  experimenting  for 
seven  years  before  the  machine  was  brought  to  such  a  perfection  that  I  applied 
for  a  Patent.  I  had  never  seen  a  dished  knife  used  before  I  invented  my 
machine.  The  dished  knife  is  one  of  the  essential  parts  of  my  machine,  one  of 
the  essential  parts  of  the  combination.  I  thought  of  it  because  I  wanted  to  get  10 
a  knife  only  the  edge  of  which  should  come  in  contact  with  the  meat 

James  Morton^  managing  director  of  the  finn  of  R.  Morton  Limited^  the 
owners  of  the  Morton  Patent  for  slicing  almond  tablet  and  other  confectionery 
cakes,  deposed  that  their  machine,  when  first  constructed,  used  a  flat  knife.  It 
does  not  use  a  flat  knife  now,  as  they  found  a  dished  knife  more  satisfactory  for  15 
some  purposes.  They  adoptea  the  dished  knife  in  1903  ;  they  got  the  idea  of  it 
from  Van  BerkeTs  Specification.  The  principle  of  their  machine  was  that  the 
knife  worked  up  against  the  edge  of  the  reciprocating  table.  Its  operation  was 
that  of  shearing,  which  for  their  purposes  was  absolutely  essential. 

Adam  S.    Findlaiery    managing    director    of    Findlater    A  Co.,  provision  20 
merchants  in  Dublin,  deposed. — Before  Van  BerkeTs  machine  was  put  on  the 
market,  we  found  very  great  difficulty  in  getting  bacon  cut  evenly  and  in  a 
cleanly  way.    The  old  system,  cutting  by  hand  with  a  knife  anl  block,  was 
very  objectionable.    It  took  a  considerable  amount  of  time,  was  uncleanly,  and 
the  slices  very  irregular.    About  the  year  1900,  it  occurred  to  me  that  some  25 
mechanical  means  might  be  devised  for  doing  it ;  and  in  1901,  the  year  of  the 
Glasgow  Exhibition,  I  visited  Glasgow  to  see  whether  there  was  anything  there 
that  would  do  it.    I  visited  Liverpool  also,  but  no  one  had  heard  of  any  such 
thing.      In  1902  I  heard  that  one  of    Van  BerkeVs  machines  was    at  the 
Defendants'  establishment  in  Dublin,  and  I  bought  one  there.    It  did  the  work  30 
so  satisfactorily  that  I  purchased  six  afterwards,  and  now  we  have  them  at  all 
our  branches.    We  have  got  15  of  them  altogether.    We  cannot  do  without  them. 
Time  is  saved,  both  to  our  customers  and  our  assistants.    I  calculate  that  we  save 
from  50/.  to  IbL  a  year  by  each  machine.    To  my  mind.  Van  BerkeVs  is  as 
perfect  a  machine  for  the  purpose  as  could  possibly  be  made.    I  know  Burgers^  35 
machine.    It  is  a  good  machine,  but  it  wastes  the  meat.    The  ends  of  the  meat 
have  to  come  off  before  you  can  get  a  slice. 

'Specimens  of  Van  BerkeVs  machines,  Burge7^s\  and  of  several  of  the  other 
machines  referred  to  in  the  pleadings  were  exhibited  to  the  Court  in  actual 
work.  40 

The  following  witnesses  were  called  for  the  Defendants  : 

Oeorge  Gray,  proprietor  of  the  business  of  Charles  Cray  A  Sons,  machine  knife 
manufacturer^,  deposed  that  his  firm  had  for  the  last  24  years  been  in  the  habit  of 
making  dished  knives  for  cork  cutting  machines.  Between  1889  and  1895  they  had 
supplied  33  such  knives  to  Messrs.  J.  H.  Bass,  of  London,  cork  cutters.  They  also  45 
supplied  27  knives  to  Messrs.  William  Bussey  &  Co.,  of  London,  and  15  to  Messrs. 
John  Bussey  Jt  Co.,  between  1872  and  1895.  All  of  them  were  dished  knives. 
They  likewise,  between  1885  and  1894,  supplied  15  of  them  to  Messrs.  Whitmorej 
of  Macclesfield.  They  also  had  supplied  dished  knives  for  paper  cutting,  but 
they  were  on  a  different  principle  from  that  of  the  knives  employed  for  slicing  50 
cork.  Cross-examined — The  difference  between  the  knives  for  cutting  paper 
and  cutting  cork  was  in  the  mode  of  the  working  of  the  knives.  One  was  for 
slicing,  the  other  was  for  cutting  against  another  knife  ;  it  was  the  difference 
between  slicing  and  shearing. 

John  Syme,  a  member  of  the  firm  of  Thompson  A  Co.,  of  Glasgow,  consulting  55 
engineers  and  patent  agents,  deposed  that  he  had  examined  the  Specification 
and  claim  of  Van  Berkel,  had  compared  Van  BerkeVs  machine  with  the  other 


Vol.  XXIII.,  No.  27.]      AND  TRADE  MARK  CASES.  591 

Van  Berkel  v.  Booth  Brothers. 

machines  in  evidence  and  had  seen  them  working.  From  the  description  given 
by  Va7i  Bei^kel  of  his  invention,  witness  was  of  opinion  that  the  dished  knife 
was  a  main  fundamental  part  of  the  Patent.  Its  object  was  to  give  clearance  to 
the  article  being  cut,  with  a  minimum  of  friction.  One  way  of  attaining  that 
5  object  was  by  having  only  the  edge  of  the  knife  in  contact  with  the  ariiicle  that 
was  being  cut.  There  was  another  way  ;  the  other  way  was  that  adopted  in 
Burgers^  Patent,  in  which  the  table  was  made  to  move  on  a  cylindrical  path.  A 
third  way  was  by  using  a  dished  knife,  and  by  moving  the  table  carrying  the 
object  to  be  sliced  in  a  cylindrical  path,  or  by  placing  the  knife  at  an  angle,  so 

10  as  to  get  an  oblique  path.  The  oblique  path  was  adopted  by  Van  Berkel  in  his 
second  Patent.  In  that  case  it  is  possible  to  obtain  clearance  without  a  dished 
knife  ;  it  can  be  done  with  a  flat  knife,  and  the  angle  at  which  it  is  set  gives  the 
clearance.  "  A  revoluble  circular  knife  of  spherical  or  dished  form  "  is  not 
new  ;  it  is  an  old  machine  used  for  analogous  purposes.    The  ^'  table  having  a  to 

15  "  and  fro  movement  adopted  to  carry  the  polony  or  the  like  with  it  against  the 
"  knife  "  is  also  an  old  and  well-known  apparatus.  The  method  employed  in  Van 
BerkeVs  machine  for  giving  the  table  a  quick  return  relatively  to  its  forward 
movement  is  also  old,  as  old  as  the  vVhitworth  movement.  The  feed  adopted 
by  Van  Berkel  as  described  in  the  Specification  is  also  old  and  well  known. 

20  Klapper's  Specification  is  for  slicing  meat.  It  has  the  screw  feed,  worked  by  a 
half  nut  belt.  That  is  practically  the  same  as  that  adopted  by  Van  Berkel ;  it  is 
an  old  and  well  known  form  of  feed.  All  the  parts  described  in  Van  BerkeVs 
Specification  are  old,  and  have  been  all  used  in  conjunction  as  well.  Each 
element  is  old  per  se.      The  5th  Claim,  that  for  the  means  of  producing  the 

25  rotation  of  the  screwed  spindle  for  the  pushing  forward  of  the  plate,  by  a 
ratchet  and  cam,  is  also  quite  a  well-known  method.  The  6th  Claim  is  for 
special  means  for  holding  the  meat.  There  are  plenty  of  other  methods  of 
holding  the  meat ;  there  is  one  in  Kolbe*s  machine  ;  you  might  have  it  in  a 
hundred  different  ways.    The  7th  Claim  is  for  giving  the  table  a  feed  oblique 

30  to  the  knife  ;  the  object  of  that  is  to  get  clearance  ;  it  gives  clearance  in  addition 
to  the  clearance  given  by  the  dished  knife.  It  is  to  enable  the  object  to  be  cut 
to  be  placed  diagonally,  so  that  you  can  get  oval  slices  instead  of  round  ones. 
I  suppose  it  is  to  get  longer  slices.  That  is  what  it  is  described  as  being  used 
for,  but  I  have  never  seen  it  put  in  practice.     For  all  practical  purposes  I  do 

35  not  think  it  is  ever  used.     I  have  examined  the  cork  cutting  machines.    I  have 
seen  them  at  work,  cutting  cork,  and  cutting  bacon  as  well.    They  cut  bacon 
tolerably  well.    I  have  seen  the  Specification  and  the  Drawings  of  the  Kolbe 
machine ;  and  have  also  examined  the  model  of  it  now  on  the  table  (i.e.  the* 
model  made  under  the  directions  of  Mr.  Booth  for  the  purpose  ot*  this  case). 

40  In  my  opinion  that  model  could  be  made  from  Kolbe^s  Specification  and 
Drawings  by  any  skilled  workmen  under  the  directions  of  a  shop  manager,  and 
without  any  exercise  of  invention.  It  is  a  fair  and  reasonably  made  model 
from  the  Drawings  and  Specification.  It  has  a  circular  revolving  knife,  the 
front  face  fiat,  but  corrugated  or  toothed  on  the  outer  periphery.     I  have  not 

45  seen  it  cutting  bread,  but  I  have  seen  it  cutting  polonies  and  bacon.  It  cuts 
them  evenly.  The  Kolbe  machine  has  the  circular  revolving  knife,  the  recipro- 
cating table,  and  the  feed  forward.  The  only  substantial  difference  between 
Van  Berkel's  machine  and  Kolbe's  is  the  substitution  of  the  dish  knife  in  Van 
BerkeCs  for  the  corrugated  or  serrated  knife  of  Kolbe.    I  do  not  lay  any  stress 

50  on  the  quick  return.  If  required  it  can  be  easily  got  by  merely  altering  the 
level  of  the  crank  shaft.  I  have  read  and  examined  Morton's  Specification  and 
Drawings  and  have  examined  his  machine  both  in  Glasgow  and  here. 
It  has  the  circular  revolving  knife,  the  reciprocating  table,  and  the  quick 
return.      The  principle  adopted  for  that  is  what  is  called  the  **Whitworth 

55  "  movement "  ;  that  is  the  oommon  well  known  way  of  getting  the  quick 
return.  That  is  the  way  it  is  obtained  in  Van  BerkeVs.  With  the 
exception  of   the  knife   not  being  dished  in  the  Morton  machine,  it    has 
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all  the  elements  which  are  claimed  in  the  first  Claim  as  the  comhination  of  Van 
Berkel,    If  a  skilled  workman  had  the  Morton  machine  before  him,  and  the 
cork  catting  machine  with  the  dished  knife,  and  he  was  told  to  make  a  machine 
to  slice  bacon,  he  would  natnrally  know  that  he  would  want  clearance,  and  he 
would  simply  have  to  move  the  dished  knife  into  the  Morton  machine.  He  could  do  5 
that  without  the  exercise  of  any  inventive  skill.    I  have  also  examined  the  Burger 
machine,  the  machine  with  the  oscillating  table.     In  that  machine  the  clearance 
is  obtained  in  a  different  way  from  Van  BerkeVs.    It  is  obtained  by  the  table 
moving  in  a  cylindrical  path.    It  is  immaterial  in  the  Burger  machine  whether 
you  have  a  dished  or  a  flat  knife.    I  have  seen  it  working  with  both,  and  it  does  10 
the  work  quite  as  well  with  a  flat  knife.    Clearance  in  ^e  Burger  machine  is 
given  by  the  oscillating  table.    I  do  not  agree  with  Mr.  Fitzpatrick  in  stating 
that  the  oscillating  table  is  a  mere  mechanical  equivalent  for  the  dished  knife 
in  the  Van  Berkel  machine  ;  it  is  no  mechanical  equivalent ;  it  is  outside  that 
category,  in  my  opinion.    It  effects  the  same  object,  but  by  a  different  method.   15 
I  produce  a  book,  '^  Transactions  of  the  Institution  of  Engineers  in  Scotland  " 
vol.  4,  session  1H61-1862.    It  contains  a  description  of  the  veneer  cutting  machine, 
of  Mr.  Isaa4)  Whitworth^  illustrated  by  Drawings.    Plate  7  shows  a  circular  saw 
of  dish  form,  and  a  table  with  to-and-fro  motion,  and  quick  return.     The 
Drawings  show  all  the  motions  of  the  Van  Berkel  machine,  only  that  the   Van  20 
Berkel  machine  has  combined  them  in  an  automatic  way.     Wrights  Specifica- 
tion, No.  6456  of  1887,  shows  a  dished  saw.    It  says,  **  saws  are  preferably  made 
*^  concave  on  their  front  face  to  get  clearance."    I  have  seen  those  machines  at 
work,  the  dished  saw  produces  clearance.    I  have  also  inspected  at  the  works  of 
Messrs.  Dick^  of  Glasgow,  dish  shaped  knives  used  in  machines  for  cutting  25 
leather.     Gross-examined, — Morton's  Specification  describes  the  cutting  as  a 
shearing  operation.    His  machine  could  be  easily  adapted  for  slicing  bacon.    I 
would  put  on  some  form  of  clamp,  such  as  I  saw  in  the  machines  in  Olasgow. 
I  4on*t  suppose  that  it  was  ever  put  on  the  market  as  a  meat  slicing  machine.    I 
say  that  both  the  Morton  and  the  Kolbe  machines  contain  all  the  combinations  30 
of  Van  BerkeVs  machine.    They  are  not  meat  slicing  machines  but  they  can  be 
adapted  for  slicing  meat.    Kolbe" s  machine  has  all  Van  BerkeVs  combination, 
with  the  substitution  of  the  dish  knife.     With   the  exception  of  those  two 
machines,  I  cannot  refer  to  any  other  machine  for  slicing  meats  that  contains  all 
the  combination  of  Van  BerkeVs  invention.    Before  this  invention  I  never  saw  35 
any  machine  that  satisfactorily  sliced  bacon.    The  cork  slicing  machines  do  not 
work  with  one  source  of  power  like  Van  BerkeVs — there  are  two  sources  of 
power.    In  Morton's  machine  the  object  is  to  cut  almond  tablets  ;  it  does  not 
claim  anything  in  connection  with  meat  or  bacon.    The  object  of  it  is  to  cut 
by  a  shearing  process.    Apart  from  the  dished  knife,  Morton's  machine  contains  40 
all  the  combination  used  in   Van  BerkeVs  machine.    There  is  no  invention  in 
substituting  a  dished  for  a  flat  knife.    Morton's  machine  has  a  hand  feed.    In 
adapting  it  to  the  slicing  of  bacon  I  would  prefer  a  metal  table,  and  the  well- 
known  screw  combination.    I  do  not  think  there  is  any  inventive  ingenuity  in 
Van  BerkeVs  machine,  nothing  but  improved  workmanship.    I  do  not  see  any  45 
difference  between  Van  BerkeVs  machine,  and  Burgers'  machine,  No.  1.     In 
Burgers'  No.  2  machine  they  sometimes  use  the  dished  and  sometimes  the  flat 
knife,  both  of  which  act  equally  well.     The  difference  between  it  and  Van 
BerkeVs  is  only  the  difference  between  the  oscillating  table  and  the  reciprocating 
table.     Before   Van  BerkeVs  machine,   I    have  never  known  the  edge-only  50 
principle  to  have  been  used  for  slicing  meat.    In  anstver  to  Die  Gourt. — ^The 
three  machines  I  have  mentioned  as  being  anticipations  of  Van  BerkeVs  are 
the  cork  cutting  machine,  Morton's^  and  Qie  Kolbe  machine.     I  should  say 
the  Morton  machine  comes  about  the  nearest. 

Mathew  Atkinson  Adam^  a  member  of  the  firm  of  Dugald  Clarke  and  Adam^  55 
patent  agents,  deposed. — The  essential  feature  of  Van  BerkeVs  machine  is  the 
dished  knife.    It  is  so  stated  in  the  Specification  ;  I  find  no  other  feature  which 
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is  put  forward  as  a  novelty.  It  is  an  old  and  well-known  tool,  the  dishing  being 
for  the  purpose  of  clearance,  when  dealing  with  materials  thai;  require  clearance. 
The  reciprocating  table  is  an  old  and  very  well-known  appliance.  With  the 
knowledge  of  the  cork  cutting  machine  and  of  the  Morton  machine,  a  skilled 
5  mechanic  would  not  have  to  exercise  any  invention  in  adapting  the  Morton 
machine  for  the  purpose  of  slicing  bacon.  There  is  no  step  of  invention  at  all 
in  the  Van  Berkel  combination.  It  is  a  mere  adaptation  of  the  dished  knife 
in  the  cork  cutting  machine  (a  well-known  appliance)  for  the  purpose  of  slicing 
in  the  Morton  machine,  without  any  ingenuity.  The  dished  knife  is  not  in  the 
10  Morton  machine  ;  but  all  the  other  elements  of  the  Van  Berkel  machine  are  in 
it.  The  table  is  slightly  different,  but  a  mechanical  equivalent.  The  feed  is 
the  same,  but  obtained  in  a  different  way,  the  one  by  a  ratchet  and  chain,  and 
the  other  by  a  screw.  They  are  strictly  mechanical  equivalents  ;  they  are  well- 
known  devices  for  the  same  purpose.  The  method  of  obtaining  a  quick  rotum 
15  in  each  machine  is  a  mechanical  equivalent  of  the  other  ;  but  the  Van  Berkel 
differs  from  the  other,  in  that  one  is  a  geared  quick  return,  and  the  other  is  a 
crank  return  motion,  but  tbey  are  both  well-known  methods  for  the  same 
result.  By  "  mechanical  equivalents,"  I  mean  that  where  you  have  two  ways 
of  effecting  a  result,  e,g.^  feeding,  if  you  wish  to  effect  a  feed,  you  have  got  a 
20  choice  of  well-known  ways — there  may  be  three  or  four  ways  known  in  the 
trade  or  in  the  art  of  the  engineer,  strictly  such  that  you  can  put  one  in  the 
place  of  the  other  for  the  purpose  of  feeding,  you  know  them  perfectly  well, 
and  one  performs  the  functions,  directly  and  exactly,  of  the  other,  then  you  say 
they  are  mechanical  equivalents.    I  have  seen  the  Specifications  and  Drawings 

25  of  the  Kolbe  machine,  and  have  examined  the  model  of  it  that  has  been  pro- 
duced. The  model  is  substantially  in  accordance  with  the  Specification  and 
Drawings.  There  are  small  differences,  which  appear  to  be  entirely  inessential 
things  that  a  workman,  in  putting  a  model  together,  is  expected  to  supply  when 
dealing  with  diagrammatic  Drawings.    A  skilled  workman  could  construct  this 

30  model  from  the  Drawings  and  Specification,  without  having  to  exercise  any 
inventive  power.  There  are  in  the  Kolbe  machine  a  revoluble  knife,  recipro- 
cating table,  and  forward  feed..  There  would  be  no  difficulty  in  making  the 
Morton  machine  cut,  as  distinguished  from  shearing.  It  depends  on  the  height 
of  the  table.    By  raising  the  article  to  be  cut  nearer  the  centre  of  the  knife  you 

35  would  get  rid  of  the  shearing,  and  have  a  cutting  machine.  I  have  examined 
the  Burger  machine  No.  2,  the  one  with  the  oscillating  table.  In  that  machine, 
as  in  the  Van  Berkel^  the  cutting  edge  alone  comes  in  contact  with  the  object 
to  be  cut.  That  is  effected  by  the  swinging  of  the  table.  That  confers  great 
advantages.    The  use  of  a  dished  knife  is  inessential.    The  oscillating  Burger 

40  machine  can  work  as  well  with  a  flat  knife.  The  clearance  obtained  by  the 
working  in  a  cylindncal  path  is  at  least  twice  the  clearance  in  the  Van  Berkel 
machine.  The  swinging  gives  so  much  clearance  that  you  do  not  need  the 
dished  knife  at  all.  The  dishing  of  the  knife  plays  no  part.  I  do  not  think  the 
oscillating  table  in  the  Burger  machine  is  a  mechanical  equivalent  for  the 

45  dishing  of  the  knife  in  Van  Berkd's,  It  produces  the  same  result ;  but  it  was 
not  known  at  the  date  of  Van  Berkd'a  patent.  There  never  was  any  suggestion 
of  swinging  about  the  centre.  The  oscillating  table  was  entirely  unknown. 
A  mechanical  equivalent  applies  only  to  known  things  ;  and  for  that  reason  I 
say  it  is  not  a  mechanical  equivalent,  although  it  accomplishes  the  same  result, 

50  viz.,  clearance.  In  my  opinion,  the  Burger  machine  No.  2,  with  the  oscillating 
table,  is  no  infringement  of  Van  BerkeVs  patent.  I  have  inspected,  for  the 
purposes  of  this  case,  the  veneer  cutting  machines  at  the  *'  Esdale  Works,"  off 
the  City  Road,  London.  They  have  a  rotating  circular  saw,  with  a  dished  face. 
Gro88'examined.--Tumer's  Burger  Patent,  No.  2,  uses  a  flat  knife  not  a  hollow 

55  or  dished  knife.  I  do  not  think  the  Burger  machine  No.  2  can  be  properly 
described  as  a  modification  of  Van  Berkel' 8  ;  but  I  would  not  in  the  patent 
sense  call  it  an  improvement  on    Van  BerkeVs  machine.     Turner  himself 
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described  the  machine  as  an  improvement  on  the  machine  which  is  identical 
with  Van  BerlieVs.  I  think  he  was  wrong,  in  one  sense.  It  depends  on  the 
meaning  you  put  on  "improvement";  it  is  improvement,  gtf a  result.  It  pro- 
duces a  better  result,  but  in  a  different  way.  I  think  Turner's  (or  Burgers') 
No.  1  machine  is  practically  identical  with  Van  BerkeVs.  If  a  man  was  5 
making  Burgers'  machine  No.  1,  a  knowledge  of  Van  BerkeVs  machine  would 
certainly  be  a  help  to  him.  If  he  had  it  before  him  it  certainly  would.  When 
there  are  two  ways  of  doing  a  thing,  and  you  adopt  one  instead  of  the  other, 
that  is  a  mechanical  equivalent.  What  I  understand  to  be  the  main  claim  in 
the  Van  Berkel  Patent  is  the  application  of  the  dished  knife  to  slicing.  I  agree  10 
in  the  opinion  that  the  Van  Berkel  machine  is  very  cleverly  designed  ;  it  is 
very  neatly  arranged ;  but  it  may  be  cleverly  designed  as  a  machine  and  yet 
have  no  invention  whatever.  There  is  a  difference  between  design  and 
invention. 

Thomas  Booths  one  of  the  Defendants,  deposed  that  the  Model  produced  of  15 
the  Kolhe  machine  was  prepared  in  their  workshop  under  his  supervision,  from 
the  information  given  in  Kolhe's  Specification  and  Drawings.  He  had  also  had 
prepared  a  model  of  the  half  nut  arrangement  in  the  Klapper  machine.  Both 
those  machines  sliced  bacon  and  sausages  quite  satisfactorily.  He  had  also  cut 
bncon  with  the  Morton  machine.  Up  to  some  time  ago  Burgers'  machines  were  20 
fitted  with  dished  knives.  Recently  he  found  that  flat  knives  were  just  as 
good  ;  and  for  a  considerable  time  the  machines  that  he  had  sold  had  been  fitted 
with  flat  knives,  and  they  answered  perfectly  satisfactorily. 

Bonan  K.C.  and  Jellett  K.C.  for  the  Plaintiffs. — The  Patent  is  for  a  com- 
bination. We  submit  that  that  is  plainly  shown  on  the  construction  of  the  25 
Specification  and  Claim  ;  and  that  being  so,  it  is  immaterial  whether  the  parts 
of  the  combination  are  new  or  old.  The  Plaintiff  was  the  first  person  who 
applied  them  in  combination  to  produce  a  new  and  useful  result.  As  to 
Burgers'  No.  2  machine,  it  is  an  infringement.  The  only  difference  between  it 
and  the  Plaintiffs'  machine  is  the  substitution  of  an  oscillating  table  for  the  30 
Plaintiffs'  reciprocating  table.  It  is  a  mechanical  equivalent — the  adoption  of 
another  well-known  means  for  producing  the  same  result.  We  contend  that 
the  Defendants  have  been  guilty  of  infringement,  both  in  selling  copies  of  Van 
BerkeVs  machine,  and  also  in  selling  Burgers'. 

Henry  K.O.  and  Brown  K.C.  for  the  Defendants.— The  Specification  and  35 
Claim  are  not  merely  for  a  combination.  In  paragraphs  1  to  7  of  his  Claim  the 
Plaintiff  claims  each  and  every  part  of  the  machine  :  (1),  the  re  voluble  circular 
knife  ;  (2),  the  dished  form  ;  (3),  the  reciprocating  table  ;  (4),  the  forward  feed 
movement ;  (5),  the  arrangement  for  regulating  the  thickness  of  the  slices ; 
(6),  the  clamp  for  holding  the  meat ;  (7),  the  arrangement  of  the  table  with  a  feed  40 
oblique  to  the  axis  of  the  knife.  All  these  are  claimed  as  inventions.  Nothing 
is  said  about  combination  except  in  the  8th  and  final  paragraph.  None  of  these 
elements  is  new ;  they  had  all  been  in  use  long  prior  to  the  Plaintiff's  Patent 
In  his  evidence  on  the  witness  table  the  Plaintiff*  had  sworn  that  the  dished 
knife  was  his  invention,  and  in  his  Specification  he  distinctly  states  "  This  form  4f* 
"  of  knife  constitutes  an  essential  feature  of  my  invention."  As  to  Burgers' 
machine,  even  assuming  Van  BerkeVs  Patent  to  be  a  combination,  and  that  it  is 
valid,  we  submit  that  Burgers'  No.  2  machine  is  not  an  infringement  It 
produces  the  result  in  an  entirely  different  manner,  by  an  oscillating  table, 
instead  of  a  reciprocating  one.  f»0 

Substantially  the  same  cases  were  cited  as  were  cited  in  Van  Berkel  v. 
Simpson  (23  R.P.C.  237).  In  addition,  Kynoch  and  Company  v.  Webb 
(17  R.P.C.  100),  was  cited. 

The  case  was  at  hearing  for  seven  days,  and  at  the  conclusion  of  the  argument, 
on  the  5th  of  July,  judgment  was  reserved.  55 

On  the  17th  of  July,  bis  Lordship  delivered  the  following  judg- 
ment : 
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PORTBB  M,E. — The  three  principal  qaestions  in  this  case  are  the  follow- 
ing : — 1,  Is  the  PlaintiflE's  invention  one  for  which  a  Patent  could  lawfully  be 
granted  ;  that  is,  has  it  a  subject-matter  to  support  it  ?    2.  If  so,  is  the  Specifica- 
tion (as  amended)  an  apt  description,  capable  of  supporting  the  claim,  or  does  it 
5  claim  too  much,  or  too  little  ?    3.  If  (1)  be  answered  in  the  affirmative,  and  if 
the  claim  be  not  excessive,  have  the  Defendants  infringed  ?    Though  this  is  the 
logical  order,  it  may  be  convenient  to  consider  the   Specification  and  Claim 
first. 
A  Patent  or  Specification  is  to  be  construed  in  the  same  way  as  any  other 
10  document ;  that  is,  the  Court  must  interpret  it  by  the  language  used  in  it,  and 
see  what  it  means  fairly  and  as  a  whole.    One  would  not  have  thought  that  this 
proposition  involved  any  novelty,  or  any  debateable  matter ;  yet  it  has  been 
insisted  on  in  so  many  cases,  extending  over  so  long  a  period,  as  to  suggest  that 
there  must  have  been  some  suspicion  of  a  tendency  to  tiie  contrary  somewhere. 
15  Why  should  a  Patent  or  Specification  be  diflferently  treated  ?    All  documents — 
Acts  of  Parliament,  Deeds,  Wills,  Charter  Parties,  Bills  of  Exchange,  and  other 
mercantile  contracts — must  be  so  interpreted ;  and  why  not  Specifications  of  inven- 
tions ?  How  else  can  they  be  dealt  with  ?  In  fact,  this  is  one  of  the  commonplaces 
on  which  our  legal  minds  so  persistently  love  to  dwell ;  and  Lister  v.  Norton 
20  (3  R.P.C.  199),  Needham  v.  Johnson  (1  R.P.C.  49),  NoheVs  Explosives  Company 
V.  Anderson  (II  R.P.C.  123,  519,  522),  Kijnoch  &  Go.  v.  Wehh  (17  R.P.C.  100), 
Tubes  Ld.  v.  Perfecta  Ac.   Company  (20  R.P.C.  77),  are  a  few  among  the 
multitude  of  illustrations  of  the  rule.     In  thus  re-stating  it,  I  fear  I  am  only 
adding  another  illustration  of  the  tendency  to  dwell  on  commonplaces. 
25       The  difficulty,  however,  is  not  in  ascertaining  what  the  rule  is,  but  in  apply- 
ing it,  which  is  a  widely  different  matter  ;  and  in  construing  a  Specification  in 
which  words  of  art — technical  words  not  of  any  ascertained  legal  import — are 
used,  the  aid  of  technical  explanation  by  experts  is  needed,  and  is  always 
admitted ;  and  knowledge  of  the  state  of  information  existing  at  the  time  is 
30  also  pre-supposed.     The  difficulty,  however,  where  there  is  any,  is  in  ascer- 
taining the  fair  import  of  the  document  as  a  whole,  without  bias  towards  a 
meritorious  inventor  on  the  one  hand,  or  against  the  principle  of  monopoly  on 
the  other. 
The  Specification  before  me  does  not  err  (I  am  speaking  in  general  terms)  in 
35  the  way  in  which  that  in  Kynoch  v.  Wehh  (17  R.P.C.  100),  was  held  to  be 
erroneous.     It  does,  in  the  main,  and  apait  from  the  question  as  to  Claim  2, 
specifically  claim  a  combination,  and  that  only.    I  may  state  that  that  question, 
which  formed  the  groundwork  of  the  decision  of  two  members  of  the  Court  of 
Appeal,  and  of  the  judgment  of  the  House  of  Lords,  was  not  argued  before  me. 
40  That  is,  however,  now  immaterial.     The  decision  was  that  Wehh'^s  Specification 
was  too  wide,  in  not  stating  that  the  Patent  claimed  was  for  a  combination 
only  ;  and  I  ought  to  say  that  I  respectfully  concur  in  the  result.     But  here. 
Van  Berkel  states  in  terms  that  he  claims, "  (8),  the  general  construction  and 
*'  combination  of  parts  taken  as  a  whole,  forming  the  improved  machine  for 
45  **'  slicing  German  sausages  and  the  like,  substantially  as  hereinbefore  described 
"  and  illustrated." 

Unquestionably,  however,  this  Specification  and  Claim  are  not  felicitously 
wordcKl.  In  the  first  paragraph  of  his  Claim,  he  says  that  what  he  claims  is  : — 
'^  A  machine  for  slicing  German  sausages  or  polonies  and  the  like  meat  goods 
50  "  characterized  by  the  arrangement  of  a  revoluble  circular  knife  «jf  spherical  or 
**  dished  form  and  a  table  having  a  to  and  fro  movement  adapted  to  carry  the 
"  polony  or  the  like  with  it  against  the  said  knife  in  the  direction  of  cut  whilst 
**  during  the  return  of  the  table  (which  is  executed  quickly  relative  to  the 
**  forward  movement),  the  polony  is  moved  forward  on  the  table  to  the  width 
55  "  of  a  slice,  substantially  as  hereinbefore  described."  In  the  second  paragraph 
he  claims — ''2  In  a  machine  for  slicing  German  sausages  or  polonies  and  the 
**  like  meat  goods,  a  cutter  consisting  of  a  revoluble  circular  knife  having  a 
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"  spherical  or  dished  form  whereby  only  the  cutting  edge  of  the  circular  knife 
"  comes  in  contact  with  the  polony  or  piece  of  meat  dnrinsf  the  slicing, 
"  substantially  as  and  for  the  purpose  hereinbefore  set  forth."  As  to  this, 
there  is  much  to  be  said  (and  very  much  was  said)  in  favour  of  the 
proposition  that  it  claims  the  dished  or  spherical  knife  as  a  novelty,  so  &r  5 
as  to  make  it  a  '' subordinate  integer"  in  the  language  of  the  cases. 
The  way  the  Defendants'  counsel  put  it  was  as  follows : — First,  if  the  Claim 
consisted  of  (1)  and  (2)  alone,  doubtless  the  second  would  be  read  as  a  separate 
assertion.  Secondly,  if  (2)  were  alone,  this  would  h^  fortiori  rcUione.  Thirdly, 
the  Plaintiff,  Van  Berkel^  thought  that  he  was  the  first  inventor  of  the  dished  10 
knife.  Fourthly,  its  use  is  not  claimed,  in  terms  in  connection  with  Plaintiff's 
machine  alone,  but  is  '^  in  a  machine,  &c.'*  and  the  language  differs  from  that 
used  in  the  other  Claims  except  (4).  Fifthly,  I  may  add  what  struck  me 
quite  as  much,  both  in  the  Provisional  and  Complete  Specifications  he 
described  the  dished  knife  as  his  own;  he  calls  it  "My  circular  knife  15 
"  has,  however,  a  spherical  or  dished  form "  in  both  documents.  And, 
sixthly,  he  describes  it  as  "an  essential  feature"  of  his  invention.  It 
must  be  admitted  that  these  are  all  matters  worthy  of  consideration.  This 
case  does  not  resemble  the  British  Dynamite  Company  v.  Krepps  (13  R.P.C.  190), 
where  the  second  Claim,  for  the  mode  of  igniting  the  dynamite,  could  not  have  20 
been  meant  as  a  Claim  for  a  subordinate  integer  ;  because  no  one  could  lawfully 
make  or  use  dynamite,  save  the  Patentee  and  his  licensees,  and  therefore  the 
means  of  causing  the  dynamite  to  explode  could  not,  it  was  held,  be  meant  as 
something  separate  from  the  use  of  the  dynamite  itself.  The  question  in  this 
case  is,  in  that  respect,  obviously  different.  Still,  treating  the  Specifica-  25 
tion  and  Claim  as  a  whole,  it  is  to  be  noted  that  there  is  no  suggestion 
in  them  of  two  patent  inventions  in  terms.  The  Patentee  says,  "This 
"  invention  has  for  its  object  a  machine."  .  The  whole  description  is  of 
one  complete  machine.  This  is  no  assertion  of  a  right  to  two  Patents,  or 
two  patentable  inventions — ^much  less  to  eight ;  and  although  Van  Berkel  did  30 
undoubtedly,  as  I  have  said,  believe  himself  to  have  invented  a  novelty  in  the 
dished  knife,  he  does  not  say  so.  True,  he  calls  it  an  "  an  essential  feature  "  of 
the  invention  ;  but  he  does  not  say  it  is,  in  itself,  an  invention.  On  the  contrary, 
at  least  till  he  came  to  the  witness  chair,  he  deals  with  one  thing,  and  one  thing 
only,  that  is,  the  completed  combination,  of  which  this  peculiar  knife  is,  with  35 
other  features,  but  a  part,  though  an  essential  part. 

In  construing,  then,  the  Claim,  I  cannot  treat  it  as  if  paragraphs  (1)  and  (2) 
stood  alone,  or  as  if  (2)  stood  by  itself.  That  would  be  contrary  to  the 
canon  of  construction  to  which  I  have  referred,  and  which  compels  me  to 
take  the  whole  document  together.  Treating  it  so,  I  must  take  all  the  separate  40 
matters  in  the  Claim,  down  to  and  including  (8),  into  consideration,  and  ask 
myself  did  Van  Berkel  claim  eight  different  inventions  ?  Or,  if  not,  how 
many,  and  which,  of  them  ?  No.  2  does  say,  "  in  a  machine,"  and  not  "  in 
"  my  machine,"  or  "  in  the  machine."  But  in  so  doing,  it  uses  the  very  words 
in  which  the  invention  is  introduced  and  described  :  "  a  machine  for  slicing  45 
"  German  sausages  and  the  like  meat  goods,  in  which  a  revoluble  circular  knife 
"  of  spherical  or  dished  form  is  arranged  for  cutting  the  sausage."  It  does  not 
say  "  in  any  machine,"  and  it  describes  the  use  of  the  peculiar  knife  "  sub- 
"  stantially  as  and  for  the  purposes  hereinbefore  set  forth,"  a  phrase  identical 
in  meaning  with  that  which  follows  in  the  other  paragraphs,  "  substantially  as  50 
"  hereinbefore  described."  It  would  be  absurd  to  attribute  to  Van  Berkel  an 
intention  to  claim,  as  novel  inventions,  those  other  contrivances,  all  of  which 
he  must  have  known  to  be  old,  though  as  to  (2)  he  did  not  know  that.  But  the 
strongest  argument  on  this  point  in  his  favour  is  that  the  Claim  begins  with  a 
machine  plainly  a  mere  combination,  and  ends  with  a  summing  up,  showing  55 
that  he  had  been  dealing  with  one  composite  thing,  and  that  only,  viz.,  a 
'*  general  construction  and  combination  of  parts  taken  as  a  whole,  forming  the 
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"  improved  machine  for  slicing  German  Bausages  and  the  like  substantially  as 
"  hereinbefore  described  and  illustrated." 

I  therefore  take  it  that  the  Claim  must  be  construed  as  one  Claim — a  Claim 
for  the  very  beautiful  Instrument  produced ;  and  that  the  separation  of  it 
5  into  paragraphs  is  intended  merely  to  define  the  characteristic  and  essential 
contrivances,  the  combination  of  which  constitutes  the  invention.  This  may  not 
have  been  necessary,  after  the  full  statement  of  the  Specification ;  but,  in  my 
opinion,  it  does  not  vitiate  the  Patent. 
As  I  have  said,  this  part  of  the  case  is  not  free  from  difficulty  ;  but  if  I  had 

10  more  doubt  about  it  than  I  have  had,  the  point  was  decided  by  Lord  Dundas  in 
the  Scotch  case  ( Van  Berkel  v.  Simpson^  23  R.P.C.  '-337)  ;  and  though  the 
decision  of  that  learned  Judge  in  a  Scotch  Court  does  not,  perhaps,  bind  me  in 
point  of  law,  yet,  as  having  been  given,  as  matter  of  construction,  upon  the  very 
document  now  before  me,  I  feel  that  it  ought  at  least  to  fortify  my  own  opinion 

15  upon  the  point.  It  would  be,  to  say  at  least,  very  inconvenient  if  a  different 
construction  should  be  "adopted  here,  so  that,  (assuming  this  to  be  the  only 
point  in  the  case),  the  same  Patent  should  be  good  in  Scotland,  and  bad  in 
Ireland,  on  grounds  equally  within  the  jurisdiction  of  the  tribunals  of  the  two 
countries.    Lord  Dundas  said  :  "  There  remains  for  consideration  an  argument 

20  "  which  was  pressed  upon  me  by  the  Respondent's  counsel  with  ability  and 
**  earnestness  to  the  effect  that  certain  of  Van  BerkeVs  Claims,  particularly 
"  Claims  2,  3,  and  4,  respectively,  are  put  forward  by  him  as  subordinate 
"  integers ;  that  they  are,  each  and  all,  invalid  as  substantive  matters  of  claim,  for 
"  want  of  proper  subject  matter,  and  by  reason  of  anticipation  ;  and  that  the  whole 

25  "  of  the  Complainer's  Patent  is,  therefore,  invalid.  If,  as  I  am  prepared  to  hold, 
^  these  Claims  are  not,  as  matter  of  fair  construction,  made  as  subordinate 
"  integers,  but  as  appendant  only  to  the  principal  claim  of  the  invention,  it  is 
"  unnecessary  to  consider  to  what  extent  all  or  any  of  them  would  be  open  to 
"  successful  attack.     The  Specification  and  Claims  must,  I  apprehend,  be  read 

30  "  together  as  a  whole,  and  fairly  construed  with  the  view  of  determining  what  the 
"  inventor's  true  meaning  and  intention  are.  The  Court  must  not,  as  Lord 
"  Davey  pointed  out  in  Kynoch  v.  Wehb^  (17  R.P.C,  at  page  116)  *  put  a  forced 
"  *  construction  on  the  Specification,  as  not  intending  to  claim  something  that  is 
"  *  old,  because  it  was  foolish  and  suicidal  to  obtain  it';    and  *if  a  refally 

35  **  *  independent  claim  of  something  which  is  not  new,  however  inadvertently  or 
"  *  carelessly  it  be  made,  is  in  fact  made  on  the  face  of  the  Patent,  the  Court  is 
"  *  bound  to  hold  that  the  Patent  is  therefore  objectionable,  (per  Brett  L.J.  in 
"  *  Plimpton  V.  Sfdller  L.R.,  6  CD.,  412  at  page  433).  On  the  other  hand,  mere 
**  •  surplusage  of  language  is  not  fatal,  and  it  is  the  duty  of  the  Judge  to  construe 

40  "  *  a  Specification  fairly,  with  a  judicial  anxiety  to  support  a  really  useful 
**  *  invention,  if  it  can  be  supported  upon  a  reasonable  interpretation  of  the 
"  *  Patent.  A  Judge  is  not  to  be  astute  to  find  flaws  in  small  matters  in  a 
*' '  Specification  with  a  view  to  overthrow  it  (per  Jessel  M.R.  in  Plimpton  v. 
"  *  Spiliery  "    I  think  that,  upon  a  fair  and  natural  reading  of  the  language  used 

45  by  Van  Berkel^  the  Claims  referred  to  are  not  intended  to  be  made,  and  ought 
not  to  be  held  to  have  been  made,  for  subordinate  integers,  but  are  appendant 
only  to  the  main  Claim. 

Passing  on,  then,  to  the  question  which  next  arises,  is  this  an  invention? 
That  is,  has  it  subject-matter  to  support  it?     On  this  point,  I  have  not  been  able 

50  to  conjure  up  a  doubt.  A  machine  of  comparatively  small  size  has  been  con- 
trived, whereby  meat  substances,  such  as  sausages  and  bacon,  which  it  is  desired 
to  slice,  can  be  cut  with  extreme  precision  as  regards  thickness,  with  perfect 
cleanliness,  swiftly  and  easily,  with  little  or  no  waste,  certainly  not  more  waste 
than  would  attend  cutting  by  hand,  and  with  a  minimum  of  labour  ;  one  person 

55  without  the  aid  of  extrinsic  mechanical  power  performing  the  whole  operation. 
Obviously,  it  is  a  different  thing  to  slice  meat  (ham  or  bacon),  from  slicing  cake, 
or  paring  wood  for  barrel  staves,  or  cutting  bread,  or  making  veneers,  or  slicing 
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sweet  stnffB,  such  as  almond  tablets.  Before  any  bacon  slicing  machines  were 
used  it  was  interesting  to  see  with  what  great  relative  precision  a  trained  hand 
in  a  provision  shop,  armed  only  with  a  large  hand-knife  of  the  ordinary  chopper 
type,  could  chop  up  a  piece  of  bacon  for  consumption.  The  customer  wanting 
the  homely  rasher  was  glad  to  get  this  done  for.  him  or  her,  instead  of  taking  5 
the  bulk  home  to  have  it  sub-divided  laboriously  in  the  kitchen.  The  blows 
came  quick  and  fairly  accurate  ;  but  the  result  was,  at  best,  only  an  approach  to 
exactness,  and  not  exactness  itself ;  it  was  achieved  with  hard  work,  and  the 
slices  cut  oflE  were  of  varying  thickness,  but  all  relatively  thick.  Van  BerkeVs 
machine  on  the  other  hand  does  the  required  work  without  effort,  without  10 
noise,  and  with  a  precision  absolutely  mathematical,  securing  identity  in  point 
of  thickness,  and  a  speed  utterly  unattainable  by  hand-work.  The  thickness  of 
the  slices  is  regulated  according  to  taste,  but  all  are  exactly  of  the  same  thickness 
till  the  feed  is  re-adjusted  ;  and  the  process  is  so  neat,  I  might  say  so  pretty, 
that  we  have,  I  dare  say  all  of  us,  seen  people  gathering  round  the  windows  of  13 
the  shops  where  the  machine  is  used,  admiring  the  seeming  simplicity  and 
efficiency  of  it.  A  man  or  boy  turns  the  handle  and  off  come  the  long  strips 
of  meat  with  quite  astonishing  rapidity  and  exactness.  Nor  is  this  all.  Van 
Berkel  was  so  filled  with  the  idea  of  the  value  of  his  invention,  if  he  could  carry  it 
out,  that  he  spent  some  seven  or  eight  years  in  contriving  it,  working  with  an  assis-  20 
tant  patiently  and  laboriously  to  bring  it  to  perfection.  A  flat  circular  revolving 
knife  would  cut  the  meat,  but  it  would  do  go  with  great  difficulty,  because  the 
surface  of  the  knife  would  press  against  the  surface  of  the  meat  to  be  cut,  and  so 
cause  friction,  with  its  consequent  and  quite  inevitable  tendency  to  clog,  to  soil 
the  meat,  and  to  caase  slipping  of  the  knife  and  inequality  in  the  cut  This  25 
difficulty  was  most  neatly  overcome  by  the  use  of  a  circular  knife  of  a  quasi- 
spherical  or  dished  shape,  the  edge  of  which  alone  comes  in  contact  with  the 
substance  to  be  cut,  the  rest  of  the  knife  being  thus  withdrawn  and  kept  wholly 
out  of  contact  with  the  meat.  Thus  friction  is  minimised,  being  confined  to  the 
point  of  contact  of  the  periphery  of  the  knife  with  the  point  of  incision.  30 

As  to  the  utility  of  the  invention,  there  is  no  manner  of  question.  The 
thing  has  worked  a  revolution  in  the  trade.  It  has  been  eagerly  sought  after, 
and  rapidly  bought  up.  Mr.  Adam  Findlaier^  than  whom  a  more  competent 
authority  could  not  be  found,  stated  that  he  was  on  the  look  out  for  some 
contrivance  of  the  kind,  and  went  to  Glasgow,  partly  at  least,  to  see  if  anything  35 
of  the  sort  existed.  He  subsequently  found  Van  BerheVs  machine,  tried  it, 
and  has  now  in  his  various  establishments  and  branches  some  fifteen  of  them 
at  work  ;  and  he  states  that  each  of  them  represents  a  saving  to  him  of  from 
50/.  to  75/.  per  annum.    I  need  go  no  further  on  this  point. 

On  the  question  of  anticipation  a  vast  deal  of  evidence  and  argument  was  40 
brought  forward  on  both  sides.  Bearing  in  mind  that  the  Plaintiffs  specifically 
admitted  that  no  one  constituent  part  of  the  patented  machine  was  in  itself 
novel,  the  novelty  claimed  consisting  in  the  combination,  the  prior  use  of  parts 
not  previously  combined  to  produce  similar  results  is  obviously  immaterial. 
For  instance,  that  a  dished  knife  was  antecedently  used  for  cutting  leather  45 
by  hand,  or  slitting  it,  is  wholly  immaterial.  That  circular  saws  or  knives 
have  long  been  used  for  sawing  wood,  or  cutting  veneers,  or  the  like,  is 
also  beside  the  question,  unless  it  could  be  shown  that  they  had  been 
employed  in  a  machine  mechanically  resembling  the  Plaintiffs^  which  is  not 
the  case.  50 

Three  machines,  however,  or  types  of  machine,  existing  or  made  known 
prior  to  Van  BerkeVs^  were  chiefly  relied  on  as  anticipating  it : — (1),  certain 
machines,  the  inventors  of  which  do  not  seem  to  be  known,  for  splitting  cork ; 
(2),  Kolbe's  American  Patent  for  slicing  bread  ;  and  (3),  Morton^s  Patent 
(21st  October  1885,  No.  12,rt01),  for  "  Improved  apparatus  for  slicing  or  cutting  55 
"  almond  tablet  and  other  confectionery  cakes."  There  were  other  instances 
also  put  forward  in  this  connection ;  but  I  need  not  dwell  upon  them,  for  if 
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any  one  of  the  three  I  have  referred  to  is,  or  if  all  three  are  not,  anticipative,  no 
other  will  be  needed,  or  will  serve. 

The  subdivision  of  cork  into  leaves  of  extreme  tenuity  has  for  a  considerable 
time  been  effected  by  mechanical  means.  The  cork  can  be  cut  into  leaves 
5  seemingly  as  fine  as  silk  paper,  and  is  used  in  different  trades,  for  rolling 
cigarettes,  for  making  hat  linings,  and  so  forth.  This  is  effected  by  bringing 
the  piece  or  block  of  cork  against  a  rapidly  revolving  circular  knife,  which  is 
slightly,  but  no  doubt  sufficiently  dished,  towards  the  peripheral  edge,  to  avoid 
friction.    Thus  the  knife,  though  Van  Berkel  did  not  know  of  it,  has  the  main 

10  features  of  the  knife  used  by  him.  But  it  differs  so  vastly  in  other  respects 
that  it  is  impossible  to  regard  it  as  an  anticipation  of  his  meat  slicer.  Take 
Buasey  and  Campany^a  machine.  [His  Lordship  read  passages  from  the 
evidence  of  Mr.  Fitzpatrick  and  Professor  Jolly  as  to  the  working  of  the  cork- 
cutting  machines.]     I  may  say  that  a  striking  illustration  of  one  of  the  many 

15  discrepancies  between  these  cork-cutting  machines  and  the  patented  machine 
was  afforded  in  the  course  of  this  case.  The  cork-cutter  of  Bussey  was  on  the 
table  of  the  Court,  and  Mr.  Henry  K.C.,  for  the  Defendants,  told  me  that  I  should 
see  it  actually  slicing  bacon  before  the  case  closed.  It  was  found  that  it  could 
not  be  done.   Why  ?     Because  to  work  it,  a  belt  moved  by  mechanical  power 

20  was  needed,  which  could  not  be  procured  or  used  in  Court.  To  compare  that 
with  Van  BerkeVa  machine,  in  which  the  turning  of  a  handle  does  everything, 
is  impossible.  You  turn  the  handle  of  Van  BerkeVs  machine,  and  round  goes 
the  knife,  forward  goes  the  table,  carrying  the  meat  at  a  slow  rate,  back  it 
comes  at  a  greater  speed  after  the  slice  is  cut,  while  the  transverse  table  moves 

25  forward  exactly  the  distance  required  to  regulate  the  thickness  of  the  next 
cut ;  and  all  this  goes  on  absolutely  automatically,  save  that  the  handle 
has  to  be  turned,  and  when  the  portion  of  meat  is  finished,  the  operator 
can  replace  it  by  another,  which  is  held  in  its  place  by  a  clamp,  powerful 
and  effective,  the  corrugated  table  preventing  any  chance  of  slipping.     There 

30  is  here  no  need  for  glueing  the  meat  on  to  wooden  blocks,  or  strapping 
or  tying  it  on.  The  produce,  too,  consists  of  slices  of  meat  cut  with 
perfect  cleanliness,  and  all  of  exactly  the  same  thickness ;  no  doubt  a 
boon  to  the  cook  and  the  consumer.  In  short,  for  its  object,  it  seems  a 
perfect  contrivance. 

35  I  come  next  to  consider  Kolbe*s  machine,  or  rather  his  American  Specifica- 
tion for  a  machine,  because  no  machine  has  ever  been  made  under  his 
Patent  (except  as  I  shall  presently  state),  and  it  has  been  merely  a  paper 
project.  The  Patent  is  dated  23rd  March  1897,  and  the  application  for  it 
10th  February  1896,  and  is  for  "  Improvements  in  Devices  for  cutting  Bread." 

40  The  Specification  and  Drawings,  particularly  the  latter,  are  (I  think  I  may 
say)  incomplete,  though  this,  as  to  the  Specification,  is  not  wholly  admitted. 
The  Drawings  are,  on  the  view,  undoubtedly  so.  The  knife  or  cutter  is 
described  as  "  provided  with  an  irregular  periphery  or  cutting  edge," 
and  is    stated    to    be    "  disk-shaped."      This  latter  word  must  not  be  con- 

45  founded  with  dish-shaped  ;  that  it  is  not.  Again,  its  edge  is  "  irregularly 
"  shaped  ; "  or,  as  it  has  been  interpreted,  serrated,  the  spaces  between  what 
might  be  termed  the  teeth  of  the  saw  being  considerable,  though  no  particulars 
are  disclosed  as  to  this  important  point.  There  is  no  quick  (Whitworth) 
return.     There  is  no  automatic  screw  feed ;   no  corrugated  table  to  prevent 

50  sliding ;  no  suitable  clamp  for  securing  the  rigidity  of  the  object  to  be  cut, 
though  there  is  an  adjustment  capable  of  being  used,  at  least  in  the  case  of 
loaves  of  bread,  and  perhaps,  though  with  difficulty,  not  incapable  of  being 
adaptable  to  meat,  for  which  it  was  never  intended.  The  loaf  is  transfixed  by 
a  fork  to  keep  it  in  position,  as  I  understand  the  Specification,  which  to  an 
55  uneducated  mind  is  hard  of  comprehension.  It  may  be  said  that  this  trans- 
fixion is  not  a  necessary  mode  for  using  the  fork ;  but  if  not,  the  grip  on  a  piece 
of  solid  meat  would  be  insecure  in  the  extreme. 


600  BEPORTS  OP  PATENT,  DESIGN,         [Oct.  24, 1906. 

Van  Berkel  y.  Booth  Brothers. 

When  the  case  of  Van  Berkel  v.  Simpson  was  tried  in  Scotland,  and  the  trW 
ran  on  at  intervals  from  the  30th  of  May  1905,  till  the  judgment  on  the  10th  of 
January  1906,  no  attempt  had  been  made  to  produce  a  machine  under  Kolbe's 
Patent.  But,  for  the  present  case,  Mr.  Booth  caused  to  be  made,  under  his 
own  superintendence,  an  instrument  which,  whether  as  model  or  as  an  actual  5 
machine,  was  designed  to  show  what  Kolbe  had  described.  Assuming  that 
good,  faith  was  observed  in  producing  the  model,  it  in  no  way  affects  the 
result.  The  Plaintiffs'  skilled  witnesses  pointed  out  the  several  respects  in  which 
they  thought  that  the  model  differed  from  the  Specification  or  Drawings;  some 
of  greater,  some  of  less,  importance.  The  witnesses  for  the  Defendants  said  iO 
that  these  discrepancies  or  departures  were  only  such  as  a  skilled  workman 
would,  or  might,  naturally  resort  to  from  the  Specification.  But  Kolbe  never 
dreamed  of  cutting  meat.  He  had  a  flat  knife  with  an  irregular  edge,  suited  for 
cutting  bread,  unsuitable  for  cutting  meat ;  and  though  it  was  shown  that, 
given  a  piece  of  meat  of  particular  size  and  shape,  it  could,  though  with  15 
difficulty,  cut  it  into  slices,  it  is  not  Van  BerkeFs  combination,  nor  anything 
near  it.  I  may  in  this  connection  quote  the  language  of  FilzQibbon  L.J.,  in 
Pirrie  v.  York  Street  Flax  Spinning  Company  (li  R.P.C.  444;  1894,  I  I.R. 
455)  :  **  I  next  take  up  the  previous  Patents.  The  defence  of  anticipation  by 
"  previous  Patents  is,  in  substance,  a  special  plea  of  want  of  novelty.  It  requires  20 
"  careful  consideration  and  comparison  of  the  Plaintiff's  alleged  invention  with 
**  each  of  those  previously  patented ;  and  while  it  is  plain  that  two  Patents 
'*  cannot  co-exist  for  the  same  thing,  the  things  patented  must  be  substantively 
"  the  same  in  method,  in  principle  and  in  construction,  before  one  Patent  will 
"  displace  the  other.  I  think,  too,  that  there  is  authority  for  saying  that  a  new  25 
^'  and  useful,  and  actually  working  Patent,  of  practical  value,  is  not  invalidated 
"  by  the  mere  fact  that  there  is  some  old  Specification  in  the  Patent  Office,  that 
"  never  was  of  any  real  use,  but  which  describes  an  apparatus,  abortive  for  any 
"  good  purpose  unknown  to  the  later  inventor,  which,  if  he  had  seen  it,  might  have 
*'  helped  him  to  discover,  or  might  even  have  suggested,  the  improvement  which  30 
"  the  second  patentee  for  the  first  time  produced  in  a  commercially  valuable 
*'  shape.  There  should  be  no  sympathy  with  a  systematic  attempt  to  deprive 
"  the  meritorious  inventor  of  a  useful  instrument  of  the  fruits  of  his  discovery, 
"  by  exhuming  something  like  it  from  the  '  limbo  of  forgotten  things  ; '  and 
"  it  seems  to  be  now  a  profession  to  grub  up  still-bom  Patents,  in  order  to  rob  35 
"  living  inventors  of  the  fruits  of  their  ingenuity."  In  my  opinion,  Kolbe  did 
not  anticipate  Van  Berkel;  and  in  this  respect  also  I  find  myself  in  accord  with 
the  judgment  of  the  Lord  Ordinary  in  Van  Berkel  v.  Simpson. 

But  there  is  another  machine,  which  was  not  before  the  Court  in  the  Scotch 
case,  and  which  was  greatly  pressed  before  me  as  being  a  complete  anticipation,  40 
or  at  least,  as  all  the  Defendants'  skilled  witnesses  stated,  as  being  the  invention 
on  which,  if  only  one  machine  had  to  be  chosen  to  prove  anticipation,  most 
reliance  would  be  placed — I  mean  Morton^s  Patent.    His  complete  Specification, 
(12,601,  20th  July  1886),  is  for  an  "  Improved  apparatus  for  slicing  or  cutting 
"  Almond  Tablet  or  other  Confectionery  Cakes."     [His  Lordship  read  passages  45 
"  from  the  evidence  of  Mr.  Syme  and   Mr.   Adam^  as  to  Morton^s  machine, 
and  continued]  :  I  saw  this  machine.     It  was  too  heavy  and  too  large  to  be 
brought  into  Court,  but  was  placed  in  the  outer  passage.    Bacon  was  placed 
in  it,  and  cut ;  and  laboriously  it  did  slice  it,  but  in  unequal  pieces.    It  is 
obviously  not  designed  for  cutting  meat  at  all.    The  sugar  goods  it  is  designed  50 
to  cut  are  heated,  or  placed  warm  and  somewhat  soft  on  the  belt,  to  be  sliced. 
The  belt  is  quite  unfitted  for   holding  meat   and   presenting  it  to  the  knife. 
There  is  no  adequate  clamp.       It  is  not   steady.       It  shears,  not  cuts  in  the 
ordinary  sense.     Excellent  as  it  may  be  for  its  own  purpose,  cutting  almond 
tablet,  it  is  inapplicable  to  the  purpose  of  Van  Berkel' s  machine.     It  has  no  55 
dished  knife — at   least   it   had    not,  till   after    Van  Berkel^s  Patent ;   and  in 
other  respects  it  is  in  no  sense  an  anticipation  of  the  Plaintiff's  invention. 
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I  am  therefore  of  opinion  that  the  Plaintiffs'  invention  is  useful,  is  novel, 
is  the  product  of  much  ingenuity,  so  as  to  be  a  proper  subject  for  a  Patent ; 
and  that  it  has  not  been  anticipated. 
The  remaining  question  is  whether  the  Defendants  have  infringed  it. 
5  Admittedly  they  have,  in  so  far  as  they  introduced  and  sold  machines 
identical,  or  practically  identical  with  the  Plaintiffs';  that  is,  before  they  took 
up  Turner  (or  Burgers^)  machine  No.  2.  But  Turner^s  No.  2  machine  is  that 
which  the  Defendants  are  asserting  a  right  to  use  ;  and  it  is  on  its  combination, 
as  compared  with  the  Plaintiffs',  that  the  question  of  infringement  must  mainly 

10  depend. 

I  said  during  the  argument,  and  I  now  repeat,  that  motive  is  not  in  question. 
Assuming  the  Plaintiffs  to  have  a  perfectly  valid  Patent  for  a  bacon  slicing 
machine,  and  supposing  the  Defendants  were  desirous  to  keep  as  close  to  it 
as  the  law  will  allow,  while  really  producing  a  machine  differing  from  it,  not 

15  colourably,  but  in  real  substantial  features,  so  as  to  constitute  it  a  novelty  in 
itself,  the  motive  or  desire  to  use  the  Plaintiffs'  invention  up  to  a  certain  point 
would  not  necessarily  render  them  liable  for  an  infringement,  though  it 
might  induce  a  tribunal  having  jurisdictioa  in  the  case  to  scan  closely  the 
results.    I  have  purposely  avoided  the  correspondence  in  the  case ;  but  it  would 

20  be  easy  to  show  that  the  Defendants  had  Van  Berkel  in  their  view,  and  would 
have  been  only  too  glad  to  make  or  import  his  m£;chine,  if  it  could  be  done 
with  impunity ;  and  further,  that  knowing  the  great  merit  and  value 
of  his  invention,  they  desired  to  keep  no  further  away  from  it  than  was 
legally  obligatory.    Still,  the  question  is,  what  have  they  done  ?    Have  they 

25  succeeded  in  escaping  from  Van  BerkeVs  Patent,  while  retaining  all  the 
advantages  of  his  combination  ? 

That  Burgers^  No.  2  machine  does  the  same  work  as  the  Plaintiffs'  invention 
there  can  be  no  doubt.  That  it  does  it  by  means  of  a  combination  practically 
identical  with  the  Plaintiffs',  save  in  one  respect,  the  evidence  leaves  me  in  no 

30  doubt.  But  that  there  is  a  distinction  of  a  very  patent  kind  in  the  modus 
operandi  is  also  plain.  In  Va7%  Barkers  machine  the  meat  is  brought  up  to  the 
knife,  upon  a  reciprocating  table,  moving  in  a  line  parallel  to  the  plane  of  the 
knife,  and  the  friction  between  knife  and  meat  is  minimised  by  so  constructing 
the  knife  that  the  whole  of  it  is  retracted  by  its  dished  shape,  so  that  the  edge 

35  alone  touches  the  meat.  The  table  in  both  machines  has  a  speedy  retnm,  upon 
WhitwortVs  principle.  In  Burgers'  No.  2  the  other  parts  of  the  machine  are 
practically  identical  with  Van  BerkeVs,  as  I  have  said  ;  but  the  mode  of 
presenting  the  meat  to  the  knife  is  different.  In  Burgers\  the  meat  is  moved 
forwards  upon  a  table  which  is  pivotted  behind  the  attachment  for  the  meat,  so 

40  that  the  table  oscillates  backwards  and  forwards,  bringing  up  the  meat,  not 
in  a  line  parallel  to  the  knife's  motion,  but  in  an  arc  of  a  circle,  to  which  the 
knifeblade  is  almost  a  tangent,  indeed  would  be  a  tangent,  but  for  the  space 
occupied  by  the  thickness  of  the  slice,  and  a  little  more.  The  result  of  this 
arrangement  is  that,  except  at  one  point,  there  is  not,  and  cannot  mathematically 

45  be,  any  contact  between  the  knife  and  the  bulk  of  the  meat,  except  at  the  point 
of  cutting ;  and  thus  the  clearance  may  be  effected,  whether  the  knife  be  or  be 
not  of  a  dished  shape.  In  the  Drawing  it  is  shown  as  dished,  but  I  think  that 
does  not  appear  in  the  Specification  ;  and  it  is  stated  to  be  unnecessary  ;  though 
I  should  have  some  difficulty  in  coming  to  the  conclusion  that,  where  a  dished 

50  knife  is  used,  it  may  not  have  as  much  to  say  to  the  clearance  as  the  oscillating 
motion. 

It  is  in  evidence  that  the  oscillating  table  is  a  well-known  and  old  contrivance 
for  producing  results  in  any  machine  requiring  a  forward  and  backward  move- 
ment ;  and,  though  certain  other  advantages  are  claimed  for  it  (e.g,f  less  resist* 

55  ance  to  the  forward  motion  caused  by  the  position  of  the  meat),  these  are  wholly 
trivial ;  and  its  use  depends  upon  its  performing  the  same  function,  with  the  same 
results,  as  those  produced  by  Van  BerkeVs.    Treating  Van  Bef^keVs  combination 
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as  novel,  as  useful,  and  as  unanticipated,  the  question  at  once  arises,  is  the  case 
one  in  which  the  principle  excluding  mechanical  equivalents  applies,  and,  if  so, 
is  the  oscillatiDg  table  of  Burgers*  machine  a  mechanical  equivalent  for  the 
reciprocating  table  of  Van  Berkel  ?  This  is,  in  my  opinion,  by  far  the  most 
difficult  part  of  a  difficult  case ;  and  I  confess  that  my  mind  has  fluctuated  5 
about  it  more  than  once. 

In  Curtis  v.  Piatt  (L.R.  H  CD.,  ]35n),Sir  Page  Wood  said :—"  When  the 
*'  object  itself  is  one  which  is  not  new,  but  the  means  only  are  new,  one  is 
'•  not  inclined  to  say  that  a  person  who  invents  a  particular  means  of  doing 
^'  something  that  has  been  known  to  all  the  world  long  before  has  a  right  to  10 
"  extend  very  largely  the  interpretation  of  those  means  which  he  has  adopted 
"  for  carrying  it  into  effect.     Because  otherwise  that  would  be  to  say  that  the 
"  whole  world  is  to  be  precluded  from  achieving  some  desirable  and  well-known 
"  object  which  everybody  has  had  in  view  for  years.    In  such  a  case,  it  may  be 
"  said  that  the  means  taken  are  simply  mechanical  equivalents  for  the  means  15 
**  previously  adopted  for  arriving  at  the  same  object.     One  looks  more  jealously 
*'  at  the  claims  of  the  inventors  seeking  to  limit  the  rights  of  the  public  at  large 
*'  for  effecting  that  which  has  been  commonly  known  to  all  the  world  long  ago. 
"  Of  course  no  Patent  can  be  taken  for  effecting  this  as  a  new  object,  but  only 
^*  for  effecting  it  by  the  new  means.    What  those  means  may  be,  and  what  is  20 
"  the  extent  of  the  claim  which  the  Patentee  has  a  right  to  insist  upon  as  to 
"  those  means,   is  often  a  matter  of  much  difficulty.     I  think  it  extremely 
**  important  to  follow  the  rule  laid  down  in  the  House  of  Lords  in  Seed  v. 
"  Higgins  (8  H.L.O.,  550),  that  if  you  find  a  specific  mechanical  improvement 
*'  claimed,  then  you  must  hold  the  person  strictly  to  that  mechanical  device  25 
"  which  he  has  claimed  for  effecting  the  object  he  had  in  view  ;  and  if  he  says 
*'  it  is  to  be  done  in  one  precise  and  particular  way,  to  that  precise  and  particular 
"  way  he  must  be  held,  and  those  who  have  bond  fide  employed  a  different 
*'  system  and  a  different  way  must  not  be  held  to  have  infringed.     For  this 
••  there  is  a  simple  reason.    If  the  Patentee  had  made  his  claim  wider,  then  the  30 
"  Patent  would  be  open  to  objection  ;  because  the  Legislature  requires  as  the 
"  price  for  those  particular  privileges  that  the  man  should  describe  the  best 
**  way  of  effecting  the  operation  to  which  he  proposes  to  apply  his  Patent,  and 
"  if  any  better  way  should  be  discovered,  subject  of  course  to  the  question  of 
"  whether  that  better  way  can  be  used  till  that  previous  Patent  has  expired,  then  35 
"  it  is  the  case  of  an  improvement.     If  you  are  to  allow  him  to  claim  that  which 
"  is  a  better  way  than  that  which  he  has  described,  then  he  has  not  given  the 
*'  public  the  benefit,  and  is  not  to  claim  protection.    That  seems  exceedingly 
**  sound  reasoning,  and  although  one  is  not  to  be  too  narrow  in  scrutinising 
"  or  interpreting  a  Patent  against  a  person  who  is  a  bond  fide  inventor,  yet  on  40 
'^  the  other  hand,  as  to  all  those  who  may  be  proceeding  to  effect  similar  objects 
**  by  other  discoveries,  the  Court  is  bound  to  say  that  they  are  at  liberty  to  do 
"  so,  provided  they  do  not  infringe  the  precise  mechanism  claimed  for  by  the 
**  Patentees."    And,  on  appeal,  Lord  Westburg  said  : — "  I  entirely  agree  in  the 
"  conclusion  which  the  Vice-Chancellor  has  derived  from  the  decision  of  the  45 
"  House  ot  Lords.    If  the  invention  be  nothing  more  than  a  particular  means 
**  to  attain  to  a  given  result  which  is  perfectly  well-known,  then  you  can  no 
**  more  say  that  the  invention  of  one  set  of  means  interferes  with  the  invention 
'^  of  another,  than  you  could  say  originally  that  there  ought  not  to  be  patents  for 
*'  the  invention  of  distinct  means  to  an  end.    I  would  illustrate  it  familarly  by  50 
*'  this  example  :  if  we  suppose  a  Patent  for  a  ladder  to  go  down  a  pit,  whether 
"  constructed  of  wood  or  of  iron,  or  of  hemp  gr  of  wire  ;  and  if  another  man 
"  invented  a  mode  of  letting  men  down  the  pit  by  a  rope  and  pulley,  it  would 
^'  be  impossible  to  say  that  the  one  means  of  attaining  that  particular  end  was  to 
•'  be  regarded  as  identical  with,  or  comprehended  in,  the  other.    I  have  anxiously  55 
*'  considered  this  case,  because  it  is  extremely  desirable  that  when  a  beneficiid 
*'  idea  has  been  started  by  one  man  he  should  have  the  benefit  of  his  invention, 
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"  and  that  it  should  not  be  curtailed  or  destroyed  by  another  man  simply 
'*  improving  upon  that  idea.  But  if  the  idea  be  nothing  more  than  the  discovery 
"  of  a  road  to  attain  a  particular  end,  it  does  not  at  all  interfere  with  another 
"  man  discovering  another  road  to  attain  that  end,  any  more  than  that  of  one  man 
5  "  having  a  road  to  go  to  Brighton  by  Croydon  interferes  with  another  man  who 
"  has  a  road  to  go  to  Brighton  by  Dorking.  They  are  roads  and  means  of  attaining 
"  an  end,  and  unless  you  can  prove  that  one  is  a  colourable  imitation  of  the  other, 
"  or  bodily  incorporates  the  other  with  merely  an  addition,  it  is  impossible  to 
"  say  that  they  shall  not  be  co-existent  or  contemporaneous  patents." 

10  But  the  effect  and  meaning  of  these  passages  have  been  considered  in  many 
subsequent  cases,  of  which  it  is  necessary  only  to  refer  to  two,  or  at  most  three. 
In  Clark  v.  Adie  (L.R.  2  App.  Cas.  315,  425),  the  Patent  was  held  to  be  invalid 
because  there  was  no  sufficient  claim  for  a  combination,  while  all  the  parts  were 
old — a  point  which,  in  my  judgment,  does  not  arise  here,  where  the  combination 

15  is  the  invention  and  is  so  claimed.  I  come  then  to  Proctor  v.  Bennis  (4  R.P.C. 
333 ;  L.R.  36  C.  D.,  740),  in  which  Curtis  v.  Piatt,  and  incidentally  Clark  v.  Adie 
are  dealt  with  and  explained  :  Cotton  L.J.  said  : — "  The  principle  alleged  to 
"  have  been  laid  down  was  that,  where  an  invention  is  claimed  for  improve- 
'*  ments  in  machinery  consisting  only  in  a  combination,  there  the  Patentee  must 

20  "  be  held  to  the  description  which  he  gives  of  the  particular  means  by  which 
"  his  invention  is  to  bd  carried  into  effect ;  and  that  the  doctrine  of  mechanical 
"  equivalents  cannot  apply.  In  my  opinion  that  case  does  not  apply  to  the 
"  present,  because  the  observations  there  made  were  applied  to  a  case  where  the 
**  Patent  was  for  an  improvement  in  a  machine  which  had  been  long  in  use  for 

25  "  producing  a  certain  result.  There  was  no  novelty  in  the  result  to  be  produced, 
"  and  the  only  novelty  which  could  be  claimed  was  the  application  and  use  of 
*^  certain  mechanical  means  in  order  to  produce,  in  a  known  machine,  the  same 
"  result  which,  in  that  known  machine,  had  been  produced  by  other  mechanical 
"  means.      That,  to    my  mind,  distinguishes    the    case    from    the    present." 

30  Bowen  L.J.  said  :— "  The  Plaintiff's  Claim  is  for  a  combination  and  nothing  more, 
^'  and  that  when  a  combination  and  nothing  more  is  claimed,  the  combination 
**  being  the  novelty,  it  is  immaterial  that  the  Patentee  should  point  out  how  far 
**  he  claims  novelty  for  particular  portions  which  go  to  make  up  the  combination. 
**  Those  portions  are  not  his  claim,  but  it  is  putting  them  together  and  combining 

35  "  them,  that  constitutes  his  Claim.  Then,  having  disposed  of  the  assault  upon 
"  the  validity  of  the  Patent,  I  pass  to  the  question  whether  there  has  been  any 
**  substantial  infringement.  Has  the  combination  been  taken,  or  a  substantial 
"  part  of  it  ?  All  has  not  been  taken.  Has  the  Defendant,  then,  taken  so  much 
''  as  to  produce  the  same  result  by  the  same  means,  or  by  mere  mechanical 

40  "  equivalents  for  the  same  means  ?  Now,  in  Curtis  v.  Piatt  and  other  cases,  it 
"  has  been  said  that  where  a  Patentee  has  claimed  a  particular  mechanical  device 
"  for  effecting  the  object  in  view  he  must  be  held  strictly  to  that  device,  but 
"  when  you  are  considering  an  absolutely  new  invention,  with  a  novel  result, 
"  you  cannot  apply  that  rule  without  recollecting  that  the  result  effected  is  new, 

45  "  as  well  as  the  combination,  and  that  when  there  is  really  an  ingenious  novelty 
**  in  the  idea  that  the  combination  will  produce  a  new  result,  that  novelty  in  the 
"  idea  is  part  of  the  merit  of  the  very  combinatiou."  And  Fry  L.J.  said  :— **  I 
"  think  that  a  comparison  of  what  was  said  in  Curtis  v.  Piatt,  where  a  broad 
**  distinction  was  drawn  by  Lord  Hatherley  between  old  and  new  objects,  with 

50  "  what  was  said  by  Lord  Cairns  in  the  case  of  Clark  v.  Adie  in  indicating  the 
**  second  mode  in  which  the  combination  might  be  infringed  in  that  case,  and 
"  with  what  is  said  by  the  present  Master  of  3ie  Rolls  in  the  case  of  Nordenfelt 
"  V.  Gardner  (1  R.P.C.  65),  goes  to  show  that  there  is  a  broad  line  of  distinction 
**  to  be  drawn  between  cases  of  combination  for  an  old  object,  and  cases  of 

55  '^  combination  for  a  new  object,  and  as  I  have  already  said,  reason,  I  think,  goes 
"  along  with  those  authorities.  Was,  then,  the  object  in  the  present  case  an  old 
"  one  or  was  it  a  new  one?    Putting  fuel  upon  a  fire  is  of  course  an  act,  if  not 
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^  as  old  as  Adam,  I  suppose  as  old  as  the  time  when  Tubal  Gain  wrought  in 
"  metal,  or  when  Prometheus  introduced  fire  to.  mankind.  It  is  therefore  as  old 
"  as  it  can  be.  But  is  that  the  real  object  of  the  Patent  ?  I  think  the  real 
"  object  of  the  Patent  is  this  :  the  automatic  placing  of  coal  on  a  fire  by  inter- 
**  mittent  radial  action.  That  object  is  new.  I  think,  therefore,  we  are  bound  5 
"  to  consider  this  combination  as  a  combination  to  effect  a  new  and  nsefnl  object. 
**  That  being  so,  what  was  stated  by  Lord  Cairns  in  the  case  of  Clark  v.  Adie 
**  distinctly  applies." 

In  Consolidated  Car  Heating  Company  v.  Came  (20  R.P.C.  745  ;  L.R.  (1903) 
App.  Gas.  509),  Lord  Davey,  in  delivering  the  opinion  of  the  Privy  Council,  10 
said,  approving  the  judgment  of  Lord  Inglis  in  Owynne  v.  Drysdale  (3  R.P.C. 
65  : — "  In  Owynne  v.  Drysdale  Lord  President  Inglis  said, '  I  am  not,  however, 
"  '  to  be  understood' as  saying  that  an  infringer  by  merely  omitting  some  imma- 
"  '  terial  part  of  the  mechanism  described  in  the  Specification,  or  substituting 
"  *  for  such  immaterial  part  some  mechanitml  equivalent,  will  escape  conviction  15 
''  ^  if  his  machine  contains  all  the  essential  and  characteristic  features  of  the 
** '  patented  combination.  But  if  in  the  machine  of  an  alleged  infringer  any 
**  *  material  part  of  the  patented  combination  is  omitted,  then  the  combination 
"  *  used  by  the  alleged  infringer  is  a  different  combination  from  that  of  the 
"  •  Patentee.  The  omission  of  one  material  part  may  be  an  improvement  or  the  20 
"  *  reverse.  The  possibility  of  dispensing  with  it  may  be  a  valuable  discovery, 
"  *  or  the  omission  may  be  made  solely  for  the  purpose  of  avoiding  an  infringe- 
"  '  ment,  but  in  either  case  the  combination  of  the  Patentee  minus  an  essential 
"  *  part  of  it  is  no  longer  his  combination.'  Their  Lordships  think  it  is  not 
"  necessary  for  the  Respondent  to  show  that  the  omitted  part  was  an  essential  25 
'*  element  of  the  combination  in  the  sense  that  the  machine  would  not  work 
'*  without  it.  But  it  must  be  a  material  element  for  the  successful  working  of 
"  the  machine,  and  not  a  mere  detail  in  the  complete  machine  which  may  be 
"  varied  or  omitted  altogether  without  serious  detriment  to  the  succeffiful 
"  working  of  it."  30 

If,  then,  the  question  were  simply  whether,  having  regard  to  the  facts  which 
I  hold  to  be  established  in  regard  to  the  patented  invention,  the  case  was 
merely  as  between  the  two  machines.  Van  BerkeVs  and  Burgers'  No.  2,  I 
should  hold  it  to  be  governed  by  Proctor  v.  Bennis, 

But  I  am  unable  to  regard  it  as  a  case  merely  between  the  two  machines.     I  35 
must  have  regard  to  that  which  Van  Berkel  has  described  in  his  Specification, 
and  to  the  nature  and  extent  of  his  claim  which  forms  the  groundwork  of  his 
Patent.     In  so  far  as  the  Defendants  have  used  all  the  other  elements  of  the 
combination  of    Van  Berkel^  including  the  dished   knife,  whether  with  or 
without  an  oscillating  table,  I  think  that  they  have  taken  the  "marrow"  of  his  40 
invention,  the  very  substance  and  pith  of  it,  with  an  addition  almost  immaterial  . 
in  itself.     But  the  Patentee,  though  not  bound  to  specify,  in  his  claim  for  a 
combination,  what  parts,  if  any,  of  that  combination  are  really  new  and  what 
are  old,  is  yet,  in  my  opinion,  bound  to  state  what  are  the  main  features  of  the 
combination  he  claims  ;  and  if  he  makes  one  or  more  elements  essential  to  it  as  45 
a  whole,  he  cannot  say  that  his  combination  as  a  whole  has  been  infringed  by 
the  use  of  another  combination  which  does  not  comprise  what  he  declares  to  be 
essential  to  his  invention. 

Returning,  then,  to  the  Specification  and  Glaim,  the  former  distinctly  states : 
"  This  form  of  knife "  (t.e.,  the  dished  knife),  "  therefore,  constitutes  an  50 
"  essential  feature  of  my  invention."  Plainly,  he  never  dreamed  that  the 
friction  caused  by  the  use  of  a  flat  knife  could  be  got  rid  of,  save  by  a  change 
in  the  knife  itself.  If  he  had,  he  would  have  produced  a  different  Specification, 
and  a  different  Glaim.  In  the  Glaim,  this  matter  is  put  in  the  forefront  of 
No.  1.  He  says,  his  machine  is  "characterized"  by  the  arrangement  of  "a  55 
"  revoluble  knife  of  a  spherical  or  dished  form,"  &c.  I  have  already  dealt  with 
No.  2. 


Vol.  XXIII,,  No.  27.]     AND  TRADE  MARK  OASES.  605 

Van  Berhel  v.  Booth  Brothers. 

'  But  tkis  is  not  all.  In  hiH  application  for  amendment  of  the  Specificationt 
he  states  his  reasons  for  making  the  amendment : — '*  Since  filing  the  Complete 
^*  Specification  of  the  Patent  in  question,  I  have  reason  to  believe  that  Claim  I 
^'  is  too  wide  as  it  at  present  stands,  and  cannot  be  supported."  That  is,  he 
5  considers  the  dished  knife  so  vital  to  his  combination,  that  he  deliberately 
rejects  his  previous  Claim,  which  would  have  included  a  flat  re  voluble  circular 
knife,  and  mends  his  hand,  by  restricting  it  as  it  now  stands  to  the  use  of 
the  dished  knife.  His  machine,  so  constituted,  obtains  "  clearance  "  by  the 
shape  of  the  knife,  which  he  declares  is  essential  to  his  invention.      Can  I 

10  hold  that  he  is  patenting  a  machine  which  would  give  him  the  right  to 
prohibit  the  use  of  another  machine,  in  which  there  is  no  dished  knife  at  all, 
and  where  clearance  is  obtained,  not  from  the  knife  itself,  but  from  some- 
thing else,  which  involves  the  mode  in  which  the  object  is  brought  up  to  the 
knife,  irrespective  of  the  shape  and  structure  of  the  latter  ?    Why  he  amended 

15  his  Claim  does  not  appear,  save  from  the  words  I  have  read.  But  he 
obviously  thought  it  a  vital  matter  to  do  so  ;  and  I  am  unable  to  come  to  the 
conclusion  that  his  Claim,  as  it  stands,  is  infringed  by  what  has  been  called 
Burgers^  No.  2  machine,  if  used  with  an  ordinary  flat  knife.  While,  therefore, 
1  will  grant  an  injunction  prohibiting  the  Defendants  from  making,  selling,  or 

20  using  machines  similar  to  Van  BerkeVa  machine,  or  similar  to  Burgerff 
machines,  when  using  a  dished  knife,  I  cannot  give  any  injunction  against 
their  making,  selling,  or  using  Burgers^  No.  2  machines,  if  used  with  a  flat 
knife. 

The  Order  as  settled  was  as  follows : — "  This  Court  doth  Order  that  the 

25  **  Defendants,  their  servants  and  agents,  be,  and  they  are  hereby  restrained 
"  from  making,  using,  importing,  selling  or  oflEering  for  sale  any  machine  for 
*^  slicing  bacon,  sausages,  or  the  like  meat  goods  having  in  its  combination  a 
"  dished  knife  in  infringement  of  the  Letters  Patent  of  the  Plaintiff,  Wilhelm/ua 
"  Adrianua  Van  Berkel^  No.  5567*  of  1898,  in  the  pleadings  in  this  action 

30  **  mentioned.  And  this  Court  doth  Order  the  following  inquiry  to  be  made, 
"  via. :  An  inquiry  whether  any,  and  if  so  what  damages  have  been  sustained 
"  or  incurred  by  the  Plaintiff,  and  to  what  amount,  by  reason  of  the  said 
*'  Defendants'  infringement  of  the  said  Letters  Patent.  And  this  Court  doth 
"  certify,  pursuant  to  the  31st  Section  of  the  Patents,  Designs,  and  Trade  Marks 

35  *^  Act,  1883,  that  upon  the  trial  of  this  action  the  validity  of  the  said  Letters 
"  Patent  came  into  question.  And  this  Court  doth  certify,  pursuant  to  the 
^^  29th  Section  of  the  said  Act,  that  upon  the  said  trial  the  Plaintiffs  proved  the 
**  Particuhurs  of  the  Breaches  delivered  by  them.  And  this  Court  doth  declare 
**  that  the  said  Plaintiff,  WilhelmtM  Adf^nus  Van  Berkely  has  established  to 

40  ^  ^0  satis&ction  of  this  Court  that  his  Claim,  No.  5567  of  1898,  was  framed  in 
**  good  faith,  and  with  reasonable  skill  and  kaowledge.  And  this  Court  doth 
^  Order  that  the  Defendants  do  pay  to  the  Plaintiffs  their  costs  of  this  action 
'*  when  taxed  and  ascertained,  said  costs  to  be  taxed  on  the  higher  scale,  and  to 
^*  include  all  costs  and  expenses  necessarily  and  properly  incurred  in  respect  or 

45  ^*  by  reason  of  amendment  of  the  pleadings  or  Objections,  and  all  costs  reserved  by 
^  any  Order  herein ;  and  also  to  include  the  expenses  of  the  Shorthand  Writer's 
*^  Report  of  the  Evidence  herein,  the  Judge  certifying  that  in  his  opinion  it  was 
^  expedient  that  the  evidence  should  have  been  so  reported  ;  and  the  Judge 
^  doth  certify  for  discovery  and  for  interrogatories.    And  Counsel  for  the  Def  en- 

50  ^  dants  applying  for  a  stay  upon  this  judgment,  and  the  said  Defendants  by 
^  their  said  Counsel  undertaking  in  the  meantime  to  keep  an  account  of  any 
^  sales  m^de  by  them,  this  Court  doth  Order  this  judgment  to  be  and  the  same 
**  is  hereby  stayed  until  the  last  day  of  this  present  Trinity  Sittings ;  and  any 
'^  of  tiie  parties  are  to  be  at  liberty  to  apply  to  this  Court  as  they  may  be 

^  <*  advised.'' 

3  D 
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In  the  Court  of  Appbal. 

Be/ore  Lords  Justices  Vauohan  Williams,  Romkr,  and 
Fletohbr  Moulton. 

July  11th,  1906. 

Cooper  Patent  Anchor  Rail  Joint  Company  Ld.  v.  British  Electric  5 

Eqxtipmbnt  Company  Ld. 

Patent. — Action  for  infringement. — Discontiniuince. — Certificate  that  the 
Particulars  of  Objections  were  reasonable  and  proper  refused,  —  Appeal 
dismissed, — Patents,  Jkc.  Act,  1883,  Section  29,  subsection  {6). 

The  oumers  of  Letters  Patent  commenced  an  action  for  infringement,  btU  10 
discontinued  it  after  delivery  of  Defence  and  Particulars  of  Objections.  In 
tJie  m£antime  the  Patent  had  been  held  to  be  invalid  in  another  action,  in  which 
the  Particulars  of  Objections  were  the  same  and  had  been  certified  to  be 
reasonable  and  proper.  The  Defendants  in  the  first-mentioned  action  applied 
for  a  similar  CertificcUe,  but  Joyce  J.  at  Chambers  refused  iL  The  Defendants  15 
appealed  to  the  Court  of  Appeal* 

Held,  that  there  were  no  materials  before  the  Judge  enabling  him  to  Judge  of 
the  reasonableness  of  the  Particulars  of  Objections,  and  thai  tlie  application  for 
a  Certificate  was  rightly  refused.    The  Appeal  was  dismissed  vnth  costs* 

New  Inverted  Incandescent  Gas  Lamp  Company  Ld.  v.  General  Incandescent  SO 
Company  Ld.  {22  B.P.C.  614)  approved. 

The  Cooper  Patent  Anchor  Bail  Joint  Company  Ld.,  being  the  registered 
l^gal  owners  of  Letters  Patent  No.  23,578  of  1898,  granted  to  Leonard  Cooper 
for  an  invention  of  '^An  improved  joint  for  the  rails  of  railways,  tramways,  and 
''the  like,*'  commenced  an  action,  on  the  25th  of  August  1905,  against  the  25 
British  Electric  Equipment  Company  Ld.  for  infringement  of  the  Patent 

Pleadings  were  delivered;  the  Defendants  by  their  Defence,  delivered  on 
the  14th  of  March  1906,  denied  infringement,  and  alleged  that  the  Patent  was 
invalid.  With  their  Defence  the  Defendants  delivered  Particulars  of  Objec- 
tions, which  were  in  substance  the  same  as  those  delivered  in  an  action  by  the  30 
Plaintiffs  against  the  London  County  Council  for  infringement  of  the  same 
Patent*  Judgment  in  that  action  had  been  given  for  the  Defendants  on  the  8tb- 
of  March  1906,  the  Patent  being  held  to  be  invalid,  and  a  Certificate  being 
given  as  to  certain  of  the  Particulars  of  Objections.    The  report  of  the  trial  will 
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be  found  ante  p,  289,  where  the  Particnlaro  of  ObjectionB  will  be  foand  fully 
set  out.  On  the  16th  of  March  1906,  the  PlaintiflEs  gave  notice  of  wholly  dis- 
continuing  the  present  action.  The  Defendants  included  in  their  Bill  of  Costs 
an  item  of  fifteen  guineas  as  instructions  for  Defence  and  Particulars  of  Objec- 
5  tions,  and  it  appeared  from  an  affidavit  made  by  the  Defendants'  solicitor  that 
this  sum  included  a  sum  of  lOt  paid  to  J.  O.  White  A  Co.  Ld.^  defendants  in  a 
third  action,  for  placing  at  the  dispo^  of  the  present  Defendants  information 
which  those  defendants  had  obtained  by  search  and  otherwise  for  the  purpose 
of  their  Defence  and  Particulars  of  Objections.    On  the  taxation  of  costs  the 

10  Plaintiffs  objected  to  the  above  item  and  to  any  allowance  being  made  in 
respect  of  the  Particulars  of  Objections,  and  the  Taxing  Master  reduced  the 
item  of  fifteen  guineas  to  one  guinea. 

The  Defendants  applied  by  Summons  for  a  Certificate,  pursuant  to  Section  29 
of  the  Patents,  &c.  Act,  1883,  that  the  Particulars  of  Objections  were  reasonable 

15  and  proper.  The  Master  adjourned  the  Summons  to  the  Judge,  who,  having 
heard  the  application  in  Chambers,  made  no  Order  upon  the  application  except 
that  the  Defendants  should  pay  the  Plaintiffs  their  costs  of  the  same,  following 
the  decision  of  Buckley  J.  in  New  Inverted  Incandescent  Qas  Lamp  Company 
Ld.  V.  General  Incandescent  Company  Ld.  (22  R.P.C.  614). 

20  In  support  of  and  in  opposition  to  the  application  for  a  Certificate,  affidavits 
by  the  respective  solicitors  were  filed.  The  Defendants'  solicitor  (inter  alia) 
stated  the  facts  as  to  the  payment  of  the  above-mentioned  sum  of  107.,  and 
stated  that  the  Defence  and  Particulars  of  Objections  were  ready  for  delivery 
in  January  1906,  but  it  appeared  from  the  affidavits  that,  as  they  were  not 

25  pressed  for,  they  were  not  delivered  until  after  judgment  in  the  action  against 
the  London  County  Council. 

The  Defendants  appealed,  and  by  their  notice  of  appeal  asked  for  a  Certificate 

as  to  such  Particulars  of  Objections  as  had  been  certified  in  the  previous  action. 

T.  Terrell  K.C.  and  J.  C.   GraAaw  (instructed  by  J.  B.  Cardew  Smith) 

30  appeared  for  the  Appellants  ;  Bousfield  K.C.  and  A.  J.  Walter  (instructed  by 
Vincent  and  Vincent,  agents  for  Oxford  &  Sons,  Manchester)  appeared  for  the 
Respondents. 

Counsel  for  the  Appellants  contended  that,  in  view  of  the  Certificate  granted 
by  Sunn/en  Eady  J.  in  the  action  against  the  London  Cmmty  Council^  the 

35  Court  had  materials  before  it  on  which  to  certify  that  the  Particulars  of 
Objections  in  the  present  Action  were  reasonable  and  proper. 

In  addition  to  the  decision  of  Buckley  J.  in  New  Inverted  Incandescent  Qas 
Lamp  Company  Ld.  v.  General  Incandescent  Company  Ld.  (22  R.P.C.  614)  the 
following  cases  were  referred  to,  namely : — Middleton  v.  Bradley  (12  R.P.C. 

40  392  ;  L.R.  (1895)  2  Ch.  716),  and  Wilcox  and  Gibbs  Semng  Machine  Company 
V.  Janes  (14  R.P.C.  523  ;  L.R.  (1897)  2  Ch.  71) ;  also  on  the  meaning  of  the 
words    "the  Court  or  a  Judge"  in  Section  29  (6)  of  the  Patents,  &c.  Act, 

1883,  In  re  B (L.R.  (1892)  1  Ch.  459),  and  Baker  v.   Gates  (L.R.    2 

Q.B.D.  171). 

45  Vaughan  Williams  LJ". — I  am  of  opinion  that  the  decision  of  Mr.  Justice 
Joyce  was  right  in  this  case ;  because  he  felt  himself  bound  by  the  decision  of 
Mr.  Justice  Buckley  in  the  New  Inverted  Incandescent  Gas  Lamp  Company 
Ld.  V.  General  Incandescent  Company  Ld.,  which  decision  of  Mr.  Justice 
Buckley  is,  in  my  opinion,  perfectly  right.     I  am  not  surprised  that  difficulties 

50  have  arisen  with  reference  to  this  subsection  6  of  Section  29.  I  agree  with 
what  Lord  Justice  Bomer  said  in  1897  in  the  case  of  Wilcox  and  Gibbs  Company 
V.  Janes  that  a  proper  remedy,  if  there  is  to  be  one,  oaght  to  be  afforded,  either 
by  amendment  of  the  Act  of  Parliament  or  by  some  additional  rule  as  to 
discontinuance  in  Patent  cases  being  framed.    The  Legislature  is  not  likely  to 

55  have  my  assistance  in  drawing  a  Bill  to  provide  for  the  amendment  of  the  law, 
but  at  the  same  time,  if  they  like  to  have  the  advice  of  an  outsider,  I  will  give 


608  REPORTS  OP  PATENT,  DESIGN,         [Oct  24, 1906- 

Oooper  Patent  Anchor  Rail  Joint  Oompany  Ld.  y,  British  Electric 
Equipment  Company  Ld. 

it  to  them ;  and  that  is,  that  they  should  make  sabsection  6  of  Section  29  toot 
apply  to  a  case  of  discontinuance  at  all.  If  they  do  that,  they  will  then,  brin^ 
the  practice,  in  my  opinion,  into  line  with  discontinuance  in  actions  other 
than  Patent  actions.  As  Section  29,  subsection  6,  stands,  it  seems  to  put 
discontinuance  in  Patent  actions,  in  this  respect, — ^the  Certificate  as  to  5 
reasonableness  of  Objections— in  a  position  somewhat  outside  the  general 
principles  which  are  applied  by  the  law  to  discontinuance.  As  the  matter 
thus  stands,  I  should  be  far  &om  saying  there  is  no  jurisdiction.  I  think 
clearly  there  is  jurisdiction  in  the  Judge  at  Chambers  to  make  a  Certifi- 
cate, but  it  does  not  follow  that  he  ought  to  make  it  without  any  materials  10 
before  him  to  enable  him  to  judge  of  the  reasonableness  or  not.  There  may 
be  cases  in  which  a  Judge  would  be  perfectly  able  to  judge  of  the  reasonable- 
nees  of  the  Objections ;  in  such  a  case  his  duty  is  to  give  a  Certificate.  In 
the  present  case  there  are  no  materials.  The  only  material  suggested  is 
that  Mr.  Justice  Swin/en  BSady  in  the  action  against  the  London  County  15 
Council  had  certified  that  these  Particulars  or  some  other  Particulars— 
I  do  not  know  which  it  was — ^were  reasonable.  I  do  not  think  that  that  &ct 
affords  sufficient  material.  I  think  the  decision  of  Mr.  Justice  Joyce  to  follow 
Mr.  Justice  Buckley^a  decision  in  the  New  Inv&i^ted  Incandescent  Que  Lamp 
Company  Ld.  v.  Oenerai  Incandescent  Company  Ld.  was  right,  and  that  the  20 
appeal  should  be  dismissed. 

ROMBR  L.J. — Where  there  has  been  a  discontinuance  of  a  Patent  action,  as 
here,  and  there  are  no  materials  before  the  Court  to  enable  it  to  exercise  its  dis- 
cretion to  grant  a  Certificate,  then  I  adhere  to  what  I  said  in  the  case  of  Wilcox 
and  CHbbs  Company  v.  JaneSy  namely,  that  in  such  a  case  the  Court  cannot  grant  25 
a  Certificate,  and  that  the  Court  has  no  power  to  hold  a  sort  of  trial  of  the  action 
in  order  to  exercise  a  discretion,  or  afford  materials  upon  which  to  base  the 
grant  of  the  Certificate.     To  so  proceed  in  an  action  which  has  been  discon- 
tinued would  be,  to  my  mind,  wholly  to  disregard  the  fact  that  the  action 
has  been  discontinued,  and  that  the  Court  would  have  no  jurisdiction,  or  that  30 
the  Judge  in  Chambers  would  have  no  jurisdiction,  to  proceed  to  a  trial,  or 
quasi  trial  of  the  action.    That  really  disposes  of  this  case.    Then  with  regard 
to  what  has  taken  place  in  another  action  against  different  defendants,  all  I  can 
say  is,  that  it  is  not  relevant  in  this  action,  so  as  to  enable  the  Judge  to  get 
materials  upon  which  to  grant  the  Certificate.     I  quite  agree  with  what  Mr.  35 
Justice  Buckley  decided  in  the  case  which  has  been  referred  to. 

Flbtohbr  Moulton  LJ". — I  am  of  opinion  in  this  cace  that  the  appeal  &ils. 
The  learned  Judge  had  no  materials  which  could  have  entitled  him  to  grant  a 
Certificate,  and,  therefore,  he  properly  refused  it. 

Terrell  K.C. — ^The  appeal  will  be  dismissed  with  costs,  but  I  ask  that  the  costs  40 
be  set  off  against  costs  that  we  are  entitled  to  in  the  action. 

Vauohan  Williams  L.J.— Yes. 
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In  the  Court  of  Appeal. 
Befoi^e  The  Master  op  the  Rolls  and  Lord  Justice  Cozens-Hardy. 

July  10th,  1906. 
Staples  v.  Warwick. 


5  Design. — Order  for  interlocutory  injunction. — Alleged  breach  of  injunction. 
— Injunction  held  to  he  broken. — Appeal  by  Defendant  allowed  on  the  ground  of 
no  breach  of  the  injunction  having  been  committed. 

S.  registered  a  Design  consisting  of  a  conical  tower  in  the  form  of  a  light- 
house with  a  spiral  slide  round  it,  the  Design  being  intended  to  be  ajjpHed  to  a 

10  means  of  popular  amusement  called  by  S.  a  *'  Helter-Skelter.^^  S,  brought  an 
action  against  W.  for  infringement  of  this  Design  and  obtained  an  inter- 
locutory  Order  for  an  injunction.  W.  afterwards  made  alterations  in  his 
tower^  and,  as  altered^  it  had  a  machiolated  tower  instead  of  a  lighthouse. 
A  conical  tower  with  a  slide  round  it  was  old  for  the  purpose.    The  Plaintiff 

15  contended  that  the  DefendanVs  tower^  as  altered,  was  still  an  infringement 

of  his  registered  Design  and  applied  to  commit  the  Defendant^  and  obtained  an 

Order  for  committal,  but  the  Order  was  suspended  on  certain  conditions. 

The  Defendant  appealed. 

Held,  by  the  Court  of  Appeal  that  the  DefendanVs  tower,  as  altered,  had 

20  wo^  ^^  only  novel  feature  of  the  Plaintiffs  Design,  namely,  the  lighthouse,  and 
did  not  infringe  the  Plaintiffs  Design.    The  appeal  was  allowed. 

On  the  24th  of  May  1906,  Sydney  Francis  Staples  commenced  an  action 
against  Thomas  Warwick  to  restrain  the  Defendant  from  infringing  the 
Plaintiff's  copyright  in  Design  No.  463,956  registered  on  the  1st  of  September 

25  1905.  The  Design  related  to  a  popular  amusement  called  by  the  Plaintiff  a 
**  Helter-Skelter,"  being  a  conical  tower  with  a  spiral  slide  round  it.  It  was 
registered  as  applicable  for  the  "shape  or  configuration  of  a  tower  in  the 
"  form  of  a  lighthouse  (as  shown)  built  of  timber  having  on  its  outside  a 
"  spiral  track  for  the  purpose  of  enabling  people  to  slide  from  top  to  bottom." 

30  On  the  25th  of  May  1906  an  ex  parte  injunction  restraining  the  Defendant  from 
infringing  was  granted  by  BuckniU  J.  over  the  30th  of  May  1906,  and  on  the 

3  B 


610  RBPORtS  OF  PATENT,  DESIGN,         [Oct.  31, 1906. 

Staples  V.  Warwick. 

30th  of  May  1906  the  injunction  was  continued  until  the  trial  or  further  Order. 
On  the  19th  of  June  1906  an  Order  was  made  by  Phillimore  J.  on  the  application 
of  the  Plaintiff  that  the  Defendant  be  committed  to  prison  for  his  contempt  in 
disobeying  the  Orders  of  the  25th  and  30th  of  May  1906,  and  that  he  should  pay 
the  costs  of  and  incidental  to  that  application,  but  it  was  ordered  that  the  5 
execution  of  that  Order,  so  far  as  committal,  should  be  suspended  for  14  days, 
provided  the  Defendant  forthwith  ceased  to  use  or  permit  to  be  use<l  the  tower, 
referred  to  in  the  affidavits,  and  also  paid  within  two  days  of  the  Taxing  Master's 
allocatur  the  Plaintiff's  costs  thereby  ordered  to  be  paid,  and  that  if  the 
Defendant,  having  paid  the  Plaintiff's  costs  as  thereby  ordered,  obtained  an  10 
extension  of  time  from  the  Court  of  Appeal  to  appeal  from  the  said  Order  of  the 
30th  day  of  May  1906,  and  so  appealed  then,  the  execution  of  that  Order  so  &r 
as  regards  committal  should  be  suspended  until  seven  days  after  the  decision  of 
the  Court  of  Appeal.  The  Defendant  gave  notice  of  Appeal  from  so  much  of 
the  Order  of  the  11th  of  June  1906,  whereby  it  was  adjudged  that  there  had  15 
been  a  disobedience  of  the  Order  of  the  30th  of  May  1906,  and  whereby  it  was 
ordered  that  the  Defendant  should  pay  the  said  costs  and  be  committed  to 
prison  (subject  to  suspension  as  before  mentioned)  and  asked  that  it  might  be 
declared  that  there  had  been  no  disobedience  of  the  said  Order,  and  that  the 
costs  of  the  Appeal  and  the  Application  might  be  paid  by  the  Plaintiff.  20 

It  appeared  that  after  the  Order  of  the  30th  of  May  1906  had  been  made  the 
Defendant  altered  his  tower  in  the  manner  referred  to  in  the  judgments,  the 
top  of  it  as  altered  being  not  a  lighthouse  but  a  castle.  The  question  which 
arose  on  the  Appeal  was  whether  the  Defendant's  tower  as  altered  in  the  manner 
stated  was  an  infringement  of  the  Plaintiff's  registered  Design.  25 

Montagus  Lush  K.C.  and  M.  Schiller  (instructed  by  Raphael  A  Go.)  appeared 
for  the  Appellant ;  W.  Neill  (instructed  by  Orumpy  Sprott  A  Go.)  appeared  for 
the  Respondent. 

The  following  cases  were  cited  : — Harper  A  Go.  v.  Wright  and  Butler 
Lamp    Gompany  (12    R.P.C.    483) ;    Walker   v.  Hecla   Foundry    Gompany  30 
(6  R.P.C.  554;  L.R.  14  App.  Cas.  550)  ;  HarHson  v.  Norman  (4  H.  &  N.  819  ; 
29  L.  J.  Ex.  3) ;  Barran  v.  Lomas  (28  W.  R.  973)  ;  and   Walker  A  Go.  v. 
Scott  A  Go.  (9  R.P.C.  482). 

Collins  M.H. — This  is  an  appeal  from  the  decision  of  Mr.  Justice  Phillimore^ 
ordering  the  Appellant  to  be  committed  on  the  ground  that  he  has  infringed  3«^ 
the  terms  of  an  injunction  restraining  him  from  infringing  a  certain  Design. 
The  Ax>pellant  in  this  case  built  a  wooden  tower  of  conical  shape  around  which 
he  constructed  a  slide,  and  the  Plaintiff,  when  the  Appellant's  erection  was  in 
course  of  construction,  but  before  it  had  reached  its  final  shape,  applied  for,  and 
obtained,  an  injunction  restraining  him  from  infringing  a  certain  Design  of  the  40 
Plaintiff. 

The  Plaintiff's  Design  was  one  registered  under  the  Patents,  Designs  and 
Trade  Marks  Act  1883,  and  it  must  be  assumed  that  our  decision  goes  upon  the 
basis  that  the  Design  was  properly  registered,  and  gives  such  rights  as  the  Act 
confers  upon  a  person  who  has  acquired  the  copyright  in  a  registered  Design.  4S 
But  it  is  clear  law,  upon  the  cases  that  have  been  cited  to  us,  that  you 
may  have  a  good  Design  for  the  purpose  of  registration  which  is  old  in  every 
respect  except  one.  Something  added  to  old  materials  may  make  the  whole 
thing  new  for  the  purpose  of  protection  under  the  Act. 

The  first  question  that  we  have  to  deal  with,  in  considering  whether  there  has  50 
been  infringement  of  the  injunction,  is  the  terms  in  which  the  injunction  is 
granted,  and  they  are  as  follows  : — "  It  is  ordered  and  directed  that  the  Defendant, 
**  Thomas  Warwick^  his  agents  and  servants  and  every  of  them  be  restrained, 
"  and  an  Injunction  is  hereby  granted  restraining  them  and  every  of  them  from 
"  infringing  the  Plaintiff's  copyright  in  a  registered  Design  No.  463,956."  It  55 
has  been  decided  that  the  question  whether  one  Design  infringes  another,  or 
whethw  a  particular  pattern  infringes  a  copyrighi  in  m  Design  is  «  queafeion  to 
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be  determined  by  the  eye.  It  seems  that  such  a^esult  mi^ht  almost  be  reached 
by  common  sense  ;  bnt  it  does  seem  now  to  be  clearly  established  that  the 
primary  way  of  finding  out  whether  one  thing  is  an  infringement  of  another  is 
by  looking  at  it  and  forming  your  judgment  as  to  whether  they  are  so  substan- 
5  tially  identical  that  one  is  an  infringement  of  the  other. 

The  Plaintiff  is  the  owner  of  what  he  himself  describes  as  a  lighthouse. 
He  also  gives  it  the  name,  though  he  does  not  give  it  that  name  in  his 
Application,  of  the  "  Helter-Skelter  "  Lighthouse,  and  he  certainly  does  describe 
a  conical  tower  with  a  stair  or  slide  wound  round  it  upon  which,  and  by  means 

10  of  which,  people  can  slide  down  from  the  top  to  the  bottom.  On  the  top  of 
that  comical  tower  there  is  what  purports  to  be  a  lighthouse,  and  is  called  a 
lighthouse  ;  but  upon  the  facts  before  us  it  is  proved  that  conical  towers  of  this 
kiiMi  were  in  use  as  structures  around  whicn  were  certain  railways  or  stair- 
cases, or  slides — the  means  of  getting  from  the  top  to  the  bottom  by  describing 

1$  a  circle  round  a  cone— and  had  actually  been  the  subject-matter  of  a  Patent, 
an4  we  have  before  us  a  Drawing  which  substantially,  for  most  purposes, 
18  identical  with  the  Drawing  which  has  been  registered  by  the  PlaintiflE — it 
even  has  on  the  top  of  it  something  that  looks  like  a  light,  and  perhaps  you 
may  call  the  thing  a  lighthouse,  although  the  primary  purpose  apparently 

20  is  not  to  carry  a  lighthouse  on  the  top. 

Now,  regarding  the  registered  Design,  in  view  of  the  evidence  before  us, 
we  cannot  assume  that  the  Plaintiff  either  sought  to  obtain,  or  obtained, 
protection  for  that  part  of  his  Design  which  was  obviously  old — ^the  conical 
tower  with  something  in  the  nature  of  a  slide  wound  round  it.    We  look, 

25  therefore,  to  see  what  it  is  that,  superadded  to  this  part  which  was  obviously 
old,  has  enabled  him  to  treat  the  whole  thing  as  now  giving  him  the  exclusive 
right  in  the  Design,  and  if  there  be  anything  new  it  is  the  fact  that  he  put  at 
the  top  of  it  a  lighthouse,  made  to  resemble  a  real  lighthouse,  used  for  the 
purpose  of  a  lighthouse,  and  that  being  added  on  to  the  top— if  there  is  any 

30  validity  in  it,  as  we  are  bound  to  assume  there  is  from  the  fact  that  it  is 
registered,  and,  therefore,  one  cannot  impeach  it  in  these  proceedings — the 
element  of  novelty  is  in  that  lighthouse  at  the  top  of  the  old  tower  of  the 
kind  which  anybody  is  at  liberty  to  make — that  is  the  protected  Design. 

Now  we  come  to  the  question  of  infringement  which  is  simply  a  question  of 

35  fact  upon  which  one  has  to  be  guided  by  the  eye,  and  when  I  look  at  the  form, 
instead  of  finding  a  lighthouse,  I  find  apparently  an  ancient  machiolated  tower 
which  might  be  taken  from  some  medireval  fortress,  the  very  last  object  of 
which  could  be  to  light  anybody,  and  not  designed  apparently  to  serve  any 
such  purpose  at  all.    Therefore,  looking  at  it  as  a  juryman,  I  say  the  essence  of 

40  the  Plaintiff's  Design  is  a  lighthouse,  and  that  is  absolutely  wanting  in  the 
Defendant's.  I  am  taken  back  to  the  Middle  Ages  on  looking  at  this  machio- 
lated tower,  and  1  am  taken  right  into  modern  illuminants  when  I  look  at 
the  Plaintiff's  Design.  The  two  things  are  absolutely  separate,  a  great  tract  of 
time  lies  between  them,  and  in  their  inception,  and  in  their  intention,  they 

4')  are  wholly  diverse.  Therefore,  I  cannot  say  that  they  correspond  so  exactly 
as  for  the  Defendant's  to  be  an  obvious  imitation,  and  an  imitation  of  that 
part  which  gives  a  special  peculiarity  and  originality  to  the  protected  Design. 
I  find  that  the  two  differ  in  the  most  essential  part,  and,  therefore,  I  am  not 
going  to  suggest  that  the  Appellant  has  subjected  himself  to  imprisonment 

50  by  producing  a  Design,  or  executing,  or  building  a  tower  which  is  not  in  point 
of  fact  an  obvious  imitation  of  the  Plaintiff's.  For  these  reasons  I  think  this 
Appeal  must  be  allowed. 

Cozbns-Hardy  L.J. — I  am  of  the  same  opinion.  I  desire  to  express  no 
opinion  at  all  on  some  of  the  points  which  have  been  argued  before  us.     It 

55  is  not  open,  I  think,  on  this  Application  to  dispute  that  the  Plaintiff  has 
a  registered  Design.  That,  of  course,  will  be  open  to  dispute  at  the  trial 
of    the    action,    if    it  should   come  to    that.      For   to-day    at  all    events    it 

3  B  2 
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must  be  assumed,  without  any  expression  of  our  own  view,  that  the 
Plaintiff  has  a  good  registered  Design,  and,  I  repeat,  we  must  also  assume 
that  at  the  time  when  Mr.  Justice  Btickniirs  Order  was  made  the  Defendant 
had  infringed  the  registered  Design,  but  since  that  Order  was  made  certain 
changes  have  been  effected,  and  the  real  question  upon  which  I  am  prepared  5 
to  decide  this  case  now  is  this  : — Is  the  structure  which  the  Defendant  has 
erected  since  the  Order  so  obviously  similar  to  the  registered  Design  as  to 
amount  to  an  infringement  of  it  ?  Like  the  Master  of  the  Rolls  I  think  it 
is  quite  clear  that  we  must  decide  that  by  reference  to  the  eye.  We  must 
decide  it  with  reference  to  the  eye,  possibly  with  this  additional  consideration,  10 
that  in  supporting,  as  we  do  for  to-day,  the  Plaintiff's  registered  Design,  we 
are  not  bound  to  hold  that  every  part  of  it  was  novel  and  original.  It  is  a 
Design  which  is  good  if  the  combination,  the  thing  as  a  whole,  was  new  and 
original. 

•   There  is  in  evidence  before  us  a  document  which  shows  that  the  idea,  if  I  may  15 
so  call  it,  of  a  spiral  outside  a  cone,  when  applied  to  purposes  of  this  kind  was 
not  noveL   I  refer  to  Bradley's  Specification  of  1898.   I  read  only  the  Provisional, 
where  he  says : — "  A  tower,  building,  or  other  structure,  possessing  a  winding 
"  roadway  starting  from  the  base  of  the  said  tower,  building,  or  structure,  and 
"  rising  by  gradual,  circuitous  or  other  gradients  to  the  summit  of  the  same,  to  20 
^  to  be  used  for  climbing,  walking,  or  other  modes  of  locomotion,  and  at  the 
^  seaside  or  other  pleasure  resorts  as  the  case  may  be,"  and  the  Drawing  which 
is  annexed  to  that  Specification  shows  with  perfect  clearness  a  cone  with  a 
winding  gradient  round  it,  strictly  similar  to  that  which  is  found  in  the  Plaintiff's 
and  in  the  Defendant's  erections,  as  my  Lord  has  described  them  ;  but  this  is  25 
not  what  the  Plaintiff  has,  a  lighthouse  tower,  the  thing  which  is  the  dis- 
tinguishing feature  of  his  Design.    It  was  a  feature  which,  if  there  were  no 
other  objection,  was  quite  sufficient  to  make  the  original  Design  a  good  Design. 

Now  what  has  the  Defendant  done  ?  The  Defendant  in  his  modification  has 
taken  that  part  of  the  Design  which  was  proved  to  be  old,  but  he  has  not  taken  30 
that  part  of  it  which  is  alleged  to  be  new,  and  in  fact  he  has  a  part 
which  to  the  eye  differs  most  essentially  from  the  Plaintiff's  Design.  That 
being  so,  without  in  any  way  impeaching  the  Order  made  by  Mr.  Justice 
Bucknill  in  granting  the  Injunction,  I  think,  with  great  respect  to  Mr.  Justice 
Phillimorey  that  it  has  not  been  proved  that  the  Defendant  has  committed  35 
a  breach  of  the  injunction,  because  he  is  not  infringing  the  copyright  granted 
for  the  registered  Design. 

Montague  Lush  K.C. — Your  Lordships  will  allow  the  Appeal  with  costs  here 
and  below  ?  We  have  paid  the  costs,  and,  therefore,  I  ask  your  Lordships  to 
order  that  they  shall  be  repaid.  40 

Collins  M.R. — I  think  you  are  entitled  to  your  costs  here  and  below. 
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In  the  Court  of  Appeaii. 

Before  Lords  Justices  Vaughan  Williams,  Romer,  and  Cozenb-Hardy. 

July  23rd,  1906. 

Northern  Press  and  Engineering  Company  Ld.  and  Annand  v. 
5  R.  Hoe  a  Co. 

Patent. — Action  for  infringement  of  two  Patents. — Street-matter. — Patents 
hM  invalid. — Appeal  dismissed. 

A  Patent  was  granted  in  1898  for  "  Improvements  in  web  printing^  folding^ 
"  cutting  and  delivering  machines.'^^     The  alleged  improvements  consisted  in 

10  placing  two  printing  mechanisms  end  to  end  with  a  longitudinai  folder 
between  ihem^  and  with  paths  of  tapes  for  condv^ting  the  printed  web  from 
the  printing  mechanism  to  the  folder.  A  second  Patent  vtas  granted  in  1897 
for  ^^Improvements  in  and  relating  to  web  printing^  folding^  and  cutting 
**  machinery.^'*     The  alleged  improvements  consisted  partly  in  duplicating  the 

15  printing  mechanisms^  the  subject  of  the  first  Patent^  so  as  to  enable  a  larger 
number  of  sheets  to  be  associated^  folded^  and  cuty  and  also  to  enable  the  parts 
of  which  the  machine  was  composed  to  be  worked  separately.  In  an  actum  for 
infringement  of  these  Patents  the  Plaintiffs  contended  that  the  alleged  inventions 
resulted  in  an  increase  of  speed  and  certainty  of  operation^  with  greater 

20  readiness  of  access  to  the  working  pariSy  and  greater  utility  from  the 
divisibility  of  the  machine.  The  Defendants  contended  that  the  Plaintiffs^ 
machines  were  a  mere  collocation^  not  involving  ingenuity^  of  well-known 
mechanismSy  without  the  advantages  allegedy  and  that  there  woe  no  subject* 
mattery  or  thaty  'if  there  was  subject-matter  in  the  specific  arrangementSy  the 

25  Defendants  had  not  infringed.  Held,  by  Joyce  J.,  tJiat  the  Patent  of  1898  was 
invalid  for  want  of  subject-mattery  andy  as  to  the  Patent  of  1897y  that  if  the 
first  Claim  was  to  be  construed  tvidely  the  Patent  was  invalid  for  want  of 
subject-matter y  but  if  it  was  to  be  construed  very  narrowly  the  Defendants  had 
not  infringed  it.      The    action    was   dismissed   with   costs.    The   Plaintiff^ 

30  appealed. 

The  appeal  was  dismissed  with  costs. 

On  the  6th  of  November  1893,  Letters  Patent  (No.  21,068*  of  1893)  were 

granted  to  Robert  Gumming  Annand  for  "Improvements  in  web  printing, 

"  folding,  cutting,  and  delivering  machines." 

35      The  amended  Complete  Specification,  so  far  as  material  for  this  report,  was 

as  follows : — "  My  invention  has  reference  to  the  production  of  newspapera 
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and  the  like,  and  relates  to  machines  of  the  type  in  which  a  web  or  con- 
tinnous  sheet  is  printed,  folded  longitudinally  e?  and  transversely  or  both, 
cut  (in  Gomo  oaooo  boforo  folding  and  in  other  oaoes  after  longitudinal  folding) 
and  finally  delivered  in  the  folded  state.  Some  of  These  machines  are  so 
arranged  that  webs  from  two  printing  mechanisms,  either  two  full  width 
webs,  or  a  full  width  web  and  a  half  width  web,  can  be  associated  or  super- 
posed before  being  folded,  while  others  arc  arrangod  so  that  iho  wob  io  out 
-^€^B^crDGly  into  ohootD  boforo  being  folded,  one  sheet  being  Qomotimcfl 


fbOBOoiatod  with  another  ohoot. 
"  My  invention  compriooa  consists  of  a  special  combination  of  two  printing 
mechanisms  and  one  folding  mechanism  single  or  double ;  improved  mcohaniflm 
for  giving  the  longitudinal*  fold,  and  improved  moohoniom  for  giving  the 
transveroo  fold  or  folds, 


In  my  combination  of  two  printing  mechanisms  and  one  folding  mechanism 
I  erect  the  two  printing  mechanisms  end  to  end  but  with  sufficient  space 
between  them  for  the  folding  mechanism  which  I  place  in  such  space,  I 
arrange  paths  of  tapes  to  lead  the  printed  webs  (which  may  both  be  full 
width  webs  or  one  a  full  width  and  the  other  a  half  width  web)  from  both 


10 


15 


machines  to  a  position  above  the  folder.     If  the  folder  is  double,  that  is  to 
say  composed  of  two  folders  set  back  to  back  so  as  to  be  capable  of  folding  20 
two  wete  separately,  I  can  as  required  either  lead  the  two  webs  to  the  two 
folders  respectively  so  as  to  be  separately  folded,  or  I  can  lead  both  webs  to 
the  same  folder  so  that  they  can  be  associated  and  folded  together.    If  on  the 
other  hand  the  folder  is  single  both  webs  will  be  led  to  it  and  be  associated 
and  folded  together.     In  either  case  either  of  the  printing  mechanisms  can  be  25 
worked  separately  and  the  web  be  carried  therefrom  to  the  folder. 
^*  The  combination  of  two  printing  mechanisms  and  one  folding  Mechanism 
as  above  described  will  be  fully  understood  on  reference  to  Figoye  1  of  the 
accompanying  drawings.     A  and  B  represent  respectively  the  two  printing 
mechanisms  of  which  only  the  last  stereotype  cylinder  a  and  corresponding  30 
blanket  cylinder  h  are  shown.    These  two  machines  it  will  be  understood 
are  erected  end  to  end  with  sufficient  space  between  them  for  th«  folding 
mechanism,  C  is  the  folding  mechanism  which  is  shown  as  double,  c  and  d 
being  respectively  the  two  internal  folders,     e  is  one  of  the  external  folders 
which  is  long  enough  to  co-act  when  required  with  both  of  the  internal  35 
folders  c  and  d  in  effecting  the  longitudinal  fold.     //  represent  a  path  of 
tapes  to  lead  the  printed  web  from  the  machine  A  to  the  t6p  of  the  folder  C 
and  g  g  represent  another  path  of  tapes  to  lead  the  printed  web  from  the 
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"  machine  B  to  the  top  of  the  folder.  The  two  webs  may  be  both  gnided  as 
"  will  be  well  understood  down  one  of  the  folders  c  and  d  so  that  they  become 
"  associated  and  folded  together,  or  they  may  be  guided  separately  down  the 
"  two  folders  respectively  so  that  they  become  folded  separately.  From  the 
5  "  folding  mechanism  the  longitadinally  folded  webs  pass  to  the  transverse 
"  folding,  cutting  and  delivery  mechanism  of  any  suitable  kind  as  is  well 

•*  understood " 

The  Patentee  claimed  : — "  The  combination  of  mechanism,  substantially  as 
**  hereinbefore  described,  comprising  two  printing  mechanisms  erected  end  to 

10  **  end  with  a  space  between  them  ;  a  double  or  single  longitudinal  folder  placed 
"  in  the  said  space  for  folding  the  paper  web  or  webs  from  one  or  both  of  the 
^*  said  printing  mechanisms  and  passing  the  same  on  to  transverse  folding, 
^  cutting  and  delivery  mechanism ;  and  the  paths  of  tapes  between  the  said 
"  printing  mechanisms  and  the  said  longitudinal  folder  for  conducting  the 

15  **  printed  webs  from  the  printing  mechanisms  to  the  longitudinal  folder,  as  set 
"  forth." 

There  were  seven  Claims  in  the  Specification  originally,  but  of  these  all  but 
the  first  were  struck  out  by  amendment. 

On  the  22nd  of.  March  1897,  Letters  Patent  (No.  7401  of  1897)  were  granted 

20  to  Robert  Ctimming  Annand  for  "  Improvements  in  and  relating  to  web 
**  printing,  folding,  and  cutting  machinery." 

The  Complete  Specification,  so  far  as  material  for  this  report,  was  as  follows : — 
"  My  invention  has  reference  to  web  printing,  folding  and  cutting  machinery, 
**  and  it  comprises  a  particular  arrangement  of  multiple  web  printing  and  fold- 

25  "  ing  machine  :  a  cutting  device  whereby  the  printed  and  partly  folded  sheets 
*^  as  they  are  passing  through  between  the  last  pair  of  folding  rollers  have  a 
**  part  cut  ofi^  the  folded  sheet  so  as  to  trim  it  at  one  or  both  ends ;  an  improved 
**  arrangement  for  securing  to  an  auxiliary  cylinder  in  the  printing  machine 
"  one  or  more  type  bar  holders  or  type  boxes  for  printing  late  news  in  one  or 

30  "  more  of  the  pages  :  and  an  improved  construction  of  such  type  bar  holders. 

"  In  my  improved  arrangement  of  multiple  web  printing  and  folding  machine 

"  four  separate  printing  mechanisms  printing  from  four  rolls  of  paper  are 

**  combined  and  in  such  a  manner  as  to  make  the  machine  occupy  comparatively 

^*  small  space  while  all  the  mechanism  is  so  disposed  that  the  attendants  have 

35  '•  ready  access  to  all  parts.  Two  of  the  four  printing  mechanisms  are  arranged 
"  facing  each  other  at  the  lower  part  of  the  machine  with  a  space  between  them 
**  in  which  the  folding  mechanism  which  may  be  single  or  double  is  placed, 
"  the  two  rolls  of  paper  being  at  the  two  ends  of  the  machine  respectively. 
"  The  other  two  printing  mechanisms  are  disposed  above  the  two  first  above 

40  **  described  and  each  of  them  has  its  printing  and  ink  cylinders  practically  in 
*^  line,  the  outer  ends  of  the  presses,  that  is  to  say  the  ends  nearest  the  rolls  of 
**  paper,  being  lower  than  the  ends  extending  towards  the  centre  of  the 
*•  machine. 

^'  Roughly  speaking  the  two  top  mechanisms  are  so  arranged  and  disposed  in 

45  '^  relation  to  each  other  that  a  line  passing  through  the  axes  of  the  cylinders  of 

'*  the  one  mechanism  and  a  similar  line  passing  through  the  axes  of  the 

^^  cylinders  of  the  other  mechanism  will  intersect  each  other  above  the  top  of 

"  the  machine. 

'*  This  arrangement  of  the  mechanisms  allows  all  the  4  reels  of  paper  to  be 

50  ^  on  the  outside  of  tlie  machine.  It  also  avoids  the  necessity  of  having  to  lift 
«*  the  rolls  of  paper  for  the  upper  two  mechanisms  very  high  before  they  reach 
"  the  brackets  in  which  they  are  carried.  The  two  upper  mechanisms  in  sloping 
**  downwards  towards  the  rolls  of  paper  leave  comparatively  little  distance 
**  between  the  first  printing  cylinder  and  the  rolls  of  paper.     Their  sloping 

55  "  upwards  towards  the  middle  of  the  machine  gives  space  underneath  them 
*''for  the  mechaniffln  for  associating  and  folding  the  webs. 
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"  Figure  1  of  the  accompanying  drawings  is  a  general  view  somewhat 
diagrammatic  illustrating  a  four  reel  printing  machine  constructed  in  the 
"  manner  hereinbefore  described.  In  this  figure  P^  and  P^  represent  res- 
"  pectively  the  two  lower  printing  presses  and  P^  and  P*  the  two  upper  presses. 
"  A^  A^  A^  A*  are  respectively  the  inking  mechanisms  and  B^  B^  B^  B*  the  ink  5 
*'  fountains  of  the  4  presses.  These  parts  are  of  the  usual  kind  and  require  no 
"  further  description.  Only  a  few  of  the  composition  rollers  are  shown  ;  their 
"  arrangement  can  be  varied  as  desired  ;  they  are  usually  arranged  to  suit  the 
**  class  of  printing  to  be  produced  by  the  machine.  R^  R^  R^  R*  are  the  web 
"  reels  appertaining  respectively  to  the  4  presses  and  W^  W*  W^  W*  are  the  10 
"  4  webs  of  paper  carried  by  and  delivered  from  these  reels.  C^  C*  C  C*  are 
*'  the  stereotype  cylinders  for  printing  the  first  side  of  the  respective  webs  and 
"  Di  D2  D^  D^  are  the  corresponding  blanket  cylinders.  F^  F«  F'  F*  are  the 
"  stereotype  cylinders  for  printing  the  second  side  of  the  respective  webs  and 
"  E^  E^  E^  E*  are  the  corresponding  blanket  cylinders.  15 

'*  It  will  be  seen  that  in  the  case  of  each  of  the  two  lower  presses  P*  P*  the 
"  inking  mechanism  A^  A^  is  placed  at  the  bottom  with  the  fountains  B^  B' 
'*  outside.  The  first  stereotype  cylinder  0^  C'  is  placed  above  the  large  ink 
"  cylinder  and  the  corresponding  blanket  cylinder  D*  D*  is  in  the  same  hori- 
"  zontal  plane.  The  blanket  cylinders  E^  E^  and  stereotype  cylinders  F"  F*  for  20 
"  printing  the  second  side  of  the  web  are  arranged  almost  vertically  above  the 
**  first  blanket  cylinders,  the  second  inking  mechanism  being  arranged  hori- 
*•  zontally  on  the  outside  of  the  machine.  By  this  arrangement  the  stereotype 
"  cylinders  C^  C^,  F^  F^  lie  with  their  upper  ends  fully  exposed  which  admits 
**  of  the  stereo  plates  being  put  on  and  removed  with  great  facility.  In  the  25 
"  case  of  each  of  the  two  upper  presses  the  two  stereotype  cylinders  and  the 
"  two  blanket  cylinders  are  arranged  in  a  straight  line  somewhat  inclined  from 
"  the  horizontal.  It  will  be  noticed  that  in  these  presses  also  the  stereotype 
**  cylinders  C^  C*  F^  F  lie  with  their  upper  sides  fully  exposed.  After  the 
**  four  webs  W^  W*  W  W*  are  printed  they  pass  the  *  registering '  rollers  30 
"  H^  H^  H^  H*  and  thence  by  the  pathways  of  moving  tapes  to  the  associating 
"  and  folding  mechanism  which  is  hereinafter  described.  It  will  be  seen  that 
"  the  reels  R^  R^  R'  R*  are  carried  at  the  outside  of  the  machine  and  that  after 
"  all  the  webs  have  been  printed  they  leave  their  respective  presses  on  the 
**  inside.  They  are  thus  in  close  proximity  to  the  folding  mechanism  and  35 
"  therefore  only  comparatively  short  lengths  of  the  webs  lie  between  the  print- 
"  ing  mechanisms  and  the  folding  mechanism.  This  is  of  great  service  in 
"  saving  strain  on  the  paper  and  in  getting  the  register  and  cutting  right. 

"  I  will  now  describe  the  associating  mechanism  for  dealing  with  the  webs 
**  after  they  have  been  printed  and  passing  them  on  to  the  longitudinal  folding  40 
*•  device  :  this  folding  device  may  be  a  single  longitudinal  folder  but  preferably 
"  it  consists  as  in  the  arrangement  shown  of  two  back  to  back  longitudinal 
"  folders  K^  and  K^  which  may  be  of  any  suitable  form  for  folding  the  webs 
"  when  on  the  run.     The  associating  mechanism  is  seen  in  Figure  1  but  is 
"  shown  on  a  larger  scale  in  Figures  2,  3,  and  4 :  in  Figure  2  the  switches  are  in  45 
"  position  for  leading  2  of  the  webs  to  one  folder  and  the  other  two  to  the  other 
"  folder :  in  Figure  3  they  are  in  position  for  leading  all  4  webs  to  the  folder 
"  which  is  at  the  left  hand  side  of  the  figure  :  in  Figure  4  they  are  in  position 
«  for  leading  all  4  webs  to  the  folder  which  is  at  the  right  hand  side  of  the 
*'  figure.    1  and  2  represent  the  under  runs  of  tapes  for  bringing  the  two  webs  50 
"  W^  W*  respectively  from  the  2  lower  printing  presses.    The  tapes  1  pass  round 
"  respectively  the  rollers  8  and  14  and  the  tapes  2  round  the  rollers  9  and  15. 
"  3  and  4  are  the  upper  runs  of  tapes  for  these  same  webs  ;  they  return  round 
"  rollers  16  and  17  respectively.     Sets  of  tapes  pass  as  shown  round  the  rollers 
"11  and  12  and  down  the  face  of  the  fold  formers  K^  K»  to  the  pulleys  24  and  55 
'•  25.    In  order  to  draw  up  any  slack  on  the  webs  they  are  slightly  nipped 
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^*  between  the  tapes  passing  round  the  rollers  8  and  14  and  the  roller  11  and 
"  again  between  the  tapes  passing  between  11  and  24  and  the  roller  14.  Lower 
**  runs  of  tapes  for  each  of  the  upper  webs  W^  W^  pass  round  the  rollers  10, 
'*  19,  and  20  and  upper  runs  of  tapes  pass  round  the  rollers  13  and  18.  The 
"  rollers  8,  9,  JO,  11,  12,  and  13  are  all  driven  by  gearing  from  the  printing 
"  machines  as  will  be  well  understood  and  their  surface  speeds  should  be 
*'  somewhat  faster  than  the  rate  of  travel  of  the  webs.  This  ensures  that 
"  the  webs  are  kept  tight  and  that  the  register  and  cutting  are  right.  L  is  a 
'*  set  of  lower  switches  movable  to  the  right  and  left  on  a  horizontal  axis 
"  L^.  M  represents  one  of  two  or  more  parallel  switch  bars  free  to  slide 
"  on  a  fixed  horizontal  rod  M^  which  is  itself  suspended  from  a  bracket 
"  M*.  The  switch  bars  M  and  rod  M^  are  omitted  in  Fig.  1.  The  lower 
"  ends  of  the  switch  bars  M  are  split  or  open  so  as  to  go  over  the  upper  edges  of 
"  the  switches  L  as  seen  in  Figure  2  and  thus  form  an  unobstructed  pathway  for 
*'  the  webs.  When  it  is  desired  to  run  the  lower  web  W^  and  the  upper  web 
"  W^  to  the  folder  K^  and  the  other  two  webs  W^  and  W*  to  the  folder  K^  the 


'*  switches  L  and  M  are  placed  as  shown  in  Figure  2.  When  it  is  desired  to  run 
"  all  the  webs  of  the  folder  K^,  the  switches  M  are  slid  along  the  rod  M^  to  the 
^'  ends  of  same  against  the  sides  of  the  b'amework  ;  this  puts  them  clear  of  the 

20  "  webs  which  are  less  wide  than  the  framework.  The  switches  L  are  moved  to 
"  the  position  seen  in  Figure  3  and  also  in  Figure  1.  When  it  is  desired  to  run 
"  all  the  webs  to  the  folder  K^  the  switches  L  are  moved  to  the  position  seen  in 
"  Figure  4." 

"  The  longitudinal* folders  K>  K*  are  of  a  well  known  kind  and  work  in 

25  "  conjunction  with  external  folding  or  drawing  rollers  S  8.  T  T  are  transverse 
"  cutting  rollers  which  form  no  part  of  my  present  invention. 

"  The  combined  quadruple  machine  is  shown  as  driven  by  two  driving  shafts 
*•  26,  26,  which  may  receive  their  motion  from  any  suitable  prime  mover  such 
'*  for  example  as  a  steam  or  electric  motor.    The  driving  shafts  26,  26  carry 

30  "  toothed  wheels  27,  27,  gearing  with  wheels  28,  28,  on  the  shafts  of  the  blanket 
«  cylinders  E^  E« :  the  wheels  28,  28,  gear  with  wheels  29,  29,  on  the  shafts  of 
"  the  blanket  cylinders  D^  D^.  Motion  is  also  transmitted  from  the  wheels  27, 
"  27,  to  wheels  30,  30,  on  the  shafts  of  the  blanket  cylinders  J)\  D*  by  the 
**  intermediate  gear  wheels  31  and  32,  and  from  the  wheels  30,  30,  to  wheels 

35  "  33,  :h3,  on  the  shafts  of  the  blanket  cylinders  E^  E*.  On  the  shafts  of  each  of 
"  the  blanket  cylinders  D^  and  D^  is  keyed  a  bevel  wheel  34  meshing  with  a 
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bevel  wheel  35  in  the  respective  ends  of  a  horizontal  shaft  36  which  connects 

the  two  lower  printing  mechanisms.  This  shaft  36  is  in  two  parts  with  a 
"  releasable  coupling  of  any  suitable  kind  at  37.  The  two  machines  can  thus  be 
•*  worked  together  from  either  of  the  driving  shafts  26  or  separately  as  desired." 

The  Patentee  claimed  : — "  1.  In  a  web  printing  and  folding  machine  the  5 
''  combination  of  two  printing  mechanisms  arranged  end  to  end  with  a  space 
"  between  them,  two  other  printing  mechanisms  situated  respectively  above  the 
"  two  first  named  printing  mechanisms,  and  associating  and  folding  mechanism 
"  in  the  space  between  the  lower  printing  mechanisms  and  below  the  nppet* 
"  printing  mechanisms,  substantially  as  hereinbefore  described.  2.  A  device  10 
"  constructed  substantially  as  hereinbefore  described  for  trimming  the  ends  of 
"  printed  and  partly  folded  sheets.  3.  The  special  arrangements  of  device 
"  substantially  as  hereinbefore  described  and  shown  in  Figures  5  and  6  and  in 
**  Figures  7  and  8  respectively.  4.  The  construction  of  type  bar  holders 
"  substantially  as  hereinbefore  described  and  shown  in  the  drawings.  5.  The  15 
^^  fastening  of  type  bars  into  holders  by  means  of  lips  on  the  sides  of  the 
*^  holder  and  indentations  at  the  ends  of  the  type  bars,  the  lips  engaging  with 
'^  the  indentations  when  the  holder  is  closed  up  substantially  as  hereinbefore 
"  described.  6.  The  mode  or  means  substantially  as  hereinbefore  described  of 
"  securing  one  or  more  type  boxes  or  holders  to  an  auxiliary  printing  cylinder."  20 

On  the  27th  of  July  1904  the  Northern  Press  and  Engineering  Company  Ld. 
and  Robert  Cumming  Annand  commenced  an  action  against  E.  Hoe  A  uo.  for 
infringement  of  these  Patents,  claiming  the  usual  relief. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  the  Plaintiff 
Company  were  the  owners  of  the  Patent  No.  21,068*  of  1893,  that  the  Complete  25 
Specification  thereof  was  amended  in  accordance  with  the  decision  of  the 
Comptroller  General  of  the  28th  of  May  1897,  and  that  the  original  claiming 
clauses  had  been  framed  in  good  faith  and  with  reasonable  care  and  knowledge. 
They  alleged  that  the  Plaintiff  Robert  Cumming  Annand  was  at  the  date  of  the 
writ  the  owner  of  the  Patent  No.  7401  of  1897  and  had  on  the  9th  of  August  30 
1901  assigned  the  same  to  the  Plaintiff  Company.  They  alleged  that  the 
Defendants  had  infringed  both  Patents.  By  their  Particulars  of  Breaches  they 
alleged  that  the  Defendants  had  infringed  and  threatened  to  infringe  the  first 
claiming  clause  of  the  Specification  of  each  of  the  Patents  by  advertising  for 
sale  fo«r  roll  web  printing,  folding  cutting,  and  delivery  machines  like  that  35 
advertised  for  sale  by  them  on  the  top  half  of  page  13  of  the  "  British  and 
"  Colonial  Printer  and  Stationer "  of  May  the  Tith  1904 ;  by  continuing  to 
advertise  such  machines  as  on  pages  12  and  13  of  the  '^  Master  Printer  and 
"  Newspaper  Owner  "  of  September  the  17th  and  October  the  1st  1904  ;  and  by 
having,  during  1904,  or  the  latter  part  of  1903,  sold  to  and  erected  for  Messrs.  40 
Htdton  A  Co.  Ld.  of  Manchester  (the  proprietors  of  the  "  Manchester  Evening 
Chronicle  ")  and  the  News  of  the  World  Ld.^  of  Bouverie  Street,  London,  E.C. 
(the  proprietors  of  the  "  News  of  the  World  ")  at  their  respective  works  four  roll 
machines  similar  to  the  advertised  machines  mentioned  above. 

The  Defendants  by  their  Defence  did  not  admit  the  Plaintiffs'  ownership  of  45 
the  Patents  ;  they  denied  that  the  original  claiming  clauses  of  the  Specification 
of  the  Patent  No.  21,068*  of  1893  were  framed  in  good  faith  or  with  reasonable 
skill  and  knowledge ;  they  denied  that  they  had  infringed  or  threatened  to 
infringe  the  Patents  or  either  of  them  ;  and  they  alleged  that  both  the  Patents 
were  invalid  upon  the  grounds  set  out  in  the  Particulars  of  Objections.  50 

The  Particulars  of  Objections  (which  will  be  found  fully  set  out  ante  page 
423)  contained  the  following  allegations : — The  alleged  inventions  were  not 
useful ;  the  Plaintiff  Robert  Cumming  Annand  was  not  the  first  and  true 
inventor  ;  the  alleged  inventions  were  not  the  proper  subject-matter  of  Letters 
Patent ;  and  the  Defendants  relied  in  support  of  this  last  objection  upon  all  55 
the  prior  publications  referred  to  with  regard  to  the  respective  PatentSiand 
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upon  the  common  general  knowledge  relating  (as  to  the  1893  Patent)  to  the 
arrangement  of  printing  and  folding  mechanism,  or  (as  to  the  1897  Patent)  to 
printing,  catting,  and  folding  mechanisms  and  to  the  different  arrangements  of 
the  said  mechanisms. 
5  The  action  came  on  for  trial  on  the  19th  of  March  1906,  before  Mr.  Justice 
JoycSy  who  held  that  the  Patent  of  1893  was  invalid  for  want  of  subject-matter, 
and,  as  to  the  Patent  of  1897,  that  if  the  first  Claim  was  to  be  construed  widely 
the  Patent  was  invalid  for  want  of  subject-matter,  but  if  it  was  to  be  construed 
Tery  narrowly  then  the  Defendants  had  not  infringed  it.  The  action  was 
10  dismissed  with  costs.*    The  Plaintiffs  appealed. 

The  appeal  came  on  for  hearing,  on  the  )^3rd  of  July  1906,  before  Lords  Justices 
Vauqhan  Williams,  Rombr,  and  Oozbns-Hardy. 

Asthury  K.C.  and  Frost  (instructed  by  Sharpe^  Parker ^  Pritchards^Barliam^ 
and  Lawford^  agents  for  W.  J.  S.  and  J.  A.  S.  Scott  of  Newcastle-npon-Tyne) 
15  appeared  for  the  Appellants ;    Gripps  K.C.,  Bousfield  K.C.,  and  •/.  H.  Gray 
(instructed  by  Bower^  Gotton^  and  Bower)^  appeared  for  the  Respondents. 

Astbury  K.C.  for  the  Appellants. — Newspapers  used  to  be  printed  by  means 
of  boxes,  called  formes  ;  that  method  was  slow,  and  no  improvement  was  made 
until  stereos  were  introduced.  Now,  one  can  have  the  type  running  round  the 
20  cylinder  instead  of  across  it,  and  a  speed  of  12,000  revolutions  an  hour  is 
attainable.  All  is  old  except  the  re-arrangement  of  the  parts  with  a  view  to 
rapidity  and  certainty.  It  is  necessary  to  have  a  machine  capable  of  turning 
out  any  multiple  of  two  sides  up  to  32.  There  must  be  provision  to  prevent 
the  paper  tearing.  The  Appellants'  machine  is  so  arranged  that  the  paper  need 
25  not  go  round  corners.  Rapidity  is  essential ;  some  papers  have  many,  say  nine, 
editions  in  the  afternoon,  and  seconds  are  of  importance.  The  longitudinal 
folder,  which  first  enabled  one  to  fold  the  web  on  the  run,  was  invented  in 
1870  for  folding  cloth,  and  in  1885  was  adopted  by  the  Respondents  for  folding 
paper.  Formerly  a  chopper  folder  was  used  ;  it  would  not  work  at  more  than 
30  5000  revolutions  an  hour.  The  question  involved  is  one  of  subject-matter — 
whether  it  is  sufficient  invention  for  the  Patentee  to  choose  some  out  of  the 
numerous  parts  in  use  in  printing  machines,  and  put  them  together  to  produce  a 
machine  that  will  do  what  no  other  machine  will  do.  There  are  many  antici- 
pations alleged,  but  tbey  do  not  effect  the  object  in  the  same  way,  and 
35  everybody  is  copying  the  Appellants'  arrangement.  The  number  of  the  antici- 
pations is  advantageous  to  the  Appellants,  as  showing  the  ingenuity  involved 
in  the  invention.  As  to  the  paths  of  tapes,  if  one  draws  up  the  paper  to  the 
rollers  the  tapes  are  unnecessary.  The  Respondents  do  not  use  the  tapes. 
It  was  old  to  put  two  presses  back  to  back  ;  it  was  old  to  have  a  space  between 
40  them ;  and  it  was  old  to  have  a  folder  in  that  space ;  but  the  only  kind  of 
folder  that  anybody  ever  thought  of  using  with  what  is  called  a  middle  delivery 
— because,  apparently,  there  were  great  disadvantages  in  having  your  paper 
delivered  in  the  middle  of  the  machine — was  a  sheet  folder  or  chopper  folder. 
There  is  nothing  new  in  the  folder  by  itself,  or  in  the  fact  that  there  was 
45  delivery  through  either  of  the  folders.  [ROMBB  L.J. — Really  it  is  ludicrous  to 
say  that  that  is  a  Patent.  Whereas  you  had  in  between  the  two  mechanisms 
the  old  chopper  folder  you  think  you  would  like  the  other  folder  better,  and 
you  put  the  other  folder  in  its  place.  That  is  the  whole  thing.  If  that  is  a 
Patent  I  might  see  one  machine  and  say, ''  I  like  that  part  of  that  and  I  do  not 
50  ^^  like  the  other  part '' ;  and  I  might  see  another  machine  and  say,  "  I  like  that 
^'  part  best ;  I  will  take  a  part  of  that  one  and  this  part  of  that  one,  and  that  is  a 
"  Patent."]  It  is  extraordinary  that  it  never  occurred  to  the  Respondents,  who 
are  said  to  have  designed  this  longitudinal  folder,  to  use  it  in  ^his  way  ;  and 
they  took  out  many  Patents  for  doing  the  very  thing  that  the  Appellants  do 

*  Afde,  paire  417. 
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namely,  to  get  longitudinal  folding  with  quick  delivery  from  two  presses.    It 
never  occurred  to  them  to  put  it  in  the  middle,  and  there  was  a  very  strong  reason 
why  they  should  not,  because  when  one  has  two  presses  together  the  old  idea 
was  to  put  them  at  right  angles,  so  that  the  delivery  could  be  at  the  end  of  the 
press.    It  certainly  was  not  obvious  to  the  people  who  invented  this  folder  and  5 
who  had  all  these  multiple  presses  to  do  it.    They  had  this  folder  and  they  had 
the  Appellants'  kind  of  printing  machines,  not  arranged  end  to  end.     As  a 
matter  of  fact  the  only  machines  that  were  arranged  end  to  end  were  colour 
printing  and  sheet  machines.     Now  that  it  is  done  it  seems  very  simple  to  do 
it,  but  it  has  effected  an  enormous  difference  in  the  output  of  the  papers,  10 
because  in  the  case  of  people  who  had  this  mid-delivery  it  was  always  used  for 
sheet  machines,  and  people  have  resorted  to  extraordinary  shifts  for  the  purpose 
of  getting  this  longitudinal  folder  working  with  two  or  more  presses.    What 
Mr.  Annand  appreciated — ^that  he  has  made  an  extremely  useful  machine  the 
Respondents  admit,  because  they  copy  it — was  that  you  must  have  exactly  the  15 
same  length  of  travel  from  one  machine  to  the  folder  as  you  have  from  the 
other  machine  to  the  folder — ^that  was  never  done  before — because  if  one  paper 
travels  round  the  comer  and  the  other  goes  direct  one  may  stretch  and  the  other 
may  not,  and  they  do  not  register,  and  what  the  Patentee  was  really  driving  at 
was  to  turn  out  this  product  absolutely  perfect  at  this  great  velocity.    Professor  20 
Boys  said  he  thought  there  was  a  great  deal  of  invention  in  it.     [ROMBR  LJ^. — 
And  I  suppose  another  expert  says  there  was  not]     Mr.  Sunnbtims  thinks 
exactly  what  your  Lordship  has  put  to  me.     [Counsel  proceeded  to  deal  with 
Specification  No.  7401  of  1897.]      [ROMBR  L.J. — Nobody  says  that,  once  given 
the  idea,  there  is  anything  special  for  supporting  a  Patent  in  the  method  of  25 
doing  it]     No,  I  am  not  going  to  say  that     [ROKER  L.J. — Then  there  is  an 
end  of  it  really,  because  you  cannot  Patent  in  a  printing  machine,  taking  a 
well-known  part  of  one  machine  to  do  the  same  thing,  and  merely  taking 
another   part   to  do  a  separate  thing,  there  being  no  ingenuity  beyond  the 
idea  in  putting  the  two  together.]     There  are  Sie  cases  of  Hinks  v.  Safety  30 
Lighting  Company  (L.R.  4  CD.  607),  and   Vickers  v.  SiddeU  (7  R.P.C.  292 ; 
L.R.  15  App.  Cas.  496).     [Cozbks-Habdt  LJ.  referred  to  Williams  v.  Nye 
(7  R.P.C.  37  and  62).]     [Rombb  L.J.— The  two  separate  parts  of  the  machine 
are  really  doing  each  their  own  work,  and  not  the  less  because  you  put  them 
into  one  machine.]     There  was  not  a  single  machine  in  the  market  on  which  it  35 
was  possible  to  run  one  part  of  it  at  a  different  rate  from  the  other  for  the  pur- 
pose of  obtaining  two  products  at  once.    [Vaugkban  Williams  L.J. — Is  that  a 
new  result  ?]     It  is  a  new  result  in  this  sense.     It  is  an  old  result  in  the  sense 
that  what  one  gets  is  printed  matter.      [Vaughan    WILLIAMS  LJ. — You 
say  it  is  a  new  result  to  run  two  parts  of  this  particular  machine  at  different  40 
rates  ?]     A  printer  buys  one  of  these  multiple  machines,  and  it  does  his  book 
work,  his  newspaper  work,  his  morning  paper  and  evening  paper,  and  it  is 
turning  them  all  out  at  once.     It  never  did  that  before.     Is  it  not  ingenuity  to 
think  out  from  well-known  parts  a  thing  which  produces  this  prolific  result  ? 
If  one  has  any  previous  machine  which  could  be  so  used  one  cannot  take  out  a  45 
Patent  for  preventing  a  man  using  it  as  he  likes,  but  that  does  not  apply  here. 
If  this  1897  Patent  is  good  there  is  not  a  single  previously  known  machine 
that  we  should   be   in  any   way   interfering  with;   but  the  Patent  is    for 
putting  together  in    a  multiple    of  four    all    that  a  printer   wanta    in    his 
place.    [Vaughan  Williams  L,J. — Ingenuity  may  constitute  invention  some-  50 
times,  but  sometimes  it  does  not.     It  is  not  enough  to  say,  "  This  is  a  very 
"  ingenious  arrangement  of  old  materials."]     In  the  view  which  the  Court 
takes  I  do  not  think  it  would  be  respectful  to  keep  it  up  longer. 
Vaughan  Williams  L,J. — We  dismiss  the  appeal  with  costs. 


Vol.  XXIII.,  No.  28.]      AND  TRADE  MARK  CASES.  621 

Reddaway  S  Co.  Ld.  v.  Irwell  and  Eastern  Rubber  Gampany  Ld. 


In  thb  Hiqh  Court  op  Justiob.— Chancery  Division. 

Before  Mr.  Justiob  Nbvillb. 

July  10th  and  llth,  1906. 

Rbddawat  &  Co.  Ld.  v.  Irwbll  and  Eastbrn  Rubbbr  Company  Ld. 


5  Passing  off. — Name  used  by  the  Defendants  whether  calculated  to  deceive. — 
Motion  to  expunge  Defendants'  Trade  Marks. — Allegation  of  fraud  abandoned 
at  trial. — No  probability  of  deception  found. — Action  and  motion  dismissed. 

Prior  to  the  year  1870  and  subsequently  a  Company  and  their  predecessors 
manu/actured  and  sold  hair  belting  for  machine  driving  under  the  natne  of 

10  "  Lancashire  Belting  "  or  "  Lancashire  Patent  Belting^'  and  i^sed  in  connection 
with  the  sale  a  Trade  Mark  consisting  of  the  words  ^^The  Lancashire^^ 
registered  in  1885  as  an  old  mark.  TJhe  Company  also  sold^  but  did  not 
manufacture^  Balata  belting.  In  1904  the  Plaintiffs  acquired  the  business 
of  the    Company.    The   Plaintiff^   sold   hair    belting    under   the   name    of 

15  ^^  Lancashire  Belting^''  but  did  not  use  that  name  in  connection  with  their 
sale  of  Balata  belting.  In  1905  the  Defendants  began  to  manufacture 
Balata  belting^  which  they  sold  under  the  name  of  "  Lanco  Belting^'  and  in 
the  same  year  they  registered  two  Trade  Marks^  one  consisting  of  the  word 
"  Lanco  "  and  the  other  of  the  words  "  Lanco  Balata  Belting  "  unth  a  device. 

20  The  Plaintiffs  commenced  an  action  to  restrain  passiiig  off^  and  moved  to 
expunge  the  Defendants*  Trade  Marks.  They  alleged  that  their  belting  was 
known  by  various  abbreviations  of  the  word  ^^ Lancashire'*^  resembling  the 
name  **  LancOy^^  and  thai  the  use  of  that  name  was  calculated  and  intended  to 
deceive.    The  Defendants  denied  that  their  '^  Lanco  Balata  Belting  '*  covld  be 

25  mistaken  by  purchasers  for  the  Plaintiffs^  "  Lancashire  "  hair  belting.  At  the 
trials  no  actual  deception  was  proved^  the  allegation  of  fraud  was  withdrawn^ 
and  the  Defendants  put  in  evidence  a  correspondence  with  the  Registrar  of 
Trade  Marks  on  their  application  to  register  their  Trade  Marks^  from  which 
correspondence  it  appeared  that  the  Defendants  had  originally  applied  to  register 

30  the  word  ^*  Lancomie "  (stcUed  to  be  a/n  abbreviation  of  "  Lancashire  Cotton 
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'^made   in    England'*'),  and   that    their   adoption  of  ^^ Lanco^^    instead  of 
"  Lancomie  "  wa^  in  consequence  oftJie  correspondence  with  the  Registrar. 

Held,  that  the  use  of  the  name  "  Lanco  "  was  not  calculated  to  deceive.    The 
action  and  motion  were  dismissed  with  costs. 

On  the  2n(i  of  March  1906,  F.  Reddaivay  &  Co.  Ld.  commenced  an  action  5 
against  the  Irwell  and  Eastern  Rubber  Company  W.,  claiming  '*  (1)  An  injunc- 
''  tion  to  restrain  the  Defendant  Company,  their  and  each  of  their  officers,  con- 
"  tractors,  servants,  workmen,  and  agents,  from  using  or  affixing,  or  causing  to 
"  be  used  and  alfixed,  to  any  paper,  writing,  or  belting,  sold,  delivered,  or 
'*  shipped  to  their,  or  any  of  their  order,  or  used  by  them  or  any  of  them,  the  10 
"  marks  *  Lanco,'  *  Lanco  Balata,'  or  any  combination  of  marks  or  words  so  con- 
"  trived  as  to  represent  goods  manufactured  by  the  Plaintiff  Company,  and  from 
"  employing,  or  permitting  to  be  employed,  any  marks  or  words  or  other 
"  description  in  respect  of  belting  offered  for  sale  by  the  Defendants,  or  any  of 
"  them,  which  shall  be  so  contrived  as  to  represent  or  to  induce  a  belief  that  15 
"  such  belting  is  of  the  Plaintiff  Company's  manufacture,  and  also  from  des- 
"  cribing  or  offering  for  sale  the  belting  simply  as  '  Lanco,'  or  '  Lanco  Balata ' 
"  belting,  or  otherwise  using  the  words  '  Lancjo,'  or  *  Lanco  Balata '  in  respect  of 
"  such  belting  without  clearly  distinguishing  the  same  from  belting  manure- 
"  tured  by  the  Plaintiff  Company.     (2)   Damages  or,  at  the  option  of  the  20 
"  Plaintiff  Company,  an  account  of  profits.    (3)  Delivery  up  to  the  Plaintiff 
"  Company  for  destruction  or  erasure  all  copies  of  advertisements,  and  all 
"  belting  of  the  Defendant  Company  upon  which  the  name  *  Lanco '  or  *  Lanco 
^^  ^  Balata '  has  been  stamped  or  placed,  and  which  are  in  the  pof session  or 
"  under  the  control  of  the  Defendant  Company.     (4)  Discovery  of  the  names  25 
^'  and  addresses  of  all  firms  and  persons  to  or  with  whom  the  Defendant  Oom- 
*'  pany  have  sold,  or  consigned,  or  placed  for  sale  or  exhibition,  belting  marked 
"  with  the  name  '  Lanco,'  or  *  Lanco  Balata,'  and  not  being  of  the  Plaintiff 
'*  Company's  manufacture.    (5)  Costs." 

By  their  amended  Statement  of  Claim  the  Plaintiffs  alleged  as  follows : —  30 
**  (1)  The  Plaintiff  Company,  whose  registered  office  is  at  Cheltenham  Street, 
"  Pendleton,  in  the  County  of  Lancaster,  are  {inter  alia)  manufacturers  of 
**  machine  belting,  and  in  particular  of  a  belting  which  the  Plaintiff  Company  and 
"  their  predecessors  in  business  (i\LQ  Lancashire  Patent  Belting  andHose  Company 
"  Z»d.,  and  Samuel  John  McMechan,  trading  as  the  Lancashire  Belting  Company)  35 
"  have,  since  the  year  1865,  continuously  sold  and  invoiced  both  at  home  and 
"  abroad  and  advertised  under  the  name  of  the  '  Lancashire.'  The  said  *  Lanca- 
"  *  shire  '  belting  of  the  Plaintiff  Company  has  acquired  a  high  and  very  valu- 
"  able  trade  reputation,  and  the  name  *  Lancashire  '  belting,  or,  shortly,  '  Lane ' 
"  belting, '  Lanes '  belting,  *  Lanca '  belting,  and  *  Lane* '  belting,  as  also  other  40 
"  abbreviations  of  the  word  *  Lancashire,'  is  and  are  understood  in  the  trade  and 
•*  by  the  public  as  meaning  and  indicating  a  belting  of  the  Plaintiffs'  manufac- 
"  ture  alone.  (2)  The  Defendant  Company,  whose  registered  office  is  at  5  Mill 
"  Street,  Ordsall  J^ane,  Salford,  in  the  County  of  Lancaster,  carry  on  business  as 
"  manufacturers  of  india-rubber  goods  and  machine  beltings.  (3)  The  Plaintiff  45 
**  Company  have  lately  discovered,  and  the  fact  is,  that  the  Defendant  Company 
^*  have  been  advertising,  offering  for  sale,  and  selling  belting  as  *•  I^anco  '  belting 
'^  and  ^  Lanco  '  Balata  belting  in  such  a  manner  as  to  lead  purchasers  into  the 
"  belief  that  such  belting  was  of  the  Plaintiff  Company's  manufacture,  when 
**  in  fact  it  was  not,  and  thereby  fraudulently  have  attempted  to  pass  off  and  50 
"  have  passed  off  belting  not  of  the  Plaintiff  Company's  manufacture  as  and  for 
^*  belting  of  the  Plaintiff  Company,  and  the  Defendant  Company  are  threatening 
"  and  intending  to  continue  their  said  fraudulent  acts.  The  name  *  Lanco '  is  a 
*'  colourable  imitation  of  the  said  trade  name  of  the  Plaintiffs'  belting,  and  is 
^  calculated  and  intended  to  deceive.    (4)  ^e  Plaintiff  Oompany  refer  4fi  fl 
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**  particular  to  a  trade  journal  known  as  the  '  India  Rubber  Journal,'  dated 
**  November  20th  1905,  containing  the  description  *  Lanco '  Balata  belting, 
**  and  an  advertisement  of  the  Defendant  Company  in  the  said  journal  for  the 
**  sale  of  belting,  describing  the  '  Lanco '  quality  as  a  genuine  article,  and 
5  "  guaranteed  to  be  equal  in  every  respect  to  any  Balata  belting  at  present 
•*  manufactured." 
The  relief  claimed  is  stated  above. 

The  Plaintiffs  delivered  Particulars  in  reference  to  paragraphs  1  and  3  of  the 
Statement  of  Claim.    They  stated  that  Particulars  with  dates  of  invoices  and 

10  advertisements  of  belting  under  the  name  of  ^'  Lancashire  "  were  exhibited  to 
aa  affidavit  of  S.  J.  McMechan  (on  a  Motion  for  an  interim  injunction, 
which  affidavit  referred  to  a  Catalogue  and  Invoice  issued  by  the  Lancashire 
Patent  Belting  and  Hose  Vonipany  Ld,^  and  a  Catalogue  and  Invoice  issued 
by  the   Plaintiffs  and  a  Price  List,  and  Circular  issued  about  1875   by  the 

15  Lancashire  Belting  Company)  and  inter  alia  in  the  ''Engineer'*  con- 
tinuously from  1878  to  1903.  The  Plaintiffs  stated  that  Particulars  of  the 
said  advertisements  were  exhibited  to  the  above-mentioned  affidavit,  and  in 
a  Circular  of  the  Defendants  dated  April  1906,  and  in  the  '*  India  Rubber 
**  Journal "  of  the  7th  of  May  1906.    For  Particulars  of  sales  and  passing  off,  the 

SO  Plaintiffs  referred  to  an  affidavit  of  J.  Tinto  filed  on  behalf  of  the  Defendants 
on  the  said  motion,  in  Vhich  affidavit  it  was  stated  that  the  Defendants  had 
spent  a  very  large  sum  of  money  in  advertising  "  Lanco  Balata  "  belting,  and 
that  the  advertisements  had  been  inserted  in  trade  papers,  circulars,  and  price 
lists  that  had  been  very   widely   distributed.     The   Plaintiffs  gave  further 

25  Particuhirs,  in  which  they  stated  that  the  other  abbreviations  of  the  word 
'^  Lancashire  "  referred  to  in  paragraph  1  of  the  amended  Statement  of  Claim 
were  as  follows  : — ^  Lan,"  "Lanco,"  " Lancas,"  "  Lancash,"  ** Lane',"  " Lancre," 
and  *'  Lane." 

The  Defendants,  by  their  amended  Defence,  alleged  as  follows  : — ^*'  (1)  The 

30  *'  Defendants  admit  that  the  Plaintiffs  are  manufacturers  of  machine  belting, 
"  and  that  (among  other  goods)  they  sell  hair  belting,  and  apply  to  such  hair 
"  belting,  but  to  no  other  kind  of  belting  whatsoever,  the  name  'Lancashire.' 
**  If  any  abbreviation  of  '  Lancashire '  has  been  used  (which  is  not  admitted) 
^  the  persons  using  the  same  have  used  the  same  as  an  abbreviation  well 

35  "  knowing  that  the  name  used  by  the  Plaintiffs  was  *  Lancashire.'  Save  as 
''  aforesaid,  the  Defendants  deny  the  allegations  contained  in  paragraph  1  of  the 
*^  Statement  of  Claim.  (2)  The  Defendants  advertise,  offer  for  sale,  and  sell, 
**  *  Balata '  belting  under  the  name  of  *  Lanco '  Balata  belting,  which  is  their 
"  registered  Trade  Mark,  No.  275,883,  in  Class  40  of  the  classes  under  the 

40  ^  Patents,  Designs,  and  Trade  Marks  Act.  Many  engineers  prefer  to  use  Balata 
^  belting,  and  the  Defendants  make  a  prominent  feature  of  the  fact  that  their 
''  said  belting  is  '  Balata '  belting  and  no  other  kind.  (3)  Hair  belting,  by 
"  whomsoever  manufactured,  is  woven  of  a  material  composed  of  hair  and 
"  cotton  mixed,  whereas  Balata  belting  is  composed  of  fold  upon  fold  of  cotton 

45  "  duck  or  cotton  sheeting  up  to  any  required  thickness,  the  folds  of  such 
**  sheeting  being  treated  with  *  Balata,'  which  is  a  substance  resembling  india- 
"  rubber  or  gutta-percha.  It  is  impossible  for  any  vendor,  purchaser,  or  user  of 
"  machine  belting  to  confuse  hair  belting  with  '  Balata '  belting,  or  vice  versa^ 
^'  nor  would  any  intending  purchaser  of  one  of  such  kinds  of  belting  accept 

50  **  belting  of  the  other  kind,  nor  could  any  one  pass  off  the  one  for  the  other. 
"  Moreover,  hair  belting  is  generally  in  the  trade  painted  red  on  both  surfaces, 
"  which  are  rough  woven  surfaces,  whereas  *  Balata '  belting  is  universally 
"  coloured  brown  upon  one  surface,  which  is  a  ribbed  surface  of  *  Balata  '  com- 
^'  position  brown  in  colour,  while  the  other  surface  is  a  plain  cotton  sheeting 

55  ^  surface.  Such  differences  further  accentuate  the  impossibility  of  confusioxi 
^'  between  the  two,  which  are  entirely  distinct  in  material,  in  manvCac- 
'^  tiwe,  and  in  iqipearance.      Moreover,  puschasers  and  users  of  belting  are 
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^*  engineers  and  persons  of  experience  with  regard  to  belting,  and  have  a 
**  clear  knowledge  of  what  precise  goods  it  is  that  they  require.  (4)  A  further 
*^  distinction  between  hair  belting  and  '  Balata '  belting  is  that  *  Balkta '  belting  is 
^*  always  listed  and  priced  in  various  thicknesses,  according  to  the  number  of  folds 
"  of  cotton  duck  or  cotton  sheeting,  such  folds  being  called  plies,  and  there  being  5 
"  no  recognised  standard  of  thickness  corresponding  to  the  width.  In  ordering 
"  or  purchasing  '  Balata '  belting,  therefore,  it  is  necessary  to  specify  the  thick- 
"  ness  by  stating  the  number  of  plies,  as  3-ply,  4-ply,  5-ply,  Ac.  Hair  belting, 
"  on  the  other  hand,  is  listed  and  priced  by  the  width  only,  each  width  being 
'^  made,  except  for  special  belts,  of  a  recognised  and  understood  thickness,  and  10 
^  in  ordering  hair  belting  it  is  not  usual  or  necessary,  except  for  special  belts, 
^'  to  specify  any  thickness,  and  hair  belting  is,  except  in  the  case  of  special 
"  belts,  ordered  and  purchased  by  width  only,  without  stating  the  thickness. 
'*  (5)  Save  as  aforesaid,  the  Defendants  deny  the  allegations  contained  in  para- 
"  graph  3  of  the  Statement  of  Claim,  and  in  particular  deny  that  they  have,  15 
**  fraudulently  or  at  all,  attempted  to  pass  off,  or  have  passed  off,  belting  not  of 
•*  the  Plaintiff  Company's  manufacture  as  and  for  belting  of  the  Plaintiff  Com- 
^'  pany,  or  that  they  threaten  and  intend  to  continue  such  acts.  The  name 
*^  *'  Lanco  *  is  not  a  colourable  imitation  of  any  trade  name  to  which  the  Plain- 
**  tiffs  are  entitled,  or  of  any  trade  name  used  by  them  or  applied  to  their  20 
"  goods,  nor  is  it  calculated  or  intended  to  deceive.  (8)  The  Plaintiffs  have  a 
**  registered  Trade  Mark  under  Class  35  of  the  classes  under  the  Patents, 
*^  Designs,  and  Trade  Marks  Act,  being  the  class  for  worsted,  woollen  and  hair 
**  goods,  and  the  Defendants  submit  that  this  action  is  an  attempt  to  extend 
''  such  Trade  Mark  to  goods  not  included  in  such  class,  namely,  india-rubber  25 
"  goods,  and  to  extend  such  Trade  Mark  so  as  to  include  the  abbreviations 
**  thereof  mentioned  in  paragraph  1  of  the  Statement  of  Claim,  which  abbrevia- 
^^  tions  form  no  part  of  the  said  Trade  Mark,  and  the  Defendants  submit  that 
"  this  action  ought  to  be  dismissed  with  costs." 

On  the  4th  of  August  1905  the  Defendants  applied  for  the  registration  of  a  30 
Trade  Mark  (No.  274,825  in  Class  40)  consisting  of  the  word  "  Lanco,"  and  on 
the  21st  of  September  1905  they  applied  for  the  registration  of  a  Trade  Mark 
(No.  275,883  in  Class  40)  consisting  of  the  words  "  Lanco  Balata  Belting  "  with 
a  device.  The  Certificates  of  Registration  of  both  marks  were  dated  the  6th  of 
March  1906.  35 

The  Plaintiffs  moved  that  the  Register  of  Trade  Marks  be  rectified  by 
expunging  therefrom— (1)  the  Defendants'  Trade  Mark  No.  274,825,  and  (2) 
so  much  of  the  Defendants*  Trade  Mark  No.  275,883  as  consists  of  the  word 
"  Lanco."  On  the  7tli  of  April  1906  the  motion  was  ordered  by  Mr.  Justice 
SwiNFBN  Eadt  to  be  heard  with  the  action  for  passing  off,  and  the  applicants  40 
were  to  be  at  liberty  to  amend  the  notice  of  Motion,  which  they  did  by  striking 
out  the  words  "  so  much  of  "  and  **  as  consists  of  the  word  *  Lanco.' " 

On  the  7th  of  April  1906,  the  Plaintiffs  moved  for  an  interim  injunction 
to  restrain  the  alleged  passing  off,  but  no  Order  was  made  except  that  costs  be 
costs  in  the  action.  45 

The  action  came  on  for  trial  on  the  10th  of  July  1906  before  Mr.  Justice 
Nbvillb. 

Oripps  K.C.,  J^.  E.  Bradley y  Clauson^  and  Dodson  (instructed  by  W.  J.  and 
E.  H.  TremeUen^  agents  for  Blair  and  Seddon  of  Manchester)  appeared  for  the 
Plaintiffs ;  Jenkins,  K.C.,  Sebastian,  and  A.  Grant  (instructed  by  Pritchard,  50 
EngUfidd  A  Co.,  agents  for  Earle,  Sons  &  Go.  of  Manchester)  appeared  for  the 
Defendants. 

Gripps  K.C.  opened  the  Plaintiffs'  case.— The    Defendants  have  taken  a 
diminutive  of  the  name  constantly  applied  to  the  Plaintiffs'  belting.    The 
Plaintiffs  do  not  seek  to  make  out  a  case  of  fraud.    The  matter  was  first  brought  55 
to  the  Plaintiffs'  notice  in  September  1905  by  means  of  a  Circular  issued  by  the 
Defendants,  and  then  by  an  article  in  the  **  India  Rubber  Journal."    ^' Lanco 
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Balata  Belting"  is  used  instead  of  leather  in  places  where  leather  would 
stretch.  The  PlaintiflEs'  "  Lancashire  "  belting  and  the  Defendants'  "  Lanco  " 
belting  have  been  found  being  used  side  by  side  in  the  same  factory— they  are 
used  under  the  same  conditions.  The  abbreviation  "  Lanes  "  would  be  easily 
5  mistaken  for  "Lanco."  The  allegations  in  paragraph  6  of  the  Defence  are 
immaterial  in  a  passing  off  action.  [Singer  v.  Wilson  (L.R.  3  App,  Cas.  376,  at 
p«ge  392);  Beddaway  v.  Banham  (13  R.P.C.  218,  at  page  224,  per  Lord 
Halsbury  L.C.,  and  at  page  228,  per  Lord  Herschell ;  L.R.  (lis96)  App.  Cas.  199, 
«liR!*^J^»  2^)  5  P(^rson8  V.  Gillespie  (15  R.P.C.  57  ;  L.R.  (1898)  App.  Cas. 

10  ^9)^  Oellular  Clothing  Company  v.  Maxton  (16  R.P.C.  397;  L.R.  (1899) 
Aw.  Cas.  326)  ;  Powell  v.  Birmingham  Vinegar  Brewery  Company  (13  R.P.C. 
235,  at  page  256,  per  Kay  L.J. ;  L.R.  (1896)  2  Ch.  54,  at  page  79)  ;  and  Eastman 
Photographic,  Ac.  Company  v.  John  Griffiths  Cyde  Corporation  (15  R.P.C.  105) 
were  referred  to.] 

15  Evidence  was  given  in  support  of  the  Plaintiffs'  case.  S.  J.  McMechan 
(manager  of  the  Lancashire  Belting  Company,  part  of  the  Plaintiffs'  business)  said 
that  his  father,  prior  to  1870,  commenced  business  as  a  manufacturer  of  the  hair 
belting  in  question.  From  1882  the  witness  carried  on  the  business  himself,^ 
and  in  1900  he  converted  it  into  a  limited  company  under  the  name  of  the 

20  Lancashire  Patent  Belting  and  Hose  Company  Ld.    In  1904  the  Company  went 

into  voluntary  liquidation,  and  in  July  1905  (under  an  agreement  of  the  17th  of 

February  1905)  its  business  was  assigned  to  the  Plaintiffs.    The  witness's  father 

had  sold  the  belting  in  large  quantities  as  "  Lancashire  Belting,"  or  "  Lancashire 

Patent  Belting."     In  invoices  "  Lancashire  "  was  abbreviated  in  the  forms 

25  mentioned  in  the  Statement  of  Claim  and  Particulars.  [Some  invoices  were 
put  in  containing  what  was  suggested  to  be  the  word  "  Lanco,"  but  it  was  ulti- 
mately agreed  that  the  word  was  intended  for  "  Lanes."]  The  belting  had  not  the 
same  tendency  to  stretch  upon  exposure  as  leather  had.  Balata  belting  was 
used  under  the  same  conditions  as  the  Plaintiffs'  hair  belting.     The  "  Lanca- 

30  *<  shire"  Company  did  not  manufacture  Balata  belting,  but  they  sold  it,  and 
mvoiced  it  on  paper  with  the  "  Lancashire  "  heading.  Anybody  who  knew  the 
Plaintiffs  and  ordered  the  "Lancashire"  belting  would  expect  to  get  hair 
belting.  The  words  "  The  Lancashire  "  were  registered  (No,  47,423  in  Class  35) 
by  the  witness  in  respect  of  hair  belting  only,  and  no  abbreviation  of  those 

35  words  had  been  registered  by  him  in  connection  with  any  other  belting.  An 
expert  in  belting  would  know  the  difference  between  Balata  and  hair  belting, 
but  ignorant  customers  would  be  liable  to  be  misled  by  the  word  "  Lanco  "  in 
the  Defendants'  advertisements  into  the  belief  that  it  referred  to  the  "  Lanca- 
"  shire  "  belting.    The  "  Lancashire  "  Company  had  never  had  any  machinery 

40  that  could  turn  out  Balata  belting.  The  Company,  in  their  catalogue  of  1903, 
described  the  red  colour  as  being  distinctive,  and  stated  that  the  "  Lancashire  " 
belting  had  become  known  as  "  The  Red  Belt."  Some  Balata  belting  was  a 
reddish  brown.  The  difference  of  colour  was  not  suflBcient  to  distinguish  the 
Plaintiffs*  and  Defendants'  beltings.     The  "  Lancashire  "  belting  was  always 

45  ordered  of  a  specified  width ;  in  ordering  Balata  belting  the  number  of  plies 
would  be  specified.  The  witness  did  suggest,  in  his  correspondence  with  other 
firms  with  a  view  to  obtaining  evidence,  that  **  Lanco  '*  might  possibly  be  used 
on  hair  belting.  The  abbreviation  "  Lane  "  occurred  on  some  of  the  order 
forms  of  the  Plaintiflb.    The  Plaintiffs  had  never  made  Balata  belting.     If  the 

50  material— hair  or  Balata — ^was  specified,  the  name  "  Lanco  "  would  not  mislead. 
The  Plaintiffs  objected  to  the  use  of  "  Lancashire,"  or  any  diminutive  of  it,  as 
applied  to  machine  belting  of  any  description. 

Lambert  Beddaway  (director  and  manager  of  the  Plaintiff  Company)  stated 
that  he  did  not  know  of  any  firm,  other  than  the  Lancashire  Belting  Company, 

55  Belling  belting  with  the  name  "  Lancashire  "  or  any  abbreviated  form  of  that  word. 
Before  his  firm  acquired  the  business  of  the  Lancashire  Belting  Company  he 
had  received  several  orders  for  *<  Lancashire  '*  belting,  and  he  understood  that  to 

3  F 
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mean  belting  manufactured  by  the  Lancashire  Belting  Company.  He  had  received 
a  few  orders  marked  "  Lane,"  or  "  Lanes,"  and  he  understood  those  also  to  refer 
to  the  *'  Lancashire  "  belting.  An  advertisement  of  "  Lanco  "  belting  would 
deceive  him  at  first  sight,  but  not  on  reading  it  a  second  time. 

J.    A.    Wilson    (colliery  and    mill    furnisher,  of    Kilmarnock),  said  that  5 
^^  Lancashire  "  belting  was  well  known  in  the  trade,  and  he  had  never  heard  of 
any  firm,  other  than  the  Lancashire  Company,  making  it.    He  had  given  orders 
to  that  firm  for  it.    He  had  often  received  orders  for  it  under  the  name 
**  Lancashire,"  or  an  abbreviation  of  that  name,  such  as  "  Lane  "  or  "  Lanes." 
[The  witness  produced  an  order  given  in  1904  in  which.  Counsel  submitted,  10 
the  abbreviation  appeared  to  be  *'  Lanco."]    On  the  order  produced  the  witness 
supplied  "Lancashire"  belting.    That  order  was  from  a  customer  who  had 
previously  bought  goods  from  the  witness.      If  a  customer  wanted  Balata 
belting  he  would  say  Balata.    The  witness  had  been  the  agent  for  the  sale  of 
"Lancashire"  belting,  and  any  abbreviation  of  the  name  in  correspondenjce  15 
between  himself  and  the  Lancashire  Company  would  be  well  understood  by 
him  and  them.    Customers  who  had  simply  been  recommended  to  try  a 
"  Lancashire  "  belt  sometimes  did  not  know  the  difference  between  one  belt 
and  another. 

T.  Coulthard  (managing  director  of  0.  and  W.  Ormerody  leather  and  belting  20 
manufacturers,  of  RochdsJe)  said  that  there  was  no  indication  on  Balata  belting 
of  the  manufacturer's  name. 

John  Oillespie  (London  export  manager  of  Rvssell  &  Co.  Ld.y  steel  tube 
makers,  of  Walsall)  said  that  if  he  saw  the  term  "  Lanco  "  he  would  consider  it 
would  be  applied  to  "  Lancashire  "  belting,  which  was  exported  in  considerable  25 
quantities.    "  Lanco  "  was  used  in  speaking  of  Lancashire  boilers.    He  had 
had  "  Lancashire  Balata  Belting  "  from  the  Lancashire  Belting  Company. 

S.  Q.  Leech  (partner  in  the  firm  of  J.  B.  Sanders  A  Go.y  electrical  engineers 
and  contractors,  of  Westminster  and  Cardiff)  ;  W.  Otton  (mill  furnisher,  of 
Exeter)  ;  J.  D.  Sutcliffe  (managing  director  of  the  Sutcliffe  Ventilating  and  30 
Drying  Company  Ld.y  of  Manchester)  ;  J.  CL  Ashwell  (railway  contractor  and 
engineer,  of  Denby  in  Derbyshire  and  Rotherham);  and  J.  R.  Thomhury 
(partner  in  the  firm  of  Griffiths  Bros.y  paint  and  varnish  manufacturers,  of 
Bermondsey)  also  gave  evidence. 

Evidence    was  given  in  support  of  the  Defendants'    case.    Jam£s    Tinto  35 
(managing  director  of  the  Defendant  Company)  said  that  he  had  known  the 
"  Lancashire  "  belting  for  more  than  20  years,  and  there  was  at  one  time,  he 
believed,  a  considerable  sale  of  the  belting,  but  in  1905  he  did  not  know  if  it 
was  then  on  the  market,  or  even  if  the  Lancashire  Company  was  in  existence. 
The   Defendants  in  1905  applied  to  register  as  a  Trade    Mark    the    word  40 
"Lancomie,"  an  abbreviation  of  "Lancashire  Cotton  made  in  England."    In 
the  correspondence  with  the  Patent  Office  the  Registrar  required  the  applicants 
to  make  a  disclaimer  of  the  exclusive  use  of  the  word  "  Lanco  " ;  the  Defen- 
dants replied  that  they  had  not  applied  for  that  word  ;  the  Registrar  in  reply 
said  that  the  request  for  a  disclaimer  would  be  waived  ;  the  Defendants  then  45 
wrote  that  they  preferred  the  word  "  Lanco "  suggested  by  the  Registrar,  on 
account  of  its  brevity,  and  asked  to  be  allowed  to  amend  their  application  by 
substituting  the  word  "  Lanco  "  for  "  Lancomie  "  ;  and  the  word  "  Lanco  "  was 
duly  registered.    Since  then  the  Defendants  had  spent  a  considerable  siun  of 
money  in  pushing  the  "  Lanco  "  belting  on  the  market.    His  firm  coloured  the  50 
Balata  and  gutta-percha,  constituting  the  brown  preparation  on  the  upper  side 
of  the  belt,  so  as  to  get  a  lighter  brown  than  most  of  the  other  Balata  beltings. 
He  had  never  known  of  Balata  belting  being  listed  or  offered  for  sale  without 
the  number  of  plies  being  specified,  and  had  not  heard  of  "  Lancashire  "  belting 
being  advertised  or  sold  under  any  abbreviation.    He  had  never  heard  of  a  55 
"  Lancashire  "  Balata  belting.    His  firm  manufactured  all  the  Balata  belts  tiiey 
sold;    they  had  done  that  for  more  than    12  months.    Their  belting  was 
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occasionally  ordered  as  "  Lanco  "  belting  simply.  He  would  have  applied  for 
the  word  "  Lanco  "  even  if  he  had  known  that  the  successors  of  the  "  Lancashire  " 
Company  were  making  the  belting ;  he  looked  upon  it  as  an  abbreviation  of 
"  Lancashire  cotton."  During  the  18  years  he  had  been  connected  with  the 
5  manufacture  of  belting  his  firm  had,  until  about  a  year  before,  made  only 
rubber  belting.  An  order  indicating  the  plies  was  referable,  not  to  a  hair  belt, 
but  to  a  Balata  or  a  rubber  belt. 

John  Johnston  (member  of  the  firm  of  Thomas  Potter^  mill  furnishers,  of 
Glasgow)  said  that  Balata  belting  was  invariably  grey  on  one  side  and  slightly 

10  brown  on  the  other  ;  hair  belting  was  generally  red  on  both  sides.  "  Lanco " 
was  not  used  as  an  abbreviation  of  "  Lancashire "  in  speaking  or  otherwise, 
except  very  rarely,  as  in  the  invoice  produced  from  the  Plaintiffs  to  his  firm. 

D.  O.  Anderson  (general  manager  of  George  Angus  <t  Co.  Ld,y  dealers  in 
belting,  Newcastle-on-Tyne)  said  that  a  customer  invariably  stated  what  kind 

15  of  belting  he  wanted,  whether  hair  or  Balata.  If,  a  year  and  a  half  before,  he 
had  received  an  order  for  "  Lane  "  hair  belting,  he  would  have  sent  a  hair  belt ; 
the  expression  "  Lancashire  '*  belting  had  come  to  mean  ordinary  hair  belting, 
the  •*  Lancashire  "  Company  having  nearly  died  out. 

W,  E,  Rowland  (managing  director  of  the  Rockdale  Belting  Company  Ld.) 

20  also  gave  evidence. 

Jenkins  K.C.  and  Sebastian  summed  up  the  Defendants'  case. — No  case  of 
passing  off  has  been  made  out  at  all.  One  witness  said  that  he  knew  of  a 
"  Lancashire  "  Balata  belting,  but  no  one  elsejsaid  so,  and  no  such  belting  has  been 
sold.    The  Plaintiffs'  argument  is  that  someone  may  believe  that  the  Plaintiffs 

25  are  carrying  on  the  business  in  "  Lanco  "  Balata  belting.  IPayton  v.  Snelling^ 
17  R.P.C.  48,  at  p.  57,  per  Romer  L.J.,  was  referred  to.]  For  deception  to  arisa 
there  must  be  a  customer  who  knows  of  the  Plaintiffs'  belting  and  its  charac- 
teristics ;  then  he  gets  to  know  of  a  *'  Lanco  "  belting,  or  a  "  Lanco  Balata  "  belting, 
made  by  someone  unknown  to  him.     To  whom  does  he  apply  ?     If  to  the 

30  Plaintiffs  there  is  no  deception.  He  may  go  to  a  middleman  and  say  he  wants 
a  "  Lanco  "  belt — ^not  a  "  Lanco  Balata  "  belt — for  a  change,  and  have  sent  to 
him  the  Defendants'  belt.  The  case  is  possible,  but  too  remote.  The  statement 
of  the  facts  given  in  the  Defence  has  been  established. 

Cripps  K.C.  replied. — A  strong  case  of  passing  off  has  been  made  out.      The 

35  liquiiation  of  the  old  Company  and  the  amount  of  ita  business  are  immaterial 
points.  No  witness  except  Anderson  said  that "  Lancashire  "  belting  was  not  well 
known.  Balata  and  hair  belting  are  both  used  for  out-of-door  work,  or  in  a  humid 
atmosphere.  It  is  difficult  to  see  how  in  a  case  like  this  one  can  assist  the  Court  by 
evidence,  as  Farwell  J.  said  in  Addley  Bourne's  Trade  Marks  (20  R.P.C.  105  ; 

40  L.E.  (1903)  1  Ch.  211).  [Neville  /.—Evidence  may  be  useful  as  to  the  trade 
conditions.]  It  is  not  very  material  whether  or  not  there  is  property  in  such  a 
Trade  Mark,  but  it  is  a  material  fact  that  the  Plaintiffs  had  an  old  common  law 
Trade  Mark — "  The  Lancashire  " — in  use  at  least  10  years  before  1875.  Until 
the  Defendants  came  on  the  scene  there  never  was  a  manufacturer  of  belting 

45  who  used  the  name.  Why  did  the  Defendants  select  a  name  so  like  "  Lanca- 
"  shire  "  ?  Tinto  said  the  Defendants'  belting  was  always  asked  for  as  "  Lanco," 
never  by  any  abbreviations  ;  we  find  orders  for  '*  Lanco  Balata  Belting  "  ;  can 
it  be  said  that  the  Defendants  have  shown  that  it  is  not  highly  probable  that 
anyone  who  knew  the  "  Lancashire  "  belting  would  be  deceived  ?     It  is  diffi- 

50  cult  to  call  the  people  who  have  been  deceived.  Tinto  almost  said  that  if  he 
had  known  of  the  sale  of  the  "  Lancashire  "  belting  he  would  not  have  adopted 
the  name  '^  Lanco  " ;  then  he  said  that  he  had  spent  money  in  advertising  the  name. 
In  Singer  v.  Wilson  (L.R.  3  App.  Cas.  376,  at  p.  390)  Lord  Cairns  defined  the 
unwary  purchaser.    Applying  the  test  given  in  Reddaway  v.  Banham  (13 

55  R.P.C.  199,  at  p.  228  ;  L.R.  (1896)  App.  Cas.  199,  at  p.  209),  does  the  use  of  the 
word  "  Lanco  "  mean  the  use  of  a  name,  mark,  letter,  or  other  indicia,  by  which 
"  the  vendor "  may  induce  purchasers  to  believe  that  the  goods  which  he  is 
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Belling  are  the  manufacture  of  another  person  ?  The  Plaintiffs  have  had  the 
exclusive  use  of  the  mark  for  40  or  50  years,  and  the  word  "  Lanco,"  as  an 
abbreviation  of  "  Lancashire,"  applied  to  belting  is  calculated  to  deceive. 

Neville  J. — This  case  presents  a  certain  amount  of  difficulty,  as  all  cases  of 
this  nature  must.  It  is  most  important  that  the  Court  should  restrain  any  5 
attempt  to  pass  of  the  goods  of  one  as  the  goods  of  another  or  any  persistence 
in  a  course  of  action  calculated  to  that  end  after  knowledge  of  the  result  which 
is  likely  to  ensue.  The  question,  as  Mr.  Cripps  has  put  it,  for  me  to  decide 
here  is,  whether  what  the  Defendants  have  done  is  calculated  to  induce  the 
belief  amongst  members  of  the  public  that  the  goods  they  sell  are  the  goods  of  10 
the  Plaintiffs  or  of  the  Plaintiffs*  manufacture.  Having  given  the  best  considera^ 
tion  that  I  can  to  the  case,  I  am  of  opinion  that  there  is  no  danger  of  deception 
by  the  use  of  the  word  *'  Lanco  "  in  the  manner  in  which  the  Defendants  are 
using,  and,  according  to  the  evidence,  intend  to  use  the  word. 

The  short  facts  are  these.    A  firm  known  as  the  Lancashire  Patent  Belting  15 
and  Hose  Company^  and  afterwards  registered  as  a  Limited  Company  under  a 
similar  designation,  obtained  a  reputation  in  the  market  as  the  manufacturers 
of  what  was  known  as  "  Lancashire  Belting."    They  also  had  a  Trade  Mark 
'^  Lancashire  "  registered  as  an  old  mark  upon  the  Register  of  Trade  Marks.    1  do 
not  think  -  that  in  the  present  action  the  existence  of  their  Trade  Mark  is  20 
material  except  as  an  indication  of  the  truth  of  their  contention  that  their 
goods  were  known  and  had  a  reputation  as  '^  Lancashire  Belting,"  and,  inasmuch 
as  that  is  common  ground  to  both  parties,  it  seems  to  me  that  that  matter  need  not 
be  further  considered.      The  Company,  after  apparently  having  a  career  of 
prosperity,  came  into  a  less  satis&ctory  condition,  and  I  think  in  the  year  1901  25 
was  liquidated.     At  that  time  a  receiver  had  been  appointed  for  the  debenture- 
holders,  and  that  receiver  sold  to  the  present  Plaintiffs  the  goodwill  and  Trade 
Mark  of  the  Company  for  a  sum  of  500Z.    I  do  not  think  that  the  decrease  in  the 
trade  of  the  Plaintiffs'  predecessors  in  title  is  material.    I  think  that  the  evidence 
is  clear  to  the  effect  that  '^  Lancashire  Belting  "  was  known  to  be  the  manufao-  30 
ture  of  a  particular  manufacturer  with  whom  the  Defendants  had  no  concern, 
and  that  seems  to  me  all  that  is  material  upon  that  point. 

The  manufacture  of  the  Plaintiffs  was  a  manufacture  of  hair  belting,  and  that 
hair  belting  was  the  article  known  as  their  "  Lancashire  Belting."  They  did 
fulfil  orders  for  a  belting  known  as  '^  Balata  Belting,"  which  is  a  belting  of  a  35 
different  character  of  manu&cture  but  applicable  to  the  same  use  as  the 
Lancashire  belting,  but  they  did  not  manufacture  Balata  belting,  nor  did 
they  sell  Balata  belting  under  the  name  of  '^Lancashire."  No  doubt 
that  belting  was  invoiced  under  invoices  which  had  the  name  of  the  old 
Company  upon  the  heading,  and  in  that  manner  may  have  been  said  to  be  40 
connected  with  the  word  '^  Lancashire,"  but  the  evidence  called  on  behalf  of 
the  Plaintiffs  themselves  is  quite  clear  to  this  effect,  that  they  did  not  invoice 
Balata  belting  as  Lancashire  belting,  but  when  they  invoiced  Lancashire  belting 
they  meant  hair  belting,  and  Balata  belting  they  sold  under  the  description 
of  "  Balata  Belting."  45 

The  Defendants,  being  minded  to  embark  upon  the  manufoctore  of 
Balata  belting,  registered  two  Trade  Marks,  one,  "Lanco,"  on  the  4th  of 
August  1905  and  the  other  "Lanco  Balata,"  with  a  device,  on  the  21st  of 
December  1905.  Inasmuch  as  "  Lanco  "  is  the  whole  of  one  Trade  Mark  and 
the  distinctive  part  of  the  other,  I  think  we  must  deal  with  the  matter  as  50 
though  they  were  intending  to  use  and  were  using  the  word  **  Lanco  "  in  con- 
nection with  the  sale  of  their  goods,  and,  if  the  case  could  not  stand  on  the  ssle 
of  "  Lanco,"  I  do  not  think  it  could  stand  on  the  sale  of  "  Lanco  Balata " ; 
at  all  events  I  do  not  see  very  much  distinction  between  the  two  oases.  The 
real  question  is—Is  the  use  of  the  word  "  Lanco  "  in  connection  with  the  sale  55 
of  Balata  belting  calculated  to  deceive  purchasers  into  the  belief  that  the 
manufacture  is  the  manufacture  of  the  Plaintiffs  ? 


Vol.  XXIIL,  No.  28.]      ANR  TRADE  MARK  CASES. 

Reddatuay  A  Go.  Ld.,  v.  Irwell  and  Eastern  Rubber  Company  Ld. 

Having  regard  to  the  fact  that  the  Plaintiffs  have  never  sold  Balata  belting 
nnder  the  name  of  "Lancashire,"  and  have  no  reputation  for  "Lancashire 
"  Balata  Belting,*'  and  that  the  two  kinds  of  belting  are  clearly  distinguishable 
by  anybody  of  any  competent  knowledge  at  all  in  the  trade,  it  seems  to  me 
5  impossible  to  say  that  the  sale  of  Balata  belting  under  the  name  of  "  Lanco  "  by 
the  Defendants  is  calculated  to  take  advantage  of  the  reputation  of  the  Plaintiffs, 
which  reputation  is  limited  to  the  sale  of  hair  belting  under  the  name  of,  not 
"  Lanco,"  but  "  Lancashire  Belting."  It  is  said  that  "  Lanco  "  is  merely  an 
abbreviation  of  "  Lancashire,"  and  would  be  so  understood  by  persons  in  the 

10  trade  desiring  to  acquire  belting,  and  in  support  of  that  contention  it  is  pointed 
out  that  in  invoices  and  in  various  other  documents  where  the  word  "  Lanca- 
"  shire  "  should  appear,  an  abbreviation  is  used  for  the  purpose  of  indicating 
the  word  which  is  sometimes  written  as  "  Lane  "  and  sometimes  written  as 
"  Lanes."    It  was  suggested  that  it  was  also  sometimes  written  as  "  Lanco,"  but 

15  on  an  examination  of  the  documents  produced,  I  come  to  the  conclusion  that 
what  has  been  not  unnaturally  mistaken  for  an  "  p  "  is  simply  a  careless  forma- 
tion of  the  letter  "  s,"  and  I  think,  therefore,  that  "  Lane  "  and  "  Lanes  "  are  the 
abbreviated  forms  of  the  word  •'  Lancashire  "  that  are  to  be  found  in  the  docu- 
ments.    It  is  true  that  there  is  one  witness,  Mr.  Oillespie^  who  says  that 

20  "Lanco"  is,  at  all  events  in  one  case,  a  known  abbreviation  of  the  word 
"  Lancashire."  With  regard  to  Mr.  Gillespie^  I  attach  no  importance  to  his 
evidence.  He  was  sublimely  ignorant  of  the  subject  upon  which  he  was  called 
to  give  evidence,  and  I  think  it  is  quite  impossible  to  place  reliance  upon  his 
mere  assertion  that  in  a  certain  case  he  has  known  "  Lanco  "  to  be  used  as  an 

25  abbreviation  of  "  Lancashire."  It  is  to  be  observed  that  by  common  consent  of 
the  witnesses  on  both  sides,  the  name  under  which  the  Plaintiffs'  goods  were 
known  was  not  "  Lane  "  or  "  Lanes,"  but  was  "  Lancashire,"  and  the  abbrevia- 
tions were  merely  used  for  convenience  in  writing,  not  appropriating  to  the 
Plaintiffs'  goods  the  name  of  "  Lane  "  or  "  Lanes  "  in  addition  to  the  name  of 

30  "  Lancashire,"  but  simply  in  a  short  way  indicating  the  name  "  Lancashire," 
which  was  the  name  under  which  the  Plaintiffs'  goods  were  known. 

To  my  mind,  viewed  from  that  point  of  view,  there  is  nothing  in  the  use  of 
the  word  "  Lanco  "  which  is  at  all  likely  to  mislead  a  purchaser  into  the  belief 
that  he  was  buying  the  goods  which  had  obtained  a  reputation  as  "  Lancashire." 

35  "  Lanco,"  I  think,  is  obviously  designed  for  the  purpose  of  attracting  attention, 
and,  just  as  the  persons  whose  reputation  was  for  "  Lancashire  "  goods  would 
be  careful  always  that  "  Lancashire  "  should  be  named,  or  at  all  events  suffi- 
ciently indicated,  in  the  description  of  their  goods,  so  persons  selling  under  the 
name  of  "  Lanco  "  would  be  careful  to  indicate  an  intention  of  acquiring  for 

40  their  goods  a  reputation  in  the  market  under  the  name  of  "  Lanco  "  and  not 
"  Lancashire." 

Of  course  there  is,  as  it  appears  to  me,  one  case  in  which  there  might  be  a 
possible  mistake  arising  from  the  use  of  "  Lanco,"  on  the  one  hand,  and  "  Lan- 
"  cashire  "  on  the  other,  and  that  is  in  the  case  of  some  person  of  profound 

45  ignorance  with  regard  to  the  character  of  belting,  but  who  had  been  recom- 
mended by  some  friend,  who  knew  more  about  it,  to  get  "  Lancashire  "  belting. 
If  you  assume  that  the  intending  purchaser  was  absolutely  ignorant  of  the 
difference  between  Balata  belting  and  hair  belting,  and  if  you  assume  that  the 
person  who  invited  him  to  purchase  "Lancashire"  belting  refrained  from 

50  intimating  to  him  in  any  way  whatever  what  was  the  character  of  the  belting 
that  he  was  going  to  buy,  and  supposing  that  the  intending  purchaser  came 
across  the  word  "  Lanco  "  carelessly  written,  so  that  the  distinction  between 
the  final  "  o  "  and  "  s  "  was  not  very  apparent,  he  might  then,  coming  across  an 
invitation  to  buy  the  "  Lanco  "  belting,  conceivably  imagine  that  he  was  getting 

55  the  "  Lancashire."  But  that  seems  to  me  to  be  a  case  so  remote  from  prob- 
ability as  not  to  entitle  the  Plaintiffs  to  any  interference  on  the  part  of  the  Court. 
It  could  only  occur  in  the  case  of  someone  who  is  out  of  the  category  suggested 
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by  Lord  Justice  Romer  as  indicating  the  character  of  the  persons  whom  the 
Court  has  to  consider  when  they  are  dealing  with  questions  of  this  kind. 

I  ought  to  say  that  happily  now  no  suggestion  of  improper  motive  on  the 
part  of  the  Defendants  is  made  by  the  Plaintiffs.  In  the  Statement  of  Claim 
it  was  alleged  that  what  had  been  done  had  been  fraudulently  done  by  the  5 
Defendants,  and  of  course  I  need  hardly  say  that  if  it  could  have  been  proved 
that  the  Defendants  were  fraudulently  endeavouring  to  pass  off  their  goods  as 
the  goods  of  the  Plaintiffs,  the  case  must  necessarily  have  been  concluded  against 
them.  It  must  also  necessarily  be  concluded  against  them  supposing  that  their 
original  intention  was  perfectly  innocent,  provided  the  Plaintiffs  can  show  that  10 
what  they  are  doing  will  have  the  effect  of  causing  their  goods  to  be  taken  for 
the  goods  of  the  Plaintiffs.  As  I  have  already  said,  I  do  not  myself  think  that 
any  such  result  will  follow  from  their  action. 

I  ought,  I  think,  to  say,  in  answer  to  an  argument  which  has  been  addressed 
to  me  as  to  how  it  comes  about  that  the  Defendants  use  the  word  "  Lanco,"  15 
unless  it  is  with  a  view  of  getting  purchasers  to  believe  that  they  are  dealers 
in  the  '^  Lancashire  *'  belting  which  had  a  reputation  upon  the  market,  that 
here  we  have  the  evidence  of  the  Defendants  as  to  how  the  name  came  to  be 
adopted  which  appears  to  me  perfectly  satisfactory.    The  word  as  originally 
intended  was  to  be  "  Lancomie,"  which  we  are  told  by  Mr.  Tinto  was  got  at  20 
in  this  way — ^that  it  stood  in  his  mind  for  "  Lancashire  Cotton  made  in  England,** 
and  it  was  only  on  account  of  a  suggestion  of  the  Registrar  that  "  Lancomie  " 
ultimately  got  abbreviated  to  *'  Lanco  "  and  was  so  registered.    But  I  quite  agree 
that,  however  innocent  and  however  remote  from  a  desire  to  trade  unfairly  upon 
the  reputation  of  the  Plaintiffs  the  Defendants'  action  might  be,  when  and  if  their  25 
attention  is  called  to  facts  which  show  that  their  course  of  trading  would  involve 
the  liability  of  deception,  they  would  be  just  as  responsible  in  this  Court  if 
they  went  on  with  their  action  as  they  would  have  been  if  their  original  inten- 
tion had  been  fraudulent.    Here  it  appears  to  me  that  there  is  no  reasonable 
probability  of  deception  of  any  kind  ;  I  think  that  their  action  was  fairly  30 
meant,  and   I  do  not  think  it  will  result  in  any  unfair  treatment  of  the 
Plaintiffs. 

I  therefore  think  that  the  Plaintiffs'  action  must  be  dismissed,  and  must  be 
dismissed  with  costs. 

Jenkins  E.C.'I  ask  that  the  Motion  to  take  the  Defendants*  Trade  Mark  off  35 
the  Register  be  dismissed. 

Neville  J.— Yes. 
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In  the  House  of  Lords. 

Present :  The  Lord  Chancellor  and  Lords  Davey»  Jambs  of  Hereford 

and  Robertson. 

July  16th,  17th,  and  19th,  1906. 

5  Peter  Pilkington  Ld.  v.  B.  and  S.  Massbt. 

Patent. — Action  for  ir^fringement. — Issue  of  infringement. — Judgment  for 
Plaintiffs. — Appeal  by  Defendants  allowed.— Appeal  to  Hoiise  of  Lords.— Appeal 
settled. 

The  Specification  of  Letters  Patent  for  "  Improvements  in  atmospheric  or 

10  "  power  hammer s^^  ended  with  five  claims,  the  first  of  which  was  as  follows : — 
*'  In  an  atmospheric  hammer^  arranging  the  closed  ends  of  the  hammer  and  air 
^^  pump  cylinders  in  proximity  to  each  other ^  and  directly  connecting  them 
"  through  short  passages  of  small  capacity  controlled  by  one  or  more  valves^  the 
"  arrangement  being  such  thai  air  can  be  drawn  direct  from  the  hammer-head 

15  *'  into  the  air  pump  cylinder^  at  each  suction  stroke  of  thepump^  to  cause  the 
"  hammer-heed  to  rise^  and  air  can  be  forced  direct  from  the  said  pump  into  the 
"  hammer  cylinder  at  each  compression  stroke  of  the  pumpy  to  cause  the  hammer- 
^^  head  to  descend^  so  that  the  hammer-head  will  work  in  unison  with  and  will 
"  promptly  respond  to  the  movements  of  the  pump  piston  substantially  as  herein 

20  **  described.^^  Claims  2^  5,  and  4  commenced  with  the  words  "  an  atmospheric 
"  hammer  of  the  kind  specified  in  Claim  1 " ;  Claim  5  was  for  the  particular 
hammsr  described  and  shown.  The  hammer  described  in  the  Specification  had 
the  capacity  of  regulating  the  force  of  the  bloWy  and  of  the  hammer-head  being 
held  up  or  doum  whilst  the  air  pump  continued  to  work.    The  ovmers  of  the 

25  Patent^  having  commenced  an  auction  for  infringement^  the  Defendants  relied 
mainly  on  non-infringemsntj  although  they  also  contended  that  the  hammer 
described  and  shown  would  not  work  practically.  The  Defendants^  hammer  had 
both  ends  of  the  cylinders  closed^  and  a  by-pass  between  the  ends  of  the  air 
cylinder  and  the  upper  passctge  was  free,  and  they  contended  that  tJie  Claims 

30  in  the  Specification  only  extended  to  hammers  in  which  the  pressure  of  the 
atmosphere  was  employed  in  raising  them ;  also  that  Claim  1  did  not  include 
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the  holding  up  and  down  actions^  and  the  parts  relating  thereto^  or^  if  it  didy  it 
was  for  the  specific  hammer  described^  and  that  they  had  not  got  thepaiented 
devices;  and  that  Claims  2  and  4  were  appendant  claims^  so  thai  unless  the 
alleged  infringement  was  covered  by  Claim  2,  tJiere  was  no  infringement    It 
wcbs  held  at  the  trials  that  the  objection  to  validity  failed ;  that  the  claims  were  5 
not  limited  to  hammers  in  which  atmospTieric  pressure  wets  used ;  thai  Claim  1 
incli4ded  the  parts  for  holding  up  and  holding  down^  and  was  for  a  specific 
hammer  ;  that  Claims  2^  3  and  4  were  appendant  claims ;  thai  the  Defendants' 
by-pass  was  a  convenient  way  of  making  the  invention  workable  where  both 
ends  of  the  cylinders  were  closed;  and  that  the  Defendants  had  infringed.  W 
Judgment  was  given  for  the  Plaintiffs^  with  costs.    The  Defendants  appealed. 
It  woe  held  by  the  Court  of  Appeal^  that  atmospheric  hammers  with  both  ends  of 
the  cylinders  closedy  as  tOell  as  those  with  one  end  only  of  each  cylinder  closed^ 
were  known  at  the  date  of  the  Patent ;  that  the  Patentee  was  dealing  only  with 
those  that  had  not  both  ends  closed;  that  the  problem  in  hammers  with  dosed  15 
ends  was  different  from  that  in  Ixammers  with  open  ends^  and  that  the  Patentee 
had  limited  his  claims  to  the  loiter  class  in  which  there  is  a  single  action^  and 
that  the  Defendants'"  hammer  had  not  a  mere  duplication  of  that  action  ;  and 
thai  they  had  not  infringed.    The  appeal  was  allowed  with  costSy  but  not 
including  the  costs  of  the  Particulars  of  Objections  to  tlie  validity  of  the  Patent.  20 
The  Plaintiffs  appealed  to  the  House  of  Lords. 

Before  the  argument  for  the  Respondents  was  concludedy  the  parties  arrived 
ai  a  settlement. 

This  was  an  action  for  infringement  of  Letters  Patent  (No.  \b^l2  of  1894) 
for  "Improvements  in  steam  hammers."  At  the  trial  the  Patent  was  held  25 
valid  and  the  Defendants  were  held  to  have  infringed  (21  R.P.C.  421).  On 
appeal  the  Court  of  Appeal  held  that  the  Defendants  had  not  infringed,  and  the 
appeal  was  allowed  (21  R.P.C.  696).  The  Plaintiffs  appealed  to  the  Honse  of 
Lords. 

At  the  hearing  T.  Terrell  K.C.,  Astbury  K.C.,  A.  J.  Walter,  and  J.  Frost  30 
(instructed  by  Rawle,  Johnstone  A  Co,,  agents  for  E,  Robinson  Walker  A  Son, 
of  Manchester),  appeared  for  the  Appellants  ;   Cripps  K.O.  and  J.   W.  Cordon 
(instructed  by  Pritchard,  Englefield   A    Co.,  agents  for  D.  L.  Sprake,  of 
Accrington)  appeared  for  the  Respondents. 

The  case  was  argued  on  the  16th,  17th,  and  19th  of  July  1906,  but  before  35 
Counsel  for  the  Respondents  had  concluded  their  arguments,  the  parties  settled 
the  appeal  on  terms  which  were  not  stated. 
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Badische  Anilin  und  Soda  Fahrik  v.  Otto  laler  (trading  as 
O.  Isler  &  Co.). 


In  the  Court  of  Appeal. 

Be/ore  LORDS  JUSTICES  Vaughak  Williams,  Rombr,  and 
Cozbns-Hardy. 

July  17th  and  18th,  1906. 

5         Badischb  Anilin  und  Soda  Fabrik  v.  Otto  Isler  (trading  as 

0.  Isler  &  Co.). 

Patent. — Action/or  infringement. — Implied  licence.^Eestrictive  conditions.^' 
Estoppel. — Action  dismissed.— Appeal  by  Plaintiffs  dismissed. 

The  Defendant  in  an  action  for  an  infi^ingement  of  a  Patent  was  sued  in 

10  respect  of  a  certain  dye  which  lie  obtained  from  the  agent  in  England  of  a 
Swiss  Society  (who  were  licensees  of  the  Plaintiffs)  and  resold.  The  dye  was 
contained  in  packcLges^  on  each  of  tvhich  was  a  label  containing  a  statement^ 
headed  "  Important  Notice^^^  to  the  effect  that  the  purchaser  of  the  dye  was 
not  licensed  to  resell  it  except  in  the  utiopened  original  package  in  unchanged 

15  condition  with  the  label  intact^  nor  were  persons  other  than  purchasers  of  such 
package  licensed  to  use  the  dye  therein  contained.  It  was  contended  for  the 
Plaintiffs  at  the  trial  tJiat  there  were  other  restrictions  on  the  licence  of  which 
the  Defendant  had  knowledge^  or  by  reasonable  inquiry  could  have  ascertained^ 
and  that  the  Defendant  had  infringed.    It  was  held  at  the  trials  that  the  licence 

20  to  the  Society  was  an  implied  licence  to  sell  subject  to  the  restrictions  on  the  label 
and  subject  to  no  other  restrictions  or  conditions^  but  whatever  were  the  terms 
between  the  Plaintiffs  and  the  Society  the  Plaintiffs  could  not  set  up  against  the 
Defendant  that  the  licence  was  other  than  a  licence  to  sell  subject  only  to  restric- 
tions on  the  labely  and  that  the  Defendant  did  not  know  of  the  licence  and  was 

25  under  no  obligation  to  inquire^  when  the  sale  was  offered  to  be  made  to  him 
under  a  Idbel  which  plainly  implied  that  there  was  a  right  to  resell  the 
unopened  package.  The  ctction  was  dismissed  with  costs.  The  Plaintiffs 
appealed. 

Hie  appeal  was  dismissed  with  costSj  it  being  held  that  the  only  restrictions 

30  proved  upon  the  rights  of  the  Swiss  Society  in  the  sale  of  the  packages  were 

those  contained  in  the  labels  upon  them. 

3  O 
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On  the  Sth  of  March  1905,  the  Badische  Anilin  und  Soda  Fahrik  commenced 
an  action  against  Otto  Isler,  trading  as  0.  Isler  A  Go.,  claiming  an  injunction  to 
restrain  the  Defendant,  his  servants,  workmen,  and  agents  from  importing  into 
England,  and  from  manufacturing,  selling,  supplying,  and  using  in  England 
dyes  manufactured  according  to  or  in  manner  described  in  the  Specification  of  5 
Letters  Patent  No.  9633*  of  1892,  or  according  to  or  in  any  manner  only 
colourably  differing  from  the  same,  and  generally  from  infringing  the  rights  of 
the  Plaintiffs  in  respect  of  such  Letters  Patent,  and  claiming  the  usual 
consequential  relief. 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  (I)  that  they  were  the  10 
registered  legal  owners  of  Letters  Patent  No.  9633*  of  1892,  granted  for  an 
invention  of  "  The  manufacture  and  production  of  new  basic  dyestuffs" ;  (2)  that 
the  Letters  Patent  were  good  and  valid,  and  that  in  an  action  entitled  Badische 
Anilin  und  Soda  Fahrik  v.  La  Societe  Chimique  des  Usines  du  Rhone^  1896 
B.  3637,  on  the  7th  of  August  1897»,.Mr.  Justice  Wills  certified  as  to  the  15 
validity  of  the  Letters  Patent  subject  to  a  disclaimer  which  was  made  on  the 
27th  of  March  1899 ;  (3)  that  the  Defendant  had  infringed  the  said  Letters 
Patent  in  the  manner  alleged  in  the  Particulars  of  Breaches. 

By  their  amended  Particulars  of  Breaches  delivered  the  30th  of  June  1905, 
pursuant  to  an  Order,  the  Plaintiffs  complained  that  (1)  the  Defendant  had  at  20 
divers  times  previously  to  the  commencement  of  the  action  and  subsequently 
thereto  infringed  the  Patent  by  importing  into  this  country,  and  using,  offering 
for  sale,  and  selling  therein  dyestuffs  made  in  accordance  with  the  invention 
described  and  claimed  in  the  Specification  of  Patent,  or  in  a  manner  only 
colourably  differing  therefrom  ;  (2)  in  particular  the  Plaintiff b  complained  of  25 
the  importation  into  or  purchase  in  this  country  by  the  Defendant,  and  of  the 
subsequent  sale  therein  by  the  Defendant,  shortly  prior  to  certain  dates 
[Particulars  of  which  were  given},  to  Philip  Segner,  of  8  Dickinson  Street, 
Manchester,  of  certain  dyestuffs  known  as  Rhodamine  6  G  made  in  accordance 
with  the  invention  described  and  claimed  in  the  Plaintiffs'  Specification.  .W 

By  his  re-amended  Defence  the  Defendant  (1)  denied  that  as  alleged,  or  at 
all,  he  had  infringed  the  Patent ;  (2)  stated  that  if,  which  was  not  admitted,  he 
had  ever  imported  into  this  country,  or  used,  offered  for  sale,  or  sold  therein 
any  dyestuff  referred  to  in  the  amended  Particulars  of  Breaches,  the  same  was 

manufactured  ^^^  supplied  by  the  Society  of  Chemical  Industry,  of  Basle,  35 

Switzerland,  who  at  all  times  material  were  fully  licensed  by  the  Plaintiffs 
under  the  Patent  to  manufacture  and  supply  the  same  for  importation  into,  and 
use,  and  sale  in  this  country  ;  (3)  that  if,  which  was  not  admitted,  the  Defen- 
dant had  ever  sold  any  dyestuff"  referred  to  in  paragraph  2  of  the  amended 
Particulars  of  Breaches  to  Philip  Segner  therein  mentioned,  the  same  was  40 

manufactured  ^^^  supplied  as  aforesaid  by  the  Society  to  Kerr  and  Hoegger 

Ld,  or  the  British  Cotton  atid  Wool  Dyers'  Association  Ld.,  users  of  such 
dyestuff,  from  whom  the  Defendant  rightfully  acquired  the  same  by  purchase, 
and  was  rightfully,  if  at  all,  sold  by  the  Defendant  to  Philip  Segner,  and  such 
sale,  if  any,  was  no  infringement  of  any  right  of  the  Plaintiffs  by  reason  of  the  45 
licence  held  by  the  Society  aforesaid.  If  the  Defendant  sold  to  the  said  Philip 
Segner  any  dyestuff  as  aforesaid  imported  by  him  into  this  country,  which  was 

denied,  the  same  was  manufactured  ^       supplied  to  the  Defendant  by  the 

Society  as  aforesaid,  and  the  sale  thereof,  if  any,  which  was  not  admitted,  was 
no  infringement  of  any  right  of  the  Phiintiffs  by  reason  of  the  licence  which  50 


♦  14  R.P.C.  876. 
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the  Society  held  as  aforesaid  ;  (4)  that  by  a  circular  dated  May  1899,  issued  by 
the  Plaintiffs  to  persons  and  firms  in  this  country  interested  in  Rhodamine 
6  G,  the  dyestuff  manufactured  under  and  claimed  in  the  Patent,  the  Plaintiffs 
held  out  the  Society  as  fully  licensed  under  the  Patent,  and  the  Society  had,  to 
5  the  knowledge  of  the  Plaintiffs,  at  all  times  material,  openly  sold  in  Manchester 
and  elsewhere  in  this  country  the  said  dyestuff  in  tins  having  attached  a  label 
in  the  following  terms  : — 

"MADE   IN   SWITZERLAND. 
"Manufacture  of  Aniline  Colours. 
10  "  Society  of  Chemical  Industry  in  Basle  (Switzerland). 

"  Rhodamine. 

"  6  G  Blue  Shade. 

"No.  8083.    No.  Lib.  5. 

"  Important  Notice. 

15       "  Purchasers  of  this  dye  are  not  licensed  to  resell  it  except  in  the  unopened 

"original  package  in  an  unchanged  condition  and  with  the  labels  thereon 

"  intact ;  nor  are  any  persons  other  than  purchasers  of  such  unopened  original 

"  package  licensed  to  use  the  dye  contained  therein.    All  other  sales  or  use  are 

"  infringements.    Agents  and  dealers  are  not  empowered  to  vary  this  licence  in 

20  "  any  way. 

"  Society  of  Chemical  Industry  in  Basle. 
"  Protected  by  English  Letters  Patent. 
"  The  resale  and  importation  of  our  patented  articles  to  the  United  States  of 
"  America  is  prohibited." 

25  (5)  That  Kerr  and  Hoegger  Ld,,  and  the  British  Cotton  and  Wool  Dyers' 
Association  Ld.,  were  entitled  to  sell  to  the  Defendant  the  dyestuff  referred  to 
in  paragraph  2  of  the  re-amended  Particulars  of  Breaches  without  involving  the 
Defendant  in  any  liability  to  the  Plaintiffs  in  respect  of  the  purchase  thereof 
or  in  respect  of  the  use  or  resale  thereof  by  the  Defendant,  if  any,  which  was 

30  not  admitted.  In  support  of  this  contention  the  Defendant  would  rely  upon 
the  matters  appearing  in  the  last  preceding  paragraph  and  upon  the  provisions 
of  the  Licences  or  Agreements  dated  respectively  the  7th  of  July  1888  and  the 
10th  of  November  1898  disclosed  by  the  Plaintiffs,  and  also  those  referred  to 
in  paragraph  1  of  the  said  Licence  or  Agreement  of  the  10th  of  November  18y8, 
particulars  whereof  the  Defendant  was  unable  to  give  as  they  had  not  been 
disclosed  by  the  Plaintiffs.  ^   ^     _  ^-      „ .   . 

(6)  That  the  Defendant  made  no  admission  as  to  paragraph  2  of  the  State- 
ment of  Claim  and  contended  that  in  no  event  would  the  Plaintiffs  be  entitled 
to  costs  as  between  solicitor  and  client. 

40  In  answer  to  Interrogatories  delivered  by  the  Plaintiffs  on  the  1st  of  December 
1905,  the  Defendant  stated  (I)  that  he  sold  to  Philip  Segner  the  dyestuffs 
mentioned  in  paragraph  2  of  the  amended  Particulars  of  Breaches  at  or  about 
the  dates  therein  mentioned  ;  (2)  that  the  dyentuffs  sold  to  Philip  Segner  were 
acquired  by  the  Defendant  by  purchuBe— as  to  the  transactions  down  to  Liiid 

45  including  the  12th  of  June  IIHK)  from  Kerr  and  Hoeifger  Ld.,  and  as  to  the 

subsequent  transactions  from  the  British  Cotton  and   Wool  Dy^^rs'  Assonatwn 

Ld. ;    (3)  that  he  sold  certain  of  the  parcels  of  dyestuffs  referred  to  in  a  list 

attached  to  the  Plaintiffs'  Interrogatories. 

The  Agreements  of  the  7th  of  July  1888,  and  the  10th  of  November  1888, 

50  between  the  Plaintiffs  and  the  Society  of  Chemical  Industry  in  Basle,  so  far  as 
they  related  to  the  point  in  issue,  are  set  out  below. 
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The  Agreement  of  the  7th  of  July  1888  stated  an  Agreement  between  the  two 
parties  for  the  exploitation  of  inventions  with  reference  to  certain  dyes — of 
which  the  Plaintiffs  alleged  Rhodamine  6  6  to  be  one— and  granted  a  licence  to 
the  Society.  Paragraph  2  stated  (inter  alia)  :  "  As  to  the  Patents  granted  to  or 
applied  for  by  the  Badische  Anilin  und  Soda  Fahrik  in  Germany,  France,  and  5 
"England" — in  respect  to  the  dyes  referred  to — "the  Society  of  GhemicaU 
"  Industry  receives  licences  to  manufacture  and  sell,"  Paragraph  4  stated 
(inter  alia)  :  "  Further,  the  Society  of  Chemical  Industry  binds  itself  not  to 
"  sell  the  Rhodamine  dyes  coming  into  consideration  to  persons  who  sell  the 
"  dyes  again,  but  only  to  consumers,  and  this  shall  be  done  either  directly  from  10 
"  Basle  or  by  their  particular  Agents,  and  these  may  only  sell  the  dyes  in  the 
"  original  packages  with  the  original  labels  attached."  Paragraph  7  stated  (inter 
alia) :  "  The  further  working  out  of  the  group  of  Rhodamine  dyes  will  be 
"  undertaken  by  both  agreeing  parties  at  their  mutual  cost,  and  the  results 
"  thereof  shall  be  mutually  exchanged.  .  .  .  Patents  for  such  dyes  shall  be  15 
"  taken  out  in  Germany,  France,  and  England  in  the  name  of  the  Badische  Anilin 
"  und  Soda  Fabrik^  which  shall  grant  the  Society  of  Chemical  Industry 
"  licences."  Paragraph  9  provided  for  disputes  between  the  parties  being 
settled  by  a  German  Arbitration  Court. 

The  Agreement  of  the  10th  of  November  18.98,  in  paragraph  2,  referred  to  the  20 
abatement  of  a  lawsuit  in  the  Arbitration  Court  between  the  parties  in  the 
matter  of  0,  Isler  A  Co.^  and  that  with  reference  to  paragraph  4  of  the  Agree- 
ment of  the  7th  of  July  1888,  "  as  far  as  the  expression  '  Special  Agents '  is 
"  concerned  it  is  to  receive  the  following  construction  :  *  Special  Agents '  are 
"  such  as  sell  articles  manufactured  and  sold  by  the  Society  of  Chemical  Industry  25 
"  only  for  the  Society  of  Chemical  Industry^  and  do  not  obtain  such  articles 
"  from  third  parties  either  on  commission  or  on  their  own  account,  nor  sell 
"  such  articles  for  third  parties." 

In  a  Circular  issued  by  the  Plaintiffs  in  May  1899,  they  stated  (inter  alia) : 
"  Only  the  Rhodamine  6  G,  manufactured  by  ourselves  and  by  our  licensees,  30 
"  the  Society  of  Chemical  Industry  in  Basle,  is  legitimate  Rhodamine,  and  can 
"  be  recognised  in  that  it  bears  a  special  patent  label." 

The  action  came  on  for  trial  before  Mr.  Justice  Buckley  on  the  22nd  of 
February  1906.  He  held  that  the  licence  to  the  Society  was  an  implied  licence 
to  sell  subject  to  the  restrictions  on  the  label,  and  subject  to  no  other  reeiric-  35 
tions  or  conditions.  But  whatever  were  the  terms  between  the  Plaintiffs  and 
the  Society  the  Plaintiffs  could  not  set  up  against  the  Defendant  that  the  licence 
was  other  than  a  licence  to  sell  subject  only  to  the  restrictions  on  the  label,  and 
that  the  Defendant  did  not  know  of  the  licence,  and  was  under  no  obligation  to 
inquire,  when  the  sale  was  offered  to  be  made  to  him  under  a  label  which  40 
plainly  implied  that  there  was  a  right  to  resell  the  unopened  package.* 

The  action  was  dismissed  with  costs.    The  Plaintiffs  appealed. 

C.  A.  Cripps  K.C.,  and  J.  C,  Graham  (instructed  by  J,  H,  and  J.  Y.  Johnson) 
appeared  for  the  Appellants ;  J.  M,  Astbury  K.C.,  and  H.  A.  Golefax  (instructed 
by  Pritchard,  Englefield  A  Co,y  agents  for  Boote^  Edgar  A  Go,^  of  Manchester)  45 
appeared  for  the  Respondent. 

J.  C.  Graham  for  the  Appellants.— The  Appellants  are  the  owners  of  a 
number  of  Patents  for  dyes,  and  in  particular  of  a  dye  known  as  Rhodamine 
6  G.,  the  subject-matter  of  the  action.  Infringement  is  the  only  question  in 
dispute.  The  Society,!  an  independent  Company  carrying  on  business  in  Basle,  50 
are  entitled  by  arrangement  with  the  Appellants  to  make  Rhodamine  6  G.,  but 
as  regards  this  country  they  are  only  entitled  to  import  it  for  use  by  consumers. 


♦  Aide,  p.  173. 

t  The  Society  referred  to  in  the  arguments  ifl  the  Society  of  Chemical  Industry  in  Basle.— J.C 
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They  are  not  entitled  to  import  it  for  the  purpose  of  being  purchased  by  and  sold 
by  dealers.  Prior  to  1888  difficulties  had  arisen  between  the  Appellants  and 
the  Society  with  reference  to  dealings  in  the  patented  dyes  of  the  Appellants, 
and  on  the  7th  of  July  1888  an  Agreement  was  entered  into  under  which  the 
5  Society  were  allowed  to  send  the  dyes  to  this  country  for  sale,  not  to  dealers, 
but  to  consumers  only,  such  sales  to  be  to  particular  agents  only.  This  arrange- 
ment was  made  so  as  to  enable  the  Plaintiffs  to  trace  sales,  and  thus  to  facilitate 
the  detection  of  unscrupulous  dealers  who  were  committing  frauds.  After  a 
time  the  Plaintiffs  discovered  that  the  Society  were  cod  signing  large  quantities 

10  of  Rhodamine  6  G  to  Kerr  and  Hoegger^  a  Bradford  firm,  who  again  sold  to  the 
Defendant  Isler.  No  suggestion  of  fraud  is  made  against  any  of  these  gentlemen — 
the  only  question  is  whether  the  Defendant,  who  is  a  dealer  in  Manchester,  has 
infringed.  The  Appellants  contend  that  he  has  in&inged  because  he  has  resold 
Rhodamine  6  G  bought  from  Kerr  and  Hoegger^  who  are  neither  consumers 

15  within  the  Agreement  of  1888  nor  particular  agents.  The  first  question  is  whether 
Kerr  and  Hoegger  are  entitled  to  resell  to  the  Defendant,  and  the  second 
question  is  whether  Rhodamine  6  G  is  within  the  restrictive  terms  of  the 
Agreement  of  1888.  On  this  question  the  evidence  given  in  the  Court  below 
by  Dr.  Erdliardt  is  ambiguous,  and  there  is  an  application  now  before  the 

20  Court  to  recall  that  witness  to  prove  that  the  dye  was  subsequently  brought 
within  the  Agreement  of  1888.  [^Asthury  K.C. — Dr.  Erdhardt  was  examined 
and  cross-examined,  and  he  swore  that  no  such  arrangement  was  made. 
Buckley  J.  found  as  a  fact  on  the  evidence  that  no  such  arrangement  was 
made.]    The  Defendant's  own  pleadings  practically  set  up  that  Rhodamine  6  G 

25  is  included  in  the  Agreement.  But  the  Agreement  is  quite  capable  of  the 
construction  which  the  Appellants  seek  to  put  upon  it.  The  Appellants  and 
the  Society  had,  prior  to  the  action,  been  selling  the  dye  in  tins  bearing  a 
certain  label.  Buckley  J.  has  held  that  the  Appellants  were  estopped  from 
setting  up  the  exact  terms  of  any  licence  because  the  label  which  the  Appellants 

30  allowed  the  Society  to  put  on  the  tins  had  misled  the  Defendant.  [Counsel 
read  the  material  allegations  in  the  Statement  of  Claim,  referred  to  the  Particu- 
lars of  Breaches  and  to  the  Defence.^  [Astbiiry  K.C. — The  Appellants  supplied 
the  Society  with  the  labels ;  the  Society  are  entitled  to  sell  the  same  dye, 
Rhodamine  6  G,  and  they  do  sell  it  with  the  same  label.]     Our  contention  is 

35  that  we  have  only  authorised  the  Society  to  sell  the  dye  in  this  country  to 
certain  people,  and  in  these  cases  to  use  the  label.  The  present  is  not  such  a 
case.  They  have  put  the  labels  on  tins  other  than  those  to  which  the  authority 
extended.  [Cozbns-Hardt  L.J. — You  rely  upon  an  Agreement  which,  you 
say,  bound  the  Society  not  to  sell  to  any  person  who  might  sell  again  ;  but  you 

40  bave  allowed  the  Society  to  put  labels  on  tins  which  labels  do  in  fact  authorise 
something  to  be  resold.]  It  is  an  authority  as  regards  certain  well-defined 
people — ^viz.,  consumers.  There  had  been  great  difficulty  in  detecting  and 
stopping  infringers ;  the  object  in  coming  to  the  Agreement  of  1888  was  to 
facilitate  the  detection  of  infringers ;  the  Appellants  stipulated  that  dyes  sold 

45  in  this  country  by  the  Society  should  only  be  to  consumers  or  particular  agents. 
[ROMBR  L.J. — A  consumer  might  buy  for  his  own  use,  but  if  he  found  that  he 
did  not  require  to  use  the  dye  he  could  resell  it  if  he  observed  the  conditions 
of  the  label.]  But  the  Appellants'  contention  is  that  Rhodamine  6  G  is  within 
the  Agreement  of  1888,  and,  if  so,  as  soon  as  Kerr  and  Hoegger  sell  they  cease 

50  to  be  consumers,  and  therefore  the  dealing  by  the  Defendant  is  an  infringe- 
ment. The  object  of  the  Agreement  of  1888  was  to  cut  out  the  dealers. 
[Vaughan  Williams  L.J.— You  may  have  estoppel  by  negligence.  If  you 
hand  to  a  person  a  number  of  documents,  which  give  information  to  the  world, 
and  that  person  misuses  the  documents  is  there  not  estoppel  ?]     There  might 

55  be,  but  the  facts  of  this  case  are  against  that  view.  The  Appellants  were  not 
until  recently  aware  of  what  wj^s  being  done ;  there  is  no  evidence  to  show 
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that  the  Defendant  relied  upon  the  labels.  [Vaughan  Williams  L.  J.— The 
Appellants  supply  the  labels  to  the  Society  and  the  labels  are  in  form  addressed 
to  all  the  world.]  That  is  not  conclusive  ;  there  was  no  assent  to  the  use 
complained  of.  [ROMER  L.J. — But  in  addition  you  sent  out  a  trade  circular 
stating  that  your  licensees  might  manufacture  and  that  the  legitimate  Rhoda-  5 
mine  6  G  could  be  recognised  by  a  special  label.]  We  never  gave  an  express 
licence;  Kerr  and  Hoegger  in  the  circumstances  were  dealers  and  not 
consumers,  and  therefore  the  Society  were  not  authorised  to  sell  to  them 
under  the  Agreement  of  1888.  [ROMEB  L,J. — They  were  not  less  consumers 
because  they  passed  on  the  goods.  The  evidence  is  that  they  were  consumers ;  10 
you  authorised  the  Society  to  put  the  labels  on  the  goods  they  sold  to  Kerr  and 
Hoegger ;  the  label  informs  Kerr  and  Hoegger  that  they  may  resell  and  they  do 
resell.]  Kerr  and  Hoegger  were  in  fact  dealers,  and  consequently  the  Society 
are  not  entitled  to  sell  to  them  under  the  Agreement  of  1888.  \^Asthury  K.C. — 
The  Agreement  of  1888  was  four  years  before  the  Patent  for  Rhodamine  6  G  15 
was  taken  out ;  therefore  the  reetriction  as  to  sales  to  consumers  only  did  not 
arise  in  connection  with  Rhodamine  6  G.]  That  is  a  misunderstanding  arising 
from  an  ambiguous  answer  given  by  Dr.  Erdhardt.  Dr.  Erdhardt  sai^  it  was 
understood  that  Rhodamine  6  G  came  under  the  Agreement.  [Counsel  referred 
to  the  evidence.]  There  are  letters,  which  were  not  put  in  evidence,  between  20 
the  Appellants  and  the  Society  in  which  they  both  refer  to  Rhodamine  6  G 
being  within  the  Agreement.  [ROMEB  L.J. — ^Assuming  that  it  was,  by  the 
interpretation  you  put  upon  the  Agreement  by  the  label  it  is  clear  that  so  long 
as  the  purchaser  from  the  Society  is  a  consumer  he  may  sell  again.]  If  he  was 
a  consumer  and  nothing  more.  [BOMER  L,J. — You  have  authorised  a  sale  to  a  35 
consumer  who,  according  to  the  label,  is  justified  in  selling  again  if  he  chooses. 
The  evidence  shows  that  Kerr  and  Hoegger  were  consumers  in  that  sense,  with 
libeiiiy  to  sell  again.]  It  was  never  intended  that  consumers  should  be  allowed 
to  resell ;  and  on  the  true  construction  of  the  Agreement  of  1888,  if,  as  the 
Appellants  contend,  Rhodamine  6  G  is  within  it,  consumers  are  excluded  from  30 
reselling. 

Gripps  K.C.  followed  in  support  of  the  Appellants'  case  and  referred  to  the 
evidence. 

Asthury  K.C.  for  the  Respondent. — The  Respondent  was  never  cognizant  of 
the  Appellants'  interest  in  these  transactions.  He  thought  that  the  Society  35 
were  joint  Patentees  having  a  perfect  right  to  sell  Rhodamine  6  G.  Prior  to 
1896  the  Respondent  had  had  a  working  arrangement  with  the  Society  to  act  in 
Manchester  as  dealers  in  a  large  number  of  dyes,  believing  that  the  Society 
were  perfectly  enabled  to  sell  them  on  any  terms  they  liked.  In  1896  the 
Society  intimated  that  they  were  no  longer  prepared  to  supply  the  Respondent  40 
direct,  but  they  undertook  to  supply  his  larger  customers  and  to  pay  him  com- 
mission on  the  sales.  No  reason  can  be  suggested  why  such  an  arrangement 
should  not  be  made,  nor  was  there  anything  suspicious  about  it.  A  reduction 
in  price  was  made  to  purchasers  of  a  ton  or  more.  Kerr  and  Hoegger^  of 
Bradford,  who  bought  largely  for  their  own  use,  at  the  Respondent's  request  45 
bought  more  than  they  wanted  and  resold  to  him.  This  was  done  with  the 
sanction  of  the  Society  and  at  their  suggestion.  PtuiJier,  Rhodamine  6  Q  is  not 
within  the  Agreement  of  1888  so  as  to  be  the  subject-matter  of  a  restricted 
licence.  In  any  case  the  Appellants  are  estopped  from  setting  up  any  such 
restricted  licence  against  the  Defendant.  50 

Vaughan  Williams  LJ, — We  are  of  opinion  that  this  appeal  must  fail 
upon  this  last  point.  It  really  is  beyond  serious  argument  that  the  licence  con- 
tained in  the  Agreement  of  1888  does  not  extend  to  Rhodamine  6  G.  If  it 
does  not,  inasmuch  as  it  was  admitted  that  there  was  a  licence  in  this  case,  the 
result  is  that  there  is  no  infringement  by  the  Defendant.  The  whole  55 
case  for  the  infringement  really  was  based  not  upon  the  absence  of  a  licence, 
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but  upon  the  fact  that  the  licence  contained  a  restriction,  and  that,  containing 
that  restriction,  the  Defendant  was  an  infringer.  In  the  course  of  the  argument 
I  thought  I  ought  to  test  how  far  Mr.  Asthury  had  explained  the  inferences  of 
concealment  which  would  naturally  arise  from  the  facts  brought  before  us  by 
5  Mr.  CrippSy  but  really  that  question  now  becomes  immaterial ;  and  it  is  not  any 
part  of  my  duty,  or,  indeed,  the  duty  of  any  other  Judge,  to  inake  observations 
which  might  hurt  the  feelings  of  other  people  with  regard  to  a  matter  which 
really  does  not  arise  in  the  case  ;  and  especially  is  that  so  when  I  have  every 
reason  to  suppose  that  my  Brethren  are  both  satisfied  with  the  explanation 

10  which  Mr.  Astbi^ri/  gave  in  answer  to  my  questions.  Under  these 
circumstances  the  appeal  will  be  dismissed  with  costs. 

RoMBR  L.J.—1  am  of  the  same  opinion.  I  think  that,  upon  the  evidence  as 
a  whole,  Mr.  Justice  Buckley  came  to  the  right  conclusion,  namely,  that  the 
only  restrictions  proved  upon  the  rights  of  the  Basle  Society  in  the  sale  of  these 

15  tins  were  those  contained  in  the  printed  labels  put  upon  the  tins.  That  being 
so,  the  Defendant,  acquiring  the  tins  in  the  way  that  he  did,  has  done  nothing 
which  was  beyond  the  power  of  the  Basle  Society  to  confer  upon  him  and  he 
has  accordingly  committed  no  breach  of  any  rights  of  the  PlaintiflFs,  and  the 
appeal  must  be  dismissed  on  that  ground.    That  renders  it  unnecessary  for  me 

20  to  dispose  of  the  other  questions  which  arise  ;  but  at  the  same  time  it  must  not 
be  supposed  that  I  am  of  opinion  that  the  Defendant  might  not  justify  his 
position  on  one  or  other  of  the  other  grounds  which  were  raised  before  us. 
Cozbss-Hardy  L.J.—I  agree. 


30 


In  the  High  Court  of  Justice.— Chancery  Division. 

25  Be/ore  Mr.  Justice  Swinfbn  Eady. 

August  2nd  and  3rd,  1906. 

PiQGOTT  &   Co.   Ld.   v.  Corporation  of  Hanley. 

Patent— Action  for  infringement.— Discontinuance.— Taxation  of  costs - 
Costs  whether  costs  of  Defence  or  of  Particulars  of  Obfections. 


An  action  for  infringement  of  a  Patent  was  discontinued  by  the  Plaintiffs 
after  Defence  and  Particulars  of  Objections  had  been  delivered.  On  the  taxation 
of  the  Defendants'  costs  the  Plaintiffs  objected  (inter  alia)  that  certain  items 
related  to  the  Particulars  of  Objections^  and  thaty  as  these  had  not  been 
certified^  such  items  ought  not   to   he  allowed.     Among   the  principal  items 
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objected  to  were  charges  for  perusing  a  report  by  the  Defendants^  Patent  Agents 
perimng  Specifications^  and  a  payment  to  the  Patent  Agent  atid  a  fee  to  Counsel 
for  perusing  papers.  The  Taxing  Master  reduced  certain  of  these  items  and 
allowed  part  of  the  charges  for  perusing  Specifications  as  Instructions  for 
Defence^  and  in  answer  to  the  Objections  he  sfated  thcU  he  had  allowed  s^ich  5 
cliarges  as  were  reasonable  and  proper  to  be  allowed  to  the  Defendants  as 
Instructions  for  their  Defence  and  not  as  Particulars  of  Objections.  The 
Plaintiffs  applied  to  review  the  taxation. 

Held,  that  the  Taxing  Master  had  acted  on  a  right  principle^  and  tJuU  the 
Summons  must  be  dismissed  with  costs,  10 

On  the  15th  of  November  1905  an  action  was  commenced  by  Thomas  Piggott 
A  Co.  Ld.  and  the  Patent  Automatic  Sewage  Distributors  Ld.  against  the 
Mayor,  Ac.  ofHanley,  alleging  that  the  second  Plaintiffs  were  the  legal  owners 
and  that  the  first  Plaintiffs  were  licensees  of  Letters  Patent  No.  8671  of  1894, 
granted  to  F.  P.  Candy y  and  that  the  Defendants  had  infringed  the  same.  The  15 
Defendants  by  their  Defence  denied  infringement,  and  alleged  the  invalidity 
of  the  Patent.  The  Particulars  of  Objection  alleged  want  of  novelty,  want  of 
subject-matter,  and  insufficiency  of  Specification ;  18  Specifications  were 
referred  to  as  well  as  two  other  documents.  On  the  28th  of  March  1906  the 
Plaintiffs  gave  notice  of  discontinuance.  20 

The  Plaintiffs  carried  in  Objections  to  the  Defendants'  Bill  of  Costs.  The 
first  Objection  was  that  the  Plaintiffs  were  only  bound  to  pay  party  and  party 
costs,  and  not  costs  as  between  solicitor  and  client.  In  answer  to  this  the 
Taxing  Master  allowed  the  Objection,  and  stated  that  he  had  only  taxed  the  Bill 
as  between  party  and  party.  25 

The  second  Objection  was  as  follows  : — "  The  Plaintiffs  also  contend  that  the 
"  Defendants  do  not  get  any  costs  of  their  Particulars  of  Objections,  there  being 
"  no  Certificate  of  the  Judge  under  Section  29  of  the  Patents  &c.  Act,  1883." 
This  Objection  applied  to  the  following  items,  viz. : — Attending  the  Patent 
Agent,  going  fully  into  the  case  with  him,  and  instructing  him  to  make  a  full  30 
and  complete  search,  21.  2s. ;  fair  copy  writ  for  him,  2s. ;  perusing  three  Speci- 
fications sent  by  Patent  Agent,  3Z.  3s. ;  perusing  report  of  Patent  Agent, 
13s.  4d. ;  perusing  and  considering  the  26  Specifications  received  with  such 
report  (reduced  by  Taxing  Master  to),  \bl.  15s.  The  Objections  continued  : — 
"  In  the  further  alternative  it  is  submitted  that  the  learned  Master,  when  it  was  35 
"  brought  to  his  notice  that  this  item  was  costs  of  the  Defendants'  Objections 
"  which  were  delivered  with  their  Defence,  committed  an  error  of  judgment  in 
"  substituting  for  this  item  *  Instructions  for  Defence.' "  Further  items  were 
as  follows : — Attending  the  Patent  Agent,  13s.  4d. ;  copy  Patent  Agent's 
first  report  (f o.  31),  1  Os.  id. ;  the  like,  his  second,  3s.  4df. ;  the  like,  case  laid  before  40 
Mr.  F.  Moulton,  with  his  opinion  thereon,  9s.  id. ;  the  like,  plan  (reduced  by 
Taxing  Master  to),  2s.  M. ;  fee  to  Counsel  for  perusing  papers,  bl.  10s. ;  attending 
him  ^reduced  by  Taxing  Master  to),  6s.  8d?. ;  attending  Patent  Agent  paying  fees, 
6s.  8d. ;  paid  same,  43Z.  15s.  8rf.  (reduced  by  Taxing  Master  to  26Z.  5s.).  **  In 
"  the  further  alternative  it  is  submitted  that  the  learned  Master,  when  it  was  45 
"  brought  to  his  attention  that  this  item  was  costs  of  Objections,  committed  an 
"  error  of  judgment  in  allowing  the  said  sum  of  26^.  5s.  as  *  Instructions  for 
"  '  Statement  of  Defence '  in  order  not  to  give  effect  to  the  statutory  provisions 
«  of  the  Patent  Act." 

The  Taxing  Master's  Answers  were  as  follows  :— "  I  have  in  this  taxation  care-  50 
"  fully  deleted  all  items  that  in  my  judgment  relate  to  Particulars  of  Objections, 
"  being  aware  that  there  was  no  Certificate  by  a  Judge  for  these  costs  as 
**  required  uijder  Section  29  of  the  P^teijtg  &c.  Act,  1883.     The  footnote  at 
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**  page  4  is  quite  incorrect  and  not  in  accordance  with  the  facts,  as  I  have  not 
**  *  allowed  certain  charges  in  order  not  to  give  effect  to  the  provisions  of  the 
"  *  Patent  Act.'  What  I  liave  done  on  this  taxation  is — I  have  allowed  the 
"  Defendants  all  such  costs  and  disbursements  as  appeared  to  me  to  have  been 
5  "  necessary,  reasonable  and  proper  for  defending  their  rights  and  for  the 
"  preparation  of  their  Statement  of  Defence.  The  expenses  in  getting  together 
**  the  facts  of  that  Defence  were  heavy,  and  in  the  exercise  of  my  judgment  and 
"  discretion  I  have  allowed  such  as  are  reasonable  and  proper  to  be  allowed  to 
**  the  Defendants  in  this  action  as  Instructions  for  their  Defence  and  not  as 

10  "  *  Particulars  of  Objections '  as  alleged  by  the  Plaintiffs.  I  therefore  disallow 
"  the  whole  of  that  Objection." 

The  Plaintiffs  gave  notice  under  the  Summons  for  Directions  to  apply  for  an 
Order  that  the  remaining  Objections  of  the  Applicants  to  the  taxation  of  costs 
might  be  allowed,  and  that  it  might  be  referred  back  to  the  Taxing  Master  to 

15  vary  his  Certificate  accordingly,  and  that  the  Defendants  might  be  ordered  to 
pay  the  costs  of  the  application.    The  Summons  was  adjourned  into  Court. 

J.  G,  Wood  (instructed  by  Tarry^  Sherlock^  and  King)  appeared  for  the 
Plaintiffs  ;  G.  Ghurch  and  J.  H.  Gray  (instructed  by  Ghurchy  Rockham  A  Go,., 
agents  for  Challinor^  Town  Clerk,  Hanley)  appeared  for  the  Defendants. 

20  Wood  for  the  Plaintiffs. — It  is  now  admitted  that  the  Defendants  are  not 
entitled  to  solicitor  and  client  costs,  but  the  Taxing  Master,  whilst  so  deciding, 
has  allowed  some  items,  which  ought  not  to  be  allowed  as  between  party  and 
party.  Secondly,  he  has  allowed  some  items  which  relate  to  the  Particulars  of 
Objections — ^for  instance  perusing  Specifications  and  the  report  of  the  .Patent 

25  Agent  thereon.  The  Taxing  Master  has  allowed  part  of  these  amounts  as 
instructions  for  Defence  ;  but  Defence  and  Particulars  of  Objections  are  distinct 
documents  and  are  not  necessarily  delivered  together  (Section  29  of  the  Patents 
&c.  Act,  1883).  The  reports  and  Specifications  must  have  related  only  to  the 
validity  of  the  Patent ;  so  also  as  to  the  fee  to  Counsel  for  perusing  the  reports, 

30  and  the  charges  of  the  Patent  Agent. 

Ghurch  for  the  Defendants  referred  to  the  Objections,  and  to  the  Taxing 
Master's  Answers,  and  continued  : — The  Master  says  that  he  has  taxed  as  between 
party  and  party.  The  substantial  Objection  is  that  there  is  no  Certificate  as  to 
the  Particulars  of  Objections,  but  that  the  Master  has  allowed  costs  which 

35  relate  to  them.  The  answer  of  the  Master  is  conclusive  ;  but,  apart  from  that, 
the  Defendants  were  entitled  to  see  what  the  state  of  the  art  was  {Morris  and 
Bastert  v.  Young  12  R.P.C.  455).  A  defendant  has,  first  of  all,  to  ascertain  the 
scope  of  the  Claims  and  the  ambit  of  the  Patent,  in  order  to  see  whether  he 
has  infringed.     He  is  entitled  to  make  inquiries  as  to  the  state  of  the  art  for  the 

40  purpose  of  preparing  his  Defence.  The  Master  has  proceeded  on  a  right  basis, 
and  the  amount  is  a  matter  of  discretion. 

Wood  in  reply. — The  Master  cannot  apportion  the  items  objected  to  partly  to 
Defence  and  partly  to  Particulars  of  Objections.  If  they  relate  to  the  latter,  he 
cannot  allow  any  of  them.    In  fact  they  relate  purely  to  the  issue  of  anticipa- 

45  tion ;  they  are  costs  of  one  piece  of  work  for  one  object. 

SwiNPBN  Eadt  J. — This  is  an  application  to  vary  the  Master's  Certificate 
and  to  allow  certain  Objections  that  have  been  carried  in.  When  the  Objections 
were  carried  in  the  Master  considered  them,  and,  with  regard  to  two  Objections, 
allowed  them. 

50  The  first  Objection  was  that  the  Plaintiffs  were  only  bound  to  pay  party  and 
party  costs  and  not  solicitor  and  client  costs.  The  Defendants  claimed  solicitor 
and  client  costs.  The  Master  said  :  ^^  I  allow  this  part  of  the  Objection,  and 
'*  have  taxed  the  Bill  as  between  party  and  party,"  so  that  the  Plaintiffs,  upon 
that,  succeeded. 

55  Then  the  second  Objection  which  the  Master  allowed  was  this.  In  their  Bill 
the  Defendants  inserted  certain  charges  relating  to  the  Particulars  of  Objections. 
Those  were  Particulars  of  Objections  to  the  validity  of  the  Patent,  delivered 
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with  the  Defence  in  a  Patent  action.  No  Certificate  was  obtained,  and  the 
Master  said  :  "  I  allow  that  Objection ;  the  Defendants  are  not  entitled,  m  toe 
»  absence  of  the  Certificate,  to  b^  allowed  the  costs  of  the  Particulars  of  Objec- 
"  tions."  Those  two  Objections  the  Master  allowed,  and  there  is  no  further 
question  as  to  those,  and  those  two  matters  are  not  before  me.  » 

Then  there  was  a  third  Objection,  and  I  only  mention  it  for  the  purpose  OE 
putting  it  on  one  side.  It  was  as  to  whether  the  one-sixth  Rule  was  to  apply 
with  regard  to  the  costs  of  the  taxation.  Mr.  TToxf  pointed  out,  and  I  think 
rightly,  that  it  is  only  if  solicitor  and  client  costs  were  to  be  allo^«d  *hat  he 
raised  the  point,  and  the  point  went  when  solicitor  and  client  costs  were  not  10 
allowed,  so  that  I  put  that  out  of  consideration.  ,  ^   ^    *•.       ^„««»«. 

The  remaining  Objections  which  have  been  carried  m  relate  to  these  mattery 
First,  there  are  certain  items  which  the  PlaintiflEs  say  can  only  be  allowed  as 
solicitor  and  client  costs,  and  that  although  the  Master  says  he  has  texed  toe 
Bill  as  between  party  and  party,  really  he  has  taxed  it  as  between  solicitor  and  15 
client,  or,  rather,  he  has  allowed  certain  charges  which  can  only  be  allowea  as 
between  solicitor  and  client.  «„^^,  „™  k« 

Then  the  second  Objection  raised  is  that,  again,  although  the  Master  says  ne 
has  disallowed  the  costs  of  the  Particulars  of  Objections,  he  has,  in  ^^^^^^J  „ 
allowed  them,  although  under  another  nominal  head.     He  ^"^  f^^^"^ ^J^,^  ^ 
part  of  the  Defence,  whereas,  really,  the  charges  have  reference  to  the  Particulars 

NoJTto'd^l  with  the  last  matter  first,  which  is  by  far  the  larger  matter  ^ 
regards  the  amount  in  dispute,  there  is  a  certain  charge  for  perusing  papera, 
including  some  Specifications,  and  a  fee  to  Counsel  for  perusing  papers,  and  a  ^ 
payment  to  the  Patent  Agent  of  certain  costs.     When  the  natter  <«««•  »««'® 
me  yesterday,  having  regard  to  two  Reports  from  the  Pat«°*/»«'^*  ^J^?^ 
produced,  it  seemed  as  if  the  second  Report,  which  related  only  to  ^^  ^f^V^ 
^tions  that  were  alleged  as  anticipations,  had  been  wholly  di^^^owed,  and  ttat 
what  really  had  been  allowed  by  the  Master  was  merely  a  portion  of  the  cos»  dU 
of  an  earlier  Report  obtained  three  months  before  the  action  was  commencea. 
That  is  what  the  matter  looked  like,  and  I  allowed  it  to  stand  oyer  »  that  it 
might  be  inquired  into  further ;  but,  on  its  being  inquired  into,  »t  appears  tMt 
the  first  Report  was  separately  charged  and  paid  for,  and  that  the  BiU  of  Ooso^ 
as  carried  in,  did  not  include  any  charge  whatever  in  respect  of  *^e  first  KepOTt  «> 
of  the  Patent  Agent.    Now,  in  dealing  with  the  second  Report  what  the  Master 
has  done  is  this.    He  has  dissected  the  charges  and  considered  the  Report,  ana 
has  allowed  so  much,  and  so  much  only,  as,  in  his  opinion,  relates  to  tne 
Defence,  and  has  disallowed  that  part  which,  in  his  opinion,  relates  to  "'e  ra^ 
ticulars  of  Objections.    It  is  urged  by  Mr.  Wood  that  it  was  o^«  "?.divMible  40 
charge  for  one  particular  piece  of  work  and  it  cannot  be  so  dealt  with  or  bo 
apportioned,  and  that,  from  its  natore,  it  was  not  capable  of  being  so  dealt  ^tt; 
but  I  do  not  take  that  view.    In  my  opinion  the  Defendante,  when  they  were 
charged  with  infringing  the  Patent,  were  entitled,  fo^^tjie  P^fpow  of  Uieir 
Defence,  to  obtain  professional  assistance,  and  with  regard  to  their  Defence  on  4D 
the  question  of  non-infringement,  it  was  necessary  to  consider  «a<l  ^  oe 
advi«»d  as  to  what  the  ambit  of  the  Patent  was,  and  what  yas  the  inven- 
tion and,  in  order  to  consider  that  matter  it  was  necessary,  that  is  to  say 
with  a  view  of  interpreting  the  Specification.     As  J^'^™^''?^'*,^^^  "  ^ 
Morris  and  Bastert  v.  Y<mng :  "  In  order  to  interpret  the  Plaintiffs   S^ifi<»-  50 
«« tion  it  is  important  to  inquire  what  was  the  state  of  the  public  knowledge  at 
«  the  time  the  Plaintiffs  obtained  their  Letters  Patent.     In  order  to  ascertain 
«  that  it  was  necessary  to  obtain  professional  assistance  and  to  have  aearcnee 
«  made,  and  to  be  informed  what  was  the  state  of  public  knowledge  as  appearea 
•'  by  the  various  documents  of  record  to  which  the  searchers  had  access.  »» 

Under  these  circumstances,  in  my  opinion,  the  Master  has  t^en  the  ngnt 
course  in  dividing  this  item  and  in  allowing  only  so  much  of  it  as,  m  niB 
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opinion,  had  reference  to  the  Defence,  and  disallowing  so  much  of  it  as  had 
reference  to  the  objections  to  the  validity  of  the  Plaintiffs'  Patent.  The  Master 
disputes  the  accuracy  of  the  footnote  as  carried  in  by  the  Plaintiffs'  solicitor  as  to 
what  he  has  done.  He  says  that  he  has  not  done  what  it  is  alleged  he  has  done, 
5  and  that  what  appears  in  the  footnote  is  quite  incorrect  and  not  in  accordance 
with  the  facts.  What  he  says  is:  "I  have  not  allowed  certain  charges  in  order 
**  not  to  give  effect  to  the  provisions  of  the  Patent  Act.  What  I  have  done  on 
^^  this  taxation  is,  I  have  allowed  the  Defendants  all  such  costs  and  disbursements 
"  as  appear  to  me  to  have  been  necessary,  reasonable,  and  proper  for  defending 

10  "  their  rights  and  for  the  preparation  of  their  Statement  of  Defence.  The 
"  expenses  in  getting  together  the  facts  for  this  Defence  were  heavy,  and,  in 
"  the  exercise  of  my  judgment  and  discretion,  I  have  allowed  such  as  are 
'^  reasonable  and  proper  to  be  allowed  to  the  Defendants  in  this  action  as 
"  instructions  for  their  Defence  and  not  as  Particulars  of  Objections  as  alleged 

15  "  by  the  Plaintiffs.     I  therefore  disallow  the  whole  of  this  Objection." 

Then  it  was  further  argued  that  the  Master,  under  the  head  of  **  Instructions 
"  for  Defence,"  had  allowed  a  sum  which  would  not  have  been  properly  allowed 
as  it  was  charged.  In  taxing  a  Bill  it  is  every  day  practice  for  the  Master  to 
allow  a  lump  sum  for  Instructions  for  Defence ;   such  sum  as  he  considers 

20  right,  having  regard  to  the  documents  to  be  perused.  There  is  no  ground  for 
saying  that  the  Master  has  no  power  to  alter  the  bill  and  only  allow  an  item 
exactly  as  charged,  because,  when  he  is  taxing  the  costs  as  between  party  and 
party  he  would  frequently  strike  out  a  large  number  of  items  separately  charged 
and  say  :  "  This  must  be  covered  by  the  item  for  '  Instructions  for  Defence.' " 

25  That  is  the  daily  practice  of  the  Masters. 

Then,  with  regard  to  the  other  part  of  the  bill,  it  is  said  that  the  Master  has, 
in  fact,  allowed  solicitor  and  client  costs.  He  says  he  has  not.  There  are  a 
few  attendances  and  some  other  matters,  and  I  see  no  reason  to  differ  from  the 
Master.     It  is  not  the  fact  that,  when  he  is  taxing  the  bill  as  between  party  and 

30  party,  he  can  never  allow  a  single  attendance  upon  a  client.  It  is  necessary  for 
the  purpose  of  the  Defence.  He  has  taxed  the  bill  as  between  party  and  party, 
and,  in  taxing  it,  he  has  allowed  certain  small  sums  from  time  to  time  for 
attendances  and  so  ou.     I  think  he  is  right  there. 

After  having  allowed  the  matter  to  stand  over,  in  order  that  the  reports 

35  might  be  carefully  looked  into,  I  think  there  is  no  reason  for  disputing  the 
taxation  of  the  Bill.  I  think  the  Master  acted  on  the  right  principle.  The 
Summons  fails,  and  I  must  dismiss  it  with  costs. 

Wood. — I  understand  your  Lordship  disallows  the  Summons  with  costs.  I 
submit  that  this  is  not  a  case  in  which  two  Counsel  should  have  been  briefed* 

40  Tour  Lordship  has  only  heard  one. 

SwiNPBN  Eady  J.— That  is  not  before  me.  I  will  not  say  anything  to 
prevent  your  raising  it  before  the  Taxing  Master. 
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Before  The  Solicitor-General. 

April  3rd,  March  28th,  and  June  15th,  1906. 

In  the  Matter  of  P.'s  Application  for  a  Patent. 


On  an  application  for  a  Patent  the  Chief  Examiner  acting  for  the  Comptroller 
held  that  a  reference^  in  the  form  prescribed  by  Rule  10  of  tlie  Patent  BuleSy  5 
1905^  to  a  prior  Specification  should  be  inserted  in  the  Applicants  Specificatumy 
although  the  Applicant  was  prepared  to  insert  a  specific  reference  of  his  own  to 
this  prior  Specification,  The  Applicant  appealed^  but  the  appeal  was  dismissed 
by  the  Law  Officer. 

P.  having  applied  for  a  Patent  for  "  Improvements  in  lubricators,"  as  a  result  1 ) 
of  the  inventigation  prescribed  by  Section  1  (1)  of  the  Patents  Act  of  1902,  the 
Examiner  cit^  several  Specifications  as  anticipating  in  part  the  Applicant's 
invention.  The  Applicant's  Sppcification,  after  amendment,  appeared  to  the 
Examiner  to  be  almost  completely  anticipated  by  the  Specification  No.  10,064 
of  1904,  for  "Improvements  in  automatic  feed  oil  lubricators"  of  the  Ivel  15 
Agricultural  Motors  Ld. 

At  a  hearing  in  the  matter  on  the  13th  of  September  1905,  the  Chief  Examiner 
held  that  a  reference  to  Specification  No.  10,064  of  11^04  ought  to  be  made  in  the 
form  prescribed  by  Rule  10  of  the  Patents  Rules,  1905.  After  the  decision  of 
the  Chief  Examiner  had  been  giveu,  the  Applicant  inserted  in  the  body  of  his  20 
Specification  a  specific  reference  to  the  prior  Specification  No.  10,064  of  1904, 
which  reference  will  be  found  in  the  judgment  of  the  Law  Officer  {poH^  page 
645,  line  43).  He  objected  to  the  insertion  of  a  reference  at  the  end  of  the 
Specification  in  the  form  prescribed  by  Rule  10.  The  Applicant  also  tendered 
another  form  of  reference  (for  which  see^os^,  page  645,  line  57),  but  the  Chief  M 
Examiner  still  held  the  insertion  of  a  reference  in  the  form  prescribed  by 
Rule  10  to  be  necessary,  and  the  Applicant  then  appealed  to  the  Law  Officer 
from  the  Chief  Examiner's  decision. 

At  the  hearing  Swan  appeared  as  counsel  for  the  Applicant,  and  the  Chief 
Examiner  appeared  for  the  Comptroller.  30 

It  was  contended  on  behalf  of  the  Applicant  that  the  Comptroller  had 
wrongly  exercised  his  discretion  and  had  misconceived  the  meaning  of  the 
Section  in  insisting  on  inserting  the  reference  prescribed  by  Rule  10,  as  the 
Section  stated  that  such  a  reference  is  only  to  be  used  when  the  objection  is  not 
removed  by  amending  the  Specification  to  the  satisfaction  of  the  Comptroller ;  35 
and  that  here  any  reasonable  objection  was  removed  by  the  Applicant  inserting 
a  sufficient  disclaimer.  QreenhalgVs  Application  (14  R.P.C.  387)  and  Ralston 
V.  Smith  (11  H.  L.  Cas.  223)  were  cited. 

Sir  William  Robson  iS-tf.-— This  is  an  appeal  from  a  decision  of  the  Chief 
Examiner,  acting  for  the  Comptroller,  refusing  to  accept  a  Complete  Specified-  40 
tion  as  amended  by  the  Applicant,  the  Applicant  having  inserted  a  reference  to 
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a  prior  Specification  (No.  10,064  of  1904),  and  the  Chief  Examiner  having  deter- 
mined that  a  reference  must  be  inserted  in  the  Specification  in  the  form  pre- 
scribed by  Rule  10  of  the  Patent  Rules  of  1905.  A  very  important  question  of 
principle  is  in  issue  here  between  the  Applicant  and  the  OflBce.  The  Applicant 
5  contends  that  he  has  inserted  a  reference  which  is  sufficient  for  the  purpose, 
and  that  he  has  thereby  removed  all  possible  ground  of  objection  on  the  part  of 
the  Chief  Examiner.  The  Applicant's  reference  is  what,  in  the  course  of  the 
argument,  I  described  as  an  innocuous  reference,  in  the  sense  that  it  appears  as 
an  ordinary  part  of  the  description  without  in  any  way  indicating  to  the  public 

10  that  the  prior  Specification  is  one  as  to  which  any  special  warning  is  necessary. 
The  effect  of  the  reference  adopted  by  the  Chief  Examiner  is,  on  the  other 
hand,  undoubtedly  to  put  the  public  on  their  guard.  His  is  an  invidious  rather 
than  an  innocuous  reference.  The  invention  itself  is  not  one  that  I  need 
elaborately  describe.     It  deals  with  the  means  by  which  a  lubricant  may  be 

15  supplied  to  moving  machinery,  and,  as  the  Chief  Examiner  has  put  it  in  rather 
simple  terms,  there  are  three  parts  of  the  invention  that  have  to  be  considered 
in  the  case  of  each  of  the  two  Specifications  under  review.  There  is, 
first  of  all,  the  chamber  which  is  described  in  each  of  the  Specifications 
as    being    an  eccentric    chamber ;    next,  there    is  the  mode  by  which  the 

20  lubricant  is  supplied  to  the  chamber;  and  then  there  is  the  passage  from 
the  chamber  to  the  part  which  it  is  desired  to  lubricate.  The  Chief  Examiner 
has  considered  each  of  those  three  elements  of  invention  in  the  two  Speci- 
fications. Of  course  his  satisfaction  is  an  important  and  determining  element 
in  the  case,  and  he  says  that  he  considers  that  the  two  Specifications  are  sub- 

25  Btantially  identical.  He  did  not  say  so  in  the  Notice  of  the  22nd  of  June  1905 
that  he  forwarded  to  the  Applicant ;  he  there  used  the  phrase  that  the  Complete 
Specification  "appears  to  be  partly  anticipated"  by  the  prior  Specification. 
The  Chief  Examiner  has  explained  what  he  meant  by  that.  He  says  in 
comparing  the  two  Specifications  that  there  was  one  element  of  difference.    It 

30  did  not  appear  as  an  element  of  difference  in  the  words  of  the  Specification  but 
it  did  appear  as  such  in  the  Drawings  accompanying  the  Specification,  and  in 
fact  it  seemed  to  be  rather  a  difference  of  illustration  than  any  additional 
matter  of  invention.  It  was  simply  in  the  form  of  the  passage,  or  the  particular 
formation  of  the  oil  channel  in  Fig.  1  of  the  Applicant's  Specification,  which  is 

35  not  identical  with  the  oil  channel  in  Fig.  3  of  the  prior  Specification.  But  not 
much  seems  to  turn  on  that  in  view  of  the  Applicant,  because  he  does  not  claim 
any  particular  form  of  channel,  and  one  of  his  illustrations  —namely,  that  in 
Fig.  3  of  his  Specification — is  identical  with  the  same  part  of  the  "  Ivel  " 
Specification.    The  Chief  Examiner  says  that  if  the  Applicant  had  chosen  to 

40  confine  his  claim  to  that  difference  in  the  form  of  the  passage  he  would  have 
accepted  the  Specification  without  the  reference,  but  the  Applicant  has  not  chosen 
to  do  so.  He  has  embodied  in  his  Specification,  by  way  of  amendment,  this 
reference  to  the  prior  Specification.  He  says  :  "  My  invention  consists  in  improve- 
"  ments  in  lubricators  of  the  kind  wherein  the  lubricant  is  supplied  by  an 

45  "  eccentric  chamber  rotating  with  a  rotating  part  such  as  a  shaft,  such,  for  instance, 
"  as  is  described  in  the  Specification  of  Letters  Patent  No.  10,064  of  1904."  Now 
that  is  not  a  very  precisely  defined  reference,  but,  undoubtedly,  it  does  refer  in 
a  general,  and,  as  I  have  said,  in  a  very  innocuous  way,  to  the  prior  Speclfica- 
cation  ;  but  he  then  goes  on  to  say  :  ''  I  declare  that  what  I  claim  is  a  lubricator 

50  *'  consisting  of  parts  as  hereinbefore  described  and  illustrated  in  Figs.  1  and  2 
"  and  Figs.  3  and  4  of  the  accompanying  Drawings."  According  to  the  view  of 
the  Chief  Examiner,  he  is  practically  both  disclaiming  and  claiming  in  the  same 
breath.  I  ought  also  to  add  that  there  was  another  form  of  amendment  which 
was  tendered  by  the  Applicant,  and,  which  although  not  adopted,  still  I  think 

55  I  ought  to  consider  before  arriving  at  any  decision,  because,  after  all,  possibly 
it  might  have  been  adopted,  and  if  it  makes  any  difference  in  principle  I  ought 
to  give  effect  to  it.    This  is  the  amendment  he  suggested  : — ''  I  am  aware  of 
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"  Letters  Patent  No.  10,064  of  1904  granted  to  the  Ivel  Agricultural  Motors  Ld. 
**  for  *  Improvements  in  automatic  feed  oil  lubricators,'  and  I  make  no  claim  to 
"  anything  therein  claimed  or  described."  So  that  it  is  really  rather  with 
reference  to  that  than  to  the  words  actually  inserted  that  the  Chief  Examiner 
makes  the  observation  to  which  I  refer,  namely,  that  the  Applicant  appears  to  5 
be  both  claiming  and  disclaiming  in  the  same  breath.  What  is  the  duty  of  the 
Comptroller  in  those  circumstances  ?  By  the  Patents  Act  1902,  Section  1,  the 
Examiner  is  directed  to  make  an  investigation  *'  for  the  purpose  of  ascertaining 
*'  whether  the  invention  claimed  has  been  wholly  or  in  part  claimed  or  described 
•*  in  any  Specification,"  and  to  report  the  result  of  such  investigation  to  the  10 
Comptroller.  By  subsection  5,  if  the  Comptroller  is  satisfied  that  no  objection 
exists  to  the  Specification  on  the  ground  that  the  invention  claimed  thereby 
has  been  wholly  or  in  part  claimed  or  described  in  a  previous  Specification  as 
before  mentioned,  he  shall,  in  the  absence  of  any  other  lawful  ground  of 
objection,  accept  the  Specification.  The  Chief  Examiner  says  that  he  is  not  15 
satisfied,  and  therefore  his  duty,  in  that  state  of  his  mind,  is  laid  down  in  sub- 
section 6  :  ''If  the  Comptroller  is  not  so  satisfied,  he  shall,  after  hearing  the 
^^  Applicant,  and  unless  the  objection  be  removed  by  amending  the  Specification 
**  to  the  satisfaction  of  the  Comptroller,  determine  whether  a  reference  to  any, 
"  and,  if  so,  what,  prior  Specifications  ought  to  be  made  in  the  Specification  by  20 
**  way  of  notice  to  the  public."  The  Department  under  that  subsection  have 
framed  the  form  of  reference  to  which  I  refer  as  being  set  out  in  Rule  10  in 
the  following  words  :  "  Reference  has  been  directed  in  pursuance  of  Section  1, 
"  subsection  6,  of  the  Patents  Act,  1902,  to  the  following  Specification  of 
*•  Letters  Patent  No.  (Blank)  granted  to  (Blank)."  The  Chief  Examiner  has  25 
determined  upon  inserting  that  reference,  which  undoubtedly  is  a  warning. 
It  is  a  very  specific  notice  to  the  public,  if  I  may  use  the  phrase  which  is  used 
by  the  Legislature  in  subsection  6.  That  phrase  in  subsection  6  ''  notice  to  the 
"public"  of  course  does  not  necessarily  mean  "warning  to  the  public,"  but  it 
may  mean  "  warning  to  the  public,"  and  I  am  bound  to  say  that  it  seems  to  me  30 
that  it  ought  to  mean  "  warning  to  the  public  "  in  a  somewhat  peculiar  case  like 
the  present,  where  the  public  cannot  very  easily,  however  expert  they  may  be, 
altogether  grasp  the  full  significance  of  the  reference  as  it  is  made  by  the 
Applicant  here.  It  is  certainly  not  made  in  a  way  which  adequately  puts  the 
reader  on  his  guard.  So  far  as  the  Comptroller  is  concerned,  his  reference,  35 
although  it  is  not,  in  form,  a  warning  any  more  than  the  Applicant's  is,  is 
undoubtedly  made  in  a  way  which  excites  attention  and  arouses  apprehension. 
I  think  that  is  by  no  means  inconsistent  with  the  intention  of  the  Legislature 
in  subsection  6.  The  Comptroller  is  not  directed  to  refuse  the  Patent,  even 
although  it  be  completely  anticipated  in  the  prior  Specification  cited,  but  he  is  40 
bound  in  such  a  case,  if  he  believes  that  the  claim  is  covered  by  that  prior 
Specification  wholly  or  in  part,  to  let  the  public  at  all  events  have  some  indica- 
tion of  his  state  of  mind,  and  that  is  what  he  has  done.  The  Chief  Examiner's 
view  here  is  that  the  claim  and  the  disclaimer  are  inconsistent  Anyhow, 
there  is  a  claim  made,  and  that  claim  is  in  his  view  covered  by  the  previous  45 
Specification,  notwithstanding  the  disclaimer,  that  is  to  say  the  disclaimer 
has  not  got  the  full  effect  that  a  disclaimer  specifically  made  ought  to  have. 
It  is  not  put  in  a  form  which  enables  the  public  to  see  that  there  is  really 
nothing  left  to  claim,  or  what  there  is  left  to  claim.  It  is  put  in  a  form  which, 
undoubtedly,  is  not  very  satisfactory  as  a  notice  to  the  public,  and  therefore  the  50 
Chief  Examiner  is  well  entitled  to  be  dissatisfied  with  that  disclaimer,  and, 
being  dissatisfied  with  that  disclaimer,  he  is  also,  I  think,  well  entitled  in  this 
case  to  be  dissatisfied  with  the  claim.  In  his  view  an  objection  still  exists, 
and  I  am  bound  to  say  that  I  think  he  is  right  in  adopting  that  view.  That 
being  so,  he  has  adopted  the  form  of  reference  prescribed  by  Rule  10,  which,  ^ 
in  my  opinion,  is  not  inconsistent  with  the  terms  of  the  Statute,  and 
which  is  invidious  in  the  sense  that  the  public  will  understand  that  he  remains 
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dissatisfied.  I  think  it  was  the  intention  of  the  Legislature  that  the  public 
should  have  the  benefit  of  that  information.  They  should  know  that  he 
remained  dissatisfied,  and  though  he  has  not  said  in  terms  that  he  is  dissatisfied 
the  public  may  very  well  draw  that  inference,  and  I  think  they  ought  not  to  be 
excluded  from  the  opportunity  of  drawing  it.  The  Appeal  is  therefore 
dismissed. 


Is  THE  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Buckley. 

August  3rd,  1906. 

10  Spaul  v.  Monopole   Cycle   and  CARRiAaE   Company   Ld. 

Patent. — Action  for  infringement — Motion  for  interlocutory  injunction, — 
Offer  of  undertaking  before  Motion. — Plaintiff  ordered  to  pay  costs  of  Motion, — 
Motion  treated  as  trial  by  consent. 

The  Plaintiff  having  complained  to  the  Defendants  of  their  having  infringed 
15   his  Patent^  the  Defendants  offe^^ed  unconditionally  an  undertaking  during  the 

existence  of  the  Patefit.    The  Plaintiff  commenced  an  action  for  infringement^ 

and  moved  for  an  interlocutory  injunction. 
Held,  tluit  the  Motion  was  not  justified^  and  that  the  Plaintiff  ougJit  to  pay 

the  costs  of  it.    By  consent  the  Motion  was  treated  as  tlie  trial  of  the  action^ 
20  and  an  inquiry  as  to  damages  was  directed^  and  the  Defendants  gave  an 

undertaking  not  to  infringe  extending  during  the  life  of  the  Patent,    The  costs 

of  the  inquiry  were  reserved^  the  costs  of  the  Motion  being  ordered  to  be  set  off 

against  the  costs  of  the  action. 

On  the  31st  of  July  1906  Alexander  Spaul  commenced  an  action  against  the 

25  Monopole  Cycle  and  Carriage  Company  Ld.  for  infringement  of  Letters  Patent, 

No.  25,090  of  1894,  granted  to  the  Plaintiff  for  an  invention  of  a  "Cycle 

"  steering  lock,"  claiming  the  usual  relief ;   and  on  the  same  date  he  gave 

notice  of  a  Motion  for  an  interlocutory  injunction. 

It  appeared  from  the  affidavits  filed  on  the  Motion  that  there  had  been  some 

30  correspondence  between  the  parties  in  the  year  1897,  in  the  course  of  which  the 
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Plaintiff  offered  the  Defendants  a  licence  on  certain  terms.  The  Plaintiff 
thought  that  these  negotiations  fell  through,  and  he  alleged  that  he  only 
recently  became  aware  that  the  Defendants  were  fixing  his  steering  lock  to 
their  bicycles.  The  exact  circumstances  in  which  he  so  became  aware  were  in 
dispute.  The  secretary  of  the  Defendant  Company,  in  his  affidavit,  stated  that  5 
the  Defendant  Company  commenced  to  make  and  sell  the  locks  complained  of 
shortly  after  the  last  letter  of  the  correspondence  in  1897,  and  had  done  so  ever 
since  ;  that  he  had  never  received  any  further  communication  from  the  Plaintiff, 
so  came  to  the  conclusion  that  his  Patent  had  lapsed.  He  referred  to  the  cor- 
respondence between  the  parties  shortly  before  action,  and  stated  that  the  10 
Defendants,  before  action,  discontinued  making  or  using  the  locks,  and  that  the 
only  issue  was  the  amount  which  the  Defendants  ought  to  pay  to  the  Plaintiff. 
The  Defendants'  solicitor  exhibited  the  cofrrespondence  between  his  firm  and 
the  Plaintiff's  solicitor,  which  included  a  letter  of  the  26th  of  July  1906 
(referred  to  in  the  judgment),  offering  the  undertaking  therein  mentioned.  15 

A.  J.  Walter  (instructed  by  Waterhmise  <t  Co,,  agents  for  Cozens-Hardy  and 
Jewson,  of  Norwich),  appeared  for  the  Plaintiff ;  Buckmaster  K.C.  and  D,  M. 
Kerly  (instructed  by  Crowders,  Vizard  &  Co,,  agents  for  Broweits,  of  Coventry), 
appeared  for  the  Defendants. 

Buckley  J. — This  is  a  Motion  for  an  interim  inj  auction  to  restrain  the  20 
infringement  of  a  Patent.  The  notice  of  Motion  was  given  on  the  Slst  of  July, 
but  on  the  26th  the  Defendants  had  written  thus:  "The  terms  we  offer 
"  are  .  .  .  secondly,  not  to  use  the  patent  lock  on  any  machine  sold  by 
"  our  clients  on  or  after  to-day,  unless  the  said  lock  shall  have  been  bought 
'*  from  one  of  your  client's  licensees."  As  to  that  they  add  at  the  end  of  the  25 
letter :  "  The  undertaking  above  referred  to  is  given  unconditionally,  and 
"  extends  to  the  expiration  of  your  client's  Letters  Patent."  Notwithstanding 
that  the  Plaintiff  gave  a  notice  of  Motion  for  an  injunction. 

In  order  to  sustain  a  claim  for  an  injunction  in  this  Court  it  is  essential  that 
the  applicant  should  satisfy  the  Courc  that  the  party  to  be  enjoined  threatens  30 
and  intends  to  do  the  act  that  you  seek  to  restrain  him  from  doing.  Here  the 
Defendants  had  said  that  they  did  not.  This  Motion  was  not  justified; 
therefore,  I  order  the  Plaintiff  to  pay  the  costs  of  the  Motion.  As  regards 
treating  the  Motion  as  the  trial  of  the  action,  if  the  parties  like  to  do  that  well 
and  good.  35 

Walter, — Then  without  taking  out  a  fresh  Summons,  we  may  treat  the 
Motion  as  the  trial  of  the  action,  and  an  inquiry  as  to  damages  will  be  ordered, 
the  costs  of  the  inquiry  being  reserved  and  the  Defendants  giving  an  undertaking 
during  the  term  of  the  Patent  not  to  infringe. 

Buckmaster  K.C. — ^The  costs  of  this  Motion  will  be  set  off  against  the  costs  of  *" 
the  action,  and  if  there  is  any  balance  the  Plaintiff  will  have  to  pay  it. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Warrington. 

June  27th  and  /iSth,  July  2n(i,  3rd,  4th,  and  17th,  and  August  3rd,  1906. 

MOUCHBL  V,  COIGNBT. 

5  Patent. — Action  for  infringement. — Subject-inatter. — Novelty. — Patent  held 
valid. — Action  dismissed  as  against  two  of  three  Defendants. — Infringement  of 
one  Claim  {but  not  of  another)  found  against  third  Defendant. — Judgment  for 
Plaintiffs  as  against  third  Defendant  on  one  Claim.^Costs  on  the  two  Claims 
set  off. — Injunction  suspended  as  to  specified  works  if  notice  of  appeal  was 
10  given  within  one  week. 

In  1897  a  Patent  was  granted  for  "  Improvements  in  pilesy  quaysy  and 
"  retaining  walls  or  structures.^'  The  first  Claim  was  for  piles  formed  of  bars 
of  iron  embedded  in  bSton  and  cross  tied  by  cramps;  the  third  Claim  was  for 
a  form  of  cap  for  use  in  ramming  the  piles.    In  an  action  for  infringement  of 

15  the  Patent  against  three  Defendants  C.  and  W.  and  a  firm  {W.  A  S.)  it  was 
proved  that  the  firm  was  licensed  by  C.  to  work  certain  Patents  of  C,  that  W. 
was  C.'s  agenty  and  that  neither  C.  nor  W.  had  taken  any  part  in  the  acts  of 
which  complaint  were  made.  It  was  proved  that  the  Plaintiffs'  piles  were  being 
extensively  used.    Evidence  was  given  by  the  Defendants  showing  thcU  in  1897 

20  strengthened  concrete  (also  called  ferro-concrete)^  such  as  was  used  by  the 
PlaintiffSy  was  a  well-known  material  and  had  been  used  for  various  purposes^ 
but  not  for  piles,  though  the  Specification  of  B.  descHbed  the  construction  of 
piles  with  trvissed  framing  and  wirework  enclosing  and  incorporated  with 
concrete^  and  a  note  of  a  foreign  Patent  of  the  Defendant  C.  mentioned  the 

25  construction  of  piles  in  cement  with  metallic  framework. 

Held,  that  the  Patent  was  valid,  and  that  W.  A  S.,  but  not  C.  or  W.,  had 
infringed  Claim  i,  but  not  Claim  3.  The  action  as  against  C  and  W.  was 
dismissed  with  costs.  An  injunction  was  granted  against  W.  Jt  8.  on 
Claim  1  with  costs,  with  a  set-off  of  the  costs  on  Claim  3.    The  injunction  was 

30  suspended  as  to  specified  works  if  notice  of  appeal  was  given  within  otie  week. 
Certificates  as  to  the  Particulars  of  Breaches  atid  of  validity  were  granted. 

On  a  subsequent  motion  it  was  directed  that  the  Order  for  delivery  up  should 
not  apply  to  the  specified  works,  the  Defendants  undertaking  to  keep  an  ctccount 
of  all  piles  used  there, 

3  H 
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On  the  23rd  of  April  1897  Letters  Patent  (No.  10,203  of  1897)  were  granted  to 
Frangoia  Hennehigue  for  '^  Improveinents  in  piles,  quays,  and  retaining  walla 
"  or  stmctures." 

The  Complete  Specification,  so  far  as  material  for  this  report,  was  as  follows  :-— 
^*  Beton  or  concrete  strengthened  with  iron  or  steel  has  already  been  emf)loyed  5 
"  in  building  construction  in  various  ways.    Thus  more  particularly  in  the  for- 
*'  mation  of  girders  and  beams  of  strengthened  b4ton  there  are  obtained  many 
'*  advantages  particularly  shown  by  the  use  of  a  rational  mixture  of  iron  or  steel 
"  and  cement,  the  former  being  extremely  suitable  for  resisting  the  effects  of 
'*  traction  or  tension,  and  the  latter  offering  a  considerable  resistance  to  stress  10 
^^  or  compression.    A  capital  point  for  the  construction  of  a  practical  girder  or 
'*  beam  is  to  connect  the  bars  of  metal  forming  the  cord  of  tension  with  the 
*'  cord  of  compression  by  means  of  suitable  stirrup  pieces  and  in  a  former 
'^  Patent  of  mine,  No.  14,530"^  I  indicated  a  certain  number  of  improvements 
*^  which  I  introduced  in  these  stirrup  or  crosspieces  which  in  this  girder  made  15 
"  of  strengthened  b6ton  play  the  part  of  the  suspension  rods  of  the  lattice  work 
"  of  metallic  girders  and  ensure  a  perfect  resistance  of  the  girder  to  the^severing 
^'  action  under  a  bending  strain. 

'*  I  have  applied  these  principles  to  the  construction  of  piles,  sheet  piles,  and 
^'  solid  uprights  or  standards  which  corresponding  to  the  special  conditions  of  20 
^'  their  arrangement  or  employment  may  according  to  the  strains,  the  loads  and 
''  the  pressures  to  which  they  are  subjected,  be  assimilated  to  girders  whether 
^  placed  on  two  or  more  supports  or  embedded  at  one  end  and  so  forth. 

*^  The  construction  of  these  piles  and  sheet  piles,  their  combination,  and  the 
^'  method  of  placing  them  in  position  as  well  as  the  applications  of  which  these  25 
'^  separate  and  combined  elements  are  capable  form  the  object  of  the  present 
"  invention,  and  are  shown  in  the  accompanying  drawings    .... 

"  Figure  1    •    .    .    shows  in  elevation  a  row  of  piles.    These  piles  are  formed 
<<  in  a  mould  after  the  manner  of  girdera  of  strengthened  beton.    They  are 
^'  formed  by  metallic  rods  a  a^  of  suitable  dimensions  and  section  (generally  of  30 
*<  round  iron  of  15 — 30  millimetres)  connected  from  place  to  place  by  stirrup 
**  clasps  or  crosspieces  b  shown  in  detail  in  Figure  2. 

'*  These  crosspieces,  which  may  be  of  any  suitable  section,  such  for  instance 
'*  as  rectangular,  square  or  circular,  are  placed  as  required  during  the  filling  of 
*•  the  mould  and  form  veritable  clasps  or  cramps.  They  may  be  arranged  in  35 
"  plan  as  shown  in  Figure  3,  which  is  a  section  on  the  line  C — D  of  Figure  4, 
**  this  latter  representing  on  an  enlarged  scale  the  head  of  a  pile  covered  with  a 
"  cap  for  the  ramming. 

''  In  its  lower  part  the  pile  is  armed  with  a  shoe  c  (Figure  1)  in  the  form  of  a 

*point  in  order  to  facilitate  its  being  driven  into  the  ground.  The  head  of  the  ^ 
<*  pile  is  narrower,  which  alio  ^s  of  an  interval  between  the  heads  of  two 
<<  adjacent  piles.  The  piles  are  inserted  according  to  the  nature  of  the  ground 
"  either  by  dropping  or  by  means  of  ramming.  In  order  to  ensure  uniformly 
*'  distributed  blows  on  the  pile  and  to  prevent  the  blows  of  the  ram  injuring  it, 
**  I  crown  the  pile  with  a  cap  d  of  steel  or  cast  metal  (shown  in  longitudinal  45 
'*  section  in  Figures  1  &  4,  in  horizontal  section  in  Figure  5,  and  in  plan  view 
<*  in  Figure  6)  said  cap  being  closed  at  its  lower  part  by  a  clay  stopper  e  held 
**  by  a  plug/  of  hemp  or  spun  yarn. 

**  This  cap  is  filled  internally  with  previously  dried  sand.  A  very  regular 
"  cushion  is  thus  formed  on  the  head  of  the  pile  and  all  around  the  said  head,  50 
*^  which  cushion  distributes  the  pressure  in  an  absolutely  equal  manner.  By 
**  surrounding  the  lateral  faces  of  the  head  I  avoid  in  a  certain  manner  any 
**  crushing  of  the  cement.  This  special  arrangement  for  the  ramming  enables 
''  tbe  irons  a  aS  Figure  4,  to  project  beyond  the  head  of  the  pile,  in  order,  in 
<*  case  of  need,  to  allow  of  their  being  connected  with  other  parts  of  the  stmc-  55 
<*  ture.  These  irons  may  in  this  case  run  in  a  vertical  direction  or  be  bent  in 
«<  the  form  of  hooks. 
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**  The  piles  and  polid  sheet  piles  of  strengthened  b6ton  which,  owing  to  the 
**  arrangement  of  the  protective  cap  which  I  have  described  may  be  driven  into 
"  the  ground  with  the  same  facility  as  piles  or  sheet  piles  of  wood,  have 
"  nnmeroQS  advantasres  over  these  latter,  as  not  only  does  the  method  of 
"  moulding  and  of  protecting  enable  any  suitable  power  of  resistance  and  any 
**  desired  forms  and  dimensions  to  be  given  them,  bat  where  it  is  a  question  of 
**  a  dam  or  wall,  it  may  be  constructed  without  interfering  with  the  mvigation 
"  and  without  its  being  necessary  to  lower  the  level  of  the  water.  Their  non- 
**  liability  to  alter  in  air  or  water  allows  of  constructions  of  this  strengthened 
"  beton  being  raised  above  the  level  of  the  water  when  works  executed  in 
"  timber  cannot  bear  the  alternations  of  dryness  and  humidity.     Founddtions 


"  of  this  strengthened  .b6ton  as  regards  economy,  facility  of  execution,  main- 
*'  tenance  and  repairs  advantageously  replace  foundations  on  caissons  of 
**  compressed  air." 

15  The  Patentee  claimed  : — "  1.  Piles  formed  of  bars  of  iron  embedded  in  b4ton 
**  and  cross  tied  by  cramps  in  such  a  way  as  to  always  form  a  solid  girder 
**  practically  constructed  for  supporting  the  weight  of  an  upper  building  or 
^'  construction  or  any  desired  lateral  horizontal  pressures,  substantially  as 
"  hereinbefore  described  and  shown  in  the   accompanying  drawings.    2.  Sheet 

20  **  piles  of  strengthened  b6ton  such  as  described  characterized  by  longitudinal 
*•  grooves  (o  o)  the  groove  (o)  on  one  sheet  pile  serving  as  guide  for  the 
•*  ramming  of  the  adjacent  sheet  pile  to  a  projection  formed  in  the  lower  part 

3  «  3 
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*^  of  eaoh  sheet  pile  in  proximity  to  the  point ;  the  ultimate  filling  with  cement 
"  of  the  interval  between  the  grooves  (p  d^)  enabling  adjacent  sheet  piles  to  be 
'*  connected  together  in  a  perfect  manner,  thus  forming  an  absolutely  tight 
*'  wall,  substantially  as  described.  3.  In  piles  of  the  kind  described,  a  metal 
''  cap  substantially  as  hereinbefore  described  and  shown  in  the  accompanying  5 
'^  drawings,  for  use  in  ramming,  enabling  the  head  of  the  pile  or  sheet  pile  to 
'^  be  entirely  encased  and  to  distribute  the  pressures  of  the  blows  of  the  ram 
'*  uniformly  on  all  the  faces  of  said  head  by  means  of  an  interposed  cushion  of 
*'  sand.  4.  The  application  of  piles  and  sheet  piles  of  strengthened  beton,  such 
'*  as  described,  to  the  construction  of  any  works  or  foundations  in  bad  soil,  10 
**  to  dams  for  hydraulic  works,  quay  and  sustaining  walls,  the  consolidation 
'*  of  slopes  and  the  like,  and  their  combination  with  beams  or  girders  of 
*'  strengthened  b6ton,  crossbeams,  tie  beams  and  the  like  for  the  construction 
**  of  indeformable  monolithic  works,  as  well  as  their  combination  with  planks  of 
'*  strengthened  b^ton  for  the  formation  of  overhanging  stagings,  fronts  of  quay  15 
"  walls  and  other  like  works." 

On  the  2nd  of  November  1905  Edmand  Goignet  commenced  an  action  against 
Oustave  Louis  MoucJiel  for  (inter  alia)  an  injunction  restraining  the  Defendant, 
his  servants  and  agents,  until  judgment  in  that  action  or  further  Order,  from 
"  threatening  the  Plaintiff  or  William  Cowlin  &  Son  or  any  other  person  20 
"  or  persons  with  legal  proceedings  or  liability  in  respect  of  the  alleged 
"  infringement  of  the  Letters  Patent  No.  10,203  of  1897,  or  the  Letters  Patent 
"  No.  20,675  of  1902,  or  of  any  other  Letters  Patent  to  the  benefit  of  which  the 
*•  Defendant  claims  to  be  entitled." 

On  the  9th  of  November  1905  Oustave  Louis  Mouchel  and  Francis  Hennebique  25 
commenced  an  action  for  infringement  of  the  Patent  No.  10,203  of  1897  against 
Edmond  Goignet^  William  Gowlin  A  So^y  and  George  Ghico  Workman^  claiming 
the  usual  relief. 

On  the  17th  of  November  1905  the  Plaintiff  in  the  first-mentioned  action 
moved  before  Mr.  Justice  Buckley  for  an  injunction  to  restrain  the  Defendant  30 
from  making  the  alleged  threats.  An  Order  was  made  that  all  further  pro- 
ceedings in  that  action  be  stayed,  with  liberty  to  the  Plaintiffs  therein  to  restore 
the  motion  in  the  event  of  the  Plaintiffs  in  the  action  for  infringement  not 
prosecuting  the  same  with,  due  diligence. 

The  Plaintiffs  in  the  infringement  action  by  their  Statement  of  Claim  alleged  35 
that  the  Plaintiff  Franpois  Hennebique  was  the  legal  owner  of  the  Patent  of 
1897  and  that  the  Plaintiff  Mouchel  was  equitably  interested  in  it ;  that  the 
Defendants  had  infringed  and  that  they  threatened  and  intended  to  continue  to 
infringe ;  and  by  their  Particulars  of  Breaches  they  alleged  that  the  Defendants 
had  made,  used,  exercised,  and  vended  piles  constructed  of  concrete  with  40 
longitudinal  bars  of  iron  cross  tied  by  cramps,  and  metal  caps  in  connection 
therewith,  substantially  as  described  in  the  Specification  of  the  Patent,  and  in 
particular  were  then,  at  Cumberland  Basin,  Bristol,  making,  using,  exercising 
and  vending  piles  so  constructed. 

The  Defendants  by  their  Defence  did  not  admit  the  Plaintiff  Hennebique's  45 
ownership  of  the  Patent  at  any  material  time ;  they  denied  that  the  Plaintiff 
Mouchel  was,  or  had  been  at  any  material  time,  equitably  interested  in  the 
Patent,  and  said  that  he  had  no  cause  of  action  against  them ;  they  denied 
infringement,  and  alleged  that  the  Patent  was  invalid  on  the  grounds  appearing 
in  the  Particulars  of  Objections.  30 

By  their  amended  Particulars  of  Objections  they  alleged  as  follows : — 
L  The  invention  was  not  new  at  the  date  of  the  Patent,  but  had  been 
published  in  this  country  in  the  manner  following  : — (A)  By  the  publication 
of  the  following  British  Specifications,  the  whole  of  which  were  relied  on  : — 
Brannm  (No.  2703  of  1871),  Imray  (No.  3377  of  1883),  Wilson  (No.  5990  of  5S 
1885),  Bordenave  (No.  4386  of  1887),  Edwards  (No.  2941  of  1891),  Hennebique 
(No.  14,530  of  1892).    (B)  By  the  publication  of  the  following  Specifieatiaiia  al 
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the  Patent  Office  prior  to  the  date  of  the  Patent,  the  whole  of  which  Specifica- 
tions were  relied  on  : — Stempel  (No.  411,360,  A.D.  1889,  United  States),  Ooignet 
a/nd  Coiaeau  (No.  242,239,  A.D.  1894,  France),  and  (No.  112,680,  A.D.  1894, 
Belgium).  (C)  By  the  publication  of  an  abstract  from  the  above-mentioned 
5  Specification  No.  112,680  in  the  Patent  Office  in  1895.  (D)  By  the  publication  of 
the  following  books,  pamphlet,  and  paper  at  the  dates  and  places  mentioned  : — 
(1)  A  book  entitled  **  Batons  Agglom6r6s  Appliques  k  I'Art  de  Construire,"  by 
Frangois  Coignet,  published  about  the  year  1861  and  subsequently  at  the 
British  Museum.  The  parts  relied  on  were  pages  97,  110,  151,  152,  159,  160, 
10  and  195.  (2)  The  Proceedings  of  the  Institute  of  Mechanical  Engineers  for 
July  1895,  pages  410-414,  and  the  drawings  therein  referred  to.  (3)  A 
pamphlet  entitled  "  Du  Calcul  des  Ouvrages  en  Ciment  avec  Ossature 
**  Metallique,"  by  Ooignet  and  TedexOy  published  about  1894  and  subsequently 
at  the  British  Museum;   the    portion  relied  on  was  page  40.    (4)  A  paper 

15  entitled  "  Le  Ciment,"  published  about  1896  and  subsequently  at  the  British 
Museum;  the  portions  relied  on  were  pages  14  and  15.  2.  The  alleged 
invention  was  not  the  proper  subject-matter  of  Letters  Patent,  and,  having 
regard  to  the  matters  published  in  the  documents  mentioned  in  paragraph  1 
above,  was  not  an  invention,  but  an  obvious  use  of  well-known  materials  in  a 

20  well-known  manner  requiring  no  invention.  3.  Each  of  the  above  Objections 
applied  to  each  and  all  of  the  Claims  in  the  Specification  No.  10,203  of  1897. 
4.  The  invention  claimed  in  the  third  claiming  clause  of  the  Specification  had 
been  published  at  the  New  North  Jetty,  Devonport,  in  1886,  where  a  metal  cap 
and  a  cushion  were  used  in  driving  piles. 

25  The  French  and  Belgian  Patents  of  Coignet  and  Coiseau  mentioned  above 
were  not  referred  to  at  the  trial,  as  it  was  admitted  by  the  Defendants  that  the 
Specifications  had  not  been  published  before  the  date  of  the  Patent. 

The  Plaintiffs  delivered  the  following  interrogatories  : — "  1.  Referring  to 
**  paragraphs  1  and  2  of  the  Particulars  of  Breaches  in  this  action,  have  not  the 

30  '^  Defendants  oi*  some  and  which  of  them,  at  Cumberland  Basin,  Bristol,  or  at 
**  some  other  and  what  place  in  this  realm— (A)  Manufactured  piles  formed  of 
"  bars  of  iron  or  steel  Ground  the  outside  of  which  is  coiled  iron  or  steel  rod  or 
"  wire,  the  whole  structure  being  embedded  in  b^ton  or  concrete  and  con- 
"  structed  substantially  as  shown  in  the  accompanying  drawing  *  A '  ?•    If  nay, 

K5  "  set  out  in  what  respect  the  piles  so  manufactured  differ  from  the  said  drawing  ? 
**  (B)  Used  for  the  foundation  of  a  warehouse  at  Cumberland  Basin,  aforesaid, 
**  or  for  some  and  what  foundation  or  other  purpose  piles  constructed  substan- 
"  tially  as  hereinbefore  described  ?  (C)  Driven  for  the  foundations  of  the  said 
•*  warehouse  or  for  some  other  and  what  purpose  piles  constructed  as  aforesaid, 

40  ^'  and  whether  or  not  driven  with  a  cap  and  dolly,  substantially  as  set  out  in  the 
"  accompanying  drawing  *  B,'  or  by  some  and  what  other  means,  and  whether 
^'  or  not  with  sand  or  other  and  what  cushioning  or  other  substance  interposed 
'^  between  the  said  cap  and  the  head  of  the  said  pile  ?  2.  Were  not  the  piles  so 
"  manufactured,  used  or  driven  as  aforesaid,  (A)  so  constructed  as  to  form  a 

45  *^  solid  girder,  and  capable  of  supporting  the  weight  of  an  upper  building,  or 
"  how  otherwise  ?  (B)  Provided  with  a'  metal  shoe  in  the  form  of  a  point  to 
*^  facilitate  entrance  into  the  ground.  If  nay,  what  was  the  construction  of  the 
**  point  of  the  pile  .^  3.  Were  not  the  Defendants,  OowUn  &  Son  and  G.  C. 
^*  Workmany  or  one  and  which  of  the  said  Defendants,  agents  for  the  Defendant 

50    "  Coignei  in  constructing  or  erecting  the  said  piles,    or    did   not  the  said 
'.  .  ^'  Defendant  Coignet  otherwise  authorise  the  said  construction  or  erection." 

By  their  Answers  to  Interrogatories  1  and  2  the  Defendants,  Coignet  and 
Workman  stated  that  they  had  not  done  nor  ordered  to  be  done  any  of  the 
matieris  referred  to,  but  to  the  best  of  their  knowledge  and  belief  the  matters 


*  Th0  cineiitiftl  pordon  of  this  drawing  ia  ahown  poitf  page  ^Si» 
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were  done  by  the  Defendanta  Gowlin  in  Son  in  the  manner  set  oat  in  the 
Answer  of  F.  N.  Gowlin.  They  stated,  in  answer  to  Interrogatory  3,  that  since 
abont  September  1904  Workman  had  been  the  representative  of  Goignet  in 
England  to  bring  GoigneVs  Patents  to  the  notice  of  engineers,  contractors,  and 
others,  with  a  view  to  granting  licences  to  use  the  inventions,  and  to  advise  as  5 
to  the  best  way  of  patting  the  inventions  into  practice.    The  Defendant  Goignet 


said  that  neither  Gowlin  A  Son  nor  Workman  had  been  his  agents  in  oon- 
slracting  or  erecting  the  piles  referred  to,  and  that  Gowlin  &  Son  had  been 
licensed  by  him  to  ase  certain  patented  inventions  relating  to  arraoared  concrete 
constractions.  The  Defendant  Workman  said  that  he  had  from  time  to  tame  10 
advised  Gowlin  A  Son  as  to  the  best  form  of  construction  and  method  of  con- 
stracting  the  piles  complained  of,  but  that  he  had  never  constracted  them  nor 
given  any  orders  for  their  constraction.  Francis  Nicholas  Gowlm^  a  partner  in 
the  tirm  of  William  Gowlin  &  Son^  said,  in  answer  to  Interrogatory  1  (A),  that 
his  firm  had,  at  Cumberland  Basin,  Bristol,  manufactured  piles  substantially  as  15 
described  and  shown  in  the  three  left  hand  figures  of  drawing  '*  A,"  save  that 
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the  shoe  was  somewhat  recessed  and  some  of  the  rods  extended  into  it  as  shown 
in  red  ink*  in  the  Drawing.  His  firm  had  not  manufactured  piles  according  to 
the  designs  shown  in  the  four  figures  on  the  right  hand  side  of  drawing  "  A.'* 
In  answer  to  1  (B),  he  said  yes.  In  answer  to  1  (C),  he  said  yes  as  regards  the 
5  first  part,  and  in  answer  to  the  second  part  he  said  that  the  form  of  cap  used 
was  shown  on  a  drawing  exhibited  by  hiuL  The  cushioning  substance  was 
sometimes  granulated  cork,  and  at  o^er  times  a  piece  of  wood  ;  sand  was  not 
used.  In  answer  to  2  (A),  he  said  that  the  piles  when  driven  had  been  used 
precisely  as  ordinary  piles  were  used  for  supporting  the  weight  of  the  building 

10  placed  upon  them,  but  he  did  not  know  whether  they  could  be  said  to  form  a 
solid  girder  or  not.  In  answer  to  2  (B)  he  said  that  the  form  of  the  metal  shoes 
which  were  used  was  shown  in  the  drawing  *'  A."  In  answer  to  3,  he  said  that 
neither  he  nor  any  member  of  his  firm  was  agent  for  the  Defendant  Coignet ; 
he  and  his  firm  acted  as  independent  principals  for  their  own  profit,  only 

15  receiving  advice  from  Coignet  as  to  the  best  form  of  piles  and  other  matters  of 
construction,  and  paying  him  a  royalty  for  leave  to  use  his  inventions. 

The  Plaintiffs  admitted  the  publication  in  this  realm  before  the  date  of  the 
Patent  of  the  English  Specifications  referred  to  in  the  Particulars  of  Objections, 
the  American  Specification,    the   book    entitled   **  Betons  Agglom6r6s/*  the 

20  Proceedings  of  the  Institution  of  Mechanical  Engineers,  and  the  pamphlet 
entitled  **  Du  Calcul."  They  also  admitted  that  the  alleged  abstract  referred  to 
in  paragraph  1  (0)  was  published  in  this  realm  on  the  18th  of  May  1896, 
subject  to  the  qualification  or  limitation  that  it  was  published  as  contained  in 
'' '  Receuil  speciale  des  brevets  dMnventions,*  publi4  en  execution  de  l^article  20 

25  '^  de  la  loi  du  24  Mai  1854  :  Quarante  deuxi^me  ann6e,  1895,  descriptions  des 
"  brevets  delivres  du  1«'  au  31  Decembre  1894,"  page  348. 

Fig.  10  from  the  Specification  of  Brannon's  Patent  (No.  2703  of  1871)  for 
'^  Improvements  in  the  construction  of  fireproof  houses  and  other  buildings  '*  is 
given  below,  and  the  portion  of  the  Specification  referring  to  Fig.  10  is  given 

30  in  the  judgment,  ^«^,  page  664. 


ncjo. 


The  action  came  on  for  trial  before  Mr.  Justice  Wabrington  on  the  27th  of 
June  1906. 

Cripps  K.C.,  A.  J.  Walter^  and  Oole/ax  (instructed  by  George  Behe  EUis) 
appeared  for  the  Plaintiffs ;  Astbury  KC,  and  J.  O.  Qraham  (instructed  by 
35  Ashwell  A  Oo.)  appeared  for  the  Defendants. 


*  Shown  by  dotted  lines  in  the  drawing  ant$^  page  664. 
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Orippa  K.C.  opened  the  Plaintiffs'  case.— The  Patent  is  for  piles  made  of 
what  is  called  reinforced  concrete,  or  f erro-concrete.  Hennebique  was  the  first 
to  realise  that  one  could  drive  a  concrete  pile  without  its  being  shattered  by 
the  blow  of  the  monkey.  Not  only  was  that  a  novelty,  but  even  now  some 
engineers  are  sceptical  as  to  the  result  of  driving  concrete  piles.  It  will,  5 
however,  be  proved  that  thousands  of  the  piles  have  been  driven,  and  apparently 
with  the  best  results.  The  piles  have  all  the  advantages  of  wooden  piles,  such 
as  resiliency,  without  the  disadvantages  the  wooden  piles  possess,  particularly 
when  placed  between  wind  and  water*  Their  power  of  resisting  compression 
is  very  much  greater  than  was  anticipated.  Claim  3  is  very  narrow ;  it  is  10 
simply  for  the  special  form  of  cap.  The  piles  have  been  very  extensively  used — 
work  has  been  done  for  great  companies  and  for  the  Admiralty.  Brannon's 
Specification  shows,  in  Fig.  10,  a  pile,  or  something  supposed  to  be  a  pile,  but 
it  has  never  been  used.  It  cannot  be  said  that  Brannan  ever  suggested  a 
ferro-concrete  pile  made  in  a  mould  and  afterwards  driven  into  the  ground.  15 
Hennebigue^s  Specification  of  1892  shows  a  knowledge  of  the  resistance  of 
ferro-concrete  to  bending,  but  not  of  its  power  to  withstand  the  concussion  of 
the  monkey  in  driving.  So  also  as  to  Stempel.  The  only  indication  of  the  idea 
that  such  a  material  could  be  used  for  piles  is  in  the  Belgian  abridgment  of 
GoignePs  Specification,  and  that  does  not  show  how  to  carry  out  the  idea.  As  20 
regards  infringement,  there  cannot  be  any  doubt.  The  Plaintiffs  complain  of 
the  pile  shown  by  the  Drawing  marked  *'  A "  ;•  the  Defendants,  by  their 
Answers  to  Interrogatories,  admit  that  they  have  made  it.  There  is  the  combi- 
nation of  the  metal  with  the  concrete,  and  the  shoe  attached  to  the  concrete, 
the  whole  being  constructed  as  the  Plaintiffs'  pile  is,  and  driven  aS  a  ferro-  25 
concrete  pile. 

Evidence  was  given  in  support  of  the  Plaintiffs'  case.  DugaU  Clerk  said 
that  he  saw  the  piles  in  course  of  construction,  and  piles  that  had  been  driven, 
by  the  Defendants  at  Bristol.  The  piles  were  as  shown  by  the  Drawing  "  A." 
At  the  lower  end  there  was  a  shoe  consisting  of  a  cast-iron  point,  having  cast  30 
into  it  bars  of  wrought  metal,  which  were  bent  round  and  arranged  so  as  to  be 
embedded  in  the  cement,  but  were  not  attached  in  any  way  to  the  iron  rods. 
From  top  to  bottom  there  was  wound  round  the  rods  a  spiral  wire,  which  was 
tied  by  small  wires  to  the  vertical  rods.  This  frame  was  put  in  the  mould, 
into  which  concrete  was  put  and  rammed  until  the  whole  structure  was  filled  35 
up ;  the  upper  part  of  the  mould  was  put  on  the  open  part,  and  the  pile 
was  allowed  to  lie  for  weeks  to  solidify.  In  driving  the  piles  at  Bristol, 
a  cap  was  used  consisting  of  a  ring  of  metal  with  an  angle  iron  or  flange 
inside  rivetted  about  6  inches  from  the  top.  A  large  piece  of  cork  (or  some 
cork  powder)  was  placed  under  the  ring  and  caught  by  Uie  shoulder.  The  40 
arrangement  was  dropped  on  to  the  pile,  and  a  dolly  was  slipped  in  above  the 
ring,  and  the  pile  was  driven  by  a  steam  monkey.  The  pile  was  formed  as 
mentioned  in  Claim  1.  The  cap  was  not  closed  at  the  top  ;  it  contained,  not 
sand,  but  cork,  which  must  have  been  forced  over  the  edge  and  so  would  form 
a  shield,  but  not  in  the  same  way  as  described  in  the  Specification.  The  piles  45 
were  being  used  as  described  in  Claim  4.  The  broad  invention  was  the  con- 
struction of  a  pile  from  combined  concrete  and  loose  metal  rods.  That  included, 
as  incidents,  the  formation  and  attachment  of  a  shoe  to  permit  of  driving,  and 
the  provision  of  some  method  to  enable  the  head  to  be  driven.  Leaving  out  the 
I^nch  and  Belgian  Specifications  of  CoigMt  and  Ootseau^  there  was  not  among  50 
the  previous  inventions  a  driven  pile  consisting  of  a  combination  of  concrete 
add  loose  iron  rods.  At  first  sight,  it  had  seemed  to  the  witness  impossibie 
thai  a  cement  structure*  could  be  driven  by  tiie  blows  of  a  2-ton  monkey. 
Hennebique^  in  his  Specification  of  1892,  discussed  the  resisting  power  of 
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concrete  to  presstire  and  of  iron  to  tension,  and  showed  that  such  power  conld 
be  applied  to  making  beams  to  resist  static  pressure,  bnt  he  did  not  suggest  the 
possibility  of  making  use  of  those  properties  in  a  pile,  to  resist  blows  tending 
to  shatter  the  structure.  The  piles  made  in  accordance  with  the  Plaintiffs* 
5  Specification  were  elastic,  durable,  and  easily  made.  Piles,  when  used  for 
jetties,  had  to  stand  great  lateral  pressures.  The  merit  of  the  cramps  was  that 
they  acted  in  tension  where  wanted,  and  the  pile  acted  as  a  whole  structure. 
Fig.  2  appeared  to  be  a  plan  of  the  shoe  ;  nothing  was  said  about  the  crossing 
lines  that  ran  through  to  the  outer  edge.    The  adhesion  of  the  iron  to  the 

10  concrete  was  most  extraordinary  ;  the  concrete  and  the  iron  would  act  together ; 
the  iron  seemed  to  affect  the  properties  some  distance  from  itself.  The  Patentee 
did  not  use  his  iron  for  resisting  compression,  but  only  to  take  tension.  The 
pile,  when  driven,  would  have  a  tendency  to  bulge  in  the  middle,  and  the 
function  of  the  rods  and  cross  ties  was  to  resist  that  tendency.    If  iron  rods 

15  were  put  into  a  concrete  pillar  capable  of  supporting  15  tons  per  square  foot,  it 
would  support  60  tons.  If,  in  the  Defendants'  cap,  or  bonnet,  the  cork  was,  as 
stated  by  the  Defendants,  put  on  top  of  the  flange,  the  cork  could  not  get  round 
the  flange  and  shield  the  sides  of  the  top  of  the  pile,  as  the  sand  did  in  the 
Plaintiffs'  cap,  and  it  would  not  infringe  Claim  3.    The  cap  and  sand  were  not 

20  necessary  ;  the  arrangement  was  an  over-elaboration,  though  it  would  be  better 
to  have  some  side  support  to  prevent  the  edges  of  t^e  pile  being  broken.  If 
the  Defendants  used,  as  it  was  said  they  did,  a  dolly  that  passed  through  the 
metal  ring  in  the  bonnet,  that  might  work,  and,  if  they  used  a  sack  of  cork 
placed  above  the  ring,  that  would  not  resemble  the  sand  with  the  plug  used  by 

25  the  Plaintiffs.  At  the  date  of  the  Patent  concrete  armoured  in  various  ways 
was  well  known,  but  it  was  not  known  to  be  capable  of  withstanding  percussive 
strains.  In  the  Defendants'  pile  there  were  no  stirrups  or  suspension  rods 
passing  straight  through  the  concrete,  as  there  were  in  the  Plaintiffs'  pile,  but 
the  Defendants'  spiral  was  a  suspension  rod,  and  took  the  tension,  though  the 

30  -Stirrups  might  be  better.  The  shoe  of  the  piles  of  both  the  Plaintiffs  and  the 
Defendants  was  not  connected  to  the  iron  rods,  but  merely  embedded  in  the 
cement.  In  Imrarfs  Specification  the  Patentee  depended  for  strength  on  the 
long  metal  girders  ;  he  had  not  the  theory  of  ferro-concrete  at  all  ;  in  WiUorCs 
Specification  the  hollow  structure  shown  could  not  be  driven  ;  there  was  no 

35  reference  to  a  pile  in  either  of  those  Specifications.  Piles  might. be  dropped  in 
or  driven,  and  generally  much  driving  was  needed.  It  would  have  been  inven- 
tion in  1897  to  conceive  the  idea  that  a  ferro-concrete  pole  could  be  used  for  a 
pile.  Bordenave  showed  a  pipe  of  ferro-concrete  with  metal  rods  bound  round 
with  a  spiral.    The  pillar  shown  by  Fig.  1  of  Stempel  could  be  driven  if  it  was 

40  provided  with  a  shoe  and  a  proper  arrangement  for  driving  at  the  head,  but  it 
would  be  difficult  to  put  a  shoe  on  the  complete  pillar.  The  note  on  the  Belgian 
Patent  of  Goignet  and  Goiseau  did  not  disclose  the  Plaintiffs'  invention. 
Brannon  had  the  idea  of  making  a  sort  of  felt  of  cement  and  metal  wires — 
not  ferro-concrete.    Fig.  10  in  his  Specification  was  a  form  of  structure  which 

45 '  could  be  driven  as  a  metallic  pillar.  After  it  was  in  situ  it  was  filled  up  with 
concrete  bags,  with  the  object  of  getting  oxide  of  iron  to  make  a  sort  of  f  ermginons 
sandstone.    It  would  be  a  strong  pile,  but  expensive  and  impracticable. 

.  J.  Simnburne  said  that  the  fact  that  ferro-concrete  could  -be  used  for  driven 
piles  was  surprising.    The  difference  between  the  spiral  winding  in  the  Def en- 

50  dants'  pile  and  the  cramps  in  the  Plaintiffs'  was  merely  one  of  convenience  of 
construction ;  if  there  were  a  number  of  rods  the  natural  way  would  be  to  use  a 
spiral.  Piles  had  to  stand  lateral  or  girder  pressures  and  downward  pressures, 
as  that  of  a  building  or  of  the  driving,  which  latter  was  the  more  severe.  The 
principle  of  the  invention  was  that  ferro-concrete  could  be  used  for  piling  :  an 

SSOengineer  who  thought  it  would  work  and  proposed  to  introduce  it  to  the  public 
would  have  no  difficulty  in  designing  a  concrete  pile.  The  particular  practical 
w»y  the  Patentee  showed  was  niit^s  invention  9  it  waa  tbje  way-^in  wl^ich  he/ 
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carried  out  his  invention ;  *the  forming  of  the  pile  involved  competent 
engineering,  not  invention.  Given  a  colnmn  long  enongh  to  be  a  pile  made  of 
ferro-concrete,  if  an  engineer  knew  it  could  be  driven  or  meant  to  drive  it,  he 
woald  naturally,  without  any  invention,  put  a  nose  on  it  to  drive  it.  If  there 
were  in  1897  long  ferro-concrete  girders  they  could  not  have  been  used  as  piles,  5 
because  their  cross-section  would  be  designed  to  take  the  force  in  only  one  way. 
The  vertical  pieces  in  Brannon's  Specification,  Fig.  10,  were  probably  angle 
irons,  which  would  be  very  strong.  The  chief  object  of  that  invention  was  to 
make  fireproof  buildings.  The  modem  theory  of  ferro-concrete  was  to  have  an 
iron  frame  that  would  have  no  strength  and  would  be  quite  useless  by  itself,  10 
and  binding  that  with  concrete  so  tb^t  the  iron  and  the  concrete  each  took  the 
share  of  the  work  for  which  it  was  particularly  adapted.  Brannori's  principle 
was  quite  different ;  he  made  a  complete  self-sufficient  iron  structure  and  then 
added  the  concrete.  His  Specification  would  not  teach  the  world  that  a  ferro- 
concrete pile  could  be  made  ;  it  would  lead  people  to  ridicule  the  idea.  Stempel  15 
was  simply  making  waterproof  posts,  but  he  had  shown  a  thing  that  was  essen- 
tially ferro-concrete.  What  he  showed  in  Fig.  1,  if  sunk  by  a  water  jet,  would 
have  made  a  good  pile,  and  it  would,  in  fact,  have  withstood  percussion  if  any- 
body had  so  attempted  to  use  it.  The  Defendants  had  not  infringed  the  Plain- 
tiffs' cap.  A  ferrc-concrete  pile  was  extraordinarily  resilient.  The  prior  20 
Specifications  would  not  help  anyone  who  was  making  such  an  invention  as  the 
Plaintiffs'.  When  ferro-concrete  was  used  in  building  it  was  made  up  in  situ  ; 
girders  of  concrete  and  iron  such  as  could  be  used  as  piles  were  not  articles  of 
commerce.    A  pile  was  essentially  a  thing  to  be  driven. 

John  Thompson  (harbour  engineer  at  Dundee)  said  he  had  been  incredulous  25 
as  to  the  practicability  of  ferro-concrete  piles  until  he  saw  the  Plaintiffis'  piles 
at  Southampton,  when  he  adopted  them  with  success.  John  Dixon  (dock 
manager  and  engineer  at  the  Southampton  docks  of  the  London  and  South 
Western  Railway  Company)  and  George  Beloe  Ellis  (the  Plaintiffs'  solicitor)  also 
gave  evidence.  30 

Evidence  in  support  of  the  Defendants'  case  was  given.  O.  C.  Marks  (con- 
sulting engineer  and  patent-agent)  said  that  the  theory  as  to  ferro-concrete  and 
its  capacity  for  resisting  stresses  were  well  known  in  1897.  Except  in  driving, 
a  pile  had  not  to  resist  any  stresses  that  were  not  present  in  a  girder  ;  a  pile  was 
a  girder  on  end.  If  it  had  been  suggested  in  1896  that  one  should  use  a  f  erro-  35 
concrete  girder  and  sink  it,  any  engineer  would  appreciate  that  it  would  be  able 
to  resist  the  same  pressures  that  it  would  if  used  horizontally  as  a  girder. 
The  Defendants'  spiral  winding  was  the  best  known  method  of  resisting  the 
bursting  pressure  there  was  in  driving.  The  structures  described  in  Wilson^s 
and  StempeVs  Specifications  would  make  useful  piles.  The  idea  of  using  ferro-  40 
concrete  for  piles  was  published  by  Coignet  in  1894,  and,  given  that  idea,  there 
was  no  difficulty  in  choosing  a  number  of  different  kinds  of  ferro-concrete  and 
numbers  of  different  kinds  of  construction.  And  if  anyone,  with  that  fsogg&s- 
tion,  had  taken  Brannon^s  or  Wilson's  structure  and  constructed  it  for  use  as  a 
^e,  he  would  have  made  a  pile  substantially  the  same  as  the  Plaintiffs'.  45 
Brannon's  system  was  ferro-concrete  construction.  The  witness  would  call  it 
ferro-concrete  if  the  concrete  was  doing  any  work,  however  slight,  and  the  iron 
was  used  for  tension.  A  pile  made  in  the  form  of  Brannon^s  structure,  Fig.  10, 
could  be  driven.  His  structure  was  intended  to  be  filled  with  concrete  before 
being  placed  in  situ — that  appeared  from  the  £Etct  that  it  was  shown  with  con-  50 
Crete  on  the  outside.  The  structure,  when  in  position,  would  take  the  whole 
load,  but  could  not  be  got  into  position  without  buckling  unless  it  had  the  con- 
crete in.it.  Imray^s  Specification  told  that  it  was  not  necessary  to  have  the 
metallic  portions,  bolted  together  as  they  were  in  Brannon^s  structure.  A  pile 
must  be  capable  of  being  driven.  There  was  not  in  any  of  the  prior  Specifica-  55 
tions  any  indication  that  ferro-concrete  could  be  used  under  conditions  where  it 
was  subject  to  severe  percussion  strains.    The  iron  took  much  of  the  compresaioQ, 
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and  the  concrete  a  little  of  the  tension.  The  shoe  in  the  Defendants*  pile 
was  attached  to  the  concrete,  in  practically  the  same  way  as  in  the  Plaintiffs' ; 
in  fact,  except  that  there  were  more  rods  in  the  Defendants*  than  in  the  Plain- 
tiffs*, they  were  substantially  the  same  for  taking  the  compression  strain  ;  but 
5  in  the  Defendants*  the  whole  of  the  circumference  was  covered  by  the  metal 
bar,  which  tended  to  prevent  the  concrete  going  out ;  the  Plaintiffs*  cramps 
prevented  the  metal  going  out,  but  also  prevented  it  coming  in.  So  long  as  the 
armouring  was  put  in  the  direction  in  which  it  had  to  stand  the  strain  it  did  not 
matter  much  what  the  particular  construction  of  the  framework  was. 
10  Francis  Fox  (engineer,  of  Westminster)  said  that  a  pile  was  not  necessarily 
something  capable  of  being  driven  ;  it  might  be  forced  into  the  ground  by 
driving,  or  by  screwing,  or  by  the  water  jet :  it  might  be  defined  as  a  beam  of 
some  form  to  which  force  must  be  applied  to  get  it  down.  In  f erro-concrete 
there  was  some  chemical  action,  not  yet  understood,  between  the  iron  and  the 

15  concrete.  Brannon^a  Drawing  and  description  would  alone  be  sufficient  to 
enable  an  engineer  to  make  a  pile  that  could  be  driven ;  the  framework  would 
need  to  be  filled  up  with  concrete  before  the  driving.  Such  a  pile  would  not 
differ  materially  from  the  Plaintiffs'.  A  telegi*aph  pole  could  be  made  accord- 
ing to  Wilson^s  Specification  as  large  and  strong  as  the  Plaintiffs*  pile  ;  it  would 

20  be  properly  called  ferro-concrete.  The  abridgment  of  the  Belgian  Patent*  indi- 
cated the  use  of  ferro-concrete  for  piles.  Sir  Douglas  Fox^  the  witness's  partner, 
had  given  evidence  in  1905  that  ferro-concrete  ^-as  not  a  suitable  material  for 
driving ;  the  reason  for  the  scepticism  as  to  its  suitability  was  that  there  was 
no  experience  to  show  that  ferro-concrete  was  suitable  for  structures  intended 

25  to  last  for  very  long  periods  of  time.  It  was  common  to  use  concrete  in  bags, 
as  Brannon  did,  but  not  to  stuff  them  down  the  middle  of  a  pile. 

E.  Ooignety  one  of  the  Defendants,  said  that  a  photograph  produced  showed 
two  piles  that  were  made  abroad  ;  one  was  solid,  the  other  hollow  ;  they  were 
driven,  using  a  dolly  but  no  cap.    They  were  taken  out,  and  it  vras  found  that 

30  the  iron  rods  of  the  solid  pile  were  injured  but  those  of  the  hollow  pile  were 
not.  The  experiment  showed  that  the  tendency  to  fracture  in  the  pile  only  went 
a  short  way  down  the  pile.  The  witness  tried  the  spiral  winding  and  found 
that  it  prevented  the  bulking  out  of  the  head  of  the  pile  without  using  a  cap. 
The  Defendants,  Cowlin  &  Son^  were  doing  the  work  at  Bristol  complained  of 

35  under  licence  from  the  witness;  Defendant  Workman  was  the  witness*8 
representative  in  England  and  had  not  been  concerned  in  the  work  at  Bristol. 

The  Defendant  ff .  (7.  Workman  and  8.  8.  Sevan  (manager  to  the  Defendants 
Cowlin  A  Son)  also  gave  evidence. 
Astbury  K.C.  summed  up  the  Defendants'  case.— The  action  necessarily  fails 

40  as  against  the  Defendants  Goignet  and  Workman.  It  is  not  known  that  the 
ferro-concrete  piles  are  permanently  useful,  but  apparently  they  are.  If  there 
is  any  novelty  it  is  simply  in  the  idea,  and  one  cannot  have  a  vialid  Patent  for 
that.  Mr.  8tvinbume  admitted  that,  given  the  idea,  it  would  be  easy  to  find  out 
how  to  make  the  piles.    It  is  difficult  to  see  how  the  Plaintiffs  can  get  over 

45  Brannon.    There  cannot  be  a  valid  Patent  for  the  discovery  that  a  substance 
has  a  hidden  property,  or  for  using  it  in  a  new  way,  unless  there  is  invention  , 
in  doing  it  {Moser  v.  Mar»ien  13  R.P.C.  24).    The  Patentee  never  suggested  in 
his  Specification  that  the  length  of  the  pile  must  be  made  to  withstand  com- 
pression ;  he  thought  of  that  only  in  connection  with  such  piles  as  were  to  be 

50  driven,  and  theu  only  as  to  the  upper  part,  where  the  ftacturing  would  be 
likely  to  take  place.  If  special  construction  is  desirable,  and  if  it  is  that  special 
construction  that  involves  invention,  then  the  Defendants  do  not  take  it. 
[Patterson  v,  Qas  Light  and  Coke  Company  (L.R.  3  App.  Cas.  239,  at  pages 
244-6;  -was  referred  to.]    Brannon  described  a  thing  that  undoubtedly  is 

55  ferro-concrete.  His  structure  was  stronger  than  was  necessary,  but,  assuming 
that  he  did  not  know  if  it  would  last  and  would  drive  or  would  not,  if  his 
Drawing  came  into  the  hands  of  anyone  knowing  of  Hennebigue^s  Patent  of 


660  REPORTS  OP  PATENT,  DESIGN,        [Nov.  14, 1906. 

Mouchel  V.  CoigneU 

1892,  there  would  be  no  difficulty  in  making  a  ferro-concrete  pile.  Mr. 
Swinburne  says  it  is  not  necessary  to  have  the  Drawing — the  idea  is  sufficient. 
This  is  not  a  Patent  for  making  a  cheaper  pile,  nor  for  piles  only,  nor  for  driven 
piles  only.  It  is  for  any  article  that  can  be  used,  if  the  ground  is  suitable,  as 
a  dropped  pile ;  it  is  for  upright  standards  that  are  not  going  to  be  used  as  piles  5 
at  all ;  it  is  for  other  structures.  A  plain  'direction  how  to  make  the  thing 
is  given  as  soon  as  ferro-concrete  is  known  (Belts  v.  Menzies  10  H.L.0. 117,  at 
page  154).  If  this  Patent  is  good  it  would  be  an  infringement  to  make  Brannoh^s 
structure.  The  Patentee  does  not  suggest  that  there  is  any  particular  merit  in 
the  way  in  which  the  iron  is  put  in,  or  that  he  is  going  to  use  his  iron  for  com-  10 
pression.  He  mentions  the  suspension  rod  action  ;  the  Defendants  have  nothing 
of  the  kind.  He  does  not  limit  himself  to  water  work  ;  he  says  he  has  a  girder, 
which  he  is  not  going  to  use  as  a  girder  to  resist  horizontal  stresses  only, 
but  to  resist  vertical  pressure  plus  the  horizontal.  He  never  says  the  standards 
must  be  driven — the  Patent  will  include  things  that  are  not  intended  to  be  15 
driven.  He  speaks  of  the  piles  as  being  constructed  for  supporting  the  weight 
of  an  upper  building — ^not  for  standing  blows.  There  is  no  suggestion  of 
difficulty  in  driving  a  pile,  except  the  liability  of  the  top  to  fracture.  The 
only  thing  he  found  a  difficulty  about  the  Defendants  do  not  take.  A  post 
made  according  to  Stempely  if  it  is  to  be  used  in  a  small  place,  is  a  pile  formed  20 
of  bars  of  iron  embedded  in  beton  cross- tied  by  cramps,  so  as  to  form  a  solid 
girder.  The  Defendants  are  not  now  alleged  to  infringe  Claims  2  and  3.  One 
cannot  make  a  claim  for  the  user  of  an  article  in  a  particular  way ;  if  one 
made  a  Hennehiqvs  pile,  and  used  it  otherwise  than  as  a  pile,  it  would  be  none 
the  less  a  pile ;  the  Plaintiffs  claim  the  article.  Coignet  really  made  the  25 
discovery  in  1894.  [WARRINGTON  J. — He  thought  it  was  an  invention.] 
What  limitation  is  to  be  put  on  the  Claim  ?  [WARRINGTON  J.— Up  to  the 
date  of  this  invention  piles  were  made  of  wood  or  iron  ;  after  that  they  were 
made  of  concrete.  Concrete  piles  are  a  new  thing.]  Supposing  the  thing 
existed  before  the  Patent,  but  was  used  otherwise  than  as  a  pile;  then  the  30 
Patent  is  taken  out ;  does  one  infringe  with  that  article  when  one  places  it 
in  sitUy  or  does  one  infringe  at  all  ?  A  pile  is  a  pillar  which  can  be  used  as  a 
pile  if  wanted.  [WARRINGTON  J, — Or  which  is  intended  or  constructed  for 
the  purpose  of  being  used.]  Putting  an  old  article  to  a  new  use  is  not  sufficient ; 
and  this  is  not  a  claim  for  the  application— it  is  for  the  thing  itself.  \^Colefax  35 
referred  to  Penn  v.  Bibhy  (L.R.  2  Cb.  App.  127).]  In  that  case  the  inventor  used 
the  bearings  to  avoid  something  which  was  not  avoided  in  the  alleged  anticipa- 
tion ;  here  what  is  wanted  is  the  same  thing  that  existed  before  to  avoid  the  same 
strains.  As  to  infringement,  if,  contrary  to  the  view  that  the  conception  of  the 
use  is  the  only  thing,  there  is  any  invention  apart  from  that,  it  can  only  be  in  40 
the  construction.  This  is  not  a  master  Patent ;  the  case  is  of  the  type  of  Curtis 
V.  Piatt  (L.R.  3  C.  D.  135w),  and  the  Plaintiffs  are  limited  to  the  particular 
differentiation  of  their  construction  from  what  had  gone  before,  and  the  Defen- 
dants do  not  adopt  that  construction. 

Chraham  followed. — It  is  not  sufficient  for  the  Plaintiffs  to  say  they  have  45 
shown  that  a  well-known  structure  of  iron  and  concrete  can  be  used  for  piles, 
so  they  say  that  nobody  would  have  realised  that  concrete  would  stand  driving. 
But  they  do  not  limit  themselves  to  any  particular  size  of  piles — ^to  piles  that 
would  require  to  be  driven.  They  endeavour  to  put  aside  Brannon^s  anticipa- 
tion by  saying  that  Branrwn  had  not  sufficient  knowledge  to  think  that  his  50 
pile  could  not  be  driven.  ^  But  he  was  right.  The  wire  netting  he  put  round 
his  pile  has  nothing  to  do  with  the  merit  of  the  pile  as  a  ferro-concrete  pile, 
and  does  not  prevent  his  pile  being  an  anticipation. 

Cripps  K.C.  replied.— It  is  of  the  essence  of  the  invention  that  the  pile  is  of 
ferro-concrete,  or  what  is  called  strengthened  or  reinforced  concrete;   the  55 
compression  strain  is  intended  to  be  borne,  not  by  the  reinforcing  metal  rods, 
bat^by  the  oonorete,  which  is  both  cheaper  and  less  liable  than  metal  ioruB^w 
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decay.  The  principles  involved  are  shown  by  the  cases  of  American  Braided 
Wire  Company  v.  Thomson  (5  R.P.C.  113,  at  pages  319, 124-5)  and  Qosnell  v. 
Bishop  (5  R.P.0. 151,  at  page  158).  The  bursting  strain  dae  to  the  concussion 
in  driving  is  not  (as  the  Defendants  say)  merely  at  the  top  or  bottom  of  the 
5  pile,  but  at  any  portion  of  it,  and  it  was  the  realisation  that  this  could  be 
resisted  that  constituted  the  merit  of  the  invention  to  a  great  extent.  The 
Plaintiffs'  Claim  is  only  for  piles,  and  piles  of  a  special  character ;  it  is  for 
capacity  for  driving  if  necessary.  In  substance,  what  the  Defendants  do  with 
their  spiral  winding  is  the  same  as  the  Plaintiffs  do  by  their  cap.    If  the 

10  Defendants'  method  were  an  improvement  that  would  not  save  them  from 
infringement,  but  the  Plaintiffs'  cap  has  the  advantage  that  it  can  be  used  for 
one  pile  after  another,  instead  of  being  a  special  structure  on  each  pile.  Mr. 
Francis  Fox  said  that  he  and  Sir  Douglas  Fox  would  not  use  ferro-concrete 
jpiles,  and,  with  all  his  experience,  he  said  he  never  knew  of  their  use.    Mr. 

15  Clerk  and  Mr.  Swinburne  never  knew  of  their  use  till  at  Southampton,  where 
they  saw  the  piles  being  driven  by  the  Plaintiff  Mouchel.  As  to  the  Belgian 
note,  if  one  could  have  a  Patent  for  an  idea  this  note  might  be  an  anticipation 
of  it ;  it  did  not  disclose  any  new  manufacture  as  the  result  of  the  idea. 
There  is  some  misapprehension  as  to  Mr.  Swinburne^ s  evidence  on  the  point ; 

go  what  he  said  was  that,  for  the  note  to  be  an  anticipation,  one  must  have  an 
inventor  who  intends  to  put  the  idea  in  a  practical  form,  and  until  one  sees 
what  that  form  is  there  is  no  disclosure  that  is  of  any  advantage  to  the  public. 
As  to  Brannon^  his  is  not  a  strengthened  concrete  structure  at  all.  Strengthened 
concrete  does  not  require  trussed  framing,  such  as  Brannon^s  structure  has. 

25  It  would  be  too  costly.  The  Plaintiffs'  view  is  that  Brannon^s  structure  was 
intended  to  be  built  up,  shoe  and  all,  placed  in  sitUy  and  then  filled  up  with 
concrete,  or  with  sand  and  other  matters.  Brannon  does  not  disclose  the  fact 
that  by  strengthening  concrete  one  can  drive  it  as  piles.  The  Defendants 
sometimes  use  the  expression  ferro-concrete  as  meaning  any  combination  of 

30  iron  and  concrete.  That  is  not  so.  The  essence  of  strengthened  concrete  is 
that  the  concrete  forms  a  structure  and  is  strengthened  by  the  ironwork,  and 
the  importance  of  that  is  that  concrete  is  much  less  expensive  than  iron.  The 
Patentee  first  showed  that  it  was  practicable  to  use  concrete  where  one  had  to 
have  driving  ;  he  gave  a  new  manufacture  in  the  pile  constructed  and  shod  on 

35  his  principle,  and  the  utility  of  it  is  not  disputed. 

Judgment  was  reserved  and  was  delivered  on  the  17th  of  July  1906. 
Wabrington  J. — This  is  an  action  for  ttie  infringement  of  Letters  Patent 
No.  10,203  of  1897  for  improvements  in  piles,  quays,  and  retaining  walls  or 
structures  granted  to  the  Plaintiff  Frangois  Hennebiqv^, 

40  The  Defendants  deny  infringement,  and  they  raise  two  defences  impugning 
the  validity  of  the  Patent — viz.,  want  of  sufficient  invention,  and  want  of 
novelty.  The  Particulars  of  Breaches  allege  the  use  of  the  invention  at  Bristol. 
The  Plaintiffs  have  failed  to  prove  any  infringement  by  the  Defendants 
Coignet  and   Workmun^  and  there  must,  in  any  case,  be  judgment  for  those 

45  two  Defendants. 

The  Plaintiffs  allege  that  Hennebique^  the  Patentee,  invented  a  new  manu- 
facture— that  is  to  say,  piles  made  of  strengthened  or  fortified  or  armoured 
concrete  (to  use  three  synonymous  expressions  for  describing  the  same  thing) 
which  had  never  been  made  before,  which  are  capable  of  being  driven  with 

50  a  monkey  in  the  same  way  as  piles  of  wood  or  iron,  and  which  have  many 
advantages  over  piles  of  those  materials.  Neither  the  utility  of  the  alleged 
invention,  nor  the  fact  that  piles  made  of  strengthened  concrete  were  never 
used  in  this  country  before  the  date  of  the  Plaintiffs'  Patent  is  disputed.  The 
Defendants,  however,  say,  and  say  truly,  that  strengthened  concrete  was,  in 

55  1897,  a  well-known  material,  used  for  many  purposes  in  building,  and  that  the 
Plaintiffs'  alleged  invention  is  nothing  more  than  the  application  of  the  same 
material  to  another  purpose,  and  they  say  that  in  this  there  is  no  invention  ; 
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and,  farther,  thafc  such  application  of  strengthened  concrete  has  been  anticipated 
*by  certain  earlier  Specifications,  and  by  the  title  of  a  Belgian  Patent  of  Monsieur 
Goignet  pnblished  in  this  conntry  in  1896. 

Before  considering  the  Specification  it  is  necessary  to  understand  what  is 
meant  by  "  strengthened  concrete.'*  I  think  it  may  be  shortly  described  as  5 
concrete  strengthened  by  the  incorporation  in  it  of  rods  or  bars  of  iron  bo 
arranged  as  to  supply  the  power  of  resisting  tension  strains,  a  power  possessed 
in  a  marked  degree  by  iron,  but  hardly  at  all  by  concrete,  which,  on  the  other 
hand,  possesses  a  great  power  of  resistance  to  compression  strains. 

It  is  further  necessary  to  understand  what  is  meant  by  a  pile.    This  is  a  10 
beam  or  post  intended  to  be  placed  in  position  by  the  application  of  force. 
The  force  may  be  applied  in  more  ways  than  one,  but  by  far  the  most  common 
is  by  drivins? — that  is  to  say,  by  the  impact  of  a  heavy  weight  on  the  upper  end. 
I  find,  as  a  fact,  that  no  pile  would  be  considered  by  an  engineer  as  effective 
unless  it  be  capable  of  being  driven.    I  find  also  that  until  the  Plaintiffs'  Patent,  15 
although  strengthened  concrete  and   its   various  uses   had  been  familiar  to 
engineers  for  several  years,  no  one  had  thought  of  making  a  pile  of  that 
material,  the  reason  being  that  it  was  considered  unfit  to  bear  the  bursting 
strain  which  would  be  occasioned  in  driving,  and,  therefore,  that  a  pile  of 
strengthened  concrete  would  not  possess  one  of  the  essential  features  of  an  20 
efficient  pile — that  is  to  say,  the  capability  of  being  driven.    The  view  I  have 
just  expressed  is  founded  not  only  on  the  evidence  of  the  Plaintiffs'  witnesses, 
but  also  on  that  of  the  Defendants'  witness,  Mr.  Fox^  who  is  put  forward  as  an 
engineer  specially  skilled  in  all  matters  relating  to  the  use  of  cement  or  concrete. 
The  fact  I  have  just  mentioned  is  of  considerable  importance  in  view  of  the  25 
defence  of  want  of  sufficient  invention  to  support- the  Patent. 

I  now  come  to  the  Plaintiffs'  Specification.  The  inventor  says  in  that  document 
at  the  commencement :  "  B6ton  or  concrete  strengthened  with  iron  or  steel  has 
**  already  been  employed  in  building  construction  in  various  ways.  Thus  more 
**  particularly  in  the  formation  of  girders  and  beams  of  strengthened  beton  there  30 
"  are  obtained  many  advantages  particularly  shown  by  the  use  of  a  rational  mixture 
**  of  iron  or  steel  and  cement,  the  former  being  extremely  suitable  for  resisting  the 
"  effects  of  traction  or  tension,  and  the  latter  offering  a  considerable  resistance  to 
"  stress  or  compression.  A  capital  point  for  the  construction  of  a  practical  girder 
'*  or  beam  is  to  connect  the  bars  of  metal  forming  the  cord  of  tension  with  the  35 
"  cord  of  compression  by  means  of  suitable  stirrup  pieces,  and  in  a  former  Patent 
"  of  mine  (No.  14,530  of  1892)  I  indicated  a  certain  number  of  improvements 
"  which  I  introduced  in  these  stirrup  or  cross  pieces,  which  in  this  girder  made 
"  of  strengthened  beton  play  the  part  of  the  suspension  rods  of  the  lattice  work 
"  of  metallic  girders,  and  ensure  a  perfect  resistance  of  the  girder  to  the  severing  40 
"  action  under  a  bending  strain.  I  have  applied  these  principles  to  the  con- 
"  struction  of  piles,  sheet  piles,  and  solid  uprights  or  standards,  which,  corres- 
"  ponding  to  the  special  conditions  of  their  arrangement  or  employment  may, 
"  according  to  the  strains,  the  loads,  and  the  pressures  to  which  they  are  sub- 
'*  jected,  be  assimilated  to  girders,  whether  placed  on  two  or  more  supports  or  45 
**  embedded  at  one  end,  and  so  forth.  The  construction  of  these  piles  and  sheet 
**  piles,  their  combination,  and  the  method  of  placing  them  in  position,  as  well 
"  as  the  application  of  which  these  separate  and  combined  elements  are  capable, 
**  form  the  object  of  the  present  invention."  The  Patentee  thus  shows  that  he  is 
aware  of  the  purposes  for  which  strengthened  concrete  had  been  used  and  the  50 
principles  on  which  its  use  depended,  and  that  he  had  set  himself  to  construct 
piles  in  accordance  with  those  principles,  and  that  the  construction  of  those 
piles  was  one  of  the  objects  of  the  invention.  He  then  proceeds  to  describe  the 
pile  by  reference  to  Drawings.  It  is  nearly  square  in  section,  having  rods  of 
iron  from  end  to  end  within  each  of  the  four  corners,  united  by  cross  pieces  of  55 
iron  of  smaller  section  at  certain  intervals  in  their  length.  The  lower  part  is 
Armed  with  a  shoe  to  facilitate  driving,  f^Qcl  such  shoe  is  affixed  to  the  concrete^ 
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and  does  not  take  any  part  of  its  support  from  the  iron  with  which  the  concrete 
is  strengthened.  The  Patentee  apparently  thought  that  the  pile  would  require 
some  special  protection  against  injury  from  impact,  and  therefore  devised  a  par- 
ticular form  of  cap  for  tMs  purpose.  It  would  seem  that,  under  the  light  of 
5  subsequent  experience,  this  was  an  unnecessary  precaution.  The  Patentee  con- 
cludes the  descriptive  part  of  the  Specification  in  the  following  words : — "  The 
"  piles  and  solid  sheet  piles  of  strengthened  beton  which,  owing  to  the  arrange- 
"  ment  of  the  protective  cap  which  I  have  described,  may  be  driven  into  the 
"  ground  with  the  same  facility  as  piles  or  sheet  piles  of  wood,  have  numerous 

10  *'  advantages  over  these  latter,  as  not  only  does  the  method  of  moulding  and  of 
**  protecting  enable  any  suitable  power  of  resistance,  and  any  desired  forms  and 
"  dimensions  to  be  given  them,  but  where  it  is  a  question  of  a  dam  or  wall,  it 
"  may  be  constructed  without  interfering  with  the  navigation,  and  without  its 
"  being  necessary  to  lower  the  level  of  the  water.     Their  non-liability  to  alter 

15  "  in  air  or  water  allows  of  constructions  of  this  strengthened  beton  being  raised 
"  above  the  level  of  the  water,  when  works  executed  in  timber  cannot  bear  the 
"  alternations  of  dryness  and  humidity.  Foundations  of  this  strengthened 
**  beton,  as  regards  economy,  facility  of  execution,  maintenance,  and  repairs, 
"  advantageously  replace  foundations  on  caissons  of  compressed  afr." 

20  Then  the  material  Claims  are  as  follows  :— "  (1)  Piles  formed  of  bars  of  iron 
**  embedded  in  beton,  and  cross  tied  by  cramps  in  such  a  way  as  to  always  form 
**  a  solid  girder,  practically  constructed  for  supporting  the  weight  of  an  upper 
"  building  or  construction,  or  any  desired  lateral  horizontal  pressures,  substan- 
**  tially  as  hereinbefore  described  and  shown  in  the  accompanying  Drawings." 

25  And  then,  leaving  out  the  Claim  relating  to  sheet  piles,  with  which  we  have 
nothing  to  do,  he  goes  on  with  regard  to  the  cap  : — "  In  piles  of  the  kind 
*^  described,  a  metal  cap,  substantially  as  hereinbefore  described  and  shown  in 
"  the  accompanying  Drawings,  for  use  in  ramming,  enabling  the  head  of  the 
"  pile  or  sheet  pile  to  be  entirely  encased,  and  to  distribute  the  pressure  of  the 

30  ^*  blows  of  the  ram  uniformly  on  all  the  faces  of  said  head  by  means  of  an 
**  interposed  cushion  of  sand." 

I  am  of  opinion,  both  on  the  construction  of  the  Specification,  and  in  fact, 
that  the  Patent  is  for  a  new  manufacture,  namely,  a  pile  cai)able  of  being  driven 
and  of  a  particular  construction,  and  of  a  particular  material,  and  I  proceed  to 

35  consider  the  several  defences  on  that  footing.  The  questions  relate  to  Claim  1 
only,  the  Plaintiffs  having  failed  to  prove  any  infringement  of  Claim  3. 

First,  as  to  the  defence  of  want  of  subject-matter.  It  is  contended  that  the 
invention  consists  merely  in  the  idea  of  using  strengthened  concrete  for  piles, 
and  that  this  would  not  support  the  Patent.    This,  however,  is  not  so.    The 

40  Patent  is  for  the  pile,  and  in  the  production  of  this  there  is,  in  my  opinion, 
sufficient  invention.  I  am  not  forgetting  that  it  was  said  by  Mr.  Swinburne 
that,  given  the  conception  that  armoured  concrete  could  be  used  for  a  pile,  a 
competent  engineer  would  have  no  difficulty  in  designing  one.  This  may  well 
be  so,  and  yet  the  resulting  product  may  be  Kood  subject-matter.    It  is  the 

4tb  result  of  applying  known  methods  to  the  carrying  into  practice  of  new  ideas, 
and  I  think  for  this  there  can  undoubtedly  be  a  valid  Patent. 

Now,  as  to  the  alleged  anticipations.    The  first  is  Brannon's  Specification 

(No.  2703  of  1871).    He  describes  his  invention  on  page  3  as  follows  : — *'  My 

,    "  invention  has  reference  to  the  mode  of  forming  the  roofs,  tiles,  slabs,  or 

50  "  flagstones,  floors,  ceilings,  stairs,  doors,  walls,  and  other  parts  of  buildings  or 
"  other  structures  upon  the  principle  which  I  term  monolithic  construction  of 
"  cement,  concrete,  or  concreted  earthy  or  other  materials,  in  combination  with 
**  metallic,  fibrous,  or  lamellated  substances  with  a  view  to  render  the  said 
**  buildings  more  durable,  fireproof,  and  healthy  than  those  of  the  present 

55  *^  construction,  and  consists  in  employing  for  the  above  purposes  a  sustaining 
'^  metallic  skeleton,  or  framework,  firmly  bolted  or  bound  together,  upon  which 
**  is  stretched  open  wirework^  the  whole  so  arranged  as  to  admit  of  being 
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**♦  entirely  or  partially  enclosed  or  embedded  in  the  said  concreted  or  other 
**  materials,  composing  the  structure  or  portions  thereof,  and  thus  secure 
'^  perfect  bonding  of  the  same  into  a  solid  and  coherent  mass,  and  to  further 
^*  Id  crease  the  coherency  and  solidity  of  the  mass  and  render  the  same  capable 
**  of  resisting  transverse  and  tensile  strains  when  applied  to  floors,  roofs,  arches,  5 
"  bridges,  viaducts,  and  aqueducts,  I  intimately  commingle  with  the  concreted 
"  materials  upon  the  principle  which  I  term  stone  felting  or  litho-felting 
"  process,  and  interpose  between  successive  layers  thereof  or  between  courses 
"  or  layers  of  bricks,  tiles,  or  stones,  or  any  lamellated  material,  strands  or 
"  fabrics  of  wire  or  fibrous  substances,  and  in  the  construction  of  fortifications  10 
^^  and  retaining  walls  or  embankments,  piers,  and  other  marine  works  to  effect 
"  the  bonding  of  the  mass." 

Now,  to  pause  there  for  one  moment,  there  is  no  reference  in  that  part  of  the 
description  to  the  use  of  the  invention  for  the  purposes  of  piles.    There  is  no 
indication  in  that  part,  or,  so  far  as  I  can  find  in  any  other  part  of  the  Specifica-  15 
tion,  of  the  patentee's  familiarity  with  strengthened  concrete.    What  he  is 
referring  to  is  a  sustained  metallic  skeleton,  or  framework,  firmly  bolted  or 
bound  together,  and  then  capable  of  being  enclosed  or  embedded  in  concrete. 
The  only  reference  to  a  pile  is  in  the  reference  on  page  5  to  Fig.  10  in  the 
Drawings.    "  Fig.  10*  shows  a  mode  of  forming  or  constructing  pillars  or  piles  20 
'*  with  trussed  framing  and  wirework  both  enclosing  and  incorporated  with 
**  heavily  rammed  concrete,  the  lower  section  showing  the  arrangement  for 
"  marine  piling,  by  bolting  the  stanchion  framing  to  a  shoe."    Fig.  10  shows  a 
pile  of  iron  framing,  filled  in  and  coated  with  cement,  and  with  a  shoe  forming 
part  of  the  iron  structure.    The  iron  framework  is  a  structure  in  itself,  that  is  25 
to  say  it  is,  as  he  describes  on  page  3,  firmly  bolted  or  bound  together. 

In  my  opinion  on  the  evidence  before  me,  this  is  not  a  pile  of  strengthened 
concrete  at  all.  I  think  Mr.  Dugald  Olerk  put  the  point  most  clearly.  He 
said  this — "  He,"  that  is  BrannoHy  "  does  not  show  anything  that  would  be 
•*  <*alled  now-a-days  an  armoured  concrete  pile.  The  armoured  concrete  pile  30 
'^  is  a  loose  metallic  structure  depending  on  the  concrete  and  iron,  not  a  rigid 
"  structure.  The  real  cause  of  the  success  of  armoured  concrete  is  that  it  does 
**  away  with  all  rivetted  and  ironwork  joints,  and  ironwork  generally,  and  for 
"  a  few  pounds  you  can  put  up  iron  and  steel  enough  without  any  rivetting 
"  whatever,"  and  I  accept  his  view.  I  think  Fig.  10  of  Brannon  was  no  35 
anticipation. 

The  other  Specifications  relied  upon  are  all  for  various  applications  of  iron 
and  concrete,  but  none  of  them  in  my  opinion  suggests  a  pile  capable  of  being 
driven  with  a  monkey. 

There  remains  the  note  of  the  Belgian  Patent  by  Monsieur  Coignet  published  40 
in  1896.    That  note  is  in  these  terms.    It  is  merely  a  reference  to  a  title  of  a 
Patent,  which  had  been  taken  out  in  the  year  1894,  and  it  is  described  as  an 
importation  from  abroad,  for  piles  and  sheet  piles  in  cement  with  a  metallic 
skeleton,  and  then  what  appear  to  be,  I  suppose,  the  first  words  of  the  Specifica-    . 
tion  are  set  out :  '^  The  invention  has  as  its  object  a  new  system  of  piles  and  45 
^'  sheet  piles  of  a  special  construction  of  such  a  nature  as  to  render  them  not 
"  subject  to  the  attacks  of  teredos  in  submarine  works,  and  in  general  not  subject 
'*  to  the  attacks  of  all  those  agents  of  destruction  which  are  found  in  freshwater, 
**  while  still  giving  them  the  same  qualities  of  resistance  to  compression  and    - 
*'  flexion  as  those  of  piles  and  sheet  pilea  of  wood."    This  teUs  you  that  50 
someone  had  taken  out  a  Patent  for  a  pile  of  cement  with  a  metallic  skeleton, 
but  there  is  no  information  as  to  the  mode  of  construction.    For  all  that 
appears  the  description,  when  read,  might   have  involved    an    engineering 
failure. 


Shown  anf«,  pag»  655. 


Vol.  XXIII.,  No.  30.]      AND  TRADE  MARK  CASES.  665 

Mouchel  V.  Coignet. 

I  find,  therefore,  that  there  has  been  no  anticipation  either  by  the  several 
Specifications  which  have  been  referred  to,  or  by  the  title  of  GoigneVa  Patent. 

The  Patent  being  valid,  have  the   Plaintiflfs  proved  infringement?     The 
Defendants,  William  Cowlin  A  SoUy  have  unquestionably  used  at  Bristol  piles 
5  constructed  of  strengthened  concrete.    These  piles  were  provided  with  a  shoe, 
and  the  attachments  of  the  shoe  were  incorporated  in  the  concrete,  and  not 
bolted  or  fixed  to  any  part  of  the  iron.     On  the  other  hand,  they  were  cylin- 
drical in  shape,  and  not  square  like  the  Plaintiffs*,  and  had  incorporated  in 
them  a  larger  number  of  rodB  than  those  in  the  Plaintiflb'  piles,  namely,  twelve 
10  instead  of  four,  and  such  rods  were  connected,  not,  as  in  the  Plaintiffs'  pile,  by 
cross  pieces  of  iron  at  intervals  in  their  length,  but  by  wire  running  con- 
tinuously in  a  spiral  coil  from  one  end  of  the  pile  to  the  other,  the  lines  of  the 
spiral  approaching  more  nearly  to  each  other  as  the  head  of  the  pile  was  reached. 
I  find  on  the  evidence  that  there  is  no  substantial  distinction  between  the  two 
15  piles  arising  from  any  of  the  matters  I  have  mentioned,  or  in  any  other  respect. 
The  Defendants'  pile  is  therefore,  in  my  judgment,  an  infringement  of  the 
Plaintiffs'  Patent. 

There  must  therefore  be  an  injunction  with  damages,  or  an  account  of  profits, 
against  the  Defendants,  Gowlin  A  Son,  so  far  as  regards  Claim  1,  and  they  must 
20  P^y  ^^^  Plaintiffs'  costs,  except  so  far  as  those  cost  s  relate  to  the  alleged  infringe- 
ment of  Claim  3.  The  costs  relating  to  that  issue  must  be  paid  by  the  Plaintiffs 
with  a  set-off.  As  regards  Coignet  and  Workman^  the  action  must  be  dismissed 
against  them  with  costs,  so  far  as  they  have  incurred  any  costs  separate  from  the 
Defendants,  Gowlin  A  Son. 

25       Delivery  up  was  ordered  and  an  inquiry  as  to  damages  was  directed,  the 

costs  thereof  being  reserved.    A  Certificate  was  given  that  the  Particulars  of 

Breaches  were  proved  so  far  as  infringement  of  the  first  Claim  was  concerned, 

and  a  Certificate  was  given  that  the  validity  of  the  Patent  came  in  question. 

OraJiam  applied  for  a  stay  of  the  injunction  until  the  appeal  was  heard  if  the 

30  Defendants  gave  notice  within  a  week. 

Warrington  J,  refused  to  stay  generally,  but  suspended  the  injunction  as 
regards  the  works  at  Bristol  mentioned  in  the  Particulars  of  Breaches. 

The  draft   Minutes  of  Judgment  contained  (inter  alia)  the  following : — 
•*  And  it  is  ordered  that  the  Defendants  William  Gowlin  A  Son  deliver  up  on 
35  **  oath  on  demand  to  the  Plaintiffs  all  piles  in  their  possession,  custody,  or 
"  power  made  in  infringement  of  the  said  Letters  Patent." 

The  Defendants  William  Gowlin  A  S'on moved  that  the  Minutes  might  be  varied 

or  altered  in  the  respects  following,  viz. : — that  after  the  above  words  **  Letters 

**  Patent"  the  following  words  might  be  added  : — ^''except  such  as  have  been 

40  *<  or  shall  be  used  at  the  works  of  the  Defendants  William  Gowlin  A  Son  at 

"  Bristol  now  being  carried  on  there." 

The  Motion  came  before  Mr.  Justice  WARRINGTON  on  the  3rd  of  August  1906. 
After  some  discussion  between  Asibury  K.C.,  who  appeared  for  the  Defen- 
dants, and  Grippe  K.C.,  who  appeared  for  the  Plaintiffs,  it  was  agreed  that  an 
45  Order  should  be  made  in  the  following  terms : — "  The  Defendants  William 
"  Gowlin  &  Son  undertaking  to  keep  an  account  of  all  piles  driven  after  the 
**  date  of  judgment  until  the  appeal  is  disposed  of,  Order  in  terms  of  notice 
^'  of  Motion  ;  costs  costs  in  the  action." 
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In  the  High  Court  op  Justice.— Chanobrt  Division. 

Be/ore  Mr.  Justice  Warrington. 

May  16th,  17th,  18th,  2lBt,  22nd,  23rd,  24th,  25th,  and  28th,  1906. 

Consolidated  Pneumatic  Tool  Company  Ld.  v.  Clark. 

Same  v.  Sir  W.  G.  Armstrong,  Whitworth  &  Co.  Ld. 

Same  v.  Ingersoll  Sergeant  Drill  Company. 


Patent. — Actions  for  infringement  of  two  Patents. — Construction. — Novelty. — 
Subfect-matter. — One  Patent  held  invalid ;  the  othe7^  Patent  hdd  not  infringed. — 
Actions  dismissed. — Costs  on  higher  scale  and  of  three  Counsel. 

In  1895  a  Portent  was  granted  to  B.  for  "  Improvements  in  pneumatic  and  10 
*^  similar  hand  tooW^    Claims  42  and  48y  which  were  alleged  to  have  been 
infringed^  related  to  the  handle  of  the  hammer  and  means  for  controlling  the 
admission  of  pressure  to  the  tool  through  the  handle.    Claim  15  related  partly 
to  a  constantly  open  port  or  passage  forming  a  communication  between  the 
valve  chamber  and  the  rear  end  of  the  piston  chamber.    In  1896  another  Patent  15 
was  granted  to  B.  for  ^''Improvements  in  pneumatic  hammers  and  valw 
'<  mechanism  therefor.^^    TTie  alleged  improvements  consisted  partly  in  employing 
a  cylindrical  shell  valve^  with  differentia}  areas^  placed  near  the  rear  end  of 
the  piston  chamber  so  that  the  piston  passed  through  the  valve.    Claims  13  and 
14  were  alleged  to  have  been  infringed.    Claim  13  related  partly  to  a  live  air  20 
passage  leading  directly  from  the  source  of  supply  to  the  piston  chamber  through 
the  wall  of  the  latter  and  independently  of  the  piston^  and  Claim  14  related 
partly  to  the  provision  in  the  piston  of  a  circumferential  groove^  by  means  of 
which  the  live  air  passage  was  placed  in  communication  with  a  passage  leading 
from  the  piston  chamber  to  the  larger  area  of  tlie  valve.    Claim  7  relatedpartly  85 
to  an  auxiliary  passagcy  opened  by  the  movement  of  the  valve^  to  admit  an 
additional  supply  of  motive  fluid  to  the  larger  area  of  the  valve.    Three  actions 
were  brought  for  infringement — in  the  first  two  actionSy  of  both  PcUentSy  andy 
in  the  third  actiony  of  the  second  Patent  only.    The  hammers  alleged  in  the  first 
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tipo  actio7i3  to  infringe  the  1^95  Patent  were  substantially  the  same.  The 
allegation  of  infringement  of  the  1896  Patent  was  abandoned  during  the 
trial. 

Held,  as  to  the  1896  Patent,  that  it  wa^  not  limited  to  a  hand  pnetimatic 
5  hammevy  but  extended  to  any  pneumatic  hammer  to  which  the  combination 
therein  described  was  applicable;  that  the  Claims  were  for  subordinate 
integers;  that  Cluim^  13  and  14  failed  for  want  of  subject-matter  and  because 
they  had  been  anticipated ;  and  thai  Claim  7  also  Juid  been  anticipated :  andy 
as  to  the  1895  Patent,  that  Claims  42  and  43  had  not  been  infringed  and  were 
10  bad  by  reason  of  anticipation  and  want  of  subject-matter ;  and  that  it  was 
doubtful  if  Claim  15  had  been  anticipated.  All  the  actions  were  dismissed^ 
tvith  costs  on  the  higher  scale,  and  the  costs  of  three  Counsel  were  allowed. 

On  the  16th  of  April  1895  Letters  Patent  (No.  7672»  of  1895)  were  granted  to 
Joseph  Boyer  for  "  Improvements  in  pneamatic  and  similar  hand  tools." 

15  The  Complete  Specification,  as  amended  in  1898  and  so  far  as  material  for 
this  Report,  was  as  follows  : — "  My  invention  relates  to  that  class  of  tools  in 
'*  which  compressed  air  or  other  pressure  medium  acts  upon  a  reciprocating 
"  piston  to  cause  it  to  deliver  rapid  blows  to  the  cutting  tool  movably  held 
"  within  one  end  of  the  casing  or  holder.     It  has  for  its  object  the  production 

20  ^^  of  a  tool  of  this  character  which  shall  be  of  simple,  compact  and  economical 
'*  construction,  of  high  efficiency  in  operation,  of  the  greatest  possible  strength 
'^  and  durability  proportional  to  the  size  and  weight  of  its  constituent  parts, 
"  and  in  which  the  shocks  and  jars  occasioned  by  the  reciprocation  of  the 
^*-  piston  and  its  action  upon  the  tool  shall  be  reduced  to  the  minimum.    Its 

25  "  novelty  consists  in  certain  new  constructions  and  arrangements,  and  com- 
"  binations  and  modes  of  operation,  which  will  be  hereinafter  more  fully 
"  explained  and  particularly  pointed  out  in  the  claims.  My  new  tool  embodies 
^^  as  constituent  elements  a  casing  or  holder  containing  a  chamber  in  which  the 
^^  piston  is  confined  and  moves ;  a  tool  having  its  shank  or  stock  fitted  in  a 

30  **  bore  in  one  end  of  the  casing  and  projecting  into  position  therein  to  directly 
"  or  indirectly  receive  a  blow  from  the  piston  at  one  end  of  the  stroke  of  the 
*^  latter,  and  an  automatic  valve  mechanism  controlling  the  admission  and 
^*  exhaust  of  pressure  to  and  from  the  cylinder  or  piston-chamber.  In  these 
^^  general  features  my  new  tool  resembles  that  heretofore  patented  to  me  by 

35  "  Letters  Patent  of  the  United  States  No.  277,448,  dated  May  15th,  1883,  and 
"  in  some  respects  my  present  invention  consists  in  improvements  upon  and 
*'*'  modifications  of  said  prior  device,  while  in  others  it  is  a  departure  therefrom 
'^  and  embodies  entirely  new  constructions,  arrangements  and  modes  of 
"  operation.    Like  my  prior    lool    my  present    one    has  a  grasping  handle 

40  **  secured  to  the  end  of  the  casing  at  which  the  valve  mechanism  is  located 
"  and  provided  with  means  within  the  grasp  of  the  operator  for  controlling 
^*  the  admission  of  pressure  to  the  tool ;  while  at  the  opposite  end  of  the 
'<  casing  the  tool  stock  is  fitted  to  reciprocate  in  the  bore  of  the  casing  and  is 
**  adapted  to  be  held  and  directed  in  its  work  by  one  hand  of  the  operator  while 

45  *'  with  the  other  he  grasps  the  handle  of  the  tool  and  admits  and  cuts  off  the 
"  pressure  as  necessary.  The  means  for  controlling  the  pressure  supply  in  my 
*'*'  present  tool  differs,  however,  from  that  of  my  prior  one  and  embodies 
"  elements  of  novelty  which  constitute  certain  features  of  my  present  invention, 
'^  as  hereinafter  set  forth  ;  as  likewise  does  the  means  for  securing  the  handle 

50  *'  to  the  casing  of  the  tool.  In  my  prior  device  the  piston,  which  operates 
"  as  a  hammer  or  striker  for  actuating  the  tool,  was  moved  in  both  directions 
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^  in  its  chamber  or  cylinder  by  the  action  of  the  compressed  air,  the  latter 
**'  being  alternately  admitted  to  and  exhausted  from  the  opposite  ends  of  the 
"  cylinder.    In  my  present  tool  the  pressure  supply  is  intermittently  admitted 
"  to  and  exhausted  from  but  one  end  of  the  piston  chamber,  to  drive  the  piston 
"  forward  to  deliver  its  blow,  whilst  a  constant  pressure  at  the  other  end  of  the  5 
"  piston — preferably  the  mechanical  pressure  of  a  coiled  spring  confined  within 
"  the  front  end  of  the  piston-chamber— is  employed  to  return  the  piston  to 
"  initial  position.    The  automatic  valve  mechanism  operates  to  first  admit 
"  pressure  to  the  rear  end  of  the  cylinder,  behind  the  piston,  to  drive  it 
"  forward  and  deliver  a  blow  to  the  tool,  and  to  then  cut  off  the  pressure  jq 
**  supply  and  open  the  exhaust  from  said  end  of  the  cylinder,  to  permit  the 
"  spring  to  throw  the  piston  back  to  initial  position.     In  my  prior  tool  the 
^'  automatic  valve  was  operated  by  a  mechanics!  connection  with  the  piston. 
"  In  my  present  one  it  is  operated  by  pressure  admitted  to  its  opposite  sides. 
"  I  am  aware  that  it  is  common  in  this  art  to  operate  the  valve  by  such  means  J5 
"  but  heretofore  in  tools  with  which  I  have  been  familiar  the  pressure  has  been 
"  alternately  admitted  to  the  opposite  sides  of  the  valve  and  exhausted  therefrom. 
"  In  the  valve  mechanism  which  I  employ  the  pressure  medium  is  constantly 
"  admitted  at  full  pressure  to  one  side  of  the  valve,  acting  upon  a  given  area 
"  of  the  valve  to  constantly  press  it  in  one  direction,  and  is  intermittently  20 
"  admitted  to  the  opposite  side  of  the  valve  and  permitted  to  act  upon  a  greater 
"  area  thereof,  to  overcome  the  opposing  pressure  and  move  the  valve  in  the 
"  opposite  direction,  this  intermittent  admission  of  pressure  to  the  valve  and 
•*  its  exhaust  therefrom  being  controlled  by  the  movement  of  the  piston  in  the 
"  cylinder.     In  my  prior  tool  the  valve-chamber  and  valve  are  arranged  parallel  25 
"  with  the  cylinder  and  piston,  while  in  my  present  one  they  are  arranged 
"  transversely  across  the  rear  end  of  the  cylinder,  between  it  and  the  grasping 
'•  handle  of  the  tool. 

**  Having  now  described  the  general  character  of  my  new  tool  I  will  proceed 
'^  to  explain  and    set  forth    my  invention    in    connection  with    a    detailed  3Q 
^'  description  of  the  mechanical  embodiment  of  it  shown  in  the  accompanying 
"  drawings,  in  which 

'*  Figure  1  is  a  vertical  longitudinal  section  of  the  complete  tool ;  Figure  2 
"  a  horizontal  section  through  the  handle  of  the  same,  upon  the  line  2 — 2  of 
"  Figure  1 ;  Figure  3  a  sectional  detail  on  the  line  3 — 3  of  Figure  1 ;  Figure  4  35 
"  a  rear  elevation  of  the  block  containing  the  valve  chamber  and  valve,  and 
^'  Figure  5  a  front  elevation  of  the  same  ;  Figure  6  an  enlarged  vertical  section 
"  of  the  valve-chamber  and  valve,  showing  the  latter  in  position  to  admit 
"  pressure  to  the  rear  end  of  the  cylinder ;  Figure  7  a  corresponding  view 
**  with  the  valve  moved  to  position  to  cut  off  the  pressure  supply  from  the  40 
"  cylinder  ....  The  same  letters  of  reference  are  used  to  indicate 
^  identical  parts  in  all  the  figures. 

**  The  casing  or  holder  of  the  tool,  containing  the  piston-chamber  and  piston, 
"  consists  of  the  cylinder  16  having  an  open  rear  end  and  a  tapering  front  end, 
*•  into  a  bore  in  which  latter  is  fitted  a  bushing  19  within  which  snugly  fits  and  45 
**  reciprocates  the  stock  of  the  tool  18.    The  tool  is  free  to  be  with(&awn  from 
**  the  holder,  and  when  in  use  will  be  held  by  the  hand  of  the  operator  at  the 
"  front  end  of  the  casing  16.    Fitted  within  the  cylindrical  chamber  in  the 
'*  casing  16  is  the  piston  17  having  in  this  instance  a  tapered  front  end,  forming 
"  a  shoulder  at  the  base  of  the  tapered  portion,  against  which  shoulder  rests  50 
"  the  rear  end  of  a  coiled  spring  21  fitting  within  the  chamber  and  surrounding 
"  the  tapered  fi'ont  end  of  the  piston,  and  also  surrounding  at  its  front  end 
"  the  portion  of  the  bushing  19  which  projects  into  the  chamber,  and  having 
"  its  bearing  against  the  front  end  of  the  said  chamber.    When  the  piston 
"  is  given  a  full  forward  stroke  its  tapered  front  end  will  contact  with  the  55 
^*  inner  end  of  the  tool  stock  and  give  the  latter  a  sharp  blow,  and  when  the 
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"  pressure  which  has  driven  the  piston  forward  is  released  the  spring  21  will 
"  throw  the  piston  back  to  its  initial  or  rearward  position.  A  hole  22  in  the 
"  casing  16  in  front  of  the  piston  affords  egress  and  ingress  for  the  air  in  the 
"  front  end  of  the  chamber  at  snch  movements  of  the  piston. 
5  **  In  assembling  the  parts  the  bushing  19  is  inserted  through  the  piston- 
*^  chamber,  from  the  rear  end  of  the  latter,  and  its  reduced  front  end  is  driven 
**  tightly  into  the  bore  20  in  the  front  end  of  the  casing  16,  with  its  shoulder 
"  abutting  against  the  front  end  of  the  piston-chamber.  The  tool  stock  18  in 
"  this  instance  is  shown  as  polygonal  in  cross-section,  and  the  opening  in  the 
10  **  bushing  of  corresponding  shape,  to  prevent  the  tool  from  turning,  but  this  is 
"  not  essential  and  the  tool-stock  and  bore  may  be  round  and  the  tool  be  left 
**  free  to  turn.  The  provision  of  the  bushing  19  furnishes  a  longer  guide- 
"  way  and  support  for  the  tool  stock  than  could  be  conveniently  done  if  the 
"  latter  were  simply  fitted  in  the  bore  in  the  front  end  of  the  casing  16,  and 
15  ^'  enables  the  inner  end  of  the  tool  to  be  extended  into  the  piston-chamber 
•*  within  reach  of  the  piston  while  affording  a  support  and  guide  for  it  within 
"  said  chamber. 

"  Secured  upon  the  rear  end  of  the  casing  16,  by  means  hereafter  described, 

"  is  a  valve  block  23,  in  this  instance  of  the  shape  in  cross-section  shown  in 

20  "  Figure  3,  and  having  a  cylindrical  valve-chamber  34  extending  vertically 

"  through  it  and  closed  at  its  upper  and  lower  ends  by  plugs  35  and  36,  Figures 

**  6  and  7.    Fitted  within  the  valve-chamber  is  a  reciprocating  piston  valve  39" 

"  composed  of  a  middle  waist  portion  closed  at  its  upper  end  by  a  diaphragm 

"  and  forming  a  cylindrical  chamber  57  in  the  middle  of  the  valve,  and  two 

25  "  opposite  flanged  portions  snugly  fitting  the  sides  of  the  chamber.     The  rear 

**  wall  of  the  chamber  is  provided  with  an  inlet  port  37  communicating  with 

^^  the  pressure  supply,  in  this  instance  with  a  duct  53  in  the  handle  of  the  tool, 

**  heretofore  described,  and  with  an  exhaust  port  40  opening  into  a  duct  41  com- 

"  municating  with  the  atmosphere.    The  from  wall  of  the  chamber  is  provided 

30  **  with  a  port  38  opening  into  the  rear  end  of  the  cylinder  behind  the  piston. 

"  These  ports  open  at  their  inner  ends  in  circumferential  grooves  in  the  wall  of 

**  the  valve-chamber,  to  equalize  the  pressure  around  the  valve  as  usual.     The 

**  port  38  remains  open  under  all  conditions  of  the  valve  39.     When  the  valve 

^'  is  in  the  position  shofvn  in  Figure  6  the  inlet  port  37  is  open  and  the  exhaust 

35  "  port  40  closed,  so  that  pressure  will  be  admitted  to  the  cylinder  through  the 

**  ports  37  and  38  and  the  piston  be  driven  forward  to  deliver  a  blow  to  the  tool. 

"  When  the  valve  is  then  moved  forward  to  the  position  shown  in  Figure  7,  by 

'^  the  means  hereafter  described,  the  inlet  port  37  will  be  closed  and  the  exhaust 

**  port  40  opened,  so  that  the  pressure  within  the  cylinder  will  escape  through 

40  **  the  ports  38  and  40  and  permit  the  spring  21  to  throw  the  piston  backward  to 

^  initial  ^ition. 

"  The  novel  means  for  operating  the  valve  39,  to  first  admit  pressure  to  the 

"  cylinder  through  the  ports  37  and  38  and  then  exhaust  it  therefrom  through 

**  the  ports  38  and  40,  may  be  next  explained.     The  plug  36  which  closes  the 

45  "  lower  end  of  the  valve-chamber  is  provided  with  a  central  vertical  extension 

"  56  whose  cylindrical  upper  end  fits  snugly  within  the  waist  of  the  valve,  the 

**  latter  sliding  upon  this  extension  56  as  the  valve  is  moved  in  opposite  direc- 

"  tions.     The  extension  56  of  the  plug  36  is  provided  with  a  vertical  duct  58 

**  opening  at  its  upper  end  into  the  chamber  57  within  the  waist  of  the  valve 

50  **  and  at  its  lower  end  into  a  transverse  duct  in  the  plug  communicating  at  its 

"  rear  end  with  a  port  51  in  the  rear  wall  of  the  valve-chamber,  which  port  51 

^  communicates  through  a  horizontal  and  vertical  duct  52  with  the  pressure 

**  supply,  to  wit,  with  the  duct  53  in  the  handle  before  referred  to.     This 

"  passage  from  the  chamber  57  within  the  valve  to  the  pressure  supply  is  always 

55  ^'  open,  so  that  pressure  is  constantly  admitted  to  the  underside  of  the  diaphragm 

^'  forming  the  top  of  the  chamber  57,  and  tends  to  hold  the  valve  in  and  return 
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"it  to  its  upper  poBition  shown  in  Figure  6.     The  pressure  tending  to  hold  the 
•*  valve  in  such  position  is  intermittently  overcome  and  the  valve  moved  to  the 
V  position  shown  in  Figure  7  by  admitting  pressure  to  the  upper  side  of  the 
"  valve  and  permitting  it  to  act  upon  a  larger  area  of  the  valve  than  the  dia- 
^^  phragm  referred  to  upon  which  the  pressure  beneath  the  valve  acts.     To  this  5 
"  end  the  plug  35  which  closes  the  upper  end  of  the  valve-chamber  is  provided 
"  with  a  duct  45  opening  at  its  lower  end  into  the  space  above  the  valve  39  and 
"  communicating  at  its  upper  end  through  the  port  44  in  the  front  wall  of  the 
*'  valve-chamber  with  a  duct  42  extending  longitudinally  through  the  wall  of 
*'  the  casing  16  and  opening  at  the  point  43  into  the  chamber  containing  the    10 
'^  piston.    When  the  piston  is  in  initial  position,  at  the  rear  end  of  the  cylinder, 
^.*  it  closes  the  end  43  of  the  duct  42,  so  that  no  pressure  is  admitted  to  the- 
"  upper  side  of  the  valve,  but  when  the  piston  is  thrown  forward  by  the  admis-* 
^^  sion  of  pressure  to  the  rear  end  of  the  cylinder  the  end  of  the  duct  at  43  will 
^^  be  uncovered  as  the  piston  reaches  the  forward  end  of  its  stroke,  and  the   15 
"  pressure  within  the  cylinder  will  be  admitted  through  the  duct  42,  port  44- 
*^  and  duct  45  to  the  upper  side  of  the  valve,  and  there  acting  not  only  upon  the^ 
<<  upper  side  of  the  diaphragm  in  the  waist  of  the  valve  but  also  upon  the 
*|  annular  portion  of  the  valve  surrounding  the  diaphragm  it  overcomes  the 
^^  pressure  beneath  the  valve  and  forces  the  latter  downward  to  the  position  20 
^^  shown  in  Figure  7,  thereby  closing  the  inlet  port  37  and  opening  the  exhaust 
"  port  40  and  permitting  the  pressure  to  escape  from  the  cylinder  and  the  spring- 
^'  21  to  throw  the  piston  back  to  initial  position. 

,  **  For  the  purpose  of  preventing  the  pressure  from  escaping  from  the  upper 
"  aide  of  the  valve,  when  the  exhaust  port  40  is  opened  and  the  pressure  per-  25 
"  mitted  to  escape  from  the  cylinder,  there  is  provided  a  check-valve  at  some 
^^  point  in  the  passage  between  the  upper  side  of  the  valve  39  and  the  cylinder ; 
'^  in  the  present  instance  the  check-valve  is  located  at  the  lower  end  of  the  duct 
^^  45  in  the  plug  35.  The  valve  shown  in  the  drawings  consists  of  a  thin 
^^  circular  plate  or  disc  46  fitting  loosely  over  a  depending  central  stem  47  of  the  .'iO 
"  plug  35  and  yieldingly  held  in  place,  to  close  the  lower  end  of  the  duct  45,  by 
*'  a  spring  or  springs  48  secured  to  the  stem  47  beneath  the  disc.  When  the 
*'  passage  42  communicating  with  the  cylinder  is  opened  by  the  piston  at  the 
^  end  of  its  forward  stroke  and  the  pressure  from  the  cylinder  admitted  through 
<*  said  passage  and  the  duct  45  the  disc  46  will  readily  yield  thereto  and  permit  35 
**  the  pressure  to  pass  into  the  space  beneath  it  and  act  upon  the  upper  side  of 
'*  the  valve  39.  When  the  pressure  is  exhausted  from  the  cylinder  by  the 
"  opei\ing  of  the  exhaust  port  40  the  pressure  within  the  valve-chamber, 
*'  beneath  the  check-valve,  will  force  the  disc  46  tightly  against  its  seat  and 
•J  close  the  lower  end  of  the  duct  45  and  prevent  escape  of  such  pressure.  For  40 
*^  the  purpose  of  releasing  this  pressure  when  the  piston  has  been  returned  to 
*.*  initial  position,  and  thereby  permitting  the  constant  pressure  upon  the  under 
^'  side  of  the  valve  to  lift  it  and  again  admit  pressure  to  the  cylinder  to  throw 
'*  the  piston  forward,  the  wall  of  the  casing  16  is  provided  with  a  second  longi- 
'^  tudinal  duct  49  opening  at  its  front  end  into  the  cylinder  at  a  point  in  front  45 
'*  of  the  piston  when  the  latter  is  in  initial  position,  and  communicating  at  its 
*,'  rear  end  through  a  port  50  with  the  space  at  the  upper  side  of  the  valve  39 
^'  beneath  the  check-valve.  As  the  spring  throws  the  piston  rearward  to  initial 
%  <<  position  the  front  end  of  the  duct  49  will  be  uncovered  and  the  pressure  at 
^'  the  upper  side  of  the  valve  will  escape  through  the  port  50  and  the  duct  49  50 
**  into  the  cylinder,  whereupon  the  pressure  at  the  under  side  of  the  valve  will 
^^  immediately  lift  the  valve  and  close  the  port  40  and  open  the  port  37,  causing 
^'  the  piston  to  be  thrown  forward  to  deliver  another  blow  and  the  operation 
**  above  described  to  be  repeated. 

.  *^  I  am  aware  that  reciprocating  valves  have  been  operated   by  constant  55. 
^l  pressujce  at  one  side  of  them. and  intermittent  pressure  at  the .  opposite  .sidei 
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'*  and  that  the  admisBion  and  exhanst  of  such  intermittent  pressure  have  been 
''  controlled  by  the  piston,  but  so  far  as  I  am  aware  I  am  the  first  in  the  art  to. 
"  employ  a  check- valve  of  any  sort  arranged  in  any  manner  in  the  passage  con- 
"  trolled  by  the  piston  for  intermittently  admitting  pressure  to  the  valve,  and. 
5  "  my  invention  in  this  respect  is  of  corresponding  scope. 

**  A  duct  59  connects  the  space  at  the  inner  side  of  the  valve,  around  the 

"  central  vertical  extension  56  of  the  plug  36,  with  the  exhaust  duct  41.     This. 

**  duct  59  is  always  open  and  furnishes  a  means  of  ingress  and  egress  for  the  air 

"  as  the  valve  39  moves  up  and  down  upon  the  central  extension  of  the 

10  **  plug  36. 

"  The  inner  ends  of  the  plugs  or  blocks  35,  36,  which  form  the  opposite  ends 
"  of  the  valve  chamber,  are  cut  away  or  made  of  reduced  diameter  to  form. 
"  annular  seats  for  the  flanged  ends  of  the  valve,  the  exhaust  ports  50  and  59, 
"  opening  into  these  seats.    As  the  valve  approaches  the  end  of  its  stroke  in 

15  *^  either  direction  its  flanged  end  cuts  off  the  escape  of  air  in  front  of  it  as  soon. 

**  as  such  flanged  end  enters  the  annular  seat  above  referred  to,  so  that  there  is. 

"  a  body  of  air  then  confined  in  front  of  the  valve  to  cushion  it  and  relieve  it  of. 

"  any  shock  or  jar. 

"Prom   the   foregoing  description   the  following  operation  of    the  valve 

20  "  mechanism  and  piston  will  be  understood,  starting  with  the  parts  in  the, 
*'  position  shown  in  Figures  1  and  6.  When  the  throttle  valve,  hereafter 
"  described,  controlling  the  pressure  supply  in  the  duct  53,  is  opened  the. 
"  pressure  passes  through  the  ports  37  and  38  into  the  rear  end  of  the  cylinder. 
"  and  drives  the  piston  forward  and  causes  it  to  deliver  a  blow  to  the  tool,  the, 

25  **  coiled  spring  21  being  compressed  by  such  forward  movement  of  the  piston 
"  and  the  air  in  front  of  the  piston  escaping  through  the  opening  22*  As  the. 
**  piston  reaches  the  forward  limit  of  its  stroke  its  rear  end  passes  in  front  of, 
"  the  open  end  43  of  the  duct  42  and  uncovers  the  same,  whereupon  pressure. 
"  passes  from  the  cylinder  through  said  duct  and  the  passages  44  and  45  and. 

30  **  check-valve  46  into  the  space  above  the  valve  39  and  forces  the  latter. 
"  downward  against  the  pressure  upon  its  under  side,  to  the  position  shown  in. 
**  Figure  7,  thereby  closing  the  port  37  and  opening  the  exhaust  port  40,  where-. 
<*  upon  the  pressure  within  the  cylinder  escapes  through  the  ports  38  and  40. 
"  and  permits  the  spring  to  reset  the  piston.    As  the  latter  reaches  initial 

35  "  position  it  uncovers  the  end  of  the  duct  49  and  permits  the  escape  of  the. 
**  pressure  in  the  space  above  the  valve  through  the  exhaust  port  50  and. 
"  passage  49,  whereupon  the  constant  pressure  upon  the  under  side  of  the  valvti 
"  lifts  the  latter  again  to  the  position  shown  in  Figure  6  and  again  admits 
"  pressure  to  the  cylinder.    In  this  manner  the  pressure  supply,  automatically. 

40  "  controlled  by  the  valve  mechanism,  in  co-operation  with  the  spring  2l  will 
^  cause  an  exceedingly  rapid  reciprocation  of  the  piston  17  and  consequent 
"  actuation  of  the  tool  18. 

"  It  will  be  noticed  that  when  the  piston  is  moved  forward  to  its  limit  o£ 
"  stroke  its  rear  end  will  have  passed  some  little  distance  to  the  front  of  the 

45  "  open  end  43  of  the  duct  42,  and  likewise  that  when  the  piston  is  in  its 
^  rearward  or  initial  position  the  front  end  of  its  full  cylindrical  portion  is 
"  some  little  distance  in  rear  of  the  open  end  of  the  duct  49.  The  result  o£ 
"  this  arrangement  is  that  in  its  forward  movement  to  deliver  a  blow  to  the 
**  tool,  the  rear  end  of  the  piston  will  clear  and  uncover  the  end  43  of  the 

SO  *'  duct  42  before  the  piston  reaches  its  limit  of  movement  and  contacts  with 
^^  the  tool,  and  as  the  opening  of  the  duct  42  immediately  shifts  the  valve  39 
"  and  opens  the  exhaust  from  the  cylinder  it  will  be  seen  that  the  actual 
"  impact  of  the  piston  with  the  tool  is  caused  by  the  momentum  of  the 
"  piston,  rather  than  by  the  direct  action  of  pressure,  and  that  at  the  moment 

.55  "  of  contact  the  piston  is  cushioned  against  the  compressed  spring  21,  the 
^'  result  being  that  the  blow  given  the  tool  is  an  exceedingly  sharp,  quick 
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"  and  elastic  one,  instead  of  a  dead  blow  such  as  would  be  produced  by  the 
"  direct  action  of  pressure.  The  return  movement  of  the  piston  is  begun 
"  with  the  elastic  rebound  and  the  tool  is  relieved  of  the  severe  shock  and 
"  jar  incident  to  many  of  this  class.  Furthermore,  it  will  be  seen  that  in 
*'  the  return  movement  of  the  piston  the  duct  49  will  be  uncovered  before  5 
**  tlie  piston  reaches  initial  position,  and  inasmuch  as  the  valve  is  shifted  to 
"  admit  pressure  to  the  rear  end  of  the  cylinder  the  instant  the  duct  49  is 
*'  uncovered  it  will  be  seen  that  as  the  piston  reaches  initial  position  it  is 
**  cushioned  against  the  newly  admitted  pressure  and  rebounds  therefrom  to 
**  its  next  forward  stroke.  In  this  manner  the  shock  at  each  end  of  the  10 
*'  stroke  of  the  piston  is  reduced  to  the  minimum,  with  a  consequent  saving 
'*  of  wear  and  tear  upon  the  tool  and  injury  to  the  nerves  of  the 
**  operator 

"  My  novel  valve  mechanism  will  operate  in  the  manner  described  to  admit 
*^  pressure  to  and  exhaust  it  from  the  piston  chamber  behind  the  piston,  no  15 
"  matter  by  what  means  the  constant  pressure  at  the  front  end  of  the  chamber, 
"  for  resetting  the  piston,  is  produced. 

"  As  before  stated,  I  prefer  to  employ  a  coiled  spring  confined  in  the  front 
"  end  of  the  piston-chamber,  for  that  purpose,  and  the  particular  construction 
**  and  arrangement  of  the  parts  illustrated  in  the  drawings  and  heretofore  20 
**  described  are  highly  advantageous  and  have  proved  exceedingly  satisfactory, 
"  as  regards  easy  and  economical  construction,  efficiency  in  operation,  durability 
•*  and  strength,  and  general  adaptability  to  the  requirements  of  the  art ;  yet 
^  such  particular  construction  and  arrangements  of  the  parts  may  be  consider- 
**  ably  varied  without  departing  from  my  invention,  and  so  far  as  the  employ-  25 
•'  ment  of  the  coiled  spring  in  the  front  end  of  the  piston  chamber  is  concerned, 
•*  the  resetting  spring  may  be  otherwise  applied  to  the  piston  ;  or,  without 
**  departing  from  the  broader  scope  of  my  invention  other  means  for  producing 
*'  a  constant  resetting  pressure  upon  the  front  end  of  the  piston  may  be 
•'  substituted  for  the  spring.  Thus,  the  piston  and  its  chamber  may  be  so  30 
•*  shaped  that  a  copstantly  admitted  supply  of  the  compressed  air  or  other 
*•  operating  medium,  acting  upon  a  small  area  of  the  front  end  of  the  piston,  will 
•*  serve  the  purpose  of  the  spring  in  resetting  the  piston  after  it  has  delivered 
**  its  blow  to  the  tool.  Such  a  substitution  of  the  pressure  medium  for  the 
••  spring,  as  a  resetting  means  for  the  piston,  may  be  understood  without  35 
•*  illustration  or  description  here  by  reference  to  my  aforesaid  prior  patent, 
**  where  it  will  be  seen  that  the  pressure  admitted  to  and  exhausted  from 
"  the  front  end  of  the  cylinder  acts  only  upon  an  annular  shoulder  upon  the 
"  piston,  thus  serving  to  reset  it  with  much  less  force  that  it  is  driven 
**  forward.  By  admitting  a  constant  supply  of  the  pressure  to  the  front  end  40 
**  of  the  cylinder,  instead  of  intermittently  admitting  and  exhausting  it,  the 
**  piston  would  be  constantly  pressed  rearward  and  reset  whenever  the 
**  exhaust  from  the  rear  end  of  the  cylinder  permitted,  as  will  be  readily 
"  understood. 

*'  I  am  aware  that  it  has  heretofore  been  proposed  to  move  the  piston  of  a  45 
"  pneumatic  tool  in  one  direction  by  pneumatic  pressure  and  in  the  opposite 
*•  direction  by  a  coiled  spring,  and  I  do  not  broadly  claim  the  use  of  a  spring  in 
"  my  tool  for  such  purpose,  as  will  be  seen  from  the  terms  of  the  respective 
"  claims  directed  to  this  feature  of  my  invention. 

"  The  parts  so  far  described  (assuming  the  part  26  containing  the  pressure  50 
*'  supply  duct  53,  the  exhaust  duct  41 ,  and  the  ducts  51,  52,  and  59,  to  be 
••  simply  a  head-block  or  cap  piece  secured  against  the  rear  face  of  the  valve 
**  block  23,)  would  constitute  an  operative  and  useful  tool  and  embody  all  the 
"  novel  features  of  my  invention  which  relate  to  the  automatic  valve  mechanism 
"  and  tool  proper.  Further  features  of  my  invention,  however,  relate  to  the  55 
^  )iandle,  of  which  the  block  26  above  referred  to  forms  an  integral  part ;  to 
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•*  novel  means  for  coapling  said  handle  to  the  tool  proper ;  and  to  a  novel 
"  hand-operated  valve  mechanism  or  throttle  for  admitting  and  catting  off  the 
**  pressure  supply  at  will.  These  features  of  my  invention  may  be  now 
'*  described.  The  handle  proper  consists  preferably  of  a  portion  60  of  approxi- 
5  **  mately  the  shape  shown  in  Figures  1  and  2  of  the  drawings,  which  is  adapted 
**  to  be  grasped  in  one  hand  of  the  operator  in  the  manner  of  the  ordinary 
"  hand-saw  or  other  like  tool,  and  a  reduced  reversely  curved  neck  portion 

**  connecting  the  part  60  with  the  circular  block  26 

"  The  novel  valve  mechanism  contained  within  the  grasping  portion  60  of 

10  "  the  handle  may  be  next  described.  The  duct  53,  which  communicates  with 
"  the  source  of  pressure  supply,  as  heretofore  referred  to,  extends  upward  from 
"  the  block  26  through  the  curved  neck  of  the  handle  and  thence  downward 
"  through  the  grasping  portion  60  and  opens  through  the  lower  end  of  the  same. 
^^  Its  lower  portion  within  the  handle  is  enlarged  to  form  a  cylindrical  chamber  61 

15  "  into  whose  lower  end  is  screwed  the  nipple  62  upon  the  end  of  the  usual 
**  flexible  tube  leading  to  the  pressure  supply.  The  internally  threaded  lower 
"  end  of  the  chamber  61  is  preferably  slightly  larger  in  diameter  than  the  body 
**  of  the  chamber,  forming  an  annular  shoulder  66  at  the  lower  end  of  the  latter. 
"  Snugly  fitting  within  the  chamber  61  is  a  section  of  rubber  or  other  flexible 

20  "  tubing  63  preferably  provided  around  its  lower  end  with  a  flange  which 
**  fits  against  the  shoulder  at  66.  A  tubular  locking  plug  64  is  screwed  into 
"  the  threaded  lower  end  of  the  chamber,  above  the  nipple  62,  and  abuts 
^*  against  the  shoulder  66  and  confines  the  flange  of  the  tube  63  against  said 
"  shoulder,  while   its  vertical   projecting  tubular  section  extends  upward  a 

25  "  short  distance  within  the  tubing  63.    The  tubing  may,  however,  be  secured 

"  within  its  chamber  in  any  other  suitable  or  convenient  manner  which  will 

'^  compel  the  pressure  supply  to  pass  through  the  tube  and  prevent  it  passing 

**  around  it. 

*'  It  will  be  seen  from  this  construction  that  the  pressure  supply  may  be 

30  "  admitted  to  the  tool  or  cut  off  at  will  by  collapsing  the  tube  63,  Figure  1,  and 
'*  the  means  which  have  been  illustrated  for  effecting  this  may  be  next  described. 
**  Mounted  in  a  cylindrical  guide-way  74  opening  at  its  front  end  into  the  valve 
*^  chamber  61  is  a  sliding  plunger  73  having  a  rounded  front  end  adapted  to 
^*  bear  against  the  rear  side  of  the  flexible  tube  63.    By  pressing  this  plunger 

35  "  forward  to  the  position  shown  in  Figures  1  and  2  the  rear  wall  of  the  flexible 
^^  tube  will  be  pressed  tightly  against  its  front  wall  and  the  passage  through  the 
*'  valve  be  closed  to  cut  off  the  pressure  supply.  As  a  convenient  means  for 
"  operating  the  plunger  73  there  is  provided  a  lever  72  fltting  within  a  narrow 
'*  recess  68  within  the  rear  half  of  the  handle  60  and  hung  by  its  hook  69  upon 

40  **  a  fixed  pivot  pin  70.  The  body  of  this  lever  is  enclosed  within  the  recess  68, 
"  but  its  upper  end  projects  therefrom  and  is  provided  with  a  thumb-piece  71, 
"  in  position  for  the  thumb  of  the  operator  to  rest  upon  it.  The  lower  end  of 
"  the  lever  extends  through  an  opening  75  in  the  sliding  plunger  73.  A  coiled 
'^  expansive  spring  76  confined  in  a  diagonal  bore  82  in  the  handle  and  bearing 

45  "  against  the  lever  above  its  fulcrum  presses  the  lower  end  of  the  lever  forward 
"  and  yieldingly  holds  it  and  the  plunger  73  in  the  position  shown  in  Figures  1 
"  and  2,  with  the  valve  closed.  When  the  operator  desires  to  set  the  tool  in 
"  motion  he  has  simply  to  press  upon  the  thumb-piece  71  at  the  upper  end  of 
"  the  lever  and  rock  it  slightly  upon  its  fulcrum  to  permit  the  plungei   73  to 

50  *<  move  rearward  and  the  valve  to  open.  This  valve  is  efficient  in  operation, 
*'  cheap  in  construction,  and  when  worn  may  be  easily  and  quickly  replaced 
"  with  a  new  one. 

**  Other  means  than  the  lever  72  may  be  employed  for  operating  the  sliding 
"  plunger  73,  and  when  a  lever  such  as  72  is  used  the  spring  may  be  applied 

55  *<  to  such  lever  in  any  suitable  manner.  The  particular  arrangement  of  the 
'^  spring  76  and  its  mode  of  application  to  the  lever  in  the  present  instance. 
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•'  however,  constitute  a  novel  feature  of  my  invention,  which  may  now  be 
•*  explained  more  in  detail  by  reference  to  Figures  1  and  12 

'^  It  is  a  desideratum  in  this  art  to  produce  a  tool  of  the  smallest  size  and 
"  most  compact  construction,  and  of  the   least   weight,  consistent  with  the    . 
"  requisite  strength  and  durability,  and  power  and  efficiency  in  operation  ;  and  5* 
"  particularly  is  it  desirable  to  decrease  the  length  of  the  tool  to  the  minimum. 
'^  At  the  same  time  it  is  important  that  the  piston  shall  have  a  considerable 
"  length  of  stroke,  in  order  that  the  pressure  may  have  time  to  properly 
"  act  upon  it,  in  order  that  it  may  be   properly  cushioned  at  each  end  of   . 
"  its  stroke,  and  in  order  that  it  may  strike  the  tool   with  a  sharp  elastic  lO 
"  momentum  blow  and  rebound  without  shock.     In   many  tools  heretofore 
'*  devised  decreased  length  of  the  tool  has  been  attained  at  sacrifice  of  the 
"  length  of  the  stroke  of  the   piston,  S(»  that  the   latter  cannot  be  properly 
'*  cushioned,  has  to  be  started  at  each  end  of  its  stroke  by  the  sudden  dead 
^^  action  of  the  full  pressure,  and  strikes  the  tool  a  solid,  dead  and  unyielding  15 
"  blow,  with  a  consequent  jarring  of  the  whole  tool  and  discomfort  and  injury 
"  to  the  operator.     In  my  tool  the  novel  construction  and  arrangement  of  the 
'*  parts  which  have  been  shown  and  described  enable  me  to  give  the  piston  full 
**  length  of  stroke,  with  all  its  attendant  advantages,  without  increasing  the 
**  length  of  the  tool  as  a  whole.    The  comparatively  short  piston,  and  the  20 
"  arrangement  of  the  spring  with  one  end  surrounding  the  front  end  of  the 
"  piston  and  the  other  surrounding  the  inner  end  of  the  bushing  and  tool  stock, 
^  afford  room  for  the  long  spring  and  accommodate  the  long  stroke  of  the  piston 
••without  unduly  increasing  the  length  of  the  casing  containing  the  piston    .. 
"  chamber ;  while  the  arrangement  of  the  valve  chamber  transversely  across  the  25 
"  rear  end  of  the  piston  chamber  and  its  attachment  thereto  by  the  head  block 
"  fitting  over  and  embracing  the  valve  block,  and  the  coupling  sleeve  surrounding 
^^  the  valve  block  and  screwed  upon  fhe  head  block  and  binding  the  parts 
"  together,  cause  the  valve  mechanism  to  add  but  very  little  to  the  length  of 
^*  the  piston  chamber,  so  that  the  whole  of  the  tool  proper  is  but  little  longer  30 

*'*'  than  the  casing  containing  said    chamber So,   if  the    flexible 

"  throttle  valve  becomes  worn  the  tube  may  be  readily  removed  from  the 
"  valve  chamber  by  unscrewing  the  nipple  62  and  plug  64,  and  a  new  tube  be 
"  put  in  its  place.    The  fulcrum  pin  70  of  the  lever  72  may  be  riveted  in  the 
'^  handle  so  that  it  cannot  become  loosened,  and  the  lever  be  put  in  place  35 
"  afterward,  and  be  removed  and  replaced  at  will  by  removing  the  spring  76. 

"  While  the  foregoing  and  other  advantages  are  derived  from  the  particular 
"  construction  and  arrangement  of  the  parts,  yet  other  features  of  my  invention 
"  are  quite  independent  thereof  and  in  no  wise  restricted  thereto,  and  I  do  not 
"  wish  to  be  understood,  by  describing  such  construction  and  arrangement  in  40 
*'*'  detail  and  setting  forth  their  advantages,  as  intending  to  limit  my  invention 
"  beyond  the  terms  of  my  respective  claims  or  the  requirements  of  the  prior 
"  art." 

There  were  73  Claims,  but  only  the  following  are  material  for  this  Report : — 
^'  15.  In  a  pneumatic  tool,   the   combination  of  a  piston-chamber,  a  piston  45 
"  therein,  a  resetting  spring  for  the  piston,  a  valve-chamber  having  an  inlet  and 
"  an  exhaust  port  and  communicating  with  the  rear  end  of  the  piston  chamber 
"  by  a  constantly  open  port  or  passage,  and  a  valve  in  said  valve-chamber, 
''  operating  to  intermittently  admit  pressure   to  and  exhaust    it    from  said 
"  chamber,  substantially  as  described.    42.  In  a  pneumatic  tool,  the  combina-  50 
"  tion,  with  the  tool  proper,  of  a  grasping  handle  secured  thereto  and  having 
"  the  pressure  supply  duct  extending  through  it,  a  throttle  valve  in  the  handle 
*'  for  controlling  said  duct,  and  a  lever  confined  in  a  recess  in  the  handle  for 
"  operating  said  valve  and  projecting  outside  the  recess  at  one  end  into  position 
**  to  be  pressed  by  the  hand  of  the  operator,  substantially  as  described.    43.  In  55 
'^  a  pneumatic  tool,  the  combination,  with  the  tool  proper,  of  a  grasping  handle 
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"  secured  thereto  and  having  the  pressure  supply  duct  extending  through  it, 
"  a  throttle  valve  in  the  handle  for  controlling  said  duct,  and  a  spring-pressed 
'*  lever  pivoted  in  a  recess  in  the  handle  for  operating  said  valve  and  normally 
"  acting  to  close  it,  the  lever  projecting  outside  the  recess  at  one  yid  into 
"  position  to  be  pressed  by  the  hand  of  the  operator,  substantially  as  described. 
"  44.  In  a  pneumatic  tool,  the  combination,  with  the  pressure  supply  passage, 
"  of  a  valve  chamber  formed  therein,  a  flexible  tube  fitted  in  said  chamber,  a 
"  tubular  locking  plug  or  collar  screwed  into  the  valve-chamber  at  one  end  and 
"  entering  the  flexible  tube,  to  hold  the  latter  in  position,  a  sliding  plunger 
"  moving  transversely  of  the  chamber  and  adapted  to  collapse  the  tube  to  close 
^'  the  passage  and  a  spring  pressed  lever  for  engaging  said  plunger  for  operating 
"  the  same  and  normally  holding  the  plunger  in  position  to  close  the  valve, 
'^  substantially  as  described.  45.  In  a  pneumatic  tool,  the  combination,  with 
"  the  pressure  supply  passage,  of  a  valve  chamber  formed  therein,  a  flexible 
"  tube  fitted  in  said  chamber  and  provided  with  a  peripheral  flange  abutting 
'^  against  an  annular  shoulder,  a  screw  collar  for  clamping  the  flange  against 
'^  said  shoulder,  and  means  for  collapsing  the  tube  in  the  chamber  to  close  the 
'?  valve,  substantially  as  described." 


2^28 


On  th^^  29th  of  October  1896  Letters  Patent  (No.  24,165*»  of  1896)  were 
20  granted  to  Joseph  Boyer  for  "  Improvements  in  pneumatic  hammers  and  valve 
*'  mechanism  therefor." 

The  Complete  Specification,  as  further  amended  in  1898  and  so  far  as  material 

^     for  this  Report,  was  as  follows  :— "  My  present  invention  relates  to  machines  of 

"the  general  nature  of  that  heretofore  patented  to  me  by  Letters  Patent  No. 
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"  7,672,  of  April  16, 1895.  The  first  and  principal  feature  of  my  present  inven- 
"  tion  relates  to  the  valve  mechanism,  by  which  the  movements  of  the  piston 
"  are  controlled.  It  is  highly  desirable,  for  purposes  of  convenience  in  handling 
"  the  tool  when  at  work,  that  the  bodies  of  tools  of  this  character  shall  be  made 
^' as  short  as  can  be  done  consistently  with  the  length  of  stroke  which  it  is  5 
"  necessary  to  give  the  piston  in  order  that  the  latter  may  act  with  suflBcient 
"  power  upon  the  chisel  or  other  working  tool  employed  with  the  hammer. 
"  Inasmuch  as  the  force  of  the  blows  delivered  by  the  piston  at  any  given 
"  pressure  of  motive  fluid  depends  mainly  upon  its  weight  and  length  of  stroke, 
'^  it  is  desirable  that  it  shall  be  heavy  and  that  it  shall  have  as  long  a  stroke  lO 
"  as  possible.  But  it  is  also  desirable  that  the  body  of  the  tool  shall  not  be  of 
"  excessive  diameter,  and  weight  must  therefore  be  added  to  the  piston  by 
"  increasing  its  length,  rather  than  its  diameter.  Under  these  conditions,  there- 
"  fore,  it  follows  that  increased  power  in  the  tool  is  to  be  attained  chiefly  by 
''  increasing  the  length  of  the  piston  chamber,  to  accommodate  long  strokes  of  15 
^'  a  long  piston,  and  a  piston  chamber  of  maximum  len^sfth  consistent  with 
**  the  length  of  the  tool  as  a  whole  is  therefore  essential  to  improvement  along 
"  these  lines.  It  is  the  principal  object  of  the  novel  valve  mechanism  consti- 
"  tuting  the  first  feature  of  my  present  invention  to  accommodate  a  piston 
'*  chamber  of  increased  length  without  increasing  the  length  of  the  tool  as  a  20 
"  whole,  and  to  thereby  permit  a  greater  length  of  stroke  of  the  piston  in  a  tool 
"  of  given  length,  and  consequently  increase  the  power  of  action  of  tools  of  this 
^^  character.  In  the  tool  shown  and  described  in  my  aforesaid  patent,  and  in 
"  many  other  tools  of  this  character  which  have  been  patented  and  some  of 
'^  which  are  in  practical  use,  the  valve  has  been  arranged  in  a  separate  chamber  25 
"  immediately  in  rear  of  the  piston  chamber,  between  the  latter  and  the  handle 
"  or  head  of  the  tool,  with  the  result  that  this  interposition  of  the  valve  in  a 
"  separate  chamber  at  the  rear  end  of  the  piston  chamber  and  in  line  with  the 
"  latter  has  necessarily  diminished  the  possible  length  of  the  piston  chamber  by 
*'  the  amount  of  space  occupied  by  the  valve  chamber  and  valve,  and  has  conse-  30 
"  quently  diminished  to  that  extent  the  possible  length  to  be  given  the  stroke 
"  of  the  piston  in  any  tool  of  given  length.  In  the  novel  valve  mechanism  of 
''  my  present  tool  the  valve  consists  of  a  cylindrical  shell  arranged  within  the 
''  piston  chamber  itself  and  of  a  sufficient  internal  diameter  to  surround  the 
"  piston  and  permit  it  to  pass  entirely  through  the  valve.  This  valve  is  pre-  35 
^^  f  erably  located  in  the  rear  end  of  the  piston  chamber,  so  that  the  piston  passes 
"  through  and  is  surrounded  by  the  valve  at  the  end  of  its  rearward  stroke,  as 
**  illustrated  in  the  drawing  and  hereafter  described,  but  this  particular  location 
"  of  the  valve  is  not  essential  to  the  broader  scope  of  my  invention,  as  will 
'*  be  apparent  from  the  description  thereof  hereinafter  given,  and  from  the  40 
"  terms  of  my  respective  claims.  It  results  from  this  construction  and  arrange- 
^'  ment  of  the  valve  that  the  space  occupied  by  it  does  not  diminish  the  length 
'*  of  the  piston  chamber  at  all,  since  the  piston  chamber  extends  entirely  through 
"  the  valve,  and  it  therefore  follows  that  a  tool  of  given  length  will  accommo- 
^^  date  a  piston  chamber  as  much  longer  than  the  piston  chambers  of  the  prior  45 
'*  tools  above  referred  to  as  the  length  of  the  space  occupied  by  the  valve 
*'  chamber  and  valve  in  such  prior  tools,  thereby  permitting  greater  length  of 
"  stroke  for  the  piston  and  correspondingly  increasing  the  force  of  its  blows  and 
"  the  power  of  action  of  the  tool. 

"  Another  feature  of  my  present  invention  consists  in  a  construction  whereby  50 
'*  the  inner  end  of  the  shank  of  the  chisel  or  other  working  tool  itself  forms  the 
"  means  for  closing  the  front  end  of  the  piston  chamber  and  constitutes  a  part  of 
*'  the  cylinder  head  or  abutment  against  which  the  motive  fluid  admitted  to  the 
**  front  end  of  the  piston  chamber  acts  in  driving  the  piston  rearward. 

^^  Another  feature  of  the  invention  relates  to  a  novel  locking  device  for  the  55 
*^  coupling  sleeve  which  holds  the  parts  of  the  tool  together ;  all  of  which 
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"  features  will  be  hereinafter  more  fully  explained  by  reference  to  the  accom- 
"  panying  drawings,  in  which  Figure  1  is  a  longitudinal  section  of  my  new  tool, 
^'  with  part  of  the  handle  left  in  elevation,  and  with  the  piston  at  the  forward 
"  end  of  its  stroke  and  the  valve  in  corresponding  position  ;  Figure  2  a  view 
5  *'  corresponding  to  Figure  1,  with  the  handle  of  the  tool  broken  off,  and  with 
*•  the  piston  near  the  rear  end  of  its  stroke,  and  with  the  valve  in  corresponding 
'•  position  ;  Figure  3  a  perspective  view  of  the  valve  itself  ;  Figure  4  a  vertical 
"  section  of  the  valve  block  and  valve,  with  the  valve  in  the  position  shown  in 
"  Figure  1 ;  Figure  5  a  corresponding  view  with  the  valve  in  the  position  shown 

10  "  in  Figure  2  ;  Figure  6  an  elevation  of  the  rear  face  of  the  valve  block  (the 
"  right  hand  face  of  the  block  shown  in  Figures  4  and  5)  .  .  .  .  and 
"  Figure  10  a  sectional  detail  of  a  modification.  Of  the  several  views  Figures  3 
"  to  8  correspond  in  size  to  the  tool  from  which  the  drawing  was  made,  while 
**  Figures  1  and  2  are  approximately  two-third  such  size.     The  same  letters  of 

15  "  reference  are  employed  to  represent  corresponding  parts  in  all  the  views. 

"  The  cylinder  or  barrel  A  of  the  tool  is  provided  at  its  rear  end  with  an 
"  annular  flange  B  over  which  fits  a  coupling  sleeve  0  provided  at  its  front  end 
^'  with  an  internal  fiange  abutting  against  the  flange  B  on  the  cylinder,  and 
"  externally  threaded  upon  its  rear  portion  to  screw  into  the  interiorly  threaded 

20  "  cap  D  projecting  from  the  cylinder  head  or  handle  base  E,  such  head  or  base 
"  having  the  grasping  handle  F  of  the  tool  formed  integral  with  it.  The  supply 
"  duct  G  for  the  motive  flaid  extends  through  the  handle  F  and  is  controlled  by 
"  a  throttle  valve  operated  by  a  thumb  lever  H,  as  in  my  aforesaid  patent. 
**  Located  within  the  cap  D  and  rear  end  of  the  coupling  sleeve  C,  and  clamped 

25  •'  by  them  between  the  rear  end  of  the  cylinder  A  and  the  head  E,  is  the  cylin- 
"  drical  valve  block  I  hereinafter  more  particularly  described.  Suitable  dowel 
**  pins  interposed  between  the  rear  end  of  the  cylinder  A  and  forward  side  of 
*'  the  valve  block  I,  and  between  the  rear  side  of  the  valve  block  and  the 
**  cylinder  head  or  handle  base  E,  hold  the  cylinder,  valve  block,  and  head  E  in 

30  *'  position  and  prevent  turning  of  them  relatively  to  each  other.  The  novel 
'*  lock  which  co-operates  with  the  coupling  sleeve  to  prevent  unscrewing  of  the 
"  latter  will  be  hereinafter  described.  The  portion  of  the  piston  chamber 
"  within  the  cylinder  A  consists  of  a  straight  cylindrical  bore  whose  rear  end 
**  opens  at  its  full  diameter  through  the  rear  end  of  the  cylinder  A,  and  whose 

3i>  "  front  end  is  partially  closed  by  the  annular  shoulder  or  ring  J  let  within  the 
"  cylinder  A.  The  extreme  forward  end  of  the  cylinder  A  is  in  the  present 
*'  instance  bored  out  to  the  same  diameter  as  the  piston  chamber,  and  has  driven 
*'  into  it,  so  as  to  be  held  in  flxed  position  therein,  a  chisel  sleeve  or  bushing  K. 
"  The  rounded  rear  end  of  the  shank  of  the  chisel  or  other  working  tool  L 

40  "  extends  through  the  sleeve  or  bushing  K,  and  in  the  present  instance  through 
^'  the  ring  J  to  a  point  about  flush  with  the  rear  face  of  the  latter. 

"  The  piston  M  consists  of  a  solid  cylindrical  piece  of  steel  fitting  the  bore 
"  within  the  cylinder  A,  and  in  the  present  instance  provided  with  a  circum- 
*'  ferential  groove  M^  near  its  rear  end,  and  also  having  formed  upon  its  front 

45  "  end  (for  a  purpose  hereafter  explained)  a  short  projecting  stem  N  which 
"  contacts  with  the  rear  end  of  the  shank  of  the  tool  L  when  the  piston 
*<  reaches  the  forward  end  of  its  stroke. 

"  The  valve  0,  Figure  5,  consists  of  a  very  thin  steel  shell,  which  is  circular 
^'  in  cross-section  at  all  points  in  its  length,  but  of  irregular  shape  in  longitudinal 

50  <*  section,  and  the  passage  through  which  is  at  its  smallest  diameter  somewhat 
**  larger  than  the  piston  M.  Near  its  left  hand  or  forward  end  the  valve  0  is 
**  provided  upon  its  exterior  with  a  circumferential  groove  a,  while  immediately 
*♦  at  the  right  or  rear  of  its  middle  line  it  is  formed  into  an  outwardly  projecting 
"  hollow  flange  or  ring  h  whose  left  hand  or  forward  face  forms  an  annular 
55  ^^  pressure  area  c  against  which  the  motive  fluid  acts  to  move  the  valve  rearward 
^<  or  to  the  right  in  the  manner  hereafter  explained.    Near  its  right  hand  or 
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"  rear  end  the  valve  is  formed  with  an  annular  shoulder  or  pressure  area  d, 
"  against  which  the  motive  fluid  acts  to  force  the  valve  forward,  as  hereafter 
"  explained. 

"  The  valve  0  fits  within  the  valve  block  I,  which  latter  is  composed  of  two 
"  parts,  a  main  portion  or  body  I,  and  a  flanged  ring  or  disk  I^  fitting  against  5 
**  the  rear  face  of  the  block  I.  The  left  hand  or  forward  half  of  the  block  I  is 
**  bored  out  to  a  given  diameter  corresponding  to  the  external  diameter  of  the 
"  left  hand  or  forward  half  of  the  valve  0,  while  the  right  hand  rear  half  of 
"  the  block  I  is  bored  out  to  a  larger  diameter,  corresponding  to  the  external 
"  diameter  of  the  projecting  ring  b  of  the  valve.  A  circular  flange  or  ring  V^  10 
"  projecting  from  the  left  hand  forward  face  of  the  ring  I^  enters  and  snugly 
"  fits  within  the  rear  end  of  this  larger  bore  of  the  block  I,  leaving  a  space 
"  between  the  forward  side  of  said  flange  and  the  annular  shoulder  at  the 
"  forward  end  of  the  larger  bore  of  the  block  I,  within  which  space  the  pro- 
"  jecting  ring  b  of  the  valve  fits  and  travels  back  and  forth  as  the  valve  is  15 
"  moved  in  one  direction  or  the  other.  The  surface  /  of  the  valve,  between  the 
"  ring  b  and  the  pressure  area  d,  Figure  3,  snugly  fits  within  the  flange  I"  of 
*'  the  ring  I\  Figures  3  and  4,  while  the  surface  g  at  the  roar  end  of  the  valve 
**  snugly  fits  within  the  circular  opening  in  the  ring  I^  when  the  valve  is  in 
*'  right  hand  rearward  position,  as  in  Figures  1  and  4.  20 

"  When  the  valve  is  in  rearward  position,  Figures  I  and  4  there  is  an  annular 
^'  space  or  chamber  e  between  the  pressure  area  c  of  the  valve  and  the  front  wall 
"  or  shoulder  of  the  larger  bore  of  the  valve  block,  while  there  is  an  annular 
"  chamber  or  space  e^  between  the  pressure  area  d  of  the  valve  and  the  front 
"  side  of  the  inner  edge  of  the  ring  I\  The  former  may  be  called,  for  con-  25 
"  venience  of  description,  the  space  or  chamber  in  front  of  the  valve,  and  the 
"  latter  the  space  in  rear  of  the  same.  When  the  motive  fluid  is  admitted  to 
^'  the  space  e^  it  will  act  upon  the  area  d  of  the  valve  and  will  force  the  latter 
"  forward  if  there  is  no  motive  fluid  in  the  space  e  acting  upon  the  larger  area  d 
"  of  the  valve.  When  the  motive  fluid  is  admitted  to  the  space  e  the  pressure  30 
*^  against  the  front  of  the  valve  will  overcome  that  against  the  rear,  and  force 
"  the  valve  rearward. 

"  The  larger  bore  of  the  block  I  is  provided  about  midway  of  its  length  with 
*'  an  internal  circumferential  groove  h  which  communicates  by  a  series  of 
*'  radial  ports  i  with  an  annular  open  spaced  around  the  valve  block  immediately  35 
"  in  rear  of  the  right  hand  rear  end  of  the  coupling  sleeve  C,  Figures  1  and  2, 
'^  and  this  spaced  opens  to  the  outer  atmosphere  through  a  series  of  holes  k  in 
"  the  lower  side  of  the  threaded  cap  D  which  screws  over  the  coupling 
"  sleeve  C.  The  groove  h  is  therefore  an  exhaust  passage  constantly  open  to 
"  the  atmosphere.  The  ring  b  is  provided  with  a  series  of  slots  I  which  when  40 
"  the  valve  id  in  right  hand  rear  position  register  with  the  groove  h  and  thereby 
"  place  the  interior  of  the  valve  in  communication  with  the  exhaust.  When 
"  the  valve  is  moved  forward  (to  the  left)  the  slots  I  are  carried  away  from  the 
^'  groove  h  and  the  communication  between  the  interior  of  the  valve  and  the 
**  exhaust  cut  off.  45 

"  The  smaller  bore  of  the  valve  block  I  is  provided  with  two  internal  circnm- 
"  ferential  grooves  m,  n,  for  a  purpose  hereafter  explained,  the  groove  m  being 
"  considerably  deeper  than  the  groove  n.  When  the  valve  is  in  forward  left 
"  hand  position  these  two  grooves  are  put  into  communication  with  each  other 
"  by  the  circumferential  groove  a  upon  the  exterior  of  the  valve.  The  rear  50 
'«  groove  n  communicates  by  a  passage  o  with  the  exhaust  port  t,  so  that  said 
"  groove  n  is  always  open  to  the  exhaust,  and  when  it  is  placed  in  communica- 
"  tion  with  the  groove  m  by  the  groove  a  of  the  valve  the  groove  m  will  then 
"  likewise  be  open  to  the  exhaust.  For  the  purpose  of  furnishing  freer  com- 
^^  munication  between  the  groove  n  and  the  exhaust  there  are  preferably  several  55 
^'  passages  o  connecting  said  groove  with  different  ports  i. 
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^^  A  passage  opening  into  the  piston  chamber  at  P,  Figures  1  and  2,  leads  rear-i 
"  ward  through  the  w^U  of  the  cylinder  and  through  the  wall  of  the  valve 
"  block  I  and  opens  into  the  annular  space  e  in  front  of  the  pressure  area  c  of 
"  the  valve,  Figures  4  and  5.  A  second  passage  opening  into  the  piston  chamber 
5  "  at  Q  leads  rearward  through  the  wall  of  the  cylinder  and  wall  of  the  valve 
"  block  I  and  opens  by  a  radial  port  into  the  groove  n  in  the  valve  block,  as 
"  indicated  by  the  dotted  lines  in  Figures  4  and  5.  Inasmuch  as  the  groove  n 
*'  is  constantly  open  to  the  exhaust  it  will  be  seen  that  the  passage  Q  constantly 
"  communicates  with  the  exhaust  and  will  open  the  front  end  of  the  piston 

10  '^  chamber  to  the  exhaust  whenever  the  front  end  of  said  passage  is  uncovered 
"  by  the  piston,  as  in  Figure  2.  The  provision  of  a  separate  passage  Q  leading 
"  back  to  the  exhaust  at  the  rear  end  of  the  tool  is  not  essential,  since  there 
'*  might  be  instead  simply  a  radial  exhaust  port  extending  through  the  wall  of 
"  the  cylinder  at  the  point  now  occupied  by  the  front  end  of  either  the 

15  '^  passage  Q  or  the  passage  P,  and  the  passage  Q  be  thus  dispensed  with.  It  is 
"  preferable,  however,  to  carry  the  exhaust  back  to  the  rear  of  the  tool,  and 
*•  hence  the  provision  of  the  passage  Q  in  the  present  instance. 

"  A  third  passage  R  opens  into  the  piston  chamber  near  the  front  end  of  the 
"  latter,  and  leads  thence  rearward  through  the  wall  of  the  cylinder  and  into 

20  "  the  wall  of  the  valve  block  I  and  communicates  with  the  groove  m  in  the 
"  valve  block.  The  rear  end  of  this  passage  R  also  communicates  by  a  small 
^^  passage  S  with  the  space  e  in  front  of  the  pressure  area  c  of  the  valve,  as 
"  indicated  by  the  dotted  lines  in  Figures  1,  2,  i5,  and  4. 

"  A  passage  T  opening  into  the  piston  chamber  at  a  point  in  front  of  the  rear 

25  "  end  of  the  piston  when  the  latter  is  in  forward  position.  Figure  1,  leads 
"  thence  rearward  through  the  wall  of  the  cylinder  and  communicates  with  a 
*^  small  passage  IT  extending  through  the  wall  of  the  valve  block  I  and  also 
"  opening  into  the  space  e  in  front  of  the  valve. 

"  The  supply  inlet  G  which  extends  through  the  handle  F  of  the  tool  opens 

30  "  at  its  forward  end  into  a  circular  groove  V  formed  in  the  forward  face  of  the 
^'  head  E.  Communicating  at  its  rear  end  with  this  groove  Y  is  a  passage  T' 
"  extending  forward  through  the  valve  block  1 1^  and  the  wall  of  the  cylinder  A^ 
"  and  opening  into  the  piston  chamber  at  about  the  same  point  in  its  length  as 
'^  the  passage  T,  (see  dotted  lines  in  Figures  1,  4,  and  5,  and  full  lines  in 

35  "  Figure  6,  in  which  latter  the  front  end  of  the  passage  is  shown).  Inasmuch 
"  as  the  groove  V  in  the  head  E  is  constantly  filled  with  the  motive  fluid  from 
"  the  inlet  G,  the  passage  T^  will  likewise  be  constantly  tilled  with  it,  and  when 
"  the  piston  M  is  in  forward  position  its  grooves  M^  will  put  the  forward  end 
"  of  the  passage  T^  into  communication  with  the  passage  T,  as  in  Figure  1,  and 

40  "  the  motive  fluid  be  thereby  admitted  through  the  passages  T  U  to  the  space  e 
"  in  front  of  the  valve,  as  hereafter  explained. 

"  Registering  with  the  groove  V  in  the  head  E  is  a  circular  row  of  holes  W  bored 
"  into  the  flanged  ring  I*  of  the  valve  block.  Figure  6,  in  such  position  that  their 
"  inner  sides  cut  through  the  inner  surface  of  the  flange  I^^  of  the  said  ring, 

45  "  Figures  1,  2,  4,  and  5,  and  thereby  furnish  communication  between  the 
"  groove  V  in  the  circular  head  E  and  the  space  e^  at  the  rear  of  the  annular 
"  shoulder  or  pressure  area  d  of  the  valve,  with  the  result  that  the  motive 
"  fluid  admitted  through  the  inlet  G  in  the  handle  to  the  annular  groove  V 
**  in  the  head  E  may  pass  through  the  holes  W  and  constantly  act  upon  the 

,50  "  pressure  area  d  of  the  valve  and  tend  to  force  the  latter  forward. 

"  One  or  more  of  the  holes  W  communicates  by  a  passage  X  with  the  larger 
"  bore  of  the  valve  block  I,  said  passage  opening  into  the  space  e  in  front  of 
"  the  valve  when  the  latter  is  in  rearward  position,  as  in  Figures  I  and  4,  and 
"  being  closed  by  the  ring  b  of  the  valve  when  the  latter  is  in  forward  position, 

5.5  •*  as  in  Figures  2  and  5.  The  capacity  of  the  passage  X  is  greater  than  that  of 
"  the  passage  S,  (or  preferably,  to  the  same  end,  there  are  several  small 
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**  passages  X  connecting  the  space  e  in  front  of  the  valve  with  different  ones  of 
^  the  holes  W,  instead  of  a  single  large  passage,)  so  that  motive  iiuid  may  be 
^^  admitted  to  the  space  c  by  the  passage  or  passages  X  faster  than  it  can  escape 
"  through  the  passage,  for  a  purpose  hereafter  explained. 

"  Under  the  construction  and  arrangement  above  described  the  operation  of  5 
^'  the  tool  is  as  follows  ;  starting  with  the  piston  and  valve  in  the  position  shown 
**  in  Figures  1  and  4  :     In  such  position  of  the  parts  the  motive  fluid  admitted 
"  through  the  inlet  6  to  the  annular  groove  V  in  the  cylinder  head  E  will  pass 
*'  through  the  holes  W  into  the  space  e^  and  act  upon  the  pressure  area  d  of  the 
**  valve  and  tend  to  force  the  latter  forward,  but  the  motive  fluid  in  the  space  e  10 
"  in  front  of  the  pressure  area  c  of  the  valve,  (admitted  thereto  in  the  manner 
"  hereafter  explained)  acting  upon  such  larger  area,  will  serve  to  hold  the  valve 
^  in  rearward  position  against  the  pressure  exerted  on  the  area  d.    From  the 
*•  annular  space  e  in  front  of  the  valve  the  motive  fluid  will  pass  through  the 
^'  passage  S  into  the  passage  R,  and  through  the  latter  to  the  front  end  of  the  15 
"  piston  chamber,  where  it  will  act  upon  the  front  end  of  the  piston  and  drive 
^'  the  latter  rearward,  the  rear  end  of  the  piston  chamber  being  at  such  time  open 
^  to  the  exhaust  through  the  slots  I  in  the  valve  and  the  exhaust  groove  h  in  the 
"  valve  block  I,  the  groove  h  as  before  explained  being  constantly  open  to  the 
"  outer  air  through  the  holes  ^,  annular  space  j  and  holes  k.    When  the  piston  20 
"  has  moved  rearward  far  enough  to  uncover  the  front  end  of  the  exhaust 
*^  passage  Q  the  motive  fluid  in  the  front  end  of  the  piston  chamber  will  escape 
^*  through  such  passage  and  the  groove  n  and   its    connections,  heretofore 
•'  explained,  to  the  outer  air.    The  front  end  of  the  passage  P  will  be  uncovered 
^  at  the  same  time  as  the  passage  Q  and  the  motive  fluid  in  the  space  e  in  front  25 
^  of  the  valve  will  escape  through  the  passage  P  into  the  piston  chamber  and 
^  thence  through  the  exhaust  passage  Q  and  its  connections  to  the  outer  air. 
*''  The  exhaust  passage  P  leading  from  the  space  in  front  of  the  valve  being 
"  much  larger  than  the  passage  (or  passages)  X  by  which  the  motive  fluid  ie 
**  supplied  to  such  space  the  pressure  upon  the  area  c  of  the  valve  will  be  greatly  30 
"  diminished  when  the  front  end  of  the  exhaust  passage  P  is  uncovered  by  the 
"  piston,  so  that  the  pressure  of  the  motive  fluid  in  rear  of  the  valve,  which  is 
**  acting  constantly  upon  its  smaller  pressure  area  d,  will  force  the  valve  forward 
*'  to  the  position  shown  in  Figures  2  and  5,  whereupon  the  projecting  ring  b  of 
"  the  valve  will  close  the  front  end  of  the  passage  X  and  cut  off  the  supply  of  35 
"  motive  fluid  from  the  space  in  front  of  the  valve,  thereby  permitting  the 
*'  pressure  upon  the  smaller  area  d  of  the  valve  to  hold  the  latter  in  forward 
**  position.    When  the  valve  is  thus  moved  to  forward  position  its  extreme  rear 
**  end  will  have  been  carried  forward  beyond  the  circular  inner  edge  of  the 
"  ring  I^  of  the  valve  block,  leaving  an  annular  opening  p  entirely  around  the  40 
"  rear  end  of  the  valve,  between  the  latter  and  the  inner  edge  of  the  ring  I\ 
"  (Figures  2  and  5),  through  which  opening  the  motive  fluid  may  pass  from  the 
"  holes  W  and  annular  space  c^*  to  the  interior  of  the  valve,  and  there  acting 
'*  upon  the  rear  end  of  the  piston  drive  the  latter  forward  again.    As  the  piston 
**  moves  forward  the  air  in  front  of  it  can  escape  through  the  exhaust  passage  Q  45 
"  until  the  latter  is  closed  by  the  front  end  of  the  piston,  and  thereafter  can 
"  escape  through  the  passage  R  into  the  groove  m  in  the  valve  chamber,  which 
"  groove,  when  the  valve  is  in  the  position  it  occupies  while  the  piston  is 
^'  moving  forward,  is  in  communication  with  the  exhaust  groove  n  through  the 
"  medium  of  the  groove  a  in  the  exterior  surface  of  the  valve,  so  that  the  air  50 
"  driven  backward  through  the  passage  R  may  escape  to  the  outer  air.    When 
"  the  piston  has  moved  forward  far  enough  for  its  groove  M*  to  place  the  front 
^  end  of  the  live  air  passage  T^  in  communication  with  the  passage  T  the  motive 
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"  fluid  from  the  passage  T'  will  pass  through  the  passages  T  and  U  to  the  space 
'*  in  front  of  the  pressure  area  c  of  the  valve,  Figures  2  and  3,  and  there  acting 
"  upon  said  area  of  the  valve  will  overcome  the  constant  pressure  which  is  acting 
"  upon  the  smaller  area  d  of  the  valve  and  force  the  valve  rearward  again.  This 
5  "  rearward  movement  of  the  valve  will  open  the  front  end  of  the  passage  X  and 
'*  again  admit  motive  fluid  through  the  latter  to  the  space  e  in  front  of  the  valve, 
"  and  will  also  open  the  passage  IS  leading  from  such  space  to  the  passage  R  and 
"  front  end  of  the  piston  chamber.  It  will  also  open  the  interior  of  the  valve  to 
"  the  exhaust,  through  the  slots  I  and  exhaust  groove  A,  so  that  the  pressure 

10  "  behind  the  piston  may  escape,  and  will  cut  off  the  exhaust  from  the  passage  R 
'*  and  front  end  of  the  piston  chamber  by  disconnecting  the  grooves  m  and  n,  so 
"  that  the  motive  fluid  admitted  to  the  front  end  of  said  chamber  through  the 
•*  passages  S  and  R  will  drive  the  piston  rearward  again.  The  rearward  move- 
"  ment  of  the  piston  will  carry  its  groove  M*  away  from  the  front  ends  of  the 

15  "  passages  T  and  T*  and  close  the  communication  between  them,  and  the 
"  admission  of  motive  fluid  from  the  live  air  passage  T*  to  the  space  e  in  front 
*'  of  the  valve  be  thereby  cut  off  ;  but  the  motive  fluid  admitted  to  such  space 
**  through  the  passage  (or  passages)  X  will  serve  to  hold  the  valve  in  rearward 
"  position,  notwithstanding  the  escape  of  motive  fluid  through  the  passage  S, 

20  **  since  the  latter  is  of  sufficiently  less  capacity  than  the  passage  or  passages  X 
"  for  that  purpose. 

"  It  will  be  understood  that  while  the  passage  T*  is  put  into  communication 
**  with  the  passage  T  by  the  groove  M*,  to  shift  the  valve,  before  the  front  end 
*'  of  the  piston  strikes  the  shank  of  the  tool  L,  the  momentum  of  the  piston  and 

25  "  the  t^xpanding  pressure  behind  it  carries  it  on  forward  into  contact  with  the 
"  tool ;  and  that,  likewise,  while  the  exhaust  passage  Q  is  uncovered  by  the 
**  front  end  of  the  piston  before  the  latter  has  reached  its  rearward  limit  of 
"  stroke,  the  momentum  of  the  piston  and  the  expanding  pressure  behind  it 
"  will  carry  it  on  rearward,  che  motive  fluid  admitted  in  rear  of  it  by  the 

30  "  shifting  of  the  valve  before  it  completes  its  rearward  stroke  serving  to 
"cushion  it  at  the  end  of  such  stroke.  The  desideratum  is  to  so  adjust  and 
**  time  the  operation  of  the  parts  that  the  piston  shall  be  moved  rearward  as 
"  far  as  may  be  possibly  done  without  danger  of  Us  rear  end  hammering  against 
"  the  cylinder  head,  in  order  that  as  long  a  forward  stroke  as  possible  may  be 

35  '*  obtained.  The  parts  may  be  so  adjusted  that  the  piston  will  move  at  its 
**  rearward  stroke  to  or  beyond  the  position  shown  in  Figure  2,  and  there  be 
*'  cushioned  by  the  newly  admitted  motive  fluid  and  not  allowed  to  strike  the 
"  cylinder  head  E. 

"The  live  air  passage  T^  and  the  groove  M^  in  the  piston  may  be  dispensed 

40  "  with  by  opeuing  the  front  end  of  the  passage  T  into  the  piston  chamber  at  a 
"  point  slightly  in  rear  of  the  rear  end  of  the  piston  when  the  latter  is  in  its 
"  forward  position,  as  shown  in  Figure  10,  instead  of  having  it  open  into  the 
**  piston  chamber  at  the  point  shown  in  Figures  1  and  2.  Under  such  arrange- 
"  ment  of  the  passage  T  (and  dispensing  with  the  passage  T^  and  groove  M^  in 

45  •*  the  piston,)  when  the  piston  approached  its  forward  limit  of  stroke  and  its 
"  rear  end  uncovered  the  front  end  of  the  passage  T  the  live  air  in  rear  of 
**  the  piston  chamber  would  pass  through  the  passages  T  and  U,  to  the  space  e 
"at  the  front  of  the  valve,  and  there  acting  upon  its  pressure  area  c  force 
"  it  rearward,  just  as  does  the  live  air  admitted  from  the  passage  T^  throngh 

50  "  the  passages  TU  in  the  construction  illustrated  in  Figures  1  and  2.  The 
"  passage  U  is  of  such  limited  size  that  its  capacity  combined  with  that  of 
"  the  passage  S  is  less  than  the  capacity  of  the  passage  or  passages  X,  so  that 
"  the  motive  fluid  would  be  admitted  by  the  latter  to  the  front  side  of  the 

*  This  BhoQld  be  M>.— J.  C. 
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*'  valve  faster  than  it  could  escape  through  the  passages  U  and  S,  (after 
"  the  rearward  movement  of  the  valve  opened  the  rear  end  of  the  piston 
"  chamber  to  the  exhaust)  and  serve  to  hold  the  valve  in  rearward  position 
**  notwithstanding  the  escape  of  motive  fluid  through  the  passages  U  and  8. 
"  As  soon  as  the  piston  began  to  move  rearward  the  front  end  of  the  passage  T  5 
"  (Figure  10)  would  be  closed  by  the  piston,  so  that  there  could  then  be  no 
**  further  escape  of  motive  fluid  through  the  passage  U.  In  tools  of  some 
'*  sizes,  and  under  some  conditions,  however,  I  have  found  the  valve  to  operate 
"  better  when  moved  rearward  by  live  air  admitted  to  its  front  side  directly 
"  from  the  source  of  supply,  as  distinguished  from  that  admitted  to  it  from  10 
"  the  piston  chamber  under  the  modification  shown  in  Figure  10,  and  I  have 
"  therefore  illustrated  and  described  my  preferred  construction  as  embodying 
'*  the  live  air  passage  T*  and  groove  M*  in  the  piston,  as  in  Figures  1  and  2, 
"  although  the  arrangement  explained  in  connection  with  Figure  10  is  entirely 
"  satisfactory  in  many  tools,  and  is  clearly  within  the  broader  scope  of  my  15 
"  invention, 

"  Under  the  preferred  construction  shown  in  Figures  1  and  2  it  is  not 
"  essential  that  the  passage  U  shall  be  made  of  such  limited  capacity  as  has 
"  been  described,  but  under  the  construction  in  Figure  10  it  is  necessary  that  it 
"  shall  have  such  limited  capacity,  or  else  that  a  check-valve  be  interposed  in  it  20 
"  to  prevent  the  escape  of  motive  fluid  from  the  space  e  in  front  of  the  valve 
"  when  the  rear  end  of  the  piston  chamber  is  opened  to  the  exhaust. 

**  From  the  foregoing  description  of  my  new  tool  it  will  be  seen  that  inasmuch 
"  as  the  rear  end  of  the  piston  chamber  extends  entirely  through  the  valve 
"  block  and  valve  the  space  occupied  by  the  latter  is  not  provided  at  the  expense  25 
"  of  the  piston  chamber,  and  that  said  chamber  is  as  long  as  it  could  be  made 
**  even  if  the  valve  were  arranged  in  a  chamber  at  one  side  of  and  parallel  to 
"  the  piston  chamber,  instead  of  in  line  and  concentric  therewith.  In  the  tool 
"  from  which  the  drawings  were  made  the  longitudinal  thickness  of  the  valve 
"  block  is  about  an  inch  and  a  quarter,  (as  will  appear  from  the  full-sized  views  30 
"  of  said  blocks  in  Figures  4  and  5,)  and  in  tools  of  the  same  size  made  in 
*'  accordance  with  my  previously  mentioned  patent  the  valve  blocks  were  of 
"  approximately  the  same  longitudinal  thickness.  In  such  prior  tools  the 
"  piston  chamber  necessarily  terminated  at  the  forward  side  of  the  valve  block, 
"  while  in  my  present  tool  it  extends  entirely  through  the  valve  block,  so  that  35 
"  in  a  tool  of  given  length  as  a  whole  the  piston  chamber  under  the  construction 
"  of  my  present  tool  may  be  made  more  than  an  inch  longer  than  under  the 
"  construction  employed  in  my  prior  tool,  with  the  consequent  possibility  of 
"  correspondingly  increasing  the  length  of  the  piston  and  the  power  of  action 
"of  the  tool.  e  r  ^ 

"  Inasmuch  as  the  valve  in  my  new  tool  consists  of  an  exceedingly  thin  steel 
*•  shell,  and  is  consequently  very  light,  and  inasmuch  as  its  limit  of  movement 
"  is  very  short,  not  exceeding  an  eighth  of  an  inch  in  a  tool  of  the  size  from 
"  which  the  drawings  were  made,  (Figures  4  and  5)  it  follows  that  the 
"  momentum  acquired  by  the  valve  in  its  rapid  reciprocations  is  very  slight,  45 
'*  and  is  not  sufBcient  to  so  hammer  the  valve  against  the  abutments  at  the 
"  opposite  ends  of  its  stokes  as  to  cause  damage  and  rapid  wear  of  the  valve. 

"  Under  the  construction  shown  in  Figures  1  and  2,  (which  includes  the  live 
"  air  passage  T^  and  the  groove  M^  in  the  piston)  the  auxiliary  passage  X  is 
"  necessary  only  for  the  purpose  of  supplying  motive  fluid  to  the  front  end  of  50 
"  the  piston  chamber,  through  the  passage  S,  and  in  event  (sic)  some  other 
"  passage  controlled  by  the  valve  for  supplying  the  motive  fluid  to  the  front 
"  end  of  the  piston  chamber  were  substituted  for  the  passage  S,  as  might  be 
"  done,  the  auxiliary  passage  would  be  unnecessary.  Under  the  construction 
"  shown  in  Figure  10,  however,  the  auxiliary  passage  X  is  necessary  for  the  55 
"  further  purpose  of  supplying  motive  fluid  to  the  larger  area  of  the  valve,  to 
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"  hold  the  latter  in  rearward  position  after  it  has  been  moved  thereto  by  the 

"  motive  fluid  admitted  to  it  from  the  piston  chamber  through  the  passage  TU. 

"  As  will  be  understood,  the  rearward  movement  of  the  valve  opens  the  rear 

^^  ends  of  the  piston  chamber  to  the  exhaust  and  the  motive  fluid  which  had 

5  "  been  admitted  to  the  larger  area  of  the  valve  through  the  passage  TU  in 

*^  Figure  10  would  escape   backward  through  said  passage  and  permit  the 

"  pressure  behind  the  valve  to  force  it  forward  again  if  it  were  not  for  the 

**  provision  of  the  auxiliary  passage  X  for  supplying  motive  fluid  to  the  larger 

^  area  of  the  valve  faster  than  it  can  escape  therefrom.    Under  the  construction 

10  "  shown  in  Figure  10,  therefore,  the  provision  of  the  auxiliary  passage  X,  and 

*^  the  reduction  in  size  of  the  portion  U  of  the  passage  leading  to  the  piston 

**  chamber,  enable  me  to  dispense  with  the  check  valve  which  in  the  machine 

*^  of  my  prior  patent  was  employed  in  the  passage  leading  from  the  piston 

^*  chamber  to  the  larger  area  of  the  valve,  and  the  auxiliary  passage  X  thus 

15   "  serves  a  useful   purpose   in   the   construction   shown  in   Figure  10  quite 

"  independently  of  its  function  of  supplying  motive  fluid  to  the  passage  S 

"  leading  to  the  front  end  of  the  piston  chamber. 

"  From  the  foregoing  it  will  be  understood  that  while  the  auxiliary  passage 

"  serves  the  purpose  in  the  construction  of  Figures  1  and  2  of  supplying  motive 

20  "  fluid  to  the  front  end  or  the  piston  chamber,  and  while  in  the  construction  of 

"  Figure  10  it  serves  that  purpose  and  also  the  f  mother  purpose  of  rendering 

*^  unnecessary  any  check  valve  in  the  passage  leading  from  the  piston  chamber 

^  to  the  larger  area  of  the  valve,  it  nevertheless  is  not  absolutely  essential 

**  to  either  construction,  and  may  be  dispensed  with  in  the  former  by  sub- 

25   ^*  stituting  some  other  passage  for  the  passage  S,  as  heretofore  explained,  and  in 

•*  the  latter  by  making  the  same  substitution  and  by  placing  a  check  valve  in  the 

**  passage  between  the  piston  chamber  and  larger  area  of  the  valve,  as  in  my 

^<  prior  machine.     So  far  as  1  am  aware,  however,  the  valve  mechanism  of  my 

'^  new  tool  is  the  first  instance  in  which  an   auxiliary  passage  such   as  the 

30  "  passage  X,  co-operating  with  the  valve  in  the  manner  described,  has  been 

*'  employed  for  either  of  the  purposes  mentioned.     It  therefore  forms  a  novel 

**  and  useful,  even  though  not  absolutely  essential,  feature  of  my  new  valve 

*'  mechanism,  and  may  also  be  employed  in  connection  with  valves  of  other 

"  form  than  that  herein  shown  and  described,  such,  for  instance,  as  the  valve  of 

35  "  my  prior  patent. 

**  The  purpose  of  the  stem  N  projecting  from  the  front  end  of  the  piston  M  is 
"  to  provide  a  cushion  for  the  piston  at  the  end  of  its  forward  stroke,  and  prevent 
^'  its  striking  the  shoulder  J  at  the  front  end  of  the  piston  chamber,  whenever  the 
**  chisel  or  other  working  tool  L  is  not  in  position  to  receive  the  blows  of  the 
40  ^  piston  and  arrest  the  latter.  At  such  time  the  stem  N  will  enter  and  snugly 
^  fit  the  opening  within  the  annular  shoulder  or  ring  J,  and  as  the  front  end  of 
^*  the  passage-  R  will  be  closed  by  the  front  end  of  the  piston  proper  at  about  the 
<<  same  time  the  air  between  the  end  of  the  passage  R  and  the  shoulder  J  will 
^^  be  trapped  and  serve  to  arrest  and  cushion  the  piston,  and  prevent  its  striking 
45  "  the  shoulder  J,  So  long  as  the  chisel  L  is  in  working  position,  however,  the 
^^  stem  N  is  not  necessary  for  this  purpose,  since  the  contact  of  the  piston  with 
^^  the  end  of  the  shank  of  the  chisel  will  serve  to  arrest  the  piston.  If,  therefore, 
**  means  were  provided  for  holding  the  working  tool  in  position  (as  is  frequently 
*^  done  in  tools  of  this  character)  the  piston  need  not  be  provided  with  the  stem 
50  ^  N,  but  its  front  end  be  left  the  same  as  its  rear  end,  the  shank  of  the  tool  L  in 
^^  such  case  being  arranged  to  project  slightly  into  the  front  end  of  the  piston 
^<  chamber,  to  receive  the  blows  of  the  piston,  and  the  passage  R  being  made  to 
^  open  into  the  piston  chamber  nearer  the  front  end  of  the  latter.  In  such  event 
"  the  piston  would  be  permitted  a  still  longer  stroke  than  in  the  present  instance. 
55  ^*  It  will  be  noticed  that  the  shank  'of  the  chisel  L,  by  closing  the  opening 
*^  which  leads  into  the  front  end  of  the  piston  chamber,  itself  forms  a  part  of 
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"  the  end  wall  of  said  chamber  or  the  abutment  against  which  the  motive  fluid 
"  admitted  by  the  passage  R  acts  in  driving  the  piston  rearward.    So  far  as  I 
"  am  aware  I  am  the  first  in  the  art  to  employ  the  shank  of  the  chisel  or 
"  working  tool  for  this  purpose,  or  to  so  construct  and  arrange  the  parts  that  it 
"  could  be  employed  for  this  purpose.    By  so  employing  it  the  variety  of  means  5 
"  heretofore  used  for  closing  the  front  end  of  the  piston  chamber  are  entirely 
"  dispensed  with,  and  the  construction  of  the  tool  simplified  and  cheapened.    I 
*'  have  found  from  experiments  and  practical  use  of  tools  of  this  character  that 
**  the  rebound  of  the  piston  from  contact  with  the  working  tool  is  of  itself 
"  nearly  sufficient  to  return  the  piston  to  the  rear  end  of  the  piston  chamber,  so  10 
"  that  but  a  small  quantity  of  motive  fluid  need  be  admitted  to  the  front  end  of 
^'  the  piston  chamber  for  this  purpose,  and  that  the  front  end  of  the  piston 
"  chamber  need  not  be  air-tight  in  order  that  the  motive  fluid  may  act  with 
"  sufficient  force.    To  such  an  extent  is  this  true  that  no  great  care  need  be 
^'  exercised  in  having  the  shank  of  the  chisel  snugly  fit  the  chisel  sleeve  K  or  15 
"  the  opening  within  the  ring  J,  and  I  have  found  the  tool  to  work  satisfactorily 
'^  in  some  instances  with  a  chisel  whose  shank  was  not  round,  but  hexagonal  in 
'^  shape,  the  round  shoulder  of  the  shank,  which  fits  against  the  outer  end  of 
*'  the  chisel  sleeve,  serving  to  sufficiently  confine  the  motive  fluid  in  the  front 
"  end  of  the  piston  chamber.  20 

^^  One  of  the  chief  objections  to  the  use  of  tools  of  this  character  has 
**  heretofore  been  the  shock  and  jar  incident  to  their  use,  which  caused  a  severe 
*'  strain  upon  the  workman  using  them.  These  shocks  and  jars  were  caused  to 
"  an  equal  or  greater  extent  by  the  rearward  strokes  of  the  piston,  than  by  the 
"  forward  strokes  thereof.  As  before  stated,  I  have  discovered  that  the  rebound  25 
"  of  the  piston  from  contact  with  the  working  tool  is  of  itself  nearly  sufficient 
**  to  return  the  piston,  so  that  in  my  new  tool  I  have  arranged  to  admit  motive 
**  fluid  to  the  front  end  of  the  piston  chamber  through  a  very  small  passage  (S), 
^^  and  to  cut  off  its  admission  thereto  and  open  the  exhaust  before  the  piston  has 
"  nearly  reached  its  rearward  limit  of  stroke,  with  the  result  that  the  rebound  30 
*'  of  the  piston  from  contact  with  the  working  tool  is  aided  by  a  very  small 
*'  quantity  of  motive  fluid  admitted  in  front  of  the  piston  during  only  a  portion 
"  of  its  rearward  stroke,  so  that  while  the  piston  is  thrown  rearward  quickly 
"  enough,  it  is  not  moved  with  sufficient  force  to  cause  the  objectionable  jarring 

"  of  the  tool  heretofore  referred  to "  35 

There  were  56  Claims,  but  only  the  following  are  material  for  this  Report : — 
^*  1.  In  a  pneumatic  hammer,  a  valve  for  controlling  the  movements  of  the 
*'  piston,  consisting  of  a  cylindrical  shell  located  in  the  piston  chamber  and 
^'  adapted  to  have  the  piston  pass  through  it,  and  provided  with  opposing 
''  pressure  surfaces  of  different  areas,  against  the  smaller  of  which  the  motive  40 
'*  fluid  constantly  acts,  to  press  the  valve  in  one  direction,  and  to  the  larger  of 
'*  which  the  motive  fluid  is  intermittently  admitted,  to  move  the  valve  in  the 
^'  opposite  direction.  2.  In  a  pneumatic  hammer,  the  combination,  with  the 
^^  piston  chamber  and  piston,  of  a  valve  located  in  the  piston  chamber  and  con- 
"  sisting  of  a  cylindrical  shell  through  which  the  piston  passes,  and  provided  45 
'^  with  differential  pressure  areas  against  the  smaller  of  which  the  motive  fluid 
"  constantly  acts  to  press  the  valve  in  one  direction,  and  a  passage  controlled  by 
"  the  piston  for  intermittently  admitting  the  motive  fluid  to  the  larger  pressure 
^*  area  to  move  the  valve  in  the  opposite  direction.  3.  In  a  pneumatic  hammer, 
^'  the  combination,  with  the  piston  chamber  and  piston,  of  a  valve  located  in  50 
^'  the  rear  end  of  the  piston  chamber  and  consisting  of  a  cylindrical  shell 
'^  through  which  the  rear  end  of  the  piston  passes  at  the  end  of  its  rearward 
^'  stroke,  and  provided  with  differential  pressure  areas  against  the  smaller  of 
*'  which  the  motive  fluid  constantly  acts  to  press  the  valve  in  one  direction,  and 
'^  a  passage  controlled  by  the  piston  and  opened  by  the  latter  at  its  forward  55 
'^  stroke  to  admit  motive  fluid  to  the  larger  area  of  the  valve.    4.  In  a  pneumatic 
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"  hammer,  the  combination,  with  the  piston  chamber  and  piston,  of  a  valye 
"  located  in  the  rear  end  of  the  piston  chamber  and  consisting  of  a  cylindrical 
"  shell  through  which  the  rear  end  of  the  piston  passes  at  the  end  of  its 
"  rearward  stroke,  and  provided  with  differential  pressure  areas  against  the 
5  "  smaller  of  which  the  motive  fluid  constantly  acts  to  press  the  valve  forward, 
"  and  a  passage  controlled  by  the  piston  and  opened  by  the  latter  at  its  forward 
"  stroke  to  admit  motive  fluid  to  the  larger  area  of  the  valve,  to  move  the  valve 
"  rearward.  5.  In  a  pneumatic  hammer,  the  combination,  with  the  piston 
"  chamber  and  piston,  of  a  valve  located  in  the  rear  end  of  the  piston  chamber 
10  "  and  consisting  of  a  cylindrical  shell  through  which  the  rear  end  of  the  piston 
"  passes  at  the  end  of  its  rearward  stroke,  and  provided  with  differential 
"  pressure  areas  against  the  smaller  of  which  the  motive  fluid  constantly  acts  to 
"  press  the  valve  forward,  and  a  passage  controlled  by  the  piston  and  opened  by 
"  the  latter  at  its  forward  stroke  to  admit  motive  fluid  to  the  larger  area  of  the 

15  "  valve,  to  move  the  valve  rearward,  said  valve  when  moved  forward  by  the 
"  constantly  acting  pressure  against  the  smaller  area  opening  an  annular  port 
"  around  its  rear  end  to  admit  the  motive  fluid  to  the  rear  end  of  the  piston 
*'  chamber,  and  when  moved  in  the  opposite  direction  by  the  intermittent 
'^  pressure  admitted  to  its  larger  area  opening  a  passage  leading  to  the  front  ena 

20  "  of  the  piston  chamber.  6.  In  a  pneumatic  hammer,  the  combination,  with 
"  the  piston  chamber  and  piston,  of  a  valve  for  controlling  the  movements- 
'^  of  the  piston,  consisting  of  a  cylindrical  shell  located  in  the  piston  chamber 
"  and  adapted  to  have  the  piston  pass  through  it,  and  provided  with 
"  differential  pressure  areas  against  the  smaller  of  which  the   motive   fluid 

25  ^^  constantly  acts  to  press  the  valve  in  one  direction,  a  passage  controlled 
"  by  the  piston  and  opened  by  the  latter  at  its  forward  stroke  to  admit 
^^  motive  fluid  to  the  larger  area  of  the  valve,  and  an  exhaust  passage 
"  leading  from  said  larger  area  of  the  valve  and  opened  by  the  piston  at  its  rear- 
**  ward  stroke.    7.  In  a  pneumatic  hammer,  the  combination,  with  the  piston 

30  "  chamber  and  piston,  of  a  valve  provided  with  differential  pressure  areas 
"  against  the  smaller  of  which  the  motive  fluid  constantly  acts  to  press 
**  the  valve  in  one  direction,  a  passage  controlled  by  the  piston  for  inter- 
"  mittently  admitting  the  motive  fluid  to  the  larger  area  of  the  valve, 
**  to   move  the    valve  in   the    opposite    direction,  and  an   auxiliary  passage 

35  ^*  opened  by  the  last  mentioned  movement  of  the  valve  to  admit  an  additional 
"  supply  of  motive  fluid  to  the  larger  area  of  the  valve.  8.  In  a  pneumatic 
"  hammer,  the  combination,  with  the  piston  chamber  and  piston  of  a  valve 
**  having  differential  pressure  areas  against  the  smaller  of  which  the  motive 
"  fluid  constantly  acts  to  press  the  valve  in  one  direction,  a  passage  controlled 

40  "  by  the  piston  and  opened  by  the  latter  at  its  forward  stroke,  to  admit  motive 
**  fluid  to  the  larger  area  of  the  valve  and  move  the  latter  in  the  opposite 
"  direction,  an  auxiliary  passage  opened  by  the  last  mentioned  movement 
"  of  the  vaive  to  admit  motive  fluid  to  the  larger  area  of  the  valve  directly  from 
*^  the  source  of  supply,  and  an  exhaust  passage  leading  from  said  larger  area  of 

45  '*  the  valve  and  opened  by  the  piston  at  its  rearward  stroke,  said  exhaust 
^^  passage  being  of  larger  area  than  the  auxiliary  passage  by  which  the  motive 
'^  fluid  is  admitted  to  the  lai^er  area  of  the  valve.  9.  In  a  pneumatic  hammer, 
"  the  combinatipn,  with  the  piston  chamber  and  piston,  of  a  valve  having 
"  differential  pressure  areas  against  the  smaller  of  which  the   motive  fluid 

50  "  constantly  acts  to  press  the  valve  in  one  direction,  a  passage  controlled  by  the 
"  piston  and  opened  by  the  latter  at  its  forward  stroke,  to  admit  motive  fluid  to 
^'  said  larger  area  of  the  valve  and  move  the  latter  in  the  opposite  direction, 
''  and  an  auxiliary  passage  opened  by  the  last  mentioned  movement  of  the  valve 
''  to  admit  motive  fluid  to  the  larger  area  of  the  valve  directly  from  the  source 

55  ''  of  supply,  said  auxiliary  passage  exceeding  in  capacity  the  said  passage 
'^  controlled  by  the  piston.    Id.  In  a  pneumatic  hammer,  the  combination  with 
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"  the  piston  chamber  and  piston,  of  a  valve  having  differential  pressure  areas 
"  against  the  smaller  of  which  the  motive  fluid  constantly  acts  to  press  the 
"  valve  in  one  direction,  a  live  air  passage  leading  directly  from  the  source  of 
*'  supply  to  the  piston  chamber  through  the  wall  of  the  latter  and  independently 
"  of  the  piston  and  a  passage  leading  from  the  piston  chamber  to  the  larger  area 
'*  of  the  valve,  the  piston  operating  to  closp  communication  between  said 
^'  passages  except  when  it  approaches  one  end  of  its  stroke,  and  then  place  said 
<*  passages  in  communication  with  each  other  to  thereby  admit  the  motive  fluid 
'*  to  the  larger  area  of  the  valve.    14.  In  a  pneumatic  hammer,  the  combination, 


FICJO. 


with  the  piston  chamber  and  piston,  of  a  valve  having  differential  pressure  10 
areas  against  the  smaller  of  which  the  motive  fluid  constantly  acts  to  press  the 
valve  in  one  direction,  a  live  air  passage  leading  directly  from  the  source  of 
supply  to  the  piston  chamber,  and  a  passage  leading  from  the  piston  chamber 
to  the  larger  area  of  the  valve,  the  piston  being  provided  with  a  circum- 
ferential groove  which  places  said  passages  in  communication  with  each  other  15 
as  the  piston  approaches  its  forward  limit  of  stroke,  to  thereby  admit  the 
motive  fluid  to  the  larger  area  of  the  valve,  and  the  piston  operating  at  its 
rearward  stroke  to  cut  off  such  communication  and  to  open  an  exhaust 
passage  from  the  larger  area  of  the  valve.    50.  A  pneumatic  hammer  having 
a  piston  chamber  whose  front  end  is  partially  closed  by  an  annular  shoulder  20 
surrounding  an  opening  adapted  to  receive  the  shank  of  the  working  tool,  so 
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^'  that  said  tool  forms  part  of  the  end  wall  of  the  piston  chamber  against  which 

"  the  motive  fluid  acts  to  force  the  piston  rearward,  in  combination  with  a 

"  piston  provided  upon  its  front  end  with  a  projecting  stem  adapted  to  enter 

"  and  fit  said  tool-receiving  opening  when  the  absence  of  the  working  tool  from 

5  "  position  to  receive  the  blows  of  the  piston  permits  the  latter  to  make  an 

"  abnormal  forward  stroke,  whereby  the  piston  is  cushioned  at  the  ends  of  such 

^  strokes  and  not  permitted  to  stroke  the  end  of  the  piston  chamber.    51.  A 

"  pneumatic  hammer  having  a  piston  chamber  whose  front  end  is  partially 

"  closed  by  the  integral  annular  shoulder  J  surrounding  the  opening  adapted  to 

10  *'  receive  the  shank  of  an  unconnected  and  removable  working  tool  L,  and 

"  having  the  passage  R  for  admitting  the  motive  fluid  to  the  front  end  of  the 

'^  piston  chamber  where  it  may  act  upon  the  shoulder  J  and  shank  of  the 

**  tool  L  to  force  the  piston  rearward." 

On  the  21st  of  September  1905  the  Consolidated  Pneumatic  Tool  Company  Ld. 

15  commenced  an  action  (hereinafter  called  the  first  action)  SLgainBt  Bobert  Ingham 

Clarky  John  Wilbur  Tiemey^  and  the  Philadelphia  Pneumatic  Tool  Company 

of  London  for  infringement  of  these  two  Patents. 

On  the  31st  of  July  1905  the  same  Plaintiffs  commenced  an  action  (hereinafter 

called  the  second  action)  against  Sir  W.  G.  Armstrong,  Whitworth  A  Co.  Ld., 

20  and  the  Olohe  Pneumatic  Engineering  Company  Ld.,  for  infringement  of  the 

1896  Patent.    On  the  6th  of  November  1905  the  ^rit  was  amended  so  as  to 

include  the  1895  Patent. 

On  the  18th  of  July  1905  the  same  Plaintiffs  commenced  an  action  (hereinafter 
called  the  third  action)  against  the  Ingersoll  Sergeant  Drill  Company  and 
25  John  Macdonald  A  Son  for  infringement  of  the  1896  Patent 

In  all  the  actions  the  usual  relief  was  sought,  except  that  costs  were  claimed 
as  between  solicitor  and  client. 

The  Plaintiffs  by  their  Statements  of  Claim  (as  amended,  in  the  second  and 
third  actions)  alleged  that  they  were  the  owners  of  the  Patents,  that  the  Specifi- 
30  cation  of  the  1895  Patent  was  duly  amended  on  the  27th  of  October  1898  and  the 
Specification  of  the  1896  Patent  on  the  25th  of  October  1898,  that  the  Claims  in 
the  original  Specifications  were  framed  in  good  faith  and  with  reasonable  skill 
and  knowledge,  that  the  respective  DefendantR  had  infringed,  and  that  in  an 
action  brought  by  the  Plaintiffs  in  these  actions  against  Charles  Churchill  A  Co. 
35  Ld.  on  the  Patents  (or,  in  the  third  action,  the  1896  Patent)  the  Plaintiffs  had 
recovered  judgment,  and  that  a  Certificate  that  the  validity  of  the  Patents  (or 
Patent,  respectively)  had  come  in  question  had  been  granted  by  Mr.  Justice 
Buckley. 

By  their  Particulars  of  Breaches  (as  amended,  in  the  second  and  third  actions) 

40  the  Plaintiffs  alleged  that  the  respective  Defendants  had  manufactured,  used, 

offered  for  sale  and  sold  (and,  in  tie  first  and  third  actions,  imported)  pneumatic 

hammers  constructed  in  accordance  with  (in  the  first  and  second  actions)  the 

inventions  described  in  the  Specifications  of  both   Patents  and  claimed   in 

Claims  42  and  43  of  the  1895  Patent  Specification  and  Claims  13,  14,  50,  and  51 

45  of  the  1896  Patent  Specification,  and  (in  the  third  action)  the  invention  described 

in  the  said  Claims  of  the  1896  Patent  Specification.    In  the  first  action  they 

also  alleged  that  in  or  about  the  months  of  February,  May,  June  and  August 

1904  the  Defendants  ordered  from  the  Philadelphia  Pneumatic  Tool  Company 

of  Philadelphia,  U.S.A.,  several  parcels  of  rivetting  and   chipping  hammers 

50  constructed  as  aforesaid  and  received  the  said  articles  in  this  realm  and  sold  some 

of  the  same  to  Sir  W.  Q.  Armstrong,  Whitworth  A  Co.  Ld.,  and  others  to  persons 

then  unknown  to  the  Plaintiffs.     In  the  second  action  they  alleged  that  the 

pneumatic  chipping  hammer  No.  3256  {Handle,  No.  7462),  size  No.  3,  constructed 

as  aforesaid  and  manufactured  by  Sir  W.  O.  Armstrong,  Whitworth  A  Co.  Ld., 

55  was,  on  the  7th  of  June  1905,  sold  by  the  Defendants  the  Olohe  Pneumatic 

Engineering  Company  Ld.,  of  150  Queen   Victoria  Street,  London,  to  Mr. 
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Alexander  Marshall^  Motherwell  Boiler  Works,  Ooureington  Road,  Mother- 
well, near  Glasgow.  In  the  third  action  they  alleged  that  a  pneumatic 
chipping  hammer  described  as  a  4-H  Haeseler  Chipping  Hammer  No.  4522, 
was,  on  the  28th  of  June  1905  sold  by  the  Defendants  John  Macdonald  Jt  Son 
from  their  Leeds  branch  to  the  Deighton  Patent  Flue  and  Tube  Company  Ld., 
of  Vulcan  Works,  Pepper  Road,  Leeds.  The  said  chipping  hammer  was  alleged 
to  have  been  constructed  in  infringement  of  the  1896  Patent  as  aforesaid,  and  to 
have  been  manufactured  and  imported  into  this  realm  and  supplied  by  the 
Defendants,  the  Ingeraoll  Sergeant  Drill  Company^  to  their  co-Defendants. 

The  Drawing  given  below  is  taken  from  a  Drawing  used  at  the  trial  by  the 
parties  in  the  first  two  actions,  and  shows  the  handle  of  the  hammer  (herein- 
after referred  to  as  the  Keller  hammer)  alleged  to  be  an  infmigement  of 
the  1895  Patent  The  allegation  of  infringement  of  the  1896  Patent  was 
abandoned  during  the  trial,  and  no  description  of  the  alleged  infringement  has 
therefore  been  included  in  this  Report. 


10 


15 


By  their  respective  Defences  (after  amendment,  in  the  third  action)  the 
respective  Defendants  denied  that  they  had  infringed,  and  alleged  that  the 
original  Claims  were  not  framed  in  good  faith  or  with  reasonable  skill  or 
knowledge,  but  were  on  the  contrary  framed  without  reference  to  the  state  of 
knowle(^e  at  and  before  the  date  of  the  Patents  respectively  within  this  realm,  20 
and  that  the  Patents  were  contrary  to  law,  void,  and  of  none  effect.  They  also 
raised  a  Defence  as  to  the  claim  for  solicitor  and  client  costs. 

By  their  amended  Particulars  of  Objections  the  respective  Defendants  in  all 
three  actions  alleged  that  the  alleged  inventions,  as  described  and  claimed  in  the 
Specification  of  the  1896  Patent,  were  not  useful,  and  that  the  cushioning  therein  25 
claimed  to  be  effected  was  not  so  effected,  and  the  contrivance  was  wholly 
useless  for  the  purpose  of  preventing  the  piston  striking  and  damaging  the 
shoulder  of  the  piston  chamber.    The  Defendants  in  the  third  action  also  alleged 
that  the  contrivance,  if  constructed  in  accordance  with  the  Specification,  would 
not  work.    The  respective  Defendants  also  alleged  that  the  alleged  inventions  30 
were  not  the  subject-matter  for  valid  Letters  Patent  and  were  not  matters 
requiring  any  invention  having  regard  to  the  state  of  common  public  knowledge 
at  the  date  of  the  Patent  and  to  Sie  prior  publications  mentioned  in  the  Par- 
ticulars of  Objections ;  and  that  they  were  not  new  but  had  previously  been 
published  within  this  realm  by  the  publication  at  the  Patent  Office  of  the  35 
Specifications  therein  mentioned  and  specified  below. 

Pursuant  to  Order,  the  Defendants  in  the  first  and  second  actions  gave  (inter 
alia)  the  following  Particulars : — (3)  They  alleged  that  the  following  Claims  in 
the  Specification  of  1895  were  wanting  in  subject-matter,  viz.,  the  general  Claim 
made  in  respect  of  a  check  valve  in  the  passage  printed  on  page  4,  lines  47  to  53 
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of  the  Specification^  and  Olaimfl  15,  16,  17,  20,  21,  and  42  to  46.  (4)  The 
Defendants  stated  that  the  Claims  in  the  Specification  of  1895  mentioned  in  the 
fourth  column  below  were  not  new,  and  the  parts  set  out  in  column  3  of  the 
Specifications  mentioned  in  column  1  were  relied  on  against  such  Claims. 


No.  and  date  of 
Specification. 


Name  of 

the 
Patentee. 


Parts  of  the  Specification 
relied  upon. 


Subject-matter 

in  question. 

Claims. 


10 


5  1778,  A.D.  1865 


12,012,  A.D.  1848 


195,102,  U.S.A.  (pub- 
lished during  1877). 

11,427,  A.D.  1884   ... 


15 


8267,  A.D.  1888 


14,547,  A.D.  1890 


25 


3586,  A.D.  1894 


4947.  A.D.  1894  (pub- 
lished  in  February, 
30      1895). 


531,834,  U.S.A.  (pub- 
lished during  1895). 

35  433,150,  U.S.A.  (pub- 
lished during  1890). 


Low 


Jennings 


Dennis 


Carricaburu 


Barth 


Boss 


Grossley  and 
Atkinson. 

Nelson 


C?u>uteauB,nd 
Cornwall, 

Schmidt 


Sheet  3  of  the  Drawings 
and  the  descriptions  com- 
mencing at  page  13,  lines 
10  to  18  relating  thereto. 

The  whole  of  the  Specifi- 
cation and  Drawings. 

The  whole  of  the  Specifi- 
cation and  Drawings. 

Figure  9  of  the  Drawings 
and  the  descriptive  matter 
relating  thereto  on  page  6, 
line  41  to  the  end  of  the 
page,  page  7,  lines  1  to  9, 
and  page  8,  lines  43  to  50. 

Page  2,  lines  27  to  41,  and 
page  4,  lines  5  to  9,  and 
the  Drawings. 

Figures  1,  5,  and  6  of  the 
Drawings  and  descriptive 
matter  on  page  2,  lines  21 
to  27. 

Page  2,  lines  43  to  47  and 
the  Drawings. 

Page  1  of  the  Provisional 
Specification,  lines  39  to 
end,  and  Complete  Speci- 
fication, page  3,  lines  12 
to  20,  and  the  Drawings. 

The  whole  of  the  Specifi- 
cation and  Drawings. 

The  whole  of  the  Specifi- 
cation and  Drawings. 


42  to  46. 


42  to  46  and  63 
and  64. 

15. 


The  Claim 
made  on  page 
4,  lines  47  to 
53. 


42  to  44. 
42  to  44. 

42  to  44. 
42  to  44. 


32,  42,  43,  47 
and  48. 

42  to  44. 


Ante,  pago  670,  line  66  to  page  671,  line  6. 
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No.  and  date  of 
Specification. 


48,421,  U.S.A.  (pub- 
lished during  1865). 

384,186,  U.S.A.  (pub- 
lished  during  1888). 

185,805,  U.S.A.  (pub- 
lished during  1877). 


Name  of 

the 
Patentee. 


Matthews 


Barth 


Waring 


Parts  of  the  Specification 
relied  upon. 


The  whole  of  the  Specifi- 
cation and  Drawings. 

The  whole  of  the  Specifi- 
cation and  Drawings. 

The  whole  of  the  Specifi- 
cation and  Drawings. 


Subject-matter 

in  question. 

Claims. 


42    to    46,  63 
and  64. 

6,13,42,43,63 
and  64. 

69  to  73. 


10 


15 


20 


25 


As  to  the  Specification  of  1896,  the  Defendants  alleged  as  follows  :--(5)  The 
following  Claims  were  wanting  in  s abject-matter  :  Nos.  1  to  5,  7  to  16,  32  to  35, 
and  50  to  53 ;  (6)  The  following  Claims  were  not  new ;  the  whole  of  each  of  the 
following  Specifications  was  relied  on  as  against  the  Claims  specified  in  brackets : 
Boyer  (No.  7672*  of  1895)  (as  against  Claim  13)  ;  DoeHng  (No.  1704  of  1867,  and 
U.S.A.  Patent,  No.  72,465— an  abridgment  published  in  England  during  1869)  ; 
Bailey  (U.S.A.,  No.  136,806— published  in  England  during  1873);  Waring 
(U.S.A.,  No.  185,805— published  in  England  during  1877) ;  Hunt  (No.  358 
of  1877) ;  BrazelU  (U.S.A.,  No.  245,777— published  in  England  during  1881), 
and  OgU  (No.  15,668  of  1891)  (all  as  against  Claims  13  and  14) ;  Thompson 
(No.  14,982  of  1886)  (as  against  Claims  13  and  50) ;  Belts  Broum  (No.  220 
of  1868)  (as  against  Claims  7  to  9, 15,  32,  and  34)  ;  Barth  (U.S.A.,  No.  384,186— 
published  in  England  during  1888)  (as  against  Claims  7  to  16,  and  32  to  34)  ; 
Schmidt  (U.S.A.,  No.  538,433— published  in  England,  14th  May,  1896)  (as 
against  Claims  51  and  52);  Gray  (No.  1095  of  1863);  King  (U.S.A., 
Nos.  513,941  and  550,324— published  in  England  during  1894  and  1895 
respectively);  and  Beckwith  (U.S.A.,  No.  559,660— published  in  England, 
14th  May,  1896)  (all  as  against  Claims  50  to  53)  ;  Thorp  (No.  15,123  of  1889) 
(as  against  Claims  28  and  50  to  53) ;  Wolstencroft  (No.  17,709  of  1894,  and 
No.  460  of  1895)  (as  against  Claims  1  to  5,  35,  50,  and  51) ;  Boss  (No.  14,547 
of  1890)  (as  against  the  Claim  made  at  p.  8,  line  54  to  the  end  of  the  page, 
and  Claims  50  to  53)  ;  and  Nelson  (No.  4947  of  1894)  (as  against  the  last- 
mentioned  Claims,  except  Claim  50). 

In  the  third  action,  the  amended  Particulars  of  Objections  under  the  head  30 
of  want  of  novelty  were  the  same  as  those  as  to  the  Patent  of  1896  in  the 
first  and  second  actions,  except  that  the  Specifications  of  Boyer^  Doering,  and 
Belts  Broum  were  omitted,  and  that  the  Specification  of  (}ray  (No.  1095 
of  1863)  was  relied  on  as  against  the  Claim  made  at  page  8,  line  50  and  the 
following  lines  and  Claims  50  to  52,  and  the  Specification  of  Ross  (No.  14,547  35 
of  1890)  was  relied  on  against  the  Claim  made  at  page  8,  line  51  and  the 
following  lines,  and  Claims  50  to  53. 

The  Plaintiffs  delivered  replies  in  all  three  actions,  joining  issue,  and 
replying  to  the  defence  raised  as  to  solicitor  and  client  costs. 

The  Specification  of  Brazelle  (U.S.A.,  No.  245,777,  A.D.  1881)  for  a  "  Steam 
"  pumping-engine "  contained  the  following  passages  and  Drawing  :— *'  The 
"  object  of  my  invention  is  to  provide  a  .  .  .  direct-acting  engine  adapted 
"  for  application  to  .  .  .  operating  steam  hammers  or  stamps,  rock  drills, 
"  and  analogous  uses,  and  specially  suited  for  operation  under  high  pressures 
"and  at  high  speeds  ...  In  the  operation  of  my  improvementa,  the 
"  piston  B  being  at  the  upper  and  the  valve  C  at  the  lower  extremity  of 
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"  its  stroke,  as  in  Fig.  1,  the  steam  from  the  boiler,  which  is  admitted  to  the 
"  steam-chest  by  the  steam-pipe  C*,  passes  therefrom  through  the  port  c^  into 
"  the  cylinder  above  the  larger  head,  &,  of  the  piston  B,  and  also  passes  through 
"  the  port  c*  to  the  space  between  the  heads  b  and  b\  acting  thereby  upon  both 
"  sides  of  the  head,  6,  but  with  an  excess  of  downward  pressure  due  to  the 
"  difference  in  area  between  its  upper  and  lower  surfaces,  such  preponderance 
"  of  pressure  effecting  the  downward  stroke.  At  the  termination  thereof,  the 
"  smaller  head,  b\  of  the  piston  having  passed  the  lower  port,  c',  the  steam 
"  supplied  through  the  port  c*  to  the  space  between  the  heads  passes  therefrom 
**  through  the  port  c^  to  the  steam-chest  and  raises  the  valve  C^  by  its  pressure 
"  upon  the  larger  head  c\  simultaneously  opening  the  upper  port  c^  to  the 
^'  exhaust,  for  the  discharge  of  the  steam  which  has  effected  the  downward 
**  stroke,  and  effecting  the  upward  stroke  by  its  pressure  upon  the  lower 
"  surface  of  the  larger  head,  b.  At  the  termination  of  the  upward  stroke, 
"  communication  being  established  between  the  lower  port,  c*,  and  the  supple- 
**  mental  exhaust  pipe,  c\  the  steam  which  has  raised  the  valve  C^  escapes 
**  through  the  pipe  c*,  and  the  pressure  upon  the  upper  head,  c,  throws  down 
"  the  valve,  thereby  opening  the  port  c^  to  the  steam-pipe  and  effecting  the 
**  succeeding  downward  stroke,  as  above  described." 


FIGJ. 


20 


25 


The  first  action  came  on  for  trial  on  the  16th  of  May  1906  before  Mr.  Justice 
Warrington,  and  it  was  arranged  that  the  three  actions  should  not  be  tried 
together,  but  that,  in  the  first  instance,  the  evidence  iD  chief  should  be  taken  in 
all  three  actions,  except  upon  the  question  of  infringement,  with  liberty  to 
Counsel  for  the  Defendants  in  the  second  and  third  actions  to  recall  any  of  the 
Plaintiffs*  witnesses  for  cross-examination  in  those  actions. 

Bousfield  K.C.,  T,  Terrell  K.C.  and  A.  J.  Walter  (instructed  by  Linklatery 
Addison,  Broivn  and  Jones)  appeared  for  the  Plaintiffs ;  Gripps  K.C.,  Upjohn 
K.C.  and  Martelli  (instructed  by  RolUt  and  Sons  and  Burroughs)  appeared  for 
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the  Defendants  in  the  first  and  second  actions ;  and  Cripps  K.C.,  Asfbury  K.O. 
and  E.  F.  Lever  (instructed  by  Rawle^  Johnstone  and  Co.)  appeared  for  the 
Defendants  in  the  third  action. 

Bousfield  R.C.  opened  the  Plaintiffs'  case. — The  pneumatic  hammer,  in  which 
the  piston  reciprocates  at   the  rate  of  2000  or  even  more  times  a  minute,  is  5 
capable  of  doing,  as  a  hand  tool,  work  that  previously  could  only  be  done  by 
large  machine  tools.    Many  people  have  tried  to  devise  such  a  tool,  but  with 
less  success  than  the  Patentee,  who  first  took  out  a  Patent  for  a  pneumatic 
hammer  in  1883.    In  the  two  Patents  sued  upon,  he,  for  the  first  time,  produced 
a  hammer  that  satisfied  all  practical  requirements.     It  has  been  extensively  10 
used,  and  has  been  the  foundation  of  a  new  industry.    The  form  adopted  for 
the  trigger  has  added  materially  to  the  success  of  the  invention.     For  practical 
working  it  is  essential  that  the  jarring  effect  should  be  reduced  to  a  minimum, 
and  that  the  hammer  should  be  made  small  enough  to  be  capable  of  being  used 
in  a  cramped  space.    The  1895  hammer  was  the  greatest  advance  made  at  that  15 
time,  and  introduced  the  form  of  trigger,  which  everyone  who  makes  the  tools 
finds  it  essential  to  copy,  although  other  devices  are  open  to  them.    As  regards 
infringement,  the  only  difference  is  that  in  the  Plaintiffs*  handle  the  air  passes 
round  the  upper  part  of  the  handle,  while  in  the  Defendants*  form — the  KeUer 
hammer— the  air  passes  round  the  lower  part.    The  latter  form  is  covered  by  20 
Claim  42.    In   Chouteau's  device,  which  is  a  fair  specimen  of  the  alleged 
anticipations,  the  thumb  cannot  be  applied  to  the  trigger,  and  that  device  was 
never  practically  used.     The  idea  of  having  a  trigger  is  old ;   it  is  in  the 
Plaintiffs*  1883  Patent.    With  re^d  to  the  1896  Patent,  the  Defendants  have 
not  gone  so  far  as  to  make  the  piston  go  through  the  valve ;  it  is  not  essential  25 
for  infringement  that  the  piston  should  do  that.    The  arrangement  taken  by  the 
Defendants  is  that  shown  in  Fig.  1,  not  the  modification  shown  in  Fig.  10, 
but  they  make  the  passage  XT  of  limited  capacity  as  in  the  modification.    The 
Defendants  are  not  infringing  Claims  referring  to  the  increased  length  of  the 
piston.    The  Plaintiffs  want  to  get  the  maximum  hammering  effect  out  of  the  30 
piston  and  the  minimum  hammering  effect  out  of  the  valve,  and  they  do  that 
by  a  very  short  stroke  of  the  valve,  and  the  Defendants  have  copied  the 
Plaintiffs  exactly  in  that  respect.     In  some  of  the  alleged  anticipations  there  is 
an  attempt  to  leave  the  tool  itself  as  the  only  thing  closing  the  front  end  of  the 
piston  chamber,  but  that  is  not  claimed  alone.    The  Plaintiffs  do  not  rely  on  35 
Claim  50.    The  Defendants  use  a  light  shell  valve  with  a  differential  area  as  in 
the  Plaintiffs*  hammer.     The  important  Claims  are  13  and  14.     Claim  13 
describes  both  the  Plaintiffs*  and  the  Defendants'  devices ;  Claim  14  merely  adds 
the  exhaust.    For  the  purpose  of  considering  both  anticipation  and  infringe- 
ment, it  is  necessary  to  consider,  not  merely  the  words,  but  the  substance,  of  the  40 
Claims.    The  Specification  of  Brazelle*  describes  a  pump  that  might  be  used  as 
a  hammer.      In  that  there  is  the  same  general  cycle  of  operations  as  in  the 
Plaintiffs*  arrangement,  but  there  is  not  a  piston  with  a  groove  which  puts  a  live 
passage  in  communication  with  another  passage  through  a  dead  space ;  the  space 
that  might  be  supposed  to  correspond  to  the  Plaintiffs'  circumferential  groove  45 
does  not  so  correspond,  but  is  really  a  steam-chest,  always  full  of  live  steam. 
It  would  not  be  a  successful  hammer.    This  is  a  case  of  the  type  of  Curtis  v. 
Piatt  (L.R.  3  CD.  135n)  ;  the  Claims  are  to  be  narrowly  construed,  as  regards 
both  infringement  and  anticipation.    BechwitVs  hammer  does  not,  as  alleged, 
anticipate  Claim  50— it  has  no  projecting  stem  on  the  piston  adapted  to  enter  50 
the  tool-receiving  opening ;   and  it  does  not  anticipate  Claim  51 — ^there  is  no 
annular  shoulder,  and  in  place  of  the  passage  R  there  are  two  passages,  of  equal 
size,  so  that  iJiere  would  be  the  same  pressure  to  send  the  piston  back  as  there 
would  be  to  send  it  forward. 

*  S6e>jit#,fpage  690. 
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Evidence  was  given  in  support  of  the  Plaintiffs'  case.  l>ugald  Clerk  said 
that  the  cycle  of  operations  involved  in  the  1895  Patent  was,  generally  speaking, 
not  new ;  it  was  made  practicable  by  the  use  of  a  check  valve  in  regulating  the 
admission  of  the  pressure  to  the  broader  of  the  two  areas  and  keeping  it  there 
5  notwithstanding  the  pressure  in  the  cylinder.  The  movement  of  the  trigger 
lever  by  the  thumb  did  not  interfere  so  much  with  the  grasp  of  the  hammer  as 
pulling  a  trigger  inside  interfered  with  it.  It  was  desirable  that  the  piston 
should  be  as  heavy  as  possible  with  the  least  area,  so  as  to  limit  the  back  thrust ; 
it  should  be  solid  and  extremely  hard.    The  valve  should  be  very  light  and 

10  have  a  short  stroke  or  it  would  be  quickly  destroyed.  The  difference  between 
Claims  13  and  14  was  that  14  added  the  return  of  the  valve  by  the  withdrawal 
of  pressure  from  the  larger  area,  and  a  limitation  of  the  circumferential  groove. 
There  were  two  differences,  as  to  the  valve,  between  the  Plaintiffs'  1895  hammer 
and  the  Keller  hammer ;  in  the  latter  the  piston  did  not  pass  through  the  valve 

15  and  the  pressure  areas  were  reversed  in  direction  ;  but  the  actions  were  the  same 
so  far  as  the  two  Claims  were  concerned.  With  regard  to  the  action  of  the  valve 
admitting  air,  the  Keller  hammer  was  the  same  as  the  1895  hammer  as  claimed 
in  Claims  42  and  43 — ^there  were  the  same  lever  and  main  parts.  In  the 
Defendants'  hammer  the  combination  between  the  two  passages,  T  and  T^  in 

20  the  1896  hammer,  was  made  in  exactly  the  same  way  as  in  the  1896  hammer. 
It  was  a  very  important  point  that  the  circumferential  groove  was  not  made 
part  of  the  passage  filled  with  live  air.  In  the  Defendants'  form,  as  in  the 
Plaintiffs',  the  piston  in  its  rearward  stroke  cut  off  the  communication  between 
the  two  passages  and  opened  an  exhaust  passage  from  the  larger  area  of  the 

25  valve.  There  was  nothing  described  in  the  body  of  the  1896  Specification  as  to 
the  valves  except  the  cylindrical  valve  with  the  piston  passing  through  it ;  to 
get  the  maximum  effect,  the  best  arrangement  was  to  have  such  a  valve ;  and 
that  arrangement  was  not  found  in  the  Defendants'  hammer.  Claim  13  was 
limited  to  a  pneumatic  hand  hammer  with  cushioning— the  cushioning  that 

30  would  take  place  if  the  piston  came  down  when  the  tool  was  out.  The  Plaintiffs' 
hammer  was  so  arranged  that  there  could  not  be  repeated  blows  if  the  tool  was 
out.  It  was  a  common  thing  to  have  a  chamber  leading  from  the  live  air  to  a 
hole  in  the  piston  chamber,  controlled,  as  to  its  being  open  or  shut,  by  the  action 
of  the  piston— that  occurred  in  Bra^elle  e^nd  Doering  and  others.    The  Patentee, 

35  in  the  1896  mechanism,  carried  out  a  well-known  cycle  of  operations  in  a  way 
suited  to  a  pneumatic  hammer,  and  such  that  it  did  not  give  too  long  a 
pistor.  In  Brazelle  the  stroke  of  the  piston  was  a  dead  movement  both  ways; 
there  was  a  large  chamber  always  filled  with  compressed  gas — an  untrustworthy 
device  and  one  that  resulted  in  his  having  a  much  longer  piston  than  the 

40  Plaintiffs'.  To  adapt  the  old  cycle  of  operations  found  in  Brazelle  to  a 
pneumatic  hammer  required  invention.  It  would  be  surprising  if  a  pneumatic 
hammer  of  BrazelWe  form  could  be  made  to  work.  Doering  also  kept  the 
circumferential  chamber  always  filled  with  air  pressure,  and  consequently 
required  a  length  of  piston  that  would  be  impracticable  in  a  hand  hammer. 

45  The  features,  as  regards  valve  mechanism,  of  the  Keller  hammer  not  covered  by 
Doering^  were  the  short  groove  and  the  intermittent  application  of  the  pressure 
to  that  groove.  The  Patentee,  in  the  1896  Specification,  did  not  say  that  the 
groove  was  to  be  short,  but  he  showed  it  short  and  it  would  only  act  as  a  short 
groove.    Claims  13  and  14  were  not  applicable  to  Fig.  10,  in  which  there  was 

50  no  circumferential  groove  at  all.  Claim  13  was  applicable  to  a  hammer  with  no 
circumferential  groove.  In  Barth^s  mechanism  there  was  the  use  of  small 
and  large  pressures,  but  the  method  of  operation  was  very  different.  In  the 
1895  Patent,  if  air  pressure  was  used  to  re-set  the  piston,  a  longer  piston  would 
be  required.    In  BeckwitKs  mechanism  there  was  not  the  annular  shoulder  J, 

55  nor  the  passage  R.  The  method  of  putting  the  Keller  hammer  into  operation 
by  the  pressure  of  the  thumb  was  the  same  as  in  Boyer^s  1895  hammer,  sJthough 
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the  valve  in  the  former  hammer  was  a  balance  valve  and  in  the  latter  it  was  a 
rubber  valve.    The  lUaintiffs  contended  that  any  hammer  in  which  the  work 
was  put  on  ?nd  off  by  thumb  and  hand  pressure  would  be  an  infringement 
Chouteau  said  any  form  of  valve  might  be  employed  in  his  mechanism,  but  he 
showed  it  in  a  very  inconvenient  place,  and  it  seemed  to  be  worked  by  the  5 
forefinger.    Ross's  arrangement  did  not  give  the  convenience  of  the  lever  in  the 
recess,  as  in  Boyer*s  handle.    The  constantly  open  port  K  in  Dennis  was  not 
the  same  as  that  in  Boyer  of  1895  ;    K  was  constantly  open  to  the  exhaust 
or  the  live  air  in  two  different  passages.    When  the -witness  tried  Doering's 
mechanism  it  would  not  work ;  Brazelle's  hammer  had  worked,  but  with  an  10 
insufferable  jar,  and  with,  for  the  same  air  pressure,  only  one-fifth  the  power  of 
Boyer' s  hammer.    The  rubber  valve  of  the  1895  Patent  was  not  practically  in 
use  ;  the  metal  valve  was  better.    In  Thorp's  mechanism  there  was  a  circum- 
ferential groove,  apparently  short,  but  long  relatively  to  the  length  of  the  stroke, 
and  the  piston  worked  through  the  valve.    Bronte's  mechanism  would  only  15 
be  suitable  for  a  slow-moving  thing,  such  as  a  pump  or  a  steam  hammer ;  it 
would  not  do  the  work  that  the  Boyer  hammer  did.    There  had  been  many 
different  pneumatic  hammers  introduced,  but  none  had  had  the  success  of  the 
Plaintiffs'.    Bailey  was  really  a  complicated  Brazelle ;  Doering  could  not  be 
made  into  a  commercial  hammer,  nor  could  Bartfi;  Ogle  was  a  reciprocating  20 
compound  engine — a  combination  dissimilar  to  that  referred  to  in  Claim  13. 
The  rotating  piston  in  Beckwith  made  that  quite  an  impracticable  hammer. 
The  auxiliary  passage  mentioned  in  Claim  7  of  the  1896  Patent  had  not  been 
applied  before  to  a  pneumatic  hammer  ;  apart  from  the  cycle,  the  combination 
referred  to  in  that  Claim  was  not  similar  to  the  combinations  in  Figs.  1  and  2  of  25 
Belts  Brown's  Specification.    The  combination  referred  to  in  Claims  42  and  43 
of  the  Plaintiffs'  1895  Specification,  apart  from  any  flexible  tube,  had  been  an 
important  matter  in  the  practical  development  of  pneumatic  hammers. 

E,  O.  Gearing  (managing  director  of  the  Leeds  Forge  Company)  said  that  the 
Boyer  hammer  enabled  economies  to  be  made  in  chipping  and  other  work,  and  30 
that  the  hammers  alleged  as  anticipations  could  not  be  practically  used.  W.  K, 
Davis  also  having  given  evidence  as  to  the  utility  of  the  Plaintiff's  hammer, 
Warrington  «7.  pointed  out  that  the  Defendants'  Counsel  had  stated  that  the 
utility  of  the  hammer  as  a  whole  was  not  disputed. 

J,  Swinburne  said  that  experiment  showed  that  by  means  of  an  ordinary  35 
hand  hammer  a  chip  could  be  taken  off  a  piece  of  mild  steel  similar  to  the  chip 
taken  off  by  the  Brazelle  hammer.  The  Plaintiffs'  hammer  enabled  one  to  get 
great  power  in  a  small,  light  tool,  with  little  vibration.  Brazelle's  mechanism 
was  a  pump  and  was  not  useful  as  a  portable  hammer.  Belts  Brown  not  only 
had  not  got  what  the  Plaintiffs  had,  but  had  not  even  got  a  pr^tical  pump.  40 

2\  Terrell  K.C.  summed  up  the  Plaintiffs'  case. — ^The  law  as  to  antecedent 
Specifications  is  stated  by  Lord  Westhury  in  Belts  v.  Memies  (10  H.L.C.  117, 
at  page  153)  and  Hills  v.  Evans  (31  L.J.,  N.S.,  Ch.  457,  at  page  463).  Anticipa- 
tion is  always  treated  as  a  matter  of  substance,  and  not  of  words.  Brazelle  is 
within  the  language  of  Claim  13  of  the  1896  Patent,  if  taken  literally.  It  is  45 
possible  to  say  that  Brazelle  under  some  circumstances,  or  Doering ^  is  a  pneumiatic 
hammer,  but  the  Patentee's  claim  is  limited  to  a  hand  pneumatic  hammer. 
Brazelle  is  not  a  hand  hammer;  the  piston  in  it — if  it  is  rightly  considered  a 
piston— does  not  put  the  two  passages  in  communication,  but  puts  a  live  air 
chamber  in  communication  with  a  passage.  In  DoeHng  there  is  a  constant  live  50 
air  chamber,  opening  communication  between  two  parts  at  a  distance  from  each 
other,  by  which  distance  the  length  of  the  stroke  must  be  reduced.  That 
mechanism  is  not  a  hand  tool,  it  has  a  long  heavy  valve  which  would  hammer ; 
it  has  a  long  heavy  piston  and  a  stroke  which,  although  cushioned,  is  not 
brought  back  by  a  rebound  helped  by  the  admission  of  a  little  air,  but  is  brought  55 
back  by  direct  steam  pressure  and  an  exhaust  placed  where  it  could  not  be  in 
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the  Patentee's  hammer.  The  distinction  between  Claims  13  and  14  is  that  in  14 
communication  between  the  passages  is  made  by  a  circumferential  groove,  while 
in  13  it  may  be  made  by  means  of  a  hole.  The  expression  "  independently  of 
"  the  piston  "  may  mean  that  the  live  air  passage  is  independent  of  the  piston. 
5  As  to  the  1895  Patent,  the  operation  of  controlling  the  admission  of  air  is  a 
delicate  one,  and  the  Patentee's  arrangement  enables  it  to  be  effected  with  little 
strain  on  the  operator.  The  Patentee  does  not  limit  himself  to  a  particular  form 
of  valve.  Ro88*8  mechanism  does  not  possess  the  mechanical  advantages  of 
Boyer's.    The  Patentee's  inventions  are  for  details,  but  details  that  lead  to  great 

10  commercial  results. 

Cripps  K.C.  opened  the  Defendants'  case. — As  to  construction,  there  is 
nothing  in  the  distinction  that  has  been  made  between  substance  and  words  ; 
one  must  give  words  their  natural  meaning  in  the  context  in  which  one  finds 
them.    The  question  here  is  one  of  infringement,  not  of  the  Boyer  hammer  as  a 

15  whole,  but  of  a  subordinate  integer.  Hills  v.  Evans  (31  L.J.,  N.S.,  Ch.  457) 
does  not  apply  to  such  a  case.  The  law  is  stated  in  Pneumatic  Tyre  Company 
v.  Moseley{2l  R.P.C.  53,  at  page  60  ;  L.R.  (1904)  1  Ch.  164,  at  page  171).  What 
the  Plaintiffs  are  claiming  as  patentable  per  se  is  not  patentable,  having  regard 
to  the  previous  knowledge,  and,  secondly,  what  they  have  to  claim  to  make  the 

20  Defendants  infringers  is  neither  claimed  nor  indicated.  Claims  50  and  51  have 
been  abandoned  as  to  infringement  because  they  contain  the  cushioning  element, 
which  the  Defendants  do  not  take  ;  the  Claims  are  incapable  of  being  held 
good  as  subordinate  integers,  having  regard  to  the  knowledge  of  the  time. 
There  is  no  mention  in  Claims  13  and  14  of  a  "  short "  groove,  but  a  circumfer- 

25  ential  groove  is  referred  to  merely  in  order  to  show  its  position.  In  the  modifi- 
cation shown  in  Fig.  10  the  circumferential  groove  could  not  be  used.  All  that 
the  groove  is  required  for  is  to  put  two  ports  into  communication  ;  if  those  ports 
are  close  together  one  has  a  short  groove  ;  the  purpose  determines  the  length  of 
the  groove.     If  a  short  groove  were  an  element  of  the  invention  and  claimed  it 

30  would  need  to  be  carefully  defined.  In  Brazelle  the  circumferential  groove  is 
used  for  the  same  purpose  as  in  the  Boyer  hammer ;  it  is  immaterial  that  the 
groove  is  also  used  for  the  purpose  of  getting  live  air  to  the  front  of  the  piston 
to  send  it  rearward.  Doering  also  has  a  circumferential  groove  putting  into 
communication  two  ports  equivalent  to  those  in  Boyer' s  hammer.    Brazelle  and 

35  Doering  can  be  worked,  but  that  is  immaterial  as  to  the  disclosure  of  a  portion 
of  the  mechanisms  when  that  portion  is  claimed  as  a  subordinate  integer.  As  to 
Claim  7,  the  Defendants  cannot  treat  it  as  for  a  subordinate  integer,  and  yet  read 
into  it  a  Boyer  hammer  or  a  hand  hammer,  and  so  get  the  advantage  of  claiming 
the  combination  as  a  whole  ;  the  words  *'  a  pneumatic  hammer  "  must  mean 

40  either  the  Boyer  hammer  or  else  any  pneumatic  hammer.  Claim  7  is  anticipated 
by  Belts  Brown  ;  the  fact  that  Boyer  and  Belts  Broivn  belong  to  different 
classes  of  implements  is  not  material  in  dealing  with  a  subordinate  integer.  As 
to  the  1895  Patent  there  is  nothing  novel  in  the  Claims  as  regards  handle 
mechanism  in  itself,  and  when  they  are  construed  strictly,  as  they  must  be, 

45  there  is  no  infringement.  In  the  Defendants'  form  the  air  duct  does  not  go 
thi'ough  the  grasping  part  of  the  handle,  and  the  valve  is  not  kept  in  place  so  as 
to  close  the  duct  by  the  operation  of  a  lever.  The  Plaintiffs  cannot  prevent 
anyone  putting  on  the  working  fluid  by  means  of  a  valve  and  spring.  The 
Defendants  do  not  infringe,  because  they  do  not  take  the  specific  device  but 

50  take  a  common  device,  which  is  found  in  Ross^  and  differs  from  Boyer" s  device. 

As  to  Claim  15,  the  subordinate  integer  there  described  is  to  be  found  in  Dennis. 

Evidence  was  given  in  support  of  the  Defendants'  case.     Professor  C  V.  Boys 

said  that,  as  to  the  1896  Patent,  the  elements  of  the  combination  in  Claim  13, 

and  the  combination  itself,  were  old.    The  circumferential  groove  and  the 

55  operation  of  the  piston  in  Claim  14  were  also  old.  In  Brazelle  and  Doering 
the  circumferential  groove  had  the  same  functions  as  those  referred  to  in 
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ClaimB  13  and  14,  and  the  differential  piston  in  Brazelle  had  the  same  fnnction 
as  in  Boyer's  hammer.    The  action  of  the  passage  in  Betts  Brown  was  the  same 
as  that  of  the  passage  referred  to  in  Claim  7.    There  was  nothing  in  the 
Defendants'  hammer,  as  to   groove,  that  was  not  in  Brazelle  and  Doering. 
As  to  the  1895  Patent,  the  mechanism  of  the  Defendants*  handle  was  not  the  5 
same  as  that  of  the  Plaintiffs',  but  was  of  the  same  type  as  Rosses  mechanism. 
Brazelle*8  mechanism,  when  tried  with  a  chisel  on  mild  steel,  worked  well. 
There  was  no  resemblance  between  the  Bayer  hammer  and  anything  that  had 
gone  before  comparable  to  the  resemblance  between  Boyer  and  Keller.    The 
1896  Boyer  hammer  showed  considerable  invention.    As  to  the  1895  Patent,  10 
the  slit  in  the  handle  was  an  inconvenience.    It  was  a  convenience  to  have  the 
air  go  through  the  handle,  but  in  cold  weather  the  air  would  cool  the  handle 
and  make  it  difficult  to  hold,  and  the  india-rubber  valve  was  a  disadvantage. 
The  combination  giving  control  by  the  thumb  piece  was  a  good  arrangement ; 
it  was  new  on  account  of  the  thumb  piece  projecting.    The  nearest  of  the  15 
anticipations  was  Boas  or  Low.    As  to  the  1896  Patent,  a  very  large  number  of 
different  arrangements  of  valves  in  pneumatic  hammers  had  been  devised  ;  the 
possible  combinations  seemed  to  have  been  exhausted.    Boyer  had  made  an 
exceedingly  good  valve  action.    The  relative  arrangement  of  the  parts,  and 
the  mode  of  openition  in  Boyer^  were  different  from  those  in  Brazelle.    The  20 
words  of  Claim  13  described  both  Brazelle  and  Boyer.    The  mode  of  operation 
and  the  mechanical  arrangements  of  the  parts  in  Bailey^  Brazelle  and  Doering 
were  very  similar.    The  valve  in  Beits  Brown  would  work,  but  it  was  very 
complicated.    There  was  no  statement  in  Claim  7  as  to  the  proportions ;  there 
was  a  statement  in  Claim  9.    Brazelle  and  Doering  each  comprised  all  that  was  25 
in  Claim  14.    In  the  1895  Boyer  handle  it  was  necessary  to  have  a  spring  strong 
enough  to  compress  the  india-rubber  tube,  but  in  Boss  a  weak  spring  was 
sufficient.    In  Boyer*8  combination  the  novel  element  was  the  thumb  piece 
attached  to  a  lever  confined  in  a  recess.    That  was  found  in  Keller^  and  not  in 
Ross  or  in  Boyer*s  1883  Patent.    As  to  Claim  15,  it  was  immaterial  whether  or  30 
not,  in  DenniSy  there  was  a  constantly  open  port. 

W.  J.  M.  Jackson  (Patent  Agent  and  consulting  engineer)  said  that,  as  to  the 
1895  Patent,  Chouteau  and  Low  both  showed  a  duct  through  the  grasping 
portion.  Ross  had  all  the  advantages  of  Boyer.  The  projection  operated  on  by 
the  thumb  was  convenient  but  not  necessary ;  it  had  the  disadvantage  that  35 
pressure  might  be  accidentally  applied,  as  by  a  workman's  foot  if  the  tool  was 
left  lying  about.  Oiven  RosSy  there  appeared  to  be  no  invention  in  making  the 
combination  described  in  Claims  42  and  43 ;  the  only  novelty  was  the  collapsible 
tube,  which  was  not  taken  by  the  Defendants.  As  to  the  1896  Patent,  there 
was  nothing  novel  in  Claim  7  in  view  of  Betts  Brown.  The  length  of  the  40 
groove  in  Braille  did  not  affect  the  length  of  the  stroke.  In  Betts  Brown 
there  were  no  two  ports  letting  in  steam  simultaneously ;  in  the  1896 
Boyer  there  were.  The  short  groove  could  be  used  in  Brazelle  and  in  Doering^ 
although  there  it  might  involve  a  waste  of  compressed  air.  If  Brazelle  was 
modified  for  use  as  a  pneumatic  hammer  it  would  have  a  very  short  stroke,  but  45 
would  not  necessarily  give  a  dead  blow — there  would  be  a  certain  cushioning. 
Claim  13  was  not  for  a  complete  pneumatic  hammer.  There  was  not,  among 
the  anticipations,  a  handle  like  that  of  1895,  with  a  lever  operated  by  a  spring 
against  which  the  thumb  operated ;  some  devices  were  made  for  the  hand  to 
operate  against  the  spring,  but  they  were  fatiguing.  50 

Upjohn  K.C.  summed  up  the  Defendants'  case. — As  to  Claim  13  of  the  1896 
Patent,  the  references  to  handling  the  tool  are  not  sufficient  to  show  that 
'*  a  pneumatic  hammer "  means  a  hand  pneumatic  hammer.  In  the  Claim 
there  is  no  suggestion  of  a  groove — the  communication  may  be  made  in  a 
number  of  ways.  Doering  and  Brazelle  each  had  a  groove  for  the  purpose  55 
mentioned  in  Claim  13,  and  those  two  anticipations  come  within  Claim  14. 
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That  is  so  even  if  the  Claims  are  limited  to  a  hand  pneumatic  hammer ;  there  is 
no  invention  in  taking  this  combination  from  Doering  and  Brazelh  and  merely- 
putting  it  into  a  hand  hammer.    With  regard  to  the  1895  Patent,  the  law  is 
stated  in  Harrison  v.  Anderston  Foundry  Company  (L.R.  1  App.  Oas.  574,  at 
5  pag:es  577  to  581),  and  Qwynne  v.  Drysdale  (3  R.P.C.  65,  at  page  67).    The 
omission  of  a  material  part — such  as  the  pressure  duct  in  the  grasping  portion- 
makes    a    combination  different    from   that  patented.      The    utility  of    the 
Defendants*  hammer  as  compared  with  that  of  the  Boyer  hammer  as  patented — 
or  in  the  modified  form,  as  now  made — is  immaterial.    A  subordinate  integer 
10  must  be  separately  claimed,  and  if  there  is  a  subordinate  integer  of  that 
subordinate  integer  that  also  must  be  separately  claimed  {Clark  v.  Adie  L.R.  2 
App.  Cas.  315,  at  pages  321,  324,  334).    In  the  1895  Patent  the  handle  is  claimed 
in  42  and  43,  and  then  the  Plaintiffs  want  separate  protection  for  a  part  of 
that— the  projecting  valve  piece.    [Warrington  J, — ^As  at  present  advised,  I 
15  think  that  in  the  1895  Patent  the  Claim  for  the  handle  as  a  whole,  including 
valve  apparatus  and  everything,  is  a  good  Claim.]    The  Defendants  are  not 
concerned  to  dispute  that — they  have  not  taken  the  handle  as  a  whole.    The 
remarks  of  Lord  Cairns  (L.R.  2  App.  Cas.  324)  are  applicable  to  the  short 
groove  ;  the  idea  of  the  advantage  of  it  is  an  afterthought.    The  ways  in  which  a 
20  Patent  for  a  combination  can  be  infringed  are  considered  in  NordenfeltY.  Gardner 
(1  R.P.C.  61).    The  combination  as  a  whole  may  be  taken  ;  that  would  apply  to 
Claims  13  and  14  if  they  were  valid  ;  or  an  alteration  by  substitution  may  be 
made ;  that  would  apply  to  the  pressure  duct  passing  through  the  grasping 
portion  of  the  handle ;  the  Defendants  have  not  that — ^they  have  something 
25  more  like    the    1883  device  of  Boyer^  which    he   says  is  improved  away. 
Curtis  V.  Piatt  (L.R.  3  CD.  135n ;    35   L.J.  N.S.  Ch.  852)  is  in  point.    If 
the   Plaintiffs  are  going  to  succeed  on  Claims  42  and  43  of  the  1895  Patent 
they  are  really  claiming  that  they  have  an  invention  for  any  lever,  any  valve, 
in  any  duct,  in  any  pneumatic  hammer.    In  the  Defendants'  case  the  variations 
30  really  are  made  by  taking  things  that  are  found  in'  the  earlier  Specifications. 
[Proctor  V.  Bennis  (4    R.P.C.    333;    L.R.  36  CD.  740)  was    referred    to.] 
Infringement  of  the  1895  Patent  can  only  be  as  to  the  handle,  and  as  the 
combination  is  admittedly  an  old  one  for  an  old  object,  it  is  subject  to  the  rule 
in  Curtis  v.  Piatt,  and  all  that  is  protected  is  the  precise  arrangement  claimed. 
35:  There  are  three  elements.    As  to  the  first,  the  Patentee  has  abandoned  his  1883 
form  and  has  taken  the  supply  duct  through  the  grasping  portion.     He  cannot 
say  that  this  is  immaterial.     Chouteau  and  Low  have  the  duct  in  the  same 
position.    Boyer  himself,  in  his  earlier  form,  and  Schmidt  have  it  at  the  side, 
and  the  Defendants  have  followed  them.    The  second  element  is  the  throttle 
40  valve  in  the  handle  for  controlling  the  duct.    If  the  claim  is  for  any  valve,  it 
cannot  be  good ;  if  not,  it  must  be  for  the  one  described.    Mr.  Jackson  said 
that  the  alteration  of  the  position  of  the  supply  involved  many  alterations  of 
design.    Mr.  Clerk  said  the  valve  is  different,  and  every  incident  as  regards 
working  it  is  different  in  Keller's  hammer.    The  third  element  is  described  in 
45  Claims  42  and  43.    The  latter  Claim  shows  that  42  cannot  have  the  wide 
construction — i.e.  that  it  is  a  Claim  for  any  lever — ^that  would  be  necessary  for  the 
Plaintiffs  to  succeed.    The  operation  in  the  Keller  hammer  is  exactly  the  reverse 
of  that  in  the  Patentee's.    As  to  the  projection  of  a  lever  outside  the  recess, 
Chouteau  has  that,  and  the  Patentee  nowhere  suggests  that  the  operation  by 
50  means  of  the  thumb,  rather  than  any  other  part  of  the  hand,  with  a  projection 
at  a  particular  place,  is  essential.    As  to  Claims  13  and  14  of  1896,  the  point 
involved  is  the  groove.    The  Patentee  did  not  claim  a  narrow  groove,  and  so 
subjected  himself  to  the  restrictions  of  Curtis  v.  Pkitt ;  he  wished  to  be  able  to 
restrain  anyone  who  used  a  circumferential  groove. 
55       Bousfleld  K,C.  replied,— For  the  purpose  of  considering  either  infringement 
or  anticipation  one  has  to  compare  the  portions  either  of  the  anticipation  or  of 

3  L 
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the  infringement  with  the  corresponding  combination  found  in  the  Plaintiffs' 
instrument  as  describeil  in  the  Specification.    In  the  1895  Specification  all  the 
Claims  end  with  the  words  "  substantially  as  described  "  ;  in  the  1896  Speci- 
fication all  but  the  last  omit  these  words.    The  presence  or  absence  of  the 
words  is  immaterial,  because  the  comparison  always  has  to  be  made  of  the  ^ 
things  substantially  as  described.    The  Defendants'  mechanism  clearly  takes 
its  starting  point  from  the  Patentee's ;  it  does  not  go  to  Boss  or  Brazelle.    The 
Patentee  no  doubt  tliought  that  the  substantial  improvement  in  1896  was  the 
Shell  valve  with  the  piston  running  through  it,  and  that  was  what  he  put  in 
his  Specification.    But  that  was  of  less  importance  than  he  thought  because  10 
the  Defendants  have  a  thing  that  in  general  arrangement  is  almost  the  same 
and  yet  has  not  that  feature.    They  put  the  valve  at  the  end  ;  that  makes  the 
instrument  an  inch  longer — one  of  the  things  the  inventor  wished  to  avoid ; 
but  he  protects  himself  by  claiming  the  subordinate  combinations.    Claims  13 
and  14  refer  to  the  method  of  operating  the  valve  whatever  the  form  of  the  15 
valve  may  be.     [Vickers  v.  Siddell  (7  R.P.C.  292  ;  L.R.  15  App.  Cas.  496)  was 
referred  to.]    Evidence  may  be  given  as  to  what  is  the  substance  of  the 
Claim  ;  the  Patentee  is  not  obliged  to  put  it  into  his  Specification.     [  Young  v. 
Rosenthal  (1  R.P.C.  29,  at  page  33)  ;  Westinghouse  v.  Lancashire  and  Yorkshire 
Railway  Company  (1  R.P.C.  229,  at  page  240)  ;  Edison  Bell  Phonograph  Cor-  20 
poration  v.  Smith  (11  R.P.C.  148,  at  pages  150, 163 ;  and  389,  at  pages  395, 397) ; 
and  Jordan  v.  Moore  (L.R.  1  C.P.  624)  were  referred  to.]     Claims  13  and  14 
cut  down  the  previous  description ;  there  is  'novelty  in  the  particular  com- 
bination formulated  in  those  Claims  ;  it  is  not  the  formula  that  is  novel ;  it  is 
the  combination  pointed  out  by  the  formula  that  is  novel  and  different  from  25 
the  1895  Patent.    Therefore,  even  if  the  1895  Patent  comes  within  the  formula, 
it  is  not  substantially  the  same  combination  and  has  no  effect  upon  the  Patent 
The  real  difference  between  the  parties  is  the  question  of  construction. 

Walter  opened  the  Plaintiffs*  case  in  the  second  action.— The  Armstrong- 
Whitworth  hammer,  the  subject  of  this  action,  is  substantially  the  same  as  the  30 
Keller  hammer,  and,  as  regards  the  1895  Patent,  the  Claims  in  question  are  42 
and  43.    There  is  no  substance  in  the  variation  which  consists  in  making  the 
air  pass  through  the  handle  by  a  bottom  passage  instead  of  at  the  top.    The 
Claims  42  and  43  say  there  is  a  throttle  valve  in  the  handle  for  controlling 
the  duct.     The  Defendants  have  a  lever  of  the  same  order  as  that  in  the  35 
Plaintiffs'  mechanism  with  a  spring  pressing  upon  the  other  arm  of  the  lever. 
It  is  of  importance  that  the  air  supply  should  be  from  the  grasping  handle, 
because  then  one  has  the  balance  under  the  hand.    But  there  is  no  advantage 
in  the  air  passing  up  through  the  grasping  portion  if  there  is  another  passage 
in  which  the  air  is.    The  Defendants  have  the  lever  confined  in  the  recess  of  40 
the  handle  and  operating  the  valve  ;  they  have  taken  every  element  of  the 
Patentee's  combination.    As  to  Claims  13  and  14,  the  piston  does  not  carry  the 
air  pressure  ;  in  Brazelle  the  piston  is  part  of  the  live  air  passage,  and  in  that 
fact  all  the  difficulties  and  limitations  of  Brazelle  and  that  class  lie.    The 
Patentee  says  he  wants  to  get  the  long  stroke.    The  words  "  independently  of  45 
"  the  piston  "  in  Claim  14  are  put  in  to  exclude  the  class  of  Brazelle ;  they  mean 
that  the  position  of  the  live  air  passage  is  in  no  way  dependent  on  the  piston  or 
anything  in  the  piston.    The  valve  in  Brazelle  might  be  imagined  to  extend  all 
round  the  piston  chamber.    The  question  is  independent  of  the  form  of  the 
valve ;  the  shell  valve  is  merely  a  convenience  for  giving  a  longer  piston.    The  50 
liv6  air  passage  in  Brazelle  leads  not  to  the  piston  chamber,  but  to  a  chamber  in 
the  piston.    One  has  to  put  a  forced  construction  upon  Claims  13  and  14  to  say 
that  they  cover  a  live  air  passage  that  is  permanently  part  of  the  piston.    The 
words  in  Claim  14  as  to  the  circumferential  groove  mean  the  same  as  the 
corresponding  words    in    13,  and    neither  Brazelle   nor   any  of    the    other  55 
anticipations  (3ould  be  held  either  to  infringe  or  to  anticipate. 


Vol.  XXJII.,  No.  30.]      AND  TRADE  MARK  OASES.  699 


Consolidated  Pneumatic  Tool  Company  Ld.  v.  Clark. 

Evidence  was  given  in  support  of  the  Plaintiffs'  case  by  DugaM  Clerk, 
who  said  that  in  Ross  there  was  a  piece  pressed  by  the  thumb,  but  not  a  lever 
in  a  recess  nor  the  air  supply  brought  to  the  handle  ;  in  Boyer  Of  1883,  there 
was  the  lever  in  a  recess,  but  not  operated  by  the  thumb,  and  the  live  air 
5  was  not  brought  up  to  the  handle  under  the  hand ;  in  Chouteau  the  air  was 
brought  through  the  handle,  but  there  was  not  a  lever  in  a  recess;  in  the 
Plaintiffs'  device  there  were  the  lever,  thumb-piece  operating  the  throttle 
valve  in  the  handle,  and  air  brought  up  through  the  handle,  and  the  Defen- 
dants had  the  same,  except  that  the  air  passage  was  through  the  bottom. 

10  [Cripps  K.C.  objected  to  the  examination  of  the  witness  being  taken,  on  the 
ground  that,  in  accordance  with  the  arrangement  made  at  the  beginning  of 
the  hearing,  the  Plaintiffs'  witnesses  were  not  to  be  recalled,  except  for 
cross-examination, — infringement  being  admitted  in  this,  the  second  action. 
The  learned  Judge  concurred  in  this  view  of  the  arrangement,  but  allowed 

15  the  examination  to  continue,  and  the  witness  was  cross-examined.]  As  to 
the  practical  advantages,  it  made  no  difference  whether  the  air  passed  up 
through  the  grasping  portion  of  the  handle  or  through  the  bottom  portion. 
The  operation  performed  by  the  valve  in  the  1895  Patent  was  similar  to  that 
in  the  1896  Patent ;  the  1895  combination  was  nearer  than  Brazelle  or  Doering 

20  to  the  1896  combination. 

Upfohn  K.C.  summed  up  the  Defendants'  case. — As  to  the  cases  cited  in  the 
firet  action  by  the  Plaintiffs,  the  Specification  is  to  be  construed  as  a  whole, 
with  the  Claims.  Some  of  the  cases  cited  were  before  Claims  were  a  statutory 
necessity,  and  if  a  patentee  inserted  them  he  did  it  for  his  own  benefit  rather 

25  as  disclaiming  than  claiming.  In  the  1895  Patent,  Claim  42  cannot  mean 
only  what  the  Patentee  has  particularly  specified  in  the  body  of  his  Specifica- 
tion, because  what  he  has  so  specified  is  described  partly  in  43,  partly  in  44, 
and  partly  in  45.  In  the  paragraph  introductory  to  the  Claims  in  the  1895 
Patent  he  says  that  the  description  is  not  to  limit  the  Claims ;  that  is  not  stated 

30  in  the  1896  Patent,  but  the  same  argument  applies  to  Claims  13  and  14 ;  if 
13  means  a  piston  with  the  grooved  part,  14  cannot  mean  anything.  That 
principle  of  construction  was  applied  in  Jordan  v.  Moore  (L.R.  1  C.P.  624). 

Terrell  K.C.  opened  the  Plaintiffs'  case  in  the  third  action. — ^The  Defendants 
have  said  that  the  Plaintiffs'  hammer  is  good  subject-matter,  but  that  they 

35  have  not  taken  it,  and  what  they  are  being  attacked  upon  is  a  small  part,  the 
subject  of  a  subordinate  integer  claim.  The  Specification  is  framed  in  the 
American  way,  and  the  claim  is  not  for  a  subordinate  integer  in  the  sense 
in  which  English  law  deals  with  subordinate  integers.  The  Specification 
ought  not  to   be  construed  in  the  light  of  the  English  habit  of  drawing 

40  Specifications — ^putting  the  invention  first  as  a  whole  and  the  subordinate 
integers  as  subsequent  Claims.  The  invention  is  limited  to  a  hand  hammer  ; 
the  Patentee  said  that  in  the  1895  Specification,  which  is  to  be  read  with  the 
1896  Specification.  The  reference  to  jarring  shows  that  a  hand  tool  is  intended. 
Claim  13  refers,  not  to  a  cylindrical  shell  valve  shown  in  the  Drawings,  but  to 

45  any  valve  having  differential  areas,  against  the  smaller  of  which  the  motive 
fiuid  constantly  acts.  The  Claim  is  limited  to  the  parts  that  effect  the  intro- 
duction of  the  air  pressure  to  the  larger  area  of  the  valve ;  it  has  nothing  to 
do  with  the  return  of  the  piston.  The  combination  is  not  anticipated  by 
Brazelle  and  Doering,  because  theirs  are  not  pneumatic  hand  hammers.    A 

50  thing  cannot  be  said  to  be  anticipated  unless  it  is  entirely  anticipated,  although 
it  may  be  so  far  anticipated  that  there  is  no  patentable  subject-matter  left. 
For  the  application  of  Brazelle  to  a  pneumatic  hammer,  no  part  of  the  stroke 
must  be  modified;  there  must  be  a  sharp,  elastic  blow,  and  that  must  be 
consistent  with  a  small  light  valve.    The  passages  c*  and  (^  have  to  be  brought 

55  close  together ;  c^  has  to  be  exhausted  consistently  with  the  long  stroke  ;  it 
is  necessary  to  avoid  having  the  air  in  a  chamber  in  the  hammer  ;  the  return 

'      3  L  2 
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has  to  be  effected  in  a  wholly  different  way ;  and  Braaelle^s  arrangement  of 
the  valve  has  to  be  got  rid  of,  because  it  necessitates  the  great  distance  between 
c*  and  c*.  That  constitutes  invention.  Claim  14  is  narrower;  it  is  more 
difficult  to  arrive  at  from  Brazelle.  If  the  Court  holds  that  the  Defendants 
have  infringed  Claims  13  and  14,  but  that  13  is  bad  for  want  of  subject-matter,  5 
the  Plaintiffs  will  disclaim  13.  Therefore,  it  is  of  importance  to  the  Plaintiffs 
to  support  one  of  the  two  Claims. 

Dugald  Clerk  gave  evidence  in  support  of  the  Plaintiffs'  case  and  said  that 
the  differential  valve  in  the  third  action  was  not  a  piston  valve  at  all,  but  a 
reciprocating  valve  with  two  areas ;  the  axis  of  the  valve  was  coincident  with  10 
the  axis  of  the  cylinder ;  the  differential  areas  were  made  by  two  projections 
from  the  valve.  Except  the  change  of  the  valve,  everything  was  the  same  as  in 
the  two  other  alleged  infringements.  The  Boyer  hammer  was  not  usually 
what  was  known  as  a  rock  drill,  but  it  seemed  that  it  was  occasionally 
used  as  such.  15 

Cripps  K.O.  summed  up  the  Defendants*  case. — In  Claim  13  there  is  no 
reference  to  a  circumferential  groove ;  in  14  none  to  a  short  circumferential 
groove.  Taking  the  nature  of  the  Claim  and  the  evidence  together  there  is  no 
subject-matter.  Mr.  Clerk  said  that  if  one  has  in  the  Claim  a  circumferential 
gi'oove,  and  then  the  words  "  independently  of  the  piston,"  one  may  take  the  20 
two  as  indicating  a  short  groove.  But  we  have  not  got  that.  The  Patentee  has 
thrown  his  net  as  wide  as  posible,  and  Brazelle^  Doering^  and  other  well-known 
methods  come  in  to  anticipate. 

Asthury  K.C.  followed. — It  is  admitted  that  the  Claims  are  of  the  class  of 
those  in  Curtis  v.  Piatt ^  and  therefore  Hills  v.  Evans  and  Belts  v.  Memies  do  25 
not  apply.     The  Claim  is  not  limited  to  a  hand  hammer,  although  the  1895 
Specification  is  referred  to  ;    the  parts  of  that  Specification  that  relate  to  the 
valve  action  are  just  as  useful  for  other  mechanisms  as  for  hand  hammers,  and 
the  form  of  the  Claims  does  away  with  the  limitation.    If  one  made  the  Boyer 
hammer  too  heavy  to  be  held  in  the  hand,  and  if  the  invention  was  good,  one  30 
would  infringe.    A  Claim,  in  English  law,  is  a  disclaimer.     The  Patentee  can 
take  one  of  three  courses  :  he  can  claim  the  whole  combination  ;    he  can  claim 
the  novel  portions  going  to  make  his  invention,  in  combination  with  such  parts 
as  are  necessary  to  make  them  work,  but  not  necessarily  parts  shown  in  the 
Drawings ;  or  he  can  claim,  as  he  has  done,  on  the  American  plan.    In  Claims  13  35 
and  14  he  claims  whatever  one  has  in  a  reciprocating  pneumatic  hammer,  where 
there  is  the  reciprocating  action  of  a  piston  and  valve.     He  has  separated  this 
from  Claims  1  to  6,  in  which  he  claims  the  cylindrical  valve.     This  is  directly 
anticipated  by  Brazelle  and  Doering.    It  is  immaterial  whether  or  not  the  latter 
will  work  ;  it  is  sufficient  if  they  will  reciprocate  by  reason  of  the  valve  opening  40 
and  closing  the  ports.    That  holds  good  also  as  to  Belts  Broum^  to  which  Claim  7 
exactly  applies. 

Bousfield  K.C.  replied. — The  only  substantial  difference  between  the  parties 
is  on  the  meaning  of  the  Claims.    The  Defendants  say  that  in  function  and  in 
operation,  and  on  a  comparison  of  the  Claims,  the  Patentee  has  the  same  as  45 
Doering  and  Brazelle.     They  say  that  the  Patentee  intended  to  claim  the 
combination,  not  qua  combination,  but  qua  function.    But  what  is  required  is 
to  make  a  comparison  of  the  combination,  or,  rather,  of  the  mechanical  arrange- 
ment.   In  a  rock  drill,  such  as  Doering^  there  is  not  any  definite  end  of  the 
stroke ;   that  is  a  difference  between  it  and  a  pneumatic  hammer.     As  to  50 
Claims  13  and  14,  it  is  said  that  there  is  no  short  groove  mentioned.    That  is 
important  only  because  a  comparison  is  being  made  with  Brazelle.    But  it  is 
the  combination  that  is  claimed.    The  Defendants  say  that  there  is  no  claim  to 
the  thing  "  substantially  as  described  "  ;  but  that  is  immaterial.    [Edison-Bell 
Phonograph  Corporation  v.  Smith  (11  R.P.C.  389,  at  pages  396,  397,  and  400)  55 
was  referred  to.]    It  is  not  contest-ed  that  the  Plaintiffs'  arrangement  of  1896  to 
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which  the  Claims  refer,  qua  arrangement  or  combination,  is  diflEerent  from  the 
1895  mechanism  or  Doering  or  Brazelle^  or  that  the  two  latter  are  further  oflP 
than  the  1895  arrangement.  The  1896  Patent  only  professes  to  be  an  improve- 
ment on  the  1895,  and  the  Patentee  in  1896  was  not  claiming  the  thing  in  gross, 
5  but  was  merely  claiming  diflEerences  in  arrangement.  If  the  1895  arrangement 
is  not  an  anticipation,  a  fortiori  Brazelle  or  Doering  is  not.  It  is  clear  that 
what  is  contemplated  throughout  the  Specification  is  a  hand  tool ;  if  somebody 
took  the  apparatus  in  one  of  the  Claims  and  put  it  into  a  steam  hammer,  there 
is  nothing  in  the  Specification  that  one  could  rely  upon  as  bringing  it  within 

10  the  purview  of  the  Claim.  Betts  Brown  is  too  complex  for  a  pneumatic 
hammer ;  there  is  a  valve  of  nearly  the  same  size  as  the  cylinder  and  heavier 
than  the  piston.  It  is  true  there  is  in  Betts  Brown  a  passage  that  gives  a 
momentary  puff,  and  that  is  said  to  be  similar  to  the  auxiliary  passage  mentioned 
in  Claim  7.     The  auxiliary  passage  is  not  a  mere  momentary  leak ;  there  is 

15  constant  pressure  through  it  till  there  is  connection  with  the  exhaust.  The 
allegation  of  infringement  of  the  1896  Patent  has  been  abandoned.  As  to  the 
1895  Patent,  the  law  as  to  infringement  is  stated  in  Clark  v.  Adie  (L.R.  2  App. 
Cas.  315,  at  page  320).  A  combination  may  be  infringed  by  taking  less  than 
the  whole ;  it  is  immaterial  whether  the  Claim  is  for  a  partial  combination  or 

20  not — one  has  to  see  if  the  substance  of  the  combination  is  taken.  The 
Defendants  say  (as  is  admitted)  that  Claims  13  and  14  are  narrow ;  in  that  case 
Brazelle^  Doering  and  Betts  Brown  are  not  anticipations.  As  to  subject-matter, 
that  means  that  the  application  made  of  an  old  thing  is  such  that  there  is  no 
invention  in  it.    To  put  it  on  that  ground  there  would  have  to  be  some  evidence 

25  that  there  was  no  invention.  Nordenfelt  v.  Gardner  (1  R.P.C.  61,  at  pages  65 
and  66)  shows  that  in  considering  infringement  it  is  necessary  to  examine  the 
difference  between  the  combination  patented  and  the  combination  as  taken  by 
the  Defendants  and  see  if  there  is  any  material  change.  Consolidated  Car  Heating 
Company  V.  Came  (20  R.P.C.  745,  at  pages  765,  766  ;  L.R.  (1903)  App.  Cas.  509,  at 

30  pages  516,  517,  519)  shows  that  the  scope  to  be  given  to  a  Claim  depends  on  the 
novelty.  The  difference  between  the  Boyer  and  Keller  mechanisms  is  not  one 
of  substance.  In  Claim  42  there  is  no  significance  in  the  change  of  language 
from  "  the  thumb  "  to  *'  the  hand  " — the  reference  to  the  1883  Patent  makes  it 
clear  that  the  position  of  the  lever  with  the  thumb  pressed  on  it  as  described  in 

3&  the  Specification  is  an  important  part  of  the  matter.  The  narrow  construction 
limiting  the  operation  to  the  thumb  is  probably  the  correct  one.  Chouteau  has 
the  pipe  coming  up  to  the  handle ;  Boyer^s  1883  Patent  has  the  lever  in  the 
recess  ;  Ross  has  the  thumb-piece  in  the  particular  place  that  is  most  convenient ; 
the  Patentee  has  a  combination  of  the  three  elements.     It  is  admitted  that 

40  the  Defendants  have  practically  all  the  advantages  of  the  Patentee's  invention. 
It  is  not  denied  that  the  Patentee  was  the  first  to  arrive  at  a  successful 
working  tool.  As  to  Claim  15,  there  is  not  in  Dennis  even  the  verbal  analogy, 
because  there  is  not  "  a  constantly  open  port  or  passage,"  but  even  if  there  were, 
the  two  mechanisms  are  altogether  different. 

45       Judgment  was  reserved  and  was  delivered  on  the  28th  of  May  1906. 

Warbington  J. — ^These  are  three  actions  for  infringement  of  Patent,  and 
they  are  brought  by  the  same  Plaintiffs,  but  against  different  Defendants. 

The  Plaintiffs  are  the  owners  of  two  Patents  granted  to  one  Joseph  Boyer. 
The  first  is  No.  7672*  of  1895  ;  the  second  is  No.  24,165»*  of  1896.    The  second 

50  of  the  two  Patents  is  the  subject-matter  of  all  three  actions.  The  first  is  the 
subject-matter  of  the  first  two.  Both  Patents  relate  to  an  instrument  called 
"  a  pneumatic  hammer."  In  both  Patents  the  Patentee  claims  a  large  number 
of  separate  combinations.  By  tlie  Particulars  of  Breaches,  and  by  concessions 
made  by  Counsel  at  the  trial,  the  alleged  infringements  are  confined,  in  the 

55  case  of  the  first  Patent,  to  two  Claims  relating  to  the  arrangement  of  the  handle. 
In  the  case  of  the  second  Patent  the  alleged  infringement  is  confined  to  two 
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Claims  relating  to  portions  of  the  arrangement  whereby  the  operation  of  the 
motive  fluid  is  caused  to  alternate  between  the  rear  and  front  ends  of  the  piston 
or  hammer,  and  to  drive  it  backwards  and  forwards.  The  Claims  with  which 
I  have  to  deal  are  all  combination  claims,  and  I  think,  having  regard  to  the 
form  of  the  Specification,  it  is  not  unfair  to  the  Patentee  to  say  that  in  each  case  5  - 
they  are  for  what  have  been  called  in  some  previous  cases  subordinate  integers. 
The  second  Patent,  as  I  have  said,  is  involved  in  each  of  the  three  actions, 
and  I  propose,  therefore,  to  deal  with  the  second  Patent  first. 

With  regard  to  the  law  there  really  is  no  serious  dispute.  First,  as  to  the 
mode  in  which  the  Specification  ought  to  be  construed.  The  object  of  the  10 
construction  of  the  Specification  is  in  all  cases  to  ascertain  what  is  the  invention 
described  and  claimed  by  the  patentee,  and  in  fulfilling  that  object  the 
Specification  ought  to  be  construed  fairly,  not  leaning  either  towards  the 
patentee  or  towards  the  infringer ;  on  the  other  hand,  not  taking  hold  of  small 
verbal  inaccuracies  or  technical  difficulties  in  order  to  deprive  a  genuine  15 
inventor  of  the  benefit  of  a  real  and  genuine  invention.  Again,  the  Specifica- 
tion must  be  construed,  in  reference  to  its  subject-matter,  of  course,  and  in 
reference  to  the  state  of  knowledge  at  the  time  it  was  composed  ;  and  it  must 
further  be  construed  as  a  whole,  and  for  that  purpose  the  Court,  which  has  to 
construe  it,  must  look  at  every  part  of  it,  including  the  Drawings,  Then,  with  20 
reference  to  the  effect  of  the  Claims,  on  which  a  great  deal  turns  in  the  present 
cfise,  the  Claims  are  to  be  looked  at  as  intended  to  define  the  invention,  to  point 
out  what  it  is  that  the  inventor  regards  as  new,  and  for  which  he  claims 
protection,  and  the  general  rule  in  dealing  with  Claims  is  to  treat  what  is  not 
claimed  as  being  disclaimed.  These  particular  Claims,  as  I  have  said,  are  25 
entirely  for  combinations.  Of  course,  it  is  now  well  settled  that  a  combination 
may  be  new,  and  may  be  the  subject-matter  of  a  Patent,  although  its  several 
parts  taken  by  themselves  may  be  old,  or  certain  only  of  those  parts  may  be 
new.  But  in  such  a  case  as  that,  it  is  the  combination  alone  which  is  protected, 
and  if  any  parts  of  the  combination  are  new  they  are  not  protected,  unless  they  30 
are  claimed  separately.  I  think  all  those  propositions  are  really  summed  up  in 
the  statement  made  by  Mr.  Justice  Swinfen  Eady  in  the  case  of  Dunlop 
Pneumatic  Tyre  Company  Ld.  v.  David  Moseley  &  Sons  Ld,.,  reported  in 
L.R.  (1904),  1  Chancery,  at  page  171,^  where  he  says  this  :  "  It  was  settled  by 
**  the  decision  of  the  House  of  Lords  in  Clark  v.  Adie^  that,  if  the  claim  is  35 
'*  solely  for  a  combination  there  is  no  infringement  unless  the  entire  combination 
**  is  taken,  and,  moreover,  that  in  order  to  protect  a  subordinate  part,  it  is 
*'  necessary  to  claim  it  even  when  it  is  new  and  material,  and  that  a  subordinate 
"  part  must  be  new,  useful  and  patentable  per  se  in  order  to  be  protected."  I 
think  I  may  add  this,  that  if  the  combination  is  of  old  parts  effecting  an  old  40 
purpose,  and  all  that  the  patentee  can  say  about  it  is  that  it  effects  that  purpose 
in  an  improved  way,  it  is  incumbent  on  him  to  point  out,  either  in.  the  body  of 
the  Specification  or  in  the  Claim,  in  what  respects  he  says  the  improvement 
consists. 

Now  I  proceed  to  deal  with  this  particular  case.  I  think  it  will  be  more  45 
convenient  before  I  read  the  Specification  if  I  state  in  my  own  language  what  I 
conceive  is  the  contrivance  to  which  these  Patents  relate.  First  of  all,  I  have 
used  the  expression  ^*  pneumatic  hammer,"  but  without  any  explanation  of 
what  that  means.  A  pneumatic  hammer  consists  essentially  of  a  piston  con- 
fined in  a  piston  chamber,  or  cylinder,  actuated  by  compressed  air  employed  to  50 
drive  the  piston  forward  on  to  the  head  of  a  chisel  or  other  tool,  with  which  the 
hammer  is  to  be  used,  so  as  to  strike  the  head  of  that  tool,  and  then,  in  the  case 
of  the  second  of  the  two  Patents,  to  assist  the  force  of  the  recoil  to  return  the 


*  21  B.P.G.  58,  at  page  60. 
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piston  to  the  rearward  position  ready  for  another  stroke.  The  result  of  that 
cycle  of  operation  is  an  enormously  rapid  succession  of  blows  on  the  chisel,  to 
take  that  as  a  convenient  example,  and,  accordingly,  a  great  saving  of  time  and 
labour  in  dealing  with  such  materials  as  an  iron  plate  or  other  sheet  of  metal 
5  with  which  such  tools  are  commonly  used.  This  alternating  movement  of  the 
compressed  air  is  effected  by  means  of  a  valve  which  operates  alternately  to 
admit  and  cut  ofiE  the  motive  fluid  from  the  two  ends  of  the  piston.  It  is  to  a 
portion,  and  a  portion  only,  of  the  combination  which  effects  this  object  that 
the  present  action,  so  far  as  the  second  Patent  is  concerned,  relates.    The 

10  Patentee  effects  the  object,  of  which  I  have  spoken,  in  this  way.  He  has,  as  is 
the  case  in  all  these  instruments,  the  piston  confined  in  the  piston  chamber, 
and  what  is  called  a  differential  area  valve.  The  meaning  of  that  is  this — it  is 
a  valve  so  arranged  that  it  has  open  to  the  influence  of  the  motive  fluid  two 
areas  of  different  sizes,  one,  the  smaller  area,  constantly  open  to  the  pressure  of 

15  the  motive  fluid,  which  thereby  tends  to  hold  the  valve  in  one  direction.  The 
effect  of  holding  the  valve  in  that  direction  is  to  admit  the  motive  fluid  to  the 
piston  chamber  so  as  to  drive  the  piston  forward.  The  valve  has  on  the  opposite 
side  of  it  a  larger  area  not  constantly  open  to  pressure,  but  open  to  pressure 
intermittently,  and  when  it  is  so  open,  the  area  being  larger,  the  pressure 

20  thereon  overcomes  that  on  the  smaller  area  and  forces  the  valve  back.  The 
effect  of  that  movement  of  the  valve  is  to  cut  off  the  motive  fluid  from  the  rear 
end  of  the  piston — the  end  by  which  the  pressure  drives  it  forward — and,  by  a 
movement  of  the  piston  which  I  will  explain  presently,  to  admit  the  motive 
fluid  to  the  forward  end  ready  to  drive  it  back  into  its  original  position.    The 

25  main  object  of  the  Patentee's  invention  as  described  in  the  Specification— the 
main  improvement  which  he  there  points  out  and  which  is  undoubtedly  new— 
is  that,  instead  of  the  valve  being  in  a  separate  chamber  at  the  rear  of  the  piston 
chamber  proper,  it  forms  part  of  the  lining  of  the  piston  chamber,  and  it  is  in 
fact  itself  a  hollow  cylinder,  the  internal  diameter  of  which  is  the  same  as  that 

30  of  the  piston  chamber,  with  the  result  that  the  piston  is  thereby  enabled  to 
travel  not  only  over  all  which  in  previous  hammers  was  the  piston  chamber, 
but  over  that  part  of  it  which  is  occupied  by  the  valve ;  thereby  giving,  as  the 
Patentee  points  out,  what  I  think  I  may  take  it  on  the  evidence  is  of  great 
importance  for  the  efficiency  of  these  tools,  the  maximum  length  of  stroke  for 

35  the  minimum  length  of  tool.  The  valve  itself  is  arranged  in  this  way.  It  is, 
as  I  have  said,  a  hollow  cylinder  through  which  the  piston  passes.  On  the 
external  circumference  of  that  cylinder  there  is  a  ridge  or  flange,  one  side  of 
which  is  shallower  than  the  other ;  the  shallower  side  is  the  smaller  of  the  two 
areas  common  to  every  kind  of  differential  area  valve  ;  the  deeper  side  of  the 

40  flange  is  the  larger  of  those  two  areas.  The  smaller  area  is  turned  towards  the 
rear  end  of  the  tool.  The  motive  fluid  enters  through  a  channel  in  the  handle 
of  the  tool,  from  that  to  a  passage  communicating  with  the  smaller  area  of  the 
valve,  and  thereby  pressing  the  valve  into  a  forward  position.  When  the  valve  is 
in  that  position  the  motive  fluid  is  allowed  to  enter  the  rear  end  of  the  piston 

45  chamber.  It  thereby  forces  the  piston  forward  until  it  comes  near  to  the 
forward  end  of  its  stroke.  Some  distance  down  the  piston  chamber,  at  a 
distance  from  the  forward  end  of  the  chamber  of  a  little  more  than  the  length 
of  the  piston,  are  two  openings  ;  one  of  those  openings  is  the  end  of  the  passage 
communicating  directly  with  the  source  of  supply,  and,  therefore,  containing 

50  live  air.  The  other  opening  is  an  opening  to  another  passage,  which,  until  that 
takes  place  which  I  am  about  to  mention,  does  not  contain  live  air,  and  leads 
directly  to  the  larger  area  of  the  valve.  The  Patentee's  piston  has  on  it,  near  its 
rearward  end  a  groove  or  depression ;  in  the  one  which  I  hold  in  my  hand  it  is 
about  ^  inch  in  width.    The  effect  of  that  depression  is  that,  the  rest  of  the 

55  piston  fitting  snugly  in  the  piston  chamber,  there  is  in  that  part  of  it  where  the 
groove .  exists  a  free  passage  for  air  round  the  piston.    When  the  forward 
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ClaimB  relating  to  portions  of  the  arrangement  whereby  the  operation  of  the 
motiye  fluid  is  caused  to  alternate  between  the  rear  and  front  ends  of  the  piston 
or  hammer,  and  to  drive  it  backwards  and  forwards.  The  Claims  with  which 
I  have  to  deal  are  all  combination  claims,  and  I  think,  having  regard  to  the 
.  form  of  the  Specification,  it  is  not  un^ir  to  the  Patentee  to  say  that  in  each  case  5  • 
they  are  for  what  have  been  called  in  some  previous  cases  subordinate  integers. 
The  second  Patent,  as  I  have  said,  is  involved  in  each  of  the  three  actions, 
and  I  propose,  therefore,  to  deal  with  the  second  Patent  first. 

With  regard  to  the  law  there  really  is  no  serious  dispute.  First,  as  to  the 
mode  in  which  the  Specification  ought  to  be  construed.  The  object  of  the  10 
construction  of  the  Specification  is  in  all  cases  to  ascertain  what  is  the  invention 
described  and  claimed  by  the  patentee,  and  in  fulfilling  that  object  the 
Specification  ought  to  be  construed  fairly,  not  leaning  either  towards  the 
patentee  or  towards  the  infringer ;  on  the  other  hand,  not  taking  hold  of  small 
verbal  inaccuracies  or  technical  difficulties  in  order  to  deprive  a  genuine  15 
inventor  of  the  benefit  of  a  real  and  genuine  invention.  Again,  the  Specifica- 
tion must  be  construed,  in  reference  to  its  subject-matter,  of  course,  and  in 
reference  to  the  state  of  knowledge  at  the  time  it  was  composed ;  and  it  must 
further  be  construed  as  a  whole,  and  for  that  purpose  the  Court,  which  has  to 
construe  it,  must  look  at  every  part  of  it,  including  the  Drawings.  Then,  with  20 
reference  to  the  effect  of  the  Claims,  on  which  a  great  deal  turns  in  the  present 
c^fie,  the  Claims  are  to  be  looked  at  as  intended  to  define  the  invention,  to  point 
out  what  it  is  that  the  inventor  regards  as  new,  and  for  which  he  claims 
protection,  and  the  general  rule  in  dealing  with  Claims  is  to  treat  what  is  not 
claimed  as  being  disclaimed.  These  particular  Claims,  as  I  have  said,  are  25 
entirely  for  combinations.  Of  course,  it  is  now  well  settled  that  a  combination 
may  be  new,  and  may  be  the  subject-matter  of  a  Patent,  although  its  several 
parts  taken  by  themselves  may  be  old,  or  certain  only  of  those  parts  may  be 
new.  But  in  such  a  case  as  that,  it  is  the  combination  alone  which  is  protected, 
and  if  any  parts  of  the  combination  are  new  they  are  not  protected,  unless  they  30 
are  claimed  separately.  1  think  all  those  propositions  are  really  summed  up  in 
the  statement  made  by  Mr.  Justice  Swinfen  Eady  in  the  case  of  Dunlop 
Pneumatic  Tyre  Company  Ld.  v.  David  Moseley  &  Sons  Ld..,  reported  in 
L.R.  (1904),  1  Chancery,  at  page  171,^  where  he  says  this :  "  It  was  settled  by 
"  the  decision  of  the  House  of  Lords  in  Clark  v.  Adie^  that,  if  the  claim  is  35 
*'  solely  for  a  combination  there  is  no  infringement  unless  the  entire  combination 
*^  is  taken,  and,  moreover,  that  in  order  to  protect  a  subordinate  part,  it  is 
*<  necessary  to  claim  it  even  when  it  is  new  and  material,  and  that  a  subordinate 
"  part  must  be  new,  useful  and  patentable  per  se  in  order  to  be  protected."  I 
think  I  may  add  this,  that  if  the  combination  is  of  old  parts  effecting  an  old  40 
purpose,  and  all  that  the  patentee  can  say  about  it  is  that  it  effects  that  purpose 
in  an  improved  way,  it  is  incumbent  on  him  to  point  out,  either  in  the  body  of 
the  Specification  or  in  the  Claim,  in  what  respects  he  says  the  improvement 
consists. 

Now  I  proceed  to  deal  with  this  particular  case.  I  think  it  will  be  more  45 
convenient  before  I  read  the  Specification  if  I  state  in  my  own  language  what  I 
conceive  is  the  contrivance  to  which  these  Patents  relate.  First  of  all,  I  have 
used  the  expression  ^•pneumatic  hammer,"  but  without  any  explanation  of 
what  that  means.  A  pneumatic  hammer  consists  essentially  of  a  piston  con- 
fined in  a  piston  chamber,  or  cylinder,  actuated  by  compressed  air  employed  to  50 
drive  the  piston  forward  on  to  the  head  of  a  chisel  or  other  tool,  with  which  the 
hammer  is  to  be  used,  so  as  to  strike  the  head  of  that  tool,  and  then,  in  the  case 
of  the  second  of  the  two  Patents,  to  assist  the  force  of  the  recoil  to  return  the 
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piston  to  the  rearward  position  ready  for  another  stroke.  The  result  of  that 
cycle  of  operation  is  an  enormously  rapid  succession  of  blows  on  the  chisel,  to 
take  that  as  a  convenient  example,  and,  accordingly,  a  great  saving  of  time  and 
labour  in  dealing  with  such  materials  as  an  iron  plate  or  other  sheet  of  metal 
5  with  which  such  tools  are  commonly  used.  This  alternating  movement  of  the 
compressed  air  is  efEected  by  means  of  a  valve  which  operates  alternately  to 
admit  and  cut  ofiE  the  motive  fluid  from  the  two  ends  of  the  piston.  It  is  to  a 
portion,  and  a  portion  only,  of  the  combination  which  effects  this  object  that 
the  present  action,  so  far  as  the  second  Patent  is  concerned,  relates.  The 
10  Patentee  effects  the  object,  of  which  I  have  spoken,  in  this  way.  He  has,  as  is 
the  case  in  all  these  instruments,  the  piston  confined  in  the  piston  chamber, 
and  what  is  called  a  differential  area  valve.  The  meaning  of  that  is  this — it  is 
a  valve  so  arranged  that  it  has  open  to  the  influence  of  the  motive  fluid  two 
areas  of  different  sizes,  one,  the  smaller  area,  constantly  open  to  the  pressure  of 
15  the  motive  fluid,  which  thereby  tends  to  hold  the  valve  in  one  direction.  The 
effect  of  holding  the  valve  in  that  direction  is  to  admit  the  motive  fluid  to  the 
piston  chamber  so  as  to  drive  the  piston  forward.  The  valve  has  on  the  opposite 
side  of  it  a  larger  area  not  constantly  open  to  pressure,  but  open  to  pressure 
intermittently,  and  when  it  is  so  open,  the  area  being  larger,  the  pressure 

20  thereon  overcomes  that  on  the  smaller  area  and  forces  the  valve  back.  The 
effect  of  that  movement  of  the  valve  is  to  cut  off  the  motive  fluid  from  the  rear 
end  of  the  piston— -the  end  by  which  the  pressure  drives  it  forward — and,  by  a 
movement  of  the  piston  which  I  will  explain  presently,  to  admit  the  motive 
fluid  to  the  forward  end  ready  to  drive  it  back  into  its  original  position.    The 

25  main  object  of  the  Patentee's  invention  as  described  in  the  Specification — the 
main  improvement  which  he  there  points  out  and  which  is  undoubtedly  new— 
is  that,  instead  of  the  valve  being  in  a  separate  chamber  at  the  rear  of  the  piston 
chamber  proper,  it  forms  part  of  the  lining  of  the  piston  chamber,  and  it  is  in 
fact  itself  a  hollow  cylinder,  the  internal  diameter  of  which  is  the  same  as  that 

30  of  the  piston  chamber,  with  the  result  that  the  piston  is  thereby  enabled  to 
travel  not  only  over  all  which  in  previous  hammers  was  the  piston  chamber, 
but  over  that  part  of  it  which  is  occupied  by  the  valve ;  thereby  giving,  as  the 
Patentee  points  out,  what  I  think  I  may  take  it  on  the  evidence  is  of  great 
importance  for  the  efficiency  of  these  tools,  the  maximum  length  of  stroke  for 

35  the  minimum  length  of  tool.  The  valve  itself  is  arranged  in  this  way.  It  is, 
as  I  have  said,  a  hollow  cylinder  through  which  the  piston  passes.  On  the 
external  circumference  of  that  cylinder  there  is  a  ridge  or  flange,  one  side  of 
which  is  shallower  than  the  other  ;  the  shallower  side  is  the  smaller  of  the  two 
areas  common  to  every  kind  of  differential  area  valve  ;  the  deeper  side  of  the 

40  flange  is  the  larger  of  those  two  areas.  The  smaller  area  is  turned  towards  the 
rear  end  of  the  tool.  The  motive  fluid  enters  through  a  channel  in  the  handle 
of  the  tool,  from  that  to  a  passage  communicating  with  the  smaller  area  of  the 
valve,  and  thereby  pressing  the  valve  into  a  forward  position.  When  the  valve  is 
in  that  position  the  motive  fluid  is  allowed  to  enter  the  rear  end  of  the  piston 

45  chamber.  It  thereby  forces  the  piston  forward  until  it  comes  near  to  the 
forward  end  of  its  stroke.  Some  distance  down  the  piston  chamber,  at  a 
distance  from  the  forward  end  of  the  chamber  of  a  little  more  than  the  length 
of  the  piston,  are  two  openings  ;  one  of  those  openings  is  the  end  of  the  passage 
communicating  directly  with  the  source  of  supply,  and,  therefore,  containing 

50  live  air.  The  other  opening  is  an  opening  to  another  passage,  which,  until  that 
takes  place  which  I  am  about  to  mention,  does  not  contain  live  air,  and  leads 
directly  to  the  larger  area  of  the  valve.  The  Patentee's  piston  has  on  it,  near  its 
rearward  end  a  groove  or  depression ;  in  the  one  which  I  hold  in  my  hand  it  is 
about  i  inch  in  width.    The  effect  of  that  depression  is  that,  the  rest  of  the 

55  piston  fitting  snugly  in  the  piston  chamber,  there  is  in  that  part  of  it  where  the 
groove .  exists  a  free  passage  for  air  round  the  piston.    When  the  forward 


lOi  REPORTS  OP  PATENT,  DESIGN,        [Nov,  14, 1906. 

Consolidated  Pneumatic  Tool  Company  Ld.  v.  Clark. 

member  of  that  groove  reaches  the  two  openings  the  live  air,  which  as  I  have 
said,  is  contained  in  the  passage  to  which  the  first  opening  commnnicates,  is 
forced  round  the  space  which  the  existence  of  the  groove  provides,  passes  into 
the  other  of  the  two  passages,  and  by  that  means  operates  on  the  larger  area  of 
the  valve,  thereby  forcing  it  back  against  the  pressure  which  is  being  exerted  5 
still  on  the  smaller  area,  opens  the  rear  end  of  the  piston  chamber  to  exhaust, 
and  at  the  same  time  by  another  contrivance,  which  I  need  not  describe  in 
detail,  allows  live  air  to  pass  through  another  passage  in  the  piston  chamber  to 
the  forward  end  of  the  piston.  This  last  passage  is  so  contrived  that  only  as 
much  live  air  as  is  required  to  assist  the  force  of  the  recoil,  to  return  the  piston  10 
to  its  original  position,  is  admitted,  with  the  consequence  that  this  quantity  of 
live  air,  being  introduced  before  the  piston  reaches  the  end  of  its  forward  stroke^ 
makes  what  has  sometimes  been  called  a  cushion,  and  thereby  avoids  what  would 
otherwise  be  an  extremely  violent  blow  against  the  end  of  the  piston  chamber. 
It  brings  about  an  elastic  instead  of  a  dead  blow  on  the  tool,  and  by  the  fact  15 
that,  as  I  have  said,  the  quantity  of  live  air  is  only  just  enough  to  return  the 
piston  to  the  rearward  position,  and  partly  by  another  contrivance  which  I  will 
now  mention  avoids  a  heavy  blow  on  the  back  of  the  piston  chamber.  The 
further  contrivance,  which  is  the  last  I  have  to  mention  for  the  purpose  of  this 
description,  is  this — as  the  piston  returns,  and  very  shortly  after  it  has  20 
commenced  its  return  journey,  it  opens  two  ports  in  the  chamber,  one  of  which 
opens  direct  to  exhaust,  the  other  of  which  is  connected  with  the  larger  area  of 
the  valve.  The  effect  of  opening  those  two  ports  is  that  the  live  air  which  has 
been  introduced  to  the  larger  area  of  the  valve  is  withdrawn,  the  constant 
pressure  on  the  smaller  area  again  operates  the  valve,  the  valve  is  again  driven  25 
forward,  live  air  is  again  admitted  to  the  rear  of  the  piston  chamber,  acts  first  as 
a  cushion  to  prevent  a  violent  blow  on  the  head  of  the  piston  chamber,  and  then 
acts  to  drive  the  piston  forward,  and  the  same  operation  is  again  repeated. 
That  is  a  description  of  the  general  cycle  of  operations  performed  by  the 
Patentee's  tool.  30 

I  will  now  take  the  Specification  and  read  so  much  of  it  as  is  necessary  for 
the  purpose  of  understanding  it.  In  the  first  place,  the  invention  is  described 
as  "  Improvements  in  pneumatic  hammers  and  valve  mechanism  therefor," 
not,  be  it  observed,  confined  to  pneumatic  hammera  of  any  particular  size  or 
description.  The  Patentee  then  goes  on  :  ^'  My  present  invention  relates  to  35 
"  machines  of  the  general  nature  of  that  heretofore  patented  to  me  by  Letters 
"  Patent  No.  7672  of  April  16, 1895."  Now  that  Specification  is  described  as  for 
**  Improvements  in  pneumatic  and  similar  hand  tools,"  and  some  argument  on 
the  part  of  the  Plaintiffs  depends  upon  that  point.  To  return  to  the  Specifica- 
tion of  1896,  the  Patentee  goes  on  to  say  this  :  "  The  first  and  principal  feature  40 
^'  of  my  present  invention  relates  to  the  valve  mechanism,  by  which  the 
*'  movements  of  the  piston  are  controlled.  It  is  highly  desirable,  for  purposes 
**  of  convenience  in  handling  the  tool  when  at  work,  that  the  bodies  of  tools 
^'  of  this  character  shall  be  made  as  short  as  can  be  done  consistently  with  the 
**  length  of  stroke  which  it  is  necessary  to  give  the  piston  in  order  that  the  45 
**  latter  may  act  with  sufficient  power  upon  the  chisel  or  other  working  tool 
**  employed  with  the  hammer.  Inasmuch  as  the  force  of  the  blows  delivered 
'*  by  the  piston  at  any  given  pressure  of  motive  fluid  depends  mainly  upon  its 
.'^  weight  and  length  of  stroke,  it  is  desirable  that  it  shall  be  heavy  and  that  it 
'*  shall  have  as  long  a  stroke  as  possible.  But  it  is  also  desirable  that  the  body  50 
**  of  the  tool  shall  not  be  of  excessive  diameter,  and  weight  must  therefore  be 
'*  added  to  the  piston  by  increasing  its  length  rather  than  its  diameter.  Under 
'•  these  conditions,  therefore,  it  follows  that  increased  power  in  the  tool  is  to  be 
*'  attained  chiefly  by  increasing  the  length  of  the  piston  chamber,  to  accommo- 
^'  date  long  strokes  of  a  long  piston,  and  a  piston  chamber  of  maximum  length  55 
^^oonsifltent  with  the*  length  of  the  tool  as  a  whole  is  therefore^  essential  to 
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"  improvement  along  these  lines.    It  is  the  principal  object  of  the  novel  valve 
**  mechanism  constituting  the  first  feature  of  my  present  invention  to  accommo- 
*'  date  a  piston  chamber  of  increased  length  without  increasing  the  length  of 
"  the  tool  as  a  whole,  and  to  thereby  permit  a  greater  length  of  stroke  of  the 
5  "  piston  in  a  tool  of  given  length,  and  consequently  increase  the  power  of 
"  action  of  tools  of  this  character.'*    The  Patentee  then  points  out,  in  a  paragraph 
I  need  not  read,  that  in  his  former  Specification  the  valve  was  in  a  separate 
chamber  in  the  rear  of  the  piston  chamber  proper.    He  then  goes  on  :  "  In  the 
"  novel  valve  mechanism  of  my  present  tool  the  valve  consists  of  a  cylindrical 
10  '«  shell  arranged  within  the  piston  chamber  itself  and  of  a  sufficient  internal 
"  diameter  to  surround  the  piston  and  permit  it  to  pass  entirely  through 
**  the  valve.    This  valve  is  preferably  located  in  the  rear  end  of  the  piston 
**  chamber,  so  that  the  piston  passes  through  and  is  surrounded  by  the  valve 
"  at  the  end  of  its  rearward  stroke  as  illustrated  in  the  Drawing  and  hereafter 
15  •*  described,  but  this  particular  location  of  the  valve  is  not  essential  to  the 
"  broader  scope  of  my  invention,  as  will  be  apparent  from  the  description  thereof 
**  hereinafter  given  and  from  the  terms  of  my  respective  Claims.    It  results 
*^  from  this  construction  and  arrangement  of  the  valve  that  the  space  occupied 
"  by  it  does  not  diminish  the  length  of  the  piston  chamber  at  all,  since  the 
20  «  piston  chamber  extends  entirely  through  the  valve,  and  it  therefore  follows 
"  that  a  tool  of  given  length  will  accommodate  a  piston  chamber  as  much  longer 
**  than  the  piston  chambers  of  the  prior  tools  above  referred  to  as  the  length  of 
"  the  space  occupied  by  the  valve  chamber  and  valve  in  such  prior  tools,  thereby 
"  permitting  greater  length  of  stroke  for  the  piston  and  correspondingly  increas- 
25  «  ing  the  force  of  its  blows  and  the  power  of  action  of  the  tool."    I  pause  there 
for  one  moment  to  point  out  that  he  refers  there  to  no  part  of  his  invention  as 
.attaining,  or  intending  to  attain,  that  which  he  is  there  stating  to  be  the  main 
object  of  it,  or  the  main  feature  of  it,  except  what  he  calls  the  novel  arrange- 
ment of  the  valve  mechanism,  and  there  can  be  no  question  that  what  he  means 
30  in  that  paragraph  as  the  novel  arrangement  of  the  valve  mechanism  is  not  any 
particular  detail  of  the  valve  itself  or  the  way  in  which  the  fluid  acts  upon  it, 
but  it  is  the  arrangement  of  the  valve  in  the  piston  chamber  in  such  a  way  that 
the  piston  can  pass  through  it,  and  so  get  that  much  greater  length  of  stroke. 
I  think  there  can  be  no  question  about  that.    He  then  refers  to  another  feature 
35  which  has  nothing  to  do  now  with  the  present  case.     It  had  when  the  case  was 
originally  launched,  but  that  was  given  up  by  the  Plaintiffs  at  the  commence- 
ment.   He  then  proceeds  to  refer  to  a  further  feature  relating  to  the  mode  of 
construction,  not  arrangement  at  all,  another  feature  which  has  also  nothing  to 
do  with  the  present  arrangement,  and  those  are  all  the  paragraphs  other  than 
40  those  which  appear  in  the  description  itself,  in  which  the  Patentee  points  out 
(except  in  the  Claims,  of  course)  what  he  really  states  to  be  new  in  his  invention. 
He  then  proceeds  to  describe  in  detail  by  reference  to  the  Drawings  a  good  deal 
of  that  which  I  have  described  in  general  terms.   I  need  not  read  that.    All  that 
I  propose  to  read  of  that  part  of  the  description  is  the  passage  on  page  H,  line  7, 
4:5  at  which  he  describes  what  I  have  called  the  groove  or  depression  in  the  piston. 
He  says  :  '^  The  piston  M  consists  of  a  solid  cylindrical  piece  of  steel  fitting  the 
"  bore  within  the  cylinder  A,  and  in  the  present  instance  provided  with  d 
"  circumferential  groove  M^  near  its  rear  end,  and  also  having  formed  upon  its 
"  front  end  (for  the  purpose  hereafter  explained)  a  short  projecting  stem  N 
50  "  which  contocts  with  the  rear  end  of  the  shank  of  the  tool  L  when  the  piston 
"  reaches  the  forward  end  of  its  stroke."    Pausing  there  for  one  moment,  he 
says  nothing  there,  nor  anywhere  else  that  I  can  see  in  the  Specification,  as  to 
the  width  of  the  circumferential  groove.     He  says  it  is  provided  with  a  circum- 
ferential groove  near  to  its  rear  end,  and,  unless  what  he  intends  to  be  the  width 
55  of  it  can  be  gathered  from  some  other  description,  there  is  nothing  in  the 
description  of  the  piston  itself  which  will  lead  one  to  see  what  he  means  to  be 
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the  width  of  that  groove.    The  next  passage  which  it  is  necessary  to  refer  to  is 
on  page  4,  beginning  at  line  39  :  "A  passage  T  " — that  passage  is  the  second  of 
the  two  which  I  have  mentioned  in  the  general  description  which  I  gave  of  the 
invention,  that  is  to  say,  the  passage  which  is  not  filled  with  live  air  at  the 
commencement  of  the  piston's  journey,  but  which  communicates  with  the  larger  5 
area  of  the  valve — "  opening  into  the  piston  chamber  at  a  point  in  front  of  the  rear 
"  end  of  the  piston  when  the  latter  is  in  forward  position,  Fig.  1,  leads  thence 
"  rearward  through  the  wall  of  the  cylinder  and  communicates  with  a  small  passage 
"  TJ  extending  through  the  wall  of  the  valve  block  I.  and  also  opening  into  the 
"  space  e  in  front  of  the  valve."    The  space  e  in  front  of  the  valve  is  the  space  10 
bounded  one  side  by  the  larger  area.    He  then  goes  on  ;  "  The  supply  inlet  G, 
"  which  extends  through  the  handle  P  of  the  tool,  opens  at  its  forward  end 
"  into  a  circular  groove  V,  formed  in  the  forward  face  of  the  head  E.    Com- 
"  municating  at  its  rear  end  with  this  groove  V  is  a  passage  T^"    Now  T*  is 
the  first  of   the  two  passages   I   mentioned,  namely,  that  which  constantly  15 
contains  live  air.    It  will  be  seen  that  the  Patentee  points  out  that  it  is  open  to 
the  passage  V,  through  which  the  supply  comes.    "A  passage  T*  extending 
"  forward  through  the  valve  block  IP  and  the  wall  of   the  cylinder  A,  and 
"  opening  into  the  piston  chamber  at  about  the  same  point  in  its  length  "— 
that  is  important — **  at  about  the  same  point  in  its  length  as  the  passage  T."  20 
Then  he  points  to  dotted  lines  on  Fig.  1  which  show  that  passage,  but  I  think 
that  both  the  passages  are  really  better  shown  on  the  three-quarter  model  which 
I  have  before  me.    "  Inasmuch  as  the  groove  V  in  the  head  E  is  constantly 
"  filled  with  the  motive  fluid  from  the  inlet  G,  the  passage  T*  will  likewise  be 
**  constantly  filled  with  it,  and  when  the  piston  M  is  in  forward  position  its  25 
**  grooves  M*  will  put  the  forward  end  of  the  passage  T^  into  communication 
"  with  the  passage  T  as  in  Figure  1,  and  the  motive  fluid  be  thereby  admitted 
"  through  the  passages  T  U  to  the  space  e  in  front  of  the  valve,  as  hereafter  • 
"  explained."    Now  there  we  have  what  is  the  purpose  of  the  groove,  and  that 
to  my  mind  is  the  only  indication  throughout  this  Specification  whereby   30 
anybody  (of  course,  a  person  skilled  in  the  matter)  could  determine  what  the 
Patentee  meant  in  reference  to  the  width  of  the  groove,  and  he  could  only 
determine  that  by  seeing  that  the  groove  was  intended  by  the  Patentee  for  one 
purpose,  and  for  one  purpose  only — namely,  to  put  the  two  passages  T*  and  T 
in  communication  with  each  other.    A  groove  which  would  do  that  would  be  35 
sufficient  for  the   Patentee's    purpose.      Whether  the  Patentee    limited    his 
invention  to  a  groove  which  was  sufficient  for  that  purpose,  or  extended  it  to  a 
groove  which,  while  sufficient  for  that  purpose,  might  also  serve  some  other 
purpose,  is  a  matter  about  which  a  great  deal  of  controversy  is  raised.     I  think 
I  must  read  the  next  two  paragraphs  of  the  Specification  for  another  purpose  :  40 
t'  Registering  with  the  groove  V  in  the  head  E  is  a  circular  row  of  holes  W 
"  bored  into  the  flanged  ring  V  of  the  valve  block.  Fig.  6,  in  such  position  that 
"  their  inner  sides  cut  through  the  inner  surface  of  the  flange  P^  of  said  ring, 
"  Figures  1,  2,  4  and  5,  and  thereby  furnish  communication  between  the  groove 
"  V  in  the  circular  head  E  and  the  space  e^  at  the  rear  of  the  annular  shoulder  or  45 
"  pressure  area  d  of  the  valve,  with  the  result  that  the  motive  fluid  admitted 
**  through  the  inlet  G  in  the  handle  to  the  annular  groove  V  in  the  head  E  may 
"  pass  through  the  holes  W  and  constantly  act  upon  the  pressure  area  d  of  the 
"  valve  and  tend  to  force  the  latter  forward."    The  pressure  area  d  is  the  area 
in  front  of  the  smaller  area  of  the  valve.    "One  or  more  of  the  holes  W  50 
*'  communicates,  by  a  passage  X,  with  the  larger  bore  of  the  valve  block  I, 
"  said  passage  opening  into  the  space  e  in  front  of  the  valve  when  the  latter 
"  is  in  rearward  position,  as  in  Pigs.  1  and  4,  and  being  closed  by  the  ring  b 
"  of  the  valve  when  the  latter  is  in  forward  position,  as  in  Figures  2  and  5. 
"  The  capacity  of  the  passage  X  is  greater  than  that  of  the  passage  S  (or,  5o 
"  preferably,  to  the  same  end,  there  are  several  small  passages  X  connecting 
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"  the  space  e  in  front  of  the  valve  with  different  ones  of  the  holes  W, 
"  instead  of  a  single  large  passage),  so  that  motive  fluid  may  be  admitted 
"  to  the  spac^  e  by  the  passage  or  passages  X  faster  than  it  can  escape 
"  through  the  passage,  for  a  purpose  hereafter  explained."  Now  that  part  of 
5  the  Specification  relates  to  a  matter  which  arises  not  directly  on  any  question 
of  infringement  here,  but  arises  on  one  Claim  in  the  Specification  which  is 
said  to  have  been  anticipated,  and  the  contrivance  which  is  indicated  there,  and 
explained  more  fully  later  on  in  the  Specification,  is  a  contrivance  by  which  an 
additional  supply  of  the  motive  fluid  may  be  admitted  to  the  larger  area  of 

10  the  valve  to  make  up  for  the  premature  withdrawal  which  would,  in  certain 
arrangements  which  the  Patentee  has  included  in  his  Specification,  take  place  of 
the  motive  fiuid  from  the  larger  ar^a  of  the  valve  as  the  piston  commences  its 
rearward  journey.  It  is  intended  to  prevent  the  valve  from  prematurely 
shifting  back  to  its  original  position,  and  thereby  causing  a  mere  fluttering  of 

15  the  piston  instead  of  its  proper  stroke.  I  need  not  read  more  of  that  for  the 
moment.  I  think  the  next  passage  which  I  ought  to  read  commences  on 
page  6,  line  6 :  "When  the  piston  has  moved  forward  far  enough  for  its  groove  M^ 
"  to  place  the  front  end  of  the  live  air  passage  T^  in  communication  with  the 
**  passage   T  the  motive  fiuid  from  the   passage  T*   will  pass  through   the 

20  "  passages  T  and  U  to  the  space  in  front  of  the  pressure  area  c  of  the  valve, 
*'  Figures  2  and  4,  and  there  acting  upon  said  area  of  the  valve  will  overcome  the 
"  constant  pressure  which  is  acting  upon  the  smaller  area  d  of  the  valve  and 
"  force  the  valve  rearward  again."  That  is  a  mere  description  of  the  cycle  of 
operations  which  I  have  already  described  in  my  own  words.    I  only  read  it 

25  again  for  the  purpose  of  emphasising  what  I  have  already  pointed  out,  that  the 
object  of  the  groove,  as  stated  by  the  Patentee,  is  to  put  the  two  passages  in 
communication  with  each  other.  I  now  pass  to  line  21  on  the  same  page ; 
we  now  get  the  forward  stroke  complete  :  "  The  rearward  movement  of  the 
"  piston  will  carry  its  groove  M  " — it  ought  to  be  M*-^"  away  from  the  front 

30  "  ends  of  the  passages  T  and  T^  and  close  the  communication  between  them, 
"  and  the  admission  of  motive  fiuid  from  the  live  air  passage  T*  to.the  space  e  in 
**  front  of  the  valve  be  thereby  cut  off ;  but  the  motive  fiuid  admitted  to  such 
"  space  through  the  passage  (or  passages)  X,  will  serve  to  hold  the  valve  in 
'*  rearward  position,  notwithstanding  the  escape  of  motive  fiuid  through  the 

35  "  passage  S,  since  the  latter  is  of  sufficiently  less  capacity  than  the  passage  or 
"  passages  X  for  that  purpose.  It  will  be  understood  that  while  the  passage  T* 
"  is  put  into  communication  with  the  passage  T  by  the  groove  M\  to  shift  the 
"  valve,  before  the  front  end  of  the  piston  strikes  the  shank  of  the  tool  L, 
"  the  momentum  of  the  piston  and  the  expanding  pressure  behind  it  carries  it 

40  "  on  forward  into  contact  with  the  tool ;  and  that  likewise  while  the  exhaust 
**  passage  Q  is  uncovered  by  the  front  end  of  the  piston  before  the  latter  has 
"  reached  its  rearward  limit  of  stroke,  the  momentum  of  the  piston  and  the 
"  expanding  pressure  behind  it  will  carry  it  on  rearward,  the  motive  fluid 
**  admitted  in  the  rear  of  it  by  the  shifting  of  the  valve  before  it  completes  its 

45  "  rearward  stroke  serving  to  cushion  it  at  the  end  of  such  stroke.  The 
*^  desideratum  is  to  so  adjust  and  time  the  operation  of  the  parts  that  the 
"  piston  shall  be  moved  rearward  as  far  as  may  be  possibly  done  without 
*'  danger  of  its  rear  end  hammering  against  the  cylinder  head,  in  order  that  as 
"long^a  forward  stroke  as  possible  maybe  obtained.    The  parts  may  be  so 

50  "  adjusted  that  the  piston  will  move  at  its  rearward  stroke  to  or  beyond  the 
"  position  shown  in  Figure  2,  and  there  be  cushioned  by  the  newly  admitted 
**  motive  fluid  and  not  allowed  to  strike  the  cylinder  head  E."  Then  the  Patentee 
describes  a  contrivance  which  we  have  known  during  the  discussion  as  Fig.  10. 
I  need  not  read  the  part  that  refers  to  that,  because  it  does  not  come  directly 

55  into  the  present  contest.  All  that  it  is  necessary  to  say  with  regard  to  that 
part  of  it  is,  in  reference  to  the  discussion  on  Claim  7,  which  I  will  point 
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out  directly,  that  it  is  under  that  arrangement  that  the  admission  of  the 
auxiliary  supply  of  live  air  to  the  larger  differential  area  is  essential,  and  the 
Patentee  points  out  in  an  early  part  of  his  Specification,  which  I  am  omitting, 
the  contrivance  by  -which  he  insures  that  there  shall  be  that  additional  supply 
of  live  air,  and  that  it  shall  continue  against  the  larger  area  of  the  valve  5 
a  sufficiently  long  time  to  allow  the  piston  to  travel  a  sufficient  distance  rear- 
ward. There  is  one  paragraph  beginning  on  line  23  of  page  7,  which  I  think 
I  must  read,  because  it  again  points  out  what  the  Patentee  thinks  is  the 
important  object  of  his  invention.  He  says  :  *'  Prom  the  foregoing  description 
"  of  my  new  tool  it  will  be  seen  that  inasmuch  as  the  rear  end  of  the  piston  10 
"  chamber  extends  entirely  through  the  valve  block  and  valve  the  space 
"  occupied  by  the  latter  is  not  provided  at  the  expense  of  the  piston  chamber, 
"  and  that  said  chamber  is  as  long  as  it  could  be  made  even  if  the  valve  were 
"  arranged  in  a  chamber  at  one  side  of  and  parallel  to  the  piston  chamber, 
"  instead  of  in  line  and  concentric  therewith."  I  read  that  passage  for  two  15 
reasons.  First,  because  I  have  already  pointed  out  how  he  there  emphasises 
the  contrivance  by  which  the  valve  forms  part  of  the  piston  chamber;  and 
also — ^and  this  is  of  considerable  importance  in  reference  to  some  of  the 
alleged  anticipations — he  indicates  that  in  a  tool  of  this  description  which  he  is 
describing,  the  valve  may  be  arranged  in  a  chamber  at  one  side  of  the  tool,  and  20 
not  in  line  and  concentric  with  it.  He  recognises  that  arrangement  of  the  valve. 
Then  he  states  the  sizes  of  the  tools.  He  says  :  "  In  the  tool  from  which  the 
"  Drawings  were  made  the  longitudinal  thickness  of  the  valve  block  is  about  an 
"  inch  and  a  quarter  (as  will  appear  from  the  full-sized  views  of  said  block  in 
"  Figures  4  and  5)  and  in  tools  of  the  same  size  made  in  accordance  with  my  25 
/'"  previously-mentioned  Patent  the  valve  blocks  were  of  approximately  the 
"  same  longitudinal  thickness."  Then  he  points  out  the  advantages  of  the 
valve,  that  it  is  thin  and  light,  has  a  very  short  oscillating  movement,  and, 
therefore,  is  not  liable  to  be  damaged  in  the  course  of  the  use  of  the  tool.  He 
then  at  the  bottom  of  page  7  points  out  what  I  have  already  mentioned,  that  30 
the  arrangement  of  that  auxiliary  passage  which  is  essential  to  what  is  described 
in  Figure  10  is  not  essential  to  the  other,  and  principal  arrangement,  though  it  is 
useful  for  that  also.  I  now  go  to  page  8,  on  which  he  concludes  that  part  of 
the  description,  and  I  think  I  need  only  read  from  line  25  :  "  So  far  as  I  am 
"  aware,  however,  the  valve  mechanism  of  my  new  tool  is  the  first  instance  in  3S5 
"  which  an  auxiliary  passage  such  as  the  passage  X,  co-operating  with  the 
"  valve  in  the  manner  described,  has  been  employed  for  either  of  the  purposes 
"  mentioned.  It  therefore  forms  a  novel  and  useful,  even  though  not  absolutely 
"  essential,  feature  of  my  new  valve  mechanism,  and  may  also  be  employed  in 
"  connection  with  valves  of  other  form  than  that  herein  shown  and  described,  40 
"  such,  for  instance,  as  the  valve  of  my  prior  Patent."  There  is  another  thing, 
namely,  the  use  of  the  auxiliary  passage,  which  the  inventor  points  oiitas  being 
a  novel  feature  of  his  invention.  Still,  nothing  about  the  admission  of  the  air 
to  the  larger  area  of  the  valve.  He  then  proceeds  to  describe  a  point  about  the 
head  of  the  hammer,  with  which  I  need  not  trouble.  He  then,  on  page  9,  45 
inserts  a  paragraph  about  which  something  has  been  made,  and  therefore  I  had 
better  read  it.  It  is  at  line  15  :  "  One  of  the  chief  objections  to  the  use  of  tools 
"  of  this  character  has  heretofore  been  the  shock  and  jar  incident  to  their  use, 
"  which  caused  a  severe  strain  upon  the  workmen  using  them.  These  shocks 
"  and  jars  were  caused  to  an  equal  or  greater  extent  by  the  rearward  strokes  of  50 
*'  the  piston  than  by  the  forward  strokes  thereof.  As  before  stated,  I  have 
"  discovered  that  the  rebound  of  the  piston  from  contact  with  the  working  tool 
"  is  of  itself  nearly  sufficient  to  return  the  piston,  so  that  in  my  new  tool  I  have 
"arranged  to  admit  motive  fiuid  to  the  front  end  of  the  piston  chamber  through 
*^  a  very  small  passage  (S),  and  to  cut  off  its  admission  thereto  and  open  the  55 
"  exhaust  before  the  piston  has  nearly  reached  its  rearward  limit  of  stroke,  with 
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^^  the  result  that  the  rebound  of  the  piston  from  contact  with  the  working  tool 
**  is  aided  by  a  very  small  quantity  of  motive  fluid  admitted  in  front  of  the 
"  piston  during  only  a  portion  of  its  rearward  stroke,  so  that  while  the  piston 
"  is  thrown  rearward  quickly  enough,  it  is  not  moved  with  sufficient  force  to 
5  «  cause  the  objectionable  jarring  heretofore  referred  to."  There  again  the 
avoiding  of  the  jarring  is  attributed,  not  in  the  least  to  the  nature  or  size  of 
the  groove,  or  the  mode  by  which  the  air  is  admitted  to  the  larger  area  of  the 
valve,  but  it  is  attributed  in  that  passage  to  the  means  whereby,  and  the  point 
in  the  stroke  of  the  piston  at  which  the  motive  fluid  is  admitted  to  the  rear  end 

10  and  front  end  of  the  piston  respectively.  Again  there  is  nothing  there  which 
would  lead  one  to  suppose  that  the  Patentee  attributed  any  particular  importance 
to  the  width  and  nature  of  the  groove. 

Now  I  come  to  the  Claims.    The  Claims  are  56  in  number.    It  is  obvious 
on  reading  them  that  the  Patentee  desired  to  throw  his  net  as  widely  as  he 

15  could.  They  are  not  all  combinations,  but  they  are  very  nearly  all  combi- 
nations, and  those  that  are  combinations  are  so  framed  that  there  are  small 
differences  in  each  Claim,  intended,  no  doubt,  to  enable  the  Patentee  to  say 
that  the  small  variations  are  covered  by  particular  alleged  infringements.  In 
the  combination  described  and  claimed  in  the  first  six  Claims  the  cylindrical 

20  valve  is,  either  adapted  to  take  the  piston  through  its  interior,  or  described  ad 
having  the  piston  passing  through  it— he  varies  the  language — a  cylindrical 
valve  of  that  nature  appears  in  each  of  the  first  six  Claims.  The  seventh  Claim 
is  as  follows : — "  In  a  pneumatic  hammer,  the  combination,  with  the  piston 
^'  chamber  and  piston,  of   a  valve  provided  with  differential  pressure  areas 

25  ^<  against  the  smaller  of  which  the  motive  fluid  constantly  acts  to  press  the 
"  valve  in  one  direction,  a  passage  controlled  by  the  piston  for  intermittently 
**  admitting  the  motive  fluid  to  the  larger  area  of  the  valve,  to  move  the 
"  valve  in  the  opposite  direction,  and  an  auxiliary  passage  opened  by  the 
'^  last-mentioned  movement  of  the  valve  to  admit  an  additional  supply  of 

30  «  motive  fluid  to  the  larger  area  of  the  valve."  Pausing  there  for  one  moment, 
because,  though  directly  it  does  not  come  into  the  Claims  which  the  Patentee 
says  are  infiinged,  and  is  only  material  on  the  point  of  anticipation,  still 
it  has  some  bearing  on  the  meaning  of  Claims  13  and  14  with  which  I  have 
to  deal,  and  that  is  this — in  this  Claim  7,  one  element  in  the  combination, 

35  which  he  is  claiming,  is  a  passage  controlled  by  the  piston  for  intermittently 
admitting  motive  fluid  to  the  larger  area  of  tiie  valve.  Apparently  in  that 
Claim,  therefore,  he  claims  any  form  of  passage  which  is  controlled  by  the 
piston  for  admitting  the  motive  fluid  to  the  larger  area  of  the  valve.  At  all 
events,  it  is  not  unfair  to  the  Patentee  to  point  out  that  from  this  Claim,  at 

40  all  events,  one  cannot  gather  that  he  laid  particular  stress  on  the  nature,  or  size, 
or  position  of  the  passage  which  is  thereby  controlled  by  the  piston,  except 
that,  of  course,  it  must  be,  and  that  there  is  no  doubt  about,  a  passage  somewhere 
near  the  rearward  end  of  the  piston,  and  operated  as  it  approaches  the  forward 
end  of  its  stroke.    I  need  not  read  the  next  succeeding  Claims.    All  I  will 

^  say  about  them  is  that  in  Claims  8  and  9  he  points  out  what  he  means  by  the 
auxiliary  passage,  and  shows  how  by  the  relative  proportion  of  it,  and  other 
passages  that  he  refers  to,  the  auxiliary  or  additional  supply  of  motive  fluid 
on  the  larger  area  of  the  valve  can  be  kept  up.  In  Claim  7  he  does  not  carry 
that  out. 

50  Now  I  come  to  the  Claims  in  question.  Claim  13  is  "  In  a  pneumatic  hammer, 
"  the  combination  with  the  piston  chamber  and  piston,  of  a  valve  having 
"  differential  pressure  areas,  against  the  smaller  of  which  the  motive  fluid  con- 
*'  stantly  acts  to  press  the  valve  in  one  direction,  a  live  air  passage  leading 
"  directly  from  the  source  of  supply  to  the  piston  chamber  through  the  wall  of 

55  «•  of  the  latter  and  independently  of  the  piston  and  a  passage  leading  from  the 
*^  piston  chamber  to  the  larger  area  of  the  valve,  the  piston  operating  to  close 
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*^  communication  between  said  passages  except  when  it  approaches  one  end  of 
^*  its  stroke,  and  then  place  said  passages  in  communication  with  each  other  to 
"  thereby  admit  the  motive  fluid  to  the  larger  area  of  the  valve."  Then  Claim 
14,  ^'  In  a  pneumatic  hammer,  the  combination,  with  the  piston  chamber  and 
^'  piston,  of  a  valve  having  differential  pressure  areas  against  the  smaller  of  5 
''  which  the  motive  fluid  constantly  acts  to  press  the  valve  in  one  direction,  a 
"  live  air  passage  leading  directly  from  the  source  of  supply  to  the  piston 
*^  chamber,  and  a  passage  leading  from  the  piston  chamber  to  the  larger  area  of 
**  the  valve,  the  piston  being  provided  with  a  circumferential  groove  which 
*^  places  said  passages  in  communication  with  each  other  as  the  piston  approaches  10 
*^  its  forward  limit  of  stroke,  to  thereby  admit  the  motive  fluid  to  the  larger 
^^  area  of  the  valve,  and  the  piston  operating  at  its  rearward  stroke  to  cut  off 
^*  such  communication  and  to  open  an  exhaust  passage  from  the  lai^er  area  of 
"  the  valve."  I  need  not  read  any  more  of  the  56  Claims.  I  will  only  point 
out  that  the  valve  itself,  the  cylindrical  shell,  is  expressly  claimed,  and  there  15 
are  one  or  two  other  things  which  are  expressly  claimed — not  as  combinations, 
but  the  bulk  of  the  Claims  are  for  combinations. 

Now,  what  is  the  true  construction  of  those  Claims  ?  The  first  question  that 
arises,  to  which  some  importance  is  attached,  is,  what  is  the  meaning  of  '^  in  a 
^^  pneumatic  hammer  "  ?  The  Defendants  say  this  must  mean  either  what  one  2O 
may  call  for  short  the  Boyer  hammer  or  any  pneumatic  hammer.  Obviously  it 
cannot  mean  the  Boyer  hammer — that  is  to  say,  the  Plaintiffs  cannot  be  content 
to  say  that  it  claims  the  Boyer  hammer,  because  if  they  said  that  their  present 
action  must  inevitably  fail,  inasmuch  as  the  Defendants  have  not  taken  the 
Boyer  hammer  as  a  whole,  or  anything  like  it.  It  must  mean,  therefore,  some-  25 
thing  other  than  the  Boyer  hammer.  The  Plaintiffs  say  it  means  a  pneumatic 
hand  hammer,  and  they  rely,  in  support  of  that  argument,  mainly  upon 
the  reference  to  the  previous  Specification  of  1895,  which  undoubtedly,  from 
its  title,  did  refer  to  hand  hammers.  They  refer  also  to  such  expressions  as 
one  which  is  found  on  the  first  page  of  the  Specification  of  1896 — a  reference  30 
to  the  handling  of  the  tool.  Well,  that  is  an  ambiguous  expression. 
It  might  be  used  in  reference  either  to  one  which  is  to  be  handled  directly  by 
the  workman's  hand,  or  one  which  is  to  be  handled  indirectly  by  means  of 
some  intermediate  machine.  Really,  the  only  two  things  which  in  any  way 
indicate  that  the  Patentee  intended  this  Claim  to  be  confined  to  pneumatic  hand  35 
hammers  are  the  reference  to  the  earlier  Patent  of  1895  and  the  Drawings.  The 
Drawings  unquestionably  refer  to  hammers  capable  of  being  used,  and  I  should 
say,  only  capable  of  being  used  in  the  hand.  But  on  the  whole,  in  reference  to 
these  two  Claims,  I  cannot  adopt  the  Plaintiffs'  view.  I  think,  assuming  the 
Claims  to  be  valid,  if  we  had  here  a  person  taking  this  exact  combination  and  40 
applying  it  to  a  tool  not  capable  of  being  used  in  the  hand,  but  of  such  a  sixe 
and  description  that  it  must  be  used  in  some  other  way,  I  am  satisfied,  from  the 
general  nature  of  the  Claims  in  the  Specification,  that  the  Patentee  would  insist 
that  that  tool  would  be  an  infringement  of  Claims  13  and  14.  I  can  find  nothing 
that  really  can  be  said  to  limit  the  Claim  in  this  Specification  to  a  hammer  to  be  45 
used  in  the  hand.  I  do  not  think  it  is  of  great  importance,  because,  as  will  be 
seen  presently,  I  think  the  remarks  which  I  am  about  to  make  about  the 
previous  state  of  knowledge  would  apply  equally  to  this  Claim  if  it  had  been 
limited  to  a  hand  hammer.  But  in  case  it  should  be  regarded  as  of  any 
importance,  my  view  on  the  construction  of  the  Specification  in  this  respect  is  50 
that  those  Claims  are  capable  of  being  read,  and,  dealing  with  the  Specification 
as  a  whole,  and  dealing  with  it  fairly,  giving  every  advantage  to  the  Patentee 
which  it  is  right  to  give,  ought  to  be  read,  as  extending  to  any  form  of  pneumatic 
hammer  to  which  the  combination  is  applicable. 

Now,  how  far,  if  at  all,  are  any  of  the  elements  of  this  combination  new  ?   Of  55 
course,  the  piston  chamber  is  not  new.    The  valve  with  the  differential  areas, 
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with  the  constant  pressure  on  the  smaller  one,  is  plainly  not  new.  We  now 
come  to  that  part  about  which  there  has  been  the  most  controversy:  "A 
"  live  air  passage  leading  directly  from  the  source  of  supply  to  the 
"  piston  chamber  through  the  wall  of  the  latter  and  independently  of  the 
5  "  piston."  In  the  Claim  what  is  meant  by  that  ?  The  words  "  independently 
"  of  the  piston  "  certainly  give  rise  to  some  difficulty,  but  I  think  that  they  are 
really  explanatory  of  the  words  "  leading  directly  from  " ;  and  I  think  that  I 
am  right  in  that  view,  for  it  is  that  which  is  adopted  by  Mr.  Dugald  Clerk.  It 
means  the  passage  leading  directly  through  the  wall  of  the  piston  chamber  and 

10  independently  of  the  piston — that  is  to  say,  not  through  the  piston.  I  think 
that  when  the  Patentee  inserted  those  words  "independently  of  the  piston  "  which 
do  not  appear  in  Claim  14,  he  probably  had  in  his  mind  some  such  Specification 
as  that  of  Beckwith,  which  has  been  referred  to  here,  where  the  live  air  used 
for  the  purpose  in  question  is  taken  through  a  slot  or  passage  in  the  piston 

15  itself.  Then  he  goes  on  :  "And  a  passage  leading  from  the  piston  chamber  to 
•*  the  larger  area  of  the  valve,  the  piston  being  provided  with  a  circumferential 
"  groove  which  places  said  passages  in  communication  with  each  other  as  the 
"  piston  approaches  its  forward  limit  of  stroke,  to  thereby  admit  the  motive 
"  fluid  to  the  larger  area  of  the  valve."    No  particular  form  of  valve  is  pointed 

20  out.    The  Patentee  must,  in  this  case,  say  that  any  such  valve,  suitably  arranged 

with  the  differential  areas,  and  fulfilling  the  other  characteristics  necessary  to 

'    enable  it  to  alternate,  will  come  within  that  combination.    He  must  say  that, 

because  in  each  of  the  three  cases  the  valve  which  is  complained  of  as  an 

infringement  is  as  different  as  possible  from  the  cylindrical  shell  valve  specially 

25  described  in  the  Specification.  Clearly,  therefore,  so  far  as  the  valve  is 
concerned,  that  Claim  is  not  limited  to  the  particular  kind  of  valve.  With 
regard  to  the  mode  in  which  the  entrance  to  the  two  passages  is  to  be 
controlled  by  the  piston,  that,  again,  is  left  entirely  at  large.  Any  practicable 
mode  by  which  the  two  passages    may  be  put  into  communication  when 

30  the  piston  approaches  the  forward  end  of  its  stroke  would  come  within 
that  Claim ;  and  I  think  the  Patentee  intended  to  make  that  Claim  sufficiently 
wide  for  that  purpose.  For  example,  somebody  else  might  think  it  convenient, 
instead  of  having  a  groove  such  as  the  Patentee  has,  to  have  a  slot  through  the 
piston,  the  two  ends  of  which  should  at  the  particular  point  come  opposite  to 

35  these  passages.  But,  however  that  may  be,  the  Patentee  has  carefully  made  his 
Claim  wide  enough  to  include  some  mode  of  communication  other  than  the 
circumferential  groove.  In  Claim  14  that  is  different.  In  Claim  14  he  specifies 
the  mode  of  communication,  which  is  to  be  "  a  circumferential  groove  which 
places  said  passages  in  communication  with  each  other  as  the  piston  approaches 

40  its  forward  limit  of  stroke."  There  again  I  think  from  the  form  of  the  Claim, 
and  from  the  description  in  the  Specification,  that  the  Patentee  intended  to 
claim  any  form  of  circumferential  groove  which  would  satisfy  the  purpose  of 
putting  those  two  passages  into  communication  at  the  particular  time,  namely, 
when  the  piston  approaches  its  forward  limit  of  stroke.    There  is  no  indication 

45  there  that  he  attributed  any  importance  to  the  width  of  the  groove  or  to 
anything  connected  with  it,  except  that  it  should  be  a  means  of  communication 
between  the  two  passages  at  a  particular  period  in  the  stroke  of  the  piston. 
The  last  words  of  that  Claim  are  not  material  to  the  present  action.  They  relate 
to  the  means  which  I  have  already  described  whereby  the  exhaust  is  opened 

50  and  the  air  withdrawn  from  the  larger  of  the  two  areas. 

It  is  necessary,  before  I  explain  the  Plaintiffs'  view  of  the  construction  of 
those  two  Claims,  to  refer  to  some  of  the  alleged  anticipations  in  order  to  see 
what  was  the  state  of  knowledge  at  the  time.  The  main  argument  in  the  case 
has  been  directed  to  two  contrivances  invented  before  the  Patentee's  alleged 

55  invention.  The  Defendants  say  that  in  several  instances,  and  in  particular  in 
the  two  inventions  of  Brazelle  of  1881  and  of  Doering  in  1867,  the  Patentee's 
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device  of  a  live  air  passage  leading  directly  from  the  source  of  supply  to  the 
piston  chamber,  and  then  put  into  communication  by  the  piston  itself  with  the 
larger  area  of  the  valve,  had  been  resorted  to.    I  think  for  the  purpose  of 
explaining  this,  it  is  enough  for  me  to  take  the  device  of  BrazeUe.    Brazelle 
was  a  steam  pump.      The  cycle  of  operations  is  exactly  the  same  as  in  the  5 
pneumatic  hammer,  but  it  is  used  for  a  different  purpose,  and  the  cycle  of 
operations  is  not  required  to  be,  and  is  not,  so  rapid  as  in  the  pneumatic  hammer, 
but  the  general  nature  of  the  cycle  of  operations  is  exactly  the  same.    In 
Brazelle  the  valve  is  fitted  in  the  parallel  chamber,  which  is  referred  to  by  the 
Patentee  here  as  one  of  the  modes  in  which  the  valves  may  be  disposed.    It  has  10 
the  differential  areas,  and  there  is  a  passage  leading  directly  from  the  source  of 
supply  to  the  piston  chamber  independently  of  the  piston.    That  is  the  passage 
which  on  the  large  Drawing  before  me,  D.C.  3,  is  called  c^.    That  passage  is 
put  into  communication  with  the  larger  area  of  the  valve  by  the  piston  in  its 
forward  stroke  as  it  passes  a  hole  or  passage  c^.    At  the  moment  of  itfi  passing  c?  15 
that  passage  opens  into  a  circumferential  groove,  that  is  to  say,  it  opens  on  to  a 
part  of  the  piston  which  is  smaller  in  diameter  than  the  internal  diameter  of  the 
piston  chamber.    Therefore,  within  the  words  of  the  Claim,  taking  the  words 
for  the  moment  alone,  we  have  *'  a  live  air  passage  leading  directly  from  the 
"  source  of  supply  to  the  piston  chamber  through  the  wall  of  the  latter  and  20 
'*  independently  of  the  piston  and  a  passage  leading  from  the  piston  chamber  to 
^*'  the  larger  area  of  the  valve,  the  piston  operating  to  close  communication 
^<  between  said  passages  except  when  it  approaches  the  end  of  its  stroke,  and 
*'  then  place  said  passages  in  communication  with  each  other  to  thereby  admit 
**  the  motive  fluid  to  3ie  larger  area  of  the  valve."     Within  the  words  of  25 
the  Claim    then)    is  no  doubt  that,  except  for  the  words  '^In  a  pneumatic 
**  hammer "  which  I  will  deal  with  presently,  the  words  of  the  Claim  aptly 
describe  so  far  that  which  is  found  in  Brazelle.    The  Plaintiffs  say  that 
is  not  so,  or  rather  that,  /though  in  words  it  describes  it,  in  substance  the 
contrivance  of  Brazelle  is  different.     That  wants  a  little  explanation.    In  30 
Brazelle^  probably  owing  to  the  nature  of  the  operation  which  his  tool  was  to 
perform,  it  was  impossible  or  inconvenient  to  bring  the  live  air  to  the  front  end 
of  the  piston  so  as  to  drive  it  back  again,  and  accordingly  the  groove  in  the 
piston  into  which    the    live    air  passage  c^  is  led,  is  itself   provided   with 
differential  areas.    The  area  of  the  groove  nearest  to  the  rear  of  the  piston  is  35 
larger  than  the  one  nearest  the  front  end,  the  result  of  that  being  that  when  the 
piston  has  opened  the  passage  leading  to  the  larger  area  of  the  valve  and  shifted 
it  back,  and  the  valve  has  thereby  opened  the  rear  end  of  the  piston  chamber 
to.  exhaust,  the  live  air,  which  is  within  what  I  have  called  the  groove  of  the 
piston,  operates  on  the  larger  area  of  that  groove  to  force  the  piston  back.    The  40 
Patentee  here  says  that  makes  all  the  difference,  and  in  order  to  see  what  he 
says  about  it,  I  think  I  had  better  read  a  passage  or  two  from  Mr.  Dugald 
ClerVs  evidence.    First,  in  his  cross-examination  in  reference  to  Brazelle^ 
at  Question  262,  Mr.  Cripps  says  this  :  '*  Let  us  read  the  specific  words  again, 
^*  for  which  I  am  using  Brazelle.    (Q.)  Have  not  we  got '  differential  pressure  45 
"  *  areas '  ? — (A.)  Yes,  I  quite  admit  that.    I  have  already  said  that  Brazelle 
*<  has  a  certain  cycle  of  operation  of  his  valves — I  think  that  is  the  best  name 
"  for  it.    You  have  the  same  cycle  of  operation.    We  have  the  same  cycle  of 
"  operation,  but  you  have  our  modifications  of  it,  applied  in  our  way,  and 
"  with  our  precautions.    (Q.)  I  do  not  want  to  go  back  to  any  matters  of  50 
"  argument.    You  say  *  applied  in  your  way.'    I  presume  you  mean  applied  to 
"  a  hammer  like  yours  ? — (A.)  No,  more  than  that.    You  have  a  short  groove. 
"  You  would  find  that  that  gives  you  a  very  different    length    of   piston 
"  than  you  have  for  a  given  stroke.     You  would  find  that  you  had  not 
"  the   advantages.     You    have    got    the    advantages    of    Boyer   with   your  55 
**  modification,  if  you  like  to  call  it  so,  of  Brazelle.    This  modification  of 
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".  Brazdle  you  never  would  put  on  the  market.  (Q.)  What  is  the  exact  modi- 
**  fieation  of  Brazelle — I  -want  it  exactly  ;  I  do  not  want  to  go  back  to  general 
"  principles — ^which  you  say  that  we  have  adopted,  and  which  we  find  in  your 

"  Claims  13  and  14  ?— (A.)  The  main  point  is .     (Q.)  I  say  the  exact 

5  "  point  ?— (A,)  I  mean  the  exact  point.  The  real  point  is  that  you  have  used 
"  the  short  groove  in  the  piston  for  communicating  between  the  two  passages 
"  which  we  have  been  discussing,  the  same  as  we  have  done,  and  as  Brazelle 
"  does  not  do.  (Q.)  Now  let  me  go  by  steps.  Where  do  you  find  any  Claim 
**  for  the  short  groove  in  the  piston  in  your  Claims  13  and  14  ? — (A.)  There 

10  "  ia  no  mention  of  a  short  groove,  but  the  words  in  the  Claim  in  the  Patent, 
"  *  independently  of  the  piston,'  appear  to  me  only  applicable  where  there  is 
"  a  short  groove."  In  re-examination  by  Mr.  Bousfieldy  at  page  154,  Question 
799,  he  says  this  :  "  Take  the  1896  Patent,  I  will  try  to  finish  off  that  first, 
"  With  reference  to  Claims  13  and  14  in  that  Patent  my  friend  put  to  you  that 

15  **  there  was  no  reference  in  those  Claims  to  a  long  or  short  stroke.  You 
**  remember  his  putting  that  ? — (A.)  I  remember  his  saying  that.  (Q.)  I  am 
"  not  sure  whether  there  is,  but  what  I  want  to  ask  you  is  this :  Does  the 
"  arrangement  described  in  Claim  13  and  in  Claim  14  enable  you  to  get 
"  a  hammer  with  a  long  stroke  ? — (A.)  Yes,  Claims  13  and  14  enable  you  to 

20  "  get  a  very  long  stroke — ^the  maximum  stroke  for  the  minimum  total  length  of 
**  tool.  (Q.)  In  Claims  13  and  14  when  you  say  get  a  long  stroke,  of  course  you 
"  are  speaking  of  the  length  of  the  stroke  in  proportion  to  the  length  of  the 
**  hammer  ?— (A.)  Yes,  it  is  a  relative  term  entirely.  (Q.)  Is  it  right  to  say 
**  that  you  can  get  a  maximum  length  of  stroke  with  a  minimum  length  of 

25  <*  hammer  ?— (A.)  Yes,  that  is  what  I  have  just  said.  (Q.)  Does  that  arise  from 
"  the  combination  which  you  find  described  in  Claims  13  and  14  ? — (A.)  Yes." 
Again,  on  page  156,  at  the  answer  to  Question  823,  he  says  this :  "  As  I  have  already 
"  pointed  out,  both  Brazelle  and  Doering^  and  the  other  arrangements,  all  involve 
"  a  piston  many  times  the  stroke  of  the  hammer ;  whereas  Boyer*s  construction 

30  "  allows  you  to  have  a  piston  that  is  only  If  times  the  length  of  the  stroke  of 
"  the  hammer,  so  that  you  have  a  short  piston  and  a  very  long  stroke.  (Q.)  In 
"  discussing  this  matter  with  Mr.  Cripps  you  attached  importance  to  what  you 
**  call  the  short  groove  ?— (A.)  Yes.  (Q.)  As  compared  with  the  long  groove  that 
"  you  get  on  other  cases  ? — (A.)  Yes,  great  importance.    (Q.)  I  think  in  several 

35  "  of  these  apparatus  that  my  friend  referred  to,  you  have  a  groove  the  length 
"  of  the  stroke  ?— (A.)  Yes.  It  must  be  more  than  the  length  of  the  stroke. 
"  (Q.)  A  groove  rather  more  than  the  length  [of  the  stroke  which  was  always 
"  open  to  the  live  air  or  the  live  steam  ?— (A.)  Yes.  (Q.)  In  Claim  13,  in  Fig.  1, 
**  you  have  a  groove  which  is  a  small  fraction  of  the  length  of  the  stroke  ? — 

40  **  (A.)  Yes.  (Q.)  Which  you  referred  to  as  a  short  groove,  I  think,  as  compared 
**  with  a  long  groove  ?— (A.)  Yes."  Then  he  points  out,  in  answer  to  me,  why 
there  is  a  long  groove  in  one  case  and  a  short  groove  in  the  other.  That,  I 
think,  comes  to  this,  that  the  groove  in  Brazelle  and  similar  contrivances  acts 
for  two  purposes ;  it  acts,  first,  to  enable  the  live  air  to  be  introduced  to  the 

45  larger  area  of  the  valve,  but  it  also  acts  for  the  purpose  of  returning  the  piston 
to  its  rearward  position,  and  therefore  the  passage  c*  must  always  remain  open 
during  the  whole  of  the  journey  of  the  piston  backwards  and  forwards,  and 
consequently  the  space  between  the  two  wider  parts  of  the  piston,  the  length  of 
that  groove,  must  be  at  least  equal  lo  the  length  of  the  stroke.    In  reference  to 

50  both  those  passages  in  Mr.  Dugald  Clerk's  evidence,  attaching  the  utmost 
importance  to  what  he  says  about  it,  it  really  seems  to  me  to  come  to  this  ;  that 
the  Patentee  in  the  present  case,  I  will  assume  for  the  present  purpose 
knowing  that  the  live  air  passage  direct  from  the  source  of  supply  might 
possibly  be  used  for  two  purposes,  not  wanting  to  use  it  for  one  of  them 

55:  namely,  that  of  returning  the  piston  to  its  rearward  position,  uses  it  for  one 
purpose  only,  namely,  that  of  supplying  the  live  air  to  the  larger  area  of  the 

3  M 
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valve.  Bat  he  does  not  point  out  that  in  his  Specification.  All  that  he  points 
out  in  his  Specification  is  the  one  use  of  it,  namely,  to  make  the  communication, 
and  I  cannot  bat  think  that  the  particular  advantage  which  is  attributed  to  the 
size  of  the  groove  is  a  matter  which  was  not  apparent  to  the  Patentee,  not 
intended  to  be  claimed  by  the  Patentee,  and  that  the  discovery  of  its  importance  5  * 
is  due  rather  to  the  ability  and  ingenuity  of  Mr.  Dugaid  Glerk  and 
Mr.  Sunnhume  than  to  anything  that  the  Patentee  saw.  It  seems  to  me  that  it 
is  enough  for  the  present  purpose  to  say  that  he  nowhere  in  the  Specification 
points  out  that  the  abolition  of  the  one  purpose  of  the  groove,  and  therefore  the 
possibility  of  using  it  for  its  other  purpose,  and  for  that  alone,  formed  any  part  IC 
of  his  invention.  If  invention  there  was  at  all,  it  seems  to  me  to  lie  rather  in 
taking  the  motive  fluid  to  the  front  end  of  the  piston,  and  thereby  enabling  the 
Patentee  to  use  the  groove  for  the  remaining  purpose  only,  rather  than  in  any 
particular  description  of  groove. 

It  seems  to  me,  therefore,  that  reading  these  two  Claims,  I  am  bound  to  hold  15 
that  they  extend  to  any  form  of  passage  leading  directly  from  the  source  of 
supply  to  the  piston  chamber  and  put  into  communication  with  the  larger  area 
of  the  valve  by  the  operation  of  the  piston  as  it  performs  a  particular  part  of  its 
journey.    If  that  is  true,  then  those  two  Claims  must  fail.    They  must  fail,  first, 
for  want  of  subject-matter,  because,  if  I  am  right  in  the  construction  which  I  20 
have  put  upon  the  Specification,  owing  to  the  absence  of  the  necessity  for  using 
the  motive  fluid  at  that  part  of  the  piston  to  make  the  piston  perform  its 
rearward  journey,  the  Patentee,  being  able  to  make  those  passages  communicate 
by  a  narrow  groove,  has  not  shown  sufficient  invention  to  entitle  him  to  a 
Patent  in  respect  of  that  alone.     I  think,  also,  that  it  is  anticipated — and  25 
anticipated  in  substance  and  not  merely  in  words — by  the  invention  of  BrazeUe^ 
which  I  have  already  described.    It  is  quite  true  that  Brazelle  refers  to  another 
species  of  the  genus  of  machines  which  is  operated  by  compressed  air,  or  other 
motive  fluid  ;  but  the  particular  point  in  BrazeUe  is  a  point  which  is  common 
to  every  species  of  that  genus  operated  by  means  of  a  differential  area  valve.  30 
It  seems  to  me,  therefore,  that  in  this  particular  point,  Brazelle  is  as  much  an 
anticipation  of  the  Patentee's  Claims  13  and  14  as  if  BrazeUe  had  related  to  a 
pneumatic  hammer  and  not  to  a  steam  pump.    Having  come  to  that  conclusion 
on  BrazeUe,  it  is  unnecessary  to  say  anything  more  about  the  other  anticipation 
principally  relied  upon,  namely,  Doering ;  but,  so  far  as  that  is  concerned,  I  35 
think  that,  also,  if  it  were  necessary  to  decide  it,  would  certainly  amount  to  an 
anticipation. 

I  ought  to  have  said  that  in  the  particular  case  of  this  Patent  infringement 
does  not  come  into  the  question,  and,  therefore,  I  do  not  have  to  consider 
whether  the  Defendants'  three  separate  hammers  are  infringements  of  these  40 
Claims;   but   I   hold   that  as  regards  those  Claims  the   action  fails,   for  the 
reasons  which  I  have  mentioned. 

Although  it  is  unnecessary  for  the  main  decision  in  the  action,  I  must  just  say 
a  word  about  Claim  No.  7.  That  relates,  as  1  have  already  mentioned,  to  the 
auxiliary  passage  whereby  the  pressure  of  the  motive  fluid  against  the  larger  45 
area  of  the  valve  is  kept  up  to  prevent  it  from  prematurely  shifting  backwards. 
In  the  view  I  have  already  taken  with  regard  to  Claims  13  and  14, 1  need  not 
go  very  particularly  into  this,  but  I  have  carefully  considered  the  arguments  in 
reference  to  it,  and  the  evidence  which  has  been  given,  and  I  think  I  may  say 
this  much,  that  if  I  had  to  decide  the  point  on  Claim  7  I  should  be  prepared  to  50 
find  that  that  auxiliary  passage — the  passage  itself,  the  purpose  of  it,  and  the 
means  whereby  that  purpose  is  carried  into  effect — is  substantially  anticipated  by 
Betts  Brown. 

Now  I  must  go  back  to  the  Patent  of  1895.    The  Patentee  in  his  Specification 
first  describes  the  valve  mechanism — ^that  is  to  say,  the  mechanism  of  the  55 
differential  area  valve,  which  exists  in  this  case  just  as  it  did  in  the  other ;  but 
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I  may  pass  that  over.  He  then  says  this  : — "  Like  my  prior  tool " — ^that  was  a 
tool  which  he  patented  in  1883  in  the  United  States—"  my  present  one  has  a 
**  grasping  handle  secnred  to  the  end  of  the  casing  at  which  the  yalve  mechanism 
"  is  located,  and  provided  with  means  within  the  grasp  of  the  operator  for 
5  •*  controlling  the  admission  of  pressm-e  to  the  tool."  He  then  says  a  little  lower 
down  :  **  The  means  for  controlling  the  pressure  supply  in  my  present  tool  differs, 
"  however,  from  that  of  my  prior  one  and  embodies  elements  of  novelty  which 
**  constitute  certain  features  of  my  present  invention,  as  hereinafter  set  forth ;  as 
•*  likewise  does  the  means  for  securing  the  handle  to  the  casing  of  the  tool." 

10  1  think  I  need  read  no  more  until  I  come  to  page  6,  line  50  :— "  Further  features 
"  of  my  invention,  however,  relate  to  the  handle,  of  which  the  block  26  above 
"  referred  to  forms  an  integral  part ;  to  novel  means  for  coupling  said  handle  to 
"  the  tool  proper,  and  to  a  novel  hand-operated  valve  mechanism  or  throttle  for 
"  admitting   and  cutting  off  the  pressure  supply  at  will."     I  think,  perhaps, 

15  instead  of  reading  his  description  I  had  better  describe  this  in  my  own  words, 
as  I  did  before.  In  this  tool  the  handle  is  in  the  shape  of  an  ordinary  handle 
on  a  saw.  The  pressure  supply  comes  in  at  the  bottom  of  what  he  calls  the 
grasping  portion,  and  it  passes  through  the  duct  in  the  curved  part  of  that 
handle.     Just  above    the  entrance   to    that   duct    is    an    india-rubber    tube, 

20  forming  that  part  of  the  duct.  This  tube  is  about  two  inches  in  length. 
About  the  middle  of  the  tube  is  a  passage,  or  slot  in  which  the  Patentee 
places  a  tongue  which  can  be  pressed  against  the  tube,  and  thus  shut 
the  valve ;  it  would  throttle,  or  constrict,  the  tube  so  that  the  air  cannot  pass 
through  it.    He  effects  that  pressure  by  means  of  a  lever,  the  fulcrum  of  which 

25  is  in  a  recess  in  the  handle.  There  is  a  coiled  spring  pressing  upon  that  lever, 
on  the  upper  side  of  the  fulcrum,  with  the  effect  of  forcing  the  lever  on  the 
opposite  side  of  its  fulcrum  against  that  tongue,  and  thereby  closing  the  valve. 
So  that  in  its  normal  condition  the  lever,  from  the  pressure  of  the  spring,  keeps 
that  valve  closed.    The  lever,  however,  continues  from  the  place  where  the 

30  spring  operates  upon  it,  through  the  recess  in  the  handle,  and  terminates  in  a 
place  on  which  the  thumb  of  the  operator  can  press,  and  in  pressing  it  he 
compresses  that  coiled  spring,  lifts  the  further  end  of  the  lever  from  the  tongue 
pressing  on  the  tube,  and  thereby  allows  the  motive  fluid  to  open  the  tube,  and 
pass  into  the  duct. 

35  That  is  the  construction  which  the  Patentee  describes.  Without  reading  the 
description  in  detail,  I  think  there  can  be  no  doubt  that  what  he  really  describes 
as  novel,  in  the  describing  part  of  the  Specification,  is  the  particular  form  of  throttle 
valve.  That  was  new  ;  it  had  not  been  used  before  ;  and  it  is  that  to  which  he 
devotes  the  bulk  of  his  description,  and  it  is  to  that  that  he  refers  when  he 

40  speaks  about  his  novel  valve  mechanism.  The  lever  he  refers  to  in  this  way. 
He  says,  on  page  8,  at  line  31 :  "  As  a  convenient  means  for  operating  the 
"  plunger  73  there  is  provided  a  lever  72  fitting  within  a  narrow  recess  68  within 
"  the  rear  half  of  the  handle  60,  and  hung  by  its  hook  69  upon  a  fixed  pivot  pin 
**  70.  ^  The  body  of  this  lever  is  enclosed  within  the  recess  68,  but  its  upper  end 

45  "  projects  therefrom  and  is  provided  with  a  thumb  piece  71,  in  position  for  the 
**  thumb  of  the  operator  to  rest  upon  it.  The  lower  end  of  the  lever  extends 
**  through  an  opening  75  in  the  sliding  plunger  73."  Then  a  little  lower  down 
he  says  :  "  Other  means  than  the  lever  72  may  be  employed  for  operating  the 
*'  sliding  plunger  73,  and  when  a  lever  such  as  72  is  used  the  spring  may  be 

50  "  applied  to  such  lever  in  any  suitable  manner.  The  particular  arrangement  of 
**  the  spring  76  and  its  mode  of  application  to  the  lever  in  the  present  instance, 
**  however,  constitute  a  novel  feature  of  my  invention."  There  again  he 
nowhere  specifies  the  thumb  piece,  the  lever  operating  in  a  recess,  as  the  novel 
feature  of  his  invention.    The  novel  features  are  the  form  of  the  throttle  valve, 

55  and  the  particular  arrangement  of  the  spring  76,  and  ita  mode  of  application  to 
the  lever. 
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Now  I  will  turn  to  the  Claims.    This  Specification  contains  73  Claims.    Here, 
again,  as  in  the  previons  case,  I  think  it  is  not  unfair  to  the  Patentee  to  assume  that 
he  intended  to  throw  his  net  as  wide  as  he  could.    The  Claims  now  in  quesUon 
are  42  and  43.    Claim  42  is  :— "  In  a  pneumatic  tool  " — I  will  read  that  Cor  this 
purpose  as  a  hand  tool — ^^  In  a  pneumatic  tool  the  combination  with  the  tool  5 
"  proper,  of  a  grasping  handle  secured  thereto  and  having  the  pressure  supply 
**  duct  extending  through  it,  a  throttle  valve  in  the  handle  for  controlling  said 
*''  duct,  and  a  lever  confined  in  a  recess  in  the  handle  for  operating  said  valve 
"  and  projecting  outside  the  recess  at  one  end  into  position  to  be  pressed  by  the 
"  hand  of  the  operator,  substantially  as  described."    Then  Claim  43  is :— **  In  10 
**  a  pneumatic  tool  the  combination  with  the  tool  proper  of  a  grasping  handle 
"  secured  thereto  and  having  the  pressure  supply  duct  extending  through  it, 
**  a  throttle  valve  in  the  handle  for  controlling  said  duct,  and  a  spring-pressed 
"  lever  pivoted  in  a  recess  in  the  handle  for  operating  said  valve  and  normally 
."  acting  to  close  it,  said  lever  projecting  outside  the  recess  at  one  end  into  15 
"  position  to  be  pressed  by  the  hand  of  the  operator,  substantially  as  described." 
Those,  as  in  the  previous  case,  are  combination  Claims.    There  is  no  separate 
Claim  for  the  projecting  thumb-piece.    It  is  said,  principally  by  Mr.  DugaM 
Clerk,  but  also  by  other  witnesses,  that  the  projecting  thumb-piece  and  the 
mode  in  which,  by  the  pressure  of  the  thumb,  the  valve  is  opened,  is  of  very  20 
great  importance  in  the   Plaintiffs'  arrangement;  and    for    thifl    reason — ^the 
operator  in  using  the  tool  holds  the  handle  in  his  ri^ht  hand  and  be  holds  the 
chisel  in  his  left ;  and  therefore  it  is  convenient,  in  order  to  get  the  maximum 
of  pressure  with  the  minimum  of  effort,  that  the  opening  of  the  valve  should 
be  done  by  an  operation  of  the  muscles  of  the  hand  acting  in  the  same  direction  2$ 
as  the  pressure.    What  I  understand  is  this,  and  I  think  it  is  pretty  obvious, 
that  if  he  had  to  compress  something  inside,  as  in  the  American  Patent,  with 
the  muscles  in  the  interior  of  the  hand,  he  would  in  doing  so  lose  a  certain 
amount  of  the  forward  weight  and  pressure  which  he  is  putting  on  the  handle. 
That  is  what  is  said  to  be  the  importance  of  that  arrangement.    But  it  is  not  30 
claimed  separately  ;  it  is  only  claimed  as  part  of  the  combination. 

With  regard  to  Claims  42  and  43,  as  in  the  previous  case,  Claim  42  seems 
to  me  to  be  intended  to  extend  to  an  arrangement  wider  than  that  which  is 
specifically  described.    Claim  43  is  intended  to  claim  that  arrangement  which  is  ^ 
specifically  described ;  and  I  say  that  because  Claim  42  does  not  contain  the  35 
limiting  words  '*  a  spring-pressed  lever  ",  and  so  on,  "  for  operating  said  valve, 
"  and  normally  acting  to  close  it ".    That  is  the  part  of  the  description  which  is 
appropriate  only  to  that  which  is  described,  and  as  shown  in  the  Drawings. 
The  description  in  Claim  42  would  extend  to  any  lever  confined  in  a  recess  for 
operating  the  valve,  and  projecting  outside  the  recess,  in  a  position  to  be  pressed  40 
by  the  hand  of  the  operator.    On  this  Claim  both  infringement  and  anticipation 
are  raised. 

First  of  all  with  regard  to  infringement.    There,  I  think,  the  real  question  I 
have  to  determine  is — have  the  Defendants  taken  the  one  element   of  the 
combination  which  is  not  separately  claimed,  or  have  they  taken  the  combina-  45 
tion,  making  immaterial  changes  in  the  other  elements  and  retaining  the  thumb- 
piece.    That  seems  to  be  the  real  question  which  I  have  to  determine.    Now 
what  seems  to  be  done  is  this.    I  hold  in  my  hand  the  hammer  which  is  the 
alleged  infringement  in  the  first  case.    This  hammer  has  a  grasping  handle : 
but  it  is  more  than  a  grasping  handle ;  it  is  completed  all  round,  it  is  not  open  59 
.at  the  J)ottom,  and  the  object  of  the  closing  at  the  bottom  is  to  take  the 
pressure,  not  round  the  grasping  portion,  but  through  the  bottom  portion.    And 
there  are  two. obvious  reasons  for  that :  in  the  first  place,  taking  the  evidence  of 
,the  Plaintiffs'  witnesses  as  to  the  importance  of  tne  pressure  supply  coming 
from  the  handle,  this  device  of  the  Defendants'  improves  on  that,  because  it  55 
gfets  the  pressure  supply  more  to  the  rear  than  was  obtained  in  the  Plaintiffs*. 
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Moreover,  I  think  I  may  take  it  that  the  use  of  the  india-rabber  throttle  valve 
in  the  dact  was  found  not  to  be  an  advantage,  inasmuch  as  it  has  been 
abandoned  by  the  PlaintifEs  themselves.  Accordingly,  the  Defendants  use 
what  is  called  a  balance  valve,  that  is  to  say  a  valve  which  is  held 
i  by  a  coiled  spring  in  such  a  position  that  there  is  a  solid  part  of 
it  open  to  the  pressure  of  the  duct,  and  in  order  to  put  the  tool 
in  operation  it  is  necessary  to  press  down  that  spring  by  some  opera- 
tion on  the  top  of  the  valve,  so  that,  instead  of  the  solid  part  being  open 
to  the  supply  duct,  the  part  containing  the  opening  or  slot  is  open  to  the  duct. 

10  The  Defendants,  it  is  true,  perform  that  operation  by  means  of  a  lever  which 
presses  down  the  top  end  of  the  valve,  thereby  operating  on  the  coiled  spring, 
and  opening  the  duct.  Now  that,  I  think,  quite  plainly,  in  any  view,  does  not 
come  within  Claim  43*  I  think  it  is  essential  to  Claim  43  that  the  lever  there 
described  should  normally  act  to  close  the  valve.    In  the  Defendants'  it  does 

15  not  act  to  close  the  valve  at  all ;  it  is  the  spring  that  acts  to  close  the  valye  ; 
the  lever  acts  to  open  it.  It  is  really  with  regard  to  Claim  42  that  the  question 
of  infringement  arises.  I  have  carefully  considered  that  Claim,  and  the 
evidence  in  reference  to  it  especially,  and  in  particular  the  evidence  as  to  the 
previous  knowledge,  and  it  seems  to  me  in  the  result  that  the  Patentee  has  not 

20  stated  the  lever  even  to  form  an  essential  part  of  that  combination,  and  I  think 
I  am  at  liberty  to  take  his  own  statements  with  i*egard  to  that  lever,  and  say 
that,  as  the  result  of  considering  those  statements,  in  my  opinion,  in  adopting 
the  lever  in  the  recess,  with  the  projecting  thumb-piece,  the  Defendants  have 
done  no  more  than  take  one  element  of  the  combination,  not  itself  claimed, 

25  and  that  they  have  not  taken  in  substance  the  combination,  making  merely 
immaterial  changes  in  parts  of  it. 

The  result  of  that  finding  is  that  Claims  42  and  43  have  not  been  infringed, 
and  therefore  the  action  must  fail  upon  them. 

I  ought  to  say  something  about  the  alleged  anticipations.     I  think  the  result 

30  of  the  alleged  anticipations  is  this — the  air  passage  through  the  grasping  handle 
was  anticipated  by  Chouteau ;  the  valve  in  the  handle  controlling  the  said  duct 
was  also  anticipated  by  Chouteau;  and,  in  a  sense  which  I  will  explain 
directly,  by  Ross,  The  use  of  the  projecting  thumb-piece  was  anticipated 
by  Ross.    In  Ross^  as  in   the  case  of  the   Defendants*  tool,  the  valve  was 

35  a  balance  valve  with  a  spring  which  normally  operated  to  close  it,  opened 
by  direct  pressure  on  a  button  projecting  from  the  grasping  portion  of  the 
handle.  There  is  this  difference,  however,  in  RosSy  if  it  is  material,  that  the  tool 
is  put  into  operation,  not  directly  by  opening  the  source  of  supply,  as  in  the 
Plaintiffs'  and  the  Defendants'  cases,  but  by  opening  the  exhaust ;  but  it  is 

40  put  into  operation  exactly  in  the  way  in  which  the  Defendants  put  their  tool 
in  operation  so  far  as  the  action  of  the  thumb  is  concerned,  namely,  by 
counteracting  the  pressure  of  the  coiled  spring,  which  normally  closes  the  valve, 
the  only  difference  being  that  the  Defendants,  instead  of  pressing  direct  on  the 
thumb- piece,  have  employed  a  lever  for  that  purpose.    Now  the  same  thing 

45  is  really  all  that  is  done  by  the  Patentee.  I  am  now  looking  at  the  more 
recent  modification,  which  is  not  patented ;  after  he  gave  up  the  slot,  he  does 
exactly  the  same  thing.  Instead  of  direct  pressure,  he  has  a  lever  whereby 
the  operation  of  the  thumb  is.  rendered  more  easy,  and  slightly  changed  in 
direction.     If  it  were  necessary  to  decide  it,  I  should  be  of  opinion  that  there 

50  was  not  sufficient  subject-matter  in  the  change  from  the  direct  pressure  to 
the  lever,  and  that. if  the  Patentee  had  claimed  the  recessed  lever. separately 
that  would  not  havie  been  sufficient  subjiect-matter  for  a  Patent.  I  think, 
therefore,  that,  except  so  far  as  concerns  the  throttle  valve,. with  which  I  have 
nothing  to  do.   Claims  42  and  43,  if  it  were  necessary  so  to  hold   (though 

55  I  do  not  desire  to  express  any  definite  opinion)  would  probably  be  found  to 
to  wticipated,  or  not  (o  l^ejubject-matter  for  a  Patent 
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Now  with  regard  to  one  topic,  and  only  one,  on  the  Patent  of  1895,  it  was 
Bonght  to  invalidate  that  Patent  by  reference  to  another  Claim — 15.  It  was  said 
that  Claim  15,  which  claims — '^  The  combination  of  a  piston  chamber,  a  piston 
"  therein,  a  resetting  sprincr  for  the  piston,  a  valve-chamber,  having  an  inlet 
^^  and  an  exhaust  port  and  conamnnicating  with  the  rear  end  of  the  piston  5 
*^  chamber  by  a  constantly  open  port  or  passage,  and  a  valve  in  said  valve- 
**  chamber,  operating  to  intermittently  admit  pressure  to  and  exhaust  it  from 
^^  said  chamber,  substantially  as  described,"  was  anticipated  by  a  certain  Speci- 
fication of  DenniSy  which  was  said  also  to  have  a  constantly  open  port,  or 
passage.  I  am  not  satisfied  about  that.  I  doubt  very  much  whether  in  Dennis  10 
there  is  the  "  constantly  open  port  or  passage  "  referred  to  in  the  Patentee's 
Claim  ;  and  therefore  if  the  case  had  depended  on  Claim  15  I  should  have  had 
to  decide  against  the  Defendants  on  that  point.  But  the  case  does  not  depend 
upon  that,  and  I  ihink,  therefore  the  actions  fail  on  both  Patents,  and  there 
must  be  judgment  for  the  Defendants  with  costs.  15 

The  costs  were  directed  to  be  taxed  on  the  higher  scale  and  the  costs  of  three 
Counsel  were  allowed. 


In  thb  High  Court  op  Justice.— Chancbry  Division. 

Be/ore  Mr.  Justice  Buckley. 

July  12th,  13th,  17th,  18th,  19th,  and  25th,  1906.  20 

Daimler  Motor  Company  (1904)  Ld.  v.  London  Daimler  Motor 

Company  Ld. 


Trade  Name  and  Passing  Off.-^Meaning  of  '' Daimler  J"'— Alleged  secondary 
meaning  held  not  to  he  established. — Action  dismissed. 

The  Daimler  Motor  Company  (1904)  Ld.  commenced  an  action  to  restrain  a  25 
Company  which  had  been  recently  registered  under  the  name  of  the  London 
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Daimler  Motor  Company  Ld.  from  imng  the  word  "  Daimler "  eitJier  in  its 
name  or  in  connection  with  motor  cars.  In  an  action  in  1901  brought  by  the 
predecessors  of  the  Plaintiff  Company  it  was  held  that  the  word  ^^  Daimler  ^^ 
indicated  a  system^  and  that  a  "  Daimler  "  motor  indicated  a  certain  form  of 
5  motor;  hut  the^ Plaintiffs  alleged  that  that  word  had  since  acquired  a  secondary 
meaning  indicating  the  Plaintiff  Company  and  its  cars.  It  did  not  appear 
whcU  name  the  Defendants  were  going  to  give  to  their  carsy  hut  in  a  letter 
they  said  that  their  cars  would  he  known  as  the  **  London  Daimler^^^  whereas 
the  Plaintiffs*  were  of  Coventry. 

10  Held,  that  the  alleged  secondary  meaning  of  the  word  ^^  Daimler  ^"^  was  not 
established^  even  only  in  connection  tvith  English  cars ;  that  the  evidence  showed 
that  the  7iame  of  the  Defendant  Company  could  he  honestly  used  without 
suggesting  connection  with  the  Plaintiff  Company ;  and  that  as  to  the  cars 
there  was  no  evidence  as  to  the  name  which  the  Defendants  intended  to  give  to 

1^  them.    TJie  action  was  dismissed  with  costs. 

On  the  14th  day  of  May  1906  the  Daimler  Motor  Company  (1904)  Ld. 
commenced  an  action  against  the  London  Daimler  Company  Ld.y  claiming  the 
following  relief,  namely :  (1)  An  injunction  to  restrain  the  Defendants  from 
using  or  carrying  on  business  in  the  name,  style,  or  firm  of  The  London  Daimler 
20  Company  Ld.^  or  any  other  style  or  name  which  included  the  word  "  Daimler  " 
or  so  nearly  resembled  the  name  of  the  Plaintiffs  as  to  be  calculated  to  induce 
the  belief  that  the  business  carried  on  by  the  Defendants  was  the  same  as  the 
business  carried  on  by  the  Plaintiffs  or  was  in  any  way  connected  therewith ; 

(2)  An  injunction  to  restrain  the  Defendants,  their  agents  and  servants,  from 
25  using  the  name  **  London  Daimler "  or  any  other  name  including  the  word 

**  Daimler "  as  descriptive  of  or  in  connection  with  motors,  chassis,  motor 
cars,  or  carriages  manufactured,  sold,  or  offered  for  sale  by  the  Defendants;  and 

(3)  Damages. 

The  action  came  on  for  trial  before  Mr.  Justice  BuGKLBY  on  the  12th  of 

30  July  1906. 

Asthury  K.C.,  Buckmaster  K.O.,  and  A.  Dunham  (instructed  by  Oreenip^ 
Snell  Jf  Co.)  appeared  for  the  Plaintiffs ;  H.  Terrell  K.C.  and  W.  J.  Distumal 
(instructed  by  fV.  J.  Hunter)  appeared  for  the  Defendants. 
Asthury  K.O.  opened  the  Plaintiffs'  case  and  referred  to  Daimler  Motor  Car 

35  Company  Ld.  v.  British  Motor  Traction  Company  Ld.  (18  R.P.C.  465)  and 
continued : — The  present  case  is  different  from  that,  the  evidence  will  be 
different ;  several  of  the  facts  there  found  have  now  altered,  for  instance,  the 
German  Company  now  call  their  new  cars  '*  Mercedes  "  inst^ul  of  '^  Cannstadt 
"  Daimlers."    The  word  **  Daimler  "  does  not  now  indicate  any  system  or  feature, 

40  but  it  has  now  acquired  a  secondary  meaning  indicating  the  car  of  the  Plaintiff 
Company.  No  English  car  called  a  ^'  Daimler  "  is  now  made  except  by  the  Plain- 
tiff Company.  Witnesses  representing  all  interests  in  the  trade  will  be  called 
who  will  say  that  "  Daimler  "  means  a  car  made  by  the  Plaintiff  Company  and 
does  not  indicate  the  particular  type  of  engine.    The  Plaintiffs  complain  both  of 

45  the  Defendants  trading  under  the  name  Daimler  and  of  their  proposing  to 
sell  cars  under  that  name.  It  is  a  device  to  get  the  benefit  of  the  Plaintiffs* 
reputation.  There  might  be  confusion  even  if  quite  a  distinct  name  were  used 
for  the  Defendants'  cars.  But  the  Defendants  say  their  cars  will  be  known  as 
"  London  Daimlers."    Although  the  Plaintiffs'  works  are  at  Coventry,  they  sell 

50  in  London. 
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The  following  witnesses  were  called  for  the  Plaintiffs,  namely  : — O.  FriswM^ 
managing  director  of  JPrtWfi/Z  LA ;  Lord  Montagu  of  Beaulieu ;  M.  A,  Adam^ 
consulting  engineer ;  W.  W,  Beaumont,  consulting  engineer ;  E.  M.  C.  Instone, 
manager  of  the  Plaintiff  Company ;    E.  H.  P.  Deasy,  chairman  of  the  Deasy 
Motor  Gar  Manufacturing  Company ;  N.  Chereau,  London  representative  of  5 
French  automobile  journal  "  L'Auto  "  ;  P.  Easton,  managing  director  of  Grand    T. 
Maison  d^ Automobiles ;  A.  Carliah,  carrying  on  business  as  the  Park  Motor 
Gar  Company ;  J.  E.  Button^  managing  director  of  J.  E.  Button  A  Co.  Ld.; 
G.  G,  Johnson^  one  of  the  managers  of  Bolls  A  Go.  Ld. ;  E.  ManviUe,  a  director 
of  the  Plaintiff  Company ;  8.  S.  Straker^  an  Associate  Member  of  Institute  of  10 
Civil   Engineers  and  managing   director  of  Sydney  Straker,  Squire  A  Co.^ 
motor  omnibus  manufacturers ;    T.  G.  Chambers^  managing    dit-ector    of   the 
Electromobile  Company  Ld,;    P.  Martin,  general  manager  of  the  Plaintiff 
Company ;  J.  J.  H,  Sturmey,  one  of  original  directors  of  the  Daimler  Motor 
Company.  15 

The  witnesses  for  the  Defendants  were  then  called,  namely  : — W.  J.  Hunter y 
the  Defendants'  solicitor ;  S,  F.  Edge,  managing  director  of  S.  F.  Edge  Ld., 
motor  car  dealers;  J*  W.  Stocks,  general  manager  of  the  De  Bion  Bouton 
Company  Ld. ;  and  E.  W.  Bart,  motor  car  engineer  and  manufacturer. 

Terrell  K.C,  summed  up  the  Defendants'  case.  20 

•  Asthury  K.C.  replied. 

Buckley  J. — The  contest  in  this  action  is  as  to  the  right  to  the  use  of  the 
word  "Daimler"  in  connection  with  motor  cars.  The  Plaintiffs  contend 
that  the  word  "  Daimler  "  has  obtained  a  secondary  meaning,  so  that,  in  this 
country  at  any  rate,  when  used  in  the  firm  name  of  a  Company  dealing  in  25 ' 
motor  cars,  or  when  used  as  the  name  or  part  of  the  name  of  motor  cars,  it 
conveys  the  name  of  the  Plaintiff  Company  or  a  car  made  by  the  Plaintiff 
Company. 

To  understand  the  position  of  the  matter  a  short  historical  statement  is  neces- 
sary. Herr  Gottlieb  Daimler,  in  the  years  1885  to  1889,  took  out  certain  Patents  30 
with  reference  to  parts  of  the  apparatus  used  in  motor  driven  vehicles  or  their 
engines.  He  formed  a  Oerman  Company  by  the  name  of  the  Daimler  Motoren 
Gesellschaft,  and  assigned  his  Patents  to  that  Company.  He  became  its 
managing  director.  One  Wilhelm  Maybach  was  in  the  employment  of  the 
Daimler  Motoren  Gesellschaft.  Subsequent  Patents  were  from  time  to  time  35 
taken  out,  some  in  the  name  of  Daimler,  some  in  that  of  Maybach^  and  some  in 
other  names,  to  all  of  which  the  Daimler  Motoren  Gesellschaft  was  in  fact 
entitled.  For  the  purposes  of  this  judgment  I  include  all  these  under  the 
expression  "  the  Daimler  Patents."  They  include  Patents  for  Germany  and 
Patents  for  this  country.  In  the  descriptive  publication  issued  by  the  Plaintiffs'  40 
predecessors  in  title  in  March  1900, 1  find  it  stated  that  "  All  our  cars  are  built 
'•  on  the  well  known  '  Daimler '  system,  and  are  fitted  with  *  Daimler '  motors  " ; 
and,  further,  that  **  The  *  Daimler '  motor  takes  its  name  from  its  inventor,  Herr 
*♦  Gottlieb  Daimler,  and  was  invented  by  him  some  15  years  ago."  These  state- 
ments I  think  fairly  represent  what  was,  in  1900  at  any  rate,  the  fact,  namely,  45 
that  at  that  date  a  "  Daimler  "  system  and  a  "  Daimler  "  motor  were  recognised, 
and  meant  a  system  and  a  motor  originating  with  an  inventor  of  that  name, 
Herr  Gottlieb  Daimler.  There  is  no  doubt  as  to  the  origin  of  the  connection  of 
the  word  **  Daimler "  with  motor  vehicles.  On  the  27th  of  March  1896  the 
British  Motor  Syndicate  Ld.,  who  had  by  that  time  become  the  owners  of  the  50 
English  "  Daimler  "  Patents,  granted  to  the  Plaintiffs'  predecessors  in  title,  the 
Daimler  Motor  Company  Ld.,  incorporated  on  the  If  th  of  January  1896,  in 
consideration  of  a  sum  of  40,000/.,  a  licence,  but  not  an  exclusive  licence,  to  use  a 
large  number  of  Patents  which  were  detailed  in  the  schedule,  and  which  included 
the  English  **  Daimler  "  Patents.    The  Plaintiff  Company,  whose  name  is  the  55 
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Haimler  Motor  Company  (1904)  Ld.^  were  incorporated  on  the  19th  of 
November  1904,  to  acquire  and  have  acquired  all  the  assets  of  the  previous 
Daimler  Motor  Company  Ld.  They  have  not  actually  taken  an  assignment  of 
the  licence  of  the  27th  of  March  1896,  but  as  the  assignees  of  all  the  assets  of  the 
5  previous  DaimlerMotor  Company  Ld.  they  are  entitled  to  it.  The  outcome  of 
this  is  that  the  PlaintifEs,  by  their  predecessors  in  title,  paid  40,000Z.  for  a  licence 
to  use,  amongst  other  things,  the  English  Daimler  Patents.  As  such  they  were^ 
no  doubt,  well  entitled  to  call  themselves  in  this  country  the  Daimler  Motor 
Company y  but  they  had  no  exclusive  right  to  the  word  "  Daimler,"  and  if  other 

10  people  became  licensees  they  would  have  just  as  good  a  right  as  the  Plaintiffs  to 
use  the  word  '*  Daimler,"  but  so,  of  course,  as  not  to  hold  themselves  out  as  being 
the  Plaintiffs.  On  the  15th  of  September  1899  the  then  owners  of  the  English 
Patents,  after  referring  to  the  licence  held  by  the  Daimler  Motor  Company  Ld., 
being  that  of  the  27th  of  March  1896,  granted  to  the  Motor  Traction  Company 

15  Ld.  in  consideration  of  the  sum  of  5O,000Z.  a  licence  to  use  a  large  number  of 
Patents,  including  again  the  English  Daimler  Patents.  Article  3  extended  to 
improvements,  and  Article  6  to  new  patented  inventions  as  distinguished  from 
improvements,  both  of  which  were  upon  the  terms  of  that  licence,  to  be  included 
in  the  rights  of  the  licensees.    On  the  31st  of  March  1906,  by  virtue  of  a  certain 

20  Deed  of  compromise  made  between  the  Mercedes  Daimler  Motor  Company  Ld.y, 
who  by  this  last  date  had  become  entitled  to  the  English  Daimler  Patents,  of 
the  first  part,  a  Mr.  Edge  of  the  second  part,  and  the  Motor  Traction  Company 
Ld.  (being  in  fact  a  second  Company  of  that  name  which  had  succeeded  and 
taken  over  the  assets  of  the  earlier  one)  of  the  third  part,  a  licence  was  granted 

35  to  the  Motor  Traction  Company  in  respect  of  the  Patents  referred  to  in  that 
Deed,  and,  so  far  as  the  Daimler  Patents  were  concerned,  it  was  an  exclusive 
licence.  These  included  Patents  taken  out  by  Daimler  in  the  years  1898  and 
1899,  and  Patents  taken  out  by  Maybach  in  1900  and  1902.  By  Article  4  the 
licensees  had  the  right,  so  far  as  the  Mercedes  Company  could  grant  it,  to  use 

30  the  title  **  Mercedes  Daimler,"  or  "  Daimler  Mercedes,"  in  connection  with  cars 
provided  they  distinguished  their  goods  from  those  of  the  Daimler  Motoren 
GeseUscha/t. 

The  Defendants,  the  London  Daimler  Company  Ld.^  were  incorporated  oa 
the  27th  of  April  1906,  and  the  purpose  of  their  existence  is  to  take  over  from 

85  the  Motor  Traction  Company  by  way  of  licence,  or  by  the  acquisition  of  the 
whole  undertaking,  the  rights  of  the  Motor  Traction  Company  under  the 
licences  of  1899  and  1906.  The  Defendant  Company  is  in  its  earliest  infancy. 
The  writ  in  this  action  was  issued  on  the  14th  of  May  a  little  less  than  three 
weeks  from  the  time  of  its  birth.    The  intended  arrangements  between  the 

40  newly  incorporated  Company,  and  the  Motor  Traction  Company ^  exist  at  present 
only  in  a  draft  Agreement,  but,  in  fact,  the  Motor  Traction  Gompatiy  are  the 
parties  defending  this  action,  and  for  all  material  purposes  I  treat  the  Defendant 
Company  as  proposing  to  work  under  the  licences  of  1899  and  1906.  The 
outcome  of  this  is  that  in  substance   the    Plaintiffs  paid  40,O0OZ.  and  the 

45  Defendants  paid  50,000Z.  for  licences  to  use  Daimler  Patents,  and  as  regards 

the  relation  in  which  each  stands  to  Herr  OottUeb  Daimler  and  to  the  Patents 

described  by  his  name  the  Plaintiffs  occupy  no  position  of  advantage  over  the 

Defendants, 

The  Defendant  Company  having  been  incorporated  on  the  27th  of  April  1906, 

50  the  Plaintiffs  by  their  Solicitors,  on  the  9th  of  May,  threatened  proceedings  for 
an  injunction  to  restrain  them  troxn  using  the  name  of  the  '^  London  Daimler 
**  Company  Ld.^^  and  after  some  intervening  correspondence  asserted,  on  the 
15th  of  May,  that  the  Defendants  were  not  justified  in  using  ''  Daimler  "  in  the 
name  of  their  Company.    With  the  last-mentioned  letter  was  enclosed  the  writ 

55  in  this  action.     It  had  been  issued  on  the  14th  of  May.    By  their  writ  the 

3  N 
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Plaintiffs  claimed  two  injnnctionfl  different  in  dharactdr  and  in  scope,  namely, 
first  au  injunction  to  festrain  the  Defendants  from  nang  the  word  "  Daimler" 
in  their  name,  and  secondly,  an  injunction  to  restrain  th^  Defendants  from 
using  the  word  *^  Daimler  "  in  connection  with  motor  cars.    The  question  to  be 
tried  is  whether  the  word  "  Daimler  *'  has  in  this  country  obtained  a  secondary  5 
meaning  such  as  to  entitle  the  Plaintiffs  to  that  or  any.  similar  or  more  limited 
relief.    The  proposition  that  the  word  •*  Daimler  *'  has  obtained  such  a  secondary 
meaning  as  that,  first,  any  trade  name  which  contains  it  will  convey  the  idea  of 
the  Plaintiff  Company,  or  that,  secondly,  the  use  of  the  word  "  Daimler  ^  in . 
connection  with  a  motor  car  would  convey  a  car  made  by  the  Plaintiffs,  is  10 
certainly  not  true.    The  following  trade  names  are  sli  well  known — Daimler 
Motoren  Qesellschaft  being  Herr  Gottlieb  Daimler's  original  Company  ;  Milnes 
Daimler  Ld.  incorporated  on  the  27th  of  November  1902 ;  Mercedes  Daimler 
Company  Ld.^  incorporated  on  the  7th  of  January  1903  ;  and  Austriche  Daimler 
Motoren  Gesellschaft ;  and  the  following  names  for  cars  are  well  known,  namely,  15 
Cannstadt  Daimler,  German  Daimler,  Mercedes  Daimler,  Milnes  Daimler,  and 
Parisian  Daimler.     This  is  none  the  less  true  by  reason  of  the  fact  that 
Cannstadt  Daimler  implies  a  car  now  only  to  be  bought  second  hand,  since  under 
that  name  it  has  not  been  built  later  than  about  the  year  1901,  its  subsequent    . 
name  being  Mercedes  ;  that  a  German  Daimler  would  mean  a  Daimler  made  by  20 
the  German  Company,  the  Daimler  Motoren  OeseUschaft ;  Mercedes  Daimler 
would  be  referrable  probably  to  the  Ateliers   Mercedes  Daimler  which  are 
well  known  near  Paris ;  and  that  a  Milnes  Daimler  would  (as  Milnes  Daimler 
Ld.y  at  present  conduct  their  business)  mean  an  omnibus  or  lorry,  or  other 
heavy  car.    In  1901  I  tried  an  action   in  which  the  Plaintiffs'  predecessors  25 
in  title  were  the   Plaintiffs  and  the  British  Motor   Traction  Company   Ld, 
were  the   Defendants,  in  which  it  was  proved  to  my  satisfaction    that  at 
that  date  the  word  "Daimler"  conveyed  a  system  and  that  a  "Daimler" 
motor  conveyed  a  certain  form  of  motor.      It  is  not  surprising   that   in   a 
modern  industry  like  this  there  have  been  large  changes  since  1901.    The  30 
Plaintiffs'  predecessors  in  title  in  1901  and  1902  largely  modified  their  make 
of  cars,  and  they,  and  subsequently  the  Plaintiffs,  have  continuously  since  that 
time  introduced  variations  in  their  make.     Other  makers  have  done  the  like. 
The  earlier  Daimler  Patents  have  not  only  expired,  but  their  subject-matter 
has,  to  a  large  extent,  become  obsolete,  and  has  been  replaced  by  other  arrange-  35 
ments.    Such  of  the  DaimZer  Patents  as  are  still  actively  in  use  are,  I  think, 
principally  for  subsidiary  parts.    The  expression  "  Daimler  system  "  on  the 
present  evidence  is  not,  I  think,  so  exactly  a  description  of  a  particular  type  as 
it  was  in  1901.    If  a  competent  workman  were  now  told  simply  to  build  a  car 
on  the  "  Daimler  system  "  he  would,  I  think,  require  more  detailed  instructions  40 
than  that  mere  description.    The  words  do  not  now  bear  an  accurate  but  they 
do,  I  think,  still  bear  a  popular  meaning.     Mr.  Beaumont,  who  is  an  authority 
on  this  subject,  still  knows  what  a  *^  Daimler  "  engine  is,  and  it  does  not  mean 
the  engine  which  is  to  be  found  in  a  car  made  by  the  Plaintiffs.    He  speaks  of  a 
Milnes-Daimler  omnibus,  which  is  a  vehicle  built  at  Cannstadt  by  the  German  45 
Company,  as  "containing  a  24-horse  power  Daimler  engine."    The  Daimler 
Motoren'  Oesellschaft  called  their  cars  Daimlers  down  to  1901.    From  that  date, 
for  trade  reasons,  no  doubt,  they  preferred  to  call  them  "  Mercedes,"  and  they 
are    now  so  known,  but    they  all    bear  a  plate  which    describes  them  as 
**Licenbed  by  the  British  Motor  Traction  Vompany,  Ld.,  Daimler  system."  50 
The  omnibuses  which  the  Daimler  Motoren  Qesellschaft  build,  and  which 
fure  sold  here  by  Milnes-Daimler  Ld,,  also  bear  that  plate.    The  existence  of 
this    licence  is  due    to  the    fact  that  as  regards  this  country  the  Daimler 
Motoren  OeseUschaft  is  itself  but  a  licensee  from  the  assignee  of  the  English 
Patents.    They  bear  also  another  plate  which  refers  to  a  large  number  of  55 
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Patents  as  being  those  under  which  the  car  is  made,  which  include  some  of  the 
English  Daimler  Patents. 

In  this  state  of  facts  it  is  impossible  to  state  as  a  general  proposition  that  the 
word  ** Daimler'*  has  obtained  Such  a  secondary  meaning  as  to  convey  the 
5  Plaintiffs  or  the  Plaintiffs'  goods.  As  a  minor  proposition  it  might,  no  doubt, 
be  consistent  with  this,  tMt,  if  the  place  in  which,  and  the  person  by  whom, 
and  the  context  in  which  the  word  **  Daimler  "  is  used  are  such  as  to  import 
that  an  English  car,  as  distinguished  from  a  foreign  car,  is  that  referred  to,  the 
word  might  bear  a  secondary  meaning  sufficient  for  the  Plaintiffs'  purpose. 

10  But  in  my  judgment  the  eyidence  does  not  bear  this  out.  At  present  there  is 
only  one  English  built  car  to  which  the  word  "  Daimler  "  is  applied — ^that  is 
the  Plaintiffs'  car.  So  soon  as  there  is  another  English  maker,  then,  assuming 
even  that  the  context  shows  that  you  are  speaking  of  an  English  car,  the 
question  whether  the  use  of  the  word  "  Daimler "  would  deceive  a  purchaser 

15  depends  upon  the  manner  in  which  that  trader  describes  himself,  and  the 
manner  in  which  he  describes  his  cars.  He  may  discriminate  pointedly  between 
himself  and  the  Daimler  Company  of  Coventry.  He  may  discriminate  pointedly 
his  car  from  theirs.  The  Plaintiffs  do  not  even  confine  themselves  to  the  word 
**  Daimler  "  as  the  name  of  their  cars.    They  sell,  for  instance,  Critchley  cars, 

•20  and  when  they  use  the  word  *'  Daimler  "  they  do  (to  a  limited  extent  I  agree) 
qualify  it — upon  the  pedals  of  their  cars  they  put  "  Coventry  Daimler."  They 
used  until  1905  to  put  "  Coventry  Daimler  "  upon  the  silencer,  but  in  that  case 
a  reason  is  assigned  which  I  accept  for  their  adopting  the  sequence  "  Coventry 
'*  Daimler  "  instead  of  the  sequence  **  Daimler  Coventry." 

25  As  regards  the  Defendant  Company's  firm  name  the  Plaintiffs  wish  me  to  act 
upon  the  footing  that  they  have  proved  that,  in  whatsoever  manner  the  Defen- 
dants may  carry  on  their  business,  their  name  the  London  Daimler  Motor 
Company  Ld.  will  deceive.  There  is,  I  think,  no  foundation  for  this. 
Some  of  the  Plaintiffs'  witnesses  have  proved    the    contrary.      I  refer    as 

30  examples  to  the  evidence  of  Mr.  Easton  and  Mr.  Carliah.  The  Defendants  are 
as  much  entitled  honestly  to  put  into  their  trade  name  the  word  "  Daimler " 
as  are  the  Plaintiffs.  Mr.  Mandeville,  one  of  the  Plaintiffs'  directors,  disclosed 
what  the  Plaintiffs  wanted  in  this  respect  when  he  said  that,  if  the  Defendants 
called  themselves   the  London  Daimler   Company^  the  Plaintiffs  might  be 

35  precluded  in  the  future  from  constituting  separate  selling  Companies  for 
different  parts  of  the  Kingdom  with  different  territorial  names.  The  Plaintiffs 
under  the  guise  of  protecting  their  present  name  want  to  obtain  a  monopoly  of 
future  names  to  be  described  by  different  territorial  prefixes.  They  have  ho 
right  to  anything  of  the  kind.    The  Defendants  are  as  much  entitled  as  the 

40  Plaintiffs,  so  far  as  the  word  "Daimler"  suggests  a  connection  with  Herr 
Gottlieb  Daimler,  to  make  use  of  that  name,  and  I  see  nothing  in  the  evidence 
to  show  that  the  title  London  Daimler  Company  Ld,  cannot  be  perfectly 
honestly  used  without  suggesting  in  any  way  that  the  Company  is  the  well- 
known  Company  of  Coventry. 

45  As  regards  the  second  injunction  asked,  namely,  that  as  to  the  use  of  the 
word  *'  Daimler  "  as  descriptive  of  the  car,  the  case  can  be  disposed  of  in  a  very 
few  words.  I  do  not  at  present  know  what  name  the  Defendants  are  going  to 
give  to  their  car,  if  they  ever  get  into  working  order,  and  make  and  sell.  The 
sentence  in  the  letter  of  the  10th  of  May  1906,  to  which  the  Plaintiffs  referred, 

50  and  which  constitutes  the  whole  of  their  evidence  on  this  part  of  the  case, 
does  not,  I  think,  bear  the  meaning,  which  they  seek  to  attribute  to  it.  The 
argument  of  that  letter  is  that  the  word  "London"  would  discriminate  the 
Defendants  and  their  goods  from  the  Plaintiffs  and  their  goods.  To  enforce 
their  argument  to  that  effect  the  Defendants  say — "  Our  cars  will  be  known  as 

55  "  the  London  Daimlers  whereas  yours  are  of  Coventry."    The  emphasis  of 
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connse  is  on  £he  word  ^^  London,'^  and  the  meaning  is  not  that  ^^  London  Daimler  *' 
is  the  name  by  which  they  intend  xo  call  their  cars,  but  that  that  is  the  name 
by  which,  in  contradistinction  from  the  Plaintiffs',  they  will  come  to  be 
spoken  oL  In  saying  this  I  do  not  intend  at  all  to  prejudge  the  question 
whether,  if  the  Defendants  did  use  the  name  London  Daimler  there  would  be  & 
any  ground  for  relief.  That  depends  on  how  the  name  is  used.  It  will  be 
time  enough  to  determine  that  question  when  it  arises. 

In  my  judgment  this  action  fails,  and  I  dismiss  it  with  costs.  It  may  be  that 
the  Plaintiffs  will  obtain  some  return  for  the  costs  which  they  have  to  pay  in 
the  fact  that  they  will  have  gained  by  this  action  an  advertisement  of  the  fact  10 
that  the  Defendant  Company  is  not  titie  same  as  the  Daimler  Motor  Company 
{1904)  Ld.  of  Coventry.  Looking  at  some  passages  in  the  evidence,  I  am  not 
sure  that  such  advertisement  is  not  the  real  object  of  this  action. 
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In  the  Court  of  Session  in  Scotland. 

Inner  House.— Second  Division. 

Before  The  Lord  Justice  Clerk  and  Lords  Kyllachy,  Stormonth 

Darling,  and  Low. 

5  October  17th,  1905,  and  June  12th,  13th,  14th,  15th,  and  26th,  and  July  20th,  1906. 

Bile  Bean  Manufacturing  Company  v.  Davidson. 

Trade  Name. — "  Bile  Beansy — "  Passing  offy — Application  for  Interdict 
against  Respondent  using  sams  trade  name. — Oomplainers*  advertisements 
containing  false  statements. — Tradename  used  in  fraudulent  trade. — Secondary 
10  meaning. — ^*  Bile  Beans  ^' found  not  to  have  acquired  a  secondary  meaning. — 
Sufficient  distinction  between  Respondents  goods  and  Oomplainers^  goods. — 
Interdict  refused. 

In  1899  the  B.  B.  Co.  started  to  seU  in  the  United  Kingdom  liver  pills  which 
they   called  ^^  Charles   Forde's   Bile   Beans  for   Biliousness:^     They  spent 

15  large  sums  in  advertising  and  at  once  acquired  an  extensive  business.  The 
word  "  Bean  "  ?iad  not  previously  been  used  in  the  United  Kingdom  for  a  pill 
except  by  one  Smith  who^  in  1887^  registered  the  words  "  Bile  Beans  "  as  his 
Trade  Marky  and  whose  rights  the  B.  B.  Co.  acquired.  In  America  the  word 
^'Bean  *'  is  occasionally  used  for  a  pill.    The  advertisements  of  the  B.  B.  Co. 

20  stated  that  the  basis  of  their  Bile  Beans  was  an  Australian  Herb  discovered  by 
Charles  Forde,  an  eminent  sc%entisty  after  long  research.  These  stcUements  and 
others  in  the  advertisements  were  false.  They  did  not  appear  on  the  Complainers^ 
pill-boxes.  In  1904  D.  began  to  sell  liver  pills  under  tJte  name  of  "  Davidson^s 
**  Bile  Beans.''*    The  B.  B.  Co.  raised  an  action  of  Interdict  against  him. 

25  Held,  by  Lord  Ardwall  L.0.—(1)  that  the  Gomplainers*  trade  was 
a  fraudulent  trade^  and  that  no  action  ought  to  be  entertained  by  the  Courts 
of  Scotland  to  protect  it  or  tJie  name  used  in  connection  with  it ;  (2)  that 
the  Complainers  had  not  and  never  had  any  right  to  the  exclusive  tise  of 
the  words  "  Bile  BeanSy'*  and  that  sitch  words  did  not  denote  their  manufacture 

30  alone  so  as  to  exclude  t/ie  use  of  them  by  other  traders;  (3)  that  in  any  case  D. 

had  by  the  get-up  of  his  boxes  sufficiently  distinguished  his  Bile  Beans  from 

those  of  the  Complainers.    Interdict  was  refused.    The  Complainers  reclaimed. 

The  Second  Division  adhered  to  the  Lord  Ordinary's  judgment^  with 

expenses^  upon  the  same  grounds. 

3  O 
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This  was  a  note  of  suspension  and  interdict  by  the  Bile  Bean  Manufacturing 
Company  {Limited)^  Greek  Street,  Leeds,  and  Charles  Edward  Fulford  and 
Ernest  Albert  Gilbert,  the  sole  partners  in  that  Company,  against  George  Ghraham 
Davidson,  chemist,  1  Polwarth  Place  and  Tollcross,  Edinburgh.  The  object  of 
the  action  was  to  have  the  Respondent  interdicted  from  selling,  under  the  name  5 
of  "Bile  Beans,"  any  pills  or  other  articles  not  made  or  supplied  by  the 
Complainers. 

The  second  Statement  of  Facts  for  the  Complainers  was  as  follows  : — ^  The 
**  Complainers  are  the  manufacturers  of  a  remedy  for  the  cure  of  biliousness 
'*  and  other  ailments  known  as  Bile  Beans,  the  manufacture  of  which  they  10 
"  commenced  in  England  in  1899.  Since  their  said  business  was  so  commenced 
"  they  have  advertised  their  pills  as  Bile  Beans  very  extensively  in  England, 
"  Scotland,  and  Ireland.  No  other  article  had  ever  been  advertised,  sold,  or 
"  known  there  under  the  same  name.  These  pills  have  for  several  years  been 
*<  known  in  the  trade  and  to  the  public  as  Bile  Beans,  and  a  purchaaer  asking  15 
"  for  Bile  Beans  expects  to  receive  pills  of  the  Complainers'  manufacture 
^^  designated  Bile  Beans,  and  the  Complainers'  sale  of  Bile  Beans  has  attained 
"  very  large  dimensions.  The  name  '  Bile  Beans '  has  been  exclusively  used 
"  by  the  Complainers  to  describe  the  pills  manufactured  by  them,  and  the 
"  same  means  the  Complainers'  goods  only  and  no  others.  The  name '  Bile  Beans '  20 
'*  has  never  been  used  by  any  one  in  Great  Britain,  except  certain  persons  against 
^'  whom  injunctions  have  been  obtained,  other  than  Complainers  to  describe  any 
"  article.  The  Complainers  supply  both  wholesale  and  retail  housea.  The 
"  former  distribute  the  Bile  Beans  among  retail  chemists  and  drug  stores.  The 
"  wholesale  hq^uses  advertise  the  Complainers'  Bile  Beans  as  '  Bile  Beans '  in  the  25 
^^  price  lists  which  they  circulate  among  their  customers.  With  reference  to 
"  the  Answer  hereto,  it  is  explained  that  the  name  of  Cfiarles  i^orcb  appeared  on 
"  certain  of  the  boxes  and  other  articles  of  the  Complainers,  but  the  Bile  Beans 
"  were  never  known  by  the  name,  but  only  as  '  Bile  Beans.'  Quoad  uUra  the 
"  averments  irx,  answer  are  denied."  30 

The  Answer  was  : — "  Admitted  that  the  Complainers  sell  Bile  Beans  and  that 
**  they  advertise  largely.  Explained  that  they  advertise  under  their  company 
"  name  and  the  name  of  a  Charles  Fordfi,  and  that  said  pills  were  also  sold 
"  under  Mr.  Forde*s  name.  Quoad  ultra  denied.  Explained  that  the  Com- 
"  plainers'  Bile  Beans  are  imported  from  Detroit,  America,  and  are  a  common  35 
"  form  of  pill  made  from  well-known  ingredients,  which  are  in  common  use 
*'  for  the  manu&cture  of  beans  or  pills  for  biliousness.  There  are  many  such 
"  pills  in  the  market  which  are  known  under  a  variety  of  names  and  it  ia  a 
"  matter  of  indiflEerence  to  the  members  of  the  public  who  desire  pills  or  beans 
"  for  biliousness  whether  they  are  made  by  Complainers  or  not.  Explained  that  40 
^'  the  worda '  bile '  and '  bean '  are  common  English  words  which  the  Complainers 
"  cannot  ^appropriate  in  connection  with  their  business.  They  correctly  describe 
"  a  variety  of  pills  or  beans  in  the  market  which  profess  to  form  a  cure  for  bile* 
*'  The  word  <bean'  a^  descriptive  of  a  pill  or  pellet  has  been  used  for  many 
"  years  in  connection  with  the  sale  of  confectionery  and  other  commodities."        45 

The  Complainers  stated  that  they  had  from  time  to  time  supplied  the 
Respondent  with  quantities  of  their  Bile  Beans  and  that  they  had  also  supplied 
to  him,  and  he  had  shown  and  distributed  the  Complainers'  advertisements, 
including  their  show  cards  and  enlarged  facsimile  boxes,  so  as  to  lead  the  public 
to  belieye  he  was  supplying  the  Complainers'  genuine  Bile  Beans.  The  50 
Respondent  admitted  having  been  supplied  with  the  Complainers'  Bile  Beans 
and  that  he  had  sold  more  of  them  than  of  his  own  Bile  Beans  "  which  are 
'^  sold  as  ^  Davidson's,'  are  advertised  as  such,  and  are  clearly  distinguished  from 
^*  the  Complainers'.    Quoad  ultra  denied." 

The  Complainers  condescended  on  thirteen  instances  between  the  Ist  of  55 
October  1904  and  the  15th  of  February  1905,  when  persons  named  had  been 
supplied  with  boxes  of  Davidson's  Bile  Beans  at  one  or  other  of  his  shops. 
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**  In  each  case^  they  averred  *  Bile  Beans '  were  asked  for — sometimes  as  *  Bile 

**  *  Beans  for  Biliousness,'    sometimes  with    reference    to    the    Oomplainers' 

"  advertisements." 

The  Respondent's  Answer  was—"  Admitted  that  the  Respondent  sells  small 

5  **  pills  for  biliousness  which  are  accurately  described  by  the  name  *  Bile  Beans.' 

"  These  beans  are  all  invariably  sold  under  the  Respondent's  own  name  as 

"  *  Davidson's,'  and  he  is  careful  to  distinguish  his  Bile  Beans  from  those  of 

"  the  Complainers.    It  is  not  in  the  Respondent's  interest  to  sell  his  beans 

"as  those  of   the   Complainers   and   he   does  not   do  so.    The   Respondent 

10  "  accordingly  advises  the    public    that    they   are    of    his    manufacture    and 

"  advertises  to  this  effect.    Believed   to  be  true   that  most  of   the   persons 

"  mentioned  obtained  a  box  of  the  Respondent's  pills,  by  purchase  thereof  at 

**  his  shops.    None  of  these  persons  thought  the   pills  or  beans  which  they 

"so  purchased  were  the  Bile  Beans  of  the  Complainers,  and  they  were  not 

15  "  sold  as  such.    The   persons  mentioned  were   making  the  purchases  on  the 

"  Complainers'  behalf,  and  each  and  all  of  them  were  instructed  to  get  and 

"  did  get  a  box  of  *  Davidson's  Bile  Beans.'    These  sales  were  all  instigated 

"  by  agents  of  the  Complainers."    The  Respondent  added,  "  There  is  no  band 

^^  fide  reason  for  these   proceedings  and   they  are  nimious  and  oppressive. 

20  "  The  Respondent  believes  that  the  Complainers  have  been  endeavouring  to 

"  appropriate  for  the  purposes  of  their  business  the  common  English  words 

"  *  Bile  Beans,'  which  correctly  describe  an  article  well  known  in  the  trade 

"  and  commonly  used  by  the   public,  in   order  that  they  may  thereby  reap 

"  an  advantage  to  themselves.    Rather  than  have  these  proceedings  brought 

25  "  against  him,  the  Respondent  would  willingly  have  advertised  that  he  did 

"  not  sell  the  Complainers'  Bile  Beans  and  that  he  had   no  connection  with 

"  their  Company." 

On  these  averments  the  present  action  was  raised ;  the  prayer  of  the  Note 

being,  "  To  suspend  the  proceedings  complained  of  and  to  interdict,  prohibit, 

30  "  and  discharge  the  Respondent  from  in  any  way  advertising,  exposing,  or 

"  offering  for  sale  or   selling   or   in   any  way  causing  to   be  advertised  or 

"  exposed  or  offered  for   sale   or   sold   as  Bile  Beans,  pills  or  other  articles 

"  not  made  or  supplied  by  the  Complainers,  and  from  stamping  or  otherwise 

"  marking  for    sale,   exposing,   selling,   or    supplying    as    in    implement    of 

35  "  orders  for  Bile  Beans  pills  or  other  articles  made  by  the  Respondent  or 

"  pills  or  other  articles  not  made  by  the  Complainers,  and  from  representing 

"  in  any  way  that  pills  manufactured   by  the   Respondent  or  pills  or  other 

"  articles  not  made  by  the  Complainers  are  Bile  Beans  of  the  Complainers' 

"  manufacture." 

40       The  Complainers'  pleas  in  law  were  :  "  (1)  The  words  *  Bile  Beans '  having 

"  acquired  a  secondary  signification,  designating  solely  the  article  manufactured 

"  and  sold  by  the  Complainers,  the  Complainers,  are  entitled  to  interdict  the 

"  Respondent   from   manufacturing,  supplying,  and   selling  any  medicine  or 

"  articles  under  the  name  of  ^  Bile  Beans '  not  manufactured  and  supplied  by 

45  "  the  Complainers.    (2)  The  words  *  Bile  Beans '  having  acquired  a  secondary 

"  signification,  designating  solely  the  article  manufactured  and  sold  by  the 

"  Complainers,  and   the   Respondent  having  no  right  or  title  to  manufacture 

"and  sell  pills  or  other  articles  under  the  name  of   or  to  represent  them  as 

"  *  Bile    Beans,'  the    Respondent    should    be    interdicted    as    concluded   for. 

50 . "  (3)  The  Respondent  having  represented  goods  manufactured  by  him  to  be 

"  those   of   the   Complainers'  manufacture,  the   Complainers   are   entitled  to 

"  interdict  as  craved." 

The    pleas    in    law    for    the    Respondent    were : — "  (1)   The   Complainers' 

"  averments  are  irrelevant  and  insufficient  to  support  the  prayer  of  the  Note. 

55  "  (2)  The  Pursuers   not  having  the  right  to  the  exclusive  use  of  the  words 

"  *  Bile  Beans,'  the  prayer  of  the  Note  ought  to  be  refused.    (3)  The  Com- 

"  plainers'    statements,  so   far   as    material,   being    unfounded    in    fact,   the 
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'  Respondent  is  entitled  to  absolvitor.  (4)  The  Respondent  never  having  sold 
'  his  own  goods  as  in  implement  of  orders  for  those  of  the  Complainers' 
'  manufacture,  he  is  entitled  to  be  assoilzied.  (5)  The  prayer  of  the  Note 
^  ought  to  be  refused,  with  expenses  in  respect  (a)  that  in  describing  his  goods 
^  the  Respondent  made  use  of  words  in  the  common  stock  of  the  English 
'  language,  and  {b)  that  the  Respondent  clearly  distinguishes  goods  of  his  own 
'  manufacture  from  those  of  the  Complainers,'i 
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The  case  was  first  moved  on  the  21st  of  February  1905.  On  the  15th  of  March 
the  Note  was  pasMd  from  the  Bill  Chamber  to  the  Court  of  Session,  and  on  the 
i  ,,  V*  .1  *^  Record  was  closed.  The  case  was  first  sent  to  the  Procedure 
^^:i  A  i^i  <^<\^''7'» ^'fxu"^^  ^.''i''  ^^^ allowed,  which  was  taken  on  the 
11th  and  12th  of  July.    At  the  Proof  the  composition  of  the  Complainers'  pills 


10 


:bix^£; 


{D  A  V  J  DSON^ 


Fnr    HcTtil-ftche,    CoiistipaJion 

JJiJ^./,inc'ss,  Sallow  CoTjipk'Mon, 

and  Jill  Livtjr  Comi>JaiMt.s. 

3  at  bfii  tirot. 


*/nburg*^^ 


dWe^'it'&?h;.^;?f  S  T  P™''!**  ^7  ^^^  ^^^'^^'^^^  of  *^o  «^P«rtfl  that  it  was 
ditterent  from  that  of  the  Respondent's  pills.  As  to  the  sales  it  aDoeared  that  if 
customers  a.sked  for  "Bile  Beans"  the  R^ndent  s^plSd  ttiem  S^^^^  15 

unless  they  made  i  clear  that  they  wished  for  those  of  the  Com^  neri  wS 
ia/.T^'^Th**  ^'^  *''f?u  "^^^  Respondent  began  to  sell  his^wn^iTktn 
Sx  J^»I5^  ^k"°P  «f.*»'?  t^o  pill-boxes  was  different.  The  CompUiiners' 
SlVrn^n^r?.*''  ^^  *"  '^^^  ^'^'^  ''•*««  i'^  diameter  and  an  inch  deeS,  while 
In^  n^fS.^''^^**''^'^*^?**  '^^  *^  i"^"^  »°d  three-quarters  in  d  amSer  20 
and  only  half  an  inch  deep.  Round  the  periphery  of  the  Complainers'  ^ 
wrappea  a  pamphlet.     The  Respondent  had  nothing  correepZi^  to  thS 
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Each  box  bore  the  Revenue  stamp  on  its  side.  The  label  on  the  lid  of  the 
Complainers'  was  light  yellow  and  black,  that  on  the  lid  of  the  Respondent's 
was  chocolate  and  white.  A  slightly  enlarged  representation  of  each  of  the 
labels  is  reproduced  on  p.  728. 
5  The  Respondent  advertised  his  pills  by  a  handbill  on  which  "  Bile  Beans  " 
appeared  in  very  large  letters  and  "  Davidson's  "  in  comparatively  small  ones. 
The  bill  contained  the  words :— "  These  pills  are  held  in  the  highest  repute 
"throughout  the  United  Kingdom  as  a  tried  and  established  remedy  for 
"bile,  sick  headache,  indigestion,   piles,   &c."      The  draft  of    the   handbill 

10  diflEered  from  that  ultimately  published  in  omitting  the  word  "  Davidson's  " 
and  calling  the  pills  ''Dr.  Scott's  Bile  Beans  for  Biliousness."  "For 
"  Biliousness  "  was  also  struck  out  at  revisal.  The  handbill  as  printed  con- 
tained the  statement :  "  The  J/l^  size  for  lOd."  1/1^  was  the  price  marked  on 
the  Complainers'  pill-box.    It  is  a  common  price  for  patent  medicines.     The 

15   Respondent's  pills  were  Park  Davies  &  Go.'s  Cathartic  Mixture,  No.  160.    He 

admitted  that  he  supposed  this  to  be  the  composition  of  the  Complaiiiiers'  pills. 

On  the  question  whether  "  Bile  Beans  "  had  acquired  a  secondary  meaning  in 

connection  with  the  Complainers'  goods,  various  Wholesale  Chemists,  who  dealt 

with  the  Complainers,  gave  evidence  that  by  "  Bile  Beans  "  they  understood 

20  the  Complainers'  goods  only,  that  they  were  usually  listed  by  that  name  alone, 
and  were  only  occasionally  asked  for  as  Forde's.  There  was  no  evidence  by 
members  of  the  public,  not  being  chemists,  as  to  their  understanding  of  the 
words.  The  Company  began  business  in  Great  Britain  six  years  ago,  and  had 
spent  300,000/.  in  advertising.    On  the  other  hand,  it  was  proved  that  &  sort  of 

25  confectionery  was  sold  as  "  Chocolate  Beans  "  and  had  no  other  name,  that  pills 
had  been  sold  in  this  country  under  the  name  of  "  Bile  Peas,"  and  that  in 
America  four  or  five  pills  were  listed  as  "  Beans,"  including  "  Smith's  Bile 
"  Beans."  In  1881  a  Mr.  James  Smith  registered  in  the  Patent  Office  in  the 
United  States  of  America  a  Trade  Mark  for  Bile  Beans.     In  1887  he  registered 

30  it  in  England  also,  and  it  appeared  in  the  Trade  Marks  Journal  of  the  13th  of 
June  1888.  In  1902  the  Bile  Beans  Manufacturing  Gomf)any  took  an 
assignation  to  his  Trade  Mark  and  business  in  this  country.  That  was  in  con- 
sequence of  an  action  that  was  raised  by  the  Complainers  against  Smith  to  have 
his  Trade  Mark  expunged  on  the  ground  that  he  had  never  done  any  business  in 

35  the  United  Kingdom,  which  action  they  thereon  abandoned.  The  Complainers 
had  no  Trade  Mark  except  the  one  so  acquired.  They  did  not  themselves 
manufacture,  but  had  the  pills  made  to  their  order  in  America.  The  history  of 
the  Complainer  Company  was  fully  gone  into  by  the  Respondent  with  a  view 
to  showing  that  their  reputation  was  built  up  by  false  statements  as  to  their 

40  goods,  and  was  therefore  undeserving  of  the  protection  of  a  court  of  equity. 
The  Complainers  in  a  large  proportion  of  their  advertisements  represented  that 
the  basis  of  the  pill  was  an  Australian  herb  discovered  by  Charles  Forde,  an 
eminent  scientist.  It  was  admitted  that  the  formula  for  the  pill  was  written 
by  the  Complainer  Fulford,  that  he  was  not  an  eminent  scientist,  that  he  had 

45  made  no  research  in  Australian  herbs,  and  that  "Charles  Forde"  had  no 
existence. 

The  following  is  a  typical  extract  from  the  Complainers'  advertisements  : — 
"  The  Secret  of  the  Natives.  More  important  than  the  whereabouts  of  hidden 
"  gold  was  the  secret  of  the  ancient  natives  of  Australia.    For  untold  ages  they 

50  "  had  handed  down  to  them  the  great  secret  of  how  certain  native  herbs  cured 
"  the  diseases  to  which  they  were  subject,  and  thus  preserved  them  in  excellent 
"  health.  When  Captain  Cook  made  his  great  Australian  discoveries  the 
"  amazing  health  of  the  natives  was  one  of  the  chief  things  which  impressed 
"  him.    Writing  on  this  very  subject  he  afterwards  said  :   '  I  did  not  observe 

55  "  '  (amongst  the  natives)  any  appearance  of  disease,  or  bodily  complaint,  or 
•*  *  eruption  of  the  skin  or  marks  of  any  ;  and  the  most  severe  wounds  healed 
"  *  most  rapidly.     Very  old  men,  without  hair  and  teeth,  showed  no  signs  of 
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"  *  decrepitnde  and  were  full  of  cheerf ulnese  and  vivacity.'  Not  only  from  the 
"  writings  and  observations  of  Captain  Gook,  but  from  their  own  experiments 
"  also,  scientists  have  long  been  impressed  with  the  superiority  of  vegetable 
"  medicines.  Some  years  back  Charles  Forde^  an  eminent  scientist,  thoroughly 
"  investigated  the  healing  extracts  and  essences  of  Australian  roots  and  herbs,  5 
'*  and  after  long  research  he  found  himself  the  discoverer  of  a  natural  vegetable 
"  substance  which  had  the  power  of  acting  in  the  human  system  in  the  same 
"  way  as  nature's  own  animal  substance  bile,  and  which  was  beyond  all  doubt 
"  the  finest  remedy  yet  discovered  for  all  liver  and  difirestive  disorders.  This 
"  substance  was  specially  compounded  with  other  ingredients  and  so  concen-  10 
'*  trated  and  refined  that  a  suitable  dose  could  be  contained  in  the  space  oflfered 
"  by  a  small  bean.  Put  up  in  this  convenient  form  these  beans  for  the  Liver  or 
'*  Bile  became  widely  known  and  used  as  '  Charles  Forde^s  Bile  Beans ' — a  name 
"  now  known  throughout  the  civilised  world." 

In  his  Opinion  (22  R.P.C.  560)  the  Lord  Ordinary  dealt  with  the  evidence  in  15 
more  detail; 

On  the  13th  and  14th  of  July  Counsel  were  heard. 

On  the  5th  of  September  Lord  Ardwall  L.O.  pronounced  the  following  inter- 
locutor : — "  The  Lord  Ordinary  having  heard  Counsel  for  the  parties,  and  con- 
"  sidered  the  proof  and  the  whole  cause,  refuses  the  Note  ;  finds  the  Respondent  20 
^*  entitled  to  expenses  ;  allows  an  account  thereof  to  be  given  in,  and  remits  the 
"  same  when  lodged  to  the  auditor  to  tax  and  report,  and  decerns."  • 

The  Lord  Ordinary  proceeded  on  the  grounds  (I)  that  the  Complainers'  trade 
was  a  fraudulent  trade,  and  that  no  action  ought  to  be  entertained  to  protect  it 
or  the  name  used  in  connection  with  it ;  (2)  that  the  Complainers  had  not  and  25 
never  had  any  right  to  the  exclusive  use  of  the  words  "  Bile  Beans,"  and  that 
such  words  did  not  denote  their  manufacture  alone  so  as  to  exclude  the  use  of 
them  by  other  traders ;  and  (3)  that  in  any  case  the  Respondent  had,  by  the 
get-up  of  his  boxes,  sufficiently  distinguished  his  Bile  Beans  from  those  of  the 
Complainers'.  30 

The  Complainers  reclaimed  to  the  First  Division  of  the  Inner  House. 

The  case  was  sent  to  the  Short  Roll  on  the  17th  of  October,  and  on  the  9th  of 
June  1906  was  transferred  to  the  Second  Division.  Counsel  were  heard  on  the 
12th,  13th,  14th,  15th  and  26th  June. 

The  Counsel  for  the  Complainers  and  Reclaimers  were  the  Dean  of  FacuUy  36 
{Campbell  K.C.),  Clyde  K.C.,  Cooper  K.C.,  and  Graham  Steivart  (instructed  by 
Clark   and   MacdonaXd   S.S.C).      The    Counsel    for    the    Respondent    were 
T.  6.  Morison  and  Gillon  (instructed  by  Kirk  Mackie  and  Elliot  S.S.C). 

Counsel  for  the  Complainers  contended. — This  is  a  common  law  action  on  trade 
name  based  on  the  principle  that  no  man  is  entitled  to  sell  his  goods  on  the  40 
representation  that  they  are  the  goods  of  another.  The  words  *' Bile  Beans " 
have  acquired,  as  has  been  proved  by  trade  evidence,  a  secondary  meaning  in 
conne'^tion  with  the  Complainers'  pills,  so  that  they  are  understood  in  the  trade 
to  designate  these  pills  and  no  others.  The  Complainers  are  therefore  entitled 
to  interdict  the  Kespondent  from  using  these  words,  as  buyers  will  thereby  be  46 
led  to  think  that  the  goods  sold  by  him  are  the  goods  of  the  Complainers 
{Keddaway  v.  Banham  13  R.P.C.  218  ;  L.R.  (1896)  App.  Cas.  199).  The  Respon- 
dent contends  that  the  name  '*  Bile  Beans  "  is  a  descriptive  and  not  a  fancy  name. 
Th  is  is  not  so.  In  ordinary  English  "  bile  bean  "  has  no  meaning.  In  this  country 
at  least  •' bean"  is  never  used  for  a  pill.  It  does  not  suggest  a  pill.  The  50 
Complainers  were  the  first  persons  to  use  it  in  that  sense,  and  it  is  only  as 
connected  with  their  goods  that  it  has  even  now  the  connotation  of  "  pill."  It 
is  irrelevant  to  inquire  if  **  bean  "  may  have  been  used  for  "  pill "  in  America. 
The  American  market  and  American  phraseology  are  different  from  ours.  No 
doubt  there  is  a  certain  appropriateness  in  the  name  "  Bile  Beans  "  attached  to  55 


•  22  B.P.C.  553. 
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pills  for  biliousness.  It  is  that  which  gives  the  name  its  value.  But  it  is  none 
the  less  deserving  of  protection.  The  only  difference  between  descriptive  and 
fancy  names  lies  in  this,  that  some  names  will  acquire  a  secondary  meaning 
more  easily  than  others.  In  cases  of  trade  name  no  hard  and  fast  line  is  to  be 
5  drawn  between  fancy  and  descriptive  names.  They  are  to  be  differently 
regarded  from  Trade  Mark  cases  which  fall  under  a  Statute.  Here  it  is  only  a 
question  of  bringing  suflBcient  evidence  that  the  secondary  meaning  has  in  feet 
attached  to  the  name,  and  in  the  present  case  the  evidence  is  ample.  A  name 
may  acquire  a  secondary  meaning  even  though  it  is  an  exact  description 

10  of  the  goods  {Reddaway  v.  Banham^  ubi  supra).  Even  a  geographical 
name  may  be  acquired,  and  it  will  not  be  sufficient  for  the  Respondent  to 
plead  that  he  has  also  appended  his  own  name  {Montgomery  v.  Tlwmpson 
8  R.P.C.  361 ;  L.R.  (1891)  App.  Cas.  217 ;  Wotherspoon  v.  Gurrie  L.R.  5 
H.L.  508;    Powell  v.  Birmingliam  Vinegar  Brewery  Company  14  R.P.C. 

15  710  ;  L.R.  (1897)  App.  Cas.  710).  When  a  name  consists  of  English  words  not 
employed  in  their  plain  signification  but  in  a  strained  sense  a  secondary 
meaning  will  very  easily  attach  {Faulder  A  Co.  Ld.  v.  Rushton  20  R.P.C. 
477).  There  the  name  was  **  Silverpan  Jam,"  meaning  jam  boiled  in  a 
silver  pan,  but  it  was  held  that  the  name  might  easily  be  appropriated.     The 

20  leading  case  where  a  name  was  held  not  to  have  acquired  a  secondary  meaning 
is  Cellular  Clothing  Company  v.  Maxton  and  Murray  (25  R.  1098;  1 
F,  H.L.  29  ;  16  R.P.C.  397  ;  L.R.  (1899)  App.  Cas.  326).  There  not  only  was  the 
word  "  cellular  "  purely  descriptive,  but  it  was  the  only  word  anyone  wishing 
to  speak  of  this  kind  of  cloth  could  use.    We  admit  that  it  would  be  very  diffi- 

25  cult  to  prove  that  the  public  was  excluded  from  the  use  of  such  a  name.  But 
the  present  case  is  quite  different,  "  bean  "  not  being  the  natural  word  to 
employ.  In  the  Haematogen  case  (Hommel  v.  Oebriider  Bauer  Jk  Co.^ 
21  R.P.C.  576)  the  name  was  a  descriptive  one  which  had  been  previously  in 
use  in  scientific  circles.     In  order  that  a  name  shall  be  a  fancy  name  it  is  not 

30  necessary  that  it  shall  be  entirely  meaningless  (In  re  Eastman  Photographic 
Materials  Company  Ld.,  15  R.P.C.476 ;  Powell  v.  Birmingham  Vinegar  Brewery 
Company,  L.R.  (1896)  2  CD.  54,  and  at  75  and  83).  The  true  test  is  simply 
whether  the  use  of  the  trade  name  by  persons  other  than  the  Complainers  would, 
or  would  not,  deceive  the  public  as  to  the  maker  of  the  article.    Here  it  certainly 

35  would  {Ford  v.  Foster,  L.R.  7  Ch.  App.  611)-  The  Respondent  must  take  such 
steps  as  to  prevent  the  possibility  of  such  d^ceii  {Valentine  Meat  Juice  Company 
V.  Valentine  Extract  Company  Ld.,  17  R.P.C.  673  ;  Singer  Manufacturing 
Company  v.  British  Empire  Manufacturing  Company  Ld.,  20  R.P.C.  313; 
Massam  v.  Thoriey's  Cattle  Food  Company,  L.R.  14  C.  D.  748).     Although  it 

40  is  not  necessary  to  prove  that  the  Respondent  acted  fraudulently,  we  submit 
that  he  did  so.  The  actions  of  the  Respondent  with  regard  to  his  adver- 
tisements, which  he  drafted  and  adjusted  with  the  plain  intention  of  suggesting 
that  his  pills  were  the  well-known  and  much  advertised  Bile  Beans,  show  that 
he  was  not  acting  in  good  faith.    He  was  attempting  to  secure  the  advantage  of 

45  the  Complainers'  reputation  and  with  that  end  was  attempting  to  deceive  the 
public.  The  argument  is  used  against  the  Complainers  that  their  trade  is  induced 
by  fraudulent  misrepresentations,  and  that  they  are  not  entitled  to  equitable  pro- 
tection. No  notice  of  this  argument  is  given  on  record  ;  the  Respondent  had 
therefore  no  right  to  bring  evidence  regarding  it,  and  such  evidence  must  be 

50  ignored  by  the  Court.  We  shall,  however,  argue  the  point  under  protest.  The  facte 
do  not  bear  out  this  contention  of  the  Respondent.  There  may  be  exaggerations 
in  our  advertisements,  but  mere  fiorid  language  in  advertisements  will  not  amount 
to  fraud  {Holloway  v.  Holloway,  13  Beav.  209).  The  statement  that  the 
medicine  was  discovered  in  Australia  is  true,  and  so  also  is  the  statement  that 

55  it  is  a  natural  vegetable  substance.  The  statement  objected  to  by  the  Respon- 
dent that  the  medicine  consists  of  Australian  herbs  appears  only  in  a  small  part 
of  the  advertisements.    This  is  not  sufficient  to  taint  the  business.     No  one  is 
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produced  to  say  that  he  ever  bought  the  pills  on  the  faith  of  the  representations 
regarding  Australia.  The  Court  here  is  not  only  a  Court  of  Equity  ;  it  is  also  a 
Court  of  Law.  The  cases  of  Perri/  v.  True/Ut  (6  Beav.  66 ;  63  R.R.  11)  and 
Ptddmg  v.  How  (8  Sim.  477  ;  42  R.R.  231)  were  merely  cases  where  a  Court  of 
Equity  refused  an  injunction,  and  prior  to  granting  the  equitable  remedy  sent  5 
the  right  to  be  tested  at  Common  Law.  This  was  the  practice  prior  to  Sir  John 
Holt's  Act  (25  &  26  Vict.  c.  27).  It  is  a  mere  question  of  obsolete  English  pro- 
cedure,  and  those  cases  cannot  be  construed  as  authorities  for  refusing  the  Com- 
plainers  a  remedy.  The  leading  case  on  this  head  is  Ford  v.  Foster  (ubi 
supra).  A  mere  collateral  misrepresentation  by  the  owner  of  a  trade  name  10 
vi^ill  not  disentitle  him  to  relief  either  at  law  or  in  equity.  At  most  there 
is  nothing  more  than  a  collateral  misrepresentation  here.  There  is  no  misrepre- 
sentation in  the  name.  Charles  Forde  is  an  ordinary  trade  name.  At  least  the 
Respondent  would  have  to  point  to  a  misrepresentation  on  the  box.  But  it  is 
admitted  that  there  is  none  there.  The  fact  that  the  name  Charles  Forde  15 
appears  on  both  the  boxes  and  the  advertisements  is  not  sufBcient  (Sykes  v. 
Sykes  3  B.  &  Cr.  541 ;  Marshall  v.  Ross  L.R;  8  Eq.  651).  The  cases  quoted 
against  us  are  distinguishable,  [n  Leather  Cloth  Company  v.  American  Leather 
CU)th  Company  (li  H.L.  Cas.  523),  Newman  v.  Pinto  (4  R.P.C.  508),  and  cases 
of  that  class  the  misrepresentation  was  in  gre^nio  of  the  Trade  Mark.  20 

Counsel  for  the  Respondent  contended.— The  onus  is  on  the  Complainers  to 
prove  that  the  words  **  Bile  Beans  "  have  been  appropriated  in  the  market  to  their 
goods.     In  this  case  the  market  is  the  whole  English  public,  and  the  Complainers 
have  to  prove  that  "  Bile  Beans  "  has  no  meaning  for  the  public  but  their  goods. 
The  words  are  to  be  taken  together  as  explaining  each  other.    Both  are  common  25 
English  words.     "Bean"   describes  not  only  a  seed,  but,  by  derivative  use, 
anything  of  a  roughly  ellipsoidal  shape  as  a  piece  of  coal  or  iron  ore  (Murray's 
Dictionary,  Ed.  1888).    "  Bile  "  is  a  descriptive  adjective  which  makes  it  clear 
in  which  of  its  possible  senses  "  Bean  "  is  in  this  case  to  be  used.    The  Com- 
plainers themselves  in  their  advertisements  say  that  a  "  Bile  Bean  "  simply  30 
means  a  bean  for  the  bile.    The  ordinary  Englishman  will  seize  the  moaning 
at  once  (  Van  Duzer's  Trade  Mark  4  R.P.C.  31  ;  L.R.  34  CD.  623).    A  generic 
name  is  not  capable  of  being  appropriated  as  a  trade  name.    This  has  been 
frequently  held  in  Scotland  (Montgomerie  v.  Donald  A  Co.  il  R.  506  ;  Stuart 
&  Go.  V.  Scottish  Val  De  Travers  Paving  Company  Id.  13  R.  1).    The  Com-  35 
plamers  must  prove  that  "  Bile  Beans  "  is  capable  of  denoting  only  the  pills 
sold  by  them  and  no  others  {John  Dewar  A  Sons  Ld.  v.  J.  H.  Dewar  17  R.P.C. 
II-       m ®  ^^  evidence  at  all  has  been  brought  of  the  understanding  of  the 
public.    The  evidence  has  all  been  dealers'  evidence  only,  and  this  will  not  be 
enough  where  the  market  is  the  whole  public  {Cellular  Clothing  Company  v.   40 
Maxtonand  Murray,  ubi  supra).    There  is  therefore  nothing  to  displace  the 
a  priori  meaning  of  the  words  *'  Bile  Beans  "  as  pills  for  biliousness.     If  they  are 
ever  thus  used  as  a  common  English  description  of  the  goods  they  are  incapable  of 
acquiring  a  secondary  meaning  in  the  sense  that  the  mere  use  of  the  words 
involves  a  representation  that  the  goods  are  those  of  a  certain  manufacturer  45 
{Oellular  Clothing   Comjjany  v.  Maxton  and   Murray,    ubi   supra).     The 
?"?Pif>^  ?t  ^^^^  ^^®  ^^  ^^^^  frequently   followed   {Parsons   v.    Gillespie 
Id  R.P.a57;  L.R.  (1898)  App.  Cas.  239;  Bipley  v.  Griffiths  19  R.P.C.  590; 
Fels  V.  Hadley  &  Co.  Ld.  20  R.P.C.  437  ;  21  R.P.C.  91 ;   Eommel  v.  Gebriider 
Bauer  A  Co.  21  R.P.C.  576  ;  and  Wotherspoon  A  Co.  v.  Gray  A  Co.  2  M.  38 J.    In  50 
th^e  ^ses  it  was  held  that  such  phrases  as  "  Flaked  Oatmeal,"  "  Oval  Blue," 
Waptha  Soap,"  and  "  Haematogen,"  being  purely  descriptive  words,  had  not 
acquired  secondary  meanings.    Any  reference  to  the  nature  or  quality  of  the 
goods  18  descriptive—^.^.,  «'  Desiccated  "  Soup  {King  A  Co.  Ld.  v.  Gillard  A  Co. 
Ld.    21   R.P.C.  589;    22    R.P.C.  327).      There    is    no    case    the    other  way.  55 
Weingarten  Brothers  v.  Charles  Bayer  A  Co.  (22  R.P.C.  341)  was  a  case  of 
get-up.     In  the  House  of  Lords  the  words  '* Erect  Form"  were  held  to  be 
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descriptive,  and  the  injunction  was  granted  solely  on  the  ground  that  the 
defendants  had  used  a  scroll  on  their  boxes  too  closely  resembling  that  of  the 
plaintiffs.  Faulder  A  Go.  Ld.  v.  Rushton  Ld.  (uhi  8upra\  was  a  case  of  the 
same  sort,  proceeding  on  the  grounds  that  the  defendants  had  not  by  their 
5  mode  of  printing  their  circular  and  poster  sufficiently  distinguished  their 
jams  from  those  of  the  plaintiffs.  In  the  present  case  there  was  no  resem- 
blance in  get-up  between  the  Complainers'  goods  and  the  Respondent's.  There 
is  no  proof  of  &aud  on  the  Respondent's  part  and  nothing  even  to  suggest  it. 
The  Complainers  having  made  many  material  misrepresentations  to  the  public 

10  through  their  advertisements  as  to  the  nature  and  quality  of  the  goods  they  sell, 
and,  their  trade  being  accordingly  a  fraudulent  trade,  the  Court  will  not  protect 
them  in  any  rights  connected  with  that  trade.  The  brocard  *'  In  turpi  causa 
"  non  oritur  actio  "  is  of  universal  application,  and,  though  there  are  no  Scotch 
cases,  the  English  authorities  show  that  it  applies  in  this  province  {Ford  v.  Foster 

15  uU  supra  ;  and  Lee  v.  Haley  L.R.  5  Ch.  App.  155).  It  is  useless  to  plead  that 
all  the  adveHisements  do  not  contain  the  fraudulent  statement.  A  substantial 
proportion  of  them  do.  It  is  not  necessary  to  bring  evidence  of  completed 
fraud.  It  is  presumed  from  the  misrepresentation  {Leather  Cloth  Company  v. 
American  Leather  Cloth  Company  4  De  G.  J.  &  S.  at  142 ;  11  H.L.C.  523  at 

20  532).  There  was  an  attempt  by  the  Complainers  to  show  that  this  is  no  more 
than  a  rule  of  equity  procedure.  The  cases  of  Perry  v.  T'rw^^^^and  Bidding  v. 
How  {uhi  supra)  may  be  inconclusive  on  account  of  the  form  of  the  old 
procedure,  but  numerous  cases  since  Sir  John  RolVs  Act  have  settled  the  law 
{Ford  V.  Foster^  uhi  supra ;  Leather  Cloth  Company  v.  American  Leather  Cloth 

25  Company  11  H.L.C.  523  and  at  546  ;  Wood^.  Lambert  and  Butler  3  R.P.C.  81 ; 
]j.R.  32  C.D.  247  ;  Newman  v.  Pinto,  uhi  supra ;  Cheavin  v.  Walker  L.R.  5 
CD.  854  ;  Morgan  v.  M'Adam  36  L.J.  Ch.  228).  The  cases  are  collected  in 
Califomian  Fig  Syrup  Company  v.  Warden  (187  'U.S.  Reps.  516).  The 
fraudulent  misrepresentations  cannot  be  said  in  this  present  case  to  be  collateral. 

30  In  Trade  Mark  cases  the  advertisements  may  be  only  collateral  to  the  mark,  but 
in  this  case  the  advertisements  are  the  sole  foundation  of  the  business. 

The  Court  made  avizandum,  and  on  the  20th  of  July  gave  judgment,  adhering 
to  the  Lord  Ordinary's  interlocutor  with  expenses. 
The  Lord  Justice  Clerk. — The  evidence  in  this  case  discloses  the  history 

35  of  a  gigantic  and  too  successful  fraud.  The  Complainers,  who  ask  interdict 
against  others,  do  so  to  protect  a  business  which  they  have  brought  to  enormous 
proportions  by  a  course  of  lying  which  has  been  persisted  in  for  years.  The 
scheme  they  formed  was  to  delude  the  public  into  the  belief  that  a  valuable 
discovery  had  been  made  of  a  medical  remedy,  hitherto  known  only  to  certain 

40  savage  tribes  in  a  distant  part  of  the  world  but  known  to  them  for  ages,  that 
the  medicine  had  been  perfected  by  aid  of  'Hhe  implements  of  modern 
*'  scientific  research,"  and  that  "  the  best  laboratories  and  most  modern  plant  had 
'*  been  requisitioned  for  compounding "  this  wonderful  Australian  vegetable 
substance.    The  place  of  the  discovery,  the  mode  of  the  discovery,  the  discovery 

45  itself,  the  instruments  of  research,  the  laboratories  were  all  deliberate  inventions 
without  any  foundation  in  fact.  The  story  was  that  a  certain  Charles  Fnrde 
who  was  declared  to  be  a  skilled  scientist,  had,  while  in  Australia,  noted  the 
fact  that  the  aboriginees  were  markedly  free  from  certain  bodily  ailments,  and 
that  by  patient  research  and  exhaustive  investigation  he  had  ascertained  that 

50  this  immunity  was  obtained  by  the  use  of  a  natural  vegetable  substance,  whose 
properties  for  the  cure  of  such  ailments  were  extraordinary,  and  that  as  the 
result  of  his  research  this  wonderful  remedy  was  now  given  to  the  world. 
All  this  was,  in  every  particular,  undiluted  falsehood.  There  was  no  such 
person  as  Charles  Fords,     No  eminent  scientist  had  been  engaged  in  researches. 

55  and  no  one  had  gone  to  Australia  and  learned  of  a  time-proved  native  cure.  The 
truth  was  that  the  Complainers  had  formed  a  scheme  to  palm  off  upon  the  public  a 
medicine  obtained  from  drug  manufacturers  in  America,  as  being  the  embodiment 
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of  the  imaginery  Australian  diBCovery  by  the  eminent  scientist  Charles  Forde. 
Accordingly,  having  got  their  supplies  from  the  American  drug  dealer,  they 
proceeded  to  create  a  public  demand  by  flooding  this  and  other  countries 
with  advertisements  in  the  press,  and  by  placards,  leaflets  and  pamphlets,  in 
which  the  lying  tale  was  repeated,  often  embellished  with  pictorial  representa-  5 
tions  of  the  healthy  savage  and  with  pictures  of  the  imaginary  scientist  (duly 
bearded  and  begoggled)  having  the  precious  root  pointed  out  to  him  by  the 
Ausii^lian  native.  It  was  of  importance  in  exploiting  a  fraud  of  this  kind  to 
get  a  catching  name,  and  the  only  trace  of  discovery  in  the  whole  proceedings 
was  that  the  Complainer  Fulford  thought  out  the  alliterative  name  of  "  Bile  10 
"  Beans  for  Biliousness."  Even  this  was  not,  in  a  true  sense,  original,  the  word 
"  beans,"  having  been  in  several  cases  applied  to  boluses  in  an  oval  form,  and 
the  words  "  Bile  Beans  "  having  formed  part  of  a  trade  mark  taken  out  so  early 
as  1887  by  one  Smith.  This  depcriptive  name  has  proved  so  valuable  a 
possession  that  it  is  desired  now  to  establish  a  monopoly  of  these  words  in  15 
combination,  and  to  interdict  anyone  else  from  using  them,  on  the  footing  that 
these  words  are  not  merely  a  descriptive  name,  but  have  come  to  designate  the 
goods  sold  by  the  Bile  Bean  Manufacturing  Company  formed  by  the  Com- 
plainers,  and  that  any  use  of  the  name  by  others  is  a  fraud  upon  that  company^ 
The  claim  is  not  for  right  in  a  trade  mark.  The  claim  is  made  at  common  law  20 
for  protection  of  a  trade,  by  preventing  a  name  appropriated  to  it  being  used  by 
others.  Now,  this  name,  which  the  Oomplainers  desire  to  have  protection  for, 
was  the  name  chosen  to  designate  the  article  about  which  all  these  lying  state- 
ments were  put  forward,  in  order  to  make  a  trade  by  inducing  the  public  to 
buy  the  article  as  being  what  the  Complainers  said  it  was,  the  article  being  one  25 
to  which  the  description  given  and  the  historical  statements  made  in  regard  to 
it  were  wholly  inapplicable.  And  it  is  to  be  observed  that  these  statements 
were  not  of  the  mere  puffing  order,  not  of  the  "  never  failing,"  the  **  inoom- 
**  parable,"  and  the  "  unique,"  "  worth  a  guinea  a  box "  order,  but  were 
statements  of  alleged  facts  carefully  elaborated  and  intended  to  be  accepted  as  30 
facts  from  which  persons  might  draw  a  sound  inference  that  the  article  sold 
would  effect  to  the  buyers  what  it  had  done  for  ages  to  another  race  in  another 
part  of  the  world.  The  purpose  was  not  to  catch  those  who  listened  to  mere 
assertion  about  a  thing,  but  to  convince  them  that  they  were  buying  a  drug, 
which  incontestible  facts  had  demonstrated  to  be  a  valuable  remedy.  35 

I  agree  with  the  Lord  Ordinary  in  holding  that  the  Complainers  being 
engaged  in  perpetrating  a  deliberate  fraud  on  the  public,  in  describing  and 
selling  an  article  as  being  what  it  is  not,  cannot  be  listened  to  when  they  apply 
to  a  Court  of  Justice  for  protection.  It  is  their  own  case,  brought  out  in  the 
evidence,  that  stamps  the  whole  business  with  falsity.  In  bringing  forward  40 
their  case  they  were  compelled  to  disclose,  what  otherwise  might  never  have 
been  known,  and  which  was  not  known  to  the  Respondent,  that  the  business 
they  sought  to  protect  was  tainted  with  fraudulent  representation.  I  should 
have  no  hesitation  in  so  holding  on  general  principles.  No  man  is  entitled  to 
obtain  the  aid  of  the  law  to  protect  him  in  carrying  on  a  fraudulent  trade,  but  45 
the  cases  quoted  at  the  debate  by  the  Lord  Ordinary  establish,  as  I  think,  vwy 
clearly  that  the  Courts  have  in  the  past  given  effect  to  the  principle  which 
allows  nothing  to  the  man  who  comes  before  the  seat  of  justice  with  a  turpis 
causa.  I  do  not  enlarge  upon  the  precedents  as  I  have  had  an  opportunity  of 
seeing  an  Opinion,  prepared  by  LORD  Stormonth  Darling,  in  which  they  are  50 
more  fully  gone  into,  and  the  Lord  Ordinary  has  in  his  Opinion  very  fully 
quoted  the  cases.  I  therefore  agree  with  the  Lord  Ordinary  that  the  demand 
of  the  Complainers  must  fail.  This  view  is  sufficient  for  the  disposal  of  the 
case.  The  Complainers  cannot  succeed  in  obtaining  assistance  from  the  law  for 
a  husiness  based  on  unblushing  falsehood  for  the  purpose  of  defrauding  the  55 
public  into  a  totally  false  belief  as  to  the  origin  and  material  of  the  goods 
they  sell. 
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It  is  not  necessary  in  these  circumstances  to  refer  to  the  other  matters  allnded 
to  in  the  Lord  Ordinary's  Opinion,  but  I  may  say  shortly  that  I  entirely  concur 
in  the  Lord  Ordinary's  view  that  the  name  used  by  the  Complainers,  '*  Bile 
*'  Beans/'  was  not  a  i^cy  name  invented  by  them,  but  was  a  descriptive  name, 
5  the  word  "  bean,"  as  applied  to  drugs  made  up  in  oval  form,  having  been  in 
frequent  use  for  many  years,  and  the  words  "  Bile  Beans  "  having  formed  part 
of  a  Trade  Mark  obtained  as  far  back  as  1887  ;  and  the  Complainers  went  to  the 
expense  of  buying  out  the  Company  holding  it.  There  is  I  think  no  ground  for 
holding  that  it  was  a  fancy  name  invented  by  the  Complainers,  and  they  had 

10  not  the  original  and  never  had  the  sole  use  of  it. 

I  am  also  of  opinion,  on  the  evidence,  that  the  Respondent  has  not  sold  his 
bile  beans  under  any  form  of  package  or  advertisement  so  that  any  person 
exercising  ordinary  observation  could  suppose  he  was  getting  the  Complainers' 
Bile  Beans.    I  was  much  struck  with  the  appearance  of  the  labels.     They  are 

15  as  unlike  as  can  be.  The  only  resemblance  consists  in  the  words  "  Bile  Beans." 
The  colours  are  different,  and  the  arrangement  of  the  colours  is  different.  The 
one  bears  a  Trade  Mark  which  was  untrue,  the  other  does  not.  The  one  bears 
in  small  letters  '*  Charles  Forde^^'  which  forms  a  marked  part  of  the  falsehood  ; 
the  other  is'  headed  in  strong  letters  "  Davidson.^'    The  one  has  an  alliterative 

20  ."  Bile  Beans  for  Biliousness,"  there  being  only  one  large  "  B  "  for  the  whole 
three  words ;  the  other  states  "  Bile  Beans  "  only,  with  the  name  "  Davidsan^^ 
again  below  it  in  brackets,  in  type  as  large  as  the  "  Charles  Forde  "  in  the  Com- 
plainers'. And,  further,  the  boxes  in  which  the  beans  are  sold  are  of  different 
siaes,  and  of  different  material,  and  of  different  price.    In  short  there  is  no 

26  practical  resemblance  except  in  so  far  as  the  words  "  Bile  Beans  "  are  conoerned. 
To  these  words  the  Complainers  have  plainly  no  exclusive  title. 

Whatever  strictures  may  be  made  on  the  motives  of  the  Respondent,  I  am  of 
opinion  that  he  has  not  infringed  any  right  of  the  Complainers,  and  has  not 
been  proved  to  pass  off  his  goods  as  those  of  another.    On  these  grounds  I  am 

30  in  favour  of  adhering  to  the  interlocutor  of  the  Lord  Ordinary. 

Lord  KyllaCHY. — I  agree  with  your  Lordship,  and  I  also  agree  with  the 
Lord  Ordinary's  judgment  upon  all  its  grounds.    I  do  not  think  it  necessary  to 
say  more. 
Lord  Htormonth  Darling.—I  am  perfectly  satisfied  with  the  first  and 

36  leading  ground  of  the  Lord  Ordinary's  judgment  in  this 'case.  I  would  have 
contented  myself  with  expressing  my  concurrence  in  the  reasons  he  assigns 
so  clearly  for  coming  to  that  conclusion,  were  it  not  that  some  points  in  the 
argument  have  probably  been  developed  more  fully  before  us  than  they  were 
in  the  Outer  House. 

40  The  Complainers  are  vendors  of  an  antibilious  pill,  which  is  manufactured 
for  them  in  America  from  a  private  and  undisclosed  formula  prescribed  by 
Mr.  (7.  E.  Ful/ord,  the  senior  partner  of  the  Complainers'  firm.  The  pills  are 
sent  over  from  America  to  the  Pursuers'  premises  in  Leeds,  from  which  after 
being  packed  in  boxes  they  are  distributed  in  enormous  numbers  to  whole- 

45  sale  chemists  all  over  the  world.  Each  box  contains  a  label  bearing  the  words 
"  Charles  Forde's  Bile  Beans  for  Biliousness  "  and  a  list  of  ailments  for  which 
the  pills  are  said  to  be  a  cure.  "  Charles  Forde  "  is  a  fictitious  name,  or  rather 
is  an  alias  for  C.  E.  Fulford.  The  business  in  the  United  Kingdom  was  started 
in  1899,  and  quickly  attained  very  large  proportions,  having  been  fostered  by 

50  an  elaborate  system  of  advertisement,  not  only  in  newspapers  and  magazines 
but  by  pamphlets  distributed  from  house  to  house,  and  even  by  the  publication 
of  pieces  of  music  such  as  the  '*  Bile  Bean  March."  In  the  summer  of  1904  the 
Complainers  discovered  that  the  Respondent,  a  wholesale  and  retail  chemist  in 
Edinburgh,  was  beginning  to  sell  an  antibilious  pill  of  his  own  under  the  name 

56  of  **  Bile  Beans";  and  they  immediately  raised  this  action,  in  which  they  ask. 
that  he  should  be  interdicted  from  selling  as  Bile  Beans  pills  or  other  articles 
not made  or  supplied  by  themselves. 
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This,  therefore,  is  a  pure  case  of  passing-off  not  complicated  by  the  existence 
of  any  Patent ;  and  the  only  connection  that  it  has,  even  with  a  Trade  Mark 
is  that  in  1902  the  Complainers  obtained  an  assi^ment  from  J.  F.  Smith  A 
Co.,  a  New  York  firm,  of  a  certain  Trade  Mark  bearing  the  words  "  J.  F,  Smith's 
"  Bile  Beans,"  which  their  predecessors  had  registered  in  this  country  so  far  5 
back  as  1887.  But  the  Complainers  do  not  found  upon  J.  F.  Smith's  Tradfl 
Mark.  While,  therefore,  the  case  must  be  taken  on  the  footing  that  the 
Complainers  have  no  registered  Trade  Mark  applying  to  their  pill,  it  is  clear 
that,  even  where  there  is  no  Trade  Mark,  the  law  will  not  allow  one  trader 
to  pass  off  his  goods  as  the  goods  of  another,  unless  that  other  be  guilt}'  of  10 
some  fraud  upon  the  public  disentitling  him  to  the  protection  of  the  law. 

Here  the  Lord  Ordinary  has  found  that  there  is  fraud  upon  the  public  which 
strikes  at  the  whole  trade  of  the  Complainers,  and  therefore  disentitles  them  to 
the  protection  of  the  law.  "  Nobody  doubts,"  said  Lord  Kingsdown  in  the  Leather 
Cloth  Company's  case,  cited  by  the  Lord  Ordinary  (11  Clark's  House  of  Lords  15 
Cases  542),  "that  a  trader  may  be  guilty  of  such  misrepresentations  with 
"  respect  to  his  goods  as  to  amount  to  a  fraud  upon  the  public,  and  to  disentitle 
"  him  on  that  ground,  as  against  a  rival  trader,  to  the  relief  in  a  court  of  equity 
"  which  he  might  otherwise  claim.  What  would  constitute  a  misrepresentation 
"  of  this  description  may  in  particular  cases  be  a  reasonable  subject  of  doubt,  20 
*^  and  it  was  in  the  present  case  the  ground  of  the  difference  between  the  two 
"  judgments  under  consideration.  The  general  rule  seems  to  be  that  the  mis- 
"  statement  of  any  material  fact  calculated  to  deceive  the  public  will  be  suffi- 
"  cient  for  the  purpose.  This  was  the  foundation  of  the  judgment  in  Perry  v. 
'*  Truefitt^^  and  in  the  case  of  Howqua's  mixture,!  and  several  other  cases,  as  25 
"  well  as  of  the  Lord  Chancellor's  judgment  in  the  case  before  us."  What  Lord 
Kingsdown^  with  the  assent  of  Lord  Westhury^  here  states  as  the  general  rule  is 
"  the  mis-statement  of  any  material  fact  calculated  to  deceive  the  public,"  It  is 
true  that  he  states  it  as  disentitling  the  trader  to  relief  in  a  court  of  equity.  But 
I  cannot  imagine  a  principle  of  so  general  a  nature,  and  intended  to  protect  the  30 
public  against  fraud,  as  turning  on  any  mere  question  of  procedure  as  between 
courts  of  law  and  courts  of  equity,  particularly  when  applied  in  a  country  like 
Scotland  where  no  such  distinction  exists.  And,  if  the  principle  applies,  I  agree 
with  the  Lord  Ordinary  that  the  facts  of  the  present  case  are  amply  sufficient  to 
raise  it.  Mere  puffing  will  not  do.  Exaggeration,  however  gross,  of  the  merits  35 
and  virtues  of  a  remedy  will  not  do.  In  the  case  of  HoUoway's  pills  (13 
Beavan  209)  it  was  held  that  tha  description  of  the  inventor  as  "  Professor," 
and  the  statement  in  advertisements  that  the  pills  were  adapted  to  cure  all 
diseases,  did  not  amount  to  misrepresentations  disentitling  him  to  have  an 
injunction  against  a  piratical  brother.  But  here  what  the  Lord  Ordinary  well  40 
calls  the  "  foundation  fiction,"  of  the  discovery  by  an  eminent  scientist  of  a 
vegetable  substance  growing  in  Australia,  which  had  long  ago  enabled  the 
natives  of  that  country  to  defy  disease,  and  had  at  last  been  reproduced  in  the 
most  convenient  medicinal  form  as  "  Bile  Beans  " — this  flagrant  piece  of  inven- 
tion was  no  casual  lapse  into  hyperbolical  language,  but  was  circulated  syste-  45 
matically  from  the  very  inception  of  the  trade,  and  plainly  formed  the  basis  on 
which  the  whole  superstructure  rested.  It  is  said  that,  to  have  the  effect  of 
disentitling  the  trade  to  the  protection  of  the  law  the  misrepresentation  must 
not  be  collateral,  but  must  be  contained  in  the  Trade  Mark  (where  it  exists)  or 
in  the  trade  name  itself.  But  there  was  nothing  collateral  in  this  misrepresen-  50 
tation.  It  affected  the  very  essence  of  the  article  offered  for  sale,  and  was 
plainly  implied  in  the  name  "  Charles  Forde^'  that  being  the  name  of  the  so 
called  "  eminent  scientist "  who  had  made  the  "  valuable  discovery." 

If  so,  it  does  not  matter  that  the  rival  trader,  viz.,  the  Respondent  Davidson^ 
may  have  been  actuated  by  a  motive  to  secure  for  his  own  bile  beans  a  certain  55 

*  6  Beav.  66.  f  Pidding  v.  How  (S^Sim.  477).^J.  C. 


Vol.  XXIII.,  No.  31.]      AND  TRADE  MARK  CASES.  737 

Bile  Bean  Manufacturing  Company  v.  Davidson, 

advantage  from  the  reputation  which  the  Complainers  had  acquired  for  theirs 
by  advertisements  which  were  as  extensive  as  they  were  mendacious.  The 
Lord  Ordinary  intimates  that  he  cannot  approve  of  all  the  Respondent's  pro- 
ceedings, and  neither  do  I.  It  is  true  that  the  Respondent  sold  his  pills  in 
5  boxes  of  a  different  size,  and  marked  by  a  label  of  a  different  colour,  on  which 
his  own  name  and  not  the  Complainers'  appeared.  To  the  customer,  therefore, 
who  was  reasonably  wary  there  was  not  much  risk  of  the  Respondent's  goods 
being  successfully  passed  off  as  the  Complainers',  and  I  am  not  sure  that  the 
law  is  bound  to  concern  itself  with  the  interests  of  the  unwary  customer. 

10  Certainly  it  appears  that  the  actual  purchasers  of  the  Respondent's  pills  got 
exactly  what  they  wanted.  But,  on  the  other  hand,  it  is  plain  that  the  Respon- 
dent was  prepared  to  sell  his  own  pills  to  anybody  who  simply  asked  for  *'  Bile 
"  Beans  "  without  specifying  that  they  must  be  "  Charles  Forde^s  "  I  Now,  the 
two  articles  were  necessarily  different,  for  the  Complainers'  pills  were  made 

15  from  a  secret  formula  (albeit  containing  no  ingredient  which  had  been  discovered 
in  Australia)  while  the  Respondent's  were  made  from  a  well-known  and 
probably  effective  enough  formula  for  a  cathartic  mixture  to  be  found  on  the 
ordinary  list  of  the  manufacturing  chemists  who  compounded  it.  If  he  had 
made  this  plain  to  purchasers,  no  possible  exception  could  have  been  taken  to 

20  his  proceedings.  But  he  left  it  dark,  for  no  better  reason  than  that  he  knew 
the  Complainers'  pills  to  have  acquired  a  great  vogue,  and  he  did  not  know  of 
what  they  were  compounded.  He  therefore  took  his  chance  of  their  carefully 
propagated  story  of  the  "great  Australian  discovery"  turning  out  to  be  a 
fabrication.    Perhaps  it  may  be  fortunate  for  him  that  it  did  turn  out  to  be  so, 

25  but  as  it  did — and  that  could  only  be  found  out  in  the  course  of  the  investiga- 
tion to  which  the  Complainers'  proceedings  were  exposed  in  this  case — ^the 
fraud  of  the  Complainers  makes  it  unnecessary,  as  I  think,  to  consider  the 
Respondent's  conduct  at  all. 
A  great  deal  of  argument  was  directed  to  the  question  whether,  assuming  the 

30  Complainers'  trade  to  be  untainted  by  fraud,  they  had  succeeded  in  proving 
that  the  phrase  "  Bile  Beans  "  was  a  "  fancy  name  "  of  their  own  invention. 
The  Lord  Ordinary  holds  that  this  has  not  been  proved  in  point  of  fact,  and  I 
am  rather  inclined  to  agree  with  him.  I  do  not  lay  much  stress  on  the  old 
registration  of  "Bile  Beans"  as  a  Trade  Mark  by  «7.  F.  Smith  A  Co.,  for  their 

35  trade  seems  to  have  been  insignificant.  But  the  Complainers  can  hardly  be 
heard  to  say  that  the  name  is  not  descriptive  when  they  advertise  extensively 
that  the  title  was  given  "  to  express  exactly  what  the  preparation  was — ^a  bean 
"  for  the  bile."  Anybody  who  read  that  knew  precisely  thai  the  article  offered 
for  sale  was  an  antibilious  pill ;  and,  in  face  of  such  an  intimation  from  the 

40  Complainers  themselves,  no  amount  of  evidence  that  "bean"  is  a  novel  and 
fanciful  name  for  a  pill  can  go  very  far.  But  it  is  unnecessary,  in  my  view,  to 
pursue  this  topic,  for  the  reasons  stated.     I  am  therefore  for  adhering. 

Lord  Low. — I  agree  with  the  result  at  which  your  Lordships  have  arrived. 
I  am  of  opinion  that  the  false  and  fraudulent  misrepresentations  by  which  the 

45  Complainers  have  built  up  their  extensive  business  disentitles  them  to  have 
that  business  protected  by  the  Court.  I  therefore  think  the  application  should 
be  refused. 

On  the  question  whether  if  there  had  been  no  fraud  the  Complainers  would 
have  been  entitled  to  interdict  against  the  Respondent,  I  desire  to  express  no 

50  opinion.  The  question  is  not  necessary  for  the  disposal  of  the  case,  and  seems 
to  me  to  be  attended  with  great  difficulty. 
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In  the  High  Court  op  Justice,— Chanobrt  Division. 

Before  Mr,  Justice  Kekbwioh. 

December  8th,  1905,  and  Jnly  28th  and  aOth  and  Augnat  let,  1906. 

In  the  Matter  of  Frederick  Pearson's  Registered  Designs. 

Pearson  v.  Morris  Wilkinson  A  Co.  5 

Design. — Motion  to  expunge. — Shape  similar. — Pattern  different — Details 
different.— Judgment  by  eye.— Substantial  novelty.— Author  of  Design^-^Coets 
of  unsuccessful  issue.— Duplicate  registration. 

This  was  a  Motion  to  expunge  three  registered  Designs  for  the  bodies  sf 
peramhulatorSy  which  came  on  for  hearing  together  tvith  the  trial  of  an  action  10 
for  the  infringement  thereof.  The  Designs  were  protected,  and  the  action  was 
brought  both  on  account  of  shape  and  pattern.  It  was  established  that  the 
pattern  was  old  and  had  not  been  infringed,  but  that  the  shape  of  the  sides  and 
toe  of  the  body  was  new  for  perambulators. 

Held,  on  the  Motion,  that  the  Designs  were  novel  and  that  the  registrations  15 
were  good,  the  fact  of  two  being  duplicates,  registered  for  shape  and  pattern 
respectively,  making  no  difference,  even  though  tlie  pattern  was  old;  and  that 
the  person  who  drew  the  original  rough  sketch  of  the  shape  desired-^which 
coupled  unth  verbal  instructions  proved  sufficient  for  the  workman  to  work 
by— was  the  atUhor  of  the  Design.    The  Motion  was  refused  unth  costs.  20 

Held,  in  the  action^  that  a  perambuiator,  liaving  an  end  and  sides  shaped 
substantially  like  those  in  the  Designs  registered,  wcm  an  infringement,  aithmtgh 
different  in  ornament  and  detail  of  shape,  and  an  injunction  was  awarded 
against  infringement,  but  as  the  Plaintiffs  failed  to  prove  infringement  in 
regard  to  pcUtem  as  alleged,  no  costs  were  given  to  them  in  the  action.  25 

In  1903  Frederick  Pearson,  the  managing  director  of  Pearson  Jk  Son  Ld., 
carrying  on  business  as  basket  and  perambulator  makers  at  Nottingham, 
registered  three  Designs  in  Class  3,  being  numbers  406,453,406,609,  and  409,647. 
All  these  three  Designs  were  intended  to  be  used  for  the  bodies  of  baby- 
carriages  of  the  kind  known  as  ^^  Perambucots  *^  in  the  trade.  Numbers  30 
406,453  and  406,609  were  identical,  but  were  registered  for  "pattern"  and 
** shape"  respectively.  No.  409,647  was  similar  in  pattern  but  slightly 
varied  in  the  shape  of  the  head-rest,  which  rose  from  the  body  in  one  step 
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instead  of  two,  and  in  having  a  well-hole  for  the  child's  feet  cut  in  the  bottom 
of  it.  The  curve  of  the  sides  and  the  incurved  bellied  end  were  similar  in  both 
types. 

A  Drawing  of  No.  409,647,  as  registered,  is  subjoined. 


5      On  the  30th  of  May  1905,  Pearson  commenced  an  action  against  Morris 

Wilkinson  A  Co.,  who  were  also  manufacturers  of  perambulators  at  Nottingham, 

claiming  an  injunction  to  restrain  the  infringement  of  these  three  registered 

Designs  and  other  relief. 

In  their  Defence  the  Defendants  alleged  (1)  that  the  Plaintiff  was  not  the 

10  author  of  the  registered  Designs,  and  that  they  were  not  executed  on  his  behalf 
for  a  good  or  valuable  consideration ;  (2)  that  the  Designs  were  not  new  or 
original ;  and  (3)  that  the  Defendants  had  not  infringed  by  any  manufacture  or 
sale.  The  Defendants'  particulars  of  previous  publication  referred  to  the 
manu&cture  and  possession  by  Christian    Angersbach,  of    Nottingham,    of 

15  children's  carriages  similar  to  those  in  the  registered  Designs  of  the  Plaintiff, 
and  also  to  sales  by  Thomas  Hardstaff,  of  Nottingham.  A  sale  of  the  baby- 
carriage  complained  of  by  the  Plaintiff  was  admitted  by  the  Defendants,  as  to 
one  instance,  before  the  trial.  A  picture  of  this  carriage  (as  sold  to  Mr.  Haslam) 
appeared  in  the  Defendants'  Catalogue  ;  and  a  representation  of  the  picture  is 

20  given  below.    Other  carriages  shown  in  the  Defendants'  Catalogue,  but  of 


which  no  sales  were  proved,^ were  similar  in  shape  but  having  a  variety  of 
ornamentation  on  their  sides. 
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The  Defendants  subsequently  gave  notice  of  a  Motion  to  expunge  the  Designs 
relied  upon  from  the  Register,  and  on  the  8th  of  December  1905  it  was  by 
consent  ordered  that  the  Motion  should  stand  over  and  come  on  with  the  trial 
of  the  action. 

The  action  and  Motion  came  on  before  Mr.  Justice  Khkbwioh  on  the  28th  of  5 
July  1906. 

Stewart  Smith  K.C.  and  W.  H.  Stevenson  (instructed  by  Glinton  A  Go.^  agents 
for  John  Pierce  of  Nottingham)  appeared  for  the  Plaintiff  in  the  action  ;  and 
P.  O.  Lawrence  K.C.  and  Q.  Borthwick  (instructed  by  Fields  Roscoe  A  Go.^ 
agents  for  Thorpe  and  Perry  of  Nottingham)  appeared  for  the  Defendants  in  10 
the  action. 

The  evidence  showed  that  the  Plaintiff,  who  held  most  of  the  shares  in 
Pearson  A  Sons  Ld.^  had  instructed  a  workman  named  Eaton  to  make  a  baby- 
carriage  body  to  a  sketch  supplied  by  the  Plaintiff,  telling  him  that  the  Design 
would  be  registered,  and  subsequently  paying  him  ISs.  6d.  for  his  work.  The  15 
shape  of  the  sides  and  toe  of  the  bcdy  was  novel  to  Eaton^  who  executed 
his  work  from  the  sketch  supplied  after  some  protest  on  the  score  of  difficulty. 
This  body  was  photographed  and  registered  as  Nos.  406,453  and  406,609.  Sub- 
sequently the  second  type,  No.  409,647,  was  manufactured  and  registered  in  a 
similar  manner.  The  baby-carriage  body  admitted  to  have  been  manu^tured  20 
and  sold  by  the  Defendants  (Fig.  2)  was  entirely  unlike  either  of  the 
registered  Designs  in  the  style  of  its  basket-work  and  the  pattern  of  the 


ornamentation,  but  in  general  shape  and  outline  was  very  similar,  the  curve  of 
the  sides  and  the  toe  of  the  body  being  almost  identical.  The  nearest  prior 
publication  proved,  namely  a  bassinette  made  by  (7.  Angersbach  (a  rough  sketch  25 
of  which  is  given  above),  was  somewhat  like  the  Plaintiff's  Designs  in  its 
lower  parts,  but  had  not  the  incurving  edge  along  the  top  part,  and  had  no 
head-rest  running  up  from  the  sides  at  the  back  in  the  manner  found  in  the 
baby-carriages  of  both  the  Plaintiff  and  the  Defendants.  It  was  admitted  by 
the  Defendants'  witnesses  that  they  had  never  seen  a  perambulator  with  a  30 
rounded  toe  and  sides  such  as  were  found  in  the  Plaintiff's  Designs,  though  it 
was  alleged  by  some  witnesses  to  be  an  old  shnpe  for  cradles  and  bassinettes. 

P.  O.  Lawrence  E.O.  for  the  Defendants  opened  the  Motion. — There  is  no 
sufficient  novelty  here  to  support  the  registration  of  a  Design.  Every  single 
detail  of  the  Plaintiff's  Designs  is  old,  and  he  does  not  claim  for  the  particular  35 
combination  displayed  {Le  May  v.  Welch  L.R.  28  CD.  24;  BacVs  Design 
6  R.P.O.  376 ;  L.R.  42  CD.  661 ;  and  Glarke's  Design  13  R.P.C  351 ; 
L.R.  (1896)  2  Ch.  38).  Even  if  novelty  exists  we  deny  that  we,  by 
manufacturing  a  baby-carriage  with  a  substantially  similar  toe  but  entirely 
different  in  shape  of  head-rest,  in  pattern  and  make  of  wicker-work,  and  in  40 
depth  of  body,  can  have  infringed  the  registered  Designs  of  the  Plaintiff.  We 
contend  also  that  the  Plaintiff  is  not  the  author  of  the  Designs  within  the 
meaning  of  the  Act  and  never  purchased  the  Designs  for  value,  merely  paying 
extra  for  making  the  actual  article  {Lazarus  v.  Charles  L.R.  16  Eq.  117 ; 
and  HeinricVs  Design  9  R.P.C  73).  •  45 
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Stewart  Smith  K.C.  for  the  Plaintiff. — The  Designs  are  novel  and  original, 
there  has  been  no  anticipation,  and  Frederick  Pearson  is  the  author  of 
them.  The  shape  of  the  toe,  tdken  in  conjunction  with  the  bellied  sides, 
results  in  a  shape  of  baby-carriage  such  as  has  never  been  seen  in  the  trade 
5  before.  Taking  it  as  a  whole  the  shape  is  entirely  new,  and  this  is  an 
entirely  different  perambulator  to  any  that  have  gone  before.  It  is  a  matter  for 
the  eye  alone.  The  design  of  the  Defendants  has  certainly  slight  differences 
in  many  respects — each  individual  detail  may  be  different  but  the  effect  of  the 
whole  may  be  the  same  (Hecla  Foundry  Company  v.  Walker^  Hunter  A  Co. 
10  6  R.P.C.  554;  L.R.  14  App.  Cas.  550).  In  general  shape  we  have  a  distinct 
novelty.  A  great  alteration  is  not  necessary  as  long  as  there  is  substantial 
novelty,  and  the  novelty  here  comes  within  the  description  of  such  cases  as 
Le  May  v.  Welch  (ubi  supra)  and  Clarke's  Design  (ubi  supra).  In  that 
case  it  was  said  that  to  turn  a  gas  lamp  into  an  electric  lamp  would  not  create 
15  novelty  in  the  shade  used  over  it,  because  the  old  and  the  new  uses  would  be 
so  analogous.  That  reasoning  will  not  apply  here.  In  fact  the  circumstances 
here  are  the  same  as  those  in  the  case  of  Harper  &  Go.  v.  Wright  and  Butler 
Lamp  Manufacturing  Company  (12  R.P.C.  483  ;  L.R.  (1896)  1  Ch.  142),  where 
Lord  Herschell  said  :  "  If  anyone  having  seen  the  Plaintiff's  stove  had  described 
20  "  its  general  features  to  a  tradesman  ....  one  of  the  Defendant's  stoves- 
**....  would  have  been  recognised  as  answering  the  description  of  the 
"  stove  ordered."  Of  course  the  question  of  utility  is  immaterial,  but  it 
is  the  utility  or  beauty  of  an  article  which  suggests  alterations  in  shape. 
The  new  shape  the  Plaintiff  has  designed  has  utility  in  that  it  allows  a 
25  smaller  size  of  carriage  than  the  old  shape,  and  also  allows  a  light  cover  to 
be  securely  tucked  under  the  overhanging  edge,  thus  gaining  in  lightness  and 
security,  and  this  utility  is  proved  by  its  success.  The  Design,  in  so  far  as  it 
was  determined  by  this  question  of  utility,  has  been  copied  exactly  by  the 
Defendants,  and  in  these  particulars  no  anticipation  has  been  shown  by  Books 
30  or  other  forms  of  prior  publication.  It  is  also  said  that  the  registration  is  too 
wide.  The  Plaintiff  has  registered  for  Class  3  generally,  and  in  so  doing  has 
complied  with  Section  47  of  the  Patents  &c.  Act,  1883. 

Kekewich  J. — I  propose  in  the  first  instance  to  deal  only  with  the  Motion 
as  if    there   were   no  other  proceeding  before  me.     The   Motion  is  one  to 
35  strike  off  the  Register  three  Designs,  Nos.  406,453,  406,609,  and  406,647.    The 
strange  thing  is  that  the  first  two  are  precisely  the  same.     Not  only  is  it 
impossible  for  the  eye  to  distinguish  between  them,  but  it  is  an  admitted  fact 
that  tiiey  are  intended  to  be  the  same.    One  was  registered  on  the  9th,  and  the 
other  on  the  11th  of  March  1903.    The  Certificate  in  each  case  is  in  the  common 
40  form,  and  the  one  is  identical  with  the  other.    There  is  nothing  to  show 
why  there  were  two  registrations  of  the  same  article.    There  is  nothing  to 
distinguish  between  them  :  as  I  have  said  they  are  indistinguishable.     I  have 
not  had  the  opportunity  of  hearing  the  Comptroller.    He  is  not  here.     It  is 
quite  possible  that  there  is  some  good  reason  why  that   double  registration 
45  of  the  same  Design  should  be  permitted.     I  do  not  myself   understand  it. 
I  can  quite  understand,  however,  that  the  Comptroller,  if  applied  to  to  register 
the  same  article  as  regards  shape  and  pattern  separately,  is  bound  to  give  a 
Certificate  in  the  form  which  I  have  before  me,  there  being  no  other  form 
which,  according  to  the  Act  and  the  Rules,  he  can  properly  adopt.    If  so,  I 
50  venture  to  think  that  if  separate  registration  for  shape  and  pattern  is  to  continue 
some  alteration  ought  to  be  made  in  the  Certificate  of  registration,    I  know 
from  the  application  to  register  which  I  have  .before  me,  furnished  from  the 
Patent  Office,  that  it  was  intended  to  register  one  Design  as  regards  shape  and 
one  as  regards  pattern.    Of  course,  I  know  from  the  decided  cases  that  in  some 
55  judgments  there  has  been  doubt  cast  on  the  protection  given  as  regards  both  shape 
and  pattern  by  one  registration,  though  I  think  now,  looking  at  all  the  judgments 
which  I  have  read,  and  taking  them  as  a  whole,  that  doubt  can  scarcely  be  said 

3  P 
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now  to  exist.  Supposing  I  regard  No.  406,453  as  good  either  for  shape  or  pattern,  I 
cannot  strike  that  off.  If  I  cannot  strike  that  off  I  cannot  strike  off  No.  406,609, 
which  is  identical,  though,  as  I  have  said,  there  is  no  occasion  to  keep  the  two 
on  the  Register.  If  I  am  not  going  to  strike  one  off  I  must  strike  neither 
off,  and  in  refusing  to  strike  one  off,  and  therefore  both,  I  may  explain  my  5 
Order  by  showing  why  it  is  done,  or  I  may  leave  it  at  large,  but  that  is  a 
difficulty  to  which  I  thought  it  right  to  call  attention. 

Now,  treating  those  two  as  one,  I  have  No.  409,647  which  is  certainly  separate. 
That  is  registered  for  the  shape  only.    The  Certificate,  as  I  have  said,  says 
nothing  about  it,  but  I  have  the  application  before  me,  and  it  was  intended  to  10 
register  that  as  regards  shape,  and   I  will   direct  my  attention  now  to  the 
question  of  shape,  and  shape  only.     I  have  had  it  proved,  I  think  conclusively, 
that  there  is  a  novelty  in  the  shape  of  this  registered  Design  tis  regards  what  I 
call  perambulators.    They  are   not  now  called  perambulators,  and  I   think 
Miss  Wright  told  us  this  morning  they  have  six  different  names.    I  am  not  15 
sure  whether  she  has  not  invented  a  seventh,  or  whether  it  is  one  of  the 
six.     She    calls    them    pramettes;    but   I  will  call  them   perambulators  for 
6implicity's  sake.    This  kind   of  article  has  been  known    for  many  years. 
Unless  some  anticipation,  to  use  the  ordinary  term,  can  be  found  in  articles 
which  have  been  produced   here  and   made  before,   there  is  no  doubt  that  20 
in  March  1903,  when  this    registration  took    place,  there    was  not  on   the 
market  at  any  rate  a  perambulator  made  with  a  rounded  end  turned  over. 
What  is  the  practical  advantage  of  turning  the  end  over  is  another  question. 
It  seems  from  the  evidence  that  there  is  some  practical  advantage,  but  I  have 
not  to  go  into  that.    Looking  at  it  with  the  eye,  and  regarding  it  from  that  25 
point  of  view,  there  is  no  doubt  that  there  is  a  design  in  rounding  the  end 
— bellying  it  as  it  has  been  called — and  by  that  bellying  enabling  it  to  be 
turned  over  backwards,  that  is  to  say,  towards  the  child,  who  is  supposed  to 
be  lying  in  the  perambulator.    I   had  evidence  given  yesterday  by  several 
persons,  which  is  really  uncontradicted,  that  that  particular  shape  was  never  30 
seen  in  a  perambulator  before  March  1903.     I  have  had  produced  before  me 
two  articles  to  which  I  must  pay  attention,  one  marked  "  G  "  and  the  other  "A." 
As  regards  "  A,"*  which  is  the  oldest — the  age  is  quite  uncertain ;  it  was 
said  CO  be  38  years  old  ;  at  any  rate  it  is  very  old — it  is  quite  obvious  to  my 
eye  that  it  is  not  the  same.    There  is  the  bellied  end,  in  fact  both  ends  are  35 
bellied  in  the  way  described  ;  but  the  bellying  is  not  used  to  conduce  to  the 
turnover,  and  the  turnover  does  not  exist.    If  you  took  off  what  has  been 
called   the  top  of  it,  which  could  be  easily  done,  and  left  the  upper  line 
of  beading — ^what  one    might   call  the  cornice    of    the  article — you    would 
have  the  bellied   end,  but  you  would  have  no  turnover,  and  what  is  super-  40 
imposed — what  I  just  now  proposed  should  be  cut  off — is  not  turned  over. 
Besides  that,  the  evidence  goes  to  show  that  it  was  not  meant  to  be  a  peram- 
bulator, and  was  never  used  as  a  perambulator.     It  was  made,  one  witness  said, 
for  a  cradle,  which  I  cannot  help  thinking  is  wrong.    I  have  not  looked  it  up 
in  the  dictionaries,  but  in  common  parlance  a  cradle  is  a  receptacle  for  a  child  45 
with  rockers.     Of  course,  this  might  be  put  on  rockers  without  difficulty.    It 
is  more  like  what  is  known  in  modem  terms  as  a  basinette.    It  is  not  a  peram- 
bulator :  though  it  might  be  converted  into  one.     It  might  be  put  upon  wheels 
with  very  little  ingenuity,  but  it  is  not  made  for  that.    Therefore,  it  seems  to 
me,  according  to  the  authorities  into  which  I  need  not  go,  to  be  undoubtedly  50 
no  anticipation.    I  have  read  them  all    through,  and  I  do  not  think  my 
judgment  is  at  all  likely  to  add  anything  to  the  legal  lore  on  the  subject, 
because  it  is  now  well  settled  that  novelty  means  substantial  novelty,  and 
here  I  say  as  regards  this  particular  article  there  is  substantial  novelty.    If 

*  See  Afifo,  page  740. 
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that  is  true  as  regards  "  A  "  it  is  certainly  true  as  regards  "  G,"  except  that 
here  the  article  i^as  made  as  a  perambulator.  Again,  we  have  the  bellied  end. 
There  is  nothing  in  it,  but  it  is  not  turned  to  advantage  by  turning  over  the  end 
towards  the  child.  Looking  at  it  now  as  I  see  it,  it  slopes  outwards,  not  inwards. 
5  So  that  there  is  no  anticipation. 

Then  is  Mr.  Fearson  the  original  designer  :  is  the  novelty  his  ?    That  was 
questioned  in  the  opening  on  the  motion,  but  on  the  evidence  it  seems  to  be 
quite  clear  that  Mr.  Fearson  made  the  rough  sketch  which  I  hold  in  my  hand, 
and  on  which  he  made  some  remarks.     He  gave  the  size  of  it  in  inches,  and 
10  he  gave   some  rough   instructions.      Then   he  sent    for  Mr.  Harry    Eaton, 
and  told  him  to  make  a  perambulator  according  to  that  sketch.    If  it  had 
stopped  there  it  might  have  been  difficult  to  see  how  Mr.  Eaton  managed 
to  produce  the  article    which  we  have   from  the  sketch.      My  knowledge 
would  fail  to  enable  me  to  see  how  it  could  possibly  have  been  evolved,  but 
15  there  was  a  good  deal  of  conversation  and  a  good  deal  of  verbal  instruction 
to  work  out  the  sketch.     I  do  not  think  there  is  any  importance  to  be  attached 
to  the  fact  that  Mr.  Fearson  thought  he  had  got  a  good  Design  and  intended 
to  register  it.    Whether  he  told  Eaton  or    not  is   perfectly  immaterial.     It 
seems  he  did,  but  I  do  not  thin'k  that  matters.    But  what  is  important  is  that 
20  Eaton  with  the  sketch  and  the  verbal   instructions  produced  the  very  thing 
that  Mr.  Fearson  intended  to  be  produced.     He  took  it  back  to  Mr.  Pearson 
and  he  at  once  approved  it.     There  was  no  alteration  :  no  going  backwards 
and  forwards ;  once  the  article  was  produced,  it  was  also  approved  as  being 
the  thing  which  Mr.  Fearson  wanted.    Eaton  may  have  slightly  improved  on 
25   Mr.  Fearson^s  instructions  :  that  is  quite  possible  ;  but  the  article  which  he 
made  was  the  article  which  Mr.  Fearson  wanted  to  be  made.     So  that  I  have 
every  condition  fulfilled,  and  the  article  here  is  really  the  invention  as  regards 
design  of  Mr.  Fearson,  but  there  is  one  objection  to  it — in  order  to  make  this 
perambulator  convenient  there  must  be  a  head -rest,  that  is  to  say,  the  part  of  it 
30  where  the  head  of  the  child  rests  must  be  raised  so  as  to  enable  the  child  to 
rest  comfortably  and  be  shielded.    We  have  several  of  these  things  before  us, 
and  some  of  them  are  made  with  a  single  head-rest :  others  with  two  steps,  as 
it  is  called,  and  the  sketch  points  I  think  to  two  steps.    That  was  found  to  be 
inconvenient.    There  may  have  been  two  steps  in  the  first  instance.     How  many 
85  were  made  with  two  steps  I  am  not  prepared  to  say.    Eaton  seems  to  think  he 
made  six.    Mr.  Fearson  says  no,  and  Miss  Wright  also  says  no.    It  was  soon  dis- 
covered that  the  single  step  was  better.     The  strange  thing  is  that  the  registered 
Design  is  for  two  steps,  and,  of  course,  that  is  made  use  of  in  argument ;  but  what 
is  really  made  is  quite  a  different  article,  one  with  a  single  step,  which  was  found 
40  more  convenient,  and  the  registered  Design  has  never  been  put  into  use  at  all. 
To  my  mind  that  is  not  a  substantial  thing.    The  Design  has,  as  I  have  said,  the 
bellied  end  turned  over,  and  whether  it  is  made  with  one  step  or  two  steps 
seems  to  me  to  be  quite  immaterial.     I  think  that  the  registered  proprietor  is 
entitled  to  say :  "  I  protect  by  my  registration  the  bellied  end  with  the  turnover ; 
45  "  whether  I  put  on  one  step,  as  I  find  now  to  be  more  convenient,  or  two  steps 
'^  as  I  thought  in  the  first  instance  might  be  better :  you  cannot  make  and  cannot 
"  be  allowed  to  make  a  perambulator  with  a  bellied  end  turned  over,  notwith- 
*'  standing  that  you  have  not  copied  my  design  as  regards  the  double  head-rest." 
That,  I  think,  disposes  of  that  part  of  the  case,  and,  therefore,  I  must  refuse 
iXi  the  Motion  to  have  these  Designs  removed  from  the  Register,  with  the  result,  as 
I  have  said,  that  I  leave  on  two  identical  Designs,  the  Certificate  as  to  neither 
of  them  saying  why  one  is  intended  to  be  different  from  the  other.    No.  409,647, 
the  third  one,  registered  in  May,  is  registered  with  the  single  head-rest,  but  it 
has  got  the  distinguishing  feature  to  which  I  have  before  referred.     Therefore 
■55  the  application  fails,  and  must  be  refused  with  costs. 

That,  of  course,  was  a  counterblast  to  the  action  by  Fearson  to  protect  the 
registered  Designs.    As  regards  infringement  there  is  no  doubt  that  there  is 
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an  infringement  of  the  shape  as  I  have  described  it.     There  is  the  article  before 
me  sold  to  Haslam.    There  is  some  mystery  about  the  one  sold  to  Sansome^  but 
it  does  not  matter.     We  need  not  attempt  to  solve  the  mystery  because  we  have 
got  the  one  sold  to  Haslam.    We  have  got  the  sale  of  an  article  with  the  bellied 
end  turned  over,  and  therefore  there  can  be  no  question  that  the  Plaintiffs  in  the  S* 
action  are  undoubtedly  right;    but  they  have   endeavoured  to  protect  it  as 
regards  something  more,  namely  the  pattern,  and  we  know  it  was  intended  to 
register  as  regards  the  pattern  also.     I  do  not  think  it  necessary  to  go  at  any 
great  length  into  it,  but  the  pattern  consists  in  ornamentation,  which  has  been 
described  as  an  arrangement  of  spindles  and  bobbins.     There  is  nothing  new  in  !(► 
it.     Nobody  suggests  that  these  bobbins  are  new  as  ornamentation,  nor  can  it 
be  suggested  ;  but  it  is  said  that  the  particular  arrangement — the  arrangement 
that  goes  all  round — is  new.     I  am  not  prepared  to  say  whether  it  is  new  or  not. 
I  do  not  think  it  is  necessary  for  me  to  go  into  that. 

There  are  two  difficulties.    In  the  first  place  the  Plaintiffs  have  never  used  the  15^ 
registered  Design,  as  a  whole,  as  regards  pattern.   They  have  found  it  convenient 
to  depart  from  that  themselves.     They  are  endeavouring  to  protect  a  Design 
which  they  say  they  have  never  used.    They  have  taken  a  modification  :  in  fact 
they  have  combined  the  one  shape  in  all  cases  with  different  patterns,  but  that 
is  not  the  gist  of  the  case.    There  is  no  infringement.     I  have  before  me  the  20" 
infringing  article,  and  it  is  entirely  different.    Though  bobbins  are  used  they 
are  used  in  an  entirely  different  way,  and  no  one  to  my  mind  could  look  at  the 
two  and  say  that  the  pattern  of  one  is  like  the  other,  except  that  both  use 
bobbins.     I   cannot  think  that  the    use  of  bobbins  protects  the   Plaintiffs. 
Therefore  I  think  they  fail.    They  have  made  a  great  deal  of  it.    The  pleadings  25- 
do  not  raise  the  difference  very  much,  but  the  evidence  has  gone  into  it  very 
largely.    It  was  much    considered,  and    expense    has    been    incurred    with 
reference  to  it.    Therefore,  though  I  hold  the  Plaintiffs  to  be  entitled  to  an 
injunction  on  the  matter  of  shape,  I  hold  them  to  have  failed  as  regards  the 
pattern,  and  my  way  of  dealing  with  the  costs  of  the  action  is  that  I  give  30 
them  no  costs. 

The  Order  will  be  to  restrain  the  Defendants  from  infringing  the  Plaintiffs^ 
registered  Designs  except  as  regards  pattern,  and  from  manufacturing,  selling, 
or  exposing  for  sale  articles  to  which  the  said  Designs,  or  any,  or  either  of 
them,  or  any  obvious  imitation  thereof,  has  been  applied.  35- 

The  damages  were  agreed  at  50Z.,  which  the  Defendant  was  ordered  to  pay. 
No  Order  as  to  costs  was  made. 


Vol.  XXIIL,  No.  32.]      AND  TRADE  MARK  CASES.  745 


Clay  Yi  Alteock  A  Oo.  Ld, 


IN  THE  Court  of  Appbal. 


Before  Lords  Justices  Vaughan  Williams,  Plbtohbr  Moulton, 

and  Buckley. 

November  1st,  1906. 


Clay   v.   Allcock   &   Co.   Ld. 


Patent. — Action  for  infringement. — Novelty. — Parent  found  invalid. — Appeal 
by  Plaintiff  dismissed. 

A  Patent  was  granted  to  G.  for  improvements  in  fishing  tackle.    The  object 
of  the  invention  was  stated  to  be  to  provide  a  trace  or  paternoster  for  angling 

10  purposes  which  would  give  greater  advantages  tlian  those  at  present  in  use  by 
affording  a  straight  pull  on  a  fishy  when  hookedy  by  the  formation  and  arrange- 
ment of  the  booms  or  arms.  The  Claim  was  for  "A  tra^  or  paternoster  con- 
*'  sisting  of  one  or  more  arms  or  booms  connected  by  lengths  ofgut^  metaly  wire^ 
"  or  other  material  substantially  as  described  and  for  the  purpose  specified.^* 

15  In  an  action  for  infringement  of  this  Patent  the  Defendants  put  in  isst^  the 
validity  of  the  Patent  on  the  ground  (inter  alia)  of  want  of  novelty  and  prior 
publication  by  a  number  of  Specifications  and  other  documents^  including  a 
Specification  of  K.y  a7id  also  by  certain  cases  of  manufctcturcy  usey  and  sale.  It 
was  lield  at  the  trial  that  there  tvas  no  novelty  in  the  alleged  inventiony  and  the 

20  action  was  dismissed  with  costsy  and  a  Certificate  given  as  to  certain  of  the 
Particulars  of  Objections.    The  Plaintiff  appealed. 

Held,  that  it  being  admitted  that  the  Patent  could  not  be  supported  if  the 
Claim  included  forms  of  loop  in  a  paternoster  which  did  not  bring  a  jerky 
when  a  fish  is  Jwokedy  the  fact  that  it  brought  a  jerk  was  a  necessary  part  of 
^25  ^^  delimitation  of  the  inventiony  and  that  necessary  part  was  not  to  be  found 
in  the  Specification ;  therefore  the  Specification  was  defective.  TJie  appeal  was 
dismissed  unth  costs. 

Per  Fletcher  Moulton  L.J.—''  Counsel  for  the  Plaintiff  urge  the  well- 
"  knoum  principle  in  Patent  law  that  a  man  need  not  state  the  effect  or  the 

30  "  advantage  of  his  inventiony  if  he  describes  his  invention  so  as  to  produce  it. 

**  But  that  is  not  true  where  he  has  to  rely  on  the  presence  or  absence  of  such 

3q 
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"  effect  or  advantage  as  a  part  of  the  necessary  delimitation.  The  fact  that  it 
-**  is  a  mere  consequence  cannot  he  pleaded  by  him  cls  an  excuse  for  not  putting 
^  it  in^  if  the  leaving  it  out  leaves  his  invention  inadequately  defined.^* 

In  1901  Letters  Patent  (No.  2083  of  1901)  were  granted  to  Francis  Clay  for 
improvements  in  fishing  tackle. 

The  Complete  Specification  was  as  follows  : — ^*  The  object  of  this  invention 
**  is  to  provide  a  trace  or  paternoster  for  angling  purposes  which  will  give 
'*  greater  advantages  than  those  at  present  in  use  by  affoiding  a  straight  pull  on 
"  a  fish  when  hooked  by  the  formation  and  arrangement  of  the  booms  or  arms. 
*'  With  this  purpose  in  view  I  form  the  booms  or  arms  of  any  suitable  material 
**  but  preferably  metal  and  of  any  suitable  size  and  thickness.  The  butt  end 
''  of  each  boom  is  fashioned  preferably  in  the  shape  of  a  diamond  having  the 
*^  lower  end  looped  twisted  or  solid.    The  extremity  or  and  upon  which  the 


10 


"  hook  is  fastened  is  in  the  form  of  a  revolving  swivel  which  is  coiled  loosely 
"  onto  the  arm  of  the  boom  or  it  may  be  fixed  and  looped,  this  is  kept  in 
"  position  by  a  knob  or  button  which  forms  the  head  of  the  arm  or  boom.  The 
*^  method  of  use  is  as  follows  :^Any  number  of  arms  or  booms  may  be  used 
^*  which  are  strung  on  lengths  of  gut,  metal  wire  or  other  material  most  suitable 
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*'  for  the  purpose  each  section  being  fastened  to  the  diamond  shaped  end  by 
**^  swivels  or  other  device.  The  whole  is  kept  in  position  in  the  water  by  means 
"  of  leads  or  sinkers  fastened  to  the  lower  end  of  the  trace  or  paternoster  by 
"  means  of  links  clips  or  swivels.  The  bite  of  a  fish  causes  the  boom  to  fall  at 
5  "  an  angle  and  this  secures  the  straight  pull.  In  order  that  this  my  invention 
"  may  be  more  readily  understood  I  have  hereunto  annexed  Drawings. 

"  Pig.  1  shows  the  complete  paternoster  with  booms  hooks  &  fish  in  position. 
*'  A,  A,  are  the  baited  and  unbaited  hooks.  6,  shows  the  position  the  boom 
^'  assumes  when  taken  by  the  fish.    C  is  the  link  or  clip  and  D  is  the  sinker  or 

10  **  weight.  Fig.  2  is  the  complete  boom  and  Fig.  3  is  an  enlargement  of  the 
**  head  of  the  boom  or  arm  showing  the  revolving  swivel  head." 

The  Patentee  claimed  : — "  A  trace  or  paternoster  consisting  of  one  or  more 
"  arms  or  booms  connected  by  lengths  of  gut  metal  wire  or  other  material 
"  substantially  as  described  and  for  the  purpose  specified." 

15  On  the  29th  of  Jilne  1905  the  Patentee  brought  an  action  against  Allcock  Sa 
Co.  Ld,  claiming  an  injunction  to  restrain  the  infringement  of  the  Patent  and 
the  other  usual  relief. 

The  Plaintiff  by  his  Statement  of  Claim  stated  that  the  Defendants  had 
infringed  the  Patent,  of  which  the  Plaintiff  was  the  first  and  true  inventor. 

20  By  his  Particulars  of  Breacl^es  the  Plaintiff  stated— (1)  that  the  Defendants 
had  at  divers  times  since  the  date  of  the  Patent,  and  prior  to  the  issue  of  the 
writ,  manufactured  or  caused  to  be  manufactured  and  sold  certain  fishing  tackle 
known  as  "paternosters"  made  in  accordance  with  or  in  a  manner  only 
colourably  differing  from  the   invention  comprised  in  the   Patent;    (2)    in 

25  particular,  on  or  about  the  23rd  of  May  1905,  the  Defendants  sold  to  W.  J. 
Oillett  of  Fetter  Lane,  London,  one  dozen  paternosters,  which  paternosters 
were  infringements  of  the  Patent ;  (3)  the  Defendants  on  or  about  the  21st  of 
June  1905  also  sold  to  Messrs.  Davey  &  Go,  of  440  Edgware  Road,  London,  one 
dozen  paternosters,  which  paternosters  were  infringements  of  the  Patent. 

30  By  their  Defence  the  Defendants  denied  infringement,  and  put  in  issue  the 
validity  of  the  Patent. 

The  Particulars  of  Objections  stated  inter  alia  that — (1)  the  alleged  invention 
was  not  subject-matter  of  valid  Letters  Patent ;  (2)  the  alleged  invention  was 
not  useful ;  (3)  it  was  not  new,  but  had  been  published  within  the  realm  before 

35  the  date  of  the  Patent — (a)  by  the  Complete  Specification  of  Letters  Patent 
No.  30,533  of  1897  granted  to  G,  J,  Kirhy^  but  since  allowed  to  lapse,  page  1, 
lines  5  to  30,  and  the  Drawings  attached  thereto  ;  (h)  by  the  Complete  Specifi-' 
cation  of  Letters  Patent  No.  10,418  of  1899  granted  to  A,  W,  Parker^  from 
page  1,  line  5,  to  page  2,  line  36,  and  the  Drawings  attached  thereto ;    (c)  by 

40  the  Complete  Specification  of  Letters  Patent  No.  28,641  of  1897  granted  to 
William  SmcUlwood,  from  page  1,  line  32,  to  page  2,  line  10,  and  the  Drawings 
attached  thereto ;  (d)  by  the  publication  and  issue  at  various  dates  in  1900  of 
the  Defendants'  Price  List  for  1901 ;  this  Price  List  was  sent  to  at  least  250 
different  firms  and  persons  prior  to  the  30th  of  January  1901 ;   (e)  by  the 

45  publication  and  issue  at  various  dates  in  1892  by  William  Bartlett  A  Sons 
of  an  illustrated  Price  List ;  (/)  by  the  publication  and  issue  of  a  work  called 
"  Letters  to  Young  Sea  Fishers  by  Bickerdyke,'"  published  in  1898  ;  (ff)  by  the 
publication  and  issue  of  a  work  called  '*  The  Sea  Fisherman  "  by  P.  C.  Willcocks, 
and  issued  in  1868  (printers  and  publishers,  Longman^  Green  &  Co,) ;   (h)  by 

50  the  publication  and  issue  of  a  work  called  "Angling  in  Salt  Water,"  by 
Bickerdyke,  published  in  1889 ;  (i)  by  the  manufacture,  use,  and  sale  by  the 
Defendants  at  their  premises,  Standard  Works,  Redditch,  of  fishing  tackle, 
specimens  of  which  were  open  to  inspection  ;  (J)  by  the  manufacture,  use,  and 
sale  by  Messrs.  Hearder  A  Sons  at  their  premises  in  Plymouth  of  the  before 

55  mentioned  fishing  tackle ;  (k)  by  the  manufacture,  use,  and  sale  by  Messrs. 
WiUiam  Bartlett  Jk  Sons  at  Redditch,  and  by  the  manufacture,  use,  and  sale 
by  the  Defendants  of  tackle,  specimens  of  which  were  open  to  inspection. 

3  q2 
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The  action  came  on  for  trial  before  Mr.  Justice  Kekewich  on  the  25th  of  April 
1906.  He  held  the  Patent  to  be  invalid  and  dismissed  the  action  with  costs.* 
The  Plaintiff  appealed. 

Ou  the  hearing  of  the  appeal,  T.  Terrell  K.C.,  8.  P.  O.  Merlin^  and  Courtney 
Terrell  (instructed  by   Clarke  &  Co.)    appeared    for  the    Appellant;   P.    0.  5 
Laivrence  K.C.  and  Sebastian  (instructed  by  King^  Wigg  is  Co.)  appeared  for 
the  Respondents. 

T.  Terrell  K.C.,  for  the  Appellant. — The  learned  Judge  held  that  the 
Plaintiff's  Specification  disclosed  no  subject-matter.  Validity  is  the  only 
question.  The  Patent  was  granted  for  an  invention  in  connection  with  an  10 
instrument  used  in  fishing  called  a  paternoster.  [A  pajbemoster  made  in 
accordance  with  the  Specification  was  produced.]  A  square  or  diamond-shape 
piece  of  wire  connects  to  the  line  the  boom  upon  which  the  hook  is  fixed  ;  in 
practice  a  number  of  booms  and  hooks  are  fastened  to  the  same  line.  By  the 
use  of  this  square  or  diamond-shape  contrivance  a  definite  point  of  support  is  15 
effected  at  one  angle  of  the  diamond  {see  A  in  Fig.  1).  When  a  fish  "  bites  "  it 
dives,  is  hooked,  and  pulls  the  hook.  Consequent  thereon  the  point  of  support 
changes  from  one  angle  of  the  diamond  to  another  (see  B  in  Fig.  1).  This 
action  causes  a  jerk,  and  the  fisherman  knows  when  to  strike  and  pull  up.  In 
the  old  forms  of  paternoster  it  was  difficult  for  the  fisherman  to  differentiate  20 
between  a  bite  and  a  mere  sucking  or  nibbling  of  the  bait.  All  the  parts  of  the 
paternoster  described  in  the  Specification  are  old  except  the  diamond -shape 
wire.  A  large  body  of  evidence  was  adduced  at  the  trial  proving  the  great 
importance  of  the  invention.  [Vaughan  Williams  L.J. — You  say  that  the 
straight  pull  spoken  of  as  the  object  of  the  invention  is  not  the  chief  charac-  25 
teristic  ?]  It  is  a  pull  that  gives  great  advantages  never  obtained  before.  A 
jerk  is  now  produced  consistently  with  a  straight  pull.  The  Claim  is  a  narrow 
one  and  if  Kirhy  is  not  an  anticipation  nothing  else  is.  [Vaughan  Williaus 
LJ. — The  Patentee  does  not  mention  anything  about  a  jerk  in  the  Specification.] 
No,  but  if  a  Patentee  so  describes  his  invention  so  that  the  public  can  make  it,  30 
it  matters  not  that  he  omits  to  state  the  advantages.  [Yaughan  Williams 
LJ. — That  may  be  ;  but  if  it  be  essential  that  the  size  of  the  diamond  should 
be  sufficient  to  give  the  fish  a  sufficient  drop  it  ought  to  have  been  stated  :  it  is 
not  stated.]  The  Specification  uses  the  words  "  of  any  suitable  size,"  and  the 
Drawing  shows  the  proportion.  [Flbtchbb  Moulton  LJ. — Has  not  Kirhy  35^ 
everything  that  the  Patentee  has  except  that  he  has  two  wire  circles  instead  of 
a  diamond-shape  ?]  The  difference  between  Kirhy  and  the  Patentee  is  that  Kirhy 
has  no£  the  two  definite  points  between  which  the  pull  of  the  fish  operates. 
[Flktohbr  Moulton  L.J. — Kirhy  has  not  a  definite  point  of  rest.  You  say 
that  the  diamond  form  is  better  than  a  circle  so  far  as  the  jerk  is  concerned.]  40 
The  evidence  is  that  the  diamond-shape  is  a  great  advantage.  [BUCKLBY  L.J. — 
The  words  in  the  Specification  are  "  preferably  in  the  shape  of  a  diamond.** 
Under  those  words  could  not  a  circular  piece  of  wire  be  used  ?"]  It  would  not 
give  the  advantages  obtained  by  the  use  of  the  diamond-shape.  [BuCKLBY 
L.J.^-As  a  matter  of  construction  is  not  a  circle  within  the  Specification  ?]  The  45 
Specification  must  be  read  as  a  whole.  A  circle  of  wire  would  not  be  within 
the  Specification  because  it  would  not  do  what  the  Diawing  shows  is  to  be 
accomplished.  Rectangular  figures  would  do  but  not  so  well  as  a  diamond. 
[BuCKjiBY  L.J. — ^A  circular  piece  of  wire  will  afford  a  straight  pull,  and  the 
Specification  speaks  only  of  "affording  a  straight  pull'*  as  its  object.]  A  50 
circular  piece  of  wire  in  place  of  the  diamond  will  not  do  what  the  Drawing 
shows  it  has  to  do.  [Flbtchbb  Moulton  L.J.— What  does  the  Patentee 
mean  when  he  uses  the  phrase  "  preferably  in  the  shape  of  a  diamond  ?"  What 
does  he  prefer  ?2    A  diamond-shape  :  a  square  shape  would  do  but  not  so  well. 
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[Buckley  L.J. — Your  argument  must  come  to  this,  that  you  are  able  to  evolve 
out  of  the  language  of  the  Specification  an  invention  which  affords  a  straight 
pull  plus  a  jerk.  Unless  you  do  that  you  fail.  Where  is  the  jerk  mentioned  ?] 
It  is  not  mentioned  in  the  letterpress,  but  it  is  shown  in  the  Drawing. 
5  [Flbtohbb  Moulton  L  J.—lf  there  had  been  no  anticipation  of  the  straight 
pull,  it  is  improbable  that  the  jerk  would  have  been  put  forward  as  essential.] 
The  Claim  speaks  of  a  paternoster  "  substantially  as  described."  The  diamond- 
shape,  as  shown  in  the  Drawing,  shows  two  definite  points  of  suspension 
between  which  the  pull  operates.     [BUCKLBY  L.J. — They  are  alternating  at  the 

10  moment  the  fish  bites.  There  is  nothing  in  the  Specification  about  the  jerk.] 
The  Drawing  discloses  it.  The  use  of  the  Clat/  paternoster  has  become  almost 
universal.  [The  evidence  given  at  the  trial  in  support  of  the  advantages  of  the 
invention  was  referred  to  and  commented  upon.]  [BuCKLBY  L.J. — ^Why  need 
we  hear  this  evidence  ?     If  the  Specification  does  not  describe  the  jerk  what 

15  does  it  matter  that  the  witnesses  say  that  there  is  a  jerk  ?]  A  Patentee  is  not 
entitled  to  give  a  description  of  advantages  if  so  doing  might  mislead  workmen 
in  the  manufacture  of  the  article.  [Flbtohbr  Moulton  //.J.— Is  not  the 
Patentee  bound  to  state  the  advantages  when  he  claims  to  delimit  his  invention 
by  the  advantages  ?    You  say  this  invention  is  delimited  by  the  advantage  of 

20  a  jerk.  Where  is  that  stated  in  the  Specification  ?]  It  is  not  an  advantage,  it 
id  an  effect.  The  Patentee  is  only  bound  to  mark  out  the  territory  which  he 
claims.  [Flktchbr  Moulton  L.J. — If  a  certain  effect  is  a  necessary  part  of 
his  boundary,  so  that  infringement  or  non-infringement  would  depend  upon 
whether  the  effect  is  present,  he  must  mention  it  must  he  not  ?]    He  does ;   he 

25  provides  a  Drawing  which  shows  the  effect.  [Flbtchbr  MOULTON  L,J. — 
No  ;  he  states  in  the  Specification  that  he  prefers  a  particular  form.]  The  word 
"  preferably  "  refers  to  the  diamond-shape  ;  but  any  shape  which  produces  the 
effect  shown  in  the  Drawing  is  within  the  Specification.  A  wire  ring  does  not 
produce  that  effect.     The  effect  is  not  referred  to  in  the  letterpress,  but  due 

30  effect  ought  to  be  given  to  the  Drawing.  [Vaughan  Williams  LJ.—li  is 
not  to  be  found  in  the  Drawing.  In  the  use  of  the  particular  form  shown  in  the 
Drawing  a  jerk  is  produced,  but  another  form  might  be  used  that  gives  no  jerk.] 
[RuCKLBY  LJ, — You  are  driven  to  this,  that  you  have  to  make  out  that  the 
diamond-shape  figure  shows  that  he  does  not  claim  a  circle.     The  words  of  the 

35  Specification,  however,  are  "preferably  in  the  shape  of  a  diamond."]  The 
Drawing  puts  a  boundary  on  the  letterpress.  [Flbtchbr  Moulton  L.J. — I 
think  the  effect  must  be  stated  as  one  of  the  boundaries.]  It  is  shown  in  the 
Drawing.  [BuCKLBY  LJ. — Even  assuming  that  the  jerk  is  a  good  thing,  that 
in    itself    depends    on    the  construction  of   the   Specification.]      [Vaughan 

40  WiLLlAif S  LJ. — The  question  is  whether  your  Specification  is  so  drawn  as  to 
show  that  it  covers  all  you  contend  for.]  The  Specification  includes  the 
Drawing;  the  Specification  here  describes  the  invention  and  the  Drawing 
shows  it.  [Buckley  LJ. — There  is  nothing,  either  in  the  letterpress  or  in 
the  Drawing,  to  show  that  there  is  to  be  such  a  change  of  fulcrum  as  to 

45  give  a  jerk  ;  and  with  the  circle  you  get  a  change  of  fulcrum  but  not  a  jerk.] 
A  benevolent  construction  must  be  put  upon  the  Specification.  The  true  con- 
struction is  that  you  may  use  a  diamond  shape  or  such  a  rectangular  shape  as 
will  enable  a  definite  movement  to  take  place  from  a  fixed  point  to  a  fixed  point, 
in  the  way  described  in  the  letterpress  and  shown  in  the   Drawing.      The 

50  omission  to  mention  the  resulting  jerk  as  an  advantage  is  not  material. 
Courtney  Terrell  followed  on  the  question  of  construction. 
Counsel  for  the  Respondents  were  not  called  upon. 

Vaughan  Williams  LJ. — Mr.  Courtney  Terrell^  you  have  put  the  case  as 
well  as  it  could  be  put,  but  you  have  not  changed  my  view.    It  is  not  only  that 

55  we  have  the  object  stated  by  the  Patentee  in  the  Specification  in  a  way  which 
excludes  any  object  being  aimed  at  except  that  of  a  straight  pull,  nor  is  it  only 
that  it  is  admitted  that  in  the  text  of  the  Specification  there  is  no  claim.whatever 
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for  a  jerk  as  one  of  the  advantages  prodnced  in  result  by  the  user  of  the  diamond 
form,  which  one  finds  in  the  Drawing ;  bat  when  one  comes  to  look  at  the 
Drawing,  which  is  really  the  only  way  in  which  this  Patent  can  be  supported — 
that  is  to  say,  it  is  only  from  the  Drawing  that  you  can  possibly  understand 
from  the  Specification  that  a  diamond  form  is  the  form  which  the  Patentee  5 
discloses  to  the^  public,  and  which  is  a  form  which  will  produce  a  jerk — even 
that  argument  is  admittedly  taken  away  if  you  give  to  the  word  "preferably  " 
in  the  letterpress  its  natural  meaning.  If  you  give  to  the  word  "  preferably  " 
its  natural  meaning,  it  is  plain  that  the  Patentee  is  telling  the  public  that  this 
result  of  his  can  t)e  attained  by  the  user  of  a  form  different  from  a  diamond.  \q 
Then  we  are  told  :  "  Yes,  but  although  as  far  as  the  words  are  concerned,  the 
"  Specification  would  include  a  paternoster  which  employed  a  circle  as  dis- 
^'  tin^'uished  from  the  diamond  form,  you  are  not  so  to  read  it  for  this  reason, 
"  that  you  must  take  into  consideration  the  common  knowledge,  and  say  that 
"  the  Patentee  could  not  possibly  have  intended,  when  he  used  these  words,  to  15* 
^'  include,  amongst  the  possible  forms,  a  circle,  because  a  circle  has  been  in  use 
"  a  long  time,  and  it  was  known  that  it  did  not  produce  a  jerk,  which  the 
"  diamond  form  would  produce."  I  myself  do  not  pretend  to  have  any  such 
knowledge  as  will  enable  me  personally  to  judge  this  matter  very  well,  but  I 
cannot  help  thinking  that,  although  the  jerk  would  be  very  much  less  if  you  20 
used  the  circle  form,  still  in  the  circle  form  you  would  get  a  certain  amount  of 
jerk  before  the  sliding  actually  came  to  an  end.  But,  besides  that,  I  cannot 
help  remembering  that  Mr.  Lawrence  in  the  course  of  the  trial,  with  assistance, 
manufactured  a  boom  with  the  diamond  attachment,  and  the  witness  was 
asked  :  "  Is  that  an  infringement  ?  **  He  said  "  No,  because  in  that  case  the  25 
•*  diamond  is  too  small."  Under  those  circumstances  one  would  expect  to  find 
in  the  Specification  something  to  tell  one  that  the  diamond  must  be  of  such  a 
size  that  it  will  produce  the  necessary  jerk,  which  is  the  signal  to  the  fisherman 
that  some  fish  is  hooked.  Under  these  circumstances  I  think  that  the  judgmient 
appealed  from  is  right,  and  this  appeal  should  be  dismissed  with  costs.  30 

Fletcher  Moulton  L,J. — I  am  of  the  same  opinion.  It  is  a  part  of  the 
duty  of  a  patentee  to  tell  the  public,  by  his  Claim,  taken  with  the  Specification 
and  Drawings,  what  he  claims  as  his  own,  and  what,  therefore,  they  must  not  do 
without  infringing  the  Patent ;  in  other  words,  he  must  mark  out,  with  adequate 
distinctness,  the  boundary  of  the  territory  that  he  claims  to  be  exclusively  his  35 
own.  Now  Counsel  for  the  Plaintiff  admitted  that,  if  the  Claim  of  the  Patentee 
includes  forms  of  loop  in  a  paternoster  which  do  not  bring  a  jerk,  the  Patent 
cannot  be  supported,  or,  in  other  words,  the  fact  that  it  brings  a  jerk,  whether 
you  call  that  an  advantage  or  an  effect,  is  a  necessary  part  of  the  delimitation  of 
the  invention.  The  only  question  then  for  us  is  to  find  whether  that  necessary  40 
part  of  the  delimitation  of  the  invention  is  to  be  found  in  the  Specification, 
fairly  construed.  I  can  find  it  nowhere  there.  I  quite  agree  that  in  the  prefer- 
able form  of  his  invention,  which  the  Patentee  has  shown  in  his  Drawings,  he 
would  have  that  effect  or  advantage,  but  I  can  find  nothing  which  indicates 
that  he  intended  that  to  mark  out  the  limits  of  his  territory.  On  the  contrary,  45 
I  feel  satisfied  that  what  he  thought  he  was  obtaining,  and  obtaining  for  the 
first  time,  was  what  he  calls  a  straight  pull,  and  that  he  was  not  thinking  of  a 
jerk  at  all,  but  that  is  of  course  immaterial. 

Counsel  for  the  Plaintiff  urged  the  well-known  principle  in  Patent  law  that 
a  man  need  not  state  the  effect  or  the  advantage  of  his  invention,  if  he  describes  50 
his  invention  so  as  to  produce  it.  But  that  is  not  true  where  he  has  to  rely  on 
the  presence  or  absence  of  such  effect  or  advantage  as  a  part  of  the  necessary 
delimitation.  The  fact  that  it  is  a  mere  consequence  cannot  be  pleaded  by  him 
as  an  excuse  for  not  putting  it  in,  if  the  leaving  it  out  leaves  his  invention 
in$idequately  defined.  That  is  the  case  in  this  instance.  Therefore  I  think  55 
that,  even  on  the  tneaning  that  Counsel  for  the  Plaintiff  asked  us  to  put  on  the 
invention  so  that  it  might  be  saved  from  anticipation,  this  appeal  most  be 
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dismissed,  because  that  interpretation  and  that  limitation  is  not  to  be  found 
anywhere  in  the  Specification. 

BuoKLBY  LJ. — ^This  is  an  action  for  infringement.  The  learned  Judge  has 
dismissed  it.  I  think  he  was  right.  The  Patentee  has  by  the  letterpress  of  his 
5  Specification  referred  to  certain  Figures.  He  says  that  he  appends  them  in 
order  that  his  invention' may  be  readily  understood.  I  agree  that  I  must  read 
the  letterpress  and  look  at  the  Figures,  and  from  the  conjoint  effect  of  the  two 
see  what  it  is  that  he  has  described,  and  what  it  is  that  he  has  claimed.  Now, 
looking  at  the  Specification  itself,  you  will  find  that  he  has  not  stated  in  very 

10  exact  terms  how  the  two  attachments  to  the  butt  end  of  the  boom  of  the  main 
line  are  to  be  made  ;  but  looking  at  line  10,  and  looking  at  the  Figure,  I  am 
able  to  arrive  at  this  conclusion,  that  he  has  sufficiently  indicated  that  the 
lower  end  of  the  main  line  is  to  be  fixed  to  a  loop,  so  that  it  shall  not  shift  with 
reference  to  the  butt  end  of  the  boom,  and  that  the  upper  section  of  the  main 

15  line  is  to  be  so  attached  as  that  it  can  slide,  because  the  Figure  shows  that  it 
has  moved  in  its  position  after  the  fish  has  bitten.  I  have  got  then  what  he 
shows  as  a  diamond,  to  which  the  lower  line  is  fixed  so  that  it  cannot  shift  with 
reference  to  the  diamond,  and  the  upper  line  is  fixed  so  that  it  can  shift 
with  reference  to  the  diamond.    Then,  taking  the  letterpress  and  the  Figure 

20  together,  I  find  that  he  indicates  that  when  the  fish  bites  it  is  to  shift.  Now 
he  tells  me  what  is  the  object  which  he  is  going  to  achieve.  At  line  7  I  find 
that  his  object  is  to  provide  a  paternoster  which  will  afford  a  straight  pull.  It 
appears  to  me  that  this  appeal  must  necessarily  fail  unless  the  Appellant  can 
satisfy  us  that  he  intended  there  to  describe,  not  any  straight  pull,  but  a  straight 

25  pull  which  will  be  coupled  with  a  jerk  when  tiie  fish  bites.  Affording  a 
straight  pull  was  old  :  there  is  no  contest  about  that.  We  have  to  look  to  see 
whether  he  has  anywhere  here  said — *^  the  change  in  position  shall  be  such 
''  as  that  the  straight  pull  shall  be  accompanied  by  something  else — namely, 
"  a  jerk." 

30  In  the  language  of  the  letterpress  Mr.  Courtney  Terrell  seeks  to  get  that  out 
of  the  verb  "  to  fall,"  at  line  20,  "  The  bite  of  the  fish  caufies  the  boom  to  fall  at 
'^  an  angle.'*  That  is  true  of  all  these  booms,  whether  it  is  a  circle  or  a 
diamond.  When  the  fish  bites,  the  boom,  which  was  horizontal,  ceases  to  be 
horizontal :   it  falls  at  an  angle.     Now  what  is  to  happen  according  to  his 

35  language  when  it  falls  at  an  angle  ?  It  is  to  secure  the  straight  pull.  He  has 
not  said  that  his  device  is  one  which  is  such  as  that  when  the  boom  falls  at  an 
angle  there  will  be  secured  a  straight  pull,  and  at  the  same  time  a  jerk,  resulting 
in  the  shifting  of  that  portion  of  the  line  which  is  not  attached  to  the  butt  end 
so  as  not  to  move.    At  line  10  he  uses  the  .word  "  preferably."     **  The  butt 

40  "  end    ....    is  fashioned  preferably  in  the  shape  of  a  diamond,  having  the 
"  lower  end  looped,  twisted,  or  solid."    Having  regard  to  that  word  it  would  . 
have  been  competent  to  him,  or  to  the  person  reading  the  Specification,  to 
have  used  any  other  form  which  was  not  a  diamond,  which  was  consistent, 
of  course,  with  that  which  he  has  described  as  his  object.     That  could  be 

45  equally  a  circle,  or  an  ellipse,  or  a  square,  or  any  other  form.  No  doubt,  if  his 
object  was  that  his  apparatus  should  give  a  certain  advantage,  it  was  not  for  him 
to  say  what  the  advantage  was  in  order  to  bring  it  within  his  Patent ;  but  if  he 
means — ^•'Although  I  have  used  the  word  *  preferably,'  so  that  you  may  take 
*'  any  form,  I  am  indicating  to  you  that  you  must  adopt  such  a  form  as  to  give 

50  ^  a  certain  advantage,"  then,  from  the  necessity  of  the  case,  he  must  describe 
the  advantage,  or  else  you  will  not  know  what  form  he  has  taken. 

For  these  reasons  it  seems  to  me  that  the  Specification  is  one  which  cannot  be 
supported,  and  this  appeal  must  be  dismissed. 
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In  the  Court  op  Appeal. 

Be/ore  LORDS  Justices  Vaughan  Williams,  Romer,  and  Cozens-Hardy. 

July  18th  and  19th,  19()6. 

Gramaphone  and  Typewriter  Ld.  v.  XJllmann. 

Patent— Action  for  in/rlngement.-^Alleged  want  of  subject-matter. — Patent  5 
held  valid, — Judgment  for  Plaintiffs. — Appeal  dismissed. 

On  the  19th  of  July  1905  the  Plaintiffs^  Uie  owners  of  a  Patent  for  ^^  Improve- 
"  ments  in  sound-magnifying  horns  for  phonographs  and  the  like^^^  brought  an 
action  for  infritigement  of  the  same.  The  Defendants  alleged  that  the  Patent 
was  invalid  on  the  ground  of  want  of  subject-matter.  It  tuas  held  at  the  trial  10 
that  the  Defendants  had  infringed,  and  that  there  was  subject-matter  for  Letters 
Patent  in  the  invention.    The  Defendants  appealed. 

Held,  that  there  was  subject-matter  for  a  Patent,  that  the  invention  had  not 
been  anticipated,  and  that  the  Defendants  had  vifrifiged.  The  appeal  was 
dismissed  unth  costs.  H 

On  the  11th  of  April  1903  Letters  Patent  (No.  8401  of  1903)  were  granted  to 
H.  H.  Lake  for  "  Improvements  in  sound-magnifying  horns  for  phonographs 
"  and  the  like." 

The  Complete  Specification  was  as  follows  : — "  My  invention  relates  generally 
'*  to  the  art  of  sound  recording  and  reproducing,  and  particularly  to  that  class  20 
^*  of  device  known  as  talking  machines. 

**  The  object  of  my  invention  is  to  provide  an  amplifying  horn  for  talking 
^'  machines  of  such  a  character  that  the  same  will  have  all  the  material  advan* 
<*  tages  of  a  single  horn  connected  directly  to  the  sound  box  without  having  the 
'*  disadvantages  thereof  due  to  the  large  size  and  weight  of  the  bell  portion  of  25 
'*  the  horn.  Broadly,  my  invention  consists  in  constructing  a  curved  tapered 
'*  amplifying  horn  with  joints  such  that  the  larger  portion  thereof  may  be 
*'  adjustable  on  a  fixed  support,  while  the  small  end  thereof,  or  that  upon  which 
<<  the  sound  box  is  mounted,  is  pivoted  so  as  to  swing  horizontally  and  also  has 
**  a  secondary  joint  which  allows  the  sound  box  to  move  vertically,  to  follow  30 
^^  the  irregularities  of  the  record  and  also  to  allow  of  the  needles  being  inserted 
"  and  removed. 

"  For  a  full,  clear  and  exact  description  of  my  invention,  reference  may  be  had 
**  to  the  following  specification  and  to  the  accompanying  drawings  forming  a  part 
"  thereof  in  which  Fig.  1  is  a  side  elevation  of  my  improved  amplifying  horn  35 
<^  as  applied  to  the  talking  machine  ;  Fig.  2,  a  horizontal  sectional  view  of  the 
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"  small  end  of  the  amplifying  horn  |howing  the  joint  therein  to  allow  of  the 
"  vertical  movement  of  the  sonnd  box  ;  Fig.  3,  a  vertical  sectional  view  showing 
''  the  joint  in,  the  amplifying  horn  whereby  the  larger  portion  of  the  horn  is 
**  adjustably  mounted  and  the  smaller  and  lower  portion  is  pi^voted  so  as  to 
5  "  communicate  therewith ;  Fig.  4,  a  plan  view  of  the  end  of  the  support  for 
"  the  larger  portion  of  the  amplifying  horn  ;  Fig.  5,  a  view  of  the  yoke  for 
"  holding  the  amplifying  horn  in  position  upon  its  support,  and  Fig.  6,  a  plan 
"  view  of  the  end  of  the  pivoted  portion  of  the  amplifying  horn.  The  numeral 
^*  1  indicates  the  usual  motor  casing  above  which  revolves  the  usual  turntable 

10  '^  2  and  upon  which  is  carried  the  sound  record  3.  At  one  side  of  the  casing  1  a 
'^  bracket  or  arm  4  is  provided  which  is  similar  in  shape  to  those  already  in  use, 
"  excepting  its  upper  end  portion.  This  upper  end  portion  5  consists  of  a  ring 
"  6  having  a  bat  7  across  one  diameter  thereof.  The  bell  portion  9  of  amplify- 
'^  ing  horn  is  provided  at  its  end  with  a  flange  9^  which  is  adapted  to  be  seated 

15  "  upon  the  ring  6  of  the  support  4.  The  upper  end  of  the  support  5  is  provided 
"  with  a  flat  portion  8  having  a  screw  hole  30  therein.  Upon  this  flat  portion  a 
"  yoke  10  is  adapted  to  be  fixed  by  the  thumb  screw  11.  The  arms  of  this  yoke 
'^  10  project  over  the  ring  6  and  are  adapted  to  press  upon  the  flange  9  of  the  bell 
^'  portion  of  the  amplifying  horn  and  thereby  retain  said  portion  in  position. 

20  *^  It  will  be  noticed  that  this  construction  enables  the  bell  portion  of  the  horn 
'^  to  be  directed  at  any  angle  horizontally  to  send  the  sound  to  any  point 
"  which  choice  or  convenience  may  require.  The  arms  of  the  yoke  10  are 
'^  slightly  curved  and  are  made  of  a  spring  material  so  that  the  bell  portion 
'^  of  the  horn  may  be  easily  placed  in  position  and  removed.    Upon  the  arm  4 

25  "  a  boss  or  projection  12  is  provided  which  is  recessed  internally  to  provide 
**  a  socket  for  a  bearing  block  13  which  is  forced  upwardly  by  a  coiled  spring  14. 
"  The  horizontally  pivoted  portion  29  of  the  amplifying  horn  is  curved  up- 
*^  wardly  and  terminates  in  a  ring  15,  having  spider  arms  16,  across  two 
'^  diameters  thereof.    Upon  the  elbow  or  curve  of  the  horizontally  pivoted 

30  ^'  section  of  the  horn  is  provided  a  boss  17,  having  a  hole  18  therein,  which 
*^  corresponds  with  a  hole  19  in  the  spider  at  the  end  of  said  curved  portion. 
^^  A  vertical  pivot  pin  or  bar  20  passes  through  these  holes  or  openings  and 
•*  is  retained  in  position  by  the  set  screw  21.  The  lower  end  of  this  pivot  bar  20 
^*  has  a  bearing  in  the  spring  pressed  block  13  and  its  upper  end  enters  the 

35  ^^  bearing  22  in  the  bar  7  of  the  support  4.  The  parts  are  of  such  a  size  and 
^*  are  so  adjusted  that  the  upper  end  of  the  pivoted  portion  of  the  horn  will 
'^  enter  the  ring  6  for  a  short  distance,  but  sufficient  space  is  left  between  said 
^^  parts  to  allow  said  pivoted  portion  to  swing  freely  and  yet  to  provide  a 
*^  practically  sound  tight  joint. 

40  "  The  joint  for  allowing  a  vertical  movement  to  the  sound  box  is  constructed 
"  as  follows  : — The  inner  or  smaller  end  of  the  horizontally  pivoted  portion  29 
**  of  the  amplifying  horn,  is  provided  with  a  strap  or  ring  23,  which  is  adapted 
'^  to  receive  and  form  a  bearing  or  socket  for  the  end  of  a  semi-circular  piece  of 
"  tubing  24.    The  end  of  this  piece  of  tubing  24,  is  held  in  position  by  suitable 

45  ^^  flange  25  and  by  a  cap  26,  which  also  serves  to  close  the  outer  end  thereof. 
"  To  the  other  end  of  the  curved  tubing  24,  is  attached  the  plate  27,  which 
^*  carries  the  usual  sound  box  28.  It  will  be  seen  that  by  this  construction  the 
*'  sound  box  is  brought  practically  into  alignment  with  the  end  of  the  hori- 
^'  zontally  pivoted  portion  of  the  horn  and  is  therefore  on  a  radius  from  the  axis 

50  "  of  the  pivot  bar  20. 

"  By  the  constructon  above  described,  it  will  be  seen  that  I  have  provided  a 
*'  very  simple,  efficient  and  attractive  means  for  conducting  the  sound  waves  gene- 
**  rated  in  the  sound  box  through  the  amplifying  horn  to  any  point  desired.  The 
^'  fact  that  all  portions  of  the  conducting  tube  or  horn  are  tapered  allows  the  sound 

55  "  waves  to  advance  with  a  regular  and  natural  increase  in  their  wave  fronts  in  a 
"  manner  similar  to  that  of  ordinary  musical  instruments  obviating  the  disadvan* 
''  tages  due  to  long  passages  of  small  and  practically  constant  diameter  having 


754 


REPORTS  OF  PATENT,  DESIGN,         [Deo.  12, 1906. 


Oramaphone  and  Typewriter  Ld.  v.  UUmann. 


''  abrupt  turns.  The  means  for  supporting Jbhe  bell  portion  9  of  the  horn  also 
'^  provides  a  firm  support  therefor  and  are  placed  at  a  point  in  the  horn  where 
^^  the  same  is  not  so  small  as  to  require  special  means  for  strengthening  its 
"  supporting  portion." 

The  Patentee  claimed  : — "  1.  A  tapering  amplifying  horn  for  talking  machines 
*'  having  joints  in  the  tapering  portion  thereof  to  allow  a  horizontal  and 
'•  vertical  movement  of  the  sound  box.  2.  A  tapering  amplifying  horn  for 
'^  talking  machines,  a  sound  box  attached  to  the  small  end  thereof,  and  joints 
*^  in  the  tapering  portion  of  said  horn  to  allow  of  a  vertical  and  horizontal 


**  movement  of  said  sound  box.     3.  An  amplifying  horn  for  talking  machines,  10 
"  a  tapering  horizontally  pivoted  portion  having  a  joint  therein  to  allow  of 
*'A  vCTtical  movement  of  the  sound  box  and  a  fixed  adjustable  portion  com« 
'^  ^nunicating   with  said    pivoted   portion.     4.    A  tapering  amplifying  horn 
***|or  talking  machines,  comprising  a  horizontally  pivoted  tapering  portion. 
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'^  a  joint  in  said  tapering  portion  to  allow  of  a  vertical  movement  of  the 
'*  sound  box,  a  fixed  ring  momited  above  the  end  of  said  pivoted  portion 
"  a  support  for  said  ring,  and  a  fixed  adjustable  portion  of  said  horn 
"  supported  by  said  fixed  ring.  5.  A  tapering  amplifying  horn  for  talking 
5  •*  machines,  comprising  a  horizontally  pivoted  tapering  portion,  a  curved  portion 
'*  mounted  at  the  end  of  said  horizontally  pivoted  portion  adapted  to  swing 
"  vertically,  a  sound  box  mounted  on  the  end  of  said  semi-circular  portion  and 
•'  a  fixed  adjustable  portion  of  said  horn 'communicating  with  the  pivoted  end 
**  of  said  horizontally  pivoted  portion.     6.   A  tapering  amplifying  horn  for 

10  ^'  talking  machines,  comprising  a  horizontally  tapering  pivoted  portion,  a  strap 
**  or  ring  at  the  smaller  end  thereof,  a  semi-circular  portion,  the  end  of  which  is 
'*  mounted  to  turn  in  said  strap  or  ring,  a  sound  box  mounted  at  the  outer  end 
"  of  said  semi-circular  portion,  a  support  for  the  pivot  of  said  horizontally 
"  pivoted  portion,  one  part  of  which  is  in  the  form  of  a  ring,  having  a  cross  bar, 

15  "  a  fixed  adjustable  portion  of  said  horn  adapted  to  be  retained  in  position  upon 
**  said  ring.  7.  A  tapering  amplifying  horn  for  talking  machines,  comprising  a 
"  horizontally  pivoted  tapering  portion,  a  semi-circular  curved  tapering  portion 
"  joined  to  said  horizontally  pivoted  portion,  a  sound  box  carried  by  said  semi« 
"  circular  curved  portion,  a  pivot  pin  for  said  horizontally  pivoted  portion,  a 

20  '*  supporting  arm  for  said  pivot  bar,  a  spring  pressed  bearing  block  carried  by 
"  said  supporting  arm,  a  horizontal  ring  carried  by  said  supporting  arm,  having 
"  a  cross  bar  adapted  to  receive  the  upper  end  of  the  pivot  bar,  a  fixed  adjustable 
"  portion  of  said  horn  adapted  to  rest  upon  said  ring  and  a  yoke  for  retaining 
"  said  last  named  portion  of  the  horn  in  position  upon  the  ring." 

25  On  the  19th  of  July  1905  the  Oramaphone  and  Typewriter  Ld,^  as  proprietors 
of  this  Patent,  commenced  an  action  against  Ch.  and  J.  Ullmann  for 
infringement  of  the  same,  claiming  the  usual  relief. 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  that  they  were  proprietors 
of  the  Patent,  that  the  Patent  was  valid,  and  that  the  Defendants  had  infringed, 

30  and  the  Plaintiffs  claimed  an  injunction  and  other  consequential  relief. 

The  Particulars  of  Breaches  alleged  that  the  Defendants  had  infringed  the 
Patent  by  making,  selling,  and  offering  for  sale  sound-amplifying  horns  made 
in  accordance  with  the  invention  claimed  in  the  Specification  and  in  particular 
the  sale  of  such  a  horn  on  the  22nd  of  March  1903  to  the  Plaintiffs. 

35  The  Defence  and  Particulars  of  Objections  denied  infringement  and  attacked 
the  validity  of  the  Patent  on  all  the  usual  grounds,  but  the  only  issue  seriously 
contested  at  the  trial  was  want  of  subject-matter.  Specifications  No.  6073  of 
1897  {Lioret),  No.  24,833  of  1899  {GHvolaa),  No.  17,934  of  1900  (Jensen),  and 
No.  21,799  of  1902  {Johnson  B,nd\Dennison\  were  alleged  as  anticipations,  and^as 

40  being  matters  of  general  common  knowledge. 

The  action  was  tried  on  the  14th  and  15th  of  February  and  the  6th  of  March 
1906  before  Mr.  Justice  Farwell,  who  held  that  there  was  good  subject-matter 
for  Letters  Patent  in  the  invention  and  that  the  Defendants  had  infringed. 
Judgment  was  given  for  the  Plaintiffs  and  a  Certificate  that  the  validity  of  the 

45  Patent  came  in  question  was  granted  (ante  p.  260). 
The  Defendants  appealed. 

T  Terrell  K.C.,  H.  A.  Cole/ax,  and  H.  Goldberg  (instructed  by  Goldberg, 
Barrett  and  NewaU)  appeared  for  the  Appellants ;  A.  J.  Walter  and  J.  B. 
Gray  (instructed  by  Broad  and  Oheston)  appeared  for  the  Respondents. 

50  Terrell  K.C.  and  Cole/ax  for  the  Appellants.— Prior  to  the  date  of  the  Patent 
it  was  well  known  that  a  horn  tapering  right  to  the  sound  box  was  the  best 
form  of  horn  for  sound  reproduction  in  a  gramaphone.  The  tapering  to  the 
sound  box  therefore  was  old  and  the  joints  were  all  old.  There  can  be  no  inven- 
tion in  putting  the  two  together.     According  to  Mr.  Swinburne,  the  Plaintiffs' 

55  own  witness,  the  whole  of  the  invention  is  putting  joints  in  a  continuous  horn. 
This  produces  no  new  effect,  as  is  proved  by  Mr.  Boys'  experiments  with  a 
parallel  straight  arm  of  large  diameter  instead  of  a  tapered  arm,  which  gave 
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quite  as  good  results  as  the  tapered  arm.  The  Plaintiffs  themgelves  do  not  use 
their  invention  as  set  out  in  the  Specification,  for  they  use  a  parallel  tube  from 
the  sound  box  to  the  first  joint.  The  Defendants  do  not  infringe  as  their  joint 
is  not  tapered,  but  consists  of  a  series  of  parallel  pieces.  We  rely  on  Witliams 
V.  Nye  (7  R.P.C.  37)  and  Wood  v.  Raphael  (13  R.P.C.  730).  5 

Walter'  and  Oray  for  the  Respondents. — The  ideal  horn  for  sound  reproduc- 
tion is  a  continuous  unhinged  horn,  but  there  are  obvious  disadvantages  in  it. 
The  Patentee  has  overcome  these  diflBculties  by  his  system  of  hingeing.  No  one, 
prior  to  the  date  of  the  Patent,  had  attacked  the  problem  of  articulating  or  jointing 
the  horn  itself.  Mr.  Bays'  experiments  do  not  prove  anything,  as,  in  effect,  he  10 
used  the  equivalent  of  a  tapered  arm,  the  entrance  for  the  sound  being  so  small  in 
comparison  with  the  diameter  of  the  tube  that  the  sound  could  progress  in  a 
natural  cone,  and,  in  addition  to  this,  the  tube  was  tapered  just  by  Uie  sound 
box  to  prevent  an  abrupt  change  in  diameter.  What  the  Plaintiffs  do  is  nihil 
ad  rem  in  this  case.  In  fact  they  use  a  straight  piece  instead  of  a  tapered  piece  15 
for  the  sake  of  cheapness  of  production.  As  regards  infringement,  the  step  by 
step  pyramid  used  by  the  Defendants  is  for  all  practical  purposes  a  cone. 

Terrell  K.C.  replied. 

Vaughan  Williams  L,J. — The  question  in  this  case  is  whether  there  is  good 
subject-matter  so  that  this  Patent  can  be  supported  as  a  valid  PAtent.     The  20 
conclusion  at  which  the  learned  Judge,  Mr.   Justice  Farwell^  has  arrived  is 
that    there    is   good    subject    matter,  and   I   think    that    decision    is    right. 
I  have,  to  the  best  of  my   ability,  tried  to  master  the  true  question  which 
is    before    us,    and     I    am    always    anxious    in    a    Patent    case    to    express 
myself  the  question  which  I  conceive  to  be  the  question   before  the   Court,  25 
and  the  answer  which  I  conceive  to  be  the  solution  of  it,  and  I  do  not  in 
the  least  mind  saying  that  I  am  anxious  to  do  that  in  a  Patent  case  even  where 
I  have  not  to  deliver  the  first  judgment,  because  I  think  that  it  is  due  to  the 
litigants  between  whom  I  have  to  decide,  that  I  should,  by  the  expression  of  my 
conclusion,  satisfy  not  only  the  litigants  but  myself  that  I  have  really  understood  30 
the  question  which  has  come  before  the  Court  for  decision.     I  think  I  can 
shortly  state  what  I  conceive  to  be  the  question,  and  what  I  conceive  to  be  the 
answer  to  it. 

This   invention  is  concerned  with  gramaphones,  and  we  know  that  the 
same  inventor  has  taken  out  Patents  in  relation    to  them    before ;    because  35 
although  in  one  case  the  Patent    is  taken   out  in  the  name   of   Lake,    and 
in  another  in  the  name  of  Johnson^  Johnson  is  the  inventor  in  both  cases, 
and  it  is  he  who  has,  by  his  communications,  introduced  the  invention  into  this 
country.      Both  these  Patents  deal  with  the  gramaphone,  and  one  only  has 
to  look  at  the  Figures  attached  to  the  Specification  of  1895  and  those  attached  40 
to  the  Specification  of  1898  to  see  what  some  of  the  difficulties  were,  which 
people  met  with  in  constructing  gramaphones  so  that  they  should  not  only 
issue  the  necessary  volume  of  sound,  but  also  should  issue  that  volume  of  sound 
at  a  good  tone.    People  have  all  along  recognised  the  advantages  of  the  horn  as 
an  instrument  to  produce  amplifications  of  sound  in  the  case  of  a  gramaphone,  45 
as  indeed  in  the  case  of  everything  else.    It  seems  to  have  been  desired  by 
everyone — Mr.  Swinburne  does  not  very  positively  affirm  it,  yet  he  does  not 
seem  to  me  to  deny  it — it  seems  I  say  to  have  been  thought  desirable  by  everyone 
concerned  with  the  manufacture  of  gramaphones,  that  you  should  bring  the 
horn  of  the  trumpet  as  close  to  the  source  of  sound  as  you  could.    That  is  50 
generally  true  of  musical  instruments  in  respect  of  which  the  trumpet  shape 
was  probably  originally  invented,  and  it  is  recognised  as  being  true  also  in 
respect  of  the  amplification  and  the  emission  of  sound  of  good  tone  in  con- 
nection with  the  manufacture  of  gramaphones. 

That  being  recognised,  there  was  this  difficulty  found  in  practice,  that  if  you  55 
brought  the  horn  into  immediate  proximity  with  the  point  which  was  the 
source  of  sound,  it  was  found  that  in  the  case  of  the  gramaphone  it  interfered 
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with  the  action  of  the  needle.  Nothing  would  be  gained  by  my  stating,  in  what 
I  will  describe  as  lay  language  as  distinguished  from  the  language  of  science, 
how  this  difficulty  with  the  needle  took  place.  There  was  the  fact,  and  it  was 
desirable  to  get  over  that  difficulty.  As  I  understand,  this  difficulty  is  got  over 
5  by  this  Patent  as  to  which  it  is  said  there  is  no  good  subject-matter.  It  is  got 
over  really  by  the  introduction  of  joints  into  the  horn,  and,  as  1  understand,  it 
is  not  denied  that  the  results  of  the  introduction  of  these  joints  has  been  to  get 
over  this  difficulty  of  the  interference  of  the  horn,  when  brought  into  close 
proximity  to  the  source  of  sound,  with  the  action  of  the  needle.    It  seems  to 

10  me  that  utility  in  that  sense  is  really  not  denied.  The  introduction  of  these  joints 
by  the  Patentee  has  got  over  the  difficulty  in  this  connection.  Assuming  that 
to  be  a  right  conclusion  in  fact,  I  do  not  understand  how  it  can  be  said,  as  it  is  said 
here,  that  there  is  no  subject-matter.  Of  course  for  subject-matter  you  must 
have  utility  and  invention.    As  to  utility  you  have  got  it.    As  to  invention,  it 

15  seems  to  me  on  the  facts  that  I  have  stated  that  there  is  ample  invention.  There 
was  this  difficulty  to  be  solved  which  occurred  every  time  an  attempt  was  made 
to  construct  a  gramaphone  with  a  horn  in  proximity  to  the  source  of  sound,  and 
under  those  circumstances  the  question  was  "  How  can  we  solve  this  and  bring 
*^  the  horn  in  close  proximity  to  the  source  of  sound  and  yet  not  get  interference 

30  "  with  the  needle  ?"  It  occurred  to  the  Patentee  that  you  could  do  it  by  the 
introduction  of  the  joints  into  the  horn.  I  myself  think  there  was  invention  : 
there  was  a  difficulty  and  there  was  invention  which  got  over  that  difficulty, 
and  utility  not  being  denied  here,  it  seems  to  me  that  there  was  good  subject- 
matter. 

%i  One  of  the  things  which  was  urged  against  this  was  to  say — "  Oh,  but  you  are 
*'  relying  upon  the  efficacy  of  these  joints  in  the  tapering  horn,  and  Professor 
"  Boys  has  discovered  that  you  can  get  over  the  difficulty  without  these  joints ; 
**  you  can  get  over  the  difficulty  if  you  have  an  enlarged  horizontal  tube."  He 
did  say  so.    Then  it  is  further  said — "  As  you  have  got  over  this  difficulty  by 

30  "  the  simple  means  of  enlarging  the  horizontal  tube  and  letting  the  orifice 
'^  through  which  the  sound  was  to  pass  into  the  tube  be  a  small  one,  so  that,  as 
'^  the  sound  passed  through,  you  found  a  natural  cone  formed  without  the 
^'  assistance  of  physical  girders  ;  that  was  so  simple  a  thing  that  it  takes  away 
"  altogether  from  the  sufficiency  of  your  invention  ;  you  are  only  showing  one 

35  "  of  the  modes  in  which  this  difficulty  could  be  got  over.'*  The  mode  suggested 
by  Professor  Boys  it  is  said  is  a  simpler  mode,  and  it  would  occur  to  anybody's 
mind.  If  you  look  at  the  evidence  that  is  not  so  at  all.  Professor  Boys  was 
altogether  uncertain  as  to  what  the  result  of  his  experiment  would  be,  and 
assuming  that  to  a  certain  extent  this  enlarged  horizontal  tube  with  a  small 

40  orifice  for  the  sound  to  pass  through  does  get  over  that  difficulty,  it  is  not  a 
matter  which  was  simple  or  easy  ;  it  is  a  matter  as  to  which  I  a^ree  with  Mr. 
Waiter^  that  if  it  is  true  that  this  sort  of  horizontal  tube  could  have  produced 
these  results,  imall  probability  Professor  Boys  might  be  entitled  to  a  good  Patent 
which  could  be  supported  as  far  as  invention  and  subject-matter  are  concerned. 

45  There  has  been  a  sort  of  suggestion  here  that  this  Patent  is  not  a  good 
Patent,  and  at  one  time  I  admit  I  was  struck  with  that  because  the  Patentee, 
having  in  his  Specification  used  words  which  indicated  that  he  thought  it  of  the 
essence  of  his  invention  that  the  tapering  should  continue  right  down  to 
the  orifice  from  which  the  sound  was  to  come,  yet  in  trade  in  the  instruments 

50  which  the  Plaintiffs  sell  that  is  not  so,  becuause  they  sell  them  not  with  a 
tapering  that  continues  right  down  to  the  orifice,  but  with  a  tapering  that  ceases 
before  you  come  to  the  source  of  sound,  there  being  an  interval  which  is  filled 
up  with  a  very  small  horizontal  piece.  The  answer  that  is  made  to  that  is  that 
probably  it  would  be  better  if  you  continued  the  tapering  right  up  to  the  source 

55  of  sound,  but  it  is  a  very  little  piece  that  constitutes  the  interval  between  the 
point  to  which  the  tapering  does  come  and  the  source  of  sound  ;  it  is  an  expen- 
sive piece  to  make,  and  under  those  circumstances,  as  a  matter  of  commerce^ 
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hsTing  got  the  tapering  so  very  near,  and  bo  much  nearer  than  previously  it  had 
•been  possible  to  go,  to  the  source  of  sound,  for  commercial  reasons  based  upon 
the  expense  of  the  manufacture,  it  is  not  carried  quite  to  the  end,  but  that 
little  bit  to  which  our  attention  was  called,  which  goes  from  the  second  joint 
is  horizontal.  5 

The  only  other  matter  I  have  to  mention  is  on  the  question  of  infringement. 
I  think  Mr.  Justice  Farwell  said  that  practically  the  infringement  was  not 
denied.  I  think  Mr.  Terrell  said  emphatically  that  it  was  denied  ;  but  havinj? 
heard  his  argument  here,  and  the  extent  to  which  it  was  really  pressed  upon  us 
— I  mean  by  that  the  small  extent  to  which  it  was  pressed  upon  us— I  am  very  10 
much  inclined  to  say,  as  Mr.  Justice  Farwell  did,  that  practically  the  infringe- 
ment is  not  denied.  I  think,  therefore,  there  is  good  subject-matter  and  there  is 
infringement,  and  in  my  judgment  this  appeal  ought  to  be  dismissed  with  costs. 

ROMBR  LJ. — I  also  have  come  to  the  conclusion  in  this  case  that  Mr.  Justice 
Farwell  was  right  in  holding  that  there  was  good  subject-matter  to  support  this  1^ 
Patent. 

These  gramaphones  require  for  success  two  things  amongst  others  ;  one  is  that 
the  needle  which  has  to  traverse  the  record,  as  it  is  called,  should  in  following 
it,  so  as  to  affect  the  sound  producer,  be  able  to  travel  along  the  record  with  the 
least  possible  interference  with  its  motion,  both  horizontal  and  vertical.  It  is  % 
very  important  that  it  should  not  be  hampered  by  having,  for  example,  to  move 
the  horn  which  forms  part  of  the  gramaphone  as  sold  ;  that  it  should  ndt  have 
the  dead  weight  of  that  at  all,  if  possible,  thrown  upon  it.  The  second  thing 
that  is  requisite  in  one  of  these  gramaphones  is  a  proper  horn  to  reproduce  by 
enlargement  the  sound  that  is  created  in  the  box,  and  that  enlargement  has  25 
generally  taken  the  form  of  a  hollow  cone,  which  is  the  best  form,  if  it  be  not 
in  fact  absolutely  the  only  true  form,  for  enlarging  and  producing  the  sound. 
The  Patentee  has  patented  an  invention  which  was  of  great  advantage  over 
anything  that  had  been  produced  before  for  both  tliose  purposes  connected  with 
a  gramaphone  to  which  I  have  alluded ;  and,  as  I  shall  show  when  I  have  to  deal  30 
with  the  alleged  anticipations,  what  the  Patentee  did  had  never  been  done 
before,  and  it  appears  to  me  that  when  you  look  at  the  alleged  anticipations  you 
cannot  but  come  to  the  conclusion  that  they  did  not  naturally  suggest  what  the 
Patentee  did  by  his  invention,  and  that  it  cannot  be  said  that  any  one  of  them, 
or  the  whole  combined,  would  of  necessity  have  suggested  the  invention,  or  35 
that  the  Patent  required  no  invention  having  regard  to  the  prior  existing 
knowledge. 

The  invention,  as  pointed  out  by  my  Lord,  consisted  in  taking  the  lower  part 
of  the  horn  and  doubly  articulating  it— of  course  double  jointing  was  perfectly 
well  known — so  that  in  no  sense  should  the  main  weight  of  the  horn  be  cast  40 
upon  the  needle,  nor  should  the  horn  have  to  be  moved  as  a  whole  as  the  needle 
moved.  The  only  part  that  had  to  move  with  the  needle  was  the  lower  part  of 
the  horn,  which  was  double  jointed  ;  but  this  invention  also  had  the  advantage 
of  still  preserving  the  cone  form  of  the  sound-enlarger  down  to  the  box,  so  that 
from  the  time  of  the  sound  produced  coming  from  the  box,  it  came  forth  in  the  45 
proper  shaped  cone  and  was  so  properly  enlarged  and  issued  to  those  listening 
to  it.  That  invention  was  undoubtedly  useful,  in  fact  I  think  that  was  hardly 
contested  on  behalf  of  the  Defendants,  but  whether  it  was  contested  or  not, 
there  can  be  no  doubt  upon  the  evidence  of  the  great  utility  of  that  invention. 

With  regard  to  the  question  of  alleged  anticipation  or  want  of  subject-matter,  50 
that  is  to  say  want  of  real  invention  to  suf&ciently  support  the  P&tent,  the 
Appellants'  Counsel,  it  appears  to  me,  are  using  fallacious  devices  which  have 
so  often  been  used  in  cases  of  this  kind.  One  device  in  dealing  with  the 
alleged  anticipations  is  to  say  that  it  is  true  that  the  anticipation  does  not  show 
the  Patentee's  invention,  but  it  shows  one  part.  One  piece  of  it  can  be  found  55 
in  one  of  the  anticipations  for  example.  In  one  you  will  find  the  sound- 
enlarger,  the  cone  or  horn  going  down  to  the  box ;  it  is  true  there  is  no  doable 
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jointing  or  articalation  of  the  lower  part  of  the  horn.  In  another  it  is  said 
yon  will  find  doable  jointing  of  some  sort  in  connection  with  the  box  joining 
the  box  to  the  horn,  but  not  tapering,  not  part  of  the  horn,  not  horn-shaped ; 
bat  piece  these  things  together  and  yoa  get  the  patented  invention.  I  need 
5  scarcely  point  oat  the  fallacy  of  that  line  of  argament. 

Anodier  way  in  which  it  was  presented  to  as  was  this  : — ^imagine  that  it  was 
common  knowledge — which  it  was  not — and  a  matter  of  common  user — which 
it  was  not — to  have  a  gramaphone  exactly  like  the  Plaintiffs*  but  with  a  doable 
jointed  part  straight  and  not  tapering  or  horn  shaped,  not  part  of  the  horn ; 

10  did  it  require  invention,  that  being  common  knowledge,  to  make  it  tapering?  As 
to  whether,  if  those  had  been  the  facts,  it  would  not  have  been  good  subject- 
matter  to  have  made  a  change,  if  that  change  was  of  importance  and  gave 
an  advantage  which  had  not  been  previously  obtained,  I  need  not  say :  I 
see  no  sufficient  reason  for  holding  that  it  would  not,  but  as  a  matter  of  fact 

15  there  was  no  common  user  of  a  gramaphone  like  the  Plaintiffs* ;  there  was  no 
such  common  knowledge  as  has  been  suggested. 

The  Defendants  rely  upon  four  alleged  anticipations,  and  what  we  have  to 
judge  this  invention  by  is  a  consideration  of  those  four  alleged  anticipations  to 
see  whether  they  either  anticipate  the  patented  invention  or  give  such  informa- 

20  tions  as  to  make  it  a  matter  requiring  no  invention  to  go  from  that  alleged 
anticipation  to  the  patented  invention. 

Let  me  go  through  the  alleged  anticipations  very  shortly.  Take  LioreVs. 
There  was  a  machine  where  the  needle  had  to  move  the  horn,  where  there  was 
no  jointing  of  the  arm  at  all.    Can  any  one  say  that  that  anticipated  the  patented 

25  invention,  or  that  from  the  knowledge  you  derived  from  it  it  required  no 
invention  to  arrive  at  what  is  patented  ?  I  think  not.  It  is  something  to  be 
able  to  point  out  that  you  have  inventions  coming  after  this,  and  yet  the 
Iiatented  invention,  useful  as  it  undoubtedly  is,  was  not  discovered  by  those 
subsequent  patentees. 

30  The  next  all^d  anticipation  is  OrivoUi8\  Now  Qrivolas  did  see  the 
advantage  of  getting  the  horn  right  down  to  the  box,  but  then  he  had  no  jointed 
arm  at  all,  and  he  never  relieved  the  needle  from  moving  the  horn.  The  same 
observations  that  I  applied  to  Lioret  apply  to  Qrivolas. 

I  then  come  to  Jensen^  which  was  relied  upon  by  Counsel  on  behalf  of  the 

35  Appellants.  That  was  a  case  where  no  part  of  the  horn  was  articulated,  double 
jointed  at  all.  It  was  a  case  where  the  patentee  was  dealing  with  a  phonograph 
where  the  cylinder  has  to  move,  and  where,  as  it  appears  to  me,  such  kind  of 
jointing  as  he  used  with  his  arm  was  not,  though  alike  in  the  result,  the  kind 
of  double  jointing  that  this  Patentee  adopted,  and  certainly  it  was  not  obviously 

40  applicable  to  the  case  of  a  gramaphone  at  any  rate.  It  appears  to  me  if  you 
look  at  Jensen  and  carefully  consider  it,  it  is  impossible  to  say  that  that  would 
naturally  suggest  the  patented  invention. 

The  last  anticipation  is  that  of  Johnson  and  Dennison  of  1902.  There  you 
had  an  arm  articulated  in  a  sense,  but  if  you  look  at  the  articulation  it  was  quite 

45  distinct  from  the  articulation  employed  in  the  Patent.  It  was  a  very  special 
device  for  giving  a  small  vertical  motion  to  the  box,  and  it  did  not  have  the 
advantage  of  the  Patentee's  in  articulating  and  jointing,  in  the  manner  invented 
by  the  Patentee,  part  of  the  cone  or  horn.  The  same  observations  to  my  mind 
apply  to  that  as  to  the  other  alleged  anticipations.    Just  as  Johnson  in  1902 

50  did  not  produce  anything  like  the  patented  invention,  although  he  must  be 
taken  to  have  known  of  Jensen^  Qrivolas  and  Lioret^  so  when  you  come  to  the 
patented  invention  it  is  impossible  to  say,  as  it  appears  to  me,  that  there  was 
not  invention  required  after  Johnson  in  order  to  arrive  at  the  patented  invention. 
So  much  for  the  alleged  anticipations. 

55  I  ought  to  say  a  word  with  regard  to  Professor  Boys^  experiments.  Those 
experiments  to  my  mind  not  only  do  not  assist  the  Appellants*  case,  but 
point  out  its  weakness.     They  were  primarily  devoted  to  the  question  of 
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Qtility,  but  indirectly  no  doubt  they  went  to  invention,  since  it  vns 
suggested  there  was  very  little  use  in  the  Patent  because  of  what  had  been 
previously  invented ;  but  when  you  ^come  to  test  those  experiments,  what 
would  you  have  expected  to  find  ?  You  would  have  expected  to  find  some 
experiments  to  show  that  if  you  took  the  Plaintiffs'  articulated  arm  and  did  not  5 
have  it  horn-shaped,  but  had  it  straight,  it  made  no  substantial  difference  in 
the  value  of  the  machine.  No  such  experiment  was  attempted,  and  I  have  no 
doubt  for  very  good  reasons  ;  at  any  rate,  if  it  was  attempted,  no  evidence  was 
given  of  any  such  experiment,  but  the  experiment  was  directed  to  this,  he  took 
the  Defendants'  gramaphone  and  he  tried  to  make  out  that  it  would  do  just  as  10 
well  if  it  had  a  cylindrical  double-jointed  arm  as  if  it  had  a  cone-shaped  or 
horn-shaped  arm,  but  when  the  cross-examination  is  looked  at,  it  is  clear 
that  what  Professor  Boys  was  doing  was,  not  taking  the  Defendants*  as  they 
used  it  before  the  date  of  the  Plaintiffs*  invention,  but  knowing  of  the 
Plaintiffs*  invention  he  tried  experiments  and  he  found  out  that,  if  you  took  an  15 
enlarged  cylindrical  articulated  joint  between  the  box  and  the  horn,  you  would 
get  the  same  advantage  or  approximately  the  same  advantage  as  the  Plaintiffs* 
invention,  provided  that  you  put  at  the  first  part  of  the  cylinder,  where  the 
sound  comes  from  the  box,  something  in  the  nature  of  a  taper  so  as  to  allow  the 
sound  to  enter  gradually  ;  in  other  words  he  has  made  a  fresh  experiment,  and  20 
discovered  something  which  was  probably  not  known  before,  but  how  that  can 
be  used  as  helping  the  Appellants*  case  I  cannot  conceive.  As  I  have  said,  it 
points  against  the  Appellants*  case,  and  it  shows  that  the  more  natural  experi- 
ment that  you  would  have  expected  to  find,  had  such  an  experiment  been 
possible  in  favour  of  the  Appellants,  was  not  made.  25 

I  wish  to  say  a  word  before  I  conclude  with  regard  to  the  fact  that  you  find 
that  some,  if  not  all,  of  the  Plaintiffs*  machines,  as  sold  by  the  Plaintiff,  do  not 
carry  the  horn-shaped  arm  right  to  the  mouth  of  the  box,  but  have  a  small 
portion  between  the  articulated  arm  and  the  mouth  of  the  box.  All  I  need  say 
with  regard  to  that  is  this,  that  for  motives  of  economy  it  may  well  be  that  it  is  30 
not  desirable  in  a  commercial  sense  to  try  and  obtain  the  full  advantage  from 
the  Patent  by  making  this  small  connecting  portion  of  the  arm  conical,  because 
the  expense  of  so  making  it  would  be  out  of  proportion  to  the  advantage  you 
would  obtain  if  it  were  not  cylindrical,  seeing  what  a  small  portion  of  the 
machine  it  takes  up  ;  but  no  one  can  doubt  that  when  you  look  at  the  Plaintiffs*  35 
machines  that  are  issued  to  the  public  they  have  as  to  the  main  arm — the  fulL 
length  of  the  arm  except  a  small  piece — the  conical  form.  It  seems  to  me, 
therefore,  that  there  is  nothing  in  that  matter  which  militates  against  the 
contention  of  the  Plaintiffs  in  this  case. 

Lastly,  I  should  like  only  to  say  this,  that  I  am  satisfied  from  the  evidence  40 
that  the  Defendants*  machine  does  infringe.     It  appears  to  me  for  these  reasons 
that  the  appeal  fails  and  should  be  dismissed  with  costs. 

Cozbns-Hardy  L,J. — I  agree,  and  I  have  nothing  to  add. 
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In  the  Court  of  Sbbsion  in  Scotland. 

Inner  House.— Second  Division. 

Be/ore  The  Lord  Justice  Clerk,  Lords  Kyllaohy,  Stormonth- 

Darling,  and  Low. 

5  October  ITth,  1905,  July  3rd,  4th,  and  20th,  1906. 

Dunlop  Pneumatic  Tyre  Company  Ld.  v.  Dunlop  Motor  Company  Ld. 

Trade  name. — Action  to  restrain  the  vse  of  the  name  •'  Dunlop." — Name  of 
members  of  Beepondent  Company  "Dunlop." — Bight  to  use  own  name. — Mis^ 
leading  y  deceptiony  or  confusion  arising  from  the  use  of  the  name  "  Dunlop." — 
10  Interdict  granted  by  the  Lord  Ordinary  but  refused  by  the  Second  Division. 

From  1888  the  ComplainerSy  the  D.  P.  T.  Co.  Ld.  and  their  predecessors  in  title 
used  the  name  "  Dunlop  "  in  connection  unih  their  goods— tyres  for  cydeSy  and 
other  accessories  for  cycles  and  motorSy  such  aspumpsy  infiatorSy  Ac.  77ie  name 
**  Dunlop  "  ?iad  become  identified  in  the  trade  and  am^mgst  the  public  unth  the 

15  Complainers'  tyres.  From  1898  R.  D.  and  J.  P.  D.  carried  on  a  retail  business 
under  the  style  of  R.  and  P.  J.  Dunlop.  They  sold  and  repaired  cycles  and 
motorSy  but  had  no  plant  for  making  motors.  In  1904  the  Dunlop  Motor 
Company  was  incorporated;  R.  D.  and  3.  P.  D.  being  the  directors.  It  was 
incorporated  to  purchase  and  did  purchase  for  a  smaM  sum  the  motor  branch 

20  of  the  business  of  the  firm.  The  Imsiness  carried  on  by  the  Company  wasy  as 
found  by  the  Lord  Ordinary,  scarcely  if  at  all  different  from  that  carried  on  by 
thefirmy  and  the  Company  was  not  in  a  position  to  manufacture  and  had  not 
attempted  to  manufacture  one  motor  car,  but  they  did  deal  in  certain  cUisses  of 
goods  and  carry  on  certain  lines  of  bimness  in  common  with  the  Complainers. 

25  It  was  held,  by  the  Lord  Ordinary,  in  an  action  of  suspension  and  interdicty 

that  the  name  '^Dunlop"  having  acquired  a  secondary  meaning  as  descriptive 

of  the  Complainers^  goodSy  and  the  Bespondents^  businessy  such  as  it  waSy  being 

of  the  same  or  of  a  similar  naturcy  the  resemblance  of  the  trade  na/mes  was 

too  dose  not  to  lead  to  confusion  and  possible  deception;  that  while  neither 

30  mala  fides  nor  actucU  deception  wcls  proved,  yet  the  purchase  of  R.  D.  and 

3  B 
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J.  D.*s  hubsiness  and  the  floating  of  it  as  the  D.  M.  Co.  Ld.  suggested  other 
objects  than  those  stated  in  their  Memorandum  of  Association ;  and  that  in  any 
case  goodfaithy  the  absence  of  proof  of  deception^  and  the  u^e  by  the  Respondents 
of  their  own  name  formed  no  answer  to  the  Complainers'  case  based  on 
probable  or  possible  confusiony  misleading^  or  deception.  Interdict  was  granted  5 
substantially  as  craved^  with  expenses.     The  Respondents  reclaimed. 

Held,  by  the  Second  Division  of  the  Inner  House,  that  there  was  no 
proof  of  probable  confusion  or  deception  of  persons  acting  with  reasonable  care 
and  observation ;  that  the  term  "  Dunlop  tyres "  was  the  proper  and  usual 
name  of  certain  (formerly  patented)  articles  which  might  be  sold  by  all  under  |0 
such  flame;  and  that  as  regards  articles  other  than  tyreSy  the  Gomplainers 
had  acquired  no  exclusive  right  to  the  name  "  Dunlop  " ;  also  that  there  was 
no  proof  of  mala  fides. 

Observed  thaty  in  the  absence  of  some  overt  act  or  course  of  conduct  plainly 
indicative  of  a  dishonest  effort  to  pass  off  his  goods  as  the  goods  of  another y  a  15 
merchant  or  manufacturer  could  not  be  debarred  from  selling  his  own  goods 
under  hi%  own  name.  Valentine  Meat  Juice  Company  v,  Valentine  Extract 
Company  {17  R.P.O.  67S)yif  affirming  or  implying  any  broader  proposition, 
doubted. 

The  Lord  Ordinary's  interlocutor  was  recalled  and  interdict  was  refused,  with  JW 
expenses. 

This  wa0  m.  action  of  suspension  and  interdict  at  the  instance  of  the  Dunlop 

Pneumatic  Tyre  Company  Ld.y  having  their  registered  office  at  1  Regent  Street, 

Lo?i4o»,  a9  CJomplainers,  against  the  Dunlop  Motor  Company  Ld.y  having  their 

registered   office  at  39  John  Finnic   Street,  Kilmarnock,  as  Respondents,  to  2.*) 

restrain  the  latter  from  carrying  on  business  under  the  above  name  or  under 

any  title  calculated  to  mislead  the  public  into  supposing  that  the  latter  Company 

wa9  connectpd  with  the  former.    The  Complainers  were  a  Limited  Company, 

incorporated  on  the  6th  of  May  1896.    The  objects  fpr  which  the  Company 

was  established  were  in  Statement  1  of  their  Condescendence  set  forth  to  be,  30 

inter  alia^  as  follows  : — "  (a)  To  acquire  and  take  over  as  a  going  concern  the 

•*  nndertakiijig  of  the  Pneumatic  Tyre  Company  Ld.  (incorporated  in  1894), 

'^  and  all  or  any  of  the  assets  and  liabilities  of  that  Company,  and  also  certain 

"  ratents,  and  with  a  view  thereto  to  enter  into  and  carry  into  effect,  with  or 

'^  without  modification,  the  three  several  Agreements  in  the  terms  of  the  drafts  35 

i*  referred  to  in   clause  3  of  the  Articles   of  Association   of  this  Company. 

"  (6)  To  carry  on  the  business  of  manufacturers  of,  and  dealers  in,  and  letters 

**  to  hire  of  pneumatic   and   all   other  tyres  and  wheels  of  cycles,  bicycles, 

"  velocipedes,  and   carriages   and  vehicles  of   all    kinds,  and   all  machinery, 

**  implements,  utensils,  appliances,   apparatus   and   things   capable   of   being  40 

"  used  therewith,  or  in  the  manufacture,  maintenance,  and  working  thereof 

**  respectively,  or  in  the  construction  of  any  track   or  surface  adapted   for 

"  the  use   of  any  such  tyres  and  wheels,     (c)  To  carry  on  the   business  of 

"  manufacturers  of,  dealers  in,  and  letters  to  hire  of  cycles,  bicycles,  tricycles, 

"  velocipedes,  perambulators,  bath-chairs,  horse-carriages,  motor  or  horseless  45 

"  carriages,  and  carriages  and  vehicles  of  every  description,  and  all  component 

"  parts  thereof  respectively,  and  also  all  apparatus  and  implements  and  thibgsfor 

'  ^^  hse  in  sports  or  ^mes.*'  Certain  Patents  owned  and  worked  by  the  Gomplainers 

an,d  ti^eif  pired^es^ors  had  caused  s^  great  development  in  the  cycle,  motor,  and 
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carriage  indastry,  in  which  the  Complainers  and  their  predecessors  had  taken  a 
leading  part.  As  to  the  business  actually  carried  on  by  the  Complainers  and  the 
appropriation  of  the  name  ^^Dunlop  '*  to  their  goods,  they  made  the  following  aver- 
ment (Statement  3) — "  In  1888  the  word  ^Dunlop '  was  first  used  by  the  predeces- 
5  '^  sors  in  title  of  the  Complainers'  Company  to  designate  the  goods  manufactured 
♦'  by  them.  Since  that  time  the  word  has  been  in  continuous  commercial  use  as 
**  designating  generally  the  goods  manufactured  by  them.  The  Complainers  do 
^^  a  large  business  not  only  in  the  manufacture  and  sale  of  tyres  but  also  in  the 
**  manufacture  of  all  accessories  used  in  relation  to  motor  cars  and  bicycles,  and 

10  '*  in  numerous  other  goods,  rubber  and  otherwise,  used  in  and  about  motoring 
"  and  cycling.  These  include  tyres  of  all  kinds,  wheels  for  motor  cars,  valves, 
^^  pumps  or  inflators  for  motors,  repairing  outfits  for  motor  car  tyres,  india- 
"  rubber  matting,  water-proof  clothing  and  india-rubber  goods  of  all  kinds. 
"  All  these  goods  are  associated  with  the  name  *  DunlopJ*    The  word  *  Dunlop ' 

15  "  is  stamped  on  all  or  most  of  them.  In  the  case  of  tyres  there  is  also  impressed 
"  a  bust  of  the  inventor  J.  B.  Dunlop^  which  forms  the  Trade  Mark.  The  name 
"  is  associated  by  the  public,  and  in  the  cycle  and  motor  industry,  with  the 
"  Complainers'  Company  and  their  goods.  It  is  of  great  value  to  the  Com- 
"  plainers,  many  prizes  having  been  awarded  for  *  Dunlop '  motor  tyres,  and 

20  "  they  have  repeatedly  restrained  its  use  by  other  companies  and  firms  in  the 
**  cycle  and  motor  trade."  (Statement  4). — The  Respondents  are  a  Limited 
Company,  incorporated  on  the  1st  of  July  1904.  Their  purposes  as  defined  by 
their  Memorandum  of  Association,  are  inter  alia  as  follows  : — "  (1.)  To  acquire 
"  the  motor  branch  of  the  business  of  B,  and  J,  F.  DunlQpy  cycle  and  motor 

25  ^*  merchants  and  manufacturers,  Kilmarnock,  and  with  that  object  to  execute 
^'  and  carry  into  effect  a  minute  of  agreement  between  B,  and  J,  F,  Dunlop^ 
^*  cycle  and  motor  merchants  and  manufacturers,  Kilmarnock,  and  Bohert 
'^  Dunlop  and  John  Fisher  Dunlop^  the  individual  partners  of  the  firm,  of  the 
**  first  part,  and  this  Company,  of  the  second  part,  a  draft  whereof  has  been 

30  **  approved  by  the  subscribers  hereto.  (2.;  To  carry  on  the  business  of  motor 
^*  manufacturers  agents  and  dealers,  and  all  or  any  other  trades  or  businesses  erf 
*•  any  kind  which  can  be  cpnveniently  carried  on  by  the  Company  in  connection 
**  with  such  business  or  any  part  thereof,  or  the  carrying  on  of  which  may,  in 
"  the  opinion  of  the  directors,  be   likely  to  be  beneficial  to  the  Company, 

35  "  (3.)  To  manufacture,  buy,  sell,  repair,  convert,  let  on  hire,  or  otherwise  deal 
"  in  motors,  cycles,  cars,  carriages,  carts,  waggons,  vans,  and  vehicles,  and  their 
'^  component  parts  and  accessories,  and  fittings  and  conveniences  of  all  kinds 
"  which  can  be  conveniently  dealt  in  by  the  Company,  and  to  carry  on  any 
"  other  businesses,  whether  manufacturing  or  otherwise,  which  can  be  conve- 

40  "  niently  carried  on  in  connection  with  any  of  the  Company's  objects."  The 
Respondents  carried  on  business  in  terms  of  these  purposes,  and  dealt  inter 
alia  in  tyres,  pumps,  infiators,  wheels,  rugs,  and  other  parts  and  accessories  of 
motors.  They  were  registered  and  carried  on  business  under  the  style  and  title 
of  the  "  Dunlop  Motor  Company^  Ld.^^ 

45  In  the  beginning  of  1905  the  Complainers  commenced  the  present  action. 
They  alleged  (in  Statement  5)  that  the  adoption  by  the  Respondents  of  the  style 
or  title  Dunlop  Motor  Company  was  calculated  to  deceive  the  public  into  pur- 
chasing the  goods  of  the  Respondents  in  the  belief  that  such  goods  were  the 

^       goods  of  the  Complainers'  manufacture,  or  that  the  Respondents  and  their  goods 

50  were  associated  with  the  Complainers'  Company,  and  (in  Statement  6)  that  the 
Respondents  had  adopted  the  said  style  and  title  for  the  purpose  of  passing  off 
their  goods  as  and  for  the  goods  of  the  Complainers,  and  for  the  purpose  of 
taking  advantage  of  the  reputation  which  the  goods  manufactured  and  sold  by 
the  Complainers  had  acquired,  and  for  the  purpose  of  associating  their  business 

55  with  the  business  of  the  Complainers,  and  that  they  were  so  passing  off  their 
goods  as  goods  of  the  Complainers'  manufacture.  Therefore  they  asked  that  the 
Respondents  should  be  interdicted  ^*  (1)  from  carrying  on  business  under  the 
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"  style  or  title  of  the  '  Dunlop  Motor  Company  Ld,^  or  under  any  other  or 
"  similar  style  or  title  comprising  the  word  *  Dunlop,'*  or  any  style  or  title 
"  calculated  to  deceive  or  mislead  the  public  into  the  belief  that  the  Respon- 
"  dents*  Company  is  the  same  Company  as  the  Complainers'  Company,  or  is  in 
"  connection  therewith,  or  that  the  business  of  the  Respondents'  Company  is  5 
"  the  same  or  in  any  way  connected  with  the  business  of  the  Complainers' 
''  Company,  and  (2)  from  passing  off  or  attempting  to  pass  off  the  Respondent 
"  Company's  goods  as  and  for  the  goods  of  the  Complainers'  Company." 

The  Respondents  denied  that  their  use  of  the  name  "  Dunlop  "  was  calculated 
to  deceive  the  public.  They  alleged  that  it  was  their  own  name,  four  of  10 
the  seven  members  of  the  Company,  holding  four-fifths  of  the  shares  and 
including  the  managing  members,  being  Dunlops.  The  firm  who  were  the 
Respondents'  authors  had  been  in  business  seven  years  under  the  name  of 
B.  and  J,  F.  Dunlop,  and  had  become  identified  with  the  sale  and  repair  of 
motors  under  that  name.  The  retention  of  the  name  "  Dunlop  "  in  the  designa^  15 
tion  of  the  Company  was  necessary  in  order  to  retain  the  goodwill  of  the 
business  built  up  by  the  Dunlops.  The  Respondents,  as  a  matter  of  fact,  had 
never  used  any  trade  name  comprising  the  word  "  Dunlop  "  in  connection  with 
any  goods  manufactured  or  sold  by  them  where  that  name  had  been  applied 
to  any  like  goods  advertised  as  manufactured  or  sold  by  the  Complainers.  20 

The  Complainers  pleaded  : — "  1.  The  adoption  by  the  Respondents  in  their 
"  business  of  the  style  or  title  of  *  The  Dunlop  Motor  Company  Ld, '  being  an 
^  infringement  of  the  Complainers'  rights,  interdict  should  be  granted  as  craved. 
"  2.  The  adoption  of  said  style  or  title  being  calculated  to  deceive  the  public 
**  into  purchasing  the  Respondents'  goods,  in  the  belief  that  such  goods  are  the  25 
**  goods  of  the  Complainers,  interdict  ought  to  be  granted  as  craved.  3.  The 
**  Respondents  having  adopted  said  style  or  title  for  the  purpose  of  taking 
**  advantage  of  the  reputation  which  the  goods  manufactured  and  sold  by 
*^  the  Complainers  have  acquired,  and  for  the  purpose  of  associating  their 
*^  business  with  the  business  of  the  Complainers,  interdict  ought  to  be  granted  30 
"  as  craved.  4.  In  the  whole  circumstances,  interim  interdict  ought  to  be 
"  granted." 

The  Respondenta'  pleas  were  : — "  1.  The  Complainers'  averments  are  neither 
"  relevant  nor  sufficient  to  support  the  prayer  of  the  Note.    2.  The  Complainers, 
*'  averments,  so  far  as  material,  being  unfounded  in  fact,  the  prayer  of  tJie  Note  35 
"  should  be  refused,  with  expenses." 

The  case  was  first  moved  on  the  6th  of  February  1905.  On  the  17th  of 
February  the  Lord  Ordinary  allowed  the  answers  to  be  seen,  and  on  the  24th 
of  February  he  passed  the  note  from  the  Bill  Chamber  to  the  Court  of  Session, 
where  it  was  sent  to  the  Adjustment  Roll  on  the  4th  of  March,  and  continued  40 
on  the  7th  of  March  in  order  to  allow  the  Complainers  to  answer  the 
Respondents'  Statement  of  Facts.  On  the  14th  of  March  the  Record  was  closed 
and  the  case  sent  to  the  Procedure  Roll  where  it  was  called  on  the  25th  of  June, 
but.  Counsel  agreeing  that  a  Proof  would  be  necessary,  Proof  was  fixed  for  18th 
of  July.  On  the  l6th  and  19th  of  July  Proof  was  taken,  and  on  the  19th  and  45 
29th  of  July  Counsel  were  heard. 

The  expert  witnesses  examined  were  : — For  the  Complainers — F.  C,  Baisley, 
one  of  their  managers ;  A.  K.  Dempsey,  dealer  in  cycles  and  motors,  Edinburgh ; 
and  W.  A,  Vincent,  dealer  in  cycles  and  motors,  Gamage  Street,  Holborn.  For  . 
the  Respondents — N,  D,  Macdonald,  Advocate,  Edinburgh,  member  of  the  50 
General  (.^ouncil  of  the  Automobile  Club  of  Great  Britain  and  Ireland;  W,  E. 
Townsend,  engineer,  and  partner  of  Middleton  and  Townsend,  Edinburgh  and 
London,  dealers  in  motor  cars ;  and  T.  M,  Cairns,  engineer,  London. 

At  the  Proof  it  was  shown  by  the  evidence  of  the  experts  in  the  cycle  trade 
that  the  name  '*  Dunlop  "  was  identified  by  the  public  with  the  Complainers  55 
Company  and  certain  Companies  ancillary  to  it.     These  Companies  were  com- 
monly spoken  of  simply  as  the  "  Dunlop  Companies  "  or  "  Dunlop' sJ*^    The  goods 
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with  regard  to  which  this  identification  took  place  were  principally  tyres  for 
motors  and  bicycles,  and,  to  a  smaller  extent,  some  other  cycle  or  motor  accessories 
in  the  manufacture  of  which  rubber  formed  a  part.  The  Complainers  did  not 
manufacture  or  sell  complete  cycles  or  motor  cars.  The  tyres  were  manufactured 
5  in  accordance  with  a  Patent  which  had  recently  expired.  Tyres  were  regarded 
in  the  cycle  trade  as  proprietary  articles.  All  the  expert  witnesses  admitted 
that  by  a  "  Dunlop  "  tyre  they  would  understand  one  manufactured  by  the 
Complainers,  but  they  differed  as  to  what  they  would  understand  by  a 
"  Dunlop  "  cycle  or  car.  The  Respondents'  witnesses  said  they  would  not 
10  connect  the  name  so  applied  with  the  Complainer  Company.  Those  called  by 
the  Complainers  said  if  a  ^^  Dunlop  "  motor  was  spoken  of  they  would  suppose 
the  Complainers  had  taken  up  this  branch  of  business  as  they  were  entitled 
to  by  their  Memorandum  and  Articles  of  Association,  and  that  they  would 
suppose  a  "  Dunlop  Motor  Company  "  to  be  a  subsidiary  Company  formed  by  the 

•15  Complainers  with  this  object.  It  was  not  suggested  by  the  Complainers  that 
the  Respondents  had  made  any  attempt  actively  to  pass  off  their  goods  as  those 
of  the  Complainers,  and  it  was  not  proved  that  the  public  had  been  actually 
misled  by  the  Respondents'  use  of  the  name  ''^Dunlop''  except  in  one  case, 
where  a  shareholder  in  the  Complainer   Company,  who  had  seen  the  name 

20  on  the  Respondents'  signboard  while  passing  through  Kilmarnock,  was 
proved  to  have  supposed  and  said  at  the  time  that  the  Complainers  had  started 
a  branch  there.  He  did  not,  however,  make  any  purchase  from  the  Respon- 
dents. With  regard  to  the  Respondent  Company  the  following  facts  were 
proved : — Since  1898  Robert  Dunlop  and  John  Fisher  Dunlop  carried   on 

25  business  in  Kilmarnock  under  the  firm  name  of  "  R.  and  J.  F.  Dunlop,^'  Their's 
was  a  retail  business  in  the  sale  and  repair  of  cycles  and  motors,  small,  at  least 
as  compared  with  the  Complainers',  and  confined  to  a  country  town  and  its  neigh- 
bourhood. Besides  their  shop  they  had  premises,  used  for  the  repair  of  motors, 
on  a  lease  expiring  in  1908.     They  had  no  plant  suitable  for  making  motors. 

30  In  1904  they  decided  to  separate  the  motor  business  from  that  in  cycles.  While 
the  firm  R.  and  J,  F.  Dunlop  continued  the  latter  business,  the  Respondent 
Company  was  formed  to  take  up  the  former.  Its  directors  and  managing 
members  were  Robert  and  John  Fisher  Dunlop^  and  the  other  members  were 
their  relations  and  friends.     Its  registered  office  was  at  the  shop  of  R.  and 

35  «/.  F.  Dunlop.  The  formation  of  this  Company  made  no  material  difference  in 
the  actual  conduct  of  the  business,  though  the  Dunlops  professed  that  they  had 
intended  to  develop  and  separate  the  motor  trade  if  they  had  had  time,  but 
were  prevented  from  doing  so  by  the  present  Action.  Neither  the  Company 
nor  the   firm,  their  author,  ever  made  a  motor.    They  repaired  motors,  and 

40  dealt  in  them  and  their  parts  and  accessories.  Tyres  were  among  the  most 
important  of  these.  The  history  of  the  formation  of  the  Respondent  Company 
was  gone  into  in  detail  at  the  Proof.  The  Respondents  contended  that  it  was 
formed  for  the  bona  fide  purpose  of  developing  the  motor  trade  in  Kilmarnock, 
and  without  any  intention  of  appropriating  the  reputation  of  the  Complainers. 

45  They  wished,  they  said,  to  increase  their  capital,  and  to  work  a  Patent  for 
which  they  were  then  applying.  The  Complainers  suggested  that  an  intention 
that  the  Dunlop  Motor  Company  should  be  bought  up  by  the  Complainers  was 
present  from  the  beginning.  The  evidence  on  this  point  was  summarised  by  the 
Lord  Ordinary  in  his  Opinion  (22  R.P.C.  539).     It  was  of  a  conflicting  character 

50   and  was  disregarded  by  the  Inner  House. 

The  Lord  Ordinary  made  avizandum,  and,  on  the  1st  of  August, 
pronounced  the  following  Interlocutor ;  — '*  The  LORD  Ordinary,  having 
"  considered  the  debate,  proof,  and  whole  process,  finds  that  the  adoption 
**  by  the   Respondents   in  their   business  of  the  style  or  title  of  the  Dunlop 

55  "  Motor  Company  Ld..  is  an  infringement  of  the  Complainers'  rights,  and 
**  that  such  adoption  is  calculated  to  deceive  the  public  into  purchasing  the 
**  Respondents^  goods   in   the   belief   that  such  goods  are  the  goods  of  the 
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"  Complainers,  and  into  confounding  the  Respondents'  business  with  that  of 
"  the  Complainers :  therefore  interdicts,  prohibits  and  discharges  the  Respon- 
"  dents,  their  servants  and  agents,  from  carrying  on  business  under  the  style 
'*  or  title  of  the  Dunlop  Motor  Company  Ld.,  or  under  any  style  or  title 
**  calculated  to  deceive  or  mislead  the  public  into  the  belief  that  the  Respon-  «) 
**  dents'  Company  is  the  same  Company  as  the  Complainers'  Company,  or 
"  is  in  connection  therewith,  or  that  the  business  of  the  Respondents'  Company 
**  is  the  same  as,  or  in  any  way  connected  with,  the  business  of  the  Com- 
"  plainers*  Company,  and  for  passing  oflF,  or  attempting  to  pass  off,  the 
"  Respondents'  Company's  goods  as  and  for  the  goods  of  the  Complainers'  10 
"  Company.  Qttoad  ultra,  refuses  the  prayer  of  the  Note ;  finds  the  Com- 
"  plainers  entitled  to  expenses  ;  allows  an  account  thereof  to  be  given  in, 
**  and  remits  the  same,  when  lodged,  to  the  Auditor  to  tax  and  report,  and 
"  Decerns."* 

The  Respondents  reclaimed.     On  the  17th  of  October  1905  the  case  was  sent  15 
to  the  short  roll,  and  Counsel  were  heard  on  3rd  and  4th  of  July  1906. 

The  Counsel  for  the  Respondents  and  Reclaimers  were  Craigie  K.C.  and  the 
Hon.  William  Watson  (instructed  by  Campbell  and  Smith  SS.C.)  ;  the  Counsel 
for  the  Complainers  and  Respondents  were  Scott  Dickson  K.C.  and  Orr  Deas 
(instructed  by  Deas  &  Co.  W.S.).  20 

Counsel  for  the  Respondents  and  Reclaimers. — The  cases  where  a  respondent 
has  been  interdicted  from  the  use  of  a  trade  name  fall  under  two  heads.    Either 
the  branch  of  trade  carried  on  by  the  respondent  has  been  identical  with  one 
in  which  the  complainer  has  acquired  the  exclusive  right  to  the  name,  or  if    . 
the  branches  of  trade  have  been  distinct  there  has  been  proved  to  be  a  fraudulent  25 
attempt  by  the  respondent  to  take  advantage  of  the  complainer's  name.    Now 
in  the  present  case  the  Complainers  and  Respondents  are  in  different  branches 
of  the  trade.     The  former  deal  in  rubber  tyres  and  accessories  for  cycles  and 
motors,  while  the  latter  deal  in  the  manufacturing  and  repair  of  motors — quite 
a  different  thing.    The  use  of  the  word  Dunlop  in  the  name  of  the  Respondent  30 
Company  would  not  have  a  misleading  effect,  which  is  the  criterion  of  its  per- 
missability  {Eno  v.  Dunn  L.R.  15  App.  Cas.  252  at  257  ;   7  R.P.C.  311.)    The 
names  are  not  in  fact  identical.     Mere  possible  blunders  of  careless  people  are 
not  sufficient  ground  for  an  interdict  {Txirton  v.  Turton  L.R.  42  C.D.  128). 
The  position  of  the  Respondents  here  is  very  strong  as  Dunlop  is  their  own  35 
name  (  Turton  v.  Tui^ton,  uhi  supra  ;  Burgess  v.  Burgess  3  D.  M.  &  G.  896). 
A  man  is  not  bound  to  use  extra  precautions  to  distinguish  his  own  name  from 
that  of  others  in  the  trade  {Jameson  &  Co,  v.  Jameson  15  R.P.C.  169).    The  fact 
that  the  Complainers  have  had  the  name  Dunlop  to  themselves  for  some  years 
does  not  entitle  them  to  shut  out  all  others  from  using  that  name  {Cellular  40 
Clothing  Company  v.  Maxton  and  Murray  16  R.P.C.  397  ;  L.R.  1899  App.  Cas. 
326).    At  most  any  exclusive  right,  which  the  Complainers  may  have  acquired, 
can  only  refer  to  tyres  and  the  like  to  which  their  business  is  limited.     The 
Complainers  cannot  succeed  on  the  facts  in  argueing  that  the  Respondents  by 
using  their  own  name  have  invaded  an  exclusive  right  of  the  Complainers.  45 
Nor  can  they  prove  that  the  Respondents'  behaviour  has  been  fraudulent.     In 
Dunlop  Pneumatic  Tyre  Company  Ld.  v.  Dunlop  Lubricant  Company  (16  R.P.C. 
12),  Dunlop  Pneumatic  Tyre   Company   Ld.  v.  Dunlop- Truffault  Cycle  and 
Tube  Manufacturitig  Company  Ld.  (12  Times  L.R.  434),  Liicas  Ld.  v.  Fabry 
Automobile  Company  (23  R.P.'C,  33),  Eastman  Photographic  Materials  Com-  50 
pany  Ld.  v.  John   Griffiths  Cycle   Corporatio7i  Ld.  arid  The  Kodak  Cycle 
Company  Ld.  (15  R.P.C.  105),  and  Massam  v.  Thorley's  Cattle  Food  Company 
(L.R.   14  C.D.   748),  there  was  proved  to   have  been  an  attempt  to  deceive 
the  public.     Here  there  was  no  proof  of  passing  off.    We  have  done  nothing 
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to  interfere  with  the  Complainers*  busineBB,  and  it  is  the  actual  busineBB  that 
mast  be  looked  to,   not   possible  developments.      The  presumption  here  is 
against  the  Complainers  and  must  be  displaced  by  them. 
Counsel  for  the  Complainers  and  Respondents. — The  circumstances  here  are 
5   similar  to  those  in  the  cases  of  Dunlop  Pneumatic  Tyre  Company  Ld.  ▼. 
Dunlop  Lubricant   Company^  and  Dunlop  Pneumatic    Tyre  Company   Ld. 
V.  Dunlop'Traffault  Cycle   and  Tube    Manufacturing  Company   Ld.   {ubi 
supra)  on  which  we  found.     [Lord  Kyllaohy. — These  were  only  equiva- 
lent   to    cases    of  interim    interdict.]     They  are  reasoned   judgments.     We 
10   have  acquired  a  large  business,   and   the   word   Dunlop   in  the   cycle  trade 
has  come  to  have  a  secondary  meaning  in  connection  with  our  goods.    We 
have  the  right  to  prevent  the  Respondents  from  selling  under  such  a  name 
as  to  be   likely  to  deceive   the  public  and  hurt  our  reputation  {Bayer  v, 
Baird  15  R.P.C.  615  ;  25  R.  1142).    It  is  not  necessary  that  actual  instanceB 
15   of  deceit  should  be  proved.     If  a    respondent  uses  the  same  name  as  the 
complainer,  even    though    that    name    be    the    respondent's   own,   he  must 
take  such  precautions  as  to  prevent  the  possibility  of  mistake.     Respondents 
have  frequently  been  interdicted  from  using  their  own  names  in  such  a 
manner  as  to  deceive  the  public  {Valentine  Meat  Juice  Company  ▼.  Valentine 
20   Extract  Company  Ld,  17   R.P.C.  673;   John  Brinsmead  A  Sons  v.   T.   E. 
Brinsmead  &  Sons  Ld.  13  Times  L.R.  3).     [LORD  Kyllachy  referred   to 
Dewar  v.  Jolm  Dewar  A  Sons  Ld.  (17  R.P.C.  341).]     In  that  case  the  com- 
plainers' trade  name  was  "  Dewar^s  Perth  Whisky,"  and  it  was  held  that  the 
respondents  could  not  be    interdicted  from  calling  their  whisky   Dewar^s^ 
25   leaving  out  Perth.    In  Valentine's  case,  though  both  companies  sold  invalid 
foods,  they  were  dijfferently  prepared  and  quite  different  in  get-up,  yet  an 
injunction  was  granted.     It  is  not  a  sound  argument  that  interdict  ought  to 
be  refused  because  the  line  of  business  of    the    respondents  is  somewhat 
different  from  that  of  the  complainers.    The  test  is  whether  the  respondents 
30   are  taking  advantage  of  the  reputation  of  the  complainers.     Where,  as  here,  the 
trades  are  closely  connected,  the  reputation  won  in  one  branch  may  easily  be 
transferred  to  the  other.     Injunctions  have  been  granted  where  the  lines  of 
business  have  been  much  less  closely  connected  ttian  here  {Eastman  PhotO'* 
graphic  Materials  Company  Ld.  v.  John  Griffiths  Cycle  Corporation  Ld.  and 
35   the  Kodak  Cycle  Company,  ubi  supra ;  Eno  v.  Dunn,  ubi  supra).    Besides 
in  the  present  case  the  businesses  do  not  in  fact  overlap.    The  ReapondentB  sell 
tyres  &c.  inter  alia.    The  question  of  the  limits  within  which  protection  will 
be  granted  to  a  nanae  is  one  of  circumstances.     It  is  not  necessary  for  us  to 
prove    fraud    {Cellular  Clothing    Company    Ld.    v.    Morton    and   Murray 
40  16  R.P.C.  397  ;  25  R.  109»  ;  1  F.H.L.  29  ;  Singer  Machine  Manufacturers  v. 
Wilson  L.R.  3  App.  Cas.  376).    In  this  case,  however,  the  Respondents'  fraudu- 
lent intention  is  clear.     They  could  give  no  satisfactory  reason  for  forming  this 
Company.     They  never  made  a  motor.     It  was  not  a  mere  innocent  coincidence 
of  names,  but  an  imitation  of  the  Complainers'  name  ;  it  is  no  matter  that  the 
45  Respondent  Company  derived  its  name  from  Dunlop  Bros,  from  whorii  the 
business  was  acquired  {Abel  Morrall  Ld.  v.  Hessin  A  Co.  20  R.P.C.  429).    The 
Complainers  are  not  compelled  to  wait  till  actual  damage  to  their  business  is 
done  by  the  Respondents.     It  is  enough  that  there  is  reasonable  ground  for 
apprehension  of  '\ii}\xTy  ^{Singer  Manufacturing  Company  .y.  Kimball  and 
60  Morton  11  M.  267). 

The  Court  made  avizandum,  and  on  the  20th  of  July  judgment  was  delivered 
recalling  the  interlocutor  of  the  Lord  Orilinary  and  refusing  interdict. 

Lord  Kyllachy. — The  Complainers'  leading  proposition,  and  the  leading 

proposition  also  of  the  Lord  Ordinary's  judgment,  appears  to  be  thiB— *that  the 

55  adoption  by  the  Respondents  as  their  trade  designation  of  the  name  DuhUip 

Motor  Company  was,  as  against  the  Complainers,  a  legal  wrong,  being  calculated 

to  deceive  the  public  into  the  belief  that  the  goods  sold  by  the  Respondents 
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were  the  goods  of  the  Complainers.  That  is,  I  apprehend,  the  theory  of 
the  interdict  which  the  Lord  Ordinary  has  granted— an  interdict  which,  it  will 
be  observed,  strikes  generally  against  the  Respondents  carrying  on  business 
nnder  the  name  in  question,  and  which  assumes — if  it  does  not  indeed  express — 
that  the  Complainers  have  in  some  way  acquired  the  exclusive  right  to  the  use  5 
of  the  name  **  Dunlop^*'  not  only  with  respect  to  goods  in  which  they  themselves 
deal,  but  with  respect  (if  not  to  all  goods)  at  all  events  to  all  goods  which  are 
within  the  scope  of  the  Respondents'  business,  including  of  course  particularly 
the  class  of  goods  denoted  by  their  (the  Respondents')  trade  name,  viz.,  motor 
vehicles.  It  is  not,  I  apprehend,  doubtful  that  the  interdict  under  review  10 
would  strike  at  the  manufacture,  sale,  hire,  or  repair  by  the  Respondents  of 
such  vehicles ;  and  perhaps  therefore  it  may  be  convenient  to  take  as  the  first 
question  in  the  case  whether,  assuming  (for  the  sake  of  clearness)  that  the 
Respondents  were  to  confine  their  business  strictly  within  the  department 
of  motor  vehicles,  they  would,  by  using  their  Company  name  in  connection  15 
with  it,  commit  a  legal  wrong  as  against  the  Complainers. 

Now  the  broad  fact  which  confronts  the  Complainers  is  of  course  this — ^that 
they  do  not  deal  or  profess  to  deal  in  motor  cars  or  other  vehicles ;  and  have 
therefore,  primd  facts  at  least,  no  interest  in  the  name  or  names  by  which  that 
business  is  carried  on  by  others.  How,  it  falls  to  be  asked,  do  the  Complainers  20 
propose  to  get  over  that  difficulty  ?  To  begin  with,  they  do  not  now  contend — 
although  at  first  they  seemed  by  implication  to  do  so — that  they  have  an 
exclusive  right  to  the  use  of  the  name  Dunlop  in  connection  with  all  depart- 
ments of  commerce.  In  other  words,  they  do  not  now  suggest  that  because  they 
have  made,  as  they  say,  the  name  Dunlop  famous  in  connection,  for  instance,  25 
with  pneumatic  tyres,  they  have  thereby  acquired  the  exclusive  use  of  the  name 
in  connection  with  (to  put  extreme  cases)  the  manufacture  or  sale  of  ste^ 
engines  or  railway  waggons,  or  golf  clubs  or  golf  balls,  or  other  articles  in 
which  they  have  never  dealt. 

Neither,  again,  was  it,  ultimately  at  least,  contended  that  they  have  acquired  30 
such  a  right  with  respect  to  all  articles  in  which  by  their  Memorandum  of 
Association  they  are  empowered  to  deal.    As  is  not  uncommon,  the  Complainers' 
Memorandum  of  Association  (aiming,  of  course,  at  giving  the  Company  as  i^ 
as  possible  all  the  powers  of  an  individual  trader)  covers  a  great  variety  of 
possible  businesses  and  departments  of  industry.    Apart  from  pneumatic  tyres  35 
it  covers,  inter  alia^  the  manufacture  of  "  cycles,  bicycles,  tricycles,  velocipedes, 
"  perambulators,  bath  chairs,  horse  carriages,  motor  or  horseless  carriages,  and 
"  carriages  and  vehicles  of  every  description,  and  all  component  parts  thereof 
*' respectively,  and  also  all  apparatus  and  implements  and  things  for  use  in 
**  sports  or  games."     But  it  is,  of  course,  obvious  that  the  possession  by  an  40 
incorporated  Company  of  even  unlimited  powers  of  extending  its  business, 
cannot  at  best  put  in  a  better  position  than  fiiat  of  an  individual  trader,  who 
has  such  powers  always,  and  as  a  matter  of  course.    And  if,  as  is  not  disputed, 
an  individual  trader  can  only  acquire  an  exclusive  right  to  the  use  of  a  trade 
name  in  connection  with  classes  of  goods  in  which  he  actually  deals,  it  seems  45 
too  plain  for  argument  that  the  Complainers  cannot  in  this  matter  be  in 
a  different  position.     Accordingly  the  Complainers  did  not,  as  I  have  said, 
ultimately  contend  that  if  they  have  not  a  case  founded  on  the  nature  and  scope 
of  their  actual  business,  they  have  or  can  have  a  case  founded  on  the  terms  of 
their  Memorandum  of  Association.    But  what  (dealing  still  with  the  question  50 
as  one  relating  only  to   motor    vehicles)   they   did    contend   was  this — ^that 
although  they  never  did,  and  do  not  now,  deal  in  motor  vehicles,  or,  in  fact,  in 
vehicles  of  any  kind,  they  yet  deal  in  certain  things  which  are  or  may  be  parts 
or  accessories  of  such  vehicles,  viz.,  pneumatic  tyres,  pumps,  waterproof  aprons, 
and  other  furnishings.     These  things  they  say  are  so  akin  to  motor  vehicles  55 
that  the  selling  of  motor  vehicles  by  a  Company  bearing  the  name  of  Dunlop 
would  be  apt  to  produce  what  they  call  confusion— people  (of  whom  they 
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produce  specimens)  being,  as  they  say,  apt  to  conclude  that  a  Company  calling 
itself  the  Dunlop  Motor  Company  is  some  new  branch  of  the  Complainers' 
business — some  branch  belonging  to  them  or  with  which  they  are  in  some  way 
connected.  Although  I  listened  to  it,  I  hope,  with  all  attention,  I  find  it 
5  difficult  to  treat  quite  seriously  an  argument  of  this  kind.  I  do  not  at  all  doubt 
that  there  are  people  capable  of  drawing  such  extreme  and  fanciful  inferences, 
and  that  there  are  other  people  capable  of  persuading  themselves  that  they 
would  or  might  draw  them,  and  of  going  into  the  witness  box  and  so  deponing. 
I  have  more  than  once  had  occasion  to  express  my  opinion  upon  the  value  of 
10  that  class  of  evidence,  and  also  upon  the  abundance  of  it  which  seems  always 
available.  But  the  question  really  is  whether  the  average  citizen  of  Kilmarnock, 
or  perhaps  rather  such  average  citizen  proposing  to  purchase  or  hire  a  motor 
car,  would  be  likely  to  be  deceived  or  even  confused  in  the  way  supposed.  As 
to  that,  all  I  can  say  is,  that,  given  the  supposed  conditions,  I  do  not  hold  it 
15  proved,  and  do  not  believe  that  anything  of  the  kind  could  happen.  It  would, 
it  seems  to  me,  be  just  as  feasible  for  the  Respondents  to  contend,  as  against  the 
Complainers,  that  the  latter  were  not  entitled  to  set  up  under  their  (the  Com- 
plainers*)  Company  name  an  establishment,  say  in  Ayr,  for  the  sale  of  pneumatic 
tyres,  because  the  Respondents  had  for  some  years  carried  on  in  Kilmarnock 
20  under  their  Company  name  an  establishment  for  the  sale  of  motor  cars.  So  far 
as  I  can  see  there  would  just  be  as  much  risk  of  the  so-called  '^  confusion  '*  in 
the  one  case  as  in  the  other. 

On  the  question  therefore  which  is  the  main  question  in  the  case,  and  probably 

also  the  only  question  of  much  importance  to  either  party — I  mean  the  question 

25  as  to  the  Respondents'  right  to  continue  under  their  Company  name  the  business 

which  that  name  denotes — I  am  of  opinion  that  the  Complainers'  case  fails,  and 

that  they  are  not  entitled  to  retain  the  interdict  which  they  hold.    I  have  said 

that  the  motor  business  is  for  both  parties  the  really  important  matter.    And 

I  say  so  for  this  reason.     I  gathered  at  the  discussion,  and  indeed  I  think  it  was 

30  avowed,  that  the  Complainers'  real  apprehension  is  that  the  Respondents,  if 

their  motor  business  extends  and  prospers,  and  they  obtain  the  command  of 

capital,  may  bye-and-bye  be  in  a  position  to  acquire  or  claim  an  exclusive  right 

to  the  use  of  the  name  Dunlop  in  connection  with  motor  vehicles,  and  may 

thus  be  in  a  position  to  forestall  the  Complainers  when  at  some  future  time 

35  they  desire  to  take  up  that  business.    I  do  not  say  whether  or  not  that  is 

possible.     But  if  it  did  happen  the  result  would,  on  the  principles  for  which 

the  Complainers  in  this  case  contend,  be,  I  think,  entirely  just. 

It  remains,  however,  to  consider  whether  the  Complainei33  have  any  right  to 

protection  against  the   Respondents'  use   of  the  name  Dunlop  in  connection 

40  with  the  sale  of  articles— pneumatic  tyres,  &c.,  and  the  like — in  which  the 

Complainers  actually  deal.    It  is  no  doubt  true  that  to  some  extent  both  parties 

appear  to  deal  in  tyres  and  other  accessories  of  motor  vehicles  ;  the  Complainers 

doing  so  as  they  did  during  the  subsistence  of  the  Dunlop  Patents,  and  the 

Respondents  doing  so  as  they  did  from  1898  to  1904  when  they  dealt  both  in 

45  cycles  and  motors  under  the  name  of  R.  and  J,  F.  Dunlop.    As  to  this, 

however,  it  has  in  the  first  place  to  be  kept  in  mind  (at  least  as  regards  tyres, 

the  articles  mainly  in  question)  that  tyres,  whether  pneumatic  or  solid,  are 

always  or  almost  always  what  are  called  proprietary  goods — goods,  that  is  to 

say,  sold  under  the  name  of  the  makers  or  patentees,  and  as  a  rule  stamped  with 

50  a  trade  mark  or  at  least  with  some  name  or  device.     There  are,  for  example,  as 

most  of  us  know,  "  Dunlop  Tyres,"  "  Continental  Tyres,"  "  Clincher  Tyres," 

and  several  others.     And  in  gelling  such  goods  or  their  accessories,  the  name  of 

the  actual  seller  is  in  general  quite  unimportant.     In  other  words,  the  conditions 

of  the  tyre  trade  sufficiently  exclude  the  idea  of  misrepresentation  or  personation, 

55  or  passing  off  the  goods  of  one  trader  as  those  of  another. 

Further,  and  in  the  next  place,  even  if  that  were  otherwise,  it  would  be  quite 
impossible  to  grant  the  Complainers  an  interdict  against  the  Respondents 
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selling,  for  example,  Dunlop  tyres,  or  even  Dunlop  tyres  made  or  put  on  the 
market  by  the  Respondents  themselves.  For  up  to  1902,  when  the  Complainers' 
Patent  expired,  the  name  "  Dunlop  tyres  "  was  the  proper  and  usual  name  of 
certain  patented  articles — ^articles  which,  so  soon  as  the  Patent  expired,  might 
•  be  made  by  anybody,  and  sold  under  their  proper  and  usual  name.  In  point  of  5 
fact  the  Reclaimers  do  not — so  far  as  appears — make  such  articles ;  but  sup- 
posing they  did  so,  the  Complainers  at  least  would  have  no  title  to  complain  of 
their  doing  so,  or  even,  I  apprehend,  to  enquire  whether  in  doing  so  they 
strictly  followed  the  Patent  Specifications,  or  departed  from  them  to  a  greater  or 
less  extent.  10 

Finally,  and  this  is  an  observation  which  applies  to  all  the  minor  accessories 
in  which  both  parties  (the  Respondents  mainly  in  connection  with  their 
repairing  business)  to  a  certain  extent  deal.  The  Complainers  have  not  proved 
that  they,  any  more  than  the  Respondents,  have  acquired  an  exclusive  right  in 
connection  with  the  sale  of  those  articles  to  the  use  of  the  name  Dunlop.  Nor  15 
have  they  proved  that  the  name  in  question  has  any  special  reputation  or 
special  value  in  connection  with  such  articles.  In  point  of  fact  the  articles  in 
question  are,  as  appears  from  the  list  of  the  Respondents'  sales,  articles  of  a 
quite  common  description,  which  are  sold  by  everybody  in  the  trade,  and  as  to 
which  the  name  of  the  seller  is,  so  far  as  appears,  unimportant.  Certainly  no  20 
materials  exist  in  the  evidence  for  any  limited  interdict  directed  exclusively  to 
this  not  very  important  matter. 

So  far,  it  will  be  observed,  I  have  considered  the  case  apart  from  the  special 
consideration  that  the  Respondents  here  are  using  as  the  name  of  their  Com- 
pany the  name  of  its  founders  and  leading  shareholders,  that  is  to  say,  a  name  25 
which  would  have  been  proper  and  natural  for  them  to  give  to  their  Company 
although  the  Complainers'  Company  were  not  in  existence.  It  is,  however, 
manifest  that  this  is  an  element  which  makes  the  Complainers'  case  a  fortiori 
difficulty-difficult,  that  is  lo  say,  even  if,  contrary  to  the  fact,  it  were  assumed 
that  their  (the  Complainers')  business  included  the  making  or  selling  of  motor  30 
carriages,  or  that  the  Complainers'  business  was  thus  or  otherwise  in  competi- 
tion with  the  Respondents'  business.  For,  with  respect  to  the  element  referred 
to,  two  observations  occur,  and  are  I  think  justified. 

The  one  is  that,  far  as  the  law  may  have  gone  in  its  justifiable  anxiety  to 
prevent  imposition  upon  the  unwary  purchaser,  and  content  as  it  has  sometimes  35 
been  to  pursue  that  object,  at  the  expense  of  encouraging  the  acquisition  of 
virtual  monopolies  by  traders  and  companies  prepared  to  spend  largely  in 
systematic  advertising  and  litigation,  it  has  never  as  yet,  at  least  so  far  as  I 
know,  gone  the  length  of  debarring  any  merchant  or  manufacturer  from  selling 
his  own  goods  under  his  own  name,  unless  there  has  been,  in  addition  to  the  40 
use  of  that  name,  some  overt  act  or  course  of  conduct  plainly  indicative  of  fraud 
— that  is  to  say,  of  dishonest  effort  to  pass  off  his  own  goods  as  the  goods  of 
another.  The  authorities — beginning  with  the  case  of  Burgess*  and  other  cases 
not  yet  overruled — appear  to  me  to  make  that  proposition  fairly  clear.  I  myself 
so  held,  after  full  consideration,  in  the  case  of  Dewar  (7  S.L.T.  462),  a  case  45 
which  was  not  carried  further ;  and  if  the  case  of  Valentine  (17  R.P.C.  673),  or 
the  opinions  there  expressed,  should  be  held — which  I  greatly  doubt — to  affirm 
or  imply  any  broader  proposition,  all  I  can  say  is  that,  with  the  greatest  respect, 
1  am  unable  to  agree  with  tliat  judgment. 

That  is  an  observation  as  to  the  law.    The  other  observation  is  as  to  the  fact,  50 
and  it  is  this,  that,  with  great  respect,  I  am  not  myself  able  to  accept  the  Lord 
Ordinary's  strictures  upon  what  he  terms  the  inception  of  the  Ilespondents' 
Company.     It  appears  to  me  that  in  starting  their  Company — in  assigning  to  it 
the  motor  part  of  their  former  business,  and  in  giving  to  it  the  name  they  did — 


*  8  D.  M.  and  G.  896. 
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the  Respondents  did  nothing  which  would  not  have  been  quite  natural,  and 
entirely  in  common  course,  although  they  had  never  heard  of  the  Complainers' 
Company,  or  although  that  Company  had  never  existed.  Their  capital  may 
have  been  small ;  their  ambitions  may  have  been  disproportionate  to  their 
5  existing  resources  ;  they  may  have  had  exaggerated  views  of  their  position,  and 
issued,  I  am  afraid  like  other  people,  some  exaggerated  advertisements.  But  I 
see  no  sufficient  grounds  for  imputing  to  them  fraudulent  conduct,  or  for 
holding  that  they  have  done  anything  injurious  to  the  Complainers  or  in  excess 
of  their  legal  rights.     They  may,  as  the  Lord  Ordinary  plainly  suspects,  have 

10  had  in  view  that,  once  started,  they  might,  following  the  Complainers'  example, 
extend  their  business,  obtain  the  command  of  capital,  and  associate  their 
name  with  the  motor  industry,  as  the  Complainers  have  associated  theirs 
with  the  manufacture  of  pneumatic  tyres.  But  how  the  Complainers, 
who  do  not    deal    in  motors,   should    have    right    to    complain    of    that,   I 

15  fail  to  see.  Nor  can  I  imagine  what  right  the  Complainers  had  to  pry 
into  their  (the  Respondents')  whole  financial  position,  and  to  subject 
them  on  that  subject  to  a  prolonged  and,  if  I  am  right,  quite  irrelevant 
cross-examination. 

On  the  whole  matter  I  am  of  opinion  that  the  Lord  Ordinary's  interlocutor 

20  should  be  recalled  and  that  the  interdict  should  be  refused. 

Lord  StormontH-DarlING. — If  the  decision  of  this  case  depended  to  any 
material  extent  on  the  motives  of  the  brothers  Dunlop  in  getting  up  the 
Respondent  Company  and  calling  it  the  Dunlop  Motor  Company  Ld.  I  should 
be  slow  to  differ  from  the  Lord  Ordinary  on  what  is,  after  all,  an  inference  of 

25  fact  or,  more  properly,  perhaps,  an  impression,  from  the  conduct  of  witnesses 
whom  he  saw  and  heard.  But  the  Lord  Ordinary  really  decides  the  case  on  a 
view  of  the  law  which  is  independent  of  all  questions  of  good  faith.  His  view 
comes  to  this,  that  where  one  trader  has  acquired  for  his  goods  a  reputation 
under  a  certain  name,  he  is  entitled  to  prevent  another  trader,  in  all  time  coming, 

30  from  using  that  or  any  similar  name  for  selling  goods  of  a  similar  class,  provided 
a  certain  number  of  members  of  the  public  say  in  the  witness-box  that  there  is 
a  risk  of  confusion  between  the  names,  so  as  to  lead  to  the  goods  of  the  trader 
complained  against  being  probably  mistaken  for  the  goods  of  the  trader  com- 
plaining.    I  cannot  assent  to  a  doctrine  so  wide  and  sweeping,  which  seems  to 

35  me  to  convert  what  is  intended  to  be  a  protection  of  the  public,  against  passing 
off,  into  an  illegitimate  monopoly.  When  witnesses  come  forward  and  speak 
of  the  risk  of  confusion,  I  think  they  must  make  sure  that  the  risk  does  not 
arise  from  their  own  carelessness  and  inattention.  Here  there  is  no  instance  of 
any  single  article  being  actually  sold  by  the  Respondent  Company  under  the 

40  belief  that  it  was  made  by  the  complaining  Company,  or  of  any  person  being 
actually  misled.  The  one  business  is  a  large  one,  concerned  mainly  with  tyres.  The 
other  business  is  a  small  one,  connected,  in  so  far  as  it  is  not  merely  embryonic, 
mainly  with  the  making  and  repairing  of  motor-cars.  And  the  one  point  where 
the  risk  of  confusion  is  said  to  come  in  is  the  use  of  "  Dunlop  "  in  the  name  of 

45  both.  The  Lord  Ordinary  concedes  that,  if  the  Respondents  had  called  their 
new  Company  the  R.  and  J.  F,  Dunlop  Motor  Company  Ld,  they  "  would 
"  probably  have  been  entitled  to  do  so,  because  the  Company's  name  would 
*'  nave  been  practically  the  same  as  that  of  the  firm  under  which  they  had  for 
"  years  previously  been  in  use  to  trade."  And  it  is  because  they  have  declined 
50  to  do  so  that  his  Lordship  thinks  the  Complainers  entitled  to  object  to  their 
carrying  on  business  at  all,  on  the  ground  that  it  may  lead  to  possible  confusion. 
But  I  take  leave  to  doubt  whether  the  unobservant  people  who  jumped  to  the 
conclusion  that,  because  they  saw  th«  name  Dunlop  Motor  Company  over  a 
door  in  Kilmarnock,  the  Dunlop  Pneumatic  Tyre  Company  had  opened  a 
55  branch  in  that  town,  would  have  been  less  apt  to  confound  the  two  businesses 
by  ttie.mere  insertion  of  the  letters  R.  and  Jl  F.  I  am  disposed  to  think  tli^t 
the  confusion  was  sul>jective  and  not  objective* 
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I  therefore  agree  with  LORD  Kyllachy,  and  I  understand  the  rest  of  yonr 
Lordships,  that  the  Respondents,  in  incorporating  their  own  surname  into  the 
title  of  their  new  Company,  committed  no  legal  wrong  against  the  Complainers, 
and  that  the  Note  must  be  refused. 

Lord  Low. — The  Complainers  are  the  Dunlop  Pneumatic  Tyre  Company  5 
Zd.,  and  they  seek  to  interdict  the  Respondents,  the  Dunlop  Motor  Company 
Ld,y  from  carrying  on  business  under  that  name,  and  from  passing  off  their 
goods    as    and    for   the  goods  of  the  Complainers.      The    chief    article  sold 
by    the    Complainers    is    the    well-known    pneumatic    tyre  which  was   first 
invented  and  patented  by  a  gentleman  of  the  name  of  Dunlop,    The  Complainers  10 
subsequently  acquired  other  Patents  relating  to  pneumatic  tyres,  and  no  one 
disputes  that  the  tyres  which  they  made  under  •  these  Patents  were  generally 
known  as  "  Dunlop  tyres."     The  Patents  have  now  expired,  although,  I  under- 
stand, only  a  few  years  ago,  and  I  suppose  that  anyone  could  now  make  tyres 
of  the  Dunlop  type.     It  is  not  necessary  to  consider  whether  a  person  doing  so  15 
would  be  entitled  to  sell  them  as  ^*  Dunlop  tyres,"  because  it  is  not  suggested 
there  is  the  least  risk,  or  indeed  possibility,  of  the  Respondents  manufacturing 
tyres,  or  passing  off  as  "  Dunlop  tyres  "  tyres  of  a  different  type. 

The  Complainers,   however,  also  do   a  large   business  in   what  they   call 
accessories  to  the  motor  and  cycle  trade,  namely,  such  articles  as  tyre  pumps,  20 
wheels,  rims,  valves,  clothing,  rugs,  repairing  outfits,  and  the  like,  and  they 
aver  that  "  all  these  articles  are  associated  with  the  name  of  *  Dunlop^* "  and 
"  that  the  name  is  associated  by  the  public,  and  in  the  cycle  and  motor  industry, 
**  with  the  Complainers'  Company  and  their  goods "  ;  they  also  aver  that  the 
adoption  by  the  Respondents  of  the  name  ^^  Dunlop  Motor  Company  ^^  '*is  25 
"  calculated  to  deceive  the  public  into  purchasing  the  goods  of  the  Respondents 
"  in  the  belief  that  such  goods  are  goods  of  the  Complainers'  manufacture." 
The  Dunlop  Motor  Company  was  got  up  by  two  brothers,  Robert  Dunlop  and 
John  Fisher  Dunlop^  who  for  some  years  carried  on  a  cycle  shop  in  Kilmarnock 
under  the  partnership  name  of  R.  and  J.  F,  Dunlop,    They  also  did  a  little  in  30 
the  way  of  repairing  motors,  and  they  appear  to  have  got  an  agency  for  the  sale 
of  a  motor  tricycle,  which,  however,  did  not  lead  to  much,  if  any,  business. 
In  1904  they  resolved  to  separate  their  motor  business  from  their  cycle  business, 
and  accordingly  they   formed  the  Dunlop  Motor   Company,    It  is  a  small 
Company,  the  capital  being  500Z.  in  500  shares  of  11.  each.     The  principal  35 
shareholders  are  the  brothers  Dunlop^  the  others  being  two  brothers  and  an 
aunt,  and  their  law  agent  and  a  friend.     There  is  not  the  least  chance,  I  imagine, 
that  the  Company  will  ever  make  a  motor  cai%  as  they  have  neither  the  capital 
nor  machinery  to  enable  them  to  do  so,  but  I  see  no  reason  why  they  should 
not  get  together  a  fair  local  business  in  the  way  of  repairing  motors,  and  they  40 
may  also  make  something  by  selling  motors  on  commission.     So  far,  I  do  not 
think  the  Complainers  can  object,  because  they  neither  make,  nor  sell,  nor 
repair  motors,  and  it  is  of  no  moment,  in  my  judgment,  that  they  have  power 
under  their  Memorandum  of  Association   to  engage  in  the  motor  business. 
There  remain  the  accessories  to  the  motor  trade.    What  the  Complainers  seek,  45 
and  what  the  Lord  Ordinary  has  in  effect  granted,  is  interdict  against  the 
Respondents  selling  anythin<?  which  can  be  regarded  as  accessoiy  to  a  motor 
vehicle,  so  long,  at  all  events,  as  they  carry  on  business  as  the  "  Dunlop  Motor 
"  Company, ""^    The  Complainers'  case  is  that  such  articles  of  their  manufacture 
are  known  to  the  public  as  "  Dunlop  " — for  example,  a  "  Dunlop  tyre  pump,"  50 
or  a  "  Dunlop  repair  outfit " — and  they  allege  that  persons  seeing  the  name 
Dunlop  Motor  Company  upon  the  Respondents'  premises  would  assume  that 
the  Company  was  a  branch  of  their,  the  Complainers'  business,  and  would  buy 
articles  from  the  Respondents,  such  as  a  tyre  pump  or  repairing  outfit,  under 
the  belief  that  they  were  getting  articles  manufactured  by  the  Complainers.  55 
Even  assuming,  what  I  think  doubtful,  that  the  Complainers  could  acquire 
Buoh  a  right  as  they  claim  in  regard  to  articles  of  the  kind  I  have  described^ 
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which  are  in  no  way  specialties  of  their  business  but  are  made  by  a 
number  of  wholesale  firms,  I  am  of  opinion  that  their  case  fails  upon  the 
facts.  As  I  have  said,  there  is  no  dispute  that  the  tyres  made  by  the  Com- 
plainers  under  their  Patents  were  known  as  *'  Dunlop  tyres,"  but  in  my 
5  judgment  there  is  no  suf&cient  evidence  that  as  regards  accessories  the  name 
"  Dunlop  '*  has  come  to  mean  articles  manufactured  by  the  Complainers.  The 
bulk  of  the  evidence  amounts  to  no  more  than  this,  that  a  person  who  required 
some  article  connected  with  a  motor  or  cycle  and  who  noticed  that  the  word 
"  Dunlop  "  formed  part  of  the  Respondents'  title,  might  jump  to  the  conclusion 

10  that  the  Respondents'  Company  was  a  branch  of,  or  was  in  some  way  connected 
with,  the  Complainers,  and  under  that  erroneous  impression  might  buy  the 
article  which  he  required,  at  the  Respondents'  shop,  in  the  belief  that  he  was 
getting  the  article  manufactured  by  the  Complainers.  I  do  not  think  that  any 
of  the  evidence  which  goes  beyond  that  is  of  importance  ;  and  I  may  quote  a 

15  few  sentences  from  the  examination  in  chief  of  the  witness  Dempsey^  whom 
the  Complainers  put  into  the  witness  box  as  their  first  skilled  witness.  Mr. 
Dempsey  deals  in  motors  and  cycles,  and  seems  to  have  had  a  large  experience 
of  that  industry.  He  said  :  "  I  am  familiar  with  the  use  of  the  name  '  Dunlop ' 
'^  as  designating  certain  goods.    The  most  important  of  these  are  '  Dunlop  tyres.' 

20  "  (Q.)  Were  there  other  things  such  as  bicycle  pumps  and  motor  pumps  called 
«  « Dunlop '  ?— (A.)  To  a  limited  extent.  (Q.)  And  valves  ?— f  A.)  Indirectly. 
"  They  were  known  as  '  Dunlop  valves '  and  *  Dunlop  pumps.  (Q.)  Do  you 
''  think  the  name  Dunlop  Motor  Company  is  a  name  likely  to  mislead  those  in 
*•  the  trade  and  members  of  the  public  ? — (A.)  I  would  not  like  to  use  the  word 

25  ^' '  mislead,'  but  it  might  make  people  think  that  it  was  connected  with  those 
"  we  know  as  *  Dunlop. ' "  In  face  of  such  evidence,  I  think  ii  is  impossible 
for  the  Complainers  to  maintain  that  the  name  ^^  Dunlop  ^^  has,  as  regards 
practically  every  article  which  can  be  used  as  ain  accessory  to  a  motor  or 
cycle,  acquired   the  secondary  signification  which  they  aver.    Further,  the 

30  Complainers  stamp  every  article  made  and  sold  by  them  with  the  word 
"  Dunlopy^  and  it  may  be  presumed  that  persons  who  are  in  the  habit  of  buying 
articles  made  by  the  Complainers  are  aware  that  this  is  the  case.  If  it  had 
appeared  that  the  Respondents  were  stamping  articles  sold  by  them,  and  not 
manufactured  by  the  Complainers,  with  the  word  "  Dunlop,'*  the  case  might 

35  have  been  different,  but  there  is  no  suggestion  of  anything  of  that  sort. 

In  regard  to  the  evidence  that  the  word  "  Dunlop  "  might  lead  people  to 
conclude  that  the  Respondents'  Company  was  in  some  way  connected  with  the 
Complainers'  Company,  I  think  that  that  might  happen  in  the  case  of  a  person 
whose  eye  was  caught  by  the  word  "  Dunlop  "  and  who  did  not  pay  much 

40  attention  to  the  matter.  Any  one,  however,  who  took  the  trouble  to  think  upon 
the  subject  would  see  that  the  Respondents'  Company  was  a  motor  company 
and  the  Complainers'  Company  a  tyre  company  and  would  not  be  likely  to 
think  himself  safe  in  assuming,  without  inquiry,  that  the  two  Companies  were 
identical.    Now,  I  do  not  think  the  Respondents  are  liable  to  have  their  business 

45  practically  stopped  unless  they  change  their  name,  simply  because  a  thoughtless 
person  might  unwarrantably  jump  to  the  conclusion  that  they  were  connected 
with  the  Complainers.  It  would  at  all  events  be  necessary  to  prove  that  a 
person  acting  with  reasonable  care  and  observation  would  arrive  at  that  con- 
clusion, and  the  evidence  seems  to  me  to  fall  short  of  establishing  any  such 

50  case. 

The  Complainers  further  aver  that  the  Respondents  adopted  the  said  style 
and  title,  "  the  Dunlop  Motor  Company y^  "  for  the  purpose  of  passing  off  their 
"  goods  as  and  for  the  goods  of  the  Complainers,  and  for  the  purpose  of  taking 
"  advantage  of  the  reputation  which  the  goods  manufactured  and  sold  by  the 

55  "  Complainers  have  acquired."  That,  I  think,  amounts  to  a  charge  of  fraud, 
and  apparently  the  Lord  Ordinary  would  have  been  prepared  to  hold  it  proved, 
if  he  had  not  thought  there  was  sufficient  ground  for  his  judgment,  apart  from 
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thft  qnestion  of  mala  fides.  Now,  having  carefully  considered  the  whole 
evidence  and  circumstances,  I  have  come  to  the  conclusion  that  it  is  not  proved 
that  the  Messrs.  Dunlop  introduced  the  name  "  Dunlop  "  into  the  title  of  their 
Company  for  the  purpose  of  passing  off  their  goods  as  the  Complainers'  goods, 
or  of  trading  upon  the  Complainers'  reputation.  It  may  be  that  the  knowledge  •» 
that  the  name  "  Dunlop  "  was  well  known  in  connection  with  the  manufacture 
of  tyres  may  have  suggested  to  the  Messrs.  Dunlop  the  introduction  of  their 
own  patronymic  in  the  title  of  the  Motor  Company  which  they  were  forming, 
but  I  see  no  sufficient  reason  to  infer  that  it  occurred  to  them  that  by  so  doing 
they  would  attract  custom  intended  for  the  Complainers,  much  less  that  it  was  10 
their  intention  and  purpose  so  to  do. 

I  am  therefore  of  opinion  that  the  interlocutor  of  the  Lord  Ordinary  should 
be  recalled  and  interdict  refused. 

Thb    Lord    Justice    Clerk. — I  had    an  opportunity  of   reading  Lord 
Kyllachy's  Opinion,  in  which  I  entirely  concur.  15 

The  only  difficulty  I  felt  in  coming  to  the  conclusion  that  the  Complainers 
were  not  entitled  to  succeed  was  caused  by  the  very  strong  views  expressed  by 
the  Lord  Ordinary.  I  think  he  was  misled  by  the  very  decided  opinion  he 
formed  as  to  the  question  of  the  purposes  and  aims  of  the  Messrs.  Dunlop  in 
Kilmarnock  in  forming  the  limited  company  which  they  did.  I  do  not  share  20 
his  views  on  that  matter,  but,  holding  these  views,  I  think  he  has  been  led  to 
grant  an  interdict  in  this  case  on  grounds  which  do  not  appear  to  me  to  justify 
his  having  done  ^.  My  views  have  been  so  clearly  expressed  by  LOBD 
KYliLAOHY  that  I  do  not  think  it  necessary  to  add  anything  to  what  has  been 
so  fully  and  carefully  expressed.  25 


In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Parker. 

November  9th,  1906. 

In.  THE  Matter  op  an  Application  by  the  Pianotist  Company  Ld. 

FOR  THE  Registration  of  a  Trade  Mark.  30 

Trade  Mark.— Application  for  registration.— Opposition.— ^^  Neola  "  not  too 
near  "  Pianola.^^— Appeal  from  the  decision  of  the  Comptroller  dismissed.— 
Patents  &c.  Act,  1883,  Section  72. 

An  application  was  made  for  the  registration  as  a  Trade  Mark  of  the  word 
"  Neola  "  for  "  a  piano  player,  being  a  musical  instrument  included  in  Class  9."  35 
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The  registered  pj^oprietors  of  a  Trade  Mark  "  Pianola  "  registered  for  all  goods 
in  Class  9  opposed  the  registration.  The  Comptroller  decided  against  the 
Opponents  and  ordered  the  registration  to  proceed.  TJie  Opponents  appealed. 
The  appeal  was  referred  to  the  Court. 
5  Held,  t?iat  having  regard  to  the  kind  of  customers  for  such  goods  and  a 
difference  in  the  articles  actually  sold  under  the  namesy  there  was  not  likely  to 
be  any  confusion.    The  appeal  was  dismissed  with  costs. 

On  the  2n(i  of  October  1905  the  Pianotist  Company  Ld.  applied  for  registra- 
tion of  the  word  "  Neola  "  as  a  Trade  Mark  in  Class  9  in  respect  of  "  a  piano 

10  *'  player,  being  a  musical  instrument  included  in  Class  9."  The  application  was 
numbered  276,115.  On  the  30th  of  November  1905  the  Orchestrelle  Company 
gave  notice  of  opposition  to  the  application,  the  ground  of  opposition  being  that 
the  Trade  Mark  applied  for  bore  such  a  near  resemblance  to  their  registered 
Trade  Mark  "  Pianola  "  (No.  226,382)  that  it  was  likely  to  lead  to  confusion. 

15  The  Opponents'  Trade  Mark  was  registered  on  the  10th  of  October  1899  in 
respect  of  musical  instruments  of  all  kinds  included  in  Class  9  ;  in  their 
application  it  was  stated  that  no  claim  was  made  to  the  exclusive  use  of  the 
word  "piano."  The  Applicants  delivered  a  counter-statement  denying  the 
alleged  resemblance. 

20  The  Registrar,  acting  for  the  Comptroller,  gave  his  decision  on  the  13th  of 
March  1906,  and  allowed  the  registration  to  proceed.  In  his  reasons  he  stated 
that  the  word  "  Neola "  did  imitate  the  word  '*  Pianola "  by  adopting  the 
termination  "  ola,"  but  that  he  could  not  judicially,  having  regard  to  existing 
decisions,  come  to  the  conclusion  that  the  word  "  Neola  "  was  actively  calculated 

25  to  deceive,  and  he  referred  to  the  fact  of  the  goods  not  being  cheap  ones  nor 
such  as  were  likely  to  be  bought  by  ignorant  people.  The  Orchestrelle  Company 
appealed  from  this  decision,  and  the  appeal  was  referred  by  the  Board  of  Trade 
to  the  Court.  Notice  of  Motion  was  given  by  the  Appellants  accordingly. 
The  Motion  was  set  down  in  the  witness  list,  and  came  on  for  hearing  on 

30  the  9th  of  November  1906  before  Mr.  Justice  Parker. 

Buckmaster  K.C.  and  E.  F.  Lever  (instructed  by  Maples,  Teesdale  A  Co.) 
appeared  for  the  Appellants  ;   J.  F.    Waggett  (instructed  by  Campbell  and 
Baird)  appeared  for  the  Respondents. 
Buckmaster  K.C.  for  the  Appellants. — This  is  an  appeal  by  the  Orchestrelle 

35  Company  asking  that  the  application  of  the  Pianotist  Company  for  registration 
of  "  Neola "  in  connection  with  musical  instruments  should  not  be  allowed. 
The  Appellants  are  registered  for  "Pianola"  in  connection  with  the  same 
goods.  The  Orchestrelle  Company  has  carried  on  an  extensive  business  in 
mechanical  musical  instruments,  of  which  the  "  Pianola  "  is  the  chief.    The 

40  Orchestrelle  Company  themselves  created  the  word  "Pianola"  out  of  Piano 
and  ^olian,  the  first  form  being  "Pianolian."  The  word  "Pianola"  was 
registered  on  the  10th  of  October  1899,  and  has  been  extensively  used  since, 
and  means  a  mechanical  piano  made  by  the  Orcliestrelle  Company.  The 
Pianotist  Company  also  make  mechanical  instruments  and  are  rivals  in  trade. 

45  Since  the  Appellants  invented  and  registered  the  word  "  Pianola  "  there  have 
been  several  attempts  to  register  words  ending  in  "  ola "  for  similar  instru- 
ments— e.g.y  "  Phonola "  has  been  refused.  The  question  here  is  really  a 
comparison  of  words  :  Are  the  Appellants  likely  to  be  interfered  with  ?  There 
is  some  difference  in  appearance,  but  there  is  sufficient  similarity  in  sound  to 

50  cause  confusion.  Why  should  the  Respondents  take  this  word  ?  [The  decision 
of  the  Registrar  was  read.]  The  reference  of  the  Registrar  is  not  to  reported 
decisions,  but  to  decisions  of  the  Office  and  the  Board  of  Trade.  "  Humanola  " 
has  been  passed  by  the  Board  of  Trade.    Decisions  on  similar  questions  of  fact 
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do  not  much  help,  but  "Savoline"  was  held  to  be  an  infringement  of  "Savonol" 
{Field  Ld.  v.  Wagel  Syndicate  17  R,P.C.  266).  This  is  an  opposition  to  a 
registration,  and  is  an  easier  case  therefore  to  support.  There  is  no  comparison 
here  of  goods  on  the  market,  but  of  the  words.  [Pabkeb  J. — Is  not  the  nature 
of  the  goods  important  ?]  No  doubt,  and  these  goods  are  at  present  costly ;  5 
but  it  does  not  follow  that  persons  wishing  to  buy  them  would  be  extremely 
careful  to  distinguish  the  names.  The  final  sounds  of  the  words  are  identical, 
and  there  is  a  tendency  to  clip  or  cut  off  the  beginnings  of  words.  I  submit 
that  the  reasonable  "  possibility  of  confusion  "  ought  to  be  prevented  by  the 
refusal  of  the  "  Neola."  10 

For  the  Appellants,  Messrs.  «7.  A.  S.  MacJciey  their  assistant  manager,  and 
C.  W.  Lake^  of  Heseltine^  Lake  A  Co,,  Patent  and  Trade  Mark  Agents,  were 
called  as  witnesses. 

For  the  Respondents,  E.  H.  Klaber^  their  managing  director ;  J.  PuUman, 
managing  director  of  Metzler  A  Co.  Ld.,  manufacturers  of  and  dealers  in  15 
musical  instruments,  and  the  owners  of  the  "  Humanola "  ;  H.  8.  Loeffler,  in 
the  employ  of  Messrs.  Cramer  A  Co. ;  W.  Alloway,  trading  as  Berkhardt  & 
Sons^  dealers  in  pianofortes  and  organs  ;  and  (?.  W.  Eehelbyy  in  the  employ  of 
Steinway  A  Sons,  gave  evidence. 

The  witnesses  for  the  Respondents  gave  evidence  contraverting  the  suggestion  20 
of  probability  of  confusion  having  regard  to  the  class  of  customers  for  such 
instruments.    They  also  pointed  out  that  the  instrument  sold  as  a  *'  Neola  ^' 
was  a  combined  instrument,  whereas  the  ^  Pianola  *'  was  an  outside  attachment 
for  a  piano.    It  appeared  that  the  Appellants  called  their  combined  instrument 
a  '^  Pianola  Piano.*^     Mr.  Klaher  stated  that  he  was  connected  with  a  business  25 
which  used  the  word  ^'Neostyle'*  for  other  goods,  and  the  Respondents  first 
used  that  word  for  their  piano  player,  but  changed  it  to  "  Neola,"  "  la  "  being 
associated  with  music.      It  appeared  that  the  word  *'  Phonola "  had  been 
refused  registration,  but  that  the  application  for  the  registration  of  "  Humanola*'  ^ 
for  a  similar  instrument  had  been  ordered  by  the  Board  of  Trade  to  proceed  on  3ff 
appeal  from  the  Comptroller,  and  that  "Triumphola"  had  been  registered. 
Evidence  was  also  given  of  the  use  of  "  Clayiola "  in  this  country.     Other 
words  ending  in  '*  ola  "  or  "  la  "  had  been  registered  in  the  same  class  for  other 
kinds  of  musical  instruments. 

Waggett  for  the  Respondents. — No  evidence  has  been  given  as  to  confusion,  or  35 
that  the  instruments  are  bought  by  the  spoken  name  as  opposed  to  the  written 
one.    The  Comptroller,  having  exercised  his  discretion,  the  case  now  turns  only 
on  Section  72.    The  Registrar  having  passed  the  mark  in  his  discretion,  the  Court 
does  not  generally  go  behind  the  exercise  of  his  discretion.    The  Appellants  are 
bound  to  show  that  the  Trade  Mark  if  honestly  used  is  reasonably  calculated  to  40 
deceive  {Kutnow's  Trade  Mark  10  R.P.C.  401).    There  is  no  suggestion  here 
that  the  mark  will  be  dishonestly  usied  {Lyndon's  Trade  Mark  3  R.P.C.  102 ; 
L.R.  32  CD.  109).    One  cannot  leave  out  any  part  of  the  Appellants'  Trade  Mark 
in  comparing  the  marks  {Re  Farrow's  Trade  Mark  7  R.P.C.  260).    Regard 
must  be  had  to  the  class  of  goods  and  the  class  of  customers.    In  dealing  with  45 
some  goods  sound  is  of  importance,  but  in  a  case  of  this  kind  it  is  of  little 
importance. 

Btu:kmaster  K.  C.  in  reply. — There  is  no  evidence  that  any  word  ending  in  "  ola  " 
was  used  here  for  such  instruments  as  these  before  the  Appellants  registered 
"  Pianola."  There  is  some  evidence  of  "  -ffiriola "  in  America.  Mr.  Pullman  50 
said  he  made  up  "Humanola"  because  "ola"  was  associated  with  musical 
instruments.  I  suggest  that  it  is  associated  with  mechanical  instruments; 
and  that  the  "  ola "  in  "  Neola "  was  taken  for  this  reason.  [Pabb:br  J.— 
People  often  choose  a  trade  mark,  not  with  a  view  to  identify  the  goods 
as  theirs,  but  with  a  view  to  its  becoming  as  soon  as  possible  the  trade  55 
name  of   the  goods  themselves.]     But    if    "Pianola"    has  got    to   have    a 
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general  reference  to  the  class,  there  is  the  more  likelihood  of  "Neola" 
being  deceptive.  The  probability  of  confusion  is  increased  by  the  fact  that, 
owing  to  the  large  sale  of  our  instrument,  the  termination  **ola"  has  got 
associated  with  instruments  of  the  class.  The  characteristic  part  is  the  termi- 
&  nation  ^'  ola."  It  is  not  necessary,  for  this  case  at  all  events,  to  claim  a  monopoly 
of  words  in  "  ola."  **  Neola ''  is  very  much  nearer  than  "  Triumphola."  The 
Registrar  only  passed  the  mark  reluctantly.  There  is  no  evidence  of  any  other 
instruments  ending  in  *^  ola  "  being  extensively  sold.  I  submit  that  there  is 
probability  of  confusion  between  the  two  words. 

lU  Parker  J. — ^This  is  just  one  of  those  cases  where  it  is  perfectly  possible  that 
another  mind,  if  brought  to  bear  on  the  subject,  might  take  another  view.  It 
always  is  so  in  cases  of  this  sort  where  you  cannot  really  test  whether  a  confusion 
has  arisen,  but  only  have  to  judge  from  the  general  appearance  or  sound  of  the 
two  words  whether  confusion  is  likely  to  arise.  With  regard  to  the  law  upon  the 

15  point,  it  seems  to  me  quite  settled  and  quite  clear.  In  this  case  the  Comptroller 
has  passed  the  mark  for  registration  and  there  is  opposition.  That  opposition  goes 
by  way  of  appeal  first  to  the  Board  of  Trade,  and  the  Board  of  Trade  refers  it  to 
the  Court,  and  the  Court  then  gets  seisin  of  the  matter,  and  has  to  determine,  in 
the  words  of  the  Act,  whether  the  registration  is  to  proceed,  and,  if  so,  under  what 

20  conditions,  if  any.  The  only  point  at  issue  here  is  whether  the  limitation  put  on 
the  power  of  the  Comptroller  by  Section  72  of  the  Act  of  1883  is  applicable. 
That  limitation  is,  reading  it  shortly  and  generally,  that  he  is  not  allowed  to 
register  any  goods  having  such  resemblance  to  a  Trade  Mark  already  on  the 
Register  as  to  be  calculated  to  deceive.    That  Section  has  been  the  subject 

25  of  judicial  decision  on  many  occasions,  and  I  think,  without  going  into  the 
details  of  the  cases,  it  may  be  taken  that  the  law  is  as  follows : — You  must 
take  the  two  words.  You  must  judge  of  them,  both  by  their  look  and  by 
their  sound.  You  must  consider  the  goods  to  which  they  are  to  be  applied. 
You  must  consider  the  nature  and  kind  of  customer  who  would  be  likely  to 

30  buy  those  goods.  In  fact,  you  must  consider  all  the  surrounding  circum- 
stances ;  and  you  must  further  consider  what  is  likely  to  happen  if  each  of  those 
trade  marks  is  used  in  a  normal  way  as  a  trade  mark  for  the  goods  of  the 
respective  owners  of  the  marks.  If,  considering  all  those  circumstances,  y  on  come 
to  the  conclusion  that  there  will  be  a  confusion — that  is  to  say,  not  necessarily 

35  that  one  man  will  be  injured  and  the  other  will  gain  illicit  benefit,  but  that  there 
will  be  a  confusion  in  the  mind  of  the  public  which  will  lead  to  confusion  in 
the  goods — then  you  may  refuse  the  registration,  or  rather  you  must  refuse  the 
registration  in  that  case.  In  this  particular  case  we  have  this  state  of  circum- 
stances, that  the  Opponents  have  on  the  Register  the  word  **  Pianola.'*    The 

40  word  *'  Pianola ''  was  undoubtedly  invented  by  them  and  has  been  registered, 
and  .is  a  perfectly  good  Trade  Mark.  There  is  some  sort  of  evidence  that  it  has 
become  associated  in  the  mind  of  the  public  with  the  instrument,  and  not  with  the 
maker  of  the  instrument— that  is  to  say,  that  it  has  lost  its  primary  signification 
of  denoting  an  instrument  made  by  a  particular  manufacturer,  and  has  come  to 

45  mean  a  particular  class  of  instrument.  That  may  be  so,  or  may  not  be  so. 
There  is  not  any  clear  evidence  on  the  subject,  but  some  suggestion  has  been 
made  with  regard  to  it.  Now  the  mark  which  is  proposed  to  be  registered, 
and  which  the  Registrar  has  passed,  is  *'  Neola,*'  and  the  argument  before  me 
has  taken  two  lines.    In  the  first  place,  it  is  saggested  that  the  importance  of 

50  the  Trade  Mark  '*  Pianola  "  lies  in  its  termination,  and  that  anybody  who  takes 
a  word  with  a  similar  termination  may  cause  confusion  in  the  mind  of 
the  public.  The  second  way  it  is  put  to  me  is,  that  the  sounds  of  the 
words,  although  the  look  of  the  words  may  be  different,  are  likely  to  be  so 
similar  that  a  person  asking  for  a  '*  Pianola  "  might  have  a  ^'  Neola  "  passed  off 

55  on  him,  or  vice  versa.  Of  course,  one  knows  that  the  persons  who  buy  these 
articles  are  generally  persons  of  some  education,  (it  is  not  quite  the  same  as  some- 

3  S 
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body  going  and  asking  for  washing  soap  in  a  grocer's  shop)  and  some  considera- 
tion is  likely  to  attend  the  purchase  of  any  instrument  of  the  cost  of  either  of 
these  instruments,  whether  it  be  a  "  Pianola  "  or  a  "  Neola."  Now,  my  opinion  is 
that  having  regard  to  the  nature  of  the  customer,  the  article  in  question,  and  the 
price  at  which  it  is  likely  to  be  sold,  and  all  the  surrounding  circumstances,  5 
no  man  of  ordinary  intelligence  is  likely  to  be  deceived.  If  he  wants  a 
"  Pianola "  he  will  ask  for  a  "  Pianola,"  and  I  cannot  imagine  that  anybody 
hearing  the  word  "  Pianola,"  if  pronounced  in  the  ordinary  way  in  the  shop, 
and  knowing  the  instruments  as  all  shopmen  do  would  be  likely  to  be  led  to 
pass  off  upon  that  customer  a  "  Neola  "  instead  of  a  '*  Pianola."  10 

There  is  another  point  in  the  matter — ^though  I  do  not  know  that  it  is  very 
material — that  is,  that  according  to  the  evidence  the  "  Pianola  "  is,  practically 
speaking,  an  outside  attachment,  to  be  attached  to  the  piano.  The  *'  Neola,"  on 
the  other  hand,  is  a  thing  where  there  is  no  outside  attachment  at  all,  but  the 
mechanical  part  of  the  machine  is  inside  the  case  of  the  piano,  so  that  anybody  15 
who  really  wanted  a  "  Pianola  "  and  knew  what  the  **  Pianola  "  was  would  not 
be  likely  to  mistake  the  actual  article,  even  if  the  ^'  Neola "  was  tendered 
to  him,  for  that  which  he  desired  to  buy.  There  is  no  evidence  at  all  that  the 
word  "  Pianola  "  is  applied  in  any  way  to  the  instrument  which  is  sold  by  the 
Orchestrelle  Company  as  a  "  Pianola  Piano  " — that  is  to  say,  a  combined  instru-  20 
ment  where  there  is  no  attachment,  but  the  mechanical  part  is  inside.  Taking 
these  circumstances  into  consideration,  I  do  not  think  that  there  is  likely  to  be 
any  confusion,  and  I  think  the  Registrar  was  right.  A  good  deal  was  made  of 
what  the  Registrar  said  in  his  decision  to  the  effect  that  he  wished  people  would 
choose  words  as  to  which  there  could  be  no  possible  confusion,  and  there  may  25 
be  a  good  deal  to  be  said  for  that  point  of  view,  but  I  do  not  think  he  meant  to 
suggest  that  this  word  was  wilfully  chosen  in  order  to  be,  as  it  were,  on  the 
border  line  of  what  was  improper,  and  what  was  not  improper. 

In  my  opinion,  the  evidence  points  to  the  fact  that  this  word  was  chosen  for 
good  reasons  and  on  quite  different  grounds,  and  though  no  doubt  a  lot  of  30 
these  musical  instruments  which  are  in  the  market  have  the  particular  termi- 
nation "  ola  "  or  "  la,"  the  termination  in  question  was  adopted  quite  honestly, 
1  think,  and  without  any  notion  that  it  could  deceive,  and  I  do  not  think  it 
could  deceive.  Therefore,  in  my  opinion,  the  Motion  fails,  and  the  usual 
consequences  will  follow,  and  the  application  for  registration  will  proceed  in  35 
the  usual  way. 
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In  thb  High  Court  of  Justice.— Chancery  Division. 

Be/are  Mb.  Justice  Buckley. 

July  21st,  1906. 

ROBBBTSON  V.  PUBDEY. 


5      Patent^' Action  far  infringement, — Application  for  leave  to  discontinue  after 
Reply. — Practice. — Terms  imposed  cte  a  condition  of  granting  leave. 

The  Plaintiff  in  an  action  for  infringement  delivered  a  reply  and  then 
applied  for  leave  to  discontinue^  stcUing  cm  his  reason  that  he  wished  to  amend 
his  Specification  by  way  of  correction.    The  Defendant  asked  that  a  term  should 

10  he  imposed  that  the  Plaintiff  should  bring  no  action  in  respect  of  infringements 
alleged  in  the  pleadings. 

Held,  thai  the  particular  circumstances  justified  the  imposition  of  the  term^ 
inasmuch  cts  the  Plaintiffs  application  was  in  effect  for  leave  to  apply  to 
amend  the  SpeciflccUion  by  way  of  correction^  which  leave  could  noty  under 

15  Section  19  of  the  Patents  Ac.  Act  of  1883^  be  given  pending  the  action.  Leave 
to  discontinue  was  given  upon  the  term  mentioned^  coupled  with  the  term  that 
the  Plaintiff  should  pay  the  Defendants  costs  of  the  action^  including  the  costs 
of  the  Particulars  of  Objections  as  if  they  had  been  certified  as  reasonable  and 
proper. 

20      The  Plaintiff  elected  to  proceed  unth  the  action. 

Letters  Patent  (No.  22,894  of  1894)  were  granted  to  John  Robertson  for  an 
invention  entitled  "  Improvements  in  drop-down  gnna."  On  the  25th  of 
January  1906,  the  Patentee  commenced  an  action  against  James  Purdey  for 
infringement  of  the  Patent. 

25  On  the  4th  of  April  1906  the  Defendant  delivered  Particulars  of  Objections  to 
the  Patent  sued  on  alleging  (1)  That  the  Plaintiff  was  not  the  true  and  first 
inventor ;  (2)  That  the  invention  had  been  the  subject-matter  of  a  prior  grant 
of  Letters  Patent  to  one  William  Nobbs  (No.  13,180  of  1894) ;  (3)  Prior  user 
by  several  individuals  ;  and  (4)  Want  of  subject-matter. 

30  On  the  24th  of  May  1906  the  Plaintiff  delivered  a  reply  alleging  that  the 
prior  grant  relied  on  by  the  Defendant  was  invalid. 

The  Defendant  subsequently  took  out  a  summons  for  leave  to  amend  his 
Particulars  of  Objections  by  further  alleging  that  certain  parts  of  the  Specifica- 
tion of  the  Plaintiff's  Patent  were  useless  and  unworkable. 

3  S  2 
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The  PlaintifP  took  out  a  croBB-BummonB  for  leaye  to  apply  at  the  Patent  Office 
for  leave  to  amend  his  Specification  by  disclaiming  (inter  alia)  these  parts. 
The  two  sammonses  came  on  for  hearing  before  the  Master,  and  the  Plaintiff 
abandoning  his  application  for  leave  to  apply  to  amend,  applied  for  leave  to 
discontinne  as  a  term  of  the  Defendants  being  allowed  to  amend  his  Particulars  5 
of  Objections,  whereupon  the  Defendant  abandoned  his  application  to  amend 
the  Particulars  of  Objections.  The  Plaintiff  then  took  out  a  summons  asking 
for  leave  to  discontinue,  which  was  adjourned  to  be  heard  before  Mr.  Justice 
BUOKLBY,  and  was  by  him  adjourned  into  open  Court. 

T.  Terrell  K.C.  and  C  Terrell  (instructed  by  George  Cheeeman)  appeared  for  10 
the  Plaintiff ;  A.  J.  Walter  (instructed  by  EUis  and  Ellis)  appeared  for  the 
Defendant. 

Terrell  K.C.  and  Courtney  Terrell^  for  the  Plaintiff,  argued  that  leave  to  dis- 
continue the  action  should  be  given  without  imposing  the  term  that  no  action 
should  be  brought  in  respect  of  infringements  alleged  in  the  Statement  of  Claim.  15 
There  was  no  settled  practice,  and  every  case  depended  on  its  merits.    This  was 
laid  down  by  the  House  of  Lords  in  Lrxdington  Cigarette  Machine  Company  Ld. 
V.  Baron  Cigarette  Machine  Company  Ld.  (17  R.P.C.  747).    The  Rule  as  to  dis- 
continuance distinctly  contemplates  that  a  fresh  action  may  be  brought  (per 
Warrington  J.  in  Haskell  GolfBaU  Company  v.  HtUchison,  22  R.P.C.  208).   In  20 
all  the  cases  that  we  have  been  able  to  find,  where  the  condition  has  been  imposed, 
it  has  been  because  the  Plaintiff  has  been  holding  over  the  heads  of  the  public 
a  monopoly  larger  than  that  to  which  he  is  entitled,  and  has  desired  to  reduce 
the  scope  of    the  claim,  or  as  in   Chamberlain  and  Hookham  v.  Mayor  of 
Huddersfield  (18  R.P.C.  454)  there  has  been  some  other  special  circumstance.  25 
In  this  case  the  Defendant  would  have  all  the  protection  given  him  by  Section 
20,  and  this  should  be  sufficient  to  prevent  injustice. 

A.  J.  Walter  for  the  Defendant. — Here  the  Plaintiff  is  endeavouring  to  avoid 
the  effect  of  Section  19,  which  prevents  amendment  of  a  Specification  otherwise 
than  by  disclaimer  while  an  action  is  pending.    He  desires  to  amend  by  way  of  30 
correction  and  then  to  bring  a  fresh  action.    The  term  asked  for  should  be 
imposed. 

O.  Terrell  replied. 

BuOKLBY  J. — ^This  is  an  application  by  the  Plaintiff  in  the  action  that  he  be 
at  liberty  to  discontinue.    After  Defence  he  took  a  further  step  by  delivering  a  35 
reply,  and  consequently  under  Order  XXVI.,  Rule  1,  he  can  only  discontinue 
with  leave.   That  Rule  provides  that  leave  may  be  given  on  such  terms  as  to  costs 
and  as  to  any  other  action  and  otherwise  as  may  be  just. 

After  the  Plaintiff  had  delivered  his  reply,  the  Defendant  on  the  7th  June 
applied  for  leave  to  amend  his  Particulars  of  Objections.  By  that  there  was  40 
disclosed  to  the  Plaintiff  something  that  the  Defendant  wanted  to  set  up.  He 
had  not  set  it  up,  and  could  only  do  it  with  leave.  The  Defendant  abandoned 
that  summons,  but  Mr.  Terrell  in  opening  this  application  said  very  frankly 
that  the  summons  for  leave  to  amend  the  Particulars  of  Objections  disclosed  to 
the  Plaintiff  something  which  assured  the  Plaintiff  that  he  was  wrong,  and  that  45 
his  action  would  fail  unless  he  could  make  a  correction  in  his  Specification. 
He  has  said  quite  frankly  at  the  bar  that  what  he  wants  to  do  is  not  to  disclaim, 
which  under  Section  19  of  the  Act  he  could  do  with  leave  pending  the  action, 
but  he  wants  to  correct,  which,  under  that  Section  as  it  has  been  construed,  the 
Judge  could  not  give  him  leave  to  do  pending  the  action.  50 

The  question  for  decision  is  whether,  in  tlmt  state  of  facts,  I  ought  or  ought 
not  to  impose  as  part  of  the  terms  that  he  shall  not  bring  any  other  action  against 
the  Defendant  in  respect  of  any  infringement  alleged  in  the  pleadings  in  this 
action.  I  am  of  opinion  that  I  ought  to  impose  tlutt  term  and  for  this  reason. 
After  an  action  has  been  brought  for  infringement,  Section  19  of  the  Act  of  1883  55 
provides  that  the  Court  or  Judge  may,  on  terms,  allow  the  Patentee  to  apply 
to  amend  his  Specification  by  way  of  disclaimer,  but  it  has  been  decided  that 
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that  Section  does  not  extend  to  allow  an  amendment  by  way  of  correction  or 
explanation.  So  that  in  this  pending  action  the  Patentee  conld  not,  with  any 
leave  which  the  Court  could  give  him,  sue  upon  a  corrected  Specification, 
but  he  must  in  this  action  sne  upon  an  uncorrected  Specification,  and,  if  upon 
5  the  uncorrected  Specification  he  would  fail,  he  must  fail. 

That  being  the  state  of  facts,  if  I  were  to  give  him  leave  to  discontinue  this 

action  without  imposing  the  term  in  question  I  should  leave  him  in  a  position 

to  bring  a  subsequent  action  in  which  he  could  sue  upon  the  same  footing  as  if 

in  this  action  I  had  given  him  leave  to  correct  his  Specification,  which  is  the 

10  ^^^  thing  which,  under  the  Act  of  Parliament,  I  cannot  do  ;  in  other  words 

he  wants  leave  to  discontinue  this  action  upon  the  terms  that  he  shall  be  at 

liberty  to  bring  a  subsequent  action  on  a  cause  of  action  open  to  him  which 

could  never  be  open  to  him  in  this  action.    It  seems  to  me  that  that  would  be 

unjast.    Of  course  upon  this  application  for  leave  to  discontinue  the  action  the 

25   Sections  of  the  Act  of  Parliament  are,  in  a  sense,  not  applicable  at  all.    I  am 

not  deciding  anything  under  the  Act,  but  I  have  to  consider  how  my  judicial 

discretion  ought  to  be  exercised,  bearing  in  mind  what  the  efifect  of  the  Act 

is,  if  this  action  goes  on.    In  that  sense  it  seems  to  me  that,  if  I  were  to  give 

leave  to  discontinue  this  action  without  imposing  this  term,  I  should  be,  so  to 

20  Bpeak,  repealing  the  Act  of  Parliament ;  I  should  be  enlarging  Section  19  so  as 

in  substance,  though  not  in  form,  to  allow  the  plaintiff  in  an  action  to  correct 

his  Specification  pending  the  action.    That  is  the  very  thing  which  the  Statute, 

as  construed,  says  I  ought  not  to  do.    For  these  reasons  it  seems  to  me  that  in 

this  case  I  have  this  special  circumstance,  that  the  Plaintiff  says  :  *'  I  want  the 

25   ^^  Order  to  discontinue  to  be  given  me  in  such  a  form  that  I  shall  be  able  to 

*^  sue  upon  a  corrected  Specification  which  in  this  action  I  cannot  do.**    It 

seems  to  me  that  the  Defendant  is  entitled  to  say  :  '^  That  is  not  fair ;  go 

'^  on  with  this  action  in  such  form  as  the  Statute  allows,  or  discontinue  this 

**  action,  if  you  will,  on  payment  of  costs,  but  then  your  new  action  must  be 

3Q  **  brought  upon  the  same  terms  as  if  you  had  gone  on  with  this  one." 

I  think,  therefore,  that  the  proper  Order  is,  that  the  terms  imposed  shall  be 
that  the  Plaintiff  shall  not  bring  any  other  action  against  the  Defendant  in 
respect  of  any  infringement  alleged  in  the  pleadings  in  this  action,  and  that  he 
shall  pay  the  Defendant  his  costs  of  the  present  action,  with  a  direction  to  include 
35  therein  the  costs  of  the  Defendant's  Particulars  of  Objections  as  if  they  had 
been  certified  as  reasonable  and  proper  at  the  trial.  On  those  terms  I  will 
give  leave  to  discontinue  :  otherwise  I  refuse  this  application,  and  if  the  latter 
alternative  is  taken,  then  there  will  be  no  Order  upon  the  application  except 
that  the  costs  be  the  Defendant's  costs  in  any  event. 
^       0.  Terrell, — My  client  decides  to  go  on  with  the  action. 

Buckley  J. — ^Very  well.    Then  there  is  no  Order  except  that  the  costs  be 
the  Defendant's  costs  in  any  event. 
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In  the  High  Court  op  Jubtiob.— Chanobby  Division. 

B^ore  Mr.  Justice  Swinpbn  Eady. 

October  29th,  1906. 

In  the  Matter  op  the  Application  op  the  CapsuiiOid  Company  Ld. 

Trade  Mark. — Application  for  registration. — ^^  TabloneJ^* — Similarity  to  5 
"  Tabloid.^^ — Application  refused. — Appeal  referred  to  the  Court  and  dismissed. 
— Patents  Ac.  Act^  1888^  Section  72. 

In  1905  the  Capsuloid  Company  Ld.  allied  for  registration  of  the  words 
"  TahloneSy  they  remove  the  cause  ^^  as  a  Trade  Mark  in  Class  3  in  respect  of 
**  a  medicated  preparation  for  htiman  t*M,"  the  right  to  the  exclusive  use  of  the  10 
words  other  than  "  Tahlones  "  being  disclaimed.  Since  1908  the  Applicants  had 
sold  a  proprietary  medicine— namelyy  a  cure  for  indigestion — under  the  name 
"  Tablones.'^  The  Comptroller  refused  to  register  the  mark  on  account  of  tts  resem- 
blance to  the  registered  Trade  Marks  of  Bnrronghs,  Wellcome  &  Co.  consisting  of 
or  containing  the  word  "  Tabloid  "  or  "  TabloidSy''  registered  in  respect  of  all  15 
goods  in  Glass  8.  The  Applicants  appealed^  and  the  appeal  was  referred  to  the 
Court,  Burroughs,  Wellcome  &  Co.  being  served  unth  notice  of  the  appeal.  The 
Appellants  relied  on  the  distinction  between  the  goods,  alleging  that  when  btiying 
"  Tabloids  "  t?ie  nams  of  the  drug  required  was  necessarily  added,  and  that  the 
Appellants  appealed  direct  to  the  public,  whereas  the  Respondents  appealed  to  20 
doctors  and  nurses  and  their  goods  were  ordered  through  chemists.  On  the 
other  hand,  the  Respondents  called  chemists  who  gave  evidence  thai  the  public 
sometimes  asked  for  "  Tabloids  "  for  indigestion  or  JieadacJie  or  other  complaints. 

Held,  that  it  was  proved  that  the  word  "  Tablones  "  was  calculated  to  deceive 
within  the  meaning  of  Section  72,  subsection  (2)  of  the  Patents  Ac.  Acts,  1888  25 
to  1888.    The  appeal  was  dismissed  unth  costs. 

On  the  17th  of  October  1905  the  Capsuloid  Company  Ld.  applied  (application 
No.  276,531)  to  register  as  a  Trade  Mark  in  Class  3  in  respect  of  '^a  medical 
"  preparation  for  human  use  "  a  mark  consisting  of  the  words  "  Tablones,  they 
"  remove  the  cause,"  the  right  to  the  exclusive  use  of  the  words  "  they  remove  30 
'^  the  cause  "  being  disclaimed.  On  the  15th  of  November  1905  the  Registrar 
of  Designs  and  Trade  Marks,  acting  for  the  Comptroller,  refused  to  register  the 
mark.  The  main  ground  on  which  the  Registrar  refused  registration  was 
that  the  word  ''  Tablone^'  had  such  resemblance  to  the  registered  Trade  Mark 
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**  Tabloids  "  of  H,  S.  Wellcome^  trading:  as  Burroughs^  Wellcome  A  Oo.^  as  to  be 
calculated  to  deceive.  The  Trade  Mark  "  Tabloid  "  was  registered  by  that  firm 
in  the  year  1884  in  Classes  3  and  42,  being  No.  36,154  and  No.  36,155  respec- 
tively ;  and  in  1885  the  word  "  Tabloids "  coupled  with  a  device  was  also 
5  registered  in  the  same  classes  under  Nos.  42,378  and  42,379,  and  these  marks 
had  been  held  to  be  validly  registered  in  Re  Burroughs  and  Wellcome  A  Oo.^s 
Trade  Marks  21  R.P.C.  69  and  217 ;  L.R.  (1904)  1  Ch.  736.  In  giving  his 
decision  the  Registrar  stated  that  the  grounds  of  it  were  the  same  as  those  in  a 
previous  application,  No.  262,554.    This  application,  which  was  opposed  by 

10  H.  8.  Wellcome^  was  one  made  on  the  8th  of  April  1904  by  George  Edtvin 
Dixon  for  the  registration  in  Class  3  of  the  word  **  Tablones  "  in  respect  of 
a  medicine  for  family  use.  Dixon^  who  had  before  the  year  1902  carried 
on  business  in  a  proprietary  medicine  called  "  Capsuloids,"  in  that  year 
transferred  his  business  to  the  Gapsuloid  Gompany  TA,^  of  which  he  became 

15  the  managing  director.  In  the  year  1903  he  invented  the  word  **  Tablones," 
and  the  Company  commenced  to  use  it  in  that  year  for  a  proprietary  medicine — 
namely,  a  cure  for  indigestion — and,  as  they  alleged,  had  advertised  and  sold 
it  extensively  from  that  time  onwards.  The  Registrar  refused  the  registration 
on  the  ground  of  the  similarity  of  "Tablones"  to  "Tabloids,"  and  on  the 

20  further  ground  of  the  mark  applied  for  being  really  the  mark  of  the  Gapsuloid 
Gompany  Ld. 

The  following  is  the  statement  of  the  Registrar's  reasons  on  the  first  point : — 
"  The  question  I  have  to  decide  arises  on  an  application  made  by  a  Mr.  Dixon 
"  to  register  for  medicine  for  human  use  the  word  'Tablones.'     Directly  one 

25  "  sees  it  that  word  suggests  a  far  better  known  word  *  Tabloids'  which  is  the 
"  property  of  the  Opponent,  and  the  Opponent  suggests  that  the  resemblance 
"  between  the  two  words  is  such  that  there  is  a  probability  of  deception  in  the 
"  sense  that  goods  marked  with  the  word  '  Tablones '  and  nothing  more  (for 
**  that  is  the  way  in  which  I  must  consider  the  case)  may  be  supposed  to  emanate 

30  "  from  the  same  source  as  those  marked  with  the  better  known  Trade  Mark 

"  '  Tabloids.'    Of  course,  one  of  the  difficulties  in  the  way  of  the  Opponent  is 

"  this— he  cannot  claim  that  all  the  words  of  two  syllables  beginning  with 

"  *  Tabl '  are  calculated  to  deceive,  because  it  is  open  to  anybody  to  use  the 

.  "  common  word  *  Tablets.'    It   may  be  that  a  distinction  exists  between  a 

35  "  known  word  like  '  Tablets '  and  an  invented  word,  and  it  may  be  said  that  a 

**  very  scrupulous  trader  who  proposes  to  invent  a  trade  mark  need  not  start 

*•  his  invented  word  with  the  letters  *  Tabl '  even  though  those  four  letters 

"  occur  in  the  known  word  '  Tablet.'     But  the  present  invented  word  is  open 

^    "  to  the  observation  that  it  goes  one  letter  further,  because  it  takes  not  only  the 

40  "  four  letters  *  Tabl,"  but  also  the  letter  '  o,'  and,  so  far  as  I  have  heard,  there 
*'  is  no  word  in  use  beginning  with  *  Tabic'  In  my  view  the  resemblance 
"  between  these  words  is  quite  as  close  as  the  resemblance  between  the  words 
'*  dealt  with  by  Mr.  Justice  Buckley  in  the  reported  case  of  *  Savonol '  17  R.P.C. 
'^  page  266.     I  am  quite  aware  that  the  facts  of  this  case  are  not  the  same  as  the 

45  '^  facts  of  that  case,  and  that  some  of  the  considerations  that  are  relied  on  in 
"  that  case — for  instance,  at  page  273— may  not  apply  with  quite  so  much  force 
"  in  the  present  one,  but,  having  regard  to  the  general  principles  laid  down  in 
"  the  decisions  of  the  Courts,  I  do  not  myself  feel  quite  able  to  come  certainly 
«  to  the  decision  that  there  is  no  chance  of  these  words  being  confused." 

50  There  was  no  appeal  from  this  decision,  but  the  Gapsuloid  Gompany  Ld. 
appealed  from  the  subsequent  decision  of  the  Registrar  on  their  application, 
and  tibieir  appeal  was  referred  to  the  Court,  and  the  Appellants  were  directed  to 
serve  H.  S.  Wellcome  and  a  firm  of  Kassler  and  Wolff.  They  accordingly 
served  notice  of  Motion  asking  that  the  decision  of  the  Registrar  might  be 

55  reveirsed  ftnd  that  the  Comptroller  might  be  directed  to  proceed  with  the 
application  notwithstanding  the  registrations  of  Burroughs^  Wellcome  A  GoJ*s 
Trade  Marks  Nos.  36,154  and  42,378,  and  the  application  for  registration  by 
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Kassler  and  Wolff  No.  275,612.  The  last-mentioned  application  was  for  the 
word  **  Tablenes,"  bnt  the  firm  of  Kassler  and  Wolff  wsb  found  by  the  learned 
Judge  at  the  hearing  to  be  closely  connected  -with  G.  E.  Dixon.  The  Motion 
was  set  down  in  the  witness  list. 

Walter  K.C.  and  Ward  Coleridge  (instructed  by  G,  R.  Cran)  appeared  for  5 
the  Appellants ;    G.  Lawrence  (instructed  by  the  Solicitor  to  the  Board  of 
Trade)  appeared  for  the   Comptroller  ;    Astbury  K.C.  and  L.  B,  Sebastian 
rinstructed    by    Markhy^    Stewart    A    Co.)    appeared    for    the    Respondents 
jBurrougliSy  Wellcome  A  Co. 

Walt&r  K.C.  opened  the  Appellants*  case,  stating  the  facts  as  to  the  application  10 
by  Dixon^  and  continued  : — There  were  two  grounds  of  refusal  of  that  application 
— (1)  that  the  mark  was  similar  to  Burroughs^  Wellcome  A  Co,'s  Trade  Marks 
"  Tabloids "  and  (2)  that  Dixon  was  not  the  proprietor.    The  second  ground 
does  not  apply  to  the  present  application.    There  is  a  pending  application  by 
Kassler  and  Wolff  for  "  Tablenes,"  and  they  were  served  with  notice,  but  they  15 
do  not  appear.    The  Comptroller  on  November  the  15th  1905  formally  refused 
to  register  the  mark  on  the  same  ground  as  in  Dixon's  application.    For  the 
last  three  years  the  CapsuJoid  Company  Ld.  have  had  a  specific  remedy  on  the 
market  under  the  name  "  Tablones,"  and  have  largely  advertised  it.    The  only 
opponents  here  are  Burroughs^  Wellcome  A  Co.    The  application  is  under  the  20 
Act  of  1888,  and  comes  before  the  Court  under  Section  62,  and  the  opposition 
is  based  on  Section  72  (2)  of  the  Patents,  &c.  Act,  1883,  as  amended  by  the 
Act  of  1888.    The  word  "  Tabloid  "  has  been  before  the  Courts  in  Burroughs^ 
Wellcome  A  Co^s  Trade  Mark  (21  R.P.C.  69,  217  ;  L.R.  (1904)  1  Ch.  736). 
1  refer  to  the  passage  at  page  82.    We  say  that,  as  there  found,  the  mere  fact  25 
of  the  use  of  "  Tabloids  "  by  persons  other  than  the  general  public,  the  adver- 
tisements of  "  Tabloids  "  being  directed  to  doctors,  nurses,  chemists,  and  so  on, 
will  not  found  a  case  for  confusion  between  the  marks.    The  application  here 
is  only  for  registration  for  a  specific  proprietary  article,  in  respect  of  which 
an  appeal  is  made  directly  to  the  public.    [A  list  of  names,  about  40  in  30 
number,  by  which  "Tablones"  was  ordered  in  letters  from  customers  was 
read,  showing  that  the  customers  often  ordered  them  by  a  name  or  names 
which  differed  from  the  proper  name.     In  some  letters  "Tabloids"  were 
ordered  although  the  goods  known  as  "  Tablones  "  were  meant.]    Burroughs^ 
Wellcome  A  Co.  have  known  for  three  years  of  the  sale  of  "  Tablones  "  by  the  35 
Applicants.    I  do  not  say  that  the  mere  fact  that  they  have  not  sued  or  could  not 
successfully  sue  the  Applicants  necessarily  involves  that  the  Applicants  must 
succeed  on  their  application.    But  all  the  circumstances  must  be  considered. 
The  Applicants  deal  in  an  article  of  a  type  not  sold  by  Burroughs^  Wellcome 
A  Co.y  who  do  not  deal  in  proprietary  medicines.     Secondly,  they  and  the  40 
Applicants  appeal  to  different  purchasers.    The  Applicants  app<»al  and   sell 
direct  to  the  public.    But  the  crucial  thing  is,  we  submit,  that  no  one  could 
under  the  circumstances  mistake  "Tablones"  for  "Tabloids."    Tablets  have 
been  widely  sold.    "  Tabloid  "  has  come  to  have  a  secondary  sense  in  which  it 
has  come  to  be  used  in  the  language.    Many  people  using  it  know  nothing  of  45 
the  Opponents,  and  only  use  the  word  as  meaning  tablets.    Honest  user  must 
be  presumed  {Kutnow's  Trade  Mark  10  R.P.C.  401).     It  is  not  sufficient  that 
some  person  maybe  misled  (Singar  Manufacturing  Company  v.  Loog,  8  R.  App. 
Cas,  15).    There  is  no  likelihood  of  confusion  between  two  such  distinct  words 
as  "  Tablones  "  and  "  Tabloids."    [The  judgment  of  the  Comptroller  in  Dixon's  50 
application  was  read.] 

A  large  number  of  affidavits  had  been  filed  on  both  sides,  and  it  was  arranged 
that  some  of  these  should  be  read  as  evidence  in  chief,  the  deponents  being 
called  to  supplement  them  and  for  cross-examination. 

The  affidavits  read  in  support  of  the  application  were  those  of  Dixon  (3) ;  5& 
E.  F.  Strickland^  director  of  Bruces  Id,^  retail  chemists ;  and  J.  Murison^ 
director  of  Parkes'  Drug  Stores^  Ldj     E^  J.  Perry^  analytical  chemist,  and 
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B.  Chwer^  snb-manager  of  Butter  and  Grippe^  wholesale  druggists,  also  gave 
evidence  for  the  Applicants. 

The  following  paragraph  from  one  of  Dixori'e  affidavits  relates  to  a  distinction 
between  the  goods  on  which  the  Appellants  relied  : — ^'  *  Tablones  they  remove 
5  ^*  *  the  cause  ^  are  and  have  always  been  a  specific  remedy  for  a  specific  complaint 
'^  or  class  of  complaints,  and  have  always  been  advertised  and  held  out  to  be 
"  such.  I  say  that  I  do  not  consider  it  possible  that  the  word  '  Tablones '  can 
<^  possibly  be  confounded  with  any  existing  Trade  Mark  which  is  upon  the 
**  Register.     Regarding  the  mark  *  Tabloid'  (No.  36,154)  registered  on  14th 

10  «  March  1884  and  the  mark  *  Tabloids '  (No.  42,378)  registered  on  27th  January 
**  1885,  both  of  which  marks  are  the  property  of  Burroughs^  Wellcome  A  Co.^ 
^^  of  Snow  Hill  Buildings,  Holbom  Viaduct,  Manufacturing  Chemists,  I  say  that 
^  it  is  not  likely  or  possible  that  there  can  be  any  confusion  of  those  two  words 
"  or  either  of  them  with  *  Tablones.'    The  word  *  Tabloid '  is  a  form  describing 

15  «<  word  and  is  synonymous  with  the  word  ^  Tablet '  in  the  class  of  business  in 
"  which  it  is  used  ;  medicines  of  all  kinds  and  other  substances — tea,  for 
"  example — ^are  put  up  by  Messrs.  Burroughs^  Wellcoms  A  Co,  in  the  form  of 
*^  little  flattened  discs  and  are  ^en  described  by  Messrs.  Burroughs^  Wellcome 
"  A  Co.  as  *  Ciiscara  Tabloids.'  *  Quinine  Tabloids,'  *  Tea  Tabloids,'  Ac,  Ac,  the 

20  "  word  *  Tabloid  '  being  simply  therefore  a  form  describing  word  or  brand  name 
*'  and  having  no  reference  whatever  to  the  contents  of  the  mass  of  substance. 
"  The  words  *  Tabloid  '  and  '  Tabloids '  by  themselves  convey  nothing  to  the 
^*  purchasing  public  or  trade,  because  they  invariably  reqnire  to  be  prefixed  by 
^  the  name  of  the  drug  or  other  substance  which  the  tabloid  contains." 

25  A  large  number  of  orders  received  by  the  Applicants  were  exhibited,  an4  it 
was  alleged  that  no  case  of  deception  had  occurred.  In  many  of  these  orders 
mistakes  had  been  made,  the  word  '^  Tablones  "  having  been  varied  in  several 
ways,  and  in  some  instances  '*  Tabloids  "  were  ordered  of  the  Applicants  where 
the  purchaser  intended  to  get  ^*  Tablones." 

30  Asthury  K.C.  for  the  Respondents  Burroughs^  Wellcome  A  Co. — Firsts 
**  Tablones  "  is  the  name  of  the  article,  and  there  can  be  no  other  description  of 
the  goods  according  to  Dr.  Dixon's  own  statement,  so  that  it  cannot  be  registered 
as  a  Trade  Mark  (Siegert  v.  Findlater  L.R.  7  Ch.  D.  801 ;  Ltnoleum  Mantu 
facturing  Company  v.  Nairn  L.R.  7  C.  D.  834 ;  and  Chesebrough  Manufac- 

35  turing  Company's  Trade  Marks  19  R.P.C.  342).  Secondly,  the  Appellants  have 
not  discharged  the  onus  put  upon  them  of  showing  that  the  word  '^  Tablones  " 
is  not  calculated  to  deceive.  The  affidavits  filed  for  the  Appellants  and  the 
letters  exhibited  are  evidence  of  probability  of  deception.  There  are  80 
cases  of  the  use  of  ^'  Tabloid  "  in  the  orders  put  in.    Thirdly,  this  is  not  a 

40  bond  fide  or  honest  business.  There  is  no  Dr.  Campbell  as  would  appear  from 
the  advertisements.  Besides  Dr.  Dixon  has  tried  to  impose  on  the  Court  as  to 
the  firm  of  Kassler  and  Wolff  who  applied  for  "  Tablenes."  He  pretended  that 
they  were  an  independent  firm,  who,  as  owners  of  "  Tablenes,"  did  not  object 
to  "  Tablones." 

45  Affidavits  by  the  following  deponents  were  read  on  behalf  of  the  Respondents^ 
namely,  those  of  Albert  Ernest  Warden^  Trade  Mark  clerk  in  the  employ  of 
Burroughs^  Wellcome  A  Co. ;  C.  B.  Alleny  pharmaceutical  chemist  at  Kiibum  ; 
and  O.  C.  Druce,  pharmaceutical  chemist  at  Oxford  ;  and  the  deponents  were 
cross-examined  and  certain  reports  of  the  Appellant  Company  were  put  in. 

50  The  two  last-mentioned  witnesses  stated  that  members  of  the  public  sometimes 
asked  for  ^  Tabloids  "  for  indigestion  or  for  headache  without  mentioning  the 
name  of  the  drug  required. 

Sebastian  summed  up  the  case  for  Burroughs,  Wellcome  A  Co, — ^This  is  not 
an  opposition  after  advertisement.    The  refusal  of  the  Comptroller  is  not  under 

55  Section  64,  but  under  Section  62  of  the  Act  of  1883.  The  Comptroller  is  bound 
to  refuse  registration  if  the  case  is  within  Section  72  and  in  ease  has  a  dis- 
cretion.   The  onus  is  on  the  AppeUantp  {Eno  v.  Dtmn  ?  R.P.C,  3X1 ;  US.  15 
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App;  Cas.  252)  and  they  have  not  discharged  it.  The  word  ^'  Tablones  "  has  a 
distinct  and  definite  meaning  now.  There  is  probable  confusion.  If  a  person 
came  into  a  shop  and  asked  for  '*  Tablones  "  for  indigestion  or  "  Tabloids  "  for 
indigestion  there  might  be  confusion. 

G.  Lawrence  for  the  Comptroller.  5 

Walter  K.C.  in  reply. — First,  a  new  point  is  now  taken  on  the  ground  of  the 
word  being  descriptive.  The  Linoleum  case  merely  decided  that,  if  a  person 
during  the  life  of  a  Patent  gave  a  name  to  the  patented  article,  other  people 
after  the  expiration  of  the  Patent  were  entitled  to  use  the  name.  In  the 
Kodak  case  however  {Kodak  Ld.'e  Trade  Marks  20  R.P.C.  337)  the  attempt  to  10 
remove  the  mark  because  it  had  become  descriptive  failed.  If  a  word  is  a  good 
invented  word  when  first  applied,  there  is  no  case  which  says  that  because  the 
name  becomes  descriptive  of  the  goods  it  can  be  removed.  In  the  Chesebrough 
case  "  Vaseline  "  was  removed  by  Buckley  J.,  but  on  the  ground  of  the  article 
having  been  covered  by  Letters  Patent.  But  that  was  reversed  on  appeal.  The  15 
decided  cases  apply  only  to  articles  made  under  monopoly  rights  and  not  under 
secret  prescriptions.  [SwiNPBN  Eady  J, — Does  "Tablones"  mean  medicine 
made  according  to  a  prescription,  or  one  made  according  to  a  prescription 
as  put  up  by  the  Capsuloid  Company?^  It  means  the  latter.  Secondly, 
it  is  said  that  the  Applicants  have  not  traded  honestly.  It  is  said  that  20 
the  article  is  described  as  being  made  siccording  to  the  prescription  of 
Dr.  Campbell^  and  that  there  is  no  Dr.  Campbell.  It  is  in  fact  made  according 
to  the  prescription  of  a  person  having  a  doctor's  degree.  Then  as  to  Kassler 
and  Wolff jtheir  business  in  Tablenes  is  done  in  Sweden.  Then  as  to  Section  72, 
I  submit  that  the  Appellants  have  established  that  the  word 'is  not  calculated  25 
to  deceive.  The  goods  have  been  on  the  market  since  1903,  and  no  case  of 
deception  is  shown.  It  is  admitted  that  the  "  Tabloid  "  orders  were  for  the 
Appellants*,  not  the  Respondents',  goods.  It  is  said  that  "  Tablet "  causes  no 
confusion,  but  that  "  Tablone  "  will  do  so.  It  is  said  also  that  the  Appellants 
are  not  the  owners  of  the  mark,  but  prima  facie  the  Applicants,  who  have  30 
used  ^e  word  and  are  applying,  are  the  owners.  The  application  is  only  in 
respect  of  a  specific  article ;  but,  if  not,  the  Applicants  are  prepared  to  so 
limit  it. 

SwiNPBN  Eady  J. — This  is  an  application  by  the  Capsuloid  Company  to 
reverse  the  decision  of  the  Registrar  who  refused  to  proceed  with  the  registra-  35 
tion  of  the  words  "  Tablones,  they  remove  the  cause,"  as  the  Trade  Mark  of 
the  Applicants.    It  appears  that  the  word  "  Tablones  "  has  been  used  by  the 
Applicants  for  some  three  years  or  a  little  more — ^the  period  was  about  three 
years  when  these  proceedings  were  commenced.    Messrs.  Burroughs^  Wellcome 
Jt  Go.^  who  oppose  the  motion,  say  they  first  heard  of  it  in  the  month  of  October  40 
1903  ;  that  was  at  a  time  when  they  were  engaged  in  the  litigation  in  which 
they   ultimately  succeeded   in  establishing  their   right   to    the  Trade  Mark 
"Tabloids."    The  word  "Tablones"  is  used   for  a   preparation   said   to   be 
valuable  in  cases  of  indigestion.     It  is  a  secret  preparation — that  is  to  say,  the 
composition  of  it  is  not  disclosed.    It  is  said  to  contain  pepsine,  some  diastase  45 
and  other  ingredients,  and  it  appears  to  be  made  for  the  Capsuloid  Company  by 
ParkCy  Davies  A  Co.    According  to  the  evidence  the  word  "  Tablones "  has 
been  applied  to  the  particular  medicament  as  now  made  up,  and  it  is  sold  as  a 
patent  medicine,  the  affections,  for  which  it  is  said  to  be  good,  being  stated  on 
the  advertisement  of  it,  and  it  is  put  up  in  aluminium  boxes  of  two  sizes.  50 
There  was  also  a  firm  of  Kassler  and  tToZ/f  served.    I  only  mention  their 
name  and  pass  away  from  it.    I  think   on  the  present  evidence  I  should 
have  come  to  the  conclusion  that  Kassler  and  Wolff  is  only  another  name 
for  Dr.  Dixon  ;   the   exact   position   of  the  firm  controlled  by  him  is  not 
material,  but  in  substance  it  is  Dr.  Dixon.    The  main  ground  upon  which  55 
Bwrroughs^   Wellcome  A  C7d.  oppose  the  registration  is  the  ground  upon  whioh 
i;he  Comptroller  decid  ^  in  t^eif  favour.    Section  72  of  the  Patents  Act,  as 
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amended  by  the  Act  of  1888,  says  that  the  Oomptroller  shall  not  register 
with  respect  to  the  same  goods  or  description  of  goods  a  trade  mark  having 
such  resemblance  to  a  mark  already  on  the  Register  with  respect  to  such 
goods  or  descriptions  of  goods  as  to  be  calculated  to  deceive.  Burroughs^ 
5  Wellcome  A  Co.^e  Trade  Mark  "  Tabloids "  is  registered  in  respect  of  Class  3, 
and  the  ground  of  the  Registrar's  decision  was  that  he  was  precladed  by 
Section  72,  subsection  2,  from  registering  "Tablones"  having  regard  to  the 
fact  that  the  word  "  Tabloids  "  was  already  on  the  Register. 
We  have  heard  the  evidence  of  certain  retail  and  dispensing  chemists  with 

10  regard  to  the  way  in  which  "  Tabloids  "  are  asked  for  by  persons  who  come 
into  their  shop,  and  "  Tabloids  "  are  mentioned  not  only  by  reference  to  the 
drugs  they  contain,  but  also  they  are  asked  for  by  reference  to  some  affection 
from  which  the  applicant  is  suffering — a  tabloid  for  indigestion,  a  tabloid  for 
headache    and   the   like.    '^Tabloids"  have  also    been,   in   numerous  cases, 

15  mentioned  in  orders  sent  to  the  Capsuloid  Company^s  ofQce  when  it  was 
intended  to  order  "  Tablones."  It  is  urged  that  people  when  ordering  these 
things  are  exceedingly  careless,  and  that  even  in  some  instances  they  enclose 
the  printed  advertisement  of  ^^  Tablones  "  and  at  the  same  time  write  to  the 
OapsiUoid  Company  ordering  "Tabloids."     In   many  instances   "Tabloids" 

20  have  been  ordered  when  it  was  quite  clear  that  "  Tablones "  were  intended. 
On  the  other  hand,  in  two  cases  orders  for  what  was  intended  to  be  "  Tablones," 
addressed  to  the  Capsuloid  Company^  have  been  delivered  to  BurroughSy 
Wellcome  A  Qo.^  and  they  have  passed  them  to  the  Capsuloid  Company^ 
and  "  Tablones  "  were  ultimately  supplied. 

25  I  have  no  explanation  from  the  Applicants  why  the  word  "  Tablones "  was 
chosen.  It  seems  to  have  been  chosen  at  a  time  when  the  litigation  as  to 
"  Tabloids  "  was  already  in  progress,  and  it  may  very  well  be  that  the  persons 
choosing  it  were  not  aware  of  the  litigation.  Having  regard  to  the  evidence 
that  has  been  adduced  I  am  quite  clear  that  the  word,  in  the  language  of 

30  the  Statute,  has  such  resemblance  to  Messrs.  Burroughs^  Wellcome  A  CoJ'e 
mark  already  on  the  Register,  with  respect  to  goods  in  Class  3,  as  to  be 
calculated  to  deceive. 

That  really  is  the  short  point  for  decision  in  this  case.    The  burden  is  upon 
the  Applicants.    The  Registrar  has  already  declined  to  proceed  with  the  registra- 

35  tion,  and  it  is  for  the  Applicants  to  show  that  the  Mark  which  they  are  seeking 
to  register  is  one  that  they  are  entitled  to  have  placed  on  the  Register.  In  my 
opinion  they  have  not  only  failed  to  do  that,  but  their  opponents  have  proved 
afi^matively  and  substantively  that  it  is  calculated  to  deceive ;  and  under 
those    circumstances  I  am  bound  to  uphold  the  decision  of   the   Registrar 

40  and  to  refuse  this  Motion.  1  do  not  think  it  is  necessary  to  refer  more  in  detail 
to  the  otiier  grounds  which  have  been  urged.  This  short  ground  is  quite  suffi- 
cient to  base  my  judgment  upon.  If  it  were  necessary  the  other  matters  could 
be  inquired  into  more  particularly.  Therefore  the  only  Order  I  can  make  is 
to  refuse  the  Applicants'  Motion. 

45      Sebastian. — ^With  costs  ? 

SWINFEN  EADY  /.—Costs  will  foUoW. 
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Patents,  Ac.  Act. 


Before  The  Solioitor-Gbnbral. 
June  15th,  1906. 

Iif  THB  Matter  op  an  Application  for  a  Patent  under  Section  103 

OP  THE  Patents,  Ac,  Act. 

Application  for  a  Parent  under  Section  103  of  the  Patents^  Ac.^  Act. — Incor-  5 
rect  date  offbreign  application  given  in  the  Convention  application,  which  was 
not  accompanied  by  a  certified  cojty  of  the  foreign  Specification  as  required  by 
Rule  14  of  the  Patents  Rules,  1903. — The  ComptroUer-Oeneral  decided  thcU,  the 
requirements  of  Rule  14  not  having  been  complied  with,  and  the  Complete 
Specification  not  having  been  open  to  public  infection  at  the  expiration  of  12  10 
months  from  the  date  of  the  foreign  application  as  a  result  of  the  error  in  the 
dcUe,  the  priority  claimed  under  the  International  Convention  could  not  be 
given.    The  Applicant  appealed. 

Held  on  appeal,  by  the  Law  Officer^  that  the  Comptroller-General  had  power 
to  refuse  to  grant  the  application  under  tlie  circumstances  as  the  requirements  15 
{which  should  be  treated  as  conditions  precedent)  had  not  been  complied  with, 
and  that  the  appeal  must  be  dismissed. 

On  the  11th  June  1904  a  Convention  application  for  a  Patent  (under  Section 
103  of  the  Patents  Ac.  Act  1883)  was  made  claiming  priority  under  a  German 
application  as  from  the  30th  of  June  1903.    The  Convention  application  was  JiK) 
not    accompanied  by  a  certified  copy    of    the    German  Specification  and  a 
translation  as  required  by  Rule  14  of  the  Patents  Rules,  1903,  and  such  copy 
and  translation  were  not  supplied  until  the  7th  of  June  1905,  when  it  appeared 
that  a  mistake  had  been  made  in  the  Convention  application,  as  the  correct  date 
of  the  German  application  was  the  18th  of  June  1903.    It  resulted  from  the  25 
mistake  that  the  Complete  Specification  was  not  open  to  public  inspection  at  the 
expiration  of    12    months  from  the  date  of    the  German  application.    The 
Comptroller-General  held  that  as  the   Specification  was  not  open  to  public 
inspection  at  the  end  of  the  12  months,  and  in  view  of  the  failure  to  accompany 
the  Convention  application  by  a  copy  of  the  German  application,  the  conditions  30 
on  which  priority  could  be  given  had  not  been  observed,  and  he  refused  to 
proceed  with  the  application. 

The  Applicant  appealed  from  the  decision  of  the  Comptroller-General. 

Frost  appeared  as  Counsel  for  the  Applicant,  and  the  Comptroller-G^eneral 
appeared  in  support  of  his  own  decision.  35 

iFrost^  for  the  Applicant,  urged  that  neither  the  publication  prescribed  by 
Section  1  (2)  of  the  Act  of  1901  nor  the  filing  6f  the  certified  copy  is  to  be 
regarded  as  a  condition  precedent  to  the  grant  of  priority  ;  that  the  period  of 
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12  months  referred  to  in  Section  1  (2)  of  the  Act  of  1901  is  12  months  from  the 
date  of  the  Oonvetition  application  and  not  12  months  from  the  date  of  the 
foreign  application  ;  and  that  the  time  within  which  the  requirements  of  Rule  14 
must  be  complied  with  might  be  extended  under  Rule  77  of  the  Rules  of  1903. 
5  The  Comptroller-Oeneral  called  attention  to  the  fact  that  the  requirements 
of  Rule  14,  which  are  obligatory  and  haTe  the  force  of  a  statutory  enactment, 
had  not  been  complied  with ;  that  this  irregularity  could  only  be  corrected  under 
Rule  76,  which  enables  "  any  irregularity  in  procedure,  which  in  the  opinion 
^  of  the  Comptroller  may  be  obviated  without  detriment  to  the  interests  of  any 

10  "  person,  to  be  corrected,  if  and  on  such  terms  as  the  Comptroller  may  think 
*^  fit  ^' ;  and  that  in  consequence  of  the  mistake  as  to  dates  which  had  been 
made  by  the  Applicant,  the  Specification  had  not  been  open  to  public 
inspection  until  the  30th  of  June  1904,  whereas  under  Rule  15  it  should  have 
been  open  to  public  inspection  at  the  expiration  of  twelve  months  from  the 

15  date  of  the  foreign  application — i.«.,  on  the  12th  of  June  1904.  He  further 
stated  that  he  was  prepared  under  Rule  76  to  allow  the  Convention  application 
to  be  converted  into  an  ordinary  application,  and  to  grant  the  Applicant  a 
Patent  dated  as  of  the  date  of  the  application  in  this  country — i.e.y  the  11th  of 
June  1904. 

20  Sir  William  Robson  S.G.—I  have  carefully  considered  this  case  which  has 
given  me  some  difficulty,  although  the  point,  when  one  comes  to  appreciate  ^t, 
is  simple  enough. 

The  appeal  is  by  an  Applicant  against  the  decision  of  the  Comptroller  refusing 
to  grant  priority  under  the  International  Conveution.    The  dates  are  material. 

25  The  German  Patent  was  applied  for  on  the  18th  of  June  1903.  An  application 
was  made  in  England  on  the  11th  of  June  1904.  That  application  unfortunately 
gave  an  inaccurate  date  for  the  German  application.  It  stated  that  the  Oerman 
application  had  been  made  on  the  30th  of  June  1903,  whereas  in  fact  it  had  been 
made  on  the  18th  of  June  1903.    Then  on  the  11th  of  June  1904  the  Applicant 

30  ought  to  have  accompanied  his  application  with  a  certified  copy  and  with  a  trans- 
lation of  the  Specification  which  had  been  filed  in  Oermany,  the  reason  for  that 
being  that  it  was  desirable  that  the  Comptroller  should  have  an  opportunity  of 
comparing  the  Oerman  Specification  with  the  Specification  accompanying  the 
British  application  in  order  that  he  might  see  whether  the  two  Specifications 

35  described  in  fact  the  same  invention.  The  requirement  as  to  the  certification 
and  translation  of  the  Oerman  Specification  is  contained  in  Rule  14  of  the 
Patents  Rules,  1903,  and  those  Rules  have  all  the  force  of  a  Statute,  because  by 
Section  101,  Subsection  3,  of  the  Act  of  1883,  general  niles  may  be  made  to  take 
effect  as  if  they  were  contained  in  the  Act,  and,  therefore.  Rule  14  is  to  take 

40  effect  as  if  it  were  contained  in  the  Act.  So  that  I  have  to  deal  with  the  case 
upon  the  footing  that  a  statutory  obligation  attached  to  a  Convention  application 
has  not  been  complied  with.  There  are,  I  daresay,  Rules  enabling  time  to  be 
extended,  but  I  attach  importance  to  the  opinion  of  the  Comptroller  on  any 
matter  which  affects  the  working  of  his  office.    I  am  certainly  not  disposed 

45  (although  this  is  a  rehearing  and  1  have  ample  powers)  to  set  aside  his  discretion 
in  a  matter  where  the  dates  are  so  very  wide  apart,  as  they  are  here,  because  the 
foreign  Specification  and  translation  were  not  sent  until  the  7th  of  June  1905. 
Now  that  only  left  four  days  to  the  Comptroller  within  which  to  make  the 
necessary  comparison  between  the  Oerman  and  the  English  Specifications  and 

50  to  accept  or  reject  the  application,  because  it  must  be  done  within  a  period  of 

12  months  from  the  date  of  the  British  application.    So  that  there  was  in  that 

respect  no  doubt  a  very  marked  and  strong  omission  to  comply  with  an 

obligation  of  statutory  force. 

Under  these  circumstances  what  is  the  effect  of  the  Applicant's  failure  to 

55  comply  with  the  conditions  ?  There  is  no  penalty  at  all  attached  in  the  Statute 
to  any  of  these  various  obligations  which  are  contained  in  the  Statute  and  in 
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the  Rtile&  There  is  no  means  really  of  giving  them  any  force  except  by  treating 
them  as  conditions  precedent  to  the  right  to  aecept.  The  only  way  in  which 
they  can  be  enforced  is  for  the  Comptroller  to  say — '*  If  you  do  not  comply  with 
^'  them,  yon  shall  not  have  the  application  granted."  It  is  admitted  that  he  has 
power  to  say  that,  and  it  seems  to  me  clear  that  he  mnst  have  power  to  say  it 
if  the  Rules  are  to  be  of  any  force  whatever.  He  has  said  it.  I  think  he  has 
said  it  under  circumstances  which  amply  justify  such  a  decision,  and,  therefore, 
the  appeal  must  be  dismissed. 


In  the  Court  of  appeal. 

Before  Lords  Justices  Fletcher  Moulton  and  Buckley.  10 

October  26th,  1906. 

In  the  Matter  op  Brown's  Patent. 

Patent— Petition  for  revocation. — Particulars  of  Obfectione.— Prior  user,— 
Application  for  further  and  better  particulars. — Order  made.— Appeal  from 
Order  allowed.— Patents  Jtc.  Act^  1888,  Section  26  (6).  15 

In  a  Petition  for  revocation  of  a  Patent  relating  to  improvements  in  telegraphic 
apparatus,  the  Petitioners  alleged  prior  user  by  the  manufacture  and  sale  or  use 
by  their  predecessors  in  business  and  others  of  certain  electrical  shunts,  coils, 
and  recorders.  On  a  Summons  by  the  Respondents  for  farther  Particulars  as 
to  these  alleged  prior  users  the  Judge  ordered  Particulars  to  be  given  which  20 
included  Particulars  of  the  weight,  size,  resistance  and  induction  of  the  articles. 
The  Petitioners  appealed,  but  offered  to  give  Particulars  not  covering  these 
matters. 

Held,  thai  the  Petitioners  ought  not  to  be  ordered  to  give  the  Particulars 
objected  to,  as  they  were  matters  of  description  and  not  merely  of  identification,  25 
and  the  Order  was  discharged  with  costs.    The  Petitioners  undertook  to  give  the 
Particulars  they  had  offered. 
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Letters  Patent  (No.  1434*  of  1899)  were  granted  to  Sidney  George  Broum  for 
an  invention  of  "  Improvements  in  electric  telegraph  apparatus."  In  May  1906 
Alexander  Muirhead  and  Muirhead  Jb  Co.  Ld.  presented  a  Petition  for  revoca- 
tion of  the  Patent.  The  Petition  alleged  the  invalidity  of  the  Patent  on  the 
5  grounds  of  want  of  subject-matter  and  want  of  novelty.  The  Respondents 
were  the  Patentee,  Herbert  Amand  Taylor^  and  J.  A.  L.  Dearlove^  and  the 
Cotnmerdal  Gable  Gompany^  licensees. 

The  Particulars  of  Objections  alleged  {inter  alia)  the  following  instances  of 
prior  user  upon  which  the  Petitioners  intended  to  rely  against  the  3rd,  4th, 

10  and  7th  Olaims  of  the  Specification  : — B  (1)  The  manufacture  and  sale  by 
Muirhead  is  Go.  for  many  years  prior  to  the  Patent,  and  the  common  general 
use  for  telegraphic  purposes  of  "  Electro-Magnetic  Shunts,"  "  Magnetic  Shunts,*' 
and  *^  Induction  Coils,"  the  same  being  of  lK>th  open  circuit  and  closed  circuit 
form.    (2)  The  common  general  use  for  many  years  prior  to  the  date  of  the 

15  Patent  by  Muirhead  A  Go.y  in  their  laboratories  at  Westminster  and  Elmer's 
End,  of  an  electro-magnetic  shunt  with  closed  circuit  for  shunting  *'  recorders." 
(3)  The  exhibition  and  user  by  the  Eastern  Telegraph  Gompany  at  the  Edin- 
burgh Electric  Exhibition,  1890,  of  a  Siphon  Recorder  shunted  with  a  closed 
circuit  shunt.    (4)  The  manufacture  and  use  at  the  works  of  Muirhead  is  Go.^ 

20  Elmer's  End,  for  the  West  India  and  Panama  Telegraph  Gompany ^  in  December 
1898  of  ^*  Recorders  "  shunted  with  closed  circuit  induction  coils. 

The  Respondents  applied  for  an  Order  for  further  and  better  Particulara  of 
Objections  as  follows  :  Under  (B),  Instances  of  prior  user : — (1)  Particulars  of 
the    sales   by  Muirhead   Jb    Go.  of    "Electro-Magnetic  Shunts,"  "Magnetic 

2&  f*  Shunts,"  and  ''  Induction  Coils,"  giving  dates  and  addresses  of  the  persons 
to  whom  such  sales  were  made,  the  purposes  for  which  such  shunts  were 
supplied,  and  their  size  and  weight.  Also  Particulars  of  the  type  of  shunts  so 
sold,  giving  their  resistance  in  "  Ohms "  and  induction  in  "  Henries."  (a) 
Particulars  of  the  closed    circuit  Electro-Magnetic  Shunts  in  common  and 

30  general  use  in  the  laboratories  of  MuirJiead  A  Go.  at  Westminster  and  Elmer's 
End,  giving  their  resistance  in  "  Ohms  "  and  self  induction  in  "  Henries,"  and 
also  their  size  and  weight.  (3)  Particulara  of  the  closed  current  Shunt  used  at 
the  Electric  Exhibition  in  Edinburgh  in  1890,  giving  the  resistance  in  "  Ohms  " 
and  the  self  induction  in  "  Henries,"  and  also  its  size  and  weight.    (4)  Particu- 

35  lare  of  the  Closed  Circuit  Induction  Coils  supplied  to  the  West  India  and 
Panama  Telegraph  Gompany  in  December  1898,  giving  the  resistance  in 
"  Ohms  "  and  self  induction  in  "  Henries,"  and  also  their  size  and  weight ;  and 
that  in  default  thereof  the  said  paragraph  (B)  in  the  Particulara  of  Objections 
might  be  struck  out. 

40  The  Master  made  an  Order,  as  to  B  (1),  for  Particulara  of  the  sales,  with  dates 
and  names  and  addresses  of  the  persons  to  whom  such  sales  were  made,  and  the 
purposes  for  which  such  shunts  were  supplied,  the  Petitionera  not  objecting  to 
give  these  Particulara,  but  he  ordered  no  other  of  the  Particulara  asked  for. 
At  the  request  of  the  Respondents  the  matter  was  referred  to  the  Vacation 

45  Judge,  Bargrave  Deane  J.,  who  ordered  the  Petitionera  to  give  the  Particulara 
asked  for  by  the  Summons,  but  gave  leave  to  appeal. 
The  Petitionera  appealed. 

Walter  K.C.  (instructed  by  A.  Withers)  appeared  for  the  Appellants ;  Bow* 
field  K.C.,  and  Graham,  K.C.,  (instructed  by  Trinder,  Gapron  &  Go.)  appeared 

50  for  the  Respondents. 

Walter  K.C.,  for  Appellants,  stated  the  nature  of  the  invention,  and  continued ; 
—The  Appellants  are  quite  willing  to  give,  under  B  (1),  dates,  names,  and 
addresses,  and  the  purposes  for  which  the  shunts  wera  supplied.  That  was  the 
Order  made  by  the  Master,  but  the  Particulara  ordered  by  Bargrave  Deane  J. 

55  go  beyond  that.  I  submit  that  the  Appellants  ought  not  to  be  ordered  to 
give  the  sizes  and  weight,  nor  Particulara  of  the  type  of  shunts  as  ordered. 
To  ask  for  such  Particulars  is  an  extension  of  the  usual  practice  on  a  Summons 
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for  Particulars  in  a  Patent  action.  Again,  under  B  (2),  (3),  and  (4),  Particulars 
of  resistance  and  induction  as  well  as  size  and  weight  are  again  asked  for. 
The  Appellants  have  given  all  that  they  are  bound  to  give  in  the  way  of 
Particulars  of  Objections,  but  are  willing  to  give  the  best  Particulars  they 
can  under  6  (1)  and  (2),  but  not  size,  weight,  resistance,  or  induction.  5 
Particulars  of  Objections  are  for  the  purpose  of  identification  only,  and  not 
of  description. 

Bouafield  K.C.  and  Graham  K.C.  for  the  Respondents. — ^The  Particulars 
ordered  are  relevant  to  the  issues.  The  Respondents  want  to  prevent  being 
taken  by  surprise,  and  to  save  the  costs  of  a  possible  adjournment  at  the  hearing.  10 
If  the  Appellants  could  give  the  Respondents  inspection,  that  might  be  sufi&cient. 
The  Respondents  want  the  Particulars  to  enable  them  to  see  whether  the  articles 
were  such  as  would  be  under  the  Patent.  The  cases  on  Section  29  of  the 
Patents  he.  Act,  1883,  show  that  the  Respondents  to  the  Petition  are  entitled  to 
adequate  information  as  to  what  is  alleged  against  the  Patent.  It  is  a  matter  15 
of  common  practice  to  ask  for  Particulars'  which  serve  to  describe.  The 
Respondents  want  to  know  whether  the  articles  had  the  qualities,  e.g.  as  to 
resistance,  described  in  the  Specification.  Apart  from  the  provisions  of  the 
Intents  &c.  Act  1883,  the  Court  can»order  Particulars  to  be  given. 

Counsel  for  the  Appellants  was  not  called  upon  to  reply.  20 

Fletcher  Moulton  L.J. — This  Order  is  based  upon  an  allegation  that  the 
Particulars  of  Objections  delivered  in  the  Petition  for  revocation  are  not 
adequate,  in  other  words,  that  they  do  not  satisfy  the  statutory  requirements  ; 
in  my  opinion  that  allegation  is  baseless.  They  appear  to  me  not  only  to  give 
tiie  time  and  place  of  user  and  sale  with  all  reasonable  particularity,  but  to  25 
amount  to  everything  that  is  sufficient  for  identifying  the  prior  users  which 
they  allege.  For  those  reasons  [  think  that  the  appeal  should  be  allowed.  The 
object  of  the  Respondents  is  to  turn  these  statutory  Particulars  of  Objection 
from  Particulars  sufficient  to  identify  the  prior  users  into  Particulars  sufficient 
to  describe,  and  inform  them,  of  all  the  peculiarities  of  the  articles  referred  to.  30 
That  is  certainly  not,  in  my  opinion,  the  object  of  statutory  Particulars  of 
Objections.  Of  course,  the  Petitioners  alleging  the  Objections  have  to  prove  that 
they  were  anticipations  of  the  invention.  Th^t  is  part  of  their  case.  I  do  not 
think  that  it  is  the  business  of  the  Court  to  extend  the  statutory  Particulars  of 
Objections  so  as  to  compel  them  to  disclose  their  case  to  the  other  side  further  35 
than  that  identification  of  the  articles  which  is  prescribed  by  the  Statute. 
Mr.  Walter  for  the  Petitioners  does  not  object  to  giving  the  best  Particulars 
he  can  as  to  some  matters  under  the  heads  of  1  and  2,  so  as  to  render  more 
perfect  the  identification.  I  do  not  know  that  I  should  have  been  of  opinion 
that,  in  invitoSj  we  ought  even  to  have  gone  as  far  as  that ;  however,  I  think  so  40 
far  the  Order  should  st;ind,  but  that  it  should  make  no  difference  on  the 
question  of  costs  ;  therefore  I  think  that  the  costs  of  the  Summons  below  and 
of  this  appeal  should  be  paid  by  the  Respondents. 

Buckley  LJ^. — I  agree.    I  have  nothing  to  add. 

The  Order  was  discharged  with  the  costs  of  the  appeal  to  the  Court  of  Appeal   45 
and  from  the  Master  to  the  Judge,  the  Petitioners  undertaking  to  give  the  best 
Particulars  they  could  under  paragraphs  1  and  2  of  the  Summons,  except  as  to 
resistance,  capacity,  size  and  weight. 


3  bios  oiiS  H7ii  ais 


